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PREFACE. 


As  the  Supreme  Court  of  the  United  States  possesses  appellate  jurisdic- 
tion in  all  actions  arising  under  the  Patent  Laws,  without  regard  to  the 
sum  in  controversy,  its  adjudications  are  of  paramount  importance  to  those 
interested  in  this  rapidly-growing  branch  of  our  national  jurisprudence. 

These  volumes  contain  all  cases  relating  to  Letters  Patent  for  Inven- 
tions, Copyrights,  and  Trade-marks  decided  by  the  Court  since  its  organ- 
ization, and  heretofore  only  to  be  found  scattered  through  the  volumes 
comprising  the  Reports  of  Dallas,  Cranch,  Wheaton,  Peters.  Howard,  Black, 
and  Wallace. 

The  first  volume  includes  all  decisions  of  the  Court  made  prior  to  the 
December  Term  of  1861,  and  reported  in  the  volumes  of  Dallas,  Cranch, 
Wheaton,  Peters,  and  Howard.  The  second  comprises  all  cases  contained 
in  the  two  volumes  of  Black's  Reports  and  twenty  volumes  of  the  Reports 
of  Wallace.  It  also  contains,  among  other  useful  addenda,  a  Table  of  all 
American  Patent,  Copyright,  and  Trade -mark  Cases  which  have  been 
Cited,  Approved,  Explained,  Doubted,  Disapproved,  Overruled,  or  Reversed 
in  the  Reports  of  the  Federal  and  State  Courts. 

In  preparing  this  Table,  the  author  has  endeavored  to  supply  a  want 
which  has  long  been  felt,  and  feels  confident  that  his  labors  will  be  appre- 
ciated by  those  who  are  aware  of  the  difficulties  and  doubts  which  arise 
in  examining  the  adjudicated  cases  relating  to'Patents,  and  who  are  ready 
to  avail  themselves  of  all  means  within  their  reach  in  reconciling  conflict* 
ing  decisions  and  settling  doubtful  questions. 

It  is  believed  that  this  Table  will  prove  an  indispensable  auxiliary  to  the 
Digests,  as  it  will  enable  the  practitioner  to  ascertain  at  a  glance  whether 
a  decision  has  been  Overruled,  Doubted,  Explained,  Qualified,  or  Affirmed, 
and  to  trace  a  principle  through  the  books  from  its  origin  to  its  latest 
development 

It  is  proposed  to  issue  a  third  volume  as  soon  as  a  sufficient  number  of 
cases  have  been  decided  to  justify  its  publication,  to  which  will  be  added 
an  Appendix,  containing  explanatory  notes  on  all  Patent,  Copyright,  and 
Trade-mark  cases  decided  by  the  Court  since  its  organization. 

Charles  Sidney  Whitman. 

"WxsnncoTOX,  D.  C,  1878. 
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Tyler  et  al.  v.  Tuel. 

(6  Crunch,  324.) 

An  assignee  of  part  of  a  patent-right  cannot  maintain  an  action  on  the  case  for  a 
violation  of  the  patent  under  the  act  of  1793. 

This  was  a  case  certified  from  the  Circuit  Court  of  the  District  of 
Vermont. 

Tyler  and  others,  as  assignees  of  Benjamin  Tyler,  the  original  pat- 
entee  of  an  improvement  in  grist-mills,  which  he  called  the  wry-fly, 
or  side-wheeL 

After  a  verdict  for  the  plaintiffs,  the  judges  of  the  court  below, 
upon  a  motion  in  arrest  of  judgment,  were  divided  in  opinion  upon 
the  question  "whether  the  plaintiffs,  by  their  own  showing,  are  legal 
assignees  to  maintain  this  action." 

There  were  two  counts  in  the  declaration. 

The  first  set  forth  the  substance  of  the  statutes  upon  the  subject  of 
patents  for  useful  discoveries,  the  facts  necessary  to  entitle  the  pat- 
entee to  a  patent  for  his  invention,  and  the  patent  itself,  together 
with  the  specification,  dated  February  20,  1800. 

The  averment  of  the  assignment  of  the  patent-right  to  the  plain- 
tiffs was  in  these  words:  "And  the  plaintiffs  further  say,  that  the  said 
Benjamin  Tyler,  afterwards,  to  wit,  on  the  15th  day  of  May,  in  the 
year  last  aforesaid,  at  said  Claremont,  by  his  certain  deed  of  that 
date,  by  him  signed,  sealed,  and  to  the  plaintiffs  then  and  there  by 
the  said  Benjamin  delivered,  and  ready  to  be  shown  to  the  court, 
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2  Tyler  v.  Tuel.  [Sup.  Ct. 

Argument  for  the  defendant. 

did,  in  consideration  of  the  sum  of  six  thousand  dollars,  to  him  be- 
fore that  time  by  the  plaintiff's  paid,  grant,  bargain,  sell,  assign,  and 
set  over  to  the  plaintiffs,  their  executors,  administrators,  and  assigns, 
all  the  right,  title,  and  privilege  in,  unto,  and  over  the  said  improve- 
ment in  the  said  patent  described,  and  thereby  vested  in  the  said 
Benjamin,  in  any  part  of  the  United  States,  excepting  in  the  counties 
of  Chittenden,  Addison,  Rutland,  and  Windham,  in  the  State  of  Ver- 
mont." 

The  second  count,  omitting  the  recital  of  the  statutes  and  of  the 
patent,  stated  concisely  the  same  facts.  The  averment  of  the  assign- 
ment of  the  patent-right  was  as  follows:  "And  the  said  Benjamin 
Tyler,  afterwards,  and  before  the  expiration  of  the  said  fourteen 
years,  to  wit,  at  said  Claremont,  on  the  loth  day  of  May,  in  the  year 
Jast  aforesaid,  by  his  certain  deed  of  that  date  by  him  then  and  there 
signed,  sealed,  and  to  the  plaintiffs  delivered,  assigned  to  the  plain- 
tiffs the  full  and  exclusive  right  and  liberty  of  making,  constructing, 
using,  and  vending  to  others  to  be  used,  the  said  improvement,  in 
and  throughout  the  United  States,  excepting  in  the  counties  of  Chit- 
tenden, Addison,  Rutland,  and  Windham,  in  the  State  of  Vermont, 
as  fully  and  amply  as  by  said  letters  patent  the  said  Benjamin  Tyler 
was  thereto  entitled,  and  all  his  title  and  iuterest  in  and  unto  said 
improvement,  excepting  as  aforesaid."  , 

> 

Hubbard,  for  the  defendant,  contended  that  the  assignment,  being 
of  f»trt  of  the  patent-right  only,  was  not  such  as  would  authorize  the 
assignees  to  maintain  an  action  on  the  statute.  Laws  U.  S.,  vol.  2, 
p.  202,  ft  4,  5. 

The  fourth  section  of  €he  act  declares,  "That  it  shall  be  lawful  for 
any  inventor,  his:  executor  or  administrator,  to  assign  the  title  and 
interest  in  the  said  invention,  at  any  time,  and  the  assignee,  having 
recorded  the  said  assignment  in  the  office  of  the  Secretary  of  State, 
shall  thereafter  sia?ul  in  the  place  of  the  original  inventor,  both  as  to 
right  and  responsibility,  and  so  the  assignees  of  assigns  to  any  de- 
gree." 

The  fifth  section  provides,  "That  if  any  person  shall  make,  devise, 
and  use,  or  sell  the  thing  so  invented,  the  exclusive  right  of  which 
shall,  as  aforesaid,  have  been  secured  to  any  person  by  patent,  without 
the  consent  of  the  patentee,  his  executors,  administrators,  or  assigns, 
first  obtained  in  writing,  every  person  so  offending  shall  forfeit  and 
pay  to  the  patentee  a  sum  that  shall  be  at  least  equal  to  three  times 
the  price  for  which  the  patentee  has  usually  sold  or  licensed  to  other 
persons  the  use  of  the  said  invention;  which  may  be  recovered  in  an 
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Feb.  1810.] 


Evans  v.  Jordan 


3 


Statement  of  tlio  case. 

action  on  the  case,  founded  on  this  act,  in  the  Circuit  Court  of  the 
United  States,  or  any  other  court  having  competent  jurisdiction." 

It  is  evident  from  the  whole  purview  of  the  statute,  especially  from 
the  fourth,  fifth,  sixth,  and  tenth  sections,  that  no  person  can  be  con- 
sidered as  an  assignee,  under  the  statute,  who  is  not  the  assignee  of 
the  whole  right  of  the  original  patentee. 

■ 

Rodney,  Attorney- General,  contra. 

Upon  a  motion  in  arrest  of  judgment,  if  the  judges  are  divided 
the  motion  mils,  and  the  judgment  must  be  entered  of  course.  It 
must  follow  the  verdict,  unless  sufficient  cause  be  shown  to  the  con- 
trary.   1  Salk.,  17;  Ld.  Raym.,  271 ;  3  Mod.,  156. 

If  there  can  be  no  assignment  but  of  the  whole  right,  then  the  ex- 
ception of  particular  counties  is  void,  it  being  repugnant  to  the  prior 
words  and  intention  of  the  grant. 

So  if  the  jury  find  a  fact  inconsistent  with  a  fact  previously  found, 
the  latter  fact  sliall  be  rejected.  Cro.  Car.,  130 ;  3  East;  6  Bac.  Abr., 
381;  Plowd.,564;  1  Bl.  Com.,  80;  2  Co.,  83;  8  Co.,  50;  Dyer,  351 ; 
1  Co.,  3 ;  1  Vent.,  521 ;  Cro.  Eliz.,  244. 

The  whole  passed  at  law  by  the  deed  of  assignment.  The  excep- 
tions are  in  the  nature  of  equitable  assignments. 

On  a  subsequent  day,  the  court  directed  the  following  opinion  to 
be  certified  to  the  Circuit  Coyrt  for  the  District  of  Vermont,  viz.: 

It  is  the  opinion  of  the  court,  that  the  plaintiffs,  by  their  own 
showing,  are  not  legal  assignees  to  maintain  this  action  in  their  own 
names,  and  that  the  judgment  of  the  Circuit  Court  be 

Arrested. 


Evans  v.  Jordan  and  Mored:ead. 
(0  Crunch,  109.) 

The  act  of  January,  180S,  for  the  relief  <»f  Oliver  Evans  does  not  authorize  those 
who  erected  his  machinery  hetween  tie-  expiration  of  his  old  patent  and  the 
issuing  of  the  new  one,  to  use  it  after  the  issuing  of  the  latter. 

[Tom>,  J. — Absent.] 

This  was  a  case  certified  from  the  Circuit  Court  for  the  District 
of  Virginia,  in  which  the  judges  were  divided  in  opinion  npon  the 
question  whether,  after  the  expiration  of  the  original  patent  granted 
to  Oliver  Evans,  a  general  right  to  use  his  discovery  was  not  so 
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vested  in  the  public  as  to  require  and  justify  such  a  construction  of 
the  act,  passed  in  January,  1808,  entitled  "An  act  for  the  relief  of 
Oliver  Evans,"  as  to  exempt  from  either  single  or  treble  damages 
the  use,  subsequent  to  the  passage  of  the  said  act,  of  the  machinery 
therein  mentioned,  which  was  erected  subsequent  to  the  expiration 
of  the  original  patent,  and  previous  to  the  passage  of  the  said  act. 
The  act  (vol.  9,  p.  20)  authorizes  the  Secretary  of  State  to  issue  lefc- 
ters  patent  to  Oliver  Evans,  in  the  manner  and  form  prescribed  by 
the  general  Patent  Law,  granting  to  him  for  the  term  of  fourteen 
years  the  exclusive  right  of  making,  using,  and  vending  for  use  the 
machinery  in  question:  "provided,  that  no  person  who  may  have 
heretofore  paid  the  said  Oliver  Evans  for  license  to  use  his  said 
improvements  shall  be  obliged  to  renew  the  said  license,  or  be  sub- 
ject to  damages  for  not  renewing  the  same ;  and  provided  also,  that 
no  person  who  shall  luive  used  the  said  improvements,  or  hare  erected 
the  same  for  use,  before  the  issuing  of  the  said  patent,  shall  be  liable 
to  damages  tlierefor." 

Harper,  for  (he  plaintiff. 

The  former  patent  of  the  plaintiff  having  expired,  Congress,  in 
consideration  of  the  particular  circumstances  of  his  case,  authorized 
a  new  patent  to  issue  for  another  term  of  fourteen  years.  Between 
the  expiration  of  the  old  and  the  issuing  of  the  new  patent,  the 
defendants  had  erected  and  used  and  continued  to  use  the  plaintiff's 
machinery  in  the  manufacture  of  flour,  contending  that  they  were 
protected  by  the  proviso  of  the  act  of  January  21,  1808. 

We  contend  that  the  proviso  does  not  authorize  them  to  continue 
the  use  of  the  machinery  after  the  issuing  of  the  new  patent,  but 
merely  protects  them  from  damages  for  hating  used  and  for  hating 
erected  for  use  the  machinery  in  question  jrrior  to  the  issuing  of  the 
new  patent. 

The  second  patent  was  intended  to  place  Evans  in  the  situation  in 
which  he  would  have  been  if  the  first  patent  had  continued  in  force, 
except  as  to  his  right  to  damages  for  acts  done  in  the  intermediate 
time  between  the  first  and  second  patent.  If  the  defendants  chose 
to  continue  to  use  the  machinery  after  the  new  patent,  they  were 
bound  to  pay  for  the  right  to  use  it. 

E.  J.  Lee  and  P.  B.  Key,  contra. 

If  the  construction  contended  for  on  the  other  side  be  correct,  the 
proviso  was  wholly  useless,  because  the  defendants  needed  no  such 
protection.   Evans  could  have  no  claim  against  them  for  acts  done 
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utter  his  patent  had  expired  and  before  the  issuing  of  the  new  pat- 
ent.  The  defendants  had  a  full  and  perfect  right  to  erect  and  use 
the  machinery.  A  law  to  oblige  them  now  to  abandon  their  prop- 
erty, or  to  pay  what  Mr.  Evans  may  choose  to  exact,  is  in  the  nature 
of  an  ex  post  facto  law ;  and  although  it  may  not  be  absolutely  un- 
constitutional, yet  is  so  far  within  the  spirit  of  the  Constitution  that 
this  court  will  not  give  such  a  construction  to  the  proviso,  if  it  can 
possibly  be  avoided.  The  proviso  says  that  no  person  who  shall  have 
erected  the  machinery  for  use  shall  be  liable  to  damages  therefor.  The  • 
defendants  had  erected  the  machinery  for  use,  and  are  consequently 
not  liable  therefor.  What  can  the  proviso  mean,  unless  to  give 
those  who  are  in  the  situation  of  the  defendants  the  right  to  use 
their  own  machines,  lawfully  erected  V  The  inventions  had  become 
public  property ;  every  one  had  a  right  to  use  them.  Congress  did 
not  mean  to  take  away  that  vested  right  from  those  who  had  availed 
themselves  of  it.  To  deprive  a  person  of  the  use  of  his  property  is 
equivalent  to  depriving  him  of  the  property  itself.  Congress  could 
not  mean  to  do  this.  This  court  will  give  the  act  such  an  equitable 
construction  as  will  give  effect  to  the  proviso. 

Harper,  in  reply. 

The  words  of  the  proviso  arc  clear  and  explicit,  and  admit  not  of 
construction.  The  legislature  may  have  supposed  that  the  new  pat- 
ent, which  was  intended  to  be  a  continuation  of  the  old  one,  might 
have  subjected  those  who  had  already  erected  the  machinery  to 
damages,  and  intended  to  guard  against  them.  It  is  not  certain  that 
under  the  law  under  which  the  patent  issued  this  would  not  have 
been  the  effect;  but  it  is  sufficient  if  the  legislature  supposed  it  would 
have  been.  We  arc  not  bound  to  show  the  motives  of  the  legista- 
tare ;  if  their  words  are  clear  and  explicit,  there  is  no  room  for  con- 
struction. The  acts  which  are  proteete'd  by  the  proviso  are  acts 
done  before  the  issuing  of  the  patent ;  the  opposite  counsel  contend 
that  the  legislature,  when  they  said  " before"  meant  after.  The  pro- 
viso is  too  plain  to  bear  an  argument. 

[Todd,  J.— Absent.   Mnrch  4th.] 

Washington,  J.,  delivered  the  opinion  of  the  court. 

The  question  certified  to  this  court  by  the  Circuit  Court  for  the 
District  of  Virginia,  and  upon  which  the  opinion  of  this  court  is 
required,  is,  whether,  after  the  expiration  of  the  original  patent 
granted  to  Oliver  Evans,  a  general  right  to  use  his  discovery  was 
not  so  vested  in  the  public  as  to  require  and  justify  such  a  construc- 
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tion  of  the  act,  passed  in  January,  1808,  entitled  "An  act  for  the 
relief  of  Oliver  Evans,"  as  to  exempt  from  either  treble  or  single 
damages  the  use,  subsequent  to  the  passage  of  the  said  act,  of  the 
machinery  therein  mentioned,  which  was  erected  subsequent  to  the 
expiration  of  the  original  patent,  and  previous  to  the  passage  of  the 
said  act. 

The  act — upon  the  construction  of  which  the  judges  of  the  Circuit 
Court  were  opposed  in  opinion — directs  a  patent  to  he  granted,  in 
the  form  prescribed  by  law,  to  Oliver  Evans  for  fourteen  years,  for 
the  full  and  exclusive  right  of  making,  constructing,  using,  and 
vending  to  be  used  his  invention,  discovery,  and  improvements  in 
the  art  of  manufacturing  flour  and  meal,  and  in  the  several  machines 
which  he  has  discovered,  invented,  improved,  and  applied  to  that 
purpose. 

The  proviso  upon  which  the  question  arises  is  in  the  following 
words:  "Provided,  that  no  person  who  may  have  heretofore  paid 
the  said  Oliver  Evans  for  license  to  use  the  said  improvements  shall 
be  obliged  to  renew  said  license,  or  be  subject  to  damages  for  not  re- 
newing the  same;  and  provided  also,  that  no  person  who  shall  have 
used  the  said  improvements,  or  have  erected  the  same  for  use,  before 
the  issuing  of  the  said  patent,  shall  lie  liable  to  damages  therefor." 

The  language  of  this  last  proviso  is  so  precise,  and  so  entirely  free 
from  all  ambiguity,  that  it  is  difficult  for  any  course  of  reasoning  to 
shed  light  upon  its  meaning.  It  protects  against  any  claim  for  dam- 
ages which  Evans  might  make,  those  who  may  have  used  bis  im- 
provements, or  who  may  have  erected  them  for  use,  prior  to  the  imf- 
iny  of  his  patent  under  this  law.  The  protection  is  limited  to  acts 
done  prior  to  another  act  thereafter  to  be  performed,  to  wit,  the  issu- 
ing of  the  patent.  To  extend  it,  by  construction,  to  acts  which  might 
be  done  subsequent  to  the  issuing  of  the  patent,  would  be  to  make, 
not  to  interpret,  the  law. 

The  injustice  of  denying  to  the  defendants  the  use  of  machinery 
which  they  had  erected  after  the  expiration  of  Evans's  first  patent, 
and  prior  to  the  passage  of  this  law,  has  been  strongly  urged  as  a 
reason  why  the  words  of  this  proviso  should  be  so  construed  as  to 
have  a  prospective  operation.  But  it  should  bo  recollected  that  the 
right  of  the  plaintiff  to  recover  damages  for  using  his  improvement 
after  the  issuing  of  tho  patent  under  this  law,  although  it  had  been 
erected  prior  thereto,  arises,  not  under  this  law,  but  uudcr  the  gen- 
eral law  of  the  21st  of  February,  1793.*    The  provisos  in  this  law 

•The  11  ft  1 1  section  o(  the  act  of  21st  of  February.  1703,  which  is  the  only  section 
of  that  aet  which  gives  damages  for  violatiou  of  the  patent-right,  is  repealed  by 
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profess  to  protect,  against  the  operation  of  the  general  law,  three 
classes  of  persons:  those  who  had  paid  Evans  for  a  license  prior  to 
the  passage  of  the  law,  those  who  may  hare  used  his  improvements, 
and  those  who  may  have  erected  them  for  use,  hefore  the  issuing  of 
the  patent. 

The  legislature  might  have  proceeded  still  further,  by  providing  a 
shield  for  persons  standing  in  the  situation  of  these  defendants.  It 
is  believed  that  the  reasonableness  of  such  a  provision  could  have 
been  questioned  by  no  one.  But  the  legislature  have  not  thought 
proper  to  extend  the  protection  of  these  provisos  beyond  the  issuing 
of  the  patent  under  that  law,  and  this  court  would  transgress  the 
limits  of  judicial  power  by  an  attempt  to  supply,  by  construction, 
this  supposed  omission  of  the  legislature.  The  argument,  founded 
upon  the  hardship  of  tliis  and  similar  cases,  would  be  entitled  to 
great  weight,  if  the  words  of  this  proviso  were  obscure  and  open  to 
construction.  But  considerations  of  this  nature  can  never  sanction 
a  construction  at  variance  with  the  manifest  meaning  of  the  legis- 
lature, expressed  in  plain  and  unambiguous  language. 

The  argument  of  the  defendants'  counsel — that,  unless  the  con- 
struction they  conteud  for  be  adopted,  the  proviso  is  senseless  and 
inoperative — is  susceptible  of  the  same  answer. 

Whether  the  proviso  was  introduced  from  abundant  caution,  or 
from  an  opinion  really  entertained  by  the  legislature  that  those  who 
might  have  erected  these  improvements,  or  might  have  used  them 
prior  to  the  issuing  of  the  patent,  would  be  liable  to  damages  for 
having  done  so,  it  is  impossible  for  this  court  to  say.  It  is  not  diffi- 
cult, however,  to  imagine  a  state  of  things  which  might  have  afforded 
some  ground  for  such  an  opinion. 

Although  this  court  lias  been  informed  that  the  judge  who  deliv- 
ers this  opinion  knows  that  the  former  patent  given  to  Evans  had 
been  adjudged  to  be  void  by  the  Circuit  Court  of  Pennsylvania  prior 
to  the  passage  of  this  law,  yet  that  fact  is  not  recited  in  the  law,  nor 
does  it  appear  that  it  was  within  the  view  of  the  legislature ;  and  if 
that  patent-right  had  expired  by  its  own  limitation,  the  legislature 
might  well  make  it  a  condition  of  the  new  grant  that  the  patentee 
should  not  disturb  those  who  had  violated  the  former  patent.  This 
idea  was  certainly  in  the  mind  of  the  legislature  which  passed  the 
act  of  the  21st  of  February,  1793,  which,  after  repealing  the  act  of 
the  10th  of  April,  1790,  preserves  the  rights  of  patentees  under  the 

the  fourth  section  of  the  act  of  the  17th  of  April,  1800,  vol.  5,  p.  90,  the  third  sec- 
tion of  which  act  gives  treble  damages  for  the  violation  of  any  patent  granted 
pursuant  to  that  act,  or  the  act  of  1793. 
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repealed  law  only  in  relation  to  violations  committed  after  the  pass- 
age of  tho  repealing  law. 

If  the  decision  above  mentioned  was  made  known  to  the  legisla- 
ture, it  is  not  impossible  but  that  a  doubt  might  have  existed  whether 
the  patent  was  thereby  rendered  void  ah  initio,  or  from  the  time  of 
rendering  the  judgment ;  and  if  the  latter,  then  the  proviso  would 
afford  a  protection  against  all  preceding  violations.  But,  whatever 
might  be  the  inducements  with  the  legislature  to  limit  the  proviso 
under  consideration,  as  we  tind  it,  this  court  cannot  introduce  a  dif- 
ferent proviso,  totally  at  variance  with  it  in  language  and  intention. 

It  is  the  unanimous  opinion  of  this  court,  that  the  act  passed  in 
January,  1808,  entitled  "An  act  for  the  relief  of  Oliver  Evans," 
ought  not  to  be  construed  as  to  exempt  from  either  treble  or  single 
damages  the  use,  subsequent  to  the  passage  of  the  said  act,  of  the 
machinery  therein  mentioned,  which  was  erected  subsequent  to  the 
expiration  of  the  original  patent  and  previous  to  the  passage  of  the 
said  act.  Which  opinion  is  ordered  to  be  certified  to  the  Circuit 
Court  for  the  District  of  Virginia. 


Evans  v.  Eaton. 
(3  Wheatou,  454.) 

1.  Under  the  0th  section  of  the  Patent  Law  of  1793,  ch.  150,  the  defendant 

pleaded  the  general  Issue,  and  gave  notice  that  he  would  prove  at  the  trial 
that  the  machine,  for  the  use  of  which,  without  license,  the  suit  was  brought, 
had  been  used  previous  to  the  alleged  invention  of  the  plaintiff,  in  several 
places  which  were  specified  in  the  notice,  or  in  some  of  them,  "and  also 
at  sundry  other  places  in  Pennsylvania,  Maryland,  and  elsewhere  in  the 
United  States."  The  defendant  having  given  evidence  as  to  some  of  the 
places  specified,  offered  evidence  as  to  others  not  specified  :  Ueld,  That  this' 
evidence  was  admissible.  But  the  powers  of  the  court,  in  such  a  case,  are 
sufficient  to  prevent,  and  will  be  exercised  to  prevent,  the  patentee  from 
being  injured  by  surprise. 

2.  Testimony,  on  the  part  of  the  plaintiff,  that  the  persons,  of  whose  prior  use 

of  the  machine  the  defendant  had  given  evidence,  had  paid  the  plaintiff  for 
licenses  to  use  the  machine  since  his  patent,  ought  not  to  be  absolutely  re- 
jected, though  entitled  to  very  little  weight.  . 

3.  Qucrre.  Whether,  under  the  general  Patent  Law,  improvements  on  different 

machines  can  be  comprehended  in  the  same  patent,  so  as  to  give  a  rigty  to 
the  exclusive  use  of  several  machines  separately,  as  well  as  a  right  to  the 
exclusive  use  of  those  machines  in  combination? 

4.  Ilowever  this  may  be,  the  act  of  the  21st  of  January.  1S08,  ch.  117,  "for  the 

relief  of  Oliver  Evans,"  authorizes  the  issuing  to  him  of  a  patent  for  his 
invention,  discovery,  and  improvements  in  the  art  of  manufacturing  flour, 
and  In  the  several  machines  applicable  to  that  purpose. 
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.>.  Quart.  Whether  Congress  can  constitutionally  decide  the  fact  that  a  particu- 
lar individual  is  an  author  or  inventor  of  a  certain  writing  or  invention,  so  as 
to  preclude  judicial  inquiry  into  the  originality  of  the  authorship  or  inven- 
tion ? 

6.  Be  this  as  it  may,  the  act  for  the  relief  of  Oliver  Evans  does  not  decide  that 

fact,  but  leaves  the  question  of  invention  and  improvement  open  to  investiga- 
tion under  the  general  Patent  Law. 

7.  Under  the  sixth  section  of  the  Patent  Law,  ch.  150,  if  the  thing  secured  by 

patent  had  been  in  use,  or  had  been  described  in  a  public  work,  anterior  to 
the  supposed  discovery,  the  patent  is  void,  whether  the  patentee  had  a  knowl- 
edge of  this  previous  use  or  description  or  not. 

8.  Oliver  Evans  may  claim,  under  his  patent,  the  exclusive  use  of  his  inventions 

and  improvement  in  the  art  of  manufacturing  flour  and  meal,  and  in  the 
several  machines  which  he  has  invented,  and  in  his  improvement  on  ma- 
chines previously  discovered.  But  where  his  claim  is  for  an  improvement 
on  a  machine,  he  must  show  the  extent  of  his  improvement,  so  that  a  person 
understanding  the  subject  may  comprehend  distinctly  in  what  it  consists. 

9.  The  act  for  the  relief  of  O.  E.  lt£  ingrafted  on  the  general  Patent  Law,  so  as 

to  give  him  a  right  to  sue  in  the  Circuit  Court  for  an  infringement  of  his 
patent-rights,  although  the  defendant  may  be  a  citizen  of  the  same  State  with 
himself. 

Error  to  the  Circuit  Court  for  the  District  of  Pennsylvania. 

This  was  an  action  brought  by  the  plaintiff  in  error  against  the 
defendant  in  error,  for  an  alleged  infringement  of  the  plaintiff's 
patent-right  to  the  use  of  his  improved  hopper-boy,  one  of  the  sev- 
eral machines  discovered,  invented,  improved,  and  applied  by  him  to 
the  art  of  manufacturing  flour  and  meal,  which  patent  was  granted 
on  the  22d  January,  1808.  The  defendant  pleaded  the  general  issue, 
and  gave  the  notice  hereafter  stated.  The  verdict  was  rendered,  and 
judgment  given  thereupon  for  the  defendant  in  the  court  below ;  on 
which  the  cause  was  brought,  by  writ  of  error,  to  this  court. 

At  the  trial  in  the  eourt  below,  the  plaintiff'  gave  in  evidence  the 
several  acts  of  Congress  entitled,  respectively,  "An  act  to  promote 
the  progress  of  useful  arts,  and  to  repeal  the  acts  heretofore  made 
for  that  purpose ;"  "An  act  to  extend  the  privilege  of  obtaining 
patents,  for  useful  discoveries  and  inventions,  to  certain  persons 
therein  mentioned,  and  to  enlarge  and  define  penalties  for  violating 
the  rights  of  patentees ;"  and  "An  act  for  the  relief  of  Oliver  Evans;" 
the  said  Oliver's  petition  to  the  Secretary  of  State  for  a  patent,  and 
the  patent  thereupon  granted  to  the  said  Oliver,  dated  the  twenty- 
second  day  of  January,  in  the  year  1808;  and  further  save  in  evi- 
dence,  that  an  agent  for  the  plaintiff  wrote  a  note  to  the  defendant, 
in  answer  to  which  he  called  on  the  agent  at  Chambersbunr.  at  the 
house  of  Jacob  Suyder,  on  the  ninth  of  August,  1813 ;  there  were  a 
number  of  millers  present ;  the  defendant  then  told  the  agent  that 
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he  had  got  Mr.  Evans's  book,  a  plate  in  the  M'dlwrighfs  Guide,  and 
if  the  agent  would  take  forty  dollars  the  defendant  would  give  it 
him  :  the  defendant  said  that  his  hopper-hoy  was  taken  from  a  plate 
in  Mr.  Evans's  hook;  he  said  he  would  give  no  more,  alleging  that 
the  hundred  dollars  the  agent  asked  was  too  much ;  that  the  stream 
on  which  his  mill  was,  was  a  small  head  of  Couogoeheage.  The 
agent  then  declared  that,  if  the.  defendant  would  not  pay  him  by 
Monday  morning,  he  would  commence  a  suit  in  the  Circuit  Court. 

The  plaintiff  further  gave  in  evidence,  that  another  agent  for  the 
plaintiff  was  in  the  defendant's  mill  on  the  second  of  November, 
1814,  and  saw  a  hopper-boy  there,  on  the  principles  and  construction 
of  the  plaintiff's  hopper-boy.  This  witness  had  heard  that  a  right 
was  obtained  under  Pennsylvania,  but  did  not  know  of  anv  rights 
under  Pennsylvania  sold  by  the  plaintiff,  and  did  not  know  that  it 
was  erected  in  anv  mill  after  the  patent  under  Pennsylvania.  The 
defendant's  hopper-boy  had  an  upright  shaft,  with  a  leading  arm,  in 
the  first  place,  and  a  large  arm  inserted  with  flights,  and  leading 
lines,  and  sweepers ;  a  little  board  for  the  purpose  of  sweeping  the 
meal  in  the  bolting  hoppers,  and  spreading  it  over  the  floor ;  a  bal- 
ance weight,  to  cause  the  arms  to  play  up  and  down  lightly  over  the 
meal.  The  leading  arms  are  about  five  feet  long,  and  seem  to  be  in 
proportion,  the  arm  about  fourteen,  and  the  length  of  the  sweep 
about  nine  inches.  And  the  defendant,  having  previously  given  the 
plaintiff  written  notice  that  upon  the  trial  of  the  cause  the  defendant 
would  give  in  evidence,  under  the  general  issue,  the  following  special 
matter, — to  wit :  "  1st.  That  the  improved  hopper-boy,  for  which,  inter 
alia,  the  plaintiff'  in  his  declaration  alleges  he  has  obtained  a  patent, 
was  not  originally  discovered  by  the  patentee,  but  had  been  in  use 
anterior  to  the  supposed  discovery  of  the  patentee,  in  sundry  places, 
to  wit,  at  the  mill  of  George  Fry  and  Jehu  IIol  lings  worth,  in  Dau- 
phin county,  Pennsylvania;  at  Christian  Stautfer's  mill, in  Warwick 
township.  Lancaster  county,  State  of  Pennsylvania;  at  Jacob  Staut- 
fer's mill,  in  the  same  county;  at  Richard  Downing's  mill,  in  Chester 
county.  Pennsylvania ;  at  ButHngton's  mill,  on  the  Brandy  wine ;  at 
Daniel  Houston's  mill,  in  Lancaster  county,  Pennsylvania;  at  Henry 
Stautl'er's  mill,  in  York  county,  Pennsylvania ;  and  at  Dihl's  mill,  in 
the  same  county,  or  at  some  of  the  said  places,  and  also  at  sundry 
other  plaees  in  the  said  State  of  Pennsylvania,  the  State  of  Mary- 
land, and  elsewhere  in  the  United  States.  2d.  That  the  patent  given 
to  the  plaintiff,  as  he  alleges  in  his  declaration,  is  more  extensive 
than  his  discovery  or  invention :  for  that  certain  parts  of  the  machine 
in  said  patent,  called  an  improved  hopper-boy,  aud  which  the  plain- 
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tilF  claims  as  his  invention  and  discovery,  to  wit,  the  upright  shaft, 
arms,  and  flights,  and  sweeps,  or  some  of  them,  and  those  parts  by 
which  the  meal  is  spread,  turned,  and  gathered  at  one  operation,  and 
also  several  other  parts,  were  not  originally  invented  and  discovered 
by  him,  but  were  in  use  prior  to  his  said  supposed  invention  or  dis- 
covery, to  wit,  at  the  places  above  mentioned,  or  some  of  them.  3d. 
That  the  said  patent  is  also  more  extensive  than  the  plaintiff's  inven- 
tion or  discovery :  for  that  the  application  of  the  power  that  moves  the 
mill  or  other  principal  machine  to  the  hopper-hoy  is  not  an  original 
invention  or  discovery  of  the  plaintiff,  but  was  in  use  anterior  to  his 
supposed  invention  or  discovery,  to  wit,  at  the  places  above  men- 
tioned, or  some  of  them.  4th.  That  the  said  patent  is  void,  because 
it  purports  to  give  him  an  exclusive  property  in  an  improvement 
in  the  art  of  manufacturing  meal  by  means  of  a  certain  machine 
termed  an  improved  hopper-boy,  of  which  the  said  plaintiff'  is  not 
the  original  inventor  or  discoverer,  parts  of  the  machine  in  the  de- 
scription thereof  referred  to  by  the  patent  having  been  in  use  ante- 
rior to  the  plaintiff's  said  supposed  discovery,  to  wit,  at  the  places 
above  mentioned,  or  some  of  them ;  and  the  said  patent  and  descrip- 
tion therein  referred  to  contains  no  statement,  specification,  or  descrip- 
tion by  which  those  partsy  so  used  as  aforesaid,  may  be  distinguished 
from  those  of  which  the  said  plaintiff  may  have  been,  the  inventor 
or  discoverer,  protesting  at  the  same  time  that  lie  has  not  been  the 
inventor  or  discoverer  of  any  of  the  parts  of  the  said  machine.  6th. 
That  the  improved  elevator  described  in  the  declaration,  or  referred 
to  therein,  was  not  originally  discovered  by  the  plaintiff,  hut  was, 
anterior  to  his  said  supposed  discovery  or  invention,  described  in  cer- 
tain public  works,  or  books,  to  wit,  in  Skate's  Travels;  in  the  iirst 
volume  of  the  Universal  History ;  in  the  first  volume  of  Mormer's 
Huskmdnj;  in  Ferguson's  Mechanics ;  in  Bossuefs  Hisiorie  des  Mathe- 
matiques;  in  Wolfs  Cours  des  Mnthcmatiques ;  in  Dmtf/idicr's  Erpcri- 
rnentd  Philosophy,  and  in  Proaeifs  Architecture  Hjjdmdiqtie,  or  some 
of  them.  Gth.  That  the  said  patent  is  more  extensive  than  the  inven- 
tion or  discovery  of  the  plaintiff,  because  certain  parts  of  the  machine 
called  an  improved  elevator  were,  anterior  to  the  plaintiff's  said 
supposed  invention  or  discovery,  described  in  certain  public  works 
or  books,  1o  wit,  the  works  or  books  above  mentioned,  or  some  of 
them ;  and  that  the  said  patent  is  void,  because  it  neither  contains 
nor  refers  to  any  specification  or  description  by  which  the  parts  so 
before  described  in  the  said  public  works  may  be  distinguished  from 
those  parts  of  which  tho  plaintiff*  may  be  the  inventor  or  discoverer, 
protesting,  at  tho  same  time,  that  he  has  not  heen  the  inventor  or 
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discoverer  of  any  of  the  parts  of  the  said  machine," — gave  in  evi-. 
dence  the  existence  of  hopper-hoys,  prior  to  the  plaintiff's  alleged 
discovery,  at  sundry  mills  in  the  State  of  Pennsylvania  mentioned 
in  the  said  notice;  and  further  offered  to  give  in  evidence  the  exist- 
ence of  hopper-boys,  prior  to  the  plaintiff's  alleged  discovery,  at  sun- 
dry other  mills  in  the  State  of  Pennsylvania  not  mentioned  in  the 
said  notice ;  and  the  counsel  for  the  plaintiff  objected  to  the  admission 
of  any  evidence  of  the  existence  of  hopper-boys  in  the  said  mills  not 
mentioned  in  the  said  notice.  But  the  court  decided  that  such  evi- 
dence was  competent  and  legal.  To  which  decision  the  counsel  for 
the  plaintiff  excepted.  The  plaintiff,  after  the  above  evidence  had 
been  laid  before  the  jury,  offered  further  to  give  in  evidence,  that 
certain  of  the  persons  mentioned  in  the  defendant's  notice  as  having 
hopper-boys  in  their  mills,  and  also  certain  of  the  persons  uot  men- 
tioned in  the  said  notice,  but  of  whom  it  has  been  shown  by  the 
defendant  that  they  had  hopper-boys  in  their  mills,  had,  since  the 
plaintiff's  patent,  paid  the  plaintiff  for  license  to  use  his  improved 
hopper-boy  in  the  said  mills  respectively.  But  the  counsel  for  the 
defendant  objected  to  such  evidence  as  incompetent  and  illegal, 
and  the  court  refused  to  permit  the  same  to  be  laid  before  the  jury. 
To  which  decision  the  plaintiff's  counsel  excepted. 

The*  court  below  charged  the  jury  that  the  patent  contained  no 
grant  of  a  right  to  the  several  machines,  but  was  confined  to  the 
improvement  in  the  art  of  manufacturing  flour  by  means  of  those 
machines;  and  that  the  plaintiff's  claim  must,  therefore,  be  confined 
to  the  right  granted,  such  as  it  was.  That  it  had  been  contended  that 
the  schedule  was  part  of  the  patent,  and  contained  a  claim  to  the  in- 
vention of  the  peculiar  properties  and  principles  of  the  hopper-boy 
as  well  as  the  other  machines.  But  the  court  was  of  opinion  that 
the  schedule  is  to  be  considered  as  part  of  the  patent,  so  far  as  it  is 
descriptive  of  the  machines,  but  no  farther;  and  even  if  this  claim 
had  been  contained  in  the  body  of  the  patent,  it  would  have  confer- 
red no  right  which  was  not  granted  by  that  instrument. 

The  court  further  proceeded  to  instruct  the  jury  that  the  law  au- 
thorized the  President  to  grant  a  patent  for  the  exclusive  right  to 
make,  construct,  use,  and  vend  to  be  used  any  new  and  useful  art, 
machine,  manufacture,  or  composition  of  matter,  or  any  new  and 
useful  improvement  in  any  art,  machine,  &c,  not  known  or  used 
before  the  application.  As  to  what  constitutes  an  improvement,  it 
is  declared  that  it  must  be  in  the  principle  of  the  machine,  and  that  a 
mere  change  in  the  form  or  proportions  of  any  machine  shall  not  be 
deemed  a  discovery.    Previously  to  obtaining  the  patent,  the  appli- 
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cant  is  required  to  swear  or  affirm  that  he  verily  believes  that  he 
is  the  trne  inventor  or  discoverer  of  the  art,  machine,  or  improve- 
ment for  which  he  solicits  a  patent;  and  he  mnst  also  deliver  a 
written  description  of  his  invention,  and  of  the  manner  of  using  it, 
so  clearly  and  exactly  as  to  distinguish  the  same  from  all  other  things 
before  known,  and  to  enable  others  skilled  in  art  to  construct  and 
use  the  same.  That  from  this  short  analysis  of  the  law,  the  following 
rules  might  be  deduced :  1st.  That  a  patent  may  be  for  a  new  and 
useful  art ;  but  it  must  be  practical ;  it  must  be  applicable  and  refer- 
able to  something  by  which  it  may  be  proved  to  be  useful ;  a  mere 
abstract  principle  cannot  be  appropriated  by  patent.  2d.  The  dis- 
covery must  not  only  be  useful,  but  new;  it  must  not  have  been 
known  or  used  before  in  any  part  of  the  world.  It  was  contended, 
by  the  plaintiff's  counsel,  that  the  title  of  the  patentee  cannot  be 
impeached,  unless  it  be  shown  that  he  knew  of  a  prior  discovery  of 
the  same  art,  machine,  &c;  and  that  true  and  original  are  synony- 
mous terms  in  the  intention  of  the  legislature.  But,  as  it  was  not 
pretended  that  those  terms  meant  the  same  thing  in  common  par- 
lance, neither  was  it  the  intention  of  the  legislature  to  use  them  as 
such.  The  first  section  of  the  law,  referring  to  the  allegations  of  the 
application  for  a  patent,  speaks  of  the  discovery  as  something  "not, 
known  or  used  before  the  application";  and  in  the  sixth  section  it  is 
declared  that  the  defendant  may  give  in  evidence  that  the  thing 
secured  by  patent  was  not  originally  discovered  by  the  patentee, 
but  had  been  in  use,  or  had  been  described  in  some  public  work, 
anterior  to  the  supposed  discovery.  3d.  If  the  discovery  be  of  an 
improvement  only,  it  must  be  an  improvement  in  the  principle  of  a 
machine,  art,  or  manufacture  before  known  or  used;  if  only  in  the 
form  or  proportion,  it  has  not  the  merit  of  a  discovery  which  can 
entitle  the  party  to  a  patent.  4th.  The  grant  can  only  be  for  the 
discovery  as  recited  and  described  in  the  patent  and  specification.  If 
the  grantee  is  not  the  original  discoverer  of  the  art,  machine,  &c,  for 
which  the  grant  is  made,  the  whole  is  void.  Consequently,  if  the  pat- 
ent be  for  the  whole  of  the  machine,  and  the  discovery  were  of  an 
improvement,  the  patent  is  void.  oth.  A  machine  or  an  improvement 
may  be  new,  and  the  proper  subject  of  a  patent,  though  the  parts  of  it 
were  before  known  and  in  use.  The  combination,  therefore,  of  old 
machines,  to  produce  a  new  and  useful  result,  is  a  discovery  for 
which  a  patent  may  be  granted. 

The  above  principles  would  apply  to  most  of  the  questions  that  had 
been  discussed.  It  was  strongly  insisted  upon,  by  the  defendant's 
counsel,  that  this  patent  is  broader  than  the  discovery ;  the  evidence 
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proving  that,  in  relation  to  the  hopper-boy,  for  the  using  of  which 
this  suit  is  brought,  the  plaintiff  can  pretend  to  no  discovery  beyond 
that  of  an  improvement  in  a  machine  known  and  used  before  the 
alleged  discovery  of  the  plaintiff.  This  argument  proceeded  upon 
the  supposition  that  the  plaintiff  had  obtained  a  patent  for  the  hop- 
per-boy, which  was  entirely  a  mistake.  The  patent  was  "  for  an  im- 
provement in  the  art  of  manufacturing  flour,"  by  means  of  a  hopper- 
boy  and  four  other  machines  described  in  the  specification,  and  not 
for  either  of  the  machines  so  combined  and  used.  That  the  plaintiff 
is  the  original  discoverer  of  this  improvement,  was  contested  by  no 
person,  and,  therefore,  it  could  not,  with  truth,  be  alleged  that  the 
patent  is  broader  than  the  discovery,  or  that  the  plaintiff  could  not 
support  an  action  on  this  patent  against  any  person  who  should  use 
the  whole  discovery. 

But  could  he  recover  against  a  person  who  had  made  or  used  one 
of  the  machines  which  in  part  constitutes  the  discovery  ?  The  plain- 
tiff insisted  that  he  could,  because,  having  a  right  to  the  whole,  he  is 
necessarily  enlitled  to  the  parts  of  which  that  whole  is  composed. 
Would  it  be  seriously  contended  that  a  person  might  acquire  a  right 
to  the  exclusive  use  of  a  machine,  because  when  used  in  combination 
with  others  a  new  and  useful  result  is  produced,  which  he  could  not 
have  acquired  independent  of  that  combination  ?  If  he  could,  then 
if  A  were  proved  to  be  the  original  inventor  of  the  hopper-boy,  B  of 
the  elevator,  and  so  on  as  to  the  other  machines,  and  either  had 
obtained  patents  for  their  respective  discoveries,  or  chose  to  abandon 
them  to  the  public,  the  plaintiff,  although  it  was  obvious  he  could 
not  have  obtained  separate  patents  for  those  machines,  might  never- 
theless deprive  the  original  inventors,  in  the  tirst  instance,  and  the 
public,  in  the  latter,  of  their  acknowledged  right  to  use  those  discov- 
eries, by  obtaining  a  patent  for  an  improvement  consisting  in  a  com- 
bination of  those  machines  to  produce  a 'new  result. 

The  court  further  charged  the  jury  that  it  was  not  quite  clear 
that  this  action  could  be  maintained,  although  it  was  proved  beyond 
all  controversy  that  the  plaintiff  was  the  original  inventor  of  this 
machine.  The  patent  was  the  foundation  of  the  action,  and  the  gist 
of  the  action  was  the  violation  of  a  right  which  that  instrument  had 
conferred.  But  the  exclusive  right  of  the  hopper-boy  was  not  grant- 
ed by  this  patent,  although  this  particular  machine  constitutes  a  part 
of  the  improvement  of  which  the  plaintiff  is  the  original  inventor, 
and  it  is  lor  this  improvement,  and  this  only,  that  the  grant  is  made. 
If  the  grant,  then,  was  not  in  this  particular  machine,  could  it  bo 
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sufficient  for  the  plaintiff  to  prove,  in  this  action,  that  he  was  the 
original  inventor  of  it  ? 

Again,  could  the  plaintiff  have  obtained  a  separate  patent  for  the 
hopper-boy,  in  case  he  were  the  original  inventor  of  it,  without  first 
swearing  or  affirming  that  he  was  the  true  inventor  of  that  machine? 
Certainly  not.  Has  the  plaintiff  then  taken,  or  could  he  have  taken, 
such  an  oath  in  this  case  ?  Most  assuredly  he  could  not ;  because 
the  prescribed  form  of  the  oath  is,  that  he  is  the  inventor  of  the  art, 
machine,  or  manufacture  for  which  he  solicits  a  patent.  But  since 
the  patent  which  he  solicited  was  not  for  the  hopper-boy,  but  for  an 
improvement  in  the  manufacture  of  flour,  he  might,  with  safety,  have 
taken  the  oath  prescribed  by  law,  although  he  knew  at  the  time  that 
he  was  not  the  true  inventor  of  the  hopper-boy ;  and  thus  it  would 
happen  tliat  he  could  indirectly  obtain  the  benefit  of  a  patent-right 
to  the  particular  machine,  which  he  could  not  directly  have  obtained 
without  doing  what,  it  must  be  admitted,  in  this  case  he  had  not 
done. 

But  this  was  not  all.  If  the  law  had  provided  for  fair  and  origi- 
nal discoverers  a  remedy  when  their  rights  are  invaded  by  others,  it 
had  likewise  provided  corresponding  protection  to  others,  where  he 
has  not  the  merit.  What  judgment  could  the  District  Court  have 
rendered  upon  a  scire  facias  to  repeal  this  patent,  if  it  had  appeared 
that  the  plaintiff  was  not  the  true  and  original  inventor  of  the  hopper- 
boy  ?  Certainly  not  that  which  the  law  has  prescribed,  namely,  the 
repeal  of  the  patent ;  because  it  would  be  monstrous  to  vacate  the 
whole  patent,  for  an  invention  of  which  the  patentee  was  the  acknowl- 
edged inventor,  because  he  was  not  the  inventor  of  one  of  the  con- 
stituent parts  of  the  invention,  for  which  no  grant  is  made.  But 
the  court  would  have  no  alternative  but  to  give  such  a  judgment,  or, 
in  effect,  to  dismiss  the  scire  facias ;  and  if  the  latter,  then  the  plain- 
tiff would  have  beneficially  the  exclusive  right  to  a  machine  which 
could  not  be  impeached  in  the  way  prescribed  by  law,  although  it 
should  be  demonstrated  that  he  was  not  either  the  true  or  the  orig- 
inal inventor  of  it.  And  supposing  the  jury  should  be  of  opinion, 
and  so  find,  that  tho  plaintiff  was  not  the  original  inventor  of  this 
machine,  would  not  the  eourt  be  prevented  from  declaring  the  patent 
void,  under  the  provisions  of  the  sixth  section  of  the  law,  for  the  rea- 
son assigned  why  the  District  Court  could  not  render  judgment  upon 
&  scire  facias  ?  Indeed,  it  might  well  be  doubted  whether  the  defense 
now  made  by  the  defendant  could  be  supported  at  all  in  this  action, 
(if  this  action  could  be  maintained,)  inasmuch  as  the  defendant  can- 
not allege,  in  the  words  of  the  sixth  section,  (hat  the  thing  secured  by 
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/xzfrwf  was  not  originally  discovered  by  the  patentee,  since,  in  point 
of  fact,  the  thing  patented  was  originally  discovered  by  the  patentee, 
although  the  hopper-boy  may  not  have  been  so  discovered.  But  if 
this  defense  could  not  be  made,  did  not  that  circumstance  afford  a 
.strong  argument  against  this  action  ?  If  the  plaintiff  was  not  the 
inventor  of  the  parts,  he  had  no  right  to  complain  that  they  were 
used  by  others,  if  not  in  a  way  to  infringe  his  right  to  their  combined 
effect.  If  he  was  the  original  inventor  of  the  parts  which  constitute 
the  whole  discovery,  or  any  of  them,  he  might  have  obtained  a  sep- 
arate patent  for  each  machine  of  which  he  was  the  original  inventor. 

Upon  the  whole,  although  the  court  gave  no  positive  opinion  upon 
this  question,  they  stated  that  it  was  not  to  be  concluded  that  this 
action  could  be  supported,  even  if  it  were  proved  that  the  plaintiff 
was  the  original  inventor  of  the  hopper-boy.  But  if  an  action  would 
lie  upon  this  patent  for  violation  of  the  plaintiff's  right  to  the  hopper- 
boy,  still  the  plaintiff  could  not  recover,  if  it  had  been  shown  to  the 
satisfaction  of  the  jury  that  he  was  not  the  original  discoverer  of 
that  machine. 

It  appeared,  by  the  testimony  of  the  defendant's  witnesses,  that 
Stauffcr'8  hopper-boy  was  in  use  many  years  before  tlfe  alleged  dis- 
covery of  the  plaintiff;  that  the  two  machines  differed  from  each 
other  very  little  in  form,  in  principle,  or  in  effect.  They  were  both 
worked  by  the  same  power  which  works  the  mill ;  and  they  both  stir, 
mix,  cool,  dry,  and  conduct  the  flour  to  the  bolting-chest.  Whether 
the  flights  and  sweepers  in  the  plaintiff's  hopper-boy  were  preferable 
to  the  slips  attached  to  the  under  part  of  the  arm  in  Stauft'er's,  or 
whether,  upon  the  whole,  the  former  is  a  more  perfect  agent  in  the 
manufacture  of  flour  than  the  latter,  were  questions  which  the  court 
would  not  undertake  to  decide;  because,  unless  the  plaintiff  was  the 
original  inventor  of  the  hopper-boy,  although  he  had  obtained  a  sep- 
arate patent  for  it,  he  could  not  recover  in  this  action,  however  use- 
ful the  improvement  might  be  which  he  had  made  in  that  machine. 
If  the  plaintiff  had  obtained  a  patent  for  his  hopper-boy,  it  would  have 
been  void,  provided  the  jury  should  be  of  opinion,  upon  the  evidence, 
that  this  discovery  did  not  extend  to  the  whole  machine,  but  merely 
to  an  improvement  on  the  principle  of  an  old  one,  and  if  this  should 
be  their  opinion  in  the  present  case,  the  plaintiff  could  not  recover. 

It  had  been  contended,  by  the  plaintiff's  counsel,  that  the  defend-  * 
ant,  having  ottered  to  take  a  license  from  the  plaintiff,  if  he  would 
consent  to  reduce  the  price  of  it  to  forty  dollars,  he  was  not  at  liberty 
to  deny  that  the  plaintiff  is  the  original  inventor  of  this  machine. 
This  argument  had  no  weight  in  it,  not  merely  because  the  offer  was 
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rejected  by  the  plaintiff's  agent,  and  was,  therefore,  as  if  it  had  not 
been  made,  but  because  the  law  prevents  the  plaintiff  from  recover- 
ing, if  it  appear  on  the  trial  that  he  was  not  the  original  inventor. 
If  the  offer  amounted  to  an  acknowledgment  that  the  plaintiff  was 
the  original  inventor,  (and  further  it  could  not  go,)  this  might  be 
used  as  evidence  of  that  fact,  but  it  would  not  entitle  the  plaintiff  to 
a  verdict  if  the  fact  proved  to  be  otherwise. 

The  plaintiff  's  counsel  had  also  strongly  insisted  that,  under  the 
equity  of  the  tenth  section  of  the  law,  the  defense  set  up  in  this  case 
ought  not  to  be  allowed  after  three  years  from  the  date  of  the  patent. 
This  argument  might,  perhaps,  with  some  propriety,  be  addressed  to 
the  legislature,  but  was  improperly  urged  to  the  court.  The  law  had 
declared  that  in  an  action  of  this  kind  the  defendant  may  plead  the 
general  issue,  and  give  in  evidence  that  the  plaintiff  was  not  the 
original  inventor  of  the  machine  for  which  the  patent  was  granted. 
The  legislature  has  not  thought  proper  to  limit  this  defense  in  any 
manner;  and  the  court  could  not  do  it. 

But  what  seemed  to  be  conclusive  of  this  point  was,  that  the  argu- 
ment would  tend  to  defeat  altogether  the  provision  of  the  sixth  sec- 
tion, which  authorizes  this  defense  to  be  made;  for,  if  it  could  not 
be  set  up  after  three  years  from  the  date  of  the  patent,  it  would  be 
in  the  power  of  the  patentee  to  avoid  it  altogether,  by  forbearing 
to  bring  suits  until  after  the  expiration  of  that  period.  And  thus, 
although  the  law  has  carefully  provided  two  modes  of  vacating  a 
patent  improvidently  granted,  the  patentee,  though  not  the  original 
inventor,  and  however  surreptitiously  he  may  have  obtained  his 
patent,  may  secure  his  title  to  the  exclusive  use  of  another's  inven- 
tion, if  he  can  for  three  years  avoid  an  inquiry  into  the  validity  of 
his  title. 

The  last  point  was,  that  Stauffer's  invention  was  abandoned,  and, 
consequently,  might  be  appropriated  by  the  plaintiff.  But  if  Stauffer 
was  the  original  inventor  of  the  hopper-boy,  and  chose  not  to  take 
a  patent  for  it,  it  became  public  property  by  his  abandonment;  nor 
could  any  person  obtain  a  patent  for  it,  because  no  other  person 
would  be  the  original  inventor. 

To  this  charge  the  plaintiff's  counsel  excepted. 

February  26.  Mr.  C.  J.  Ingersoll,  for  the  plaintiff,  premised,  that 
this  patent  granted  an  exclusive  right  for  fourteen  years  in  the  im- 
provement in  the  art,  by  means  of  the  live  machines,  and  for  the 
several  machines;  the  peculiar  properties  of  each  in  its  practical 
results,  and  the  improvement  of  the  art  by  the  combination  of  the 
2 
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whole.  The  proof  of  this  position  is,  that  the  defendant  uses  the 
precise  machine,  copied  by  the  plaintiff's  application,  and  offered  to 
pay  for  it ;  but  they  differed  in  price,  which  led  to  the  contesting  the 
originality  of  the  plaintiff's  invention. 

1.  It  is  said,  in  the  charge  of  the  court  below,  that  the  action  is 
founded  on  the  patent,  which  contains  no  grant  of  a  right  to  the 
several  machines,  but  is  confined  to  the  improvement  in  the  art  by 
means  of  those  machines.  The  patent  is  to  be  made  out  in  the 
manner  and  form  prescribed  by  \ho  general  act.  What  are  the 
manner  and  form  ?  By  reciting  the  allegations  and  suggestions  of 
the  petition,  giving  a  short  description  of  the  invention  or  dis- 
covery, and  thereupon  granting  an  exclusive  right  in  the  said  inven- 
tion or  discovery.  The  manner  and  form  of  these  letters  patent  are  a 
recital  of:  1st.  The  citizenship  of  the  patentee.  2d.  The  allegations 
and  suggestions  of  the  petition,  as  to  both  the  improvement  and  the 
maehines  in  a  short  description,  referring  to  the  annexed  schedule 
for  one  more  full  and  particular,  in  the  inventor's  own  words.  3d. 
That  he  has  petitioned  agreeably  to  the  special  act.  4th.  A  grant  of 
the  said  improvement.  The  description  must  be  short  and  referential. 
It  must  be  a  description.  By  the  first  section  of  the  act  of  the  10th  of 
April,  1790,  ch.  34,  it  was  to  be  described  clearly,  truly,  and  fully ; 
perhaps,  because  the  board,  constituted  by  that  law,  were  to  decide 
whether  they  deemed  the  discovery  or  invention  sufficiently  useful 
or  important  for  letters  patent.  The  patent,  by  express  reference, 
adopts  the  special  act  in  cxtenso.  The  connecting  terms  which  and 
said,  bind  the  whole  to  the  granting  clause ;  the  allegations  and  sug- 
gestions recited  are  part  of  the  grant ;  the  machines  are  the  means  of 
every  end,  particular  as  well  as  general ;  nor  can  there  be  any  prac- 
tical result  without  them.  To  confine  such  a  patent  to  one  general 
result  from  a  combination  of  the  whole  machines,  nullifies  it.  It  is 
never  so  in  practice,  and  would  operate  infinite  injustice  in  other 
cases.  2.  But  the  schedule  is  part  of  the  patent  in  all  cases;  in  this 
case  it  is  especially  so.  By  the  act  of  1700,  ch.  34,  $  G,  the  patent  or 
specifications  are  prima  facie  proof  of  everything  which  it  is  incumbent 
on  the  plaintiff  to  establish;  and  by  the  existing  law,  the  specifica- 
tion is  considered  as  explanatory  of  the  terms  used  in  the  patent,  so 
as  to  limit  or  enlarge  the  grant.  Whiitemore  v.  Cutter,  1  Gallis.,  429. 
But  it  is  said,  in  the  grant,  that  the  schedule  annexed  is  made  part 
of  the  patent.  It  is  made  so  by  the  public  agent,  to  avoid  trouble, 
litigation,  and  unnecessary  recitals.  The  petition,  schedule,  and  de- 
scription are  stll  referred  to,  and  incorporated  with  the  patent.  What 
does  the  law  mean  by  a  recital  of  alk-gations  and  surest  ions  ?  What 
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more  can  a  petitioner  do  than  allege  and  suggest  ?  He  cannot  shape 
or  prescribe  the  manner  and  form  of  the  grant.  The  charge  denies 
that  the  schedule,  at  any  rate,  is  more  than  descriptive  of  the  machines, 
or  that  it  would  confer  any  right,  even  if  claimed  in  the  patent.  But 
if  no  right  would  be  conferred  by  insertion  in  the  grant  itself,  what 
becomes  of  the  argument  which  ascribes  such  potency  to  the  grant  ? 
The  charge  says  the  grant  can  only  be  for  the  discovery  as  recited 
and  described  in  the  patent  and  sjyecifieafion.  The  grant  is  not  for 
the  parts,  because  it  is  for  the  whole;  not  in  their  rudiments  or 
elements ;  not  for  wheels,  cogs,  or  weights^  nor  for  wood,  iron,  or 
leather;  but  for  the  peculiar  properties,  the  new  and  useful  practi- 
cal results  from  each  machine,  and  the  vast  improvements  from 
their  combination  in  this  ai  t.  The  charge  supposes  it  impossible  to 
obtain  a  patent  for  a  hopper-boy,  unless  the  plaintiff  could  swear 
that  he  invented  that  machine.  But  the  oath  is  not  a  material,  or  at 
least  not  an  indispensable,  prerequisite.  WhUtemore  v.  Cutter,  1  Gal- 
Ik,  433.  3.  The  special  act  for  the  relief  of  the  plaintiff  decides 
him  to  be  the  inventor  of  the  machines  and  improvements  for  which 
he  has  obtained  a  patent.  By  the  Constitution,  art.  1,  §  8,  Congress 
have  jwnver  to  promote  the  progress  of  science  and  the  useful  arts, 
by  securing  for  limited  times,  to  authors  and  inventors,  the  exclusive 
right  to  their  respective  writings  and  discoveries.  This  has  been  done 
by  Congress  in  the  instance  of  the  plaintiff.  The  special  act  is  an 
absolute  grant  to  him,  binding  on  all  the  community,  and  preclud- 
ing any  inquiry  into  the  originality  of  the  invention.  It  includes  a 
monopoly  in  his  invention,  discovery,  and  improvements  in  the  art. 
and  in  the  several  machines  discovered,  invented,  improved,  and 
applied  for  that  purpose.  The  patent  is  to  issue  on  a  simple  appli- 
cation in  writing  by  the  plaintiff,  without  any  prerequisites  of  citizen- 
ship, oath,  fee,  or  petition,  specification,  and  description  to  be  filed. 
The  act  of  1703,  ch.  156,  requires  all  these,  and  then  grants  a  patent 
for  invention  or  discovery;  whereas  this  grant  is  for  that,  and  for  im- 
provements in  the  art,  and  in  the  several  machines.  It  is  a  remedial 
act,  and  should  receive  a  liberal  construction  to  effectuate  tho  inten- 
tions of  the  legislature.  Whittemove  v.  Cutter,  1  Gal  lis.,  430.  The 
patent  is  as  broad  as  the  law,  if  the  grant  be  governed  by  the  recital. 
Its  construction  is  to  be  against  the  grantor,  and  according  to  the  in- 
tent; nor  is  it  to  be  avoided  by  subtle  distinctions; — if  there  are 
two  interpretations,  the  sensible  one  is  to  be  adopted.  Jenk.  Cent., 
138 ;  Eystor  v.  Studd,  Plowd.,  467 ;  The  United  States  v.  Fisher,  2 
Cranch,  386,  399.  4.  The  improved  hopper-boy  of  the  plaintiff  is 
the  only  new  and  useful  discovery  which  was  in  evidence  in  the  case. 
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The  court  misconstrued  the  law  in  their  charge  in  this  respect,  inas- 
much as  the  true  construction  of  it  is  not  that  the  patentee  shall  be 
the  first  and  original  discoverer  of  a  patentable  thing,  but  "the  true 
inventor"  of  such  a  tiling;  that  such  a  thing  was  truly  discovered 
aud  patented  without  knowledge  of  its  prior  use,  or  public  employ- 
ment, or  existence;  more  especially  where,  as  in  the  present  instance, 
the  controversy  is  not  between  conflicting  patents,  but  between  the 
true  patentee  of  a  new  and  useful  patentable  thing,  and  a  person 
defending  himself  against  an  infringement  on  the  plea  of  its  prior  use 
by  third  persons  who  had  no  patent,  and  whose  discovery,  even  if 
proved,  was  of  a  thing  never  in  use  or  public  existence,  but  in  total 
disuse.  The  statute  21  Jac.  1,  ch.  3,  §  G,  an.  1023,  grants  the  monop- 
oly "of  the  sole  working  or  making  of  any  manner  of  new  manu- 
factures, within  this  realm,  to  the  true  and  tirst  inventor  and  inven- 
tors of  such  manufactures,  which  others,  at  the  time  of  making  such 
grant,  shall  not  use,"  &c.  It  is  contended,  under  our  law,  that  the 
Utility  is  to  be  ascertained  as  well  tho  origiivilil'i ;  and  that  this,  as 
well  as  that,  is  partly  a  question  for  the  jury.  The  thing  patentable 
must  be  useful  as  well  as  new.  The  useful  thing  patented  prevails 
over  one  not  useful  nor  patented,  though  in  prcrious  partial  existence. 
This  is  not  the  case  of  conflicting  patentees;  and  to  destroy  this 
patent,  the  previous  use  must  appear,  there  being  no  pretense  of  de- 
scription in  a  public  work.  The  title  of  the  act  is  "  for  the  promotion 
of  the  useful  arts."  The  first  section  speaks  of  "  any  new  and  useful 
arts,"  not  known  or  used,  &c.  The  sixth,  of  that  which  "had  been  in 
use,  or  described  in  some  public  work,  anterior  to  the  supposed  dis- 
covery." What  degree  of  use  does  the  law  exact  ? — a  use  known  or 
described  in  a  public  work.  Not  merely  an  experimental,  or  essay- 
ing; nor  a  clandestine,  nor  obscure  use.  It  must  be  useful,  and  in 
use — perhaps  in  known,  if  not  public  use;  something  equivalent  to 
filing  a  specification  on  record.  Now.  here  utility  was  lost  sight  of  in 
search  of  novelty.  It  seemed  to  be  taken  for  granted  that  proving 
the  preexistence  of  an  unpatented  hopper-boy  defeated  the  plaintiff's 
patent.  The  desuetude  of  the  rival  hopper-boy  from  inutility  was 
established.  The  question  was  between  a  new  and  useful  patented 
machine,  and  an  useless  and  obsolete  one  never  patented ;  and  which, 
not  being  useful,  never  could  be  patented.  But  that  the  patentee's 
is  useful,  nobody  questions.  At  all  events,  the  question  of  fact, 
whether  in  use,  should  have  been  left  to  the  jury.  The  jury  are 
substituted  for  the  board  which,  under  the  first  law,  was  to  decide 
whether  the  supposed  invention  was  "sufficiently  useful  and  im- 
portant" for  a  patent.    Tho  court  below  suppose  Stauffer  to  have 
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given  his  discovery  to  the  public.  But  it  fell  into  disuse;  there 
was  nothing  to  give.  Staufier  did  not  know  its  value;  if  he  hud 
abandoued  a  field  with  unknown  treasure  in  the  ground,  could  he 
afterward  claim  the  treasure?  Grotius  de  eT.  B.,  ac.  PI.  3,  ch.  20, 
$  28.  5.  The  defendant's  testimony  of  the  use  of  hopper-boys  in 
mills  not  specified  in  his  notice  was  erroneously  admitted.  The 
object  of  the  provision  in  the  sixth  section  of  the  Patent  Law  of  1703, 
ch.  156,  was  to  simplify  the  proceedings,  and  to  enable  the  defend- 
ant to  give  in  evidence  under  his  notice  what  he  would  otherwise 
be  obliged  to  plead  specially.  The  sufficiency  of  the  notice  is,  there- 
fore, to  be  tested  by  the  rules  of  special  pleading,  which,  though 
technical,  are  founded  in  good  sense  and  natural  justice,  and  are  in- 
tended to  put  the  adverse  party  on  his  guard  as  to  what  the  other 
intends  to  rely  upon  in  his  defense.  But  such  a  notice  as  this  could 
not  answer  that  purpose.  G.  The  plaintiff's  testimony  of  the  pay- 
ment for  licenses  to  use  his  improved  hopper-boy  ought  not  to  have 
been  rejected.  It  ought  to  have  been  admitted  as  circumstantial 
evidence  entitled  to  some  weight. 

.1//*.  Ilopldnnon  and  Mr.  Sergeant,  contra. 

1.  The  admissibility  of  evidence  of  the  use  of  the  hopper-boys  an- 
terior to  the  plaintiff's  alleged  invention,  in  mills  not  specifically 
mentioned  in  the  notice,  depends  upon  the  construction  that  may  be 
civen  to  the  sixth  section  of  the  act  of  the  21st  of  Februarv.  1703,  ch. 
150,  taken  in  connection  with  the  notice.  This  section  is  substituted 
for  the  sixth  section  of  the  act  of  the  10th  of  April,  1790,  ch.  84. 
The  office  of  the  section,  in  each  of  these  acts,  is  twofold :  1st.  To 
state  what  shall  constitute  a  defense.  2d.  To  state  the  manner  in 
which  the  defendant  may  avail  himself  of  it.  And  whatever  diffi- 
culties may  exist,  if  any  there  be,  in  the  construction  of  the  section, 
arise  from  the  combination  of  this  twofold  object.  That  this  was 
the  object  of  the  section,  is  perfectly  obvious.  The  general  issue 
would  be  a  denial  of  the  allegation  contemplated  by  the  fifth  section 
of  the  act  of  1703  and  the  fourth  of  the  act  of  1700.  If  the  acts 
had  stopped  there,  it  is  manifest  that  the  defendant  could  have  had 
no  defense  but  what  was  legally  within  the  scope  of  the  general 
issue.  The  tenth  section  would  not  have  availed  him,  because  the 
limitation  of  time  and  the  grounds  for  repealing  a  patent  upon  a 
scire  facias  are  totally  different  from  those  which  ought  to  constitute 
a  defense  to  the  action.  The  patent  may  be  opposed  in  an  action 
upon  the  ground  that  the  patentee  is  not  the  original  inventor;  but 
it  can  be  repealed  only  upon  the  ground  that  he  is  not  the  true  in- 
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venter.  Fraud  (proof  that  it  was  surreptitiously  obtained)  is  the 
necessary  basis  in  the  one  case;  but  error  and  mistake  are  equally 
available  in  the  other.  Neither  could  the  defendant  avail  himself 
of  the  provisions  in  the  prior  part  of  the  act ;  for  these  are  merely 
directory,  and  they  terminate  in  the  provision  made  by  the  fifth 
section,  which  would  have  been  conclusive.  The  sixth  section  is, 
therefore,  a  proviso  to  the  fifth.  The  sixth  section  of  1790,  made 
the  patent  primd  facie  evidence  only,  which  would  have  opened  the 
inquiry  as  to  the  truth  of  the  invention.  It  appears,  then,  that  the 
object  of  the  proviso  was,  in  the  first  place,  to  settle  what  should 
constitute  a  defense.  These  matters  would  not  have  been  within 
the  scope  of  the  general  issue,  by  the  rules  of  pleading.  They  would 
have  presented  the  subject  of  a  special  plea  in  bar.  The  act,  there- 
fore, at  the  same  time  provides  that  they  may  be  given  in  evidence 
under  the  general  issue.  The  design,  in  this  respect,  was  to  save 
the  necessity  of  special  pleading  on  the  one  hand,  and,  on  the  other, 
to  give  a  reasonable  notice.  Does  the  law  require  the  evidence  to 
be  set  out  ?  No;  and  yet,  if  surprise  is  to  be  fully  guarded  against, 
this  ought  certainly  to  be  stated,  in  order  that  the  plaintiff  may  prove 
that  it  is  false,  or  proceeds  from  corrupt  witnesses,  &c.  Is  it,  then, 
necessary  that  all  the  particulars  should  be  given — the  State,  county, 
township,  town,  street,  square,  number  of  the  house  ?  The  law  does 
not  require  it.  What  certainty,  then,  is  required  in  the  notice  ?  The 
answer  is  obtained  by  ascertaining  the  use  and  intention  of  the  sec- 
tion, which  were  to  save  the  necessity  of  special  pleading.  What, 
then,  must  be  alleged  in  a  special  plea  ?  Not  the  evidence  or  facts, 
but  the  matter  of  defense,  which  may  be  that  the  plaintiff  was  not 
the  true  inventor,  but  that  the  invention  was  before  his  supposed  dis- 
covery. You  must  state  what  is  the  ground  and  essence  of  the  de- 
fense, and  nothing  more,— all  else  is  surplusage:  e.  that  the 
plaintiff  was  not  the  true  inventor  of  the  hopper-boy,  but  the  same 
was  in  use,  prior  to  his  supposed  discovery,  at  the  mill  of  A.  Now,  its 
being  in  use  at  the  mill  of  A  is  not  of  the  essence  of  the  defense,  for 
it  is  as  good  if  used  at  the  mill  of  B ;  the  essence  is,  that  it  was  used 
before.  The  defendant  then  would  be  entitled  to  lay  the  place  under 
a  videlicet,  and  of  course  would  not  be  obliged  to  prove  it,  but  might 
prove  any  other.  If,  then,  the  law  did  not  mean  to  increase  the  dif- 
ficulty of  the  defendant,  the  same  may  not  be  done  in  a  notice.  Con- 
sider the  inconveniences  of  a  contrary  practice.  A  machine  has 
been  used  in  a  foreign  country;  the  country,  town,  and  place  may 
be  unknown.  Shall  I,  therefore,  be  deprived  of  the  benefit  of  my  in- 
vention ?  Again,  it  is  blown.  I  am  bound  to  give  thirty  days'  notice 
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before  trial,  and  no  more.  Cui  bono  that  I  should  mention  a  town 
or  place  in  England  ?  The  intention  is,  that  the  plaintiff  shall  come 
prepared  to  prove  where  his  invention  was  made,  and  not  to  disprove 
the  defendant's  evidence;  that  he  shall  have  notice  of  the  kiwi  of 
defense  intended,  in  order  that  he  may  shape  his  case  accordingly. 
If  notice  is  given  that  the  defendant  will  give  in  evidence  that  the 
plaintiff's  machine  was  used  before  his  supposed  discovery,  this  is 
notice  of  special  matter  tending  to  prove  that  it  was  hot  invented 
by  him.  The  law  does  not  require  a  statemeid  or  description  of  the 
special  matter,  but  notice  that  special  matter  will  be  given  in  evi- 
dence tending  to  prove  certain  facts.  There  is  no  reciprocity  in  the 
contrary  rule.  The  declaration  is  general;  it  does  not  specify  the 
date  of  the  invention,  the  place  of  the  invention,  nor  the  evidence  or 
facts  by  which  the  originality  and  truth  of  the  invention  are  to  be 
proved.  Yet  these  are  all  extremely  important  to  the  defendant, 
to  enable  him  to  prepare  this  defense.  As  to  the  breach,  it  is  equally 
general.  It  does  not  state  the  time,  except  as  a  mere  matter  of  form, 
by  which  the  plaintiff  is  not  bound.  It  does  not  state  the  place, 
except  by  the  very  liberal  description  necessary  for  the  venue,  but 
which  is  not  at  all  binding.  And,  finally,  the  rule  contended  for  is 
impracticable,  consistently  with  the  purposes  of  justice;  for  it  may, 
without  any  fault  of  the  defendant,  deprive  him  of  the  benefit  of  a 
perfectly  good  defense,  upon  a  mere  requisition  of  form  which  he 
caunot  possibly  comply  with.  The  notice  states  the  use  of  the  hopper- 
boy  at  a  number  of  mills,  specially  described  by  the  State,  county,  and 
the  name  of  the  proprietor,  "  and  at  sundry  other  places  in  the  said 
State  of  Pennsylvania,  the  State  of  Maryland,  and  elsewhere  in  the 
United  States."  It  is  not  alleged,  nor  could  it  be,  that  the  defendant 
had  the  knowledge  that  would  have  enabled  him  to  extend  the  speci- 
fication. Nor  is  it  alleged  that  he  could  have  acquired  the  knowledge, 
by  auy  exertion  he  might  have  made;  on  the  contrary,  the  course  he 
has  taken  is  indicative  of  perfectly  fair  intention.  The  exception  is. 
that  the  defendant  was  permitted  to  give  evidence  that  the  hopper-boy 
"  had  been  used  at  sundry  other  mills  in  Pennsylvania,"  precisely  in 
the  words  of  the  notice.  To  sustain  this  exception,  then,  the  court 
must  decide  that  this  cannot,  in  any  com,  be  doue.  But  if  it  cannot  be 
shown  that  in  a  single  supposable  case  this  would  work  injustice,  and 
defeat  the  law,  it  is  sufficient.  Now,  it  is  very  clear  that  in  many  cases 
this  may  be  precisely  the  state  of  the  party's  knowledge,  and  all  he 
can  obtain,  and  it  may  be  precisely  the  state  of  the  evidence.  Sup- 
pose a  witness  should  know  that  hopper-boys  were  used  in  sundry 
mills,  but  not  their  precise  local  situation,  name  of  owner,  &c.    Or, . 
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suppose  he  should  have  seen  a  hopper-boy  that  bore  the  most  evi- 
dent marks  of  having  been  usal  in  a  mill,  or  mills.  The  effect  of 
such  evidence  is  quite  another  question.  Its  competency  and  rele- 
vancy are  for  the  court ;  its  credibility  and  the  inferences  of  fact  that 
are  to  be  made  from  it  are  for  the  jury.  The  same  supposition 
would  apply  to  its  having  been  described  in  a  public  work.  Is  it 
necessary  to  give  the  title  of  the  book,  name  of  the  author,  and  num- 
ber of  the  edition  ?  This  may  be  impracticable.  The  defendant 
may  have  a  witness  who  lias  seen  the  thing  in  use  in  a  foreign  coun- 
try, and  not  be  able  to  give  a  single  particular;  or  who  has  seen  it 
described  in  a  foreign  work,  of  which  he  can  give  no  further  account. 
Such  evidence,  \i  credited,  would  be  entirelv  conclusive;  and  yet  he 
could  have  no  benefit  of  it,  because  he  had  not  done  what  was  im- 
possible. But  even  if  the  witness  knows  all  these  particulars,  the  de- 
fendant has  no  means  of  compelling  him  to  disclose  them  before  the 
trial.  The  rules  of  pleading  aim  to  establish  a  convenient  certain- 
ty on  the  record,  by  giving  the  party  notice  of  what  is  alleged,  and 
furnishing  evidence  of  what  has  been  decided.  In  many  instances, 
they  fall  short  of  this,  their  avowed  design ;  in  none  do  they  go  be- 
yond it.  For  the  purpose  of  preventing  surprise,  they  are  wholly 
ineffectual ;  they  give  no  notice  of  particular  facts,  of  evidence,  of 
witnesses.  The  corrective  of  the  evil,  if  evil  there  be,  is  to  be  found 
in  the  exercise  of  the  general  superintending  authority  of  the  court, 
applied  to  cases  where  there  may  really  be  surprise  or  fraud.  So  in 
this  ease ;  if  there  really  had  been  surprise,  (fraud  is  out  of  the  ques- 
tion.) the  court  had  the  power  to  grant  a  new  trial.  This  power  is 
an  amply  sufficient  corrective,  and  its  existence  affords  a  decisive 
answer  to  the  argument  drawn  from  the  possible  injustice  that  may 
be  done.  2.  The  exception  to  the  refusal  to  admit  evidence  of  the 
payment  for  the  use  of  licenses  will  be  easily  disposed  of.  The  fact 
to  be  established  on  the  one  side,  and  disapproved  on  the  other,  was, 
that  the  hopper-boy  was  in  use  before  the  alleged  invention  or  dis- 
covery of  Evans.  The  evidence  offered  had  no  bearing  whatever 
upon  the  question  of  fact  If  believed,  it  weut  no  farther  than  to 
show  that  those  who  had  paid  thought  it  best  to  pay, — a  decision 
that  might  be  equally  prudent,  whether  the  fact  was  or  was  not  as 
alleged.  Such  testimony  would  be  more  objectionable  than  the  opin- 
ion of  the  witness;  for  it  would  be  only  presumptive  proof  of  opinion, 
without  the  possibility  of  examining  its  grounds.  As  opinion,  it 
would  be  inadmissible ;  as  evidence  of  opinion,  it  would  still  be  more 
objectionable.  3.  The  plaintiff's  patent  can  only  be  considered  in 
one  of  three  points  of  view :  1st.  As  a  patent  for  the  improvement 
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in  the  art  of  manufacturing  flour;  that  is,  for  the  combination.  2d. 
As  a  patent  for  the  combination,  and  also  for  the  several  machines; 
that  is,  a  joint  aud  several  patent.  3d.  As  a  patent  simply  for  the 
several  machines.  It  is  very  clear  that  the  patent  itself  is  for  the 
combination  only;  though  it  is  equally  clear  that,  by  the  terms  of 
the  law,  he  might  have  obtained  a  patent  for  the  whole,  and  also  for 
the  several  jv/rt.s.  That  this  is  the  necessary  construction  of  the  pat- 
ent, is  plain  from  the  patent  itself,  taken  in  connection  with  the  act 
of  21st  of  January,  1808,  ch.  117.  The  act  authorizes  a  patent  to 
be  issued  for  his  improvements  in  the  art  of  manufacturing  flour,  ami 
in  the  several  machines,  &c.  The  matters  are  plainly  different. 
They  are  the  subject  of  distinct  pateuts,  to  be  obtained  in  the  "  man- 
ner and  form"  prescribed  by  the  act  of  1793,  ch.  156.  The  object  of 
the  special  act  was  to  put  Evans  upon  the  same  footing  as  if  his 
former  patent  had  not  been  issued;  but  it  did  not  mean  to  dispense 
with  any  of  the  requisites  of  the  general  law.  With  the  general 
requisite,  that  he  was  the  inventor,  it  could  not  dispense ;  the  Consti- 
tution did  not  permit  it.  By  the  general  law,  improvement  in  an  art 
and  improvement  in  a  machine  are  distinct  patentable  objects.  This 
patent  is  only  for  the  improvement  in  the  art  of  manufacturing  flour, 
and  the  recital  of  the  special  act  and  the  words  "  which  "  and  "  said" 
do  not  at  all  help  it.  It  is  true,  it  is  an  improvement  operated  by 
means  of  the  machines,  but  not  exclusively.  The  result  may  be 
secured  without  securing  the  means.  This  patent  was  granted  to  the 
plaintiff,  was  received  by  him,  and  must  be  presumed  to  be  according 
to  his  application  and  his  oath.  The  oath  is,  that  he  is  the  true  inven- 
tor of  the  u  improvements  above  speciiied,"  which  term  is  applied  in  the 
specification,  as  in  the  patent,  only  to  the  art.  But  it  is  said  the  speci- 
fication is  a  part  of  the  patent,  and  limits  or  enlarges  it,  as  the  case 
may  be.  Mr.  Justice  Story,  in  the  case  which  has  been  cited,  only 
says  that  the  specification  may  control  the  generality  of  the  patent. 
Wfiittemore  v.  Cutter,  1  Gallis.,  437.  But  the  specification  in  the  case 
now  before  the  court  does  not  claim  the  machines.  If  the  patent  was 
for  a  combination,  the  plaintiff's  action  was  gone;  he  could  not  main- 
tain it  against  a  person  using  one  of  the  machines.  If  the  patent  was 
for  the  combination  and  also  for  the  several  machines,  that  is,  a  joint 
and  several  patent,  then  the  patentee  might  proceed  upon  it  as  the 
one  or  the  other,  according  to  the  nature  of  the  alleged  invasion.  If 
he  proceed  upon  it  for  a  breach  of  the  right  to  the  combination,  he 
must  show  the  originality  of  invention,  and  might  be  defeated  by 
opposite  proof.  If  for  a  breach  of  the  right  to  any  one  of  the 
machines,  he  might  be  defeated  by  showing  that  he  was  not  tho  origi- 
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nal  inventor  of  the  machine.  So  if  it  be  considered  a  several  patent — 
that  is,  as  if  he  had  five  distinct  patents.  But  in  no  conceivable 
case  can  he  stand  upon  any  but  one  of  these  three  grounds,  nor 
claim  to  have  the  benefit  of  a  larger,  or  even  of  a  different,  patent. 
4.  From  this  analysis,  which  is  necessary  to  prevent  confusion,  we 
come  to  inquire  into  the  nature  of  the  case  presented  to  the  court 
for  decision,  and  to  which  the  charge  was  to  be  applied,  premising: 
1st.  That  no  exception  can  be  taken  to  what  the  court  did  not  give 
in  charge  to  the  jury;  and,  2d.  That  no  exception  can  be  taken  to 
an  opinion,  however  erroneous,  that  had  no  bearing  upon  the  issue 
to  be  decided  by  the  jury.  It  is  apparent  from  the  record  that  the 
action  of  the  plaintiff  was  founded  upon  the  alleged  use,  by  the  de- 
fendant, of  a  machine  called  a  hopper-boy,  of  which  the  plaintiff 
claimed  to  be  the  inventor;  that  the  evidence  on  both  sides  applied 
to  this  allegation,  and  to  this  alone, — the  plaintiff  claiming  to  be  the 
inventor,  and  the  defendant  denying  it.  The  charge  of  the  court 
noticed  the  several  arguments  that  had  been  used  at  the  bar,  and 
examined  the  general  question  as  to  the  character  of  the  patent ; 
upon  which,  however,  as  it  had  not  been  discussed,  no  opinion  was 
given.  This  is  clear;  for  if  an  opinion  had  been  expressed,  it  must 
have  been  that  the  action  was  not  maintainable.  Nothing  short  of 
that  would  have  been  material.  But  the  court  left  the  case  to  the 
jury,  as  of  an  action  that  this  was  maintainable,  and  instructed  them 
as  to  the  principles  by  which  it  was  to  be  decided,  which  negatives 
the  conclusion  of  any  opinion  having  been  given  that  the  action  was 
not  maintainable.  If  the  defendant  had  required  the  court  to  charge 
that  the  action  was  not  maintainable,  and  they  had  charged  that  it 
was,  or  declined  to  charge  at  all,  he  would  have  had  ground  of  ex- 
ception. But  the  plaintiff  cannot  complain,  because  he  has  what  is 
equivalent  to  a  decision  in  his  favor.  5.  The  statute  of  James,  (21 
Jac.  I.,  c.  3,)  A.  1).  1023,  confined  monopolies  to  the  first  and  true 
inventors  of  manufactures  not  known  or  used  before.  One  hundred 
and  seventy  years  had  elapsed  when  our  act  passed ;  commerce  and 
the  arts  had  made  such  advances,  such  facilities  had  been  created 
for  the  diffusion  of  knowledge,  that  every  thing  known  by  use,  or 
described  in  books,  might  be  considered  as  common  property.  It 
would  have  been  strange  to  adopt  a  different  principle.  The  act  of 
Congress  does  not.  It  is  a  mistake  to  suppose  there  is  in  this  respect 
any  difference  between  the  act  of  Congress  and  the  act  of  Parlia- 
ment* One  says  "useful"  inventions,  the  other  "new  and  useful"; 
but  both  have  the  expression  "  not  used  or  known  before."  A  patent 
can  only  be  upon  an  allegation  that  the  applicant  has  invented  some- 
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thing  new  and  useful.  Its  novelty  may  certainly  be  questioned;  per- 
haps its  usefulness.  But  where  the  defense  is  that  the  thing  was 
known  or  used  before,  is  it  necessary  to  prove  the  usefulness  of  the 
thing  so  known  or  used  ?  The  act  does  not  require  it ;  nor  is  there 
any  good  reason  why  the  patentee  should  be  permitted  to  contro- 
vert it. 

Mr.  Harper,  in  reply,  insisted:  1.  That  the  court  below  had  erred 
in  admitting  testimony  of  the  use  of  the  plaintiff's  machine  in  mills 
not  specified  in  the  notice.  The  statute  was  not  framed  with  a  view 
to  the  benefit  of  the  defendant  alone.  The  notice  to  be  given  is 
not  that  vague,  indistinct,  general  notice  which  is  set  up  on  the 
other  side.  It  must  be  an  effectual,  useful  notice, — such  a  notice  as 
may  put  the  patentee  on  his  guard,  and  enable  him  to  see  what  are 
the  precise  grounds  of  defense.  It  must  be  more  specific  than  a 
mere  transcript  of  the  particular  class  of  grounds  of  defense,  such  as 
suppression  of  parts,  redundancy,  &c.  The  circumstances  of  the 
time,  the  place  when  and  where  used,  and  by  what  persons,  are  essen- 
tially necessary,  in  order  to  enable  the  patentee  to  meet  the  defense. 
The  burden  of  proof  is,  in  effect,  thrown  upon  the  patentee;  and  the 
law  intended  that  he  should  meet  it  fairly.  Such  a  notice  as  that 
given  in  this  case  would  not  be  good,  if  put  into  the  form  of  a  special 
plea.  The  degree  of  certainty  required  in  a  plea,  in  a  statement  of 
the  time  and  place,  when  and  where  material  facts  have  happened,  is 
one  of  the  most  difficult  questions  of  the  law ;  but  these  circumstances 
must  always  be  laid,  and  must  be  proved  as  laid,  whenever  it  is 

y  a  * 

essential  to  enable  the  other  party  to  maintain  his  ease.  There  is  a 
distinction  between  the  matter  of  defense  and  the  evidence  by  which  it 
is  to  be  maintained.  A  notice  of  the  particulars  of  the  evidence  is 
not  required,  but  of  the  time  and  place  where  the  former  use  of  the 
machine  in  question  occurred.  Nor  is  this  unreasonable ;  for  it  is 
highly  improbable  that  anybody  would  be  able  to  testify  as  to  the 
minute  particulars  of  an  invention,  without  being  able  to  remember 
in  what  work  he  had  seen  it  described,  or  to  state  in  what  place  and 
at  what  time  he  had  seen  it  used.  2.  The  special  act  for  the  plain- 
tiff's relief  is  a  distinct,  substantive,  independent  grant,  declaring 
the  plaintiff  to  be  the  original  inventor,  and  as  such  entitled  to  a 
patent.  It  contains  no  reference  to  the  general  Patent  Law,  nor 
does  it  reserve  any  right  in  others  to  contest  the  originality  of  his  in- 
vention. The  defendant,  therefore,  cannot  say  that  the  plaintiff  is 
not  the  inventor,  though  he  may  deny  that  he  has  violated  the  plain- 
tiff's rights  as  inventor.  Congress  is  not  confined  by  the  Constitn- 
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tion  to  any  particular  mode  of  determining  the  fact  who  are  in- 
ventors or  authors.  It  is  true,  a  patent  or  copyright  can  only  be 
granted  to  an  inventor  or  author;  but  the  originality  of  the  inven- 
tion or  authorship  may  be  determined  by  Congress  itself,  upon  such 
testimony  as  it  deems  sufficient;  or  by  an  administrative  act,  by  the 
decision  of  some  board  or  executive  officer;  or,  lastly,  by  a  judicial 
investigation, — according  as  the  legislative  will  may  prescribe  either 
of  these  several  modes.  The  act  of  Parliament,  15  Geo.  3,  for  the 
relief  of  Watt  and  Boulton,  the  inventors  of  the  improved  steam- 
engine,  and  extending  the  term  of  their  patent  for  twenty-live  years, 
contained  an  express  provision  that  every  objection  in  law  com- 
petent against  the  patent  should  be  competent  against  the  act,  "to 
all  intents  and  purposes,  except  so  far  as  relates  to  the  term  thereby 
granted"  Hornblowcr  v.  Boulton,  8  T.  K.,  95-97.  The  act  of  Cou- 
gress  for  the  relief  of  Oliver  Evans  contains  no  such  provision.  The 
conclusion,  therefore,  is,  that  the  legislature  meant  to  quiet  him  in  his 
claim,  after  he  had  so  long  enjoyed  it,  and  in  consideration  of  his 
peculiar  merits,  and  of  his  former  patent  having  been  vacated  for  in- 
formality. 3.  The  court  below  instructed  the  jury  that  the  patent 
was  not  for  any  one  machine,  but  for  the  combined  effect  of  the 
whole;  though  they  concluded  by  leaving  it  upon  the  prior  use.  still 
the  intimation  that  the  action  could  not  be  maintained,  eveu  though 
the  prior  use  of  it  was  not  proved,  did  not  leave  the  fact  to  the  jury 
free  from  bias.  Though  not  a  positive  direction  to  the  jury  to  find 
for  the  defendant,  it  had  the  effect  of  a  nonsuit.  The  wishes  of  the 
grantee  and  the  intention  of  the  grantor,  both  extended  as  well  to  a 
patent  for  the  several  machines  as  to  a  patent  for  the  combined 
effect  of  the  whole.  The  word  11  improvement,"  though  in  the  singu- 
lar number,  extends  not  only  to  the  plaintiff's  improvement  in  the 
art  of  manufacturing  flour,  but  to  his  improvement  in  the  several 
machines  by  means  of  which  the  operations  of  the  art  are  conducted. 
This  was  a  patent  for  an  improrement  on  the  particular  machine  in 
question,  and  not  for  its  original  invention.  In  this  respect  it  is  like 
that  of  Watt  and  Boulton  lor  their  improvement  on  the  steam-engine. 
4.  The  prior  use,  which  is  to  defeat  a  patent,  ought  to  be  a  public 
use.  The  defense  here  set  up  under  the  sixth  section  of  the  Patent 
Law  of  1793,  eh.  150,  was,  that  the  patentee  was  not  the  original  dis- 
coverer, and  that  the  thing  had  been  in  use,  &c.  But  how  else  could 
it  be  shown  that  he  was  not  the  discoverer,  but  bv  showimr  that  it 
had  before  been  in  public  use?  A  mere  secret,  furtive  use  would  not 
disprove  the  fact-of  his  being  the  original  discoverer.  If  this  were 
so,  then  the  art  of  printing  and  gunpowder  were  not  invented  in 
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Europe,  because  they  had  been  before  used  in  a  sequestered  corner 
of  the  globe  like  China.  But  there  is  a  distinction  between  a  Jirst 
discovery  and  an  original  discovery.  The  art  of  printing  was  origi- 
nally discovered  in  Germany,  though  it  was  first  invented  in  China. 
Bo  the  plaintiff  would  not  cease  to  be  the  original  inventor  of  the 
hopper-boy,  even  if  it  had  been  proved  that  another  similar  machine 
had  been  before  privately  used  in  a  single  mill.  It  ought,  therefore, 
to  have  been  left  to  the  jury  to  find  for  the  plaintiff,  if  they  believed 
that  the  use  was  a  secret  use. 

Marshall,  C.  J.,  delivered  the  opinion  of  the  court. 

In  this  case  exceptions  were  taken  in  the  Circuit  Court  by  the 
counsel  for  the  plaintiff  in  error. 

1st.  To  the  opinion  of  the  court  in  admitting  testimony  offered  by 
the  defendant  in  that  court. 

2d.  To  its  opinion  in  rejecting  testimony  ottered  by  the  plaintiff  in 
that  court. 

3d.  To  the  charge  delivered  by  the  judge  to  the  jury. 

Under  the  sixth  section  of  the  act  for  the  promotion  of  useful  arts, 
and  to  repeal  the  act  heretofore  made  for  that  purpose,  the  defendant 
pleaded  the  general  issue,  and  gave  notice  that  he  would  prove  at 
the  trial  that  the  improved  hopper-boy,  for  the  use  of  which,  without 
license,  this  suit  was  instituted,  had  been  used  previous  to  the  alleged 
invention  of  the  said  Evans,  in  several  places,  (which  were  specified 
in  the  notice,)  or  in  some  of  them,  "and  also  at  sundry  other  places 
in  Pennsylvania,  Maryland,  and  elsewhere  in  the  United  States." 
Having  given  evidence  as  to  some  of  the  places  specified  in  the 
notice,  the  defendant  offered  evidence  as  to  some  other  places  not 
specified.  This  evidence  was  objected  to  by  the  plaintiff,  but  admit- 
ted by  the  court ;  to  which  admission  the  plaintiff's  counsel  excepted. 

The  sixth  section  of  the  act  appears  to  be  drawn  on  the  idea  that 
the  defendant  would  not  be  at  liberty  to  contest  the  validity  of  the 
patent  on  the  general  issue.  It  therefore  intends  to  relieve  the  de- 
fendant from  the  difficulties  of  pleading,  when  it  allows  him  to  give 
in  evidence  matter  which  does  affect  the  patent.  But  the  notice  is 
directed  for  the  security  of  the  plaintiff,  and  to  protect  him  against 
that  surprise  to  which  he  might  be  exposed  from  an  unfair  use  of 
this  privilege.  Reasoning  merely  on  the  words  directing  this  notice, 
it  might  be  difficult  to  define,  with  absolute  precision,  what  it  ought 
to  include,  and  what  it  might  omit.  There  are,  however,  circum- 
stances in  the  act  which  may  have  some  influence  on  this  point.  It 
has  been  already  observed,  that  the  notice  is  submitted  for  a  special 
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pica;  it  is  farther  to  be  observed,  that  it  is  a  substitute  to  which  the 
defendant  is  not  obliged  to  resort.  The  notice  is  to  be  given  only 
when  it  is  intended  to  offer  the  special  matter  in  evidence  on  the 
general  issue.  The  defendant  is  not  obliged  to  pursue  this  course. 
He  may  still  plead  specially,  and-  then  the  plea  is  the  only  notice 
which  the  plaintiff  can  claim.  If,  then,  the  defendant  may  give  in 
evidence  on  a  special  plea  the  prior  use  of  the  machine  at  places  not 
specified  in  his  plea,  it  would  seem  to  follow  that  he  may  give  in 
evidence  its  use  at  places  not  specified  in  his  notice.  It  is  not  be- 
lieved that  a  plea  would  be  defective,  which  did  not  state  the  mills 
in  which  the  machinery  alleged  to  be  previously  used  was  placed. 

But  there  is  still  another  view  of  this  subject  which  deserves  to  be 
considered.  The  section  which  directs  this  notice,  also  directs  that 
if  the  special  matter  stated  in  the  section  be  proved,  "judgment 
shall  be  rendered  for  the  defendant  with  costs,  and  the  patent  shall 
be  declared  void."  The  notice  might  be  intended  not  only  for  the 
information  of  the  plaintiff,  but  for  the  purpose  of  spreading  on  the 
record  the  cause  for  which  the  patent  was  avoided.  This  object  is 
accomplished  by  a  notico  which  specifies  the  particular  matter  to  be 
proved.  The  ordinary  powers  of  the  court  are  sufficient  to  prevent, 
and  will,  undoubtedly,  be  so  exercised  as  to  prevent,  the  patentee 
from  being  injured  by  the  surprise. 

This  testimony  having  been  admitted,  the  plaintiff  offered  to  prove 
that  the  persons  of  whose  prior  use  of  the  improved  hopper-boy  the 
defendant  had  given  testimony,  had  paid  the  plaintiff  for  license  to 
use  his  improved  hopper-boy  in  their  mills  since  his  patent.  This 
testimony  was  rejected  by  the  court,  on  the  motion  of  the  defendant, 
and  to  this  opinion  of  the  court,  also,  the  plaintiff  excepted. 

The  testimonv  offered  bv  the  plaintiff  was  entitled  to  very*  little 
weight,  but  Ought  not  to  have  been  absolutely  rejected.  Connected 
with  other  testimony,  and  under  some  circumstances,  even  the  opin- 
ion of  a  party  may  be  worth  something.  It  is,  therefore,  in  such  a 
case  as  this,  deemed  more  safe  to  permit  it  to  go  to  the  jury,  subject 
as  all  testimony  is  to  the  auimadversion  of  the  court,  than  entirely 
to  exclude  it. 

We  come  next  to  consider  the  charge  delivered  to  the  jury. 
The  errors  alleged  in  this  charge  may  be  considered  under  two 
heads: 

1st.  In  construing  the  patent  to  be  solely  for  the  general  result 
produced  by  the  combination  of  all  the  machinery,  and  not  for  the 
several  improved  machines,  as  well  as  lor  the  general  result. 

2d.  That  the  jury  must  find  for  the  defendant,  if  they  should  be 
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of  opinion  that  the  hopper-boy  was  in  use  prior  to  the  invention  of 
the  improvement  thereon  by  Oliver  Evans. 

The  construction  of  the  patent  must  certainly  depend  on  the  words 
of  the  instrument.  But  where,  as  in  this  case,  the  words  are  ambigu- 
ous, there  may  be  circumstances  which  ought  to  have  great  influence 
in  expounding  them.  The  intention  of  the  parties,  if  that  intention 
can  be  collected  from  sources  which  the  principles  of  law  permit  us 
to  explore,  are  entitled  to  great  consideration.  But  before  we  pro- 
ceed to  this  investigation,  it  may  not  be  improper  to  notice  the 
extent  of  the  authority  under  which  this  grant  was  issued. 

The  authority  of  the  executive  to  make  this  grant  is  derived  from 
the  general  Patent  Law,  and  from  the  act  for  the  relief  of  Oliver 
Evans.  On  the  general  Patent  Law  alone,  a  doubt  might  well  arise, 
whether  improvements  on  ditfcrent  machines  could  regularly  be  com- 
prehended in  the  same  patent,  so  as  to  give  a  right  to  the  exclusive 
use  of  the  several  machines  separately,  as  well  as  a  right  to  the  ex- 
clusive use  of  those  machines  in  combination.  And  if  such  a  patent 
would  be  irregular,  it  would  certainly  furnish  an  argument  of  no  in- 
considerable weight  against  the  construction.  But  the  "  act  for  the 
relief  of  Oliver  Evans  "  entirely  removes  this  doubt.  That  act  author- 
izes the  Secretary  of  State  to  issue  a  patent,  granting  to  the  said 
Oliver  Evans  the  full  and  exclusive  right  in  his  invention,  discovery, 
and  improvements  in  the  art  of  manufacturing  flour,  and  in  the  sev- 
eral machines  which  he  has  invented,  discovered,  improved,  and  ap- 
plied to  that  purpose. 

Of  the  authority,  then,  to  make  this  patent  coextensive  with  the 
construction  for  which  the  plaintiff* 's  counsel  contends,  there  can  be 
no  doubt. 

The  next  object  of  inquiry  is  the  intention  of  the  parties,  so  far  as 
it  may  be  collected  from  sources  to  which  it  is  allowable  to  resort. 

The  parties  are  the  government,  acting  by  its  agents,  and  Oliver 
Evans. 

The  intention  of  the  government  may  be  collected  from  the  "  act 
for  the  relief  of  Oliver  Evans."  That  act  not  only  confers  the  author- 
ity to  issue  the  grant,  but  expresses  the  intention  of  the  legislature 
respecting  its  extent.  It  may  fairly  be  inferred  from  it,  that  the 
legislature  intended  the  patent  to  include  both  the  general  result  and 
the  particular  improved  machines,  if  such  should  be  the  wish  of  the 
applicant.  That  the  executive  officer  intended  to  make  the  patent 
coextensive  with  the  application  of  Oliver  Evans  and  with  the  special 
act,  is  to  be  inferred  from  the  reference  to  both  in  the  patent  itself. 
If,  therefore,  it  shall  be  satisfactorily  shown,  from  his  application,  to 
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have  been  the  intention  of  Oliver  Evans  to  obtain  a  patent  including 
both  objects,  that  must  be  presumed  to  have  been  also  the  intention 
of  the  grantor. 

The  first  evidence  of  the  intention  of  Oliver  Evans  is  mrnished  by 
the  act  for  his  relief.  'Hie  fair  presumption  is,  that  it  conforms  to 
his  wishes;  at  least,  that  it  does  not  transcend  them. 

The  second,  in  his  petition  to  the  Secretary  of  State,  which  speaks 
of  his  having  discovered  certain  useful  improvements,  and  prays  a 
patent  for  them,  "  agreeably  to  the  act  of  Congress  entitled  'An  act 
for  the  relief  of  Oliver  Evans.' "  This  application  is  for  a  patent 
coextensive  with  the  act. 

This  intention  is  further  manifested  by  his  specification.  It  is  not 
to  be  denied  that  a  part  of  this  specification  would  indicate  an  in- 
tention to  consider  the  combined  operation  of  all  his  machinery  as  a 
single  improvement,  for  which  he  solicited  a  patent,  But  the  whole 
taken  together  will  not  admit  of  this  exposition.  The  several  ma- 
chines are  described  with  that  distinctness  which  would  be  used  by  a 
person  intending  to  obtain  a  patent  for  each.  In  his  number  4, 
which  contains  the  specification  of  the  drill,  he  asserts  his  claim,  in 
terms,  to  the  principles  and  to  all  the  machines  he  had  specified,  and 
adds,  M  Thev  mav  all  be  united  and  combined  in  one  flour-mill,  to 
produce  my  improvement  in  the  art  of  manufacturing  flour  complete, 
or  they  may  be  used  separately  for  any  of  the  purposes  specified  and 
allotted  to  them,  or  to  produce  my  improvement  in  part,  according 
to  the  circumstances  of  the  case." 

Being  entitled  by  law  to  a  patent  for  all  and  each  of  his  discoveries; 
considering  himself,  as  he  avers  in  his  specification  and  affirmation, 
as  the  inventor  of  each  of  these  improvements;  understanding,  as  he 
declares  he  did,  that  they  might  he  used  together,  so  as  to  produce 
his  improvement  complete,  or  separately,  so  as  to  produce  it  in  part — 
nothing  can  bo  more  improbable  than  that  Oliver  Evans  intended  to 
obtain  a  patent  solely  for  their  combined  operation.  His  affirmation, 
which  is  annexed  to  his  specification,  confirms  this  reasoning.  To 
the  declaration  that  he  is  the  inventor  of  these  improvements,  he  adds, 
"for  which  he  solicits  a  patent." 

With  this  conviction  of  the  intention  with  which  it  was  framed,  the 
instrument  is  to  be  examined. 

The  patent  begins  with  a  recital  that  Oliver  Evans  had  alleged 
himself  to  be  the  inventor  of  a  new  and  useful  improvement  in  the 
art  of  manufacturing  flour,  &c,  by  the  means  of  several  machines, 
for  a  description  of  which  reference  is  made  to  his  specification. 

It  will  not  be  denied  that,  if  the  allegation  of  Oliver  Evans  was 
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necessarily  to  be  understood  as  conforming  to  this  recital,  if  our 
knowledge  of  it  was  to  be  derived  entirely  from  this  source,  the  fair 
construction  would  be,  that  his  application  was  singly  for  the  exclusive 
right  to  that  improvement  which  was  produced  by  the  combined 
operation  of  his  machinery.  But  in  construing  these  term*,  the  court 
is  not  confined  to  their  most  obvious  import.  The  allegation  made 
by  Oliver  Evans,  and  here  intended  to  be  recited,  is  in  his  petition 
to  the  Secretary  of  State.  That  petition  is  embodied  in,  and  be- 
comes a  part  of,  the  patent  It  explains  itself,  and  controls  the  words 
of  reference  to  it.  His  allegation  is  not  "  that  he  has  invented  a  new 
and  useful  improvement,"  but  that  he  has  discovered  certain  use- 
ful improvements.  The  words  used  by  the  Department  of  State  in 
reciting  this  allegation  must,  then,  be  expounded  by  the  allegation 
itselt;  which  is  made  a  part  of  the  patent. 

The  recital  proceeds,  "which  has  not  been  known,"  &c.  These 
words  refer  clearly  to  the  improvement  first  mentioned  and  alleged 
in  the  petition  of  Oliver  Evans,  and  are  of  course  to  be  controlled  in 
like  manner,  with  the  antecedent  words,  by  that  petition.  This  part 
of  the  recital  is  concluded  by  adding  that  Oliver  Evans  has  affirmed 
that  he  does  verily  believe  himself  to  be  the  true  inventor  or  discov- 
erer of  the  said  improvement. 

But  the  affirmation  of  Oliver  Evans,  like  his  petition,  is  embodied 
in  the  grant,  and  must,  of  course,  expound  the  recital  of  it.  Tliat 
affirmation  is,  that  he  does  verily  believe  himself  to  be  the  true  and 
original  inventor  of  the  improvements  contained  in  his  specification. 

In  every  instance,  then,  in  which  the  word  improvement  is  used, 
in  the  singular  number  throughout  the  part  of  the  recital  of  this  pat- 
ent, it  is  used  in  reference  to  a  paper  contained  in  the  body  of  the 
patent,  which  corrects  the  term  and  shows  it  to  be  inaccurate. 

The  patent,  still  by  way  of  recital,  proceeds  to  add,  "and  agreeably 
to  the  act  of  Congress  entitled  'An  act  for  the  relief  of  Oliver  Evans,' 
which  authorizes  the  Secretary  of  State  to  secure  to  him,  by  patent, 
the  exclusive  right  to  the  use  of  such  improvement  in  the  art  of  manu- 
facturing flour  and  meal,  and  in  the  several  machines  which  he  has 
discovered,  improved,  and  applied  to  that  purpose ;  he  has  paid  into 
the  treasury,  &c,  and  presented  a  petition  to  the  Secretary  of  State,  sig- 
nifying a  desire  of  obtaining  an  exclusive  property  in  the  said  improve- 
ment, and  praying  that  a  patent  may  be  granted  for  that  purpose." 

To  what  do  the  words  "  said  improvement "  relate  ?    The  answer 
which  has  been  given  at  the  bar  is  entirely  correct:  to  the  improve- 
ment mentioned  in  the  statute  and  in  the  petition, — to  both  of  which 
direct  reference  is  made.   But  in  the  statute,  and  in  the  petition,  the 
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word  used  is  " improvements"  in  the  plural.  The  patent,  therefore,  . 
obviously  affixed  to  the  word  improvement,  in  the  singular,  the  same 
sense  in  which  the  plural  is  employed,  both  in  the  statute  and  in  the 
petition.  We  are  compelled,  from  the  whole  context,  so  to  construe 
the  word  in  every  place  in  which  it  is  used  in  the  recital,  because  it 
is  constantly  employed  with  express  reference  to  the  act  of  Congress, 
or  to  some  document  embodied  in  the  patent,  in  each  of  which  the 
plural  is  used. 

When,  then,  the  words  "  said  improvement"  are  used  as  a  term  of 
grant,  they  refer  to  the  words  of  the  recital,  which  have  been  already 
noticed,  and  must  be  construed  in  the  same  sense.  This  construction' 
is  rendered  the  more  necessary  by  the  subsequent  words,  which  refer 
for  a  description  of  the  improvement  to  the  schedule.  It  also  derives 
some  weight  from  the  words  "according  to  law,"  which  are  annexed 
to  the  words  of  grant.  These  words  can  refer  only  to  the  general 
Patent  Law,  and  to  the  "  act  for  the  relief  of  Oliver  Evans."  These 
acts,  taken  together,  seem  to  require  that  the  patent  should  conform 
to  the  specification,  affirmation,  and  petition  of  the  applicant. 

It  would  seem  as  if  the  claim  of  Oliver  Evans  was  rested  at  the 
Circuit  Court,  on  the  principle  that  a  grant  for  an  improvement,  by 
the  combined  operation  of  all  the  machinery,  necessarily  included  a 
right  to  the  distinct  operation  of  each  part,  inasmuch  as  the  whole 
comprehends  all  its  parts.  After  very  properly  rejecting  this  idea, 
the  judge  appears  to  have  considered  the  Department  of  State  and 
the  patentee  as  having  proceeded  upon  it  in -making  out  this  patent 
He  supposed  the  intention  to  be  to  convey  the  exclusive  right  in  the 
parts,  as  well  as  in  the  whole,  by  a  grant  of  the  whole ;  bat  as  the  « 
means  used  are  in  law  incompetent  to  produce  the  effect,  he  construed 
the  grant  according  to  his  opinion  of  its  legal  operation. 

There  is  great  reason  in  this  view  of  the  ease,  and  this  court  has 
not  discarded  it  without  hesitation.  But  as  the  grant,  with  the  various 
documents  which  form  a  part  of  it,  would  be  contradictory  to  itself; 
as  these  apparent  contradictions  are  all  reconciled  by  considering  the 
word  "  improvement"  to  be  in  the  plural  instead  of  the  singular  num- 
ber ;  as  it  is  apparent  that  this  construction  gives  to  the  grant  its  full 
effect,  and  that  the  opposite  construction  would  essentially  defeat  it, 
this  court  has,  after  much  consideration  and  doubt,  determined  to 
adopt  it  as  the  sound  exposition  of  the  instrument. 

The  second  error  alleged  in  the  charge,  is  in  directing  the  jury  to 
find  for  the  defendant,  if  they  should  be  of  opinion  that  the  hopper- 
boy  was  in  use  prior  to  the  improvement  alleged  to  be  made  thereon 
by  Oliver  Evans. 
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.  This  part  of  the  charge  seems  to  be  founded  on  the  opinion  that 
if  the  patent  is  to  he  considered  as  a  grant  of  the  exclusive  use  of 
distinct  improvements,  it  is  a  grant  for  the  hopper-boy  itself,  aud  not 
for  an  improvement  on  the  hopper-boy. 

The  counsel  for  the  plaintiff  contends  that  this  part  of  the  charge 
is  erroneous,  because,  by  the  "act  for  the  relief  of  Oliver  Evans,'* 
Congress  has  itself  decided  that  he  is  the  inventor  of  the  machines 
for  which  he  solicited  a  patent,  and  has  not  left  that  point  open  to 
judicial  inquiry. 

This  court  is  not  of  that  opinion.  "Without  inquiring  whether 
Congress,  in  the  exercise  of  its  powers  "to  secure  for  limited  times, 
to  authors  and  inventors,  the  exclusive  right  to  their  respective  writ- 
ings and  discoveries,"  may  decide  the  fact  that  an  individual  is  an 
author  or  inventor,  the  court  can  never  presume  Congress  to  have 
decided  that  question  in  a  general  act,  the  words  of  which  do  not 
render  such  a  construction  unavoidable.  The  words  of  this  act  do 
not  require  this  construction.  They  do  not  grant  to  Oliver  Evans 
the  exclusive  right  to  use  certain  specified  machines,  but  the  exclu- 
sive right  to  use  his  invention,  discovery,  and  improvements,  leaving 
the  question  of  invention  or  improvement  open  to  investigation  un- 
der the  general  Patent  Law. 

The  plaintiff  has  also  contended  that  it  is  not  necessary  for  the 
patentee  to  show  himself  to  be  the  first  inventor  or  discoverer; — that 
the  law  is  satisfied  by  his  having  invented  a  machine,  although  it 
may  have  been  previously  discovered  by  some  other  person. 

Without  a  critical  inquiry  into  the  accuracy  with  which  the  term 
invention  or  discovery  may  be  applied  to  any  other  than  the  first 
inventor,  the  court  considers  this  question  as  completely  decided  by 
the  sixth  section  of  the  general  Patent  Act.  That  declares  that  if 
the  thing  was  not  originalhi  discovered  by  the  patentee,  but  had  been 
in  use,  or  had  been  described  in  some  public  work,  anterior  to  the 
supposed  discovery  of  the  patentee,  judgment  shall  be  rendered  for 
the  defendant,  and  the  patent  declared  void. 

Admitting  the  words  " ont/malbf  discovered"  to  be  explained  or 
limited  by  the  subsequent  words,  still  if  the  thing  had  been  in  use,  or 
had  been  described  in  a  public  work,  anterior  to  the  supposed  dis- 
covery, the  patent  is  void.  It  may  be  that  the  patentee  had  no 
knowledge  of  this  previous  use  or  previous  description  ;  still  his  pat- 
ent is  void ;  the  law  supposes  he  may  have  known  it ;  and  the  charge 
of  the  judge,  which  must  be  taken  as  applicable  to  the  testimony, 
goes  no  farther  than  the  law. 
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The  real  inquiry  is,  does  the  patent  of  Oliver  Evans  comprehend 
more  than  lie  has  discovered  ?  If  it  is  for  the  whole  hopper-hoy,  the 
jury  has  found  that  this  machine  was  in  previous  use.  If  it  embraces 
only  his  improvement,  then  the  verdict  must  be  set  aside. 

The  difficulties  which  embarrass  this  inquiry  are  not  less  than  those 
which  were  involved  in  the  first  point.  Ambiguities  are  still  to  be 
explained,  and  contradictions  to  be  reconciled. 

The  patent  itself,  construed  without  reference  to  the  schedule  and 
other  documents  to  which  it  refers,  and  which  are  incorporated  in  it, 
would  be  a  grant  of  a  single  improvement ;  but  construed  with  those 
documents,  it  has  been  determined  to  be  a  grant  of  the  several  im- 
provements which  he  has  made  in  the  machines  enumerated  in  his 
specification.  But  the  grant  is  confined  to  improvements.  There  is 
no  expression  in  it  which  extends  to  the  whole  of  any  one  of  the 
machines  which  are  enumerated  in  his  specification  or  petition.  The 
difficulty  grows  out  of  the  complexity  and  ambiguity  of  the  specifi- 
cation and  petition.  His  schedule  states  his  first  principle  to  be  the 
operation  of  his  machinery  on  the  meal  from  its  being  ground  until 
it  is  bolted.  He  adds,  "  this  principle  I  apply  by  various  machines, 
which  I  have  invented,  constructed,  and  adapted  to  the  purposes 
hereafter  specified." 

His  second  principle  is  the  application  of  the  power  that  moves  the 
mill  to  his  machinery. 

The  application  of  these  principles,  he  says,  to  manufacturing  flour, 
is  what  he  claims  as  his  invention  or  improvement  in  the  art. 

He  asserts  himself  to  be  the  inventor  of  the  machines,  and  claims 
the  application  of  these  principles  to  the  improvement  of  the  pro- 
cess of  manufacturing  flour,  and  other  purposes,  as  his  invention  and 
improvement  in  the  art. 

The  schedule  next  proceeds  to  describe  the  different  machines  as 
improved,  so  as  to  include  in  the  description  the  whole  machine, 
without  distinguishing  his  improvement  from  the  machine  as  it  ex- 
isted previous  thereto ;  and  in  his  fourth  number  he  says,  "  I  claim 
the  exclusive  right  to  the  principles,  and  to  all  the  machines  above 
specified,  and  for  all  the  uses  and  purposes  specified,  as  not  having 
been  heretofore  known  or  used  before  I  discovered  them." 

If  the  opinion  of  the  court  were  to  be  formed  on  the  schedule  alone, 
it  would  be  difficult  to  deny  that  the  application  of  Oliver  Evans  ex- 
tended to  all  the  machines  it  describes.  But  the  schedule  is  to  be 
considered  in  connection  with  the  other  documents  incorporated  in 
the  patent. 

The  affirmation  which  is  annexed  to  it  avers  that  he  is  the  inven- 
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tor,  not  of  the  machines,  but  of  the  improvements  herein  above 
specified. 

In  his  petition,  he  states  himself  to  have  discovered  certain  useful 
improvements  applicable  to  the  art  of  manufacturing  flour,  and  prays 
a  patent  for  the  same,  that  is,  for  his  improvements,  agreeably  to 
the  act  of  Congress  entitled  "An  act  for  the  relief  of  Oliver  Evans." 
Alter  stating  the  principles  as  in  his  schedule,  he  adds,  "the  ma- 
chinery consists  of  an  improved  elevator,  an  improved  couveyor, 
an  improved  hopper-boy,  an  improved  drill,  and  an  improved  kiln- 
drier." 

Although,  in  his  specification,  he  claims  a  right  to  the  whole  ma- 
chine, in  his  petition  he  only  asks  a  patent  for  the  improvements  in 
the  machine.  The  distinction  between  a  machine  and  an  improve- 
ment on  a  machine,  or  an  improved  machine,  is  too  clear  for  them 
to  be  confounded  with  each  other. 

The  act  of  Congress,  agreeably  to  which  Evans  petitions  for  a 
patent,  authorizes  the  Secretary  of  State  to  issue  one  for  his  im- 
provements in  the  art  of  manufacturing  flour,  "  and  in  the  several 
machines  which  he  has  invented,  discovered,  improved,  and  applied 
to  that  purpose." 

In  conformity  with  this  act,  this  schedule,  and  this  petition,  the 
Secretary  of  State  issues  his  patent,  which,  in  its  terms,  embraces' 
only  improvements.  Taking  the  whole  together,  the  court  is  of 
opinion  that  the  patent  is  to  be  construed  as  a  grant  of  the  general 
result  of  the  whole  machinery,  and  of  the  improvement  in  each  ma- 
chine. Great  doubt  existed  whether  the  words  of  the  grant,  which 
are  expressed  to  be  for  an  improvement  or  improvements  only,  should 
be  understood  as  purporting  to  be  a  patent  only  for  the  improve- 
ments, or  should  be  so  far  controlled  by  the  specification  and  peti- 
tion as  to  be  considered  as  a  grant  for  the  machine  as  improved,  or, 
in  the  words  of  the  schedule  and  petition,  for  "an  improved  eleva- 
tor, an  improved  conveyor,  an  improved  hopper-boy,  an  improved 
drill,  and  an  improved  kiln-drier."  The  majority  of  the  court  came 
at  length  to  the  opinion  that  there  is  no  substantial  difference,  as 
they  are  used  in  this  grant,  whether  the  words  grant  a  patent  for  an 
improvement  on  a  machine  or  a  patent  for  an  improved  machine, 
since  the  machine  itself,  without  the  improvement,  would  not  be  an 
improved  machine.  Although  I  did  not  concur  in  this  opinion,  I  can 
perceive  no  inconvenience  from  the  construction. 

It  is,  then,  the  opinion  of  this  court  that  Oliver  Evans  may  claim, 
under  his  patent,  the  exclusive  use  of  his  inventions  and  improve- 
ments in  the  art  of  manufacturing  flour  and  meal,  and  in  the  several 
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machines  which  he  has  invented,  and  in  his  improvements  on  ma- 
chines previously  discovered. 

In  all  cases  where  the  claim  is  for  an  improvement  on  a  machine, 
it  will  be  incumbent  on  him  to  show  the  extent  of  his  improvement, 
so  that  a  person  understanding  the  subject  may  comprehend  distinctly 
in  what  it  consists. 

Some  doubts  have  been  entertained  respecting  the  jurisdiction  of 
the  courts  of  the  United  States,  as  both  the  plaintiff  and  defendant 
are  citizens  of  the  same  State.  The  fifth  section  of  the  act  to  promote 
the  progress  of  useful  arts,  which  gives  to  every  patentee  a  right  to 
sue  in  a  Circuit  Court  of  the  United  States,  in  case  his  right  be  vio- 
lated, is  repealed  by  the  third  section  of  the  act  of  1800,  ch.  179,  (xxv,) 
which  gives  the  action  in  the  Circuit  Court  of  the  United  States,  where 
a  patent  is  granted  "  pursuant"  to  that  act  or  to  the  act  for  the  pro- 
motion of  useful  arts.  This  patent,  it  has  been  said,  is  granted  not  in 
pursuance  of  either  of  those  acts,  but  in  pursuance  of  the  act  M  for  the 
relief  of  Oliver  Evans."  But  this  court  is  of  opinion  that  the  act  for 
the  relief  of  Oliver  Evans  is  ingrafted  on  the  general  act  for  the  pro- 
motion of  useful  arts,  and  that  the  patent  is  issued  in  pursuance  of 
both.    The  jurisdiction  of  the  court  is,  therefore,  sustained. 

As  the  charge  delivered  in  the  Circuit  Court  to  the  jury  differs  in 
some  respects  frorn  this  opinion,  the  judgment  rendered  in  that  court 
is  reversed  and  annulled,  and  the  cause  remanded  to  the  Circuit 
Court,  with  directions  to  award  a  venire  facias  dc  now,  and  to  proceed 
therein  according  to  law. 

Judgment  reversed. 

» 

Judgment.  This  cause  came  on  to  be  heard  on  the  transcript  of 
the  record  of  the  Circuit  Court  for  the  District  of  Pennsylvania,  and 
was  argued  by  counsel.  On  consideration  whereof,  this  court  is  of 
opinion  that  there  is  error  in  the  proceedings  of  the  said  Circuit 
Court,  in  this:  that  the  said  court  rejected  testimony  which  ought  to 
have  been  admitted;  and,  also,  in  this:  that,  in  the  charge  delivered 
to  the  jury,  the  opinion  is  expressed  that  the  patent  on  which  this  suit 
was  instituted  conveyed  to  Oliver  Evans  only  an  exclusive  right  to 
his  improvement  in  manufacturing  flour  and  meal,  produced  by  the 
general  combination  of  all  his  machinery,  and  not  to  his  improve- 
ment in  the  several  machines  applied  to  that  purpose ;  and,  also,  that 
the  said  Oliver  Evans  was  not  entitled  to  recover,  if  the  hopper-boy, 
in  his  declaration  mentioned,  had  been  in  use  previous  to  his  alleged 
discovery.  Therefore,  it  is  considered  by  this  court  that  the  judg- 
ment of  the  Circuit  Court  be  reversed  and  annulled,  and  that  the 
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cause  be  remanded  to  the  said  Circuit  Court,  with  directions  to  award 
a  venire  facias  de  novo. 


NOTE  ON  THE  PATENT  LAWS. 

(Appendix.   3  Whcatou,  G55.) 

The  Patent  Acts  of  the  United  States  arc,  in  a  great  degree,  founded  ou  the 
principles  and  usages  which  have  grown  out  of  the  English  statute  on  the  same 
subject.  It  may  be  useful,  therefore,  to  collect  together  the  cases  which  have 
been  adjudged  in  England,  with  a  view  to  illustrate  the  corresponding  provisions 
of  our  own  laws;  and  then  bring  in  review  the  adjudications  of  the  courts  of  the 
United  States. 

By  the  statute  of  21  Jae.  I.,  cli.  3,  commonly  called  the  Statute  of  Monopolies,  it 
is  enacted,  {§  1,)  "That  all  monopolies,  and  all  commissions,  grants,  licenses,  char- 
ters, and  letters  patent  heretofore  made  or  granted,  or  hereafter  to  be  made  or 
granted,  to  any  person  or  persons,  bodies  politic  or  corporate  whatsoever,  of  or  % 
for  the  sole  buying,  selling,  making,  working,  or  using  of  any  thing  within  this 
realm,  or  the  dominion  of  Wales,  or  of  any  other  monopolies,  or  of  power,  liberty, 
or  faculty  to  dispense  with  any  others,  or  to  give  license  or  toleration  to  do,  use, 
or  exercise  any  thing  against  the  tenor  or  purport  of  any  law  or  statute,  or  to  give 
or  make  any  warrant  for  any  such  dispensation,  license,  or  toleration,  to  be  had 
or  made,  or  to  agree  or  compound  with  any  others  for  any  penalty  or  forfeiture, 
limited  by  any  statute,  or  of  any  grant  or  promise  of  tlu;  benefit,  profit,  or  com- 
modity of  any  forfeiture,  penalt}',  or  sum  of  money  that  Is  or  shall  be  due  by  any 
statute,  before  judgment  thereupon  had;  and  all  proclamations,  inhibitions, 
st  mints,  warrants  of  assistance,  and  all  other  matters  and  things  whatsoever, 
any  way  tending  to  the  instituting,  erecting,  strengthening,  furthering,  or  coun- 
tenancing the  same,  or  any  of  them,  are  altogether  contrary  to  the  laws  of  the 
realm,  and  so  are  and  shall  be  utterly  void  and  of  none  effect,  and  in  nowise  to 
»>e  put  in  use  or  execution."  The  sixth  section,  however,  provides,  "That  any 
declaration  before  mentioned  shall  not  extend  to  any  letters  patent,  and  grants 
of  privilege,  for  the  term  of  fourteen  years,  or  under,  hereafter  to  be  made,  of  the 
sole  working  or  making  of  any  manner  of  new  manufactures  within  this  realm,  to 
the  true  and  first  inventor  and  inventors  of  such  manufactures,  which  others,  at  the 
time  of  making  avch  letters  patent  and  grants,  shall  not  use.  so  as  also  they  be  not 
contrary  to  the  law,  nor  mischievous  to  the  State,  by  raising  prices  of  commodities 
at  home,  or  hurt  of  trade,  or  generally  inconvenient;  the  said  fourteen  yean  to  be 
accounted  from  the  date  of  the  first  letters  patent,  or  grant  of  such  privilege  here- 
after to  be  made,  but  that  the  Bame  shall  be  of  such  force  as  they  should  be  If  this 
act  had  never  been  made,  and  none  other." 

It  is  under  this  last  section  that  patents  for  new  and  useful  inventions  are  now 
granted  in  England ;  and  by  a  proviso,  or  condition,  always  inserted  in  every 
Intent,  the  patentee  is  bound  particularly  to  describe  and  ascertain  the  nature  of 
his  invention,  and  In  what  manner  the  same  is  to  be  constructed  or  made,  by  an 
instrument  in  writing,  under  his  hand  and  seal,  and  to  cause  the  same  to  be  en- 
rolled in  the  Court  of  Chancery  within  a  specified  time.  Hanncrx.  Playne,  11 
East,  101 ;  Boulton  x.  Bull,  2  H.  Bl.,  4C3;  Homhlower  x.  Boidton,  8  T.  K.,  5(5;  2 
Bl.  Com.,  407,  note  by  Christian  (7).  This  instrument  is  usually  termed  the  sped- 
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flcation  of  the  invention,  and  all  such  instruments  are  preserved  in  an  office  for 
public  Inspection. 

Upon  the  construction  of  the  British  Patent  Act,  taken  in  connection  with  the 
conditions  inserted  in  the  letters  patent,  a  great  variety  of  decisions  have  been 
made.  1.  As  the  statute  contains  no  restriction  confining  the  grants  to  British 
subjects,  it  is  every -day  practice  to  grant -patents  to  foreigners,  and  no  such 
patent  has  ever  been  brought  into  judicial  doubt.  2.  A  patent  can  be  granted 
only  for  a  thing  new  ;  but  it  may  be  granted  to  the  first  inventor,  if  the  Inven- 
tion be  new  in  England,  though  the  thing  was  practiced  beyond  sea  before;  for 
the  statute  speaks  of  new  manufactures  within  this  realm  ;  so  that  if  it  be  new 
here,  it  is  within  the  statute,  and  whether  learned  by  travel  or  study  is  the  same 
thing.  Edgeberry  v.  Stevens,  2  Salk.,  447;  ITawk.  P.  C,  b.  1,  ch.  79,  and  see 
Xoy,  182.  183.  3.  The  language  of  the  statute  is  new  manufacture ;  but  the 
terms  are  used  in  an  enlarged  sense,  as  equivalent  to  new  device  or  contrivance, 
and  apply  not  only  to  things  made,  but  to  the  practice  of  making.  Under  things 
made,  we  may  class,  in  the  first  place,  new  compositions  of  things,  such  as  manu- 
factures in  the  ordinary  sense  of  the  word ;  secondly,  all  mechanical  inventions, 
whether  made  to  produce  old  or  new  effects ;  for  a  new  piece  of  mechanism  is 
certainly  a  thing  made.  Under  the  practice  of  making,  we  may  class  all  new 
4r  artificial  manners  of  operating  with  the  hand,  or  with  instruments  in  common 
use,  new  processes  in  any  art,  producing  effects  useful  to  the  public.  When  the 
efiect  produced  is  some  new  substance  or  composition,  it  would  seem  that  the 
privilege  of  the  sole  working  or  making  ought  to  be  for  such  new  substance  or 
composition,  without  regard  to  the  mechanism  or  process  by  which  it  has  been 
produced,  which,  though  perhaps  also  new,  will  be  only  useful  as  producing  the 
new  substance.  When  the  efiect  produced  is  no  new  substance  or  composition 
of  things,  the  patent  can  only  be  for  the  mechanism,  if  new  mechanism  is  used; 
or  for  the  process,  if  it  be  a  new  method  of  operating  with  or  without  old  mech- 
anism, by  which  the  efiect  is  produced.  Per  Eyre,  Ch.  J.,  in  Boulton  v.  Bull,  2 
H.  Bl..  403,  492,  and  Lawrence,  J.,  in  Hornblowcrx.  Boulton,  8  T.  R.,  95.  106. 
A  patent,  therefore,  under  certain  circumstances,  ma}'  be  good  for  a  method  as 
well  as  for  an  engine  or  machine.  Ibid.,  and  8  T.  R.,  95,  100;  Ilex  v.  Cutler,  1 
Starkie's  X.  P.  R.,  354.  4.  A  patent  cannot  be  for  a  mere  principle,  properly  so 
called  ;  that  is,  for  an  elementary  truth.  But  the  word  principle  is  often  used  in 
a  more  lax  sense,  to  signify  constituent  parts,  peculiar  structure,  or  process;  and 
in  specifications  it  is  generally  used  in  this  latter  sense;  and  in  this  view,  it  may 
well  be  the  subject  of  a  patent.  Ibid.  5.  It  was  formerly  considered  that  a 
patent  could  not  be  for  an  improvement;  (3  lust.,  184;)  but  that  opinion  has 
been  long  since  exploded,  and  it  is  now  held  that  a  patent  may  well  be  for  a 
new  improvement.  Harmer  v.  Playne,  14  Ves.,  130;  Ex  parte  Fox,  1  Ves.  & 
Beanies,  U7 ;  Boulton  v.  Bull,  2  H.  Bl.,  403,  4S8 ;  8  T.  R.,  95 ;  Bull.  X.  P.,  77.  G.  A 
patent  must  1m*  of  such  manufacture  or  process  as  no  other  did,  at  the  time  of 
making  the  letters  patent,  use;  for  though  it  were  newly  invented,  yet  if  any 
oilier  did  use  it  at  the  time  of  making  the  letters  patent,  or  grant  of  the  privilege, 
.it  js  declared  void  by  the  act.  3  Inst.,  184.  And  in  a  very  recent  case  of  a  patent 
for  a  new  mode  of  making  verdigris,  one  of  the  objections  was  that  the  invention 
was  in  public  sale  by  the  patentee,  before  the  grant  of  the  patent ;  and  GlRRS, 
Ch.  J.,  on  that  occasion  said:  "With  respect  to  this  objection,  the  question  is 
somewhat  new.  Some  things  are  obvious  as  soon  as  they  are  made  public ;  of 
others,  tht!  scientific  world  may  jmjsscss  itself  by  analysis ;  some  inventions  almost 
baffle  discovery.  But  to  entitle  a  man  to  a  patent,  the  Invention  must  be  new  to 
Jhe  world.   The  public  sale  of  that  which  is  afterwards  made  the  subject  of  a 
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patent,  though  sold  by  the  inventor  only,  makes  the  patent  void.  It  is  in  evidence* 
that  a  great  quantity  was  sold  in  the  course  of  four  months,  before  the  patent 
was  obtained."  And  if  the  jury  were  satisfied  of  that  fact,  his  lordship  added 
"that  he  thought  the  patent  void."  Wood  v.  Zimmcr,  1  Holt's  N.  P.  Rep.,  58. 
7.  'Die  invention  must  not  ouly  be  new,  but  useful ;  for  if  it  be  contrary  to  law, 
or  mischievous,  or  hurtful  to  trade,  or  generally  inconvenient,  it  is,  hy  the  terms 
of  the  statute,  void.  8  Inst.,  184.  8.  A  patent  can  legally  be  granted  only  to 
the  first  and  true  inventor;  for  such  are  the  descriptive  terms  of  the  statute. 
3  Inst.,  184.  But  if  the  original  inventor  has  confined  the  invention  to  his  closet, 
and  the  public  be  not  acquainted  with  it,  a  second  inventor,  who  makes  it  public, 
is  entitled  to  a  patent.  Boulion  v.  Bull,  2  II.  Bl.,  463,  and  Dolland's  patent, 
cited  2  H.  Bl.,  470,  487.  9.  The  patent  must  not  be  more  extensive  than  the 
invention  ;  therefore,  if  the  invention  consist  in  an  addition  or  improvement 
ouly,  and  the  patent  is  for  the  whole  machine  or  manufacture,  it  is  void.  Bullet  's 
N.  P.,  70;  Boulion  v.  Bull,  2  EE.  Bl.,  403,  and  cases  there  cited  ;  The  King  v.  Else, 
11  East,  109,  note  ;  IJarmer  v.  Playne,U  East,  101 ;  8.  C,  14  Ves.,  180.  There- 
fore, where  a  patent  was  for  the  exclusive  liberty  of  making  lace  comprised  of 
■ilk  and  cotton  thread  mixed,  not  of  any  particular  mode  of  making  it,  and  it 
was  proved  that  silk  and  cotton  thread  were  before  mixed  on  the  same  frame  for 
lace,  in  some  mode  or  other,  though  not  like  the  plaintiff's,  the  patent  was  held 
void,  a*  being  more  extensive  than  the  invention.  The  King  v.  Else,  11  East, 
109,  note.  A  person  may  obtain  a  patent  for  a  machine,  consisting  of  an  entirely 
new  combination  of  parts,  although  the  parts  may  have  been  separately  used  in 
former  machines ;  and  the  patent  may  correctly  set  out  the  whole  as  the  inven- 
tion of  the  patentee.  But  if  a  combination  of  a  certain  number  of  those  parts 
have  previously  existed,  up  to  a  certain  point,  in  former  machines,  the  patentee 
merely  adding  other  combinations,  the  patent  should  comprehend  such  improve- 
ments only.  Bovill  v.  Moore,  2  Marshall's  R.,  211.  10.  If  a  person  has  invented 
an  Improvement  upon  an  existing  patented  machine,  he  is  entitled  to  a  patent 
for  his  improvement;  but  he  cannot  use  the  original  machine  until  the  patent 
for  it  has  expired.  Ex  parte  Fox,  1  Ves.  &  Bcarncs  R.,  07.  11.  Although  the 
specification  is  not  annexed  to  a  patent  In  England,  and  the  patent  contains  a 
concise  description  only  of  the  Invention,  yet  as  there  is  a  proviso  in  the  patent 
requiring  the  enrollment  of  a  specification  in  chancery,  within  a  specified  time, 
and  in  default  making  the  patent  void,  the  patent  is  always  construed  in  connec- 
tion with  the  specification,  and  the  latter  is  deemed  a  part  of  the  patent,  at  least 
for  the  purpose  of  ascertaining  the  nature  and  extent  of  the  invention  claimed 
by  the  patentee.  Boulion  v.  Bull,  2  EL  Bl.,  403  ;  JJornblower  v.  Boulion,  8  T.  R., 
05.  12.  Care  should  be  taken  that  the  specification  comports  with  the  patent; 
for  otherwise  it  will  not  sustain  the  grant.  For  where  a  patent  was  obtained  for 
an  improved  mode  of  lighting  cities,  it  was  held  by  Lk  Blanc,  J.,  that  it  was  not 
supported  by  a  specification,  describing  an  improved  lamp.  The  patent  ought  to 
have  been  for  an  improved  street  lamp.  Lord  Cochrane  v.  Smethurst,  1  Starkie's 
N.  P.  R.,  203.  No  technical  words,  however,  are  necessary  to  explain  the  sub- 
ject oi  a  patent;  but  the  court  will  construe  the  terms  of  the  patent,  and  of  the 
specification,  in  a  literal  manner,  and  give  them  such  a  meaning  as  best  comports 
with  the  apparent  intention  of  the  patentee.  Hornblowcr  v.  Boulion,  8  T.  R.,  95 ; 
Boulton  v.  Bull,  2  II.  Bl.,  403.  Therefore,  where  the  patent  was  "for  a  method 
of  lessening  the  consumption  of  steam  and  fuel  in  flre-engines,"  one  ohjeetion 
was,  that  the  patent  was  for  a  philosophical  principle  only,  neither  organized  nor 
capable  of  being  organized,  whereas  it  ought  to  have  been  for  a  formed  machine; 
a  second  objection  was,  that  if  it  was  a  patent  for  a  formed  machine,  it  was  for 
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the  Whole  machine,  When  the  invention  was  only  an  improvement  or  addition  to 
an  existing  machine.  But  the  Court  of  King's  Bench,  on  examining  the  specifi- 
cation, were  of  opinion  that  both  of  the  objectionR  were  unfounded,  although  the 
terms  of  I  lie  specification  were  so  doubtful  and  obscure  as  to  have  produced  a 
division  of  opinion  in  the  Court  of  Common  Pleas.  Hornblower  v.  Boullon,  8  T. 
R.,  93;  BouUon  v.  Bull,  2  H.  BL,  4GJ.  Both  of  tin-so  eases  were  very  elaborately 
discussed,  and  contain  more  learning  on  the  subject  of  patents  titan  can  be  found 
in  any  other  adjudication,  and  are,  therefore,  deserving  of  the  most  accurate  at- 
tention of  every  lawyer.  Iu  both  of  them,  all  the  judges  agreed  that  a  mere  mis- 
take in  terms,  or  in  the  correct  sense  of  words,  would  not  vitiate  a  patent,  if  the 
court  could  give  a  reasonable  construction  to  the  whole  specification.  Mr.  Justice 
Heath  said:  44 When  a  mode  of  doing  a  thing  is  referred  to  something  perma- 
nent, it  is  properly  termed  an  engine;  when  to  something  fugitive,  a  method." 
■*  If  method  and  machinery  had  been  used  by  the  patentee  as  convertible  terms,  and 
the  same  consequences  would  result  from  both,  it  might  be  too  strong  to  say  that 
the  inventor  should  lose  the  benefit  of  his  patent  by  the  misapplication  of  this 
term.*'  44  Method  is  a  principle  reduced  to  practice  ;  it  is,  in  the  present  instance, 
the  general  application  of  a  principle  to  an  old  machine. "  44  J  patent  for  an 
improvement  of  a  machine,  and  a  patent  for  an  improred  machine,  arc  in  sub- 
stance the  same.  The  specification  would  serve  for  both  patent-  ;  the  new  organ- 
ization of  parts  is  the  same  in  both."  Mr.  Justice  Rooke  said  :  44A  newly-invaded 
method  conveys  to  my  understanding  the  idea  of  a  new  mode  of  construction.  1 
think  those  words  are  tantamount  to  fire-engines  of  a  newly-invented  construc- 
tion ;  nt  least,  I  think  they  will  bear  tins  meaning,  if  they  do  not  necessarily 
exclude  every  other.  The  specification  shows  that  this  was  the  meaning  of  the 
words  as  used  by  the  patentee,  lor  he  has  specified  a  new  ami  particular  mode  of 
constructing  fire-engines.  It  seems,  therefore,  but  reasonable,  that  if  he  sets  forth 
his  improvement  intelligibly,  his  specification  should  be  supported,  though  he  pro- 
fesses only  to  set  forth  the  principle."  Mr.  Justice  Buller  said  :  44  The  method 
and  mode  of  doing  a  thing  are  the  same;  and  I  think  it  is  impossible  to  supi>ort 
a  patent  for  a  method  only,  without  having  curried  it  into  effect  and  produced 
some  new  substance."  *4  When  the  thing  is  done  or  produced,  then  it  becomes 
the  manufacture  which  is  the  proper  subject  of  a  patent."  The  remarks  of  Lord 
Chief  Justice  AYRE  have  been  already  stated.  He,  however,  considered  the  pat- 
ent not  to  be  for  a  fire-engine,  but  in  effect  for  a  manner  of  working  a  fire-engine 
so  as  to  lessen  the  consumption  of  steam;  and  he  added  :  44  The  specification  calls 
a  method  of  lessening  the  consumption  of  steam  in  fire-engines  a  principle,  which 
it  is  not ;  the  act  [of  Parliament  ]  calls  it  an  engine,  which,  perhaps,  also,  it  is  not ; 
but  both  the  specification  and  statute  an?  referable  to  the  same  thing,  and  when 
they  are  taken  with  their  correlative  an*  perfectly  intelligible."  **A  narrower 
ground  was  taken  in  the  argument,  which  was  to  expound  the  word  engine  iu 
the  body  of  this  act,  [meaning  the  special  act  of  Parliament  for  this  patent,]  in 
opposition  to  the  title  of  it,  to  mean  a  method;  and  I  am  ready  to  say  I  would 
resort  to  that  ground,  if  necessary,  in  order  to  support  the  patent,  ut  res  magis 
valcat  quam  pereat."  In  the  King's  Bench,  Mr.  Justice  Lawrence  observed  : 
"Engine  and  method  mean  the  same  thing,  and  maybe  the  suhject  of  a  patent. 
Method,  properly  speaking,  is  only  placing  several  things,  and  performing  several 
operations,  in  the  most  convenient  order;  but  it  may  signify  contrivance,  or  device; 
so  may  an  engine;  and,  therefore,  I  think  it  may  answer  the  word  method.  So, 
principle  may  mean  an  elementary  truth;  but  it  may  also  mean  constituent 
parts."  IX  The  patent  being  granted  upon  condition  that  the  invention  U  new 
(at  least  in  England)  and  usefid,  and  also  that  the  patentee  shall  deliver  and 
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enrol  in  chancery  a  specification  of  his  invention,  it  is  necessary  for  the  patentee 
to  establish,  by  proof,  when  his  invention  is  called  in  question  in  a  suit,  that  he 
lias  complied  with  these  conditions.  If,  therefore,  the  novelty  or  effect  of  the 
invention  be  disputed,  the  patentee  must  show  in  what  his  invention  consists, 
and  that  he  produced  the  effect  proposed  by  the  patent  in  the  manner  specified. 
Slight  evidence  of  this,  on  his  part,  is  sufficient ;  and  it  is  then  incumbent  on  the 
defendant  to  falsify  the  specification.  Turner  v.  Winter,  1  T.  R.,  602.  14.  In 
respect  to  specifications,  (objections  to  which  form  the  most  eommou,  and,  indeed, 
usually  the  most  fatal,  defense  to  suits  for  infringements  of  patents,)  several  rules 
have  been  luid  down.  In  the  first  place,  a  man,  to  entitle  himself  to  the  benefit  of 
a  patent  of  monopoly,  must  disclose  his  secret,  and  specify  his  invention  in  such 
a  way  that  others  of  the  same  trade  who  are  artists  may  be  taught  to  do  the 
thing  for  which  the  patent  is  granted,  by  following  the  directions  of  the  specifica- 
tion, without  any  new  invention  or  addition  of  their  own.  Rex  v.  Arkioright, 
Bull.  X.  P.,  77.  In  the  second  place,  he  must  so  describe  it  that  the  public  may, 
after  the  expiration  of  the  term,  have  the  use  of  the  invention  in  as  cheap  and 
beneficial  a  way  as  the  patentee  himself  nee*  it ;  ami,  therefore,  if  the  specifi- 
cation describe  many  parts  of  au  instrument,  or  machine,  and  the  patentee  uses  * 
only  a  few  of  them,  or  does  not  state  how  they  are  to  be  put  together  or  used, 
the  patent  is  void.  Rex  v.  Arhcright,  Bull.  X.  P.,  77;  Hanner  v.  Plague,  11 
East.  101.  So,  if  the  patentee  could  only  make  the  article  with  two  or  three  of 
the  ingredients  specified,  and  he  has  inserted  others  which  will  not  answer  the 
purpose,  that  will  avoid  the  patent.  So,  if  he  makes  the  article  with  cheaper 
materials  than  those  which  he  has  enumerated,  although  the  latter  will  answer 
the  purpose,  the  patent  is  void.  Turner  v.  Winter,  1  T.  R.,  002.  In  the  third 
place,  if  the  specification  be,  in  any  part  of  it,  materially  false  or  defective,  or 
obscure  and  ambiguous,  or  give  directions  which  tend  to  mislead  the  public,  the 
patent  is  void.  Rex  v.  Arkioright,  Bull.  X.  P.,  77;  Turner  v.  Winter,  1  T.  R., 
602.  Therefore,  where,  in  a  patent  for  trusses  for  ruptures,  the  patentee  omitted 
what  was  very  material  for  tempering  the  steel,  which  was  rubbing  it  with  tal- 
low, Lord  Mansfield  held  the  patent,  for  want  of  it,  void.  Liardet  v.  Johnson, 
Bull.  X.  P.,  76;  S.  C\,  cited  1  T.  R.,  602,  008,  per  Buller,  J.  So,  where  a  pat- 
ent was  for  a  new  mode  of  making  verdigris,  and  the  specification  omitted  an  In- 
gredient (aquafortis^  which,  though  not  necessary  to  the  composition  for  which  the 
patent  was  claimed,  was  a  more  expeditious  and  benefleial  mode  of  producing  the 
same  effects,  and  was  as  such  used  by  the  patentee,  Lord  Chief  Justice  GiBBS 
held  the  patent  void.  Wood  v.  Zimmer,  1  Holt's  X.  P.  R.,  58.  So,  if  the  speci- 
fication direct  an  ingredient  to  be  used  which  will  not  answer  the  purpose,  or  is 
never  used  by  the  patentee,  the  patent  is  void.  Turner  v.  Winter,  1  T.  R.,  002. 
So,  if  the  patentee  says,  in  his  specification,  he  can  produce  three  things  by  one 
process,  and  he  fails  In  an}'  one,  the  patent  is  void.  Turner  v.  Winter,  1  T.  R., 
602.  So,  if  the  s|>ecifieatiou  direct  the  same  thing  to  be  produced  several  ways, 
or  by  several  different  ingredients,  and  any  of  them  fail,  the  patent  Is  void. 
Turner  v.  Winter,  1  T.  R.,  602.  In  the  fourth  place,  if  the  invention  be  of  an 
improvement  only,  it  is  indispensable  that  the  patent  should  not  be  more  broad 
than  the  iuvention,  and  the  specification  should  lie  drawn  up  in  terms  which  do 
not  include  anything  but  the  improvement.  Boulton  v.  Bull,  2  II.  Bl.,  463; 
Bull.  X.  P.,  70;  Bovillv.  Moore,  2  Marsh.  R.,  211.  And  in  the  *i>ccification  for 
such  improvement,  it  is  essential  to  point  out  precisely  what  is  new  and  what  is 
old ;  and  it  is  not  sufficient  to  give  a  general  description  of  the  construction  of 
the  instrument,  without  such  distinction,  although  a  plate  be  annexed  containing 
detached  and  separate  representations  of  the  parts  in  which  the  improvement  con- 
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sists.  Therefore,  where  u  patent  was  " for  certain  improvements  In  the  making 
of  umbrellas  and  parasols,"  and  the  specification  contained  a  minute  description 
of  the  construction  of  them,  partly  including  the  usual  mode  of  stitching  the  silk, 
and  also  certain  improvements  in  the  insertion  of  the  stretches.  «fcc,  and  through- 
out the  whole  specification  no  distinction  was  made  between  what  was  new  and 
what  was  old,  Lord  ELLENBOROUGH  said  :  "The  patentee  ought,  in  his  specifica- 
tion, to  inform  the  person  who  consults  it  what  is  new  and  what  is  old.  He  should 
say.  my  Improvement  consists  in  this,  describing  it  by  words  if  he  can.  or,  if  not, 
by  reference  to  lignres.  But  here  the  improvement  is  neither  described  in  words 
nor  figures,  and  it  would  not  be  in  the  wit  of  man,  unless  he  were  previously  ac- 
quainted with  the  construction  of  the  instrument,  to  say  what  was  new  and  what 
was  old.  A  person  ought  to  be  warned  by  the  sjx'cification  against  the  use  of  a 
particular  invention."  MTarlane  v.  Price,  1  Starkie's  N.  P.  R.,  199.  And  it 
may  be  added,  also,  that  the  public  have  a  right  to  purchase  the  improvement  by 
itself,  and  not  to  be  incumbered  with  other  things,  where  the  improvement  is  of 
the  old  machine.  But  where  the  patentee  obtained  a  patent  for  a  new  machine, 
and  afterwards  another  patent  for  improvement*  in  the  said  machine,  in  which 
the  grant  of  the  former  was  recited,  it  was  held,  that  a  specification  containing 
a  full  description  of  the  whole  machine  so  improved,  but  not  distinguishing  the 
new  improved  parts,  or  referring  to  the  former  specification,  otherwise  than  as 
the  second  recited  the  first,  was  sufficient.  Lord  E LLiiNBOROUGll  on  that  occa- 
sion said  :  "It  may  not  be  necessary,  indeed,  in  stating  a  specification  of  a  patent 
for  an  improvement,  to  state  precisely  all  the  former  known  parts  of  the  machine, 
and  then  to  apply  to  those  the  improvement  ;  but  on  many  occasions  it  may  be 
sufficient  to  refer  generally  to  them.  As,  in  the  instance  of  a  common  watch,  it 
may  be  sufficient  for  the  patentee  to  say,  take  a  common  watch,  and  add  or  alter 
such  and  such  parts,  describing  them."  JIarmer  v.  Playne,  11  East,  101 ;  S.  C, 
14  Ves.,  130.  The  case,  also,  of  Bovill  v.  Moore,  already  cited,  (2  Marsh.  R.,  211,) 
affords  very  important  instruction  oil  this  point.  In  the  fifth  place,  if  a  patentee 
in  his  specification  sum  up  the  principle  in  which  his  invention  consists,  if  this 
principle  be  not  new,  the  patent  cannot  be  supported,  although  it  appear  that 
the  application  of  the  principle,  as  described  in  the  specification,  be  new ;  for 
the  patentee,  by  such  summing  up,  confines  himself  to  the  benefit  only  of  the 
principle  so  stated.  Ilex  v.  Cutler,  1  Starkie's  N.  P.  R.,  3">4.  15.  If  a  patent  is 
void,  the  patentee  cannot  enforce  performance  of  a  covenant  for  the  observance 
of  the  exclusive  right,  entered  into  by  the  covenantor  in  contemplation  of  the 
patent  being  good.  Jlaync  v.  Maltby,  3  T.  R.,  438.  16.  The  right  of  a  patentee 
is  assignable  at  law;  and  upon  such  an  assignment  the  assignee  has  the  exclusive 
right  to  maintain  an  action  for  any  infringement  of  the  patent.  See  Boulton  v. 
Bull,  2  H.  Bl.,  103.  17.  Where  the  patentee  has  assigned  his  patent,  in  an  action 
by  the  assignee  against  .the  patentee,  for  an  infringement  of  the  patent,  the  latter 
will  not  bo  permitted  to  aver  against  his  deed  that  the  invention  is  not  new. 
Oldham  v.  Lanymcad,  cited  3  T.  R.,  439.  18.  Where  the  patent  is  void,  from 
any  of  the  causes  before  stated,  the  party  sued  for  an  infringement  may,  under 
the  general  issue,  avail  himself  of  any  such  matter  in  his  defense.  19.  Or  the 
patent  itself  may  be  repealed  by  a  scire  facias  by  the  King,  upon  ihc  ground  of 
fraud  or  false  suggestion.  The  mode  of  proceeding  on  scire  facias  may  be  seen 
in  2  Saunders's  Rep.,  72,  Williams's  note,  (4.)  §  4. 

These  are  the  principal  doctrines  established  in  the  English  courts,  upon  the 
subjeet  of.  patents  for  new  inventions.  In  respect  to  the  adjudications  under  the 
Patent  Laws  of  the  United  Stales,  it  is  matter  of  regret  that  so  few  of  them  have 
been  published;  but  the  following  are  the  leading  provisions  of  the  act,  and  the 
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principles  which  have  boon  recognized  as  applicable  to  it.    It  may  bo  convenient  t 
to  follow  the  order  ol  the  Patent  Act  itself,  and  to  arrange  the  decisions  under 
the  corresponding  heads  to  jvhich  they  properly  belong. 

The  first  Patent  Act  of  the  United  States  was  passed  in  tho  year  1790.  (act  of 
the  10th  of  April,  1790,  ch.  34,)  and  was  repealed  by  another  act  passed  in  the 
year  1793;  (act  of  the  21st  of  February,  1793,  ch.  11 ;)  and  this  hist  act,  as  amended 
by  the  act  of  1800,  (act  of  the  17th  of  April.  1SO0,  ch.  25,)  constitutes  the  present 
general  Patent  Law  of  the  United  States.    1.  By  the  first  section  of  the  act  of 
1793,  any  citizen  who  has  invented  any  new  ami  useful  art,  machine,  manufacture. 
or  composition  of  matter,  or  any  next  ami  useful  improvements  therein,  not  known 
or  used  before  the  application,  may,  on  application  and  petition  to  the  Secretary 
of  State,  obtain  a  patent  for  the  exclusive  right  and  liberty  of  making,  construct- 
ing, using,  and  vending  to  others  to  be  used  tho  said  invention  or  discovery,  upon 
complying  with  the  regulations  of  the  act ;  and  the  patent  is  required  16  recite  the 
allegations  and  suggestions  of  the  petition,  and  give  a  short  description  of  the  in- 
vention or  discovery.  The  letters  patent,  previous  to  their  being  issued,  are  to  be 
examined  by  the  Attorney-General,  and  are  by  him  to  be  certified  to  be  conform- 
able to  law,  and  are  then  to  be  recorded  in  tho  office  of  the  Secretary  of  State. 
The  act  of  1800.  ch.  23,  sees.  1,  2,  extends  this  provision  to  aliens  who  have  re- 
sided two  years  in  the  United  States,  and  also  to  the  legal  representatives  and 
devisees  of  a  person  entitled  to  a  patent,  who  dies  before  it  is  obtained.  The  orig- 
inal inventor  of  a  machine,  who  has  rednccd  his  invention  first  into  practice,  is 
entitled  to  a  priority  of  the  patent-right ;  and  a  subsequent  inventor,  although  an 
original  inventor,  cannot  sustain  his  claim,  although  he  has  obtained  the  first 
patent  ;  for  qui  prior  est  in  tempore,  potior  est  in  jure.    Woodcock  v.  Parker,  1 
Gallis.  R.,  438;  Odiorne  v.  Winkley,  2  Gallis.  R.,  51.    And,  therefore,  every  sub- 
sequent patentee,  although  an  original  inventor,  may  bo  defeated  of  his  patent- 
right,  upon  proof  of  such  prior  invention  put  into  actual  use ;  {Bedford  v.  Hunt, 
1  Mason's  R.;)  for  then  the  invention  cannot  be  considered  as  new.    If  an  inven- 
tor make  a  gift  of  his  invention  to  the  public,  and  goffer  it  to  go  into  general  use, 
he  cannot  afterwards  resume  the  invention  and  claim  an  exclusive  right  under  a 
patent.    Whittemore  v.  Cutter,  1  Gallis.  R.,  478.    By  useful  invention,  in  tho 
Patent  Act,  la  meant  an  invention  which  may  be  applied  to  a  beneficial  use  in 
society,  in  contradistinction  to  an  invention  injurious  to  the  morals,  health,  or  good 
order  of  society,  or  frivolous  and  hisiguificaut.    Bedford  v.  Hunt,  1  Mason's  R.; 
Lowell  v.  Lewis,  1  Mason's  R.    It  h  not  necessary  to  establish  that  it  is  in  all 
cases  sui>orior  to  the  modes  now  in  use  for  the  same  purpose.    Ibid.   2.  By  the 
second  section,  any  person  who  shall  have  invented  an  improvement  shall  not  be 
at  liberty  to  use  the  original  discovery,  nor  shall  the  original  Inventor  be  at  liberty 
to  use  the  improvement.    And  the  simply  changing  the  form  or  the  proportions 
of  any  machine,  or  composition  of  matter,  in  any  degree,  shall  not  bo  deemed  a 
discovery.    See  Odiorne  v.  Winkley,  2  Gallis.  R.,  51.    If  the  inventor  of  an  im- 
provement obtain  a  patent  for  the  whole  machine,  tho  patent,  being  more  exten- 
sive than  the  invention,  is  void.    Woodcock  v.  Parker,  1  Gallis,  R.,  430 ;  Whitte- 
more v.  Cutter,  1  Gallis.  R.,  478;  Odiorne  v.  Winkley,  2  Gallis.  R.,  51.    3.  By  the 
third  section,  every  inventor,  before  he  can  obtain  a  patent,  is  required  to  swear 
that  he  is  the  true  inventor  or  discoverer  of  the  art,  machine,  or  Improvement  for 
which  he  solicits  a  patent,  and  to  deliver  a  written  description  of  his  invention, 
and  of  the  manner  of  using  or  process  of  compounding  it,  in  such  full,  clear,  and 
exact  terms  as  to  distinguish  the  same  from  all  other  things  before  known,  and  to 
enable  any  person  skilled  in  the  art  or  science  of  which  it  Is  a  branch,  or  with 
which  it  Is  most  clearly  connected,  to  make,  compound,  and  use  tho  same.  And 
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In  the  case  of  any  machine,  he  shall  fully  explain  the  principle,  and  the  several 
mode*  in  which  he  has  contemplated  the  application  of  that  principle,  or  character 
hy  which  it  may  be  distinguished  from  other  inventions ;  and  he  is  to  accompany 
the  whole  with  drawings  and  written  references,  where  the  nature  of  the  ca?o 
admits  of  drawings;  or  with  specimens  of  the  ingredients,  and  of  the  composition 
of  matter,  sufficient  in  quantity  for  the  purpose  of  experiment,  where  the  inven- 
tion is  a  composition  of  matter;  which  description,  signed  by  himself  and  attested 
by  two  witnesses,  is  to  be  filed  in  the  office  of  State ;  and  the  inventor  19,  moreover, 
to  deliver  a  model  of  his  machine,  if  the  Secretary  shall  deem  It  necessary.  The 
patentee  must  describe  in  his  specification,  with  reasonable  certainty,  in  what  his 
invention  consists;  otherwise  It  will  be  void  for  ambiguity.    If  it  be  for  an  im- 
provement in  an  existing  machine,  he  must,  in  his  specification,  distinguish  the 
new  from  the  old,  and  confine  his  patent  to  such  parts  only  as  are  new ;  for  if 
both  are  mixed  up  together,  and  a  patent  is  taken  for  the  whole,  it  is  void. 
Lowell  v.  Lewis,  1  Mason's  R.   The  taking  of  the*  oath  is  directory  to  the  party ; 
hut  if,  by  mistake,  the  oath  is  not  taken  before  the  issuing  of  the  patent,  the 
patent  is  not  thereby  rendered  void.    Whittemore  v.  Cutter,  1  Gallis.  R.,  420. 
4.  By  the  fourth  section,  patentees  may  assign  their  rights,  and,  upon  the  assign- 
ment being  recorded  In  the  office  of  State,  the  assignee  shall  stand  in  the  phiee  of 
the  original  inventor,  both  as  to  right  and  responsibility,  and  so  the  assignees  of 
assignees  in  any  degree.    Where  the  patentee  has  assigned  an  undivided  moiety 
of  his  patent-right,  the  action  for  an  infringement  of  the  right  should  be  in  the 
joint  names  of  the  patentee  and  the  assignee.    }frhittemore  v.  Cutter,  1  Gallis.  R., 
429.    But  an  assignee  of  the  patent-right,  by  an  assignment  excepting  certain 
places,  is  not  an  assignee  entitled  to  sue  within  the  act.   Tyler  v.  Tuel,  G  Cranch, 
324.    5.  The  third  section  of  the  act  of  1800  (which  Is  a  substitute  for  the  fifth 
section  of  the  act  of  1793)  declares  that  any  person  who,  without  the  written  con- 
sent of  the  patentee,  Ac,  shall  "make,  devise,  use,  or  selV  (the  words  of  the 
fifth  section  of  the  act  of  1793  were  "  make,  devise,  and  use  or  sell  "J  the  thing 
patented,  shall  forfeit  three  times  the  actual  damages  sustained  by  the  patentee, 
&c,  to  be  recovered  by  an  action  on  the  case  in  tiie  Circuit  Court  of  the  United 
States  having  jurisdiction  thereof.    Upon  this  section,  it  has  been  held  that  the 
making  of  a  patented  machine,  fit  for  use,  and  with  a  design  to  use  it  for  profit, 
in  violation  of  the  patent-right,  is,  of  itself,  a  breach  of  this  section,  for  which  an 
action  lies;  but  where  the  making  only,  without  a  user,  is  proved,  nominal  dam- 
ages only  arc  to  be  given  for  the  plaintiff.    iVhittcmore  v.  Cutter.  1  Gallis.  R., 
429,  478.    If  a  user  is  proved,  the  measure  of  damages  is"  the  value  of  the  me 
during  the  time  of  the  user.    Ibid.   But  the  act  gives  the  plaintiff  a  right  to  Ids 
actual  damages  on\y,  and  not  to  a  vindictive  recompense,  as  In  other  cases  of  tort. 
Ibid.    And  neither  the  price  of  nor  the  expense  of  making  a  patented  machine 
is  a  proper  measure  of  damages  in  such  case.    Ibid.   The  sale  of  the  materials  of 
a  patented  machine  by  a  sheriff,  upon  an  execution  against  the  owners,  is  not  a 
sale  which  subjects  the  sheriff  to  an  action  under  the  third  section  of  the  act  of 
1800.    Sawin  v.  Guild.  1  Gallis.  R.,  485.    In  an  action  on  this  section,  the  jury 
are  to  find  the  single  damages,  and  the  court  are  to  treble  them.    Whittemore  v. 
Cutter,  1  Gallis.  R.,  479.    0.  The  sixth  section  authorizes  the  defendant  to  plead 
the  general  issue,  and  give  this  act  and  any  special  matteHln  evidence,  of  which 
notice  in  writing  may  have  been  given  to  the  plaintiff  thirty  days  before  trial, 
tending  to  prove  (1)  that  the  specification  does  not  contain  the  whole  truth  rela- 
tive to  the  discovery,  or  that  it  contains  more  than  is  necessary  to  produce  the 
described  effect,  which  concealment  or  addition  shall  fully  appear  to  have  been  for 
the  purpose  of  deceiving  the  public;  (2)  or  that  the  patented  thhv;  was  not  origin- 
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ally  discovered  by  the  patentee,  but  had  been  in  use.  or  had  been  described  in 
some  public,  work,  anterior  to  the  supposed  discovery  of  the  patentee ;  (3)  or  that 
he  had  surreptitiously  obtained  a  patent  for  the  discovery  of  another  person, — in 
either  of  which  cases,  judgment  shall  be  rendered  for  the  defendant,  with  costs, 
and  the  patent  shall  be  declared  void.    Besides  the  points  decided  in  the  principal 
case  in  the  text,  (Evans  v.  Eaton,)  the  following  are  deserving  of  notice.    It  is 
clear  that  this  section  does  not  include  all  the  matters  of  defense  winch  the  de- 
fendant may  be  legally  entitled  to  make ;  as,  for  instance,  it  does  not  include  the 
case  of  the  non-existence  of  the  fact  of  Infringement  in  any  shape,  the  case  of  an 
assignment  from  the  plaintiff,  or  a  written  license  or  purchase  from  the  plaintiff, 
or  that  the  patentee  is  an  alien  not  entitled  to  a  patent,  which  are  clearly  bars  to 
the  action  upon  the  very  terms  of  the  act,  as  well  as  the  general  principles  of  law. 
Whittemore  v.  Cutter,  1  Gallis.  R.,  429.  43o.    So,  if  the  specification  do  not  describe 
the  invention  in  clear  and  exact  terms,  so  as  to  distinguish  it  from  other  Inven- 
tions, but  be  so  ambiguous  and  obscure  that  it  cannot  be  with  reasonable  cer- 
tainty ascertained  for  what  the  patent  is  taken,  or  what  it  includes,  the  patent  i9 
void  for  ambiguity,  atid  the  fact  may  be  shown  in  his  defense  by  the  defend- 
ant.   Lowell  v.  Lewis,  1  Mason's  R.    But  if  the  invention  is  definitely  described 
in  the  patent  and  specification  so  as  to  distinguish  it  from  other  inventions  before 
known,  the  patent  is  good,  although  It  does  not  describe  the  invention  in  such 
full,  clear,  and  exact  terms  that  a  person  skilled  in  the  art  or  science  of  which 
it  is  a  branch  could  construct  or  make  the  thing,  unless  such  defective  descrip- 
tion or  concealment  was  with  intent  to  deceive  the  public.    Whittemore  v.  CtU- 
ter,  1  Gallis.  R.,  4*29;  Jjnwtll  v.  Jjewis,  1  Mason's  R.    In  order  to  defeat  a  pat- 
ent, it  is  not  necessary  to  prove  that  the  invention  has  previously  been  in  general 
use,  and  generally  known  to  the  public.    It  is  sufficient  if  It  has  been  previously 
known  to  and  put  in  use  by  other  persons,  however  limited  in  extent  the  use 
or  the  knowledge  of  the  invention  may  have  been.    Bedford  v.  Hunt,  1  Mason's 
R.    7.  The  seventh  section  applies  only  to  the  cases  of  patents  under  State 
authority,  before  the  Constitution  of  the  United  States.    8.  The  eightli  section 
applied  only  to  applications  t  lien  pending  for  patents  under  the  Patent  Act  of  1890. 
9.  The  ninth  section- directs  that  in  cases  of  Interfering  applications  for  a  patent 
for  the  same  invention,  the  same  may  be  referred  to  arbitrators,  chosen  by  the 
applicants  and  the  Secretary  of  State,  whose  award  shall  l>e  final,  "as  far  as  re- 
spects the  granting  of  the  patent " ;  and  if  either  of  the  applicants  refuse  to  choose 
an  arbitrator,  the  patent  shall  i-sue  to  the  opposite  party.    It  has  been  held  that 
such  an  award  is  not  conclusive  in  any  other  respect  than  as  to  the  mere  issuing  of 
the  patent  r  and  that  it  decides  nothing  as  to  the  right  of  invention,  or  other  claims 
of  either  party,  but  that  either  party  may  contest,  in  a  suit  at  law,  the  validity  of 
the  patent.    Steams  v.  Barrett,  1  Mason's  R.    10.  The  tenth  section  provides  that 
upon  oath  or  affirmation  behi£  made  before  the  district  judge  of  the  district  where 
tlie  patentee,  his  executors,  Ac,  reside,  that  any  patent  was  obtained  44  surrepti- 
tiously or  upon  false  suggestion."  (the  words  of  the  act  of  1790  are  44  surreptitiously 
hy  or  upon  false  suggest  ion,' ")  the  district  judge  may,  if  the  matter  appear  suffi- 
cient, at  any  time  within  three  years  after  the  issuing  of  the  patent,  grant  a  rule 
that  the  patentee  show  cause  why  process  should  not  issue  against  him  to  repeal 
the  patent ;  and  if  sufficient  cause  be  not  shown,  the  rule  shall  be  made  absolute, 
and  the  judge  shall  order  process  to  be  issued  against  such  patentee,  &c,  with  costs 
of  suit.    And  if  no  sufficient  cause  shall  be  shown  to  the  contrary,  or  if  it  shall 
appear  that  the  patentee  was  not  the  true  inventor  or  discoverer,  judgment  shall 
be  rendered  by  the  court  for  the  repeal  of  the  patent;  and  if  the  plaintiff  fails  in 
hb  complaint,  the  defendant  shall  recover  costs.    It  has  been  held  that  the  pro- 
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ceedings  upon  the  rule  to  show  cause  are  summary;  and  that  when  It  Is  made 
absolute,  it  is  not  that  the  patent  be  repealed,  but  only  that  process  issue  to  try 
the  validity  of  the  patent,  on  the  suggestion  stated  in  the  complaint.  That  this 
process  is  in  the  nature  of  a  scire  facias  at  the  common  law,  to  repeal  patents, 
and  the  issues  of  facts,  if  any,  are  to  be  tried,  not  by  the  court,  but  by  a  jury; 
that  the  judgment  upon  this  process  is  in  the  nature  of  a  judgment  on  a  scire  facias 
at  common  law,  upon  which  a  writ  of  error  lies,  as  in  other  cases,  to  the  Circuit 
Court,  where  there  is  matter  of  error  apparent  on  the  record,  by  bill  of  excep- 
tions or  otherwise.  That  the  patent  itself  is  slight  but  prima  fade  evidence,  in 
favor  of  the  patentee,  that  it  is  his  invention  ;  that  if  it  appear  that  he  is  but 
a  joint  inventor,  and  he  takes  out  the  patent  as  his  sole  invention,  it  is  an  obtain- 
ing of  the  patent  upon  false  suggestion  within  the  act.  Steams  v.  Barrett,  1 
Mason's  R.,  11.  The  remaining  sections  of  the  act  (11,  12)  contain  no  matter  of 
any  general  importance ;  the  eleventh  being  directory  only  as  to  the  fees  of  office, 
and  the  twelfth  being  a  repealing  clause  of  the  act  of  1790. 


Evans  v.  Eaton. 

(7  Wheaton,  350.) 

1.  A  party  cannot  entitle  himself  to  a  patent  for  more  than  his  own  invention; 

and  if  the  patent  be  for  the  whole  of  a  machine,  he  can  maintain  a  title  to  it 
only  by  establishing  that  It  is  substantially  new  in  its  structure  and  mode  of 
operation. 

2.  If  the  same  combination  existed  before  in  machines  of  the  same  nature  up  to  a 

certain  point,  and  the  party's  invention  consists  in  adding  some  new  machin- 
ery, or  some  improved  mode  of  operation  to  the  old,  the  patent  should  be 
limited  to  sueh  improvement ;  for  if  it  includes  the  whole  machine,  it  in- 
cludes more  than  his  invention,  and  therefore  cannot  be  supported. 

3.  When  the  patent  Is  for  an  Improvement,  the  nature  and  extent  of  the  Improve- 

ment must  be  stated  in  the  specification,  and  it  is  not  sufficient  that  it  be 
made  out  and  shown  at  the  trial,  or  established  by  comparing  the  machine 
specified  in  the  patent  with  former  machines  in  use. 

4.  The  former  judgment  of  this  court  in  the  same  case,  commented  on,  explained, 

and  confirmed. 

5.  A  person  having  an  Interest  only  in  the  question,  and  not  in  the  event  of  the 
'  suit,  is  a  competent  witness. 

0.  In  general,  the  liability  of  a  witness  to  a  like  action,  or  his  standing  In  the 
same  predicament  with  the  party  sued,  If  the  verdict  cannot  be  given  in  evi- 
dence for  or  against  him,  Is  an  interest  in  the  question,  and  does  not  exclude 
him. 

Error  to  the  Circuit  Court  of  Pennsylvania. 

Tliis  is  the  same  case  which  was  formerly  befor%  this  court,  and  is 
reported  ante,  vol.  3,  p.  454 ;  and  by  a  reference  to  that  report  the 
form  of  the  patent,  tho  nature  of  the  action,  and  the  subsequent  pro- 
ceedings will  fully  appear.  The  cause  was  now  again  brought  be- 
fore the  court  upon  a  writ  of  error  to  the  judgment  of  the  Circuit 
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Court,  rendered  upon  the  new  trial  had  in  pursuance  of  the  mandate 
of  this  court. 

Upon  the  new  trial,  several  exceptions  were  taken  by  the  counsel 
for  the  plaintiff,  Evans.  -The  first  was  to  the  admission  of  one 
Frederick  as  a  witness  for  the  defendant,  upon  the  ground  of  his 
interest  in  the  suit.  The  witness,  on  his  examination  on  the  voir 
dire,  denied  that  he  had  any  interest  in  the  cause,  or  that  he  was 
bound  to  contribute  to  the  expenses  of  it.  He  said  that  he  had  not 
~a  hopper-boy  in  his  mill  at  present,  it  being  then  in  court;  that  it 
was  in  his  mill  about  three  weeks  ago,  when  ho  gave  it  to  a  person 
to  bring  down  to  Philadelphia;  and  that  his  hopper-boy  spreads  and 
turns  the  meal,  cools  it  some,  dries  it,  and  gathers  it  to  the  bolting- 
chest.  Upon  this  evidence,  the  plaintiff's  counsel  contended  that 
Frederick  was  not  a  competent  witness.  But  th?  objection  was 
overruled  by  the  court. 

Another  exception  was  to  the  refusal  of  the  court  to  allow  the  dep- 
osition of  one  Shatter  to  be  read  in  evidence  by  the  plaintiff,  which 
had  been  taken  according  to  a  prevalent  practice  of  the  State  courts, 
instead  of  being  taken  pursuant  to  the  provisions  of  the  act  of  Con- 
gress. 

But  the  principal  exceptions  were  to  the  charge  by  the  Circuit 
Court,  in  summing  up  the  cause  to  the  jury,  which  it  is  deemed  nec- 
essary here  to  insert  at  large. 

Washington,  J.  This  is  an  action  for  an  infringement  of  the 
plaintiff's  patent,  which  the  plaintiff  alleges  to  be : 

1.  For  the  whole  of  the  machine  employed  in  the  manufacture  of 
flour,  called  the  hopper-boy. 

2.  For  an  improvement  on  the  hopper-boy. 

The  question  is,  is  the  plaintiff  entitled  to  recover  upon  either  of 
these  claims  ?  The  question  is  stated  thus  singly,  because  the  defend- 
ant admits  that  he  uses  the  very  hopper-boy  for  which  the  patent  is, 
in  part,  granted,  and  justified  himself  by  insisting: 

1st.  That  the  plaintiff  was  not  the  original  inventor  of,  but  that  the 
same  was  in  use  prior  to  the  plaintiff's  patent,  the  hopper-boy  as 
patented. 

2d.  That  his  patent  for  an  improvement  is  bad,  because  the  na- 
ture and  extent  of  the  improvement  is  not  stated  in  his  specitication ; 
and  if  it  had  been,  still  the  patent  comprehends  the  whole  machine, 
and  is  therefore  too  broad. 

1st.  The  first  is  a  mixed  question  of  fact  and  law.    In  order  to 

enable  you  to  decide  the  first,  it  will  be  well  to  attend  to  the  descrip- 
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iion  which  the  plaintiff  has  given  to  this  machine  in  his  specifica- 
tion, a  model  of  which  is  before  you.  Its  parts  are:  (1.)  An  upright 
round  shaft,  to  revolve  on  a  pivot  in  the  floor.  (2.)  A  leader  or  up- 
per arm.  (3.)  An  arm  set  with  small  inclining  boards,  called  flights 
and  sweepers.  (4.)  Cords  from  the  leader  to  the  arm,  to  turn  it. 
(5.)  A  weight  passing  over  a  pulley,  to  keep  the  arm  tight  on  the 
meal.  (G.)  A  log  at  the  top  of  the  shaft,  to  turn  it,  which  is  operated 
upon  by  the  water-power  of  the  mill.  The  flights  arc  so  arranged  as 
to  track  the  one  below  the  other,  and  to  operate  like  plows,  and  at  * 
every  revolution  of  the  machine  to  give  the  meal  two  turns  towards 
the  center.  The  sweepers  are  to  receive  the  meal  from  the  elevator, 
and  to  trail  it  round  the  circle  for  the  flights  to  gather  it  to  the  cen- 
ter, and  also  to  sweep  the  meal  into  the  bolt. 

The  use  of  this  machine  is  stated  to  be:  to  spread  any  granulated 
substance  over  a  floor,  to  stir  and  expose  it  to  the  air,  to  dry  and 
cool  it,  and  to  gather  it  to  the  bolt. 

The  next  inquiry  under  this  head  is,  when  was  this  discovery  made  ? 
Joseph  Evans  has  sworn  that,  in  1783,  the  plaintiff  informed  him  that 
he  was  engaged  in  contriving  an  improvement  in  the  manufactory  of 
flour,  and  had  completed  it  in  his  mind  some  time  in  July  of  that 
year.  In  1784,  he  constructed  a  rough  model  of  the  hopper-boy,  but, 
having  no  cords  from  the  extremities  of  the  leader  to  those  of  the 
arm,  it  was  necessary,  in  making  his  experiments,  to  turn  round  the 
arm  by  hand.  In  1785,  he  set  up  a  hopper-boy  in  his  mill,  resem- 
bling the  model  in  court  and  the  machine  described  in  his  specifica- 
tion. The  evidence  of  Mr.  Anderson  strongly  supports  this  witness, 
and,  indeed,  the  discovery,  as  early  as  1784  or  1785,  is  scarcely  con- 
troverted by  the  defendant. 

The  defendant  insists  that  a  hopper-boy  similar  to  the  plaintiff's  was 
discovered  and  in  use  many  years  anterior  even  to  the  year  1783,  and 
relies  upon  the  testimony  of  the  following  witnesses : 

Daniel  Stauffer,  who  deposes  that  he  first  saw  the  Stauffcr  hopper- 
boy  in  his  father's,  Christian  Stauffer's,  mill,  in  the  year  1774;  in 
the  year  1775  or  1770,  he  erected  a  similar  one  in  the  mill  of  his 
brother  Henry,  and  another  in  Jacob  StauU'er's  mill,  in  1777,  1778, 
or  1770. 

Philip  Frederick  swears  that  in  1778  he  saw  a  Stauffer  hopper- 
boy  in  operation  in  Christian  Stauffer's  mill,  and  in  the  year  1783  he 
saw  one  in  Jacob  Stauffer's  mill,  and  another  in  U.  Charles's  mill, 
and  that  it  was  always  called  Stauffer's  machine. 

George  Roup  stated  that  in  1784  he  erected  one  of  these  hopper- 
boys  in  the  mill  of  one  Braniwar.  and  that  in  1782  Abraham  Stauf- 
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fer  described  to  him  a  similar  machine,  which  his  father  used  in  his 
mill. 

Christopher  Stauffer,  the  son  of  Christian,  has  sworn  that  his  father, 
having  enlarged  his  mill  in  the  year  1780,  erected  a  new  hopper-boy 
of  the  description  above  mentioned,  which  is  still  in  use  in  the  same 
mill,  now  owned  by  Peter  Stauffer. 

If  these  witnesses  are  believed  by  the  jury,  they  establish  the  fact 
asserted  by  the  defendant,  that  the  Stauffer  hopper-boy  was  in  us? 
prior  to  the  plaintiff's  discovery. 

The  next  inquiry  is  into  the  parts,  operation,  and  use  of  the  Stauf- 
fer hopper-boy.  This  consist*  of  an  upright  square  shaft,  which 
passes  lightly  through  a  square  mortise  in  an  arm,  underneath  which 
are  fixed  slips  of  wood,  called  flights,  and  the  arm  is  turned  by  a  log 
on  the  upper  end  of  it,  which  is  moved  by  the  power  which  moves 
the  mill. 

The  arm,  with  the  flights,  operates  as  it  turns  upon  the  meal  placed 
below  it,  and  its  use  is,  in  a  degree,  to  cool  the  meal  and  to  conduct 
it  to  the  bolt.  It  will  now  be  proper  to  compare  this  machine  with 
the  plaintiff's.  They  agree  in  the  following  particulars :  They  each 
consist  of  a  shaft,  or  log,  to  turn  it  by  the  power  of  the  mill,  and  an 
arm  with  flights  on  the  under  side  of  it ;  they  each  operate  on  the 
mill  below  the  arm,  to  cool,  dry,  and  conduct  it  to  the  bolt. 

In  what  do  they  differ  ?  The  plaintiff's  shaft  is  round,  and  con- 
sequently could  not  turn  the  arm,  into  which  it  is  loosely  inserted,  if 
it  were  not  for  the  cords  which  connect  the  extremities  of  the  arm 
to  those  of  the  leader.  The  shaft  of  the  Stauffer  hopper-boy  is  square, 
and  therefore  turns  the  arm  without  the  aid  of  a  leader  or  of  cords. 
It  has  neither  a  weight  nor  pulley,  nor  arc  the  flights  arranged  in 
the  manner  the  plaintiff's  are,  and  consequently  it  does  not,  in  the 
opinion  of  most  of  the  witnesses,  cool  or  prepare  the  flour  for  pack- 
ing as  well  as  the  plaintiff's. 

The  question  of  law  now  arises,  which  is,  sire  the  two  machines, 
up  to  the  point  where  the  difference  commences,  the  same  in  princi- 
ple, so  as  to  invalidate  the  plaintiff's  claim  to  the  hopper-boy  as  the 
original  inventor  of  it  ?  I  take  the  rule  to  be.  and  so  it  has  been 
settled  in  this  and  in  other  courts,  that  if  the  two  machines  be  sub- 
stantially the  same,  and  operate  in  the  same  manner  to  produce  the 
same  result,  though  they  may  differ  in  form,  proportions,  and  utility, 
they  are  the  same  in  principle ;  and  the  one  last  discovered  has  no 
other  merit  than  that  of  being  an  improved  imitation  of  the  one  be- 
fore discovered  and  in  use,  for  which  no  valid  patent  can  be  granted, 
because  he  cannot  be  considered  as  the  original  inventor  of  the  ma- 
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chine.  It'  tlie  alleged  inventor  of  a  machine,  which  differs  from  an- 
other previously  patented  merely  in  form  and  proportion,  but  not  in 
principle,  is  not  entitled  to  a  patent  for  an  improvement,  which  he 
cannot  be  by  the  second  section  of  the  law,  he  certainly  cannot,  in  a 
like  case,  claim  a  patent  for  the  machine  itself. 

The  question  for  the  jur\\then,  is,  are  the  two  hopper-boys  substan- 
tially the  same  in  principle? — not  whether  the  plaintiff's  hopper-boy 
is  preferable  to  the  other.  Because  if  that  superiority  amounts  to  an 
improvement,  he  is  entitled  to  a  patent  only  for  an  improvement,  and 
not  for  the  whole  machine.  In  the  latter  case,  the  patent  would  be 
too  broad,  and  therefore  void  when  the  patent  is  single. 

If  you  are  of  opinion  that  the  plaintiff'  is  not  the  original  inventor 
of  the  hopper-boy,  he  cannot  obtain  a  verdict  on  that  claim,  unless 
his  is  an  excepted  case.  The  first,  second,  third,  and  sixth  sections 
of  the  general  Patent  Law  conclusively  support  this  opinion.  But 
the  judgment  of  the  Supreme  Court  in  this  ca«e,  (3  Wheat.  Rep., 
519,  ante,)  is  relied  upon  by  the  plaintiff's  counsel  to  prove  that  this 
is  an  excepted  case ;  insomuch  that  the  plaintiff'  is  entitled  to  a  ver- 
dict, although  you  should  be  satisfied  that  he  is  not  the  original 
inventor  of  the  hopper-boy.  But  we  are  perfectly  satisfied  that  the 
interpretation  put  upon  the  last  clause  of  the  judgment  by  the  plain- 
tiff's counsel  is  incorrect;  and  that  for  the  following  reasons:  1.  The 
question  of  priority  of  invention  was  not  before  the  Supreme  Court, 
and  it  is  therefore  incredible  that  any  opinion,  much  less  a  judg- 
ment, would  have  been  given  upon  that  point.  The  error  in  the 
charge,  which  this  part  of  the  judgment  was  obviously  intended  to 
correct,  is  stated  by  the  Chief  Justice  in  the  following  words  : 

"The  second  error  alleged  in  the  charge,  is  in  directing  the  jury 
to  find  for  the  defendant,  if  they  should  be  of  opinion  that  the  hop- 
per-boy was  in  use  prior  to  the  improvement  alleged  to  be  made 
thereon  by  Oliver  Evans. 

"This  part  of  the  charge  seems  to  be  founded  on  the  opinion  that 
if  the  patent  is  to  be  considered  as  a  grant  of  the  exclusive  use  of 
distinct  improvements,  it  is  a  grant  for  the  hopper-boy  itself,  and  not 
for  an  improvement  on  the  hopper-boy."    Page  512. 

It  contradicts  what,  is  stated  on  page  517,  where  it  is  said  tliat  the 
plaintiff's  claim  is  to  the  machine  "  whieh  he  has  invented"  &c.  Xow, 
if  he  did  not  invent  the  hopper-boy,  he  has  no  claim  to  it;  and  iPso, 
could  the  court  mean  to  sav  that  he  was  nevertheless  entitled  to  re- 
cover  under  that  claim  ?  Such  a  decision  was  certainly  not  called 
for  by  the  terms  of  the  "act  for  the  relief  of  Oliver  Evans,"  but 
would  seem  to  be  in  direct  violation  of  it.    The  act  directs  a  patent 
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to  issue  to  Oliver  Evans,  not  for  his  hopper-boy,  elevator,  &c,  but  "for 
his  invention,  discovery,  and  improvement  in  the  art,  &c,  and  on  the 
several  machines  which  he  has  discovered,  invented,  and  improved." 
Now,  if  the  hopper-boy  was  not  invented,  kc,  by  0.  E.,  this  act,  with- 
out which  O.  E.  could  not  have  obtained  a  patent,  did  not  authorize 
the  Secretary  of  State  to  grant  him  one  for  that  machine ;  or  if 
granted,  it  is  clear  that  it  was  improvideutly  done.  If,  indeed,  the 
Supreme  Court  had  been  of  opinion  that  the  fact  of  Oliver  Evans's 
prior  invention  was  decided,  and  could  constitutionally  have  been 
decided,  by  Congress,  there  might  have  been  more  difficulty  in  the 
case ;  but  the  argument  of  counsel,  which  pressed  that  point  upon  the 
court,  was  distinctly  repudiated.  We  conceive  that  the  meaning  of 
that  part  of  the  opinion  is,  that  this  court  erred  in  stating  to  the  jury 
that  O.  Evans  was  not  entitled  to  recover  if  the  hop^r-fjoy  (that  is, 
the  original  hopper-boy)  had  been  in  use  prior  to  the  plaintiff's 
alleged  discovery  of  it;  because  if  the  plaintiff  was  entitled  to  claim 
an  improvemcnt'im  the  hopper-boy,  which  this  court  had  denied,  and 
which  the  Supreme  Court  affirmed,  this  court  was  clearly  wrong  in 
saying  to  the  jury  that  the  plaintiff  could  not  recover  for  his  im- 
provement, which,  in  effect,  was  said.  Upon  the  whole,  then,  the 
court  is  of  opinion  that  O.  Evans  is  not  entitled  to  a  verdict  in  his 
favor  as  the  inventor  of  the  hopper-boy,  if  you  should  be  of  opinion 
that  another  hopper-boy,  substantially  the  same  as  his  in  principle,  as 
before  explained,  up  to  the  point  where  any  alteration  or  improvc- 
•  ment  exists  in  his  hopper-boy,  was  invented  and  in  use  prior  to  the 
plaintiff's  invention  or  discovery,  however  they  may  differ  in  mere 
form,  proportions,  aud  utility. 

2d.  The  plaintiff's  next  claim  is  to  an  improvement  on  a  hopper- 
boy,  which  claim,  we  were  of  opinion,  in  another  case,  has  received 
the  sanction  of  the  Supreme  Court.  His  counsel  contended  that  his 
improvement  is:  (1.)  On  the  original  method  of  supplying  the  bolt 
by  manual  labor;  (2.)  On  his  own  bopper-boy;  and  (3.)  On  sonic 
hopper-boy,  invented  by  some  other  person.  Let  this  position  be 
analyzed. 

1.  It  is  said  to  be  an  improvement  on  the  original  method  by 
manual  labor.  But  it  is  obvious  that  if  this  be  the  invention,  it  is 
of  an  original  machine,  because  wherever  the  Patent  Law  speaks  of 
an  improvement,  it  is  on  some  art,  machine,  or  manufacture,  &c.,  and 
not  on  manual  labor,  which  was  applied  to  the  various  arts  long 
before  the  invention  of  machinery  to  supply  its  place. 

2.  An  improvement  on  his  own  discovery. 

But  where  is  the  evidence  of  such  invention  ?   It  is  true  that  Joseph 
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Evans  hits  stated  that  the  plaintiff  constructed,  in  1784,  a  rude  model 
of  a  hopper-hoy;  hut  it  was  no  substitute  for  manual  labor,  because, 
without  the  cords  or  leading  lines,  the  arm  could  not  move,  and  it  was 
therefore  turned  by  hand.  It  was,  in  fact,  in  an  incomplete  state;  in 
progress  to  its  completion,  hut  not  given  out,  or  prepared  to  be  given 
out,  to  the  world  as  a  machine,  before  1785,  when  the  cords  to  turn 
the  arm  were  added. 
3.  An  improvement  on  a  former  machine. 

This  is  a  fair  subject  for  a  patent ;  and  the  plaintiff  has  laid  before 
you  strong  evidence  to  prove  that  this  hopper-boy  is  a  more  useful 
machine  than  the  one  which  is  alleged  to  have  been  previously  dis- 
covered and  in  use.  If,  then,  you  are  satisfied  of  this  fact,  the  point 
of  law  which  lias  been  raised  by  the  defendant's  counsel  remains  to 
be  considered,  which  is  that  the  plaintiff's  patent  lor  an  improvement 
is  void,  because  the  nature  and  extent  of  his  improvements  are  not 
stated  in  his  specification. 

The  patent  is  for  an  improved  hopper-boy,  as  described  in  the 
specification,  which  is  referred  to  and  made  part  of  the  patent.  Xow, 
does  the  specification  express  in  what  this  improvement  consists? 
It  states  all  and  each  of  the  parts  of  the  entire  machine,  its  use  and 
mode  of  operating,  and  claims  as  his  invention  the  machine,  the 
peculiar  properties  or  principles  of  it,  namely,  the  spreading,  turn- 
ing, and  gathering  the  meal,  and  the  rising  ami  lowering  of  its  arm 
by  its  motion  to  accommodate  itself  to  the  meal  under  it.  But  does 
this  description  designate  the  improvement,  or  in  what  it  consists? 
Where  shall  we  find  the  original  hopper-boy  described,  either  as  to 
its  construction,  operation,  or  use,  or  by  reference  to  any  thing  by 
which  a  knowledge  of  it  may  be  obtained  ?  Where  are  the  improve- 
ments on  such  original  stated  ?  The  undoubted  truth  is,  that  the 
specification  communicates  no  information  whatever  upon  any  of 
these  parts,  litis  being  so,  the  law,  as  to  ordinary  cases,  is  clear  that 
the  plaintiff  cannot  recover  for/m  improvement.  The  first  section  of 
the  general  Patent  Law  speaks  of  an  improvement  as  an  invention, 
and  directs  the  patent  to  issue  for  this  said  invention.  The  third  sec- 
tion requires  the  applicant  to  swear  or  afhrm  that  he  believes  him- 
self to  be  the  true  inventor  of  the  art,  machine,  or  improvement  for 
which  he  asks  a  patent ;  and,  further,  that  he  shall  deliver  a  written 
description  of  his  invention,  in  such  full,  clear,  and  exact  terms  that 
any  person  acquainted  with  the  art  may  know  how  to  construct  and 
use  the  same,  &C,  That  it  is  necessary  to  the  validity  of  a  patent  that 
the  specification  should  describe  in  what  the  improvement  consists, 
is  decided  by  Mr.  Justice  Story,  in  the  cases  referred  to  in  the  ap- 
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pcndix  to  8  Wheat.  Rep.,  and  in  the  case  of  Bombon  v.  Bute,  BotiU 
v.  Moore.  M'Farhne  v.  Price,  Banner  v.  Phytic,  and  perhaps  sonic' 
others.  What  are  the  reasons  upon  which  this  doctrine  is  founded  '* 
They  are  to  guard  the  public  against  an  unintentional  infringement 
of  the  patent  during  its  continuance,  and  to  enable  an  artist  to  make 
the  improvement,  by  a  reference;  to  some  known  and  certain  author- 
ity, to  be  found  among  the  records  e>f  the  Secretary  of  State,  after  the 
patent  has  run  out.  But  it  is  contended,  by  the  plaintiff's  counsel, 
that  the  law  would  be  unreasonable  to  require,  anel  that  it  eioes  not 
require,  this  to  be  done,  unless  the  improvement  is  upon  a  patented 
machine,  a  description  of  which  can  be  obtained  by  a  reference  to  the 
records  of  the  Secretary  of  State's  office ;  that  it  might  often  be  im- 
possible for  the  patentee  to  discover,  anel,  consequently,  to  elescribe, 
the  parts  of  a  machine  in  use,  perhaps,  only  in  some  obscure  part  of 
the  world.  The  answer  to  this  is,  that  an  improvement  necessarily 
implies  an  original,  anel  unless  the  patentee  is  acquainted  with  the 
original  which  he  supposes  he  has  improyed,  he  must  talk  idly  when 
he  calls  his  invention  an  improvement. 

If  he  knows  nothing  of  an  original,  then  his  invention  is  an  orig- 
inal, or  nothing;  and  the  subsequent  appearance  of  an  original,  to 
defeat  his  patent,  is  one  of  the  risks  which  every  patentee  is  exposed 
to  under  our  law. 

As  to  the  supposed  elistinction  between  an  improvement  on  a  ma- 
chine patented  and  one  not  so,  there  is  nothing  in  it.  In  both  c:iscs 
the  improvement  must  be  described,  but  with  this  difference :  that 
in  the  former  case  it  may  be  sufficient  to  refer  to  the  patent  and  speci- 
fication for  a  description  of  the  original  machine,  anel  then  to  state 
in  what  the  improvements,  or  such  original,  consists;  whereas  in 
the  latter  case  it  would  be  necessary  to  elescribe  the  original  ma- 
chine, anel  also  the  improvement.  The  reason  for  this  distinction 
is  too  obvious  to  necel  explanation. 

If  the  general  law  upon  this  subject  has  been  correctly  stated,  the 
next  question  is,  is  this  an  excepted  case  ?  It  is  contended  by  the 
plaintiff  that  it  is  so.  First,  in  virtue  of  the  act  for  the  relief  of  0. 
E.;  and,  second,  by  the  election  of  the  Supreme  Court. 

1.  Under  the  private  act,  that  declares  that  the  patent  is  to  be 
granted  in  the  manner  and  form  prescribed  by  the  general  Patent 
Law.  What  constitutes  the  manner  and  form  in  which  a  patent  is 
granted  by  the  law  ?  The  obvious  answer  is,  the  petition — the  patent, 
with  the  signature  of  the  President  and  the  seal  of  the  United  States 
affixed  to  it — the  oath  or  affirmation,  the  specification,  or  description 
of  the  invention,  as  required  by  the  tlurcl  section,  the  drawings  and 
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models,  if  required.  Will  it  be  contended  that  a  patent  would  be 
granted  in  the  winner  and  form  prescribed  by  this  law,  if  there  were 
no  description  whatever  of  the  in  ventiou  ?  And  if  it  would  not,  which 
is  taken  for  granted,  where  is  the  difference  between  the  total  absence 
of  a  specification,  and  one  which  has  no  reference  at  all  to  the  inven- 
tion for  which  the  patent  is  granted  ? 

This  is  not  the  case  of  an  imperfect  or  obscure  description,  but  of 
one  which  relates  exclusively  to  the  whole  machine,  whereas  the  in- 
vention for  which  the  patent  is  granted  is  for  an  improvement. 

2.  The  opinion  of  the  Supreme  Court,  which  states  "  that  it  will 
be  incumbent  on  the  plaintiff,  where  he  claims  for  an  improvement, 
to  show  the  extent  of  his  improvement,  so  that  a  person  understand- 
ing the  subject  may  comprehend  distinctly  in  what  it  consists."  3 
Wheat.  Rep.,  518,  ante.  But  how  is  it  to  be  shown  ?  The  court  has 
not  pointed  out  the  manner,  and  we  therefore  think  the  only  fair 
implication  is,  that  it  must  be  shown  as  the  statute  of  the  United 
States  and  the  general  principles  of  law  require ;  that  is,  by  the  pat- 
ent  and  specification.  If  it  may  be  shown  by  parol  evidence  to  the 
jury,  as  the  plaintiff's  counsel  contend  it  may,  then  it  may  be  fairly 
asked,  cat  bono,  which  sort  of  a  showing  would  then  be,  so  far  as  it 
would  bo  productive  of  any  useful  purpose  ?  As  to  the  defendant, 
the  evidence  comes  too  late  to  save  him  from  the  consequence  of  an 
error  innocently  committed.  As  to  the  public  at  large,  with  a  view 
to  caution  during  the  continuance  of  the  patent,  and  to  information 
of  the  nature  of  the  improvement  after  its  termination,  the  evidence 
given  in  this  case  must  be  evanescent  and  totally  useless. 

We  feel  perfectly  convinced  that  the  meaning  of  the  Supreme 
Court,  as  to  this  patent,  is  again  misunderstood  by  the  plaintiff's 
counsel,  not  only  for  the  reasons  above  mentioned,  but  because  the 
extent  and  construction  of  the  plaintiff's  patent,  and  not  the  validity  of 
it,  in  relation  to  any  one  of  the  machines,  were  the  questions  before 
that  court,  and  none  others  (in  reference  to  the  charge)  were  argued 
at  the  bar,  or  reasoned  upon  by  the  Chief  Justice  in  delivering  the 
opinion. 

Upon  the  whole,  we  are  of  opinion  that  the  plaintiff  is  not  entitled 
to  a  verdict  for  the  alleged  infringement  of  his  patent  for  an  improve- 
ment of  the  hopper-boy. 

Whereupon  a  verdict  and  judgment  thereon  were  rendered  for  the 
•defendant  in  tbe  Circuit  Court,  and  the  cause  was  again  brought  by 
writ  of  error  to  this  court. 
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Mr.  C.  J.  Ltf/crsoU  *  for  the  plaudit}',  premised  a  review  of  Evans's 
inventions  and  improvements  as  in  proof  in  the  cause,  originating  in 
1783,  and  perfected,  as  regards  the  hopper-hoy,  in  1785  ;  the  grants 
from  the  legislatures  of  Delaware,  Maryland,  and  Pennsylvania,  in 
1787 ;  the  first  patent  of  the  plaintiff  under  the  Federal  government, 
in  1790,  and  the  second  in  1808,  by  virtue  of  the  special  act  of  Con- 
gress for  the  relief  of  Oliver  Evans.  The  great  utility  of  those  im- 
provements was  now  universally  acknowledged,  while  the  patentee 
was  deprived  of  all  their  advantages.  It  was  a  singular  misfortune 
for  him,  among  others,  to  be  under  the  necessity  of  bringing  his  pat- 
ent a  second  time  before  this  court  for  revision,  in  the  same  case, 
in  which  much  of  the  matter  in  dispute  was  the  construction  of  the 
opinion  formerly  pronounced,  reversing  that  of  the  Circuit  Court  of 
Pennsylvania,  which  that  court  had  occasion  to  review.  It  was  the 
earnest  hope  of  the  plaintiff  that  a  full  and  final  decision  would 
now  hike  place,  so  as  to  put  the  subject  at  rest. 

With  respect  to  the  matters  of  evidence,  he  contended:  (1.)  That 
David  Aby  was  incompetent  as  a  witness,  because  he  was  sued  in 
jttiri  delicto,  and  of  course  disposed  to  vacate  the  patent  he  had  him- 
self infringed.  Interest  in  such  a  question  is  equivalent  to  interest 
in  the  cause.  Perhaps  even  the  verdict  might  be  given  in  evidence, 
under  the  sixth  section  of  the  act  of  1793,  ch.  11,  which  enjoins  it 
on  the  court  to  declare  the  patent  void  in  the  event  of  a  verdict  for 
the  defendant.  The  plaintiff's  answer  to  this  objection  is,  that  as  the 
patent  is  for  several  machines  and  improvements,  the  court  could 
not  annul  such  a  patent  but  on  the  foundation  of  a  verdict  against 
all  the  claims.  But  why  not?  Why  not  declare  it  void  pro  (into? 
Every  principle  applicable  to  common  cases  applies  to  this.  Xay,  it 
is  even  more  necessary,  in  so  complicated  a  monopoly,  to  guard  the 
public  against  imposition  or  vexation,  by  demands  founded  on  any 
part  of  it,  tried  and  abrogated.  (2.)  It  was  objected  to  David  Aby, 
as  a  witness,  that  he  and  six  other's,  including  the  defendants  in  these 
eases,  as  was  ascertained  on  his  tw  dire,  combined  to  defeat  the 
suits,  and  for  that  purpose  contributed  a  common  purse  to  bear  the 
expenses  of  defending  them.  If  any  surplus  remained,  it  was  to  be 
returned  by  the  witness,  who  acted  as  treasurer;  if  any  deficiency, 
it  was  to  be  raised  by  further  levies  from  the  contributors.  This  was 
breaking  down  all  distinction  between  bias  and  interest.  It  amount- 
ed, perhaps,  to  maintenance.  5  Burr.,  2730 ;  Phill.  Ev.,  ch.  5,  page  49. 
(3.)  David  Aby  was  suffered  to  prove  the  existence  of  the  Staufter 

*Som«-  part  of  his  argument  is  applicable  to  tin;  points  of  evidence  in  the  sub- 
Mquent  case  of  Evans  v.  Hettieh,  * 
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original  hopper-boy,  when  the  notice  was  that  evidence  would  be 
given  of  the  existence  of  the  improved  hopper-boy.  The  notice  is 
in  3  Wheat.  Rep.,  470.  By  this,  a  complete  surprise  was  inflicted 
on  the  plaintiff  The  defendant's  position  was,  that  for  this  purpose 
he  waived  the  notice  of  special  matter  and  gave  the  evidence,  under 
the  general  issue,  as  proof  of  non-user.  But  as  the  notice  is  equiva- 
lent to  a  special  plea,  was  it  competent  to  the  defendant,  after  putting 
it  in,  to  abaudon  it  on  the  trial  ?  There  no  doubt  are  cases  when 
the  defendant  might  avail  himself  of  the  general  issue.  3  Wheat. 
Hep.,  App.,  27,  ante.  But  this  was  a  case  of  special  matter,  lending  to 
prove  that  the  specification  does  not  contain  the  whole  truth,  or  that 
the  thing  was  not  originally  discovered  by  the  patentee.  The  decisive 
proof  of  this  position  is,  that  the  defendant  was  allowed  to  use  the 
same  evidence  to  show  that  the  plaintiff  was  not  original  with  his 
hopper-boy,  which  he  used  to  show  that  the  defendant  did  not  use 
the  hopper-boy.  It  was  an  evasion  of  tho  wholesome  provisions  of 
the  sixth  section  of  the  act  of  1793,  (act  of  1793,  ch.  11,  $  C ;  3  Wheat. 
Rep.,504,a«fc,)  calculated  to  destroy  a  patent  by  means  which  a  pat- 
entee never  could  possibly  controvert.  It  was  an  aggravation  of  these 
objections,  that  the  court  charged  the  jury  that  after  a  witness  was 
ruled  by  the  court  to  be  competent,  the  jury  could  not  disqualify  him 
on  the  ground  of  discredit,  but  must  believe  him,  unless  otherwise  con- 
tradicted. By  this  course  of  proceeding,  the  defendants  were  their 
own  witnesses,  and  the  plaintiff  was  not  allowed  to  discredit  them. 
(4.)  The  court  should  have  suffered  the  plaintiff  to  prove  that  the  son 
of  one  of  the  Stauffers,  and  the  executors  of  another,  purchased  Ev- 
ans's improvements.  On  the  former  occasion,  similar  evidence  was 
sanctioned  as  to  the  Stauffers  themselves,  the  alleged  originators  of 
the  hopper-boy.  3  Wheat.  Rep,,  495,  505,  ante.  And  why  not  the 
acknowledgments  of  their  descendants  and  legal  representatives? 
It  was  treated  before  as  evidence  of  opinion.  It  so,  why  not  the 
opinion  of  one  generation  as  well  as  another?  But  it  was  more  than 
opinion.  It  was  traditionary  history  of  the  invention  and  improve- 
ments. (5.)  The  court  should  have  suffered  the  defendant's  witness, 
Philip  Frederick,  to  be  asked  whether  Daniel  Stauffer  was  subject  to 
fits  of  meutal  derangement.  Stauffer  was  the  defendant's  principal 
witness;  and  that  was  a  most  material  circumstance  in  his  faculty  to 
bear  credible  testimony  as  to  remote  periods  and  obscure  circum- 
stances. Besides,  the  witness,  Philip  Frederick,  if  he  had  denied  the 
fact,  might  have  been  contradicted  by  other  testimony;  in  which 
respect  it  was  a  very  important  inquiry  to  be  made  of  him,  with  a 
view  to  Frederick's  credit.    (6.)  Tho  deposition  of  -Michael  Forner 
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was  overruled,  after  that  of  John  Shorter  had  been  received,  under 
precisely  the  same  circumstances.  Neither  of  them  was  taken  ac- 
cording to  the  act  of  Congress,  which  is  inconvenient  and  unfair  in 
its  operation.  Rules  for  depositions  were  entered  by  both  parties. 
Both  parties  took  depositions  under  these  rules.  When  the  defend- 
ant ottered  to  read  Shcttcr's  deposition,  no  objection  was  made,  and 
it  was  laid  before  the  jury.  But  when  the  plaintiff  ottered  to  read 
Fomer's,  taken  in  the  same  manner  and  under  the  same  rules,  it  was 
objected  to  and  overruled.  The  clerk  testified  that  for  twenty  years 
the  practice  had  been  to  take  depositions  by  rule,  on  notice,  instead 
of  taking  them  under  the  act  of  Congress,  which  requires  no  notice 
where  the  witness  lives  more  than  one  hundred  miles  from  the  place 
of  trial.  There  was,  therefore,  evidence  of  mutual  consent  and  un- 
derstanding between  the  parties,  deducible  both  from  the  invariable 
practice  and  from  the  rules  entered  and  acted  on  in  these  cases. 
Yet  the  court  rejected  the  plaintiff's  proof,  and  suffered  the  defend- 
ants' to  remain  as  received,  in  force.  Thus,  the  plaintiff  was  most 
Unexpectedly  deprived  of  some  of  his  most  material  testimony,  while 
the  defendants  themselves  were  their  own  witnesses. 

The  main  matter  in  dispute  was  on  the  court's  construction  of  the 
word  improvement  which  it  imputed  to  the  patent.  This  radical  diffi- 
culty escaped  notice  when  these  cases  were  before  discussed  in  the 
Circuit  and  Supreme  Courts.  1.  It  was  a  misapprehension  to  sup- 
pose that  the  word  exists  at  all  in  the  patent  or  specification  in  con- 
nection with  the  hopper-boy.  The  patent  is  for  improvements  in  the 
ail  of  manufacturing  flour,  and  for  certain  other  machines,  one  of 
which  is  denominated  an  improved  hopper-boy.  But  the  distinction 
is  obvious  between  something  patented  as  an  improvement  of  a  hop- 
per-boy, and  something  patented  as  an  improved  hopper-boy.  The 
latter  was  so  called  as  substituting  mere  machinery  for  manual  labor. 
It  might  be  so  called  as  a  caveat  against  unknown  but  possibly  ex- 
isting  originals,  which,  in  the  strong  illustration  of  the  court,  would 
avail  a  defendant  if  he  could  prove  their  existence  in  the  mountains 
of  China.  It  might  be  so  called  sis  meaning  nothing  more  than 
amelioration  of  the  inventor's  own  original  essays.  Evans's  hopper- 
boy  was  a  great  and  most  beneficial  improvement,  which  he  called 
an  improved  hopper-boy.  But  it  had  no  original.  Even  the  bolt- 
filler  ascribed  to  Stauffer,  alleged  to  be  of  earlier  origin,  was  as  dif- 
ferent in  principle  as  it  was  inferior  in  practice  to  the  plaintiff's 
machine. 

2.  It  was  a  second  error  of  the  court,  to  take  it  for  granted  that 
the  improved  hopper-boy  was  not  so  described  in  the  specification 
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us  to  distinguish  it  from  all  things  before  known  or  used,  and  to 
enable  a  person  skilled  in  the  art  to  make  it.  It  is  so  described. 
[Here  the  counsel  went  into  a  specification  of  the  peculiar  structure 
and  properties  of  the  hopper-boy.]  No  one  skilled  in  the  art  could 
misapprehend  this  description,  or  be  misled  by  it.  The  error  of  the 
court  was  in  condescending  to  consider  itself  skilled  in  the  art  of 
which  this  is  a  branch.  The  law  does  not  require  of  patentees  to 
describe  new  and  old,  but  merely  to  distinguish  new  from  old. 
Otherwise  a  patent  would  be  more  complex  and  voluminous  than  a 
Welsh  pedigree.  Take  a  boat,  for  instance ;  must  every  species, 
from  the  ark  downwards,  be  described  ?  The  peculiar  properties  of 
the  improved  hopper-boy  are  perfectly  explained.  It  is  not  a  mere 
change  of  form  and  proportions,  but  a  combination  of  well-known 
materials,  on  new  principles,  essentially  set  forth  in  the  specification, 
so  as  to  prevent  all  interfering  claims  during  the  exclusive  term, 
and  to  impart  the  rights  to  the  public  afterwards.  The  authorities 
were  misunderstood  by  the  court  in  this  respect.  They  all  require, 
to  be  sure,  a  discrimination,  when  the  subject-matter  is  an  improve- 
ment. But  they  require  only  an  essential  improvement ;  not  a  re- 
capitulation of  the  particulars  of  both  the  old  rudiments  and  the 
new  combinations,  in  detail,  distinguishing  them  in  terms. 

3.  This,  however,  was  a  question  of  fact  to  have  been  submitted 
to  the  jury,  instead  of  being,  as  it  was,  exclusively  assumed  and 
determined  by  the  court.  How  can  a  court  decide  whether  a  person 
skilled  in  the  art  could  understand  a  description  and  copy  a  machine  ? 
The  eases  are  uniformly  so.  8  T.  R.,  95;  11  East's  Rep.,  101 ;  2 
Marsh.  Rep.,  211;  Starkie's  N.  P.  Rep.,  109;  3  Meriv.,  G22;  1 
Gallia.,  438;  2  Gallia.,  51;  1  Mass.,  182,  452;  3  Wheat.  Rep.,  513, 
App.,  17,  ante.  In  all  these  crises,  the  court  left  this  inquiry  as  a 
fact  to  the  jury.  Indeed,  the  sixth  section  of  the  act  of  1793,  ch.  11, 
treats  it  not  only  as  a  matter  of  fact,  but  of  fraud.  It  must  appear 
that  the  specification  is  untrue,  either  deficient  or  redundant,  in 
order  to  deceive  the  public.  It  is  matter  of  concealment.  Can  the 
court  infer  this  scienter  ? 

4.  Indeed,  it  may  well  be  doubted  whether  any  discrimination  is 
necessary  where,  as  in  this  case,  there  is  but  one  patent  in  existence. 
The  second  section  of  the  law  speaks  of  the  case  of  a  prior  patented 
machine.  The  court  would  have  the  third  section  to  be  substantive, 
without  association  with  I  he  second  and  sixth.  But  how  can  a  pat- 
entee describe  what  he  never  saw  ?  If  not  before  patented,  how 
could  he  see  or  know  ?  If  he  knew,  but  concealed  his  knowledge, 
is  it  npt  matter  of  fraud  ?    The  cases,  when  examined,  will  be  found 
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to  have  most  of  them  referred  their  reasoning  to  the  point  of  conflict- 
ing patents.  Such  is  the  fact  in  Ilarmer  v.  Plat/nc,  Borill  v.  Moore, 
and  Lowell  v.  Lewis.  "Which  explanation  is  all-important  to  a  cor- 
rect understanding  of  those  cases. 

5.  The  special  act  of  Congress  for  the  relief  of  Oliver  Evans 
vouchsafes  him  from  all  technical  obstacles.  His  improvements  by 
that  time  were  univei  sally  acknowledged.  Congress  did  not  mean 
to  forestall  the  ascertainment  of  their  originality,  which  any  citizen 
might  try,  if  he  chose,  nor  their  utility.  But  the  relieving  act  dis- 
penses with  specification,  oath,  fee,  and  all  the  other  prerequisites  of 
common  cases.  It  was  not  designed  merely  to  prolong  the  term  of 
monopoly,  but  to  relieve  it  from  vexatious  and  frivolous  embarrass- 
ments.* Accordingly,  it  uses  the  term  improvements,  in  addition  to 
the  terms  applied  to  such  subjects  by  the  act  of  1793;  and  confers 
on  Oliver  Evans  au  exclusive  right  in  his  discoveries,  machines,  and 
improvements,  in  general  and  specifically.  The  obvious  design  of 
tliis  act  of  grace  was  to  relieve  the  grantee  from  all  the  formalities 
to  which  patentees  in  common  are  subjected,  leaving  the  question  of 
priority  or  originality  alone  open  to  inquiry  by  the  country. 

6.  But  even  this  inquiry  was  not  competent  to  these  defendants, 
who  are  citizens  of  Pennsylvania.  The  act  of  Assembly  of  that 
Commonwealth,  in  1786,  confers  on  Evans  the  exelusive  right  in 
his  hopper-boy,  and  inflicts  penalties  on  all  infractors  of  it.  To  this 
act,  the  defendants  directly  acceded  and  contributed  by  their  repre- 
sentatives; and  it  is  a  well-settled  principle  that  they  are  bound  by 
their  legislation.  10  East's  Rep.,  53G ;  3  John.  Ch.  Rep.,  598.  Nor 
is  this  position  at  all  affected  by  the  seventh  section  of  the  act  of 
1793,  ch.  11. 

Mr.  Sergeant,  contra. 

A  patent  is  intended  to  secure  to  au  inventor  the  exclusive  right 
lor  a  limited  time  to  his  invention.  At  the  expiration  of  the  period, 
the  thing  thus  secured  is  to  become  public  property,  which  any  one 
is  at  liberty  to  use.  In  the  meantime,  every  one  is  to  abstain  from 
using  the  thing  patented,  at  the  peril  of  a  severe  responsibility  in 
damages.  The  provisions  of  the  Patent  Law  have  a  view  to  these 
several  objects,  all  of  which  are  to  be  promoted  as  far  as  possible, 
and  reconciled  with  each  other,  the  public  security  and  the  benefit 
being  protected,  as  well  as  the  interests  of  the  inventor.  He  is  to 
enjoy  the  fruits  of  his  ingenuity  upon  terms  and  conditions  which 
are  compatible  with  the  safety,  the  peace,  and  the  interests  of  other 
citizens.  * 
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A  patent,  therefore,  in  the  first  place,  can  only  be  for  an  original 
invention.  It  is  of  no  importance  that  a  man  really  believes  himself 
to  be  the  inventor,  or  is  the  true  inventor,  having  made  the  discovery 
himself,  without  even  the  knowledge  that  the  thing  he  supposes 
himself  to  have  invented  was  known  or  used  before,  or  described 
in  some  public  work.  However  honest  he  may  be,  he  has  not  merit, 
as  respects  the  rest  of  the  community,  in  discovering  what  was 
already  known  and  open  to  common  use,  nor  will  he  be  allowed  to 
appropriate  the  thing  to  himself  because  he  has  made  a  mistake. 
The  truth  of  his  invention,  though  not  an  original  one,  will  protect 
him  against  a  summary  proceeding  to  set  aside  his  patent  under  Hie 
tenth  section  of  the  act  of  1793,  eh.  11;  but  it  will  not  avail  him  to 
enforce  his  claim  in  an  action  against  an  individual.  The  want  of 
originality,  proved  by  showing  that  the  thing  was  used  or  known 
before,  or  described  in  some  public  work,  is,  in  every  case,  a  valid 
and  conclusive  defense. 

Again,  an  invention  may  be  of  a  machine,  or  of  an  improvement 
on  a  machine,  of  something  that  was  entirely  unknown  before,  or  of 
an  addition  to,  or  alteration  in,  what  was  previously  known,  so  as  to 
make  it  more  useful.  Each  of  these  is  a  patentable  object  ;  but  the 
patent,  as  to  both,  is  to  be  for  the  invention  only,  and  the  laws  that 
govern  it,  thus  understood,  will  be  found  to  be  exactly  the  same. 
Novelty  is  an  essential  part  of  the  merit,  and  it  is  only  what  is  new 
that  is  to  be  secured  by  the  patent.  A  mistake  is  just  as  fatal  to  the 
patentee  in  the  one  case  as  in  another ;  and  if  he  should  really  be- 
lieve himself  to  have  invented  an  improvement,  when,  in  truth,  it 
was  known,  used,  or  described  before,  he  could  not  give  legal  effect 
to  his  patent.  There  is,  however,  one  peculiarity  in  the  ease  of 
patents  for  improvements.  Improvement  being  a  relative  term, 
presupposes  the  existence  of  something  to  which  it  refers,  known  to 
the  inventor  at  the  time  of  making  the  supposed  improvement.  If 
he  does  not  know  of  it,  he  cannot  know  he  has  improved  upon  it ; 
and  if  he  docs  know  of  it,  he  can  readily  describe  the  improvement 
he  has  made  —that  is,  his  own  invention.  A  man  who  has  never 
heard  of  a  time-keeper,  might  suppose  himself  the  inventor  of  one ; 
but  it  is  impossible  to  conceive  that  a  man  who  has  never  heard  of 
such  a  thing  should  believe  himself  to  be  the  inventor  of  an  improve- 
ment upon  the  time-keeper. 

A  patent  for  an  entire  machine  covers  the  whole ;  a  patent  for  an 
improvement,  on  the  contrary,  covers  only  the  improvement,  and 
necessarily  suftwes  there  are  jxirts  which  are  not  patented.  It  is  the  line 
bet\ve<*n  these  and  the  parts  which  are  patented  that  defines  the  re- 
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spectivc  pretensions  of  the  patentee  and  the  public ;  and  unless  that 
line  be  somehow  marked,  it  is  impossible  to  say  where  the  one  ter- 
minates and  the  other  begins.  Confusion,  uncertainty,  extortion, 
fraud,  and  litigation  would  be  the  inevitable  consequence. 

It  is  the  business  and  duty  of  the  inventor,  then,  at  the  time  of 
applying  for  his  patent,  and  before  ho  can  receive  a  patent,  to  deliver 
a  "written  description  of  his  invention,  and  of  the  manner  of  using  or 
process  of  compounding  the  same,  in  such  full,  clear,  and  exact  terms 
as  to  distinguish  the  same  from  all  other  Hangs  before  known,  ami  to  amble 
any  person  skilled  in  the  art  or  science  of  which  it  is  a  branch,  or  with  which 
it  is  most  nearly  connected,  to  make,  compound,  and  use  the  same,11  &c. 
Section  3.  This  sjveijication  is  to  remain  in  the  office  of  the  Secretary 
of  State,  and  a  copy  of  it  is  everywhere  made  evidence.  The  design 
of  this  provision  is  manifest :  it  is  to  secure  to  the  public  the  use  of 
the  invention,  after  the  expiration  of  the  period  for  which  the  patent 
is  granted,  and  to  enable  individuals,  in  the  meantime,  to  know 
what  it  is  that  is  intended  to  be  secured,  so  that  they  may  avoid  in- 
terference, or,  if  they  think  proper,  dispute  the  claim  of  originality. 
For  both  these  purposes,  it  was  necessary  that  there  should  be  authen- 
tic and  recorded  evidence,  accessible  to  all,  and  remaining  unchange- 
able and  unchanged.  Without  a  specification,  the  patent  would  be 
void.  A  specification  which  does  not  comply  with  the  requirements 
of  the  act  of  Congress  is,  to  all  legal  intents,  no  specification,  ancj 
the  patent  would  be  equally  void,  as  if  there  were  literally  no  speci- 
fication. 

In  the  present  case,  the  patent  is  to  be  regarded  either  (I)  as  a 
patent  for  the  whole  machine,  or  (2)  as  a  patent  for  an  improvement 
on  an  old  and  known  machine.  The  utmost  that  can  be  contended 
is,  that  the  patentee  has  an  election  to  consider  it  as  the  one  or  the 
other ;  and  that  is  a  very  liberal  concession,  inasmuch  as  it  is  founded 
upon  the  ambiguity  of  his  own  specification,  from  which,  generally, 
a  man  ought  not  to  be  permitted  to  derive  an  advantage.  But  it  is 
clear  that  it  cannot  be  a  patent  for  both.  That  would  be  a  legal  ab- 
surdity, involving  a  plain  contradiction  in  terms. 

1.  As  a  patent  for  the  whole  machine,  including  the  plaintiff's  al- 
leged improvement,  it  is  void,  because  the  plaintiff  was  not  the  orig- 
inal inventor  of  the  machine.  The  fact  that  a  hopper-boy,  known  by 
the  name  of  an  S.  or  Stauffer  hopper-boy,  having  all  the  essential 
parts  of  the  plaintiff's  machine,  and  applied  to  the  same  uses  and 
purposes,  (whether  more  or  less  perfectly  is  not  material  to  inquire,) 
existed,  and  was  in  use  before  the  date  of  the  plaintiff's  earliest  al- 
leged discovery,  has  twice  been  proved  to  the  satisfaction  of  iiitelli- 
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gent  juries  in  each  of  these  cases,  and  is  now  to  be  taken  for  granted 
as  conclusively  established.  At  the  former  trial,  the  learned  judge 
who  presided  (Mr.  Justice  Washington)  instructed  the  jury,  if  they 
should  be  of  opinion  that  Oliver  Evans  was  not  the  original  inventor, 
to  find  for  the  defendant ;  which  they  did  accordingly,  being  fully 
satisfied  of  the  fact.  Upon  error  to  this  court,  the  judgment  was  re- 
versed, on  the  ground  that  the  patent  was  not  for  the  machine,  but 
for  an  improvement,  the  phrase  "  improved  hopper-boy  "  being,  after 
much  hesitation,  deemed  equivalent  to  "  improvement "  on  a  hopper- 
boy.  But  the  opinion  of  the  court  distinctly  admits  what,  indeed, 
cannot  be  questioned,  that  if,  as  respects  the  hopper-boy,  the  patent 
had  been  for  the  whole  machine,  the  direction  of  the  learned  judge 
would  have  been  right 

In  giving  to  the  plaintiff  the  benefit  of  the  alternative,  the  case 
was  put  in  the  most  favorable  view  for  him.  He  might  claim  as  in- 
ventor of  the  whole  machine,  or  he  might  claim  as  inventor  of  the 
improvement  ;  but,  under  this  patent,  he  could  not  claim  for  both; 
and  in  claiming  for  either,  he  must,  of  course,  abide  by  the  settled 
principles  of  law  applicable  to  the  construction  of  the  patent  thus 
adopted.  Each  must  be  taken  singly.  The  two  could  be  confounded, 
so  as  to  entitle  him  upon  the  one  to  the  'benefit  of  principles  belong- 
ing to  the  other.  If  the  patent  be  for  the  whole  machine,  it  is  void 
if  he  is  not  the  original  inventor;  and  that  he  is  not,  has  been  fully 
established. 

It  is  intimated,  however,  and  will  probably  be  insisted  upon  here- 
after, that,  admitting  the  S.  or  Stautfer  hopper-boy  to  have  been  pre- 
viously known  and  used,  the  two  machines  are  so  entirely  different 
that  Mr.  Evans  might  well  be  entitled  to  a  patent  for  the  whole.  As 
a  question  of  fact,  that  has  been  decided  by  the  verdict  of  the  jury ; 
and  the  identity  of  the  machine  must  now  be  taken  for  granted, 
unless  the  jury  were  led  to  the  conclusion  by  an  erroneous  charge 
from  the  court.  What  constitutes  identity,  and  what  diversity,  is 
frequently  a  question  of  great  difficulty.  It  was  the  right  and  the 
duty  of  the  judge  to  inform  the  jury  what  were  the  principles  to  guide 
their  deliberations  in  deciding  it,  and  this  he  has  done  with  admirable 
clearness,  and  in  conformity  with  the  best  authority  upon  tliis  abstruse 
part  of  the  law.  "  Where  a  specific  machine  already  exists,"  (says 
Mr.  Justice  Story,)  "  producing  certain  effects,  if  a  mere  addition  is 
made  to  such  machine,  to  produce  the  same  effects  in  a  better  man- 
ner, a  patent  cannot  be  taken  for  the  whole  machiue,  but  for  an  im- 
provement only."  Whiitrmore  v.  Cutter,  1  Gallis.,  430.  And  the 
same  learned  judge  says:  "The  material  question,  therefore,  is  not 
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whether  the  same  elements  of  motion,  or  the  same  component  parts, 
are  used,  but  whether  the  given  effect  is  produced  substantially  by 
the  same  mode  of  operation,  and  the  same  combination  of  powers,  in 
both  machines."  Odiorne  v.  Winkle 2  Gallis.,  54.  The  identity  here 
is  perfectly  apparent  upon  the  description,  and  still  more  so  upon  in- 
spection of  the  models.  The  object  of  both  is  the  same — to  dispense 
with  manual  labor,  and  supply  the  hopper;  to  supply  it  gradually,  in 
small,  successive,  regular  portions,  by  means  of  the  power  that  moves 
the  mill — substituting  mechanical  contrivances  for  human  agency. 
The  effect  is  the  same — to  turn,  stir,  and  cool  the  flour,  and  thus  pre- 
pare it  for  bolting  before  it  is  delivered.  The  construction  of  the  ma- 
chines, as  to  tho  "mode  of  operation"  and  "the  combination  of 
powers,"  is  the  same.  In  both  there  is  an  upright  shaft,  with  a  cog, 
turned  by  the  power  that  moves  the  mill ;  an  arm  resting  lightly  on 
the  meal,  and  turned  by  the  upright  shaft ;  something  on  the  under 
part  of  the  arm,  whether  flights  or  sweepers,  to  gather  in  the  meal 
to  the  hopper.  So  far  they  are  the  same.  Now  for  the  differences. 
The  plaintiff's  machine  lias  a  round  shaft  instead  of  a  square  one ;  it 
has  leading  lines,  which  are  necessary  in  consequence  of  the  shaft 
being  round,  and  a  weight  to  balance  the  arm.  These  may  all  bo 
improvements,  but  they  are  only  improvements,  and  do  not  make  a 
different  machine.  The  name  itself  bespeaks  identity;  the  old  ma- 
chine was  called  a  bolt-filler,  or  hopper-boy,  and  the  plaintiff's  is 
called  "  an  improved  hoppcr-boy." 

But  if  the  machines  be  so  entirely  different  as  to  entitle  the  plain- 
tiff to  a  patent  for  the  whole,  though  the  S.  hopper-boy  was  previously 
known  and  used,  then  it  would  necessarily  follow  that,  even  if  the 
plaintiff  were  the  original  inventor  of  the  improved  machine,  and 
that  was  the  first  invention,  yet  any  one  might,  with  impunity,  make 
and  use  such  a  machine  as  the  S.  hopper-boy ;  that  is  to  say,  by  strip- 
ping off  some  of  the  parts,  lie  might  entitle  himself  to  use  the  residue. 
This  is  a  proposition  too  monstrous  to  be  maintained.  If  it  be  sound, 
it  decides  this  case  without  any  regard  to  the  question  of  the  original 
invention,  for  the  defendant  Eaton  used  only  the  8.  hopper-boy. 

A  sure  test,  however,  of  the  identity,  is  to  consider  what  parts  arc 
indispensable  to  both  machines*  They  are,  the  upright  shaft  with  a 
cog  in  it,  the  arm,  and  the  sweeps.  With  these,  the  machine  will 
work ;  without  them,  it  will  not.  These  parts  are  common  to  both 
machines.  What  is  it  that  the  plaintiff  has  added  ?  What  is  not 
indispensable,  but  perhaps  better.  This  is  exactly  the  definition  of 
an  improvement.  Can  he,  in  his  improved  machine,  dispense  with 
any  one  of  the  parts  that  belong  to  the  old  machine  ?  The  answer 
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is  clear :  lie  cannot.  Can  we  dispense  with  any  of  his  additions  ? 
Yes,  with  all  of  them.  The  machine  is  complete — an  efficient  agent 
for  its  purpose— without  them ;  the  evidence  even  leaves  it  doubtful 
whether,  apart  from  the  elevator,  it  is  not  the  better  of  the  two.  It 
is  certainly  in  use,  and  is  the  very  machine  for  the  use  of  which  Mr. 
Eaton  is  sued.  There  can  be  no  serious  doubt  that,  if  the  plaintiff 
has  any  claim,  it  is  only  for  an  improvement. 

2.  As  a  patent  for  an  improvement,  it  is  void,  because  the  specifi- 
cation does  not  show  in  what  the  improvement  consists,  or,  in  other 
words,  what  it  is  that  the  plaintiff  claims  as  his  invention — "  the  na- 
ture and  exteut  of  the  improvement  are  not  stated  in  his  specifica- 
tion."   This  was  the  precise  ground  of  the  decision  below. 

The  counsel  for  the  plaintiff  who  opened  the  argument  was  under- 
stood to  concede  that,  if  the  patent  be  for  an  improvement,  and 
there  be  nothing  in  the  circumstances  of  this  particular  case  to  make 
it  an  exception  from  the  general  rule,  the  law  was  correctly  laid  down. 
And  certainly  there  can  be  no  doubt  of  this,  whether  we  consider  the 
spirit  and  terms  of  the  act  of  Congress,  the  decisions  in  England,  or 
the  adjudged  cases  in  the  United  States. 

The  current  of  authority  of  every  sort  is  uniform  to  establish  that 
the  invention,  to  be  patented,  must  be  described  in  such  full  and 
exact  terms  as  to  "distinguish  the  same  from  all  things  before 
known."  The  second  section  of  the  act  has  no  relation  to  this  ques- 
tion. That  provides  for  the  case  where  one  man  has  a  patent  for  a 
machine,  and  another  for  an  improvement,  declaring  that  the  one 
shall  not  be  at  libertv  to  use  the  invention  of  the  other,  and  thus 
precisely  limiting  their  respective  rights.  Does  it  follow  that,  if  a 
machine  has  not  been  patented,  he  who  improves  upon  it  has  a  right 
to  appropriate  the  whole  to  himself,  and  withdraw  what  was  before 
public  property  from  the  public  use  ? — that  no  one  can  afterwards 
make  use  of  the  old  and  known  machine,  without  the  license  of  the 
patentee  ?  The  section  was  made  with  a  different  view,  and  leaves 
what  is  not  provided  for  upon  the  same  footing  on  which  it  before 
stood.  What  was  common  property,  remains  so;  the  patentee  of 
the  improvement  is  at  liberty  to  we  it,  because  it  is  common,  and  the 
legislation  was  necessary  to  enable  him ;  but  he  is  not  allowed  to 
appropriate  it  to  himself,  to  the  exclusion  of  others,  any  more  than 
to  appropriate  the  invention  of  a  prior  patentee.  The  sixth  section, 
which  makes  it  a  good  defense  that  the  patentee  has  stated  more  or 
less  than  the  truth  in  his  specification,  "  for  the  purpose  of  deceiving 
the  public,"  has  no  relation  to  the  question.  There  is  no  allegation 
here  that  the  machine  will  not  produce  the  described  effect,  or  that 
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more  or  less  has  been  stated  for  the  purpose  of  deceiving  or  mislead- 
ing the  public.  Nor  is  this,  the  court  will  recollect,  a  summary  pro- 
ceeding to  set  aside  the  patent  under  the  tenth  section. 

But  the  question,  and  the  only  question,  is,  whether,  in  an  action 
by  a  patentee  against  a  person  charged  with  infringing  his  patent,  it 
is  not  necessary  for  the  plaintiff  to  show  in  what  his  invention  con- 
sists. In  the  former  argument  of  this  case,  this  court  have  laid  it 
down  expressly  that  u  in  all  cases  where  his  claim  is  for  an  improve- 
ment, it  will  be  incumbent  on  him  to  show  the  extent  of  his  improvement, 
so  that  a  jxrson  understanding  the  subject  may  comprehend  distinctly  in 
whit  it  consists."  3  Wheat.  Rep.,  518,  ante.  How  is  this  to  be  shown  ? 
TJie  answer  is  obvious:  it  is  to  be  shown  from  the  specification. 
That  such  was  the  meaning  of  the  court,  is  evident  from  their  adopt- 
ing almost  the  very  words  of  the  act  of  Congress  which  are  employed 
to  describe  the  office  of  the  specification,  "so  that  a  person  under- 
standing," &c.  That  nothing  else  could  be  their  meaning,  is  evident ; 
for  such,  it  cannot  be  denied,  is  the  clear  design  of  the  act  of  Con- 
gress, and  such  is  the  established  law  as  collected  from  authoritative 
decisions.  The  patent  must  not  be  more  extensive  than  the  inven- 
tion ;  therefore,  if  the  invention  consists  of  an  addition  or  improve- 
ment only,  and  the  patent  is  for  the  whole  machine  or  manufacture, 
it  is  void.  Bull.  N.  P.,  76 ;  Boulton  v.  Bull,  H.  Bl.  Rep.,  463.  In 
England,  the  specification  is  not  annexed  to  the  patent,  but  is  enrolled 
in  Chancery.  Yet,  the  specification  is  a  part  of  the  patent,  for  the 
purpose  of  ascertaining  the  nature  and  extent  of  the  alleged  inven- 
tion.   Boulton  v.  Bull;  Hornblower  v.  Boulton,  3  Term  Rep.,  95t 

In  this  country,  it  is  filed  in  the  Department  of  State.  An  authen- 
ticated copy  of  it  is  always  annexed  to  the  patent,  and  forms  a  part 
of  the  patent,  absolutely  essential,  because  the  patent,  properly  so 
called,  in  fact  gives  no  description,  referring  for  that  to  the  specifica- 
tion. The  established  formula  used  in  all  patents,  and  to  be  iound 
in  the  present  patent,  is, "  the  said  improvement,  a  description  whereof 
is  given  in  the  words  of  the  said  Oliver  Evans  himself,  in  the  schedule) 
hereto  annexed,  and  is  made  a  part  of  these  jrrcscnts."  Now,  what 
should  the  patent  comprehend  ?  Where  the  combination  of  a  cer- 
tain number  of  the  parts  has  existed,  up  to  a  certain  point,  in  former 
machines,  the  patentee  merely  adding  other  combinations,  the  patent 
should  comprehend  such  improrements  only.  Bovill  v.  Moore,  2  Marsh. 
Rep.,  211.  And  the  cases  that  have  been  already  referred  to  clearly 
decide  that,  if  the  invention  be  of  an  improvement  only,  it  is  indis- 
pensable that  the  patent  should  not  be  broader  than  the  invention ; 
and  the  specification  should  be  drawn  up  in  terms  that  do  not  include  any- 
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thing  hut  the  improremmt  It  is  essential  to  point  out  what  is  new  and 
what  is  old,  so  as  to  show  precisely  the  extent  of  the  alleged  improve- 
ment. "The  patentee  ought,  in  his  specification,  to  inform  the  per- 
son who  consults  it  what  is  new  and  what  is  old.  He  should  say,  my 
improvement  consists  in  this,  describing  it  by  words,  if  he  can,  or,  if 
not,  by  reference  to  figures."  But  here  the  improvement  is  neither 
described  in  words  nor  figures ;  and  it  would  not  be  in  the  wit  of  man, 
unless  he  were  previously  acquainted  with  the  construction  of  the 
instrument,  to  say  what  was  old  and  what  was  new.  A  person  ought 
to  be  warned  by  the  specification  against  the  use  of  a  particular  in- 
vention. Per  Lord  Ellexborouch  :  WFarbme  v.  Price,  1  Starkie's 
Rep.,  199,  It  need  not  be  denied  that  this  description  might.be 
sufficiently  given  by  reference,  as  to  some  other  patented  machine,  or 
to  some  well-known  machine  in  familiar  use.  For  instance,  to  use 
the  illustration  employed  by  Lord  Ellenborough,  if  we  should  say, 
take  a  common  watch,  and  add  or  alter  such  and  such  parts,  describ- 
ing them.  All  that  is  contended,  and  that  is  fully  supported  by  au- 
thority and  by  reason  of  the  case,  is,  that  the  specification  must,  in 
some  way  or  other,  distinguish  the  new  from  the  old,  the  improve- 
ment from  what  was  known  before,  so  as  to  show  what  the  patented 
invention  is,  or  else  the  patent  is  broader  than  the  invention,  and 
void.  The  decided  eases  in  the  United  States  are  to  the  same  effect. 
If  the  inventor  of  an  improvement  obtain  a  patent  for  the  whole 
machine,  the  patent,  being  more  extensive  than  the  invention,  is  void. 
IVrxultcorth  v.  Parker,  1  Gallia.  Hep.,  430;  Whittemore  v.  Cutter,  1 
Gall  is.  Rep.,  420;  Oiliome  v.  Winkhy,  2  Gal  lis.  Rep.,  51. 

The  cases  arc  brought  together,  well  digested,  and  the  principles 
stated,  in  the  Appendix  to  i)  Wheat.  Hep.,  IX.'ontr. 

How  else  can  the  extent  of  Ihe  improvement  be  shown  ?  Shall  it 
be  by  evidence  at  the  trial  ?  Then  the  design  of  the  act  would  be 
entirely  defeated,  and  the  specification  useless.  The  argument  of  the 
court  below  upon  this  point  is  perfectly  conclusive.  To  say  that  the 
patent  may  be  for  the  whole  machine,  and  the  claim  for  as  much  as 
the  plaintiff  can  prove  to  be  original,  or  rather  the  defendant  cannot 
disprove,  is  to  make  the  right  depend,  not  upon  the  patent,  nor  even 
anon  the  fact  of  originality,  but  upon  the  evidence  the  party  may 
havo  it  in  his  power  to  produce,  ami  his  intelligence  and  skill  in  ap- 
plying it.  The  right,  instead  of  being  uniform  everywhere,  might 
be  one  thin**  in  one  State,  and  another  in  another.  In  different 
courts  of  the  same  State,  it  might  be  different.  And  even  in  the 
same  court,  at  different  times,  as  the  particular  evidence  happened 
to  vary,  it  would  bo  more  or  less  extensive.    The  patent  would,  iu 
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effect,  be  nothing  but  an  outline,  large  enough,  of  course,  to  be  filled 
up  as  occasion  might  serve.  This  is  an  absurdity,  and,  what  is  worse, 
a  great  temptation  to  fraud.  Besides,  under  this  supposition,  how  is 
any  man  to  inform  himself  what  it  is  that  is  patented,  so  that  he  may 
avoid  the  danger  of  the  infringement?  It  is  too  late,  at  the  time  of 
trial,  to  answer  any  good  purpose  to  the  defendant.  And  how  are 
the  public  to  be  informed  at  the  expiration  of  the  time,  or  how  is  a 
person  of  skill  to  be  able  to  make  the  improvement?  In  short,  of 
what  use  is  the  specification,  unless  it  be  to  define,  with  precision, 
the  extent  and  nature  of  the  improvement  ?  The  act  of  Congress 
emphatically  refers  to  the  specification,  and  to  that  alone,  as  furnish- 
ing everything,  without  extrinsic  aid ;  and  so  it  must  do.  If  it  be 
broader  than  the  invention,  the  patent  is  void. 

But  it  is  objected  here  that  this  was  a  question  for  the  jury,  and 
not  for  the  court.  Whether  the  specification  is  broader  than  the  in- 
vention may,  perhaps,  in  some  cases,  be  a  question  of  fact,  or  a  mixed 
question  of  fact  and  of  law,  the  construction  of  the  written  instrument 
of  specification  being  for  the  court,  and  the  other  evidence  in  the 
ease  for  the  jury.  But  if  it  be  "  incumbent  upon  the  plaintiff  to  show 
the  extent  and  nature  of  his  improvement,"  and  that  is  to  be  shown 
from  the  specification,  then  it  is  plainly  incumbent  upon  him  to  show 
from  the  specification,  where  he  claims  for  an  improvement,  that  he 
has  described  an  improvement,  as  distinguished  from  a  known  ma- 
chine. And  that,  it  is  submitted,  being  exclusively  a  question  arising 
upon  the  face  of  the  instrument,  is  a  question  lor  the  court.  Let  us 
examine  the  specification.  Is  there  anything  in  it  which  even  pro- 
fesses to  describe  au  improvement,  as  distinguished  from  a  machine 
known  or  used  before  ?  Does  it  not  plainly,  and  in  terms,  include 
the  whole  machine  ?  That  is  evidently  a  question  of  law  upon  the 
face  of  the  instrument,  and  it  may  be  confidently  pronounced  that  it 
does  include  the  whole,  and  that  no  man  can  so  read  the  specification 
as  to  ascertain  which  parts  are  claimed  by  the  plaintiff  and  which  are 
not,  or  that  there  are  any  parts  which  are  not  claimed  by  him.  But 
it  is  due  to  the  court  further  to  say  that  the  charge  in  this  respect 
must,  as  in  all  other  cases,  be  understood  with  reference  to  the  alle- 
gations and  to  the  evidence.  If  there  had  been  an  attempt  to  prove, 
or  even  an  assertion,  the  most  distant  intimation,  that  men  of  skill  in 
mechanics,  bringing  to  the  study  of  this  most  difficult  specification 
the  aid  of  peculiar  knowledge,  could  discern  in  it  a  line  between  new 
and  old,  or  any  defined  limits  of  improvement,  that  would  doubtless 
have  been  fit  to  be  heard ;  and  whatever  matter  proper  for  the  con- 
sideration of  a  jury  might  have  arisen,  would  have  been  submitted 


Digitized  by  Google 


70 


Evans  r.  Eaton. 


[Sup.  Ct. 


Argument  for  the  defendant. 

to  the  jury.  But  no  such  evidence  was  offered ;  the  record  shows  it. 
Xo  such  suggestion  even  was  made ;  it  was  not  pretended ;  the  charge 
shows  it ;  for  the  part  excepted  to  was  itself  a  reply  by  the  court  to 
an  argument  of  the  plaiutitf's  counsel,  which  admitted  that  the  speci- 
fication did  not  show  in  what  the  improvement  consisted,  by  contend- 
ing for  the  extravagant  position  that  it  was  competent  to  show  by 
evidence  at  the  trial,  which  is  in  effect  to  say,  that  the  plaintiff  was 
entitled  to  whatever  the  defendant  had  not  disproved. 

It  has  been  said,  however,  and  to  our  very  great  surprise,  that  the 
court  below  erred  in  dealing  with  this  patent  as  a  patent  for  an  im- 
provement; that  it  is  not  for  an  improvement,  but  for  an  improved  Ao/>- 
per~boy.  When  this  case  was  formerly  before  the  Circuit  Court,  that 
court  dealt  with  the  patent  as  a  patent  for  a  hopper-boy,  and  not  for 
an  improvement.  Upon  error  to  this  court,  one  error  principally 
relied  upon  was,  that  the  court  below  had  thus  construed  it  to  be  a 
patent  for  the  machine.  3  Wheat.  Rep.,  486,  502,  ante.  And  it  was 
contended  that  an  "  improved  hopper-boy,"  and  an  "  improvement 
on  a  hopper-boy,"  were  one  and  the  same.  "  This,"  says  one  of  the 
counsel,  "  was  a  patent  for  an  improvement  on  the  particular  machine 
in  question,  and  not  for  its  original  inveution."  And  of  that  opinion 
were  the  court,  after  much  deliberation.  3  Wheat.  Rep.,  517,  attic. 
And  can  it  now  be  contended,  in  the  same  court  and  by  the  same 
party,  that  this  is  not  to  be  dealt  with  as  a  patent  for  an  improve- 
ment ?  But  the  truth  is,  it  has  been  treated  in  this  case  as  a  patent 
for  both  the  machine  and  the  improvement,  so  as  to  give  the  plaintiff 
the  full  benefit  of  either  construction.  The  real  aim  of  the  argument 
is  to  maintain  that  a  patent  for  the  whole  may  be  expounded  as  a 
patent  for  each  of  the  parts,  and  legally  covering  as  many  as  the 
patentee  may  be  able  to  prove  he  has  invented ;  that  it  may  be  a 
patent  in  words  for  one  thing,  and  in  law  for  another ;  that  it  may 
have  a  sort  of  elastic  ambiguity,  capable  of  contraction,  if  not  of  ex- 
pansion, so  as  to  adapt  itself  to  whatever  it  may  be  found  convenient 
at  any  given  time  to  embrace.  This  is  iigainst  all  settled  principles; 
it  is  against  good  policy ;  and  it  is  against  the  words  and  the  spirit 
of  the  act  of  Congress. 

Such  being  unquestionably  the  established  law  upon  the  subject 
of  patents  in  general,  it  remains  only  to  inquire  whether  the  ca«e  of 
Oliver  Evans  is,  on  any  account,  an  exception.  And  it  is  insisted 
here  that  the  special  act  for  his  relief  makes  it  an  exception.  The 
history  of  that  act  is  sufficient  to  show  that  its  only  object  was  to  au- 
thorize a  new  patent  to  bo  issued,  by  reason  of  the  first  having  been 
declared  void  for  irregularity  of  form,  attributable  to  the  officers  of 
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the  government.  This  gave  an  equitable  title  to  relief.  The  appro- 
priate relief  was  an  extension  of  the  time,  so  that  the  inventor  might 
enjoy  (he  privileges  of  a  patent  for  the  same  time  that  he  would  have 
enjoyed  them  if  the  irregularity  had  not  occurred — that  is  to  say,  the 
same  privileges.  This  was  sufficiently  liberal,  for  the  first  patent 
had  actually  expired  before  the  new  one  was  granted.  The  new 
patent,  too,  was  made  retrospective,  and  gave  to  Oliver  Evans  an 
exclusive  right  for  twenty-eight  years,  double  the  usual  period ;  yet 
it  was  contended  formerly  that  this  special  act,  liberal  as  it  confess- 
edly was,  went  the  further  length  of  dispensing  altogether  with  the 
necessity  of  proving  he  was  the  inventor,  and  even  precluded  all 
right  to  question  the  invention,  which  was  in  effect  to  say  that  the 
exclusive  privilege  was  secured  to  him,  whether  he  was  the  inventor 
or  not.  That  was  overruled  by  this  court,  upon  the  plainest  grounds. 
3  Wheat.  Rep.,  513,  ante.  And  the  whole  scope  of  the  opinion  then 
delivered  distinctly  establishes  that,  except  the  extension  of  time  and 
the  union  of  different  inventions  in  the  same  patent,  which  otherwise 
perhaps  could  not  be  regularly  joined,  the  patent  to  be  issued  was  to 
be,  in  all  respects,  conformable  to  the  general  law  and  subject  to  the 
same  regulations  as  other  patents.  Such  was  the  interpretation  of 
the  plaintiff  himself;  he  applied  in  the  usual  manner  by  petition, 
with  a  specification  and  oath.  Such  was  the  interpretation  of  the  offi- 
cers of  the  government;  the  patent  underwent  the  usual  examination, 
and  is  in  the  usual  form.  Such  is  at  this  moment  the  interpretation ; 
for  it  is  upon  the  adoption  of  the  general  law  by  reference  that  the 
jurisdiction  of  the  Federal  courts,  in  cases  growing  out  of  this  pat- 
ent, entirely  rests.  If  that  law  be  not  applicable,  this  court  has  no 
power  to  adjudicate  the  cause.  It  is  needless  to  pursue  this  further, 
being  already  decided  by  the  former  decision  of  this  court.  For 
the  terms  and  conditions  upon  which  the  patent  was  to  be  granted — 
the  jurisdiction  to  attach  to  it,  the  rules  to  govern  it — the  special  act 
makes  no  provision,  but  by  reference  to  the  existing  laws ;  and  but 
for  this  reference,  we  could  not  advance  a  single  step  in  the  inquiry. 

All  that  has  been  said  of  the  act  of  the  Legislature  of  Pennsyl- 
vania, passed  in  the  year  1787,  may  be  disposed  of  in  a  single  word. 
What  its  provisions  were,  does  not  appear ;  and  if  it  did,  the  right 
they  conferred,  whatever  it  may  have  been,  was  surrendered  by  ac- 
cepting a  patent  under  the  law  of  the  United  States.  The  seventh 
section  of  the  act  of  Congress  is  express. 

In  conclusion,  then,  it  is  confidently  submitted  that  the  patent  of 
Oliver  Evans  must  be  considered  as  a  patent  either  for  the  machine 
or  for  the  improvement 
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That  if  it  be  for  the  machine,  it  is  void;  because  it  is  fully  proved 
that  he  was  not  tlte  original  inventor,  but  the  machine  was  known 
and  used  before. 

That  if  it  be  lor  an  improvement,  it  is  void ;  because  it  is  broader 
than  his  invention,  and  (loos  not  specify  in  what  his  improvement 
consists,  so  as  to  distinguish  it  from  what  was  known  and  used  be- 
fore. 

The  learned  counsel  also  argued  the  points  of  evidence  in  this  and 
the  next  following  c:ise,  (Er  ins  v.  Hettich.)  but,  as  they  are  so  fully 
noticed  in  the  opinion  of  the  court,  it  is  not  thought  necessary  to 
report  that  part  of  his  argument. 

Mr.  Harper,  in  reply,  observed  that,  in  the  opinion  of  the  Circuit 
Court,  two  propositions  were  distinctly  affirmed:  (1.)  That  Evans's 
patent  of  the  hopper-boy  was  a  patent  for  an  improvement,  and  not 
for  an  original  invention  or  discovery.  (2.)  That,  being  for  an 
improvement,  it  was  void,  because  the  specification  did  not  in  terms 
distinguish  the  improvements  from  the  original  machine,  called  the 
Stauffer  hopper-boy.  Both  these  propositions  were  indispensable  for 
supporting  the  judgment  below.  He  denied  them  both,  and  should 
endeavor  to  show  that  they  were  equally  void  of  foundation.  If  he 
could  succeed  in  overthrowing  either,  the  judgment  of  the  Circuit 
Court  must  bo  reversed,  and  the  patent-right  of  the  plaintiff  sup- 
ported ;  but  he  believed,  and  should  endeavor  to  show,  that  both  were 
whollv  unfounded. 

And,  first,  is  the  patent  of  Oliver  Evans  a  patent  for  an  improve- 
ment, or  for  an  original  invention  ?  The  decisions  of  the  Circuit 
Court  maintained  the  former.  He  should  endeavor  to  demonstrate 
the  latter. 

In  the  outset  of  this  investigation,  it  would  be  proper  to  remark 
that  the  specification  makes  part  of  the  patent  ;  and  he  had  the  au- 
thority of  this  court,  in  the  former  decision  in  this  case,  (3  Wheat. 
Hep.,  r>07,  ante,)  for  saying  that,  in  order  to  ascertain  what  Oliver 
Evans  obtained  by  his  patent,  one  of  the  proper  points  of  inquiry 
was.  what  did  he  ask  for '?— what  was  it  his  wish  and  intention  to  ob- 
tain ?  This  question  may  be  satisfactorily  answered  by  referring  to 
that  part  of  his  specification  which  relates  to  the  hopper-boy.  This 
specification  is  printed  at  length  in  a  note  to  3  Wheat.  Rep.,  and  the 
part  of  it  now  in  question  is  found  at  page  4G8.  The  description  of  the 
machine  is  very  full,  minute,  and  clear,  and  it  concludes  with  this 
'declaration:  "I  claim  as  my  invention  the  peculiar  properties  or 
principles  which  this  machine  possesses,  namely,  the  spreading,  turn- 
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ing,  and  gathering  the  meal  at  one  operation,  and  the  using  and 
lowering  its  arms  by  its  motion,  to  accommodate  itself  to  any  quan- 
tity of  meal  it  has  to  operate  on." 

This  was  what  he  claimed  as  his  inventiou.  For  this  he  Jiskcd  a 
patent.  Not  for  the  machine  which  he  had  thus  improved,  but  for 
the  principle  on  which  it  was  made  to  operate.  lie  has  not  very  ac- 
curately expressed  himself,  or  distinguished  between  the  object  to  be 
obtained  and  the  mode  of  proceeding  for  its  attainment ;  between 
the  end  and  the  means ;  the  result  and  the  modus  operandi  by  which 
it  is  produced.  But  still  his  meaning  is  obvious.  The  object,  the 
end  to  be  obtained,  the  result,  was  the  "spreading,  turning,  and 
gathering  the  meal  at  one  operation.**  The  principle  of  the  machine, 
the  modim  operandi  by  which  the  object  was  to  be  accomplished  in  a 
new  and  better  way,  was  the  [lower  of  the  machine  to  raise  and  lower 
its  arms  by  its  own  motion,  so  as  to  accommodate  itself  to  any  greater 
or  less  quantity  of  Hour  on  which  it  may  have  to  operate.  This,  then, 
is  his  invention  or  discovery  which  lie  claims  as  his  own,  and  for 
which  he  demands  a  patent.  His  demand  is  complied  with.  He 
gets  what  he  asked.  This  is  what  the  grantors  intended  to  give  him ; 
and  I  appeal  again  to  the  former  decision  for  the  doctrine  that,  in 
order  to  ascertain  what  is  given,  we  must  look  to  the  request  of  the 
receiver  and  the  intention  of  the  giver. 

It  is,  then,  a  patent  for  the  peculiar  principle  of  his  machine,  for 
its  new  mode  of  operating,  that  Oliver  Evans  asked  for  and  received. 
That  a  new  modm  operandi,  by  a  new  combination  of  old  instruments 
or  machines  so  as  to  produce  either  a  new  effect  or  an  old  effect  in  a 
new  way,  is  the  proper  subject-matter  of  a  pateut,  appeal's  from 
numerous  authorities,  and  may  be  considered  as  a  settled  principle 
of  the  Patent  Law.  It  was  on  this  principle  that  Watt's  patent  for 
his  improvements  on  the  steam-engine,  which  made  so  much  noise 
in  Westminster  Hall  and  produced  such  important  effects,  was  finally 
supported  and  established. 

The  English  law  of  patents,  though  different  from  ours  in  its  origin, 
was  probably  the  same  in  its  principles.  Indeed,  our  act  of  Con- 
gress was  a  mere  enactment  of  the  principles  and  system  which  the 
English  courts  had  established.  That  system  grew  out  of  the  ancient 
prerogative  of  the  crown  in  England  to  grant  monopolies.  This 
power,  long  and  often  most  oppressively  exercised,  was  abolished  m 
the  early  part  of  James  the  First's  reign,  by  an  act  of  Parliament, 
which  was  one  of  the  earliest  fruits  of  the  increase  of  knowledge, 
the  progress  of  correct  ideas,  and  the  improvement  in  the  condition 
of  society,  which,  at  that  time,  had  begun  to  appear.    13ut,  for  the 
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encouragement  of  industry  and  ingenuity,  a  proviso  was  introduced 
into  the  statute,  that  the  King  might  still  grant  a  monopoly  "of  any 
manner  of  new  manufactures"  to  the  first  inventors,  for  any  term 
not  exceeding  fourteen  years.  See  the  case  of  Hornblower  v.  Boalton, 
8  T.  R..  105 ;  the  opinion  of  Mr.  Justice  Lawrence.  Upon  this  short 
proviso,  this  apparently  scanty  foundation,  the  whole  structure  of  the 
English  Patent  Law  was  raised  by  the  English  government  and  courts. 
The  system  which  the?  thus  established  was  adopted  by  our  act  of 
Congress.  This  system  required  a  specification.  Nothing  is  said  of 
it  by  the  statute ;  but  the  government  required  it,  by  an  express  clause, 
of  every  patent.  The  principle  on  which  it  was  required  was  this : 
The  statute  conferred  a  benefit  on  the  inventor,  by  giving  him  a 
monopoly  of  his  invention  for  a  limited  time.  For  this  benefit  con- 
ferred on  the  patentee  by  the  community,  it  was  thought  just  that  he 
should  make  a  return.  That  return  consisted  in  the  knowledge  and 
tree  use  of  his  invention,  which,  by  his  specification,  he  should  enable 
the  community  to  obtain  after  the  expiration  of  his  monopoly.  This 
principle  enables  us  not  only  to  understand  the  origin  and  object  of 
the  specification,  but  also  its  nature  and  character,  as  its  object  was 
to  put  the  public  in  possession  of  the  invention,  after  the  monopoly 
had  ceased,  so  as  to  enable  all  persons  to  use  it  beneficially;  it  was 
indispensable  that  the  invention  should  be  so  fully  and  clearly  ex- 
plained as  to  enable  persons  skilled  in  the  same  art  to  make  and  use 
it.  This  was  all  that  was  to  be  effected  by  the  specification,  aud 
consequently  all  that  it  was  required  to  contain.  The  very  same  cer- 
tainty of  description  which  would  enable  persons  skilled  in  the  art  to 
make  and  use  the  invention,  after  the  monopoly  should  expire,  would 
enable  them  to  avoid  making  aud  using  it,  so  as  to  subject  them- 
selves to  penalties  or  loss,  during  the  continuance  of  the  monopoly. 

In  the  same  manner,  it  was  established  that  improvements  in  old 
machines  or  processes  might  be  combined  as  "new  manufactures," 
and  become  the  subject  of  patents.  This  principle  was  also  incorpor- 
ated into  our  act  of  Congress,  in  express  terms.  And  here  the  same 
rule  was  adopted  with  respect  to  the  specification.  The  "  new  manu- 
facture," whether  it  consisted  in  a  machine  or  process  entirely  new, 
or  in  the  improvement  of  an  old  one,  was  to  be  described  with  such 
certainty  as  to  enable  persons  skilled  in  the  art  to  make  and  use  the 
invention,  after  the  monopoly  should  expire,  and  to  avoid  it  while 
the  monopoly  should  exist.  The  priuciple  and  object  were  the  same 
in  both  cases,  and  the  same  rule  was  adopted  in  both,  by  our  act  of 
Congress,  as  well  as  by  the  English  decisions. 

We  shall  now  be  able  to  perceive  the  application  of  the  case  of 
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"Watt's  patent  (8  T.  R.,  95)  to  the  point  under  consideration,  which, 
let  it  be  considered,  is  to  ascertain  how  far  the  discovery  of  a  new 
modus  ojHr/nuti,  so  as  to  produce  a  new  effect,  or  an  old  one  in  a  new 
way,  is  the  proper  subject  of  a  patent,  as  a  useful  invention,  and  not 
as  an  improvement. 

The  expansive  power  of  steam  had  been  many  years  before  dis- 
covered by  the  Marquis  of  Winchester,  who  applied  it,  though  very 
imperfectly,  to  various  mechanical  purposes.  Among  the  rest,  he 
employed  it  to  put  machines  in  motion,  by  communicating  to  them 
the  movement  which  the  steam  was  made  to  produce  in  beams  and 
levers.  Thus  was  laid  the  foundation  of  that  wonderful  invention, 
the  steam-engine.  Various  machines  of  this  kind,  more  or  less  per- 
fect, were,  from  time  to  time,  brought  into  use;  and  at  length  New- 
comeu  made  a  steam-engine,  which  was  long  considered  as  having 
attained  the  utmost  point  of  perfection.  It  consisted  of  a  cylinder, 
or  large  tube  of  iron,  made  perfectly  smooth  and  uniform  within, 
and  completely  closed  at  the  bottom,  but  open  at  the  top.  Inside  of 
this  cylinder  was  placed,  horizontally,  a  thick,  strong  plate  of  iron,  so 
fitted  at  the  edges  to  the  inner  surface  of  the  cylinder  as  to  be  air- 
tight, and  yet  to  play  easily  up  and  down.  Into  the  center  of  this 
plate  was  fitted  a  strong  upright  stem  of  iron,  of  the  length  required; 
and  the  stem  and  plate  together  made  what  is  called  the  piston.  The 
upper  end  of  the  piston  stem  was  fastened  by  a  joint  to  a  horizontal 
beam,  which  was  made  fast  by  a  joint,  near  the  center  or  at  the 
farthest  end,  so  as  to  allow  its  near  end  to  play  up  and  down  with 
the  piston  to  which  it  was  attached.  At  the  bottom  of  the  cylinder, 
under  the  piston,  was  introduced  a  pipe,  or  tube,  leading  from  the 
boiler  where  the  steam  was  generated  into  the  cylinder,  and  furnished 
with  a  valve.  When  this  valve  was  opened,  it  let  the  steam  through 
the  pipe  into  the  lower  part  of  the  cylinder  under  the  piston,  which 
was  thus  raised  up  by  the  explosive  power  of  the  steam,  and  raised 
with  it  the  end  of  the  horizontal  beam  to  which  it  was  attached. 
When  the  piston,  and  with  it  the  beam,  had  been  raised  as  high  as 
was  intended,  the  valve  in  the  steam  pipe  was  shut  by  the  motion  of 
the  machine,  and  at  the  same  moment  a  valve  was  opened  by  the 
same  means  in  a  pipe  which  connected  the  cylinder  with  a  vessel  of 
cold  water.  A  quantity  of  this  water  was  then  introduced  into  the 
cylinder  under  the  piston,  where  it  condensed  the  steam  more  or  less 
completely  and  created  a  vacuum  more  or  less  perfect,  in  consequence 
of  which  the  piston  was  pressed  down  by  the  weight  of  the  atmos- 
pheric air  resting  upon  it,  and  carried  down  with  it  the  end  of  the 
horizontal  beam  to  which  it  was  attached.  When  it  had  subsided  as 
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low  as  was  desired,  it  opened  the  steam  valve,  and  let  in  the  steam 
under  the  piston,  which  was  raised  as  hefore,  and  again  pressed  down 
by  the  weight  of  the  air,  on  the  steam  being  again  condensed  by  the 
introduction  of  cold  water.  This  operation  went  on  continually,  and 
thus  an  ascending  and  descending  motion  was  produced,  which  was 
communicated  by  the  horizontal  beam  to  the  whole  machinery. 

The  defect  of  this  engine  at  length  began  to  be  observed.  It  con- 
sisted in  the  cooling  of  the  cylinder  by  the  cold  water  let  in  to  con- 
dense the  steam.  The  cylinder  being  thus  rendered  colder  than 
steam,  a  considerable  portion  of  the  steam  introduced  was  condensed 
by  this  coldness  while  the  piston  was  rising,  and  was  thus  destroyed 
before  it  had  done  its  office.  This  rendered  a  greater  generation  of 
steam  necessary,  and  of  course  a  greater  consumption  of  fuel.  The 
steam,  too,  was  not  suddenly  or  perfectly  condensed,  so  as  to  let  the 
piston  descend  with  sufficient  rapidity  or  force,  by  which  the  power 
and  effect  of  the  machine  were  diminished.  The  water,  also,  into 
which  the  steam  had  been  converted  by  condensation,  remained  in 
the  bottom  of  the  cylinder,  and  further  impeded  the  descent  of  the 
piston.  These  defects  were  seriously  felt  in  a  country  where  fuel 
was  dear,  and  became  continually  more  and  more  so.  At  length 
they  threatened  to  render  the  engine  entirely  useless,  by  creating  a 
greater  expense  in  fuel  than  could  be  compensated  by  the  labor-saving 
power  of  the  machine. 

Then  Watt  arose,  who,  after  long  reflection  and  many  experiments, 
conceived  the  happy  idea  of  condensing  the  steam  in  a  vessel  different 
from  that  in  which  it  was  to  perform  its  office.  This  he  effected  by 
connecting  with  the  machine  another  vessel  called  a  connector,  which 
was  connected  with  the  cylinder  by  a  pipe  with  a  valve  in  it.  This 
valve  being  opened  by  the  motion  of  the  machine,  at  the  same  mo- 
ment when  the  piston  had  ascended  to  its  greatest  height,  the  steam 
rushed  through  it  into  the  conductor,  where  it  met  a  stream  of  cold 
water,  introduced  by  the  same  means  which  had  been  before  em- 
ployed for  letting  it  into  the  cylinder.  This  cold  water  condensed 
it  as  fast  as  it  came  in;  and  a  pump  was  also  contrived,  to  work  by 
the  motion  of  the  machine,  and  drew  out  of  the  conductor  all  the 
steam  that  remained  uncondansed  and  all  the  water  produced  by  the 
condensation.  Thus  a  most  perfect  vacuum  was  created  in  the  con- 
denser, and  consequently  in  the  cylinder  connected  with  it ;  the  pis- 
ton descended  with  freedom,  rapidity,  and  force;  and  the  cylinder, 
not  being  touched  or  affected  by  the  cold  water,  retained  a  heat  equal 
to  that  of  steam;  so  that  no  portion  of  the  steam  introduced  into  it 
was  condensed  too  soon. 
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This  was  the  great  improvement,  but  others  were  employed  to  in- 
crease its  effect.  The  cylinder  was  surrounded  by  a  case  the  best 
calculated  to  retain  heat,  and  the  space  between  this  case  and  the 
cylinder  was  kept  full  of  steam  or  boiling  water.  Thus  the  cylinder 
was  kept  in  the  hottest  possible  state — the  state  best  adapted  to  the 
preservation  of  the  steam  while  performing  its  office;  and  as  steam 
thus  preserved  was  found  to  be  more  effectual  than  atmospheric  air 
in  bringing  down  the  piston,  the  top  of  the  cylinder  was  closed,  and 
steam  was  introduced  above  the  piston  as  well  as  below  it.  This 
stream  was  conducted  into  the  condenser,  and  there  condensed  and 
pumped  out,  in  the  same  manner  with  that  introduced  below;  and 
thus  the  piston,  being  alternately  pressed  up  and  down  by  the  clastic 
power  of  steam,  in  its  most  efficacious  condition  gave  a  most  power- 
ful, steady,  and  uniform  motion  to  the  engine.  O.ly  substances  were 
employed,  instead  of  water,  in  keeping  the  vessels  air  tight;  especially 
the  top  of  the  cylinder,  where  the  steam  of  the  piston  played  through 
it.  Thus  the  machine  was  rendered  as  perfect  as  it  seems  capable 
of  becoming. 

Now,  in  what  does  this  machine  differ  from  the  steam-engine  of 
Newcomen,  which  was  in  use  before?  Both  had^i  boiler  to  produce 
the  steam,  and  a  cylinder  to  receive  it.  The  piston  was  the  same  in 
both,  and  connected  in  the  same  manner  with  the  horizontal  beam, 
for  the  purpose  of  communicating  the  motion  to  the  rest  of  the  ma- 
chinery. In  both,  the  piston  was  raised  by  the  expansive  power  of 
the  steam;  this  steam,  after  its  office  had  been  performed,  was  con- 
densed by  cold  water,  so  as  to  create  a  vacuum  in  the  cylinder,  and 
permit  the  piston  to  descend;  and  in  both,  pipes  and  valves  of  the 
same  construction  were  used,  for  introducing  alternately  the  steam 
and  the  cold  water.  In  what,  then,  did  they  differ?  Merely  in  a 
new  mo  lu*  oprrundi,  by  which,  with  the  addition  of  another  vessel, 
the  cold  water  was  prevented  from  cooling  the  cylinder,  while  it  con- 
ducted the  steam;  and  the  steam  was  made  to  operate  in  forcing  the 
piston  down  as  well  as  in  forcing  it  up.  In  this  new  molu.s  operunli, 
produced  by  a  different  arrangement  and  construction  of  the  old  ma- 
chines, with  the  addition  of  one  new  vessel,  to  receive  and  condensa 
the  steam,  consisted  the  great  invention  of  Watt;  for  which  he  ob- 
tained his  patent,  avowedly  as  for  a  now  invention,  or,  in  the  language 
of  the  British  statute,  a  "new  manufacture,"  and  not  for  an  improve- 
ment. His  specification  is  inserted  at  length  in  8  T.  R.,  00,  note  (a), 
where  it  will  appear  that  he  speaks  of  his  discovery  as  a  new  inven- 
tion, and  not  as  an  improvement,  and  never  once  mentions  or  alludes 
to  the  old  machine. 
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In  what  did  this  new  discover}'  consist  ?  I  answer,  with  the  two 
judges  of  the  Common  Pleas  in  England  who  were  in  favor  of  this 
patent,  and  one  of  whom  was  Lord  Chief  Justice  Eyre,  (Boulion  v. 
Bull,  2  H.  Bl.,  463,)  and  with  the  four  judges  of  the  King's  Bench, 
who  were  unanimous  on  the  point,  (8  T.  R.,  95,)  that  it  consisted  in 
the  new  principle  on  which  the  steam  was  condensed,  and  which  was 
carried  into  effect  by  a  new  combination  of  the  old  machinery,  with 
the  addition  of  one  new  instrument 

The  word  "  principle,"  as  used  in  relation  to  'this  subject,  is  not 
taken  in  its  general  philosophical  sense,  where  it  means  a  law  of 
motion  or  a  property  of  matter;  but  in  what  may  be  termed  its 
mechanical  sense,  in  which  it  signifies  a  method  of  doiug  a  thing,  or 
of  effecting  a  purpose — in  other  words,  a  modus  operandi. 

It  is  therefore  established  by  this  solemn  and  elaborate  decision  of 
six  English  judges  against  two,  after  repeated  arguments  and  great 
consideration,  that  a  new  principle,  or  modus  operandi,  carried  into 
practical  and  useful  effect  by  the  use  of  new  instruments,  or  by  a  new 
combination  of  old  ones,  with  or  without  the  addition  of  one  or  more 
new  ones,  is  an  original  invention  for  which  a  patent  may  be  sup- 
ported, without  reference  to  any  former  invention  or  machine,  for 
performing  the  same  or  a  similar  operation.  This  may  be  taken  as 
a  maxim  which  the  cases  referred  to  will  be  found  fully  to  support. 

Let  us  now  apply  this  maxim  to  the  patent  of  Oliver  Evans.  We 
shall  soon  see  that,  according  to  the  doctrine  thus  established,  his 
discovery  was  not  a  mere  "  improvement,"  as  the  court  below  pro- 
nounced it  to  be,  but  an  original  invention. 

The  learned  counsel  here  produced  two  models,  one  of  Evans's 
hopper-boy  and  one  of  Stauffer's,  and  explained  minutely  the  differ- 
ence between  their  principles,  or  modus  operandi,  which  consisted  in 
this :  that  in  Stauffer's  hopper-boy,  the  arms,  through  a  square  mor- 
tise in  which  the  square  upright  post  was  made  to  pass,  were  carried 
round  by  means  of  the  upright  post  pressing  upon  the  sides  of  the 
square  mortise,  which  renders  it  impossible  for  the  arms  to  rise  and 
fall  of  themselves,  as  the  meal  under  them  might  increase  or  dimin- 
ish ;  while  in  the  hopper-boy  of  Evans,  the  upright  post  is  round, 
and  it  passes  loosely  through  a  round  hole  in  the  arms,  which  are 
carried  round  by  two  pieces  of  timber  of  the  proper  length,  called 
leaders,  which  are  inserted  firmly  into  the  upper  part  of  the  post,  and 
attached  at  their  ends  by  lines,  or  small  cords,  to  the  corresponding 
ends  of  the  arms.  These  lines  and  leaders,  being  put  in  motion  by 
the  upright  post,  trail  round  the  arms,  which  at  the  same  time  play 
loosely  on  the  post,  and  rise  and  tall  of  themselves,  as  the  meal  under 
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them  increases  or  diminishes  in  quantity.  And  to  make  them  press 
more  lightly  on  the  meal,  and  rise  and  fall  with  more  facility,  as 
occasion  may  require,  a  weight  a  little  lighter  than  themselves  is 
attached  to  them  by  a  cord  which  passes  over  a  pulley  in  the  upper 
part  of  the  post.  This  weight  nearly  balances  the  arms,  and  enables 
them  to  play  up  and  down  much  more  easily  and  effectually. 

The  counsel  also  produced  a  drawing  of  Evans's  machine,  from  the 
Patent  Office,  to  show  that  his  model  was  correct,  and  referred  to  the 
facts  of  the  evidence  in  the  record,  where  the  machine  of  Stauffer  is 
described,  and  its  properties  and  defects  explained. 

He  then  proceeded  to  remark  that  the  machine  of  Evans  was 
obviously  constructed  upon  a  new  principle ;  that  the  mpdus  operandi 
was  entirely  new.  The  great  object  of  both  machines  was  to  con- 
duct the  meal  into  the  bolting-chest,  and  to  stir,  turn,  dry,  and  cool 
it  on  its  way  thither.  The  essential  agents  in  this  operation  were 
the  arms,  which  if  they  remained  stationary  on  the  post,  as  they  must 
of  necessity  do  in  Stautfer's  machine,  could  not  possibly  perform  this 
operation  to  advantage.  They  might  sink  down  on  the  meal,  as  its 
quantity  decreased,  but  could  not  possibly  rise  when  it  was  increased; 
consequently,  when  new  meal  was  placed  on  the  floor,  the  machine 
must  be  stopped,  and  the  arms  lifted  up.  Hence,  its  motion  was  un- 
equal, and  its  operation  necessarily  very  irregular  and  imperfect.  It 
also  required* a  hand  constantly  or  frequently  to  be  present,  and  thus 
increased  the  expense. 

Thus,  the  condensation  of  the  steam  within  the  cylinder  itself,  in 
Newcomen's  steam-engine,  cooled  the  cylinder  improperly,  wasted 
steam,  made  more  fuel  necessary,  and  rendered  the  operation  of  the 
machine  imperfect  and  too  expensive.  Here  the  similarity  of  im- 
perfection is  complete. 

Evans  removed  the  imperfection  of  the  hopper-boy,  not  by  merely 
adding  to  its  parts,  but  by  introducing  a  totally  new  principle  and 
modus  operandi.  He  detached  the  arms  from  the  upright  post  entire- 
ly, and  carried  them  round  by  means  of  the  leaders  and  lines  which 
have  been  described,  leaving  them  to  play  freely  up  and  dowu  on 
the  post,  so  as  to  accommodate  themselves  to  the  decreasing  or  in- 
creasing quantity  of  meal  under  them ;  and  their  movement  up  and 
down  he  facilitated,  regulated,  and  rendered  perfect  by  means  of 
the  weight  and  pulley.  The  modus  operandi  of  the  two  machines 
consisted  in  the  manner  of  carrying  round  the  arms.  This  was  the 
principle  of  both  machines.  That  of  Evans  was  new,  and  infinitely 
superior. 

So  Watt  remedied  the  defects  of  Newcomen's  steam-engine,  by 
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condensing  the  steam  in  a  different  vessel  from  the  cylinder,  and  in- 
creased the  effect  by  introducing  the  steam  above  the  piston  as  well 
as  below  it.  This  was  anew  principle;  and  here  again  the  resem- 
blance between  the  two  cases  is  complete. 

It  being,  then,  clear  that  Evans  had  made  a  new  invention  as  to  the 
hopper-boy,  and  not  merely  what  the  law  on  this  subject  calls  an  im- 
provement, and  the  cases  showing  that  such  an  invention  is  the  sub- 
ject-matter of  a  patent  for  an  original  invention,  it  follows  that  he 
migbt  have  obtained  a  patent  for  his  invention  as  an  original  inven- 
tion, and  not  merely  as  an  improvement.  This  leads  to  the  inquiry, 
for  what  was  this  patent  granted  ?  Was  it  for  an  original  invention 
of  his  own.  or  for  an  improvement  on  Stautfer's  invention  ? 

We  have  the  authority  of  this  court,  in  its  former  decision  in  this 
case,  (3  Wheat.  Rep.,  454,  ante.)  for  saying,  that  when  we  inquire 
what  was  granted,  it  is  proper,  in  the  first  place,  to  ascertain  what  the 
grantee  wished  to  obtain,  and,  next,  what  the  grantor  had  the  inten- 
tion and  the  power  to  give.  What  Evans  wished  to  obtain,  is  fully 
and  most  explicitly  stated  in  the  concluding  sentence  of  his  specifica- 
tion. Ibid.,  4G8,  note,  ante.  After  describing  most  fully  and  clearly 
the  structure,  principle,  and  operation  of  his  hopper-boy,  tic  concludes 
thus:  "I  claim  as  my  invention  the  peculiar  properties  which  this 
machine  possesses,  namely,  the  spreading,  turning,  and  gathering  the 
meal  at  one  operation,  and  the  rising  and  lowering  its  anna  by  the.  mo- 
tion, to  accommodate  itself  to  any  quantity  of  meal  it  has  to  operate  on." 
Here  it  is  manifest  that  he  describes  the  effect  intended  to  be  pro- 
duced, which  was  the  same  in  both  machines,  namely,  the  spreading, 
turning,  and  gathering  the  meal  at  one  operation;  and  his  modas 
operandi  for  producing  this  effect,  which  was  entirely  new,  namely, 
the  rising  and  lowering  of  the  arms  of  the  machine  by  its  own  mo- 
tion, so  as  to  accommodate  itself  to  the  increasing  or  diminishing 
quantity  of  meal.  For  this  modus  operandi,  this  property  or  princi- 
ple, he  claims  a  patent. 

It  is  equally  clear  that  the  grantor  of  the  patent  intended  to  give 
what  he  thus  asked  for;  that  is,  a  patent  for  this  new  principle.  Jhis 
appears  from  the  special  act  of  Congress,  on  which  the  patent  is 
founded,  and  to  which  it  refers;  from  the  terms  of  the  patent  itself; 
and  from  the  specification,  which  is  expressly  incorporated  into  it  as 
one  of  its  constituent  parts. 

As  a  further  illustration  of  this  position,  the  most  celebrated  and 
important  invention  of  modern  times  may  be  referred  to— tin  inven- 
tion which  was  destined  to  produce  more  important  effects  than  any 
other  single  effort  of  the  human  mind.    He  alluded  to  the  steam- 
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boat — that  sublime  conception,  which  had  conferred  so  much  glory 
on  its  author  and  his  country.  What  was  a  steamboat  but  a  new 
combination  of  these  well-known  machines,  a  boat,  a  steam-engine, 
and  a  flutter-wheel — machines  most  familiar  to  all  who  knew  anything 
of  such  subjects.  But  they  were  so  combined  as  to  produce  a  new 
and  most  surprising  effect,  by  a  new  modus  operandi.  This  method 
consisted  in  attaching  a  steam-engine  and  two  flutter-wheels  to  a 
boat  of  proper  dimensions  and  strength,  and  arranging  them  iu  such 
a  manner  that  the  flutter-wheels  were  set  in  motion  by  the  steam- 
engine,  and  struck  against  the  water,  instead  of  being  struck  by  it,  as 
they  are  in  a  common  saw-mill.  Thus  striking  against  the  water, 
they  act  as  oars,  or  rather  as  paddles,  and  propel  the  boat  forward. 
Now,  what  was  there  new  in  this  machine?  Not  the  instruments, 
but  the  manner  of  combining  them,  and  their  manner  of  operating 
produced  by  this  combination;  and  yet  no  one  has  denied  to  the 
author  of  this  beautiful  and  sublime  idea  the  merit  of  an  original  in- 
vention, or  called  in  question  his  patent,  as  a  patent  for  an  original 
invention.  He,  however,  merely  combined  old  machines,  changing- 
their  forms  and  proportions  so  as  to  suit  his  new  purpose.  Evans 
not  only  combined  old  machines,  but  added  new  and  essential  parts, 
and  by  means  of  both  produced  a  motion  ojxrandi  altogether  new  and 
highly  useful.  Upon  what  ground,  then,  can  it  be  said  that  he  is 
not  an  original  inventor,  when  Watt  was  solemnly  adjudged  and 
Fulton  unanimously  allowed  to  be  so? 

I  therefore  contend  that  Evans  was  an  original  inventor,  and  not 
an  improver  merely ;  and  that  his  patent  is  for  an  original  invention, 
and  not  for  an  improvement.  If  so,  the  decision  of  the  Circuit  Court 
in  these  two  cases  (the  present  case,  and  the  subsequent  case  of 
Emm  v.  Hettich)  must  be  reversed,  and  the  patent  of  my  client  is 
established. 

But  if  it  be  not  a  patent-  for  an  original  invention,  but  merely  for 
an  improvement,  the  decision  below  was  erroneous,  in  declaring- that 
the  specification  is  defective.  This  defect  consists,  according  to  the 
decision  below,  in  the  omission  to  state  particularly  in  what  the  im- 
provement consists,  and  to  distinguish  it  in  terms  from  the  preexist- 
ent  machine. 

Here  a  very  familiar  maxim  is  applicable :  quod  nembiem  ad  rana 
nut  ad  impossibUia  lex  cogit.  The  law  requires  nobody  to  do  that 
whic.h  would  be  useless  if  done,  or  it  is  impossible  to  do.  And  ctti 
bono  make  this  discrimination  ?  how  can  it  be  made  ?  and  by  what 
provision  of  the  law  is  it  required  ?  On  the  answer  to  these  three 
questions  the  case  must  depend.   If  it  can  be  shown  that  such  a  dis- 
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crimination  would  be  useless  if  made,  or  is  impracticable,  and  that  it 
is  not  expressly  or  positively  required  by  the  act  of  Congress,  it  will 
follow  that  the  judgment  below  must  be  reversed. 

And  (1.)  cui  bono  make  the  discrimination  ?  What  good  would  it 
or  could  it  do  to  anybody?  In  order  to  answer  these  questions,  we 
must  revert  again  to  the  object  and  uses  of  the  specification. 

The  Patent  Law  confers  a  benefit  on  the  discoverer  of  any  artful 
invention,  which  consists  in  a  monopoly  of  his  invention  for  a  limited 
time.  The  consideration  which  it  requires  him  to  pay  for  this  benefit 
is  to  put  the  public  in  possession  of  his  invention,  so  as  to  enable  all 
to  use  it  after  this  monopoly  shall  expire,  and  all  to  avoid  involving 
themselves  in  controversies  and  difficulties,  by  inadvertently  infring- 
ing it,  while  it  continues.  Hence  the  necessity  of  a  specification ;  and 
here  we  find  its  uses,  its  extent,  and  its  limitations.  The  British  stat- 
ute said  nothing  of  a  specification ;  but  it  was  introduced  by  the  ex- 
ecutive government  as  a  condition  of  every  patent,  and  its  character, 
objects,  and  properties  have  been  accurately  settled  by  judicial  decis- 
ions in  England.  From  those  decisions  it  was  borrowed  by  our  act 
of  Congress,  and  incorporated  into  its  positive  enactments.  In  both 
systems,  its  objects  and  uses,  and  consequently  its  nature  and  prop- 
erties, are  the  same.  Its  object  and  all  is  to  enable  the  public  to 
enjoy  the  invention,  beneficially  and  fully,  alter  the  monopoly  shall 
have  expired,  and  to  avoid  interference  with  it  while  it  shall  con- 
tinue. Now,  what  is  necessary  for  attaining  this  object?  Certainly 
nothing  more  than  this:  that  the  invention  should  be  so  described  in 
the  specification  by  writing,  and,  where  the  nature  of  the  subject  will 
permit,  by  drawings  and  models,  so  that  any  one  competently  skilled 
in  the  art  or  science  to  which  it  relates  may  be  enabled  to  under- 
stand, make,  and  use  it.  This  is  what  the  English  decisions  have 
established  as  the  necessary  properties  of  the  specification,  and  what 
our  statute  expressly  and  in  terms  requires. 

Now,  it  is  obvious  that,  in  the  case  of  an  improvement,  the  prin- 
ciple is  exactly  the  same  as  in  that  of  an  original  invention.  The 
invention,  that  is,  the  thing  in  its  improved  state,  must  be  accurately 
and  fully  described— by  writing  always,  and  by  drawings  and  mod- 
els where  the  nature  of  the  case  will  permit.  When  this  is  done, 
it  is  manifest  that  any  one  who  can  understand  the  improved  thing, 
so  as  to  make  and  use  it,  may,  in  every  possible  case,  distinguish 
the  improvement  from  any  and  every  original  or  antecedent  tiling 
of  the  same  sort.  Take  these  two  hopper-boys  as  an  example,  and 
inspect  the  models  which  I  hold  in  my  hands.  Cannot  any  man 
who  has  sufficient  mechanical  skill  to  make  a  hopper-boy,  imd  under- 
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stand  its  use,  see  at  one  glance  in  what  these  two  machines  differ 
from  each  other  ?  Does  not  the  court  see  it  ?  Cannot  any  such 
mechanic,  therefore,  make  and  use  the  hopper-boy  of  Stauffer,  if  he 
should  think  proper,  and  avoid  all  interference  with  the  improvement 
of  Evans  ?  It  cannot  be  doubted  that  he  may.  And  so  may  a  per- 
son sufficiently  skilled  in  the  art  or  science  to  which  an  improvement 
relates,  in  every  possible  case.  When  he  has  the  improvement,  or 
the  improved  thing  sufficiently  described,  as  the  hopper-boy  of  Evans 
is  admitted  to  be,  and  is  informed  of  any  preexisting  machine  or 
thing  of  the  same  general  nature  which  he  wishes  to  make,  sell,  or 
use,  he  can  look  at  that  thing,  compare  it  with  the  improved  machine 
or  with  the  description,  drawings,  and  models  in  the  Patent  Office, 
see  the  difference,  and  make  and  use  the  original  or  old  one,  without 
the  least  danger  of  interfering  with  the  improvement.  Where,  then, 
is  the  use  of  describing  the  original  or  the  old  invention  in  the  speci- 
fication of  the  improvement,  and  of  discriminating  in  terms  between 
them  ?  It  is  manifest  that  such  a  description  would  be  perfectly  use- 
less and  vain,  and  ncminem  ad  vana  lex  cogit. 

2.  But  admitting  that  it  might  be  of  some  use,  would  it  be  possi- 
ble ?  This  is  the  next  head  of  inquiry;  and  I  contend  that  it  would 
not.  , 

And  here  let  it  be  remembered  that  this  doctrine  of  discrimination 
is  not  confined  to  such  inventions  as  are  express  or  avowed  improve- 
ments on  particular  inventions.  It  extends  necessarily  to  all  inven- 
tions which  improve  anything  that  existed  before.  In  the  present 
case,  there  happened,  so  far  at  least  as  is  now  known,  to  be  but  one 
hopper-boy,  that  of  Stauffer,  in  use  before  Evans's.  But  suppose 
there  had  been  twenty,  of  as  many  different  kinds:  would  they  not  all 
have  been  original  with  respect  to  Evans's,  or  antecedent  to  it  ?  Un- 
doubtedly ;  and  every  man,  notwithstanding  Evans's  patent,  would 
have  had  a  right  to  use  them  all,  or  any  of  them.  What  reason  or 
principle  could  require  the  description  of  one  in  the  specification 
of  Evans,  which  would  not  equally  apply  to  all  ?  There  certainly  is 
none.  Let  us  take  the  example  of  a  patent  for  an  improved  stove, 
for  increasing  the  heat,  or  for  any  other  object.  How  many  millions 
of  stoves,  of  what  an  cndlqss  variety  of  constructions,  are  used  in  the 
world.  Must  the  patentee  of  this  improved  stove,  or  of  this  improve- 
ment on  stoves,  describe  them  all  in  his  specification,  and  point  out 
in  terms  the  difference  between  each  of  them  and  his  invention  ?  It 
is  manifest  that  he  must,  according  to  the  doctrine  of  the  Circuit 
Court ;  and  it  is  equally  manifest  that  he  could  not  possibly  do  it. 
His  specification  would  constitute  a  library  of  itself,  which  no  man 
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would  or  could  read,  and  which  the  Patent  Office  could  hardly  con- 
tain. So,  also,  improved  chimneys,  improved  carriages,  and  all  the 
multitude  of  other  improvements,  real  or  imaginary,  on  tilings  in 
general  use,  for  which  patents  are  obtained,  having  preexistent  things 
of  the  same  nature,  and  used  for  the  same  general  purpose,  must  be 
described  in  each  specification ;  which,  if  it  were  possible  to  write  it, 
as  it  would  very  seldom  be,  would  be  far  too  voluminous  to  be  under- 
stood or  read. 

Thus,  it  is  manifest  that  the  discrimination  contended  for  would  be 
impossible  as  well  as  useless,  in  relation  to  improvements  on  unpat- 
ented machines.  Where,  indeed,  a  machine  is  already  patented,  it 
is  very  easy  to  describe  it  in  the  specification  of  the  improvement, 
and  point  out  all  the  particulars  in  which  they  differ  from  each  other. 
The  original  specification  is  in  the  Patent  Office,  ami  may  be  referred 
to ;  the  drawings  and  models  are  there,  and  may  be  seen.  Here  the 
rule  requiring  a  Siscrimination  in  terms  between  the  original  inven- 
tion and  the  improvement  would  not  be  unreasonable,  and  it  might 
be  useful,  by  tending  to  prevent  disputes  between  the  different  pat- 
entees. The  mistake  of  which  we  complain  has  probably  arisen  from 
not  discriminating  between  improvements  ou  pateuted  and  unpat- 
ented inventions.  In  the  latter,  the  discrimination  is  manifestly  im- 
possible as  well  as  useless.  In  the  former,  it  would  be  easy,  and 
might  be  of  some  use.  It  might  be  proper  to  require  it  in  one  case, 
whether  the  law  positively  enjoins  it  or  not.  To  require  it  in  the 
other,  would  be  to  make  the  law  require  what  is  both  useless  and 
impossible.  This  can  never  be  done  by  the  construction  merely  of 
a  statute,  which  must  always  be  reasonable.  But  it  may  be  said  that 
the  statute  positively  enjoins  it.  If  so,  we  must  submit.  When  the 
legislature  has  clearly  expressed  its  will,  the  court  have  no  duty  but 
to  obey.  This  brings  us  to  the  question,  what  has  the  legislature 
enjoined  on  this  subject  ? 

3.  All  that  can  be  supposed  to  relate  to  it  is  contained  in  the  sec- 
ond and  third  sections.  The  second  speaks  of  improvements ;  the 
third  of  specifications.  It  points  out  the  object  of  the  specification, 
and  directs  what  shall  be  done  for  its  attainment.  The  object  is  to 
put  the  public  in  complete  possession  of  the  invention,  whether  an 
improvement  or  an  original  discovery,  so  that  interference  with  it 
may  be  avoided  while  the  patent  continues,  and  its  benefits  may  be 
fully  enjoyed  by  the  public  after  the  patent  expires.  To  this  end,  it 
enjoins  that  the  applicant  "shall  deliver  a  written  description  of  his 
invention,  and  of  the  manner  of  using  or  process  of  compounding 
the  same,  in  such  full,  clear,  and  exact  terms  as  to  distinguish  the 
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same  from  all  other  things  before  known,  and  to  enable  any  person 
skilled  in  the  art  or  science  of  which  it  is  a  branch,  or  with  which  it 
is  most  nearly  connected,  to  make,  compound,  and  use  the  same." 
This  is  the  directory  part.  The  thing  is  to  be  described  "  so  as  to 
distinguish  it  from  all  other  things  before  known."  llow  distinguish 
it  ?  By  describing  all  the  things  before  known,  and  pointing  out  in 
terms  in  what  it  differs  from  them  all  ?  Certainly  not ;  but  by  giv- 
ing a  description  of  it  so  complete  and  accurate  as  "  to  enable  any 
person  skilled  in  the  art,  &c,  to  make,  compound,  and  use  the  same." 
Is  the  discrimination  contended  for,  but  not  mentioned  in  the  statute, 
necessary  for  this  purpose  ?  By  no  means.  Any  person  skilled  in 
the  art  or  science,  in  order  to  make,  compound,  and  use  the  new  in- 
vention, has  but  to  look  to  the  description  of  the  invention  itself. 
He  need  not  know  how  nearly  it  resembles  or  how  widely  it  differs 
from  any  other  thing  before  known.  With  these  1^  has  no  concern. 
And  if,  on  the  other  hand,  he  wishes  to  use  nothing  before  used  and 
known,  and  to  avoid  interfering  with  the  patented  invention  «r  im- 
provement, he  has  only  to  compare  the  thing  which  he  so  wishes  to 
make  or  use  with  the  description  of  the  patented  invention  or  im- 
provement contained  in  the  specification,  and  he  will  immediately 
see  wherein  they  differ,  and  be  enabled  to  avoid  the  latter  while  he 
uses  the  former. 

This  section  (the  third)  further  directs,  with  a  view  to  the  same 
objects,  that  the  applicant,  the  inventor,  "in  case  of  any  machine," 
shall  "  fully  explain  the  principle,  and  the  several  modes  in  which 
he  has  contemplated  the  application  of  that  principle,  or  character 
l>y  which  it  may  be  distinguished  from  otber  inventions."  Here,  as 
in  the  rest  of  the  section,  nothing  is  said  about  improvements,  as  dis- 
tinguished from  original  discoveries.  They  are  all  treated  equally 
as  "  inventions,"  and  are  placed  precisely  on  the  same  ground.  They 
are  all  to  be  so  described  us  that  they  may  be  distinguished  in  their 
principles  and  modus  operandi,  as  well  as  in  their  construction  and 
composition,  from  other  inventions ;  and  this  is  to  be  effected  by 
means  not  of  a  formal  discrimination  in  terms  between  them  and  anv 
other  thing  or  things  of  the  same  general  nature,  but  of  a  full  and  ac- 
curate verbal  description,  aided  by  drawings,  models,  and  specimens, 
where  the  matter  is  of  such  a  nature  as  to  admit  their  use.  In  all 
this,  nothing  is  said  or  hinted  about  M  improvements,"  as  contradis- 
tinguished from  "original  discoveries."  All  are  treated  alike  as 
"  inventions,"  and  the  same  means-of  enabling  all  coucerned  to  dis- 
tinguish them  from  things  before  used  or  known  are  provided  in 
relation  to  both. 
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In  fact,  what  is  an  "improvement"  but  a  neto  invention?  Every 
thing  that  is  made  better  is  improved,  and  every  tiling  that  makes 
another  better,  or  does  it  in  a  better  way,  is  an  improvement.  If  it 
be  new,  it  is  an  invention  so  far  as  it  goes.  The  greater  the  improve- 
ment, the  greater  is  the  invention ;  and  any  improvement  differs  from 
any  other,  or  from  an  original  discovery,  if  there  be  any  such  thing, 
not  in  nature,  but  in  degree.  They  may  be  greater  inventions  or  less, 
more  or  less  ingenious,  or  more  or  less  useful ;  but  as  far  as  they  are, 
so  they  are  all  inventions,  and  are  treated  precisely  alike  by  this 
portion  of  the  Patent  Law,  which,  I  again  repeat,  makes  no  mention 
and  gives  no  hint  of  a  discrimination  in  the  specification  of  an  im- 
provement, between  the  improvement,  or  the  thing  as  improved,  and 
the  original  thing  on  which  the  improvement  is  made.  Treating 
them  all  alike  as  "  inventions,"  it  requires,  with  respect  to  all,  that 
they  shall  be  so  described  as  clearly  to  distinguish  them,  that  is,  as  to 
enable  all  concerned  to  distinguish  them,  from  all  other  things  of  the 
same  nature  before  in  use  or  known.  To  construe  the  statute  so  as 
to  make  it  require  a  description  not  only  of  the  new  invention,  but 
of  nil  things  of  the  same  general  nature  before  known,  and  a  dis- 
crimination in  terms  between  them,  would  be  as  unreasonable  in  the 
case  of  an  improvement  as  of  an  original  discovery,  and  would  be 
perfectly  unreasonable  in  either.  It  would  make  the  statute  do  that 
which  its  terms  do  not  indicate,  and  which  the  law  can  never  be  pre- 
sumed to  intend.  It  would  make  it  require  what  it  is  not  only  im- 
possible in  a  great  variety  of  cases  to  do,  but  what,  if  done,  would  in 
every  case  be  wholly  useless  and  vain.  This  it  cannot  be  so  construed 
as  to  require ;  for  ncmincm  ad  vana  aut  ad  impossibilia  lex  cogit. 

The  counsel  then  adverted  to  the  second  section,  where  it  was  sup- 
posed, he  said,  that  something  might  be  found  to  support  this  doc- 
trine of  discrimination.  That  section  spoke  particularly  of  improve- 
ments, as  to  which  the  third  was  wholly  silent.  It  said  nothing 
whatever  of  the  specification,  its  objects  or  motive.  It  made  two 
provisions,  both  useful  as  declarations  of  the  law,  to  put  persons  on 
their  guard  and  prevent  mistakes,  bat  both  undoubtedly  law,  without 
any  such  declaration.  The  first  was,  that  the  discoverer  and  patentee 
of  an  improvement  in  anything  before  patented  should  not  be  enti- 
tled to  make,  use,  or  vend  the  original;  nor  the  inventor  and  pat- 
entee of  the  original  to  make,  use,  or  vend  the  improvement.  Here 
again  they  were  both  considered  as  inventors,  aud  both  put  on  the 
same  footing.  It  was  declared,  for  general  information,  and  to  pre- 
vent doubts  and  mistakes,  that  one  should  not  be  entitled  to  the  in- 
vention of  the  other;  but  nothing  was  said  about  the  manner  of 
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distinguishing  these  inventions  one  from  the  other.  That  was  left 
to  the  third  section,  where  it  was  done  without  the  least  mention  or 
hint  of  the  formal  discrimination  in  terms  contended  for  in  the  judg- 
ment  below.  It  was  manifest  that  this  discrimination  could  derive 
no  countenance  from  this  branch  of  the  second  section.  It  obviously 
could  derive  none  from  the  other  branch,  which,  merely  for  giving 
information  to  the  public  and  preventing  mistakes,  declared  "  that 
simply  changing  the  form  or  proportions  of  any  machine  or  compo- 
sition of  matter,  in  any  degree,  shall  not  be  deemed  a  discover}'." 
This  merely  amounts  to  saying,  what  would  clearly  have  been  the 
construction  of  the  law  without  any  such  declaration,  that  to  consti- 
tute a  patentable  discovery,  cither  original  or  by  improvement,  there 
must  be  a  new  principle  or  modus  operandi,  and  not  merely  a  change 
of  form  or  proportion.  If  the  change  of  form  or  proportion  should 
be  such  as  to  produce  a  new  principle  or  modus  operandi,  then  it  would 
be  a  discovery  or  invention,  whether  it  amounts  to  an  origiual  or  an 
improvement  only;  and  here  again  improvements  were  treated  as 
inventions,  equally  with  original  discoveries,  the  distinction  between 
them  being  not  in  nature,  but  merely  in  degree. 

But  the  point  under  consideration  has  been  expressly  settled  by 
the  former  decision  in  this  case;  the  same  objection  for  want  of  this 
discrimination  was  made  in  the  court  below,  on  the  first  trial,  and 
the  same  doctrine  on  the  subject  expressly  laid  down  by  the  Circuit 
Court  This  doctrine  formed  one  of  the  grounds  of  objection,  dis- 
tinctly stated  in  the  argument  of  the  former  case  in  this  court,  and 
was  distinctly  noticed  by  the  court;  and  with  this  part  of  the  opinion 
below,  and  the  objection  to  it,  distinctly  in  view,  this  court  decided 
this  patent  on  this  same  specification  to  be  valid,  notwithstanding 
its  want  of  a  discrimination  in  terms  between  the  improvement  and 
the  original  invention,  which  was  an  express  decision  on  this  point 
in  favor  of  the  plaintiff  in  error.  He  referred  to  various  parts  of  the 
report  of  the  former  case  of  Evans  v.  Eaton,  (8  Wheat.  Rep.,  454, 
ante,)  to  support  these  positions ;  remarking,  that  although  the  court 
certainly  was  not  bound  absolutely  by  its  own  decisions,  and  ought 
to  overrule  them  when  satisfied  of  their  incorrectness,  yet  they  were 
the  great  landmarks  of  the  law,  and  ought  not  to  be  overturned  or 
shaken  without  the  strongest  and  clearest  reasons. 

The  learned  counsel  also  cited  the  authorities  cited  in  the  margin, 
as  to  the  objection  to  the  charge  of  the  court  below,  upon  the  ground 
that  it  had  invaded  the  proper  province  of  the  jury,  in  respect  to  the 
sufficiency  of  the  specification,  and  to  the  nature  of  the  patentee's 
invention  as  an  improvement  or  an  original  discovery.    12  H.  Bl.,. 
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478,484,497;  8  T.  R.,' 99,  101,  103 ;  1  Gallia.,  481 ;  1  Mason,  189, 
191. 

Mr.  Justice  Story  delivered  the  opinion  of  the  court. 

This  is  the  same  case  which  was  formerly  before  this  court,  and  is 
reported  in  8  Wheat.  Rep.,  454,  and  by  a  reference  to  that  report  the 
form  of  the  patent,  the  nature  of  the  action,  and  the  subsequent  pro- 
ceedings will  fully  appear.  The  cause  now  comes  before  us  upon  a 
writ  of  error  to  the  judgment  of  the  Circuit  Court,  rendered  upon  the 
new  trial  had  in  pursuance  of  the  mandate  of  this  court. 

Upon  the  new  trial,  Several  exceptions  were  taken  by  the  counsel 
for  the  plaintiff.  The  first  was  to  the  admission  of  a  Mr.  Frederick 
as  a  witness  for  the  defendant.  It  is  to  be  observed,  that  the  sole 
controversy  between  the  parties  at  the  new  trial  was,  whether  the 
plaintiff  was  entitled  to  recover  for  an  alleged  breach  of  his  patent 
by  the  defendant  in  using  the  improved  hopper-boy.  Frederick,  in 
his  examination  on  the  voir  dire,  denied  that  he  had  any  interest  in 
the  cause,  or  that  he  was  bound  to  contribute  to  the  expenses  of  it. 
He  said  he  had  not  a  hopper-boy  in  his  mill  at  present,  it  being  then 
in  court ;  that  it  was  in  his  mill  about  three  weeks  ago,  when  he  gave 
it  to  a  pei-son  to  bring  down  to  Philadelphia;  and  that  his  hopper- 
boy  spreads  and  turns  the  meal,  cools  it  some,  dries  it,  and  gathers 
it  to  the  bolting-chest.  .  Upon  this  evidence,  the  plaintiffs  counsel 
contended  that  Frederick  was  not  a  competent  witness,  but  the  ob- 
jection was  overruled  by  the  court.  It  does  not  appear  from  this 
examination  whether  the  hopper-boy  used  by  Frederick  was  that  im- 
proved by  the  plaintiff  or  not ;  but,  assuming  it  was,  we  are  of  opin- 
ion that  the  witness  was  rightly  admitted.  It  is  perfectly  clear  that 
a  person  having  an  interest  only  in  the  question,  and  not  in  the  event 
of  the  suit,  is  a  competent  witness;  and,  in  general,  the  liability  of  a 
witness  to  a  like  action,  or  his  standing  in  the  same  predicament 
with  the  party  sued,  if  the  verdict  cannot  be  given  in  evidence  for 
or  against  him,  is  an  interest  irt  the  question,  and  does  not  exclude 
him.  If  nothing  had  been  in  controversy  in  this  case  as  to  the  valid- 
ity' of  the  patent  itself,  and  the  general  issue  only  had  been  pleaded, 
the  present  objection  would  have  fallen  within  the  general  rule.  But 
the  special  notice  in  this  case  asserts  matter  which,  if  true,  and  found 
specially  by  the  jury,  might  authorize  the  court  to  adjudge  the  pat- 
ent void,  and  it  is  supposed  that  this  constitutes  such  an  interest  iu 
Frederick  in  the  event  of  the  cause  that  he  is  thereby  rendered  in- 
competent. But,  in  this  respect,  Frederick  stands  in  the  same  situ- 
ation as  every  other  person  in  the  community.    If  the  patent  is 
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declared  void,  the  invention  may  be  used  by  tbe  whole  community, 
and  all  persons  may  be  said  to  have  an  interest  in  making  it  public 
property.  But  this  results  from  a  general  principle  of  law,  that  a 
party  can  take  nothing  by  a  void  patent;  and  so  far  as  such  an  in- 
terest goes,  we  tliiuk  it  is  to  the  credit  and  not  to  the  competency  of 
the  witness.  It  is  clear  that  the  verdict  in  this  case,  if  given  for 
Evans,  would  not  be  evidence  in  a  suit  against  Frederick,  but  Freder- 
ick would  be  entitled  to  contest  every  step  in  the  cause,  in  the  same 
manner  as  if  no  such  suit  had  existed.  Non  constat  that  Frederick 
himself  will  ever  be  sued  by  the  plaintiff,  or  that,  if  sued,  any  recov- 
ery can  be  had  against  him,  even  if  the  plaintiff's  patent  should  not 
be  avoided  in  this  suit.  It  therefore  rests  in  remote  contingencies 
whether  Frederick  will,  under  any  circumstances,  have  an  interest 
in  the  event  of  this  suit,  and  the  law  adjudges  the  party  incompetent 
only  when  he  has  a  certain,  and  not  a  contingent,  interest.  It  has 
been  the  inclination  of  courts  of  law,  in  modern  times,  generally,  to 
lean  against  exceptions  to  testimony.  This  is  a  case  which  may  be 
considered  somewhat  anomalous;  and  we  think  it  safest  to  admit  the 
testimony,  leaving  its  credibility  to  the  jury. 

Another  exception  was  to  the  refusal  of  the  court  to  allow  a  depo- 
sition to  be  read  by  the  plaintiff,  which  had  been  taken  according  to 
a  prevalent  practice  of  the  State  courts.  It  is  not  pretended  that  the 
deposition  was  admissible  according  to  the  positive  rules  of  law,  or 
the  rules  of  the  Circuit  Court ;  and  it  is  not  now  produced,  so  that 
we  can  see  what  were  the  circumstances  under  which  it  was  taken. 
Xo  practice,  however  convenient,  can  give  validity  to  depositions 
which  are  not  taken  according  to  law,  or  the  rules  of  the  Circuit 
Court,  unless  the  parties  expressly  waive  the  objection,  or,  by  pre- 
vious consent,  agree  to  have  them  taken  and  made  evidence.  This 
objection,  therefore,  may  at  once  be  dismissed. 

The  principal  arguments,  however,  at  the  bar,  have  been  urged 
against  the  charge  given  by  the  Circuit  Court  in  summing  up  the 
charge  to  the  jury.  The  charge  is  spread  in  cxtenso  upon  the  record, 
a  practice  which  is  unnecessary  and  inconvenient,  and  may  give  rise 
to  minute  criticisms  and  observations  upon  points  incidentally  intro- 
duced for  purposes  of  argument  or  illustration,  and  by  no  means 
essentiil  to  the  merits  of  the  cause.  In  causes  of  this  nature,  we 
think  the  substance  only  of  the  charge  is  to  be  examined  ;  and  if  it 
appear,  upon  the  whole,  that  the  law  was  justly  expounded  to  the 
jUI7»  general  expressions,  which  may  need  and  would  receive  quali- 
fication if  they  were  the  direct  point  in  judgment,  are  to  be  under- 
stood n  such  restricted  sense. 
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It  has  been  already  stated  that  the  whole  controversy  at  the  trial 
turned  upon  the  use  of  the  plaintiff's  hopper-boy ;  and  no  other  of 
the  inventions  included  in  this  patent  was  asserted  or  supposed  to 
be  pirated  by  the  defendant. 

The  plaintiff,  with  a  view  to  the  maintenance  of  his  suit,  contended 
that  his  patent,  so  far  as  respected  the  hopper-boy,  had  a  double  as- 
pect: 1.  That  it  was  to  be  as  a  patent  for  the  whole  of  the  improved 
hopper-boy,  that  is,  of  the  whole  machine,  as  his  own.  invention. 
2.  That  if  not  susceptible  of  this  construction,  it  was  for  an  improve- 
ment upon  the  hopper-boy,  and  he  was  entitled  to  recover  against 
the  defendant  for  using  his  improvement.  The  defendant  admitted 
that  he  used  the  improved  hopper-boy,  and  put  his  defense  upon  two 
grounds:  1.  That  if  the  patent  was  for  the  whole  machine,  that  is, 
the  improved  hopper-boy,  the  plaintiff  was  not  the  inventor  of  the 
improved  hopper-boy  so  patented.  2.  That  if  the  patent  was  for  an 
improvement  only  upon  the  hopper-boy,  the  specification  did  not  de- 
scribe the  nature  and  extent  of  the  improvement;  and  if  it  did,  still 
the  patent  comprehended  the  whole  machine,  and  was  broader  than 
the  iuvention.  To  the  examination  of  these  points,  and  summing 
up  the  evidence,  the  atteutiou  of  the  Circuit  Court  was  exclusively 
directed ;  and  the  question  is,  whether  the  charge,  in  respect  to  the 
matters  of  law  involved  in  these  points,  was  erroneous,  to  the  injury 
of  the  plaintiff. 

We  will  consider  the  points  in  the  same  order  in  which  they  were 
reviewed  by  the  Circuit  Court.  Was  the  patent  of  the  plaintiff,  so 
far  as  respects  his  improved  hopper-boy,  a  patent  for  the  whole  ma- 
chine, as  his  own  invention  ?  It  is  not  disputed  that  the  speeifiea- 
tion  does  contain  a  good  and  sufficient  description  of  the  improved 
hopper-boy,  and  of  the  manner  of  constructing  it ;  and  if  there  had 
been  any  dispute  on  this  subject,  it  would  have  been  matter  of  fact 
for  the  jury,  and  not  of  law  for  the  decision  of  the  court.  The 
plaintiff,  in  his  specification,  after  describing  his  hopper-boy,  its  struc- 
ture and  use,  sums  up  his  invention  as  follows :  "  I  claim  as  my 
invention  the  peculiar  properties  or  principles  which  this  machine 
possesses,  in  the  spreading,  turning,  and  gathering  the  meal  at  one 
operation,  aud  the  raising  and  lowering  of  its  arms  by  its  motion,  to 
accommodate  itself  to  any  quantity  c  ?  meal  it  has  to  operate  upon." 
From  this  manner  of  stilting  his  invent,  ju,  without  any  other  qualifi- 
cation, it  is  apparent  that  it  is  just  such  a  claim  as  would  be  made  use 
of  by  the  plaintiff,  if  the  whole  machine  was  substantially,  in  its!  struc- 
ture aud  combinations,  new.  The  plaintiff  does  not  state  it  tlo  be  a 
specific  improvement  upon  an  existing  machine,  confining  his) claim 
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to  that  improvement,  but  as  an  invention  substantially  original.  In 
short,  ho  claims  the  machine  as  substantially  new  in  its  properties 
and  principles,  that  is  to  say,  in  the  modus  operandi.  If  tins  be  true, 
and  this  has  been  the  construction  strongly  and  earnestly  pressed 
upon  this  court  by  the  plaintiff's  counsel,  in  the  argument  at  the 
present  term,  what  are  the  legal  principles  that  flow  from  this  doc- 
trine ?  The  Patent  Act  of  the  21st  of  February,  1793,  <?h.  11,  upon 
which  the  validity  of  our  patents  generally  depends,  authorizes  a 
patent  to  the  inventor,  for  his  invention  or  improvement  in  any  new 
and  useful  art,  machine,  manufacture,  or  composition  of  matter  not 
known  or  used  before  the  application.  It  also  gives  to  any  inventor 
of  an  improvement  in  the  principle  of  any  machine,  or  in  the  pro- 
cess of  any  composition  of  matter  which  has  been  patented,  an  ex- 
clusive right  to  a  patent  for  his  improvement;  but  he  is  not  to  be  at 
liberty  to  use  the  original  discovery,  nor  is  the  first  inventor  at  liberty 
to  use  the  improvement.  It  also  declares  that  simply  changing  the 
form  or  the  proportion  of  any  machine  or  composition  of  matter,  in 
any  degree,  shall  not  be  deemed  a  discovery.  It  further  provides 
that,  on  any  trial  for  a  violation  of  the  patent,  the  party  may  give  in 
evidence,  having  given  due  notice  thereof,  any  special  matter  tending 
to  prove  that  the  plaintiff's  specification  does  not  contain  the  whole 
truth  relative  to  his  discoverv,  or  contains  more  than  is  necessary  to 
produce  the  effect,  (where  the  addition  or  concealment  shall  appear 
to  have  been  to  deceive  the  public,)  or  that  the  thing  secured  by  the 
patent  was  not  originally  discovered  by  the  patentee,  but  had  been  in 
use,  or  had  been  described  in  some  public  work,  anterior  to  the  sup- 
[K>sed  discovery  of  the  patentee,  or  that  he  had  surreptitiously  ob- 
tained a  person's  invention ;  and  provides  that  in  either  of  these 
cases  judgment  shall  be  rendered  for  the  plaintiff,  with  costs,  and  the 
patent  shall  be  declared  void.  It  further  requires  that  every  in- 
ventor, before  he  can  receive  a  patent,  shall  swear  or  affirm  to  the 
truth  of  his  invention,  "  and  shall  deliver  a  written  description  of  his 
invention,  and  of  the  manner  of  using  or  process  of  compounding 
the  same,  in  such  full,  clear,  and  exact  terms  as  to  distinguish  the 
same  from  all  things  before  known,  and  to  enable  any  person  skilled 
in  the  art  or  science  of  which  it  is  a  branch,  or  with  which  it  is  most 
nearly  counected,  to  make,  compound,  and  use  the  same ;  and  in  the 
case  of  any  machine,  he  shall  fully  explain  the  several  modes  in 
which  he  has  contemplated  the  application  of  the  principle  or  charac- 
ter by  which  it  mav  be  distinguished  from  other  inventions." 

From  this  enumeration  of  the  provisions  of  the  act,  it  is  clear  that 
the  party  cannot  entitle  himself  to  a  patent  for  more  that  his  own 
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invention;  and  if  his  patent  includes  things  hcfore  known,  or  before 
in  use,  as  his  invention,  he  is  not  entitled  to  recover,  for  his  patent 
is  broader  than  his  invention.  If,  therefore,  the  patent  he  for  the 
whole  of  a  machine,  the  party  can  maintain  a  title  to  it  only  by  estab- 
lishing that  it  is  substantially  new  in  its  structure  and  mode  of  opera- 
tion. If  the  same  combinations  existed  before  in  machines  of  the 
same  nature,  up  to  a  certain  point,  and  the  party's  invention  consists 
in  adding  some  new  machinery,  or  some  improved  mode  of  opera- 
tion, to  the  old,  the  patent  should  be  limited  to  such  improvement ; 
for  if  it  includes  the  whole  machinery,  it  includes  more  than  his  in- 
vention, and  therefore  cannot  be  supported.  This  is  the  view  of  the 
law  on  this  point  which  was  taken  by  the  Circuit  Court.  That  court 
went  into  a  full  examination  of  the  testimony,  and  also  of  the  struc- 
ture of  Evans's  hopper-boy  and  Stautfer's  hopper-boy,  and  left  it  to 
the  jury  to  decide,  whether,  up  to  a  certain  point,  the  two  machines 
were  or  were  not  the  same  in  principle.  If  they  were  the  same  in 
principle,  and  merely  differed  in  form  and  proportion,  then  it  was 
declared  that  the  plaintiff  was  not  entitled  to  recover;  or,  to  use  the 
language  of  the  court,  if  the  jury  were  of  opinion  that  the  plaintiff 
was  not  the  inventor  of  the  hopper-boy-  he  was  not  entitled  to  re- 
cover, unless  his  was  a  case  excepted  from  the  general  operation  of 
the  act.  We  perceive  no  reason  to  be  dissatisfied  with  this  part  of 
the  charge ;  it  left  the  fact  open  for  the  jury,  and  instructed  them 
correctly  as  to  the  law.  And  the  verdict  of  the  jury  negatived  the 
right  of  the  plaintiff  as  the  inventor  of  the  whole  machine.  The 
next  inquiry  before  the  Circuit  Court  was,  whether  the  plaintitTs 
case  was  excepted  from  the  general  operation  of  the  act.  Upon  that, 
it  is  unnecessary  to  say  more  than  that  the  point  was  expressly  decided 
by  this  court  in  the  negative,  upon  the  former  writ  of  error.  And 
we  think  the  opinion  of  this  court,  delivered  on  that  occasion,  is  cor- 
rectly understood  and  expounded  by  the  Circuit  Court.  It  could 
never  have  been  intended  by  this  court  to  declare,  in  direct  opposi- 
tion to  the  very  terms  of  the  Patent  Act,  that  a  part}'  was  entitled 
to  recover,  although  he  should  be  proved  not  to  have  been  the  in- 
ventor of  the  machine  patented ;  or  that  he  should  be  entitled  to 
recover,  notwithstanding  the  machine  patented  was  in  use  prior  to 
his  alleged  discovery.  There  is  undoubtedly  a  slight  error  in  drawing 
up  the  judgment  of  the  court  upon  the  former  writ  of  error;  but  it 
is  immediately  corrected  by  an  attentive  perusal  of  the  opinion  itself. 
And  we  do  not  think  that  it  can  be  better  stated  or  explained  than 
in  the  manner  in  which  the  Circuit  Court  has  expounded  it. 

We  are,  then,  led  to  the  examination  of  the  other  point  of  view  in 
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which  the  plaintiff's  counsel  have  attempted  to  maintain  this  patent: 

that  is,  by  considering  it  not  as  a  patent  tor  the  whole  of  the  machine 
or  improved  hopper-boy,  but  as  an  improvement  of  the  hopper-boy. 
Considered  under  this  aspect,  the  point  presents  itself  which  was  urged 
by  the  defendant's  counsel,  namely,  that  if  it  be  a  patent  for  an  im- 
provement, it  is  void,  because  the  nature  and  extent  ofthe  improve- 
ment are  not  stated  in  the  specification.  The  Circuit  Court  went  into 
an  elaborate  examination  of  the  law  applicable  to  this  point,  and  into 
a  construction  of  the  terms  of  the  patent  itself,  and  came  to  the  con- 
clusion that  no  distinct  improvement  was  specified  in  the  patent; 
that  such  specification  was  necessary  in  a  patent  for  an  improvement, 
and  that  for  this  defect  the  plaintiff  was  not  entitled  to  recover,  sup- 
posing his  patent  to  be  for  an  improvement  only  of  an  existing  ma- 
chine. It  may  be  justly  doubted  whether  this  point  at  all  arises  in 
the  cause ;  for  the  very  terms  of  the  patent,  as  they  have  been  already 
considered,  and  as  they  have  been  construed  at  the  bar  by  the  plain- 
tiff's counsel,  at  the  present  argument,  seem  almost  conclusively  to 
establish  that  the  patent  is  for  the  whole  machine,  that  is,  for  the 
whole  of  the  improved  hopper-boy,  and  not  for  a  mere  improvement 
upon  the  old  hopper-boy.  But,  waiving  this  point,  can  the  doctrine 
asserted  at  th<;bar  be  maintained,  that  no  specification  of  an  improve- 
ment is  necessary  in  the  patent ;  and  that  it  is  sufficient,  if  it  be 
made  out  and  shown  at  the  trial,  or  may  be  established  by  compar- 
ing the  machine  specified  in  the  patent  with  former  machines  in  use? 
That  there  is  no  specification  of  any  distinct  improvement  in  the 
present  patent,  is  not  denied ;  that  the  patent  is  good  without  it,  is 
the  subject  of  inquiry.  Let  this  be  decided  by  reference  to  the 
Patent  Act. 

The  third  section  of  the  Patent  Act  requires,  as  has  been  already 
stated,  that  the  party  "  shall  deliver  a  written  description  of  his  inven- 
tion in  such  full,  clear,  and  exact  terms  as  to  distinguish  the  same 
from  all  other  things  before  known,  and  to  enable  any  person  skilled 
in  the  art  or  science,  &c,  &c,  to  make,  compound,  and  use  the  same." 
The  specification,  then,  has  two  objects:  one  is  to  make  known  the 
manner  of  constructing  the  machine,  (if  the  invention  is  of  a  machine.) 
so  as  to  enable  artisans  to  make  and  use  it,  and  thus  to  give  the 
public  the  benefit  of  the  discovery  after  the  expiration  of  the  patent. 
It  is  not  pretended  that  the  plaintiff's  patent  is  not  in  this  respect 
sufficiently  exact  and  minute  in  the  description.  But  whether  it  be 
so  or  not,  is  not  material  to  the  present  inquiry.  The  other  object  of 
the  specification  is,  to  put  the  public  in  possession  of  what  the  party 
claims  as  his  own  invention,  so  as  to  ascertain  if  he  claim  anything  that 
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is  in  common  use,  or  is  already  known,  and  to  guard  against  preju- 
dice or  injury  from  the  use  of  an  invention  which  the  party  may 
otherwise  innocently  suppose  not  to  be  patented.  It  is,  therefore, 
for  the  purpose  of  warning  an  innocent  purchaser,  or  other  person 
using  a  machine,  of  his  infringement  of  the  patent,  and  at  the  same 
time  of  taking  from  the  inventor  the  means  of  practicing  upon  the 
credulity  or  the  fears  of  other  persons,  by  pretending  that  his  inven- 
tion is  more  than  what  it  really  is,  or  different  from  its  ostensible 
objects,  that  the  patentee  is  required  to  distinguish  his  invention  in 
his  specification.  Nothing  can  be  more  direct  than  the  very  words 
of  the  act  The  specification  must  describe  the  invention  "  Tn  such 
full,  clear,  and  distinct  terms  as  to  distinguish  the  same  from  all 
other  things  before  knoim."  How  can  that  be  a  sufficient  specification 
of  an  improvement  in  a  machine  which  does  not  distinguish  what 
the  improvement  is,  nor  state  in  what  it  consists,  nor  how  far  the 
invention  extends — which  describes  the  machine  fully  and  accurately 
as  a  whole,  mixing  up  the  new  and  old,  but  does  not  in  the  slightest 
degree  explain  what  is  the  nature  or  limit  of  the  improvement  which 
the  party  claims  as  his  own  ?  It  seems  to  us  perfectly  clear  that 
such  a  specification  is  indispensable.  We  do  not  say  that  the  party 
is  bound  to  describe  the  old  machine,  but  we  are  of  opinion  that 
he  ought  to  describe  what  his  own  improvement  is,  and  to  limit  his 
patent  to  such  improvement.  For  another  purpose,  indeed,  with  the 
view  of  enabling  artisans  to  construct  the  machine,  it  may  become 
necessary  for  him  to  state  so  much  of  the  old  machine  as  will  make 
his  specification  of  the  structure  intelligible.  But  the  law  is  suffi- 
ciently complied  with  in  relation  to  the  other  point,  by  distinguishing, 
in  full,  clear,  and  exact  terms,  the  nature  and  extent  of  his  improve- 
ment only. 

We  do  not  consider  that  the  opinion  of  the  Circuit  Court  differs, 
in  any  material  respect,  from  this  exposition  of  the  Patent  Act  on  this 
point ;  and  if  the  plaintiff's  patent  is  to  be  considered  as  a  patent  for 
an  improvement  upon  an  existing  hopper-boy,  it  is  defective  in  not 
specifying  that  improvement,  and  therefore  the  plaintiff  ought  not 
to  recover. 

Upon  the  whole,  it  is  the  opinion  of  the  majority  of  the  court  that 
the  judgment  of  the  Circuit  Court  ought  to  be 

Affirmed  witii  costs. 

Mr.  Justice  Livingston  dissented.  At  this  late  period,  when  the 
patentee  is  in  his  grave,  and  his  patent  has  expired  a  natural  death, 
we  arc  called  on  to  say  whether  his  patent  ever  had  a  legal  existence, 
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and  it  may  seem  not  very  important  to  the  representatives  of  the 
patentee  what  may  be  the  decision  of  this  court.  But,  understanding 
that  many  other  actions  are  pending  for  a  violation  of  this  part  of 
the  patent-right,  and  that  infractions  have  taken  place  for  which 
actions  may  yet  be  commenced,  and  believing  that  the  decision  we 
are  about  to  make  will  have  a  very  extensive,  if  not  a  disastrous, 
bearing  on  many  other  patents  for  improvements,  and  will,  in  fact, 
amount  to  a  repeal  of  many  of  them,  I  have  thought  proper  to  assign 
my  reasons  for  dissenting  from  the  opinion  just  delivered. 

In  doing  this,  my  remarks  will  bo  confined  principally  to  {ho 
charge  of  the  court,  so  far  as  it  applies  to  the  claim  of  Evans  for  an 
improvement  on  a  hopper-boy. 

I  was  much  struck  with  the  argument  of  the  plaintiff's  counsel  in 
favor  of  the  patent  being  for  an  original  invention,  and  not  for  an 
improvement ;  nor  would  it,  in  my  opinion,  be  a  forced  construction 
to  regard  it  as  a  patent  for  a  combination  of  machines  to  produce 
certain  results,  and  not  for  any  of  the  machines,  nor  the  different 
parts  of  which  the  whole  is  composed. 

But  considering  it  as  a  patent  for  an  improvement  on  a  hopper- 
boy,  in  which  light  it  had  been  regarded  as  well  by  the  Circuit  as  by 
this  court,  when  this  cause  was  here  before,  I  proceeded  to  examine 
the  charge,  so  far  as  it  relates  to  this  part  of  the  subject. 

The  court,  after  stating  in  .what  particulars  the  plaintiff's  counsel 
contended  that  his  improvement  consists,  which  is  unnecessary  to 
repeat  here,  proceeds  : 

,  "  The  plaintiff  has  laid  before  you  strong  evidence  to  prove  that 
his  hopper-boy  is  a  more  useful  machine  than  the  one  which  is  alleged 
to  have  been  previously  discovered  and  in  use.  If,  then,  you  aro 
satisfied  of  this  fact,  the  point  of  law  which  has  been  raised  by  the 
defendant's  counsel  remains  to  be  considered,  which  is,  that  the 
plaintiff's  patent  for  an  improvement  is  void,  because  the  witwrc  and 
extent  of  his  improvement  is  not  stated  in  the  specification. 

"  The  patent  is  for  an  improved  hopper-boy,  as  described  in  the 
specification,  which  is  referred  to  and  made  part  of  the  patent.  How 
does  the  specification  express  in  what  his  improvement  consists  ?  It 
states  all  and  each  of  the  parts  of  the  entire  machine,  its  use  and 
mode  of  operating;  and  claims  as  his  invention  the  peculiar  proper- 
ties or  principles  of  the  machine,  namely,  the  spreading,  turning,  and 
gathering  the  meal,  and  the  raising  and  lowering  of  its  arms  by  its 
motion,  to  accommodate  itself  to  the  meal  under  it.  But  does  this 
description  designate  the  improvement,  or  in  what  it  consists? 
Where  shall  we  find  the  original  hopper-boy  described,  either  as  to  its 


Digitized  by  Google 


96 


Evans  r.  Eaton. 


[Sup.  Ct. 


Dispiriting  opinion. 

construction,  operation,  or  use,  or  by  reference  to  anything  by  which 
n  knowledge  of  it  may  be  obtained  ?  Where  are  the  improvements 
on  such  originals  stated  ?  The  undoubted  truth  is,  that  the  specifi- 
cation communicates  no  information  whatever  upon  any  of  these 
points."  And  after  some  farther  reasoning  on  the  subject,  and  show- 
ing that  the  plaintiff's  case  is  not  excepted  from  the  general  rule  of 
law  by  the  act  which  was  passed  for  his  relief,  the  court  declares  that 
for  this  imperfection  or  omission  in  the  specification  the  "  plaintiff  is 
not  entitled  to  recover  for  an  alleged  infringement  of  his  patent  for 
the  improvement  on  the  hopper-boy."  This  was  equivalent  to  saying 
that  for  this  defect  in  the  specification  the  patent  for  the  improved 
hopper-boy  was  void,  and,  of  course,  that  no  action  at  all,  whatever 
might  be  the  state  of  the  evidence,  could  be  maintained  for  the  use  of 
it.  It  left  nothing,  as  it  regarded  the  improved  hopper-boy,  for  the 
jury  to  decide.  Such  is  the  charge,  and  it  is  delivered  in  terms  too 
plain  to  be  misunderstood. 

The  objections  to  it  are  now  to  be  considered.  In  doing  this,  it 
will  be  shown : 

1st.  That  the  specification  is  not  defective,  and  that  although  it 
does  not  discriminate  in  what  particulars  the  machine  in  question 
does  differ  from  other  hopper-boys  in  use,  yet  if,  from  the  whole  of 
the  description  taken  together,  the  machine  is  specified  so  minutely 
and  so  accurately  as  to  he  directly  and  easily  distinguished  from  all 
other  hopper-boys  antecedently  known,  everything  has  been  done 
which  the  law  requires,  and  the  patent  is  good. 

2d.  That  if  the  specification  be  vicious  in  the  points  mentioned, 
the  patent  ought  not  to  be  considered  as  absolutely  void ;  but  it  is 
enough,  and  the  public  interest  is  sufficiently  guarded,  if  care  be 
taken  care  that  it  shall  not  be  extended  to  create  a  monopoly  in  any 
other  machine,  which  may  or  may  not  be  mentioned  in  the  patent, 
which  was  previously  known  or  in  use.    And — 

3d.  That  if  a  patent  must  bo  set  aside  for  such  defect  in  the  speci- 
fication, it  should  be  left  to  the  jury,  on  the  evidence  before  them,  to 
decide  whether  the  improvement  patented  be  not  set  forth  with  all 
necessary  precision. 

1.  I  have  said  the  specification  is  not  defective. 

In  determining  this  question,  it  would  seem  but  natural  and  just 
that  the  validity  of  a  patent  granted  under  a  particular  act  of  Con- 
gress should  be  tested  by  the  terms  there  used,  and  by  the  decisions 
of  our  own  courts,  so  far  as  they  are  of  authority,  and  that  we  should, 
be  extremely  cautious  in  adopting  the  rules  which  have  been  intro- 
duced into  other  countries,  and  under  laws  not  in  every  respect  like 
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onr  own,  however  respectable  the  tribunals  may  be  which  may  have 
prescribed  those  rules;  and  this  the  more  especially  as  most  of  the  de- 
cisions in  England,  which  are  generally  cited,  and  seem  to  have  been 
implicitly  followed  in  this  country,  are  of  a  date  long  subsequent  to  the 
revolution,  and  many  of  them  posterior  to  the  passage  of  the  Patent 
Laws  in  this  country,  and  which  could  not  therefore  have  been  in  the 
contemplation  of  Congress  at  the  time.  Besides,  there  is  somewhat 
of  hardship  in  constantly  applying  to  a  patentee  in  this  country  ad- 
judications made  on  a  British  act  of  Parliament  very  unlike  our  own. 
and  with  which  decisions  he  has  no  means  of  becoming  acquainted 
until  lonaj  after  a  knowledge  of  them  can  be  of  any  service.  Already 

1_7  WW 

have  we  extended  to  patents  for  improvements  on  old  machines  sev- 
eral recent  decisions  in  England,  although  it  was  long  doubted  in  that 
country,  and  as  late  as  the  year  1776,  whether  by  the  act  of  the  21 
James  I,  ch.  3,  there  could  be  a  patent  for  an  addition  only.  When 
the  English  courts  decided  in  favor  of  such  patents,  they  also  made 
rules  for  their  construction  as  cases  arose,  there  being  no  direct  pro- 
visions in  the  statute  on  the  subject.   As  we  have  provided  by  law,  not 
only  for  the  security  of  inventions  entirely  new,  but  also  for  the  pro 
tection  of  those  who  may  discover  any  new  and  useful  improvement 
on  any  art,  machine,  &c,  not  known  or  used  before,  and  have  pre- 
scribed the  terms  on  which  patents  under  it  may  be  obtained,  it 
would  seem,  if  all  those  terms  are  complied  with,  and  the  invention 
be  really  new  and  useful,  that  no  court  can  have  a  right  to  add  any 
other  terms,  or  to  require  of  a  patentee  anything  more  than  what  the 
law  has  enjoined  on  him.    Let  us  now  try  the  patent  before  us  by 
this  rule.    The  act  of  the  21st  February,  1703,  ch.  11,  after  stating  in 
what  cases  letters  patent  for  inventions  may  issue,  and  how  they  are 
to  be  obtained,  requires,  inter  alto,  that  the  inventor,  before  he  re- 
ceives his  patent,  shall  take  a  certain  oath,  and  shall  deliver  a  written 
description  of  his  invention,  and  of  the  manner  of  using  the  same, 
in  such  full,  clear,  and  exact  terms  as  to  distinguish  the  same  from  all 
other  things  before  known,  and  to  enable  any  person  skilled  in  the  art  or 
science  of  which  it  is  a  branch,  or  with  which  it  is  most  nearly  connected, 
to  make  and       the  same.    And  in  the  case  of  a  machine,  he  shall 
fully  explain  the  principle,  and  the  several  modes  in  which  he  has 
contemplated  the  application  of  that  principle,  or  character  by  which 
it  may  be  distinguished  from  other  inventions;  and  he  is  to  accom- 
pany the  whole  with  drawings  and  written  references,  where  the  na- 
ture of  the  case  admits  of  it,  and  a  model  of  his  machine,  if  required 
by  the  Secretary  of  State,  is  also  to  be  delivered. 
In  the  present  case,  the  patent  is  for  an  improved  hopper-boy, 
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a  particular  description  of  which,  and  its  uses,  will  be  found  in  3 
Wheat.  Rep.,  466.  It  is  not  pretended  that  this  machine,  if  made 
in  conformity  with  the  description  given  by  Mr.  Evans,  could  not,  in 
fact,  be  distinguished  from  everything  else  before  known,  when 
brought  into  comparison  with  it,  nor  that  a  skillful  person,  from  its 
description,  would  not  be  able  to  make  one  like  it ;  which  would 
seem  to  satisfy  every  requisition  of  the  law.  But  the  defendant's 
counsel  say  this  is  not  enough.  It  should,  not  only  in  its  organiza- 
tion and  aggregate  be  different  from  everything  else,  but  every  re- 
spect in  which  it  differs  in  its  construction  or  operation  from  other 
machines  should  be  minutely  stated  in  the  specification ;  or,  in  other 
words,  that  other  machines  heretofore  used  for  similar  purposes 
should  be  either  described  or  referred  to  therein,  and  the  differences 
between  the  patented  machines  and  those  in  former  use  be  carefully 
t  designated. 

The  answer  to  this  is,  that  the  law  does  not  require  it— that  it  is 
impracticable,  and  would  be  of  no  use. 

We  have  seen  already  that  the  law  prescribes  no  precise  form  of 
specification,  which  would  have  been  impracticable,  and  imposes  no 
obligation  to  describe,  in  any  particular  mode,  the  machine  in  ques- 
tion. Not  a  word  is  said  as  to  showing  in  what  particulars  the  im- 
provement patented  differs  from  all  other  machines  for  the  same 
purpose  then  in  use.  If,  on  the  whole  description  taken  together,  the 
machine  of  the  plaintiff  can  be  distinguished  from  other  machines, 
when  compared  with  his,  the  words  and  the  object  of  the  law  arc 
satisfied.  The  law  appears  to  have  nothing  else  in  view,  in  requiring 
a  specification,  than  the  instruction  of  the  public ;  that  is,  to  guard 
them  against  a  violation  of  the  patented  improvement,  and  to  enable 
them,  when  the  letters  patent  expire,  from  the  specification  filed,  to 
make  a  machine  similiar  to  the  one  which  had  been  patented.  The 
only  inquiry,  therefore,  ought  to  be,  whether  this  obvious  intention 
of  the  legislature  has  been  answered  by  the  particular  specification 
which  may  be  the  subject  of  litigation  ;  and  if  enough  appears,  either 
to  prevent  a  person  from  encroaching  on  the  right  of  the  patentee, 
or  to  enable  a  skillful  person  to  make  a  machine  which  shall  not 
only  resemble  the  one  patented,  but  produce  the  like  effect,  more 
ought  not  to  be  required.  Whether  these  ends  be  attained  by  a 
particular  description  of  every  part  of  the  improved  machine,  or  by 
describing  in  what  respect  it  differs  from  other  machines,  can  make 
no  difference.  The  information  to  the  public  is  as  valuable  and 
intelligible,  if  not  more  so,  in  the  former  case  than  in  the  latter. 
If  it  be,  taken  altogether,  an  improved  machine,  for  the  purpose  of 
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producing  certain  results,  and  so  described  that  it  may  be  distin- 
guished from  other  machines,  and  that  others  may  be  made  on  the 
same  model,  it  is  a  literal  compliance  with  all  that  the  law  requires. 
If  the  different  parts  of  the  machine,  and  their  combination  or  con- 
nection, be  accurately  described  or  intelligibly  set  forth,  why  should 
it  not  be  supported,  although  no  reference  be  made  to  other  machines 
dissimilar  in  their  construction,  and  which,  although  applied  for  the 
same  purpose,  are  inferior  in  the  beneficial  results  produced  by 
them  ?     To  the  objection,  that  it  does  not  precisely  appear  in 
what  the  patent  hopper-boy  differs  from  those  antecedently  in  use, 
the  answer  is,  and  it  ought  to  be  conclusive,  that  the  patentee  does 
not  mean  to  abridge  or  restrain  the  public  from  using  those  or  any 
other  machines,  so  that  they  differ  from  the  one  described  by  him ; 
and  that  any  mechanic,  on  having  his  specification  before  him,  can 
avoid  an  interference  with  his  invention.    To  confine  our  examina- 
tion to  the  only  hopper-boy  which  was  produced  on  this  trial,  and 
which  was  called  Stauffer's  hopper-boy,  and  of  which  a  model  has 
been  exhibited  to  the  court,  together  with  a  model  of  Evans's  im- 
proved hopper-boy,  can  a  doubt  be  entertained  for  an  instant  that 
they  are  very  dissimilar,  and  that  any  mechanic  would  not,  in  a 
moment,  point  out  the  distinctions  between  them,  either  from  the 
specification  or  the  model— or  that  he  would  not  be  able  to  make  a 
Stauffer  hopper-boy,  or  the  improved  hopper-boy  of  Evans,  as  he 
might  be  directed;  and  in  like  manner  he  would  be  able,  when 
brought  together,  to  discriminate  between  any  other  hopper-boy  and 
that  of  Evans,  provided  they  were  different,  so  that  those  who  were 
desirous  of  having  a  hopper-boy,  on  anold  construction,  and  of  not 
interfering  with  the  rights  of  Mr.  Evans,  would  labor  under  no  diffi- 
culty whatever  ?    But  inasmuch  as  Evans  himself  has  not  discrimi- 
nated or  exhibited  in  his  specification  all  the  points  of  difference  be- 
tween his  and  other  hopper-boys,  it  is  supposed  that  his  patent  is  for 
some  hopper-boy  already  in  use,  as  well  as  for  his  improvement  there- 
of The  very  terms  of  his  specification  precluded  every  supposition 
of  that  kind.   If  there  were  a  thousand  of  those  machines,  on  differ- 
ent constructions,  in  use  before  the  date  of  his  patent,  he  leaves  to  the 
public  the  undisturbed  enjoyment  of  them.    He  meddles  not,  nor 
does  he  pretend  to  interfere  with  any  of  them,  until  they  make  or 
use  one  constructed,  in  all  its  parts,  upon  his  model.    That  form, 
and  tliat  form  alone,  he  claims  as  his  invention  or  improvement.  It 
would  not  have  been  difficult,  even  from  British  authorities,  to  show 
that  this  specification  was  sufficient;  but  I  prefer  recurring  to  our 
own  law  as  the  only  proper  criterion  of  the  validity  or  invalidity  of 
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the  specification  in  question.    My  opinion  is,  that  it  has  all  the  cer- 
tainty which  is  required  by  law. 

Such  a  specification  as  is  required  by  the  Circuit  Court,  is  not  only 
not  prescribed  by  law,  but,  to  me,  it  appeal's  to  be  one  extremely  dif- 
ficult, if  not  impracticable. 

If  the  inventor  of  an  improved  hopper-hoy  is  to  discriminate,  in 
his  specification,  between  his  improvements  and  any  particular  hop- 
per-boy which  may  be  produced  on  the  trial,  and  is  to  be  nonsuited 
for  not  having  done  so,  however  correct  and  distinguishing  it  may 
be  in  every  other  respect,  he  must  do  the  like  as  to  all  other  hopper- 
boys  ;  and  if  he  must  describe  any,  he  must  describe  all  others  with 
which  he  may  be  acquainted ;  and,  after  all,  some  one  may  be  intro- 
duced at  the  trial,  of  which  he  had  never  heard,  or  which  he  had 
never  seen,  and  inasmuch  as  he  had  not  stated  in  what  respects  it 
was  improved  by  his  machine,  although  this  would  immediately  be 
seen  on  inspection,  he  must  not  only  fail  of  recovering  damages  for 
a  manifest  violation  of  his  right,  but  must  have  his  patent  declared 
void  by  the  court,  without  a  trial  by  jury,  and  be  deprived  of  the 
fruits  of  a  most  valuable  improvement,  not  because  he  was  not  the  * 
bona  fide  inventor — not  because  he  had  not  described  his  improve- 
ment with  sufficient  certainty,  according  to  the  act  of  Congress — 
but  because  something  more  was  required  of  him,  of  which  he  had 
no  means  of  information.  The  only  hopper-boy  which  made  its  ap- 
pearance on  this  trial,  except  the  plaintiff's,  was  that  known  by  the 
name  of  the  Stauffer  hopper-boy ;  but  non  constat  that  there  may  not 
have  been  a  hundred  different  kinds  in  use,  and  some  entirely  un- 
known to  the  plaintiff.  If  he  could  have  described  them  all,  which 
would  not  have  been  an  easy  task,  and  stated  in  what  particulars  his 
hopper-boy  differed  from  them  all,  his  specification  would  have  ex- 
tended to  an  immoderate  length,  and,  after  all,  have  been  less  intel- 
ligible and  satisfactory  than  a  full  description,  such  as  is  given  here, 
of  all  the  parts  of  which  his  consisted,  and  of  the  manner  in  which 
they  are  put  together.  There  may  be  cases  in  which  an  improvement 
may  be  so  simple  as  to  describe  it  at  once  by  reference  to  the  thing 
or  machine  improved,  as  in  the  case  of  an  improvement  of  this  kind 
on  a  common  watch.  But  even  in  the  case  of  a  watch,  if  the  im- 
provement pervades  the  whole  machine,  it  would  be  a  compliance 
with  the  terms  of  the  law,  if  the  patentee  described  every  part  of 
his  improved  watch,  with  its  principle,  without  discriminating  partic- 
ularly in  what  respect  his  different  wheels,  &c,  varied  from  all  other 
watches  then  in  use.  Many  patents  have  been  obtained  for  improve- 
ments on  stoves,  locks,  &c;  but  has  it  ever  been  required  of  the  pat- 
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entee,  in  such  cases,  not  only  to  describe  in  what  manner  his  stove 
or  lock  is  constructed,  and  the  benefits  resulting  from  such  construc- 
tion, but  to  point  out  every  particular  in  which  they  differ  from  those 
already  in  use  ?  This,  to  say  the  least,  would  be  a  work  of  great  labor, 
and  of  little  or  no  use  to  the  public,  who  would  be  at  liberty  to  use  a 
stove  or  lock  of  any  construction  not  interfering  with  the  one  des- 
cribed in  the  specification  of  the  patentee. 

A  few  observations  will  show  that  such  a  description  as  the  de- 
fendant's counsel  contend  for  would  be  of  no  greater  use  than  the 
one  which  Mr.  Evans  has  adopted.  After  all  the  pains  to  discrimin- 
ate had  been  taken,  the  question  would  still  recur,  how  is  the  improv- 
ed hopper-boy  to  be  constructed  ?  And  if,  from  the  specification, 
that  could  not  be  ascertained,  then,  and  then  only,  ought  it  to  be  pro- 
nounced defective.  But  if,  from  the  description,  the  improved  hop- 
per-boy could  be  made  by  a  skillful  mechanic,  then  the  public  is  in- 
formed, not  only  of  what  has  been  patented,  but  of  what  still  remains 
common  as  before,  and  if  an  action  be  brought  for  a  violatiou  of  the 
patented  right,  and  it  should  appear  that  the  hopper-boy  used  is  not 
of  such  construction,  the  plaintiff  must  fail  in  his  suit.  It  cannot  be 
said,  with  any  justice,  that  if  the  discrimination  be  not  made,  the  pat- 
ent includes  not  only  the  improvement,  but  the  old  machine  on  which 
the  improvement  is  ingrafted.  The  old  machine  still  remains  public 
property ;  may  be  used  by  every  one ;  nor  can  any  person  be  consid- 
ered as  infringing  on  the  patent -right  until  he  adds  to  the.  machine 
already  in  use  the  improvements  of  the  patentee,  or,  in  other  words, 
until  he  makes  a  machine  resembling,  in  all  its  parts,  the  one  which 
is  described  in  the  specification. 

2.  But  if  the  specification  be  defective  in  the  points  which  have 
been  mentioned,  is  the  patent  therefore  necessarily  void  'i  This  is  a 
question  of  vital  importance  to  every  patentee. 

I  am  aware  that  it  has  been  said  in  England  that  the  patent  must 
not  be  more  extensive  than  the  invention;  therefore, if  the  invention 
consists  in  an  improvement  only,  and  the  patent  is  for  the  whole  ma- 
chine, it  is  void.  But  I  am  not  aware  that  it  has  ever  been  decided 
there, that  when  a  patent  is  for  an  "improved  machine,"  and  is  taken 
out  only  for  the  machine  thus  improved,  and  not  for  the  machine  as 
before  used,  that  such  potent  is  void.  But  whatever  may  have  been 
some  of  the  late  decisions  in  that  country,  I  prefer,  and  think  it  the 
better  course,  to  consider  this  question  also  under  our  own  act,  which, 
in  this  respect,  is  different  from  the  English  statute,  and  will  therefore 
afford  us  more  light  and  be  a  safer  guide  than  cither  that  statute  or 
the  judgment  on  it.    In  what  part,  then,  of  our  act,  may  it  bo  asked, 
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is  an  authority  given  to  the  Federal  courts  to  declare  a  patent  void  for 
a  defective  specification,  however  innocently  made,  and  which  in  its 
consequences  can  injure  no  one?  I  state  the  question  in  this  way, 
not  because  I  think  it  necessary  to  show  that  if  injurious  consequences 
might  flow  from  an  imperfect  specification,  a  patent  must  necessarily 
be  declared  void,  but  because  I  think  it  must  be  admitted  that  there 
is  no  evidence  whatever  in  this  cause  to  induce  any  one  to  believe 
that  Mr.  Evans  either  intended  to  take  or  that  he  did  receive  a  pat- 
ent for  anything  beyond  his  invention,  which  was  the  hopper-boy  in 
the  improved  condition  in  which  lie  describes  it.  To  declare  a  patent 
for  a  highly-useful  improvement  absolutely  void,  merely  for  a  defect- 
ive specification,  if  this  be  one,  is  a  very  high  penalty,  and  should  not 
be  lightly  inflicted,  unless  rendered  absolutely  necessary  by  law;  the 
more  especially  as,  without  recurring  to  so  harsh  a  measure,  a  court 
and  jury  will  always  be  able  to  confine  a  remedy  on  the  patent  to  vio- 
lations of  the  improvement  actually  secured,  and  if  the  patentee  should 
be  so  foolish  or  ill-advised  as  to  attempt  to  bring  within  its  reach  the 
machine  in  its  unimproved  state,  or  any  other  machine  before  com- 
mon, he  would  do  it,  not  only  with  no  prospect  of  success,  but  with  the 
certainty  of  a  defeat,  attended  with  a  very  heavy  expense.  As  long, 
therefore,  as  he  could  maintain  no  action  but  for  his  improvement, 
it  is  not  perceived  why  he  should  be  visited  with  so  heavy  a  denunci- 
ation as  the  forfeiture  of  his  improvement,  merely  because,  by  some 
construction  of  his  specification,  which  might  after  all  be  a  mistaken 
one,  he  had  included  in  his  invention  some  thing  of  ever  so  trifling  a 
nature  which  was  already  known.  But  if  such  be  the  law,  and  such  the 
frail  tenure  on  which  these  rights  are  held,  however  hard  it  may  apply 
in  particular  cases,  it  must  have  its  course.  But  I  cannot  think  it  our 
duty,  or  that  we  have  any  right,  to  pronounce  a  patent  void  on  this  ac- 
count ;  but  that  thin  important  office  is  exclusively  confided  to  a  jury. 
Whether  we  have  this  right  or  not,  will  now  be  examined.  If  such 
summary  authority  were  intended  to  have  been  conferred  on  the  Fed- 
eral courts,  the  Patent  Law  ought  to  have  been,  and  would  have  been, 
explicit.  Iliis  is  so  far  from  being  the  case,  that  in  the  Patent  Law, 
a  provision,  but  of  a  different  kind,  is  inserted  on  this  very  subject, 
which  is  not  the  case  in  the  statute  of  James.  It  was  foreseen  that 
it  must  sometimes  happen,  either  from  the  imperfection  of  language 
or  the  ignorance  of  a  patentee,  that  defective  specifications  would  be 
made ;  it  was  also  foreseen  that  an  imperfect  specification  might  be 
made  from  design,  and  with  a  view  of  deceiving  the  public.  We  ac- 
cordingly find  it  provided,  by  law,  that  among  other  matters  which 
the  defendant  may  rely  on  in  an  action  for  infringing  a  patent-right. 
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is,  "that  the  specification  filed  does  not  contain  the  whole  truth  rela- 
tive to  his  discovery,  or  that  it  contains  more  than  is  necessary  to  pro- 
duce the  described  effect,  wliich  concealment  or  addition  must  fully 
appear  to  have  been  made  for  the  purpose  of  deceiving  the  public." 
If  judgment  is  rendered  for  the  defendant  on  this  ground,  the  patent 
is  to  be  declared  void.  This  section  applies  as  well  to  patents  for  an 
improvement  on  an  existing  machine  as  for  an  invention  entirely 
new,  and  was  intended  to  protect  the  patent  in  either  case  ugainst  an 
avoidance  for  an  imperfect  and  innocent  specification  of  the  inven- 
tion patented.  If,  therefore,  the  defect  which  is  alleged  really  exist 
in  the  specification  of  the  patented  improvement,  the  court  is  not 
authorised,  on  its  mere  inspection,  to  declare  it  imperfect,  and  the 
patent  on  that  account  void.  Both  questions  arc  clearly  questions  of 
fact,  and  are  so  treated  by  the  legislature.  The  party  has  a  right  to 
insist  with  the  jury,  not  only  that  his  specification  is  perfect,  but  that, 
if  it  be  otherwise,  no  deception  was  intended  on  the  public ;  and  on 
either  ground  they  may  find  a  verdict  in  his  favor.  So  if,  on  the 
allegation  that  the  thing  secured  by  patent  was  not  originally  discov- 
ered by  the  patentee,  a  verdict  passes  against  the  plaintiff,  he  loses 
his  patent.  In  like  manner,  in  this  case,  if  it  had  appeared  that  the 
"improved  hopper-boy,"  which  was  the  thing  secured  by  patent, 
had  not  been  originally  discovered  by  Mr.  Evans,  and  a  verdict  had 
passed  against  him  on  that  ground,  there  would  have  been  an  end  ot 
his  patent.  From  the  tenth  section,  also,  an  argument  may  be  drawn 
against  the  right  of  a  court  to  declare  a  patent  void,  on  mere  inspec- 
tion, for  redundancy  or  deficiency  in  a  specification.  This  section 
provides  a  mode  of  proceeding  before  the  District  Court,  where  there 
may  be  reason  to  believe  a  patent  was  obtained  surreptitiously,  or 
upon  false  suggestions ;  and  if,  on  such  proceeding,  it  shall  appear 
that  the  patentee  was  not  the  true  i rwciitor,  judgment  shall  be  rendered 
by  such  court  for  a  repeal  of  the  patent.  This  is  the  only  case  in 
which  a  power  is  conferred  on  a  court  to  vacate  a  patent  without 
the  intervention  of  a  jury.  If  a  proceeding  of  this  kind  had  been 
instituted  before  the  proper  tribunal  against  Mr.  Evans,  the  court 
would  have  examined  witnesses,  and  have  formed  its  opinion  on  their 
testimony;  and  it  is  not  clear  that  even  in  this  case  a  jury  might  not 
have  been  called  in.  This  section  has  been  taken  notice  of,  to  show 
that  it  could  never  have  been  the  intention  of  the  legislature  that  a 
patent  should  be  avoided,  on  any  account  whatever,  on  the  opinion  of 
the  court  alone,  without  some  examination  other  than  that  of  the 
specification,  whatever  might  be  its  excess  or  poverty  of  description. 
If  it  had  been  intended  to  vest  so  important  a  power  in  the  court,  it 
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would  not  have  been  left  to  mere  implication,  but  would  have  been 
conferred  in  terms  admitting  of  no  doubt.  My  opinion,  therefore, 
on  this  part  of  the  charge  is,  that  the  court  erred  in  taking  upon  itself 
to  pronounce  the  patent  void,  even  if  the  specification  had  been  defec- 
tive or  imperfect  in  not  particularly  describing  what  the  improve- 
ments of  the  patentee  were,  this  being  a  power  expressly  delegated 
to  a  jury,  who,  under  all  the  circumstances  of  the  case,  are  to  decide 
both  questions  of  fact ;  that  is,  whether  the  specification  be  deficient 
or  superfluous,  and  the  intention  with  which  it  was  made  so.  I  repeat 
once  more,  that  whatever  may  have  been  the  decisions  in  England, 
which  are  not  admitted  to  be  contrary  to  the  view  which  has  here 
been  taken  of  the  subject,  they  are  not  of  authority,  and  are  upon  an 
act  so  verv  different  in  its  structure  from  our  own  as  to  aftbrd  little 
or  no  useful  information  upon  the  subject.  One  great  and  important 
difference  in  the  two  laws  is,  that  the  statute  of  James  I.  has  not  pre- 
scribed a  mode  in  which  a  patent  for  a  vicious  specification  is  to 
be  set  aside.  The  patent  is  granted  on  condition  that  a  specification 
be  enrolled. 

I  give  no  opinion  on  the  questions  which  arise  from  the  admission 
of  certain  witnesses  who  were  supposed  to  be  disqualified  on  the 
score  of  being  interested;  for  if  the  patent  for  the  hopper-boy  be 
void  for  a  defect  in  its  specification,  and  that  question  is  not  to  be 
referred  to  the  jury,  and  such  I  understand  to  be  the  opinion  of  four 
of  the  judges,  it  is  very  unimportant  whether  any  error  was  commit- 
ted in  this  respect  by  the  court  before  which  the  cause  was  tried,  as 
a  verdict  must  ever  be  rendered  against  the  representatives  of  the 
patentee  on  this  ground,  whatever  may  be  the  state  of  the  evidence. 

Mr.  Justice  Johnson  and  Mr.  Justice  Duvall  also  dissented. 

Judgment  affirmed  with  costs. 


Evans  v.  Hettich. 

(7  Wheaton.  453.) 

1 .  It  is  no  objection  to  the  competency  of  a  witness  in  a  patent  cause  that  he  is 

sued  in  another  action  for  an  infringement  of  the  same  patent. 

2.  The  sixth  section  of  the  Patent  Act.  of  1703,  eh.  156,  which  requires  a  notice  of 

the  special  matter  to  be  given  in  evidence  by  the  defendant  under  the  general 
Issue,  does  not  Include  all  the  matters  of  defense  which  the  defendant  may 
be  legally  entitled  to  make.  And  where  the  witness  was  asked  whether  the 
machine  used  by  the  defendant  was  like  the  model  exhibited  in  court  of  the 
plaintiff's  patented  machine :  Held,  That  no  notice  was  necessary  to  authorize 
the  inquiry. 
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3.  Where  a  deposition^*  once  been  read  in  cvidcuee  without  opposition,  it  can- 

not be  afterward*  objected  to  as  being  Irregularly  taken. 

4.  It  is  no  objection  to  the  competency  or  credibility  of  a  witness,  that  lie  is  subject 

to  fits  of  derangement,  If  he  is  Bane  at  the  time  of  giving  his  testimony. 

Error  to  the  Circuit  Court  of  Pennsylvania. 

This  was  an  action  for  the  infringement  of  the  same  patent  as  in 
the  preceding  case  of  Ecans  v.  Eaton,  and  was  argued  by  the  same 
counsel.  The  points  involved  will  be  found  to  be  fully  discussed  in 
the  argument  of  that  case,  to  which  the  learned  reader  is  referred. 
The  following  is  the  charge  delivered  to  the  jury  in  the  court  below, 
which  it  is  thought  necessary  here  to  insert. 

After  stating  the  evidence  on  both  sides,  Mr.  Justice  Washington 
proceeded  as  follows: 

The  facts  intended  to  be  proved  by  the  evidence  given  in  this 
cause  may  be  arranged  under  the  following  heads:  (1.)  Such  as  res- 
pect the  value  of  the  plaintiff's  hopper-boy.  (2.)  The  time  of  its  dis- 
covery. (3.)  The  kind  of  machine  used  by  the  defendant.  (4.)  The 
time  of  its  discovery  and  use. 

1st.  As  to  the  first,  the  court  has  no  observations  to  make,  except 
tliat  if  you  should  find  a  verdict  for  the  plaintiff,  you  will  give  the 
actual  damages  which  the  plaintiff  has  sustained  by  reason  of  the 
defendant's  use  of  his  invention,  which  the  court  will  treble. 

2d.  The  evidence  applicable  to  this  head,  if  believed  by  the  jury, 
proves  that,  in  1783,  Oliver  Evans  commenced  his  investigation  of 
the  subject  of  an  improvement  in  the  manufacture  of  flour;  and  in 
the  summer  of  the  same  year  he  declared  that  he  had  accomplished 
it  In  1784,  he  made  a  model  of  his  hopper-boy,  which  had  no 
cords,  weight,  or  pulley ;  and  consequently  the  lower  arm  was,  for 
the  sake  of  the  experiment,  turned  by  the  hand.  In  1785,  it  was  in 
operation  in  a  mill,  in  as  perfect  a  state  as  it  now  is. 

3d.  If  the  witness  who  was  called  to  prove  the  kind  of  machine 
used  by  the  defendant  is  believed  by  the  jury,  it  consists  of  an  up- 
right square  shaft,  with  a  cog  that  turns  it,  and  which  is  moved  by 
the  water-power  of  the  mill.  This  shaft  is  inserted  into  a  square  mor- 
tise, in  an  arm  or  board  somewhat  resembling  an  S,  with  strips  of 
wood  fixed  on  its  under  side,  and  so  arranged  as  to  turn  the  meal 
below  it,  cool,  dry,  and  conduct  it  to  the  bolting-chest.  This  arm 
slips,  with  ease,  up  and  down  the  shaft,  and  must  be  raised  by  hand, 
and  kept  suspended  until  the  meal  is  put  under  it.  It  has  no  upper 
arm,  pulley,  weight,  or  leading  lines ;  and  the  strips  below  the  arm  • 
are  like  the  rake,  as  it  is  called,  in  the  plaintiff's  hopper-boy.  This 
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machine  has  acquired  the  name  of  the  S,  or  the  Stauffer  hopper- 
boy. 

4th.  The  witnesses  examined  to  prove  the  originality  and  use  of  the 
defendant's  hopper-boy,  if  believed  by  the  jury,  date  it  as  early  as 
about  the  year  1765 ;  and  its  erection  and  actual  use  in  mills,  in  1775 
and  1778  ;  and  progressively  to  later  periods.  Objections  have  been 
made,  on  both  sides,  to  the  credit  of  some  of  the  witnesses  who  have 
been  examined,  not  on  the  ground  of  want  of  veracity  or  of  charac- 
ter, but  of  interest,  short  of  that  which  can  affect  their  competency. 
These  objections  have  been  pressed  so  far  beyond  their  just  limits  as 
to  require  from  the  court  an  explanation  of  their  real  value.  Where 
the  evidence  of  witnesses  opposed  by  other  witnesses  is  relied  upon, 
by  either  side,  to  prove  a  particular  fact,  the  jury  must  necessarily 
weigh  their  credit,  in  order  to  satisfv  their  own  minds  on  which  side 

CI1  '  w 

the  truth  is  most  likely  to  be ;  and,  in  making  this  inquiry,  every  cir- 
cumstance which  can  affect  the  veracity  of  the  witnesses,  wiiether  it 
concerns  their  moral  character,  or  whether  it  arises  from  some  inter- 
est which  they  may  have  in  the  question,  or  from  feelings  favorable 
to  one  or  the  other  of  the  parties,  should  be  taken  into  the  calcula- 
tion. But  if  the  fact  in  controversy*  mav  exist  without  a  violation  of 
probability,  and  the  proof  is  by  witnesses  exclusively  on  that  side, 
there  is  nothing  to  put  into  the  opposite  scale  against  which  to  weigh 
the  credit  of  those  witnesses;  and  if  the  objection  to  their  credit  be 
worth  anything,  it  must  be  to  the  full  extent  of  rejecting  their  testi- 
.  mony  altogether,  or  else  it  is  worth  nothing.  The  jury  cannot  com- 
promise the  matter,  or  halt  between  two  opinions, — they  must  decide 
that  the  fact  is  so,  or  is  not  so ;  and  if  the  latter  be  cause  of  objection 
to  the  credit  of  the  witnesses,  it  would  amount  to  the  confounding  of 
the  questions  of  competency  and  credibility ;  for  the  effect  would  be 
the  same,  whether  the  court  refused  to  permit  the  witnesses  to  testify 
on  the  ground  of  incompetency,  or  the  juiy  should  reject  their  testi- 
mony, when  given,  on  that  of  want  of  credibility.  I  have  thought  it 
proper  to  submit  these  general  observations  to  the  consideration  of 
the  jury. 

"We  come  now  to  the  question  of  law  which  arises  out  of  these 
facts,  which  is:  "What  are  the  things  in  which  the  plaintiff  alleges,  and 
has  proved,  lie  has  an  exclusive  property,  which  he  asserts  the  defend- 
ant has  used,  and  which  the  defendant  denies  ? 

The  first  claim  is  for  an  improved  hopper-boy,  which  the  plaintiff 
insists  is  granted  by  his  patent,  which  has  received  the  sanction  of 
•  the  Supreme  Court,  and  which  the  defendant  acknowledges.  This 
being,  then,  conceded  ground,  the  court  will  proceed  to  examine  it ; 
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and  the  inquiry  will  be,  w  hether  the  plaintiff  is  entitled  to  a  verdict 
for  an  infringement  of  his  patent  for  his  improved  hopper-boy.  The 
objection  relied  upon  by  the  defendant  is,  that  the  plaintiff  has  not 
set  forth  in  his  specification  what  arc  the  improvements  of  which  he 
claims  to  be  the  inventor  so  that  a  person  skilled  in  the  art  might 
comprehend  distinctly  in  what  they  consist.  This  objection,  in  point 
of  fact,  is  fully  supported.  Neither  the  specification  nor  any  other 
document  connected  with  the  patent  states,  or  even  alludes  to,  any 
specific  improvement  in  the  hopper-boy.  Taking  this  as  true,  how 
stands  the  law  ?  The  third  section  of  the  Patent  Law  declares  that 
"  before  an  inventor  can  receive  a  patent  he  shall  deliver  a  written 
description  of  his  invention,  in  such  full,  clear,  and  exact  terms  as  to 
distinguish  the  same  from  all  other  things  before  known,  and  to  en- 
able a  person  skilled  in  the  art,  &c,  of  which  it  is  a  branch,  &c,  to 
make  and  use  the  same." 

What,  then,  is  the  plaintiff's  invention,  as  asserted  by  his  counsel, 
conceded  by  the  defendant,  and  sanctioned  by  the  Supreme  Court  in 
the  case  of  Emm  v.  Eaton?  The  answer  is,  an  improvement  of  the 
hopper-boy,  or  an  improved  hopper-boy,  which  that  court  has  decid- 
ed to  be  substantial! v  the  same.  If  this  be  so,  then  the  above  section 
of  the  law  has  declared  that  he  must  specify  this  improvement  in 
full,  clear,  and  exact  terms.  If  he  has  not  done  so,  he  has  no  valid 
patent  on  which  he  can  recover. 

The  English  decisions  correspond  with  the  injunctions  of  our  law. 
Boulton  v.  Bull,  Bovitl  v.  Moore,  ATFarlane  v.  Price,  Ilarmcr  v.  Phytic. 
See  3  "Wheat.  Rep.,  App.  21,  ante.  The  American  decisions,  so  far 
as  we  have  any  reports  of  them,  maintain  the  same  doctrine.  Mr. 
Justice  Story,  in  the  case  of  Lowell  v.  Lewis,  lays  it  down  "  that  if  the 
patent  he  for  an  improvement  in  an  existing  machine,  the  patentee 
most,  in  his  specification,  distinguish  the  new  from  the  old,  and  con- 
fine his  patent  to  such  parts  only  as  are  new ;  for  if  both  are  mixed 
together,  and  a  patent  taken  for  the  whole,  it  is  void."  What  is  the 
reason  for  all  this? 

In  the  first  place,  it  is  to  enable  the  public  to  enjoy  the  full  benefit 
of  the  discovery,  when  the  patentee's  monopoly  is  expired,  by  hav- 
ing it  so  described  on  record  that  any  person  skilled  in  the  art  of 
which  the  invention  is  a  branch  mav  be  able  to  construct  it.  The 
next  reason  is,  to  put  every  citizen  upon  his  guard,  that  he  ma}'  not, 
through  ignorance,  violate  the  law  by  infringing  the  rights  of  the 
patentee,  and  subjecting  himself  to  the  consequences  of  litigation. 
The  inventor  of  the  original  machine,  if  he  has  obtained  a  patent  for 
it,  and  all  persons  claiming  under  him,  may  lawfully  enjoy  all  the 
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benefits  of  that  discovery,  notwithstanding  the  improvement  made 
upon  it  by  a  subsequent  discoverer.  If  he  has  not  chosen  to  ask  for 
a  monopoly,  but  abandoned  it  to  the  public,  then  it  becomes  public 
property,  and  any  person  has  a  right  to  use  it  The  inventor  of  an 
improvement  may  also  obtain  a  patent  for  his  discovery,  which  cannot 
legally  be  invaded  by  the  inventor  of  the  original  machine  or  by  any 
other  person.  These  rights  of  each  are  secured  by  law,  and  there  is 
no  incompatibility  between  them.  But  if  a  man,  wishing  to  use  the 
original  discovery,  and  honestly  disposed  to  avoid  an  infraction  of 
the  improver's  right,  is  unable  to  discover,  from  any  certain  and 
known  standard,  where  the  original  invention  ends  and  the  improve- 
ment commences,  how  is  it  possible  for  him  to  exercise  his  own  ac- 
knowledged right,  freed  from  the  danger  of  invading  that  of  another  ? 
And  to  what  acts  of  oppression  might  not  this  lead  ?  Might  not  the 
patentee  of  this  mysterious  improvement  obtain  from  the  ignorant, 
the  timid,  and  even  the  prudent  members  of  society,  who  wish  to  use 
only  the  original  discovery,  the  price  he  chooses  to  ask  for  a  license 
to  use  his  improvement,  and  in  this  way  compel  them  to  purchase  it, 
i-ather  than  incur  expenses  and  inconveniences  far  greater  than  the 
sum  demanded  ?  If  this  may  happen,  then  the  improver  enjoys,  in 
a  degree,  the  benefit  of  a  discoverer,  both  of  the  original  machine 
and  also  of  the  improvement.  In  short,  the  patentee  of  the  improve- 
ment may,  to  a  certain  extent,  keep  men  at  arm's  length  as  to  the 
use  of  the  original  invention,  or  make  them  pay  for  it,  in  derogation 
of  the  rights  of  the  inventor  of  the  original  machine.  If  the  law,  as 
applicable  to  cases  in  general,  be  rightly  laid  down,  the  next  inquiry 
is,  is  the  present  an  excepted  case?  The  plaintiff's  counsel  have  not 
directly  asserted  it  to  be  so ;  but  they  have  referred,  with  some  em- 
phasis, to  what  is  said  by  the  Supreme  Court  in  the  case  of  Evans  v. 
Eaton.  3  Wheat.  Rep.,  518,  ante.  The  expressions  are,  "  In  all  cases 
where  the  plaintiff's  claim  is  for  an  improvement  on  a  machine,  it  will 
be  incumbent  on  him  to  show  the  extent  of  his  improvement,  so  that  a 
person  understanding  the  subject  may  comprehend  distinctly  in  what 
it  consists." 

This  decision  does  not  state  in  what  way  the  extent  of  the  plain- 
tiff's improvement  is  to  be  proved;  nor  did  the  case  require  that  the 
Supreme  Court  should  be  more  explicit.  The  obvious  conclusion  is 
that  the  court  left  that  matter  undecided,  and  meant  that  the  extent 
of  the  plaintiff's  improvement  should  be  shown  according  to  rules 
of  law.  A  contrary  construction  would  be  most  unfair  and  unwar- 
ranted. 

Is  it  possible  to  believe  that  if  the  Supreme  Court  intended  to 
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decide  contrary  to  the  provisions  of  the  third  section  of  the  Patent 
Law,  and  of  the  English  and  American  decisions,  that  this  was  a 
case  without  the  influence  of  that  law  and  those  decisions,  that  such 
intention  would  have  been  expressed  in  such  general  terms?  This 
cannot  be  admitted;  neither  can  the  private  act  for  the  relief  of 
Oliver  Evans  warrant  the  argument  that  this  case  is  freed  from  the 
restrictions  contained  in  the  third  section  of  the  Patent  Law,  because, 
except  as  to  the  extent  of  the  grant,  it  refers  to,  and  the  Supreme 
Court  iu  the  before-mentioned  case  considers  it  as  within,  the  pro-  . 
visions  of  that  law. 

Is  it  likely  that  the  Supreme  Court  could  have  meant  that  the 
plaintiff  might  cure  the  defects  of  his  specification  by  proving  to  the  jury 
in  what  his  improvement  consisted?  If  so,  then,  as  to  the  present 
defendant,  such  an  explanation  would  be  unavailing  to  save  him 
from  the  consequences  of  an  error  against  which  the  sagacity  of  man 
could  not  have  guarded  him.  He  has  sinned  already,  if  he  has  in- 
vaded the  plaintiff's  right,  and  it  is  too  late  to  convince  him  of  his 
error,  if  he  must  be  a  victim  of  it  for  the  want  of  that  light  which 
is  now  shed  upon  the  act  long  after  his  supposed  transgression.  But 
of  what  avail  would  that  explanation  be  after  the  expiration  of  the 
plaintiff's  monopoly  ?  The  parol  evidence  given  in  a  court  of  justice 
being  seldom  recollected  with  accuracy,  it  affords  the  most  unsafe 
notice  of  facts,  particularly  when  they  respect  matters  of  art,  that 
can  well  be  supposed.  What  man,  who  wishes  not  to  invade  the 
plaintiff's  patent,  would  venture  to  erect  a  hopper-boy  merely  upon 
the  information  which  he  could  gather  from  this  trial  ?  He  could 
obtain  none  upon  which  he  could  safely  rely ;  nor  could  any  artist, 
after  the  expiration  of  the  plaintiff's  right,  be  enabled  from  such  a 
source  to  know  how  to  construct  the  improved  hopper-boy.  But 
even  if  the  extent  of  the  improvement  could  be  proved  in  this  way, 
the  plaintiff  lias  not  attempted  to  prove  it,  and,  what  is  more,  his 
counsel,  though  repeatedly  called  upon  to  point  it  out,  have  not  been 
able  to  do  it. 

Can  the  jury,  without  evidence,  and  without  the  aid  of  the  plain- 
tiff or  his  counsel,  say  in  what  those  improvements  consist  ?  If  they 
bad  never  seen  another  hopper-boy,  supposed  to  be  the  original,  this 
would  be  impossible.  If,  having  seen  the  Stauffer  hopper-boy,  they 
can  do  by  so  comparing  with  it  the  plaintiff's  improved  hopper-boy, 
then  the  consequence  seems  almost  to  be  inevitable  that  the  Stauf- 
fer hopper-boy  is  the  original  one— the  point  which,  under  the  next 
head,  is  denied  by  the  plaintiff.  But  if  the  specification  had  stated 
in  what  the  plaintiff's  improvement  consisted,  still  he  is  not  entitled 
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to  a  verdict  for  a  violation  of  his  patent,  unless  he  has  proved,  to 
your  satisfaction,  that  the  defendant  has  infringed  it. 

Upon  the  whole,  then,  this  patent,  so  far  as  it  is  for  an  improve- 
ment, cannot  be  supported ;  and,  as  to  any  claim  founded  on  this 
right,  the  plaintiff  is  not  entitled  to  your  verdict. 

2.  The  plaintiff  contends  that  he  is  the  original  inventor,  not  only 
of  the  improved  hopper-boy,  but  of  the  whole  machine ;  that  his  pat- 
ent grants  him  the  exclusive  right  for  both  ;  and  that  this  claim  has 
.  received  the  sanction  of  the  Supreme  Court.  Whether,  in  point  of 
fact,  he  is  the  original  inventor  of  the  hopper-boy,  will  be  attended 
to  hereafter.  Neither  shall  I  stop  to  inquire  whether  the  plaintiff's 
patent  grants  him  the  right,  because,  if  the  Supreme  Court  has  sanc- 
tioned the  claim,  that  Is  law  to  this  court.  The  part  of  the  decision 
of  that  court  relied  upon  by  the  plaintiff's  counsel  is  found  in  3 
Wheat,  llep.,  517,  where  the  Chief  Justice  says:  "The  opinion  of 
the  court,  then,  is,  that  Oliver  Evans  may  claim  under  his  patent 
the  exclusive  use  of  his  inventions  and  improvements  in  the  art  of 
manufacturing  flour  and  meal,  and  in  the  several  machines  which 
he  has  inveuted,  and  in  his  improvements  on  machines  previously 
discovered." 

It  would  seem  almost  impossible  to  misunderstand  this  positive 
declaration  of  the  court.  It  appears  to  be  the  result  of  the  previous 
reasoning.  It  states  that  the  plaintiff  may  claim:  (1.)  The  exclusive 
use  of  improvements  and  inventions  in  the  art  of  manufacturing 
flour.  (2.)  In  the  several  machines  which  he  has  invented.  (3.)  In 
his  improvements  on  machines  previously  discovered.  As  to  the  first, 
there  is  no  dispute  in  the  cause.  The  third  ha*  been  already  disposed 
of,  and  the  second  will  now  be  examined.  It  is  contended,  by  the 
defendant's  counsel,  that  this  is  not  the  correct  construction  of  the 
above  sentence  of  the  court,  because  it  is  inconsistent  with  the  pre- 
tensions of  the  plaintiff's  counsel,  and  with  the  argument  of  the 
Chief  Justice,  throughout  the  opinion,  which  led  to  the  above  con- 
clusion. This  supposed  inconsistency  may,  in  the  opinion  of  this 
court,  be  explained  by  the  following  observations : 

The  exceptions  taken  to  the  charge  of  this  court,  in  the  case  of 
Evans  v.  Eaton,  were,  first,  that  Oliver  Evans's  patent  was  only  for 
the  combined  effect  of  all  the  machines  mentioned  in  his  patent, 
and.  second,  in  directing  the  jury  to  find  for  the  defendant,  if  they 
should  be  of  opinion  that  the  hopper-boy  was  in  use  prior  to  the  im- 
provement alleged  to  be  made  by  Oliver  Evans.  These  were  the 
only  questions  presented  to  .the  view  of  the  Supreme  Court,  upon 
which  it  was  deemed  proper  by  that  court  to  give  an  opinion. 
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The  reasoning  of  the  Chief  Justice,  therefore,  is  intended  to  prove 
and  correct  these  errors  in  the  charge,  by  showing  that  Oliver  Evans 
was  entitled,  by  his  patent  and  the  accompanying  documents,  not 
only  to  the  general  combination  of  the  different  machines,  but  to  an 
improvement  on  the  hopper-boy,  one  of  the  machines  used  in  combi- 
nation. If  he  had  a  right  to  an  improvement  on  the  hopper-boy, 
then  this  court  was  clearly  wrong  in  directing  the  jury  to  find  a  ver- 
dict for  the  defendant,  if  they  should  be  of  opinion  that  the  hopper- 
boy  was  in  use  prior  to  the  plaintiff's  improvement,  because  it  was 
unimportant  who  was  the  original  discoverer  of  the  hopper-boy,  pro- 
vided the  plaintiff  had  a  patent  for  an  improved  hopper-boy,  and  the 
defendant  used  that  improvement,  and  the  charge  precluded  that 
inquiry.  But  whilst  the  Chief  Justice  aims  to  prove  that  Oliver 
Evans  was  entitled  to  this  double  claim,  he  does  not  exclude  any 
other  claim.  There  is  an  expression  relied  upon,  by  the  defendant's 
counsel,  as  having  this  appearance ;  but  it  is  more  likely  that  the 
word  relied  on  is  a  typographical  error,  than  that  the  court  should 
both  deny  and  affirm  the  plaintiff's  right  as  an  original  inventor  of 
the  hopper-boy.  When  the  court  came  to  state  definitely  what  were 
the  plaintiff's  claims  under  this  patent,  the  whole  are  distinctly  stated. 
The  act  for  the  relief  of  Oliver  Evans  authorizes  a  grant  to  him  of 
his  improvement  in  the  art  of  manufacturing  flour,  and  in  the  sev- 
eral machines  which  he  has  invented,  and  in  his  improvement,  &c. 
The  court  says  that  "  the  application  is  for  a  patent  coextensive  with 
the  act,"  &c."  3  Wheat.  Rep.,  508,  ante. 

If,  then,  in  this  enumeration  of  the  plaintiff's  rights  under  the 
patent,  those  to  the  machines  had  been  omitted,  it  might  have  been 
supposed  that  it  was  not  recognized  by  that  court,  and  it  is,  conse- 
quently, introduced  in  order  to  prevent  a  conclusion  against  its  valid- 
ity, although  it  had  not  been  broughl  into  view  in  the  previous  argu- 
ment, because  a  matter  not  in  dispute.  This  course  of  reasoning  is, 
we  think,  strongly  fortified  by  what  the  court  says,  page  518,  "In  all 
eases  where  his  claim  is  for  an  improvement,"  &c.  Now,  if  his  claim 
was  confined  to  an  improvement  produced  by  the  combined  operation 
of  all  the  machines,  and  if  an  improvement  in  the  separate  machines, 
why  should  the  court  have  stated  hypothetically  that  which  was  to  be 
proved  in  case  the  plaintiff  claims  for  an  improvement?  The  sen- 
tence following  immediately  that  which  was  relied  on  by  the  defend- 
ant's counsel  seems  to  explain  it,  and  to  fortify  the  construction  which 
we  have  given  to  it.  Upon  the  whole,  we  are  of  opinion  that  the 
question  who  is  the  original  inventor  of  the  hopper-boy  is  left  open 
by  the  Supreme  Court,  and  is  now  to  be  decided  by  the  jury.  If, 


112  Evans  v.  Hettccii.  [Sup.  Ct. 


Statement  of  the  case. 


then,  the  jury  should  be  of  opinion,  upon  the  evidence,  that  the  hop- 
per-boy which  the  defendant  uses  was  invented  and  was  in  use  prior 
to  the  discoverv  of  Oliver  Evans,  then  your  verdict  ought  to  be  for 
the  defendant.  But  to  this  construction  there  arc  objections  made 
which  it  is  proper  to  notice. 

1.  It  is  contended  that  the  judgment  of  the  Supreme  Court  in  Evans 
v.  Eaton,  (3  Wheat.  Rep.,  519,  ante,)  where  it  is  said  that  there  is 
error  in  the  proceedings  below,  in  this,  that  in  the  charge  the  opinion 
is  expressed  "that  Oliver  Evans  was  not  entitled  to  recover  if  the 
hopper-boy  in  his  declaration  mentioned  had  been  in  use  previous  to  his 
alleged  discovery,"  entitles  the  plaintiff  to  a  verdict,  although  the 
jury  should  be  of  opinion  that  he  is  not  the  original  inventor  of  the 
hopper-boy.  That  the  court  did  not  mean  this,  is  most  obvious,  from 
what  is  said  on  page  517,  that  Oliver  Evans  may  claim  the  exclusive 
use  in  the  several  machines  which  he  has  invented.  Could  the  Su- 
preme Court  intend  to  say,  immediately  after,  that  he  is  entitled  to 
a  verdict  for  a  machine  which  lie  lias  not  invented  ?  Can  it  be  sup- 
posed that  the  court  meant  to  ride  over  the  third  section  of  the  Pat- 
ent Law,  and  set  up  a  different  rule  to  govern  this  case,  without 
having  stated  the  reasons  for  so  extraordinary  a  distinction  ?  This 
is  altogether  inadmissible.  It  is  also  worthy  of  remark,  that  the 
words  "  in  his  declaration  mentioned,"  in  the  judgment  of  the  Su- 
preme Court,  are  not  in  the  charge  of  the  Circuit  Court,  as  stated  by 
the  Chief  Justice ;  and  it  is  the  insertion  of  those  words  in  the  judg- 
ment which  produces  all  the  difficulty.  Leave  them  out,  and  then 
the  judgment  is  consistent  with  the  whole  reasoning  of  the  Chief 
Justice,  which  condemned  the  charge  of  the  Circuit  Court,  because 
it  precluded  Oliver  Evans  from  obtaining  a  verdict  for  his  improve-  ^ 
merit,  if  he  was  not  the  original  inventor  of  the  elementary  parts  of 
this  machine.  Retain  them,  and  it  follows  that  if  Oliver  Evans  was  ^ 
proved  not  to  be  the  inventor  of  the  hopper-boy  in  his  declaration  ye  1 
mentioned,  still  the  defendant  was  not  entitled  to  a  verdict.  This 
would  be  in  such  direct  opposition  to  the  sixth  section  of  the  Patent 
Law,  that  we  cannot  suppose  this  was  the  meaning  of  the  Supreme 
Court. 


a  poi 

y  del 

2.  The  next  objection  to  the  construction  is,  that  the  act  of  the    f.  2 
Legislature  of  Pennsylvania,  of  1787,  conveyed  to  Oliver  Evans  the  , 
original  hopper-boy,  and,  consequently,  the  existence  and  use  of  the 
Stauffer  hopper-boy,  at  a  period  prior  to  the  plaintiff's  discovery,    j  °' 
cannot  now  be  urged  to  invalidate  his  patent.    It  is  by  no  means  to 
be  admitted  that  the  act  operates  to  make  such  a  transfer.    But  if  it  ent 
did,  still  the  plaintiff  cannot  recover,  if  he  appears  not  to  be  the  first 

s 


Digitized  by  Google 


■ 

Feb.  1822.]  Evans  v.  Hetticu. 


113 


Opinion  of  the  court. 

or  original  discoverer  of  the  hopper-boy.  His  claim  is  not  derivative 
either  from  the  State  or  from  an  individual.  His  suit  is  founded  on 
his  patent,  and  unless  he  was  himself  the  original  inventor  of  the 
hopper-boy,  he  cannot  recover. 

3.  Another  objection  stated  by  the  plaintiff's  counsel  is,  that  the 
Stauffer  hopper-boy,  although  the  jury  should  believe  it  was  in  use 
in  many  mills  before  the  plaintiff's  discovery,  had  fallen  into  disuse, 
and  therefore  cannot  be  urged  to  invalidate  the  plaintiff's  right  of 
recovery.  The  answer  to  this  is,  that,  whether  it  fell  into  disuse  or 
not,  if  it  was  used  before  the  plaintiff's  discovery,  the  plaintiff  could 
not  obtain  a  patent  for  it,  so  as  to  exclude  the  defendant  from  using 
it,  if  he  chose  to  do  so. 

4.  The  last  objection  is,  that  the  use  of  the  8tauffer  machine  can- 
not affect  the  plaintiff's  patent,  unless  it  was  public.  Whether  that 
hopper-boy  was  in  public  use  or  not,  the  jury  will  judge  from  the 
evidence.  It  was  erected  and  used  in  four  or  five  mills,  if  the  de- 
fendant's witnesses  are  belieyed.  But  this  argument  has  no  founda- 
tion in  the  act  of  Congrcgg,  which  does  not  speak  of  public  use.  It 
is  material  whether  the jtfatcntee  had  notice  of  the  prior  invention  or 
not.  If  it  was  in  actfal  use,  in  any  part  of  the  world,  however  un- 
likely or  impossibl(j*hat  the  fact  could  come  to  the  knowledge  of  the 
patentee,  his  patrit  for  the  same  machine  cannot  be  supported. 

A  verdict  fas  rendered  for  the  defendant,  and,  exceptions  being* 
taken  to  tiyiibove  charge,  the  cause  was  brought  by  a  writ  of  error 
before  thi*COurt. 

istice  Story  delivered  the  opinion  of  the  court. 
Tli%go  is  an  action  for  an  infringement  of  the  same  patent  as  in 
Evans  Eaton j  (ante,)  and  many  of  the  remarks  in  that  case  are 
aPP%lc  to  this ;  and  therefore  the  opinion  now  delivered  will  refer 
*°  %  points  only  as  are  not  completely  disposed  of  by  the  opinion 
a^nv  delivered.  The  evidence  in  this  case  does  not  establish  that 
'fondant  used  the  plaintiff's  improved  hopper-boy;  but  the 
h°lr_b0v  USCf]  by  the  defendant  is  asserted  to  be  Stauffer's  hopper- 
t>oj  *f)ie  new  trial,  a  Mr.  Ahy  was  offered  as  a  witness  by  the 
^dant,  to  prove  the  nature  and  character  of  the  hopper-boy  used 
^ 3  defendant.  The  plaintiff  objected  to  his  testimony  as  incom- 
PeV  because  he  was  sued  by  the  plaintiff  for  an  infringement  of 
k'18  tent-right,  under  circumstances  similar  to  those  alleged  in  proof 
agaf t  the  defendant.  The  court  overruled  the  objection,  and  the 
Wltcs  was  then  sworn  on  the  voir  dire  as  to  his  interest  in  the  suit; 
8 
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but,  upon  a  full  examination,  it  did  not  appear  that  he  was  really 
interested,  and  the  court  therefore  permitted  him  to  be  sworn  in 
chief.    The  plaintiff  took  an  exception  to  this  decision  of  the  court. 
The  objection  to  the  competency  of  Aby,  so  far  as  he  lias  an  interest 
from  being  sued,  cannot  be  distinguished,  in  principle,  from  that 
already  overruled  in  the  case  of  Evans  v.  Saion.    There  is  this  ad- 
ditional  circumstance  in  this  case,  that  Aby  was  not  called  as  a  gen- 
eral witness,  but  to  establish  a  single  fact,  namely,  the  nature  of  the 
hoppcr-linY  used  by  the  defendant.    The  other  objection,  upon  his 
answers  on  the  voir  dire,  is  disposed  of  by  the  single  remark  that  he 
purged  himselt*  of  any  real  interest  in  the  event  of  the  suit    A  ques- 
tion was  asked  of  this  witness,  on  his  examination  in  chief,  whether 
t)ie  hopper-boy  in  the  "^defendant's  mill  was  like  the  model  exhibited 
in  court  of  the  plaintiff's  ^fcatented  hopper-boy.    The  plaintiff  object- 
ed to  the  question,  because  sikmt  testimony  could  not  be  given  in  this 
case,  for  want  of  notice  thereof.  >Jg"t  tne  objection  was  overruled 
by  the  court,  and,  in  our  judgment,  fc*^1  perfect  correctness.  ^  No 
notice  was  necessary  to  authorize  the  in^tfni7  5  an(1  if  the  Pontiff 
meant  to  rely  on  the  notice  required  by  theaP*tu  section  of  tbe  Patr 
ent  Act  in  certain  cases,  it  is  only  necessary  m\^ftV  that  tnis  was  not 
within  the  provision  of  that  class  of  cases.    Thl^u.estion  was  Per_ 
fectly  proper  under  the  general  issue.    Similar  objeVfions  were  takcn 
to  other  witnesses,  but  it  is  unnecessary  to  remark  o!\*ncnK 

An  inquiry  was  proposed  by  the  plaintiff  to  one  of  fif  °  witncsses, 
whether  one  Peter  Stauffer  had  paid  the  plaintiff  for  a  lieV"*0  for  his 
mill,  but  the  court  refused  to  allow  the  question  to  be  aTkl  ,1;  und 
we  see  no  reason  why  it  should  have  been  allowed,  for  it  n\!ca  l-v  re" 
ferred  to  an  act  among  strangers,  which  ought  not  to  prejii^'(1,ce  *e 
defendant.  A  similar  question  was  proposed  to  be  asked^0^  tllc 
same  witness,  whether  the  executors  of  Jacob  Stauffer  had  p!P™d  ^e 
plaintiff-for  a  license  for  the  mill  of  Jacob.  The  court  overrunffd  the 
question ;  and,  for  the  same  reason,  it  was  rightly  overruled.  V 

The  deposition  of  one  John  Shetter  was  read  in  evidence  hr?  tbe 
defendant,  without  opposition,  and  afterwards  the  plaintiff  movfH  t0. 
have  the  same  rejected,  because  not  taken  according  to  the  nil'  ea  of 
the  court;  but  the  court  refused  to  reject  it,  and,  in  our  judgil  ient' 
rightly,  because  it  having  been  once  introduced  with  the  acqui  esct  ' 
and  consent  of  the  plaintiff,  he  could  not  afterwards  avail  hiif  nse11 
of  the  objection.  v< 

The  plaintiff  then  proposed  to  ask  a  question  of  a  witness,  wli/n!etner 
Daniel  Stauffer  was  subject  to  fits  of  derangement,  and  whethe  r 
witness  had  said  so;  but  the  court  overruled  the  question.    liC  (  doe* 


Google 


Feb.  1824.] 


Ex  Parte  Wood  &  Brundage. 


115 


Opinion  of  the  court. 

not  appear  distinctly  in  the  record  that  Daniel  Stauffer  was  a  witness 
in  the  cause ;  but  if  he  was  so,  the  question  was  properly  overruled, 
because  a  person  being  subject  to  fits  of  derangement  is  no  objection 
either  to  his  competency  or  credibility,  if  he  is  sane  at  the  time  bf 
giving  his  testimony. 

The  next  objection  of  the  plaintiff's  counsel,  is  to  the  charge  of  the 
court,  in  summing  up  the  cause  to  the  jury ;  but  the  points  on  which 
that  charge  materially  depends  have  been  so  fully  discussed  in  the 
opinion  just  delivered  in  Ecans  v.  Eaton,  that  it  is  unnecessary  to 
examine  them  at  large. 

Upon  the  whole,  it  is  f;he  opinion  of  the  majority  of  the  court  that 
the  judgment  ought  to  be 

Affirmed  with  costs. 


Ex  Parte  Wood  &  Brundage. 

(9  Wheaton,  603.) 

1.  Under  the  tenth  section  of  the  Pate  n't  Act  of  the  21st  of  February,  1793,  ch. 

11,  npon  granting  a  rale,  by  the  Judge  of  the  District  Court,  upon  the  pat- 
entee, to  show  cause  why  process  should  not  issue  to  repeal  the  patent,  the 
patent  is  not  repealed  de  facto  by  making  I  he  rule  absolute;  but  the  process 
to  be  awanled  is  in  the  nature  of  a  scire  facias  at  common  law  to  the  pat- 
entee, to  show  cause  why  the  patent  should  not  be  repealed,  with  costs  of 
Suit ;  and  upon  the  return  of  sueh  process,  duly  served,  the  judge  is  to  proceed 
to  stay  the  cause,  upon  the  pleadings  filed  by  the  parties  and  the  issue  joined 
thereon.  If  the  issue  be  an  issue  of  fact,  the  trial  thereof  is  to  be  by  a  jury; 
if  an  issue  of  law,  by  the  court,  as  in  other  cases. 

2.  In  sueh  a  case,  a.  record  is  to  be  made  of  the  proceedings  antecedent  to  the 

rule  to  show  cause  why  process  should  not  issue  to  repeal  the  patent,  and 
upon  which  the  rule  is  founded. 

This  cause  was  argued  by  Mr.  Haines*  in  support  of  the  rule,  and 
by  Mr.  EmmeU\  against  it. 

Mr.  Justice  Story  delivered  the  opinion  of  the  court. 

The  district  judge  of  the  Southern  District  of  New  York,  under 
the  tenth  section  of  the  Patent  Act  of  the  21st  of  February,  1793, 
ch.  11,  granted  a  rule  upon  Charles  Wood  and  Gilbert  Hrundage, 
at  the  instance  and  complaint  of  Jethro  Wood,  to  show  cause  why 
process  should  not  issue  against  them  to  repeal  a  patent  granted  to 

♦ne  cited  Steams  v.  Barrett,  1  Mason's  Rep.,  153;  8  Mod.,  28;  1  Salk.,  144. 
file  cited  1  U.  S.  Law  Journal,  88;  Ex  parte  O'liirlhj,  1  Ves.  jun.,  112;  Ex 
parte  Fox,  1  Ves.  &  Beanies,  07 ;  Jefferson's  Case,  2  Saund..  lf>. 
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them  for  a  certain  invention  in  clue  form  of  law ;  an'd,  upon  hearing 
the  parties,  no  sufficient  cause  being,  in  his  judgment,  shown  to  the 
contrary,  he,  on  the  2d  day  of  July,  1823,  passed  an  order  that  the 
said  rule  he  made  absolute,  and  that  the  said  patent  be  repealed,  and 
that  process  issue  to  repeal  the  said  patent,  and  for  the  costs  of  the 
complainant.  The  patentees,  by  their  counsel,  moved  the  court  to 
direct  a  record  to  be  made  of  the  whole  proceedings,  and  that  pro- 
cess, in  the  nature  of  a  scire  facias,  should  be  issued,  to  try  the  validity 
of  the  patent.  The  court  denied  the  motion,  upon  the  ground  that 
these  were  summary  proceedings,  and  that  the  patent  was  repealed 
de  fach  by  making  the  rule  absolute,  and  that  the  process  to  be  is- 
sued was  not  in  the  nature  of  a  scire  facias  to  try  the  validity  of  the 
patent,  but  merely  process  repealing  the  patent^ 

A  motion  was  made,  on  a  former  day  of  this  term,  in  behalf  of 
the  patentees,  for  a  rule  upon  the  district  judge  to  show  cause  why  a 
mandamus  should  not  issue  from  this  court,  directing  him  to  make  a 
record  of  the  proceedings  in  the  cause,  and  to  issue  a  scire  facias  for 
the  purpose  of  trying  the  validity  of  the  patent.  The  rule  having 
been  granted,  and  due  service  had,  the  case  has  since  been  argued  by 
counsel  for  and  against  the  rule;  and  the  opinion  of  this  court  is  now 
to  be  delivered. 

Two  objections  have  been  urged  at  the  bar  against  the  making 
this  rule  absolute.  The  first  is,  that  these  proceedings,  being  sum- 
mary, are  not  properly  matters  of  record.  The  second,  that  this  is 
not  a  case  in  which,  by  law,  a  scire  facias,  or  process  in  the  nature  of 
a  scire  facias,  can  bo  awarded  to  try  the  validity  of  the  patent. 

Both  of  these  objections  arc  founded  upon  the  provisions  of  the 
tenth  section  of  the  patent  act,  and  must  be  decided  by  a  careful  ex- 
amination of  those  provisions.  The  words  are,  "  That  upon  oath  or 
affirmation  being  made  before  the  judge  of  the  District  Court  where 
the  patentee,  his  executors,  &c,  reside,  that  any  patetit  which  shall 
be  issued  in  pursuauce  of  this  act  was  obtained  surreptitiously,  or 
upon  false  suggestion,  and  motion  made  to  the  said  court  within 
three  years  after  issuing  the  said  patent,  but  not  afterwards,  it  shall 
and  may  be  lawful  for  the  judge  of  the  said  District  Court,  if  the 
matter  alleged  shall  appear  to  him  to  be  sufficient,  to  grant  a  rule 
that  the  patentee,  or  his  executor,  &c,  show  cause  why  process  should 
not  issue  against  him  to  repeal  such  patent ;  and  if  sufficient  cause 
shall  not  be  shown  to  the  contrary,  the  rule  shall  be  made  absolute; 
•  and  thereupon  the  judge  shall  order  process  to  be  issued  against  such 
patentee,  or  his  executors,  &c,  icith  costs  of  suit.  And  in  case  no 
sufficient  cause  shall  be  shown  to  the  contrary,  or  if  it  shall  appear 
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that  the  patentee  was  not  the  true  inventor  or  discoverer,  judgment 
shall  be  rendered  by  such  court  for  the  repeal  of  the  said  patent. 
And  if  the  party  at  whose  complaint  the  process  issued  shall  have 
judgment  given  against  him,  lie  shall  pay  all  such  costs  as  the  de- 
fendant shall  be  put  to  in  defending  the  suit,  to  be  taxed  by  the 
court  and  recovered  in  due  course  of  law." 

Upon  the  slightest  inspection  of  this  section,  it  will  be  at  once  per- 
ceived that,  however  summary  the  proceedings  may  be,  they  are  of 
vast  importance  to  the  parties,  and  involve  the  whole  right  and  inter- 
est of  the  patentee.  The  jurisdiction  given  to  the  court  is  not  gen- 
eral and  unlimited,  but  is  confined  to  cases  where  the  patent  was  ob- 
tained surreptitiously,  or  upon  false  suggestions,  where  the  patentee 
resides  within  the  tlis'trict,  and  where  the  application  is  made  within 
three  years  after  the  issuing  of  the  patent.  It  is,  therefore,  certainly 
necessary  that  all  these  facts,  which  are  indispensable  to  found  the 
jurisdiction,  should  be  stated  in  the  motion  and  accompanying  affi- 
davits; and  without  them  the  court  cannot  be  justified  in  awarding 
the  rule.  It  follows,  of  course,  that  in  any  record  that  is  to  be  made 
of  the  proceedings  they  constitute  the  preliminary  part,  and  ought 
not  be  omitted.  In  the  present  c;ise  they  have  been  wholly  omitted, 
and  the  record  is,  in  this  respect,  incomplete  and  inaccurate. 

But  it  is  said  that,  technically  speaking,  these  proceedings  arc  not 
matters  of  record.  They  are  certainly  proceedings  of  a  court  of  rec- 
ord, for  such  are  all  the  courts  of  the  United  States,  in  virtue  of  their 
organization,  both  upon  principles  of  the  common  law  and  the  express 
intendment  of  Congress.  In  general,  the  interlocutory  proceedings 
in  suits  are  not  entered  of  record,  as  they  are  deemed  merely  collat- 
eral incidents.  But  where  a  special  jurisdiction  is  given  to  a  court, 
as  in  the  present  instance,  it  appears  to  us  that,  in  conformity  to  the 
course  of  decisions  in  this  court  upon  the  subject  of  jurisdiction,  all 
the  preliminary  proceedings  required  to  found  that  jurisdiction  should 
appear  of  record,  as  they  constitute  an  essential  part  of  the  case.  In 
general,  motions  and  rules  made  in  the  course  of  suits  over  which 
the  court  has  an  acknowledged  jurisdiction  are  not  entered  of  record. 
But  where  a  rule  is  the  sole  foundation  of  the  suit,  and  the  first  step 
in  its  progress,  that  rule  can  only  be  granted  under  special  circum- 
stances prescribed  by  law.  It  is  not  sufficient  to  show  that  the  rule 
itself  was  granted,  but  it  must  also  appear  by  the  proceedings  that  it 
was  rightfully  granted. 

But  the  more  material  question  is,  whether  the  proceedings,  so  far 
as  the  rights  of  the  patentees  are  concerned,  terminated  with  the  rule 
being  made  absolute,  so  that  ipsof<icto  the  patent  was  repealed,  and 
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the  process  to  be  issued  was  only  process  to  enforce  or  declare  the 
repeal ;  or  whether  the  process  was  in  the  nature  of  a  scire  facins  at 
common  law  to  repeal  the  patent,  if,  upon  a  future  trial,  the  same 
should  be  found  invalid. 

This  question  must  be  decided  by  the  terms  of  the  section  in  con- 
troversy ;  but,  in  the  interpretation  of  those  terms,  if  their  meaning 
is  somewhat  equivocal,  that  construction  ought  certainly  to  be  adopted 
which,  not  departing  from  the  sense,  is  most  congenial  to  our  insti- 
tutions, and  is  most  convenient  in  the  administration  of  public  justice. 
The  securing  to  inventors  of  an  exclusive  right  to  their  inventions 
was  deemed  of  so  much  importance,  as  a  means  of  promoting  the  . 
progress  of  science  and  the  useful  arts,  that  the  Constitution  has  ex- 
pressly delegated  to  Congress  the  power  to  sccufe  .such  rights  to  them 
for  a  limited  period.  The  inventor  has,  during  this  period,  a  prop- 
erty in  his  inventions — -a  property  which  is  often  of  very  great  value, 
and  of  which  the  law  intended  to  give  him  the  absolute  enjoyment 
and  possession.  In  suits  at  commou  law,  where  the  value  in  contro- 
versy exceeds  twenty  dollars,  the  Constitution  has  secured  to  the  citi- 
zens a  trial  by  jury.  In  cases  of  equity  and  admiralty  jurisdiction, 
they  have  the  security  of  a  regular  and  settled  course  of  proceedings, 
where  the  rules  of  evidence  and  the  principles  of  decision  are  well 
established.  And  in  all  these  cases,  there  is  the  farther  benefit,  con- 
ferred by  our  laws,  of  revising  the  judgments  of  the  inferior  courts 
by  the  exercise  of  appellate  jurisdiction.  It  is  not  lightly  to  be  pre- 
sumed, therefore,  that  Congress,  in  a  class  of  cases  placed  peculiarly 
within  its  patronage  and  protection,  involving  some  of  the  dearest 
and  most  valuable  rights  which  society  acknowledges  and  the  Con- 
stitution itself  means  to  favor,  would  institute  a  new  and  summary 
process,  which  should  finally  adjudge  upon  those  rights  without  a  trial 
by  jury,  without  a  right  of  appeal,  and  without  any  of  those  guards 
with  which,  in  equity  suits,  it  has  fenced  round  the  general  adminis- 
tration of  justice.  The  Patent  Acts  have  given  to  the  patentee  a 
right  to  sue  at  common  law  for  damages  for  any  violation  of  his  in- 
vention, and  have  given  him  a  farther  right  to  claim  the  interference 
of  a  court  of  equity,  by  way  of  injunction,  to  protect  the  enjoyment 
of  his  patent.  It  would  be  somewhat  surprising  if.  after  such  anx- 
ious legislation,  there  should  exist  in  the  act  a  clause  which,  in  a 
summary  manner,  enables  any  person  to  repeal  his  patent,  and  thus 
sweep  away  his  exclusive  property,  without  interposing  any  guards 
by  way  of  appeal,  or  any  regular  proceedings  by  which  the  validity 
of  titles,  in  ordinary  cases,  is  examined  and  contested. 

With  these  considerations  in  view,  let  the  tenth  section  of  the  act 
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be  examined.  Its  object  is  to  provide  some  means  to  repeal  patents 
which  have  been  obtuiued  surreptitiously,  or  upou  false  suggestions— 
the  very  cases  for  which  a  scire  facias  issues  at  the  common  law.  As 
the  patents  are  not  enrolled  in  the  records  of  any  court,  but  among 
the  rolls  of  the  Department  of  State,  it  was  necessary  to  give  some 
directions  as  to  the  correct  time  and  manner  of  instituting  proceed- 
ings to  repeal  them.  It  accordingly  directs  that  the  district  judge 
may,  upon  proper  evidence,  under  oath  and  motion  made  to  the 
court,  in  his  discretion,  "grant  a  rule  that  the  patentee,  &c,  show 
cause  why  process  should  not  issue  against  him  to  repeal  such  pat- 
ent ;  and  if  sufficient  cause  shall  not  be  shown  to  the  contrary,  the 
rule  shall  be  made  absolute,  and  thereupon  the  .judge  shall  order  pro- 
cess to  be  issued  against  such  patentee,  &c,  with  costs  of  suit."  It  is 
obvious,  from  the  language  of  this  clause,  that  the  rule  is  a  rule  not 
to  repeal  the  patent,  if  it  is  made  absolute,  but  a  rule  for  process  to 
issue  to  repeal  the  patent.  It  is  not,  then,  the  rule,  but  the  process 
contemplated  by  the  act,  that  repeals  the  patent.  It  is  not  a  mere 
form,  but  it  is  of  the  essence  of  the  proceedings,  without  which  the 
rule  has  no  efficacy.  Is  the  process  to  be  issued  a  process  which  per 
se  repeals  the  patent,  or  are  the  words  "  to  repeal  such  patent "  to  be 
construed  as  merely  descriptive  of  the  nature  of  the  process,  and  of 
the  effect  of  it,  if  judgment  shall  be  finally  pronounced  in  support  of 
it  ?  In  other  words,  is  it  a  process  in  the  nature  of  an  execution,  or 
a  judicial  process  in  the  nature  of  a  scire  facias,  calling  for  further 
proceedings  ?  If  the  words  of  the  section  had  stopped  at  the  clause 
already  referred  to,  it  would,  perhaps,  have  been  difficult  to  find  a 
sufficient  explanation  of  the  legislative  will  to  have  led  the  court  to 
the  conclusion  that  judicial  process,  in  the  nature  of  a  scire  ftieias, 
was  certainly  intended;  there  would  have  been  some  reason  for  hesi- 
ration ;  but  even  then  an  interpretation  against  such  process  would 
not  have  been  without  serious  embarrassments.  It  could  not  be  ar- 
rived at  without  leaving  much  of  questionable  reasoning  behind. 
J3ut  the  section  does  not  stop  here.  It  goes  on  to  make  further  pro- 
visions, which,  if  the  process  absolutely  repealed  the  patent,  could 
have  no  operation  and  no  intelligible  meaning.  On  the  other  hand, 
if  the  process  was  to  be  in  the  nature  of  a  scire  facias,  all  the  words 
are  sensible  aud  operative,  and  describe  the  proper  progress  and  pro- 
ceedings upon  such  a  writ.  The  clause  is  in  these  words :  *«  And  in 
case  no  sufficient  cause  shall  be  shown  to  the  contrary,  or  if  it  shall 
appear  that  the  patentee  was  not  the  true  inventor  or  discoverer, 
judgment  shall  be  rendered  by  such  court  for  the  repeal  of  the  pat- 
ent" These  words  follow  after  the  clause  awarding  the  process,  and, 
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of  course,  suppose  the  process  already  issued.  The  party  is  supposed 
to  be  called  upon  to  show  cause,  which  is  precisely  what  a  scire  facias 
requires  in  its  official  mandate ;  and  if  no  sufficient  cause  is  shown 
to  the  contrary,  or  if  it  shall  appear  that  the  patentee  was  not  the 
true  inventor  or  discoverer,  then  the  patent  is  to  be  repealed.  If 
the  process  is  merely  to  repeal  the  patent,  and  not  to  institute  a  trial, 
how  can  the  party  show  cause  ? — how  can  it  judicially  appear  that 
the  patentee  is  not  the  inventor  ?  These  provisions  are  intelligible 
in  a  scire  facias ^  for  that  authorizes  subsequent  inquiry  into  the  law 
and  the  facts.  But,  farther,  "judgment"  is  to  be  rendered.  Now, 
it  is  not  necessary  to  lay  any  particular  stress  on  this  word,  as  a 
known  juridical  phrase,  expressive  of  the  final  decisiou  of  the  court; 
but  if  the  making  the  rule  absolute  repealed  the'patcut,  and  the  pro- 
cess is  merely  an  execution,  how  could  any  subsequent  judgment  be 
rendered  in  the  case  ?  It  would  be  contrary  to  all  analogy,  to  all 
rules  of  judicial  interpretation,  to  suppose  that  judgment  is  to  suc- 
ceed, and  not  to  precede,  the  writ  of  execution.  The  clause  goes  on  : 
M  And  if  the  party  at  whose  complaint  the  process  issued  shall  have 
judgment  against  him,  he  shall  pay  all  such  costs  as  the  defendant 
shall  be  put  to  in  defending  the  suit,  to  be  taxed  by  the  court  and 
recovered  in  due  course  of  law."  The  language  is  here  still  more 
distinct  and  persuasive.  It  imports,  in  a  clear  maimer,  that  some 
proceedings  were  to  be  had  after  the  process  issued,  by  which  the 
case  might  be  farther  investigated ;  and  if,  upon  such  investigation, 
judgment  should  be  against  the  complainant,  the  patentee  should 
recover  his  costs.  The  language  is,  that  the  party  at  whose  com- 
plaint the  process  issued,  not  the  rule  issued,  shall  have  judgment 
against  him.  Upon  what? — the  rule?  Certainly  not;  but  upon  the 
process  issued.  He  shall  pay  the  costs  to  which  the  defendant  is  put 
in  defending  the  suit.  What  suit  is  here  intended  ?  We  think  it  is 
.clear  that  it  means  the  suit  upon  the  process,  that  is,  upon  the  scire 
facias;  for  the  proceedings  upon  the  rule  are  not,  in  a  technical  or 
hi  any  accurate?  sense,  a  suit.  The  costs  of  defending  the  suit  arc  to 
;be  paid.  But  how  can  any  costs  arise  from  a  defense  upon  a  process 
which  is  final  and  absolute  ?  It  appeal's  to  the  court,  that  to  give 
the  construction  contended  for  by  the  counsel  against  the  rule  would 
be  to  reject  the  plain  and  obvious  purport  of  the  whole  of  the  last 
clauses  of  the  section,  and  make  them  a  perfect  nullity.  In  the  other 
view,  they  have  the  entire  effect,  and  are  as  reasonable  and  just  in 
themselves  as  they  are  promotive  of  the  security  of  vested  rights  and 
property. 

Nor  does  the  occurrence  of  the  words  "  costs  of  suit,"  in  the  pre- 
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ceding  part  of  the  section,  where  it  is  said  that  "the  process  shall  be 
issued,  &c,  with  costs  of  suit,"  in  the  slightest  degree  impugn  this 
interpretation.  The  true  meaning  of  these  words,  in  this  connection, 
is  not  that  costs  of  suit  already  incurred  shall  be  paid  and  collected, 
but  that  the  process  shall  be  to  show  cause  why  the  patent  shall  not 
be  repealed,  and  costs  of  suit  given  to  the  complainant.  In  this  view, 
it  fortifies  the  construction  already  asserted  by  the  court.  That  this 
is  the  true  exposition  of  the  words,  is  made  apporent  by  examining 
the  fifth  section  of  the  Patent  Act  of  1790,  ch.  34,  which  is  exactly 
similar  in  terms  to  the  tenth  section  of  the  present  act,  except  that  it 
omits,  in  this  place,  the  words  "  costs  of  suit."  These  words,  there- 
fore, were  not  intended  to  change,  and  cannot  be  admitted  to  change, 
the  natural  meaning  of  other  parts  of  the  section.  And  if  the  other 
word-*  used  in  this  connection  are  descriptive  of  the  nature  of  the 
process,  these  words  are  merely  explanatory  of  the  legislative  intent, 
that  the  costs  of  the  suit  should  follow  upon  the  final  judgment  in 
favor  of  the  complainant.  Without  this  provision,  as  the  other  clause 
giving  costs  applies  to  the  patentee  only,  the  complainant,  although 
he  should  prevail  in  the  suit,  would  not  be  entitled  to  any  costs. 
This  was  a  real  defect  in  the  first  act,  and  is  cured  by  the  insertion 
of  the  words  under  consideration. 

Nor  are  there  any  public  mischiefs  which  will  result  from  the 
view  which  the  court  takes  of  this  section.  On  the  contrary,  it  will 
subserve  the  purposes  of  general  justice.  If  a  patent  has  been  fraud- 
ulently obtained,  or  upon  false  suggestions,  it  may  be  repealed  within 
three  years,  if  a  juiy  upon  a  trial  shall  be  satisfied  of  the  fact.  If 
such  a  repeal  be  not  had,  still  the  public  have  a  perfect  security. 
They  may  violate  the  patent  with  impunity,  and,  if  sued  for  the  vio- 
lation, any  person  may  show  the  same  facts  in  Iris  defense,  and  they 
will  constitute  a  complete  bar  to  the  suit,  by  the  express  provisions 
of  the  sixth  section  of  the  Patent  Act.  Here,  also,  the  trial  will  be 
ordinarily  by  a  jury,  and  if  the  verdict  is  found  upon  such  facts  in 
favor  of  the  defendant,  the  law  expressly  declares  that  "judgment 
shall  be  rendered  for  the  defendant,  with  costs,  and  the  patent  shall 
be  declared  void."  Many  patents  under  this  section  have  already, 
in  such  suits,  been  adjudged  void ;  so  that  the  danger  of  extensive 
imposition  or  injury  is  wholly  chimerical.  On  the  other  hand,  if,  by 
any  accident  or  mistake,  the  patentee  should  neglect  to  appear  to 
oppose  the  rule,  upon  the  argument  on  the  other  side,  he  may  be 
remediless.  But,  upon  the  exposition  of  the  statute  adopted  by  the 
court,  he  will  still  be  entitled  to  appear  to  the  scire  facias,  and  have 
a  more  deliberate  opportunity  to  defend  his  right. 
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Upon  the  whole,  it  is  the  opinion  of  the  court  that  the  rule  ought 
to  he  made  uhsolute,  and  that  a  peremptory  mandamus  issue  to  the 
judge  of  the  District  Court,  directing  him  to  enter  upon  record  the 
proceedings  in  this  cause  antecedent  to  the  granting  of  the  rule,  and 
upon  which  it  was  founded;  that  he  award  a  process,  in  the  nature  of 
a  scire  facias,  to  the  patentees,  to  show  cause  why  the  patent  should 
not  he  repealed,  with  costs  of  suit;  that  upon  such  process  heing 
returned,  duly  executed,  he  proceed  to  try  the  same  cause,  upon  the 
pleadings  tiled  by  the  parties  and  the  issue  joined  thereon;  and  that 
if  the  issue  so  joined  be  an  issue  of  fact,  then  the  trial  thereof  to  be 
by  a  jury ;  if  an  issue  of  law,  then  by  the  court,  as  in  other  cases. 

Mandamus  accordingly. 

Judgment.  Upon  the  hearing  of  this  cause,  upon  the  rule  to  show 
cause  heretofore  awarded  by  this  court,  and  on  consideration  of  the 
arguments  of  counsel  for  and  against  making  the  same  rule  absolute, 
it  is  ordered  and  adjudged  by  the  court  that  the  same  rule  be,  and 
hereby  is,  made  absolute.  And  it  is  further  ordered  by  the  court 
that  a  peremptory  mandamus  issue  to  the  district  judge  of  the  South- 
ern District  of  New  York,  commanding  him  to  enter  upon  record  the 
proceedings  in  this  cause,  antecedent  to  the  granting  by  him  of  the 
rule  to  show  cause  why  process  should  not  issue  to  repeal  the  patent 
in  the  proceedings  mentioned,  and  upon  which  the  said  rule  was 
founded;  that  the  said  judge  do  award  a  process  in  the  nature  of  a 
scire  facias  to  the  patentees,  to  show  cause  why  the  said  patent  should 
not  be  repealed,  with  costs  of  suit  ;  that  upon  the  return  of  such  pro- 
cess, as  duly  served,  the  said  judge  do  proceed  to  try  the  cause,  upon 
the  pleadings  filed  by  the  parties  and  the  issue  joined  thereon;  and 
that  if  the  issue  be  an  issue  of  fact,  the  trial  thereof  be  by  a  jury;  if 
an  issue  of  law,  then  by  the  court,  as  in  other  cases. 


Keplinger  v.  De  Young. 
ao  Whe&ton,  .r»s.) 

1.  A  having  obtained  a  patent  for  a  now  ami  useful  improvement,  to  wit,  a  ma- 
chine for  making  watch-chains,  brought  an  action,  under  the  third  section 
of  the  Patent  Act  of  1800,  ch.  179,  (XXVI.)  for  a  violation  of  his  patent-right, 
against  B;  and  on  the  trial  an  agreement  was  proved,  made  by  the  defendant 
with  C,  to  purchase  of  him  all  the  watch-ehains,  not  exceeding  tlve  gross  a 
week,  which  he  might  hi-  able  lo  manufacture  within  six  month*,  and  an 
agreement  on  the  part  of  C  to  devote  his  whole  time  and  attention  to  the 
manufacture  of  the  watch-chains,  and  not  to  sell  or  dispose  of  any  of  them 
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so  a*  to  interfere  with  tiie  exclusive  privilege  secured  to  the  defendant,  of 
purchasing  the  whole  quantity  which  it  might  he  practicable  for  0  to  make. 
And  it  was  proved  that  the  machine  used  by  C,  with  the  knowledge  and  con- 
sent of  tin;  defendant,  in  the  manufac  ture,  was  the  same  With  that  invented 
by  the  plaintiff,  and  that  all  the  watch-chains  thus  made  by  C  were  delivered 
to  the  defendant,  according  to  the  contract : 

lle/d.  That  if  the  contract  was  real  and  not  colorable,  and  if  the  defendant  had 
no  other  connection  with  C  than  that  which  grew  out  of  the  contract,  it  did 
not  amount  to  a  breach  of  the  plaintiff's  patent-right, 

2.  Such  a  contract,  connected  witli  evidence  from  which  the  jury  might  legally 
infer,  either  that  the  machine  which  was  to  be  employed  in  the  manufacture 
of  the  patented  article  was  owned  wholly  or  in  pair  by  the  defendant,  or  that 
it  was  hired  to  the  defendant  for  six  months,  under  color  of  a  sale  of  the 
articles  to  be  man u fact iued  with  it,  and  with  intent  to  invade  the  plaintiff's 
patent-right,  would  amount  to  a  breach  of  his  right. 

Error  to  the  Circuit  Court  of  Maryland. 

This  cause  was  argued  by  Mr.  Webster  and  Mr.  Sergeant  for  ihe  plain- 
tiff, and  by  the  Attorney- Central  for  ihe  defendant. 

Mr.  Justice  Washington  delivered  the  opinion  of  the  court. 

This  was  a  suit  commenced  by  the  plaintiff,  Keplinger,  in  the 
Fourth  Circuit  for  the  District  of  Maryland,  against  the  defendant, 
for  the  violation  of  the  plaintiff's  patent-right,  secured  to  him  ac- 
cording to  law,  in  a  certain  new  and  useful  improvement,  to  wit,  a 
machine  for  making  watch-chains,  &c.  The  third  count  in  the  dec- 
laration, upon  which  alone  this  cause  has  been  argued,  is  in  the 
usual  form,  charging  the  defendant  with  having  unlawfully  used  the 
said  improvement,  without  the  consent  of  the  plaintiff  first  had  and  ob- 
tained in  writing.  The  defendant  pleaded  the  general  issue,  and  gave 
notice  to  the  plaintiff  that  he  should  deny  that  the  exclusive  right  of 
using  the  improvement  mentioned  in  the  declaration  was  vested  in 
the  plaintiff,  or  that  he  was  the  original  and  first  inventor  of  the  said 
improvement,  and  that  he  should  give  evidence  to  establish  those 
facts. 

At  the  trial,  the  plaintiff  read  in  evidence  the  letters  patent,  duly 
i  granted,  bearing  date  the  4th  of  May,  1820,  and  proved  that  he  was 
the  true  and  original  inventor  of  the  machine  specified  in  the  pat- 
ent, and  that  the  defendant,  together  with  John  Hatch  and  John  C. 
Kirkiier,  did  use  the  said  machine  in  the  making  of  watch-chaius 
from  steel,  from  the  4th  of  May  till  some  time  in  the  month  of  De- 
cember, 1820. 

The  defendant,  in  order  to  prove  that  any  concern  or  connection 
which  he  had  with  the  said  Hatch  and  Kirkner,  in  the  making  of 
watch-chains  by  means  of  the  said  machine,  was  merely  as  a  pur- 
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chaser  of  watch-chains  from  them  under  the  following  contract,  pro- 
duced and  gave  the  same  in  evidence.    The  agreement  referred  to, 
bearing  date  the  3d  of  May,  1820,  is  between  M.  De  Young,  and 
J.  Hatch,  and  J.  Kirkner,  and  witnesses:  "That  the  said  Hatch  & 
Kirkner  do  hereby  engage  and  obligate  themselves  to  manufacture 
and  deliver  to  M.  De  Young,  or  at  his  store  in  said  city,  not  less 
than  three  gross,  but  as  many  as  five  gross,  of  wire  watch-chains, 
agreeably  to  a  sample  to  be  deposited  with  T.  Barly,  (if  practicable 
to  manufacture  so  many,)  in  each  week,  from  the  date  hereof,  for 
the  term  of  six  months,  one-half  of  which  number  to  be  with  turned 
slides,  and  the  other  half  wire  slides;  the  whole  number  to  be  four 
strands,  if  the  said  De  Young  so  choose ;  but  he  is  to  have  the  privi- 
lege of  directing  the  description  to  be  furnished,  that  is  to  say,  what 
number  of  four,  five,  six,  or  eight  strands, — the  prices  of  which  to  be 
as  follows :  four  strands,  two  dollars  per  dozen ;  six  strands,  two  dol- 
lars sixty-six  cents  and  two-thirds  per  dozen,  and  eight  strands  at 
the  rate  of  three  dollars  thirty-three  cents  per  dozen ;  said  Hatch  & 
Kirkner  to  devote  their  whole  time  and  attention  to  said  manufac- 
ture, and  neither  to  sell,  barter,  nor  dispose  of,  in  any  manner,  or 
way,  or  means  whatever,  of  any  goods  of  the  description  hereinbe- 
fore described,  or  which  may,  in  any  manner  or  way  whatsoever, 
interfere  with  the  exclusive  privilege  hereinbefore  granted,  but  will 
faithfully  manufacture  for  said  De  Young,  and  none  other,  as  far  as 
five  gross  of  chains  per  week,  if  practicable,  and  not  less  than  three 
gross  per  week,  at  the  prices  hereinbefore  stipulated,  and  payable  as 
follows:  one-half  in  cash  at  the  end  of  every  week,  for  the  total 
number  delivered  within  the  week,  and  the  other  half  in  said  De 
Young's  promissory  note,  payable  at  sixty  days  from  the  date  there- 
of.   And  the  said  De  Young,  on  his  part,  doth  hereby  promise  to 
receive  from  the  said  Hatch  &  Kirkner  such  quantity  of  watch- 
chains,  answering  the  description  of  the  sample,  as  it  may  be  in  their 
power  to  manufacture,  not  exceeding  five  gross  per  week,  reserving 
to  himself  the  privilege  of  directing  what  proportion  thereof  shall 
he  four,  six,  or  eight  strands,  and  pay  for  the  same  weekly  in  the 
following  manner,  namely:  the  one-half  amount  of  the  week's  dcliv-1 
cry  in  cash,  the  other  half  in  a  note  at  sixty  days,  the  same  to  be 
settled  for  weekly,  in  manner  aforesaid,  if  required." 

The  defendant  also  gave  evidence  to  prove  that  all  the  connection 
he  ever  had  with  the  said  Hatch  &  Kirkner,  relative  to  watch-chains 
made  by  them,  with  the  said  machine  or  otherwise,  was  merely  as  a 
purchaser  of  such  chains  from  them,  under  and  in  pursuance  of  the 
said  contract 
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The  plaintiff  then  proved  that,  at  the  time  of  making  the  said 
contract,  the  defendant  was  fully  apprised  of  the  existence  of  the 
machine  described  and  specified  in  the  patent,  and  of  its  prior  and 
original  invention  by  the  plaintiff,  and  of  the  intention  of  the  plain- 
tiff to  obtain  the  said  patent :  and  that  the  said  contract  was  made 
with  a  view  to  the  employment  by  the  said  Hatch  &  Kirkner,  in  the 
manufacture  of  watch-chains,  of  a  machine  precisely  similar  to  that 
invented  by  the  plaintiff,  after  the  plaintiff  should  have  obtained  his 
patent ;  and  that  a  machine  precisely  similar  to  that  invented  by  the 
plaintiff  was  employed  by  the  said  Hatch  &  Kirkner,  in  the  manu- 
facture of  watch-chains  by  them  under  the  said  contract,  and  with 
the  knowledge  and  consent  of  the  defendant  during  the  whole  period 
aforesaid,  he  and  they  having  received  notice,  on  the  5th  of  May, 
1820,  of  the  plaintiff's  patent;  and  that  the  watch-chains  so  manu- 
factured by  Hatch  &  Kirkner,  during  the  whole  of  the  said  period, 
were  delivered  by  them  to  the  defendant,  and  by  him  received, 
under  and  in  conformity  with  the  said  contract. 

Upon  this  evidence,  the  court,  at  the  request  of  the  defendant's 
counsel,  instructed  the  jury  that  the  plaintiff  was  not  entitled  to  a 
verdict  on  the  first  and  second  counts  in  his  declaration,  because  the 
acts  which  they  charge,  if  true,  constitute  no  offense  against  the 
plaintiff's  patent ;  and  that,  if  the  jury  should  be  of  opinion,  on 
the  evidence,  that  the  plaintiff  is  the  sole  and  original  inventor  of 
the  whole  machine;  and  that  the  defendant  had  no  other  connection 
with  Hatch  &  Kirkner,  with  regard  to  these  chains,  than  that  which 
arose  from  his  said  contract  with  them,  under  which  he  procured 
the  chains  to  be  made  by  Hatch  &  Kirkner,  and  sold  them  when  so 
made;  and  that  the  said  contract  is  a  real  contract, — then  these  acts 
constituted  no  breach  of  the  plaintiff's  patent-right  on  the  part  of 
De  Young,  and  that  the  verdict  must  be  for  the  defendant ;  and  that 
this  legal  aspect  would  not  be  changed,  although  the  defendant  may, 
on  any  occasion,  have  supplied,  at  the  cost  of  Hatch  &  Kirkner,  the 
wire  from  which  the  chains  so  manufactured  were  made. 

To  this  instruction,  the  plaintiff's  counsel  took  a  bill  of  exceptions, 
and  a  verdict  and  judgment  having  been  rendered  for  the  defend- 
ant, the  cause  was  brought  into  this  court  by  a  writ  of  error. 

The  only  question  which  is  presented  by  the  bill  of  exceptions  to 
the  consideration  of  this  court  is,  whether  the  court  below  erred  in 
the  instruction  given  to  the  jury;  and  this  must  depend  upon  the 
correct  construction  of  the  third  section  of  the  act  of  Congress,  of 
the  17th  April,  1800,  eh.  170,  which  enacts:  "That  where  any  patent 
shall  be  granted  pursuant  to  the  act  of  the  21st  of  February,  1 708, 
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eh.  15G,  and  any  person,  without  the  consent  of  the  patentee,  his  exec- 
utors, &c,  first  obtained  in  writing,  shall  make,  devise,  use,  or  sell 
the  thing  whereof  the  exclusive  right  is  secured  to  the  said  patentee, 
by  such  patent,  such  person  so  offending  shall  profit  and  pay  to  the 
said  patentee  a  sum  equal  to  three  times  the  actual  damage  sustained 
by  such  patentee,"  &c. 

The  contract,  taken  in  connection  with  the  whole  of  the  evidence 
stated  in  the  bill  of  exceptions,  if  the  same  were  believed  by  the  jury, 
formed  most  certainly  a  strong  case  against  the  defendant,  sufficient 
to  have  warranted  the  jury  in  inferring,  either  that  the  machine 
which  was  to  be  employed  in  the  manufacture  of  the  watch-chains 
was  owned  in  the  whole  or  in  part  by  the  defendant,  or  that  it  was 
hired  to  the  defendant  for  six  months,  under  the  color  of  a  sale  of 
the  articles  which  might  be  manufactured  with  it.  and  with  intent  to 
invade  the  plaintiff's  patent-right.  Whether  the  contract,  taken  in 
connection  with  the  whole  of  the  evidence,  does  or  does  not  amount 
to  a  hiring  by  the  defendant  of  the  machine,  or  the  use  of  it  for  six 
months,  is  a  point  which  is  not  to  be  considered  as  being  decided 
either  way  by  the  court.  The  bill  of  exceptions  does  not  call  for  an 
opinion  upon  it. 

But  the  contract,  taken  by  itself,  amounted  to  no  more  than  an 
agreement  by  the  defendant  to  purchase,  at  a  fixed  price,  all  the 
watch-chains,  not  exceeding  five  gross  a  week,  which  Hatch  &  Kirk- 
ner  might  be  able  to  manufacture  in  the  course  of  six  months,  with 
any  machine  they  might  choose  to  employ;  and  an  agreement  on 
the  part  of  Hatch  &  Kirkner,  to  devote  their  whole  time  and  atten- 
tion to  the  manufacture  of  the  chains,  and  not  to  sell  or  dispose  of 
any  of  them  so  as  to  interfere  with  the  exclusive  privilege  secured 
to  the  defendant,  of  purcliasing  the  whole  quantity  which  it  might  be 
practicable  for  them  to  make.  ♦ 

If  this  contract  was  real,  and  not  colorable,  which  is  the  obvious 
meaning  of  the  instruction,  and  the  defendant  had  no  other  connec- 
tion  with  Hatch  &  Kirkner  in  regard  to  these  chains  than  what  grew 
out  of  it,  it  would,  in  the  opinion  of  the  court,  be  an  extravagant 
construction  of  the  Patent  Law,  to  pronounce  that  it  amounted  to  a  • 
breach  of  the  plaintiff's  patent-right,  by  fixing  upon  the  defendant 
the  charge  of  having  used  the  plaintiff's  machine.  Such  a  construc- 
tion would  be  highly  inconvenient  and  unjust  to  the  rest  of  the 
community,  since  it  might  subject  any  man,  who  might  innocently 
contract  with  a  manufacturer  to  purchase  all  the  articles  which  he 
might  be  able  to  make  within  a  limited  period,  to  the  heavy  penalty 
inflicted  by  the  act,  although  he  might  have  been  ignorant  of  the 


Digitized  by  Google 


Jan.  1829.] 


Pennock  v.  Dialogue. 


Syllabus. 

plaintiff's  patent,  or  that  a  violation  of  it  would  be  the  necessary 
consequence  of  the  contract.  It  might  possibly  extend  farther,  and 
affect  c  ontracts  express  or  implied,  though  of  a  more  limited  charac- 
ter, bnt  equally  innocent,  as  to  which,  however,  it  is  not  the  intention 
of  the  court  to  express  any  opinion,  as  this  case  does  not  call  for  it. 

This  cause  was  argued,  by  the  plaintiff's  counsel,  as  if  the  opinion 
of  the  court  below  had  been  given  upon  the  whole  of  the  evidence. 
But  this  was  not  the  case.  Xo  instruction  was  asked  for  but  by  the 
defendant's  counsel,  and  that  was  confined  to  a  single  part  of  the 
ease:  the  connection  between  the  defendant  and  Hatch  &  Kirkner  in 
regard  to  the  watch-chains  which  the  latter  bound  themselves,  bv 
their  contract,  to  manufacture  and  deliver  to  the  former.  If  the 
jury  had  been  of  opinion,  upon  the  whole  of  the  evidence,  that  the 
contract  was  not  a  real  one,  or  that  that  instrument  did  not  constitute 
the  sole  connection  between  those  parties,  or  that  the  transaction  was 
merely  colorable,  with  a  view  to  evade  the  law,  the  jury  were  not 
precluded  by  the  instruction  from  considering  the  plaintiff's  patent- 
right  as  violated,  and  finding  a  verdict  accordingly. 

Had  the  plaintiff's  counsel  thought  proper  to  call  upon  the  court 
for  an  opinion  and  instruction  to  the  jury,  upon  any  points  arising 
out  of  the  whole  or  an}*  part  of  the  evidence,  it  would  have  been 
their  duty  to  give  an  opinion  upon  such  points,  leaving  the  conclu- 
sion of  fact  from  the  evidence  to  be  drawn  bv  the  iurv.  But  this 
course  not  having  been  pursued,  this  court  can  take  no  notice  of  the 
evidence,  although  spread  upon  the  record,  except  so  far  as  it  is  con- 
nected with  the  single  point  upon  which  the  opinion  which  is  ex- 
cepted to  was  given.  As  to  the  residue  of  that  opinion,  that  "  the 
legal  aspect  of  the  case  would  not  be  changed,  although  the  defend- 
ant might,  on  any  occasion,  have  supplied,  at  the  cost  of  Hatch  & 
Kirknar,  the  wire  from  which  the  chains  so  manufactured  were 
made,"  it  is  quite  as  free  from  the  objection  as  the  preceding  part 
of  it,  since  it  stands  upon  precisely  the  same  principle. 

Judgment  affirmed  with  costs. 


Abraham  L.  Pennock  and  James  Sellers  v.  Adam  Dialogue. 

(2  Peters,  1.) 

1.  The  record  contains,  embodied  in  the  bill  of  exception?,  the  whole  of  the  testi- 
mony and  evidence  offered  at  the  trial  of  the  cause  by  each  party  in  support 
of  the  issue.  It  is  very  voluminous,  and  as  no  exception  was  taken  to  its 
competency  or  sufficiency,  either  generally  or  for  any  particular  purpose,  It 
Is  not  properly  before  the  court  for  consideration,  and  forms  an  expensive 
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and  unnecessary  burden  upon  the  record.  This  ooillt  has  had  occasion,  in 
many  cases,  to  express  its  regret  on  account  of  irregular  proceedings  of  this 
nature.  There  was  not  the  slightest  necessity  of  putting  any  portion  of  the 
evidence  in  this  case  upon  the  record,  since  the  opinion  of  the  court,  deliv- 
ered to  the  jury,  presented  a  general  principle  of  law,  and  the  application  of 
the  evidence  to  it  was  left  to  the  jury. 

2.  It  is  no  ground  of  reversal,  that  the  court  below  omitted  to  give  directions  to 
the  jury  upon  any  points  of  law  which  might  arise  in  the  cause,  where  it  was 
not  requested  by  either  party  at  the  trial.  It  is  sufficient  for  us  that  the  court 
has  given  no  erroneous  directions. 

3.  If  cither  party  considers  any  point  presented  by  the  evidence  omitted  in  the 
charge  of  the  court,  it  is  competent  for  such  party  to  require  an  opinion  from 
the  eourt  upon  that  point.  The  court  cannot  be.  presumed  to  do  more,  in 
ordinary  cases,  than  to  express  its  opinion  upon  questions  winch  the  parties 
themselves  have  raised  on  the  trial. 

4.  It  has  not  been,  and  indeed  it  cannot  be,  denied  that  an  inventor  may  abandon 
his  invention,  and  surrender  or  dedieate  it  to  the  public.  This  inchoate  right, 
thus  gone,  cannot  afterwards  be  resumed  at  his  pleasure ;  for  when  gifts  arc 
once  made  to  the  public  in  tins  way  they  become  absolute.  The  question 
whieli  generally  arises  on  trials  is  a  question  of  fact,  rather  than  of  law— 
whether  the  aets  or  acquiescence  of  the  party  furnish  in  the  given  case  satis- 
factory proof  of  an  abandonment  or  dedication  of  the  invention  to  the  public. 

5.  It  is  obvious  that  many  of  the  provisions  of  our  Patent  Act  are  derived  from 
the  principles  and  practice  which  have  prevailed  in  the  construction  of  the 
law  of  England  in  relation  to  patents. 

6.  Where  English  statutes — such,  for  instance,  as  the  statute  of  frauds  and  the 
statute  of  limitations — have  been  adopted  into  our  own  legislation,  the  known 
and  settled  construction  of  those  statutes  by  courts  of  law  has  been  con- 
sidered as  silently  incorporated  into  the  aets,  or  has  been  received  with  all 
the  weight  of  authority.  Tins  is  not  the  case  with  the  English  statute  of 
monopolies,  which  contains  an  exception,  on  which  the  grants  of  patents  for 
inventions  have  issued  in  that  country.  The  language  of  that  clause  in  the 
statute  is  not  identical  with  the  Patent  Law  of  the  United  States;  but  the 
construction  of  it  adopted  by  the  English  courts,  and  the  principles  and  prac- 
tice which  have  long  regulated  the  grants  of  their  patents,  as  they  must  have 
been  known,  and  are  tacitly  referred  to  In  some  of  the  provisions  of  our  own 
statute,  a  (lord  materials  to  illustrate  it.  » 

7.  The  true  meaning  <>f  the  words  of  the  Patent  Law,  "  not  known  or  used  before 
the  application,'1  is,  not  known  or  used  by  the  public  before  the  application. 

8.  If  an  Inventor  should  be  permitted  to  hold  back  from  tin?  knowledge  of  Ihe 
public  the  secrets  of  his  invention;  if  he  should,  for  a  long  period  of  years, 
retain  the  monopoly,  and  make  and  sell  his  invention  publicly,  and  thus 
gather  the  whole  profits  of  it,  relying  upon  his  superior  skill  and  knowledge 
of  the  structure,  and  then,  and  then  only,  when  the  danger  of  competition 
should  force  him  to  procure  the  exclusive  right,  he  should  be  allowed  to  take 
out  a  patent,  and  thus  exclude  the  public  from  any  further  use  than  what 
should  be  derived  under  it  during  his  fourteen  years,  it  would  materially 
retard  the  progress  of  science  and  the  useful  arts,  and  give  a  premium  to 
those  who  should  be  least  prompt  to  communicate  their  discoveries. 

9.  If  an  invention  is  used  by  the  public,  with  the  consent  of  the  inventor,  at  the 
time  of  his  application  for  a  patent,  how  can  the  eourt  say  that  his  case  is 
nevertheless  such  as  the  act  was  intended  to  protect?    If  such  a  public  use  i* 
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not  a  use  witliin  the  meaning  of  the  statute,  how  can  the  court  extract  the 
case  from  its  operation,  and  support  a  patent,  when  the  suggestions  of  the 
patentee  were  not  true,  and  the  conditions  on  which  alone  the  grant  was 
authorized  do  not  exist? 
10.  The  true  construction  of  the  Patent  Law  Is,  that  the  first  inventor  cannot 
acquire  a  good  title  to  a  patent  if  he  suffers  the  thing  invented  to  go  Into 
public  use,  or  to  be  publicly  sold  for  use,  before  he  makes  application  for  a 
patent.  This  voluntary  act,  or  acquiescence  in  the  public  sale  or  use,  is  an 
abandonment  of  his  right ;  or.  rather,  creates  a  disability  to  comply  with  the 
terms  and  conditions  of  the  law,  on  which  alone  the  Secretary  of  State  is 
authorized  to  grant  him  a  patent. 

This  case  was  brought  before  the  court  on  a  writ  of  error  to  the 
Circuit  Court  for  the  Eastern  District  of  Pennsylvania. 

In  that  court,  the  plaintiffs  in  error  had  instituted  their  suit  against 
the  defendants,  for  an  infringement  of  a  patent-right,  for  "an  im- 
provement in  the  art  of  making  tubes  or  hose  for  conveying  air, 
water,  and  other  fluids."  The  invention  claimed  by  the  patentees 
was  in  the  mode  of  making  the  hose,  so  that  the  parts  so  joined  to- 
gether would  be  tight,  and  as  capable  of  resisting  the  pressure  as  any 
other  part  of  the  machine. 

The  bill  of  exceptions  which  came  up  with  the  record  contained 
the  whole  evidence  given  in  the  trial  of  the  cause  in  the  Circuit 
Court.  The  invention  for  which  the  patent-right  was  claimed  was 
completed  in  1811,  and  the  letters  patent  were  obtained  in  1818.  In 
this  interval,  upwards  of  thirteen  thousand  feet  of  hose,  constructed  ac- 
cording to  the  invention  of  the  patentees,  had  been  made  and  sold 
in  the  city  of  Philadelphia.  One  Samuel  Jenkins,  by  the  permission 
of,  and  under  an  agreement  between  the  plaintiffs  as  to  the  price, 
had  made  and  sold  the  hose  invented  by  the  plaintifts,  and  supplied 
several  hose  companies  in  the  city  of  Philadelphia  with  the  same. 
Jenkins*  during  much  of  the  time,  was  in  the  service  of  the  plaintiffs, 
and  had  been  instructed  by  them  in  the  art  of  making  the  hose. 
There  was  no  positive  evidence  that  the  agreement  between  Jenkins 
and  the  plaintiffs  in  error  was  known  to  or  concealed  from  the  pub- 
lic. The  plaintiffs,  on  the  trial,  did  not  allege  or  offer  evidence  to 
prove  that  they  had  delayed  making  application  for  a  patent  for  the 
purpose  of  improving  their  invention,  or  that  from  1811  to  1818 
any  important  modifications  or  alterations  had  been  made  in  their 
riveted  hose.  The  plaintiffs  claimed  before  the  jury  that  all  the  hose 
which  had  been  made  and  sold  to  the  public  prior  to  their  patent  had 
been  constructed  and  vended  by  Jenkins  under  their  permission. 

Upon  the  whole  evidence  in  the  case,  the  Circuit  Court  charged 
the  jury: 
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"We  arc  clearly  of  opinion  that  if  an  inventor  makes  his  discovery 
public,  looks  on  and  permits  others  freely  to  use  it,  without  objection 
or  assertion  of  claim  to  the  invention,  of  which  the  public  might  take 
notice,  he  abandons  the  inchoate  right  to  the  exclusive  use  of  the  in- 
vention to  which  a  patent  would  have  entitled  him  had  it  been  ap- 
plied for  before  such  use.  And  we  think  it  makes  no  difference  in 
the  principle,  that  the  article  so  publicly  used,  and  afterwards  pat- 
ented, was  made  by  a  particular  individual,  who  did  so  by  the  private 
permission  of  the  inventor.  As  long  as  an  inventor  keeps  to  himself 
the  subject  of  his  discovery,  the  public  cannot  be  injured;  and  even 
if  it  be  made  public,  but  accompanied  by  an  assertion  of  the  inven- 
tor's claim  to  the  discovery,  those  who  should  make  or  use  the  subject 
of  the  invention  would  at  least  be  put  upon  their  guard.  But  if  the 
public,  with  the  knowledge  and  the  tacit  consent  of  the  inventor,  is 
permitted  to  use  the  invention  without  opposition,  it  is  a  fraud  upon 
the  public  afterwards  to  take  out  a  patent.  It  is  possible  that  the 
inventor  may  not  have  intended  to  give  the  benefit  of  his  discovery 
to  the  public,  and  may  have  supposed  that  by  giving  permission  to 
a  particular  individual  to  construct  for  others  the  thing  patented,  he 
could  not  be  presumed  to  have  done  so.  But  it  is  not  a  question  of 
intention  which  is  involved  in  the  principle  which  we  have  laid 
down,  but  of  legal  inference,  resulting  from  the  conduct  of  the  in- 
ventor, and  affecting  the  interests  of  the  public.  It  is  for  the  jury 
to  say  whether  the  evidence  briugs  this  case  within  the  principle 
which  has  been  stated.  If  it  does,  the  court  is  of  opinion  that  the 
plaintiffs  are  not  entitled  to  a  verdict." 

To  this  charge  the  plaintiffs  excepted,  and  the  jury  gave  a  verdict 
for  the  defendant. 

Mr.  Webster,  for  plaintiff  in  error,  contended : 

1.  That  the  invention  being  of  such  a  nature  that  the  use  of  it,  for 
the  purpose  of  trying  its  utility  and  bringing  it  to  perfection,  must 
necessarily  be  open  and  public,  the  implication  of  a  waiver  or  aban- 
donment of  the  right,  furnished  by  such  public  use,  is  rebutted  by 
the  circumstance  that  the  article  was  made  and  sold  onlv  bv  one  in- 
dividual,  and  that  individual  was  authorized  and  permitted  so  to  do 
by  the  inventors. 

2.  That  the  use  of  an  invention,  however  public,  if  it  be  by  the 
permission  and  under  the  continual  exclusive  claim  of  the  inventor, 
does  not  take  away  his  right,  except  after  an  unreasonable  lapse  of 
time,  or  gros^  negligence  in  applying  for  a  patent. 

3.  That  the  jury  should  have  been  instructed,  that  if  they  found 
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the  riveted  hose  which  was  in  use  by  the  hose  companies  had  been 
all  made  and  sold  by  Jenkins,  and  by  no  one  else,  prior  to  the  grant 
of  the  patent,  and  that  he  was  permitted  by  the  inventors  under  their 
agreement  so  to  make  and  sell  the  same,  that  such  use  of  the  in- 
vention, not  being  adverse  to  their  claim,  did  not  take  away  their 
exclusive  right,  nor  imply  an  abandonment  of  it  to  the  public. 

4.  That  if  they  found  the  hose  had  not  been  made  or  sold,  prior 
to  the  grant  of  the  patent,  by  any  person  but  Jenkins,  then  the  giv- 
ing of  permission  to  him,  being  in  itself  an  assertion  of  claim,  was 
not  a  dedication  to  the  public;  and  that  the  public,  by  purchasing 
and  using  the  hose  thus  made  by  the  permission  of  the  inventors, 
acquired  no  title  to  the  invention;  but,  on  the  contrary,  if  the  price 
paid  included  a  premium  for  the  invention,  the  public  by  so  purchas- 
ing admitted  the  right  of  the  inventors. 

5.  That,  at  any  rate,  there  being  no  use  by  the  public  of  this  in- 
vention, it  should  have  been  left  to  the  jury  to  say  whether,  under 
all  the  circumstances,  considering  the  nature  of  the  invention  and  the 
time  necessary  to  perfect  it,  the  plaintiffs  have  been  guilty  of  negli- 
gence in  not  sooner  applying  for  a  patent. 

Mr.  Webster  stated  that  the  question  to  be  decided  by  the  court  laid 
within  a  narrow  compass.  The  defense  set  up  was  that  the  plaintiffs 
had  suffered  their  invention  to  be  used  before  their  application  for  a 
patent,  and  had  thns  lost  all  right  to  the  exclusive  use  of  it. 

The  court,  in  this  case,  would  be  called  upon  to  reverse  the  English 
decision  relative  to  abandonments;  for  it  was  admitted  that  those 
cases  had  gone  to  the  whole  extent  of  the  principles  applied  to  this 
case  in  the  Circuit  Court.  Those  cases  have  decided  that  any  public 
use  of  an  invention,  even  for  experiment,  renders  it  no  longer  a  new 
machine.  In  the  courts  of  the  United  States  a  more  just  view  had 
been  taken  of  the  rights  of  inventors.  The  laws  of  the  United  States 
were  intended  to  protect  those  rights,  and  to  confer  benefits;  while 
the  provisions  in  the  statute  of  England,  under  which  patents  arc 
issued,  arc  exceptions  to  the  law  prohibiting  monopolies.  Hence, 
the  construction  of  the  British  statute  had  been  exceedingly  strait  and 
narrow,  and  different  from  the  more  liberal  interpretation  of  our  laws. 

By  the  decisions  of  our  courts,  there  must  be  a  volant '  ira  ah  union- 
nwnt  or  niylijence, or  anrc/i^onahlc  delay  in  obtaining  letters  patent,  to 
destroy  the  right  of  the  patentee.  Goodymr  v.  Mitkcw.%  Paine's  Rep., 
300;  Morris  v.  HunCnjlon,  Ibid.,  .348. 

The  exception  to  the  charge  of  the  court  is,  that  the  jury  should 
have  been  instructed  to  decide,  upon  the  evidence,  whether  the  plain- 
tiff meant  to  abandon  his  invention  by  the  permission  to  Jenkins  t<\ 
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use  it.  Jenkins  must  b3  considered  as  the  private  agent  of  the  in- 
ventors, and  their  agreement  with  him,  under  which  he  made  the 
hose,  is  to  be  considered  rather  as  an  assertion  of  their  exclusive 
right  to  the  invention  than  a  surrender  of  it.  By  omitting  to  leave 
to  the  jury  this  question  of  an  intention  to  aband  on,  the  case  was 
erroneously  withdrawn  from  them.  The  rights  of  the  parties  also 
entitled  them  to  have  the  causes  of  their  delay  in  patenting  their  in- 
vention inquired  of  by  the  jury.  As  the  case  is  presented  on  the  bill 
of  exceptions,  the  court  in  their  charge  undertook  to  state  the  whole 
law  of  the  subject-matter  to  the  jury,  and  the  omission  to  instruct 
them  on  any  one  point  is  error. 

If,  in  this  charge  of  the  court,  anything  is  omitted  which  was  mat- 
ter of  law  for  the  jury,  it  is  misdirection. 

In  a  case  in  Massachusetts,  said  to  be  reported  in  4  Mason's  Rep., 
it  was  left  to  the  jury  to  decide  whether  seventeen  years'  delay  could 
be  accouuted  for. 

Under  the  provisions  of  the  laws  of  the  United  States,  the  right  is 
created  by  the  invention,  and  not  by  the  pitent.  The  court,  therefore, 
may  have  misled  the  jury,  in  stating  that  the  plaintiffs  allowed  the 
invention  to  be  used.  The  thinj  invented  was  only  permitted  to  be 
used. 

The  suggestion  that,  by  adopting  the  language  of  the  English  stat- 
ute, the  cases  decided  iu  England  upon  that  statute  are  adopted,  may 
be  answered  by  a  reference  to  those  cases.  They  have  all  arisen 
within  a  few  years  since  the  enactment  of  our  law;  and,  except  the 
dictum  of  Lord  Coke  in  2  Institute,  the  authorities  are  all  of  modern 
date. 

If  this  court  shall  be  of  opinion  that,  as  no  instructions  were  particu- 
larly asked  upon  the  questions  raised  here,  the  court  below  were  not 
bound  to  notice  them  in  the  charge,  and  that  the  court  did  not  under- 
take to  decide  the  whole  law,  the  plaintiff  in  error  can  make  out  no 
case  here.  But  if  this  court  shall  consider  the  questions  now  sub- 
mitted doubtful,  as  the  rights  of  the  plaintiffs  may  not  have  been 
fully  investigated,  by  sending  the  case  back  to  the  Circuit  Court  a 
more  full  investigation  of  all  the  points  involved  iu  it  may  be  made. 

Mv.  Sirgeant,for  the  defendant,  insisted: 

1.  That  mere  invention  gives  no  right  to  an  exclusive  use,  unless 
a  patent  is  obtained;  and  that  if,  at  a  time  when  no  right  is  infringed, 
the  public  fairly  acquire  possession  of  it,  the  inventor  cannot,  by  sub- 
sequently obtaining  a  patent,  take  it  away. 

2.  That  the  inventor,  by  abstaining  from  getting  a  patent,  encour- 
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aged  the  public  to  uso  the  article  freely,  and  thus  benefited  his  own 
manufactory.  And  he  is  not  at  liberty,  when  this  advantage  is  ex- 
hausted, to  turn  round  and  endeavor  to  reach  another  and  a  dif- 
ferent kind  of  advautage,  by  appropriating  the  use  exclusively  to 
himself. 

In  the  circuit  where  this  cause  was  tried,  it  was  not  the  practice  to 
ask  the  court  for  special  instructions  to  the  jury.  After  the  evidence 
had  been  closed  and  counsel  heard,  a  charge  was  given  to  the  jury, 
according  to  the  nature  of  the  case,  upon  the  points  made  by  counsel, 
or  which  might  suggest  themselves  to  the  mind  of  the  judge.  It  was 
competent,  however,  to  either  party,  after  the  charge,  to  ask  the  opin- 
ion of  the  court  upon  any  point  supposed  to  have  been  omitted  which 
was  material  to  the  decision.  In  this  ease,  no  such  request  had  been 
made;  and  no  objection  can  now  be  made  to  the  charge  for  any  im- 
puted omission.  The  only  question  was,  whether  the  principles  laid 
down  to  the  jury  for  their  guidance  were  correct,  and  according  to 
law,  in  the  particular  excepted  to. 

The  charge  must  of  course  be  considered  with  reference  to  the 
facts,  the  whole  of  which  appear  upon  the  record.  The  petition  of 
the  plaintiffs  to  the  Secretary  of  State  stated,  in  the  words  of  tho 
Patent  Law,  that  thev  were  the  inventors  of  a  "new  and  useful  im- 
provement,"  "  not  known  or  used  before  their  application."  The  "  ap- 
plication" was  made  in  July,  1818.  Their  averment,  therefore,  upon 
which  they  obtained  their  patent,  was,  that  the  rivet  hose  was  a  new 
invention,  not  "  known  or  used  "  before  the  year  1818.  The  facts 
proved  upon  the  trial  were  that  tho  invention  had  been  completed  and 
published  in  the  year  1811,  seven  years  before  the  application ;  that 
during  that  period  it  had  been  known  and  used  as  common  public 
property,  (and  not  as  private  property,)  which  any  one  might  use  as 
publicly  known;  and  that  it  was  so  known  and  used  with  the  knowl- 
edge of  those  who  now  claim  to  be  the  inventors,  without  anv  a^scr- 
tion  or  claim  on  their  part  of  exclusive  property,  and  without  notice  of 
intention  to  make  such  claim.  There  was  not  a  single  circumstanc? 
offered  to  explain  the  delay. 

There  was  an  attempt  to  show  that  the  making  of  the  article  for 
use  was  limited  by  the  authority  and  permission  of  the  plaintiffs,  and 
thence  to  infer  that  they  did  not  intend  to  give  it  to  the  public.  A 
witness  produced  by  them,  and  the  only  person  who  appeared  to  have 
made  the  article,  declared,  in  substance,  "  that  he  was  taught  by  the 
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plaintiffs  in  1811  to  make  hose;  that  in  th  it  year  he  made  a  certain 
quantity  of  it  for  the  Philadelphia  Tlose  Company,  plaintiffs  being 
members  of  the  committee;  and  that  by  permission  of  the  plaintiffs 
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he  made  about  thirteen  thousand  feet  of  hose,  for  different  hose  com- 
panies, from  1811  to  the  time  of  granting  the  patent." 

Thus,  in  point  of  fact,  nearly  two  miles  and  a  half  in  length  of 
hose  had  been  made  at  different  times  in  the  course  of  seven  yeans, 
before  the  patent,  and  had  been  sold  to  different  hose  companies, 
not  to  experiment  with,  in  order  to  bring  the  invention  to  perfection, 
but  for  public  use,  as  a  thing  already  completed  and  adapted  to  the 
purpose  of  arresting  the  ravages  of  fire.  It  was  so  used ;  and  from 
the  year  1811  to  the  vear  1818  it  was  never  materially  altered  or 
improved.  The  thing  patented  in  1818  was  precisely  the  thing  in- 
vented, completed,  and  used  in  1811. 

Were  the  plaintiffs,  under  these  circumstances,  entitled  to  a  pat- 
ent ?  Or  could  a  patent  thus  obtained  be  supported  ?  The  authori- 
ties upon  the  subject  are  decisive.  He  did  not  admit  that  the  weight 
of  judicial  or  legal  opinion  in  England  was  lessened  by  the  supposed 
difference  in  the  policy  of  the  two  countries,  or  that  in  fact  any  such 
difference  existed.  It  was  true  that  the  process  or  mode  of  legislat- 
ion was  varied  according  to  the  existing  state  of  things.  The  statute 
of  James  was  made  to  abolish  monopolies ;  but  it  saved,  by  exception, 
the  rights  of  the  inventors  of  new  and  useful  inventions  who  had 
before  enjoyed  exclusive  privileges.  The  Constitution  of  the  United 
States  and  the  act  of  Congress,  on  the  contrary,  having  no  monopo- 
lies to  deal  with,  created  exclusive  privileges  in  favor  of  the  same 
description  of  persons.  The  one  preserved  to  them  a  preexisting 
monopoly,  and  the  other  conferred  it  upon  them.  Both  were  in- 
fluenced by  the  merits  of  the  inventor  and  the  public  advantage  of 
encouraging  inventive  genius.  And  they  were  equally  influenced 
by  these  considerations;  for  it  required  at  least  as  strong  a  sense  of 
their  just  claims  to  distinction,  to  except  new  and  useful  inventions 
from  the  statutory  odium  and  denunciation  of  monopolies,  as  it  did 
to  confer  upon  them  the  benefits  of  monopoly  by  direct  enactment 
There  was  no  reason,  therefore,  why  the  judicial  construction  of  the 
statute  of  James,  (from  which  our  act  of  Congress  was  in  this  respect 
copied,)  which  had  become,  as  it  were,  incorporated  with  and  part  of 
the  statute,  should  not  be  as  much  respected  as  in  the  instance  of  any 
other  statute.  The  adoption  of  the  language  of  the  statute  was  the 
adoption  also  of  its  settled  interpretation.  It  could  not  surely  be  in- 
sisted that  England  was  wanting  in  intelligence  to  discern  the  value 
of  genius,  or  in  liberality  to  reward  it;  or  that  there  was  a  prevailing 
bias  in  her  judiciary  towards  an  unjust  restriction  of  the  rights  of 
meritorious  inventors.  The  sentiment  of  the  nation  and  the  govern- 
ment, in  all  its  branches,  was  the  opposite  of  this. 
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Before  referring  to  the  cases,  it  might  be  well,  however,  to  exam- 
ine the  matter  a  little  upon  principle.  What  is  the  right  of  an  in- 
ventor ?  It  is  the  right,  given  to  him  by  the  law,  to  apply  for  and  obtain 
a  patent  for  his  invention.  The  patent,  when  duly  obtained,  secures 
to  him  the  exclusive  enjoyment.  Has  he  any  other  right,  before  he 
obtains  a  patent,  than  the  one  just  stated  ?  It  is  obvious  that  he  has 
not.  This,  then,  is  what  the  learned  judge  in  his  charge  styles,  with 
peculiar  aptneas,  an  inchoate  right  ;  that  is,  a  right  to  have  a  title 
upon  complying  with  the  terms  and  conditions  of  the  law.  It  is  like 
an  inchoate  right  to  land,  or  an  inceptive  right  to  land,  well  known 
in  some  of  the  States,  and  everywhere  accompanied  with  the  condi- 
tion that,  to  be  made  available,  it  must  be  prosecuted  with  due  dili- 
gence to  the  consummation  or  completion  of  the  title.  If  the  condi- 
tion be  not  complied  with,  the  right  is  abandoned  or  lost,  and  the 
rights  of  others  are  let  in.  The  abandonment  is  not  a  question  of 
intentiou  of  the  party,  but  it  is  the  legal  construction  of  his  acts  or 
omissions. 

Had  the  plaintiffs  ever  such  an  inchoate  right  ?  According  to  the 
opinion  of  the  judge,  they  undoubtedly  had  such  a  right  by  their  in- 
vention in  1811.  Tftea,  they  could  have  made  out  the  case  required 
by  the  h'rst  section  of  the  act  of  Congress — they  could  have  stated 
with  truth  that  the  thing  invented  *'  was  not  known  or  used  before 
their  application."  But  in  the  year  1818  it  was  no  longer  true.  It 
might  be  stated,  but  it  could  not  be  truly  stated.  They  were  unable 
to  comply  with  the  condition  of  law.  For  if  the  inventor,  as  was 
the  case  here,  voluntarily  permit  his  invention  to  be  known  and  used 
as  a  thing  not  intended  to  be  patented,  how  can  he  make  this  state- 
ment? By  so  doing,  he  abandous  his  inchoate  right;  he  proclaims 
to  the  world  that  he  does  not  mean  to  secure  it  by  patent,  and  every 
one  is  at  liberty  to  consider  it  abandoned,  because  ever}*  one  ac- 
quainted with  the  law  knows  that  he  has  incurred  a  disability.  This 
is  the  inevitable  legal  construction  of  his  conduct,  and  is  altogether 
independent  of  his  intention,  unless  we  suppose  the  act  to  be  guilty 
of  the  absurdity  of  requiring  that  to  be  stated  which  it  does  not  re- 
quire to  be  true. 

But  the  terms  of  the  act  are  in  this  respect  too  plain  to  admit  of  a 
doubt.  Suppose  an  applicant  should  state  that  his  invention  had 
been  known  and  used  for  seven  years  before  his  application,  could  he 
obtain  a  patent?  Suppose  he  should  state  that  he  had  always  in- 
tended to  reserve  to  himself  a  right  to  obtain  a  patent,  would  that 
help  him  ?  Or,  if  he  should  state  that  it  had  been  so  known  and  used 
only  by  his  permission?    The  language  of  the  aot  is  plain  and  im- 
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pcrative.  Tliere  is  no  scope  for  interpretation.  The  prescribed  con- 
dition is  express.  And  there  is  no  doubt  that  it  was  the  intention  of 
Congress  to  refer  to  the  "application,"  as  the  period  before  which  the 
thing  was  not  kuown  or  used;  for  in  the  subsequent  act  of  17th 
April,  1800,  conferring  the  privileges  of  the  Patent  Law  upon  resi- 
dent aliens,  the  same  word  is  used  for  the  same  purpose.  And  it  is 
declared  that  the  patent  shall  be  void  if  the  thing  patented  was  known 
or  used  before  the  application.    Act  of  17th  April,  1800,  section  1. 

It  is  not  contended,  that  if  the  invention  should  be  pirated,  the  use 
or  knowledge  obtained  by  the  piracy,  or  otherwise  obtained  without 
the  knowledge  or  consent  and  without  the  fault  of  the  inventor,  would 
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bar  him  from  getting  a  patent.  Nor  is  it  contended  that  his  own 
knowledge  aud  use  would  be  a  bar.  The  latter  is  a  necessary  excep- 
tion out  of  the  generality  of  the  terms  of  the  law,  because  every  in- 
ventor must  know  his  invention,  and  must  use  it  to  the  extent  of 
ascertaining  its  usefulness,  before  he  applies  for  a  patent.  The  former 
is  a  case  where  there  is  no  fault  on  the  part  of  the  inventor.  But  it 
is  contended  that  the  inventor  who  means  to  reply  upon  a  patent 
must  make  his  application  within  a  reasonable  time,  and  that  if  he 
permit  his  invention  to  be  publicly  kuown  and  used  before  he  ap- 
plies, he  cannot  obtain  a  patent,  lie  abandons  his  right  if  he  sell 
it  for  public  use  himself,  and,  a  fortiori,  if  he  permit  another  so  to 
sell  it. 

There  is  a  cautious  intimation  in  the  charge,  that  possibly  there 
might  be  some  saving  efficacy  in  accompanying  the  use  with  an  as- 
sertion of  claim  by  the  inventor.  And  it  is  also  put  as  a  circum- 
stance  against  the  plaintitts  (which  was  clearly  in  evidence)  that  there 
was  no  such  assertion  or  notice.  The  charge  is  therefore  applicable 
•  only  to' a  case  of  unqualified  public  use,  without  notice  or  assertion 
of  claim.  That  such  a  notice  would  be  available,  or  that  there  can 
>be  any  other  assertion  of  claim  than  the  legal  assertion  by  applying 
for  a  patent,  are  propositions  which  it  is  not  now  necessary  to  ex- 
amine.   They  were  not  affirmatively  laid  down  by  the  court,  nor 
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otherwise  adverted  to  than  for  the  purpose  of  showing  that  the  facts 
did  not  entitle  the  plaintiffs  to  the  benefit  of  them.  They  cannot, 
therefore,  complain.  Whether  such  assertions  or  notice,  contradicted 
by  the  acts  of  the  inventor,  will  be  available,  is  a  question  not  de- 
cided below.  Certain  it  is,  that  a  secret  permission,  given  to  their 
own  agent,  can  no  more  be  an  assertion  or  notice  than  a  resolution 
locked  up  in  their  own  breasts. 

The  construction  contended  for  is  in  accordance  with  the  policy  of 
the  law.    Patents  are  intended  to  be  granted  for  a  limited  time,  be- 
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ginning  with  the  invention.  He  who  asks  for  one  must  describe  his 
invention  with  such  certainty  as  will  insure  to  the  public  its  use  when 
the  patent  expires ;  and  at  the  expiration  of  the  time  the  tiling  in- 
vented is  public  property.  The  inventor,  to  enjoy  its  benefits,  must 
place  his  whole  reliance  upon  it.  Is  it  competent  lor  him,  then,  to 
secure  to  himself  the  advantages  of  his  own  peculiar  knowledge  and 
skill  as  long  as  these  will  avail  him,  and  when  they  are  exhausted 
to  apply  for  a  patent  ?  There  are  many  inventions  the  secret  of 
which  is  not  at  once  discoverable  from  an  inspection  of  the  thing  in- 
vented. The  inventor  may  keep  that  as  long  as  he  can.  He  may 
have  extraordinary  skill  or  methods  of  working  which  will  enable 
him  to  keep  the  market  to  himself.  May  he  enjoy  these  exclusive 
privileges  for  seven  years,  and  then  obtain  a  patent  for  fourteen 
more  ?  He  would  then  have  the  exclusive  use  for  twenty-one  years. 
If  for  seven,  why  not  for  fourteen,  or  twenty-one,  or  any  other  assign- 
able time?  The  moment  that  his  invention  comes  into  the  most 
common  or  public  use,  is  the  moment  when  he  applies  for  a  patent. 
When  the  public  have  fully  got  possession  of  it,  he  seeks  to  withdraw 
it  from  the  common  stock  and  appropriate  it.  to  himself.  This  is  di- 
rectly contrary  to  the  design  of  the  law.  It  extends  the  term  and 
inverts  the  order  of  proceeding.  The  inconveniences  would  be  very 
great.  Those  who  were  engaged  in  making  the  article  must  stop. 
Those  who  had  arranged  for  making  it  must  abandon  their  arrange- 
ments. Those  who  had  employed  their  time  in  learning  to  make  it 
must  lose  their  time  and  their  labor.  And  even  a  bona  fide  inventor, 
who  had  discovered  the  same  thing  by  his  own  study  and  experi- 
ments, would  be  deprived  of  the  fruits  of  his  ingenuity  and  exertions. 
And  why  ?  Simply  because  the  first  inventor  did  not  choose  sooner 
to  take  out  a  patent,  as  he  might  have  done.  The  conditions  of  the 
law  being  such  as  he  can  comply  with,  and  ought  to  comply  with,  he 
postpones  a  compliance  for  his  own  profit,  and  leads  the  community 
into  an  injurious  error.  If  it  be  designed,  it  is  a  wrong.  If  it  be 
without  design,  it  is  negligence.  Ought  he  to  be  benefited  by  his 
own  wrong  or  negligence  ? 

The  authorities  are  against  him.  He  cited  3  Inst.,  184 ;  Wood  v. 
Zimmtr,  1  Holt's  N.  P.  Rep.,  58;  Whittemort  v.  Cutter,  1  Gall.,  482; 
and  referred  to  Evans  v.  Eaton,  1  Peters's  0.  C.  Rep.,  348 ;  Thompson 
v.  Haight,  1  U.  S.  Law  Journal,  563. 

He  then  examined  the  several  points  stated  for  the  defendant,  eon- 
tending  that  some  of  them  were  unsupported  by  the  facts  and  others 
by  the  law.  Under  the  second,  he  argued  that  there  had  been  an 
"  unreasonable  lapse  of  time  "  and  "  gross  negligence."    That  seven 
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years — the  period  here  unexplained— were  beyond  all  reasonable 
bounds. 

He  contended  also  that  due  diligence,  where  there  were  no  circum- 
stance' of  explanation,  was  a  question  of  law;  and  that  it  consisted 
in  applying  for  a  patent  as  soon  after  the  invention  was  completed  as 
could  reasonably  be  done ;  and,  finally,  that  due  diligence  required 
that  the  application  should  be  made  before  the  thing  invented  was 
publicly  known  and  used  with  the  consent  of  the  iuventor. 

Mr.  Justice  Story  delivered  the  opinion  of  the.  court. 

This  is  a  writ  of  error  to  the  Circuit  Court  of  Pennsylvania.  The 
original  action  was  brought  by  the  plaintiffs  in  error  for  an  asserted 
violation  of  a  patent  granted  to  them  on  the  Cth  of  July,  1818,  for  a 
new  aud  useful  improvement  in  the  art  of  making  leather  tubes,  or 
hose,  for  conveying  air,  water,  and  other  fluids.  The  cause  was  tried 
upon  the  general  issue,  and  a  verdict  was  found  for  tbe  defendant, 
upon  which  judgment  passed  in  his  favor;  and  the  correctness  of 
that  judgment  is  now  in  controversy  before  this  court. 

At  the  trial,  a  bill  of  exceptions  was  taken  to  an  opiuiou  delivered 
by  the  court  in  the  charge  to  the  jury,  as  follows,  namely:  "That 
the  law  arising  upon  the  case  was,  that  if  an  inventor  makes  his  dis- 
covery public,  looks  on  and  permits  others  freely  to  use  it.  without 
objection  or  assertion  of  claim  to  the  invention  of  which  the  public 
might  take  notice,  he  abandons  the  inchoate  right  to  the  exclusive 
use  of  the  invention  to  which  a  patent  would  have  entitled  him,  had 
it  been  applied  for  before  such  use ;  and  that  it  makes  no  difference 
in  the  principle  that  the  article  so  publicly  used,  aud  afterwards  pat- 
ented, was  made  by  a  particular  individual,  who  did  so  by  the  private 
permission  of  (he  inventor.  And  thereupon  did  charge  the  jury  th/Uy 
if  the  evidence,  brings  the  case  within  the  principle  which  had  been  stated, 
the  court  were  of  opinion  that  the  plaintiff's  wero  not  entitled  to  a 
verdict." 

The  record  contains,  embodied  in  the  bill  of  exceptions,  the  whole 
of  the  testimony  and  evidence  offered  at  the  trial  by  each  party  in 
support  of  the  issue.  It  is  very  voluminous,  and  as  no  exception  was 
taken  to  its  competency  or  sufficiency,  either  generally  or  for  any 
particular  purpose,  it  is  not  properly  before  this  court  for  considera- 
tion, and  forms  an  expensive  and  unnecessary  burden  upon  the  rec- 
ord. This  court  has  had  occasion  in  many  cases  to  express  its  regret 
on  account  of  irregular  proceedings  of  this  nature.  There  was  not 
the  slightest  necessity  of  putting  any  portion  of  the  evidence  in  this 
case  tipon  the  record,  since  the  opinion  of  the  court,  delivered  to  the 
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jury,  presented  a  general  principle  of  law,  and  the  application  of  the 
evidence  to  it  was  left  to  the  jury. 

In  the  argument  at  the  bar,  much  reliance  has  been  placed  upon 
this  evidence  by  the  counsel  for  both  parties.  It  has  been  said,  on 
behalf  of  the  defendants  in  error,  that  it  called  for  other  and  explan- 
atory directions  from  the  court,  and  that  the  omission  of  the  court  to 
give  them  in  the  charge  furnishes  a  good  ground  for  a  reversal,  as  it 
would  have  furnished  in  the  court  below  for  a  new  trial.  But  it  is 
no  ground  of  reversal  that  the  court  below  omitted  to  give  directions 
to  the  jury  upon  auy  points  of  law  which  might  arise  in  the  cause, 
where  it  was  not  requested  by  either  party  at  the  trial.  It  is  sufficient 
for  us  that  the  court  has  given  no  erroneous  directions.  If  either 
party  deems  any  point  presented  by  the  evidence  to  be  omitted  in 
the  charge,  it  is  competeut  for  such  party  to  require  an  opinion  from 
the  court  upon  that  point.  If  he  does  not,  it  is  a  waiver  of  it.  The 
court  cannot  be  presumed  to  do  more  in  ordinary  cases  than  to  ex- 
press its  opinion  upon  the  questions  which  the  parties  themselves 
have  raised  at  the  trial. 

On  the  other  hand,  the  counsel  for  the  defendant  in  error  ha  ;  en- 
deavored to  extract  from  the  same  evidence  strong  confirmations  of 
the  charge  of  the  court.  But,  for  the  reason  already  suggested,  the 
evidence  must  be  laid  out  of  the  case,  and  all  the  reasoning  founded 
on  it  falls. 

The  single  question,  then,  is,  whether  the  charge  of  the  court  was 
correct  in  point  of  law.  It  has  not  been,  and  indeed  cannot  be,  de- 
nied that  an  inventor  may  abandon  his  invention  and  surrender  or 
dedicate  it  to  the  public.  This  inchoate  right,  thus  once  gone,  can- 
not afterwards  be  resumed  at  his  pleasure ;  for  where  gifts  are  once 
made  to  the  public  in  this  way,  they  become  absolute.  Thus,  if  a 
man  dedicates  a  way  or  other  easement  to  the  public,  it  is  supposed 
to  carry  with  it  a  permanent  right  of  user.  The  question  which  gen- 
erally arises  at  trials  is  a  question  of  fact  rather  than  of  law — whether 
the  acts  or  acquiescence  of  the  party  furnish,  in  the  given  case,  satis- 
factory proof  of  an  abandonment  or  dedication  of  the  invention  to 
the  public.  But  when  all  the  facts  are  given,  there  does  not  seem 
Any  reason  why  the  court  may  not  state  the  legal  conclusion  deduci- 
ble  from  them.  In  this  view  of  the  matter,  the  only  question  would 
be  whether,  upon  general  principles,  the  facts  6tated  by  the  court 
would  justify  the  conclusion. 

In  the  case  at  bar,  it  is  unnecessary'  to  consider  whether  the  facts 
stated  in  the  charge  of  the  court  would,  upon  general  principles, 
warrant  the  conclusion  drawn  by  the  court,  independently  of  any 
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statutory  provisions,  because  we  are  of  opinion  that  the  proper  an- 
swer depends  upon  the  true  exposition  of  the  act  of  Congress  under 
which  the  present  patent  was  obtained.  The  Constitution  of  the 
United  States  has  declared  that  Congress  shall  have  power  "  to  pro- 
mote the  progress  of  science  and  useful  arts  by  securing,  for  limited 
times,  to  authors  and  inventors,  the  exclusive  right  to  their  respective 
writings  and  discoveries."  It  contemplates,  therefore,  that  this  ex- 
clusive right  shall  exist  but  for  a  limited  period,  and  that  the  period 
shall  be  subject  to  the  discretion  of  Congress.  The  Patent  Act  of 
the  21st  of  February,  1793,  ch.  11,  prescribes  the  terms,  and  condi- 
tions, and  manner  of  obtaining  patents  for  inventions;  and  proof  of 
a  strict  compliance  with  them  lies  at  the  foundation  of  the  title  ac- 
quired by  the  patentee.  The  first  section  provides  :  "  That  when  any 
person  or  persons,  being  a  citizen  or  citizens  of  the  United  States, 
shall  allege  that  he  or  they  have  invented  any  new  or  useful  art,  ma- 
chine, manufacture,  or  composition  of  matter,  or  any  new  or  useful 
improvement  on  any  art,  machine,  or  composition  of  matter  not  known 
or  used  before  the  application,  and  shall  present  a  petition  to  the  Secre- 
tary of  State,  signifying  a  desire  of  obtaining  an  exclusive  property 
in  the  same,  and  praying  that  a  patent  may  be  granted  therefor,  it 
shall  and  mav  be  lawful  for  the  said  Secretarv  of  State  to  cause  let- 
ters  patent  to  be  made  out  in  the  name  of  the  United  States,  bearing 
teste  by  the  President  of  the  United  States,  reciting  the  allegations 
and  suggestions  of  the  said  petition,  and  giving  a  short  description 
of  the  said  invention  or  discovery,  and  thereupon  granting  to  the 
said  petitioner,  &c.,/or«  term  not  exceeding  fourteen  years,  the  full  and 
exclusive  right  and  liberty  of  making,  constructing,  using,  and  vending 
to  others  to  be  used  the  said  invention  or  discovery,  &c."  The  third 
section  provides:  "That  every  inventor,  before  he  can  receive  a  pat- 
ent, shall  swear  or  affirm  that  lie  does  verily  believe  that  he  is  the 
true  inventor  or  discoverer  of  the  art,  machine,  or  improvement  for 
which  he  solicits  a  patent."  The  sixth  section  provides  that  the  de- 
fendant shall  be  permitted  to  give  in  defense  to  any  action  brought 
against  him  for  an  infringement  of  the  patent,  among  other  things, 
44  that  the  thing  thus  secured  by  patent  was  not  originally  discovered 
by  the  patentee,  but  Juid  been  in  use,  or  had  been  described  in  some 
public  work,  anterior  to  the  supjx>sed  discovery  of  the  patentee," 

These  are  the  only  material  clauses  bearing  upon  the  question  now 
before  the  court;  and  upon  the  construction  of  them  there  has  been 
no  inconsiderable  diversity  of  opinion  entertained  among  the  profes- 
sion, in  cases  heretofore  litigated. 

It  is  obvious,  to  the  careful  inquirer,  that  many  of  the  provisions  of 
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our  Patent  Act  arc  derived  i'roin  the  principles  and  practice  which 
have  prevailed  in  the  construction  of  that  of  England.  It  is  doubt- 
less true,  as  has  been  suggested  at  the  bar,  that  where  English  stat- 
utes— such,  for  instance,  as  the  statute  of  frauds  and  the  statute  of 
limitations — have  been  adopted  into  our  own  legislation,  the  known 
and  settled  construction  of  those  statutes  by  courts  of  law  has  been 
considered  as  silently  incorporated  into  the  acts,  or  has  been  received 
with  all  the  weight  of  authority.  Strictly  speaking,  that  is  not  the 
case  in  respect  to  the  English  statute  of  monopolies,  which  contains 
an  exception  oil  which  the  grants  of  patents  for  inventions  have  is- 
sued in  that  country.  The  language  of  that  clause  of  the  statute  is 
not,  as  we  shall  presently  sec,  identical  with  ours,  but  the  construction 
of  it  adopted  by  the  English  courts,  and  the  principles  and  practice 
which  have  long  regulated  the  grants  of  their  patents,  as  they  must 
have  been  known  and  are  tacitly  referred  to  in  some  of  the  provis- 
ions of  our  own  statute,  afford  materials  to  illustrate  it 

By  the  very  terms  of  the  first  section  of  our  statute,  the  Secretary 
of  State  is  authorized  to  grant  a  patent  to  any  citizen  applying  for 
the  same,  who  shall  allege  that  he  has  invented  a  new  and  useful  art, 
machine,  &c,  "  not  known  or  used  before  the  application."  The  author- 
ity is  a  limited  one,  and  a  party  must  bring  himself  within  the  terms 
before  he  can  derive  any  title  to  demand  or  to  hold  a  patent.  What, 
then,  is  the  true  meaning  of  the  words  «*  not  known  or  used  before  the 
application"'!  They  cannot  mean  that  the  thing  invented  was  not 
known  or  used  before  the  application  by  the  inventor  himself,  for 
that  would  be  to  prohibit-  him  from  the  only  means  of  obtaining  a 
patent.  The  use  as  well  as  the  knowledge  of  his  invention  must  be 
indispensable,  to  enable  him  to  ascertain  its  competency  to  the  end 
proposed,  as  well  as  to  perfect  its  component  parts.  The  words, 
then,  to  have  any  rational  interpretation,  must  mean,  not  known  or 
used  by  others  before  the  application.  But  how  known  or  used  ?  If 
it  were  necessary,  as  it  well  might  be,  to  employ  others  to  assist  in 
the  original  structure  or  use  by  the  inventor  himself,  or  if,  before  his 
application  for  a  patent,  his  invention  should  be  pirated  by  another, 
or  used  without  his  consent,  it  can  scarcely  be  supposed  that  the  legis- 
lature had  within  its  contemplation  such  knowledge  or  use. 

We  think,  then,  the  true  meaning  must  be,  not  known  or  used  by 
the  public  before  the  application.  And,  thus  construed,  there  is 
much  reason  for  the  limitation  thus  imposed  by  the  act.  While  one 
great  object  was,  by  holding  out  a  reasonable  reward  to  inventors 
and  giving  them  an  exclusive  right  to  their  inventions  for  a  limited 
period,  to  stimulate  the  efforts  of  genius,  the  main  object  was  "  to 
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promote  the  progress  of  science  and  useful  arts";  and  this  could  be 
done  best  by  giving  the  public  at  large  a  right  to  make,  construct, 
use,  and  vend  the  tiling  invented  at  as  early  a  period  as  possible, 
havinsr  a  due  resKird  to  the  rights  of  the  inventor.  If  an  iuventor 
should  be  permitted  to  hold  back  from  the  knowledge  of  the  public 
the  secrets  of  his  invention ;  if  he  should,  for  a  long  period  of  years, 
retain  the  monopoly  and  make  and  sell  his  invention  publicly,  and 
thus  gather  the  whole  profits  of  it,  relying  upon  his  superior  skill  and 
knowledge  of  the  structure,  and  then,  and  then  only,  when  the  dan- 
ger of  competition  should  force  him  to  secure  the  exclusive  right,  he 
should  be  allowed  to  take  out  a  patent,  and  thus  exclude  the  public 
from  any  farther  use  than  what  should  be  derived  under  it  during 
his  fourteen  years — it  would  materially  retard  the  progress  of  science 
and  the  useful  arts,  and  give  a  premium  to  those  who  should  be  least 
prompt  to  communicate  their  discoveries. 

A  provision,  therefore,  that  should  withhold  from  an  inventor  the 
privilege  of  an  exclusive  right,  unless  he  should,  as  early  as  he  should 
allow  the  public  use,  put  the  public  in  possession  of  his  secret  and 
commence  the  running  of  the  period  that  should  limit  that  right, 
would  not  be  deemed  unreasonable.  It  might  be  expected  to  find  a 
place  in  a  wise  prospective  legislation  on  such  a  subject.  If  it  was 
already  found  in  the  jurisprudence  of  the  mother  country,  and  had 
not  been  considered  inconvenient  there,  it  would  not  be  unnatural 
that  it  should  find  a  place  in  our  own. 

Now,  in  point  of  fact,  the  statute  of  21  Jac.,  ch.  3,  commonly  call- 
ed the  statute  of  monopolies,  does  contain  exactly  such  a  provision. 
That  act,  after  prohibiting  monopolies  generally,  contains,  in  the  sixth 
section,  an  exception  in  favor  of  "letters  patent  and  grants  of  privi- 
leges for  fourteen  years  or  under,  of  the  sole  working  or  making  of  any 
manner  of  new  manufactures  within  this  realm,  to  the  true  and  first 
inventor  and  inventors  of  such  manufactures,  which  others  at  the  time 
of  making  such  letters  patent  and  grants  shall  not  use."  Lord  Coke,  in 
his  commentary  upon  this  clause  or  proviso,  (3  Inst.,  184,)  says  that 
the  letters  patent  "must  be  of  such  manufactures  which  any  other  at 
the  time  of  making  such  letters  patent  did  not  use;  for  albeit  it  were 
newly  invented,  yet  if  any  other  did  use  it  at  the  making  of  the  letters 
patent  or  grant  of  the  privilege,  it  is  declared  and  enacted  to  be  void 
by  this  act"  The  use  here  referred  to  has  always  been  understood 
to  be  a  public  use,  and  not  a  private  or  surreptitious  use  in  fraud  of 
the  inventor. 

In  the  case  of  Wood  v.  Zlmmer,  1  Holt's  N.  I\  Rep.,  58,  this  doc- 
trine was  fully  recognized  by  Lord  Chief  Justice  Gibbs.    There  the 
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inventor  had  suffered  the  thing  invented  to  he  sold,  and  go  into  pub- 
lic use  for  four  months  before  the  grant  of  his  patent;  and  it  was 
held  by  the  court  that,  on  this  account,  the  patent  was  utterly  void. 
Lord  Chief  Justice  Gibbs  said:  "To  entitle  a  man  to  a  patent,  the 
invention  must  be  new  to  the  world.  The  public  sale  of  that  which  is 
afterwards  made  the  subject  of  a  patent,  though  sold  by  the  inventor 
only,  makes  the  patent  void."  By  "invention,"  the  learned  .judge 
undoubtedly  meant,  as  the  context  abundantly  shows,  not  the  abstract 
discovery,  but  the  thing  invented;  not  the  new  secret  principle,  but 
the  manufacture  resulting  from  it. 

The  words  of  our  statute  are  not  identical  with  those  of  the  stat- 
ute of  James,  but  it  can  scarcely  admit  of  doubt  that  they  must  have 
been  within  the  contemplation  of  those  by  whom  it  was  framed,  as 
well  as  the  construction  which  had  been  put  upon  them  by  Lord 
Coke.  But  if  there  were  no  such  illustrative  comment,  it  is  difficult 
to  conceive  how  any  other  interpretation  could  fairly  be  put  upon 
these  words.  We  are  not  at  liberty  to  reject  words  which  are  sen- 
sible in  the  place  where  they  occur,  merely  because  they  may  be 
thought  in  some  cases  to  import  a  hardship,  or  tie  up  beneficial  rights 
within  very  close  limits.  If  an  invention  is  used  by  the  public,  with 
the  consent  of  the  inventor,  at  the  time  of  his  application  for  a  patent, 
how  can  the  court  say  that  his  case  is  nevertheless  such  as  the  act  was 
intended  to  protect?  If  such  a  public  use  is  not  a  use  within  the 
meaning  of  the  statute,  what  other  use  is?  If  it  be  a  use  within  the 
meaning  of  the  statute,  how  can  the  court  extract  the  case  from  its 
operation  and  support  a  patent,  where  the  suggestions  of  the  patentee 
are  not  true,  and  the  conditions  on  which  alone  the  grant  was  author- 
ized to  be  made  do  not  exist  ?  In  such  a  case,  if  the  court  could 
perceive  no  reason  for  the  restrictions,  the  will  of  the  legislature 
must  still  be  obeyed.  It  cannot  and  ought  not  to  be  disregarded 
where  it  plainly  applies  to  the  case.  But  if  the  restriction  may  be 
perceived  to  have  a  foundation  in  sound  policy,  and  be  an  effectual 
means  of  accomplishing  the  legislative  objects  by  bringing  inventions 
early  into  public  and  unrestricted  use,  and,  above  all,  if  such  policy 
has  been  avowed  and  acted  upon  in  like  cases  in  laws  having  similar 
objects,  there  is  very  urgent  reason  to  suppose  that  the  act  in  those 
terms  embodies  the  real  legislative  intent,  and  ou^ht  to  receive  that 
construction.  It  is  not  wholly  insignificant,  in  this  point  of  view, 
that  the  first  Patent  Act  passed  by  Congress  on  this  subject,  (act  of 
1790,  ch.  34,  [ch.  7,])  which  the  present  act  repeals,  uses  the  words 
"  not  known  or  used  before  "  without  adding  the  words  "  the  application  " 
and,  in  connection  with  the  structure  of  the  sentence  in  which  they 
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stand,  might  have  referred  either  to  the  time  of  the  invention  or  of 
the  application.  The  addition  of  the  latter  words  in  the  Patent  Act 
of  1793  must,  therefore,  have  heen  introduced  ex  industria,  and  with 
the  cautious  intention  to  clear  away  a  doubt  and  fix  the  original  and 
deliberate  meaning  of  the  legislature. 

The  act  of  the  17th  of  April,  1800,  ch.  25,  which  extends  the  privi- 
leges of  the  act  of  1793  to  inventors  who  are  aliens,  contains  a  proviso 
declaring  "  that  every  patent  winch  shall  be  obtained  pursuant  to  the 
act  for  any  invention,  art,  or  discovery  which,  it  shall  afterwards  ap- 
pear, had  been  known  or  used  previous  to  such  application  for  a  patent, 
6hall  be  void."  This  proviso  certainly  certifies  the  construction  of 
the  act  of  1793  already  asserted,  for  there  is  not  any  reason  to  sup- 
pose that  the  legislature  intended  to  confer  on  aliens  privileges  essen- 
tially different  from  those  belonging  to  citizens.  On  the  contrary, 
the  enacting  clause  of  the  act  of  1800  purports  to  put  both  on  the 
same  footing,  and  the  proviso  seems  added  as  a  gloss  or  explanation 
of  the  original  act. 

The  only  real  doubt  which  has  arisen  upon  this  exposition  of  the 
statute,  has  been  created  by  the  words  of  the  sixth  section  already 
quoted.  That  section  admits  the  party  sued  to  give  in  his  defense, 
as  a  bar,  that  "the  thing  thus  secured  by  patent  was  not  originally 
discovered  by  the  patentee,  but  had  been  in  use  anterior  to  the  sup/med 
discovert/  of  the  patentee."  It  has  been  asked,  if  the  legislature  in- 
tended to  bar  the  party  from  a  patent  in  consequence  of  a  mere  prior 
use,  although  he  was  the  inventor,  why  were  not  the  words  "anterior 
to  the  application"  substituted,  instead  of  "anterior  to  the  supposed  dis- 
cover*/" ?  If  a  mere  use  of  the  thing  invented  before  the  application 
were  sufficient  to  bar  the  right,  then,  although  the  party  may  have 
been  the  first  and  true  inventor,  if  another  person,  either  innocently 
as  a  second  inventor  or  piratically,  were  to  use  it  without  the  knowl- 
edge of  the  first  inventor,  his  right  would  be  gone.  In  respect  to  a 
use  by  piracy,  it  is  not  clear  that  any  such  fraudulent  use  is  within 
the  intent  of  the  statute,  and  upon  general  principles  it  might  well 
be  held  excluded.  In  respect  to  the  case  of  a  second  invention,  it  is 
questionable  at  least  whether  if,  by  such  second  invention,  a  public 
use  was  already  acquired,  it  could  be  deemed  a  case  within  the  pro- 
tection of  the  act.  If  the  public  were  already  in  possession  and  com- 
mon use  of  an  invention  fairly  and  without  fraud,  there  might  be  sound 
reason  for  presuming  that  the  legislature  did  not  intend  to  grant  an 
exclusive  right  to  any  one  to  monopolize  that  which  was  already  com- 
mon. There  would  be  no  quid  pro  quo — no  price  for  the  exclusive 
right  or  monopoly  conferred  upon  the  inventor  for  fourteen  years. 


Digitized  by  Google 


.fan.  1829.] 


Pennock  v.  Dialogue. 


145 


Opinion  of  the  court. 

Be  this  as  it  may,  it  is  certain  that  the  sixth  section  is  not  neces- 
sarily repugnant  to  the  construction  which  the  words  of  the  first  sec- 
tion require  and  justify.  The  sixth  section  certainly  does  not  enu- 
merate all  the  defenses  which  a  party  may  make  in  a  suit  brought 
against  him  for  violating  a  patent.  One  obvious  omission  is  where 
he  uses  it  under  a  license  or  grant  from  the  inventor.  The  sixth 
section  in  the  clause  under  consideration  may  well  be  deemed  merely 
affirmative  of  what  would  be  the  result  from  the  general  principles 
of  law  applicable  to  other  parts  of  the  statute.  It  gives  the  right  to 
the  first  and  true  inventor,  and  to  him  only;  if  known  or  used  before 
his  supposed  discovery,  he  is  not  the  first,  although  he  may  be  a  true 
inventor,  and  that  is  the  case  to  which  the  clause  looks.  But  it  is 
not  inconsistent  with  this  doctrine,  that  although  he  is  the  first  as 
well  as  the  true  inventor,  yet  if  he  shall  put  it  into  public  use,  or  sell 
it  for  public  use,  before  he  applies  for  a  patent,  that  this  should  fur- 
nish another  bar  to  his  claim.  In  this  view,  an  interpretation  is  given 
to  every  clause  of  the  statute,  without  introducing  any  inconsistency 
or  interfering  with  the  ordinary  meaning  of  its  language.  No  public 
policy  is  overlooked,  and  no  injury  can  ordinarily  occur  to  the  first 
inventor,  which  is  not  in  some  sort  the.  result  of  his  own  laches  or 
voluntary  inaction. 

It  is  admitted  that  the  subject  is  not  wholly  free  from  difficulties; 
but,  upon  most  deliberate  consideration,  we  are  all  of  opinion  that  the 
true  construction  of  the  act  is  that  the  first  inventor  cannot  acquire 
a  good  title  to  a  patent,  if  he  suffers  the  thing  invented  to  go  into 
public  use,  or  to  be  publicly  sold  for  use,  before  he  makes  application 
for  a  patent.  His  voluntary  act  or  acquiescence  in  the  public  sale 
and  use  is  an  abandonment  of  his  right,  or  rather  creates  a  disability 
to  comply  with  the  terms  and  conditions  on  which  alone  the  Secre- 
tary of  State  is  authorized  to  grant  him  a  patent 

The  opinion  of  the  Circuit  Court  was  therefore  perfectly  correct, 
and  the  judgment  is  affirmed  with  costs. 

This  cause  came  on  to  be  heard  on  the  transcript  of  the  record-  from 
the  Circuit  Court  of  the  United  States  for  the  District  of  Pennsvlvania. 
and  was  argued  by  counsel ;  on  consideration  whereof,  it  is  the  opin- 
ion of  this  court  that  there  is  no  error  in  the  judgment  of  the  said 
Circuit  Court.  Whereupon  it  is  considered,  ordered,  and  adjudged 
by  this  court  that  the  said  judgment  of  the  said  Circuit  Court  in  this 
cause  be,  and  the  same  is  hereby, 

Affirmed  with  costs. 
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Joseph  Grant  et  al  v.  E.  &  H.  Raymond. 

(6  Peters,  218.) 

1.  Action  for  damages  for  an  infringement  of  a  patent-right  granted  to  the  plain- 
tiff in  1825.  The  plaintiff  recited  that  a  former  patent  had  been  Issued  in 
1821  to  the  same  person,  for  the  same  improvement,  "which  had  been  can- 
celled, owing  to  the  defective  specification  on  which  the  same  was  granted. " 
The  exclusive  prlvileu^  given  by  the  patent  on  which  the  suit  was  brought 
Is  to  continue  fourteen  years  from  the  day  on  which  the  original  was  i«sued. 
On  the  trial,  the  defendants  objected  that  the  Secretory  of  State  had  no 
power,  by  law,  to  accept  a  surrender  of  and  to  cancel  the  first  letters  patent, 
or  to  inquire  into  and  decide  upon  the  causes  for  so  doing ;  or  to  grant  the 
second  patent  for  the  same  invention  with  an  amended  specification,  for  the 
unexpired  portion  of  the  term  of  fourteen  years  which  had  been  grunted  by 
the  fir^t  patent.  The  Circuit  Court  of  the  Southern  District  of  New  York 
decided,  in  conformity  with  its  former  decisions,  that  such  surrender  might 
be  made  when  the  defect  arose  from  inadvertence  or  mistake,  and  without 
any  fraud  or  misconduct  on  the  part  of  the  patentee ;  and  that  the  Secretary 
of  State  had  authority  to  accept  such  surrender,  and  cancel  the  record  of  the 
patent;  and  to  issue  a  new  patent  for  the  unexpired  jiart  of  the  fourteen 
years  granted  under  the  first  patent.  By  the  court :  It  will  not  be  pre- 
tended that  this  question  is  free  from  difficulty.  But  the  executive  depart- 
ments, it  is  understood,  have  acted  on  the  construction  adopted  by  the  Circuit 
Court,  and  have  considered  it  as  settled.  We  would  not  willingly  disregard 
the  settled  practice  in  a  case  where  we  are  not  satisfied  it  is  contrary  to  law, 
and  where  we  are  satisfied  it  is  required  by  justice  and  good  faith. 

2.  To  promote  the  progress  of  useful  arts  is  tbc  interest  and  policy  of  every  en- 
lightened government.  It  entered  into  the  views  of  the  framers  of  our  Con- 
stitution, and  the  power  "to  promote  the  progress  of  science  and  useful  arts 
by  securing,  for  limited  times,  to  authors  and  inventors,  the  exclusive  right 
to  their  respective  writings  and  discoveries,"  is  among  those  expressly  given 
to  Congress.  It  is  the  reward  stipulated  for  advantages  derived  by  the  pub- 
lic for  the  exertions  of  individuals,  and  is  intended  as  a  stimulus  to  those 
exertions.  The  laws  which  are  passed  to  give  effect  to  this  purpose  ought 
to  be  construed  in  the  spirit  in  which  they  have  been  made,  and  to  execute 
the  contract  fairly  on  the  part  of  the  United  States,  where  the  full  benefit  has 
been  received — if  this  can  be  done  without  transcending  the  intentions  of 
the  statutes,  or  countenancing  acts  which  are  fraudulent  or  may  prove  mis- 
chievous. 

3.  If  a  mistake  should  be  committed  in  the  Department  of  State,  no  one  would 
say  it  ought  not  be  corrected.  All  would  admit  that  a  new  patent,  correct- 
ing the  error,  and  which  would  secure  to  the  patentee  the  benefits  which  the 
law  intended  to  secure,  ought  to  be  issued ;  and  yet  the  law  does  not,  in 
terms,  authorize  a  new  patent,  even  in  such  a  case.  Its  emanation  is  not 
founded  on  the  words  of  the  law,  but  it  is  indispensably  necessary  to  the 
faithful  execution  of  the  solemn  promise  made  by  the  United  States.  Why 
should  not  the  same  step  be  token,  for  the  same  purpose,  if  the  mistake  has 
been  innocently  committed  by  the  inventor  himself? 

4.  The  groat  object  and  intention  of  the  act  is  to  secure  to  the  public  the  advan- 
tages to  be  derived  from  the  discoveries  ol  individuals ;  and  the  means  it  em- 
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ploys  are  the  compensation  made  to  those  individual!}  for  the  time  and  labor 
devoted  to  those  discoveries,  by  the  exclusive  right  to  make  np  and  sell  the 
things  discovered  for  a  limited  time.  That  which  gives  complete  effect  to  this 
object  and  intention,  by  employing  the  same  means  for  the  correction  of  In- 
advertent error  which  are  directed  in  the  first  instance,  cannot  be  a  depart- 
ure from  the  spirit  and  character  of  the  act. 

5.  Queers  What  would  be  the  effect  of  a  second  patent,  issued  after  an  innocent 
mistake  in  the  specification,  on  those  who.  skilled  in  the  art  for  which  it  was 
granted,  perceiving  the  variance  between  the  specifications  and  the  machine, 
had  constructed,  sold,  and  used  the  machine?  This  question  is  not  before  the 
court,  and  is  not  involved  in  the  opinion  given  in  the  case.  The  defense, 
when  trne  in  fact,  may  be  sufficient  in  law,  notwithstanding  the  validity  of 
the  new  patent. 

6.  The  defendant  In  the  Circuit  Court,  in  his  plea,  assigned  the  particular  defect 
supposed  to  exist  in  the  specification,  and  then  proceeded  to  answer,  In  the 
very  words  of  the  act,  "that  it  does  not  contain  a  written  description  of  the 
plaintiff's  invention  and  improvement,  and  manner  of  using  it,  in  such  full, 
clear,  and  exact  terms  as  to  distinguish  the  same* from  all  other  things  before 
known,  so  as  to  enable  any  person  skilled  in  the  art  to  make  and  use  the 
same/'  The  plea  alleged,  in  the  words  of  the  act,  that  the  prerequisites  to 
issuing  a  patent  had  not  been  complied  with.  The  plaintiffs  denied  the  facts 
alleged  in  the  plea,  and  on  this  issue  was  joined.  At  the  trial,  the  counsel 
for  the  defendants,  after  the  evidence  was  closed,  asked  the  court  to  instruct 
the  Jury,  that  If  they  should  be  of  opinion  that  the  defendants  had  maintained 
and  proved  the  facts  alleged  in  their  plea,  they  must  find  for  the  defendant*. 
The  court  refused  this  instruction,  and  instructed  the  jury  that  the  patent 
would  not  be  void  on  this  ground,  unless  sueh  defective  or  Imperfect  specifi- 
cation or  description  arose  from  design,  or  for  the  purpose  of  deceiving  the 
public.  By  the  court :  The  instruction  was  erroneous,  and  the  judgment  of 
the  Circuit  Court  ought  to  be  reversed. 

t  This  instruction  was  material,  if  the  verdict  ought  to  have  been  for  the  defend- 
ants ;  provided  the  allegations  of  the  plea  were  sustained,  and  if  such  verdict 
would  have  supported  a  judgment  in  their  favor,  although  the  defect  in  the 
specification  might  not  have  arisen  from  design  and  for  the  purpose  of  deceiv- 
ing the  public.  That  such  is  the  law,  the  court  is  entirely  satisfied.  The 
third  section  of  the  act  requires,  as  preliminary  to  a  patent,  a  correct  speci- 
fication and  description  of  the  thing  discovered.  Tins  is  nece-^arv,  in  order  to 
give  the  public,  after  the  privilege  shall  expire,  the  advantage  for  which  the 
privilege  Is  allowed,  and  is  the  foundation  of  the  power  to  issue  a  patent. 
The  necessary  consequences  of  the  ministerial  character  in  which  the  Secre- 
tary acts,  is  that  the  performance  of  the  prerequisites  to  a  patent  must  be  ex- 
aminable in  any  suit  brought  upon  it.  If  the  case  was  of  the  first  impression, 
the  court  would  come  to  this  conclusion;  but  it  is  understood  to  he  settled. 

8.  Courts  did  not,  perhaps,  at  first,  distinguish  clearly  between  a  defense  which 
would  authorize  a  verdict  and  judgment  in  favor  of  a  defendant  in  an  action 
for  the  violation  of  a  patent,  leaving  the  plaintiff  free  to  use  his  patent  ami  to 
bring  other  suits  for  its  infringement,  ami  one  which,  if  successful,  would  re- 
quire the  court  to  enter  a  judgment  not  only  for  the  defendant  in  the  partic- 
ular case,  but  one  which  declares  the  patent  to  be  void.  This  distinction  Is 
now  well  settled. 

9.  If  the  party  is  content  with  defending  himself,  he  may  either  plead  specially  or 
plead  the  general  issue,  and  give  the  notice  required  by  the  sixth  section  of 
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any  special  matter  lie  means  to  use  at  the  trial.  If  he  shows  that  the  patentee 
has  failed  in  any  of  those  prerequisites  on  which  the  authority  to  issue  the  pat- 
ent is  made  to  depend,  his  defense  is  complete.  He  is  entitled  to  the  verdict 
of  the  jury  and  the  judgment  of  the  court.  But  if,  not  content  with  defend- 
ing himself,  he  seeks  to  annul  the  patent,  he  must  proceed  in  precise  conform- 
ity with  the  sixth  section.  If  he  depends  on  evidence  "tending  to  prove  that 
the  specification  filed  by  the  plaintiff  does  not  contain  the  whole  truth  relative 
to  his  discovery,  or  that  it  contains  more  than  is  necessary  to  produce  the  de- 
sired effect."  it  may  avail  him  so  far  as  respects  himself,  but  will  not  justify 
a  judgment  declaring  the  patent  void,  unless  such  "concealment  or  addition 
shall  fully  appear  to  have  hcen  made  for  the  purpose  of  deceiving  the  public," 
which  purpose  must  be  found  by  the  jury  to  justify  a  Judgment  of  vacatur. 
10.  The  defendant  is  permitted  to  proceed  according  to  the  sixth  section,  but  is 
not  prohibited  from  proceeding  in  the  usual  manner,  so  far  as  respects  bifl 
defense,  except  that  special  matter  may  not  be  given  in  evidence  on  the  gen- 
eral issue,  unaccompanied  by  the  notice  which  the  sixth  section  requires.  The 
sixth  section  is  not  understood  to  control  the  third.  The  evidence  of  fraudu- 
lent intent  is  required  only  in  the  particular  case  and  for  the  particular  pur- 
pose stated  in  the  sixth  section. 

This  case  came  before  the  court,  in  the  first  instance,  on  a  certifi- 
cate of  division  in  opinion  in  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 

On  inspecting  the  record,  it  appeared  that  on  the  trial  of  the  cause 
in  the  Circuit  Court  the  counsel  for  the  defendants  had  excepted  to 
the  decisions  of  the  court  on  various  matters  which  had  hcen  presented 
for  the  consideration  of  the  court,  and  that  a  bill  of  exceptions  had 
been  sealed  by  the  court  on  their  motion. 

The  record  proceeded  to  state  that  the  cause  afterwards  came  on 
for  argument  on  a  motion  for  a  new  trial,  when  the  opinions  of  the 
two  judges  of  the  Circuit  Court  were  opposed  upon  questions  presented 
for  the  decision  of  the  court,  excepted  to  on  the  trial,  as  stated  in  the 
bill  of  exceptions:  "That  upon  the  questions  thus  occurring  before 
the  court,  the  opinions  of  the  said  two  judges  were  opposed;  and, 
upon  request  of  the  counsel  of  the  plaintiffs,  the  points  upon  which 
the  disagreement  happened  were  stated  under  the  direction  of  the 
judges,  and  certified  under  the  seal  of  the  court  to  the  Supreme 
Court." 

Mr.  Webster  stated  that  a  question,  preliminary  to  the  argument  of 
the  case,  was  presented  for  the  decision  of  the  court.  It  was,  whether 
the  court  would  entertain  the  case*  as  it  came  up  from  the  Circuit 
Court,  on  a  division  in  that  court  on  a  motion  for  a  new  trial.  This 
court  had  exercised  their  right  to  decide  in  cases  where  the  opinions 
of  the  judges  of  the  Circuit  Court  on  questions  of  law  had  been  op- 
posed, when  a  motion  for  a  new  trial  was  before  the  court. 
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Mr.  Justice  Story.  In  the  cases  referred  to,  the  division  of  the 
court  took  place  on  the  trial  of  the  cause  before  the  jury,  as  well  as 
on  the  motion  for  a  new  trial. 

Mr.  Chief  Justice  Marshall  suggested  that  the  case  might  be 
brought  on  if  the  parties  would  agree  that  it  should  stand  as  if  a 
judgment  had  been  given  by  the  Circuit  Court  on  the  exceptions. 
The  case,  he  said,  could  not  be  heard  on  a  difference  in  opinion  of. 
the  judges  of  the  court  on  a  motion  for  a  new  trial. 

The  counsel  for  the  plaintiffs  and  defendants  having  agreed  that 
the  case  should  stand  as  suggested  by  the  Chief  Justice,  and  an  agree- 
ment in  writing  to  that  effect  having  been  tiled,  the  court  made  the 
following  order : 

It  is  uow  here  by  the  court  considered  and  ordered,  that  this  cause 
shall  now  be  heard  and  decided,  as  on  a  writ  of  error  brought  after 
verdict  and  judgment  in  the  Circuit  Court,  on  the  exceptions  which 
were  taken  in  that  court;  that  the  cause  shall  now  proceed,  as  if  judg- 
ment had  been  actually  entered  in  the  Circuit  Court  for  the  plaint i lis 
there,  and  that  the  certificate  in  the  case  shall  be  taken,  regarded,  and 
treated  as  a  writ  of  error  sued  out  by  the  defendants  below,  on  the 
judgment  of  the  Circuit  Court,  and  that  the  question  shall  be,  as  in 
other  cases,  whether  the  said  judgment  ought  to  be  reversed  or  af- 
firmed ;  but  that  this  court  will  reserve  its  opinion  and  judgment  in 
this  cause  till  the  defendants  in  the  court  below  shall  have  sued  out  a 
writ  of  error  in  this  cause  to  the  said  Circuit  Court,  and  filed  a  return 
thereto,  with  a  bill  of  exceptions  in  this  cause,  in  the  usual  form, 
signed  by  the  court  below,  in  this  court. 

The  case  came  on  for  argument  after  the  defendants  had  sued  out 
a  writ  of  error  on  a  judgment  entered  in  the  Circuit  Court  for  the 
plaintiffs,  in  conformity  with  the  suggestion  and  order  of  this  court 
The  case  was  as  follows  : 

The  action  was  brought  to  recover  damages  for  an  alleged  infringe- 
ment of  a  patent-right,  and  came  on  for  trial  in  the  Circuit  Court  in 
November,  1828,  when  a  verdict  was  rendered  for  the  plaintiffs  for 
three  thousand  two  hundred  and  sixtv-six  dollars  sixtv-six  cents. 

The  plaintiffs  gave  in  evidence  a  patent  from  the  United  States, 
in  the  following  terms,  the  same  being  the  patent  declared  upon: 

"  Whereas  Joseph  Grant,  a  citizen  of  (he  United  States,  hath  al- 
leged that  he  hath  invented  a  new  and  useful  improvement  in  the 
mode  of  manufacturing  hat-bodies  by  the  combination  of  motions, 
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namely*  tho  rotarv  and  revolving  motion,  with  the  vibrating  or  trans- 
verse  motion,  which  forms  the  two  hat-bodies  bv  machinery,  and 
crosses  the  wool  from  one  extremity  of  the  hat-bodies  to  the  other  at 
one  operation,  called  Grant's  improved  winding  machine  for  setting 
up  hat-bodies, — his  former  patent  for  the  same  invention,  dated  the 
11th  day  of  August,  1821,  having  been  cancelled,  owing  to  the  de- 
fective specification  on  which  the  same  was  granted,  which  improve- 
ment he  states  had  not  been  known  or  used  before  his  application, — 
hath  made  oath  that  he  does  verily  believe  that  he  is  the  true  inventor 
or  discoverer  of  the  said  improvement,  hath  paid  into  the  treasury  of 
the  United  States  the  sum  of  thirty  dollars,  delivered  a  receipt  for  the 
same,  and  presented  a  petition  to  the  Secretary  of  State,  signifying 
a  desire  of  obtaining  an  exclusive  property  in  the  said  improvement, 
and  praying  that  a  patent  may  be  granted  for  that  purpose: 

"These  are,  therefore,  to  grant,  according  to  law,  to  the  said  Joseph 
Grant,  his  heirs,  administrators,  or  assigns,  for  the  term  of  fourteen 
years  from  the  11th  day  of  August,  1821,  the  full  and  exclusive  right 
and  liberty  of  making,  constructing,  using,  and  vending  to  others  to 
be  used  the  said  improvement,  a  description  whereof  is  given,  in  the 
words  of  the  said  Joseph  Grant  himself,  in  the  schedule  hereto  an- 
nexed, and  is  made  a  part  of  these  presents. 

"In  testimony  whereof,  I  have  caused  these  letters  to  be  made  pat- 
ent, and  the  seal  of  the  United  States  to  be  hereunto  affixed.  Given 
under  my  hand,  at  the  city  of  Washington,  this  28th  day  of  April,  in 
the  year  of  our  Lord  1825,  and  of  the  independence  of  the  United 
States  of  America  the  forty-ninth. 

[l.  s.]  "J.  Q.  Adams. 

" By  the  President.    IL  Clay,  Secretary  of  State" 

City  of  Washington,  to  wit:  I  do  hereby  certify  that  the  foregoing 
letters  patent  were  delivered  to  me  on  the  28th  day  of  April,  in  the 
year  of  our  Lord  1825,  to  be  examined ;  that  I  have  examined  the 
same  and  find  them  conformable  to  law,  and  I  do  hereby  return  the 
same  to  the  Secretary  of  State  within  fifteen  days  from  the  date  afore- 
said, to  wit,  on  this  28th  day  of  April,  in  the  year  aforesaid. 

William  Wirt, 
Attorney- General  of  the  U.  S. 

The  schedule  referred  to  in  these  letters  patent,  and  making  part 
of  the  same,  contained  a  description,  in  the  words  of  the  said  Joseph 
Grant  himself,  of  his  improvement  in  the  mode  of  manufacturing  hat- 
bodies  by  the  combination  of  motions,  namely,  the  rotary  or  revolv- 
ing motion,  with  the  vibrating  or  trausverse  motion,  which  forms  the 
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two  hat-bodies  by  machinery,  and  crosses  the  wool  from  one  extrem- 
ity of  the  liat-bodies  to  tbe  other  at  one  operation,  called  Grant's  im- 
proved Winding  machine  for  setting  up  hat-bodies,  his  former  patent 
for  the  same  invention,  dated  the  11th  day  of  August,  A.  D.  1821, 
having  been  cancelled,  owing  to  the  defective  specification  on  which 
the  same  was  granted. 

The  schedule,  which  contained  a  full  description  of  the  invention, 
and  of  the  mode  of  using  it,  was  also  given  in  evidence. 

The  counsel  for  the  plaintiffs  also  produced  and  read  in  evidence  a 
certificate  of  the  Secretary  of  State,  duly  authenticated  under  his  hand 
and  official  seal,  and  certain  papers  thereto  annexed,  in  the  words  and 
figures  following : 

"To  all  to  whom  these  presents  shall  come,  greeting: 

"  I  certify  that  the  annexed  is  a  true  copy  of  the  record  of  cancellation 
of  a  patent  granted  to  Joseph  Grant  on  the  11th  of  August,  1821,  and 
cancelled  on  the  28th  of  April,  A.  1).  1825 ;  also,  that  the  annexed 
is  a  true  copy  of  the  petition  praying  for  the  cancellation,  and  the  is- 
suing of  another  patent  for  the  same  inveution. 

"  In  testimony  whereof,  I,  Henry  Clay,  Secretary  of  State  of  the 
United  States,  have  hereunto  subscribed  my  name,  and  caused  the 
seal  of  the  Department  of  State  to  be  affixed.  Done  at  the  city  of 
Washington,  this  19th  day  of  May,  A.  D.  1828,  and  of  the  independ- 
ence of  the  United  States  of  America  the  fifty-second. 

|l.  B.]  "  H.  Clay." 

This  patent  was  returned  to  the  Patent  Office,  the  seal  broken,  and 
now  stands  cancelled,  owing  to  the  defective  specification  on  which  it 
was  issued,  and  another  patent  granted  (with  a  corrected  specification) 
on  the  28th  day  of  April,  1825,  bearing  date  with  the  first,  and  for  the 
same  invention. 

The  petition  of  Joseph  Grant,  of  Providence,  in  the  county  of  Prov- 
idence and  State  of  Rhode  Island,  hatter,  a  citizen  of  the  United 
States  of  America,  respectfully  represents,  that  }'our  petitioner  has 
invented  a  new  and  useful  improvement  in  the  mode  of  manufactu- 
ring hat-bodies  bv  the  combination  of  motions,  namely,  the  rotary  or 
revolving  motion,  with  the  vibrating  or  transverse  motion,  which 
forms  the  two  hat-bodies  by  machinery,  and  crosses  the  wool  from 
one  extremity  of  the  hat-bodies  to  the  other  at  one  operation,  called 
"  Grant's  improved  winding  machine  for  setting  up  hat-bodies,"  ac- 
cording to  the  specification,  explanations,  and  drawings,  herewith 
presented,  which  the  subscriber  prays  may  be  taken  as  a  part  of  his 
petition — an  improvement  not  used  or  known  before  his  application, 


Digitized  by  Google 


162 


Grant  v.  Raymond. 


[Sup.  Ct. 


Statement  of  the  case. 

the  advantages  of  which  your  petitioner  is  desirous  of  securing  to 
himself  and  his  legal  representatives. 

Your  petitioner  would  further  state,  that  he  has  heretofore,  namely, 
on  the  11th  day  of  August,  A.  1).  1821,  obtained  letters  patent  from 
the  President  of  the  United  States  for  his  said  improvement,  but,  ow- 
ing to  a  defective  specification  on  which  the  same  were  granted,  he 
prays  that  the  said  patent  may  be  cancelled,  and  a  new  and  correct 
one  granted,  embracing  the  same  improvments,  so  far  as  the  same 
are  set  forth  in  the  accompanying  specification,  drawing,  and  ex- 
planations. Your  petitioner  therefore  prays  that  letters  patent  of  the 
United  States  may  be  issued,  granting  to  your  petitioner,  his  heirs, 
administrators,  or  assigns,  the  full  and  exclusive  right  of  making,  con- 
structing, using,  and  vending  to  others  to  bo  used  his  said  improve- 
ment, according  to  the  specification  and  drawings  hereto  annexed, 
agreeably  to  the  act  of  Congress  in  such  case  made  and  provided, 
your  petitioner  having  paid  thirty  dollars  into  the  treasury  of  the 
United  States,  and  complied  with  other  provisions  of  the  said  act. 
As  in  duty  bound,  will  ever  pray.  Joseph  Grant. 

To  the  Hon.  Henry  Clay,  Secretary  of  State  of  the  United  States 
of  America. 

Providence,  April  20,  1825. 

As  the  assignee  of  David  Curtis,  who  was  the  assignee  of  Joseph 
Grant,  of  one  moiety  of  the  original  patent,  I  unite  in  the  prayer  of 
the  above  petitioner,  that  the  original  patent  may  be  cancelled,  and 
a  new  one  granted  to  the  said  Joseph  Grant,  as  above  set  forth. 

Solomon  Townsend. 

To  the  Hon.  Henry  Clay,  Secretary  of  State  of  the  United  States 
•of  America. 

Providence,  April  20,  1825. 

■  a 

The  counsel  for  the  defendant  objected  that  the  Secretary  of  State 
had  no  power,  by  law,  to  accept  a  surrender  of  and  to  cancel  said 
letters  patent,  or  to  inquire  into  or  decide  upon  the  causes  for  so 
doing,  or  to  gi  ant  said  second  pateut  for  the  same  invention,  with  an 
amended  specification,  for  the  unexpended  portion  of  the  term  of 
fourteen  years  which  had  been  granted  by  the  first  patent. 

The  court  decided  that  such  surrender  might  be  made,  when  the 
defect  in  the  specification  arose  from  inadvertence  or  mistake,  and 
without  any  fraud  or  misconduct  on  the  part  of  the  patentee ;  and 
ithat  the  Secretary  of  State  had  authority  to  accept  such  surrender, 
;and  cancel  the  record  of  the  patent,  and  to  issue  a  new  patent  for  the 
.unexpired  part  of  the  fourteen  years  granted  under  the  old  patent,  in 
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manner  aforesaid.  To  which  decision  the  counsel  for  the  defendant 
excepted. 

The  fourth  plea,  tiled  on  the  part  of  the  defendaut,  after  reciting 
the  specification  annexed  to  the  patent  of  the  plaintiffs,  averred  us 
follows:  "And  the  defendants  aver  that  said  specification  does  not 
correctly  or  accurately  describe  the  improvement  claimed  by  the  said 
Joseph  Grant  as  his  invention ;  but  said  specification,  and  the  draw- 
ings thereto  annexed,  are  altogether  defective  in  this,  among  other 
things,  namely:  in  said  specification  no  proportions,  sizes,  or  dis- 
tances are  given,  and  the  bigness  or  size  of  none  of  the  principal  parts 
ot  said  machine  is  given  in  said  specification  or  drawings,  but  the 
same  is  wholly  omitted ;  and,  in  other  particulars,  said  specification 
and  drawings  are  altogether  defective.  And  the  defendants  aver 
that  said  specification,  annexed  to  and  making  part  of  said  letters 
patent,  with  the  drawings  thereto  annexed,  do  not  contain  a  written 
description  of  his,  the  said  Joseph  Grant's,  invention  and  improve- 
ment aforesaid,  and  manner  of  using  it,  in  such  full,  clear,  and  exact 
terms  as  to  distinguish  the  same  from  all  other  things  before  known, 
and  so  as  to  enable  any  person  skilled  in  the  art  of  which  said  ma- 
chine or  improvement  is  a  branch,  or  with  which  it  is  most  nearly 
connected,  to  make  and  use  the  same ;  and  that,  for  the  cause  afore- 
said, said  letters  patent  are  void.  All  which  the  defendants  are  ready 
to  verify ;  wherefore  they  pray  judgment  if  the  said  Joseph  Grant  and 
Solomon  Townsend  ought  to  have  or  maintain  their  aforesaid  action 
against  them,  and  for  their  costs."  To  which  plea  the  followiug 
replication  was  filed  : 

"And  as  to  the  plea  of  the  said  Eliakim  Raymond  and  Henry 
Raymond,  by  them  fourthly  above  pleaded,  the  said  Joseph  Grant 
and  Solomon  Townsend  say  that,  by  reason  of  anything  in  the  said 
last-mentioned  plea  alleged,  they  ought  not  to  be  barred  from  having 
and  maintaining  their  aforesaid  action  thereof  against  them,  the  said 
Eliakim  Raymond  and  Henry  Raymond,  because  they  say  that  the 
specification  mentioned  in  the  said  last-mentioned  plea  does  correctly 
and  accurately  describe  the  improvement  claimed  by  the  said  Joseph 
Grant  as  his  iuvention ;  and  because  they  Bay,  further,  that  neither 
the  said  specification  nor  the  drawings  thereto  annexed  are  defec- 
tive in  any  of  the  particulars  in  that  behalf  alleged  in  the  said  last- 
mentioned  plea;  and  this  they,  the  said  Joseph  Grant  and  Solomon 
Townsend,  pray  may  be  inquired  of  by  the  country,  and  the  said 
Eliakim  Raymond  and  Ilenrv  Raymond  do  the  like,"  &c. 

The  counsel  for  the  defendants  on  the  said  trial  introduced  sundrv 
witnesses  to  prove  the  allegations  traversed  in  the  said  fourth  plea, 
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and  insisted  that  they  had  proved  the  same,  and  that  the  said  specifi- 
cation of  the  said  Joseph  Grant  did  not  describe  the  improvement 
which  he  claimed  to  have  invented  in  such  lull,  clear,  and  exact 
terms  as  to  distinguish  the  same  from  all  other  things  before  known, 
nor  so  its  to  enable  a  person  skilled  in  the  art  or  science  of  which  it 
is  a  branch,  or  with  which  it  is  most  uearly  connected,  to  make  and 
use  the  same;  and  they  requested  the  court  to  charge  the  jury,  that 
if  they  found  that  the  defendants  had  maintained  and  proved  their 
averments  in  that  respect,  that  they  must  find  the  same  for  the  defen- 
dants—which instructions  the  court  refused  to  give;  but  instructed 
the  jury  that  the  patent  would  not  be  void  on  this  ground,  unless  such 
defective  or  imperfect  specification  or  description  arose  from  design, 
and  for  the  purpose  of  deceiving  the  public — to  which  opinion  the 
counsel  for  the  defendants  also  excepted. 

The  case  was  argued  by  Mr.  Webster,  for  the  defendants  in  the 
Circuit  Court,  now  before  the  court  as  plaintiffs  in  error;  and  by 
Mr.  Ogden,  for  the  defendants,  plaintiffs  in  the  Circuit  Court. 

Mr.  Webster  stated  that  the  first  question  for  the  decision  of  the 
court  was,  whether  the  Secretary  of  State  can  accept  the  surrender  of 
a  patent,  cancel  it,  and  grant  a  new  one  for  the  unexpired  term  for 
which  a  patent  had  been  granted,  on  a  suggestion  that  the  specifica- 
tion is  defective  through  inadvertence  or  mistake  ? 

It  cannot  but  be  doubted  whether  such  cancellation  can  be  made 
anywhere,  so  as  to  take  out  a  new  patent. 

The  whole  system  of  patents  rests  on  statute  provision.  There  ia 
no  common-law  power,  or  prerogative  right,  in  the  President  to  issue 
a  patent.  In  this  particular,  our  law  is  different  from  the  English. 
Ours  is  a  statute  grant ;  theirs  is  an  emanation  out  of  a  statute  pro- 
hibition. With  us,  the  fountain  is  statute;  with  them,  prerogative. 
Our  statute  makes  no  provision  for  any  surrender,  and  the  issuing  of 
a  new  patent  thereon.  Indeed,  it  seems  impossible  to  reconcile  such 
a  proceeding  to  the  requisitions  of  the  act. 

How  can  the  patentee  allege,  or  assign  for  his  second  patent,  that 
his  improvement  had  not  hern  known  before  that  application  ?  That  is  a 
statute  requisition.  Here,  in  the  case  before  the  court,  it  had  been  iu 
use  three  years.  The  party  must  claim,  and  in  this  case  does  claim, 
under  his  second  patent,  as  a  new  and  substantive  patent ;  not  under 
his  first,  with  an  amended  specification. 

On  surrender  or  cancellation  of  the  patent,  the  party  comes  for  a 
new  patent  for  the  same  invention.  Xow,  in  all  such  cases,  it  must 
be  that  the  thing  has  been  used  or  known  before  that  application. 
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In  this  very  case,  it  does  not  appear  that  his  petition  contained  the 
statute  requisites.    It  refers  it  to  his  former  application. 

But  however  this  may  he,  the  Secretary  of  State  has  no  author- 
ity to  make  a  record  of  cancellation,  and  to  issue  a  new  patent.  The 
Secretary  of  State  is  a  merely  ministerial  officer.  All  the  laws  relat- 
ing to  granting  patents  regard  him  as  merely  ministerial.  His  departs 
ment  is  denominated  an  executive  department.  He  has  nowhere  any 
particle  of  judicial  power.  On  the  suhject  of  patents,  as  well  as  all 
others,  he  acts  wholly  ministerially. 

By  the  first  Patent  Law,  April  10,  1790,  the  Secretaries  of  State, 
War,  and  Attorney-General  were  invested  with  authority  to  grant  or 
refuse  patents.  But  this  was  repealed  by  the  existing  law  of  Febru- 
ary 21,  1793.  The  power  of  granting  or  withholding  patents  was 
by  this  act.taken  away  from  everybody.  The  Secretary  was  to  give 
the  patent  out,  on  certain  requisitions  being  complied  with,  without 
exercising  any  judgment,  or  making  any  inquiry ;  and  the  patent 
was  to  avail  the  grantee  what  it  might,  according  to  the  truth  of  the 
representations  of  the  patentee.  It  is  matter  of  right  and  matter  of 
course  to  issue  the  patent  if  the  requsites  of  the  law  be  complied  with. 
"Hie  Secretary  has  nothing  to  do  but  make  out  the  pateut. 

He  is  applied  to  as  keeper  of  the  seal.  And  if  a  dispute  arises 
between  inventors,  the  Secretary  cannot  decide  it;  he  is  to  appoint 
umpires.  Section  9.  He  is  not  trusted  to  decide  even  whether  the 
form  of  the  letters  patent  be  conformable  to  law ;  that  belongs  to  the 
Attorney-General. 

The  general  power  of  the  Secretary  is  commented  on  in  Marbury 
v.  Mulivon,  1  Cranch,  159, 160.  He  is  to  record  diplomatic  transac- 
tions ;  but  he  cannot  alter  or  cancel  those  records.  He  records  treaties 
and  acts  of  Congres*  ;  but  those,  of  course,  he  cannot  alter. 

The  Secretary  has  no  power  to  record  in  his  office  any  transaction 
not  his  own,  except  so  far  as  authorized  by  statute. 

In  regard  to  patents,  the  statute  declares  what  shall  be  recorded: 
1.  The  patent  itself.  2.  The  assignment  of  it,  rf  requested.  These 
are  all.  The  Secretary  has  nothing  more  to  do.  As  to  cancelling 
a  pateut,  he  is  functus  officio. 

The  breaking  the  seal,  or  other  cancellation  by  the  patentee  of  his 
patent,  is  just  as  effectual  if  done  anywhere  else  as  if  done  at  the 
State  Department.  It  is  not  a  transaction  which  the  law  has  pre- 
scribed for  recording  anywhere.  He  can  neither  authorize  this  can- 
cellation nor  forbid  it,  nor  make  it  matter  of  official  record. 

The  vacating  and  cancelling  the  record  of  a  patent  is  in  its  nature 
a  judicial  act.    The  act  of  1793  treats  it  as  such,  and  provides  two 
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modes  of  such  vacation.  Cited  the  sixth  and  tenth  sections  of  the 
act. 

The  common  law,  also,  provides  a  mode.  The  court  cannot  add  a 
neio  section  to  the  act. 

In  England,  the  repealing  of  patents  is  always  regarded  as  a  judi- 
cial act.    Godson  on  Patents,  200. 

The  limitations  under  which  the  court  helow  thought  the  Secretary 
could  vacate  one  patent  and  issue  another,  show  that  the  power  he 
is  expected  to  exercise  is  judicial.  The  defect  must  arise  from  inad- 
vertence or  mistake,  without  fraud  or  misconduct.  The  power  of 
the  Secretary  to  act,  then,  depends  upon  his  having  adjudged  the  case 
to  he  one  of  mistake,  and  not  a  case  of  fraud.  This  is  judicial  power. 
How  can  the  Secretary  make  this  judicial  investigation  ? 

1.  He  has  no  parties  before  him,  and  uo  power  to  bring  persons 
before  him.  When  done  in  court,  this  is  done  in  the  presence  of 
litigant  jmrties.  2.  He  cannot  summon  witnesses  before  him,  and  if 
they  should  come  voluntarily,  he  cannot  administer  an  oath  to  them. 
Such  oaths  would  be  extra-judicial  and  nugatory.  He  cannot  require 
the  party's  own  oath. 

Now,  whether  the  want  of  a  proper  specification  be  the  etfect  of 
accident  or  of  fraud,  is  a  question  of  fact ;  and  it  is  to  bo  decided  by 
the  Secretary,  without  parties,  oaths,  or  witnesses. 

Besides,  the  surrender  is  to  be  accepted  only  when  the  specifica- 
tion is  defective.  Is  not  that  very  question  a  question  of  fact,  or  a 
mixed  question  of  law  and  fact?  Certainly  it  is.  It  is  for  the  jury. 
Even  a  court  cannot  determine  it  without  a  jury. 

By  act  of  April  20,  1818,  the  Secretary  of  State  appoints  a  super- 
intendent.   Does  he  delegate  to  him  his  judicial  power? 

There  is  but  one  way  of  answering  this  view  of  the  subject.  It 
must  be  contended,  that  in  every  case,  on  the  mere  suggestion  of  the 
patentee,  a  new  patent  is  to  be  issued  for  the  residue  of  the  term, 
with  an  amended  specification — leaving  it  to  be  decided,  when  suit 
should  be  brought,  whether  the  defect  was  inadvertent  or  fraudulent. 

This  would  change  the  whole  patent  system.  Its  effects  would  bo 
monstrous.  Patentees  would  try  their  claims  under  one  specification ; 
they  might  fail ;  and  they  would  call  it  inadvertence,  and  try  another 
experiment. 

A  man  builds  an  expensive  factory,  puts  in  costly  machinery,  not 
patented,  not  described  in  any  specification ;  lie  expends  much  money ; 
by-and-by  he  is  sued  for  violating  a  patent,  and  he  finds  that  since 
he  built,  an  old  patent  has  come  out  with  a  new  specification.  A 
hearing,  of  which  ho  knew  nothing,  has  been  had  before  the  Secre- 
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tary,  and  a  new  patent  has  issued,  and  he  is  called  on  to  stop  his 
factory.  Now,  this  supposed  case  is  the  very  case  hefore  the  court. 
The  defendants  erected  their  works  in  1823,  1824.  They  knew  of 
the  plaintiff's  patent  of  August  11,  1821,  hut  it  did  not  descrihe  any 
machinery  used  by  them.  But  in  1825  he  surrendered  his  first  pat- 
ent, took  out  another,  with  a  specification  describing  their  machinm/, 
and  sued  them.  Under  the  direction  of  the  court,  he  has  recovered 
a  verdict  for  three  thousand  two  hundred  and  sixty-six  dollars,  and  is 
entitled,  of  course,  to  have  this  trebled,  and  the  defendants  arc  ruined. 
Is  this  legal  ?  A  bill  in  equity  is  pending,  also,  to  stop  the  defend- 
ants' factory. 

Now,  what  reason  is  there  for  saying  that  defendants  shall  suffer 
these  losses,  even  by  the  mistake  or  inadvertence  of  the  pateutee  ? 
The  invention  had  become  public,  and,  if  not  protected  by  the  first 
patent,  it  was  gone  forever.  A  bad  patent  is  no  patent.  1  Barn,  k 
AM.,  38G.  It  may  be  well  for  Congress  to  give  the  courts  or  judges 
power  to  vacate  patents  on  patentee's  own  motion ;  but  then  Con- 
gress would  provide  limitations  and  securities  for  innocent  persons.  . 
On  the  doctrine  of  this  case,  there  are  no  securities. 

What  are  the  consequences  of  such  a  principle  ?  A  man  finds  out 
that  there  are  other  machines  made  like  his,  which  he  would  like  to 
stop ;  he  sets  up  inadvertence,  gets  a  new  patent,  and  stops  them. 
If  he  swears  it,  ivho  can  den;/  it?  It  is  of  younger  date,  and  he  swears 
he  meant  to  describe  it.  This  would  furnish  irresistible  temptation  to 
perjury. 

There  is  a  deeper  objection.  A  man  makes  an  invention ;  he  gets 
a  patent ;  but  his  specification  does  not  describe  it,  but  describes  some- 
thing else.  In  the  meantime,  the  public  use,  not  what  ho  has  pat- 
ented, but  what  he  has  not.  Now,  how  is  the  public  to  be  deprived 
of  the  use  of  this  ?  It  is  denied  that  they  can  be  prevented  this  use. 
The  decision  of  this  court,  in  Pennock  v.  Dialogue,  proves  this  cannot 
be.  The  invention  was  used  and  known  before  it  was  patented.  A 
patent  not  describing  an  invention  is  void  as  to  that  invention,  and 
does  not  protect  it.  The  invention,  by  a  single  month's  use,  unpro- 
tected by  a  patent,  becomes  public  property  and  can  never  be  resumed. 

Whether  the  patent  be  void  through  fraud  or  inadvertence,  if  it 
does  not  describe  the  invention,  then  the  invention  is  not  protected, 
but  has  become  public  jrropertg.    Pennock  v.  Dialogue  so  decides. 

In  England,  a  scire  facias  to  repeal  a  patent  is  a  criminal  proceed- 
ing, and  does  not  allow  costs.    7  Term  Rep.,  3G7  ;  Godson,  201. 

This  case  was  tried,  in  New  York,  before  Pennock  v.  Dialogue  was 
decided  in  this  court. 
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The  only  case  applicable  to  the  one  now  before  the  court  is  Morris 
v.  Huntington,  1  Paine,  348.  That  was  decided  in  1824.  Its  doctrine 
was  materially  changed  by  Pcnnock  v.  Dialogue.  After  all,  that  case 
only  decides  that  a  patent,  while  another  is  in  existence,  is  void. 
The  judge  then  goes  on  to  say  it  may  be  surrendered. 

It  seems  admitted  that  the  new  patent  ought  not  to  reach  back  so 
as  to  affect  those  who  had  already  used  the  invention.  But  how  can 
this  distinction  be  made  ?  Cited  to  this  point,  Brooke  v.  Clarke,  1  B.  & 
A.,  39G,  note. 

The  great  and  conclusive  objection  is  this:  the  new  patent  is  granted 
on  the  new  application,  and  the  invention  had  been  public  four  years. 
This  is  fully  settled  in  the  case  of  Pcnnock  v.  Dialogue* 

The  second  point  is  presented  on  the  defendants'  fourth  plea.  The 
court  instructed  the  jury  that  the  patent  would  not  be  void,  unless 
the  defective  or  imperfect  specification  arose  from  design  or  the  pur- 
pose of  deceiving  the  public. 

This  point  presents  two  questions : 

1.  Whether  the  patent  would  be  void  or  not  for  the  reasous  stated, 
the  direction  of  the  court  was  not  pertinent  to  the  issue.  The  parties 
were  at  issue  on  a  question  of  fact ;  witnesses  were  examined,  and 
counsel  had  summed  Qp ;  but  the  court  told  the  jury  the  issue  was 
immaterial,  and  uncler  this  question  the  jury  found  a  verdict  for 
plaintiff. 

It  can  require  no  argument  to  prove  that  this  is  an  illegal  direction. 
2  Day's  Reports,  519 ;  1  Starkie,  388 ;  9  Crunch,  339,  355. 

2.  If  the  question  had  legally  arisen,  the  law  was  wrongly  smted. 
It  is  insisted  that  the  plea  was  a  good  bar.    If  the  specification 

was  defective,  as  set  forth  in  the  plea,  the  plaintiff  could  not  recover, 
whether  that  defect  arose  from  accident  or  design.  The  very  words 
of  the  third  section  of  the  statute  require  this.  There  arc  certain 
conditions  precedent  to  be  complied  with  be  fore  an  inrentor  can  obtain 
a  patent.  This  is  one  of  them.  The  language  of  this  section  is  em- 
phatic and  absolute;  it  could  not  be  stronger.  Courts  may  just  as 
well  dispense  uith  the  otth. 

Suppose  he  omit  to  deliver  any  written  specification  whatever,  can 
he  afterwards  sav  that  omission  was  owing  to  inadvertence?  Yet  a 
defective  sped fication,  or  bad  specification,  is  no  specification,  The  same 
law  that  requires  a  written  specification,  requires  a  fall  find  accurate 
one.  A  defective  one  is  no  better  than  none  at  all.  Suppose  he  omit 
to  sign  the  specification,  can  that  be  cured  ? 

A  party  is  to  describe  his  invention  so  as  to  answer  two  purposes: 
1.  To  distinguish  it  from  all  other  things  before  known.    2.  To 
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enable  any  person  skilled  in  the  art  to  make  and  use  it.  If  he  tail 
in  either  of  these,  he  fails  in  a  condition  precedent. 

This  is  all  verv  clear,  and  there  would  be  no  doubt  about  it  but  for 
the  sixth -section.    That  section  has  been  supposed  to  raise  the  doubt. 

This  section,  as  has  been  observed  by  most  judges,  is  inartfully 
drawn.  It  speaks  of  the  right  of  the  defendant  to  give  this  act  in 
ci'Ulencc  in  an  action  founded  on  the  act  itself.  It  is  not  grammatical. 
It  seems  borrowed  from  the  law  of  1791. 

The  first  important  remark  is,  that  the  preceding  sections  have  de- 
scribed the  whole  extent  of  the  patentee's  right.  This  section  has  for 
its  object  the  giving  of  immunities  and  protection  to  those  who  may 
be  sued  by  patentees.  Therefore,  its  object  was  not  to  enlarge  the 
right  of  patentees.  Second,  most  of  its  provisions  are  only  affirm- 
ative, and  t^e  right  existed  before.  The  action  being  case,  all  the 
material  defenses  are  competent.  Third,  it  gives  some  matters  as  a 
defense  not  mentioned  in  the  first  act,  such  as  license  or  abandon- 
ment to  the  public.  Fourth,  it  does  not  repeat  the  same  objections  to 
specification. 

It  allows  the  defendant  to  prove  three  things  as  fatal  defects  in 
bis  specification:  1.  That  it  does  not  contain  the  whole  truth  relative 
to  the  discovery,  with  intent  to  deceive  the  public.  This  provision 
may  stand  with  the  first  section.  2.  That  it  contains  more  than  is 
necessary  to  produce  the  described  effect,  with  intent  to  deceive  the 
public.  This  may  stand  with  the  third  section.  3.  That  the  thing 
had  been  used  or  described  in  a  public  work.    This  may  also  stand. 

Now,  the  fraudulent  intent  is  applied  only  to  the  first  two.  In 
these  cases  Congress  may  say  that  fraud  shall  be  proved,  because, 
even  with  these  defects,  it  may  be  a  patent,  and  a  very  useful  patent. 

It  may  be  a  valid  patent,  though  the  patentee  take  it  but  lor  part 
of  his  invention  ;  yet  if  he  fraudulently  deceive  the  public,  by  keep- 
ing back  part,  it  shall  be  void.  So  it  may  be  a  good  and  valu- 
able patent,  though  it  contain  more  than  is  necessary  to  produco  the 
described  effect.  But  if  it  be  not  so  described  as  to  be  distinguished 
from  other  things  before  known,  or  so  that  skillful  persons  ean  use 
it,  it  is  no  patent,  or  of  no  use  at  alt.  These  last  objections  go  to  its 
very  existence,  and  are  therefore  made  prerequisites.  They  are  ab- 
solute conditions  precedent. 

But  the  main  consideration  yet  is,  that  this  sixth  section  has  an 
object  of  its  own.  It  looks  not  so  much  to  the  defense  in  its  suits 
as  to  the  judicial  vacation  of  the  patent.  It  does  not  look  mainly  to  the 
defense  of  the  suits,  because  it  leaves  out  several  known  grounds  of 
iefense:  1.  License.    2.  Abandonment  to  the  public.    3.  That  the 
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patent  is  broader  than  the  invention.  4.  That  the  machine  is  not 
well  described.    All  these  are  defenses,  and  vet  not  mentioned  here. 

The  object  of  the  sixth  section  is,  like  that  of  the  tenth,  to  repeal  for 
fraud  proved*  All  this  may  stand  without  contradictiug  the  third  sec- 
tion, or  doing  violence  to  its  language. 

Indeed,  Pcnnock  v.  Dialogue,  2  Peters,  1,  has  apparently  decided 
this.  The  sixth  section  speaks  of  inventions  known  before  the.  patentee's 
discovert/.  This  does  not  contradict  the  third  section— "  known  before 
application"    The  court  has  settled  this,  and  it  decides  this  case. 

The  plaintiff  relied  below  on  tho  following  cases :  Park  v.  Little 
anil  Wood,  3  "Washington,  196,  in  April,  1813 ;  Gray  et  al.  v.  James, 
1  Peters,  401,  1817. 

But  it  does  not  appear  in  this  case  whether  the  defendant  was  or 
was  not  proceeding  with  a  view  to  vacate  the  patent.  *Most  probably 
he  was ;  for  at  that  time  such  was  the  practice.  This  is  rendered  still 
more  probable  by  a  decision  looking  the  other  way,  in  1820,  by  the 
same  judge.  Kncass  v.  Schuylkill  Bank,  4  "Wash.  C.  C.  Rep.,  13. 
This  case  is  clearly  for  the  plaintiffs  in  error. 

The  case  of  Wldttemore  v.  Cutter,  1  Gallis.,  419,  decided  in  May, 
1813,  was  probably  a  case  to  vacate;  at  any  rate,  the  judges  doubted, 
and  would  have  divided  if  the  case  had  turned  on  this  point.  The 
case  of  Lowell  v.  Lams,  1  Mason,  193,  in  1817,  was  probably  a  similar 
case;  page  189  cited  particularly. 

How  can  the  court  dispense  with  the  express  words  of  the  third 
section  ?  Here  they  are  put  in  the  form  of  a  social  plea.  Can  they  be 
disregarded  ?  Suppose  there  be  but  one  witness,  though  this  is  merely 
a  formal  requisite,  can  the  court  dispense  with  it  ? 

Besides,  why  should  the  statute  require  a  specification,  unless  it  was 
to  be  fall  and  accurate  ?  For  what  purpose  should  an  insufficient  spe- 
cificition  be  enjoined  ?  The  court  may  as  well  say  there  shall  be  none. 
The  statute  says  as  imperatively  what  the  specification  shall  contain, 
as  that  there  shall  be  a  specification  at  all.  If  an  imperfect  or  defect- 
ive specification  does  not  render  a  patent  void,  what  harm  does  it  do  to 
it  ?    Let  this  question  be  answered. 

Now,  the  patentee  says  his  specification,  in  1821,  was  defective  not 
through  fraud,  but  defective.  But  why  was  not  that  patent  good,  or 
this  ?  If  defective  through  fraud,  he  could  not  get  another.  It  must 
be  presumed  to  be  defective  through  inadvertence.  If  so,  what  need 
of  a  new  one  ? 

Compare  the  two  rules  of  law  decided  in  this  case  together: 
1.  The  judge  held,  that  a  party  might  surrender  his  patent  and  take 
a  new  one,  when  the  specification  in  the  first  was  defective  through 
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mistake,  and  without  fraud.  2.  The  court  ruled,  that  though  a  speci- 
fication be  altogether  defective,  yet  the  patent  is  not  void,  unless  such 
defect  arise  from  design. 

How  can  these  things  stand  together  ?  If  the  last  proposition  be 
true,  all  inquiry  about  the  first  is  idle — unless  the  question  be,  whether 
a  man  having  one  good  patent  may  surrender  it  and  take  out  another 
good  one  for  the  same  thing. 

It  is  now  matter  of  settled  law,  that  if  a  patent  be  broader  than  the 
invention,  it  is  void;  and  it  is  never  inquired  whether  this  arise  from 
design  or  accident.  In  nine  times  out  of  teu,  it  arises  from  inadver- 
tence. Now,  on  what  principle  is  this  ?  Not  because  the  plaiutifFs 
invention  has  not  been  invaded.  It  may  have  been  exactly  copied. 
It  is  because  he  has  not  rightly  described  what  he  claimed,  and  there- 
fore his  patent  protects  him  in  nothing.  So,  if  a  patent  be  for  an  im- 
provement of  an  old  machine,  it  must  state  the  improvement  accu- 
rately, and  distinguish  between  what  is  old  and  what  new.  Finally, 
the  English  statute  has  always  been  construed  the  other  way.  Our 
sixth  section  is  a  substitute  for  the  English  scire  facias. 

Cited  Davis's  Patent  Cases,  413;  Godson,  124;  Holroyd,  100,  note. 
Cited,  also,  Dodson's  Patents,  56 ;  1  Term  Rep.,  005 ;  1  Wash.  C.  C. 
Rep.,  71 ;  3  Wash.  C.  0.  Rep.,  198 ;  1  iMason,  189, 190 ;  4  Ibid.,  9, 10 ; 
3  Wheat.,  518 ;  2  Hen.  Black.,  478;  1  Ves.  and  Beames,  67 ;  8  Term 
Rep.,  101 ;  2  Car.  and  Paine,  558, 565 ;  11  East,  107 ;  14  Ves.,  131. 

Mr.  Ogdcnyfor  the  def aidants  in  error. 

The  first  question  is,  whether  the  Secretary  of  State  of  the  United 
States  has  a  power  by  law  to  accept  of  the  surrender  of  and  to  cancel 
a  patent  wThich  had  once  been  issued,  and  to  grant  a  second  patent  for 
the  same  invention,  with  an  amended  specification,  for  the  unexpired 
portion  of  the  term  of  fourteen  years  which  had  been  granted  by  the 
first  patent? 

Upon  this  question,  there  is  not  known  a  single  case  where  the  point 
has  been  expressly  decided  in  the  United  States.  The  Patent  Law  is 
silent  upon  the  subject ;  and  the  question  must,  then,  be  decided  upon 
general  principles. 

A  patent  for  a  useful  machine  is  a  grant  of  the  exclusive  privilege 
of  making  and  using  the  machine  for  a  limited  time.  Now,  it  would 
seem  that  a  grantee  may  surrender  his  grant.  A  man  who  has  a  priv- 
ilege may  surren/ler  that  privilege.  If  a  man  cancels  his  patent  upon 
record,  it  amounts  to  a  surrender  of  it. 

The  difficulty  in  question,  if  there  be  any,  must  be  in  the  other 
branch  of  it.  lias  the  Secretary  of  State  the  power,  after  the  sur- 
11 
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render  of  one  patent,  to  grant  a  new  one  for  the  same  invention,  with 
an  amended  specification  for  the  unexpired  portion  of  the  term  of 
fourteen  years  which  had  been  granted  by  the  first  patent  ?  Why 
should  he  not  ?  When  the  first  patent  is  cancelled,  the  invention  is 
unprotected.  If  a  useful  one,  why  should  not  the  inventor  have  the 
benefit  of  it  ? 

He  certainly  never  intended  to  abandon  the  benefit  of  it  to  the  pub- 
lic.   His  first  patent  is  evidence  of  that. 

A  specification  requires  to  be  drawn  with  great  accuracy.  Mechan- 
ics, by  whom  machines  are  usually  invented,  it  cannot  be  supposed 
are  capable  of  drawing  a  proper  specification.  Can  it  be  supposed 
that  the  law  ever  intended  to  punish  their  ignorance,  in  drawing  a 
very  special  legal  paper,  by  a  forfeiture  of  all  the  advantages  of  their 
invention  ? 

It  is  apprehended  that  the  issuing  a  new  patent  in  England,  where 
there  has  been  no  sufficient  specification  to  comply  with  the  condition 
of  the  first  patent,  is  pretty  much  a  matter  of  course. 

In  the  case  Ex  parte  Beck,  1  Bro.  Ch.  Rep.,  575,  the  Lord  Chancel- 
lor says  "that,  perhaps,  upon  the  petitioner's  applying  for  a  new  pat- 
ent, the  officers  might,  under  these  circumstances,  be  induced  to  remit 
their  fees,  but  that  he  could  give  no  relief  upon  the  present  petition." 
Here  the  Lord  Chancellor  speaks  of  the  issuing  of  a  new  patent  as  a 
matter  of  course. 

In  our  Patent  Law,  the  inventor  must  file  his  specification  before 
he  can  procure  his  patent.  In  England,  the  patent  contains  upon  its 
face  a  condition  that  if  the  patentee  shall  not  make  and  file  a  specifi- 
cation within  a  limited  time  offer  the  date  of  the  patent,  then  the  pat-, 
ent,  aud  all  the  liberties  and  advantages  under  it,  shall  cease  and  be 
void. 

One  of  the  cases  cited  by  the  plaintiff"  in  error  shows  that  if  the 
specification  is  not  filed  within  the  time  mentioned  in  the  patent, 
although  the  patent  is  void,  a  new  one  may  be  taken  out  by  the  in- 
ventor for  the  same  invention. 

This  case,  in  principle,  seems  to  support  the  proposition  for  which 
the  defendant  in  error  contends:  that  if  a  first  patent  is  void  for  want 
of  a  specification,  or  for  want  of  a  sufficient  specification,  a  new  one 
may  be  issued  for  the  same  invention  to  the  same  inventor.  In  the 
case  of  Morris  v.  Huntbujlon,  1  Paine's  Rep.  of  Cases  in  the  Second 
Circuit,  355,  Mr.  Justice  Thompson  says: 

"I  see  no  insuperable  objection  to  entering  a  vacatur  the  patent 
of  record  in  the  Department  of  State,  if  taken  out  inadvertently  or 
by  mistake.    All  the  proceedings  in  that  department  on  the  subject 
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of  patents  are  ex  parte,  except  in  the  case  of  interfering  applications. 
The  department  acts  rather  ministerially  than  judicially,  and  upon 
the  representation  of  the  applicant,  without  entering  into  an  exam- 
ination of  the  question  of  right ;  and  there  seems  to  be  no  good  rea- 
son why,  on  a  like  ex  parte  application,  the  patent  may  not  be  surren- 
dered and  cancelled  of  record,  if  no  misconduct  be  imputable  to  the 
patentee  in  taking  it  out."    Cited,  also,  page  356. 

So  far,  then,  as  this  question  has  ever  arisen  in  any  of  our  courts, 
the  right  to  surrender  an  old  patent  and  procure  a  new  one  has  been 
recognized.  Cited,  also,  Barrett  et  at.  v.  Hall,  1  Mason,  475,  as  to  the 
second  point. 

The  second  point  is  settled  by  the  express  terms  of  the  Patent  Law, 
and  by  the  adjudications  which -have  taken  place  under  it. 

1.  By  the  express  terms  of  the  Patent  Law. 

The  sixth  section  of  the  Patent  Act  declares  "  that  the  defendant 
shall  be  permitted  to  plead  the  general  issue,  and  give  this  act  and 
any  special  matter  in  evidence,  of  whicli  notice  in  writing  must  have 
been  giveu,  &c,  thirty  days  before  the  trial,  tending  to  prove  that 
the  specification  filed  by  the  plaintiff  does  not  contain  the  whole  truth 
relative  to  the  discovery,  or  that  it  contains  more  than  is  necessary 
to  produce  the  described  effect,  which  concealment  or  addition  shall 
fully  appear  to  have  been  made  for  the  purpose  of  deceiving  the  public," 
fa,  fa 

So,  therefore,  if  the  specification  does  not  contain  the  whole  truth 
relative  to  the  discovery,  or  if  it  contains  more  than  is  necessary  to 
produce  the  described  effect,  the  patent  shall  not,  for  these  causes,  or 
either  of  them,  be  evidence,  unless  "the  concealment  or  addition 
shall  fully  appear  to  have  been  made  for  the  purpose  of  deceiving 
the  public." 

2.  By  the  adjudications  which  have  taken  place  under  the  law. 

The  first  case  in  which  the  question  came  up,  was  the  case  of  Whit- 
ney v.  Carter,  in  the  Circuit  Court  of  Georgia.  That  case  is  cited  in 
Mr.  Fcssenden's  Essay  on  the  L>iw  of  Patents,  123. 

His  honor,  Judge  Johnson,  in  charging  the  jury  in  that  case,  said 
"he  considered  the  defendants'  second  objection  equally  unsupported, 
and  referred  to  the  sixth  section  of  the  Patent  Law,  by  which  it  is 
required  that  the  concealment  alleged  (in  order  to  defeat  the  pat- 
entee's recovery)  must  appear  to  have  been  made  for  the  purpose  of 
deceiving  the  public.  That  Mr.  Whitney  could  have  no  motive  for 
such  concealment,"  &e.,  &c. 

In  the  case  of  Gray  «f  Os/ood  v.  James  et  al,  1  Peters's  C.  0.  Rep., 
394,  this  question  came  up  before  the  Circuit  Court  in  Pennsylvania. 
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Judge  Washington  says:  "  But  if  the  jury  should  be  of  opinion  that 
the  specification  is  materially  defective,  the  objection  will  not  be 
sufficient  to  invalidate  the  plaintiff's  patent,  unless  they  should  also 
be  satisfied  that  the  concealment  of  the  circumstances  not  described 
was  intended  "to  deceive  the  public." 

In  the  case  of  Whittemore  v  Cutler,  1  Gallis.,  429,  Mr.  Justice  Story 
says:  "Any  defect  or  concealment  in  a  specification,  to  avoid  a  pat- 
ent, must  arise  from  an  intention  to  deceive  the  public."  In  the  case 
of  Lowell  v.  Lewis,  1  Mason,  189,  the  same  learned  judge  makes  a  sim- 
ilar declaration. 

Mr.  Chief  Justice  Marshall  delivered  the  opinion  of  the  court. 

This  action  was  brought  by  Grant  &  Townsend  against  E.  &  H. 
Raymond,  to  recover  damages  for  an  infringement  of  their  right  under 
a  patent  granted  to  the  plaintiff,  Joseph  Grant,  in  April,  1825.  It 
recited  that  a  former  patent  had  been  issued  in  August,  1821,  to  the 
same  person  for  the  same  improvement,  "which  had  been  cancelled, 
owing  to  the  defective  specification  on  which  the  same  was  granted." 
The  exclusive  privilege  given  by  the  patent,  on  which  the  suit  is 
brought,  is  to  continue  fourteen  years  from  the  day  on  which  the 
original  was  issued. 

One  of  the  pleas  tiled  by  the  defendants  contained  the  following 
averment:  "And  the  defendants  aver  that  the  said  specification  does 
not  correctly  or  accurately  describe  the  improvement  claimed  by  the 
said  Joseph  Grant  as  his  invention ;  but  said  specification,  and  the 
drawings  thereto  annexed,  are  altogether  defective  in  this,  among 
other  things,  namely :  in  said  specification  no  proportion,  sizes,  or 
distances  are  given,  and  the  bigness  or  size  of  none  of  the  principal 
parts  of  said  machine  is  given  in  said  specification  or  drawings,  but 
the  same  is  wholly  omitted ;  and,  in  other  particulars,  said  specifica- 
tions and  drawings  arc  whollv  defective.  And  the  defendants  aver 
that  said  specification,  annexed  to  and  making  part  of  said  letters  pat- 
ent, with  the  drawings  thereto  annexed,  do  not  contain  a  written  de- 
scription of  his,  the  said  Joseph  Grant's,  invention  and  improvement 
aforesaid,  and  manner  of  using  it,  in  such  full,  clear,  and  exact  terms 
as  to  distinguish  the  same  from  all  other  things  before  known,  and 
so  as  to  enable  any  person  skilled  in  the  art  of  which  said  machine  or 
improvement  is  a  branch,  or  with  which  it  is  most  nearly  connected, 
to  make  and  use  the  same;  and  that,  for  the  cause  aforesaid,  said  let- 
lei's  patent  are  void." 

The  plaintiffs  reply  that  they  ought  not  to  be  barred,  "  because 
they  say  that  the  specification  mentioned  in  the  said  last-mentioned 
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plea  does  correctly  and  accurately  describe  the  improvement  claimed 
by  the  said  Joseph  Grant  as  his  invention;  and  because  they  say, 
further,  that  neither  the  said  specification  nor  the  drawings  thereto 
annexed  are  defective  in  any  of  the  particulars  in  that  behalf  alleged 
in  the  said  last-mentioned  plea,  and  this,  they  pray,  may  be  inquired 
of  by  the  country."    On  this  replication  issue  was  joined. 

At  the  trial,  the  counsel  for  the  defendants  objected  that  the  Sec- 
retary of  State  had  no  power,  by  law,  to  accept  a  surrender  of  and 
to  cancel  the  said  letters  patent,  or  to  inquire  into  or  decide  upon 
the  causes  for  so  doing,  or  to  grant  said  second  patent  for  the  same 
invention,  with  an  amended  specification,  for  the  unexpired  portion 
of  the  term  of  fourteen  years  which  had  been  granted  by  the  first 
patent. 

The  court  decided  that  such  surrender  might  be  made  when  the 
defect  arose  from  inadvertence  or  mistake,  and  without  any  fraud  or 
misconduct  on  the  part  of  the  patentee ;  and  that  the  Secretary  of 
State  had  authority  to  accept  such  surrender,  and  cancel  the  record 
of  the  patent,  and  to  issue  a  new  patent  for  the  unexpired  part  of 
the  fourteen  years  granted  under  the  old  patent,  in  manner  aforesaid. 
To  which  decision  the  counsel  for  the  defendants  excepted. 

After  adducing  the  testimony  on  which  they  relied  to  support  their 
plea  hereinbefore  stated,  the  counsel  for  the  defendant  moved  the 
court  to  instruct  the  jury,  that  if  they  found  that  the  defendants  had 
maintained  and  proved  their  averments  in  that  respect,  that  they 
must  find  the  same  for  the  defendants — which  instructions  the  court 
refused  to  give ;  but  instructed  the  jury  that  the  patent  would  not  be 
void  on  this  ground,  unless  such  defective  or  imperfect  specification 
or  description  arose  from  design,  and  for  the  purpose  of  deceiving 
the  public — to  which  opinion  the  counsel  for  the  defendants  also 
excepted. 

The  jury  found  a  verdict  for  the  plaintiffs,  and  assessed  their  dam- 
ages to  three  thousand  two  hundred  and  sixty-six  dollars  sixty-six  cents, 
the  judgment  on  which  is  brought  before  this  court  by  a  writ  of  error. 

The  first  question  in  the  cause  respects  the  power  of  the  Secretary 
of  State  to  receive  a  surrender  of  a  patent,  cancel  the  record  there- 
of, and  issue  a  new  patent  for  the  unexpired  part  of  the  fourteen 
years  for  which  the  original  had  been  granted.  The  court  was  of 
opinion  that  this  might  be  done  "when  the  defect  in  the  specification 
arose  from  inadvertence  or  mistake,  and  without  any  fraud  or  mis- 
conduct on  the  part  of  the  patentee." 

The  right  of  the  patentee  to  surrender  his  patent  has  not  been  de- 
nied, but  the  plaintifts  in  error  insist  that  no  power  exists  to  grant  a 
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hew  patent  for  the  unexpired  term.  The  words  of  the  act,  they  say, 
do  not  confer  this  power.  It  cannot  be  exercised  with  its  necessary 
guards  by  the  Department  of  State,  and  inconvenience  of  no  inconsid- 
erable magnitude  might  result  to  the  public  from  its  exercise.  The 
Secretary  of  State  is,  in  the  act  of  making  out  patents,  a  mere  min- 
isterial officer,  and  can  exercise  no  power  which  is  not  expressly 
given. 

It  is  undoubtedly  true  that  the  Secretary  of  State  may  be  consid- 
ered, in  issuing  patents,  as  a  ministerial  officer.  If  the  prerequisites 
of  the  law  be  complied  with,  he  can  exercise  no  judgment  on  the  ques- 
tion whether  the  patent  shall  be  issued.  It  is  equally  true  that  the  act 
of  Congress  contains  no  words  which  expressly  authorize  the  Secretary 
to  issue  a  corrected  patent,  if  the  original,  from  some  mistake  or  in- 
advertence in  the  patentee,  should  be  found  incompetent  to  secure  the 
reward  which  the  law  intended  to  confer  on  him  for  his  invention. 
The  force  of  this  objection,  and  of  the  argument  founded  on  it,  is  felt 
If  the  new  patent  can  be  sustained,  it  must  be  on  the  general  spirit  and 
object  of  the  law, — not  on  its  letter. 

To  promote  the  progress  of  useful  arts,  is  the  interest  and  policy 
of  every  enlightened  government.  It  entered  into  the  views  of  the 
framersof  our  Constitution,  and  the  power  "to  promote  the  progress 
of  science  and  useful  arts,  by  securing  for  limited  times,  to  authors 
and  inventors,  the  exclusive  right  to  their  respective  writings  and  dis- 
coveries," is  among  those  expressly  given  to  Congress.  This  subject 
was  among  the  tirst  which  followed  the  organization  of  our  govern- 
ment. It  was  taken  up  by  the  first  Congress  at  its  second  session,  and 
an  act  was  passed  authorizing  a  patent  to  be  issued  to  the  inventor  of 
any  useful  art,  &c,  on  his  petition,  "granting  to  such  petitioner,  his 
heirs,  administrators,  or  assigns,  for  any  term  not  exceeding  fourteen 
years,  the  sole  and  exclusive  right  and  liberty  of  making,  using,  aud 
vending  to  others  to  be  used  the  said  invention  or  discoverv."  Hie 
law  farther  declares  that  the  patent  "  shall  be  good  and  available  to  the 
grantee  or  grantees,  by  force  of  this  act,  to  all  and  every  intent  and  pur- 
pose herein  contained."  The  amendatory  act,  of  1703,  contains  the 
same  language,  and  it  cannot  be  doubted  that  the  settled  purpose  of  the 
United  States  has  ever  been,  and  continues  to  be,  to  confer  on  the  au- 
thors of  useful  inventions  an  exclusive  right  in  their  inventions  for 
the  time  mentioned  in  their  patent.  It  is  the  reward  stipulated  for 
the  advantages  derived  by  the  public  for  the  exertions  of  the  individ- 
ual, and  is  intended  as  a  stimulus  to  those  exertions.  The  laws  which 
are  passed  to  give  effect  to  this  purpose  ought,  we  think,  to  be  con- 
strued in  the  spirit  in  which  they  have  been  made,  and  to  execute  the 
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contract  fairly  on  the  part  of  the  United  States,  where  the  full  bene- 
fit has  been  actually  received, — if  this  can  be  done  without  transcend- 
insr  the  intention  of  the  statute,  or  countenancing:  acts  which  are  fraud- 
ulent  or  may  prove  mischievous.  The  public  yields  nothing  which  it 
has  not  agreed  to  yield ; — it  receives  all  which  it  has  contracted  to 
receive.  The  full  benefit  of  the  discovery,  after  its  enjoyment  by  the 
discoverer  for  fourteen  years,  is  preserved ;  and  for  his  exclusive  en- 
joyment of  it  during  that  time  the  public  faith  is  pladged.  That  sense 
of  justice  and  of  right  which  all  feel  pleads  strongly  against  depriving 
the  inventor  of  the  compensation  thus  solemnly  promised,  because  he 
has  committed  an  inadvertent  or  innocent  mistake. 

If  the  mistake  should  be  committed  in  the  Department  of  State,  no 
one  would  say  that  it  ought  not  to  be  corrected.  All  would  admit 
that  a  new  patent,  correcting  the  error,  and  which  would  secure  to 
the  patentee  the  benefits  which  the  law  intended  to  secure,  ought  to  be 
issued.  And  yet  the  act  does  not  in  terms  authorize  a  new  patent, 
even  in  this  case.  Its  emanation  is  not  founded  on  the  words  of  the 
law,  but  is  indispensably  necessary  to  the  faithful  execution  of  the  sol- 
emn  promise  made  by  the  United  States.  Why  should  not  the  same 
step  be  taken,  for  the  same  purpose,  if  the  mistake  has»been  innocently 
committed  bv  the  inventor  himself? 

The  counsel  for  the  plaintiffs  in  error  have  shofrn  very  clearly  that 
the  question  of  inadvertence  or  mistake  is  a  judicial  question,  which 
cannot  be  decided  by  the  Secretary  of  State.  Neither  can  he  decide 
those  judicial  questions  on  which  the  validity  of  the  first  patent  de- 
pends. Yet  he  issues  it  without  inquiring  into  them.  Why  may  he 
not,  in  like  manner,  issue  the  second  patent  also  ?  The  correct  per- 
formance of  all  those  preliminaries  on  which  the  validity  of  the  origi- 
nal depends  are  always  examinable  in  the  court  in  which  a  suit  for  its 
violation  shall  be  brought.  Why  may  not  those  points  on  which  the 
validity  of  the  amended  patent  depends  be  examined  before  the  same 
tribunal  ?  In  the  case  under  consideration,  those  questions  were  not 
supposed  by  the  Circuit  Court  to  have  been  decided  in  the  Depart- 
ment of  State,  but  were  expressly  submitted  to  the  jury.  The  rightful- 
ness of  iasuing  the  new  patent  is  declared  to  depend  on  the  fact  that 
"the  defect  in  the  specification  arose  from  inadvertence  or  mistake, 
and  without  any  fraud  or  misconduct  on  the  part  of  the  patentee." 
The  jury  were,  of  course,  to  inquire  into  the  fact.  The  condition  on 
which  the  right  to  issue  the  patent  depended,  could  be  stated  to  them 
for  no  other  purpose. 

It  has  been  said  that  this  permission  to  issue  a  new  patent  on  a 
reformed  specification,  when  the  first  was  defective  through  the  mis- 
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take  of  the  patentee,  would  change  the  whole  diameter  of  the  act  of 
Congress. 

We  are  not  convinced  of  this.  The  great  object  and  intention  of 
the  act  is  to  secure  to  the  public  the  advantages  to  be  derived  from 
the  discoveries  of  individuals,  and  the  means  it  employs  arc  the  com- 
pensation made  to  those  individuals  for  the  time  and  labor  devoted 
to  these  discoveries,  by  the  exclusive  right  to  make,  use,  and  sell  the 
things  discovered  4br  a  limited  time.  That  which  gives  complete  ef- 
fect to  this  object  and  intention,  by  employing  the  same  means  for  the 
correction  of  inadvertent  error  which  are  directed  in  the  first  instance, 
cannot,  we  think,  be  a  departure  from  the  spirit  and  character  of  the 
act. 

An  objection  much  relied  on  is,  that  after  the  invention  has  been 
brought  into  general  use,  those  skilled  in  the  art  or  science  with 
which  it  is  connected,  perceiving  the  variance  between  the  specifica- 
tion and  the  machine,  and  availing  themselves  of  it,  mav  have  con- 
structed,  sold,  and  used  the  machine  without  infringing  the  legal 
rights  of  the  patentee,  or  incurring  the  penalties  of  the  law.  The 
new  patent  would  retroact  on  them,  and  expose  them  to  penalties  to 
which  they  were  not  liable  when  the  act  was  committed. 

This  objection  is  more  formidable  in  appearance  than  in  reality. 
It  is  not  probable  that  the  defect  in  the  specification  can  be  so  ap- 
parent as  to  be  perceived  by  any  but  those  who  examine  it  for  the 
purpose  of  pirating  the  invention.  They  are  not  entitled  to  much 
favor.  "But  the  answer  to  the  objection  is,  that  this  defense  is  not 
made  in  this  case ;  and  the  opinion  of  the  Circuit  Court  does  not  go 
so  far  as  to  say  that  such  a  defense  would  not  be  successful.  That 
question  is  not  before  the  court,  and  is  not  involved  in  the  opinion 
we  are  considering.  The  defense,  when  true  in  fact,  may  be  sufficient 
in  law,  notwithstanding  the  validity  of  the  new  patent. 

It  has  been  also  argued  that  the  new  patent  must  iSsue  on  the  new 
rspecitication,  and  on  the  application  which  accompanies  it  Conse- 
•quently,  it  will  not  be  true  that  the  machine  was  "not  known  or 
used  before  the  application." 

But  the  new  patent,  and  the  proceedings  on  which  it  issues,  have 
relation  to  the  original  transaction.  The  time  of  the  privilege  still 
nms  from  the  date  of  the  original  patent.  The  application  may  be 
considered  as  appended  to  the  original  application ;  and,  if  the  new 
patent  is  valid,  the  law  must  be  considered  as  satisfied  if  the  machine 
was  not  known  or  used  before  that  application. 

It  has  been  urged  that  the  public  was  put  into  possession  of  the 
machine  by  the  open  sale  and  use  of  it  under  the  defective  specitica- 
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tion,  and  cannot  be  deprived  of  it  by  the  grant  of  a  new  patent.  The 
machine  is  no  longer  the  subject  of  a  patent. 

This  would  be  perfectly  true  if  the  second  patent  could  be  con- 
sidered as  independent  of  the  first.  But  it  is  in  no  respect  so  con- 
sidered. The  communication  of  the  discovery  to  the  public  has  been 
made  in  pursuance  of  law,  with  the  intent  to  exercise  a  privilege, 
which  is  the  consideration  paid  by  the  public  for  the  future  use  of  the 
machine.  If,  by  an  innocent  mistake,  the  instrument  introduced  to 
secure  this  privilege  fails  in  its  object,  the  public  ought  not  to  avail 
itself  of  this  mistake,  and  to  appropriate  the  discovery  without  pay- 
ing the  stipulated  consideration.  The  attempt  would  be  disreputa- 
ble in  an  individual,  and  a  court  of  equity  might  interpose  to  restrain 
him. 

It  will  not  be  pretended  that  this  question  is  free  from  difficulty. 
But  the  executive  departments,  it  is  understood,  have  acted  on  the 
construction  adopted  by  the  Circuit  Court,  and  have  considered  it  as 
settled.  We  would  not  willingly  disregard  this  settled  practice  in  a 
case  where  we  are  not  satisfied  it  is  contrary  to  law,  and  where  we 
are  satisfied  that  it  is  required  by  justice  and  good  faith. 

We  will  now  proceed  to  the  second  exception. 

The  plea  assigns  the  particular  defect  supposed  to  exist  in  the  speci- 
fication, and  then  proceeds  to  aver,  in  the  very  words  of  the  act,  that 
it  "does  not  contain  a  written  description  of  his,  the  said  Joseph 
Grant's,  invention  and  improvement  aforesaid,  and  manner  of  using 
it,  in  such  full,  clear,  and  exact  terms  as  to  distinguish  the  same  from 
all  other  things  before  known,  and  so  as  to  enable  any  person  skilled 
in  the  art,  &c,  to  make  and  use  the  same,"  &c. 

The  plea  alleges,  in  the  words  of  the  act,  that  the  prerequisites  to 
the  issuing  a  patent  had  not  been  complied  with. 

If  the  matter  alleged  in  this  plea  constituted  no  bar  to  the  action, 
the  plaintiffs  might  have  demanded  and  have  submitted  the  question 
of  law  to  the  court.  But  they  have  chosen  to  deny  the  facts  alleged 
in  the  plea,  and  to  aver  in  their  replication  "that  neither  the  specifi- 
cation nor  the  drawings  thereto  annexed  are  defective  in  any  of  the 
particulars  in  that  behalf  alleged."  Issue  was  joined  upon  this  repli- 
cation, and  it  is  that  issue  which  the  jury  were  sworn  to  try. 

At  the  trial,  the  counsel  for  the  defendants,  after  the  evidence 
was  closed,  asked  the  court,  in  substance,  to  instruct  the  jury,  that  if 
they  should  be  of  opinion  that  the  defendants  had  maintained  and 
proved  the  facts  alleged  in  their  plea,  they  must  find  for  the  defend- 
ants. The  court  refused  this  instruction.  Ought  it  to  have  been  re- 
fused ?   If,  in  the  opinion  of  the  jury,  the  defendants  have  proved  and 
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maintained  every  fact  alleged  in  the  plea  on  which  the  issue  they  are 
sworn  to  try  is  joined,  ought  not  the  jury  to  find  that  issue  for  the 
defendants?  Is  not  this  required  hy  their  oaths?  The  conclusion, 
"  and  that  for  the  cause  aforesaid  said  letters  patent  are  void,"  is  an 
inference  of  law  from  the  facts  previously  alleged, — not  the  allegation 
of  a  distinct  fact,  to  he  submitted  to  the  jury. 

The  court  proceeded  to  instruct  the  jury,  "that  the  patent  would 
not  be  void  on  this  ground,  unless  such  defective  or  imperfect  speci- 
fication or  description  arose  from  design,  or  for  the  purpose  of  deceiv- 
ing the  public." 

Now,  this  "design"  \h\a '*  purpose  of  deceiving  the  public,"  constituted 
no  part  of  the  issue.  The  defendants  had  not  alleged  it,  and  could 
not  he  supposed  to  come  prepared  to  prove  it.  A  verdict  for  them 
would  not  imply  it.  The  instruction  is  understood  to  direct  a  verdict 
which  finds  in  fact  that  the  description  or  specification  is  not  defect- 
ive; and  this  verdict  against  the  evidence  is  to  be  found  because  that 
defect  "arose  not  from  design,  or  for  the  purpose  of  deceiving  the 
public." 

But  we  must  inquire  whether  the  instruction,  independent  of  its  de- 
parture from  the  issue,  bo  consistent  with  law.  It  is  "that  the  patent 
would  not  be  void  unless,"  &c. 

The  fifth  sectiou  of  the  act  gives  the  party  aggrieved  an  action  for 
the  infringement  of  his  patent-right.  The  sixth  provides  "  that  the 
defendant  in  such  action  shall  be  permitted  to  plead  the  general  issue, 
and  give  tins  act  in  evidence,  and  to  give  in  evidence  any  special 
matter  of  which  notice  in  writing  may  have  been  given  to  the  plain- 
tiff or  his  attorney  thirty  days  before  trial,  tending  to  prove  that  the 
specification  filed  by  the  plaintiff  does  not  contain  the  whole  truth 
relative  to  his  discovery,  or  that  it  contains  more  than  is  necessary  to 
produce  the  described  effect,  which  concealment  or  addition  shall  fully 
appear  to  have  been  made  for  the  purpose  of  deceiving  the  public, 
or  that  the  thing  thus  secured,"  &c,  "in  either  of  which  cases  judg- 
ment shall  be  rendered  for  the  defendant  with  costs,  and  the  patent 
shall  he  declared  void." 

Courts  did  not,  perhaps,  at  first,  distinguish  clearly  between  a  de- 
fense which  would  authorize  a  verdict  and  judgment  in  favor  of  the 
defendant  in  the  particular  action,  leaving  the  plaintiff  free  to  use  his 
patent,  and  to  bring  other  suits  for  its  infringement,  and  one  which, 
if  successful,  would  require  the  court  to  enter  a  judgment  not  only  for 
the  defendant  in  the  particular  case,  but  one  which  declares  the  patent 
to  be  void.    This  distinction  is  now  well  settled. 

If  the  party  is  content  with  defending  himself,  he  may  either  plead 
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specially  or  plead  the  general  issue,  and  give  the  notice  required  by 
the  sixth  section  of  any  special  matter  he  means  to  use  at  the  trial. 
If  he  shows  that  the  patentee  has  failed  in  any  of  those  prerequisites 
on  which  the  authority  to  issue  the  patent  is  made  to  depend,  his  de- 
fense is  complete ; — he  is  entitled  to  the  verdict  of  the  jury  and  the 
judgment  of  the  court.  But  if,  not  coutent  with  defending  himself, 
he  seeks  to  annul  the  patent,  he  must  proceed  in  precise  conformity 
to  the  sixth  section.  If  he  depends  on  evidence  "tending  to  prove 
that  the  specification  filed  by  the  plaintiff  does  not  contain  the  whole 
truth  relative  to  his  discovery,  or  that  it  contains  more  than  is  neces- 
sary to  produce  the  described  effect,"  it  may  avail  him  so  far  as  re- 
spects himself,  but  will  not  justify  a  judgment  declaring  the  patent 
void,  unless  such  "concealment  or  addition  shall  fully  appear  to  have 
been  made  for  the  purpose  of  deceiving  the  public,"  which  purpose 
must  be  found  by  the  jury,  to  justify  a  judgment  of  vacatur  by  the 
court.  The  defendant  is  permitted  to  proceed  according  to  the  sixth 
section,  but  is  not  prohibited  from  proceeding  in  the  usual  manner, 
so  far  as  respects  his  defense,  except  that  special  matter  may  not  be 
given  in  evidence  on  the  general  issue  unaccompanied  by  the  notice 
which  the  sixth  section  requires.  The  sixth  section  is  not  understood 
to  control  the  third.  The  evidence  of  fraudulent  intent  is  required 
only  in  the  particular  case  aud  for  the  particular  purpose  stated  in 
the  sixth  section. 

This  instruction  was  material  if  the  verdict  ought  to  have  been  for 
the  defendants,  provided  the  allegations  of  the  plea  were  sustained, 
and  if  such  verdict  would  have  supported  a  judgment  in  their  favor, 
although  the  defect  in  the  specification  might  not  have  arisen  from 
design,  and  for  the  purpose  of  deceiving  the  public.  That  such  is  the 
law,  we  are  entirely  satisfied.  The  third  section  requires,  as  prelimi- 
nary to  a  patent,  a  correct  specification  and  description  of  the  tin  tig 
discovered.  Tins  is  necessary,  in  order  to  give  the  public,  after  the 
privilege  shall  expire,  the  advantage  for  which  the  privilege  is  al- 
lowed, and  is  the  foundation  of  the  power  to  issue  the  patent.  The 
necessary  consequence  of  the  ministerial  character  in  which  the  Sec- 
retary acts  is,  that  the  performance  of  the  prerequisites  to  a  pateut 
must  be  examinable  in  any  suit  brought  upon  it.  If  the  case  was  of 
the  first  impression,  we  should  come  to  this  conclusion ;  but  it  is  un- 
derstood to  be  settled. 

The  act  of  Parliament  concerning  monopolies  contains  an  exception 
on  which  the  grants  of  patents  for  inventions  have  issued  in  that 
conn  try.  The  construction  of  so  much  of  that  exception  as  connects 
the  specification  with  the  patent,  and  makes  the  validity  of  the  latter 
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dependent  on  the  correctness  of  the  former,  is  applicable,  we  think,  to 
proceedings  under  the  third  section  of  the  American  act.  The  Eng- 
lish books  arc  full  of  cases  in  which  it  has  been  held  that  a  defect- 
ive specification  is  a  good  bar  when  pleaded  to,  or  a  sufficient  defense 
when  given  in  evidence  on  the  general  issue,  on  an  action  brought  for 
the  infringement  of  a  patent-right.  They  are  very  well  summed  up 
in  Godson's  Law  of  Patents,  title  specification ;  and  also  in  the  chap- 
ter respecting  the  infringement  of  patents;  also  in  Holroyd  on  Pat- 
ents, where  he  treats  of  the  specification,  its  form,  and  requisites.  It 
is  deemed  unnecessary  to  go  through  the  cases,  because  there  is  no 
contrariety  in  them,  and  because  the  question  is  supposed  to  be  sub- 
stantially settled  iu  this  country.  Pennock  ft  Sellers  v.  Dialoyue,  1 
Peters,  1,  was  not,  it  is  true,  a  case  of  defect  in  the  specification  or 
description  required  by  the  third  section,  but  one  in  which  the  appli- 
cant did  not  bring  himself  within  the  provision  of  the  first  section, 
which  requires  that  before  a  patent  shall  issue  the  petitioner  shall  al- 
lege that  he  has  invented  a  new  and  useful  art,  machine,  &c,  "  not 
known  or  used  before  the  application." 

This  prerequisite  of  (he  first  section,  so  far  as  a  failure  in  it  may 
affect  the  validity  of  the  patent,  is  not  distinguishable  from  a  failure 
of  the  prerequisites  of  the  third  section. 

On  the  trial,  evidence  was  given  to  show  that  the  patentee  had  per- 
mitted his  invention  to  be  used  before  he  took  out  his  patent.  The 
court  declared  its  opinion  to  the  jury,  that  if  an  inventor  makes  his 
discovery  public,  he  abandons  the  inchoate  right  to  the  exclusive  use 
of  the  invention.  "It  is  possible,"  added  the  court,  "  that  the  inven- 
tor may  not  have  intended  to  give  the  benefit  of  his  discovery  to  the 
public."  "  But  it  is  not  a  question  of  intention,"  "  but  of  legal  infer- 
ence, resulting  from  the  conduct  of  the  inventor,  and  affecting  the  in- 
terests of  the  public.  It  is  for  the  jury  to  say  whether  the  evidence 
brings  this  case  within  the  principle  which  has  been  stated.  If  it  docs, 
the  court  is  of  opinion  that  the  plaintiff  is  not  entitled  to  a  verdict." 

The  jury  found  a  verdict  for  the  defendants;  an  exception  was  taken 
to  the  opinion,  and  the  judgment  was  affirmed  by  this  court. 

Tins  case  affirms  the  principle,  that  a  failure  on  the  part  of  the  pat- 
entee in  those  prerequisites  of  the  act  which  authorize  a  patent,  is  a 
bar  to  a  recovery  in  an  action  for  its  infringement  ;  and  that  the  val- 
idity of  this  defense  does  not  depond  on  the  invention  of  the  inventor, 
but  is  a  legal  inference  upon  his  conduct. 

Upon  these  authorities,  and  this  reasoning,  we  are  of  opinion  that 
the  instruction  was  erroneous,  and  that  the  judgment  ought  to  he  re- 
versed and  the  cause  remanded.    One  of  the  judges  composing  the 
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majority  thinks  that  the  direction  would  have  been  erroneous  on  a 
plea  properly  framed  upon  the  third  section  of  the  act,  and  averring 
the  facts  of  a  defective  specification  and  a  non-compliance  with  the 
other  requisitions  of  that  section,  for  that  such  a  plea  would  be  a  good 
bar  and  defense  to  the  action ;  but,  in  his  view,  the  plea  relies  upon 
the  facts  as  avoiding  the  patent  entirely,  and  avers  it  to  be  void.  lie 
thinks,  however,  that  the  replication  puts  the  facts,  and  not  the  point 
whether  void  or  not,  in  issue;  and  that  the  direction  of  the  court  was 
erroneous,  since  it  was  equivalent  to  a  declaration  that,  if  all  the  facts 
were  proved,  the  issue  ought  not  to  be  found  for  the  defendants,  un- 
less the  imperfection  of  the  specification  arose  from  a  fraudulent  de- 
sign. 

The  judgment  is  reversed,  and  the  cause  remanded,  with  directions 

to  issue  a  venire  facias  de  novo. 

This  cause  came  on  to  be  heard  on  the  transcript  of  the  record  from 
the  Circuit  Court  of  the  United  States  for  the  Southern  District  of  New 
York,  and  was  argued  by  counsel;  on  consideration  whereof,  it  is 
the  opinion  of  this  court  that  the  said  Circuit  Court  erred  in  instruct- 
ing the  jury,  "  that  the  patent  would  not  be#void  on  this  ground  unless 
such  defective  or  imperfect  specification  or  description  arose  from  de- 
sign, and  for  the  purpose  of  deceiving  the  public."  Whereupon  it  is 
ordered  and  adjudged  by  this  court,  that  the  judgment  of  the  said 
Circuit  Court  in  this  cause  be,  and  the  same  is  hereby,  reversed,  and 
that  this  cause  be,  and  the  same  is  hereby,  remanded  to  the  said  Cir- 
cuit Court,  with  directions  to  award  a  venire  facias  de  novo. 


Joseph  Shaw,  plaintiff  in  error,  v.  Joseph  Cooper. 

(7  Peters,  292.) 

1.  Action  for  an  alleged  violation  of  a  patent  for  an  improvement  in  guns  and  fire- 
arms. 

2.  The  letters  patent  were  obtained  in  1822 ;  and  in  1829,  the  patentee  having 
surrendered  the  same  for  an  alleged  defect  in  the  «pecitication,  obtained  an- 
other patent.  This  second  patent  is  to  be  considered  as  having  relation  to  the 
emanation  of  the  patent  of  1822,  and  not  as  having  been  issued  on  an  original 
application. 

3.  The  holder  of  a  defective  patent  may  surrender  it  to  the  Department  of  State, 
and  obtain  a  new  one,  which  shall  have  relation  to  the  emanation  of  the  first. 

4.  Tin?  case  of  Grant  tt  al.  v.  ItaymomU  0  Peters.  220,  cited  and  affirmed. 

5.  A  second  patent,  granted  on  the  surrender  of  a  prior  one,  being  a  continuation 
of  the  first,  the  rights  of  a  patentee  must  be  ascertained  by  the  law  under  which 
the  original  application  was  made. 
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0.  By  the  provisions  of  the  act  of  Congress  of  17th  April,  1800,  citizens  and  aliens, 
as  to  patent-rights,  are  placed  substantially  upon  the  same  ground.  In  either 
case,  if  the  invention  was  known  or  used  by  the  public  before  it  was  patented, 
the  patent  is  void.    In  both  earns  the  right  must  be  tested  by  the  same  rule. 

7.  What  use  by  the  public,  before  the  application  Is  made  for  a  patent,  shall  make 
void  the  right  of  a  patentee. 

8.  From  an  examination  of  the  various  provisions  of  the  acts  of  Congress  relative 
to  patents  for  useful  inventions,  it  clearly  appears  that  it  was  the  intention  of 
the  Legislature,  by  a  compliance  with  the  requisites  of  the  law,  to  vest  the  ex- 
clusive right  in  the  inventor  only,  and  that  on  condition  that  his  invention 
was  neither  known  nor  used  by  the  public  before  his  application  for  a  patent. 
If  such  use  or  knowledge  shall  be  proved  to  have  existed  prior  to  the  applica- 
tion for  the  patent,  the  act  of  1793  declares  the  patent  void  :  and  the  right  of 
an  alien  is  vacated  in  the  same  manner,  by  proving  a  foreign  use  or  knowl- 
edge of  liis  invention.  That  knowledge  or  use  which  would  be  fatal  to  the 
patent-right  of  a  eiti7.en,  would  be  equally  so  to  the  right  of  an  alien. 

9.  The  knowledge  or  use  spoken  of  in  the  act  of  Congress  of  1793,  could  have  re- 
ferred to  the  public  only ;  for  the  provision  would  be  nugatory  if  it  were  ap- 
plied to  the  inventor  himself.  He  must  necessarily  have  a  perfect  knowledge 
of  the  thing  invented,  and  of  its  use,  before  he  can  describe  it,  as  by  law  he  is 
required  to  do  preparatory  to  the  emanation  of  a  patent. 

10.  There  may  be  cases  in  which  a  knowledge  of  the  invention  may  be  surrepti- 
tiously obtatucd  and  communicated  to  the  public,  that  do  not  affect  the  right 
of  the  inventor.  Under  such  circumstances,  no  presumption  t  an  arise  in  favor 
of  *an  abandonment  of  thought  to  the  public  by  the  inventor,  though  an  ac- 
quiescence on  Ins  part  will  lay  the  foundation  for  such  a  presumption.  It  is 
undoubtedly  just  that  every  discoverer  should  realize  the  benefits  resulting 
from  his  discovery,  for  the  period  contemplated  by  law.  But  those  can  only 
be  reserved  by  a  substantial  compliance  with  every  legal  requisite.  This  ex- 
clusive right  does  not  rest  alone  on  his  discovery,  but  also  upon  the  legal  sanc- 
tions which  have  been  given  to  it,  and  the  forms  of  law  with  which  It  has  been 
clothed. 

11.  No  matter  by  what  means  an  invention  may  have  been  communicated  to  the 
public  before  a  patent  is  obtained,  any  acquiescence  in  the  public  use  by  the 
inventor  will  be  an  abandonment  of  the  right.  If  tin-  right  were  asserted  by 
him  who  fraudulently  obtained  it,  perhaps  no  lapse  of  time  could  give  it  val- 
idity. But  the  public  stand  in  an  entirely  different  relation  to  the  inventor. 
His  right  would  be  secured  by  giving  public  notice  that  he  was  the  inventor 
of  the  thing  used,  and  that  he  should  apply  for  a  patent. 

12.  The  acquiescence  of  an  inventor  in  the  public  use  of  his  invention,  can  in  no 
ease  be  presumed,  where  he  has  no  knowledge  of  such  use.  But  this  knowl- 
edge may  be  presumed  from  the  circumstances  of  the  case.  This  will,  in  gen- 
eral, be  a  fact  for  a  jury;  and  if  the  inventor  do  not,  immediately  after  this 
notice,  assert  his  right,  it  is  such  evidence  of  acquiescence  in  the  public  use 
as  forever  afterwards  to  prevent  him  from  averting  it.  After  his  right  shall 
be  perfected  by  a  patent,  no  presumption  arises  against  it  from  a  subsequent 
use  by  the  public. 

13.  A  strict  construction  of  the  act  of  Congress,  as  it  regards  the  public  u^e  of  an 
invention  In-fore  it  is  patented,  is  not  only  required  by  its  letter  and  spirit,  but 
also  by  sound  policy. 

14.  The  question  of  abandonment  to  the  public  does  not  depend  on  the  intention 
of  the  inventor.   Whatever  may  be  the  intention,  if  he  suffers  his  invention  to 
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go  into  public  nse,  through  any  means  whatsoever,  without  an  immediate  as- 
sertion of  his  right,  he  is  not  entitled  to  a  patent;  nor  will  a  patent  obtained 
under  such  circumstances  protect  his  right. 

In  error  to  the  Circuit  Court  of  the  United  States  for  the  Southern 
District  of  New  York. 

At  the  October  Temi,  1829,  of  the  Circuit  Court  for  the  Southern 
District  of  New  York,  the  plaintiff  in  error,  Joseph  Shaw,  instituted 
an  action  against  the  defendant,  Joseph  Cooper,  for  an  alleged  vio- 
lation of  a  patent  granted  to  him  by  the  United  States,  dated  the  7th 
of  May,  1829,  for  "  a  new  and  useful  improvement  in  guns  and  fire- 
arras,  which  improvement  consisted  in  a  priming  head  and  case  ap- 
plied to  arms  and  tire-arms,  for  the  purpose  of  priming  and  giving 
them  fire  by  the  means  or  use  of  percussion,  fulminating,  or  deton- 
ating powder,"  by  which  patent  the  plaintiff  alleged  that  there  was 
granted  to  him,  &c,  for  the  term  of  fourteen  years,  from  the  19th  of 
June,  1822,  the  exclusive  right  to  the  said  invention,  and  by  virtue  of 
which  he  became  entitled  to  the  same  for  the  residue  of  the  term  un- 
expired on  the  7th  day  of  May,  1829.  The  declaration  averred  that 
the  defendant  had  violated  the  patent-right  of  the  plaintiff,  on  the  1st 
day  of  August,  1829,  and  afterwards,  between  that  day  and  the  in- 
stitution of  the  suit. 

The  defendant  pleaded  not  guilty,  and  gave  the  following  notice  of 
the  matters  of  defense : 

"  Please  to  take  notice  that,  on  the  trial  of  the  above  cause,  the 
above-named  Joseph  Cooper  will,  under  the  pica  of  the  general  issue 
aforesaid,  insist  upon  and  give  in  evidence  that  the  pretended  new 
and  useful  improvement  in  guns  and  fire-arms,  mentioned  and  refer- 
red to  in  the  several  counts  of  the  said  Joshua  Shaw's  declaration, 
was  not  originally  discovered  or  invented  by  the  said  Joshua  Shaw ; 
also,  that  the  said  pretended  new  and  useful  improvement,  or  tho 
material  or  essential  parts  or  portions  thereof,  or  some  or  one  of 
them,  had  been  known  and  used  in  this  country,  namely,  in  the  city 
of  New  York  and  in  the  city  of  Philadelphia,  and  in  sundry  other 
places  in  the  United  States,  and  in  England,  and  in  France,  and  in 
other  foreign  countries,  before  the  said  Joshua  Shaw's  application  lor 
a  patent,  as  set  forth  in  his  said  declaration ;  and  also  before  the  al- 
leged invention  or  supposed  discovery  thereof  by  the  said  Joshua 
Shaw. 

"And  further,  that  the  said  alleged  new  and  useful  improvement, 
or  the  material  or  essential  parts  or  portions  thereof,  or  some  one  of 
them,  or  the  principle  thereof,  was  the  invention  or  discovery  of  a 
gunraaker,  or  of  some  other  person,  residing  in  England.    And  fur- 
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ther,  that  the  said  patent  was  void,  because  in  and  by  the  specification 
or  description  therein  referred  to,  no  distinction  or  discrimination  is 
made  between  the  parts  and  portions  previously  known  and  used  as 
aforesaid,  and  any  parts  or  portions  of  which  the  said  Joshua  Shaw 
may  be  the  inventor  or  discoverer;  the  said  Joseph  Cooper,  at  the 
same  time,  protesting  that  he,  the  said  Joshua  Shaw,  has  not  been  the 
inventor  or  discoverer  of  any  part  or  portion  of  the  said  alleged  im- 
provement. 

"And  further,  that  the  said  patent  is  void,  because  the  said  specifi- 
cation or  description  does  not  describe  the  improvement  of  which  tho 
said  Joshua  Shaw  claims  to  bo  tho  inventor  or  discoverer,  in  such 
full,  clear,  and  exact  terms  as  to  distinguish  the  same  from  all  other 
things  before  known,  nor  so  as  to  enable  a  person  skilled  in  the  art 
or  science  of  which  it  is  a  branch,  or  with  which  it  is  most  nearly  con- 
nected, to  make  and  use  the  same.  And  further,  that  the  said  patent 
is  void,  because  it  was  not  granted,  issued,  or  obtained  according  to 
law.  And  further,  that  the  said  patent  is  void,  because  it  was  surrep- 
titiously obtained  by  said  Joshua  Shaw." 

The  cause  was  tried  in  January,  1832,  and  a  verdict  and  judgment 
given  for  the  defendant.    Tho  plaintiff  prosecuted  this  writ  of  error. 

The  following  bill  of  exceptions  was  tendered  by  the  counsel  for  the 
plaintiff  and  sealed  by  the  court :  » 

"Tho  plaintiff,  to  maintain  the  issue  on  his  part,  gave  in  evidence 
the  letters  patent  of  the  United  States  of  America,  as  sot  forth  in  tho 
declaration  of  the  said  plaintiff,  issued  on  the  7th  day  of  May,  1829; 
and  also  that  the  improvement  for  which  the  said  letters  pateut  were 
granted  was  invented  or  discovered  by  the  said  plaintiff  in  the  year 
1813  or  1814,  and  that  the  defendant  had  sold  instruments  which  were 
infringements  of  the  said  letters  patent.  And  thereupon  the  said  de- 
fendant, to  maintain  the  said  issue  above  joined  on  his  part,  then  and 
there  proved,  by  the  testimony  of  one  wituess,  that  he  had  used  the 
said  improvement  in  England,  and  had  purchased  a  gun  of  the  kind 
there,  and  had  seen  others  use  the  said  improvement,  and  had  seen 
guus  of  the  kind  in  the  Duke  of  York's  armory,  in  1819;  and  also 
proved,  by  the  testimony  of  five  other  witnesses,  that,  in  1820  and 
1821,  they  worked  in  England  at  the  business  of  making  and  repair- 
ing guns,  and  that  the  said  improvement  was  generally  used  in  Eng- 
land in  those  years,  but  that  they  never  had  seen  guns  of  the  kind 
prior  to  those  years;  and  also  proved  that,  in  1820,  it  was  known  and 
used  in  France;  and  also  that  the  said  improvement  was  generally 
known  and  used  in  the  United  States  of  America  after  the  19th  day 
June,  1822.    Whereupon  the  said  plaintiff,  further  to  maintain  the 
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said  issue  on  his  part,  then  and  there  gave  in  evidence  that  the  said 
plaintiff,  not  being  a  worker  in  iron  in  1813  or  1814,  employed  his 
brother,  in  England,  under  strict  injunctions  of  secrecy,  to  execute  or 
fabricate  the  said  improvement,  for  the  purpose  of  the  said  plaintiff's 
making  experiments.   And  that  the  said  plaintiff  afterwards,  in  1817, 
left  England  and  came  to  reside  in  the  United  States  of  America ; 
and  that  after  the  departure  of  the  said  plaintiff  from  England,  name- 
ly, in  1817  or  1818,  his  said  brother  divulged  the  said  secret  for  a 
certain  reward  to  an  eminent  gunmaker  iti  London.    That  the  said 
plaintiff,  on  his  arrival  in  this  country,  in  1817,  disclosed  his  said  im- 
provement to  a  gimmaker,  whom  he  consulted  as  to  obtaining  a  pat- 
ent for  the  same,  and  whom  he  wished  to  engage  to  join  and  aasist 
him.    That  the  plaintiff  made  said  disclosures  under  injunctions  of 
secrecy,  claiming  the  improvement  as  his  own,  and  declaring  that  he 
should  patent  it.    That  the  said  plaintiff  treated  his  invention  as  a 
secret  after  his  arrival  in  this  country,  often  declaring  that  he  should 
patent  it ;  and  that  he  assigned  as  a  reason  for  delaying  to  patent  it, 
that  it  was  not  so  perfect  as  he  wished  to  make  it  before  he  intro- 
duced it  into  public  use;  and  that  he  did  make  alterations  in  his 
invention  up  to  about  the  date  of  his  patent,  which  some  witnesses 
considered  as  improvements,  and  others  did  r.ot.   That  in  this  coun- 
try the  said  invention  was  never  known  or  used  prior  to  the  said. 
19th  day  of  June,  1822  ;  that  on  that  day  letters  patent  were  issued 
to  the  said  plaintiff,  being  then  an  alien,  for  his  said  invention ;  and 
that  the  said  plaintiff  immediately  brought  the  said  invention  into 
public  use  under  the  said  letters  patent.    That  afterwards,  and  after 
suits  had  been  brought  for  violation  of  the  said  letters  patent,  the  said 
plaintiff  was  advised  to  surrender  them,  on  account  of  the  specifica- 
tion being"  defective;  and  that  he  did  accordinglv,  on  the  7th  dav  of 
May,  1829,  surrender  the  same  into  the  Department  of  the  Secretary 
<>f  State  of  the  United  States  of  America ;  and  that  thereupon  the 
letters  patent  first  above  mentioned  were  issued  to  the  said  plaintiff. 
And  the  said  plaintiff  also  gave  in  evidence,  that  prior  to  the  said 
10th  day  of  June,  1822,  the  principal  importers  of  guns,  from  Eng- 
land, in  New  York  and  Philadelphia,  at  the  latter  of  which  cities  the 
plaintiff  resided,  had  never  heard  anything  of  the  said  invention,  or 
that  the  same  was  known  or  used  in  England,  and  that  no  guns  of 
the  kind  were  imported  into  this  country  until  the  years  1824  or 
l$2o.  And  that  letters  patent  were  granted  in  England,  on  the  11th 
day  of  April,  1807,  to  one  Alexander  J.  Forsyth,  for  a  method  of 
discharging  or  giving  fire  to  artillery  and  all  other  fire-arms,  wluch 
method  he  describes  in  his  specification  as  consisting  in  'the  use  or 
12 
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application  as  a  priming,  in  any  mode,  of  some  or  one  of  those  chem- 
ical compounds  which  are  so  easily  inflammable  a**  to  be  capable  of 
taking  tire  and  exploding  without  any  actual  tire  being  applied  there- 
to, and  merely  by  a  blow,  or  by  any  sudden  or  strong  pressure  or 
friction,  given  or  applied  thereto,  without  extraordinary  violence — that 
is  to  say,  some  one  of  the  compounds  of  combustible  matter,  such  as 
sulphur  or  sulphur  and  charcoal,  with  oxmuriatic  salt ;  for  example, 
the  salt  formed  of  dcphlogisticated  marine  acid  and  potash,  (or  pot- 
asse,)  which  salt  is  otherwise  called  oxmuriato  of  potash,  or  such  of 
the  fulminating  metallic  compounds  as  may  be  used  with  safety;  for 
example,  fulminating  mercury,  or  of  common  gunpowder  mixed  in 
due  quantity  with  an}*  of  the  above-mentioned  substances,  or  with 
any  oxmuriatic  salt,  as  aforesaid,  or  of  suitable  mixtures  of  any  of  the 
above-mentioned  compounds; *  and  that  the  said  letters  patent  contin- 
ued in  force  for  the  period  of  fourteen  years  from  and  after  granting 
of  the  same.  (It  is  understood  that  the  patent  and  specification  of 
Forsyth  may  be  at  any  time  referred  to  on  the  argument  for  correc- 
tion or  explanation  of  the  bill  of  exceptions.)  And  thereupon  the 
defendant,  further  to  maintain  the  said  issue  on  his  part,  gave  in  evi- 
dence a  certain  letter  from  the  plaintitf  to  the  defendant,  dated  in 
December,  1824,  from  which  the  following  is  an  extract  :  -  Some 
time  since  I  stated  that  I  had  employed  counsel  respecting  regular 
prosecutions  for  any  trespasses  against  my  rights  to  the  patent.  I 
have  at  length  obtained  the  opinion  of  Mr.  Sergeant  of  this  city,  to- 
gether with  others  eminent  in  law,  and  that  is,  that  I  ought  (with  a 
view  to  insure  success)  to  visit  England,  and  procure  the  affidavits  of 
Manton  and  others  to  whom  I  made  my  invention  known,  and  also 
of  the  person  whom  I  employed  to  make  the  lock  at  the  time  of  in- 
vention; for  it  appears  very  essential  that  I  should  also  prove  that 
I  did  actually  reduce  the  principle  to  practice,  otherwise  a  verdict 
might  be  doubtful.  It  is,  therefore,  my  intention  to  visit  England  in 
May  next  for  this  purpose.  In  the  meantime,  proceedings  which 
have  commenced  here  are  suspended  for  the  necessary  time.' 

"And  the  said  judges  of  the  said  court  did  thereupon  charge  and 
direct  the  said  jury  that  the  patent  of  the  7th  day  of  May,  1829,  hav- 
ing been  issued,  as  appeared  by  its  recital,  on  the  surrender  and  can- 
celment  of  the  patent  of  the  19th  day  of  June,  1822,  and  being  in- 
tended to  correct  a  mistake  or  remedy  a  defect  in  the  latter,  it  must 
be  considered  as  a  continuation  of  tlu  said  patent,  and  the  rights  of 
the  plaintiff  were  to  be  determined  by  the  state  of  things  which  ex- 
isted in  1822,  when  the  patent  was  obtained. 

"That  the  plaintiff's  case,  therefore,  came  under  the  act  passed 
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the  17th  day  of  April,  1800,  extending  the  right  of  obtaining  patents 
to  aliens,  by  the  first  section  of  which  the  applicant  is  required  to 
make  oath  that  his  invention  has  not,  to  the  best  of  his  knowledge 
or  belief,  been  known  or  used  in  this  or  any  foreign  country.  That 
the  plaintiff  most  probably  did  not  know,  in  1822,  that  the  invention 
for  which  he  was  taking  out  a  patent  had,  before  that  time,  been  in 
use  in  a  foreign  country,  but  that  his  knowledge  or  ignorance  on 
that  subject  was  rendered  immaterial  by  the  concluding  part  of  the 
section,  which  expressly  declares  that  every  patent  obtained  pursuant 
to  that  act  for  any  invention  which,  it  should  afterwards  appear,  had 
been  known  or  used  previous  to  such  application  for  a  patent,  should 
be  utterly  void.    That  there  was  nothing  in  the  act  confining  such 
use  to  the  United  States;  and  that,  if  the  invention  was  previously 
known  in  England  or  France,  it  was  sufficient  to  avoid  the  patent 
under  that  act.   That  the  evidence  would  lead  to  the  conclusion  that 
the  plaintiff  was  the  inventor  in  this  case;  but  the  court  were  of 
opinion  that  he  had  slept  too  long  on  his  rights,  and  not  followed  them 
up  as  the  law  requires,  to  entitle  him  to  any  benefit  from  his  patent 
That  the  use  of  the  invention  by  a  person  who  had  pirated  it,  or  by 
others  who  knew  of  the  piracy,  would  not  affect  the  inventor's  rights, 
but  that  the  law  was  made  for  the  benefit  of  the  public  as  well  as  of 
the  inventor;  and  if,  as  appeared  from  the  evidence  in  this  case,  the 
public  had  become  fairly  possessed  of  the  invention  before  the  plain- 
tiff applied  for  his  patent,  it  was  sufficient,  in  the  opinion  of  the 
court,  to  invalidate  his  patent,  even  though  the  invention  may  have 
originally  got  into  public  use  through  the  fraud  or  misconduct  of  his 
brother,  to  whom  lie  intrusted  the  knowledge  of  it." 

The  case  was  submitted  to  the  court,  on  printed  arguments,  by 
Mr.  Paine,  for  the  plaintiff  in  error,  and  Mr.  Emmet,  for  the  defend- 
ant 

For  the  plaintiff  in  error,  it  was  contended  that  the  case  fell  within 
the  principles  which  had  been  uniformly  acknowledged  and  supported 
in  the  Circuit  Court  of  the  United  States,  and  which  were  not  intended 
to  be  disavowed,  but  sanctioned  by  this  court,  in  Pmnoek  v.  Dialoytie, 
2  Peters,  1. 

In  this  country,  many  strong  cases  of  public  use,  prior  to  the  appli- 
cation for  a  patent,  have  been  brought  before  the  courts,  where  the 
public  had  been  long  in  possession  ;  and  the  courts  have  allowed  the 
inventor  to  show  in  different  ways  that  he  had  not  thereby  abandoned 
his  use  to  the  public.    How  much  more  favorable  to  us  are  the  clr» 
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cumstanccs  of  our  case,  as  respects  a  prior  use.  Before  we  took  out 
our  first  patent,  the  invention  had  never  been  seen  or  heard  of  in 
this  country.  It  was  not  then  known  to  ourselves,  nor  to  any  others 
in  this  country,  that  it  had  been  used  in  England ;  and  it  had  been 
so  used  only  one  or  two  years— a  short  period,  compared  with  the 
many  cases  which  have  been  sustained  by  the  courts.  Even  if  this 
use  had  been  an  American  use,  it  would  not  have  been  an  extraor- 
dinary  one.  But  it  was  not  an  American,  but  a  foreign  use ;  and, 
therefore,  not  a  use  by  the  public  who  contest  our  exclusive  right  by 
saying  that  they  had  become  the  innocent  possessors  of  our  invention. 
Not  one  of  that  public  had  gotten  possession  of  it. 

The  case  docs  not  seem  to  be  fairly  stated,  when  it  is  said  that,  al- 
though the  invention  was  disclosed  by  piracy,  yet  the  public  have 
innocently  got  posses-ion  of  it  by  that  means.  'Hie  only  public  who 
can  set  up  the  innocence  of  their  possession  as  against  us,  did  not  get 
their  possession  by  the  piracy,  but  under  the  invalid  patent.  And 
if  this  be  so,  what  difference  does  it  make  that  afterwards  guns  were 
brought  from  England?  Does  such  a  circumstance  bear,  can  it  be 
made  to  bear,  at  all  upon  the  merits  of  the  case? 

The  parts  of  the  charge  to  the  jury  of  the  Circuit  Court  which  are 
objected  to,  as  understood  by  the  counsel  for  the  plaintiff,  may  bo 
stated  thus  : 

That  the  use  of  the  invention  abroad,  acquired  through  a  fraudulent 
or  piratical  disclosure  of  the  secret,  for  a  period  of  only  one  or  two 
years  before  the  application  for  the  patent,  and  that  use  entirely  un- 
known to  the  inventor  here,  avoids  the  patent,  because  it  was  obtained 
under  the  alien  act. 

That  our  patent  of  1820,  obtained  under  the  citizen's  act,  is,  in 
respect  to  the  prior  foreign  use,  to  be  construed  as  if  obtained  under 
the  alien  act,  because  it  was  obtained  on  the  surrender  of  the  patent 
of  1822,  which  was  obtained  under  the  alien  act,  the  one  being  only 
a  continuation  of  the  other. 

That  the  inventor  (the  court  are  understood  to  have  been  speak- 
ing, in  this  part  of  the  charge,  without  reference  to  the  question  as  to 
whether  the  patent  was  obtained  under  the  alien  or  citizen's  act,  but 
to  have  designed  their  remarks  to  apply  to  patents  generally)  had 
slept  too  long  on  his  rights,  and  not  followed  them  up  as  the  law  re- 
quires, to  entitle  him  to  any  benefit  from  his  patent ;  that  the  use  of 
the  invention  by  a  person  who  had  pirated  it,  or  by  others  who  knew 
of  the  piracy,  would  not  affect  the  inventor's  right,  but  that  the  law 
was  made  for  the  benefit  of  the  public  as  well  as  of  the  inventor; 
and  if,  as  appeared  from  the  evidence  in  this  case,  the  public  had 
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fairly  become  possessed  of  the  invention  before  the  plaintiff  applied 
for  his  patent,  it  was  sufficient  to  invalidate  his  patent,  even  though 
the  invention  may  have  originally  got  into  public  use  through  the 
fraud  or  misconduct  of  his  brother,  to  whom  he  intrusted  the  knowl- 
edge of  it. 

The  following  points  comprehend  these  objections  to  the  charge 
of  the  court : 

1.  The  second  patent  is  original  and  independent,  and  not  a  con- 
tinuation of  the  tirst  patent. 

When  patents  are  surrendered  and  cancelled  in  England,  they  are 
entirely  vacated  and  gone,  and  as  if  they  had  never  existed ;  and  the 
king  can  grant  out  the  right,  de  novo,  either  to  the  same  or  to  any 
other  person.  17  Vin.  Abridg.,  114,  Prerogative  of  the  King,  R.  b. 
paragraph  9;  17  Vin.  Abridg.,  151,  Prerogative,  &c.,  M.  C.  para- 
graphs 2,  3,  4,  G,  10,  14 ;  Godson  on  Patents,  200 ;  Com.  Dig.,  Pat- 
ent, G. 

If  this  is  the  effect  of  a  surrender  there,  it  must  be  the  same  hero. 

Xot  a  dictum  can  be  found  in  the  English  hooks  that  a  second 
patent  is  a  continuation  of  the  fust.  No  such  idea  can  be  found  in 
our  own  hooks,  although  cases  of  surrender  have  come  before  our 
courts. 

The  right  of  an  inventor  to  surrender  an  invalid  patent  and  take 
out  a  new  one  being  admitted,  it  follows  that,  if  between  the  two 
patents  he  has  been  naturalized,  he  must,  of  necessity,  take  out  a 
patent  under  the  citizen's  act,  because  he  is  no  longer  an  alien.  If 
he  rightfully  takes  a  patent  under  the  citizen's  act,  he  is  entitled  to 
all  the  advantages  that  act  confers,  and,  among  them,  to  have  his 
patent  construed  and  adjudicated  upon  under  the  provisions  of  that 
act,  and  of  no  other. 

2.  A  fraudulent  or  piratical  use  of  the  invention,  either  at  home 
or  abroad,  before  the  application  for  a  patent,  cannot  have  any  other 
or  greater  effect  to  invalidate  a  patent  obtained  under  the  alien  act 
than  one  obtained  under  the  citizen's  act. 

On  general  principles,  it  cannot  ;  for,  as  to  all  kinds  of  property, 
no  one  can  acquire  a  right  to  it,  except  by  the  consent  of  the  owner. 
Theft  or  fraud  can  never  enable  one  who  gets  possession  by  those 
means  to  transfer  the  property.  See  authorities  cited  under  next 
point. 

It  is  on  this  principle  that  the  courts  first  began  to  construe  the 
citizen's  act,  by  arraying  the  sixth  section  against  the  first.  They 
said  the  legislature  meant  to  provide  by  the  sixth  section  for  the 
exception  of  cases  of  fraud,  &c,  out  of  the  too  rigid  and  literal  opera- 
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Hon  of  the  first  section.  Afterwards,  the  courts  took,  a  more  liberal 
view  of  the  act,  and  held  that,  even  without  the  sixth  section,  the 
legislative  intention  to  except  such  cases  from  the  h'rst  section  would 
be  presumed ;  and  this  is  the  doctrine  finally  settled  in  Pennock  v. 
Diilnt/uc. 

The  construction  given  by  this  court  in  the  case  of  Pcmioek  v. 
Dialogue,  2  Peters,  22,  is  entirely  in  favor  of  the  plaintiff  in  error. 

The  court  there  say,  in  that  case:  "The  act  of  17th  April,  1800, 
ch.  2o,  which  extends  the  privileges  of  the  act  of  1793  to  inventors 
who  are  aliens,  contains  a  proviso  declaring  that  *  every  patent  which 
shall  be  obtained  pursuant  to  the  act  for  any  invention,  art,  or  dis- 
covery which,  it  shall  afterwards  appear,  had  been  known  or  used  pre- 
vious to  such  application  for  a  patent,  shall  be  void.'  This  proviso 
certainly  certifies  the  construction  of  the  act  of  1793,  already  asserted, 
for  there  is  not  any  reason  to  suppose  that  the  legislature  intended 
to  confer  on  aliens  privileges  essentially  different  from  those  belong- 
ing to  citizens ;  on  the  contrary,  the  enacting  clause  of  the  act  of 
1800  purports  to  put  both  on  the  same  footing,  and  the  proviso  seems 
added  as  a  gloss  or  explanation  of  the  original  act."  « 

Now,  the  proviso  is  the  only  thing  in  the  alien  act  which  can  make 
it  at  all  different  in  this  particular  from  the  citizen's  act;  and  the 
courts  say  that  it  does  not  make  any  difference,  but  merely  expresses 
more  fully  what  was  the  meaning  of  the  citizen's  act. 

3.  If  an  invention  has  been  pirated  or  fraudulently  divulged,  the 
inventor  cannot  thereby  lose  his  right  to  his  own  invention  and  prop- 
erty; and  it  makes  no  difference  that  the  public  have  acquired  the 
use  of  the  invention  without  any  participation  in  the  fraud,  unless 
the  inventor  has  acquiesced  in  such  use,  the  only  principle  to  be  found 
in  the  American  decisions  on  this  subject  being,  that  a  public  use  does 
not  affect  the  inventors  right,  unless  it  proves  that  he  has  dedicated 
or  abandoned  his  invention  to  the  public.  And  in  this  case  there  is 
no  evidence  of  such  delay  or  neglect  sis  would  amount  to  an  abandon- 
ment, nor  of  any  intention  to  dedicate  the  invention  to  the  public. 

It  is  a  general  principle,  as  to  all  kinds  of  personal  property,  that 
even  a  bona  fide  purchaser  for  a  valuable  consideration  can  never  ac- 
quire property  of  which  another  has  been  deprived  by  fraud,  theft, 
or  violence,  or  even  by  a  bailment.  1  Wils.  Rep.,  8;  2  Str.  Hep., 
1187;  3  Atk.  Rep.,  44  \  Salk.  Rep.,  283. 

In  this  respect,  no  difference  has  ever  yet  been  made  between  a 
man's  property  in  his  inventions  and  his  other  property;  and  there 
seems  to  be  no  reason  or  principle  making  a  distinction. 

The  statute  of  Massachusetts  securing  copyrights  (before  the  Fede- 
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ral  Union)  begins  with  a  preamble  declaring  that  "  no  property  is 
more  peculiarly  a  man's  own  than  that  which  is  produced  by  the 
labor  of  his  mind."    Cited  1  Dane's  Abridg.,  527. 

In  Miller  v.  Ttylor,  4  Burr.,  2303,  seven  judges  against  four  held 
that  at  common  law  the  author  of  a  literary  composition  did  not  lose 
his  right  by  publishing  it. 

So  far,  then,  as  the  natural  rights  of  men  to  this  species  of  property, 
(copyright,)  independently  of  statutory  provisions,  are  in  question, 
they  retain  all  their  rights  to  such  property,  notwithstanding  the  pub- 
lic have  innocently  got  possession  of  it,  and  even  with  the  author's 
consent ;  and  there  surely  can  be  no  difference,  when  we  go  back  to 
natural  rights  at  common  law,  whether  the  property  is  the  subject 
of  a  copyright  or  of  a  patent — whether  it  be  a  book  or  a  machine ; 
the  public,  having  got  the  use  or  possession,  must  have  as  much  right 
to  make  copies  of  the  book  as  of  the  machine :  both  are  the  produce 
of  the  mind.  This  view  is  taken  merely  to  show  tbat  this  species  of 
property  has  been  treated  as  subject  to  the  same  rules  of  law  as  other 
kinds  of  property — that  is,  except  so  far  as  the  statute  makes  a  dilfer- 
ence.  •Now,  it  is  admitted  that,  under  the  statute,  neither  the  pirate, 
nor  any  one  participating  in  his  piracy,  can  acquire  any  rights  against 
the  inventor.  And  why  ?  Because  the  same  rules  of  justice  which 
apply  to  all  other  kinds  of  property  are  applied  by  the  courts  to  this, 
as  being  the  intention  of  the  statute,  although  against  its  letter.  But 
why  stop  at  the  pirate,  and  say  that  you  will  not  extend  the  rule  to 
the  public,  when  they  have  innocently  got  the  possession  ?  Do  you 
8top  thus  as  to  other  kinds  of  property  ?  No.  You  say,  no  one, 
however  innocent  of  fraud,  can  become  the  lawful  proprietor.  Why, 
then,  not  carry  the  principle  to  its  full  extent  ?  How  can  it  be  infer- 
red that  the  statute  intends  to  go  a  part  of  the  way  of  a  general  prin- 
ciple, and  there  stop  ?  The  principle  is  a  rule  drawn  by  analogy 
from  other  kinds  of  property,  on  the  ground  that  the  analogy  being 
general,  the  rule  should  be  so,  too.  But  the  analogy  is  also  complete 
between  this  and  other  kinds  of  property,  and  the  rule  ought  there- 
fore to  be  complete,  and  applied  in  its  full  extent. 

But  there  is  even  a  stronger  reason  why  this  principle  of  law  should 
be  applied  to  this  species  of  property  in  its  full  extent,  rather  than  to 
the  case  of  a  bona  fulc  purchaser  of  any  other  kind.  There  he  has 
paid  a  consideration,  an  equivalent.  It  is  a  hard  case:  one  of  two 
innocent  persons  must  sulfer.  Not  so  here.  What  does  the  public 
lose  ?  That  which  has  cost  it  nothing,  for  which  it  has  given  no 
equivalent ;  and  all  we  seek  of  them  is  the  consideration,  the  equiva- 
lent, which  they  have  ucver  yet  paid  to  any  one. 
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But  if  we  examine  the  American  cases  on  this  subject  prior  to  Pen- 
nock  v.  Dialogue,  we  shall  find  that  the  principle  has  always  been  ap- 
plied to  inventions  in  its  full  extent. 

The  counsel  then  proceeded  to  examine  the  following  cases,  and 
argued  that  they  fully  sustained  the  principles  claimed  for  the  plain- 
tiff in  error :  Whittemore  v.  Cutter,  1  Gall.,  482 ;  Goodgear  v.  Mathews, 
I  Paine's  Rep.,  301 ;  Morris  v.  Huntington,  1  Paine,  354 ;  Melius  v. 
Sihbcc,  4  Mason's  Rep.,  108 ;  Traulwcll  v.  Woden,  4  Wash.  C.  C.  R., 
703. 

The  bill  of  exceptions  says  "  that  the  plaintiff  assigned  as  a  reason 
for  delaying  to  patent  it,  (the  invention,)  that  it  was  not  so  perfect  as 
he  wished  to  make  it  before  he  introduced  it  to  public  use ;  and  that 
he  did  make  alterations  in  his  invention  up  to  about  the  date  of  his 
patent,  which  some  witnesses  considered  as  improvements,  and  others 
did  not." 

This  was  sufficient  to  account  for  the  delay ;  and  it  is  unimportant 
whether  the  alterations  were  improvements  or  not,  for  he  was  trying 
to  make  them,  and  said  that  was  his  motive  for  the  delay ;  and  the 
motive  for  the  delay  is  the  only  question.    1  Paine's  Rep.,  354. 

The  patent  granted  to  Forsyth,  in  England,  which  gave  Vim  the 
exclusive  right  to  use  the  percussion  powders  in  any  mode,  down  to 
April,  1821,  accounts  for  not  taking  out  a  patent  in  England. 

Finally,  the  counsel  for  the  plaintiff  in  error  contended : 

1.  That  if  the  rights  of  the  patentee  were  the  same  as  under  an 
ordinary  citizen's  patent,  then  he  had  never  dedicated  or  abandoned 
his  invention  to  the  public,  and  that  there  has  been  no  use  of  it  which 
invalidates  his  patent. 

2.  That  his  rights  are  the  same  as  those  under  an  ordinary  citizen's 
patent,  the  patent  having  been  granted  under  the  citizen's  act,  and 
not  being  affected  by  the  previous  vacated  patent. 

3.  That  even  if  he  is  to  be  considered  as  having  a  patent  under 
the  alien  act,  his  rights,  under  the  circumstances  of  this  case,  are  the 
same  as  if  it  was  a  citizen's  patent. 

In  conclusion,  he  remarked  that  the  jury  found  their  verdict  en- 
tirely under  the  charge  of  the  court,  considering  that  the  charge,  as 
to  the  points  of  law,  precluded  them  from  finding  a  verdict  for  the 
plaintiff,  however  well  they  might  be  satisfied  upon  every  matter  of 
fact.  It  was  believed  the  jury,  as  well  as  the  court,  were  entirely 
satisfied  that  the  plaintiff  was  the  inventor,  and  that  his  invention 
had  heen  used  without  his  knowledge  or  suspicion;  and  that  he  had 
never  disclosed  it,  except  in  confidence,  and  under  the  strictest  injunc- 
tions of  secrecy. 
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The  letter  from  plaintiff  to  defendant  should  not  have  heen  put  in 
the  hill  of  exceptions,  because  it  only  presented  questions  of  fact 
purely,  not  affecting  any  of  the  points  of  law  on  which  the  court 
charged  the  jury.  This  court  will  not  regard  a  mere  isolated  fact, 
when  it  is  apparent  that  all  the  facts  of  the  case  are  not  given,  hut 
only  Bach  as  are  essential  to  show  how  the  jury  were  charged  as  to 
the  law.  It  is  impossible  for  this  court  to  say  how  the  jury  would 
have  fouud  upon  the  whole  evidence.  It  is  sufficient  to  add  that  the 
meaning  of  that  letter  was  satisfactorily  explained  to  the  jury  by  the 
plaintiff's  counsel.  It  was  explained  that  the  knowledge  of  his  in- 
vention, which  the  plaintiff  in  that  letter  says  he  communicated  to 
•'  Manton  and  others,"  was  simply  the  knowledge  of  the  fact  that  he 
had  made  an  important  invention,  icithout  disclosing  what  it  teas.  On 
auy  other  supposition,  this  letter  was  contradicted  by  all  the  rest  of 
the  evidence  in  the  case  and  the  uniform  conduct  of  the  plaintiff'. 

Mr.  Emmet,  for  the  defendant  in  error. 

The  bill  of  exceptions  in  this  cause  discloses,  in  substance,  the  fol- 
lowing case : 

In  1813  or  1814,  the  plaintiff",  residing  in  England,  invented  what 
he  claims  to  be  secured  to  him  by  his  patent.  Between  that  time 
and  his  coming  to  the  United  States  he  made  his  invention  known  to 
his  brother,  also  to  Mr.  Manton,  a  gunmaker  in  London,  and  others, 
as  is  shown  by  his  letter  to  defendant. 

In  1817,  the  plaintiff  came  to  the  United  States,  and  shortly  after- 
wards disclosed  his  secret  to  a  gunmaker  in  Philadelphia. 

In  1817  or  1818,  plaintiff's  brother  sold  the  secret  to  a  gunmaker 
in  London. 

In  1819,  the  invention  was  sold  and  used  iu  England. 

Iu  1820  or  1821,  it  was  in  general  use  by  the  public  there. 

In  1821,  it  was  in  general  use  in  France. 

In  1822,  (19th  June,)  plaintiff  took  out  his  first  patent  as  an  alien, 
under  the  act  of  1800. 

In  1829,  (7th  May,)  he  surrendered  that  patent  as  defective  and 
took  out  a  new  one,  with  an  amended  specification,  as  a  citizen,  under 
the  act  of  1793,  upon  which  patent  his  suit  is  brought. 

The  case  also  sets  forth  that,  in  April,  1807,  a  patent  had  been 
granted  in  England  to  one  Forsyth  for  an  invention  on  the  same 
subject,  and  that  such  patent  continued  in  force  for  fourteen  years, 
or  until  April,  1821.  This  was  offered  by  the  plaintiff  and  made  a 
part  of  the  case,  for  the  purpose,  doubtless,  of  accounting  for  his  not 
having  taken  out  a  patent  for  his  invention  in  England  previous  to 
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1817,  the  terms  of  Forsyth's  patent  being,  as  he  supposed,  sufficiently 
comprehensive  to  embrace  his  discovery  and  to  tie  up  his  hands  dur- 
ing its  continuance. 

From  these  facts,  it  would  at  least  appear  that  the  public  had  some- 
wherc  become  fully  possessed  of  the  use  of  the  invention,  and  that 
they  had  enjoyed  such  use  for  not  less  than  about  two  years  before 
the  plaintiff  took  any  steps  to  obtain  his  tirst  patent. 

Without  stopping  now  to  inquire  what  should  be  considered  as  the 
public  in  respect  to  a  case  of  this  kind,  let  us  examine  how  far  the  acts 
of  the  plaintiff  himself  have  precluded  him  from  ever  controverting 
the  right  of  that  public  to  the  use  of  the  thing  in  question. 

The  principle  upon  which  previous  public  use  of  an  invention  invali- 
dates a  patent,  undoubtedly,  is,  that  the  inventor  can  no  longer  give 
any  consideration  or  equivalent  for  the  exclusive  privilege  claimed  by 
him ;  and  the  law,  to  sustain  a  principle  so  necessary  and  just  in  itself, 
presumes  an  abandonment  by  the  inventor.  This  abandonment  may 
be  either  actual,  as  by  voluntary  dedication,  or  constructive,  as  by  negli- 
gence or  unreasonable  delay.    Paine's  Rep.,  300. 

In  the  present  case,  can  it  be  pretended  that  there  was  neither  neg- 
ligence nor  unreasonable  delay  ?  The  plaintiff  would  have  it  appear 
that,  op  to  1822,  he  was  maturing  his  invention,  and  yet  what  he  then 
took  out  a  patent  for  was  the  very  thing,  and  no  improvement  upon 
that,  which  for  two  or  three  years  previous  had  been  generally  known 
and  used  in  England  and  France.  But  admitting  this  explanation  to 
stand  for  what  it  is  worth,  how  docs  it  tally  with  his  other  ground  of 
excuse.  He  says  Forsyth's  patent  restrained  him  in  England.  Be 
it  so— and  what  is  the  fair  inference  ?  Why,  that  if  it  had  not  been 
for  Forsyth's  patent  he  would  have  applied  there  for  one  before  1817 ; 
and  if  he  would,  his  invention  was  matured  before  he  came  to  the 
United  States;  and  nothing  but  his  alienism  stood  in  the  way  of  his 
applying  for  a  patent  immediately  after  his  arrival.  Being  an  alien, 
the  law  required  him  to  delay  two  years.  In  1819,  therefore,  he 
might  and  ought  to  have  taken  out  his  patent;  and  if  he  had  done 
so,  he  would  have  anticipated  the  public  use  of  the  invention  in  Eng- 
land and  France.  But  he  delayed  until  1822,  a  period  of  three  years. 
His  own  story  shows  that  such  delay  was  without  sufficient  cause. 
It  was,  therefore,  unreason  tbl<  ;  and  the  law,  in  protection  of  the  right 
acquired  in  the  meantimo  by  the  public,  construes  his  acts  into  an 
abandonment. 

It  would  appear  that,  even  to  the  mind  of  the  plaintiff's  counsel, 
this  view  of  the  case  is  conclusive,  unless  the  fact  of  the  invention 
having  got  into  public  use  before  the  first  patent  was  taken  out,  can 
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be  shaken ;  for  they  say  that  the  use,  in  this  case,  was  not  an  Ameri- 
can, but  a  foreign  use,  and  therefore  not  a  use  by  the  public  who  con- 
test their  exclusive  right.  This  distinction  is  directly  opposed  to  the 
act  of  1800,  which  uses  the  language  "known  or  used,  in  this  or  any 
foreign  country";  and  it  is  equally  opposed  to  the  intent  and  meaning 
of  the  act  of  1793.  "We  are  perfectly  willing  to  admit  that,  in  this 
respect,  the  construction  of  both  acts  should  be  the  same ;  and  that 
the  proviso  at  the  end  of  the  first  section  of  the  act  of  1800  applies 
to  every  patent,  whether  obtained  under  that  act  or  the  act  of  1793. 
In  the  words  of  Mr.  Justice  Story,  the  act  of  1800  aftbrds,  in  this 
respect,  a  gloss  or  explanation  of  the  original  act.  Pennock  v.  Dia- 
logue, 2  Peters's  S.  C.  Rep.,  22.  This  only  tends  to  show,  that  if  the 
plaintiff  had  been  a  citizen  in  1822,  and  had  taken  out  his  first  patent 
under  the  act  of  1793,  his  case  would  have  been  just  its  objectionable 
as  it  is  now.  But  where  do  the  plaintiff's  counsel  find  any  law  for 
such  a  distinction  between  American  and  foreign  public  use,  or  how 
could  it  be  sustained  on  principle  ?  If  the  doctrine  be  a  sound  one, 
it  would  go  to  this  extent :  I  dedicate  my  invention  to  the  public  in 
Europe ;  the  European  public  being  thus  legally  possessed  of  it,  the 
article  is  manufactured  and  exported  in  large  quantities;  I  immedi 
atcly  come  over  hero,  take  out  a  patent,  and  prevent  the  use  of  the 
article  in  the  United  States,  thereby  prohibiting  the  European  public 
from  engaging  in  a  traffic  or  commerce  which  was  an  immediate  in- 
cident to  my  own  grant  or  dedication  to  them. 

The  impolicy  of  recognizing  such  a  distinction  would  afford  a  suffi- 
cient argument  against  it,  even  if  the  terms  of  the  statute  were  not 
explicit,  and  if  nothing  had  ever  fallen  from  the  bench  to  give  a 
construction  to  the  expression  "public  use."  But  there  is  positive 
and  high  authority  on  this  subject.  Lord  Chief  Justice  Gibbs  says, 
"to  entitle  a  man  to  a  patent,  the  invention  must  be  new  to  the  world." 
1  Holt's  N.  P.  Rep.,  58.  And  such,  we  submit,  is  the  settled  law  on 
this  point. 

It  would  seem  to  be  of  little  importance  in  this  cause  to  discuss  the 
plaintiff's  position  "that  the  second  patent  is  original  and  independ- 
ent, and  not  a  continuation  of  the  first  patent,"  because  the  only  ob- 
ject of  disconnecting  the  two  patents  in  this  case  would  be  to  rescue 
the  second  patent  from  the  operation  of  the  act  of  1800,  under  which 
the  first  patent  was  taken  (the  judge  having  charged  the  jury  that  • 
the  act  of  1800  was  sufficient  to  control  the  case).  Now,  we  not  only 
admit  that  the  act  of  1793  should  receive  a  similar  construction  with 
that  of  1800,  as  to  precious  knowledge  or  use  of  an  invention,  but  the 
plaintiff's  counsel  labor  to  establish  this  very  ground.    Their  posi- 
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tion,  however,  is  not  a  correct  one.  The  object  of  cancelling  a  first 
patent,  and  taking  out  a  second,  is  not  to  take  a  fresh  start  for  the 
term  of  vears  during  which  the  law  allows  the  exclusive  right  to  be 
conferred.  It  is  to  enable  the  inventor  to  enjoy,  lor  the  remainder  of 
that  term,  the  privilege  which  was  originally  intended  to  be  granted. 
And  in  this  view,  even  if  the  construction  of  the  two  acts  was  differ- 
ent, we  apprehend  that  the  judge  laid  down  the  law  correctly,  namely, 
that  the  plaintiff's  rights  depended  upon  the  state  of  things  in  1822, 
and  upon  the  act  of  1800. 

It  is  only  necessary  to  follow  the  plaintiff's  argument  on  his  third 
point,  to  perceive  the  impediment  which  the  first  section  of  the  act  of 
1800,  taken  either  in  reference  to  that  act  only  or  as  explanatory  of 
the  act  of  1793,  offers  to  his  case.  To  get  rid  of  this  difficulty,  it  is, 
in  substance,  contended  by  his  counsel  that  the  legislature  did  not 
mean  what  they  have  said  in  this  section,  when  certain  cases  came  to 
be  considered;  and  that  the  positive  and  unequivocal  language  used 
by  them  is,  in  this  respect,  unimportant.  Now,  the  very  fact  that  this 
section  was  intended  to  he  declaratory  of  the  law  in  all  cases,  whether 
arising  under  that  or  the  former  act  of  1703,  shows  that  the  explicit 
language  used  was  considered  to  be  all-important  by  the  legislature ; 
and  it  certainly  was  not  contemplated  that  this  explicit  language  should 
be  frittered  away  to  suit  particular  cases. 

If  the  facts  of  this  case,  as  we  have  endeavored  to  show,  make  out 
a  negligence  or  unreasonable  delay  on  the  part  of  the  plaintiff  in  tak- 
ing out  his  patent,  and  that  such  negligence  or  unreasonable  delay 
amounts  in  law  to  an  abandonment,  the  case  is  disposed  of.  We  con- 
tend also  that  the  delay  was  not  accounted  for,  the  alleged  reason 
for  it  being  virtually  contradicted  by  the  testimony  offered  to  make 
out  his  case;  and  further,  that  the  finding  of  the  jury  is  conclusive  as 
to  this  point. 

The  intent  of  the  delay  of  the  patent,  and  whether  the  allowing  the 
invention  to  be  used  without  a  patent,  should  not  be  considered  an 
abandonment,  or  a  present  of  it  to  the  public,  are  questions  for  the 
jury.    Morris  v.  Huntington,  1  Paine's  Kep.,  22. 

The  principles  which  we  contend  for,  being  recognized  in  many 
of  the  cases  cited  on  the  part  of  the  plaintiff,  (particularly  the  case  of 
Pennock  v.  Dhdogue,)  it  has  been  deemed  unnecessary  to  refer  to  those 
cases  more  particularly.  If  the  charge  of  the  judge  was  not  errone- 
ous as  to  the  law,  there  can  be  no  ground  for  granting  a  new  trial. 

Mr.  Justice  M'Lean  delivered  the  opinion  of  the  court. 

This  writ  of  error  brings  before  this  court,  for  its  revision,  a  judg- 
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ment  of  the  Circuit  Court  of  the  United  States  for  the  Southern  Dis- 
trict of  Xew  York. 

An  action  was  brought  in  the  Circuit  Court  by  Shaw  against  the 
defendant  Cooper,  for  the  violation  of  a  certain  patent-right  claimed 
by  the  plaintiff.  The  defendant  pleaded  the  general  issue,  and  gave 
notice  that  on  the  trial  he  would  prove  "that  the  pretended  new  and 
useful  improvement  in  guns  and  fire-arms  mentioned  and  referred  to 
in  the  several  counts  in  the  declaration,  also  that  the  said  pretended 
new  and  useful  improvement,  or  the  essential  parts  or  portions  there- 
of, or  some  or  one  of  them,  had  been  known  and  used  in  this  country, 
namely,  in  the  city  of  New  York  and  in  the  city  of  Philadelphia,  and 
in  sundry  other  places  in  the  United  States,  and  in  England,  in  France, 
and  in  other  foreign  countries,  before  the  plaintiff's  application  for  a 
patent,  as  set  forth  in  his  declaration,"  &c. 

On  the  trial,  the  following  bill  of  exceptions  was  taken:  "To  main- 
tain the  issue  joined,  the  plaintiff  gave  in  evidence  certain  letters  pat- 
ent of  the  United  States,  as  set  forth  in  the  declaration,  issued  on  the 
7th  day  of  May,  1829 ;  and  also  that  the  improvement  for  which  the 
letters  were  granted  was  invented  or  discovered  by  the  plaintiffs  in 
1813  or  1814,  and  that  the  defendant  had  sold  instruments  which  were 
infringements  of  the  said  letters  patent 

"  And  the  defendant  then  proved,  by  the  testimony  of  one  witness, 
that  he  had  used  the  said  improvement  in  England,  and  had  purchased 
a  guu  of  the  kind  there,  and  had  seen  others  use  the  said  improve- 
ment, and  had  seen  guns  of  the  kind  in  the  Duke  of  York's  armory 
in  1819;  and  also  proved,  by  the  testimony  of  five  other  witnesses, 
that,  in  1820  and  1821,  they  worked  in  England  at  the  business  of 
making  and  repairing  guns,  and  that  the  said  improvement  was  gen- 
erally used  in  England  in  those  years,  but  that  they  had  never  seen 
guns  of  the  kind  prior  to  those  years;  and  also  proved  that,  in  the 
year  1821,  it  was  used  and  known  in  France;  and  also  that  the  said 
improvement  was  generally  known  and  used  in  the  United  States  af- 
ter the  19th  day  of  June,  1822. 

"And  the  plaintiff,  further  to  maintain  the  issue  on  his  part,  then 
gave  in  evidence  that  he,  not  being  a  worker  in  iron,  in  1813  or  1814, 
employed  his  brother,  in  England,  under  strict  injunctions  of  secrecy, 
to  execute  or  fabricate  the  said  improvement,  for  the  purpose  of  mak- 
ing experiments;  and  that  the  plaintiff  afterwards,  in  1817,  left  Eng- 
land and  came  to  reside  in  the  United  States;  and  that  after  his  de- 
parture from  England,  in  1817  or  18 18,  his  said  brother  divulged  the 
secret  for  a  certain  reward  to  an  eminent  gunmaker  in  London.  That 
on  the  arrival  of  the  plaintiff  in  this  country,  in  1817,  he  disclosed  hiii 
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said  improvement  to  a  gunmaker,  whom  he  consulted  as  to  obtaining 
a  patent  for  the  same,  and  whom  he  wished  to  engage  to  join  and 
assist  him.  That  the  plaintiff  made  this  disclosure  under  injunctions 
of  secrecy,  claiming  the  improvement  as  his  own,  declaring  that  he 
should  patent  it.  That  the  plaintiff  treated  his  invention  as  a  secret 
after  his  arrival  in  this  country,  often  declaring  that  lie  should  patent 
it ;  and  that  this  step  was  only  delayed  that  he  might  make  it  more 
perfect  before  it  was  introduced  into  public  use ;  and  that  he  did  make 
alterations,  which  some  witnesses  considered  improvements  in  his  in- 
vention, and  others  did  not.  That  in  this  country  the  invention  was 
never  known  or  used  prior  to  the  said  10th  day  of  June,  1822;  that 
on  that  day  letters  patent  were  issued  to  the  plaintiff,  being  then  an 
alien,  and  that  he  immediately  brought  his  invention  into  public  use. 
That  afterwards,  and  after  suits  had  been  brought  for  a  violation  of 
the  said  letters  patent,  the  plaintiff  was  advised  to  surrender  them, 
on  account  of  the  specification  being  defective;  and  that  he  did  ac- 
cordingly, on  the  7th  day  of  May,  in  the  3*ear  1820,  surrender  the 
same  into  the  Department  of  the  Secretary  of  State,  and  received 
the  letters  patent  first  above  named. 

"And  the  plaintiff  also  gave  in  evidence,  that  prior  to  the  10th  day 
of  June,  1822,  the  principal  importers  of  guns,  from  England,  in  New 
York  and  Philadelphia,  at  the  latter  of  which  cities  the  plaintiff  resid- 
ed, had  never  heard  anything  of  the  said  invention,  or  that  the  same 
was  used  or  known  in  England,  and  that  no  guns  of  the  kind  were 
imported  into  this  country  until  the  years  1824  or  1825.  And  that 
letters  patent  were  granted  in  England  on  the  11th  day  of  April,  1807, 
to  one  Alexander  J.  Forsyth,  for  a  method  of  discharging  or  giving 
fire  to  artillery  and  all  other  fire-arms,  which  method  he  describes  in 
his  specification  as  consisting  in  the  'use  or  application  as  a  priming, 
in  any  mode,  of  some  or  one  of  those  chemical  compounds  which  are 
so  easily  inflammable  as  to  be  capable  of  taking  fire  and  exploding 
without  any  actual  fire  being  applied  thereto,  and  merely  by  a  blow, 
or  by  any  sudden  or  strong  pressure  or  friction,  given  or  applied  there- 
to, without  extraordinary  violence — that  is  to  say,  some  one  of  the 
compounds  of  combustible  matter,  such  as  sulphur  or  sulphur  and 
charcoal,  with  an  oxmuriatic  salt  ;  for  example,  the  salt  formed  of 
dephlogisticated  marine  acid  and  potash,  (or  potasso.)  which  salt  is 
otherwise  called  oxmuriate  of  potash,  or  such  of  the  fulminating  me- 
tallic compounds  as  may  be  used  with  safety;  for  example,  fulminat- 
ing mercury,  or  of  common  gunpowder  mixed  in  duo  quantity  with 
anv  of  the  above-mentioned  substances,  or  with  anv  oxmuriatic  salt, 
as  aforesaid,  or  of  suitable  mixtures  of  any  of  the  before-mentioned 
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compounds;'  and  that  the  said  letters  patent  continued  in  force  for 
the  period  of  fourteen  years  from  the  time  of  granting  the  same." 

And  the  defendant,  further  to  maintain  the  issue  on  his  part,  gave 
in  evidence  a  certain  letter  from  the  plaintiff  to  the  defendant,  dated 
in  December,  in  the  year  1824,  from  which  the  following  is  an  extract : 

"  Some  time  since  I  stated  that  I  had  employed  counsel  respecting 
regular  prosecutions  for  any  trespass  against  my  rights  to  the  patent. 
I  have  at  length  obtained  the  opinion  of  Mr.  Sergeant  of  this  city,  to- 
gether with  others  eminent  in  the  law,  and  that  is,  that  1  ought  (with 
a  view  to  insure  success)  to  visit  England,  and  procure  the  affidavits 
of  Manton  and  others,  to  whom  I  made  my  invention  known,  and  also 
of  the  person  whom  I  employed  to  make  the  lock  at  the  time  of  inven- 
tion; for  it  appears  very  essential  that  I  should  prove  that  I  did  act- 
ually reduce  the  principle  to  practice,  otherwise  a  verdict  might  be 
doubtful.  It  is,  therefore,  my  intention  to  visit  England  in  May  next 
for  this  purpose.  In  the  meantime,  proceedings  which  have  com- 
menced here  are  suspended  for  the  necessary  time." 

And  the  court,  on  these  facts,  charged  the  jury  that  the  patent  of 
the  7th  of  May,  1820,  having  been  issued,  as  appears  by  its  recital,  on 
the  surrender  and  cancclment  of  the  patent  of  the  10th  day  of  June, 
in  the  year  1822,  and  being  intended  to  correct  a  mistake  or  remedy 
a  defect  in  the  latter,  it  must  be  considered  as  a  continuation  of  the 
said  patent,  and  the  rights  of  the  plaintiff  were  to  he  determined  by 
the  state  of  things  which  existed  in  the  year  1822,  when  the  patent 
was  first  obtained. 

That  the  plaintiff's  case,  therefore,  came  under  the  act  passed  the 
17th  day  of  April,  1800,  extending  the  right  of  obtaining  patents  to 
aliens,  by  the  first  section  of  which  the  applicant  is  required  to  make 
oath  that  his  invention  has  not,  to  the  best  of  his  knowledge  or  belief, 
been  known  or  used  in  this  or  any  foreign  country.  That  the  plain- 
tiff most  probably  did  not  know,  in  the  year  1822,  that  the  invention 
for  which  ho  was  taking  out  a  patent  had,  before  that  time,  been  in 
use  in  a  foreign  country;  but  that  his  knowledge  or  ignorance  on  that 
subject  was  rendered  immaterial  by  the  concluding  part  of  the  section, 
which  expressly  declares  that  every  patent  obtained  pursuant  to  that 
act  for  any  invention  which,  it  should  afterward  appear,  had  been 
known  or  used  previous  to  such  application  for  a  patent,  should  be 
utterly  void.  That  there  was  nothing  in  the  act  confining  such  use 
to  the  United  States,  and  that  if  the  invention  was  previously  known 
in  England  or  France  it  was  sufficient  to  avoid  the  patent  under  that 
act.  That  the  evidence  would  lead  to  the  conclusion  that  the  plain- 
tiff was  the  inventor  in  this  case,  but  the  court  were  of  opinion  that 
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be  had  slept  too  long  on  his  rights,  and  not  followed  them  up  as  the 
law  requires,  to  entitle  him  to  any  benefit  from  his  patent.  That  the 
use  of  the  invention  by  a  person  who  had  pirated  it,  or  by  others  who 
knew  of  the  piracy,  would  not  affect  the  inventor's  rights,  but  that 
the  law  was  made  for  the  benefit  of  the  public  as  well  as  of  the  inven- 
tor; and  if,  as  appears  from  the  evidence  in  this  case,  the  public  had 
fairly  become  possessed  of  the  invention  before  the  plaintiff  applied 
for  his  patent,  it  was  sufficient,  in  the  opinion  of  the  court,  to  invali- 
date the  patent,  even  though  the  invention  may  have  originally  got 
into  public  use  through  the  fraud  or  misconduct  of  his  brother,  to 
whom  he  intrusted  the  knowledge  of  it. 

Under  this  charge,  tin;  jury  found  a  verdict  for  the  defendant,  on 
which  a  judgment  was  entered. 

There  is  a  general  assignment  of  errors,  which  brings  to  the  con- 
sideration of  the  court  the  principles  of  law  which  arise  out  of  the 
facta  of  the  case,  as  stated  in  the  bill  of  exceptions. 

It  may  be  proper,  in  the  first  place,  to  inquire  whether  the  letters 
patent  which  were  obtained  in  1820,  on  a  surrender  of  the  first  pat- 
ent, have  relation  to  the  emanation  of  the  patent  in  1822,  or  shall  be 
considered  as  having  been  issued  on  an  original  application. 

On  the  part  of  the  plaintiff,  it  is  contended  that  "the  second  patent 
is  original  and  independent,  and  not  a  continuation  of  the  first  pat- 
ent"; that  in  adopting  the  policy  of  giving,  for  a  term  of  years,  ex- 
clusive rights  to  inventors  in  this  country,  we  adopted  at  the  same 
time  the  rules  of  the  common  law  as  applied  to  patents  in  England; 
*  and  that,  by  the  rules  of  the  common  law,  a  patent,  when  defective, 

may  be  surrendered  to  the  granting  power,  which  vacates  the  right 
under  it,  and  the  king  may  grant  the  right  de  novo,  either  to  the  same 
or  to  any  other  person. 

This  being  the  effect  of  the  surrender  of  a  patent  in  England,  it  is 
insisted  that  the  same  consequence  should  follow  a  surrender  in  this 
country.  On  this  subject,  it  is  said  that  the  decisions  of  the  English 
courts  are  uniform,  and  that  not  even  a  dictum  can  be  found  that  a 
second  patent  is  a  continuation  of  the  first. 

The  counsel  seems  to  consider  this  point  of  great  importance,  as 
the  plaintiff  was  an  alien  when  the  first  patent  was  obtained,  but  had 
become  naturalized  before  the  date  of  the  second,  and,  consequently, 
that  his  rights  under  the  second  patent  cannot  be  governed  by  the 
law  applicable  to  aliens.  As  the  inquiry  on  this  head  is  whether  the 
second  patent  has  relation  to  the  first,  it  is  not  necessary  to  look  into 
the  laws  to  ascertain  the  respective  rights  of  aliens  and  citizens  on 
this  subject.    In  regard  to  the  right  of  the  patentee  to  surrender  a 
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defective  patent  and  take  out  a  new  one,  there  can  be  no  difference 
between  a  citizen  and  an  alien. 

That  the  holder  of  a  defective  patent  may  surrender  it  to  the  De- 
partment of  State  and  obtain  a  new  one  which  shall  have  relation  to 
the  emanation  of  the  first,  was  decided  by  this  court,  at  the  last  term, 
in  the  case  of  Grant  et  al.  v.  Raymond,  6  Peters,  220.  The  Chief  Jus- 
tice, in  giving  the  opinion  of  the  court,  says :  "  But  the  new  patent 
and  the  proceedings  on  which  it  issues  have  relation  to  the  original 
transaction.  The  time  of  the  privilege  still  runs  from  the  date  of  the 
original  patent.  The  application  may  be  considered  as  appended  to 
the  original  application ;  and,  if  the  new  application  is  valid,  the  law 
must  be  considered  as  satisfied,  if  the  machine  was  not  known  or  used 
before  that  application." 

As  this  decision  must  be  considered  as  settling  the  construction  of 
the  patent  laws  on  this  point,  it  is  conclusive  in  the  present  case;  and 
it  is,  therefore,  unnecessary  to  examine  the  argument  of  the  plain- 
tiff's counsel,  which  was  designed  to  lead  to  a  different  conclusion. 

The  second  patent  being  a  continuation  of  the  first  one,  the  rights 
of  the  plaintiff*  must  be  ascertained  by  the  law  under  which  the  orig- 
inal application  was  made. 

This  law  was  passed  on  the  17th  of  April,  1800,  and  provides 
"that  all  and  singular  the  rights  and  privileges  given  to  citizens  of 
the  United  States  respecting  patents  for  new  inventions,  &c,  shall  be 
extended  to  aliens,  who,  at  the  time  of  petitioning,  shall  have  resided 
for  two  years  within  the  United  States,  &c. :  Provided,  That  every 
person  petitioning  for  a  patent  for  any  invention,  art,  or  discovery, 
pursuant  to  this  act,  shall  make  oath  or  affirmation,  before  some  per- 
son duly  authorized  to  administer  oaths,  before  such  patent  shall  be 
granted,  that  such  invention,  art,  or  discovery  hath  not,  to  the  best  of 
his  or  her  knowledge  or  belief,  been  known  or  used,  cither  in  this 
or  any  foreign  country;  and  that  every  patent  which  shall  be  ob- 
tained pursuant  to  this  act  for  any  invention,  art,  or  discovery  which, 
it  shall  afterwards  appear,  had  been  known  or  used  previous  to  such 
application  for  a  patent,  shall  be  utterly  void." 

By  the  act  of  the  21st  of  February,  1793,  which  limits  patent-rights 
to  citizens,  it  is  provided  "  that  every  person  or  persons,  in  his  or  their 
application  for  a  patent,  shall  state  that  the  machine,  &c,  was  not 
known  or  used  before  such  application." 

The  sixth  section  of  this  act  provides  that  a  defendant,  when  prose- 
cuted for  a  violation  of  a  patent-right,  may  give  in  evidence,  under 
a  notice,  among  other  matters,  "  that  the  thing  secured  by  patent  was 
not  originally  discovered  by  the  patentee,  but  had  been  in  use,  or  had 
13 
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been  described  in  some  public  work,  anterior  to  the  supposed  discov- 
ery of  the  patentee,  or  that  he  had  surreptitiously  obtained  a  patent 
for  the  discovery  of  another  person — in  cither  of  wliich  cases,  judg- 
ment shall  be  rendered  for  the  defendant,  with  costs,  and  the  patent 
shall  be  declared  void." 

It  would  seem,  from  the  above  provisions,  that  citizens  and  aliens, 
as  to  patent-rights,  are  placed  substantially  upon  the  same  ground. 
In  either  case,  if  the  invention  was  known  or  used  by  the  public 
before  it  was  patented,  the  patent  is  void.  In  both  cases  the  right 
must  be  tested  by  the  same  rule. 

From  the  facts  in  the  case,  it  appears  that  the  plaintiff,  while  resid- 
ing in  England,  in  1813  or  1814,  invented  the  instrument  secured  by 
his  patent;  that,  before  he  came  to  the  United  States,  he  made  known 
his  iuvention  to  his  brother,  to  Mr.  Manton,  a  gunmaker  in  London, 
and  to  others ;  that,  shortly  after  he  came  to  the  United  States,  in 
1817,  he  disclosed  his  invention  to  a  gunmaker  in  Philadelphia,  and 
that,  in  1817  or  1818,  the  plaintiff's  brother  sold  the  invention  to  a 
gunmaker  in  London ;  that  in  1819  the  invention  was  sold  and  used 
in  England;  and  that,  in  the  two  following  years,  it  was  in  public 
use  there,  and  in  the  latter  year  also  in  France ;  that  on  the  19th  of 
June,  1822,  his  first  patent  was  obtained. 

It  also  appears  that  in  April,  1807,  a  patent  was  granted  in  Eng- 
land to  one  Forsyth,  for  fourteen  years,  for  an  invention  on  the  same 
subject.  This  fact  was  shown  by  the  plaintiff,  it  is  presumed,  as  a 
reason  why  he  did  not  take  out  a  patent  in  England. 

The  question  arises,  from  these  facts  and  others  which  belong  to 
the  case,  whether  there  was  such  a  use  in  the  public,  of  this  invention, 
at  the  date  of  the  plaintiff's  first  patent,  as  to  render  it  void. 

By  the  plaintiff's  counsel,  it  is  insisted  that  if  an  invention  has 
been  pirated,  or  fraudulently  divulged,  the  inventor  cannot  thereby 
lose  his  right  to  his  own  invention  and  property;  and  it  makes  no 
difference  that  the  public  have  acquired  the  use  of  the  invention 
without  any  participation  in  the  fraud,  unless  the  inventor  has  ac- 
quiesced in  such  use. 

The  right  of  the  plaintiff  to  his  invention  is  compared  to  his  right 
toother  property,  which  cannot  be  divested  by  fraud  or  violence; 
and  the  case  of  Miller  v.  Taylor,  4  Burr.,  2303, — where  seven  judges 
against  four  held  that,  at  common  law,  an  author  by  publishing  a 
literary  composition  does  not  abandon  his  right, — is  referred  to  as 
illustrative  of  the  principle. 

Several  decisions  by  the  Circuit  Courts  of  the  United  States  are 
cited  to  sustain  the  right  of  the  plaintiff.    In  the  case  of  WhHtcniorc 
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v.  Cutter,  1  Grail.,  482,  the  court  say:  "It  will  not  protect  the  plain- 
tiff's patent,  that  he  was  the  inventor  of  the  improvements,  if  he 
suffered  them  to  be  used  freely  and  fully  by  the  public  at  large  for 
so  many  years,  combined  with  all  the  usual  machinery  ;  for,  in  such 
case,  he  must  be  deemed  to  have  made  a  gift  of  them  to  the  pul> 
lic,  as  much  as  a  person  who  voluntarily  opens  his  land  as  a  high- 
way and  suffers  it  to  remain  for  a  length  of  time  devoted  to  public 
use." 

In  the  case  of  Goodyear  v.  Mathews,  1  Paine's  Rep.,  301,  the  court, 
in  substance,  say  "that  if  the  plaintiff  be  the  inventor,  it  is  imma- 
terial that  the  invention  has  been  known  and  used  for  years  before 
the  application."  And  in  the  case  of  Morris  v.  Huntington,  1  Paine, 
354,  the  court  say  that  "no  man  is  to  be  permitted  to  lie  by  for 
years,  and  then  take  out  a  patent.  If  he  has  been  practicing  his  in- 
vention with  a  view  of  improving  it,  and  thereby  rendering  it  a 
greater  benefit  to  the  public,  before  taking  out  a  patent,  that  ought 
not  to  prejudice  him.  But  it  should  always  be  a  question  submitted 
to  the  jury,  what  was  the  intent  of  the  delay  of  the  patent,  and 
whether  the  allowing  the  invention  to  be  used  without  a  patent 
should  not  be  considered  an  abandonment  or  present  of  it  to  the 
public." 

This  was  a  case  where  a  second  patent  had  been  obtained,  the  first 
being  defective,  and  this,  it  would  seem,  was  deemed  sufficient  to 
protect  the  right  of  the  plaintiff,  though  the  public  had  been  in  pos- 
session of  the  invention  for  six  years  before  the  emanation  of  the 
second  patent. 

Of  the  same  import,  are  the  cases  cited  from  4  Mason,  108,  and  4 
Washington,  438,  703. 

The  question,  what  use  in  the  public,  before  the  application  is 
made  for  a  patent,  shall  make  void  the  right  of  the  patentee,  was 
brought  before  this  court  by  the  case  of  Pcnnock  ft  Sellers  v.  Dia- 
forp.te,  reported  in  2  Peters,  1.  In  this  case,  the  court  say  that  "  it  has 
not  been,  and  indeed  cannot  be,  denied  that  an  inventor  may  aban- 
don his  invention  and  surrender  or  dedicate  it  to  the  public.  This 
inchoate  right  thus  gone,  cannot  afterwards  be  resumed  at  his  pleas- 
ure ;  for  when  gifts  are  once  made  to  the  public  in  this  way,  they 
Income  absolute."  And  again,  "if  an  invention  is  used  by  the  pub- 
lic, with  the  consent  of  the  inventor,  at  the  time  of  his  application 
for  a  patent,  how  can  the  court  say  that  his  case  is  nevertheless  such 
as  the  act  was  intended  to  protect  ?  If  such  a  public  use  is  not  a 
use  within  the  meaning  of  the  statute,  how  can  the  court  extract  the 
case  from  its  operation,  and  support  a  patent,  when  the  suggestions 
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of  the  patentee  were  not  true,  and  the  conditions  on  which  alone 
the  grant  was  authorized  do  not  exist  ?  " 

"The  true  construction  of  the  Patent  Law  is,"  the  court  say,  "that 
the  first  inventor  cannot  acquire  a  good  title  to  a  patent,  if  he  suffers 
the  thing  invented  to  go  into  public  use,  or  to  be  publicly  sold  for 
use,  before  he  makes  application  for  a  patent." 

In  this  case,  it  appeared  that  the  thing  invented  had  been  in  use  by 
the  public,  with  the  consent  of  the  inventors,  and  through  which  they 
derived  a  profit,  for  seven  years  before  the  emanation  of  a  patent. 
And  this  use  was  held  by  the  court  to  be  an  abandonment  of  the 
right  by  the  patentees. 

The  policy  of  granting  exclusive  privileges  in  certain  cases  was 
deemed  of  so  much  importance,  in  a  national  point  of  view,  that 
power  was  given  to  Congress  in  the  Federal  Constitution  "  to  pro- 
mote the  progress  of  science  and  useful  arts,  by  securing  for  limited 
times,  to  authors  and  inventors,  the  exclusive  right  to  their  respec- 
tive writings  and  discoveries." 

This  power  was  exercised  by  Congress  in  the  passage  of  the  acts 
which  have  been  referred  to ;  and,  from  an  examination  of  their 
various  provisions,  it  clearly  appears  that  it  was  the  intention  of  the 
legislature,  by  a  compliance  with  the  requisites  of  the  law,  to  vest 
the  exclusive  right  in  the  inventor  only ;  and  that,  on  condition  that 
his  invention  was  neither  known  nor  used  by  the  public  before  his 
application  for  a  patent.  If  such  use  or  knowledge  shall  be  proved  to 
have  existed  prior  to  the  application  for  the  patent,  the  act  of  1703 
declares  the  patent  void ;  and,  as  has  been  already  stated,  the  right 
of  an  alien  is  vacated  in  the  same  manner,  by  proving  a  foreign  use 
or  knowledge  of  his  invention.  That  knowledge  or  use  which  would 
be  fatal  to  the  patent-right  of  a  citizen,  would  be  equally  so  to  the 
right  of  an  alien. 

The  knowledge  or  use  spoken  of  in  the  act  of  1793  could  have 
referred  to  the  public  only,  for  the  provision  would  be  nugatory  if  it 
were  applied  to  the  inventor  himself.  lie  must  necessarily  have  a 
perfect  knowledge  of  the  thing  invented,  and  its  use,  before  he  can 
describe  it,  as  by  law  he  is  required  to  do  preparatory  to  the  emana- 
tion of  a  patent.  But  there  may  be  cases  in  which  a  knowledge  of 
the  invention  may  be  surreptitiously  obtained  and  communicated  to 
the  public,  that  do  not  affect  the  right  of  the  inventor.  Under  such 
circumstances,  no  presumption  can  arise  in  favor  of  an  abandonment 
of  the  right  to  the  public  by  the  inventor,  though  an  acquiescence 
on  his  part  will  lay  the  foundation  for  such  a  presumption. 

In  England,  it  has  been  decided  that  if  an  inventor  shall  suffer 
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the  thing  invented  to  be  sold  and  go  into  public  use  for  four  months, 
and,  in  a  later  case,  for  any  period  of  time,  before  the  date  of  his 
patent,  it  is  utterly  void. 

In  that  country,  the  right  emanates  from  the  royal  prerogative;  in 
this,  it  is  founded  exclusively  on  statutory  provisions.  But  the  policy 
in  both  governments  is  the  same  in  granting  the  right  and  in  fixing 
its  limits. 

Vigilance  is  necessary  to  entitle  an  individual  to  the  privileges  se- 
cured under  the  Patent  Law.  It  is  not  enoncrh  that  he  should  show 
his  right  by  invention,  but  he  must  secure  it  in  the  mode  required 
by  law.  And  if  the  invention,  through  fraudulent  means,  shall  be 
made  known  to  the  public,  he  should  assert  his  right  immediately, 
and  take  the  necessary  steps  to  legalize  it. 

The  Patent  Law  was  designed  for  the  public  benefit  as  well  as  for 
the  benefit  of  inventors.  For  a  valuable  invention,  the  public,  on 
the  inventor's  complying  with  certain  conditions,  give  him,  for  a 
limited  period,  the  profits  arising  from  the  sale  of  the  thing  invented. 
This  holds  out  an  inducement  for  the  exercise  of  genius  and  skill  in 
making  discoveries  which  may  be  useful  to  society  and  profitable  to 
the  discoverer.  But  it  was  not  the  intention  of  this  law  to  take  from 
the  public  that  of  which  they  were  fairly  in  possession. 

In  the  progress  of  society,  the  range  of  discoveries  in  the  mechanic 
arts,  in  science,  and  in  all  things  which  promote  the  public  conveni- 
ence, as  a  matter  of  course,  will  be  enlarged.  This  results  from  the 
aggregation  of  mind  and  the  diversity  of  talents  and  pursuits  which 
exist  in  every  intelligent  community.  And  it  would  be  extremely 
impolitic  to  retard  or  embarrass  this  advance,  by  withdrawing  from 
the  public  any  useful  invention  or  art,  and  making  it  a  subject  of 
private  monopoly.  Against  this  consequence,  the  legislature  have 
carefully  guarded,  in  the  laws  they  have  passed  on  the  subject. 

It  is  undoubtedly  just  that  every  diseoverer  should  realize  the  ben- 
efits resulting  from  his  discovery,  for  the  period  contemplated  by  law. 
But  these  can  only  be  secured  by  a  substantial  compliance  with  every 
legal  requisite.  His  exclusive  right  does  not  rest  alone  upon  his  dis- 
covery, but  also  upon  the  legal  sanctions  which  have  been  given  to 
it,  and  the  forms  of  law  with  which  it  has  been  clothed. 

No  matter  by  what  means  an  invention  may  be  communicated  to 
the  public  before  a  patent  is  obtained,  any  acquiescence  in  the  pub- 
lic use,  by  the  inventor,  will  be  an  abandonment  of  his  right.  If  the 
right  were  asserted  by  him  who  fraudulently  obtained  it,  perhaps  no 
lapse  of  time  could  give  it  validity.  But  the  public  stand  in  an  en- 
tirely different  relation  to  the  inventor. 
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The  invention  passes  into  the  possession  of  innocent  persons  who 
have  no  knowledge  of  tho  fraud,  and,  at  a  considerable  expense,  per- 
haps, they  appropriate  it  to  their  own  use.  The  inventor,  or  his  agent, 
has  full  knowledge  of  these  facts,  but  fails  to  assert  his  right.  Shall 
he  afterwards  be  permitted  to  assert  it  with  effect  ?  Is  not  this  such 
evidence  of  acquiescence  in  the  public  use,  on  his  part,  as  justly  for- 
feits his  right  ? 

If  an  individual  witness  a  sale  aud  transfer  of  real  estate,  under 
certain  circumstances,  in  which  he  has  an  equitable  lieu  or  interest, 
and  does  not  make  known  this  interest,  he  shall  not  afterwards  be 
permitted  to  assert  it.  On  this  principle  it  is  that  a  discoverer  aban- 
dons his  right  if,  before  the  obtainment  of  his  patent,  his  discovery 
goes  iuto  public  use.  His  right  would  be  secured  by  giving  public 
notice  that  he  was  the  inventor  of  the  thing  used,  and  that  he  should 
apply  for  a  patent.  Does  this  impose  anything  more  than  reason- 
able diligence  on  the  inventor  ?  And  would  anything  short  of  this 
be  just  to  the  public? 

The  acquiescence  of  an  inventor  in  the  public  use  of  his  invention, 
can  in  no  case  be  presumed  where  he  has  no  knowledge  of  such  use. 
But  this  kuowledge  may  be  presumed  from  the  cireumstauccs  of  the 
case.  This  will,  iu  general,  be  a  fact  for  the  jury.  And  if  the  in- 
ventor do  not,  immediately  after  this  notice,  assert  his  right,  it  is 
such  evidence  of  acquiescence  in  the  public  use  as  forever  afterwards 
to  prevent  him  from  asserting  it.  After  his  right  shall  be  perfected 
by  a  patent,  no  presumption  arises  against  it  from  a  subsequent  use 
by  the  public. 

When  an  inventor  applies  to  the  Department  of  State  for  a  pateut, 
he  should  state  the  facts  truly ;  and,  indeed,  he  is  required  to  do  so, 
under  the  solemn  obligations  of  an  oath.  If  his  invention  has  been 
carried  into  public  use  by  fraud,  but  for  a  scries  of  mouths  or  years 
he  has  taken  no  steps  to  assert  his  right,  would  not  this  afford  such 
evidence  of  acquiescence  as  to  defeat  his  application,  as  effectual  ly 
as  if  he  failed  to  state  that  he  was  the  original  inventor?  And  the 
same  evidence  which  should  defeat  his  application  for  a  patent  would, 
at  any  subsequent  period,  be  fatal  to  his  right.  The  evidence  he  ex- 
hibits to  the  Department  of  State  is  not  only  ex  parte,  but  interested; 
and  the  questions  of  fact  are  left  open,  to  be  controverted  by  any  one 
who  shall  think  proper  to  contest  the  right  under  the  patent. 

A  strict  construction  of  the  act,  as  it  regards  the  public  use  of  an 
invention,  before  it  is  patented,  is  not  only  required  by  its  letter  aud 
spirit,  but  also  by  sound  policy.  A  term  of  fourteen  years  was 
deemed  sufficient  for  the  enjoyment  of  an  exclusive  right  of  an  in- 
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veution  by  the  inventor ;  but  if  he  may  delay  an  application  for  his 
patent  at  pleasure,  although  his  invention  be  carried  into  public  use, 
he  may  extend  the  period  beyond  what  the  law  intended  to  give  him. 
A  pretense  of  fraud  would  afford  no  adequate  security  to  the  public 
in  this  respect,  as  artifice  might  be  used  to  cover  the  transaction. 
The  doctrine  of  presumed  acquiescence,  where  the  public  use  is 
known,  or  might  be  known,  to  the  inventor,  is  the  only  safe  rule 
which  can  be  adopted  on  this  subject. 

In  the  Case  under  consideration,  it  appears  the  plaintiff  came  to 
this  country,  from  England,  in  the  year  1817,  and,  being  an  alien, 
he  could  not  apply  for  a  patent  until  he  had  remained  in  the  country 
two  years.  There  was  no  legal  obstruction  to  his  obtaining  a  patent 
in  the  year  1819 ;  but  it  seems  that  he  failed  to  apply  for  one  until 
three  years  after  he  might  have  done  so.  Had  he  used  proper  dili- 
gence in  this  respect,  his  right  might  have  been  secured,  as  his  inven- 
tion was  not  sold  in  England  until  the  year  1819.  But  in  the  two 
following  years  it  is  proved  to  have  been  in  public  use  there,  and  in 
the  latter  year  also  in  France. 

Under  such  circumstances,  can  the  plaintiff's  right  be  sustained  ? 

Ilis  counsel  assigns  as  a  reason  for  not  making  an  earlier  applica- 
tion, that  he  was  endeavoring  to  make  his  invention  more  perfect ; 
but  it  seems  by  this  delay  he  was  not  enabled,  essentially,  to  vary  or 
improve  it  The  plan  is  substantially  the  same  as  was  carried  into 
public  use,  through  the  brother  of  the  plaintiff,  in  England.  Such  an 
excuse,  therefore,  cannot  avail  the  plaintiff.  For  three  years,  before 
the  emanation  of  his  patent,  his  invention  was  in  public  use,  and  he 
appears  to  have  taken  no  step  to  assert  his  right.  Indeed,  he  sets  up, 
as  a  part  of  his  case,  the  patent  to  Forsyth,  as  a  reason  why  he  did 
not  apply  for  a  patent  in  England. 

The  Forsyth  patent  was  dated  six  years  before.  Some  of  the  de- 
cisions of  the  Circuit  Courts  which  are  referred  to  were  overruled 
in  the  case  of  Pennock  <f  Sellers  v.  Dialogue.  They  made  the  ques- 
tion of  abandonment  to  turn  upon  the  intention  of  the  inventor. 
But  such  is  not  considered  to  be  the  true  ground.  Whatever  may 
be  the  intention  of  the  inventor,  if  he  suffers  his  invention  to  go  into 
public  use,  through  any  means  whatsoever,  without  an  immediate  as- 
sertion of  his  right,  he  is  not  entitled  to  a  patent ;  nor  will  a  patent 
obtained  under  such  circumstances  protect  his  right. 

The  judgment  of  the  Circuit  Court  must  be  affirmed  with  costs. 

This  cause  came  on  to  be  heard  on  the  transcript  of  the  record 
from  the  Circuit  Court  of  the  United  States  for  the  Southern  District 
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of  New  York,  and  was  argued  by  counsel ;  on  consideration  whereof, 
it  is  adjudged  and  ordered  by  this  court  that  the  judgment  of  the 
said  Circuit  Court  in  this  cause  be,  and  the  same  is  hereby, 

Affirmed  with  costs. 


Henry  Wheaton  and  Robert  Donaldson,  appellants,  v.  Richard 

Peters  and  John  Grigg. 

(8  Peters,  591.) 

1.  Copyright.  From  the  authorites  cited  in  the  opinion  of  the  court,  and  others 
which  might  be  referred  to,  the  law  appears  to  be  well  settled,  in  England, 
that,  since  the  statute  of  8  Anne,  the  literary  property  of  an  author  in  his 
works  can  only  be  asserted  under  the  statute ;  and  that  notwithstanding  the 
opinion  of  a  majority  of  the  judges  in  the  cast*  of  Miller  v.  Taytor  was  in 
favor  of  the  common-law  right  before  the  statute,  it  is  still  considered.  In 
England,  as  a  question  by  no  means  free  from  doubt. 

2.  That  an  author  at  common  law  has  a  property  in  his  manuscript,  and  may 
obtain  redress  against  any  one  who  deprives  him  of  it,  or  by  obtaining  a  copy 
endeavors  to  realize  a  profit  by  its  publication,  cannot  be  doubted;  but  this 
is  a  very  different  right  from  that  which  asserts  a  perpetual  and  exclusive 
property  hi  the  future  publication  of  the  work,  after  the  author  shall  have 
published  it  to  the  world. 

3.  The  argument  that  a  literary  man  is  as  much  entitled  to  the  product  of  his 
labor  as  any  other  member  of  society,  cannot  be  controverted.  And  the 
answer  is,  that  he  realizes  this  product  in  the  sale  of  his  works,  when  first 
published. 

4.  In  what  respect  does  the  right  of  an  author  differ  from  that  of  an  individual 
who  has  invented  a  most  useful  and  valuable  machine?  In  the  production  of 
this,  his  mind  has  been  as  intensely  engaged,  as  long  and  perhaps  as  usefully 
to  the  public  as  any  distinguished  author  in  the  composition  of  his  book.  The 
result  of  their  labors  may  be  equally  beneficial  to  society,  and,  in  their  re- 
spective spheres,  they  may  be  alike  distinguished  for  mental  vigor.  Does 
the  common  law  give  a  perpetual  right  to  the  author,  and  withhold  it  from 
the  inventor?  And  yet  it  has  never  been  pretended  that  the  latter  could 
hold,  by  common  law,  any  property  in  his  invention  after  he  shall  have  sold 
it  publicly.  It  would  seem,  therefore,  that  the  existence  of  a  principle  which 
operates  so  unequally  may  well  be  doubted.  This  is  not  a  characteristic  of 
the  common  law.  It  is  said  to  be  founded  on  principles  of  justice,  and  that 
all  its  rules  must  conform  to  sound  reason. 

•5.  That  a  man  is  entitled  to  the  fruits  of  his  own  labors,  must  be  admitted  ;  but 
he  can  enjoy  them  only,  except  by  statutory  provision,  under  the  rules  of 
property  which  regulate  society,  and  which  define  the  rights  of  things  in 
general. 

16.  It  Is  clear  there  can  be  no  common  law  of  the  United  States.  The  Federal 
government  Is  composed  of  twenty-four  sovereign  and  independent  Status, 
each  of  which  may  have  its  local  usages,  customs,  and  common  law.  There 
is  uo  principle  which  pervades  the  Union,  and  has  the  authority  of  law,  that 
Js  not  embodied  In  the  Constitution  or  laws  of  the  Union.  The  common  law 
could  be  made  a  part  of  our  system  by  legislative  adoption. 
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7.  When  a  common-law  right  is  asserted,  we  look  to  the  State  in  which  the  con- 
troversy originated. 

8.  When  the  ancestors  of  the  citizens  of  the  United  States  emigrated  to  tins 
country,  they  brought  with  them,  to  a  limited  extent,  the  English  common 
law  as  part  of  their  heritage.  No  one  will  contend  that  the  common  law, 
as  it  existed  in  England,  has  ever  been  in  force  in  all  its  provisions  in  any 
State  in  this  Union.  It  was  adopted  onlj-  so  far  as  its  principles  were  suited 
to  the  condition  of  the  colonies,  and  from  this  circumstance  we  see  what  is 
the  common  law  in  one  State  is  not  so  considered  in  another.  The  judicial 
decisions,  the  usages  and  customs  of  the  respective  States,  must  determine 
how  far  the  common  law  has  been  introduced  aud  sanctioned  in  each. 

9.  If  the  common  law,  in  all  its  provisions,  has  not  been  introduced  into  Penn- 
sylvania, to  what  extent  has  it  been  adopted?  Must  not  this  court  have 
some  evidence  on  the  subject?  If  no  copyright  of  an  author,  in  his  work, 
has  been  heretofore  asserted  there,  no  custom  or  usage  established,  no  judi- 
cial decisions  been  given,  can  the  conclusion  be  justified  that,  by  the  common 
law  of  Pennsylvania,  an  author  has  a  perpetual  property  in  the  copyright  of 
his  works?  These  considerations  might  well  lead  the  court  to  doubt  the  exist- 
ence of  this  law;  but  there  are  others  of  a  more  conclusive  character. 

10.  In  the  eighth  section  of  the  first  article  of  the  Constitution  of  the  United  States, 
it  is  declared  that  Congress  shall  have  power  "to  promote  the  progress  of 
science  and  the  useful  arts,  by  securing,  for  a  limited  time,  to  authors  and 
inventors,  tl»e  exclusive  right  to  their  res|M«ctlve  writings  and  inventions." 
The  word  •* secure,"  as  used  in  the  Constitution,  could  not  mean  the  protec- 
tion of  an  acknowledged  legal  right.  It  refers  to  inventors  as  well  as  authors, 
and  it  has  never  been  pretended  by  any  one,  either  in  this  country  or  in  Eng- 
land, that  an  inventor  has  a  perpetual  right,  at  common  law,  to  sell  the  thing 
invented. 

11.  It  is  presumed  that  the  copyright  recognized  in  the  act  of  Congress,  and  which 
was  intended  to  be  protected  by  its  provisions,  was  the  property  which  an 
author  has,  by  the  common  law,  in  his  manuscript,  which  woidd  be  protected 
by  a  court  of  chancery;  and  this  protection  was  given  as  well  to  books  pub- 
lished under  the  provisions  of  the  law  as  to  manuscript  copies. 

12.  Congress,  by  the  act  of  1790,  instead  of  sanctioning  an  existing  perpetual 
right  in  an  author  in  his  works,  created  the  right,  secured  for  a  limited  time 
by  the  provisions  of  that  law. 

13.  The  right  of  an  author  to  a  perpetual  copyright  does  not  exist  by  the  common 
law  of  Pennsylvania. 

14.  No  one  can  deny  that  where  the  legislature  are  about  to  vest  an  exclusive 
right  in  an  author  or  in  an  inventor,  they  have  the  power  to  provide  the  con- 
ditions on  which  such  right  shall  be  enjoyed ;  and  that  no  one  can  avail  him- 
self of  such  right,  who  does  not  substantially  comply  with  the  requisites  of 
the  law.  This  principle  is  familiar  a*  it  regards  patent-rights;  and  it  is  the 
same  in  relation  to  the  copyright  of  a  book.  If  any  difference  should  be 
made,  as  respects  a  strict  conformity  to  the  law,  it  would  seem  to  be  more 
reasonable  to  make  the  requirement  of  t  he  author  rather  than  of  the  inventor. 

16.  The  acts  required  by  the  laws  of  the  United  States  to  be  done  by  an  author 
to  secure  his  copyright,  are  in  the  order  in  which  they  must  naturally  tran- 
spire. First,  the  title  of  the  book  is  to  be  deposited  with  the  clerk,  and  the 
record  he  makes  must  be  Inserted  in  the  first  or  second  page ;  then  the  public 
notice  in  the  newspapers  is  to  be  given;  and  within  nix  months  after  the  publica- 
tion of  the  book  a  copy  must  be  deposited  in  the  Department  of  State. 
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1G.  It  has  bueil  said  these  are  unimportant  acts.  If  they  an*,  indeed,  wholly 
unimportant,  Congress  acted  unwisely  in  requiring  them  to  be  done.  But 
whether  they  are  unimportant  or  not,  is  not  for  the  court  to  determine,  but 
the  legislature;  and  in  what  light  they  were  considered  by  the  legislature, 
the  court  can  only  know  by  their  ofHeial  acts.  Judging  of  those  acts  by  thU 
rule,  the  court  are  not  at  liberty  to  say  they  arc  unimportant,  and  may  be 
dispensed  with.  They  are  acts  which  the  law  requires  to  be  done;  and  may 
this  court  dispense  with  their  performance? 

17.  The  secbrity  of  a  copyright  to  an  author,  by  the  acts  of  Congress,  is  not  a 
technical  grant  of  precedent  and  subsequent  conditions.  All  the  conditions 
are  important;  the  law  requires  them  to  be  performed;  and,  consequently, 
their  performance  is  essential  to  a  perfect  title.  On  the  performance  of  a  part 
of  them,  the  right  vests;  and  this  was  essential  to  its  protection  under  the  stat- 
ute, but  other  acts  were  to  be  done,  unless  Congress  have  legislated  in  vain, 
to  render  his  right  perfect.  The  notice  could  not  be  published  until  after  the 
entry  with  the  elerk ;  nor  could  the  book  be  deposited  with  the  Secretary  of 
State  until  it  was  published.  But  they  are  aets  not  less  Important  than  those 
which  are  required  to  be  done  previously.  They  form  a  part  of  the  title ;  and 
until  they  are  performed  the  title  is  not  perfect. 

18.  Every  requisite,  under  both  the  acts  of  Congress  relative  to  copyrights,  is  es- 
sential to  the  title. 

19.  The  aets  of  Congress  authorizing  the  appointment  of  a  reporter  of  the  deci- 
»  sions  of  the  Supreme  Court  of  the  United  States,  require  the  delivery  of  eighty 

eopies  of  each  volume  of  t  he  reports  to  the  Department'  of  State.  The  delivery 
of  these  copies  does  not  exonerate  the  reporter  from  the  deposit  of  a  copy  in 
the  Department  of  State,  required  under  the  copyright  act  of  Congress  of 
1790.  The  eighty  copies  delivered  under  the  rei>ortcr's  act  are  delivered  for 
a  different  purpose,  and  cannot  excuse  the  deposit  of  one  volume  as  especially 
required  by  the  copyright  acts. 

20.  No  reporter  of  the  decisions  of  the  Supreme  Court  has,  nor  can  he  have,  any 
copyright  in  the  written  opinions  delivered  by  the  court,  and  the  judges  of 
the  court  cannot  confer  on  any  reporter  any  such  right. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  East- 
ern District  of  Pennsylvania. 

The  case,  as  stated  in  the  opinion  of  the  court,  was  as  follows: 
"The  complainants,  in  their  bill,  state  that  Henry  Wheaton  is  the 
author  of  twelve  books  or  volumes  of  the  reports  of  eases  argued  and 
adjudged  in  the  Supreme  Court  of  the  United  States,  and  commonly 
known  as  *  Wheaton's  Reports,'  which  contain  a  connected  aud  com- 
plete series  of  the  decisions  of  said  court  from  the' year  18 1G  until  the 
year  18:27.  That  before  the  first  volume  was  published,  the  said 
Wheaton  sold  and  transferred  his  copyright  in  the  said  volume  to 
Mathcw  Carey,  of  Philadelphia,  who,  before  the  publication,  depos- 
ited a  printed  copy  of  the  title-page  of  the  volume  iu  the  clerk's  office 
of  the  District  Court  of  the  Eastern  District  of  Pennsylvania,  where 
he  resided.  That  the  same  was  recorded  by  the  said  clerk  according 
to  law,  and  that  a  copy  of  the  said  record  was  caused  by  said  Carey  to 
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be  inserted  at  full  length  in  the  page  immediately  following  the  title  of 
said  book.  And  the  complainants  further  state,  that  they  have  been 
informed  and  believe  that  all  things  which  are  necessary  and  requi- 
site to  be  done  in  and  by  the  provisions  of  the  acts  of  Congress  of 
the  United  States  passed  the  31st  day  of  May,  1790,  and  the  29th  day 
of  April,  1802,  for  the  purpose  of  securing  to  authors  and  proprietors 
the  copyrights  of  books,  and  for  other  purposes,  in  order  to  entitle 
the  said  Carey  to  the  benefit  of  said  acts,  have  been  done. 

"  It  is  further  stated,  that  said  Carey  afterwards  conveyed  the  copy- 
right in  said  volume  to  Mathew  Carey,  Henry  C.  Carey,  and  Isaac 
Lea,  trading  under  the  firm  of  Mathew  Carey  &  Sons ;  and  that  said 
firm,  in  the  year  1821,  transferred  the  said  copyright  to  the  com- 
plainant, Robert  Donaldson.  That  this  purchase  was  made  by  an 
arrangement  with  the  said  Henry  Wheaton,  with  the  expectation  of 
a  reuewal  of  the  right  of  the  said  Henry  Wheaton  under  the  provi- 
sions of  the  said  acts  of  Congress,  of  which  renewal  he,  the  said 
Robert  Donaldson,  was  to  have  the  benefit  until  the  first  and  second 
editions  of  the  said  volume  which  he,  the  said  Donaldson,  was  to 
publish,  should  be  sold.  That  at  the  time  the  purchase  was  made 
from  Carey  &  Sons,  a  purchase  was  also  made  of  the  residue  of  tbo 
first  edition  of  the  first  volume  which  thev  had  on  hand:  and  in  the 
year  1827  he  published  another  edition  of  said  volume,  a  part  of 
which  still  remains  unsold. 

u  The  bill  further  states,  that,  for  the  purpose  of  continuing  to  the 
said  Henry  Wheaton  the  exclusive  right,  under  the  provisions  of  the 
said  acts  of  Congress,  to  the  copy  of  the  said  volume  for  the  further 
term  of  fourteen  years,  after  the  expiration  of  the  term  of  fourteen 
years  from  the  recording  of  the  title  of  the  said  volume  in  the 
clerk's  office  as  aforesaid,  the  said  Robert  Donaldson,  as  the  agent 
of  Wheaton,  within  six  months  before  the  expiration  of  the  said  first 
term  of  fourteen  years,  deposited  a  printed  copy  of  the  title  of  the 
said  volume  in  the  clerk's  office  of  the  District  Court  of  the  Southern 
District  of  New  York,  where  the  said  Wheaton  then  resided,  and 
caused  the  said  title  to  be  a  second  time  recorded  in  the  said  clerk's 
office ;  and  also  caused  a  copy  of  the  said  record  to  be  a  second  time 
published  in  a  newspaper  printed  in  the  said  city  of  New  York,  for 
the  space  of  four  weeks,  and  delivered  a  copy  of  the  said  book  to  the 
Secretary  of  State  of  the  United  States;  and  that  all  things  were 
done  agreeably  to  the  provisions  of  the  said  act  of  Congress  of  May 
31,  1790,  and  within  six  months  before  the  expiration  of  the  said 
term  of  fourteen  vears. 

"The  same  allegations  are  made  as  to  all  the  other  volumes  which 
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have  been  published:  that  the  entry  was  made  in  the  clerk's  office, 
and  notice  given  by  publication  in  a  newspaper,  before  the  publica- 
tion of  each  volume ;  and  that  a  copy  of  each  volume  was  deposited 
in  the  Department  of  State. 

u  The  complainants  charge  that  the  defendants  have  lately  pub- 
lished and  sold,  or  caused  to  be  sold,  a  volume  called  '  Coudensed 
Reports  of  Cases  in  the  Supreme  Court  of  the  United  States,'  con- 
taining the  whole  series  of  the  decisions  of  the  court,  from  its  organ- 
ization to  the  commencement  of  Peters's  Reports  at  January  Term, 
1827.  That  this  volume  contains,  without  any  material  abbreviation 
or  alteration,  all  the  reports  of  cases  in  the  said  tirst  volume  of 
Wheaton's  Reports,  and  that  the  publication  and  sale  thereof  is  a 
direct  violation  of  the  complainants'  rights,  and  an  injunction,  &c, 
is  prayed. 

"The  defendants,  in  their  answer,  deny  that  their  publication  was 
an  infringement  of  the  complainants'  copyright,  if  any  they  had;  and 
further  deny  that  they  had  any  such  right,  they  not  having  complied 
with  all  the  requisites  to  the  vesting  of  such  right  under  the  acts  of 
Congress." 

The  bill  of  the  complainants  was  dismissed  by  the  decree  of  the 
Circuit  Court,  and  they  appealed  to  this  court.* 

The  case  was  argued  by  Mr.  Paine  and  Mr.  Webster,  for  the  appel- 
lants; and  by  3//-.  Ingersoll,  by  a  printed  argument,  and  Mr.  Sergeant, 
for  the  defendants. 

Mr,  Paine,  for  the  appellants,  contended: 

1.  An  author  was  entitled,  at  common  law,  to  a  perpetual  prop- 
erty in  the  copy  of  his  works,  and  in  the  profits  of  their  publication ; 
and  to  recover  damages  for  its  injury,  by  an  action  on  the  case ;  and 
to  the  protection  of  a  court  of  equity. 

The  laws  of  all  countries  recognize  an  author's  property  in  his 
productions.  In  England,  beyond  all  question,  an  author  had,  at 
common  law,  the  sole  and  exclusive  property  in  his  copy.  This  was 
decided  in  MlUrr  v.  Tl/glor,  4  Burr.,  2303.  This  property  was  placed 
by  its  defenders,  and  they  finally  prevailed,  upon  the  foundation  of 
natural  right — recognized  by  the  laws,  ordinances,  usages,  and  judi- 
cial decisions  of  the  kingdom,  from  the  first  introduction  of  printing. 

The  opponents  of  literary  property  insisted  that  an  author  had  no 

*  Tin*  ease  was  decided  in  tin*  Circuit  Court  by  Judge  IIOPKIXSOX,  Mr.  Justice 
BALDWIN  having  been  absent  on  tlx-  argument  ami  decision  thereof. 
Tlio  opinion  of  Judge  llopkinson  Is  inserted  in  the  Appendix,  No.  11. 
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natural  right  to  his  copy ;  and,  resorting  to  those  laws  which  are  sup- 
posed to  have  governed  property  hefore  the  social  compact,  they  main- 
tained that  because  the  copy  was  incapable  of  possession  it  was  impos- 
sible to  have  property  in  it.  Mr.  Justice  Yates,  the  great  opponent 
of  literary  property,  and  who  has  probably  said  all  that  ever  was  or 
can  be  said  against  it,  urges  that  it  is  impossible  to  appropriate  ideas 
more  than  the  light  or  air,  (4  Burr.,  2357, 2365,)  forgetting  that  books 
are  not  made  up  of  ideas  alone,  but  are,  and  necessarily  must  be, 
clothed  in  a  language  and  embodied  in  a  form  which  give  them  an 
individuality  and  identity  that  make  them  more  distinguishable  than 
any  other  personal  property  can  be.  A  watch,  a  table,  a  guinea,  it 
might  be  difficult  to  identify;  but  a  book,  never.  Cited  Blackstone's 
Commentary  and  Christian's  notes,  to  show  the  nature  of  literary 
property. 

The  court  are  referred  to  the  able  opinions  of  Willis,  J.,  Aston, 
J.,  and  Lord  Manstield,  in  Miller  v.  Taylor,  4  Bun-.,  2310,  2335,  2395. 
They  agreed  not  only  that  an  author  had  a  property  at  common  law, 
but  that  it  was  perpetual,  notwithstanding  the  statute  of  Anne. 

Xot  long  after  that  decision,  however,  the  question  as  to  the  perpe- 
tuity of  an  author's  property  was  brought  before  the  House  of  Lords; 
and  it  was  there  decided  that  it  was  not  perpetual,  its  duration  being 
limited  by  the  statute  of  Anne.  Yet,  even  upon  this  point  the  twelve 
judges  were  equally  divided,  (if  we  include  Lord  Mansfield,  who  did 
not  vote,  as  he  was  a  peer,)  and  there  were  eleven  out  of  twelve  who 
maintained  that  an  author  had  a  property  at  common  law  in  his  copy. 
See  Donaldson  v.  Beckett,  4  Burr.,  2408 ;  2  Br.  P.  C,  129. 

The  decrees  of  the  star  chamber  show  that  that  court  admitted  and 
protected  authors,  as  early  as  1556.  Maugham,  12,  13.  Ordinances 
of  Parliament,  as  early  as  1(541,  recognize  and  protect  the  owner's 
property  in  his  copy.  These  ordinances  were  several  times  repealed. 
Maugham,  13, 14.  In  lb'62  and  1G79,  acts  of  Parliament  were  pass- 
ed, prohibiting  any  person  from  printing,  without  the  consent  of  the 
owner  of  the  copy.    Maugham,  15,  1(5. 

In  the  reign  of  Charles  II,  there  were  several  cases  in  the  courts 
in  which  the  ownership  of  the  copy  by  authors  is  treated  as  the  an- 
cient common  law,  and  in  one  case  (the  case  in  Croke's  Reports)  the 
right  of  the  author  was  sustained  even  against  the  claim  of  the  king's 
prerogative  to  publish  all  law-books.  Chief  Justice  Hale  presided. 
Maugham,  19 ;  4  Burr.,  231G. 

Notwithstanding  the  strong  and  explicit  terras  of  the  statute  of 
Anne,  both  as  to  vesting  the  author  with  his  right,  and  limiting  its 
duration,  (terms  not  to  be  found  in  our  act,)  the  courts,  by  an  unin- 
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terrupted  series  of  decisions,  from  the  passing  of  the  statute  down  to 
the  case  of  Donaldson  v.  Beckett,  maintained  that  an  author  still  had 
his  original  perpetual  common-law  right  and  property;  and  we  have 
seen  that  had  Lord  Mansfield  voted  in  that  case  the  twelve  judges 
would  have  been  equally  divided. 

For  a  review  of  the  common-law  property  of  an  author,  and  of  the 
legislation  upon  the  subject,  in  England  and  the  United  States,  cited 
The  American  Jurist,  vol.  10,  p.  61,  &c,  No.  for  July,  1833. 

2.  The  common-law  property  of  an  author  is  not  taken  away  by 
the  Constitution  of  the  United  States.  The  States  have  not  surren- 
dered to  the  Union  their  whole  power  over  copyrights,  but  retain  a 
power  concurrent  with  the  power  of  Congress ;  so  far  that  an  author 
may  enjoy  his  common-law  property,  and  be  entitled  to  common-law 
remedies,  independently  of  the  acts  of  Congress.  It  is  one  of  those 
concurrent  powers,  where  the  power  of  the  State  ceases  only  when 
it  actually  conflicts  with  the  exercise  of  the  powers  of  Congress. 

In  the  constitutional  clause  relating  to  the  rights  of  authors  and 
inventors,  there  are  two  subjects,  distinct  enough  in  themselves,  and 
only  united  by  the  form  of  expression.  This  comprehensiveness  of 
expression,  we  know,  belongs  to  the  Constitution,  and  that  the  aim 
of  its  framers  was  brevity.  The  expression  is  not  so  important,  for 
in  that  instrument  we  are  to  look  for  substance  and  intention. 

Although  united  in  this  clause,  and  for  the  same  purpose  of  being 
secured  by  Congress,  the  subjects  of  patents  and  of  copyrights  have  lit- 
tle analogy.  They  are  so  widely  different  that  the  one  is  property ;  the 
other  a  legalized  monopoly.  The  one  may  be  held  and  cujoyed  with- 
out injury  to  others;  the  other  cannot,  without  great  prejudice.  The 
one  is  a  natural  right ;  the  other  in  some  measure  against  natural  right. 

But  because  they  both  come  from  invention  or  mental  labor,  and, 
in  addition,  because  they  are  so  joined  in  the  Constitution,  we  have 
become  accustomed  to  regard  them  as  in  all  respects  alike,  and  equally 
dependent  on  the  legislative  favor  for  existence  and  protection. 

Upon  this  point,  the  counsel  for  the  appellants  argued  at  large  thai 
the  principles  which  applied  to  copyrights  were  different  from  those 
which  regulated  the  property  of  inventions  secured  by  a  patent;  that 
they  were  inserted  in  the  clause  of  the  Constitution  for  brevity  and 
comprehensiveness;  that  the  framers  of  the  Constitution  probably 
designed  to  give  Congress  the  complete  and  exclusive  power  over 
patents;  but  it  did  not  follow,  from  this,  that  the  same  was  introduced 
in  relation  to  copyrights. 

It  is  important  to  examine  the  true  rules  of  construction  which  are 
applicable  to  this  clause  in  the  Constitution. 
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This  is  the  first  instance  in  which  this  court  has  been  called  upon 
to  pronounce  whether  the  power  given  in  this  clause  is  an  exclusive  or 
a  concurrent  power,  or  as  to  the  extent  of  the  power  conferred  by  it 
on  Congress.  Consequently,  the  rules  established  as  to  the  construc- 
tion of  that  instrument  have  all  been  in  relation  to  other  powers,  and 
powers  of  a  very  different  character. 

All  the  other  powers  in  the  Constitution  conferred  on  Congress,  or 
yielded  by  the  States,  are  national  or  political,  and  for  national  and 
political  purposes.  This  is  the  only  instance  of  a  power  being  con- 
ferred, unless  incidentally,  over  private  property.  This  is  a  power 
over  private  property,  not  incidental  to  a  national  power,  but  with 
an  immediate,  primary,  and  single  reference  to  the  property.  The 
rule  of  construction  as  to  the  grant  of  the  political  and  national  pow- 
ers may  not  be  suited  to  this.  It  has-  been  held,  as  to  them,  that  a 
rule  of  strict  construction  was  not  to  be  adopted. 

But  the  question  here  is  as  to  private  right.  And  the  question  is 
whether  the  Constitution  takes  away  a  private  right,  or  property,  at 
common  law.  And  why  should  we  not  apply  the  same  nile  of  con- 
struction to  such  a  constitutional  provision  as  we  do  to  a  statute  in  der- 
ogation of  common-law  right  ?  The  rule  is,  that  such  statutes  are  to 
be  construed  strictly,  because  they  abridge  the  right.  The  reason  of 
the  rule  extends  to  the  Constitution,  whenever  it  is  in  derogation  of 
common  right.  For  this  rule,  see  10  Mod.,  282 ;  4  13ac.  Ab.,  550, 
650. 

Other  common-law  rules  in  relation  to  statutes  affecting  private 
rights,  or  common-law  rights,  would  seem  to  be  peculiarly  applicable 
to  tills  clause  of  the  Constitution,  although  they  may  not  be  generally 
referred  to  as  guides  in  construing  the  Constitution.  These  will  bo 
found  in  1  Bl.  Com.,  87;  1  Inst.,  Ill,  115;  1  Bl.  Com.,  80;  Plowd. 
Rep.,  206;  13  Mod.,  118;  Plowd.,  113;  1  Bac.,  11,  18,  38;  1  Bac, 
3,5;  2  Burr.,  803, 805;  Com.  Big.,  Action  on  Stat.  C.  G.;  Salk.,212; 
•  19  Vin.  Ab.  Stat.,  E.  6 ;  1  Story's  Com.,  384,  387,  397, 401, 411, 430 ; 
Martin  v.  Hunter,  1  Wheat.  Rep.,  326,  410. 

With  these  general  guides  of  construction,  it  is  inquired  whether  the 
power  granted  to  Congress  by  the  Constitution  transfers  the  whole  sub- 
ject of  property  of  authors  to  the  exclusive  authority  and  control  of 
Congress,  so  that  the  property  of  an  author  ceases  to  exist  at  all,  with- 
out the  legislation  of  Congress,  or  whether  it  leaves  the  author  in  the 
enjoyment  of  his  property,  as  he  had  it  before  the  adoption  of  the 
Constitution,  and  merely  attempts  to  improve  what  was  supposed  to 
be  an  imperfect  enjoyment,  by  authorizing  Cqngress  to  secure  it. 

This  is  not  the  question  whether  the  power  is  concurrent  or  exclu- 
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sive.  If  the  author's  common-law  property  is  not  taken  away,  nor 
made  wholly  dependent  upon  the  legislation  of  Congress,  hut  if  Con- 
gress possess  the  mere  partial  power  to  secure  it,  then  the  property 
remains  as  at  common  law,  subject  to  State  legislation,  and  the  aux- 
iliary legislation  of  Congress.  The  question  now  is  simply  as  to  a 
right  of  property.  If  we  take  the  rules  above  cited  from  Mr.  Jus- 
tice Story's  Commentaries  as  guides  of  interpretation,  can  there  be  a 
question  as  to  the  nature  of  the  delegation  of  power,  or  its  extent  or 
amount  ?  The  delegation  is  to  secure  exclusive  rights, — not  to  grant 
property  or  confirm  property,  or  grant  rights  or  confirm  or  establish 
rights,  but  to  secure  rights. 

"We  are  willing  to  admit  that  this  language  is  broad  enough,  and  is 
adapted  to  transfer  to  Congress  the  whole  legislation  and  control  over 
patents.  There  is,  at  common  law,  no  property  in  them ;  there  is  not 
even  a  legal  right  entitled  to  protection.  They  have  a  moral  or  equit- 
able right,  butunknown  to  the  law.  Congress,  therefore,  when  author- 
ized to  secure  their  rights,  arc  authorized  to  do  everything;  and  full 
power  over  the  subject  is  delegated  to  them. 

But  it  does  not  follow,  that  because  Congress  are  authorized  to 
create  dc  novo,  and  to  secure  the  right  to  patents  by  mere  force  of  the 
word  secure,  that  they  are  therefore  authorized  by  force  of  that  word 
to  create  de  novo,  and  then  secure  copyrights.  For  a  very  different 
process  would  then  take  place  in  relation  to  the  two  things.  In  cre- 
ating patents,  they  take  nothing  away.  They  deprive  the  inventor  of 
no  property.  He  had  nothing,  and  they  gave  him  all  merely  by  se- 
curing. But  if  by  the  word  secure  they  are  authorized  to  give  an 
author  all  that  he  is  afterwards  to  possess,  the  operation  effects  a  total 
deprivation  of  his  common-law  property.  So  that  to  allow  the  word 
M  secure  "  to  confer  the  same  power  over  copyrights  as  over  rights  to  in- 
ventions, is  to  make  it  a  word  of  a  totally  different  meaning  and  import 
in  the  one  case  from  the  other.  The  language  is  not  broad  enough, 
nor  is  it  adapted  to  the  taking  away  of  property  or  preexisting  rights. 
We  are,  therefore,  to  reject  the  argument  that  a  copyright  must  exift 
and  be  held  solely  undor  the  Constitution,  because  patent-rights  must 
be. 

What  is  there,  then,  in  the  delegation  of  the  power  to  secure  an  au- 
thor's exclusive  rights,  which  should  be  construed  to  deprive  him  of 
his  property,  and  make  him  dependent  wholly  on  the  security  pro- 
vided ?  Are  not  the  words  in  themselves  plain  and  clear  ? — and  is  not 
the  sense  arising  from  them  distinct  and  perfect  ?  And  if  so,  is  inter- 
pretation admissible  ?— and  if  not,  is  not  the  question  settled  ?  For  it 
never  can  be  pretended  that  the  naked  words,  authorizing  Congress 
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to  secure  rights,  take  away  or  affect  the  property  in  which  those  rights 
exist. 

There  would  seem  to  be  nothing,  therefore,  in  the  plain  meauing  of 
the  word  secure,  which  should  alter,  affect,  or  take  away  an  author's 
property  in  his  writings.  Indeed,  it  seems  too  plain  to  admit  of  ar> 
gument,  that  when  the  Constitution  authorizes  Congress  to  secure  an 
acknowledged  preexisting  right,  and  does  not  authorize  them  to  grant 
it,  it  is  an  express  declaration  that  it  subsists,  and  is  to  subsist,  inde- 
pendently of  their  powei. 

But  it  may  be  said  that  all  the  author  can  ask  or  have  is  security 
for  his  rights,  and  that  this  is  all  he  had  at  common  law,  and  that  the 
constitutional  clause  does  not  take  away  his  security,  or  any  part  of 
it.  but  only  transfers  to  Congress  the  power  and  duty  to  secure  him 
which  before  belonged  to  the  States. 

We  answer,  that  if  this  construction  is  derived  from  the  import  of 
the  words  themselves,  it  is  strained  beyond  all  bounds  allowed  by  the- 
rules  of  construction.  Inhere  is  the  strongest  reason  to  believe,  from 
the  language  of  the  Constitution,  that  those  who  framed  it,  adopted 
it  with  a  particular  view  to  preserve  the  common-law  right  to  copy- 
rights untouched.  If  this  clause  in  the  Constitution  is  to  be  construed 
as  taking  away  the  author's  common-law  right,  it  deprives  him  of  a 
part  of  the  security  he  had  at  common  law,  and  does  more  than  mere- 
ly transfer  to  Congress  a  power  and  duty  which  before  belonged  to* 
the  States.  It  is,  then,  asked  whether  the  word  secure  can  be  found  to 
possess  any  such  meaning  as  to  take  away,  and  diminish,  and  disturb, 
either  by  common  law  or  constitutional  rules  of  construction. 

The  meaning  of  the  clause  of  the  Constitution,  when  tried  by  the 
usual  rules  of  interpretation,  is  shown  to  be  as  contended  by  the  ap- 
pellants. Cited,  19  Viner's  Abr.,  510,  E.  G ;  and  see  2  Inst.,  2d  ed.; 
Plowden,  113;  1  Ch.  PI.,  144;  Almy  v.  Harris,  5  Johns.  Rep.,  175; 
The  President,  jfc,  of  the  Farmers'  Turnpike  Road  v.  Coventry,  10 
Johns.  Rep.,  389. 

Chief  Justice  Marshall  (12  Wheat.,  G53,  G54)  lays  great  stress  on 
the  framers  of  the  Constitution  having  been  acquainted  with  the  prin- 
ciples of  the  common  law,  and  aciing  in  reference  to  them.  Most  of 
them  were  able  lawyers,  and  certainly  able  lawyers  drew  up  and  re- 
vised the  instrument.  Are  we,  then,  to  believe  that  if  they  had  any 
design  to  take  away  the  common-law  right,  or  to  authorize  Congress 
to  take  it  away  or  to  impair  it,  they  would,  knowing  the  rules  of  con- 
viction cited,  and  like  common -law  maxims,  have  used  the  lan- 
guage they  have  ?  There  is  the  strongest  reason  to  believe,  from  the 
language,  it  was  adopted  for  the  purpose  of  preserving  it,  and  to  re* 
14 
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serve  from  Congress  any  power  over  it.  This  probability  arises  al- 
most irresistibly  from  the  language  used,  and  under  the  circumstances 
that  it  was  used. 

The  case  of  Donaldson  v.  Beckett  was  decided  in  the  House  of  Lords 
in  1774.  This  case,  and  all  the  law  on  this  subject  discussed  and  de- 
cided by  it,  must  have  been  known  to  the  lawyers  of  the  convention. 
The  opinion  of  the  judges  in  the  case  of  Miller  v.  Thylor  must  also 
have  been  familiar  to  them. 

From  the  statute  of  Anne,  then,  down  to  1774,  there  had  been  in 
'  England  a  continual  contest  about  the  words  of  that  statute,  and 
whether  it  was  a  statute  to  secure  a  right  already  existing.  It  agi- 
tated the  literary  world  especially,  because  it  belonged  to  them ;  and 
it  agitated  the  courts.  Cases  of  unequalled  importance  arose  out  of, 
and  were  decided  upon,  the  use  of  these  words.  Yeates,  J.,  calls  the 
case  of  Miller  v.  Taylor  a  case  of  "  great  expectation."  This  case  oc- 
curred in  1769,  and  immediately  followed  the  still  greater  case  of 
Donaldson  v.  Beckett,  in  which  the  twelve  judges  gave  each  an  opinion 
in  the  House  of  Lords.  These  cases,  therefore,  occurred  and  were 
reported  a  few  years  before  the  adoption  of  the  Constitution. 

Had  the  convention  designed  to  take  away,  or  to  authorize  Con- 
gress to  take  away,  the  common-law  property,  they  would  have  used 
the  words  vest  or  grant,  and  would  have  carefully  avoided  the  word 
secure. 

But  what  reason  can  be  discovered  why  the  framcre  of  the  Consti- 
tution should  wish  or  intend  to  take  away,  or  authorize  Congress  to 
take  away,  the  common-law  right  ?  What  was  the  mischief  they  hud 
in  view  ? 

Will  it  be  said  that  the  public  have  rights  as  well  as  the  author, 
and  that  it  is  impolitic  to  allow  a  perpetual  right  ?  Suppose  we  grant 
it.  Yet,  what  has  the  Constitution  to  do  with  a  mischief  like  this  ? 
It  does  not  require  a  national  power  to  cure  it.  The  States  were  fully 
adequate  to  provide  a  remedy  themselves;  and  the  States  gave  Con- 
gress no  powers  which  they  could  as  well  exercise  themselves.  Will 
it  be  pretended  that  the  States  could  not  regulate,  limit,  or  take  away 
the  right  within  their  own  territories,  and  that  it  was  necessary  to  em- 
power Congress  to  do  it  ? 

Will  it  be  said  that  it  was  designed  to  take  from  the  States  their 
power  over  copyright,  lest,  if  a  State  were  to  protect  the  rights  of 
authors,  the  citizens  of  other  States  might  be  curtailed  of  their  rights 
within  that  State  ?  The  answer  is  obvious:  No  person  can  have  any 
rights  opposed  to  the  author's.  He  has  the  property,  and  it  cannot 
stand  in  the  way  of  another's  property  or  rights    Besides,  the  objec- 
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tion  goes  to  the  whole  of  State  legislation  on  any  subject;  for  a  State 
mav,  by  its  laws,  curtail  or  affect  the  rights  of  citizens  of  other  States 
in  other  particulars;  and  why  be  so  careful  to  prevent  them  in  this? 
As  we  have  already  shown,  copyrights  have,  in  these  respects,  none 
of  the  mischiefs  attending  them  which  attend  a  right  to  inventions. 

There  could  be  but  one  possible  motive  for  making  copyrights  a 
national  concern,  and  that  was  because  the  States  might  not,  or  could 
not,  individually,  afford  them  a  just  protection.  From  this  single 
motive,  what  intention  arc  we  to  infer  ?  That,  and  that  only,  appar- 
ent on  the  face  of  the  Constitution — an  intention  to  secure  the  light. 

"Why  is  it,  however,  that  if  the  public  good  was  had  in  view  by  the 
framers  of  the  Constitution,  and  not  the  authors  benefit  singly,  either 
as  regards  patents  or  copyrights,  that  they  did  not  undertake  to  guard 
the  citizens  of  the  several  States  against  the  protection  which  the 
States  might  afford  to  inventions  introduced  from  abroad  ?  For  that, 
as  well  as  for  the  printing  of  foreign  books,  a  State  might,  if  it  chose, 
grant  monopolies.  But  this,  and  other  mischiefs  to  spring  from  State 
legislation,  it  was  thought  proper  to  provide  against. 

It  is  contended  that  the  case  of  copyrights  is  one  within  the  con- 
current powers  of  the  United  States  and  the  States.  It  is  not  within 
either  of  those  kinds  of  exclusive  powers  enumerated  in  The  Federal- 
ist, (No.  34,)  but  belongs  to  the  other  class  of  powers. 

What  is  the  power  here  ?  A  power  to  secure  the  right  of  authors. 
And  the  question  is  whether  the  States  may  not  protect  and  enforce 
the  common-law  right,  while  the  United  States  secure  it.  Is  such  a 
power  totally  and  absolutely  contradictory  and  repugnant  ?  Is  it  not, 
on  the  contrary,  perfectly  consistent  with  the  other  ?  It  is  as  consis- 
tent as  a  common-law  remedy  is  with  a  statute  remedy — it  is  the  same 
thing.  Both  may  exist  and  act  in  concert,  and  no  conflict  can  occur, 
unless  the  State  undertakes  to  deprive  an  author  of  what  Congress 
has  secured  to  him.  If  that  were  a  reason  for  taking  away  the  State 
power,  it  would  be  a  reason  for  depriving  them  of  all  power ;  for,  so 
long  as  they  have  power  to  legislate,  they  can  pass  laws  to  interrupt 
those  of  Congress.  It  is  impossible  to  imagine  a  case  where  a  power 
of  Congress  could  receive  so  little  interruption  from  the  legislation 
of  the  States,  because  this  is  a  power  primarily  over  private  right, 
and  not  for  national  purposes;  and  it  is  the  only  one  of  the  kind  in 
the  Constitution. 

The  opinions  of  this  court  have  been  uniform,  that  a  concurrent 
power,  in  cases  like  this,  might  exist  and  be  exercised  by  the  States. 
See  Houston  v.  Moore,  5  Wheat.  Rep.,  48  to  50 ;  and  also  Mr.  Jus- 
tice Story's  Commentaries,  421  to  433. 
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It  is  believed  that  if  the  States  have  resigned  to  Congress  their 
power  over  copyrights,  and  have  none  remaining  in  themselves,  yet 
that  they  have  given  the  power  to  Congress  with  a  qualification  and 
limitation,  and  have  confined  it  in  their  hands,  as  they  had  power  to 
do,  simply  to  securing  the  right  of  the  author.  If  they  have  any 
power  besides  this,  it  is  merely  to  abridge  the  period. 

Next.  IIave  Congress  impaired  tho  author's  rights  ?  That  is,  sup- 
posing the  common-law  remedies  to  be  gone,  and  that  the  author  can 
have  no  remedy  unless  he  has  published  the  record  and  deposited  the 
copy  in  the  Secretary  of  State's  office. 

It  is  answered  that  they  have,  most  essentially.  They  have  entirely 
changed,  and  unnecessarily,  the  whole  title  which  an  author  had  at 
common  law,  and  the  evidence  on  which  it  rested.  They  have  taken 
from  him  the  natural  common-law  title,  and  the  evidence  to  rapport 
it,  aud  have  given  him  one  of  a  most  artificial  and  difficult  character. 
And  is  not  a  man's  title  to  property,  his  evidence  of  ownership,  a  part 
of  the  property  itself,  a  part  of  its  value  ?  Is  it  not  this  which  distin- 
guishes real  from  personal  estate,  in  some  measure,  and  gives  it  a 
higher  character  ?  Suppose  a  man  were  to  lose  his  title-deeds,  or  one 
of  them,  what  would  be  the  value  of  his  property? 

What  title  had  a  man  before  the  statute,  and  what  has  he  now  ? 
Before  the  statute,  it  was  sufficient  for  him  to  prove  himself  the  au- 
thor. This  he  could  do  by  proof  in  pais,  in  a  thousand  ways.  The 
proof  of  this  is  easy  and  imperishable,  because  it  is  the  natural  proof. 
The  name  of  the  author  on  the  book,  possession  and  claim  of  title 
alone,  or  first  publication,  would  be,  prinui  facie,  sufficient  evidence. 
And  these  are  inherent  and  inseparable  from  almost  every  ease,  as  a 
part  of  its  natural  incidents. 

But  suppose  he  must,  as  is  contended,  prove  a  compliance  with  the 
requisites  of  the  statutes.  He  is  driven  from  all  his  safe  and  easy 
common-law  proof.  There  can  be  no  such  thing  as  primd  fttic  evi- 
dence ottered.  Must  he  prove  the  publication  for  four  successive 
weeks,  forty-two  years  after  it  was  made  ?  Is  he  to  keep  a  file  of 
newspapers  ?  and  if  he  does,  what  proof  has  he  of  publication  ?  How 
is  he  to  prove  the  delivery  of  the  volume  ?  The  law  provides  for  no 
record.  lie  must  call  a  witness,  and  then  he  cannot  be  safe  for  forty- 
two  years,  unless  he  files  a  bill  to  perpetuate  testimony.  The  evidence 
in  the  case  establishes  the  difficulty  of  sueh  proof.  Can  a  statute, 
which  thus  loads  a  right  with  burdensome  and  needless  regulations, 
and  makes  it  wholly  dependent  on  aecidental  mistake  or  omission, 
where  it  was  free  from  them  both,  be  said  not  to  impair  an  author's 
common-law  right  of  property  ? 
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If,  then,  Congress  have  not  the  power  to  impair  the  author's  prop- 
erty, and  if  the  requisites  as  to  publication  and  delivery  of  the  copy, 
if  made  conditions  precedent,  do  impair  it,  they  are  so  far  unconstitu- 
tional, and  the  appellants  have  a  right  to  claim  the  benefit  of  the  act 
without  performing  them. 

4.  A  citizen  of  one  State  has  the  same  common-law  property  in  his 
copy  in  other  States  as  the  citizens  of  these  States  can  have ;  and  the 
common  property  exists  in  the  State  of  Pennsylvania ;  consequently, 
the  complainants  are  entitled  to  a  copyright  at  common  law  in  that 
State,  and  can  have  a  remedv  in  the  Circuit  Court  of  the  United  States 
for  its  violation,  independently  of  the  provisions  of  the  act  of  Congress, 
the  citizenship  of  the  parties  giving  the  State  jurisdiction. 

The  Constitution  of  the  United  States  provides  that  "the  citizens  of 
each  State  shall  be  entitled  to  all  privileges  and  immunities  of  citizens 
of  the  several  States." 

The  Constitution,  by  this  provision,  designed  to  make,  and  does,  in 
fact,  make  us  one  nation,  living  under  the  same  laws.  It  designed  to 
give  to  all  the  citizens  of  the  United  States  not  merely  the  benefits  and 
privileges  secured  to  them  by  national  laws,  but  the  benefits  of  all  the 
laws  of  all  the  States,  and  the  privileges  conferred  by  them.  Under 
this  provision,  a  citizen  of  New  York  has  all  the  privileges  of  the  laws 
of  Pennsylvania,  whatever  they  may  be. 

It  is  this  provision  which  makes  us  one  nation,  and  this  only.  It  is 
this  alone  which  gives  to  all  the  citizens  of  the  United  States  uniform 
and  equal  civil  rights  throughout  all  the  territories  of  the  nation. 
Other  constitutional  provisions  secure  political  advantages;  but  with- 
out tliis  we  should  be  a  mere  league,  and  not  a  nation.  We  should 
be  several  distinct  nations.  Yattel  says  (p.  159,  book  i,  ch.  10):  "The 
whole  of  a  country  possessed  by  a  nation,  and  subject  to  its  laws, 
forms,  as  we  have  said,  its  territories,  and  it  is  a  common  country  of 
all  the  individuals  of  the  nation." 

In  this  sense  of  a  nation,  this  provision  of  the  Constitution  makes 
us  one,  and  makes  all  the  States  the  common  country  of  all  the  indi- 
viduals of  the  nation. 

Au  author,  then,  who  is  a  citizen  of  one  of  the  States,  is  entitled  to 
have  his  property  in  his  copy  protected  in  every  other  State,  according 
to  the  laws  of  such  State,  without  the  aid  of  any  national  law.  The 
only  question  is,  do  the  laws  of  the  State  give  an  author  a  property  in 
his  copy  ?  For  if  they  do,  who  shall  say  he  is  not  entitled  to  enjoy 
his  property  under  such  laws  as  much  as  any  other  kind  of  property  ? 
Has  not  a  citizen  of  Xew  York  a  right  to  hold  lands  or  any  other  kind 
of  property  under  the  laws  of  Pennsylvania  ?  And  if  that  State  were 
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to  attempt  to  deprive  him  of  the  same  rights  as  hor  own  citizens  en- 
joy, would  it  not  be  a  violation  of  this  clause  of  the  Constitution  ? 
The  truth  is,  a  citizen  of  New  York  is,  so  far  as  all  his  civil  rights  and 
privileges  are  concerned,  a  citizen  of  Pennsylvania.  See  Mr.  Justice 
Story's  Commentaries,  G74,  075. 

An  author's  copyright  at  common  law  exists  in  Pennsylvania. 

The  American  colonies  brought  hither,  as  their  birthright  and  in- 
heritance, the  common  law,  so  far  as  it  was  applicable  to  their  situa- 
tion.   Judge  Chase,  in  United  States  v.  Worrtdl,  1  Dull.  Rep.,  384. 

Chief  Justice  M'Kean,  in  1  Pall.  Rep.,  67,  says  the  common  law 
has  always  been  in  force  in  Pennsylvania.  Statutes  made  before  the 
settlement  of  the  province  have  no  force,  unless  convenient  and  adapt- 
ed to  the  circumstances  of  the  country;  all  made  since  have  no  force, 
unless  the  colonies  are  named.    See  also  page  74. 

There  never  was  a  statute  in  Pennsylvania  relative  to  copyright, 
and  the  statute  of  Anne  wits  passed  after  the  settlement  of  that  State. 
The  common  law  therefore  prevails  there. 

5.  The  publication  of  the  record  in  the  newspapers,  and  the  delivery 
of  the  copy  to  the  Secretary  of  State,  are  not  made  conditions  prece- 
dent at  all  by  the  acts  of  Congress,  or,  if  at  all,  only  as  to  the  right 
to  the  security  provided  by  the  acts.  A  non-observance  of  the  statu- 
tory directions  in  these  particulars  does  not  deprive  the  author  of  the 
ordinary  remedies,  by  an  action  on  the  case  and  bill  in  equity.  Be- 
sides, the  publication  of  the  record  and  delivery  of  the  copy  were  at 
most  intended  only  as  a  means  of  notice  of  the  author's  right ;  and 
actual  notice,  in  this  case  abundantly  shown,  dispenses  with  those 
modes  of  constructive  notice. 

After  stating  the  particular  provisions  of  the  act  of  1790,  the  coun- 
sel proceeded  to  argue  that,  on  the  proper  construction  of  the  act, 
the  publication  of  the  record  or  the  delivery  of  the  copy  is  not  in 
any  way  connected  with  the  right;  and  the  delivery  of  the  copy  has 
nothing  to  do  even  with  the  penalties  and  forfeitures  imposed  by  it. 
The  provisions  of  the  act  are,  in  some  respect,  similar  to  those  of  the 
statute  of  Anne,  and  it  must  have  been  drawn  with  reference  to 
it.  Congress,  by  this  law,  did  not  think  proper  to  impose  all  the 
penalties  which  are  found  in  the  act  of  Anne,  because  they  were 
engaged  in  discharging  their  constitutional  power  of  securing  the  au- 
thor's right. 

The  copy  to  the  Secretary  of  State  is  a  mere  donation  from  the  au- 
thor. Congress  give  him  no  equivalent  for  it.  The  clerk  is  paid  for 
the  record,  and  what  do  government  give  the  author  for  the  copy 
but  security  ?    Have  they  a  right  to  sell  th«  security — to  put  a  price 
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on  the  exercise  of  their  constitutional  powers  ?  "What  right  does  the 
Constitution  give  them  to  require  a  donation  from  the  author  ?  And 
will  it  be  believed  that  they  intended  to  forfeit  his  property  if  he  did 
not  furnish  it  ? 

The  month  which  may  elapse  after  the  right  attaches,  and  before 
publication,  and  the  six  months  before  depositing  the  copy,  show  that 
these  things  are  not  conditions  precedent. 

Natural  rights  are  generally  known  by  their  own  incidents.  Prop- 
erty always  carries  with  it  its  own  indicia  of  ownership,  and  literary 
property  not  less  than  any  other.  The  superaddition  of  record  evi- 
dence, the  highest  known  to  law,  and  all  that  is  required  of  ownership 
of  real  estate,  was  probably  deemed  sufficient  by  Congress;  and  they 
therefore  required  no  other  of  the  right  of  an  author.  It  would  be  a 
fair  presumption  that,  when  they  had  required  enough,  they  would  not 
go  on  to  require  a  superfluity. 

But  the  publication  of  the  record  and  delivery  of  the  copy  have 
been  held,  by  a  very  numerous,  learned,  and  able  court,  on  full  argu- 
ment, (the  court  of  errors,  in  Connecticut,  composed  ot  the  twelve 
judges,)  to  be  only  directory,  and  to  have  nothing  to  do  with  the  au- 
thor's right.    Nicholas  v.  Buggies,  3  Day's  Rep.,  145. 

But  it  is  said  that,  although  the  publication  and  delivery  of  the 
copy  are  not  conditions  precedent  by  the  act  of  1790,  they  are  made 
so  by  the  act  of  1802 ;  and  that  this  has  been  decided  in  the  case  of 
Hirer  v.  Coxe,  4  Wash.,  487,  as  to  the  publication  of  the  record. 

The  counsel  then  proceeded  to  comment  on  the  decision  of  Mr. 
Justice  Washington,  in  the  case  referred  to,  denying  that  the  lan- 
guage said  by  him  to  be  contained  in  the  first  section  of  the  act  of 
1802  was  contained  in  it,  and  asserting  that  the  meaning  of  the  words 
used  in  the  section  had  been  strained  by  the  judge.  He  contended 
that  the  act  of  1802  was  not  intended  to  operate  on  the  provisions  of 
the  preceding  law,  but  only  to  refer  to  them  as  established  by  that 
law.  There  is  no  enacting  language  in  the  latter  law ;  and  without 
, enacting  language,  it  can  be  no  enactment. 

It  is  the  duty  of  this  court,  before  it  allows  property  to  be  sacrificed, 
even  if  the  words  of  an  act  are  clear  and  free  from  doubt  on  their 
face,  to  look  carefully  at  the  intention  of  the  legislature,  to  look  at 
the  spirit  of  the  law  and  its  consequences,  and  at  the  old  law,  the 
mischief  and  the  remedy. 

The  counsel  then  went  into  an  examination  of  both  the  statutes,  for 
the  purpose  of  showing  that,  applying  these  principles,  the  construc- 
tion of  those  acts  should  be  such  as  was  maintained  by  the  appellants. 
In  the  course  of  this  examination,  he  cited  19  Vin.  Abr.,  510,  E.  6 ; 
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Plowd.,  Ill;  2  Institutes,  200;  1  Bl.  Coin.,  87;  University  v.  Beyer, 
16  East,  31G;  Post  master- General  v.  Early,  12  Wheat.,  148. 

The  act  of  1802  does  not  make  the  publication  and  delivery  condi- 
tions precedent,  because  it  is  impossible  they  should  be  so.  The  first 
act  vests  the  right  on  recording  the  title.  It  then  gives  two  months 
to  publish  the  record,  and  six  months  to  deliver  the  copy.  A  condi- 
tion precedent  is  an  act  to  be  done  precedently,  and  it  is  impossible 
to  publish  the  record  until  the  record  is  first  made,  aud  the  right  at- 
taches on  making  the  record. 

The  act  of  1802  declares  that  the  author,  "before  he  shall  be  enti- 
tled to  the  benefit  of  the  act"  of  1790,  shall,  "in  addition  to  the 
requisites,"  &c.  Now,  what  was  the  benefit  of  that  act?  It  is  entitled 
an  act  to  secure  the  author's  right,  and  the  power  of  Congress  is  to 
secure  the  right ;  L  e.,  an  existing  right.  How  does  the  act  secure  the 
right  ?  Only  by  penalties  and  forfeitures.  It  gives  no  action  on  the 
case,  no  bill  in  equity ;  aud  if  it  had  given  them,  it  would  have  been 
as  to  them  wholly  inoperative,  for  no  court  had  jurisdiction  of  them. 
What,  then,  was  meant  by — what,  in  fact,  was — the  "benefit  of  that 
act"?  Certainly  the  penalties  and  forfeitures; — nothing  else.  We 
claim  the  benefit  of  the  act  of  1819,  which  expressly  gives  a  bill  in 
equity,  and  the  Circuit  Court  jurisdiction. 

It  is  in  vain  to  say  that  the  acts  in  question  are  conditions  prece- 
dent to  the  right.  The  right  itself  is  recognized  by  the  Constitution 
and  law  as  an  existing  right ;  and  the  right  is  not  given  by  the  act, 
but  is  only  secured  by  it.  The  security,  as  we  have  shown,  is  the 
penalties  and  forfeitures,  which  we  do  not  now  claim.  The  action  on 
the  case  is  a  remedy  founded  on  the  right,  and  not  on  the  statute, 
which  gives  none.  And  this  bill  is  founded  on  the  right,-  and  on  the 
act  of  1819.  We,  therefore,  get  neither  the  right  nor  remedy  from 
the  act  of  1790 ;  and  what  benefit  do  we  claim  from  it  ? 

In  support  of  the  construction  thus  contended  for,  were  cited,  Rules 
of  Construction  found  in  6  Bac.  Abr.,  379,  Statute  1,  pi.  1;  383,  pL 
4,  5;  387,  pi.,  G;  391,  pi.  10;  19  Vin.  Abr.,  519,  Statute  E.  G,  pi. 
86;  520,  pi.  9G ;  525,  pi.,  129;  524,  pi.  119;  528,  pi.  156;  5  Vin. 
Abr.,  Condition,  2  a.  pi.  2,  3,  4,  5;  528,  pi.  154,  158. 

It  is  agreed  that  the  object  of  the  requisites  in  the  act  is  to  give 
notice,  and  statutes,  however  strong  their  language  or  positive  their 
enactments,  which  require  things  to  be  done  for  notice,  are  held  not 
to  apply,  and  that  their  provisions  need  not  be  complied  with  where 
.actual  notice  is  proved.  Such  are  the  registry  acts  and  other  similar 
.acts,  which  declare  that  instruments  shall  be  absolutely  void  if  not 
recorded.  Le  Ncoe  v.  Le  Neve",  2  Atk.  Rep.,  650 ;  Jackson  ex  dem.  v. 
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Burgett,  10  Johns.  Rep.,  400 ;  Jaclcson  ex  dcm.  v.  West,  10  Johns.  Rep., 
46G. 

It  is  fully  shown  by  the  evidence  that  the  defendant  had  notice, 
and  a  part  of  that  evidence  shows  that  the  claim  of  the  appellant,  Mr. 
"Wheaton,  was  admitted. 

The  rule  is,  that  the  provisions  of  the  registry  acts  do  not  apply 
except  in  cases  of  bona  file  purchasers.  What  is  bona  fide  purchaser? 
A  purchaser  without  notice — no  matter  what  his  property,  or  his  at- 
tempt to  get  it,  has  cost  him.    Is  Mr.  Peters  a  bona  fide  purchaser  ? 

It  is  objected  that  the  record  of  some  volumes  is  taken  out  as  author 
and  proprietor.  In  answer,  we  say  it  is  the  clerk's  duty  to  make  out 
the  record ;  and  we  cannot  be  held  to  forfeit  our  property  because  he 
has  not  done  it  correctly. 

But  the  record  is  right.  As  author,  aud  not  having  parted  with  the 
right,  Mr.  Wheaton  was  also  proprietor.  The  act  is  adapted  to  a  pro- 
prietor as  well  as  author,  and  to  enable  a  proprietor  who  is  not  the 
author  to  secure  a  copyright.  In  our  case,  Mr.  Wheaton  is  described 
as  author,  and  the  superaddition  of  proprietor  is  mere  surplusage. 

6.  The  directions  of  the  acts  of  Congress  as  to  the  publication  of 
the  record  and  delivery  of  the  copy  to  the  Secretary  of  State,  and  the 
renewal  of  the  right  of  the  first  volume,  have  been  complied  with ;  and 
the  complainants  have  offered  all  the  proof  they  are  bound  to  offer  of 
those  facts. 

In  support  of  these  positions,  the  counsel  referred  to  the  evidence 
in  the  record. 

As  to  the  delivery  of  copies  to  the  Secretary  of  State,  he  stated  that 
the  law  is  silent  as  to  any  proof.  It  directs  no  memorandum  of  the 
deposit  to  be  made.  The  presumption,  therefore,  is,  that  none  is 
made;  and,  in  fact,  they  did  not  begin  to  make  any  until  about  the 
close  of  these  volumes. 

It  appears  that  certificates  were  given,  sometimes,  latterly.  But  the 
law  does  not  direct  them,  does  not  know  them ;  and  why  should  one 
take  them  ?  Would  they  be  evidence  of  anything  if  he  had  them  ? 
And  Mr.  Brent  proves  the  greatest  irregularity  as  regards  certificates 
and  memoranda.    Mr.  Carey  proves  the  same  thing. 

But  the  law  does  say  that  the  Secretary  of  State  shall  preserve  the 
copies  in  his  office.  This,  then,  is  the  evidence  required  by  law,  that 
the  volumes  have  always  been  in  his  office,  since  within  six  months 
of  their  publication.  And  this  is  proved  by  Mr.  Brent's  deposition. 
The  volumes  are  and  have  been  there.  It  is  for  them  to  show  that 
they  were  not  placed  there  by  us  under  the  law. 

How  can  we  prove,  by  parol,  facts  which  occurred  from  sixteen  to 
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seventeen  years  before  the  proof  taken  in  this  cause  ?  The  proof  must 
be  parol,  and  such  proof  the  law  presumes  to  be  out  of  men's  power 
after  the  lapse  of  six  years.  Without  the  copies  having  actually  been 
found  there,  the  law  would  presume  that  an  act  en  joined  by  law  to  be 
performed,  was  performed  after  such  a  lapse  of  time.  It  would  pre- 
sume it  in  favor  of  right  and  natural  justice  against  a  wrong-doer. 
See  a  case  of  presumption  even  of  the  enrolment  of  articles  of  appren- 
ticeship against  positive  evidence  to  the  contrary.  The  King  v.  The 
Infoibitants  of  Long  Buckley,  7  East,  45. 

But  we  have  proved  positively,  by  the  evidence  of  Mr.  Brent,  that 
eighty  copies  of  every  volume  were  delivered,  under  the  reporter's 
salary  act,  within  the  six  months  after  publication.  The  four  acts  of 
Congress  allowing  the  reporter  his  salary,  also  provide  that  he  shall 
within  six  months  deliver  eighty  copies  to  the  Secretary  of  State,  one 
of  which  he  is  to  keep  and  transmit  to  his  successor  in  office,  of  course 
to  be  preserved  in  the  office. 

The  facf  is,  that  eighty-one  copies  were  sent,  but  the  law  giving  the 
salary  not  requiring  more  than  eighty,  the  papers  in  the  department 
under  these  acts  speak  of  but  eighty ;  and  all  being  sent  to  the  de- 
partment together,  is  the  reason  why  there  was  no  minute,  or  mem- 
orandum, or  certificate,  as  in  some  cases  under  the  copyright  law. 

And  is  not  this  within  the  letter  of  the  copyright  law,  the  deliv- 
ery of  the  eighty  copies  alone  ?  And  if  we  have  complied  with  the 
letter  of  the  law,  ought  it  not  to  save  us  from  a  forfeiture  of  our  prop- 
erty ?  Is  it  not  within  the  spirit  of  the  law  ?  The  judge  in  the  court 
below  insists  it  is  for  notice ;  the  counsel  iusist  it  is  for  notice.  And 
is  it  not  as  good  notice  if  it  is  there  under  one  law  as  under  the  other  ? 
But  the  judge  who  decided  the  case  below  says  that  it  is  not  required, 
under  the  salary  law,  to  be  kept  in  the  office.  It  is  submitted  that  it 
is  as  much  required  to  be  kept  there  under  one  law  as  another.  At 
all  events,  the  condition,  if  it  be  a  condition  precedent,  is  substantially 
performed  by  it ;  and  this,  as  has  been  shown,  is  sufficient. 

The  copyright  for  the  first  volume  of  Wheaton's  Reports  was  re- 
newed in  New  York,  the  place  of  residence  of  the  author.  This  was 
done  before  the  publication  of  any  volume  of  the  Condensed  "Reports, 
containing  any  of  the  matter  in  Wheaton's  Reports.  Mr.  Wheaton  had 
not  parted  with  his  property  in  them,  and  by  the  third  section  of  the 
act  of  1 790  it  is  required  that  the  title  shall  be  deposited  and  the  rec- 
ord made  in  "  the  clerk's  office  of  the  District  Court  where  the  author 
shall  reside." 

Law  reports,  like  other  books,  are  objects  of  literary  property;  and 
Mr.  Wheaton  was  the  author  of  the  reports  in  question  in  this  case,  and 
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entitled  to  the  copyright  in  them.  The  other  complainant,  Mr.  Don- 
aldson, has  a  limited  property  in  the  copy,  by  assignment  from  Mr. 
Wheaton. 

It  was  never  doubted  in  England  that  law  reports  were  the  subject 
of  copyright.  The  only  question  was,  whether  the  prerogative  of  the 
crown  did  not  monopolize  all  law-books,  so  as  to  exclude  an  author's 
right.  Cited,  in  support  of  this  point,  Roper  v.  Strealer,  Skin.  Rep., 
234 ;  4  Burr.,  2316,  2403;  Tonson  v.  Walker,  3  Swanston,  673;  3  Ves., 
709;  2  Bro.  Pari.  Cases,  100. 

The  prerogative  right,  however,  is  now  abandoned,  and  has  long 
been,  in  England.  Maugham,  101,  says  "it  is  now  treated  as  perfectly 
ridiculous."  Godson  says  the  same  thing.  Patents,  322,  823.  See 
4  Burrows,  2415,  2416,  as  to  the  reason  of  the  prerogative.  It  there 
appears  the  king  introduced  printing  into  England. 

It  is  not  necessary,  however,  to  produce  cases  to  prove  a  right  so  ob- 
vious, until  cases  are  produced  or  principles  established  which  show 
that  it  does  not  exist.  There  are  neeessarilv  but  few  cases,  because 
the  right  has  not  been  questioned.  One  fact  is  enough,  without  cases. 
We  know  the  great  price  of  law  reports  in  England,  and  we  know,  of 
course,  that  but  one  person  does  publish,  viz.,  the  proprietor ;  thai  there 
are  never  contemporaneous  editions  of  the  same  reports;  that  a  single 
whole  edition  is  exhausted  before  another  is  published,  and  sometimes 
lasts  half  a  century.  Why  is  this  ?  Who  prevents  enterprise  and  cu- 
pidity from  participating  in  this  field  ?  What  can  it  be  except  the 
copyright  ? 

As  to  the  objection  that  the  matter  of  which  the  report  is  composed 
is  not  original,  we  answer  this  is  wholly  unnecessary  in  copyright. 
There  is  no  analogy  in  that  respect  between  copyrights  and  patents. 
A  man  who  makes  an  encyclopedia  may  have  a  copyright,  although 
he  does  not  write  a  word  of  it.  And  in  Carey  v.  Kearsley,  4  Esp.  Kep., 
168,  where  it  was  attempted  to  show  that  the  survey  in  which  the  copy- 
right was  claimed  was  made  at  the  expense  of  the  post-office,  and  that 
the  copyright  belonged  to  the  post-office,  Lord  Ellenborough  said:  "I 
do  not  know  that  that  will  protect  the  defendant.  At  law,  the  first 
publisher,  even  though  he  has  abused  his  trust  by  procuring  the  copy, 
has  a  right  to  it,  and  to  an  action  against  the  person  who  publishes  it 
without  authority  from  him." 

The  salary  of  the  reporter  was  never  designed  to  be  a  compensa- 
tion in  full,  and  to  deprive  him  of  his  copyright.  Had  such  an  effect 
been  intended,  or  thought  of,  it  would  have  been  expressed.  It  stipu- 
lates an  equivalent  for  the  sum  allowed  him,  or  a  greater  part  of  it, 
viz.,  eighty  copies.    When  Congress,  by  the  last  reporter's  act,  re- 
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duced  the  price  of  the  volume  to  ti ve  dollars,  the  copyright  was  con- 
sidered. 

Mr.  Wheaton  puhlished  his  first  volume  without  a  salary.  Tie  had 
been  appointed  reporter  by  the  court,  and  was  looking  to  the  profits 
of  the  copy  as  his  only  compensation.  But  it  was  found  unequal  to 
the  labor  and  time,  and,  in  truth,  no  compensation.  In  this  state  of 
things,  to  enable  him  to  go  on,  Congress  give  him  one  thousand  dol- 
lars, (for  which  he  gives  them  back  eighty  copies,)  and  say  nothing  of 
its  being  an  equivalent  for  his  copyright.  The  copyright  was  estab- 
lished in  England,  and  in  this  country,  before  the  law  was  passed. 
And  is  established  property  to  be  taken  away  by  implication  ?  Does 
any  one  believe  that  Mr.  Wheaton  would  have  spent  half  a  year  or 
more  in  making  and  publishing  these  reports,  if  he  had  supposed  he 
had  not  the  copyright  ?  After  deducting  the  eighty  copies,  the  thou- 
sand dollars  would  not  leave  enough  to  pay  the  expenses  of  a  gentle- 
man in  Washington  during  the  term,  and  going  and  coming.  Be- 
sides, he  took  steps  to  secure  his  copyright  every  year.  It  was  con- 
sidered a  copyright  book.  Congress  saw  this  and  knew  it  Their 
laws  with  him  were  contraets,  made  under  a  lull  knowledge  of  exist- 
ing facts.  And  shall  it  be  said,  when  they  made  no  exception  of  the 
copyright,  and  knew  that  he  relied  on  it,  that  they  intended  \o  deprive 
him  of  it  ?  It  would  have  been  a  fraud  unworthy  of  Congress,  as  it 
would  have  been  disgraceful  to  an  individual.  Other  reporters  in  this 
country,  in  the  State  courts,  who  had  salaries,  had  always  secured  their 
copyright;  (even  Mr.  Feters  has  secured  his;)  and  the  right  to  do  so 
was  never  doubted. 

Mr.  Wheaton  published  the  first  volume  without  salary ;  conse- 
quently this  objection  cannot  apply  to  that. 

As  to  the  cases  and  abstracts,  they  are  clearly  Mr.  Wheaton's  own 
composition.  He  acquired  the  right  to  the  opinions  by  judges'  gift. 
They  invited  him  to  attend,  at  his  own  expense,  and  report  the  cases; 
and  there  was,  at  least,  a  tacit  engagement  on  their  part  to  furnish 
him  with  such  notes  or  written  opinions  as  they  might  draw  up.  This 
needs  no  proof;  it  is  the  course  of  things,  and  is  always  done.  The 
mere  appointment  proves  all  this.  Was  this  engagement,  this  under- 
standing, ever  altered  ?  Do  not  the  judges  of  this  court  know  that 
Mr.  Wheaton  believed  he  was  acquiring  a  property  in  his  reports  ? 
Did  they  not  suppose  he  would  be  entitled  to  it,  if  he  took  the  neces- 
sary steps  to  secure  it  ? 

Were  not  the  opinions  of  the  judges  their  own  to  give  away  ?  Are 
opinions  matter  of  record,  as  is  pretended  ?  Was  such  a  tiling  ever 
heard  of?    They  cannot  be  matters  of  record,  in  the  usual  sense  of 


Digitized  by 


Jan.  1834.] 


Wheaton  v.  Peters 


221 


Argument  for  the  appellant*. 

the  term.  Record  is  a  word  of  determinate  signification ;  and  there 
is  no  law  or  custom  to  put  opinions  upon  record,  in  the  proper  sense 
of  that  term.  Nor  were  they  ever  put  on  record  in  this  case.  They 
were  given  to  Mr.  Wheaton,  in  the  first  instance.*  Blackstone,  1 
Com.,'71,  72,  shows  that  the  reasons  of  the  court  are  not  matter  of 
record. 

The  copy  in  the  opinions,  as  they  were  new,  original,  and  unpub- 
lished, must  have  belonged  to  some  one.  If  to  the  judges,  they  gave 
it  to  Mr.  Wheaton.  That  it  did  belong  to  them  is  evident,  because 
they  are  bound  by  no  law  or  custom  to  write  out  such  elaborate  opin- 
ions. They  would  have  discharged  their  duty  by  delivering  oral 
opinions.  What  right,  then,  can  the  public  claim  to  the  mauuscript  ? 
The  reporter's  duty  is  to  write  or  take  down  the  opinions.  If  the 
court  choose  to  aid  him  by  giving  him  theirs,  can  any  one  complain  ? 

But  we  allege  and  prove  that  Mr.  Wheaton  was  the  author  of  the 
reports, — that  he  published  them.  This  is  enough  to  entitle  him  to  a 
copyright,  until  they  prove  that  he  is  not.  The  burden  of  proof  is 
on  them.    See  Care//  v.  Kcarshy,  4'Esp.  Rep.,  168,  already  cited. 

It  is  cou tended  that  it  is  against  public  policy  to  allow  reports  to 
be  copyrighted ;  and  extravagant  suppositions  are  made — as,  that  an 
author  might  destroy  them,  or  never  publish  them,  or  put  an  unrea- 
sonable price  on  them. 

Is  one  to  be  divested  of  property,  is  a  common  rule  of  law  to  be 
overthrown,  because  the  imagination  of  man  can  devise  a  danger 
which  may  arise,  however  improbable  ?  And,  besides,  in  this  case 
the  reporter  would  lose  his  salary,  and  in  all  cases  he  must  lose  his 
place,  if  he  were  guilty  of  any  of  such  absurdities. 

As  to  enhancing  the  price,  which  is  one  of  the  evils  apprehended, 
if  the  author  were  to  do  it  unreasonably  he  would  lose  his  place;  and 
he  must  always  do  it  to  his  own  injury,  for  he  would  lose  his  sales 
and  profit.  In  England,  the  statute  of  54  Geo.  Ill,  amending  the 
statute  of  Anne,  omits  the  provision  in  the  statute  of  Anne  intended 
to  prevent  too  high  a  price.  This  shows  that  experience  had  proved 
that  no  such  evil  was  to  be  apprehended.  Iu  Germany,  where  a  free, 
perpetual  copyright  exists,  books  are  cheaper  than  anywhere  else  in 
the  world.    Maugham,  14,  15. 

Congress  had  power  to  apply  the  remedy,  and  they  did  apply  it, 
when  they  thought  proper,  by  fixing  the  price. 

It  is  attempted  to  put  judicial  decisions  on  the  same  ground  as  stat- 
utes. It  is  the  duty  of  legislators  to  promulgate  their  laws.  It  would 
be  absurd  for  a  legislature  to  claim  the  copyright;  and  no  one  else  can 
do  it,  for  they  are  the  authors,  and  cause  them  to  be  published  with- 
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out  copyright  Statutes  never  were  copyrighted reports  always 
have  been. 

It  is  said  that  one  employed  by  Congress  to  revise  and  publish  the 
statutes  might  as  well  claim  a  copyright  as  a  reporter.  The  differ- 
ence is,  one  is  employed  to  act  as  a  mere  agent  or  servant,  or  clerk 
of  the  legislature,  to  prepare  the  laws  to  be  properly  promulgated. 
He  is  engaged  to  do  what  it  is  well  understood  never  is  copyrighted, 
and  does  not  admit  of  copyright  There  is  a  distinct  understanding— 
a  contract — that  he  i*  to  do  the  work  for  his  compensation,  and  not  to 
claim  a  copyright.  But  a  reporter  is  not  an  agent  employed  by  Con- 
gress. He  is,  and  is  understood  to  be,  engaged  for  himself,  as  princi- 
pal ;  and  Congress  buy  eighty  copies,  and  add  a  salary  to  his  profit 
from  his  copy.  He  was  doing  before  the  act  what  it  was  understood 
he  could  copyright,  and  what  he  did  copyright ;  and  the  act  does  not 
intimate  that  there  was  to  be  any  change ;  and  he  went  on  copyright- 
ing, and  they  renewed  his  salary  without  any  objection  or  stipulation. 

It  is  the  bounden  duty  of  government  to  promulgate  its  statutes  in 
print,  and  they  always  do  it.  It  is  not  considered  a  duty  of  govern- 
ment to  report  the  decisions  of  courts,  and  they  therefore  do  not  do  it. 
The  oral  pronunciation  of  the  judgments  of  courts  is  considered  suffi- 
cient Congress  never  employed  a  reporter,  and  they  never  gave  any 
one  any  compensation,  before  Mr.  Wheaton.  Mr.  Cranch  reported 
without  compensation,  and  relied  upon  his  copyright;  and  Mr.  Whea- 
ton  continued,  with  a  full  understanding  that  he  was  to  report  in  the 
same  way. 

Arc  the  court  prepared  to  deprive  all  the  authors  of  reports  in  this 
country  of  their  copyrights  ?— of  property  which  they  have  labored  to 
acquire,  with  the  full  belief,  of  all  others  as  well  as  of  themselves,  that 
they  were  to  be  legally  entitled  to  it  ? 

8.  Tho  publication  of  the  defendants  is  a  violation  of  the  complain- 
ants' rights. 

The  quo  animo  of  the  publication  is  important.  An  abridgment 
was  not  contemplated,  and  the  work  was  intended  to  be  supplied  at 
less  cost.  This  is  stated  in  the  proposals  annexed  to  the  bill.  The 
answer  admits  the  decisions  contained  in  the  third  Condensed  Reports 
to  have  been  previously  published  in  Wheaton's  Reports,  and  that  it 
is  intended  to  continue  the  publication  of  the  same.  It  is  denied  in 
these  papers  that  Mr.  Wheaton  could  have  a  copyright ;  and  if  he 
could,  that  he  has  taken  the  necessary  steps  to  secure  it. 

The  actual  violation  of  the  complain  ants'  rights  consists  in  having, 
first,  printed  tho  abstracts  made  by  Mr.  Wheaton ;  secondly,  in  taking 
the  statements  of  the  cases  made  by  Mr.  Wheaton,  verbatim,  from 
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Wheaton's  Reports ;  thirdly,  in  having  taken  points  and  authorities, 
and  in  some  instances  the  arguments,  and  in  all  cases  oral  opinions, 
from  Wheaton's  Reports,  and  for  which,  of  course,  no  materials  could 
be  found  elsewhere;  fourthly,  in  having  printed  the  whole  of  the 
opinions,  which  it  is  not  pretended  were  found  elsewhere.  No  re- 
sort was  had  to  the  records  for  the  statements  of  the  cases. 

The  Condensed  Reports  are  not  a  fair  abridgment.  Cited  Butter- 
worth  v.  Robinson,  5  Vesey,  709 ;  1  American  Jurist,  157 ;  Maugham, 
129-136. 

The  appellees  submitted  the  following  points  for  the  consideration 
of  the  court : 

1.  That  the  book  styled  "Wheaton's  Reports"  is  not  lawfully  the 
subject  of  exclusive  literary  property. 

2.  If  the  book  of  reports  of  the  complainants  be  susceptible  of  ex- 
clusive ownership,  such  ownership  can  be  secured  only  by  pursuing 
the  provisions  of  certain  acts  of  Congress. 

3.  The  provisions  of  the  acts  of  Congress  have  not  been  observed 
and  complied  with  by  the  complainants,  or  others  in  their  behalf. 

4.  Reports  of  the  decisions  of  the  Supreme  Court,  published  by  a 
reporter  appointed  under  the  authority  of  the  acts  of  Congress,  are 
not  within  the  provisions  of  the  laws  for  the  protection  of  copyrights.* 

5.  The  entries  of  the  copyrights  by  the  appellant  claim  more  than 
Mr.  Wheatou  was,  in  fact  or  in  law,  entitled  to,  as  "author,"  "pro- 
prietor," "  author  and  proprietor,"  and  were  for  this  cause  void. 

6.  The  work  styled  Condensed  Reports  is  not  an  illegal  interference 
with  the  right,  whatever  it  may  be,  in  Wheaton's  Reports. 

Mr.  J.  i?.  IngersoUJor  the  defendants. 

The  defendants  submit  the  following  argument,  in  answer  to  the 
complaint  exhibited  by  the  bill  and  testimony  of  the  appellants. 

They  propose  to  show:  1.  That  the  book  styled  "Wheaton's  Re- 
ports" is  not  lawfully  the  subject  of  exclusive  literary  property.  2. 
If  the  book  of  reports  of  the  complainants  be  susceptible  of  exclusive 
ownership,  such  ownership  can  be  secured  only  by  pursuing  the  pro- 
visions of  certain  acts  of  Congress.  3.  The  provisions  of  the  acts  of 


*  As  the  court  gave  no  opinion  upon  this  point,  mid,  as  the  reporter  has  been 
informed,  did  not  consider  it  when  the  case  was  disposed  of,  a  great  portion  of  tho 
arguments  upon  it,  by  the  counsel  for  the  appellees,  has  been  omitted  in  this  re- 
port. Should  the  case  be  brought  again  before  the  court,  as  it  will  be  in  the  event 
of  the  issue  directed  by  the  court  being  found  for  the  appellants,  this  point  will  be 
urged  to  a  decision. 
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Congress  have  not  been  observed  and  complied  with  by  the  com- 
plainants, or  others  in  their  behalf. 

1.  The  character  of  the  work  in  which  the  right  to  literary  prop- 
erty is  asserted  by  the  complainants,  is  sufficiently  described  in  their 
own  bill.  It  consists,  they  say,  of  twelve  books  of  reports  of  the  de- 
cisions of  the  Supreme  Court  of  the  United  States.  It  was  prepared 
in  the  due  exercise  of  the  appointment  of  Mr.  Wheaton  as  reporter, 
which  he  derived  from  the  court.  The  writings  or  memoranda  of  the 
decisions  were  furnished  by  the  judges  to  Mr.  Wheaton,  who  alone 
preserved  the  notes  and  opinions  thus  furnished  to  him,  together  with 
other  materials  compiled  by  himself;  and,  having  retained  all  these 
materials  in  his  possession  exclusively,  he  finally  destroyed  them.  The 
work,  agreeably  to  the  description  of  it  in  the  bill,  is  composed  of 
"  cases,  arguments,  and  decisions."  However  rich  it  may  be  in  other 
materials,  they  are  not  made  the  subject  of  claim ;  nor  is  any  inter- 
ference with  them  alleged,  or  made  in  any  degree  the  subject  of  com- 
plaint. The  claim  and  complaint  are  confined  to  the  rc/wrts  properly 
so  called.  If  the  profession  and  the  country  are  indebted  to  the  in- 
dividual exertions  of  the  reporter  for  valuable  notes,  which  may  have 
been  usefully  inserted  to  increjise  his  emoluments  or  enlarge  his  liter- 
ary reputation,  they  are  not  at  all  connected  with  the  work  as  described 
and  exclusively  claimed  in  the  proceedings  before  the  court. 

Reports  are  the  means  by  which  judicial  determinations  are  dissem- 
inated, or  rather  they  constitute  the  very  dissemination  itself.  This  is 
implied  by  their  name ;  and  it  would  necessarily  be  their  nature  and 
essence,  by  whatever  name  they  might  be  called.  The  matter  which 
they  disseminate  is,  without  a  figure,  the  htw  of  the  lamJ ; — not,  indeed, 
the  actual  productions  of  the  legislature.  Those  are  the  rules  which 
govern  the  action  of  the  citizen.  But  thev  are  constantly  in  want  of 
interpretation,  and  that  is  afibrded  by  the  judge.  He  is  the  "lex  to- 
quens"  His  explanations  of  what  is  written  are  often  more  important 
than  the  mere  naked  written  law  itself.  His  expressions  of  the  cus- 
tomary late,  of  that  which  finds  no  place  upon  the  statute  book,  and  is 
correctly  known  only  through  the  medium  of  reports,  are  indispen- 
sable to  the  proper  regulation  of  conduct  in  many  of  the  most  import- 
ant transactions  of  civilized  life.  Accordingly,  in  all  countries  that 
are  subject  to  the  sovereignty  of  the  laws,  it  is  held  that  their  pro- 
mulgation is  as  essential  as  their  existence.  Both  descriptions  of  laws 
are  within  the  principle.  The  source  from  which  they  spring  makes 
no  dilference.  Whether  legislative  acts,  or  judicial  constructions  or 
decrees,  knowledge  of  them  is  essential  to  the  safety  of  all.  A  preg- 
nant source  of  jurisdiction  to  the  enlightened  tribunal  to  which  this 
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case  is  now  submitted,  is  altogether  foreign  to  the  enactments  of  the 
legislature.  The  extended  principles  of  national  law,  and  the  rules 
whieh  govern  the  maritime  intercourse  of  individuals,  are  fairly  and 
authoritatively  known  only  as  they  are  promulgated  from  this  bench. 
It  is,  therefore,  the  true  policy,  influenced  by  the  essential  spirit  of 
the  government,  that  laws  of  every  description  should  be  universally 
diffused.  To  fetter  or  restrain  their  dissemination  must  be  to  counter- 
act this  policy.  To  limit,  or  even  to  regulate  it,  would,  in  fact,  pro- 
duce the  same  effect.  Nothing  can  be  done,  consistently  with  our 
free  institutions,  except  to  encourage  and  promote  it.  Everything 
which  the  legislature  or  the  court  has  done  upon  the  subject  is  purely 
of  that  character  and  tendency. 

The  defendants  contend,  that  to  make  "reports"  the  subjeet  of  ex- 
clusive ownership,  would  be  directly  to  interfere  with  these  funda- 
mental principles  and  usages.  They  believe  that  no  man  can  be  the 
exclusive  proprietor  of  the  decisions  of  courts  or  the  enactments  of 
the  legislature,  and  that  nothing  in  the  light  of  property  in  either  can 
be  infringed. 

The  two  things  being  analogous,  let  the  illustration  of  the  one  in 
controversy  be  derived  from  the  one  that  is  not.  That  a  particular 
act  of  Compress,  or  anv  number  of  acts  of  Congress;  could  be  made 
any  man's  exclusive  property,  has,  perhaps,  never  been  supposed.  Yet 
the  same  labor  is  devoted  to  the  construction  of  them — the  same  de- 
gree of  talents  is  required  for  the  due  and  proper  composition  of  them. 
A  particular  individual  receives  them  for  publication,  and  tjie  manu- 
scripts may  be  said  to  belong  to  him,  for  "having  retained  such  ma- 
terials in  his  possession  exclusively,"  its  long  as  he  had  occasion  for 
them,  in  every  case  it  may  probably  be  said  "he  finally  destroyed  the 
same."  This  person  is  specially  employed  to  publish  the  acts  of  Con- 
gress. He  does  so  under  an  tip^ntmcnt  which  has  been  deemed,  by 
some  learned  judges,  incompatible  with  the  tenure  of  an  office  under 
one  of  the  States.  Where,  then,  does  the  parallel  end  ?  An  indi- 
vidual may  voluntarily  publish  an  edition  of  the  laws ;  but  he  does 
not,  by  such  publication,  make  the  laws  his  own.  It  is  not  necessary 
to  determine  whether  he  has  or  has  not  exclusive  property  in  the  pe- 
culiar combination,  or  in  the  additional  matter  which  his  edition  may 
contain.  He  certainly  does  not,  by  either  combination  or  addition, 
appropriate  to  himself  that  which  is  neither  the  one  nor  the  other ; 
and  his  combination  being  untouched,  and  his  additions  discarded,  a 
stranger  may  surely  use  as  he  pleases  that  which  at  first  was  public 
property,  and  is  public  property  still.    Those  acts  themselves  are  no 
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more  the  property  of  the  editors  than  the  hall  in  which  they  were 
enacted  is  the  property  of  the  members  who  passed  the  laws. 

If  either  statutes  or  decisions  could  be  made  private  property,  it 
would  be  in  the  power  of  an  individual  to  shut  out  the  light  by  which 
we  guide  our  actions.  If  there  be  any  effect  derived  from  the  asser- 
tion that  the  judges  furnished  their  decisions  to  the  reporter,  the  gift 
would  be  both  irrevocable  and  uncontrollable,  even  by  the  judges 
themselves.  The  desires  of  the  court  to  benefit  the  public,  and  the 
wishes  and  necessities  of  the  public  to  receive  the  benefit,  might  alike 
be  frustrated  by  a  perverse  or  parsimonious  spirit.  A  particular  case, 
or  a  whole  series  of  cases,  might  be  suppressed  by  a  reporter  endowed 
with  different  feelings  from  those  of  the  highly-respectable  complain- 
ant in  this  cause.  It  might  become  the  interest  of  such  a  person  to 
consign  the  whole  edition  to  the  flames,  or  to  put  it  at  inaccessible 
prices,  or  to  suffer  it  to  go  out  of  print  before  the  country  or  the  pro- 
fession is  half  supplied.  These  are  evils  incident  to  every  publication 
which  can  be  secured  by  copyright.  Mere  individual  works,  whether 
literary  or  religious,  the  authors  can  undoubtedly  thus  control.  Dur- 
ing the  "  limited  time  "  for  which  they  are  constitutionally  secured  in 
an  exclusive  enjoyment  of  them,  there  is  no  remedy.  Their  right  is 
perfect  during  that  period.  A  similar  right  must  exist,  if  at  all,  in 
the  publisher  of  reports.  Can  such  a  power  be  asserted,  with  all  its 
consequences,  over  the  decisions  of  the  highest  judicial  tribunal  of  the 
land? 

We  are  not  to  be  told  that  the  interest  of  the  proprietor  would 
secure  the  country  against  so  great  an  evil.  The  law  endeavors  to 
prevent  the  occurrence  of  any  possible  wrong,  although  it  may  not 
anticipate  the  precise  mode  of  accomplishing  it.  But  there  are  con- 
tingencies readily  conceivable  when  the  interest  of  a  venal  reporter 
might  be  promoted  by  the  course  suggested.  A  party  might  feel  it 
to  his  own  advantage,  and,  therefore,  make  it  to  the  advantage  of  the 
reporter,  to  suppress  a  part,  or  the  whole  of  the  edition  of  his  work. 
The  law  cannot,  and  ought  not  to,  be  made  the  prisoner  or  the  slave 
of  any  individual. 

It  is  proper  here  to  draw  a  distinction  between  reports,  the  imme- 
diate emanations  from  the  sources  of  judicial  authority,  and  mere  in- 
dividual disscrtatio?isy  or  treatises,  or  even  compilations.  These  may  be 
of  great  utility,  but  they  are  not  the  law.  Exclude  or  destroy  them, 
and  the  law  and  the  knowledge  of  it  still  exists.  The  same  fountains 
from  which  the  authors  of  them  drew  are  accessible  to  others.  These 
private  works  may  be  regarded  as  so  many  by-paths  to  the  temple  of 
justice,  smoothed  and  straightened  by  individual  labor,  and  laid  out 
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for  greater  convenience  over  private  ground.  The  owner  may  close 
them  at  his  pleasure,  and  no  one  can  complain.  But  the  entrance  to 
the  great  temple  itself,  and  the  highway  that  leads  to  it,  cannot  be 
shut  without  tyranny  and  oppression.  It  ia  not  in  the  power  of  any 
department  of  the  government  to  obstruct  it. 

The  reports  in  England  used  to  be  printed  with  the  express  permis- 
sion or  allowance  of  the  twelve  judges  prefixed.  Probably  it  would 
have  been  held  a  contempt  of  court  to  print  them  without.  We  are 
told  that  four  reporters  were  formerly  appointed  by  the  king  "  to 
commit  to  writing,  and  truly  to  deliver,  as  well  the  words  spoken  as 
the  judgments  and  reasons  thereupon  given,"  in  the  courts  of  West- 
minster. 2  Croke's  Reports,  preface.  When  Sergeant  Henden  vouch- 
ed for  authority  Dalison's  printed  reports,  Sir  Henry  Robert  "  demand- 
ed of  him  by  what  warrant  those  reports  of  Dalison's  came  in  print." 
3  Croke's  Reports,  preface. 

Sir  James  Burrow  rebelled  against  the  habit  of  receiving  a  special 
allowance  or  recommendation  from  the  judges,  preparatory  to  pulv 
lication,  and  actually  published  without  any  allocatur.  His  preface, 
(page  8,)  which  explains  all  this,  also  has  a  reference  to  the  projxrty  of 
the  reporter.  But  that  has,  evidently,  no  allusion  to  copyright  prop- 
erty, for  it  refers  to  a  proceeding  previous  to  the  publication  by  the 
reporter,  viz.,  a  surreptitious  publication  by  some  other  person,  "and 
after  the  surreptitious  edition  has  been  stopped  by  an  injunction,  the 
book  has  been  published,  with  consent  of  the  reporter,  without  leave 
or  license,  and  no  notice  taken  or  complaint  made  of  it." 

Reporting,  however,  in  England,  as  it  respects  the  common-law 
courts,  at  least,  is  a  very  different  thing  from  reporting  in  this  coun- 
*  try.  There  the  reporter  has,  with  regard  to  the  decisions  themselves, 
a  labor  to  perform  which  requires  experience,  talents,  industry,  and 
learning,  and  he  receives  nothing  from  the  judges  to  aid  him  in  his 
task,  nere  (with  respect  to  the  opinions)  he  does  nothing  more 
than  transcribe,  if  he  docs  so  much.  And,  having  received  the  man- 
uscripts from  the  judges,  if  he  should  not  himself  publish  them,  they 
are  withheld  from  the  public,  to  the  infinite  detriment  of  the  whole 
nation. 

The  cases  that  have  been  decided  in  England  have,  as  it  should 
seem,  turned  on  a  question  of  prerogative,  and  not  of  copyright. 

Such  was  the  point  in  the  Comprint/  of  Stationers  v.  Seymour,  1  Mod., 
256.  "Matters  of  State  and  things  that  concern  the  government 
were  never  left  to  any  man's  liberty  to  print  that  would.  And  par- 
ticularly the  sole  printing  of  law-books  has  been  formerly  granted  in 
other  reigns." 
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The  case  in  1  Yern.,  120,  (Anonymous,)  was  amotion  by  the  kin  fa 
patentees  for  an  injunction  to  stop  the  sale  of  English  Bibles  printed 
beyond  sea.  The  lord  keeper  then  referred  to  the  circumstance  that 
a  patent  to  print  law-books  had  been  adjudged  good  in  the  House  of 
Lorpls. 

In  the  case  of  Company  of  Stationers  and  Parker,  Skinner,  233,  Holt, 
arg.,  "  agreed  that  the  king  had  power  to  grant  the  printing  of  books 
concerning  religion  or  law,  and  admits  it  to  be  an  interest,  but  not  a 
sole  interest."  The  court  inclined  for  the  defendant,  (who  had  pleaded 
the  letters  patent  of  the  king,  which  granted  to  the  University  of  Ox- 
ford to  print  omnes  c(  omni  modo  libra*  which  are  not  prohibited  to  be 
printed,  ore.,)  and  they  said  that  M  this  is  a  prerogative  of  power  which 
the  king  could  not  grant  so,  but  that  he  might  resume  it,  but  other- 
wise it  is  of  a  grant  of  an  interest." 

In  Gurnet/  v.  Longm-in,  5  Ves.,  506,  507,  Lord  Erskine  declared  that 
he  granted  the  injunction  (as  to  publishing  the  trial  of  Lord  Melville) 
11  not  upon  anything  like  literary  property,  but  upon  this  only,  that 
these  plaintiffs  are  in  the  same  situation,  n*  to  this  particular  subject, 
as  the  king's  printer  exercising  the  right  of  the  crown  as  to  the  pre- 
rogative copies." 

The  cases  of  Bell  v.  Walker,  1  Bro.  C.  C,  451,  and  Bntterworth  v. 
Robinson,  5  Ves.,  709,  arc  not  sufficiently  developed  to  show  whether 
they  turned  upon  copyright  proprietorship  or  a  proprietorship  derived 
from  a  prerogative  grant. 

It  cannot  be  contended,  with  any  semblance  of  justice,  that  the  mrre 
opinions  of  the  judges  communicated  to  Mr.  "WTieaton,  as  it  is  alleged 
they  were,  could  be  the  subject  of  literary  property.  A  book  composed 
in  part  of  those  opinions,  and  in  part  of  other  matters,  does  not  change  • 
the  nature  of  the  opinions  themselves.  An  individual  who  thus  min- 
gles what  cannot  be  exclusively  enjoyed,  with  what  can,  does,  upon 
familiar  principles,  rather  forfeit  the  power  over  his  own  peculiar 
work  than  throw  the  chain  around  that  which  is  of  itself  as  free  as 
air.  The  intermixture,  if  it  affect  either  description  of  materials,  must 
render  the  whole  unsusceptible  of  exclusive  ownership.  That  which 
is  public  cannot,  in  its  nature,  be  made  private,  but  not  e.  contra.  The 
lucubrations  of  the  reporter  assume  the  hue  of  the  authoritative  parts 
of  his  book,  and  must  abide  by  tho  result  of  a  connexion  so  framed 
and  a  color  so  worn.  Whether  a  stranger  could  extract  the  original 
parts,  in  the  face  of  a  copyright,  and  publish  them  alone,  it  is  not  nec- 
essary to  discuss.  But  upon  the  principles  just  asserted,  ho  could  give 
additional  dissemination  to  the  whole,  as  he  iinds  it  connected  together. 
And  he  could,  it  is  conceived,  unquestionably  select  what  is  justly  pub- 
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lie  property,  and  leaving  the  merely  private  work  of  the  reporter  un- 
touched, publish  the  rest  with  entire  impunity. 

2.  Our  second  point  is,  that  the  exclusive  ownership  of  an  author  can 
be  obtained  only  by  pursuing  the  provisions  of  the  acts  of  Congress. 

Upon  this  particular  point,  a  moment's  attention  will  be  usefully 
given  to  the  celebrated  case  of  Miller  v.  Ttylor,  4  Burr.,  2303,  and  its 
companion,  Donaldson  v.  Beckett,  4  Burr.,  2408. 

Judgment  of  the  court  of  king's  bench  having  been  entered  for  the 
plaintiff  in  Miller  v.  Taylor,  a  decree  of  the  court  of  chancery  was 
founded  upon  it  in  the  case  of  Donaldson  v.  Beckett  et  al.  This  came 
before  the  House  of  Lords  on  an  appeal,  and  the  decree  of  the  court 
of  chancery  (and,  of  course,  Miller  v.  Taylor  along  with  it,  in  princi- 
ple) was  reversed,  "  the  Lord  Chancellor  seconding  Lord  Camden's 
motion  to  reverse."  Besides  the  influence  of  the  decision  itself,  we 
have  the  force  of  these  professional  opinions,  aud  that  of  a  majority 
of  the  eleven  judges  who  gave  their  sentiments,  that  the  existence  of 
the  statute  deprived  the  author  of  any  right  of  action  which  he  may 
have  had  at  the  common  law. 

The  question  of  a  common-law  right  has  not  been  decided  favor- 
ably to  the  author;  and  if  it  had  been,  the  existence  of  a  statute  is 
thus  recognized  as  superseding  both  the  right  and  the  remedy  which 
may  have  previously  existed.  The  marginal  note  of  Sir  James  Bur- 
row to  Milltr  v.  Taylor,  4  Burr.,  2303,  itself  is,  "authors  have  not  by 
common  law  the  sole  and  exclusive  copyright  in  themselves  or  their 
assigns  in  perpetuity  after  having  printed  and  published  their  compo- 
sitions," &c.  If  in  England,  the  source  and  fountain  of  the  common 
law,  no  such  right  exists,  what  can  be  alleged  in  favor  of  its  existence 
in  these  United  Suites  ?  We  contend  that  there  could  be  no  such 
conunon-law  right  here,  even  if  there  were  no  statute;  and  that  if 
there  could  be,  it  is  incompatible  with  the  provisions  of  the  statute. 

All  the  arguments  contained  in  the  powerful  and  splendid  opinion 
of  Mr.  Justice  Yates  in  M'dlcr  v.  Taylor,  2  Burr.,  2354,  are  of  irresis- 
tible force  here. 

Feudal  principles  apply  to  real  estate.  The  notions  of  personal 
property  of  the  common  law,  which  is  founded  on  natural  law,  depend 
materially  on  possession,  aud  that  of  an  adverse  character,  exclusive 
in  its  nature  and  pretensions.  Throw  it  out  for  public  use,  and  how 
can  you  limit  or  define  that  use?  How  can  you  attach  jmsession  to 
it  at  all,  except  of  a  subtile  or  imaginative  character?  If  you  may 
read,  you  may  print.  The  possession  is  not  more  absolute  and  entire 
in  the  one  case  than  the  other.  It  is  an  artificial,  and  therefore  arbi- 
trary rule  which  draws  the  distinction;  and  in  order  to  render  it  avail- 
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able,  the  lesson  must  be  read  in  the  statute,  and  the  means  must  be 
resorted  to  which  are  there  pointed  out.  Even  in  the  face  of  a  stat- 
ute backed  by  the  Constitution  itself,  let  an  inventor  lose  his  posses- 
sion, and  his  privilege  is  gone.  The  decision  of  this  court  as  to  the 
patent  for  fire  hose  was  to  this  effect.    Pemiock  v.  Dialogue,  2  Peters,  1. 

If  the  right  secured  by  statute  does  not  enable  the  owner  to  reclaim 
his  lost  possession,  even  when  aided  by  the  common  law,  (if  it  be  so,) 
how  can  the  common  law,  independently  of  all  statutes,  avail? 

Analogous  rights,  if  such  they  may  be  called,  are  nothing  without 
actual  possession  ami  use.  Light  and  air  and  a  part  of  the  great  ocean 
may  be  claimed  and  held  as  long  as  necessary  for  the  occupant ;  but 
abandon  the  immediate  occupation,  and  the  exclusive  power  and  ex- 
clusive possession  are  gone  together. 

These  and  similar  reasons  contribute  to  show  the  source  of  literary 
property  everywhere.  They  j  ustify  the  positive  provisions,  and  mani- 
fest the  wisdom  of  them  which  give  existence  to  it  among  ourselves. 
It  is  not  to  be  found  in  natural  law  or  common  law,  and  the  deficiency 
is  wisely  and  aptly  supplied. 

The  inconveniences  to  the  public  that  would  be  the  consequence  of 
mere  common-law  assertion  of  the  right  would  be  endless.  It  would 
lead  to  perpetual  strife.  If  the  mere  individual  stamp  of  authorship 
would  afford  even  a  foundation  for  a  claim,  originality  might  be  pre- 
tended to  by  numerous  individuals,  and  a  test  of  truth  might  not  be 
obtained.  If  the  real  author  give  his  work  the  official  stamp  of  origi- 
nality before  it  goes  forth  into  the  world,  most  of  the  questions  that 
would  otherwise  occur  are  anticipated.  The  source  of  exclusive  own- 
ership is  therefore  found  in  positive  enactments,  and  not  in  any  un- 
written law. 

What  is  the  common  law  of  the  United  States  ?  To  sustain  a  copy- 
right, it  must  be  a  very  different  thing  from  what  the  sages  of  the 
American  law  have  supposed.  To  construe  existing  laws  and  con- 
tracts, to  aid  in  giving  them  effect,  to  furnish  lucid  definitions,  sound 
principles  and  apt  analogies,  it  is  rich  in  the  most  important  uses. 
For  all  these  and  various  other  purposes  it  is  indispensable.  Most  of 
the  crimes  prohibited  by  statute  would  be  misunderstood  without  its 
assistance ;  all  of  the  civil  enactments  would  become  obscure  if  it  did 
not  shed  its  light  in  never-failing  streams  upon  them.  Yet  it  cannot 
originate  a  single  punishment,  or  create  a  single  crime.  It  does  not 
give  any  jurisdiction  to  the  judge,  or  increase  the  number  or  widen 
the  extent  of  the  subject  on  which  he  has  authority  to  decide.  When 
he  has  a  duty  to  perform,  it  gives  him  wisdom  and  strength  to  perform 
it ;  but  the  duty  itself  it  cannot  create,  enlarge,  diminish,  or  destroy. 
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This  subject  is  well  treated  of  by  Mr.  Dupouceau  in  his  "  Disserta- 
tion on  the  Nature  and  Extent  of  the  Jurisdiction  of  the  Courts  of  the 
United  States."  In  his  preface  (page  11)  he  says:  "The  common  law 
of  the  United  States  is  no  longer  the  source  of  power  or  jurisdiction, 
but  the  means  or  instrument  through  which  it  is  exercised ;  therefore, 
whatever  meaning  the  words  common-law  jurisdiction  may  have  in  Eng- 
land, with  us  they  have  none;  in  our  legal  phraseology  they  may  be 
said  to  be  insensible."  To  them  may  be  applied  the  language  in  which 
the  common  lawyer  of  old  spoke  of  a  title  of  the  civil  law :  "  In 
cevx  jxirolx  n'y  ad  pas  entendment" 

Again,  (preface,  pages  14,  15,)  "I  contend  that  in  this  country  no 
jurisdictiou  can  arise  "  from  the  common  law  as  a  source  of  power — 
"  while,"  as  a  means  for  its  exercise,  "  every  lawful  jurisdiction  may 
be  exercised  through  its  instrumentalily  and  by  means  of  its  proper 
application."  . 

The  common  law  would  be  impracticable  in  its  application  to  copy- 
rights in  the  United  States.  It  might  vary  in  every  State  in  the  Union 
from  the  rest.  What  is  the  common  law  of  New  York  or  Pennsyl- 
vania ?  It  is  the  common  law  of  England,  as  it  has  been  adopted  or 
modified  in  those  respective  States. '  Each  State,  then,  has,  or  may 
have,  its  own  common  law  as  a  system,  or  as  it  applies  to  a  particular 
subject  of  regulation  or  control.  But  copyrights,  as  recognized  by 
the  United  States,  must  be  uniform.  There  cannot,  therefore,  be  a 
State  common  law  for  copyrights,  for  the  want  of  necessary  uniform- 
ity ;  and  if  the  United  States  cannot  derive  it  through  the  States,  they 
have  it  not  at  all.  "  This  power,"  says  Chancellor  Kent,  2  Com.,  299, 
"was  very  properly  confided  to  Congress,  for  the  States  could  not 
separately  make  effectual  provision  for  the  case." 

The  States  themselves  at  no  time  ever  treated  this  as  a  common- 
law  right.  Before  the  adoption  of  the  Federal  Constitution,  accord- 
ingly, several  of  them  are  found  to  have  raado  special  provision  by 
statute  on  the  subject.  New  Hampshire,  Massachusetts,  Connecticut, 
New  Jersey,  Maryland,  and  North  Carolina  each  passed  acts  of  assem- 
bly to  secure  to  authors  an  exclusive  enjoyment  for  a  term  of  years. 
Why  should  they  have  secured  a  right  already  in  full  existence  ?  They 
might  have  merely  provided  a  penalty  for  an  already  perfect  right. 
The  periods  for  which  an  exclusive  right  is  maintained  are  different 
in  these  provincial  enactments.  In  Germany,  this  difficulty  is  cured 
by  rendering  them  perpetual  in  each  department.  But  there  is  no 
common  government,  in  that  country,  to  which  the  subject  can  be 
referred. 

This  is  a  subject  expressly  ceded  by  the  States  to  the  general  gov- 
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eminent.  It  is  extinguished  with  regard  to  them  in  all  its  parts. 
Whatever  power  or  control  the  States  might  have  exercised  is  now 
gone,  and  all  is  vested  in  the  United  States.  No  common-law  power, 
then,  of  any  kind,  in  relation  to  copyrights,  exists.  Not  in  the  States, 
tor  they  have  surrendered  the  whole  subject  to  the  Federal  govern- 
ment. Not  in  the  United  States,  for  they  exercise  only  the  jurisdic- 
tion which  is  conferred  bv  the  Constitution  and  the  laws.  Nor  have 
they  declined  or  omitted  to  fulfill  the  trust  thus  confided  to  them. 
If  some  powers  are  left  unexercised,  (as  in  the  case  of  bankruptcy,) 
such  omission  cannot  be  asserted  with  regard  to  the  protection  of  lit- 
erary property.  It  is  amply  provided  for.  No  assistance  is  needed 
from  any  other  jurisdiction; — no  deficiency  is  ever  suggested  to  have 
been  left  to  be  supplied. 

Mr.Duponceau,  in  his  treatise  already  cited,  page  101,  asserts  "  that 
when  the  Federal  courts  are  sitting  in  aud  for  the  States,  they  can,  it  is 
true,  derive  no  jurisdiction  from  the  common  law.  because  the  people 
of  the  United  States,  in  framing  their  Constitution,  have  thought  pro- 
per to  restrict  them  within  certain  limits;  but  that  whenever,  by  the 
Constitution,  or  the  laws  made  in  pursuance  of  it,  jurisdiction  is  given 
to  them  either  over  the  person  ©r  subject-matter,  they  are  bound  to 
take  the  common  law  Us  their  rule  of  decision,  whenever  other  laws, 
national  or  local,  are  not  applicable." 

Judge  Chase,  in  the  case  of  the  United  States  v.  Womill,  2  Dallas's 
Rep.,  384,  uses  this  comprehensive  phrase :  44  In  my  opinion,  the  United 
States,  as  a  Federal  government,  have  no  common  law  ! "  "  If,  indeed, 
the  United  States  can  be  supposed  for  a  moment  to  have  a  common 
law,  it  must,  I  presume,  be  that  of  England ;  and  yet  it  is  impossible 
to  trace  when  or  how  the  system  was  adopted  or  introduced." 

It  would  be  most  strange  if  the  double  jurisdiction  did  exist.  The 
Constitution,  and  the  statutes  enacted  in  furtherance  of  its  provisions, 
instead  of  providing  or  extending  rights  and  remedies,  would  have 
greatly  limited  and  restrained  them.  Instead  of  doing,  as  they  were 
designed  to  do,  much  benefit  to  the  author,  they  have  done  him  much 
positive  harm.  lie  had  already,  according  to  the  theory  we  are  op- 
posing, rights  by  the  common  law.  These  rights,  if  they  were  perfect 
in  their  nature,  were  unlimited  in  their  extent.  The  patronage  of 
American  legislation,  then,  abridges  the  duration  of  the  right,  if  it 
•does  not  curtail  its  enjoyment,  by  imposing  restraints  and  prescribing 
;preliminary  forms.  It  does  more:  it  draws  a  distinction  between  the 
stranger  and  the  citizen,  or  resident  ;  but  the  distinction,  if  it  mean 
anything,  is  in  favor  of  the  former  and  against  the  latter.  The  na- 
tural law,  or  common  law,  would  be  unlimited  in  the  duration  of  the 
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privilege  which  it  would  confer ;  and  the  labor  and  skill  exhibited  in 
the  composition  would  secure  the  right.  This  would  be  an  innate 
privilege  of  the  foreigner.  The  statute  law  afterwards  comes  and 
contiues  the  security  to  a  term  of  years,  and  makes  the  way  to  obtain 
it  intricate,  or  at  least  perplexed!  How  does  this  consist  with  the 
language  or  the  spirit  of  the  eighth  clause  of  the  eighth  section  of 
the  first  article  of  the  Constitution  '{  That  clause  ordains  that  Cou- 
gresl  shall  liave  power  "to  promote  the  progress  of  science  and  use- 
mi  arts,  by  securing  for  limited  times,  to  authors  or  inventors,  the 
exclusive  right  to  their  respective  writings  and  discoveries."  It  would 
not  be  to  promote,  but  to  retard  that  progress,  if  it  possessed  already 
a  more  active  stimulus.  There  would  be  no  occasion  to  secure  for  a 
limited  time,  if  the  exclusive  right  already  existed  in  perpetuity. 

The  case  of  Ewer  v.  Coxe,  4  Wash.  CO.  Uep.,487,  is  broad  enough 
to  cover  all  that  is  now  contended  lor.  Judge  Washington  having 
demonstrated  the  necessity  of  the  proprietor's  complying  with  the 
provisions  of  the  act  of  Congress,  in  order  to  obtain  the  benefit  con- 
ferred by  that  act,  declares  "  if  he  has  not  that  right,  he  can  have 
no  remedy  of  any  kind."  The  right  thus  referred  to  was  one  pure- 
ly under  the  statute.  But  it  was  the  only  available  one  that  could 
exist,— the  only  one  that  could  carry  with  it,  oi#be  productive  of,  any 
remedy. 

In  order  to  sustain  his  claim  at  all,  an  author  who  has  not  complied 
with  the  provisions  of  the  statute  must  make  out  these  several  posi- 
tions :  1.  That  a  right  and  a  remedy  existed  independently  of  the  stat- 
ute, and  prior  to  it.  2.  That  the  provision  of  redress  by  the  statute 
does  not  take  away  a  previous  right. 

We  have  endeavored  to  show  that  the  first  of  these  positions  is  un- 
sound, and  if  so,  the  second  is  altogether  inapplicable. 

The  language  of  the  Supreme  Court  of  New  York,  (Abny  v.  Harris, 
o  Johnson,  17.) ;  see  also  Scid/aore  v.  Smith,  13  Johnson,  322,  and  1 
Roll.  Abr.,  10b",  pi.  16,)  applied  to  a  totally  different  matter,  may  be 
usefully  emoted  here:  "If  Harris  had  possessed  a  right  at  common 
law  to  the  exclusive  enjoyment  of  this  ferry,  then  the  statute  giving  a 
remedy  in  the  affirmative,  without  a  negative  expressed  oqprnplied,  for 
a  matter  authorized  by  the  common  law,  he  might,  notwithstanding 
the  statute,  have  his  remedy  by  action  at  the  common  law.  1  Com. 
Dig.,  Action  on  Statutes,  C.  But  Harris  had  no  exclusive  right  at 
the  common  law,  nor  any  right  but  what  he  derived  from  the  statute. 
Consequently  he  can  have  no  right  since  the  statute,  but  those  it  gives; 
aud  his  remedy,  therefore,  must  be  under  the  statute,  and  the  penalty 
only  can  be  recovered." 
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"But  where  a  statute  gives  a  right,  and  furnishes  the  remedy,  that 
remedy  must  he  pursued."  Gcdney  v.  The  Inhabitants  of  Teintebury, 
3  Mass.  Rep.,  309.  And  "when  a  statute  creates  a  new  right,  with- 
out prescribing  a  remedy,  the  common  law  will  furnish  an  adequate 
remedy  to  give  effect  to  the  statute  right.  But  when  a  statute  has 
created  a  new  right,  and  has  also  prescribed  a  remedy  for  the  enjoy- 
ment of  the  right,  he  who  claims  the  right  must  pursue  the  statute 
remedy."    Smith  v.  Dean,  5  Msiss.  Rep.,  515. 

The  same  principles  will  make  it  necessary,  in  order  to  reach  the 
rights  which  the  statute  creates,  to  pursue  the  means  which  it  points 
out.  Judge  Washixutox,  in  Ewer  v.  Coxe,  4  Wash.  C.  C.  Rep.,  491, 
already  cited,  says  u  that  the  author  must  perform  all  that  is  pointed 
out  before  he  shall  be  entitled  to  the  benefit  of  the  act.  It  seems  to 
me,"  says  he,  "that  the  act  will  admit  of  no  other  construction." 

The  case  of  Brekford  v.  Hood,  7  T.  R.,  G20,  has  been  relied  on  to 
show  that  the  directions  of  the  English  statute  are  not  necessary  pre- 
liminaries to  the  establishment  of  the  right.  The  judges  of  the  king's 
bench  were  construing  a  very  different  statute  from  ours.  The  sec- 
ond section  of  the  act  of  8  Anne,  ch.  19,  12  Statutes  at  Large,  82,  re- 
cites that  "whereas  many  persons  may,  through  ignorance,  offend 
against  this  act,  unless  some  provision  be  made  whereby  the  property 
in  every  such  book,  &c,  ma}'  be  ascertained,  &c,"  and  then  enacts 
that  "  nothing  in  this  act  contained  shall  be  construed  to  extend  to 
subject  any  bookseller,  printer,  or  other  person  whatsoever,  to  the 
forfeitures  or  penalties  therein  mentioned,  for  or  by  reason  of  the 
printing  or  reprinting  of  any  book  or  books  without  such  consent  as 
aforesaid,  uuless  the  title  to  the  copy  of  such  book  or  books  hereafter 
published  shall,  before  such  publication,  be  entered  in  the  register- 
book  of  Stationers'  nail,  &c." 

The  corresponding  clause  of  the  act  of  Congress  of  April  29, 1802, 
runs  thus :  "That  every  person,  &c,  before  he  shall  be  entitled  to  the 
benefit  of  the  act,  &c,  shall,  in  addition  to  the  requisites,  &e."  The 
preliminary  in  the  English  statute  is  connected  directly  with  the  pen- 
altv.  In  ours,  it  is  directlv  associated  with  the  whole  benefit  of  the 
act.  The  decision  in  Beekford  v.  Hood  cannot  affect  the  present  case, 
even  if  it  be  sound.  Of  the  soundness  of  it  there  may  lie  much  doubt, 
when  we  find  Lord  Hardwicke  deciding,  in  BbichoeU  v.  Harj)crt  2 
Atk.,  95,  that  "  upon  the  act  of  8  Anne,  ch.  19,  the  clause  of  registering 
with  the  Stationers'  Company  is  relative  to  the  penalty,  and  the  pro- 
perty cannot  vest  without  such  entry."  A  farther  view  is  taken  by 
Judge  IIopkinson  of  this  decisiou  in  Bcckfonl  v.  Hood,  which  is  respect- 
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fully  submitted  as  a  conclusive  reply.  It  will  be  found  in  his  printed 
opinion.    (See  Appendix.) 

Let  us  look  at  the  statutes  themselves.  The  question  here  between 
us  seems  to  be,  whether  the  acts  of  Congress  merely  provide  a  remedy, 
or  also  constitute  a  right  f 

The  act  of  31st  of  May,  1790,  would  have  commenced  with  its  sec- 
ond section,  if  it  had  merely  intended  to  suggest  redress  for  the  in- 
fringement of  an  existing  right.  This  second  section,  however,  is 
only  a  corollary  or  incident  to  the  first,  which  provides,  in  compliance 
with  what  the  Constitution  had  authorized,  security  to  authors  which 
they  did  not  in  any  shape  enjoy  before.  There  is  nothing  declaratory 
about  it. 

"From  mid  after  the  passing  of  this  act,  the  author,  &c,  shall  have 
the  sole  right,  &c."  The  right  is  certainly  prospective,  and  it  is  (we 
say)  conditional.  The  right  is  to  arise,  at  all  events,  subsequently  to 
the  passage  of  the  act,  and  it  is  to  commence  "  from  the  recording  the 
title,  &c,  in  the  clerk's  office,  as  is  hereinafter  directed." 

It  would  seem  quite  unnecessary  thus  gravely  to  confer  in  prospect 
a  privilege  already  enjoyed,  and  to  trammel  it  with  conditions,  if  it 
was  already  unconditional.    This  is  certainly  no  restraining  statute. 

An  argument  has  already  been  used,  and  it  will  not  be  formally  re- 
peated, that  the  ostensible  or  professed  encouragement  of  learning,  by 
securing,  &c,  during  the  times  mentioned,  would  be  a  mere  delusion  ; 
for  the  encouragement  had  been  more  liberal — the  security  not  less 
perfect — aud  the  right  more  comprehensive,  because  of  unlimited  ex- 
tent, if  they  respectively  had  any  anterior  existence  whatever.  It  is  no 
less  striking,  that  Congress,  who  are  supposed  to  be  declaring  the  com- 
mon law,  and  merely  providing  a  precise  penalty  for  the  infraction  of 
a  right  under  it,  could  not,  by  any  possible  exercise  of  their  power  or 
authority,  come  up  to  the  supposed  common -law  right;  for  the  par- 
amount authority  of  the  Constitution  restrains  the  exercise  of  any  en- 
couragement to  a  limited  time. 

The  act  proceeds  to  mark  out  the  preparatory  step  towards  penal- 
ty or  prohibition,  viz.,  the  legal  acquisition  of  a  copyright.  Section  1. 
And  how  is  the  copyright  to  be  legally  acquired  ?  Whvjionly  by  fol- 
lowing the  directions  of  the  statute;  i.  e.,  depositing  the  title  in  the 
clerk's  office,  publishing  the  record,  and  delivering  a  copy  within  six 
months  to  the  Secretary  of  State,  to  be  preserved  in  his  office.  Sec- 
tion 3. 

Judge  Washington  was  inclined  to  think  that  some  of  these  provis- 
ions were  merely  necessary  to  enable  the  author  to  sue  for  the  forfeit- 
ures provided  by  the  second  section. 
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But  that  would  be  quite  an  empty  satisfaction.  The  copies  forfeited 
by  the  invading  party  are  to  be  destroyed,  and  the  penalty  of  fifty 
cents  for  every  sheet  in  his  possession,  belongs  one-half  to  the  Unit- 
ed States.  The  author  is  not  much  the  better  for  this  provision.  He 
might  have  reserved  all  the  damages  for  himself,  independently  of 
the  act,  if  the  right  existed  previously. 

It  is  not  necessary  to  rely  upon  the  construction  of  this  act  alone, 
if  there  be  any  doubt  with  regard  to  the  true  interpretation  of  it 
The  supplementary  act,  passed  April  29,  1802,  is  free  from  all  diffi- 
culty.   It  is  on  this  that  Judge  Washington  relies. 

This  last  act  provides,  section  1,  that  the  author,  "before  he  shall 
be  entitled  to  the  benefit,  &c,  shall,"  in  addition  to  the  requisites  en- 
joined in  the  third  and  fourth  sections  of  said  act,  to.,  "give  infor- 
mation, by  causing  the  copy  of  the  record,  &c,  to  be  inserted  at  full 
length  in  the  title-page,  &c." 

It  thus  makes  those  clauses  which  had  before  been  of  doubtful 
name,  requisites.  It  requires  him  to  perform  them,  not  as  prelimin- 
ary to  forfeiture  or  penalty,  which  are  only  particular  provisions  of 
parts  of  the  act,  but  as  preliminary  to  the  benefit  of  the  act  itself. 
He,  therefore,  in  terms,  is  denied  its  advantages,  unless  he  perform 
the  conditions  precedent.  These,  agreeably  to  a  well-known  rule, 
are  to  be  construed  strictly,  and  the  party  who  omits  to  bring  him- 
self within  them  can  claim  no  right  whatever.  The  statute  becomes 
a  unit ;  all  its  benefits  arc  yielded  or  withheld,  exactly  as  all  its  requi- 
sites have  been  fulfilled  or  disregarded. 

Requisite  is  aptly  defined  by  the  American  lexicographer,  Noah 
Webster,  to  be  "so  needful  that  it  cannot  be  dispensed  with;  some- 
thing indispensable."  An  author  must  show  that  he  has  complied 
with  these  affirmative  requisitions,  or  they  will  not  be  presumed  for 
him. 

There  are  familiar  analogies  which  will  fully  sustain  this  position. 
Take  the  statute  which  regulates  distresses  for  rent.  Certain  provis- 
ions are  made  which  justify  a  landlord  for  acts  which  would  other- 
wise amount  to  a  trespass.  But  he  must  show  that  he  has  performed 
them  strictly  or,  as  the  law  first  stood  in  England,  and  docs  still  in 
Pennsylvania,  he  is  a  trespasser  a(>  initio;  and  the  statute  of  George 
II  only  so  far  alters  the  rule  as  to  leave  the  party  to  his  remedy  by 
action  on  the  case  for  the  recovery  of  the  actual  damages  that  may 
have  been  sustained. 

I  If  notice  be  required  by  statute,  as,  for  example,  preparatory  to  a 
suit  against  a  magistrate  for  misconduct  iu  office,  not  only  is  it  never 
presumed,  but  nothing  can  supply  its  proof: — not  even  knowledge  of 
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the  design  to  sue,  which  might  be  substantially  the  same  thing.  In 
such  case,  knowledge  t.?  not  notice. 

There  is  nothing  against  our  construction  in  the  principle  which 
requires  a  strict  interpretation  of  certain  statutes.  If  the  act  be  pe- 
nal, we  are  not  endeavoring  to  enforce  the  penalty.  There  is  noth- 
ing penal  as  to  the  author  claiming  the  copyright.  All  the  penalties 
are  against  other  persons.  It  is  to  be  construed  strictly  when  it  is  to 
be  enforced  against  them.  He  claims  the  benefit  of  his  copyright, 
which  is  a  grant  to  be  obtained  only  on  conditions  precedent  and 
well  defined.  He  attempts  to  enforce  with  rigor,  if  not  the  penal 
forfeitures,  at  least  the  penal  prohibitions  of  the  law,  against  the  de- 
fendant, whom  he  alleges  to  be  a  wrong-doer.  Against  the  defend- 
ant, thus,  without  (if  it  be  without)  bringing  himself  under  the  provis- 
ions of  the  law,  the  alleged  proprietor  denounces  awful  consequences. 
The  defendant  asks  nothing: — wants  nothing — but  to  be  let  alone 
until  it  can  be  shown  that  he  has  violated  the  rights  of  another. 

Where  is  the  difference  between  this  act  and  the  act  respecting 
patents,  as  regards  the  right  of  the  alleged  owner?  This  court  has 
said,  that  if  a  defendant  sued  for  the  infringement  of  a  patent-right 
*'  show  s  that  the  patentee  has  failed  in  any  of  these  prerequisites  on 
which  the  authority  to  issue  the  patent  is  made  to  depend,  his  defense 
is  complete; — he  is  entitled  to  the  verdict  of  the  jury  and  the  judg- 
ment of  the  court."    Grant  v.  Raymond,  6  Peters,  220. 

3.  There  will  be  little  difficulty  in  showing  that  the  provisions  of 
the  acts  of  Congress  have  not  been  complied  with.  . 

The  requisites  are: 

1st.  The  deposit  of  a  printed  copy  of  the  title  in  the  clerk's  office 
of  the  District  Court  where  the  author  or  proprietor  resides. 

2d.  "Within  two  months  from  the  date  thereof,  the  publishing  of  a 
copy  of  the  record  in  one  or  more  newspapers  printed  in  the  United 
States,  for  four  weeks. 

3d.  Within  six  months,  the  delivery,  &c,  to  the  Secretary  of  State 
of  a  copy  to  be  preserved  in  his  office. 

With  regard  to  the  first  volume,  the  bill  is  defective  in  not  stating 
either  of  the  last  two  requisites.  The  complainants  are  informed  by 
M.  Caret/ y  and  believe  that  all  things  which  are  requisite  and  necessary 
to  be  done,  &c,  have  been  done! 

An  inference  or  conclusion  even  of  the  party  would  be  a  sorry  sul>- 
stitute  for  the  allegation  and  proof  of  the  facts  themselves.  The  court 
must  have  an  opportunity  to  judge  whether  nil  things  were  done,  &c; 
and  that  they  can  have  only  when  the  things  which  were  done  arc 
exhibited  and  proved.    But  here  is  double-distilled  inference.  The 
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parties  are  informed  of  Matbow  Carey's  conjecture;  and  tbis  is  pre- 
sented to  the  court  as  a  substitute  for  proof ;  while  H.  C.  Carey  proves 
tbat  Matbew  Carey  knew  nothiug  about  it,  for  all  was  left  to  him.  It 
is  extraordinary,  if  Mr.  Carey  really  possessed  any  information  on  tbis 
subject,  tbat  he  was  not  produced  as  a  witness. 

Upon  the  complainants'  own  allegations,  their  case  must  fail.  But 
the  proof  is  scarcely  less  defective  than  the  allegations  of  the  bill. 
TIenrv  C.  Carey,  the  clerk  of  his  father  in  1816,  states  that  thev  were 
in  the  habit  of  advertising,  and  from  the  course  of  business  he  does 
not  doubt  it  was  advertised,  but  bo  hud  no  recollection  of  it.  He  has 
no  recollection  at  all  of  a  deposit  of  a  copy  in  the  office  of  the  Sec- 
retary of  State.  But  he  says  tbat  tbe  most  probable  way  in  which  it 
was  sent,  was  bv  Mr.  Wheaton.  In  other  words,  that  it  was  not  sent 
by  himself ;  and,  therefore,  as  to  any  proof  from  him,  that  it  was  not 
sent  at  all. 

Mr.  Brent  states  that  the  eighty  copies  of  the  volume  of  Whcaton's 
Reports,  containing  the  decisions  for  February  Term,  1817,  were  de- 
livered to  the  Department  of  State  on  or  before  the  4th  day  of  Xo- 
'  vember,  1817.  This  rel'ers,  of  course,  to  tbe  second  volume,  which 
contains  the  decisions  of  that  term,  and  not  the  first,  which  is  for  the 
previous  year.  Subsequent  volumes  had  been  delivered  in  tbe  same 
manner;  all  of  them  were  received  under  the  act*  of  Congress  giv- 
ing a  salary  to  the  reportor.  He  adds,  tbat  there  has  always  been, 
according  to  his  recollection,  one  or  more  complete  sets  of  said  reports, 
from  the  time  of  their  publication,  in  tbe  said  Department  of  State. 
But  he  is  unable  to  recollect,  or  state  more  particularly,  when  the 
same  were  first  placed  in  said  department,  or  for  what  purjwte. 

Both  of  these  particulars,  it  is  conceived,  must  be  made  out.  The 
delivery  must  be  within  six  months.  The  loose  declaration  that,  ac- 
cording to  bis  reeollection,  there  has  always  been  one  or  more  sets, 
kc.,from  the  time  of  publication,  if  it  could  have  any  force  by  itself,  is 
done  awav  bv  bis  acknowledged  inabilitv  to  recollect  when  thev  were 
first  placed  there.  The  object  of  the  receipt  of  them,  too,  is  directly 
the  reverse  of  tbat  prescribed  by  tbe  copyright  law;  for,  instead  of 
being  delivered  to  be  preserved  in  the  office,  &c,  they  were,  if  delivered 
at  all,  merely  a  part  of  a  general  library,  intended  to  be  lent  out  and 
used.  If  delivered  to  be  preserved,  the  presumption  is  that  the  par- 
ticular copy  so  left  would  bo  found.  It  will  scarcely  be  contended 
that  the  second  edition  of  tbe  first  volume  can  cure  the  defects  of  the 
first.    It  ean  have  no  copyright  existence  by  itself. 

With  regard  to  the  subsequent  volumes,  the  bill  is  scarcely  less 
defective.    The  declaration  of  Kobert  Donaldson  is  vague  and  mi- 
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satisfactory.  It  could  not  be  otherwise.  He  knew  nothing  of  the 
subject  The  result  of  the  inquiries  at  the  Department  of  State  is 
evasively  set  forth ;  and  were  it  otherwise,  he  must  state  the  fact, 
and  not  the  inquiry. 

The  bill  proceeds  to  insist  that  the  complainants  would  still  be  en- 
titled to  the  benefits  of  the  acts  of  Congress,  although  they  should  be 
unable  to  prove  that  a  copy  was  delivered,  &c.  We  say  that  such 
proof  is  a  necessary  preliminary. 

The  proof  with  regard  to  these  subsequent  volumes  is  equally  de- 
fective. Of  the  second  volume,  there  is  no  proof  of  publication ;  and 
of  none  of  the  volumes  is  there  either  allegation  or  proof  of  deposit, 
agreeably  to  the  provisions  of  the  law. 

The  fourth  volume  wants  publication.  It  began  August  28th  and 
ended  September  17th,  instead  of  25th. 

The  seventh  had  but  two  publications  in  July,  four  in  August,  and 
one  in  September. 

The  eighth  had  one  publication  in  October,  five  in  November,  and 
two  in  December. 

Of  the  ninth,  there  is  no  evidence  of  publication  at  all. 

The  tenth,  eleventh,  and  twelfth  are  all  defective  in  publication. 

It  is  not  necessary  to  dwell  upon  the  facility  with  which  proof  of 
delivery  might  have  been  preserved  and  exhibited  if  it  had  been 
made.  The  requisites  of  the  law  must  be  shown.  But  the  certificate  of 
Mr.  Van  Buren,  with  regard  to  the  second  edition  of  the  first  volume, 
is  a  specimen  of  what  might  have  been,  and  would  have  been,  pro- 
duced with  regard  to  the  whole,  if  the  deposit  had,  in  fact,  been  made. 

In  the  absence  of  all  right  on  tne  part  of  the  complainants,  not 
much  difficulty  is  apprehended  from  any  supposed  possession  or  en- 
joyment, by  color  of  privilege.  Judge  Washington,  in  delivering 
his  opinion  in  Ewer  v.  Coxc,  disposes  of  this  question  to  our  hand. 
4  Wash.  C.  C.  Rep.,  489.  "I  hold  it  to  be  beyond  controversy," 
says  he,  "that  if  the  plaintiff  lias  no  copyright  in  the  work  of  which 
he  claims  to  be  the  owner,  a  court  of  equity  will  not  grant  him  an 
injunction.  This  was  formerly  the  doctrine  of  the  English  court  of 
chancery,  and  still  is,  as  I  conceive,  notwithstanding  Lord  Eldon  has, 
in  some  instances,  granted  an  injunction,  and  continued  it  to  the 
hearing,  under  circumstances  which  rendered  the  title  doubtful,  if  the 
plaintiff  had  possession  under  a  color  of  title.  But  surely  if  he  has  no 
title  at  all,  or  such  a  one  as  would  enable  him  to  recover  at  law,  even 
that  judge  would,  I  presume,  refuse  an  injunction. 

The  authorities  cited  by  Judge  Washington  support  the  principle 
which  he  maintains. 
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Against  whom  is  this  mere  naked  possession  claimed  ?  Not  the 
defendant;  for  daring  the  period  when  it  has  existed  he  was  only  one 
of  the  mass  of  individuals  who  had  not  any  particular  concern  in  dis- 
turbing the  complainants'  colorable  claims.  It  is,  therefore,  against 
the  public,  who  cannot  thus  he  baffled  of  their  rights. 

It  is,  however,  a  most  extraordinary  case  that  would  justify  a  per- 
petual injunction  without  a  trial  at  law.  This  is  a  proceeding  which 
turns  aside  from  the  regular  and  proper  mode  of  ascertaining  title, 
and  asks  that  the  existence  of  it  shall  be  definitely  rested  upon  mere 
colorable  claims.  The  complainants  do  not  choose  to  bring  their 
case  to  the  proper  test ;  but,  assuming  as  conclusive  what  at  the  utmost 
is  on\y  primd  facie  evidence  in  their  favor,  they  propose  to  hang  up 
forever,  in  a  state  of  presumption  and  doubt,  that  which  is  susceptible 
of  a  just  and  satisfactory  settlement.  All  that  the  defendants  ask,  in 
the  dismission  of  the  bill,  is  that  their  rights  may  not  be  prejudged. 

Mr.  Scrffe.ant>  for  the  defendants. 

The  claim  now  asserted  by  .the  appellants  is  to  a  perpetual  right  in 
Wheaton's  Reports,  in  Mr.  "Wheaton  and  his  representatives  and  as- 
signs. Such  a  right  is  necessarily  exclusive.  It  goes  beyond  tbe 
right  claimed  to  be  secured  under  the  copyright  acts  of  Congress. 
Such  a  claim  should  be  clearly  established.  It  is  asserted  for  the  first 
time  in  a  court  of  the  United  States.  It  has  no  precedent  in  the  pro- 
ceedings of  the  courts  of  England ;  for,  since  the  decision  in  that  coun- 
try that  the  statute  of  Anne  took  away  the  alleged  right  of  an  author 
at  common  law,  there  can  be  found  no  precedent  in  that  country  to 
sustain  such  a  claim. 

The  Condensed  Reports,  so  far  as  it  is  now  material  to  examine 
them,  are  made  up  of  statements  which  are  to  be  found  on  the  rec- 
ords, and  of  the  opinions  of  the  court.  Mr.  Wheaton's  notes  are  not 
interfered  with — nor  are  his  reports  of  the  arguments  of  counsel. 
These,  it  might  be  admitted,  are  his  own — if  he  can  have  a  property 
in  any  of  the  matters  contained  in  the  volumes  published  as  a  public 
officer. 

Mr.  AVheaton's  Reports  are  made  up  as  an  officer  of  the  court. 
The  court  appointed  him  under  the  authority  of  a  law  of  the  United 
States,  and  furnished  him  the  materials  for  the  volumes;  not  for  his 
.  own  sake,  but  for  the  benefit  and  use  of  the  public;  not  for  his  own 
exclusive  property,  but  for  the  free  and  unrestrained  use  of  the  citi- 
zens of  the  United  States.  In  relation  to  the  work,  he  was  not  an  au- 
thor, but  as  an  officer,  as  a  public  agent,  selected,  authorized,  and  paid 
for  making  up  the  reports  of  the  decisions  of  the  court. 


Digitized  by  Google 


.fan.  1834.]  "Wheaton  v.  Peters 


241 


Argument  for  the  defendant*. 

In  the  whole  composition,  under  these  views  of  the  facts  of  the  case, 
not  a  word  in  the  reports  belongs  to  him.  It  could  not  be  the  inten- 
tion of  the  court  to  give  him  a  perpetual  right  to  the  opinions  deliv- 
ered by  them.  No  such  purpose  could  have  been  entertained  by 
Congress,  when  the  appointment  of  a  reporter  was  directed.  The 
objects  of  the  law,  and  of  the  court,  were  to  authorize,  enforce,  and 
secure  the  publication  of  Jhe  proceedings  and  decisions  of  the  court,  . 
for  public  information.  Any  argument  or  course  of  argument  tend- 
ing to  a  different  conclusion  must  be  wrong,  because  contrary  to  the 
design  of  his  appointment.    It  is  in  derogation  of  common  right 

Let  us  see  how  the  claim  of  the  complainants  is  made  out. 

1.  The  question  whether  the  power  to  regulate  copyrights  under 
the  Constitution  is  exclusive,  can  never  arise  until  some  State  shall 
pass  a  law  interfering  with  its  exercise  by  Congress.  3  Story's  Com., 
50.  Until  then,  it  must  be  a  theoretical  question.  The  law  of  New 
York,  which  was  intended  to  secure  exclusive  right  in  the  navigatiom 
of  the  waters  of  that  State  by  steam,  was  by  this  court  decided  to  be 
unconstitutional.  The  court  decided  the  case  on  other  grouuds,  it  is 
true,  but  still  so  decided. 

Up  to  the  present  moment,  no  State  has  asserted  a  right  to  inter- 
fere with  the  power  of  Congress,  under  the  Constitution,  to  regulate 
copyright.  There  is  no  judicial  decision  which  asserts  or  supposes  any 
such  right.  There  is  not  a  trace,  sign,  or  symptom  of  any  such  right 
*  existing  in  the  legislation  or  judicial  proceedings  of  any  State.  There 
is,  therefore,  no  collision, — no  case  for  judgment  But  the  contrary 
is  evident 

It  is  not  necessary  to  inquire  whether  States  have  the  power,  if  they 
have  not  chosen  to  exercise  or  claim  it.  It  is  clear  that  there  was  no- 
such  thing  in  any  of  the  States  prior  to  the  Constitution,  but  by  the 
invitation  of  Congress  under  the  confederation.  Fed.,  No;  43;  3 
Story's  Com.,  49.  Congress  found  the  whole  case  unprovided  for; 
and  the  laws  made  by  some  of  the  States,  at  their  instance-,  and  which 
have  been  referred  to  by  the  counsel  for  the  appellants,  ceased  when 
the  Constitution  was  adopted. 

But  supposing  that  a  concurrent  power  to  regulate  and  secure  copy- 
right existed  in  the  States  and  the  United  States,  (a  supposition  of 
exceeding  difficulty  and  doubt,)  and  that  the  States  may  act,  notwith- 
standing the  exercise  of  the  power  by  Congress,  it  is  for  the  States 
to  choose  whether  they  will  do  so  or  not  They  have  not  so  chosen : 
—they  leave  it  to  Congress.  But  there  are  many  reasons  for  consid- 
ering this  power  exclusive,  as  well  as  reasons  which  clearly  show  it 
ought  to  be  exclusive. 
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1.  It  was  originally  taken  up  by  Congress  as  matter  properly  be- 
longing to  their  cognizance.  Early  in  the  progress  of  the  govern- 
ment the  first  law  was  passed,  which  was  followed  by  other  legislation, 
thus  establishing  the  present  regulations.  This  power  did  not  exist 
in  Congress  under  the  confederation.  None  of  the  provisions  in  that 
compact  applied  to  it ;  and  it  now  rests  upon  the  article  in  the  Con- 
stitution which  gives  Congress  the  power  to"  promote  the  progress  of 
science  and  the  useful  arte."  The  whole  ground  is  admitted  to  have 
been  vacant  on  the  establishment  of  the  present  government.  It  was 
a  new  power.  Fed.,  No.  43 ;  3  Story's  Com.,  48 ;  Rawle  on  the  Con- 
stitution, ch.  9,  pp.  105,  106 ;  2  Kent's  Com.,  306,  &c. 

2.  The  power  could  only  be  properly,  beneficially,  and  effectually 
exercised  by  Congress.  By  vesting  the  power  in  the  national  legis- 
lature, the  system  became  uniform  and  certain.  Authors,  but  for  this, 
would  have  been  subjected  to  difFerent  provisions  aud  conditions  in 
every  State,  thus  materially  affecting  the  value  of  all  their  rights. 
And  the  community  throughout  the  whole  nation  were  thus,  after  a 
certain  interval,  entitled  to  the  benefits  of  the  writings  or  composi- 
tions of  those  who  availed  themselves  of  the  laws  passed  under  the 
constitutional  provisions.    3  Story's  Com.,  48,  49. 

3.  There  is  an  absolute  incompatibility  between  the  existence  of  the 
power  in  the  United  States  and  in  the  States. 

It  has  been  repeatedly  said  that  the  Constitution  has  not  occupied 
the  whole  ground ;  that  it  has  provided  for  the  author,  and  not  for 
the  public.  But  the  true  state  of  the  case  is  directly  the  reverse  of 
this.  It  has  provided  for  the  case  of  the  author  only  as  instrumental 
to  the  provisiou  for  the  public.  The  clause  in  the  Constitution  gives 
Congress  the  power,  not  to  secure  a  copyright  to  the  author,  but  to 
"promote  the  progress  of  science  and  the  useful  arts,  by  securing  for 
limited  timesy  to  authors,  &c,  the  exclusive  right  to  their  respective 
writings,  &c."  It  is  to  be  for  a  limited  time, — no  longer.  3  Story's 
Com.,  49. 

4.  The  state  of  the  law  in  England  w:is  known  here  by  the  adjudi- 
cations in  the  courts  of  that  country.  These  adjudications  stood  in 
this  way:  1.  That  there  was  a  common-law  right  before  the  statute 
of  Anne.  2.  That  there  wits  no  common-law  right  after  that  statute. 
According  to  those  decisions,  the  effect  of  legislation  was  to  take 
away  the  common-law  right.  Where  the  power  of  legislation  over 
the  subject  was  placed,  there  was  the  power  over  the  whole  matter. 

5.  The  same  word  "secure"  is  applied  in  the  article  in  the  Consti- 
tution to  inventions  as  well  as  to  the  works  of  authors. 

In  inventions,  it  is  admitted  there  was  no  common-law  property. 


Digitized  b} 


Jan.  1834.]  Wheaton  v.  Peters.  243 


Argument  for  the  defendants. 

The  use  of  the  word  "  secure  "  cannot,  therefore,  presuppose  an  exist- 
ing right.  It  would  have  the  same  effect,  and  be  equally  applicable 
to  both.  No  benefit  can,  therefore,  be  derived  from  the  use  of  the 
term,  however  ingenious  the  argument  which  invokes  it  in  aid  of  the 
pretensions  of  the  complainants.  Cited  act  of  41  Geo.  HI;  Maug- 
ham, 36,  37. 

6.  The  uniform  construction  and  the  practice  under  it  have  been 
such  as  is  contended  for  by  the  defendants. 

It  is  true,  there  was  an  omission  in  the  laws  to  give  full  power  to 
the  courts  of  the  United  States  in  cases  of  copyright ;  but  the  omis- 
sion was  to  no  great  extent.  There  was  no  provision  for  jurisdiction 
when  the  parties  to  a  suit  of  which  copyright  was  the  subject  were  cit- 
izens of  the  same  State.  Binns  v.  Woodruff,  4  Wash.  C.  C.  Rep.,  48. 
But  that  omission  was  supplied  by  the  act  of  1819.  3  Story's  U.  S. 
Laws,  1719. 

7.  In  what  state,  supposing  an  author  to  have  a  right  at  common 
law,  is  the  right  to  exist  and  be  protected?  If  there  is  a  right  of  pro- 
perty, it  must  be  governed  by,  and  have  the  benefit  of,  all  the  rules 
which  affect  such  property.  It  accompanies  the  owner  everywhere. 
It  is  not  his  because  he  is  a  citizen  of  the  United  States.  It  derives 
no  additional  security  from  such  citizenship.  A  stranger  who  is  an 
author— a  foreigner — has  the  same  common-law  right  of  property, 
and  no  foreign  book  can  be  printed  here.  Such  has  not  been  the  un- 
derstanding in  England,  from  which  the  principles  to  sustain  the  right 
are  derived.  No  common-law  right  extended  to  Ireland  before  the 
nnion.  There,  at  all  times,  before  the  union,  the  works  of  authors, 
however  secured  under  the  statute  of  Anne,  in  England,  were  printed 
and  published.  If  a  common-law  right  existed,  or  was  supposed  to 
exist,  we  should  have  found,  in  the  proceedings  of  the  Irish  courts, 
its  establishment  by  judicial  decisions. 

But  supposing  it  were  otherwise,  and  that  a  right  at  common  law 
does  exist,  upon  the  laws  of  what  State  do  the  complainants  rely  ? 
Upon  the  law  of  Pennsylvania?  In  the  Circuit  Court,  the  right  was 
claimed  on  the  common  law  of  the  nation.  In  this  court,  it  is  assert- 
ed to  rest  upon  the  common  law  of  a  State.  Below,  no  intimation  of 
such  a  thing  was  given.  If  any  such  right,  under  the  common  law 
of  Pennsylvania,  exists,  we  of  Pennsylvania  do  not  know  it.  Stran- 
gers have  discovered  it,  and  claim  the  benefit  of  it,  for  the  first  time. 
Xot  a  trace  of  its  existence  can  be  found  in  the  whole  history  of  that 
State.  No  authority  from  any  of  the  laws  or  the  decisions  of  the 
courts  has  been  vouched.    It  is  denied  that  it  exists. 

It  is,  then,  assumed,  without  hesitation,  that  the  right  of  action, 
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whatever  it  is,  which  an  author  has  for  an  infringement  of  his  copy- 
right, arises  from  the  Constitution  and  laws  of  the  United  States. 
The  Constitution  gives  Congress  the  power  "  to  promote  the  progress 
of  science  and  the  useful  arts,  by  securing  for  limited  times,  to  au- 
thors and  inventors,  the  exclusive  right  to  their  respective  writings 
and  discoveries."  Art.  1,  sec.  8,  ch.  8.  Until  secured  by  Congress, 
he  could  have  no  right  under  the  Constitution.  When  secured,  it  must 
be  to  such  extent  and  upon  such  terms  as  Congress  may  enact 

Some  argument  has  been  presented  upon  the  word  "  securing,"  as 
admitting  a  preexisting  right.  But  there  is  no  force  in  the  sugges- 
tion. There  must  be  a  preexisting  state  of  things,  out  of  which  a 
right  to  apply  to  be  secured  arises.  That  right  is  brought  into  exist- 
ence by  the  constitutional  provision.  It  had  no  existence  as  a  right, 
incident  to  the  fact  of  the  author  being  a  member  of  the  community 
of  the  nation,  until  the  constitutional  provision.  By  the  agreement  of 
those  who  made  the  Constitution,  the  right  was  brought  into  exist- 
ence, and  it  was  to  be  secured.  The  language,  therefore,  is  accurate. 
It  has  already  been  observed- that  the  term  "securing"  is  applied 
equally  to  inventions  ;  yet  no  common-law  right  to  inventions  has  been 
asserted. 

The  Federal  judiciary,  at  all  events,  can' have  no  cognizance  of 
claims  to  copyright,  but  under  the  laws  of  the  United  States,  made 
in  pursuance  of  the  Constitution,  and  to  the  extent" such  laws  may 
authorize  them  to  go. 

Thus  understood,  what  is  the  right  of  an  author  ?  There  is  a  dif- 
ference between  a  patent  and  a  copyright  A  patent,  in  due  form,  is 
primd  facie  evidence  of  the  right  of  the  inventor.  It  is,  itself,  prima 
facie  proof  of  all  the  prior  acts  required  by  the  laws.  It  rests  for  its 
support  upon  the  invention.  But  invention  without  a  patent  is  uo- 
thing.  A  man  without  a  patent  could  not  ask  the  aid  of  the  court 
to  protect  his  claims.  The  patent  is,  therefore,  evidence  primd  facie 
of  right. 

A  copyright  is  quite  a  different  thing.  Its  existence  as  a  right  de- 
pends upon  doing  certain  acts.  The  doing  of  these  is  the  foundation 
of  the  right.  Their  being  done  is  the  only  evidence  of  the  right.  If 
they  are  not  done,  no  right,  or  even  claim,  exists.  These  acts,  there- 
fore, as  to  copyright,  are  as  a  patent  in  the  case  of  an  invention. 
There  is  nothing  that  performs  the  office  of  a  patent  The  whole 
acts  together  establish  the  right. 

In  the  case  of  an  invention,  the  patent  being  a  primd  facie  case  of 
right,  in  the  first  instance,  where  the  right  of  the  inventor  is  disputed, 
it  is  sufficient  to  prove  the  patent  at  law  or  in  equity. 
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In  the  cose  of  a  copyright,  the  title  is  made  out  primd  facie,  at  law 
and  in  equity,  by  stating  and  proving  the  acts  which,  by  the  provis- 
ions of  the  law,  constitute  a  copyright. 

This  distinction  is  a  most  material  one,  and  to  be  always  kept  in 
mind.  It  goes  to  the  root  of  the  whole  case.  If  anything  has  been 
omitted  or  neglected ;  if  any  of  the  requirements  of  the  law,  the  per- 
formance of  which  are  conditions  upon  which  the  right  rests,  and  by 
which  the  right  would  be  protected  by  the  law,  have  been  neglected, 
there  is  no  title  at  all, — no  title  in  existence.  Such  a  case  is  the  same 
with  that  of  an  inventor  coming  into  court  without  a  patent. 

The  court  will  not  grant  him  an  injunction.  Ewer  v.  Coxe,  4  Wash. 
C.  C.  11.,  487.  There  is  nothing  in  such  a  case  on  which  to  ingraft 
the  doctrine  of  possession.  It  is  only  when  a  primd  facie  title  exists, 
one  made  out  by  showing  a  compliance  with  the  law,  that  the  doc- 
trine of  possession  can  be  applied.  Ewer  v.  Coxe,  4  Wash.  C.  C.  R., 
too. 

This  brings  us  to  the  first  head  of  inquiry,  which  separates  itself 
into  two  branches: 

1.  What  are  the  requisites  to  a  copyright  under  the  laws  of  Con- 
gress ?    2.  Have  these  requisites  been  complied  with  ? 

1.  Upon  the  first  question,  we  have  the  light  of  a  judicial  decision, 
and  there  is  no- decision  to  the  contrary.  It  is  that  of  a  judge  of  the 
highest  and  the  most  regarded  judicial  talents — one  whose  opinions 
have  always  received  the  utmost  respect.  In  Ewer  v.  Coxe,  4  Wash. 
C.  C.  K.,  487,  Judge  Washington  held  that  to  entitle  the  author  of 
a  book  to  a  copyright,  ho  must  deposit  a  printed  copy  of  the  title  of 
such  book  in  the  clerk's  office;  publish  a  copy  of  the  record  of  his 
title  within  the  period,  and  for  the  length  of  time  prescribed  by  the 
third  section  of  the  act  of  Congress  of  3 1st  of  May,  1790 ;  and  deposit 
a  copy  of  the  book  in  the  Secretary  of  State's  office  within  six  months 
after  its  publication.  The  requisites  of  the  third  and  fourth  sections 
of  the  act  of  Congress  of  1790,  relative  to  copyrights,  are  not  merely 
directory,  but  their  performance  is  essential  to  vesting  a  title  to  the 
copyright  secured  by  law.  The  act  of  Congress  of  29th  April,  1802, 
declares  that  in  addition  to  the  requisites  en  joined  in  the  third  and 
fourth  sections  of  the  act  of  1790,  and  before  the  person  claiming  a 
copyright  shall  be  entitled  to  the  benefits  of  the  same  act,  he  shall  per- 
form all  the  new  requisites,  and  that  he  must  perform  the  whole  be- 
fore he  shall  be  entitled  to  the  benefits  of  the  act.  "  It  seems  to  me," 
says  the  judge,  "  that  the  act  will  admit  of  no  other  construction." 

The  argument  upon  the  two  acts,  taken  together,  is  plain  and  con- 
vincing.   Act  of  1790, 1  Story's  Laws  of  United  States,  94 ;  act  of 
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1802,  2  Story's  Laws  of  United  States,  866.  The  question,  be  it  re- 
membered, is,  what  are  the  requisites  under  the  act  of  1802  ? 

1.  When  these  acts  were  passed,  the  whole  subject  of  copyrights 
was  open  for  legislation.  The  object  of  Congress  was  to  carry  into 
effect  the  provisions  of  the  Constitution,  by  establishing  a  mode  of  ob- 
taining a  copyright.    The  provisions  of  the  laws  have  no  other  view. 

It  is  material  and  reasonable,  then,  to  suppose  that  whatever  was 
directed  to  be  done  was  a  requirement.  The  acts  to  be  performed 
were  to  secure  for  a  limited  time  to  au  author  the  benefit  of  his  writ- 
ings, and  these  acts  were  directed  for  that  purpose.  It  is  impossible 
to  distinguish,  so  that  one  of  the  acts  shall  be  decreed  material,  and 
another  not  so.  The  whole  and  each  of  the  acts  arc  pointed  out  in 
the  law,  and  the  most  natural  course  is  to  deem  them  all  material. 
They  do  all,  in  effect,  constitute  the  conditions  of  the  title ; — they  con- 
stitute the  title  itself. 

2.  Upon  the  words  of  the  act,  it  seems  impossible  to  raise  a  doubt. 
They  are  plain,  clear,  and  require  no  explanation.  The  acts  they  re- 
quire are  of  easy  performance ;  the  evidence  that  they  have  been  per- 
formed can  always  be  obtained  and  preserved.  The  reason  of  requir- 
ing these  acts  is  not  here  in  question. 

It  is  probably  true,  that  when  the  act  of  1790  was  passed,  Congress 
had  before  them  the  statute  of  Anne,  and  the  decisions  of  the  English 
courts  upon  that  statute,  and  on  all  the  litigated  questions  of  literary 
property,  aud  of  copyright.  This  is  equally  true  of  the  act  of  1802 ; 
and  this  must  be  considered  in  reading  that  act. 

But  the  reason  of  the  requirement  of  the  law  is  obvious.  The  au- 
thor "shall  deliver  a  copy  to  the  Secretary  of  State,  to  be  preserved 
in  his  office." 

The  copy  to  be  delivered  is  not  to  constitute  a  part  of  the  library 
of  the  Secretary  of  State.  The  books  deposited  for  copyright  never 
do  form  a  part  of  the  library  of  the  Department  of  State.  They  are, 
it  is  understood,  always  marked  "  deposited  for  copyright,"  with  the 
date  of  the  deposit.  The  books  so  deposited  are  not  lent  out,  or  ought 
not  to  be.  They  are  "to  be  preserved  in  the  office"  of  the  Secretary 
of  State.  They  are  not  delivered  for  the  sake  of  the  officer,  nor  are 
they  like  the  copies  delivered  to  the  Stationers,  Company,  under  the 
act  of  Anne. 

Why  does  the  law  require  a  copy  to  bo  deposited  in  the  office  of 
the  Secretary  of  State  ?  It  is  a  material  requirement.  Why,  it  is 
asked,  were  models  and  drawings  to  be  deposited  in  the  Patent  Office, 
a  part  of  the  Department  of  State  ?  That  is  a  kindred  subject,  and  the 
reason  is  the  same  in  one  case  as  in  the  other. 
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If  a  model  or  a  drawing  of  a  machine  or  invention  is  required  to 
be  deposited  in  the  Patent  Office,  the  reasons  and  the  objects  of  the 
requirement  arc,  that  the  public  may  know  what  the  invention  is ; 
and  that,  after  the  limited  period  shall  have  expired,  they  may  have 
the  use  of  it,  according  to  the  purpose  of  the  provision  in  the  Consti- 
tution. A  book  or  writing  is  required  to  be  deposited  for  the  same 
reason.  The  matter  claimed  as  original  is  there  to  be  preserved,  in 
order  that  the  extent  and  nature  of  the  claim  for  the  limited  period 
may  be  known.  The  deposit  of  the  title  in  the  clerk's  office,  the 
publication  of  the  record  in  the  newspapers,  give  no  information  of 
the  contents  of  the  work ;  but  the  deposit  of  it  in  the  Secretary's 
office  does  this;  and  as  it  is  "to  be  preserved"  there  at  all  times, 
there  the  extent  of  the  author's  claims  can  be  always  known. 

The  law  enjoins  on  the  Secretary  of  State  obligations  which  are 
consistent  with  those  views  of  its  purposes.  It  is  made  his  duty  to 
preserve  the  books  deposited  in  his  office.  He  is  thus  the  trustee  of 
the  author  and  of  the  public.  The  court  will  not  suppose  this  duty 
is  ever  neglected.  It  will  always  presume  the  injunctions  of  the  law 
are  complied  with. 

As  to  the  author,  he  has  an  easy  mode  of  securing  the  evidence  of 
his  compliance  with  the  law.  To  his  rights,  the  preservation  of  the 
book  deposited  is  not  essential.  He  has  done  all  that  is  required  of 
him,  by  depositing  the  copy  of  his  work ;  and  the  certificate  of  the 
Secretary  of  State,  which  the  Secretary  has  power  to  give,  will  be  evi- 
dence of  the  deposit. 

An  examination  of  the  provisions  of  the  act  of.  1802,  must  result 
in  the  conviction  that  the  construction  contended  for  by  the  defend- 
ants is  the  true  one.  The  act  must  be  interpreted, — not  altered.  It 
must  be  read  in  its  own  words,  and  according  to  the  common  mean- 
ing and  use  of  the  terms  in  which  it  is  expressed.  The  first  and  sec* 
ond  sectious  of  the  act  are  those  upon  which  the  construction  is  to  be 
given  ;  and  no  better  language,  for  the  clear  interpretation  of  them, 
can  be  used  than  that  used  by  Judge  Washington,  in  Ewer  v.  Cdxe. 

It  is  of  no  importance  to  the  case,  whether,  by  the  law  of  1790,  the 
acts  to  be  done  by  an  author  were  conditional  or  directory.  They 
were  enjoined— they  were  "  requisites."  The  act  of  1802  has  so  de- 
clared them,  and  without  this  they  were  clearly  so.  This  cannot  be 
reasonably  denied. 

The  construction  conceded  by 'Judge  Washington,  in  Ewer  v.  Coxey 
of  the  provisions  of  the  act  of  1790,  is  not  satisfactory.  Having  as- 
certained to  his  complete  satisfaction  that  the  act  of  1802  left  no  room 
to  doubt  that  the  acts  imposed  on  an  author  were  conditions  essential 
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to  his  copyright,  that  venerable  and  learned  judge  did  not  consider  it 
necessary  to  examine  the  provisions  of  the  law  of  1790  with  the  care 
and  scrutiny  he  would  have  done  had  the  case  rested  on  that  law 
only. 

The  requirements  of  the  law  of  1790  are  made  of  the  party  himself. 
It  is  in  his  power  to  perform  them  all.  They  are  all  and  each  of  them 
parts  of  a  system  having  reference  to  the  author  and  publisher.  The 
act  of  depositing  a  copy  in  the  office  of  the  Secretary  of  State  is  one 
of  the  number  of  acts  by  which  he  evinces  his  intention  to  secure  a 
copyright,  and  by  which  he  executes  his  intention.  Less  than  the  whole 
does  not  suffice  to  prove  the  intention.  Less  than  the  whole  is  not  a 
copyright 

The  publication  in  the  newspapers  is  on  the  same  footing.  It  will 
surely  be  admitted  that  was  material.  Yet  they  are  both  of  the  same 
character.  There  was  no  necessity  for  either,  if  not  for  both.  Unless 
both  were  to  be  performed,  both  were  nugatory ;  and  the  whole  pro- 
visions of  the  law  might  have  been  a  dead-letter. 

The  law  of  1802  places  the  question  of  construction  of  the  act  of 
1790  out  of  doubt  or  con  trovers}*.  It  declares  the  acts  stated  in  the 
law  of  1790  to  be  requirements.  He  shall,  in  addition  to  the  "  requi- 
sites" "enjoined"  in  the  third  and  fourth  sections  of  the  act  of  1790, 
do  certain  things.  Every  word  of  the  law  must  have  effect.  Each 
section  contains  one  requisite,  and  no  more.  Neither,  therefore,  can 
be  rejected.    All  must  have  their  full  force. 

The  second  section  is  equally  clear.    It  helps  to  construe  the  other. 

These,  it  will  bo.  seen,  are  words  of  enactment,  not  of  recital.  They 
raake  the  law ;  they  do  not  declare  or  expound  it.  Whatever  the  law 
may  have  been  before  1802,  it  is  now  established.  The  decision  in 
Ewer  v.  Coxe,  in  establishing  the  construction  of  the  act  of  1802,  estab- 
lishes that  of  both  statutes. 

Under  these  views  of  the  law,  founded  on  the  fair  and  sound  con- 
struction of  their  provisions,  and  supported  by  the  decision  in  Ewer 
v.  Core,  copyright  is  the  union  of  these  acts,  the  "  requirements "  of 
the  laws  by  an  author.  It  is  nomen  colkctivum,  signifying  all  that  con- 
fers and  constitutes  the  right. 

2.  Such  being  the  law,  how  stand  the  facts  of  the  case  ?  And  now 
it  must  be  conceded  that  the  proof  of  title,  and  compliance  with  the 
.law,  lies  upon  the  complainant.  He  must  state  the  facts  distinctly 
in  the  bill,  and  he  must  prove  them  as  stated.  Most  clearly  this  is  his 
duty,  when  he  asks  the  extraordinary  aid  of  a  court  of  equity. 

Nor  can  it  be  deemed  unreasonable  to  require  this.  The  proof  of 
his  title  to  copyright  is  of  such  a  nature  that  it  may  easily  be  preserved. 
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It  may  consist  of  an  official  certificate  of  the  deposit  of  a  copy  of  the 
work, — of  newspapers  to  prove  the  required  publication. 

There  is  a  want  of  such  allegations  in  the  bill,  as  well  as  of  such 
proof. 

Mr.  Sergeant  declined  going  into  an  examination  of  the  bill  and 
evidence  in  support  of  the  positions  he  assumed,  considering  that 
they  had  been  fully  sustained  by  the  argument  of  Mr.  Ingersoll.  He 
also  referred,  in  support  of  these  posit  ions,  to  the  opinion  of  the  learned 
judge  in  the  Circuit  Court,  by  whom  the  case  was  decided.  (See  Ap- 
pendix.) 

Upon  the  point  made  by  the  counsel  for  the  appellants,  that  the  de- 
livery of  the  eighty  copies  of  the  reports  uuder  the  reporter's  act  was 
a  compliance  with  the  requisite  of  copyright  acts,  of  the  deposit  of  a 
copy  in  the  Secretary  of  State's  office,  he  also  referred  to  the  decis- 
ion of  Judge  Hopkinson. 

The  case,  as  exhibited  on  the  record,  and  by  the  examination  of  it 
which  has  been  submitted  to  the  court,  is  one  which  has  no  claim  to 
the  relief  sought  by  the  complainants.  Its  principal  features  are  re- 
peated, to  conuect  with  them  other  matters  deserving  the  considera- 
tion of  the  court. 

Mr.  Wheaton  undertook  the  preparation  and  publication  of  the 
reports  of  the  decisions  of  the  court,  under  the  appointment  of  the 
court.  He  furnished  nothing  original  from  his  own  mind.  All  the 
contents  of  the  reports  were  the  fruits  of  the  minds  of  others— sup- 
plied for  the  public  use,  at  the  public  expense,  or  at  the  expense  of 
others.  There  is  not  a  thought  of  Mr.  Wheaton's  from  the  beginning 
to  the  end  of  the  work.  It  was  intended  for  the  public,  for  their  use 
and  benefit ;  and  should,  therefore,  be  made  as  public  as  possible. 

In  process  of  time,  after  the  publication  of  the  first  volume  of  his 
reports,  Mr.  Wheaton  became  a  public  officer,  with  a  salary  for  his 
labor  as  reporter,  and  obliged  to  perform  the  duties  of  the  office. 
This  provision  for  the  reports,  it  has  been  said  in  the  course  of  the 
argument  for  the  complainants,  was  obtained  at  the  earnest  solicita- 
tion of  Mr.  Wheaton.  It,  therefore,  became  a  contract  on  his  part, 
for  the  sum  allowed  by  the  law,  to  prepare  and  publish  the  reports. 
See  act  of  1823.  Ho  became,  like  the  clerk  of  the  House  of  Kcpre- 
sentatives,  keeping  the  journals. 

The  object  of  lus  appointment,  the  plain  purpose  of  the  law,  was  to 
preserve  a  record  of  the  proceedings  and  decisions  of  the  court, — the 
highest  tribunal  in  the  nation, — and  to  give  them  circulation.  If  Mr. 
Wheaton  could  have  a  copyright,  this  object  might  be  entirely  de- 
feated—his book  might  be  a  sealed  book. 
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Out  of  this  public  work  it  becomes  necessary  to  compile  something 
less  bulky  and  expensive.  The  usefulness  of  such  a  publication  is  ad- 
mitted by  all  but  those  interested  to  deny  it.  Mr.  Peters  undertakes 
to  prepare  it,  and  he  has  completed  the  work.  He  announced  his  in- 
tention to  do  this  publicly,  and  fully  explained  his  plan.  No  efforts 
were  made  to  stay  this  proceeding  until  invited  by  him,  and  after  he 
had  completed  the  third  volume  of  his  work.  If  the  further  circula- 
tion of  his  book  is  stopped,  it  will  be  a  public  injury.  Such  a  result 
will  limit  the  knowledge  of  the  law  of  the  land,  as  determined  and 
established  by  this  court,  to  but  a  small  portion  of  the  community; 
while  all  are  interested  in  knowing  it. 

But  here  a  question  arises,  whether  books  of  reports  can  be  copy- 
righted in  England  or  in  the  United  States. 

There  are  no  cases  decided,  in  which  the  principle  is  established 
that  reports  of  the  decisions  of  the  courts  of  law  are  the  subjects  of 
copyright.  The  case  of  Streater  v.  Roper  (4  Bac.  Abr.  Prerogative ; 
*  Maugham,  101,  note)  was  reversed  in  Parliament.  By  that  decision, 
the  prerogative  right,  the  right  of  the  patentee,  was  established.  No 
right,  ;is  author,  was  sustained  by  this  case ;  but  the  contrary.  It  is 
true,  that  Maugham  says  the  prerogative  claim  is  ridiculous;  but  it 
rests  on  a  decision  that  it  is  the  ancient  law.  In  the  case  of  Butter- 
icorth  v.  Robin90?i,  5  Ves.,  509,  it  does  not  appear  how  the  right  was 
derived. 

By  the  decisions  of  the  House  of  Lords,  no  such  right  is  maintained. 
No  copyright,  in  any  one  author,  is  supported  by  those  decisions.  No 
one  could  report  but  by  the  authority  of  the  chancellor ;  and  this  au- 
thority was  exclusive — it  prohibited  all  others  from  interfering.  Gur- 
net/ v.  Lorn/man,  13  Ves.,  493.  Hie  whole  of  this  subject  will  be  found 
to  be  examined  in  the  compilations  of  Jeremy,  Maugham,  and  Godson. 
The  law  is  not  established,  at  least  it  has  not  been  so  declared,  that 
reports  can  be  private  property.  Essentially,  their  contents  are  pub- 
lic property.  Hie  knowledge  of  the  decisions  of  courts  should  not  be 
confined.  It  is  consistent  with  the  views  of  this  court,  that  copies  of 
their  opinions  should  be  multiplied  to  any  extent,  and  in  any  form 
required.    Publicity  is  the  very  thing  required. 

4.  The  reporter  is  a  public  officer,  and  his  duty,  by  law,  is  to  pub- 
lish. He  has  no  liberty  to  keep  back  the  matter  which  he  collects 
and  prepares  in  the  performance  of  his  official  duties.  The  act  of 
1817,  3  Story's  Laws,  1G39,  regards  him  as  a  public  officer.  So,  by 
the  subsequent  acts,  which  will  be  found  in  Story's  Laws,  1803, 1913, 
2040.  The  court,  in  3  Peters,  397,  at  January  Term,  1830,  decided 
that  the  reporter  was  the  proper  officer  to  give  copies  of  the  opinions 
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of  the  court,  when  required.  Could  he  refuse  such  copies  ?  Could 
he  refuse  to  give  a  copy  of  a  report  of  a  case,  when  asked  for  it,  on 
the  ground  that  it  was  his  property,  and  only  to  be  used  by  his  con- 
sent, and  for  his  benefit?  The  whole  purpose  of  the  reporter's  act 
would  be  defeated,  could  this  be  done.  That  act  makes  him  the  offi- 
cer to  give  publicity  to  the  proceedings  of  the  court ;  but,  upon  this 
view  of  the  matter,  it  has  placed  him  in  a  situation  to  g6t  possession 
of  the  official  actions  of  the  court ;  it  has  given  access  to  the  records 
of  the  court,  and  has  placed  him  in  a  situation  b}T  which  he  has  ob- 
tained all  the  materials  to  accomplish  the  plain  and  obvious  inteution 
of  the  law,  for  his  private  advantage,  and  that  he  may  defeat  and  set 
at  naught  that  intention.  Such  cannot  he  the  law.  This  court  will 
never  sauction  such  pretensions. 

The  purpose  of  the  appellants  is  to  subject  the  defendants  to  all  the 
evils  of  a  violation  of  the  copyright  acts,  by  a  proceeding  which  de- 
prives them  of  the  benefits  of  a  trial  by  jury.  Such  a  course  will  not 
receive  the  favor  of  this  court.  The  facts  upon  which  the  rights  of 
the  complainants  must  rest,  whatever  may  be  the  construction  of  the 
acts  of  Congress,  are  not  made  out.  All  the  esseutial  facts  to  sustain 
their  claims  are  denied;  and- certainly,  it  will  be  admitted,  the  proof 
offered  to  sustain  them  by  the  complainants  is  imperfect.  Will  the 
court,  then,  give  its  aid  in  such  a  case  ?  Will  they  reverse  the  decis- 
ion of  the  Circuit  Court,  and  order  a  perpetual  injunction  ?  Will  they 
not  say  to  the  complainants,  if  you  have  rights,  go  into  a  court  of  law 
and  establish  them  ? 

Mr.  Webster,  in  reply. 

There  was  at  one  period  no  regular  series  of  reports  of  the  decisions 
of  thus  court.  Mr.  Cranch's  reports  had  been  published  as  far  as  the 
sixth  volume ;  the  rest  of  the  matter,  which  afterwards  formed  the 
remaining  volumes,  was  in  manuscript.  In  this  state  of  things,  Mr. 
Wheaton  proposed  a  regular  annual  publication  of  the  decisions,  with 
good  type,  and  to  be  neatly  printed.  It  was  found  necessary  that 
there  should  be  some  patronage  from  the  legislature,  there  being  so 
few  persons  who  would  purchase  the  reports.  Mr.  Wheaton  applied 
to  Congress,  personally  solicited  its  aid,  and  made  a  case  which  pre- 
vailed. Congress  passed  a  temporary  law,  which  was  renewed  again 
and  again.  The  successor  of  Mr.  Wheaton  has  had  the  full  benefit 
of  the  grant  obtained  by  the  personal  exertions  of  Mr.  Wheaton. 

If  the  work  of  the  appellee  be  an  interference  with  the  rights  of 
the  appellants,  it  is  not  a  heedless  one ;  it  may  not  he  an  intentional 
interference,  but  the  acts  which  constitute  it  are  intentional.  The 
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defendant  was  well  advised  of  the  injury  which  the  appellants  fore- 
saw. This  is  fully  proved  by  the  evidence.  The  publication  of  the 
defendant  has  materially  injured  the  appellants.  Many  volumes  of 
Wheatou's  Reports  were  on  hand,  unsold,  at  the  time  of  the  publica- 
tion of  the  third  volume  of  Condensed  Reports. 

The  intention  of  the  defendant  was  not  to  make  au  abridgment, 
but  to  make  a  substitute  for  the  whole  of  the  appellant's  work.  The 
reports  of  the  appellant  were  the  result  of  the  joint  action  of  Congress 
and  the  reporter;  they  set  the  price.  If  Congress  had  thought  that 
the  people  should  have  them  cheaper,  they  would  have  lowered  the 
price.  The  defendants  should  not  have  run  a  risk  in  accommodating 
the  public ;  they  could  judge  for  themselves. 

The  question  before  the  court  is  one  for  the  most  enlarged  and  lib- 
eral consideration.  Cases  which  are  not  in  form,  but  are  in  substance 
an  infringement  of  the  author's  right,  are  to  be  viewed,  as  respects  the 
author,  liberally.    This  spirit  pervades  all  the  adjudged  cases. 

Has  there  been  an  indefensible  use  of  the  appellant's  labors  ?  In 
the  Condensed  Reports  there  is  the  same  matter  as  in  the  reports  of 
the  appellant,  under  the  same  names.  Is  this  an  abridgment  ?  An 
abridgment  fairly  done,  is  itself  authorship,— requires  mind  ;  and  is 
not  an  infringement  no  more  than  another  work  on  the  same  subject? 
In  the  English  courts,  there  are  frequently  more  reports  than  one  of 
the  same  cases'  These  reports  are  distinct  works.  Abridgments  are 
the  efforts  of  different  minds.  The  Condensed  Reports  have  none  of 
the  features  of  an  abridgment,  and  the  work  is  made  up  of  the  same 
cases,  and  no  more  than  is  contained  in  Wheaton's  Reports. 

The  attention  of  the  court  is  called  to  certain  facts.  The  laws  of 
Congress  relating  to  the  reporter's  office  do  not  bear  on  the  question 
of  copyright.  There  is  no  intimation  in  the  statute  of  such  an  inter- 
ference, or  that  the  sura  allowed  the  reporter  is  in  lieu  of  copyright 
The  right  in  the  reporter  to  fix  the  price  of  the  volumes,  recognizes  a 
right  to  exclude  others  from  publishing.  lie  receives  one  thousand 
dollars,  and  gives  eighty  copies  to  the  United  States,  of  the  value  of 
four  hundred  dollars.  Would  he  give  up  the  copyright  for  this  sum, 
this  modicum  ?  The  law  was  intended  to  secure  to  liim  the  rights  he 
possessed,  and  to  add  to  them  also. 

Before  the  statute  of  Anne,  the  copyright  of  authors  was  acknowl- 
edged. In  1769,  it  underwent  investigation  in  the  courts.  The  stat- 
ute of  Anne  was  passed  1711.  Pennsylvania  was  settled  iu  1682. 
The  common  law  was  carried  to  Pennsylvania  on  its  settlement,  and 
the  statute  of  Anne  did  not  change  or  affect  it  The  copyright  of  an 
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author  existed  in  the  colonies,  and  exists  in  the  United  States;  and 
particularly  in  Pennsylvania. 

It  has  been  said,  by  the  counsel  for  the  defendants,  that  there  is  no 
legislation  in  the  State  of  Pennsylvania,  or  judgment  of  her  courts, 
recognizing  the  common-law  right.  Before  the  revolution  there  were 
few  books  made,  and  there  are  no  reports  of  the  decisions  of  the  courts 
anterior  to  that  event.  The  common  law  is  a  fountain  of  remedy,  per- 
ennial and  perpetual — by  its  principles  protecting  rights  when  they 
are  infringed,  and  its  principles  existing,  although  not  called  into  ac- 
tion. 

The  import  of  the  act  of  Congress  of  1790  is  that,  before  its  enact- 
ment, there  were  legal  rights  of  authorship  existing;  it  provides  for 
existing  property, — not  for  property  created  by  the  statute.  There  is 
nothing  for  its  provisions  to  stand  upon  but  the  common  law.  That 
law  is  not  one  of  grant  or  bounty ;  it  recognizes  existing  rights,  which 
it  secures.  The  aim  of  the  statute  was  to  benefit  authors,  and  thereby 
the  public. 

The  right  of  an  author  to  the  production  of  his  mind  is  acknowledged 
everywhere.  It  is  a  prevailing  feeling,  and  none  can  doubt  that  a 
man's  book  is  his  book — is  his  property.  It  may  be  true  that  it  is 
property  which  requires  extraordinary  legislative  protection,  and  also 
limitation.    Be  it  so. 

But  the  appellants  are  entitled  to  protection  under. the  statute.  It 
is  a  clear  case.  All  the  statutes  should  be  taken  together.  The  de- 
cision of  Judge  "Washington  in  Ewer  v.  Coxc  was  not  appealed  from ; 
and  the  question  is  for  the  first  time  before  this  court. 

Is  the  deposit  of  the  copy  in  the  office  of  the  Secretary  of  State  a 
condition  precedent  or  subsequent  ?  There  is  no  question  but  that  it 
is  the  latter.  There  is  no  need  of  the  deposit  being  made  until  six 
months  after  publication.  From  and  after  the  recording  of  the  title, 
the  right  is  secured,  and  the  author  may  immediately  bring  his  action 
for  an  infringement.  Does  this  case  stand  differently  from  what  it 
would  if  the  action  had  been  brought  within  six  months  after  record- 
ing the  title-page  ?  Ewer  v.  Coxc  says  the  book  must  be  deposited  be- 
fore the  right  arises ;  the  statute  says  differently. 

By  the  act  of  1790,  there  were  certain  requisites,  not  prerequisites, 
enjoined  on  an  author.  Does  the  law  of  1802  make  the  requisites  of 
the  act  of  1700  prerequisites?  There  are  conclusive  reasons  against 
this.  It  was  the  intention  of  the  law  to  add  to,  but  not  to  change 
the  character  of  the  law  of  1790.  If  this  was  otherwise,  there  was  a 
direct  repeal  of  the  second  section  of  that  law,  by  which  an  action  is 
given  upon  filing  the  title-page  in  the  clerk's  office. 
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The  act  of  1802  is  an  addition  to  the  first  act,  but  not  a  repeal  of 
it.  This  is  the  hinge  of  this  case.  The  construction  contended  for 
will  repeal  the  second  section  of  the  act  of  1790,  and  will  creato  a 
forfeiture. 

"What  reason  is  there  to  doubt  that  the  copies  were  deposited  as  re- 
quired by  the  law  ?  It  is  the  ordinary  course  of  trade  to  deliver  them. 
Is  it  an  unfair  construction  to  suppose  that  the  one  copy  required  by 
the  laws  to  be  delivered,  is  included  in  the  eighty  copies  delivered  as 
reporter  ?  Is  there  not  a  special  provision  in  the  case  of  the  reporter, 
that  he  shall  deliver  eighty  copies,  while  others  deliver  one  copy  ?  The 
same  term  of  six  months  is  required  for  the  delivery  in  both. 

Mr.  Justice  M'Lean  delivered  the  opinion  of  the  court. 
After  stating  the  case,  he  proceeded: 

Some  of  the  questions  which  arise  in  this  case  are  as  novel  in  this 
country  as  they  arc  interesting.  But  one  case  involving  similar  prin- 
ciples, except  a  decision  by  a  State  court,  has  occurred ;  and  that  was 
decided  by  the  Circuit  Court  of  the  United  States  for  the  District  of 
Pennsylvania,  from  whose  decree  no  appeal  was  taken. 

The  right  of  the  complainants  must  be  first  examined.  If  this  right 
shall  be  sustained  as  set  forth  in  the  bill,  and  the  defendants  shall  be 
proved  to  have  violated  it,  the  court  will  be  bound  to  give  the  appro- 
priate redress. 

The  complainants  assert  their  right  on  two  grounds:  First,  under 
the  common  law;  secondly,  under  the  acts  of  Congress. 

And  they  insist,  in  the  first  place,  that  an  author  was  entitled  at  com- 
mon law  to  a  perpetual  property  in  the  copy  of  his  works,  and  in  the 
profits  of  their  publication ;  and  to  recover  damages  for  its  in  jury,  by 
an  action  on  the  case,  and  to  the  protection  of  a  court  of  equity. 

In  support  of  this  proposition,  the  counsel  for  the  complainants  have 
indulged  in  a  wide  range  of  argument,  and  have  shown  great  indus- 
try and  ability.  The  limited  time  allowed  for  the  preparation  of  this 
opinion,  will  not  admit  of  an  equally  extended  consideration  of  the 
subject  by  the  court. 

Perhaps  no  topic  in  England  hits  excited  more  discussion  among 
literary  and  talented  men,  than  that  of  the  literary  property  of  au- 
thors. So  engrossing  was  the  subject  for  a  long  time,  as  to  leave  few 
neutrals,  among  those  who  were  distinguished  for  their  learning  and 
ability.  At  length  the  question,  whether  the  copy  of  a  book  or  literary 
composition  belong;  to  the  author  at  common  law,  was  brought  before 
the  court  of  king's  bench,  in  the  great  case  of  Bflffler  v.  Ttylor,  reported 
in  4  Bun*.,  2303.   This  was  a  case  of  great  expectation;  and  the  four 
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judges,  in  giving  their  opinions  seriatim,  exhausted  the  argument  on 
botli  sides.  Two  of  the  judges,  and  Lord  Mansfield,  held  that,  by  the 
common  law,  an  author  had  a  literary  property  in  his  works ;  and  they 
sustained  their  opinion  with  very  great  ability.  Mr.  Justice  Yeates, 
iu  an  opinion  of  great  length,  and  with  an  ability,  if  equalled,  certainly 
not  surpassed,  maintained  the  opposite  ground. 

Previous  to  this  case,  injunctions  had  issued  out  of  chancery  to  pre- 
vent the  publication  of  certain  works,  at  the  instance  of  those  who 
claimed  a  property  in  the  copyright,  but  no  decision  had  been  given. 
And  a  case  had  been  commenced  at  law  between  Touson  and  Collins, 
on  the  same  ground,  and  was  argued  with  great  ability  more  than  once, 
and  the  court  of  king's  bench  were  about  to  take  the  opinion  of  all 
the  judges,  when  they  discovered  that  the  suit  had  been  brought  by 
collusion  to  try  the  question,  and  it  was  dismissed. 

This  question  was  brought  before  the  House  of  Lords,  in  the  case 
of  Donaldson  v.  Beckett  et.  al.f  reported  in  4  Burr.,  2408. 

Lord  Manstield,  being  a  peer,  through  feelings  of  delicacy,  declined 
giving  any  opinion.  The  eleven  judges  gave  their  opinions  on  the 
following  points: 

1st.  Whether  at  common  law  an  author  of  any  book  or  literary 
composition  had  the  sole  right  of  first  printing  and  publishing  the 
same  for  sale,  and  might  bring  an  action  against  any  person  who 
printed,  published,  and  sold  the  same  without  his  consent  ?  On  this 
question,  there  were  eight  judges  in  the  affirmative,  and  three  in  the 
negative. 

2d.  If  the  author  had  such  right  originally,  did  the  law  take  it  away 
upon  his  printing  and  publishing  such  book  or  literary  composition  ? 
— and  might  any  person  afterward  reprint  aud  sell,  for  his  own  bene- 
fit, such  book  or  literary  composition,  against  the  will  of  the  author  ? 
This  question  was  answered  in  the  affirmative  by  four  judges,  and  in 
the  negative  by  seven. 

3d.  If  such  action  would  have  lain  at  common  law,  is  it  taken  away 
by  the  statute  of  8  Anne  ? — and  is  an  author  by  the  said  statute  pre- 
cluded from  every  remedy  except  on  the  foundation  of  the  said  statute, 
and  on  the  terms  of  the  conditions  prescribed  thereby  ?  Six  of  the 
judges,  to  five,  decided  that  the  remedy  must  be  under  the  statute. 

4th.  Whether  the  author  of  any  literary  composition,  and  his  as- 
signs, had  the  sole  right  of  printing  and  publishing  the  same  in  per- 
petuity, by  the  common  law  ?  Which  question  was  decided  in  favor 
of  the  author,  by  seven  judges  to  four. 

5th.  Whether  this  right  is  any  way  impeached,  restrained,  or  taken 
away  by  the  statute  8  Anne  ?    Six  to  five  judges  decided  that  the 
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right  is  taken  away  by  the  statute ;  and,  the  Lord  Chancellor  second- 
ing Lord  Camden's  motion  to  reverse,  the  decree  was  reversed. 

It  would  appear,  from  the  points  decided,  that  a  majority  of  the 
judges  were  in  favor  of  the  common-law  right  of  authors,  but  that  the 
same  had  been  taken  away  by  the  statute. 

The  title  and  preamble  of  the  statute  8  Anne,  ch.  19,  is  as  follows: 
"  An  act  for  the  encouragement  of  learning,  by  vesting  the  copies  of 
priuted  books  in  the  authors  or  purchasers  of  such  copies,  during  the 
times  therein  mentioned. 

"  Whereas  printers,  booksellers,  and  other  persons  have  of  late  fre- 
quently taken  the  liberty  of  printing,  reprinting,  and  publishing,  or 
causing  to  be  printed,  reprinted,  and  published,  books  and  other  writ- 
ings, without  the  consent  of  the  authors  or  proprietors  of  such  books 
and  writings,  to  their  very  great  detriment,  and  too  often  to  the  ruin 
of  them  and  their  families,"  &c. 

*  In  7  Term  Rep.,  627,  Lord  Kenyon  says:  "All  arguments  in  the 
support  of  the  rights  of  learned  men  in  their  works  must  ever  be 
heard  with  great  favor  by  men  of  liberal  minds  to  whom  they  are 
addressed.  It  was  probably  on  that  account  that,  when  the  great 
question  of  literary  property  was  discussed,  some  judges  of  enlight- 
ened understanding  went  the  length  of  maintaining  that  the  right  of 
publication  rested  exclusively  in  the  authors,  and  those  who  claimed 
under  them,  for  all  time ;  but  the  other  opinion  finally  prevailed,  which 
established  that  the  right  was  confined  to  the  times  limited  by  the  act 
of  Parliament.    And  that,  I  have  no  doubt,  was  the  right  decision." 

And  in  the  case  of  the  University  of  Cambridge  v.  Pryer,  16  East, 
319,  Lord  Ellenborough  remarked :  "It  has  been  said  that  the  statute 
of  8  Anne  has  three  objects,  but  I  cannot  subdivide  the  first  two ;  I 
think  it  has  only  two.  The  counsel  for  the  plaintiffs  contended  that 
there  was  no  right  at  common  law,  and  perhaps  there  might  not  be; 
but  of  that  we  have  not  particularly  anything  to  do." 

From  the  above  authorities,  and  others  which  might  be  referred  to 
if  time  permitted,  the  law  appears  to  be  well  settled  in  England,  that, 
since  the  statute  of  8  Anne,  the  literary  property  of  an  author  in  his 
works  can  only  be  asserted  under  the  statute ;  and  that,  notwithstand- 
ing the  opinion  of  a  majority  of  the  judges  in  the  great  case  of  Miller 
v.  Titi/lnr  was  in  favor  of  the  common-law  right  before  the  statute, 
it  is  still  considered  in  England  as  a  question  by  no  means  free  from 
doubt. 

That  an  author,  at  common  law,  has  a  property  in  his  manuscript, 
and  may  obtain  redress  against  any  one  who  deprives  him  of  it,  or  by 
improperly  obtaining  a  copy  endeavors  to  realize  a  profit  by  its  pub- 
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lication,  cannot  be  doubted ;  but  this  is  a  very  different  right  from 
that  which  asserts  a  perpetual  and  exclusive  property  in  the  future 
publication  of  the  work,  after  the  author  shall  have  published  it  to  the 
world. 

The  argument  that  a  literary  man  is  as  much  entitled  to  the  product 
of  his  labor  as  any  other  member  of  society,  cannot  be  controverted. 
And  the  answer  is,  that  he  realizes  this  product  by  the  transfer  of  his 
manuscripts,  or  in  the  sale  of  his  works,  when  first  published. 

A  book  is  valuable  on  account  of  the  matter  it  contains,  the  ideas 
it  communicates,  the  instruction  or  entertainment  it  affords.  Does 
the  author  hold  a  perpetual  property  in  these  ?  Is  there  an  implied 
contract  by  every  purcliaser  of  his  book,  that  he  may  realize  whatever 
instruction  or  entertainment  which  the  reading  of  it  shall  give,  but 
shall  not  write  out  or  print  its  contents  ? 

In  what  respect  does  the  right  of  an  author  differ  from  that  of  au 
individual  who  has  invented  a  most  useful  and  valuable  machine  ?  In 
the  production  of  this,  his  mind  has  been  as  intensely  engaged,  as  long 
and  perhaps  as  usefully  to  the  public,  as  any  distinguished  author  in 
the  composition  of  his  book. 

The  result  of  their  labors  may  be  equally  beneficial  to  society,  and 
in  their  respective  spheres  they  may  be  alike  distinguished  for  mental 
vigor.  Does  the  common  law  give  a  perpetual  right  to  the  author, 
and  withhold  it  from  the  inventor?  And  yet  it  has  never  been  pre- 
tended that  the  latter  could  hold,  by  the  common  law,  any  property 
in  his  invention  after  he  shall  have  sold  it  publicly. 

It  would  seem,  therefore,  that  the  existence  of  a  principle  may  well 
be  doubted  which  operates  so  unequally.  This  is  not  a  characteristic 
of  the  common  law.  It  is  said  to  be  founded  on  principles  of  justice, 
and  that  all  its  rules  must  conform  to  sound  reason.  Does  not  the 
man  who  imitates  the  machine  profit  as  much  by  the  labor  of  another 
as  he  who  imitates  or  republishes  a  book  ?  Can  there  be  a  difference 
between  the  types  and  press  with  which  one  is  formed,  and  the  in- 
struments used  in  the  construction  of  the  other? 

That  every  man  is  entitled  to  the  fruits  of  his  own  labor,  must  be 
admitted ;  but  he  can  enjoy  them  only,  except  by  statutory  provision, 
under  the  pules  of  property  which  regulate  society,  and  which  detine 
the  rights  of  things  in  general. 

But  if  the  common-law  right  of  authors  were  shown  to  exist  in 
England,  does  the  same  right  exist,  and  to  the  same  extent,  in  this 
country  ? 

It  is  clear  there  can  be  no  common  law  of  the  United  States.  The 
Federal  government  is  composed  of  twenty-four  sovereign  and  inde- 
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pendent  States,  each  of  which  may  have  its  local  usages,  customs, 
and  common  law.  There  is  no  principle  which  pervades  the  Union 
and  has  the  authority  of  law,  that  is  not  embodied  in  the  Constitution 
or  laws  of  the  Union.  The  common  law  could  be  made  a  part  of  our 
Federal  system  only  by  legislative  adoption. 

When,  therefore,  a  common-law  right  is  asserted,  we  must  look  to 
the  State  in  which  the  controversy  originated.  And  in  the  case  under 
consideration,  as  the  copyright  was  entered  in  the  clerk's  office  of  the 
District  Court  of  Pennsylvania,  for  the  first  volume  of  the  book  in 
controversy,  and  it  was  published  in  that  State,  we  may  inquire, 
whether  the  common  law  as  to  copyrights,  if  any  existed,  was  adopted 
in  Pennsylvania. 

It  is  insisted  that  our  ancestors,  when  they  migrated  to  this  coun- 
try, brought  with  them  the  English  common  law,  as  a  part  of  their 
heritage. 

That  this  was  the  case  to  a  limited  extent,  is  admitted.  No  one 
will  contend  that  the  common  law,  as  it  existed  in  England,  has  ever 
been  in  force  in  all  its  provisions  in  any  State  in  this  Union.  It  was 
sidopted,  so  far  only  as  its  principles  were  suited  to  the  condition  of 
the  colonies;  and  from  this  circumstance  we  see  what  is  common  law 
in  one  State  is  not  so  considered  in  another.  The  judicial  decisions, 
the  usages  and  customs  of  the  respective  States,  must  determine  how 
far  the  common  law  has  been  introduced  and  sanctioned  in  each. 

In  the  argument,  it  was  insisted  that  no  presumption  could  be 
drawn  against  the  existence  of  the  common  law,  as  to  copyrights,  in 
Pennsylvania,  from  the  fact  of  its  never  having  been  asserted  until 
the  commencement  of  this  suit. 

It  may  be  true,  in  general,  that  the  failure  to  assert  auy  particular 
right  may  afford  no  evidence  of  the  non-existence  of  such  right.  But 
the  present  case  may  well  form  an  exception  to  this  rule. 

If  the  common  law,  in  all  its  provisions,  has  not  been  introduced 
into  Pennsylvania,  to  what  extent  has  it  been  adopted?  Must  not 
this  court  have  some  evidence  on  this  subject  ?  If  no  right,  such  as  is 
set  up  by  the  complainants,  has  heretofore  been  asserted,  no  custom 
or  usage  established,  no  judicial  decision  been  given,  can  the  conclu- 
sion be  justified  that,  by  the  common  law  of  Pennsylvania,  an  author 
has  a  perpetual  property  in  the  copyright  of  his  works? 

These  considerations  might  well  lead  the  court  to  doubt  the  exist- 
ence of  this  law  in  Pennsylvania,  but  there  are  others  of  a  more  con- 
clusive character. 

The  question  respecting  the  literary  property  of  authors  was  not 
made  a  subject  of  judicial  investigation  in  England  until  1760,  and 
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no  decision  was  given  until  the  case  of  Miller  v.  Taylor  was  decided, 
in  1769.  Long  before  this  time,  the  colony  of  Pennsylvania  was  set- 
tled. What  part  of  the  common  law  did  Penn  and  his  associates 
bring  with  them  from  England  ? 

The  literary  property  of  authors,  as  now  asserted,  was  then  unknown 
in  that  country.  Laws  had  been  passed,  regulating  the  publication 
of  new  works  under  license ;  and  tho  king,  as  the  head  of  the  Church 
and  the  State,  claimed  the  exclusive  right  of  publishing  the  acts  of 
Parliament,  the  book  of  common  prayer,  and  a  few  other  books. 

No  such  right  at  the  common  law  had  been  recognized  in  England 
when  the  colony  of  Penn  was  organized.  Long  afterwards,  literary 
property  became  a  subject  of  controversy,  but  the  question  was  in- 
volved in  great  doubt  and  perplexity;  and,  a  little  more  than  a  cen- 
tury ago,  it  was  decided,  by  the  highest  judicial  court  in  England,  that 
the  right  of  authors  could  not  be  asserted  at  common  law,  but  under 
the  statute.    The  statute  of  8  Anne  was  passed  in  1710. 

Can  it  be  contended  that  this  common-law  right,  so  involved  in 
doubt  as  to  divide  the  most  learned  jurists  of  England,  at  a  period  in 
her  history  a*  much  distinguished  by  learning  and  talents  as  any 
other,  was  brought  into  the  wilds  of  Pennsylvania  by  its  first  adven- 
turers ?    Was  it  suited  to  their  condition  ? 

But  there  is  another  view  still  more  conclusive. 

In  the  eighth  section  of  the  first  article  of  the  Constitution  of  the 
United  States,  it  is  declared  that  Congress  shall  have  power  "  to  pro 
mote  the  progress  of  science  and  useful  arts,  by  securing  for  limited 
times,  to  authors  and  inventors,  the  exclusive  right  to  their  respective 
writings  and  discoveries."  And  in  pursuance  of  the  power  thus  dele- 
gated, Congress  passed  the  act  of  the  30th  of  May,  1790. 

This  is  entitled  "  An  act  for  the  encouragement  of  learning,  by  se- 
curing the  copies  of  maps,  charts,  and  books  to  the  authors  and  pro- 
prietors of  such  copies,  during  the  times  therein  mentioned." 

In  the  first  section  of  this  act,  it  is  provided,  "  that  from  and  after 
its  jiassiige,  the  author  or  authors  of  any  map,  chart,  book  or  books, 
already  printed  within  these  United  States,  being  a  citizen,  &c,  who 
hath  or  have  not  transferred  to  an}*  other  person  tho  copyright  of  such 
map,  chart,  book  or  books,  &c,  shall  have  the  sole  right  and  liberty 
of  printing,  reprinting,  publishing,  and  vending  such  map,  hook  or 
books,  for  fourteen  years." 

In  behalf  of  the  common-law  right,  an  argument  has  been  drawn 
from  the  word  secure,  which  is  used  in  relation  to  this  right,  both  in 
the  Constitution  and  in  the  acts  of  Congress.  This  word,  when  used 
as  a  verb  active,  signifies  to  protect,  insure,  save,  ascertain,  &c. 
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The  counsel  for  the  complainants  insist  that  the  term,  as  used, 
clearly  indicates  an  intention  not  to  originate  a  right,  but  to  protect 
one  already  in  existence. 

There  is  no  mode  by  which  the  meaning  affixed  to  any  word  or 
sentence,  by  a  deliberative  body,  can  be  so  well  ascertained  as  by  com- 
paring it  with  the  words  and  sentences  with  which  it  stands  connected. 
By  this  rule,  the  word  secure,  as  used  in  the  Constitution,  could  not 
mean  the  protection  of  an  acknowledged  legal  right.  It  refers  to  in- 
ventors as  well  as  authors,  and  it  has  never  been  pretended  by  any 
one,  either  in  this  country  or  in  England,  that  an  inventor  has  a  per- 
petual right  at  common  law  to  sell  the  thing  invented. 

And  if  the  word  secure  is  used  in  the  Constitution  in  reference  to 
a  future  right,  was  it  not  so  used  in  the  act  of  Congress  ? 

But  it  is  said  that  by  part  of  the  first  section  of  the  act  of  Congress 
which  has  been  quoted,  a  copyright  is  not  only  recognized  as  existing, 
but  that  it  may  be  assigned,  as  the  rights  of  the  assignee  are  protected, 
the  same  as  those  of  the  author. 

As  before  stated,  an  author  has,  by  the  common  law,  a  property  in 
his  manuscript ;  and  there  can  be  no  doubt  that  the  rights  of  an  as- 
signee of  such  manuscript  would  be  protected  by  a  court  of  chancery. 
This  is  presumed  to  be  the  copyright  recognized  in  the  act,  and  which 
was  intended  to  be  protected  by  its  provisions.  And  this  protection 
was  given  as  well  to  books  published  under  such  circumstances  as  to 
manuscript  copies. 

That  Congress,  in  passing  the  act  of  1790,  did  not  legislate  in  re- 
ference to  existing  rights,  appears  clear  from  the  provision  that  the 
author,  &c,  "shall  have  the  sole  right  and  liberty  of  printing,"  &c. 
Now,  if  this  exclusive  right  existed  at  common  law,  and  Cougress 
were  about  to  adopt  legislative  provisions  for  its  protection,  would 
they  have  used  this  language  ?  Could  they  have  deemed  it  necessary 
to  vest  a  right  already  vested  ?  Such  a  presumption  is  refuted  by 
the  words  above  quoted,  and  their  force  is  not  lessened  by  any  other 
part  of  the  act. 

Congress,  then,  by  this  act,  instead  of  sanctioning  an  existing  right, 
as  contended  for,  created  it.  This  seems  to  be  the  clear  import  of 
the  law,  connected  with  the  circumstances  under  which  it  was  en- 
acted. 

From  these  considerations,  it  would  seem  that  if  the  right  of  the 
complainants  can  be  sustained,  it  must  be  sustained  under  the  acts  of 
Congress.  Such  was,  probably,  the  opinion  of  the  counsel  who  framed 
the  bill,  as  the  right  is  asserted  under  the  statutes,  and  no  particular 
reference  is  made  to  it  as  existing  at  common  law.    The  claim,  then, 
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•    of  the  complainants,  must  be  examined  in  reference  to  the  statutes 
under  which  it  is  asserted. 

There  are  but  two  statutes  which  have  a  bearing  on  this  subject; 
one  of  them  has  already  been  named,  and  the  other  was  passed  the 
29th  of  April,  1802. 

The  first  section  of  the  act  of  1790  provides  that  an  author,  or  his 
assignee,  "shall  have  the  sole  right  and  liberty  of  printing,  reprint- 
ing, publishing  and  vending  such  map,  chart,  book  or  books,  for  the 
term  of  fourteen  years,  from  the  recording  of  the  title  thereof  in  the 
clerk's  office,  as  hereinafter  directed ;  and  that  the  author,  &c,  in 
books  not  published,  &c,  shall  have  the  sole  right  and  liberty  of  print- 
ing, reprinting,  publishing,  aud  vending  such  map,  chart,  book  or 
books,  for  the  like  term  of  fourteen  years,  from  the  time  of  recording 
the  title  thereof  in  the  clerk's  office,  as  aforesaid.  And  at  the  expi- 
ration of  the  said  term,  the  author,  &c.,  shall  have  the  same  exclusive 
right  continued  to  him,  &c,  for  the  further  term  of  fourteen  years ; 
provided  he  or  they  shall  cause  the  title  thereof  to  be  a  second  time 
recorded  and  published  in  the  same  manner  as  is  hereinafter  directed, 
and  that  within  six  months  before  the  expiration  of  the  first  term  of 
fourteen  years." 

The  third  section  provides  that  "  no  person  shall  be  entitled  to  the 
benefit  of  this  act,  &c,  unless  he  shall  first  deposit,  &c,  a  printed  copy 
of  the  title  in  the  clerk's  office.  &c."  "And  such  author  or  proprietor 
shall,  within  two  mouths  from  the  date  thereof,  cause  a  copy  of  said 
record  .to  be  published  in  one  or  more  of  the  newspapers  printed  in 
the  United  States,  for  the  space  of  four  weeks." 

And  the  fourth  section  enacts  that  "the  author,  &c,  shall,  within 
six  months  after  the  publishing  thereof,  deliver,  or  cause  to  be  deliv- 
ered, to  the  Secretary  of  State  a  copy  of  the  same,  to  be  preserved  in 
his  office." 

The  first  section  of  the  act  of  1802  provides  that  "ever}*  person 
who  shall  claim  to  be  the  author,  &c,  before  he  shall  be  entitled  to 
the  benefit  of  the  act  entitled  an  act  for  the  encouragement  of  learn- 
ing, by  securing  the  copies  of  maps,  charts,  and  books  to  the  authors 
and  proprietors  of  such  copies,  during  the  time  therein  mentioned,  he 
shall,  in  addition  to  the  requisites  enjoined  in  the  third  and  fourth 
sections  of  said  act,  if  a  book  or  books,  give  information,  by  causing 
the  copy  of  the  record  which,  by  said  act,  he  is  required  to  publish,  to 
be  inserted  in  the  page  of  the  book  next  to  the  title." 

These  are  substantially  the  provisions  by  which  the  complainants' 
right  must  be  tested.  They  claim  under  a  renewal  of  the  term,  but 
this  necessarily  involves  the  validity  of  the  right  under  the  first  as 
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well  as  the  second  term.  In  the  language  of  the  statute,  the  "same  • 
exclusive  right"  is  continued  the  second  term  that  existed  the  first. 

It  will  be  observed,  that  a  right  accrues,  under  the  act  of  1790, 
from  the  time  a  copy  of  the  title  of  the  book  is  deposited  in  the  clerk's 
office.  But  the  act  of  1802  adds  another  requisite  to  the  accruing  of 
the  right,  and  that  is,  that  the  record  made  by  the  clerk  shall  be 
published  in  the  page  next  to  the  title-page  of  the  book. 

And  it  is  argued,  with  great  earnestness  and  ability,  that  these  are 
the  only  requisites  to  the  perfection  of  the  complainants'  title.  That 
the  requisition  of  the  third  section  to  give  public  notice  in  the  news- 
papers, and  that  contained  in  the  fourth  to  deposit  a  copy  in  the 
Department  of  State,  are  acts  subsequent  to  the  accruing  of  the  right, 
and,  whether  they  are  performed  or  not,  cannot  materially  affect  the 
title. 

The  case  is  compared  to  a  grant  with  conditions  subsequent,  which 
can  never  operate  as  a  forfeiture  of  the  title.  It  is  said,  also,  that  the 
object  of  the  publication  in  the  newspapers,  and  the  deposit  of  the 
copy  in  the  Department  of  State,  was  merely  to  give  notice  to  the  pub- 
lic ;  and  that  such  acts,  not  being  essential  to  the  title,  after  so  great 
a  lapse  of  time,  may  well  be  presumed.  That  if  neither  act  had  been 
done,  the  right  of  the  party  having  accrued  before  either  was  required 
to  be  done,  it  must  remain  unshaken. 

This  right,  as  has  been  shown,  does  not  exist  at  common  law — it 
originated,  if  at  all,  under  the  acts  of  Congress.  Xo  one  can  deny 
that  when  the  legislature  are  about  to  vest  an  exclusive  right  in  an 
author  or  an  inventor,  they  have  the  power  to  prescribe  the  condi- 
tions on  which  such  right  shall  be  enjoyed,  and  that  no  one  can  avail 
himself  of  such  right  who  does  not  substantially  comply  with  the  re- 
quisitions of  the  law.  , 

This  principle  is  familiar,  as  it  regards  patent-rights,  and  it  is  the 
same  in  relation  to  the  copyright  of  a  book.  If  any  difference  shall 
be  made,  as  it  respects  a  strict  conformity  to  the  law,  it  would  seem 
to  be  more  reasonable  to  make  the  requirement  of  the  author  rather 
than  the  inventor. 

The  papers  of  the  latter  are  examined  in  the  Department  of  State, 
and  require  the  sanction  of  the  Attorney-General ;  but  the  author 
takes  every  step  on  his  own  responsibility,  unchecked  by  the  scrutiny 
or  sanction  of  any  public  functionary. 

The  acts  required  to  be  done  by  an  author,  to  secure  his  right,  are 
in  the  order  in  which  they  must  naturally  transpire.  First,  the  title 
of  the  book  is  to  be  deposited  with  the  clerk,  and  the  record  he  makes 
must  be  inserted  in  the  first  or  second  page ;  then  the  public  notice 
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in  the  newspapers  is  to  be  given ;  and  within  six  months  after  the 
publication  of  the  book  a  cop}-  must  be  deposited  in  the  Department 
of  State. 

A  right  undoubtedly  accrues  on  the  record  being  made  with  the 
clerk,  and  the  printing  of  it,  as  required;  but  what  is  the  nature  of 
that  right  ?  Is  it  perfect  ?  If  so,  the  other  two  requisites  are  wholly 
useless. 

How  can  the  author  be  compelled  either  to  give  notice  in  the  news- 
paper, or  deposit  a  copy  in  the  State  Department  ?  The  statute  affixes 
no  penalty  for  a  failure  to  perform  either  of  these  acts,  and  it  pro- 
vides no  means  by  which  it  may  be  enforced. 

But  we  are  told  they  are  unimportant  acts.  If  they  are,  indeed, 
wholly  unimportant,  Congress  acted  unwisely  in  requiring  them  to 
be  done.  But  whether  they  are  important  or  not,  is  not  for  the  court 
to  determine,  but  the  legislature ;  and  in  what  light  they  were  con- 
sidered by  the  legislature,  we  can  learn  only  by  their  official  acts. 

Judging,  then,  of  these  acts  by  this  rule,  we  are  not  at  liberty  to 
say  they  are  unimportant,  and  may  be  dispensed  with.  They  are 
acts  which  the  law  requires  to  be  done ;  and  may  this  court  dispense 
with  their  performance  ? 

But  the  inquiry  is  made,  shall  the  non-performance  of  these  sub- 
sequent conditions  operate  as  a  forfeiture  of  the  right  ? 

The  answer  is,  that  this  is  not  a  technical  grant  of  precedent  and 
subsequent  conditions.  All  the  conditions  are  important;  the  law 
requires  them  to  be  performed;  aud,  consequently,  their  performance 
is  essential  to  a  perfect  title.  On  the  performance  of  a  part  of  them, 
the  right  vests ;  and  this  was  essential  to  its  protection  under  the  stat- 
ute ;  but  other  acts  are  to  be  done,  unless  Congress  have  legislated 
in  vain,  to  render  the  right  perfect. 

The  notice  could  not  be  published  until  after  the  entry  with  the 
clerk,  nor  could  the  book  be  deposited  with  the  Secretary  of  State 
until  it  was  published.  But  these  are  acts  not  less  important  than 
those  which  are  required  to  be  done  previously.  They  form  a  part 
of  the  title,  and  until  they  are  performed  the  title  is  not  perfect. 

The  deposit  of  the  book  in  the  Department  of  State  may  be  import- 
ant to  identify  it  at  any  future  period,  should  the  copyright  be  con- 
tested or  an  unfounded  claim  of  authorship  asserted. 

But  if  doubts  could  be  entertained  whether  the  notice  and  deposit 
of  the  book  in  the  State  Department  were  essential  to  the  title  under 
the  act  of  1790,  on  which  act  my  opinion  is  principally  founded, 
thongh  I  consider  it  in  connection  with  the  other  act,  there  is,  in  the 
opinion  of  three  of  the  judges,  no  ground  for  doubt  under  the  act  of 
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1802.  The  latter  act  declares  that  every  author,  &c  ,  before  he  shall 
be  entitled  to  the  benefit  of  the  former  act,  shall, "  in  addition  to  the 
requisitions  enjoined  in  the  third  and  fourth  sections  of  said  act,  if  a 
book,  publish,"  &c. 

Is  not  this  a  clear  exposition  of  the  first  act  ?  Can  an  author  claim 
the  benefit  of  the  act  of  1790,  without  performing  "the  requisites  en- 
joined in  the  third  aud  fourth  sections  of  it"  ?  If  there  be  any  mean- 
ing in  language,  the  act  of  1802,  the  three  judges  think,  requires 
these  requisites  to  be  performed  "  in  addition "  to  the  one  required 
by  that  act,  before  an  author,  &c,  "shall  be  entitled  to  the  benefit  of 
the  first  act." 

The  rule  by  which  conditions  precedent  and  subsequent  are  con- 
strued in  a  grant,  can  have  no  application  to  the  case  under  consider- 
ation, as  every  requisite  in  both  acts  is  essential  to  the  title. 

A  renewal  of  the  term  of  fourteen  years  can  only  be  obtained  by 
having  the  title-page  recorded  with  the  clerk,  and  the  record  pub- 
lished on  the  page  next  to  that  of  the  title,  and  public  notice  given 
within  six  months  before  the  expiration  of  the  first  term. 

In  opposition  to  the  construction  of  the  above  statutes  as  now  given, 
the  counsel  tor  the  complainants  referred  to  several  decisions  in  Eng- 
land, on  the  construction  of  the  statute  of  8  Anne,  and  other  statutes. 

In  the  case  of  Beckford  v.  Hood,  7  Term  Rep.,  620,  the  court  of 
king's  bench  decided  "  that  an  author,  whose  work  is  pirated  before 
the  expiration  of  twenty-eight  years  from  the  first  publication  of  it, 
may  maintain  an  action  on  the  case  for  damages  against  the  offending 
party,  although  the  work  was  not  entered  at  Stationers'  Hall."  But 
this  entry  was  necessary  only  to  subject  the  offender  to  certain  penal- 
ties provided  in  the  statute  of  8  Anne.  The  suit  brought  was  not  for 
the  penalties,  and,  consequently,  the  entry  of  the  work  at  Stationers' 
Hall  was  not  made  a  questiou  in  the  case.  In  the  case  of  Bhickircll 
v.  Harper,  2  Atk.,  95,  Lord  Hardwicke  is  reported  to  have  said,  u{>on 
the  act  of  8  Anne,  ch.  19,  "  the  clause  of  registering  with  the  Station- 
ers' Company  is  relative  to  the  penalty,  arid  the  property  cannot  vest 
without  such  entry  ";  for  the  words  are  "  that  nothing  in  this  act  shall 
be  construed  to  subject  any  bookseller,  &c,  to  the  forfeitures,  &c,  by 
reason  of  printing  any  book,  &c,  unless  the  title  to  the  copy  of  such 
book  hereafter  published  shall,  before  such  publication,. be  entered  in 
the  register-book  of  the  Company  of  Stationers." 

The  very  language  quoted  by  his  lordship  shows  that  the  entry  was 
not  necessary  to  an  investiture  of  the  title,  but  to  the  recovery  of  the 
penalties  provided  in  the  act  against  those  who  pirated  the  work. 

His  lordship  decided,  in  the  same  case,  that, "  under  an  act  of  Par- 
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liument,  providing  that  a  certain  inventor  shall  have  theBole  right  and 
liberty  of  printing  and  reprinting  certain  prints  for  the  term  of  four- 
teen years,  and  to  commence  from  the  day  of  first  publishing  thereof, 
which  shall  be  truly  engraved  with  the  name  of  the  proprietor  on  each 
plate,  and  printed  on  every  such  print  or  prints,"  the  property  in  the 
prints  vests  absolutely  in  the  engraver,  though  the  day  of  publication 
is  not  mentioned. 

The  authority  of  this  case  is  seriously  questioned  in  the  case  of  Nnv- 
ton  v.  Cowie,  4  Bingham,  241.  And  it  would  seem,  from  the  decision 
of  Lord  Hardwicke,  that  he  had  doubts  of  the  correctness  of  the  de- 
cision, bs  he  decreed  an  injunction  without  by-gone  profits.  And 
Lord  Alvauy,  in  the  case  of  Harrison  v.  Hogg,  cited  in  4  Bing.,  242, 
said  "  that  he  was  glad  he  was  relieved  from  deciding  on  the  same 
act,  as  he  was  inclined  to  differ  from  Lord  Hardwicke." 

By  a  reference  to  the  English  authorities  in  the  construction  of  stat- 
utes somewhat  analogous  to  those  under  which  the  complainants  set 
up  their  right,  it  will  be  found  that  the  decisions  often  conflict  with 
each  other;  but  it  is  believed  that  no  settled  construction  has  been 
given  to  any  British  statute,  in  all  respects  similar  to  those  under  con- 
sideration, which  is  at  variance  with  the  one  now  given.  If,  however, 
such  an  instance  could  be  found,  it  would  not  lessen  the  contidenco 
we  feel  in  the  correctness  of  the  view  which  we  have  taken. 

The  act  of  Congress  under  which  Mr.  Wheaton,  one  of  the  com- 
plainants, in  his  capacity  of  reporter,  was  required  to  deliver  eighty 
copies  of  each  volume  of  his  reports  to  the  Department  of  State,  and  • 
which  were,  probably,  faithfully  delivered,  does  not  exonerate  him 
from  the  deposit  of  a  copy  under  the  act  of  1790.  The  eighty  volumes 
were  delivered  for  a  different  purpose,  and  cannot  excuse  the  deposit 
of  the  one  volume  as  specially  required. 

The  construction  of  the  acts  of  Congress  being  settled,  in  the  fur- 
ther investigation  of  the  case  it  would  become  necessary  to  look  into 
the  evidence  and  ascertain  whether  the  complainants  have  not  shown, 
a  substantial  compliance  with  every  legal  requisite.  But  on  reading 
the  evidence,  we  entertain  doubts  which  induce  us  to  remand  the  cause 
to  the  Circuit  Court,  where  the  facts  can  be  ascertained  by  a  jury. 

And  the  case  is  accordingly  remanded  to  the  Circuit  Court,  with 
directions  to  that  court  to  order  an  issue  of  facts,  to  be  examined  and 
tried  by  a  jury  at  the  bar  of  said  court,  upon  this  point,  viz.:  whether 
the  said  Wheaton  as  author,  or  any  other  person  as  proprietor,  had 
complied  with  the  requisites  prescribed  by  the  third  and  fourth  sec- 
tions of  the  said  act  of  Congress,  passed  the  31st  day  of  May,  1790,  in 
regard  to  the  volumes  of  Wheaton's  Reports  in  the  said  bill  mentiou- 
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ed,  or  in  regard  to  one  or  more  of  them,  in  the  following  particulars, 
viz.:  whether  the  said  Wheaton  or  proprietor  did,  within  two  months 
from  the  date  of  the  recording  thereof  in  the  clerk's  office  of  the 
District  Court,  cause  a  copy  of  the  said  record  to  be  published  in  one 
or  more  of  the  newspapers  printed  in  the  resident  States,  for  the  space 
of  four  weeks ;  and  whether  the  said  Wheaton  or  proprietor,  after  the 
publishing  thereof,  did  deliver,  or  cause  to  be  delivered,  to  the  Secre- 
tary of  State  of  the  United  States  a  copy  of  the  same,  to  be  preserved 
in  his  office,  according  to  the  provisions  of  the  said  third  and  fourth 
sections  of  the  said  act. 

And  if  the  said  requisites  have  not  been  complied  with  in  regard 
to  all  the  said  volumes,  then  the  jury  to  find  in  particular  in  regard 
to  what  volumes  they  or  either  of  them  have  been  so  complied  with. 

It  may  be  proper  to  remark,  that  the  court  are  unanimously  of  opin- 
ion that  no  reporter  has,  or  can  have,  any  copyright  in  the  written 
opinions  delivered  by  this  court,  and  that  the  judges  thereof  cannot 
confer  on  any  reporter  any  such  right. 

Mr.  Justice  Thompson,  dissenting. 

It  is  matter  of  regret  with  me,  at  any  time,  to  dissent  from  an  opin- 
ion pronounced  by  a  majority  of  this  court  ;  and  where  my  mind  is 
left  balancing,  after  a  full  examination  of  the  case,  my  habitual  respect 
for  the  opinion  of  my  brethren  may  justify  a  surrender  of  my  own. 
But  where  no  such  apology  is  left  to  mo  to  rest  upon,  it  becomes  a 
duty  to  adhere  to  my  o%n  opinion ;  and  I  shall  proceed  to  assign  the 
reasons  which  have  led  "me  to  a  conclusion  different  from  that  at  which 
a  majority  of  the  court  has  arrived. 

It  is  unnecessary  for  me  to  state  anything  more,  with  respect  to 
the  bill  and  answer,  th*Ki  barely  to  observe  that  the  complainants  in 
the  court  below  rest  their  claim  both  upon  the  statutory  and  the  com- 
mon-law right.  The  bill  charges  that  all  the  provisions  of  the  acts  of 
Congress  have  been  complied  with ;  that  everything  has  been  done 
which  was  required  by  those  acts,  in  order  to  entitle  them  to  the  bene- 
fit thereof ;  and  that,  if  it  were  otherwise,  the  orator,  Henry  Wheaton, 
has,  as  the  author  of  said  reports,  the  property  in  the  copy  of  the  same, 
and  the  sole  right  to  enjoy  and  dispose  of  the  same. 

It  would  be  improper,  in  the  present  stage  of  this  cause,  to  examine 
the  evidence  which  was  before  the  court  below,  touching  certain  ques- 
tions of  fact  which,  it  is  alleged,  are  required  by  the  acts  of  Congress, 
in  order  to  entitle  the  complainants  to  the  benefit  of  those  acts,  have 
been  complied  with.  An  issue  has  been  directed  to  inquire  into  those 
matters.   Nor  is  it  deemed  necessary  to  examine  whether  the  publi- 
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cation  of  the  Condensed  Reports,  by  the  defendants,  is  a  violation  of 
the  complainants'  copyright,  if  they  have  complied  with  all  the  requi- 
sites of  the  acta  of  Congress.  This  would  seem  necessarily  implied 
by  the  ordering  of  the  issue ;  for  such  inquiries  would  be  useless,  if 
the  right  secured  under  those  acts  has  not  been  violated. 

I  shall,  therefore,  confine  myself  to  an  examination  of  the  common- 
law  right,  and  the  effect  and  operation  of  the  acts  of  Congress  upon 
such  right. 

I  think  I  may  assume*  as  a  proposition  not  to  be  questioned,  that 
in  England,  prior  to  the  statute  of  Anne,  the  right  of  an  author  to  the 
benefit  and  profit  of  his  work  is  recognized  by  the  common  law.  No 
case  has  been  cited  on  the  argument,  and  none  has  fallen  under  my 
observation,  at  all  throwing  in  doubt  this  general  proposition.  When- 
ever the  question  has  been  there  agitated,  it  has  been  in  connection 
with  the  operation  of  the  statute  upon  this  right.  The  case  of  Miller 
v.  Taylor ',  4  Burr.,  2303,  decided  in  the  year  1769,  was  the  first  deter- 
mination in  the  court  of  king's  bench  upon  the  common-law  right  of 
literary  property.  In  that  case,  the  broad  question  is  stated  and  ex- 
amined, whether  the  copy  of  a  book,  or  literary  composition,  belongs 
to  the  author  by  the  common  law;  and  three  of  the  judges,  including 
Lord  Mansfield,  decided  in  the  affirmative.  Mr.  J ustice  Yeates  dis- 
sented. But  I  am  not  aware  that,  upon  this  abstract  question,  a  con- 
trary decision  has  ever  been  made  in  England.  This  would  seem  to 
be  sufficient  to  put  at  rest  that  general  question,  and  render  it  unnec- 
essary to  go  into  a  very  particular  examination  of  the  reasons  and 
grounds  upon  which  the  decision  was  founded.  The  elaborate  exam- 
ination bestowed  upon  the  question,  by  the  judges  in  that  case,  has 
brought  into  view,  on  both  sides  of  the  question,  the  main  arguments 
of  which  the  point  is  susceptible.  The  great  principle  on  which  the 
author's  right  rests,  is  that  it  is  the  fruit  or  production  of  his  own  la- 
bor, and  which  may,  by  the  labor  of  the  faculties  of  the  mind,  estab- 
lish a  right  of  property,  as  well  as  by  the  faculties  of  the  body ;  and 
it  is  difficult  to  perceive  any  well-founded  objection  to  such  a  claim  of 
right.  It  is  founded  upon  the  soundest  principles  of  justice,  equity, 
and  public  policy.  Blackstone,  in  his  Commentaries,  2d  vol.,  405, 
has  succinctly  stated  the  principle,  that  when  a  man,  by  the  exertion 
-  of  his  rational  powers,  has  produced  an  original  work,  he  seems  to 
have  clearly  a  right  to  dispose  of  that  identical  work  as  he  pleases, 
and  any  attempt  to  vary  the  disposition  he  has  made  of  it  appears  to 
be  an  invasion  of  that  right;— that  the  identity  of  a  literary  composi- 
tion consists  entirelv  in  the  sentiment  and  the  language.  The  same 
conception,  clothed  in  the  same  words,  must  necessarily  be  the  same 
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composition;  and  whatever  method  be  taken -to  exhibit  that  compo- 
sition to  the  ear  or  to  the  eye  of  another,  by  recital,  by  writing,  or  by 
printing,  in  any  number  of  copies  or  at  any  period  of  time,  it  is  always 
the  identical  work  of  the  author  which  is  so  exhibited ;  and  no  other 
man,  it  has  been  thought,  can  have  a  right  to  exhibit  it,  especially  for 
profit,  without  the  author's  consent.  The  origin  of  this  right  is  not, 
probably,  to  be  satisfactorily  ascertained ;  and,  indeed,  if  it  could,  it 
might  be  considered  an  objection  to  its  existence  as  a  common-law 
right ;  but,  from  the  time  of  the  invention  of  printing,  in  the  early 
part  of  the  fifteenth  century,  such  a  right  seems  to  have  been  recog- 
nized. The  historical  account  of  the  recognition  of  the  right  is  to  be 
collected  from  the  discussions  in  Miller  v.  Taylor.  The  Stationers' 
Company  was  incorporated  in  the  year  1556,  and  from  that  time  to 
the  year  1640  the  crown  exercised  an  unlimited  authority  over  the 
press,  which  was  enforced  by  the  summary  process  of  search,  confis- 
cation, and  imprisonment  giveu  to  the  Stationers'  Company,  and  exe- 
cuted by  the  then  supreme  jurisdiction  of  the  star  chamber.  In  the 
year  1640,  the  star  chamber  was  abolished,  and  the  existence  of  copy- 
rights before  that  period,  upon  principles  of  usage,  can  only  be  looked 
for  in  the  Stationers'  Company,  or  the*  star  chamber  or  acts  of  State; 
and  the  evidence  on  this  point,  says  Mr.  Justice  Wills,  is  liable  to  lit- 
tle suspicion.  It  was  indifferent  to  the  views  of  government,  whether 
the  property  of  an  innocent  book,  licensed,  was  open  or  private  prop- 
erty. 

It  was  certainly  against  the  power  of  the  crown  to  allow  it  as  pri- 
vate property,  without  being  protected  by  any  royal  privilege.  It 
could  be  done  only  on  principles  of  private  justice,  moral  fitness,  and 
public  convenience,  which,  when  applied  to  a  new  subject,  make  com- 
mon law,  without  a  precedent; — much  more  when  received  and  ap- 
proved by  usage.  And  in  this  case  of  Miller  v.  Taylor  it  was  found, 
by  the  special  verdict,  "that  before  the  reign  of  her  late  majesty, 
Queen  Anne,  it  was  usual  to  purchase  from  authors  the  perpetwd  copp 
rhjht  of  their  books,  and  to  assign  the  same  from  hand  to  hand  tor 
valuable  consideration,  and  to  mako  the  same  the  subject  of  family 
settlements,  for  the  provision  of  wives  and  children."  This  usage  is 
evidence  of  the  common  law,  and  shows  that  the  copyright  was  con- 
sidered and  treated  as  property  transferable  from  party  to  party ;  and 
property,  too,  of  a  permanent  nature,  suitable  for  family  settlement 
and  provisions. 

Common  law,  says  Lord  Coke,  (1  Inst.,  1,  2,)  is  sometimes  called 
right — common  right — common  justice.  And  Lord  Mansfield  says 
the  common  law  is  drawn  from  the  principles  of  right  and  wrong,  the 
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fitness  of  things,  convenience  and  policy.  And  it  is  upon  these  prin- 
ciples that  the  copyright  of  authors  is  protected.  After  the  year  1640, 
when  the  press  hecame  subject  to  license,  the  various  ordinances  and 
acts  of  Parliament  referred  to  in  Miller  v.. Tat/lor,  and  collected  in 
Maugham's  Treatise  on  the  Law  of  Literary  Property,  pages  13  to  16, 
necessarily  imply  and  presuppose  the  existence  of  a  common-law  right 
in  the  author. 

The  common  law,  says  an  eminent  jurist,  (2  Kent's  Com.,  471,) 
includes  those  principles,  usages,  and  rules  of  action  applicable  to  the 
government  and  security  of  person  and  property  which  do  not  rest 
for  their  authority  upon  any  express  and  positive  declaration  of  the 
will  of  the  legislature.    A  great  proportion  of  the  rules  and  maxims 
which  constitute  the  immense  code  of  the  common  law,  grew  into  use 
by  gradual  adoption,  and  received,  from  time  to  time,  the  sanction  of 
the  courts  of  justice,  without  any  legislative  act  or  interference.  It 
was  the  application  of  the  dictates  of  natural  justice  and  of  cultivated 
reason  to  particular  cases.  In  the  just  lauguage  of  Sir  Matthew  TIale, 
the  common  law  of  England  is  not  the  product  of  the  wisdom  of  some 
one  man,  or  society  of  men,  in  any  one  age,  but  of  the  wisdom,  coun- 
sel, experience,  and  observation  of  many  ages  of  wise  and  observing 
men.    And,  in  accordance  with  these  sound  principles,  and  as  appli- 
cable to  the  subject  of  copyright,  are  the  remarks  of  Mr.  Christian,  in 
his  notes  to  Blackstone's  Commentaries,  2  Bl.  Com.,  40G,  and  note. 
Nothing,  says  he,  is  more  erroneous  than  the  practice  of  referring  the 
origin  of  moral  rights,  and  the  system  of  natural  equity,  to  the  savage 
state  which  is  supposed  to  have  preceded  civilized  establishments, 
in  which  literary  composition,  and,  of  consequence,  the  right  to  it, 
could  have  no  existence.    But  the  true  mode  of  ascertaining  a  moral 
right  is  to  inquire  whether  it  is  such  as  the  reason,  the  cultivated  rea- 
son of  mankind,  must  necessarily  assent  to.    Xo  proposition  seems 
more  conformable  to  that  criterion,  than  that  every  one  should  enjoy 
the  reward  of  his  labor, — the  harvest  where  he  has  sown,  or  the  fruit 
of  the  tree  which  he  has  planted.    Whether  literary  property  is  sui 
generis,  or  under  whatever  denomination  of  rights  it  may  be  classed, 
it  seems  founded  upon  the  same  principle  of  general  utility  to  society 
which  is  the  basis  of  all  other  moral  rights  and  obligations.  Thus 
considered,  an  author's  copyright  ought  to  be  esteemed  an  invaluable 
right,  established  in  sound  reason  and  abstract  morality. 

It  is  unnecessary,  for  the  purpose  of  showing  my  views  upon  this 
branch  of  the  case,  to  add  an}»thing  more.  In  my  judgment,  every 
principle  of  justice,  equity,  morality,  fitness,  and  sound  policy  concurs 
in  protecting  the  literary  labors  of  men  to  the  same  extent  that  prop- 
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erty  acquired  by  manual  labor  is  protected.  The  objections  to  the 
admission  of  the  common-law  right  of  authors  are  generally  admit- 
ted to  be  summed  up,  in  all  their  force  and  strength,  by  Mr.  Justice 
Yeates,  in  the  case  of  Miller  v.  Taylor,  These  objections  may  be 
classed  under  two  heads:  the  one  founded  upon  the  nature  of  the 
property  or  subject-matter  of  the  right  claimed,  and  the  other  on  the 
presumed  abandonment  of  the  right  by  the  author's  publication. 

The  first  appears  to  me  to  be  too  subtle  and  metaphysical  to  com- 
mand the  assent  of  any  one,  or  to  be  adopted  as  the  ground  of  decid- 
ing the  question.  It  seems  to  be  supposed  that  the  right  claimed  is 
to  the  ideas  contained  in  the  book.  The  claim,  says  Mr.  Justice 
Yeates,  is  to  the  style  and  ideas  of  the  author's  composition ;  and  it 
is  a  well-established  maxim,  that  nothing  can  be  an  object  of  property 
which  has  not  a  corporeal  substance.  The  property  claimed  is  all 
ideal :  a  set  of  ideas  which  have  no  bounds  or  marks  whatever, — no- 
thing that  is  capable  of  a  visible  possession, — nothing  that  can  sustain 
any  one  of  the  qualities  or  incidents  of  property.  Their  whole  exist- 
ence is  in  the  mind  alone.  Incapable  of  any  other  modes  of  acquisi- 
tion or  enjoymeut  than  by  mental  possession  or  apprehension ;  safe 
and  invulnerable  from  their  own  immateriality,  no  trespass  can  reach 
them,  no  tort  affect  them,  no  fraud  or  violence  diminish  or  damage 
them  ; — yet  these  are  the  phantoms  which  the  author  would  grasp  and 
confine  to  himself,  and  these  are  what  the  defendant  is  charged  with 
having  robbed  the  plaintiff  of. 

lie  asks,  can  sentiments  themselves  (apart  from  the  paper  on  which 
they  are  contained)  be  taken  in  execution  for  a  debt  ?  or,  if  the  author 
commits  treason  or  felony,  or  is  outlawed,  can  the  ideas  be  forfeited? 
Can  sentiments  be  seized,  or,  by  any  right  whatever,  be  vested  in 
the  crown  ?  If  they  cannot  be  seized,  the  sole  right  of  publishing 
them  cannot  be  confined  to  the  author.  How  strange  and  singular, 
says  he,  must  this  extraordinary  kind  of  property  be,  which  cannot 
be  visibly  possessed,  forfeited,  or  seized,  nor  is  susceptible  of  any  ex- 
ternal injury,  nor,  consequently,  of  any  specific  or  possible  remedy. 

These  and  many  other  similar  declarations  are  made  by  Mr.  Jus- 
tice Yeates,  to  illustrate  his  view  of  the  nature  of  a  copyright.  And 
he  seems  to  treat  the  question  as  if  the  claim  was  to  a  mere  idea,  not 
embodied  or  exhibited  in  any  tangible  form  or  shape.  Xo  such  pre- 
tension has  ever  been  set  up,  that  I  am  aware  of,  by  any  advocate  ot 
the  right  to  literary  property.  And  this  view  of  it  would  hardly  de- 
serve a  serious  notice,  had  it  not  been  taken  by  a  distinguished  judge. 
Lord  Mansfield,  in  the  case  of  Miller  v.  Tnylor,  in  defining  the  nature 
of  the  right  of  copyright,  says :  "I  use  the  word  copy  in  the  technical 
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sense  in  which  that  name  or  term  has  been  used  for  ages,  to  signify 
an  incorporeal  right  to  the  sole  printing  and  publishing  of  something 
intellectual,  communicated  by  letters; "  and  this  is  the  sense  in  which 
I  understand  the  term  copyright  always  to  be  used,  when  spoken  of 
as  property. 

The  other  objection  urged  by  Mr.  Justice  Ycates,  that  the  publi- 
cation by  the  author  is  an  abaudonment  of  the  exclusive  right,  rests 
upon  more  plausible  grounds,  but  is  equally  destitute  of  solidity. 

This  would  seem,  according  to  his  view  of  the  case,  the  main  point 
in  the  cause.  The  general  question,  he  says,  is  whether,  after  a  vol- 
untary and  general  publication  of  an  author's  work  by  himself,  or  by  his 
authority,  the  author  has  a  solo  and  perpetual  property  in  that  work, 
so  as  to  give  him  a  right  a  confine  every  subsequent  publication  to 
himself  or  his  assigns  forever. 

And  he  lays  down  this  general  proposition :  That  the  right  of  pub- 
lication must  forever  depend  on  the  claimant's  property  in  the  thing 
to  be  published.  Whilst  the  subject  of  publication  continues  his  own 
exclusive  property,  he  will  so  long  have  the  sole  and  perpetual  right 
to  publish  it.  But  whenever  that  property  ceases,  or  by  any  act  or 
event  becomes  common,  the  right  of  publication  will  be  equally  com- 
mon. The  particular  tonus  in  which  Mr.  Justice  Yeates  states  his 
proposition  are  worthy  of  notice.  He  puts  the  case  upon  its  being  a 
general  publication,  the  meaning  of  which  undoubtedly  is,  that  the  pub- 
lication is  without  any  restriction,  expressed  or  implied,  as  to  the  use 
to  be  made  of  it  by  the  party  into  whose  hands  it  might  come,  by 
purchase  or  otherwise.  Unless  such  was  his  meaning,  the  proposition, 
I  presume,  no  one  will  contend  can  be  maintained.  Suppose  an  ex- 
press contract  made  with  a  party  who  shall  purchase  a  book  that  he 
shall  not  republish  it, — this  surely  would  be  binding  upon  him. 

So,  if  the  bookseller  should  give  a  like  notice  of  the  author's  claim, 
and  a  purchase  of  a  book  made  without  any  express  stipulation  not  to 
republish,  the  law  would  imply  an  assent  to  the  condition ;  and  any 
circumstances  from  which  such  an  undertaking  could  be  reasonably 
inferred,  would  lead  to  the  same  legal  consequences.  The  nature  of 
the  property,  and  the  general  purposes  for  which  it  is  published  and 
sold,  show  the  use  which  is  to  be  made  of  it.  The  usual  and  common 
object  which  a  person  has  in  view  in  the  purchase  of  a  book  is  for  the 
instruction,  informatiou,  or  entertainment  to  be  derived  from  it,  and 
not  for  republication  of  the  work.  It  is  the  use  of  it  for  these  pur- 
poses which  is  implied  in  the  sale  and  purchase ;  aud  this  use  is  in 
subordination  to  the  antecedent  aud  higher  right  of  the  author,  and 
comes  strictly  within  the  maxim,  sic  utere  tuo  ut  alienam  non  fadis. 
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But  the  case  is  not  left  to  rest  on  any  implied  notice  of  the  author's 
claim,  and  the  conditions  on  which  he  makes  it  public.  This  is  con- 
tained on  the  title-page  of  the  very  book  purchased,  and  canuot  be 
presumed  to  escape  the  notice  of  the  purchaser.  It  is  there,  in  terms, 
announced  that  the  author  claims  the  right  of  publication ;  and  who- 
ever purchases,  therefore,  does  it  with  notice  of  such  claim,  and  is 
bound  to  use  it  in  subordination  thereto.  Mr.  Justice  Yeates  admits 
that  every  man  is  entitled  to  the  fruits  of  his  own  labor ;  but  that  he 
can  be  entitled  to  it  only  subject  to  the  general  rights  of  mankind, 
and  the  general  rules  of  property ;  and  that  there  must  be  a  limita- 
tion to  such  right,  otherwise  the  rights  of  others  are  infringed.  The 
force  of  such  limitation  upon  the  right  is  not  readily  perceived.  If 
the  right  exists,  it  is  a  common-law  right,  growing  out  of  the  nat- 
ural justice  of  the  case,  being  the  result  of  a  man's  own  labor.  He 
thinks  the  statute  of  Anne  fixes  a  just  limitation.  But  suppose  no 
statute  had  been  passed  on  the  subject,  where  would  have  been  the 
limitation  ?  The  right  existing,  who  would  have  authority  to  say 
where  it  should  end  ?  It  must  necessarily  be  without  limitation,  and 
it  is  no  infringement  of  the  rights  of  others.  They  enjoy  it  for  the 
purpose  intended,  and  according  to  the  nature  of  the  property.  The 
purchaser  of  the  book  has  a  right  to  all  the  benefit  resulting  from  the 
information  or  amusement  he  can  derive  from  it.  And  if,  in  conse- 
quence thereof,  he  can  write  a  book  on  the  same  subject,  he  has  a 
right  so  to  do.  But  this  is  a  very  different  use  of  the  property  from 
the  taking  and  publishing  of  the  very  language  and  sentiment  of  the 
author,  which  constitute  the  identity  of  his  work. 

Mr.  Justice  Yeates  puts  the  effect  of  a  publication  upon  the  ground  of 
intent  in  the  author.  The  act  of  publication,  says  he,  when  voluntar- 
ily done  by  the  author,  is  virtually  and  necessarily  a  gift  to  the  public ; 
and  he  must  be  deemed  to  have  so  intended  it.  But  no  such  inten- 
tion can  surely  be  inferred,  when  the  contrary  intention  is  inscribed 
upon  the  first  page  of  the  hook,  which  cannot  escape  notice. 

The  case  of  Perciml  v.  Plupps,  2  Ves.  and  Beam.,  19,  recognizes 
the  implied  prohibition  against  publishing  the  work  of  another,  aris- 
ing from  the  very  nature  of  the  property.  It  was  held  in  that  case, 
that  private  letters,  having  the  character  of  literary  composition,  were 
within  the  spirit  of  the  act  protecting  literary  property,  and  that  by 
sending  a  letter,  the  writer  did  not  give  the  receiver  authority  to  pub- 
lish it;  and  this  is  the  doctrine  of  Lord  Hardwicke  in  Po/>e  v.  Carl,  2 
Atk.,  342,  where  it  is  said  that  familiar  letters  may  form* a  literary 
composition,  in  which  the  author  retains  his  copyright,  and  does  not, 
by  sending  them  to  the  person  to  whom  they  are  addressed,  authorize 
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him,  or  a  third  person,  to  use  them  for  the  purpose  of  profit,  by  pub- 
lishing them  against  the  interest  and  intention  of  the  author ; — that 
by  sending  the  letter,  though  he  parts  with  the  property  of  the  paper, 
he  does  not  part  with  the  property  of  copyright  in  the  composition. 

But  how  stands  the  case  with  respect  to  the  effect  of  publication 
by  the  author,  according  to  Mr.  Justice  Yeates'  own  rule  ?  He  says, 
"  in  all  abandonments  of  such  kind  of  property,  two  circumstances 
are  necessary  " — an  actual  relinquishing  of  the  possession,  and  an  in- 
tention to  relinquish  it.  That  the  author's  name  being  inserted  in  the 
title-page  is  no  reason  against  the  abandonment;  for  many  of  our 
best  and  noblest  authors  have  published  their  works  from  more  gen- 
erous views  than  pecuniary  profit.  Some  have  written  for  fame  and 
the  benefit  of  mankind.  That  the  omission  of  the  author's  name  can 
make  no  difference ;  for,  if  the  property  be  absolutely  his,  he  has  no 
occasion  to  add  his  name  to  the  title-page.  He  cannot  escape,  it 
seems,  from  calling  the  copyright  projwrty,  although  a  mere  idea;  and 
resorts  again  to  his  favorite  theory,  that  it  has  no  indicia,  no  distin- 
guishing marks  to  denote  his  proprietary  interest  therein ;  and  hard, 
says  he,  would  be  the  law  that  should  adjudge  a  man  guilty  of  a 
crime,  when  he  had  no  possibility  of  knowing  that  he  was  doing  the 
least  wrong  to  any  individual.  That  he  could  not  know  who  was  the 
proprietor  of  these  intellectual  ideas,  they  not  having  any  ear-marks 
upon  them,  or  tokens  of  a  particular  proprietor. 

If,  as  Mr.  Justice  Yeates  admits,  it  is  a  question  of  intention  whether 
the  author  meant  to  abandon  his  work  to  the  public,  and  relinquish 
all  private  or  individual  claims  to  it,  no  possible  doubt  can  exist  as  to 
the  conclusion  in  the  present  case.  Would  a  jury  hesitate  a  moment 
upon  the  question,  under  the  evidence  before  the  court?  The  right 
set  up  and  stamped  upon  the  title-/w^c  of  the  book  shuts  the  door 
against  any  inference  that  the  publication  was  intended  to  be  a  gift 
to  the  public. 

Mr.  Justice  Yeates  admits,  that  so  long  as  a  literary  composition  is 
in  manuscript,  and  remains  under  the  sole  dominion  of  the  author,  it 
is  his  exclusive  property.  It  would  seem,  therefore,  that  the  idea, 
when  once  reduced  to  writing,  is  susceptible  of  identity,  and  becomes 
the  subject  of  property.  But  property,  without  the  right  to  use  it,  is 
empty  sound,  says  Mr.  Justice  Aston,  in  Miller  v.  T<»/lor.  And,  in- 
deed, it  would  seem  a  mere  mockery  for  the  law  to  recognize  any 
thing  as  property,  which  the  owner  could  not  use  safely  and  securely 
for  the  purposes  for  which  it  was  intended,  unless  interdicted  by  the 
principles  of  morality  or  public  policy. 

It  is  not  necessary  that  I  should  go  into  any  particular  examination 
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of  the  construction  of  the  statute  of  Anne,  or  to  what  extent  it  may 
affect  the  common-law  right  of  authors  in  England,  because,  as  I 
shall  hereafter  show,  that  statute  was  never  considered  in  force  in 
Pennsylvania.  The  mere  common-law  right,  uninfluenced  by  that 
statute,  is  alone  drawn  in  question  under  this  branch  of  the  case ;  and 
the  decision  in  the  case  of  Miller  v.  Taylor  would  seem  to  have  put 
that  question  at  rest  in  England,  at  that  day.  Mr.  Justice  Yeates,  in 
aid  of  his  opinion,  relied  much  upon  that  statute,  arguing  that  from 
the  title,  which  is,  "An  act  for  the  encouragement  of  learning,  by 
vesting  the  copies  of  printed  books  in  the  authors  or  purchasers  of 
such  copies,  during  the  times  therein  mentioned,"  and  from  the  pro- 
vision in  the  act,  that  the  sole  right  should  be  vested,  &c,  for  twenty- 
one  years,  and  no  longer,  the  right  was  created  and  limited  by  the 
act,  and  did  not  rest  upon  the  common  law.  The  other  three  judges, 
however,  maintained  that  an  author's  right  was  not  derived  from 
the  statute,  but  that  he  had  an  original  perpetual  common-law  right 
and  property  in  his  work,  and  that  the  statute  was  only  cumulative, 
and  giving  additional  remedies  for  a  violation  of  the  right ;  that  the 
preamble  in  the  act  proceeds  upon  the  ground  of  a  right  of  property 
in  the  author  having  been  violated,  and  that  the  act  was  intended  as 
a  confirmation  of  such  right;  and  that,  from  the  remedy  enacted 
against  the  violation  of  the  right  being  only  temporary,  it  might  be 
be  argued  that  it  afforded  an  implication  that  there  existed  no  right 
but  what  was  secured  by  the  act, — to  guard  against  which,  there  is 
an  express  saving  in  the  ninth  section  of  the  act:  "Provided,  that 
nothing  in  this  act  contained  shall  extend,  or  be  construed  to  extend, 
either  to  prejudice  or  confirm  any  light  that  the  said  universities,  or 
any  of  them,  or  any  person  or  persons,  have  or  claim  to  have  to  the 
printing  or  reprinting  any  book  or  copy  already  printed,  or  hereafter 
to  be  printed ; "  that  the  words  any  right  manifestly  meant  any  other 
right  than  the  term  secured  by  the  act.  It  may  be  observed  here, 
that  whatever  may  be  the  just  weight  to  be  given  to  the  term  "  vested" 
and  the  words  "no  longer"  as  used  in  the  statute  of  Anne,  and  so  much 
relied  on  by  Mr.  Justice  Yeates,  have  no  application  to  our  acts  of 
Congress,  no  such  term  or  provision  being  used.  A  writ  of  error  was 
brought  in  this  case  of  Miller  v.  Taylor,  but  afterwards  abandoned, 
and  the  law  was  considered  settled,  until  called  in  question  in  DonaUU 
son  v.  Beckett,  4  Burr.,  2408,  which  came  before  the  House  of  Lords 
in  the  year  1774,  upon  an  appeal  from  a  decree  of  the  court  of  chan- 
cery, founded  upon  the  judgment  in  Miller  v.  Taylor. 

Upon  this  appeal,  certain  questions  were  propounded  to  the  twelve 
judges.    Lord  Mansfield,  however,  gave  no  opinion,  it  beiug  very 
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unusual,  as  the  reporter  states,  from  reasons  of  delicacy,  for  a  peer  to 
support  his  own  judgment  upon  appeal  to  the  House  of  Lords.  This 
statement  necessarily  implies,  however,  that  he  had  not  changed  his 
opinion.  There  were,  therefore,  eleven  judges  who  voted  upon  the 
questions. 

One  of  the  questions  propounded  was :  Whether,  at  common  law, 
an  author  of  any  book  or  literary  composition  had  the  sole  right  of 
first  printing  and  publishing  the- same  for  sale,  and  might  bring  an  ac- 
tion against  any  person  who  printed,  published,  and  sold  the  same 
without  his  consent  ? 

Upon  this  question,  ten  voted  in  the  affirmative,  and  one  in  the 
negative. 

Another  question  was:  If  the  author  had  such  right  originally,  did 
the  law  take  it  away  upon  Jus  printing  and  publishing  such  book  or  lit- 
erary composition,  and  might  any  person  afterwards  reprint  and  sell, 
for  his  own  benefit,  such  book  or  literary  composition,  against  the 
will  of  the  author  ? 

Upon  this  question,  soven  were  in  the  negative,  and  four  in  the  af- 
firmative. 

The  vote  upon  these  two  questions  settled  the  point,  that,  by  the 
common  law,  the  author  of  any  literary  composition,  and  his  assigns, 
had  the  sole  right  of  printing  and  publishing  the  same  in  perpetuity. 

Another  question  propounded  was :  If  an  action  would  have  lain, 
at  common  law,  is  it  taken  away  by  the  statute  of  Anne? — and  is  an 
author,  by  the  said  statute,  precluded  from  every  remedy,  except  on 
the  foundation  of  the  statute",  and  on  the  terms  and  conditions  pre- 
scribed thereby? 

Upon  this  question,  six  voted  in  the  affirmative,  and  five  in  the 
negative;  and  it  will  be  perceived,  that  if  Lord  Mansfield  had  voted 
on  this  question,  and  in  conformity  with  his  opinion  in  Miller  v.  Tay- 
lor, the  judge?  would  have  been  equally  divided. 

That  the  law  in  England  has  not  been  considered  as  settled  in  con- 
formity with  the  vote  on  this  last  question,  is  very  certain  ;  for  it  is 
the  constant  practice,  in  chancery,  to  grant  injunctions  to  restrain 
printers  from  publishing  the  works  of  others,  which  practice  cim  only 
be  sustained  on  the  ground  that  the  penalties  given  by  the  statute 
arc  not  the  onlv  reraedv  that  can  be  resorted  to.  In  M'Vcr  v.  Tat/lor, 
Lord  Mansfield  savs  the  whole  jurisdiction  exercised  bv  the  court  of 
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chancery,  since  1710,  the  date  of  the  statute  of  Anne,  against  pirates 
of  copies,  is  an  authority  that  authors  had  a  property  antecedent,  to 
which  the  act  gives  a  temporary  additional  security.  It  can  stand 
upon  no  other  foundation.    And  in  the  case  of  Bcckford  v.  Hood,  7 
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Term  Kep.,  616,  it  was  decided  that  an  author  whose  work  is  pirated, 
before  the  expiration  of  the  time  limited  in  the  statute,  may  maintain 
an  action  on  the  case  for  damages  against  the  offending  party.  Lord 
Kenyou  says  the  question  is,  whether,  the  right  of  property  being 
vested  in  authors  for  certain  periods,  the  common-law  remedy  for  a 
violation  of  it  does  not  attach  within  the  time  limited  by  the  act  of 
Parliament.  "Within  those  periods,  the  act  says  that  the  author  shall 
have  the  sole  right  and  liberty  of  printing,  &c.  Thus,  the  statute  hav- 
ing vested  that  right  in  the  author,  the  common  law  gives  the  remedy 
by  action  in  the  case  for  violation  of  it ;  and  that  the  meaning  of  the 
act  in  creating  the  penalties  was  to  give  an  accumulative  remedy. 
And  in  this  all  the  judges  concurred.  And  Mr.  Justice  Grose  ob- 
serves that,  in  the  great  case  of  Miller  v.  Taylor,  Mr.  Justice  Yeates 
gave  his  opinion  against  the  common-law  right  of  authors;  but  he 
was  decidedly  of  opinion  that  an  exclusive  right  of  property  was 
vested  by  the  statute  for  tho  time  limited;  and  lit;  says  that,  by  the 
decision  in  the  House  of  Lords  of  Donaldson  v.  Beckett,  the  common- 
law  right  of  action  is  not  considered  as  taken  away  by  the  statute  of 
Anne,  but  that  it  could  not  be  exercised  beyond  the  time  limited  by 
that  statute ;  aud  it,  is  worthy  of  notice  that  this  action  on  the  ease  for 
damages  was  sustained,  although  the  work  was  not  entered  at  Sta- 
tioners' Hall,  nor  the  author's  name  affixed  to  the  first  publication. 
This,  Lord  Kenvon  observes,  was  to  serve  as  a  notice  and  warning  to 
the  public,  that  none  might  ignorantly  incur  the  penalties  and  forfeit- 
ures given  against  such  as  pirate  the  works  of  others.  But  calling 
on  a  party  who  has  injured  the  civil  property  of  another,  for  a  rem- 
edy in  damages,  cannot  properly  fall  under  the  description  of  a  for- 
feiture or  penalty. 

From  this  view  of  the  law,  as  it  stands  in  England,  it  is  very  clear 
that,  previous  to  the  statute  of  Anne,  the  perpetual  common-law  right 
of  authors  was  undisputed ;  that  after  that  statute,  in  the  case  of 
Milkr  v.  Taylor,  it  was  held,  that  this  common-law  right  remained  un- 
affected by  the  statute,  which  only  gave  a  cumulative  remedy ;  that 
the  subsequent  case  of  Donaldson  v.  Beckett  limited  the  right  to  the 
times  mentioned  iu  the  statute ;  but  that,  for  all  violations  of  the 
right  during  that  time,  all  the  common-law  remedies  continued,  al- 
though no  entry  of  the  work  at  Stationers'  Hall  had  been  made,  ac- 
cording to  the  provisions  of  the  statute, — such  entry  being  necessan 
only  for  the  purpose  of  subjecting  the  party  violating  the  right  to  the 
penalties  given  by  the  act. 

I  do  not  deem  it  necessary  particularly  to  inquire  whether,  as  an 
abstract  question,  tho  same  reasons  do  not  exist  for  the  protection  of 
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mechanical  inventions  as  the  production  of  mental  labor.  The  in- 
quiry is  not  whether  it  would  have  been  wise  to  have  recognized  an 
exclusive  right  to  mechanical  inventions.  It  is  enough,  when  we  are 
inquiring  what  the  law  is,  and  not  what  it  ought  to  have  been,  to  find 
that  no  such  principle  ever  has  been  recognized  by  any  judicial  decis- 
ion. The  argument  was  urged,  with  great  earnestness,  by  Mr.  Jus- 
tice Yeates,  in  Miller  v.  Taylor,  but  repudiated  by  Lord  Mansfield  and 
the  other  judges.  With  respect  to  copyrights,  however,  the  law  has 
been  considered  otherwise,  and  the  original  common-law  right  fully 
established,  though  modified  in  some  respects  by  the  statute  of  Anne. 

I  shall  proceed  now  to  some  notice  of  the  light  in  which  copyrights 
have  been  viewed  in  this  country. 

It  appears  from  the  Journals  of  the  old  Congress  (8  Journals,  257) 
that  this  question  was  brought  before  that  body  by  sundry  papers  and 
memorials  on  the  subject  of  literary  property  y  and  which  were  referred 
to  a  committee,  of  which  Mr.  Madison  was  one ;  aud  on  the  27th  of 
May,  1783,  the  following  resolution  was  reported  aud  adopted:  . 

"  Resolved,  that  it  be  recommended  to  the  several  States  to  secure 
to  the  authors  or  publishers  of  any  new  books  not  hitherto  printed, 
being  citizens  of  the  United  States,  and  to  their  executors,  adminis- 
trators, and  assigns,  the  copyright  of  such  books  for  a  certain  time, 
not  less  than  fourteen  years  from  the  first  publication ;  and  to  secure 
to  the  said  authors,  if  they  shall  survive  the  term  first  mentioned,  and 
to  their  executors,  administrators,  and  assigns,  the  copyright  of  such 
books  for  another  term  or  time,  not  less  than  fourteen  years,  such 
copy  or  exclusive  right  of  printing,  publishing,  and  vending  the  same 
to  be  secured  to  the  original  authors  or  publishers,  their  executors,  ad- 
ministrators, and  assigns,  by  such  laws  and  such  restrictions  as  to  the 
several  States  may  seem  proper." 

This  right  is  here  treated  and  dealt  with  as  property  already  exist- 
ing, and  not  as  creating  anything  which  had  previously  no  being. 
It  is  spoken  of  as  something  tangible,  that  might  pass  to  executors 
aud  administrators,  and  transferable  by  assignment.  And  the  rec- 
ommendation to  the  State  was,  to  pass  laws  to  secure  such  a  right. 

It  must  be  presumed  that  Congress  understood  the  light  in  which 
this  subject  was  viewed  iu  the  mother  country.  And  it  is  deserving 
of  notice  that  Mr.  Madison,  one  of  the  committee,  afterwards  wrote 
the  number  in  The  Federalist  where  this  subject  is  discussed;  and 
where  it  is  expressly  asserted  that  this  has  been  adjudged  in  England 
to  be  a  right  at  common  law. 

And  it  is  worthy  of  remark,  also,  that  no  mention  is  here  made  of 
any  right  in  mechanical  inventions;  and  although  the  arts  and  sci- 
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ences  arc  connected  in  the  same  clause  in  the  Constitution,  and  placed 
under  the  legislative  power  of  Congress,  it  does  not  by  any  means 
follow  that  they  were  considered  as  standing  on  the  same  footing. 

Several  of  the  States  had  already  passed  laws  on  this  subject,  and 
many  others,  in  compliance  with  the  recommendation  of  Congress, 
did  the  same. 

The  State  of  Massachusetts,  as  early  as  March,  1783,  passed  a  law 
entitled  "An  act  for  the  purpose  of  securing  to  authors  the  exclusive 
right  and  benefit  of  publishing  their  literary  productions  for  twenty- 
one  years."  The  preamble  to  this  act  shows,  in  a  strong  and  striking 
manner,  the  views  entertained  at  that  day,  in  this  enlightened  State, 
of  the  value  of  this  right :  "  Whereas,  the  improvement  of  knowl- 
edge, the  progress  of  civilization,  the  public  weal  of  the  community,  ' 
and  the  advancement  of  human  happiness  greatly  depend  on  the  ef- 
forts of  learned  and  ingenious  persons  in  the  various  aits  and  sciences ; 
as  the  principal  encouragement  such  persons  can  have,  to  make  great 
and  beneficial  exertions  of  this  nature,  must  exist  in  the  legal  security 
of  the  fruits  of  their  study  and  industry  to  themselves;  and  as  such 
security  is  one  of  the  natural  rights  of  all  men,  there  being  no  property 
more  peculiarly  a  man's  own  than  that  which  is  produced  by  the  labor 
of  his  mind:  Therefore,  to  encourage  learned  and  ingenious  persons 
to  write  useful  books,  for  the  benefit  of  mankind,  be  it  enacted,"  &c. 
The  act  then  proceeds  to  declare  that  all  books,  treatises,  and  other 
literary  works,  &c,  shall  be  the  sole  property  of  the  author  or  authors, 
being  subjects  of  the  United  States  of  America,  their  heirs  and  assigns, 
for  the  full  and  complete  term  of  twenty-one  years  from  the  date  of 
their  first  publication.  And  certain  penalties  are  affixed  to  a  violation 
of  the  right,  with  a  proviso  that  the  act  shall  not  be  construed  to  ex- 
tend in  favor,  or  for  the  benefit,  of  any  author  or  subject  of  any  other 
of  the  United  States,  until  the  State  of  which  such  author  is  a  subject 
shall  have  passed  similar  laws  for  securing  to  authors  the  exclusive 
right  and  benefit  of  publishing  their  literary  productions.  1  Laws 
Mass.,  94. 

This  act  recognizes,  in  the  fullest  aud  most  unqualified  manner,  the 
natural  right  which  an  author  has  to  the  productions  and  labor  of  his 
own  mind.  And  it  is  worthy  of  notice  that  the  act  does  not  recognize 
as  a  natural  right,  or  in  any  manner  provide  for  the  protection  of 
mechanical  inventions,  thereby  showing  the  distinction  between  men- 
tal and  manual  labor,  in  the  view  of  that  legislature,  although  it  is 
now  attempted  to  put  them  on  the  same  footing. 

The  State  of  Connecticut  had  previously,  in  the  same  year,  (Janu- 
ary, 1783,)  passed  an  act  for  the  encouragement  of  literature  aud 
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genius, containing  the  following  preamble:  "  Whereas, it  is  perfectly 
agreeable  to  the  principles  of  natural  justice  and  equity  that  every 
author  should  be  secured  in  receiving  the  profits  that  may  arise  from 
the  sale  of  hia  works,  aud  such  security  may  encourage  men  of  learn- 
ing and  genius  to  publish  their  writings,  which  may  do  honor  to  their 
country  and  service  to  mankind."  Certain  provisions  are  then  made 
for  tho  security  of  such  right,  which  it  is  unnecessary  here  to  bo  par- 
ticularly noticed. 

There  is  a  like  proviso,  as  in  the  Massachusetts  act,  that  the  benefit 
of  the  law  is  not  to  extend  to  authors  inhabitants  of,  or  residing  in, 
other  States,  until  such  States  have  passed  similar  laws.  Statutes  of 
Connecticut,  474.  This  law  is  also  coufined  to  literary  productions, 
and  in  no  manner  extending  to  mechanical  labors. 

In  the  colony  of  New  York,  in  the  year  178G,  a  law  "  to  promote 
literature"  was  passed,  reciting:  "  Whereas,  it  is  agreeable  to  the  prin- 
ciples of  natural  equity  and  justice  that  every  author  should  be  secured 
in  receiving  the  profits  that  may  arise  from  the  sale  of  his  works,  and 
such  security  may  encourage  persons  of  learning  and  genius  to  pub- 
lish their  writings,  which  may  do  honor  to  their  country  and  service 
to  mankind ;"  aud  then  making  provision  for  securiug  to  authors  the 
sole  right  of  printing,  publishing,  and  selling  their  works  for  fourteen 
years, — with  a  proviso  to  the  fourth  section  of  tho  act,  recognizing  a 
common-law  right,  but  leaving  it  open  and  unaffected  in  cases  not 
coming  within  the  act,  viz.,  "provided,  that  nothing  in  this  act  shall 
extend  to,  affect,  prejudice,  or  confirm  the  rights  which  any  person 
may  have  to  the  printing  or  publishing  of  any  books  or  pamphlets  at 
common  law,  in  cases  not  mentioned  in  this  act." 

Thp  State  of  Virginia,  also,  in  the  year  1785,  passed  a  similar  law, 
for  securing  to  authors  of  literary  works  an  exclusive  property  therein 
for  a  limited  time.  1  Rev.  Code,  534.  Like  laws,  for  the  same  pur- 
pose, were  passed  by  other  States,  which  are  not  necessary  here  to  be 
noticed,  enough  having  been  referred  to  to  show  the  light  in  which 
literary  property  was  viewed  in  this  country,  and  that  such  laws  were 
passed  with  a  view  to  protect  and  secure  a  preexisting  right,  founded 
on  the  eternal  rules  and  principles  of  natural  right  and  justice,  and 
*    recognized  by  the  common  law. 

But  under  the  existing  governments  of  the  United  States,  before 
the  adoption  of  the  present  Constitution,  adequate  protection  could 
not  be  given  to  authors  throughout  the  United  States,  by  any  general 
law.  It  depended  on  the  legislatures  of  the  several  States;  and  this 
led  to  the  provisions  in  the  present  Constitution,  giving  to  Congress 
power  "  to  promote  the  progress  of  science  and  the  useful  arts,  by  se- 
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curing,  for  limited  times,  to  authors  and  inventors,  the  exclusive  right 
to  their  respective  writings  and  discoveries."  Constitution,  article  1, 
section  8. 

It  has  been  argued  at  the  bar  that,  as  the  promotion  of  the  progress 
of  science  and  the  useful  arts  is  here  united  in  the  same  clause  in  the 
Constitution,  the  rights  of  authors  and  inventors  were  considered  as 
standing  on  the  same  footing;  but  this,  I  think,  is  a  non  sequitar. 
This  article  is  to  be  construed  distributively,  and  must  have  been  so 
understood ;  for  when  Congress  came  to  execute  this  power  by  legis- 
lation, the  subjects  are  kept  distinct,  and  very  different  provisions  are 
made  respecting  them.  All  the  laws  relative  to  inventions  purport 
to  be  acts  to  promote  the  progress  of  the  useful  arts.  They  do  not 
use  any  language  which  implies  or  presupposes  any  existing  prior 
right  to  be  secured,  but  clearly  imply  that  the  whole  exclusive  right  is 
created  by  the  law,  and  ends  with  the  expiration  of  the  patent.  The 
first  law,  passed  in  the  year  1790,  1  Story's  Ed.,  80,  requires  that  the 
specification  shall  be  so  particular  as  not  only  to  distinguish  the  inven- 
•  tion  or  discovery  from  other  things  before  known  and  used,  but  also 
to  enable  a  workman,  or  other  person  skilled  in  the  art  or  manufac- 
ture, to  make,  construct,  or  use  the  same,  to  the  end  that  the  public  may 
hose  the  full  benefit  thereof,  after  the  expiration  of  the  patent  term.  This 
is  the  consideration  demanded  by  the  public  for  the  protection  during 
the  time  mentioned  in  the  pateut ;  and  the  books  furnish  no  case,  that 
I  am  aware  of,  where  an  action  has  been  attempted  to  be  sustained 
upoti  any  supposed  common-law  right  of  the  inventor. 

But  the  case  is  quite  different  with  respect  to  copyrights.  All  the 
laws  on  tliis  subject  purport  to  be  made  for  securing  to  authors  and 
proprietors  such  copyright.  They  presuppose  the  existence  of  a  right 
which  is  to  be  secured,  and  not  a  right  originally  created  by  the  act 
The  security  provided  by  the  act  is  for  a  limited  time.  But  there  is 
no  intimation  that  at  the  expiration  of  that  time  the  copy  becomes 
common,  as  in  the  case  of  an  invention.  The  right,  at  the  expira- 
tion of  the  time  limited  in  the  acts  of  Congress,  is  left  to  the  common 
law  protection,  without  the  additional  security  thrown  around  it  by 
the  statutes,  and  stands  upon  the  same  footing  as  it  did  before  the 
statutes  were  passed.  The  protection  for  a  limited  time,  by  the  aid  ■ 
of  penalties,  against  the  violator  of  the  right,  proceeds  upon  the 
ground  that  the  author,  within  that  tinie,  can  so  multiply  his  work, 
and  reap  such  profits  therefrom,  as  to  enable  him  to  rest  upon  his 
common-law  right,  without  the  extraordinary  aid  of  penal  laws. 

In  The  Federalist,  (So.  43,)  written  by  Mr.  Madison,  who  reported 
the  resolution  referred  to,  in  the  old  Congress,  this  clause  in  the  Con- 
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stitution  is  under  consideration,  and  the  writer  observes  that  the 
utility  of  this  power  will  scarcely  be  questioned.  The.  copyright  of  au- 
thors has  been  solemnly  adjudged  in  Great  Britain  to  be  a  right  at  common 
laic.  The  right  to  useful  inventions  seems,  with  equal  reason,  to  be- 
long to  the  inventors.  The  public  good  fully  coincides,  in  both  cases, 
with  the  claims  of  individuals.  The  States  cannot  separately  make 
effectual  provision  for  either  of  the  cases,  aud  most  of  them  have  an- 
ticipated the  decision  of  this  point  by  laws  passed  at  the  instance  of 
Congress. 

Although  it  is  here  said  that  the  right  to  useful  inventions  seems 
with  equal  reason  to  belong  to  the  inventors  as  the  copyright  to  au- 
thors, yet  it  is  not  pretended  that  the  common  law  equally  recognizes 
them.  But  the  contrary  is  necessarily  implied,  when  it  is  expressly 
aaid  that  the  copyright  has  been  adjudged  to  be  a  common-law  right, 
but  is  silent  as  to  inventors'  rights. 

The  common-law  right  of  authors  is  expressly  recognized  by  Mr. 
•Justice  Story  in  his  Commentaries.  In  noticing  this  article  in  the 
Constitution,  he  says:  "This  power  did  not  exist  under  the  confedera- 
tion, and  its  utility  does  not  seem  to  have  been  questioned,  'the  copy- 
right of  authors  in  their  works  had,  before  the  revolution,  been  decid- 
ed in  Great  Britain  to  be  a  common-law  right,  and  it  was  regulated 
and  limited  under  statutes  passed  by  Parliament  upon  that  subject." 
3  Story's  Com.,  48.  If  these  statutes  do  not  affect  the  right  in  the 
case  now  before  the  court,  it  remains  and  is  to  be  viewed  as  a  com- 
mon-law right. 

The  judge  in  the  court  below  who  decided  this  case  seems  to  place 
much  reliance  on  what  he  considers  a  doubt,  suggested  by  Chancellor 
Kent,  as  to  the  existence  of  the  common-law  right.  Let  us  see  what 
he  does  say.  "  It  was,"  says  he,  "  for  some  time  the  prevailing  and 
better  opinion  in  England  that  authors  had  an  exclusive  copyright  at 
common  law,  as  permanent  as  the  property  of  an  estate ;  and  that 
the  statute  of  Anne,  protecting  by  penalties  that  right  for  fourteen 
years,  was  only  an  additional  sanction,  and  made  in  affirmance  of  the 
common  law.  This  point  came  at  last  to  be  questioned,  and  it  be- 
came the  subject  of  a  very  serious  litigation  in  the  court  of  king's 
bench.  It  was  decided  in  Miller  v.  Taylor,  17G0,  that  every  author 
had  a  common-law  right  in  perpetuity,  independent  of  statute,  to  the 
exclusive  printing  and  publishing  of  his  original  compositions.  'Hie 
court  was  not  unanimous,  and  the  subsequent  decision  of  the  House 
of  Lords,  in  Donaldson  v.  Beckett,  in  February,  1774,  settled  this  very 
litigated  question  against  the  opinion  of  the  king's  bench,  by  estab- 
lishing that  the  common-law  right  of  action,  if  any  existed,  could  not 
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be  exorcised  beyond  the  time  limited  by  the  statute  of  Anne,  2  Com., 
375,  second  edition.  It  is  here  fully  admitted  that,  by  the  decision 
in  Milter  v.  Taylor,  every  author  had  a  common-law  right  in  perpe- 
tuity to  the  publishing  of  his  original  composition.  And  if  it  was 
intended  to  intimate  that  the  subsequent  decision,  in  Donaldson  v. 
Beckett,  overruled  this  decision  as  to  the  common-law  right,  I  appre- 
hend this  must  be  a  mistake,  according  to  the  report  of  the  case  in  4 
Burr.  I  understand  the  decision  then  was,  by  ten  of  the  judges,  that  at 
common  law  an  author  had  the  sole  right  of  first  printing  and  publish- 
ing his  work,  and,  by  seven  judges  to  four,  that  such-right  continued 
after  his  Jxrst  publication.  It  is  true,  it  was  decided,  by  six  to  live  of 
the  judges,  that  the  common-law  right  of  action  could  not  be  exer- 
cised beyond  the  time  limited  by  the  statute  of  Anne.  But  with  the 
construction  of  this  statute  we  have  no  concern,  if  it  was  not  in  force 
in  Pennsylvania.  The  settlement  of  the  common-law  right  is  the  ma- 
'  terial  point,  and  that  is  admitted,  by  Chancellor  Kent,  to  have  been 
decided  in  favor  of  the  author.  There  is  certainlv  considerable  ob- 
scurity  in  the  report  of  this  case,  as  to  how  far  it  has  modified  the 
common-law  remedy.  This  arises  probably  from  the  manner  in  which 
the  questions  wore  propounded  by  the  House  of  Lords  to  the  judges. 

I  do  not  perceivo  how  it  becomes  necessary  in  this  case  to  decide 
the  question  whether  we  have  here  any  code  of  laws  known  and  re- 
garded as  the  common  law  of  the  United  States.  This  case  presents  a 
question  respecting  the  right  of  property,  and  in  such  cases  the  State 
laws  form  the  rules  of  decision  in  the  courts  of  the  United  States; 
and  tho  case  now  before  the  court  must  be  governed  by  the  law  of 
copyright  in  the  State  of  Pennsylvania.  The  complainants,  though 
citizens  of  New  York,  are  entitled  to  the  benefit  of  those  laws  for  the 
protection  of  their  property,  and  have  a  right  to  prosecute  their  suit 
in  the  courts  of  the  United  States. 

If,  by  the  common  law  of  England,  an  author  has  the  copyright 
in  his  literary  compositions,  it  becomes  necessary  to  inquire  whether 
that  law  is  in  force  in  the  State  of  Pennsylvania. 

It  was  very  properly  admitted  by  tho  court  below,  on  the  trial  of 
this  cause,  that  when  the  American  colonies  were  first  settled  by  onr 
ancestors,  it  was  held,  as  well  by  the  settlers  as  by  the  judges  and 
lawyers  of  England,  that  they  brought  with  them,  as  a  birthright  and 
inheritance,  so  much  of  the  commoi^  law  as  was  applicable  to  their 
local  situation  and  cliange  of  circumstances,  and  that  each  colony 
judged  for  itself  what  parts  of  the  common  law  were  applicable  to  its 
new  condition.  Mr.  Justice  Story  recognizes  the  same  principle  in 
his  Commentaries,  vol.  1,  137-140.    Englishmen,  says  he,  removing 
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to  another  country,  must  be  deemed  to  carry  with  them  those  rights 
and  privileges  which  belong  to  them  in  their  native  country ;  and 
that  the  plantations  formed  in  this  country  were  to  be  deemed  a  part 
of  the  ancient  dominions,  and  the  subjects  inhabiting  them  to  belong 
to  a  common  country,  and  to  retain  their  former  rights  and  privileges. 
That  the  universal  principle  has  been  (and  the  practice  has  conformed 
to  it)  that  the  common  law  is  our  birthright  and  inheritance,  and  that 
our  aucestors  brought  hither  with  them,  upon  their  immigration,  all 
of  it  which  was  applicable  to  their  situation.  The  whole  structure  of 
our  present  jurisprudence  stands  upon  the  original  foundation  of  the 
common  law.  The  old  Congress,  in  the  year  1774,  unanimously  re- 
solved that  the  respective  colonies  are  entitled  to  the  common  law  of 
England.    1  Story's  Com.,  140,  and  note. 

The  colony  of  Pennsylvania  was  settled  about  the  year  1682,  at 
which  period,  and  down  to  the  time  of  the  case  of  Miller  v.  Tty/for, 
1769,  the  whole  course  of  the  British  government,  as  well  in  Parlia- 
ment as  in  the  star  chamber  and  court  of  chancery,  proceeded,  in 
relation  to  the  regulation  of  copyrights,  upon  the  ground  of  an  exist- 
ing common-law  right  in  authors,  and  which  was  so  universally  ac- 
knowledged, that  it  was  not  contested  in  a  court  of  justice  uutil  that 
case,  and  then  solemnly,  and  upon  the  most  mature  deliberation, 
decided  to  be  a  common-law  right,  notwithstanding  the  statute 
of  Anne,  passed  in  the  year  1710.  And  the  subsequent  decision  of 
Donaldson  v.  Beckett  turned  entirely  upon  the  construction  of  that 
act,  which  it  was  supposed  limited  the  remedy  to  the  time  prescribed 
in  the  act  for  the  protection  of  the  copyright.  So  that  at  the  time  of 
the  settlement  of  Pennsylvania,  and  for  nearly  a  century  thereafter, 
the  common-law  right,  with  all  the  common-law  remedies  attached  to 
it,  was  the  received  and  acknowledged  doctrine  in  England.  And  if 
the  common  law  was  brought  into  Pennsylvania  by  the  first  settlers, 
the  law  of  copyright  formed  a  part  of  it,  and  was  in  force  there,  and 
has  so  continued  ever  since,  not  having  been  abolished  or  modified 
by  any  legislature  in  that  State.  But  the  existence  of  the  common 
law  in  Pennsylvania  is  not  left  to  interfere  upon  the  general  princi- 
ples applicable  to  emigrants,  before  alluded  to ;  there  is  positive  leg- 
islation on  the  subject. 

We  find,  as  early  as  the  year  1718,  a  law  in  that  colony  with  a 
recital,  "Whereas,  King  Charles  II,  by  his  royal  charter  to  William 
Penn,  for  erecting  this  country  into  a  province,  did  declare  it  to  be 
his  will  and  pleasure  that  the  laws  for  regulating  and  governing  of 
property,  within  the  said  province,  as  well  for  the  descent  and  enjoy- 
ment of  lands  as  for  the  enjoyment  and  succession  of  goods  ai>d  chat- 
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tel8,  and  likewise  as  to  felonies,  should  be  and  continue  the  same  as 
they  should  be,  for  the  time  being,  by  the  general  course  of  the  law  in 
the  kingdom  of  England,  until  the  said  laws  shall  be  altered  by  the 
said  "William  Penn,  his  heirs  and  assigns,  aud  by  the  free  men  of  the 
said  province,  their  delegates  or  deputies,  or  the  greater  part  of  them, 
and  whereas  it  is  a  settled  point  that  as  the  common  law  is  the  birth- 
right of  all  English  subjects,  so  it  ought  to  be  their  rule  in  the  British 
dominions.  But  acts  of  Parliament  have  been  adjudged  not  to  extend 
to  these  plantations,  unless  they  are  particularly  named  as  such :  Now, 
therefore,"  &c, — and  certain  statutes  relating  to  crimes  arc  adopt- 
ed, and  this  question  came  under  the  consideration  of  the  Supreme 
Court  of  that  State,  in  the  case  of  Morris's  IjC&sec  v.  Van  Dorin,  1  Dull., 
64,  in  the  year  1782,  and  Chief  Justice  M'Keax,  iu  pronouncing  the 
judgment  of  the  court,  says:  "This  State  has  had  her  government 
for  above  a  hundred  years,  and  it  is  the  opinion  of  the  court  that  the 
common  law  of  England  has  always  been  in  force  in  Pennsylvania. 
That  all  statutes  made  in  Great  Britain  before  the  settlement  of  Penn- 
sylvania have  no  force  here,  unless  they  are  convenient  and  adapted 
to  the  circumstances  of  the  country,  and  that  all  statutes  made  since 
the  settlement  of  Pennsylvania  have  no  force  here,  unless  the  colonies 
are  particularly  named; "  and  he  adds  that  the  spirit  of  the  act  of  1718 
supports  this  opinion. 

With  respect  to  English  statutes  which  have  been  considered  in 
force  in  Pennsylvania,  we  have  the  most  satisfactory  evidence  in  the 
report  of  the  judges  of  the  Supreme  Court  of  that  State,  made  under 
an  act  of  the  legislature  passed  April  7, 1807, 3  Binn.,  395,  by  which 
the  judges  were  required  to  examine  and  report  which  of  the  English 
statutes  are  in  force  in  tbat  commonwealth,  and  upon  this  subject  the 
report  states :  "  With  respect  to  English  statutes,  enacted  since  the 
settlement  of  Pennsylvania,  it  has  been  assumed,  as  ft  principle,  that 
they  do  not  extend  here,  unless  they  have  been  recognized  by  our 
acta  of  assembly,  or  adopted  by  long-continued  practice  in  courts  of 
justice.  Of  the  latter  description  there  are  very  few,  and  those,  it 
is  supposed,  were  introduced  from  a  sense  of  their  evident  utility. 
As  English  statutes,  they  liad  no  obligatory  force,  but,  from  long 
practice,  they  may  be  considered  as  incorporated  with  the  law  of  our 
country." 

From  this  review  of  the  law,  1  think  I  have  shown  that,  by  the 
common  law  in  England,  down,  at  lehst,  to  the  decision  in  the  case 
of  Donaldson  v.  Beckett,  an  author  was  considered  as  having  an  exclu- 
sive right  in  perpetuity  to  his  literary  compositions ;  that  this  right, 
as  a  branch  of  the  common  law,  was  brought  into  Pennsylvania  with 
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the  first  settlers,  as  early  as  the  year  1682 ;  that  whatever  effect  and 
operation  the  statute  of  Anne  may  have  been  deemed  to  have  had 
upon  the  common  law  in  England,  that  statute  never  having  been  in 
force  in  Pennsylvania,  the  common-law  right  remains  unaffected  by 
it ;  and,  with  this  view  of  the  law  and  the  rights  of  an  author,  I  pro- 
ceed to  consider  the  acts  of  Congress  which  liave  been  passed  on  this 
subject, — observing,  in  the  first  place,  that  we  are  bound  to  presume 
that  Congress  understood  the  nature  and  character  of  this  claim  of 
authors  to  the  enjoyment  of  the  fruits  of  their  literary  labors,  and  the 
ground  upon  which  it  rested.  This  is  useful  and  necessary  to  con- 
duct us  to  a  right  understanding  of  their  legislation.  A  knowledge 
of  the  mischief  is  necessary  to  a  just  and  correct  view  of  the  remedy 
intended  to  be  applied. 

But  the  knowledge  of  Congress  on  this  subject  is  not  left  open  to 
presumption.  The  question  as  to  its  being  an  exclusive  and  perpet- 
ual right  was  brought  directly  to  the  view  of  Congress. 

Three  acts  have  been  passed  on  this  subject,  and  being  not  only  in 
pari  matervi,  but  connected  with  each  other  by  their  very  titles  and 
objects,  are  to  be  construed  together,  and  explained  by  each  other. 

The  last  act  on  the  subject  was  passed  in  the  year  1831,  and  is  en- 
titled "An  act  to  amend  the  several  acts  respecting  copyrights,  ap- 
proved February  3, 1831."  And  the  report  of  the  judiciary  commit- 
tee, to  whom  the  subject  was  referred,  shows  in  what  point  of  light 
the  subject  was  presented  to  Congress. 

Your  committee,  says  the  report,  believe  that  the  just  claims  of 
authors  require  from  our  legislation  a  protection  not  less  than  what  is 
proposed  in  the  bill  reported.  From  the  first  principles  of  proprie- 
torship in  property,  an  author  has  an  cxclusice  and  perpetual  right,  in  pref- 
erence to  any  other,  to  the  fruits  of  his  labor.  Though  the  nature  of 
literary  property  is  peculiar,  it  is  not  the  less  real  and  valuable.  If 
labor  and  effort  in  producing  what  before  was  not  possessed  or  known 
will  give  title,  then  the  literary  man  has  title,  perfect  and  absolute, 
and  should  have  his  reward. 

The  object  of  the  law,  and  to  which  the  attention  of  Congress  was 
specially  drawn,  was  the  protection  of  property,  claimed  and  admitted 
to  be  exclusive  and  perpetual  in  the  author. 

It  may  be  useful,  preliminarily,  to  notice  a  few  of  the  settled  rules 
by  which  statutes  are  to  be  construed. 

In  construing  statutes,  three  points  arc  to  be  regarded:  the  old  law, 
the  mischief,  and  the  remedy, — and  the  construction  should  be  such, 
if  possible,  to  suppress  the  mischief  and  advance  the  remedy.  1  131. 
Com.,  87 ;  Bac.  Ab.  Stat.,  1,  pi.  31,  32. 
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An  affirmative  statute  does  not  abrogate  the  common  law. 

If  a  thing  is  at  common  law,  a  statute  cannot  restrain  it,  unless  it 
be  in  negative  words.  Plowd.,  113;  2  Kent's  Com.,  262;  2  Mason, 
451;  1  Inst,  111,  115;  10  Mod.,  118;  Bac.  Ab.  Stat.,  9. 

Where  a  statute  gives  a  remedy,  where  there  was  one  by  the  com- 
mon law,  and  does  not  imply  a  negative  of  the  common-law  remedy, 
there  will  be  two  concurrent  remedies.  In  such  case,  the  statute  rem- 
edy is  accumulative.  2  Bac.  803, 805 ;  2  Inst.,  200 ;  Com.  Dig.  Ac- 
tion upon  Statute,  6. 

Considering  the  common-law  right  of  the  author  established,  and 
with  these  rules  of  construing  statutes  kept  in  view,  I  proceed  to  the 
consideration  of  the  acts  of  Congress. 

The  first  law  was  passed  in  the  year  1790,  (1st  vol.  Story's  edition 
of  Laws  of  United  States,  94,)  and  is  entitled  "An  act  for  the  encour- 
agement of  learning,  by  securing  the  copies  of  maps,  charts,  and  books 
to  the  authors  and  proprietors  of  such  copies,  during  the  times  therein 
mentioned." 

The  first  section  declares  that  the  author  of  any  book  or  books  al- 
ready printed,  being  a  citizen  of  the  United  States,  and  who  hath  not 
transferred  the  copyright  to  any  other  person,  and  any  other  person, 
being  a  citizen  of  the  United  States,  &c,  who  hath  purchased  or  legal- 
ly acquired  the  copyright  of  such  book,  in  order  to  print,  reprint,  pub- 
lish, or  vend  the  same,  shall  have  the  sole  right  and  liberty  of  printing, 
reprinting,  publishing,  and  vending  the  same,  for  fourteen  years  from 
the  recording  of  the  title  thereof  in  the  clerk's  office,  iis  hereinafter  di- 
rected. The  like  provision  is  made,  with  respect  to  books  or  manu- 
scripts not  printed  or  thereafter  composed.  The  title  and  this  section 
of  the  act  obviously  consider  and  treat  this  copyright  as  property, — 
something  that  is  capable  of  being  transferred ;  and  the  right  of  the 
assignee  is  protected  equally  with  that  of  the  author;  and  the  object 
of  the  act  and  all  its  provisions  purport  to  be  for  securing  the  right. 
Protection  is  the  avowed  and  real  purpose  for  which  it  is  passed. 
There  is  nothing  here  admitting  the  construction  that  a  new  right  is 
created.  The  provision  in  no  way  or  manner  deals  with  it  as  such. 
It  in  no  manner  limits  or  withdraws  from  the  right  any  protection  it 
before  had.  It  is  a  forced  and  unreasonable  interpretation,  and  in 
violation  of  all  the  well-settled  rules  of  construction,  to  consider  it  as 
restricting,  limiting,  or  abolishing  any  preexisting  right.  Statutes  are 
not  presumed  to  make  any  alteration  in  the  common  law,  further  or 
otherwise  than  the  act  expressly  declares.  And,  therefore,  when  the 
act  is  general,  the  law  presumes  it  did  not  intend  to  make  any  altera- 
tion ;  for  if  such  was  the  intention,  the  legislature  would  have  so  ex- 
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preeseed  it  11  Mod,  148 ;  19  Tin.,  512 ;  Stat.,  E.  6,  pi.  12.  And 
hence  the  rule  is  laid  down  in  Plowden,  if  a  thing  is  at  common  law, 
a  statute  cannot  restrain  k,  unless  it  be  in  negative  words.  It  is  in 
every  sense  an  affirmative  statute,  and  does  not  abrogate  the  common 
law. 

The  cumulative  security  or  protection  given  by  the  statute  attaches 
from  the  recording  of  the  title  of  the  book  in  the  clerk's  office  of  the  District 
Court  where  the  author  or  proprietor  shall  reside.    If  tho  statute  should 
be  considered  as  creating  a  new  right,  that  right  vests  upon  recording 
the  title.  This  is  the  only  prerequisite,  or  condition  precedent,  to  the 
vesting  the  right.    Whatever  it  is  that  is  given  by  the  statute,  and 
the  other  requirements  in  the  third  and  fourth  sections,  of  publishing 
in  the  newspaper  within  two  months  from  the  dato  of  the  record,  and 
delivering  a  copy  of  the  book  to  the  Secretary  of  State  within  six 
months  from  the  publication,  cannot  be  construed  as  prerequisites  or 
conditions  precedent  to  the  vesting.    These  provisions  cannot  be  con- 
sidered in  any  other  light  than  as  directory.    In  no  other  view  can 
these  sections  of  the  law  be  made  consistent  with  the  provisions  of 
the  first  section.   The  benefit  of  the  act,  so  far  as  respects  the  exclu- 
sive right,  takes  effect  from  the  time  of  recording  the  title  in  tho 
clerk's  office,  but  tho  publication  in  the  newspaper  may  be  made  at 
any  time  within  two  months,  and  the  copy  delivered  to  the  Secretary 
of  State  within  six  months.    What  would  be  the  situation  of  the  au- 
thor if  his  copyright  should  bo  violated  before  the  expiration  of  the 
time  allowed  him  for  these  purposes?    Would  he  have  no  remedy? 
The  second  section  declares  in  terms  that  if  any  person,  from  and 
after  the  recording  the  title,  shall,  without  the  consent  of  the  author  or 
proprietor,  print  or  reprint,  &c,  he  thereby  incurs  the  penalties  given 
by  the  act.    Both  the  right  and  tho  remedy,  therefore,  given  by  the 
act,  attach  on  the  recording  of  the  title.  And  this  construction  is  not 
at  all  affected  by  anything  contained  in  the  third  section  of  the  act, 
which  declares  that  no  person  shall  be  entitled  to  the  benefit  of  this 
act  unless  he  shall  have  deposited  a  printed  copy  of  the  title  in  the 
clerk's  office.    This  is  in  perfect  harmony  with  the  first  and  second 
sections ;  and,  although  the  requirement  to  publish  a  copy  of  tho  rec- 
ord in  the  newspaper  is  in  the  same  section,  it  is  in  a  separate  and 
distinct  clause,  and  no  moix>  required  to  bo  considered  a  prerequisite 
than  if  it  was  in  a  distinct  section,  and  so  it  was  considered  by  Mr. 
Justice  Washington  in  Eicn-  v.  Coxc,  (4  Wash.  C.  C.  Rep.,  490,)  and 
he  also  in  that  case  considered  the  requirement  in  the  fourth  section, 
to  deliver  a  copy  to  the  Secretary  of  State,  as  directory,  and  not  as  a 
condition ;  and,  indeed,  tho  result  of  his  opinion  wasr  that  if  the  uu- 
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thor's  copyright  depended  upon  the  act  of  1790,  it  would  be  complete 
by  a  deposit  of  a  copy  of  the  title  in  the  clerk's  office ;  but  that  the 
act  of  1802  not  only  added  another  requisite,  viz.,  causing  a  copy  of 
the  record  to  be  inserted  at  full  length  in  the  title-page,  but  made  the 
publication  in  the  newspaper  and  the  delivery  of  a  copy  of  the  book 
to  the  Secretary  of  State  prerequisites,  although  not  made  so  by  the 
act  of  1790.  Mr.  Justice  Washington  is  fully  supported  in  his  con- 
struction of  the  act  of  1790  by  the  case  of  Nichols  v.  Rugglcx,  3  Day, 
145,  decided  in  the  Supreme  Court  of  errors  of  the  State  of  Connect- 
icut, where  it  is  held  that  the  provisions  of  the  statute,  which  require 
the  author  to  publish  the  title  of  his  book  in  a  newspaper  and  to  de- 
liver a  copy  of  the  work  to  the  Secretary  of  State,  arc  merely  direct- 
ory, and  constitute  no  part  of  the  essential  requisites  for  securing  the 
copyright.  This  case  was  decided  in  the  year  1808,  and  I  do  not  find 
any  reference  to  the  act  of  1802.  This  can  only  be  accounted  for 
upou  the  supposition  that,  in  the  opinion  of  the  counsel  and  court, 
this  act  did  not  at  all  affect  the  construction  of  the  act  of  1790,  for 
had  it  been  supposed  that  the  act  of  1802  made  the  publication  in  a 
newspaper  and  a  delivery  of  a  copy  of  the  work  to  the  Secretary  of 
State  prerequisites  to  the  vesting  of  the  copyright,  it  would  neces- 
sarily have  led  to  a  different  result  on  the  motion  for  a  new  trial. 
Judge  Hopkinson,  who  tried  the  cause  now  before  the  court,  thinks 
the  act  of  1790  will  not  admit  of  the  construction  given  to  it  by  Judge 
Washington,  but  that  under  that  act  the  publication  in  a  newspaper 
and  delivery  of  a  copy  of  the  work  to  the  Secretary  of  State  are  pre- 
requisites to  the  establishment  of  the  right ;  and  such  I  understand  to 
be  the  opinion  of  a  majority  of  this  court,  by  which  the  constrnclion 
of  the  act  of  1790  by  Judge  Washington  is  overruled.  I  have  al- 
ready attempted  to  show  that  this  construction  of  the  act  of  1790  can- 
not be  sustained ;  nor  do  I  think  that  the  act  of  1802  will  aid  that  con- 
struction of  the  act  of  1790,  and  in  this,  I  understand,  my  brother 
M'Lean  concurs,  so  that  upon  this  question,  as  to  the  effect  of  the  act 
of  1802  upon  the  act  of  1790,  the  court  is  equally  divided,  and  the 
decision  of  the  cause  rests  upon  the  act  of  1790.  A  brief  notice,  how- 
ever, of  the  act  of  1802  (2  Story's  edition  Laws  of  United  States,  806) 
may  not  be  amiss. 

It  purports,  so  far  as  it  relates  to  the  present  question,  to  bo  a  sup- 
plement to  the  act  of  1790,  and  declares  that  the  author  or  proprietor 
of  a  book,  before  he  shall  be  entitled  to  the  benefit  of  that  act,  shall, 
in  addition  to  the  requisites  enjoined  in  the  third  and  fourth  sections 
of  said  act,  give  information,  by  causing  a  copy  of  the  record,  requir- 
ed to  be  published  in  a  newspaper,  to  be  inserted  at  full  length  in  the 
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title-page,  or  in  the  page  immediately  following  the  title-page  of  the 
hook.  It  is  to  be  observed,  that  this  purports  to  be  a  supplementary 
act,  the  office  of  which  is  only  to  add  something  to  the  original  act. 
but  not  to  alter  or  change  the  provisions  which  it  already  contains. 
It  leaves  the  original  act  precisely  as  it  was,  and  only  superadds  to  its 
provisions  the  matter  of  the  supplement,  and  both,  when  taken  to- 
gether, will  receive  the  same  construction  as  if  originally  incorpor- 
ated in  the  same  act.  This  is  the  natural  and  rational  view  of  the 
matter.  Suppose  this  new  requisite  had  beeu  in  the  original  act, how 
would  it  stand  ?  If  it  was  in  a  separate  and  distinct  section,  it  would 
run  thus:  that  the  author,  before  he  shall  be  entitled  to  the  benefit  of 
this  act,  shall  insert,  at  full  length,  in  the  title-page  of  the  book,  a 
copy  of  the  record  of  the  title.  This  could  not  change  the  construc- 
tion of  the  act  as  to  the  publication  in  the  newspaper,  or  delivery  of 
a  copy  of  the  book  to  the  Secretary  of  State.  Nor  could  it  have  any 
such  effect,  if  it  followed  immediately  after  the  prerequisite  of  depos- 
iting a  printed  copy  of  the  title  of  the  book  in  the  clerk's  office;  and 
this  would  have  been  the  natural  place  for  the  provision,  if  it  had 
been  inserted  in  the  original  act. 

Judge  "Washington,  in  Ewer  v.  Coxc,  says  that  the  supplemental 
act  declares  that  the  person  seeking  to  obtain  this  right  shall  perform 
this  new  requisition,  in  addition  to  those  prescribed  in  the  third  and 
fourth  sections  of  the  act  of  1700,  and  thai  he  must  perform  the  whole 
before  he  shall  be  entitled  to  the  benefit  of  the  act.  I  find  no  such  declar- 
ation in  the  act.  The  second  •section,  which  relates  to  prints,  does 
contain  this  declaration,  but  it  has  no  application  to  books. 

If  the  act  of  1802  is  intended  as  a  legislative  construction  of  the 
act  of  1790,  and  it  is  clearly  erroneous,  it  cannot  be  binding  upon  the 
court. 

The  act  of  1831,  being  in  pari  materia,  may  be  taken  into  consid- 
eration in  construing  the  previous  acts  which  it  purports  to  amend ; 
and  we  find  in  this  act  only  two  prerequisites  imposed  upon  an  au- 
thor, to  entitle  him  to  the  benefit  of  the  act,  viz.,  to  deposit  a  printed 
copy  of  the  title  of  the  book  in  the  clerk's  office  of  the  District  Court 
of  the  district  wherein  the  author  or  proprietor  shall  reside,  and  to 
give  information  of  the  copyright  being  secured,  by  inserting  on  the 
title-page,  or  the  page  immediately  following,  the  entry  therein  di- 
rected, viz.,  «« entered  according  to  the  act  of  Congress,"  &e.  And 
these  being  prerequisites  under  the  former  laws,  it  is  fairly  to  be  con- 
cluded that  they  were  the  only  prerequisites,  and  that  the  other  re- 
quirements are  merely  directory;  and,  if  so,  the  complainants  in  the 
court  below  have  shown  all  that  the  acts  of  Congress  require  to  vest 
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the  copyright.  The  title  has  heen  recorded  in  the  clerk's  office,  and 
a  copy  of  the  record  inserted  in  the  title-page  of  the  book. 

But  if  the  complainants  in  the  court  below  have  not  made  out  a 
complete  right  under  the  acts  of  Congre&s,  there  is  no  ground  upon 
which  the  common-law  remedy  can  be  taken  from  them.  If  there 
be  a  common-law  right,  there  certainly  must  be  a  common-law  rem- 
edy. The  statute  contains  nothing  in  terms  having  any  reference  to 
the  common-law  right ;  and  if  such  right  is  considered  abrogated, 
limited,  or  modified  by  the  acts  of  Congress,  it  must  be  by  implica- 
tion ;  and  to  so  construe  these  acts,  is  in  violation  of  the  established 
rules  of  construction— that  where  a  statute  gives  a  remedy  in  the  af- 
firmative, without  a  negative  expressed  or  implied,  for  a  matter  which 
was  actionable  at  common  law,  the  party  may  sue  at  common  law  as 
well  as  upon  the  statute.  1  Chitty's  PL,  144.  This  is  a  well-settled 
principle,  and  fully  recognized  and  adopted  in  the  case  of  Almj  v. 
Harris,  5  Johns.  Rep.,  175. 

Whatever  effect  the  statute  of  Anne  may  have  had  in  England,  as 
to  limiting  or  abridgiug  the  common-law  right  there,  no  such  effect, 
upon  any  sound  rules  of  interpretation,  can  grow  out  of  our  acts  of 
Congress.  There  is  a  wide  difference  in  the  phraseology  of  the  laws. 
The  statute  of  Anne  contains  negative  words.  I:  declares  that  the 
author  shall  have  the  sole  right  and  liberty  of  printing,  &c,  for  the 
time  contained  in  the  statute,  and  no  lowjer;  and  these  are  the  words 
upon  which  the  advocates  for  the  limitation  of  the  common-law  right 
mainly  rest ;  and  it  was,  for  a  long  jtimc,  considered,  by  the  ablest 
judges  in  England,  that  even  these  strong  words  did  not  limit  or 
abridge  the  common-law  right,  and  the  question  at  this  day  is  not 
considered  free  from  doubt. 

This  act,  aud  the  construction  which  it  had  received  in  England, 
were  well  known  and  understood  when  the  act  of  Congress  was  pass- 
ed, and  no  such  limitation  is  inserted  or  intended,  or  any  matter  at 
all  repugnant  to  the  continuance  of  the  common-law  right,  in  its  full 
extent.  These  laws  proceed  on  the  ground  that  the  common-law 
remedy  was  insufficient  to  protect  the  right,  and  provide  additional 
security,  by  means  of  penalties,  for  the  violation  of  it.  Congress  hav- 
ing before  them  the  statute  of  Anne,  and  apprised  of  the  doubt  enter- 
tained in  England  as  to  its  effect  upon  the  common-law  right,  if  it 
had  been  intended  to  limit  or  abridge  that  right,  some  plain  and  ex- 
plicit provision  to  that  effect  would  doubtless  have  been  made,  and 
not  having  been  made,  is,  to  my  mind,  satisfactory  evidence  that  no 
such  effect  was  intended. 

If  the  present  action  was  to  recover  the  penalties  given  by  the 
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statute,  it  might  be  incumbent  on  the  appellants  to  show  that  all  the 
requirements  in  the  acts  of  Congress  had  been  complied  with.  This 
would  be  resorting  to  the  new  statutory  remedy,  and  the  party  must 
bring  himself  within  the  statute,  in  order  to  entitle  him  to  that  rem- 
edy. But  admitting  that  the  right  depends  upon  the  statute,  and  is 
limited  to  the  time  therein  prescribed,  the  remedy  by  injunction  con- 
tinues during  that  time.  This  is  admitted  by  Mr.  Justice  Yeates, 
in  Miller  v.  T\njlor.  The  author,  says  he,  has  certainly  a  property  in 
the  copy  of  his  book,  daring  the  term  the  statute  has  allowed ;  and 
whilst  that  term  exists,  it  is  like  a  lease,  a  grant,  or  any  other  com- 
mon-law right,  and  will  equally  entitle  him  to  all  common-law  rem- 
edies for  the  enjoyment  of  that  right.  lie  may,  I  should  think,  file 
an  injunction  bill  to  stop  the  printing.  But  I  may  say,  with  more 
positiveness,  he  might  bring  an  action  to  recover  satisfaction  for  the 
injury  done,  contrary  to  law,  under  the  statute.  And  the  same  doc- 
trine is  laid  down,  by  the  whole  court,  in  Bedford  v.  Wood,  7  Term 
Rep.,  616.  Lord  Kenyon  says  the  statute  vests  the  right  in  authors 
for  certain  periods;  and  within  those  periods,  the  act  says  the  author 
shall  have  the  sole  right  and  liberty  of  printing,  &c. ;  and  the  statute 
having  vested  the  right  in  the  author,  the  common  law  gives  the  rem- 
edy by  action  on  the  cause  for  a  violation  of  it;  and  that  the  act,  by 
creating  the  penalties,  meant  to  give  an  accumulative  remedy. 

The  language  in  the  statute  of  Anne,  which  is  considered  as  vest- 
ing the  right,  is  the  same  as  in  the  act  of  Congress.  In  the  former,  it 
is  considered  as  necessarily  implied  in  the  declaration  that  the  author 
shall  have  the  sole  rigid  during  such  time,  &c.  And  in  the  act  of  Con- 
gress there  is  the  same  declaration-  that  the  author  shall  have  the 
nfe  rigid  of  printing,  &c,  from  the  time  of  recording  the  title  in  the 
clerk's  ofHce.  The  right  being  thus  vested  at  the  time,  draws  after 
it  the  common-law  remedy;  and  there  is  no  more  reason  for  con- 
tending that  the  remedy  given  by  the  statute  supersedes  the  com- 
mon-law remedy,  under  the  act  of  Congress,  than  under  the  statute  of 
Anne.  The  statute  remedy  is  through  the  means  of  penalties  in  both 
eases. 

The  term  for  which  the  copyright  is  secured,  in  the  case  now  before 
the  court,  has  not  expired;  and,  according  to  the  admitted  and  set- 
tled doctrine  in  England,  under  the  statute  of  Anne,  the  common-law 
remedy  exists  during  that  period. 

Tpon  the  whole,  in  whatever  light  this  case  is  viewed,  whether  as 
a  common-law  right  or  depending  on  the  act  of  Congress,  I  think  the 
appellants  are  entitled  to  the  remedy  sought  by  the  bill;  and  that 
&e  decree  of  the  court  below  ought  to  be  reversed,  the  injunction 
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made  perpetual,  and  an  account  taken  according  to  the  prayer  in  the 
bill,  without  directing  an  issue  to  try  any  matter  of  fact  touching  the 
right. 

Mr.  Justice  Baldwin  also  dissented  from  the  opinion  of  the  court. 

This  cause  came  on  to  be  heard  on  the  transcript  of  the  record 
from  the  Circuit  Court  of  the  United  States  for  the  Eastern  District  of 
Pennsylvania,  and  was  argued  by  counsel ;  on  consideration  whereof, 
it  is  ordered,  adjudged,  and  decreed  by  this  court  that  the  judgment 
and  decree  of  the  said  Circuit  Court  in  this  cause  be,  and  the  same 
is  hereby,  reversed,  and  that  this  cause  be,  and  the  same  is  hereby,  re- 
manded to  the  said  Circuit  Court,  with  directions  to  that  court  to  or- 
der an  issue  of  facts,  to  be  examined  and  tried  by  a  jury  at  the  bar  of 
said  court,  upon  this  point:  whether  the  said  Wheaton  as  author,  or 
any  other  person  as  proprietor,  had  complied  with  the  requisites  pre- 
scribed by  the  third  and  fourth  sections  of  the  said  act  of  Congress, 
passed  the  31st  day  of  May,  1 700,  in  regard  to  the  volumes  of  Whea- 
ton's  Reports,  in  the  said  bill  mentioned,  or  in  regard  to  one  or  more 
of  them,  in  the  following  particulars,  viz. :  whether  the  said  Wheaton 
or  proprietor  did,  within  two  months  from  the  date  of  the  recording 
thereof  in  the  clerk's  office  of  the  District  Court,  cause  a  copy  of  the 
said  record  to  be  published  in  one  or  more  of  the  newspapers  printed 
in  the  resident  State,  for  four  weeks ;  and  whether  the  said  Whcaton 
or  the  proprietor,  after  the  publishing  thereof,  did  deliver,  or  cause  to 
be  delivered,  to  the  Secretary  of  State  of  the  United  States  a  copy  of 
the  same,  to  be  preserved  in  his  office,  according  to  the  provisions  of 
the  said  third  and  fourth  sections  of  the  said  act,  and  that  such  fur- 
ther proceedings  be  had  therein  as  to  law  and  justice  may  appertain, 
and  in  conformity  to  the  opinion  of  this  court 


Thb  Philadelphia  and  Trenton  Railroad  Company,  plaintiffs 
in  error,  v.  James  Stimpson,  defendant  in  error. 

(14  Peters,  448.) 

1.  Action  for  the  violation  of  a  patent-right,  granted  to  the  patentee  for  "a  new 
and  useful  improvement  In  turning  short  curves  on  railroads." 

2.  On  the  2Gth  September,  1833.  a  second  patent  was  granted,  the  original  pat- 
ent, granted  in  1831,  having  been  surrendered  and  cancelled  on  account  of  a 
defective  specification  ;  the  second  patent  belli?  for  fourteen  years  from  the 
date  of  the  original  patent.  The  second  patent  was  in  the  precis*!  form  of 
the  original,  except  the  recital  of  the  fact  that  the  former  patent  was  cau- 
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celled  "on  account  of  a  defective  specification,"  and  the  .statement  of  the 
time  the  second  patent  was  to  begin  to  run.  It  was  objected  that  the  second 
patent  should  not  Ik:  admitted  in  evidence  on  the  trial  of  the  case,  becan.se  it 
did  not  contain  any  recitals  that  the  prerequisites  of  the  act  of  Congress  of 
1836,  authorizing  the  renewal  of  patents,  had  been  complied  with.  Held, 
That  this  objection  cannot,  in  point  of  law,  be  maintained.  The  patent  was 
issued  under  the  great  seal  of  the  United  States,  and  is  signed  by  the  Presi- 
dent, and  countersigned  by  the  Secretary  of  State.  It  Is  a  presumption  of  law 
that  all  public  officers,  and  especially  .such  high  functionaries,  perform  their 
proper  official  duties,  until  the  contrary  is  proved.  Where  an  act  is  to  be 
done,  or  patent  granted  upon  evidence  and  proofs  to  be  laid  before  a  public 
officer,  upon  which  he  is  to  decide,  the  fact  that  he  has  done  the  act,  in  grant- 
ing the  patent,  is  primd  facie  evidence  that  the  proofs  have  been  regularly 
made,  and  were  satisfactory.  No  other  tribunal  is  at  liberty  to  reexamine  or 
controvert  the  sufficiency  of  such  proofs,  when  the  law  has  made  the  officer 
the  proper  Judge  of  their  sufficiency  and  competency. 

3.  Patents  for  lands,  equally  with  patents  for  inventions,  have,  in  courts  of  jus- 
tice, been  deemed  primd  facie  evidence  that  they  have  been  regularly  granted 
whenever  they  have  been  produced  under  the  great  seal  of  the  government, 
without  any  recitals  or  proofs  that  the  prerequisites  of  the  acts  under  which 
they  have  been  issued  have  been  duly  observed.  In  cases  of  patents,  the 
United  States  have  gone  one  step  further;  and  as  the  patentee  is  required  to 
make  oath  that  he  is  the  true  inventor,  before  lie  can  obtain  a  patent,  the 
patent  has  been  deemed  primd  facie  evidence  that  he  has  made  the  Invention. 

4.  It  is  Incumbent  on  those  who  seek  to  show  that  the  examination  of  a  witness 
has  been  improperly  rejected,  to  establish  their  right  to  have  the  evidence 
admitted ;  for  the  court  will  lie  presumed  to  have  acted  correctly,  until  the 
contrary  Is  established. 

5.  To  entitle  a  party  to  examine  a  witness  in  a  patent  cause,  the  purpose  of  whose 
testimony  is  to  disprove  the  right  of  the  patentee  to  the  invention,  by  show- 
ing its  use,  prior  to  the  patent,  by  others,  the  provisions  of  the  Patent  Act  of 
183G,  relative  to  notice,  must  he  strictly  complied  with. 

6.  It  is  Incumbent  on  those  who  insist  upon  the  right  to  put  particular  questions 
to  a  witness,  to  establish  that  right  beyond  any  reasonable  doubt,  for  the 
very  puqiose  stated  by  them ;  and  they  are  not  afterwards  at  liberty  to  desert 
that  purpose,  and  to  show  the  pertinency  or  relevancy  of  the  Evidence  for  any 
other  purpose  not  then  suggested  to  the  court. 

7.  A  party  has  no  right  to  cross-examine  any  witness,  except  as  to  facts  and  cir- 
cumstances connected  with  the  matters  stated  in  his  direct  examination.  If 
he  wishes  to  examine  him  on  other  matters,  he  must  do  so  by  making  the 
witness  his  own,  and  calling  him  as  such,  in  the  subsequent  progress  of  the 
cause.  A  party  cannot,  by  his  own  omission  to  take  an  objection  to  the 
admission  of  improper  evidence,  brought  out  on  a  cro«s-cxamination,  found 
a  right  to  introduce  testimony  in  chief,  to  rebut  it  or  explain  it. 

8.  Parol  evidence,  bearing  upon  written  contracts  and  papers,  ought  not  to  be 
admitted  in  evidence,  without  the  production  of  such  written  contracts  or 
papers,  so  as  to  enable  both  the  court  and  the  jury  to  see  whether  or  not  the 
admission  of  the  parol  evidence,  in  any  manner,  will  trench  upon  the  rule  that 
parol  evidence  is  not  admissible  to  vary  or  contradict  written  contracts  or 
papers. 

9.  Asa  general  rule,  and  upon  general  principles,  the  declarations  and  conversa- 
tions of  the  plaintiff  are  not  admissible  evidence  in  favor  of  his  own  rights. 
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This  is,  however,  but  a  general  rule,  and  admits  and  requires  various  excep- 
tions. There  are  many  cases  in  which  a  party  may  show  his  declarations  com- 
port with  acts  in  ids  own  favor,  as  a  part  of  the  res  gestae.  There  are  other 
cases  in  which  his  material  declarations  have  been  admitted. 

10.  In  an  action  for  an  assault  and  battery  and  wounding,  the  declarations  of  the 
plaintiff  to  his  internal  pains,  aches,  injuries,  and  symptoms,  to  the  physician 
attending  him,  an;  admissible,  for  the  purpose  of  showing  the  nature  and  ex- 
tent of  the  injuries  done  to  him.  Iu  many  cases  of  inventions,  it  is  hardly 
possible  in  any  other  manner  to  ascertain  the  precise,  time  and  exact  origin  of 
the  invention. 

11.  The  conversation  and  declarations  of  a  patentee,  merely  affirming  that  at 
some  former  period  he  had  invented  a  particular  machine,  may  well  be  object- 
ed to.  But  his  conversations  and  declarations,  stating  that  he  had  made  an 
invention,  and  describing  it*  details,  and  explaining  its  operations,  are  prop- 
erly deemed  an  assertion  of  his  right  at  that  time  as  an  inventor,  to  the  extent 
of  the  facts  and  details  which  he  then  makes  known,  although  not  of  their  ex- 
istence at  an  anterior  time.  Such  declarations,  coupled  with  a  description  of 
the  nature  and  objects  of  the  invention,  are  to  1k»  deemed  a  part  of  the  res 
gestae,  and  legitimate  evidence  that  the  invention  was  then  known  and  claim- 
ed by  him;  and  thus  its  origin  may  be  fixed  at  least  as  early  as  that  period. 

12.  If  the  rejection  of  evidence  is  a  matter  resting  iu  the  sound  discretion  of  the 
court,  this  cannot  be  assigned  as  error. 

13.  The  mode  of  conducting  trials,  the  order  of  introducing  evidence,  and  the 
times  when  it  is  to  be  introduced,  are  properly  matters  belonging  to  the  prac- 
tice of  the  Circuit  Courts,  with  which  the  Supreme  Court  ought  not  to  inter- 
fere, unless  it  shall  choose  to  prescribe  some  fixed  general  rules  on  the  subject, 
under  the  authority  of  the  act  of  Congress.  The  Circuit  Courts  possess  this 
discretion  in  as  ample  a  manner  as  other  judicial  tribunals. 

14.  Testimony  was  not  offered  by  a  defendant,  or  stated  by  him  as  matter  of  de- 
fense, in  the  stage  of  the  cause  when  it  is  usually  Introduced  according  to 
the  practice  of  the  court.  It  was  offered  after  the  defendants1  counsel  had 
stated,  in  open  court,  that  they  had  closed  their  evidence,  and  after  the  plain- 
tiff, in  consequence  of  that  declaration,  had  discharged  his  own  witness.  The 
Circuit  Court  refused  to  admit  the  testimony.  Held,  That  this  decision  was 
proper. 

« 

In  error  from  the  Circuit  Court  of  the  United  States  for  the  Eastern 
District  of  Pennsylvania. 

At  the  April  session  of  the  Circuit  Court,  Jarnes  Stimpson  institu- 
ted an  action  against  the  plaintiffs  in  error,  for  the  recovery  of  dam- 
ages for  the  violation  of  a  patent  granted  to  him  hy  the  United  States, 
on  the  26th  day  of  September,  1835,  for  "a  new  and  useful  improve- 
ment in  the  mode  of  turning  short  curves  on  railroads.'* 

The  case  was  tried  on  the  lGth  day  of  February,  1839,  and  a  ver- 
dict was  rendered  for  the  plaintiff,  for  the  sum  of  four  thousand  two 
hundred  and  fifty  dollars.  On  the  6th  of  May,  1839,  a  remittitur  was 
entered  on  the  docket  of  the  court,  for  the  sum  of  one  thousand  dol- 
lars ;  and  a  judgment  was  entered  for  the  plaintiff  for  three  thousand 
two  hundred  and  fifty  dollars. 
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On  the  trial  of  the  cause,  the  defendants  tendered  a  bill  of  excep- 
tions to  the  decisions  of  the  court,  on  their  admitting  the  patent  to 
the  plaintiff  in  evidence,  and  to  other  rulings  of  the  court  in  the 
course  of  the  trial.   The  defendants  prosecuted  this  writ  of  error. 

The  patent  grauted  by  the  United  States  to  James  Stimpson  was 
as  follows  i 

"  The  United  States  of  America  to  all  to  whom  theso  letters  pat- 
ent shall  come: 

"  Whereas,  James  Stimpson,  a  citizen  of  the  United  States,  hath 
alleged  that  he  has  invented  a  new  and  useful  improvement  in  the 
mode  of  turning  short  curves  on  railroads,  for  which  letters  patent 
were  granted  the  twenty-third  day  of  Augnst,  1831,  which  letters  be- 
ing hereby  cancelled  on  account  of  a  defective  specification,  which 
improvement,  he  states,  has  not  been  known  or  used  before  his  appli- 
cation, hath  made  oath  that  he  does  verily  believe  that  he  is  the  true 
inventor  or  discoverer  of  the  said  improvement,  hath  paid  into  the 
treasury  of  the  United  States  the  sum  of  thirty  dollars,  delivered  a  re- 
ceipt for  the  same,  and  presented  a  petition  to  the  Secretary  of  State, 
signifying  a  desire  of  obtaining  an  exclusive  property  in  the  said  im- 
provement, and  praying  that  a  patent  may  be  granted  for  that  pur- 
pose: These  are,  therefore,  to  grant,  according  to  law,  to  the  said 
James  Stimpson,  his  heirs,  administrators,  or  assigns,  for  the  term  of 
fourteen  years  from  the  twenty-third  day  of  August,  1831,  the  full 
and  exclusive  right  and  liberty  of  making,  constructing,  Using,  and 
vending  to  others  to  be  used  the  said  improvement,  a  description 
whereof  is  given,  in  the  words  of  the  said  James  Stimpson  himself, 
in  the  schedule  hereto  annexed." 

Tested  at  "Washington,  under  the  seal  of  the  United  States,  on  the 
26th  day  of  September,  1836,  by  the  President  of  the  United  States, 
and  certified  in  the  usual  form  by  the  Attorney-General  of  the  United 
States. 

"The  schedule  referred  to  in  these  letters  patent,  and  making  a 
part  of  the  same,"  contained  "  a  description,  in  the  words  of  the  said 
James  Stimpson  himself,  of  his  improvement  in  the  mode  of  turning 
short  curves  on  railroads,  for  which  letters  patent  were  grauted,  dated 
the  twenty-third  day  August,  1831,  which  letters  patent  being  hereby 
cancelled  on  account  of  a  defective  specification." 

The  specification  describes  the  invention  with  minute  particularity, 
and  concludes :  "  What  I  claim  an  my  invention  or  improvement,  is 
the  application  of  the  flanches  of  the  wheels  on  one  side  of  railroad 
carriages,  and  of  the  treads  of  the  wheels  on  the  other  side,  to  turn 
carves  upon  railways,  particularly  such  as  turning  the  corners  of 
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streets,  wharves,  &c.,  in  cities  and  elsewhere,  operating  upon  the 
principle  herein  set  forth." 

The  bill  of  exceptions  stated  that  the  counsel  for  the  plaintiff  offer- 
ed in  evidence  the  patent  and  specification,  to  the  admission  of  which 
in  evidence  the  counsel  for  the  defendant  objected;  but  the  objection 
was  overruled  by  the  court,  and  the  evidence  was  admitted. 

2.  The  defendants  offered  to  give  in  evidence,  by  Josiah  White, 
the  description  of  a  flange  upon  one  side  of  the  railroad  cars,  and  the 
running  upon  the  tread  of  the  wheel  upon  the  other  side,  with  the 
flange  in  a  groove,  for  the  turning  of  curves,  which  he  had  seen  in 
use  before  the  date  of  plaintiff's  patent — which  was  objected  to  by  the 
counsel  for  the  plaintiff,  and  the  objection  sustained  by  the  court. 
The  objection  of  the  counsel  for  the  plaintiff'  to  the  introduction  of 
the  testimony  of  Josiah  White,  was  founded  on  the  absence  of  the 
notice  required  by  the  act  of  Congress,  of  the  use  of  the  machine  at 
Mauch  Chunk,  at  which  place,  it  was  said,  his  testimony  would  show 
it  had  been  used. 

3.  The  third  exception  was  to  the  refusal  of  the  court  to  allow  the 
defendants  to  introduce  proof  of  the  conversation  between  the  patentee 
aud  the  counsel  of  the  Baltimore  and  Ohio  Railroad  Company,  while 
an  arrangement  of  a  suit  against  the  company  was  made,  as  to  the 
character  and  effects  of  the  arrangements. 

4.  The  counsel  for  the  plaintiff,  by  rebutting  evidence,  to  extend 
his  claim  to  the  invention  prior  to  the  time  at  which  the  defendants 
had  proved  the  reduction  of  the  same  into  use  and  practice  by  others, 
offered  to  give  evidence  by  witnesses  of  the  conversations  of  the  pat- 
entee on  the  subject  of  his  invention  at  an  anterior  period — which 
conversations  were  intended  to  show  the  making  of  the  invention  by 
the  patentee  before  and  at  the  period  when  the  same  took  place. 
The  counsel  for  the  defendants  objected  to  the  admission  of  this  tes- 
timony; but  the  court  overruled  the  objection. 

5.  The  fifth  exception  was  to  the  refusal  of  the  court  to  admit  the 
examination  of  Dr.  Thos.  P.  Jones.  The  plaintiff  had  discharged  his 
witnesses,  on  the  declaration  of  the  defendants'  counsel  that  they  bad 
closed  their  evidence.  The  testimony  asked  from  Dr.  Jones  was  to 
new  facts.  The  court  refused  to  admit  the  testimony,  on  the  ground 
that  the  testimony  was  improper,  and  that  it  was  offered  too  late. 

The  case  was  argued  by  Mr.  Cox  and  Mr.  Soutjuird,  for  the  plain- 
tiffs in  error;  and  by  Mr.  J.  R.  Inycrsoll,  for  the  defendant. 

Mr.  Cox  and  Mr.  Southard,  on  the  first  exception. 

The  patent  should  not  have  been  admitted  in  evidence.    On  its 
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face,  it  is  inoperative  and  invalid.  It  is  not  a  patent  under  the  act 
of  Congress  of  1703;  bnt  it  purports  to  be  u  substituted  patent  lor 
one  which  had  been  surrendered.  It  gives  to  the  patentee  the  same 
privileges  its  those  wliieh  were  given  by  the  first  patent  Tt,  there- 
fore, should  be  in  strict  and  exact  conformity  with  tins  law  of  1 703  as 
well  as  with  the  subsequent  net  <>f  Congress,  authorizing  ttie  surrender 
of  a  patent  for  an  imperfect  specification,  ami  the  issue  of  another. 

The  act  of  21st  February,  1793,  reouircH,  by  its  third  section,  that 
the  applicant  shall  bo  the  true  inventor  of  the  machine,  &e.  This  is 
made  a  sine  qua  nun  to  the  granting  the  patent,  and  the  oath  of  the 
claimant  is  required  to  this  fact.  This  provision  makes  the  oath  nec- 
essary, before  the  Secretary  of  State  lias  authority  to  grant  the  patent, 
There  is  no  reined  v.  if  this  has  been  omitted. 

There  was  no  decision  before  the  ease  of  Morris  v.  Huntington, 
Paine's  Reps.,  348,  which  affirmed  the  right  of  a  patentee  to  sur- 
render his  patent  for  an  erroneous  or  imperfect  «peeiiieation.  After 
this  case,  Congress  authorized  such  a  surrender.  Act  of  Congress  <•! 
July  3,  1832.  By  this  act,  the  cause  of  the  surrender  must  be  made 
oot  to  the  satisfaction  of  the  Secretary  of  State,  when  a  second  pat- 
ent is  asked  for.  It  has  been  decided,  that  a  paten!  is  priuntf:mc 
evidence  of  the  statements  <>u  the  face  of  the  patent.  This  does  not 
give  any  other  validity  to  those  statements;  and  it  is  not  sufficient 
that  some  of  the  requirements  of  the  act  i»f  ( 'ougrcss  are  stated,  All 
must  be  set  forth,  and  an  averment  must  be  made  that  everything 
has  been  done.  There  is  no  halting  point.  Those  requirement-  exist 
as  to  any  patent  granted  after  the  surrender  of  a  patent.  The  errors 
or  imperfections  in  the  specification,  on  which  the  surrender  has  been 
made,  should  be  stated.  Grant  v.  R'/i/nnml,  'i  iVtors,  2?8.  In  the 
case  cited,  there  was  a  recital  of  flic  surrender  of  the  patent,  and  the 
cause  of  its  surrender. 

There  is  in  the  patent  which  was  before  the  Circuit  Court  no  reci- 
tal of  the  imperfections  of  the  first  specification,  no  allegation  that 
there  was  no  fraud  in  the  transaction.  Then-  is  nothing  shown  hot 
the  gratuitous  act  of  the  officer  iu  granting  the  second  patent.  And 
jet  all  the  prerequisite-,  to  the  granting  of  a  second  patent  should 
appear  in  it  as  well  as  be  of  record  in  the  I'atenl  *  Mice. 

Without  these  essential  features  iu  a  pat  en  I  given  on  the  surrender 
ofaprevious  one  for  the  same  invention,  it  cannot  he  read  iu  evidence 
toa  jury.  The  requirements  in  both  the  acts  of  Congress  of  17!'2 
and  1832,  mast  appear  iu  it.  If  all  those  matters  are  not  shown,  the 
secoud  patent  stands  as  a  new  patent  ;  and  by  allowing  ii  to  be  given 
in  evidence,  the  court  altogether  disregard  I  he  law.    If  the  patent,  in 
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this  imperfect  form,  is  admitted  as  primd  facie  proof,  all  the  burden  of 
contradicting  it  is  thrown  on  the  opposite  party.  Cited  on  these 
points  Shaw  v.  Cooper,  7  Peters,  245. 

In  support  of  the  second  exception,  the  counsel  contended  that 
the  notice  given  was  sufficient  to  authorize  the  introduction  of  the 
testimony  of  Josiah  White.  Cited  on  this  point  Ecaiis  v.  Eaton, 
Peters'  C.  C.  R.,  322 ;  Wheat.  Rep.,  S.  C.  The  notice  would  have 
been  sufficient  under  the  act  of  Congress  of  1793 ;  and  why  not  un- 
der the  act  of  July  3,  183G  ? 

The  objection  to  the  introduction  of  the  evidence  by  the  counsel 
for  the  defendants,  which  was  sustained  by  the  court,  and  which  is 
the  subject  of  the  defendant's  third  exception,  was  well  taken.  It 
was  in  the  power  of  the  plaintiff  to  have  produced  his  contract  with 
the  Baltimore  and  Ohio  Railroad  Company,  and  have  rendered  this 
evidence  unnecessary.    He  did  not  do  so. 

As  to  the  fourth  exception.  It  is  admitted  that  it  was  the  right  of 
the  plaintiff  to  prove,  by  legal  rebutting  evidence,  that  the  invention 
made  by  him,  and  for  which  he  held  the  patent,  was  in  use  before  the 
period  in  which  the  defendant  had  proved  the  invention  by  him.  But 
this  evidence  could  not  be  given  by  showing  the  conversations  of  the 
plaintiff  on  the  subject  of  the  invention  before  the  date  of  the  first 
patent. 

Conversations  on  the  subject  of  an  invention  are  not  the  invention; 
nor  are  the  ideas  of  the  invention  its  actual  development.  There 
must  be  an  application  of  the  thought  in  the  construction  of  the  ma- 
chine. 

This  is  an  attempt  to  give  the  declarations  of  a  part}'  in  evidence 
after  the  actual  occurrence  of  the  transaction.  No  declaration  of  a 
person,  that  he  intended  to  take  out  a  patent,  could  be  given  in  evi- 
dence. Cited  on  this  point  1  Wheat.  Rep.,  313 ;  10  Serg.  &  Rawle, 
27  ;  5  Serg.  &  Rawle,  295 ;  Roscoe  on  Evidence,  21 ;  4  Wash.  C.  C. 
R.,  58;  5  Mason,  G ;  1  Gallis.  C.  C.  R.,  438. 

As  to  the  fifth  exception,  the  counsel  contended  that  the  evidence  of 
Dr.  Jones  was  rebutting  evidence,  and  was  regular,  as  it  was  offered 
to  meet  and  disprove  the  plaintiff's  declarations,  which  the  court  had 
admitted  as  testimony. 

Mr.  Ingersoll,  for  the  defendant  in  error. 

1.  The  objection  to  the  certificate  of  the  Secretary  of  State  should 
apply  rather  to  the  effect  than  the  admissibility  of  the  document.  That 
officer  is  authorized  by  law  to  issue  patents,  and  the  presumption  is 
that  he  has  done  so  rightfully.    Possession  of  the  document  does  not 
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affect  the  intrinsic  rights  of  any  one.  Every  question  of  merit  is  still 
open.  It  enables  the  patentee  to  sue,  but  it  neither  secures  him  in 
the  enjoyment  of  the  alleged  invention,  nor  precludes  others  from 
contesting  the  validity  of  his  claims.  In  the  different  cases  cited,  the 
patent  appears  to  have  been  received  in  evidence  exactly  in  the  form 
now  exhibited,  although  it  may  have  availed  nothing  to  the  plaintiff 
afterwards. 

Sullimn  v.  Rcdjkld,  1  Paine,  447:  "The  patent  is  primd  facie  evi- 
dence of  the  right."  The  Margaretta,  2  Gall.,  519 ;  Remission,  though 
not  valid,  was  given  in  evidence.  See  also  Bingham  v.  Cabot,  3  DalL, 
19;  Bell  v.  Morrison,  1  Peters,  355 ;  Keene  v.  Meade,  3  Peters,  6 ;  The 
United  Shitcs  v.  Liddle,  2  Wash.  C.  C.  Rep.,  205. 

2.  The  testimony  of  Josiah  White  would  have  been  admitted  under 
the  sixth  section  of  the  law  of  1793.  But  the  fifteenth,  or  correspond- 
ing section  of  the  law  of  183G,  requires  notice  of  place,  person,  and 
residence.  As  the  law  previously  stood,  great  injustice  might  have 
been  done,  uuless  the  court  had  construed  it  so  as  to  invest  the  judge 
with  power  to  prevent  the  plaintiff  from  being  taken  by  surprise. 
Evans  v.  Eaton,  3  Wheat.,  505.  The  law  now  wisely  anticipates  the 
necessity  for  an  exercise  of  judicial  discretion  aud  possible  delay ;  and 
requires  notice  of  the  place  where  the  improvement  is  supposed  by  a 
defendant  to  have  been  previously  used.  This  was  not  given,  and 
the  testimony  was  necessarily  rejected. 

3.  Although,  in  truth,  the  offer  to  examine  Mr.  Latrobe  upon  cer- 
tain points  was  not  rejected  by  the  court,  but  withdrawn  by  the  coun- 
sel, yet,  as  it  appears  by  the  record  to  have  been  a  point  decided,  I 
will  submit  to  treat  it  accordingly.  The  testimony  would  no  doubt 
have  been  rejected  if  the  offer  had  been  persisted  in,  and  the  delay 
that  would  be  requisite  to  put  the  record  right  would  be  deeply  in- 
jurious to  my  client. 

(1.)  The  inquiries  suggested  for  the  witness  are  impracticable,  and 
they  lead  to  impracticable  results.  The  inquiry  refers  to  a  "  negotia- 
tion," "  arrangement,"  and  "  settlement."  It  asserts  the  fact  that  a 
"grant"  or  "contract"  was  made.  Negotiation  is  the  necessary  pre- 
liminary to  a  contract,  is  absorbed  in  it,  and  forms  a  part  of  it.  How 
can  you  separate  them  ?  Out  of  one  identified  existence,  two  things 
are  to  bo  made,  essentially  distinct  from  each  other.  That  is  impos- 
sible. 

(2.)  The  inquiries  are  irrelative.  The  arrangement  contemplated 
was  res  inter  alios  acta.  The  plaintiffs  in  error  were  altogether  stran- 
gers to  it.  Many  inducements  may  lead  to  a  settlement  with  one 
person  which  would  not  render  it  desirable  with  another.    If  it  were 
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not  that  Ross  Winans  had  previously  been  cross-examined  by  the 
counsel  for  the  plaintiffs  in  the  Circuit  Court,  to  the  point  of  settle- 
ment with  the  Baltimore  and  Ohio  Company,  no  pretense  for  the  in- 
quiry would  exist.  If  that  was  wrong,  this  will  not  make  it  right. 
It  was  not  objected  to.  If  not  strictly  cross-examination,  we  had  no 
right  to  resort  to  itt  Ellmaker  v.  Buckley,  16  Serg.  &  Rawle.  If  it 
was  regular  cross-examination,  it  cannot  justify  the  proposed  irregu- 
larity. But  we  were  bound  to  put  the  witness  on  his  guard  as  to  a 
collateral  fact  which  might  impeach  his  testimony.  Rule  in  the 
Queen's  case. 

(3.)  The  object  attempted  to  be  proved  was  a  mere  entity;  an  ab- 
straction ;  nothing  actually  done,  but  at  best  something  omitted  or 
avoided ;  a  conclusion  or  construction ;  a  contingency  without  a  sub- 
stantial thing  to  support  it. 

(4.)  It  was  an  attempt  to  prove  by  parol  some  known  written  ar- 
rangement which  was  susceptible  of  being  produced. 

4.  Explanations  of  the  patentee  himself  were  good  evidence  to 
prove  the  genuineness  of  his  claims  to  originality.  It  is  necessary  to 
understand  the  manner  in  which  this  testimony  was  produced.  Plain- 
tiff at  tirst  simply  produced  his  patent,  and  called  a  witness  who  prov- 
ed its  utility  and  infringement  by  the  defendants.  Then  the  defend- 
ants  went  at  large  into  proof  of  alleged  priority  of  the  invention  by 
other  persons.  All  of  this  went  to  show  a  use  before  the  date  of  the 
plaintiff's  patent.  A  necessity  was  therefore  thrown  upon  him  of 
proving  that  his  invention  existed,  and  was  communicated  by  him  to 
different  persons  at  a  still  earlier  period.  No  doubt  of  the  importance 
of  such  proof.  It  consisted  of  evidence  of  plaintiff's  invention  prior 
to  the  defendants'  knowledge,  or  the  knowledge  of  those  persons  on 
whom  thev  relied.  To  meet  this  particular  exigency,  that  is,  to  show 
invention,  it  is  difficult  to  conceive  what  can  be  authentic,  except  what 
comes  from  the  inventor  himself,  lie  therefore  produced  several  in- 
dividuals, who  stated  that  he  described  the  improvement  to  them  at  a 
period  considerably  earlier  than  defendants  had  fixed  for  its  earliest 
use.  If  he  described  it,  he  must  have  known  it.  If  he  knew  it  be- 
fore any  other  person,  he  must  have  invented  it.  That  prior  knowl- 
edge was  invention  ;  and  that  was  the  very  thing  to  be  proved. 

Two  objections  were  taken  to  the  character  of  the  proof:  1.  That  it 
was  derived  from  the  plaintiff'  himself.  2.  That  the  alleged  improve- 
ment was  not  then  brought  into  practical  use  by  him. 

Answer  1st.  It  was  an  invention,  else  not  patentable ;  in  other 
words,  it  must  spring  from  himself.  An  exhibition  of  it  must  neces- 
sarily, in  some  shape  or  other,  be  his  act.    Whatever  might  be  said 
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or  done  by  others,  could  not  be  available  to  him.  The  exhibition 
might  be  effected  by  deed,  signs,  or  words.  It  matters  not  in  what 
particular  manner  the  effect  is  produced,  but  the  discovery  must  make 
manifest  its  paternity ;  and  it  can  do  so  only  through  the  medium  of 
its  proper  parent. 

This  may  be  done  by  his  works — a  machine  constructed.  Let  It 
be  produced ;  original,  practical,  perfect  in  all  its  parts.  Nothing  is 
gained  by  the  author,  unless  something  more  than  all  this  appears, 
namely,  authorship.  However  eloquent  the  machine  may  be  as  to  its 
uses,  it  cannot  speak  for  itself  as  to  its  author.  The  nearest  it  can 
come  to  speech  would  be  an  inscription  or  label  on  its  front:  "J.  S., 
fecit,"  for  example. 

That  would  at  best  be  a  written  declaration.  What  difference 
would  it  make  that  the  writing,  or  stamping,  or  printing  should  be  in 
a  book  ?  That  description  of  evidence,  in  a  sister  department  of  the 
law,  is  conclusive  of  important  rights.  It  maintaining  copyrights, 
the  writing  of  the  party  is  the  essence  of  the  discovery,  and  the  sole 
proof  of  invention  or  originality.  If,  instead  of  writing  with  his  own 
hand,  the  same  author  dictates  to  another  person,  cannot  the  amanu- 
ensis prove  the  dictation,  and  hence  the  authorship  ?  A  blind  author 
has  often  given  to  the  world  the  result  of  his  genius,  through  the  pen 
of  another.  On  a  question  of  authorship,  surely  the  testimony  of  the 
scribe  would  be  received  as  competent. 

Another  species  of  proof  of  invention  remains,  namely,  oral  expla- 
nation alone.  Why  may  it  not  be  received  ?  It  is  the  very  thing 
itself.  To  speak  it,  was  to  create  it,  if  it  did  not  already  exist  in 
thought ;  and  if  it  did,  it  must  prove  it.  The  proof  was  given  to 
counteract  the  allegation  of  earlier  discovery.  It  produces  the  effect 
by  showing  that  the  earlier  discoverers,  as  they  are  regarded,  received 
from  the  plaintiff  the  information  which  enabled  them  to  put  the  in- 
vention in  use,  and  then  attempt  to  deny  the  right  of  showing  how 
the  information  was  communicated  and  obtained.  One  of  the  very 
pieces  of  testimony  objected  to,  consisted  of  a  conversation  with  the 
person  who  claimed  to  be  an  inventor  in  preference  to  the  plaintiff. 

The  declarations  did  not  stand  alone ;  they  were  accompanied  by 
two  drawings  and  a  model.  The  date  of  the  existence  of  these  monu- 
ments is  clearly  proved.  The  conversations  became  but  a  part  of  the 
res  (jestce. 

There  arc  many  occasions  on  which  one's  own  sayings  and  doings 
are  good  evidence ;  in  some  instances  the  best,  and  in  others  the  only 
evidence.  The  present  is  an  anomaly,  unless  it  concurs.  It  does 
not  follow  that  the  expressions  of  an  individual  are  tho  illegal  crea- 
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tion  of  testimony  for  himself.  Such  are — 1.  Various  kinds  of  decla- 
rations ante  litem  motam.  2.  When  the  sayings  are  the  doings,  as  in 
oases  of  notice.  3.  Where  the  expressions  of  an  individual  are  the 
test  of  a  given  state  of  things,  as  intellect.  4.  Proof  of  a  contract, 
as  marriage,  by  words  de  prcsenti.  5.  Almost  any  other  discovery  or 
invention,  not  connected  with  the  useful  arts.  A  reward  is  offered 
for  lost  property;  the  finder  informs  of  the  finding  of  it;  the  declara- 
tions can  be  proved. 

Answer  2d.  As  to  the  objection  that  the  explanations  were  not  re- 
duced to  practice.  Here,  too,  the  objection  loses  sight  of  the  fact 
that  our  evidence  was  not  original,  but  merely  designed  to  meet  a 
collateral  issued  as  to  the  period  of  invention,  and  not  exactly  as  to 
invention  itself.  On  any  ground,  however,  the  question  of  invention 
does  not  depend  upon  whether  the  thing  has  been  reduced  to  practice, 
but  whether  it  can  be,— not  whether  it  is  actually  practiced,  but  prac- 
ticable. Drawings,  descriptions,  aud  models  are  sent  to  the  Patent 
Office.  These  are  miniature  likenesses,— not  the  thing  itself.  Any 
other  course  would,  in  many  instances,  be  quite  impracticable.  A 
ship,  a  house,  a  town  are  often  the  recipients  of  an  improvement 
which  cannot  be  practically  exhibited,  except  in  connection  with  the 
vast  object  to  which  it  is  applied.  Sometimes  the  reducing  to  prac- 
tice might  be  destructive  of  life  or  property.  A  guillotine  need  not 
be  rehearsed  in  order  to  prove  its  power. 

Besides,  it  might  destroy  the  very  intention,  to  insist  on  practical 
exercise.  It  might  be  regarded  as  giving  the  inveution  to  the  public, 
and  then  the  patent-right  is  gone  forever. 

5.  Thomas  P.  Jones  was  called  by  the  defendants,  after  all  the  tes- 
timony in  chief,  on  both  sides,  and  the  plaintiff's  rebutting  testimony 
also  had  been  given,  and  his  witnesses  dismissed;  and  much  time  had 
been  occupied  in  giving  rebutting  testimony  for  the  defendants.  The 
declared  object  was  to  prove  that  the  invention  described  in  the  plain- 
tiff's patent  of  1835  was  different  from  the  invention  described  by 
him  in  his  patent  of  1831— in  other  words,  that  the  patent  which  pur- 
ported to  be  a  mere  correction  of  form  was,  in  substance,  a  totally 
different  thing.  We  are  struck  at  once  with  an  inconsistency  between 
this  point  and  the  whole  tenor  of  the  defendants'  case.  The  notice 
which  they  gave,  the  aim  of  their  evidence,  their  great  design,  is  to 
show  that  the  thing  relied  on  by  the  plaintiff,  which  was  patented  by 
him  in  1835.  was  well  known  and  used  in  1831 — known  to  everybody, 
publicly,  notoriously.  Yet  we  are  now  told  that  it  was  not  known 
even  to  the  plaintiff  himself,  but  that  he  found  it  necessary,  four  years 
afterwards,  to  desert  the  alleged  invention  of  1831,  and  surreptitiously 
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to  foist  in  a  different  tiling,  which  then  became  known  to  him  for 
the  first  time.  Unless  this  is  the  true  meaning  of  the  point,  it  has 
none. 

The  evidence  offered  was  original  and  direct  Tt  contradicted 
nothing  already  asserted  in  evidence.  It  was  directed  to  a  point  in 
no  way  collateral.  It  went  immediately  to  the  essentia]  merits  of 
the  case.  It  was  of  great  importance,  undoubtedly.  Nothing  could 
be  more  conclusive  against  the  plaintiff  Not  only  would  it  be  de- 
structive of  his  claim  to  originality,  but  it  would  prove  a  most  auda- 
cious fraud,  abortively  attempted,  and  calculated,  when  detected,  to 
deprive  him  of  all  standing  in  or  out  of  court,  ami  to  render  his  defeat 
as  disgraceful  a-  it  was  inevitable. 

Notice  of  all  this  ought  to  have  been  given,  perhaps.  It  is  not 
urged,  however,  as  an  argument,  that  none  was  received,  although  it 
might  have  been  calculated  to  take  the  plaintiff  by  surprise.  Hut  it 
was  a  fact  above  all  others  requiring,  and  in  its  nature  admitting  of, 
countervailing  proof.  Not  a  clerk  in  the  office,  probably,  could  have 
failed  to  give  material  testimony  in  reply.  These  persona  were  at  a 
distance;  and  we  should  have  been  left  to  the  question  of  probability 
whether  a  man,  in  any  extremity  of  impudent  fraud,  would  have  ven- 
tured to  place  two  totally  different  patents  side  by  side  in  the  office, 
asserting  that  they  were  in  substance  identical. 

The  evidence  offered  was  not  the  beat  the  nature  of  the  case  ad- 
mitted of.  Contradiction  was  to  be  proved  between  two  written  in- 
struments, with,  perhaps,  a  model  accompanying  each  of  them.  Copies 
would  be  the  proper  sources  of  illustration.  Wei.  copies  not  acces- 
sible? "We  do  not  know.  No  inquiry  was  made.  A  thousand  copies 
may  have  been  made  before  the  Patent  I  mice  was  destroyed  Plain- 
tiff himself,  no  doubt,  had  Buch  copies  in  hi-  possession.  No  notice 
was  given  to  him  to  produce  them,  before  this  violent  attempt  was 
made  to  introduce  the  secondary  evidence. 

To  get  rid  of  all  this,  the  argument  was,  that  the  difference  was 
only  to  be  inferred  between  the  patents  from  a  difference  between  the 
conversation  and  one  of  them.  But  that  would  rebut  nothing.  No 
person  denied  that  plaintiff's  conversations  with  the  witnesses  he  pro- 
duced  were  as  they  were  sworn  to  be.  Other  conversations  with  other 
persons  might  show  descriptions  of  other  inventions;  but.  they  could 
not  possibly  show  that  the  first  conversations  did  not  take  place.  The 
judge  gave  two  reason-  for  rejeetiug  the  testimony.  One  was.  that  it 
was  offered  at  too  late  a  stage  of  the  cause.  That  was  ruled  in  bis 
sound  discretion.  From  the  exercise  of  that  discretion  there  is  no 
appeal.   No  attempt  was  made  t<  i  take  one.   On  both  of  hi>  grounds 
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he  was  right  But  one  was  sufficient  to  cover  the  whole  question, 
and  it  is  inaccessible  to  review  here. 

Mr.  Justice  Story  delivered  the  opinion  of  the  court 

This  is  a  writ  of  error  to  the  judgment  of  the  Circuit  Court  for  the 
Eastern  District  of  Pennsylvania,  rendered  in  an  action  brought  by 
Stimpson,  the  defendant  in  error,  against  the  plaintiffs  in  error,  for 
a  violation  of  a  patent-right  granted  to  him  for  a  new  and  useful  im- 
provement in  the  mode  of  turning  short  curves  on  railroads. 

A  patent  was  originally  granted  to  Stimpson,  for  the  name  inven- 
tion, on  the  23d  day  of  August,  1831,  and  the  renewed  patent,  upon 
which  the  present  suit  is  brought,  was  granted  on  the  2Gth  of  Septem- 
ber, 1835.  upon  the  former  letters  patent  "  being  cancelled  on  account 
of  a  defective  specification  ";  ami  the  renewed  patent  was  for  the  terra 
of  fourteeu  years  from  the  date  of  the  original  patent.  "With  the  ex- 
ception of  the  recital  of  the  fact  that  the  former  letters  patent  were 
cancelled  "on  account  of  a  defective  specification,"  and  the  statement 
of  the  prior  date  from  which  the  renewed  patent  was  to  begin  to  run, 
the  renewed  patent  is  in  the  precise  form  in  which  the  original  pat- 
ents are  granted. 

At  the  trial  upon  the  general  issue,  a  bill  of  exceptions  was  takeu 
to  certain  rulings  of  the  court  upon  points  of  evidence,  to  the  consid- 
eration of  which  we  shall  at  once  proceed,  without  any  further  preface. 

The  first  exception  taken  is  to  the  admission  of  the  renewed  patent 
as  evidence  in  the  cause  to  the  jury.  The  Patent  Act  of  1832,  cb. 
1G2,  sec.  3,  under  which  this  patent  was  obtained,  provides,  that  wben- 
ever  any  patent  shall  be  inoperative  or  invalid,  by  reason  that  any  of 
the  terms  or  conditions  prescribed  by  the  prior  acts  of  Congress  have 
not,  by  inadvertence,  accident,  or  mistake,  and  without  any  fraudu- 
lent or  deceptive  intention,  been  complied  with  on  the  part  of  the 
inveutor,  it  shall  be  lawful  for  the  Secretary  of  State,  upon  the  sur- 
render to  him  of  such  patent,  to  cause  a  new  patent  to  be  granted  *° 
the  inventor,  for  the  same  invention,  for  the  residue  of  the  period  tlien 
unexpired  for  which  the  original  pateut  was  granted,  upon  his  com- 
pliance with  the  terms  and  conditions  prescribed  by  the  third  section 
of  the  act  of  the  21st  of  February,  1792,  eh.  5"). 

Now,  tho-objection  is,  that  the  present  patent  docs  not  contain  any 
recitals  that  the  prerequisites  thus  stated  in  the  act  have  been  complied 
with,  namely,  that  the  error  in  the  former  patent  has  arisen  by  inad- 
vertency, accident,  or  mistake,  and  without  any  fraudulent  or  decep- 
tive intention;  and  that  without  such  recitals,  as  it  is  the  case  of  a 
special  authority,  the  patent  is  a  mere  nullity,  and  inoperative.  ^e 
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are  of  opinion  that  tlx1  objection  cannot,  in  point  of  law,  be  main- 
tained. The  patent  was  issued  under  the  great  seal  of  the  United 
States,  and  is  signed  by  the  President,  and  countersigned  by  the  Sec- 
retary of  State.  Tt  is  a  presumption  of  law.  that  all  publie  officers, 
and  especially  such  high  functionaries,  perform  their  proper  official 
duties,  until  the  contrary  is  proved.  And  where,  as  in  the  present 
case,  an  act  is  t>  he  done  or  patent  granted  upon  evidence  and  proofs 
to  be  laid  before  a  publie  officer,  upon  which  he  is  to  decide,  the  fact 
that  he  has  done  the  act  or  granted  the  patent  is  prima  /</<•/,  evidence 
that  the  proofs  have  been  regularly  made,  and  were  satisfactory.  No 
other  tribunal  is  at  liberty  to  reexamine  nr  controvert  the  sufficiency 
Of  such  proofs,  if  laid  before  him,  when  the  law  has  made  such  officer 
the  proper  judge  ot  their  sufficiency  and  competency.  It  is  not.  then, 
necessary  for  the  patent  to  contain  any  recitals  that  the  prerequisites 
to  the  grant  of  it  have  been  duly  complied  with,  for  the  law  makes 
the  presumption;  and  if.  indeed,  it  were  otherwise,  the  recitals  would 
not  help  the  case,  without  the  auxiliary  proof  that  these  prerequisites 
had  been  de  facto  complied  with.  This  lias  been  the  uniform  con- 
struction, as.  far  as  we  know,  in  all  our  courts  of  justice,  upon  matters 
of  this  sort.  Patents  for  lands,  equally  with  patents  for  invention-, 
have  been  deemed  prima  faeu  evidence  that  they  were  regularly 
granted,  whenever  they  have  been  produced  under  the  great  seal  of 
the  government,  without  any  recitals  or  proofs  that  the  prerequisites 
of  the  acts  under  which  they  have  been  issued  have  been  duly  ob- 
served. In  cases  of  pat  en ts,  the  courts  of  the  United  States  have  gone 
one  step  further,  and  as  the  patentee  is  required  to  make  oath  that  he 

is  the  true  inventor  before  he  can  obtain  a  patent,  the  patent  has  1  n 

deemed  primd  farir  evidence  that  he  has  made  the  invention.  This 
objection,  then,  is  overruled;  and  then-  was  no  error  in  the  Circuit 
Court  in  the  admission  of  the  patent. 

The  next  exception  is  to  the  refusal  of  the  court  to  allow  a  witness, 
Josiah  White,  to  give  a  description  of  an  invention  which  he  had 
wen  on  the  Mauch  Chunk  Railroad,  in  1*'27.  which  had  a  groove  on 
one  side,  and  run  on  the  other  on  a  flange  for  crossing,  for  the  pur- 
pose of  showing  that  the  supposed  invention  of  the  plaintiff  was  known 
and  in  use  by  others  before  the  date  of  his  patent.  Ily  the  Patent 
Act  of  1836,  (which  was  applicable  to  the  present  point,)  it  is  pro- 
vided, in  the  fifteenth  section,  that  whenever  the  defendant  relics,  in 
his  defense,  on  the  fact  of  a  previous  invention,  knowledge,  or  use  of 
the  thing  patented,  he  shall  state,  in  his  notice  of  special  matter  to  be 
used  in  his  defense,  the  names  and  places  of  residence  of  those  whom 
he  intends  to  prove  to  have  possessed  a  prior  knowledge  of  the  thing. 
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and  where  the  same  had  been  used.  The  object  of  this  most  salutary 
provision,  is  to  prevent  patentees  being  surprised,  at  the  trial  of  the 
cause,  by  evidence  of  a  nature  which  they  could  not  be  presumed  to 
know  or  be  prepared  to  meet,  and  thereby  to  subject  them  either  to 
most  extensive  delays  or  to  a  loss  of  their  cause.  It  is  incumbent 
on  those  who  seek  to  show  that  the  examination  of  a  witness  lias  been 
improperly  rejected,  to  establish  their  right,  to  have  the  evidence  ad- 
mitted; for  the  court  will  be  presumed  to  liave  acted  correctly,  until 
the  contrary  is  established. 

In  the  present  case,  there  is  no  proof  on  the  record  that  notice  had 
been  given,  according  to  the  requirements  of  the  statute,  that  "White 
was  to  be  a  witness  for  the  purpose  above  stated.  Unless  such  notice 
was  given,  it  is  plain  tliat  the  examination  could  not  be  rightfully 
had.  The  onus  probancli  is  on  the  defendants  to  show  it,  ami  unless 
they  produce  the  notice,  the  objection  must  fail.  In  point  of  fact, 
it  was  admitted  by  counsel,  at  the  argument,  that  no  such  notice  was 
given.  In  either  view,  then,  from  the  admission,  or  from  the  defect 
of  the  preliminary  proof  of  notice  in  the  record,  the  exception  is  not 
maintainable. 

The  next  exception  is  to  the  rofusal  of  the  court  to  allow  certain 
questions  to  be  put  "by  the  defendants  to  John  II.  B.  Latrobe,  a  wit- 
ness introduced  by  the  defendants  to  maintain  the  issue  on  their  part. 
Latrobe,  on  his  examination,  stated:  "I  know  Mr.  Stimpson  by  sight 
and  character.  lie  granted  to  the  Baltimore  and  Ohio  Railroad  Com- 
pany the  privilege  of  using  the  curved  ways  on  their  railroad,  aud 
all  lateral  roads  connected  therewith.  I  fix  the  date  of  the  contract 
in  the  early  part  of  October,  1834,  because  I  have  then  a  receipt  of 
Mr.  Stimpsotf  s  counsel  for  two  thousand  five  hundred  dollars.  Mr. 
Stimpson  laid  his  claim  against  the  Baltimore  Company  for  an  in- 
fringement of  his  patent  in  1832.  It  was  referred  to  me  by  the  com- 
pany, and  I  advised  them."  The  counsel  for  the  defendants  then  of- 
fered to  prove,  by  the  same  witness,  tho  declarations  of  the  plaintiff 
and  his  agent  to  the  witness,  that  the  settlement  made  with  the  Balti- 
more and  Ohio  Railroad  Company  with  the  plaintiff  was  not  an  ad- 
mission by  the  said  company  of  the  plaintiff's  right  in  the  alleged  in- 
vention, but  a  mere  compromise  of  a  pending  suit,  disconnected  with 
a  grant,  in  writing,  made  by  the  plaintiff  to  the  said  company;  and 
to  that  end  proposed  to  put  the  following  questions,  respectively,  and 
in  order,  to  tho  witness :  "  1.  Do  you  know  who  was  the  agent  or  at- 
torney of  James  Stimpson,  in  negotiating  the  arrangement  and  settle- 
ment between  him  and  the  company  referred  to?  Who  was  ho? 
2.  State  if  auy  conversations  oceurred  between  James  Stimpson,  or  his 
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agent  or  counsel,  at  any  time  during  the  negotiations,  regarding  the 
rights  claimed  by  him  in  the  patent  for  curved  ways,  without  refer- 
ence to  the  existence  of  a  written  contract  or  its  contents.  3.  What 
were  they  ?"  The  court  refused  to  allow  these  questions  to  bo  put, 
for  the  purpose  aforesaid. 

Now,  (as  has  been  already  intimated,)  it  is  incumbent  upon  those 
who  insist  upon  the  right  to  put  particular  questions  to  a  witness,  to 
establish  that  right  beyond  any  reasonable  doubt,  for  the  very  purpose 
stated  by  them ;  and  they  are  not  afterwards  at  libertv  to  desert  that 
purpose,  and  to  show  the  pertinency  or  relevancy  of  the  evidence  for 
any  other  purpose  not  then  suggested  to  the  court.  It  was  not  pre- 
tended, at  the  argument,  that  the  evidence  so  offered  was  good  evi- 
dence in  chief,  in  behalf  of  the  defendants,  upon  the  issue  in  the 
cause.  It  was  res  inter  alios  acta,  and  had  no  tendency  to  disprove  the 
defendant's  title  to  the  invention,  or  to  support  any  title  set  up  by  the 
defendants;  for  no  privity  was  shown  between  the  defendants  and  the 
Baltimore  Company.  As  evidence  in  chief,  therefore,  it  was  irrele- 
vant and  inadmissible.  The  sole  purpose  for  which  it  was  offered,  so 
far  as  it  was  then  declared  to  the  court,  was  to  show  that  the  compro- 
mise with  the  Baltimore  Company  was  not  founded  on  any  admission 
of  the  plaintiff's  right  in  the  invention.  Be  it  so ;  it  was  then  incon  • 
sequential,  for  it  certainty  had  no  just  tendency  to  disprove  his  right. 
If  the  compromise  had  been  offered  on  the  part  of  the  plaintiff,  for 
the  purpose  of  establishing  his  right  to  the  invention,  there  is  no  pre- 
tense to  sa}*  that  it  would  have  been  admissible  against  the  defend- 
ants. In  the  converse  case,  it  is  equally  inadmissible  for  the  defend- 
ants. 

But  it  is  now  said  that  the  evidence  was,  in  fact,  offered  for  the  pur- 
pose of  rebutting  or  explaining  certain  statements  made  by  one  Ross 
Winans,  a  witness  called  by  the  defendants,  in  his  answers  upon  his 
cross-examination  by  the  plaintiff's  counsel.  Now,  tliis  purpose  is  not 
necessarily,  or  even  naturally,  suggested  by  the  purpose  avowed  in 
the  record.  Upon  his  cross-examination,  Winans  stated :  "I  under- 
stood there  were  arrangements  made  with  the  Baltimore  Company. 
I  heard  the  company  paid  five  thousand  dollars."  Now,  certainly 
these  statements,  if  objected  to  by  the  defendants,  would  have  been 
inadmissible  upon  two  distinct  grounds:  1.  First,  as  mere  hearsay; 
2.  And,  secondly,  upon  the  broader  principle,  now  well  established, 
although  sometimes  lost  sight  of  in  our  loose  practice  at  trials,  that  a 
party  has  no  right  to  cross-examine  any  witness  except  as  to  facts  and 
circumstances  connected  with  the  matters  stated  in  his  direct  exam- 
ination.   If  be  wishes  to  examine  him  to  other  matters,  he  must  do 


Digitized  by  Google 


308 


P.  &  T.  R.  R.  Co.  v.  Stimpson.  [Sup.  Ct. 


Opinion  of  the  court. 

so  by  making  the  witness  his  own,  and  calling  him,  as  such,  in  the 
subsequent  progress  of  the  cause.  The  question  then  is  presented, 
whether  a  party  can,  by  his  own  omission  to  take  an  objection  to  the 
admission  of  improper  evidence  brought  out  on  a  cross-examination, 
found  a  right  to  introduce  testimony  in  chief  to  rebut  it  or  explain  it. 
If,  upon  the  cross-examination,  Winans'  answer  had  been  such  as  was 
unfavorable  to  the  plaintiff,  upon  the  collateral  matters  thus  asked, 
which  were  not  founded  in  the  issue,  he  would  have  been  bound  by 
it,  and  not  permitted  to  introduce  evidence  to  contradict  it.  There 
is  great  difficulty  in  saying  that  the  defendants  ought  to  be  in  a  more 
favored  predicament,  and  to  acquire  rights  founded  upon  the  like  evi- 
dence to  which  they  did  not  choose  to  make  any  objection,  although 
otherwise  it  could  not  have  been  in  the  cause.  But  waiving  this  con- 
sideration, the  grounds  on  which  we  think  the  refusal  of  the  court  was 
right,  are,  first,  that  it  was  not  distinctly  propounded  to  the  court,  that 
the  evidence  was  offered  to  rebut  or  explain  Winans'  testimony ;  and, 
secondly,  that  in  the  form  in  which  it  was  put,  it  proposed  to  separate 
the  written  contract  of  compromise  from  the  conversations  and  the 
negotiations  which  lefl  to  it,  and  to  introduce  the  latter  without  the 
former,  although  it  might  turn  out  that  the  written  paper  might  most 
materially  affect  or  control  the  presumptions  deducible  from  those 
conversations  and  negotiations.  We  think  that,  upon  the  settled 
principles  of  law,  parol  evideuce  bearing  upon  written  contracts  and 
papers  ought  not  to  be  admitted  without  the  production  of  such  writ- 
ten contracts  or  papers,  so  as  to  enable  both  the  court  and  the  jury  to 
see  whether  or  not  the  admission  of  the  parol  evidence  in  any  manner 
will  trench  upon  the  rule,  that  parol  evidence  is  not  admissible  to  vary 
or  contradict  written  contracts  or  papers. 

The  next  exception  is  to  the  admission  of  the  evidence  of  William 
A.  Stimpson,  Richard  Caton,  and  George  Ncilson,  as  to  certain  dec- 
larations, and  statements,  and  conversations  of  the  plaintiff,  as  to  his 
invention  prior  to  the  date  of  his  original  patent,  in  order  to  rebut 
the  evidence  of  the  defendants,  as  to  the  invention  or  use  by  other 
persons  of  the  same  contrivance  before  that  date.  The  objection  is, 
that,  upon  general  principles,  the  declarations  and  conversations  of  a 
plaintiff  are  not  admissible  evidence  in  favor  of  his  own  rights.  As 
a  general  rule,  this  is  undoubtedly  true.  It  is,  however,  but  a  general 
rule,  and  admits  and  requires  various  exceptions.  There  are  many 
cases  in  which  a  party  may  show  his  declarations  conflict  with  acts 
in  his  own  favor,  as  a  part  of  the  res  gestae.  There  are  other  cases, 
again,  in  which  his  material  declarations  have  been  admitted.  Thus, 
for  example,  in  the  case  of  an  action  for  an  assault  and  battery,  and 
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wounding,  it  has  been  held  that  the  declarations  of  the  plaintiff,  as  to 
his  internal  pains,  aches,  injuries,  and  symptoms,  to  the  physician  call- 
ed to  prescribe  for  him,  are  admissible  for  the  purpose  of  showing  the 
nature  and  extent  of  the  injuries  done  to  him.  See  1  Phillips  on  Evi- 
dence, eh.  12,  sec.  1,  pp.  200-202,  8th  ed.,  1838.  In  many  cases  of 
inventions,  it  is  hardly  possible  in  any  other  manner  to  ascertain 
the  precise  time  and  exact  origin  of  the  particular  invention.  The 
invention  itself  is  an  intellectual  process,  or  operation,  and,  like  all 
other  expressions  of  thought,  can  in  many  cases  scarcely  be  made 
known  except  by  speech.  The  invention  may  be  consummated  and 
perfect,  and  may  be  susceptible  of  complete  description  in  words,  a 
month,  or  even  a  year,  before  it  can  be  embodied  in  any  visible  form, 
machine,  or  composition  of  matter.  It  might  take  a  year  to  construct 
a  steamboat,  after  the  inventor  had  completely  mastered  all  the  de- 
tails of  his  invention,  and  had  fully  explained  them  to  all  the  various 
artisans  whom  he  might  employ  to  construct  the  different  parts  of  the 
machinery.  And  yet,  from  those  very  details  and  explanations,  an- 
other ingenious  mechanic  might  be  able  to  construct  the  whole  ap- 
paratus, and  assume  to  himself  the  priority  of  the  invention.  The 
conversations  and  declarations  of  a  patentee,  merely  affirming  that  at 
some  former  period  he  invented  that  particular  machine,  might  well 
be  objected  to.  But  bis  conversations  and  declarations,  stating  that 
he  had  made  an  invention,  and  describing  its  details  and  explaining 
its  operations,  are  properly  to  be  deemed  an  assertion  of  his  right,  at 
that  time,  as  an  inventor,  to  the  extent  of  the  facts  and  details  which 
he  then  makes  known,  although  not  of  their  existence  at  an  antece- 
dent time.  In  short,  such  conversations  and  declarations,  coupled 
with  a  description  of  the  nature  and  objects  of  the  invention,  arC"f<T 
be  deemed  a  part  of  the  res  gcstce,  and  legitimate  evidence  that  the 
invention  was  then  known  to  and  claimed  by  him ;  and  thus  its  origin 
may  be  fixed  at  least  as  early  as  that  period.  This  view  of  the  sub- 
ject covers  all  the  parts  of  the  testimony  of  the  witnesses  objected  to 
in  the  Circuit  Court,  and  we  are  of  opinion  that  the  court  were  right 
in  admitting  the  evidence. 

The  next  and  the  last  exception,  is  to  the  rejection  of  the  evidence 
of  Dr.  Jones,  who  was  offered  to  prove  that  there  were  material  dif- 
ferences between  the  patent  of  1831  and  the  renewed  patent  of  1835, 
and  to  explain  these  differences.  No  doubt  can  be  entertained  that 
the  testimony  thus  offered  was,  or  might  be,  most  material  to  the 
merits  of  the  defense.  And  the  question  is  not  as  to  the  competency 
or  relevancy  of  the  evidence,  but  as  to  the  propriety  of  its  being  ad- 
mitted at  the  time  when  it  was  ottered,    [t  appears  that  the  testimony 
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was  not  offered  by  the  defendants,  or  stated  by  them,  as  a  matter  of 
defense,  in  the  stage  of  the  cause  when  it  is  usually  introduced  ac- 
cording to  the  practice  of  the  court.  It  was  ottered,  after  the  defend- 
ants' counsel  had  stated,  in  open  court,  that  they  had  closed  their  evi- 
dence, and  after  the  plaintiff,  in  consequence  of  that  declaration,  had 
discharged  his  own  witnesses.  The  question,  then,  is,  whether  it  was 
at  that  time  admissible  on  the  part  of  the  defendants,  as  a  matter  of 
light,  or  whether  its  admission  was  a  matter  resting  in  the  sound  dis- 
cretion of  the  court.  If  the  latter,  then  it  is  manifest  tliat  the  rejec- 
tion of  it  cannot  be  assigned  as  error. 

The  mode  of  conducting  trials,  the  order  of  introducing  evidence, 
and  the  times  when  it  is  to  be  introduced,  are,  properly,  matters  be- 
longing to  the  practice  of  the  Circuit  Courts,  with  which  this  court 
ought  not  to  interfere,  unless  it  shall  choose  to  prescribe  some  fixed 
general  rules  on  the  subject,  under  the  authority  of  the  act  of  Con- 
gress. Probably,  the  practice  in  no  two  States  in  the  Union  is  exactly 
the  same ;  and,  therefore,  in  each  State  the  Circuit  Courts  must  neces- 
sarily be  vested  with  a  large  discretion,  in  the  regulation  of  their  prac- 
tice. If  every  party  had  a  right  to  introduce  evidence,  at  any  time, 
at  his  own  election,  without  reference  to  the  stage  of  the  trial  on  which 
it  is  offered,  it  is  obvious  that  the  proceedings  of  the  court  would  often 
be  greatly  embarrassed,  the  purposes  of  justice  be  obstructed,  and  the 
parties  themselves  be  surprised  by  evidence  destructive  of  their  rights, 
which  they  could  not  have  foreseen,  or  in  any  manner  have  guarded 
against.  It  seems  to  us,  therefore,  that  all  courts  ought  to  be,  as  in- 
deed they  generally  are,  invested  with  a  large  discretion  on  this  sub- 
ject, to  prevent  the  most  mischievous  consequences  in  the  administra- 
dorrof  justice  to  suitors ;  and  we  think  that  the  Circuit  Courts  possess 
this  discretion  in  as  ample  a  manner  as  other  judicial  tribunals.  We 
do  not  feel  at  liberty,  therefore,  to  interfere  with  the  exercise  of  this 
discretion ;  and,  indeed,  if  we  were  called  upon  to  say,  upon  the  pres- 
ent record,  whether  this  discretion  was,  in  fact,  misapplied  or  not,  we 
should  be  prepared  to  say  that  we  see  no  reason  to  doubt  that  it  was, 
under  all  the  circumstances,  wisely  and  properly  exercised.  It  is  suf- 
ficient for  us,  however,  that  it  was  a  matter  of  discretion  and  practice, 
in  respect  to  which  we  possess  no  authority  to  revise  the  decision  of 
the  Circuit  Court 

Upon  the  whole,  we  are  of  opinion  that  the  judgment  of  the  Circuit 
Court  ought  to'  be 

Affirmed  with  costs. 
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Statement  of  the  case. 


David  1*routy  and  John  Mears,  plaintiffs  in  error,  v.  Draper 

KUGGLES  ET  AL.,  DEFENDANTS  IN  ERROR. 
(1C  Peters,  336.) 

1.  The  plaintiffs,  in  the  Circuit  Court,  claimed  damages  for  the  infringement  of 

their  patent  for  "  a  new  and  useful  improvement  in  the  construction  of  a 
plow."  The  claim  of  the  patentee  was  for  the  combination  of  certain  parts 
of  the  plow,  not  for  the  parts  separately.  The  Circuit-Court  charged  the  jury, 
that,  unless  it  is  proved  that  the  whole  combination  is  substantially  used  in 
the  defendants'  plow,  it  is  not  a  violation  of  the  plaintiffs*  patent,  although 
one  more  of  the  parts  specified  in  the  letters  patent  may  be  used  In  combina- 
tion by  the  defendant.  The  plaintiffs,  by  their  specification  and  summing  up, 
treated  the  parts  described  a*  essential  parts  of  their  combination,  for  the 
purpose  of  brace  and  draft ;  and  the  use  of  either  alone  by  the  defendant  would 
not  be  an  infringement  of  the  combination  patented.  Held,  That  the  Instruc- 
tions of  the  Circuit  Court  were  correct. 

2.  The  patent  Is  for  a  combination,  and  the  Improvement  consists  In  arranging 

different  portions  of  the  plow,  and  combining  them  together  in  the  manner 
stated  in  the  specification,  for  the  purpose  of  producing  a  cert  ain  effect.  None 
of  the  parts  referred  to  are  new,  and  none  are  claimed  as  new ;  nor  is  any 
portion  of  the  combination  less  than  the  whole  claimed  as  new,  or  stated  to 
produce  any  given  result.  The  end  in  view  is  proposed  to  be  accomplished 
by  the  union  of  all,  arranged  and  combined  together  in  the  manner  described ; 
and  this  combination,  composed  of  all  the  parts  mentioned  in  the  specifica- 
tion, and  arranged  with  reference  to  eacli  other,  and  to  other  parts  of  the 
plow,  in  the  manner  therein  described,  is  stated  to  be  the  improvement,  and 
is  the  thing  patented.  The  use  of  any  two  of  these  parts  only,  or  of  two  com- 
bined with  a  third  which  is  substantially  different  in  the-  form  or  In  the  man- 
ner of  its  arrangement  and  connection  with  the  others,  is,  therefore,  not  the 
tiling  patented.  It  is  not  the  same  combination,  if  it  substantially  differs  from 
it  in  any  of  its  parts. 

In  error  to  the  Circuit  Court  of  the  United  States  for  the  District 
of  Massachusetts. 

The  plaintiffs  in  error  instituted  a  suit  in  the  Circuit  Court  of  Mas- 
sachusetts, for  the  recovery  of  damages  for  the  violation  of  a  patent, 
granted  to  them  by  the  United  States,  for  a  new  and  useful  improve- 
ment in  the  construction  of  a  plow. 

The  cause  was  tried  before  a  jury,  at  October  sessions  of  the  Circuit 
Court,  in  1841,  and  a  verdict  aud  judgment  were  Tendered  for  the 
defendant.  The  plaintiffs  took  exceptions  to  the  charge  of  the  court, 
and  prosecuted  this  writ  of  error. 

« 

The  case  was  submitted  to  the  court,  on  printed  arguments,  by  Mr. 
Choate,  for  the  plaintiffs  in  error,  aud  by  Mr.  Dexter,  for  the  defend- 
ants.  The  case  was  fully  stated  in  the  opinion  of  the  court. 
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Mr.  Chief  Justice  Tanby  delivered  the  opinion  of  the  court. 

This  case  is  brought  here  by  a  writ  of  error  to  the  Circuit  Court  of 
the  United  States  for  the  District  of  Massachusetts. 

The  action  was  instituted  for  the  purpose  of  recovering  damages 
for  an  infringement  of  a  patent  which  the  plaintiffs  had  obtained  for 
an  improvement  in  the  construction  of  the  plow. 

The  invention  is  described  in  the  specification  as  follows: 

"  Be  it  known,  that  we,  the  said  Prouty  and  Mears,  have  jointly  in- 
vented, made,  and  applied  to  use  a  new  and  useful  improvement  in 
the  construction  of  the  plow,  which  invention  and  improvement  we 
describe  and  specify  as  follows,  namely: 

"  Heretofore,  the  standard  and  landside  of  the  plow  has  been  placed 
perpendicular  to  and  at  right  angles  with  the  plane  of  the  share ;  on 
this  standard,  the  beam  has  been  placed  in  such  manner  as  to  form 
an  acute  angle  with  the  landside,  of  such  extent  as  to  place  that  part 
of  the  beam  to  which  the  moving  power  is1  applied  at  a  distance  of 
three  or  more  inches  from  an  extended  line  of  the  landside  to  the 
right,  while  the  after-part  of  the  beam  extends  one  or  more  inches  to 
the  left  of  the  perpendicular  of  the  landside,  near  the  handle;  the  ol>- 
ject  has  been  to  cause  the  plow  4  to  run  to  land,*  or  hold  its  width  of 
furrow.  The  effect  produced  has  been  an  uneasy,  struggling  motion, 
as  it  meets  resistance  at  the  point,  wing,  or  heel. 

""We  make  our  plow  with  the  standard  and  landside  forming  an 
acute  angle  with  the  plane  of  the  share,  the  standard  inclining  to  the 
right  or  furrow  side  in  such  manner  as  to  enable  us  to  place  the  cen- 
ter of  the  beam  on  a  line  parallel  with  the  landside,  the  fore-part  thereof 
at  such  a  distance  from  the  extended  line  aforesaid  as  to  cause  the 
plow  to  hold  its  width  of  furrow,  and  the  after-part  falling  within  the 
perpendicular  of  the  landside  of  the  plow,  the  center  of  it  being  near- 
ly perpendicular  to  the  center  of  resistance,  on  the  mould-board,  which 
we  conceive  to  be  at  about  one-fourth  part  of  the  lateral  distance  from 
the  landside  to  the  wing  of  the  share,  and  at  about  one-third  part  of 
the  perpendicular  height  from  the  plane  of  the  share  to  the  upper  edge 
of  the  mould-board. 

"This  location  of  the  center  of  resistance,  we  base  on  the  fact  that 
mi  any  plows,  which  have  been  used  in  sharp,  sandy  soils,  have  been 
worn  quite  through  at  that  point.   The  result  of  this  formation  of  the 
jplow  is  a  steady,  well-balanced  motion,  requiring  less  power  of  draft 
and  less  effort  in  directing  the  plow  in  its  course. 

"The  inclination  of  the  standard  and  landside  causes  the  plow  to 
•-cut  under  and  take  up  the  furrow  in  the  form  of  an  oblique-angled 
parallelogram,  or  like  a  board  feather-edged,  which,  being  turned 
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over,  falls  on  a  level  with  the  last  furrow  more  readily  than  right- 
angled  or  square-edged  work. 

"The  coulter,  or  knife,  having  a  similar  inclination,  cuts  the  roots 
of  the  grass,  kc,  and  leaves  all  vegetable  matter  on  the  surface,  at  a 
greater  distance  from  the  under  edge  of  the  furrow,  which,  being  turn- 
ed over,  more  readily  falls  in,  and  is  far  better  covered  than  with  the 
square-edged  work. 

"The  top  of  the  standard,  through  which  the  bolt  passes  to  secure 
the  beam,  is  transversely  parallel  to  the  plane  of  the  share,  and  ex- 
tends back  from  the  bolt  to  such  a  distance  as  to  form  a  brace  to  the 
beam,  when  the  after-part  is  passed  down  by  lifting  at  the  fore-part ; 
the  share  being  fast  under  a  rock,  or  other  obstruction,  the  after-part 
of  this  extension  is  squared  in  such  manner,  that,  being  jogged  into 
the  beam,  it  relieves  the  bolt  in  heavy  draft. 

"The  bolts  which  we  use  to  fasten  the  pieces  of  cast-iron,  of  which 
our  plows  arc  made,  together,  and  the  wood-work,  are  round,  with 
inverted  convex  heads,  like  the  wood-screw,  with  a  projection  on  the 
under  side  of  the  head  of  semicircular  form,  winch  tits  into  a  groove 
in  the  countersink  part  of  the  bolt-hole,  as  it  is  cast  to  receive  it,  which 
not  only  prevents  its  turning,  but  also  diminishes  the  liability  of  break- 
age at  the  corners  of  square  holes — all  which  will  more  fully  appear 
by  reference  to  the  drawing  annexed  to  and  forming  part  of  this 
specification. 

"  "We  hereby  declare  that  what  we  claim  as  new,  and  of  our  inven- 
tion, is  the  construction  of  such  plows  as  aforesaid,  and  the  several 
parts  thereof,  not  separately,  but  in  combination,  for  the  purposes 
aforesaid,  namely: 

"  1.  The  inclining  the  standard  and  landside  so  as  to  form  an  acute 
angle  with  the  plane  of  the  share. 

"2.  The  placing  the  beam  on  a  line  parallel  to  the  landside,  within 
the  body  of  the  plow  and  its  center,  nearly  in  the  perpendicular  of  the 
center  of  resistance. 

"3.  The  forming  the  top  of  the  standard  for  brace  and  draft.  We 
do  not  intend  to  confine  our  claim  to  any  particular  form  or  construc- 
tion, excepting  such  form  as  may  be  necessary  to  place  the  beam  in 
the  perpendicular  of  the  center  of  resistance,  and  parallel  to  the  land- 
side,  and  also  to  such  form  of  the  top  of  the  standard  as  shall  serve 
for  brace  and  draft,  but  have  given  such  form  as  we  deem  to  be  most 
convenient,  which  may  bo  varied,  as  is  obvious." 

The  plaintiffs  offered  to  prove  the  utility  of  the  alleged  improve- 
ment, which  proof  was  dispensed  with  by  the  defendants.  Certain 
plows,  alleged  by  the  plaintiffs  to  be  made  in  conformity  with  their 
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letters  patent,  and  certain  plows  made  by  the  defendants,  which  were 
the  alleged  infringement  of  the  plaintiffs'  patent,  were  produced  in 
court;  and  no  substantial  difference  between  them  was  shown  by  the 
defendants  to  exist,  unless  the  fact  that  the  top  of  the  standard  in  the 
defendants'  plow  was  not  jogged  into  the  beam,  and  did  not  extend 
so  far  back  upon  the  beam,  was  to  be  so  considered. 

And  the  plaintiffs  offered  evidence  to  show  that  the  top  of  the  stand- 
ard formed,  as  stated  in  the  specification,  would  serve  for  both  pur- 
poses of  brace  and  draft,  although  not  jogged  into  the  beam. 

The  defendants  introduced  no  evidence.  The  counsel  for  the  plain- 
tiffs requested  the  court  to  instruct  the  jury  as  follows,  to  wit: 

The  counsel  of  plaintiffs  respectfully  move  the  court  to  instruct  the 
jury,  that  if  the  defendants  have  used,  in  combination  with  the  other 
two  parts,  a  standard  of  the  description  set  forth  in  the  specification, 
and  it  is  proved  to  serve  both  for  brace  and  draft,  such  use  was  an 
infringement  of  the  plaintiffs'  claim  in  that  particular,  although  the 
defendants  may  not  have  inserted  it  into  a  jog  in  the  beam. 

Also,  that  if  any  two  of  the  three  parts  described  as  composing  the 
construction  claimed  in  the  specification,  had  been  used  in  combina- 
tion by  the  defendants,  it  was  an  infringement  of  the  patent,  although 
the  third  had  not  been  used  with  them. 

The  court  refused  to  give  the  instructions  so  prayed,  or  either  of 
them,  in  manner  and  form  as  prayed  by  the  plaintiffs ;  but  did  in- 
struct the  jury  as  follows,  to  wit: 

That  upon  the  true  construction  of  the  patent,  it  is  for  a  combina- 
tion, and  for  a  combination  only.  That  the  combination,  as  stated  in 
the  summing  up,  consists  of  three  things,  namely: 

1.  The  inclining  the  standard  and  landside  so  as  to  form  an  acute 
angle  with  the  plane  of  the  share. 

2.  The  placing  the  beam  on  a  line  parallel  to  the  landside,  within 
the  body  of  the  plow  and  its  center,  nearly  in  the  perpendicular  of 
the  center  of  resistance! 

3.  The  forming  the  top  of  the  standard  for  brace  and  draft. 

That  unless  it  is  proved  that  the  whole  combination  is  substantially 
used  in  the  defendants'  plows,  it  is  not  a  violation  of  the  plaintiffs' 
patent,  although  one  or  more  of  the  parts  specified  as  aforesaid  may 
bo  used  in  combination  by  the  defendants.  And  that  the  plaintiffs, 
by  their  specification  and  summing  up,  have  treated  the  jogging  of 
the  standard  behind,  as  well  as  the  extension,  to  be  essential  parts  of 
their  combination  for  the  purpose  of  brace  and  draft ;  and  that  the 
use  of  either  alone  by  the  defendants  would  not  be  an  infringement 
of  the  combination  patented. 
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And  thereupon  the  jury  rendered  their  verdict  for  the  defendants. 
The  first  question  presented  by  the  exception  is.  whether  the  ex- 
tension of  the  standard,  and  the  joking  of  it  into  the  beam,  are 
claimed  as  material  ports  of  the*  plaintiffs'  improvement.    We  think 
they  are.   In  the  paragraph  in  which  it  is  described,  he  states  that  it 
"extends  back  from  the  bolt  to  such  a  distance  as  to  tbrm  a  brace  to 
the  beam";  and  also  ••  that,  being  jogged  into  the  beam,  it  relieves  the 
bolt  in  a  heavy  draft. "    And  in  their  summing  up,  they  declare  that 
thev  claim  as  new,  and  of  their  invention,  the  construction  of  such 
plows  as  aforesaid,  and  the  several  parts  thereof,  not  separately,  but 
in  combination;  and  proceeding  then  to  specify  the  parts  so  claimed, 
they  mentioned  M  the  forming  of  the  top  of  the  standard  for  brace  and 
draft."  They,  indeed,  say  that  they  do  nol  mean  to  confine  their 
claim  to  any  particular  form  of  construction,  except  "to  such  form 
of  the  top  as  shall  serve  for  brace  and  draft."   Thai  is  to  say,  the 
top  is  to  be  so  formed  and  bo  connected  with  the  beam  as  to  answer 
both  purposes.    And  as  those  purposes,  according  t<»  the  preceding 
part  of  the  specification,  are  to  be  accomplished  by  its  extension 
back  from  the  bolt,  and  by  jogging  it  into  the  beam,  these  two  things 
are  essential  to  it.  whatever  variation  may  he  made  in  its  shape  or 
size.  They  are,  therefore,  mat.  rial  parts  of  the  improvement  they 
claim. 

The  remaining  question  may  he  disposed  of  in  a  few  words.  The 
patent  is  for  a  combination,  ami  the  improvement  consists  in  arrang- 
ing different  portions  of  the  plow,  and  combining  them  together  in 
the  manner  stated  in  the  specification,  for  the  purpose  of  producing  a 
certain  effect.  None  of  the  parts  referred  to  are  u©w,  and  none  are 
claimed  as  new ;  nor  is  any  portion  of  the  combination  less  than  the 
whole  claimed  as  new.  <»r  stated  to  produce  any  given  result.  The 
end  in  view  is' proposed  to  be  accomplished  by  the  union  of  all,  ar- 
ranged and  combined  together  in  the  manner  described.  And  this 
combination,  composed  i  if  all  the  parts  mentioned  in  the  sp  ification, 
and  arranged  with  reference  to  each  other  and  to  other  part-  of  ffi 
plow  in  the  manner  therein  described,  is  stated  to  be  the  improvement, 
and  is  the  thing  patented.  The  use  <d'  any  two  <>f  these  (.arts  only, 
or  of  two  combined  with  a  third  which  is  substantially  different  in 
form  or  manner  of  its  arrangement  and  connection  with  the  oth  tr 
^therefore  not  the  thing  patented.  It  isnot  the  same  combination  if 
It  substantially  differs  from  it  in  any  of  its  parts.  The  jogging  of  tin 
standard  into  the  beam,  and  its  extension  backward  from  the  bolt, 
are  both  treated  by  the  plaintiffs  as  essential  parts  of  their  combina- 
tion for  the  purpose  of  brace  and  draft.   Consequently,  the  use  of 
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either  alone,  by  the  defendants,  would  not  bo  the  same  improvement, 
nor  infringe  the  patent  of  the  plaintiffs. 
The  judgment  of  the  Circuit  Court  must  therefore  be 

Affirmed. 


Eleazer  Carver  v.  Joseph  A.  Hyde  et  al. 

(16  Peters,  613.) 

1.  An  end  to  be  accomplished  Is  not  the  subject  of  a  patent.   The  Invention  con- 

sists in  the  new  and  useful  means  of  obtaining  It. 

2.  If  the  defendant,  by  a  device  of  substantially  different  form,  or  differently 

arranged  with  another  part  of  a  machine,  makes  an  improvement  which 
more  effectually  secures  the  object  intended  to  be  accomplished  by  the  plain- 
tiff's patent,  it  would  be  difficult  to  maintain  that  it  could  not  be  lawfully 
used,  because  it  produced  the  same  result  with  the  plaintiff's  invention. 

3.  In  the  patent  of  the  plaintiff  for  improvement  in  "saw  ribs  for  cotton-gin," 

the  usefulness  of  the  rib  depends  altogether,  as  described  in  his  specification, 
upon  the  manner  of  its  connection  with  the  periphery  of  the  saw*,  and  with 
the  frame-work.  And  if,  therefore,  the  rib  made  by  the  defendant  was  not 
fastened  at  all  to  the  frame-work,  or  in  a  manner  substantially  different  from 
the  plaintiff's,  it  was  no  infringement  of  his  patent. 

Error  to  the  Circuit  Court  for  the  District  of  Massachusetts.  The 
action  below  was  for  the  infringement  of  letters  patent  for  improve- 
in  "saw  ribs  for  cotton-gin,"  granted  to  the  plaintiff  June  12,  1838, 
and  reissued  November  10,  1839. 

Fratiklin  Dexter,  for  plaintiff;  Richard  Fletcher,  Willard  Phillips, 
and  Levertt  Saltomtall,  for  defendants. 

Chief  Justice  Taney  delivered  the  opinion  of  the  court. 

This  case  is  brought  here  by  writ  of  error,  directed  to  the  Circuit 
Court  of  the  United  States  lor  the  District  of  Massachusetts.  It  is 
an  action  by  the  plaintiit*  in  error  against  the  defendants,  to  recover 
damages  for  the  infringement  of  a  patent-right,  obtained  by  the  plain- 
tilt' on  November  10, 1830.  The  patent  is  in  the  usual  form,  and  the 
questions  before  us  depend  upon  the  construction  of  the  specification, 
which  is  in  the  following  words: 

"Be  it  kuown,  that  I,  Eleazer  Carver,  of  Bridge  water,  in  the  coun- 
ty of  Plymouth,  and  State  of  Massachusetts,  have  invented  a  certain 
improvement  in  the  manner  of  forming  the  ribs  of  saw-gins,  for  the 
ginning  of  cotton;  and  I  do  hereby  declare  that  the  following  is  a 
full  and  exact  description  thereof : 
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"In  the  cotton-gin,  as  heretofore  known  and  used,  the  fibers  of  the 
cotton  are  drawn,  by  the  teeth  of  circular  saws,  through  a  grating 
formed  of  a  number  of  parallel  bars  or  ribs,  having  spaces  between 
them  sufficient  to  allow  the  saws  to  pass,  carrying  the  libers  of  the 
cotton  with  them,  (which  are  then  brushed  off  by  a  revolving  brush.) 
but  not  wide  enough  to  let  the  seeds  and  other  foreign  substances 
pass  through.  Above  the  saws  the  ribs  come  in  close  contact,  thus 
forming  a  shoulder  at  the  top  of  the  space  between  them.  Various 
forms  have  been  given  to  the  bars  or  ribs,  with  a  view  to  procure  a 
free  passage  of  the  cotton;  but  the  cotton-gin,  as  heretofore  made, 
has  been  always  subject  to  the  inconvenience  of  the  grate  becoming 
choked  by  hard  masses  of  cotton  and  motes,  or  false  seeds,  collecting 
in  the  upper  part  of  the  spaces  between  the  ribs,  and  impeding  the 
action  of  the  saws,  and  also  preventing  the  mass  of  cotton  which  is 
drawn  by  the  saws  up  to  the  top  of  the  spaces,  but  not  drawn  through 
them,  from  rolling  back  freely,  so  as  to  pass  again  over  the  saws,  as 
it  should  do. 

"My  improvement,  which  I  am  about  to  describe,  is  intended  to 
obviate  these  difficulties;  and  it  consists  in  giving  a  new  form  to  the 
ribs  composing  the  grate.  Instead  of  making  the  ribs  of  a  bar  of 
iron  of  equal  thickness  throughout,  so  that  the  upper  and  under  sur- 
faces shall  be  parallel,  I  so  form  the  rib,  that  at  the  part  where  the 
saws  pass  throngh,  carrying  the  cotton  with  them,  the  space  or  depth 
between  the  upper  and  outer  surface,  and  the  lower  or  inner  surface, 
shall  be  greater  than  the  thickness  of  the  rib  in  other  parts  has  here- 
tofore been,  or  needs  to  be,  and  so  great  as  to  be  equal  to  the  length 
of  the  fiber  of  the  cotton  to  be  ginned,  so  that  the  fiber  shall  be  kept 
extended  between  the  ribs  for  about  its  full  length,  while  it  is  drawn 
through  them  by  the  saws.  This  mill,  of  course,  requires,  either  that 
the  rib  should  be  as  thick  at  that  part  as  the  length  of  the  fiber,  or 
that  the  rib  should  be  forked,  or  divided,  about  that  part,  so  that  the 
upper  or  outer  surface,  and  the  under  or  inner  surface,  shall  diverge 
to  that  distance  of  each  other,  instead  of 'being  parallel  as  formerly, 
when  the  fib  was  made  of  one  bar  of  uniform  -thickness.  This  un- 
der or  inner  surface  then  takes  a  new  direction  upward,  and  slopes 
toward  the  upper  or  outer  surface,  until  the  two  surfaces  meet  above 
the  periphery  of  the  saw.  This  last  described  part  of  the  under  sur- 
face is  fastened  against  the  frame-work  of  the  gin.  The  operation  of 
this  improvement  is,  that  those  fibers  of  the  cotton  which  are  so  firm- 
ly caught  by  the  teeth  of  the  saws  as  to  be  disengaged  from  the  mas? 
of  the  cotton  to  be  ginned,  are  drawn  out  to  their  full  length,  and 
pass  clear  through  the  grate,  and  are  then  brushed  off  by  the  revolv 
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ing  brush,  while  the  fibers  that  are  drawn  into  the  grate,  bnt  not 
caught  by  the  teeth  of  the  Bawa  firmly  enough  to  be  carried  quite 
through,  are  disengaged,  and  pass  up  to  where  the  under  surface 
meets  the  Upper  surface,  above  the  Bawa,  and,  finding  no  obstruction 
there,  pass  back  out  of  the  grate  without  choking  it,  and  roll  down 
again  with  the  mass  of  unginned  cotton,  and  are  caught  below  by  the 
saws,  and  carried  up  again,  and  so  on  until  all  the  fibers  are  drawn 
through." 

The  specification  then  proceeds  to  describe  the  invention  more  par- 
ticularly, by  referring  to  and  explaining  the  drawings  annexed  to  it, 
showing  the  advantages  of  his  improvement,  the  manner  of  arrang- 
ing the  ribs  in  the  gin,  and  lli«'  mode  of  inserting  and  fastening  them 
in  the  frame -work.  This  description  could  not  be  comprehended 
without  an  exact  drawing;  nor  is  it  necessary,  in  order  to  understand 
the  questions  of  law  in  dispute  between  the  parties.  It  is  therefore 
omitted.  After  giving  this  description,  the  specification  states  the 
improvement,  of  which  the  patentee  claims  to  be  the  inventor,  a$ 
follows: 

"Having  thus  described  my  improved  rib  and  its  advantages,  I 
now  claim  as  my  invention,  and  desire  to  secure,  by  letters  patent, 
the  increasing  the  depth  or  space  between  the  upper  or  outer  surface 
of  the  rib,  and  the  lower  or  inner  surface  of  it,  at  the  part  where 
the  cotton  is  drawn  through  the  grate,  so  that  it  shall  be  equal  to  the 
length  of  the  fiber  of  the  cotton  to  he  ginned;  (whether  this  be  done 
by  making  the  ribs  thicker  at  that  part,  or  by  a  fork  or  division  of 
the  rib.  or  by  any  other  variation  of  the  particular  form ;)  and  I  al*i 
claim,  as  part  of  the  said  improvement,  the  sloping  up  of  the  lower 
or  inner  surface  of  the  rib,  so  as  to  meet  the  upper  or  outer  surface 
above  the  saws,  leaving,  when  the  rib  is  inserted  into  the  frame,  no 
I. leak  or  shoulder  between  tln>  two  surfaces,  but  a  smooth  and  unin- 
terrupted passage  upward  between  the  ribs,  as  above  described." 

At  the  trial  in  the  Circuit  Court,  die  plaintiff  in  error,  after  having 
produced  bis  patent,  with  the  schedule  annexed  to  it,  offered  in  evi- 
dence, by  the  testimony  of  witnesses  skilled  in  the  art,  that  the  rib 
described  in  the  plaintiff's  specification  was  a  new  and  useful  im- 
provement; that  the  fastening  of  the  rib  to  the  frame-work  in  the 
manner  therein  stated  had  nothing  to  do  with  the  ginning,  but  wa* 
only  necessary  to  keep  the  rib  firm;  that  the  rib  of  the  defendant* 
was  substantially  in  principle  like  that  of  the  plaintiff,  and  operated 
in  the  same  manner  and  produced  the  same  effect;  and  that,  in  their 
opinion,  it  differed  from  the  plaintiff's  rib  only  by  taking  away  a  part 
which  was  wholly  immaterial  in  the  operation  of  ginning. 
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The  defendants  then  produced  witnesses  skilled  in  the  art,  who 
testified  that  the  ribs  of  the  defendants  did  not  substantially  operate 
in  the  same  manner  with  the  plaintiff's,  but  were  different  in  form 
and  principle,  and  proceeded  to  state  the  particulars  in  which  they 
differed;  and  testified  that  the  defendants'  ribs  were  entirely  detach- 
ed from  the  breast-band,  and  stood  out  in  front  of  it,  like  the  bar  of 
the  "  Edenton  grate,"  which  was  known  and  in  use  long  before  the 
plaintiff's;  and  that  the  front  and  back  surfaces  of  the  defendants' 
ribs  did  not  slope  and  meet  at  the  upper  end  above  the  saws  as  the 
plaintiff  described  his  to  do,  and  was  not  shaped  as  the  plaintiff's  was 
exhibited  and  described  in  his  drawings,  specification,  and  claim. 

"Whereupon  the  defendants'  counsel  insisted  that  the  ribs  of  the 
defendant  were,  accordiug  to  the  whole  evidence,  substantially  dif- 
ferent from  those  described  and  claimed  bv  the  plaintiff,  not  only 
because,  as  the  counsel  alleged,  it  appeared  by  the  whole  of  said  evi- 
dence, that,  in  the  defendants'  said  ribs,  no  part  of  the  under  surface 
sloped  upward,  and  met  the  upper  surface  above  the  periphery  of  the 
saw,  and  was  there  fastened  against  the  frame-work  of  the  gin ;  but, 
also,  in  the  other  particulars  above  described. 

"But  the  plaintiff's  counsel  insisted  that  said  ribs  were  substan- 
tially alike,  in  all  respects;  and  that  in  the  rib  of  the  defendants,  the 
under  surface  did,  according  to  said  evidence,  in  fact,  slope  upward, 
and  meet  the  upper  surface  above  the  periphery  of  the  saw,  but  that 
it  was  not  necessary  to  the  plaintiff's  invention,  as  described  and 
claimed  in  his  said  specification ;  nor  was  it  essential  to  the  said  in- 
vention, in  fact,  that  the  under  surface  of  tho  rib  should  be  fastened 
against  the  frame-work  of  the  gin,  where  the  two  surfaces  meet,  above 
the  periphery  of  the  saw. 

"And  the  presiding  judge  who  sat  at  the  trial  aforesaid  did  then 
and  there  declare  and  deliver  his  opinion  to  the  jury  aforesaid,  as  fol- 
lows, viz.:  That  to  entitle  the  plaintiff  to  maintain  the  action  and  issue 
aforesaid,  on  his  part,  it  was  necessary  for  the  jury  to  be  satisfied  that 
the  defendants  had  substantially  violated  and  infringed  the  patent- 
right  of  the  plaintiff,  as  set  forth  and  described  in  his  patent.  That 
if  the  defendants  used  only  such  part  of  the  said  patented  improve- 
ment as  was  known  and  used  before  his  supposed  invention,  it  was 
no  violation  or  infringement  thereof.  That  the  improvement  of  the 
plaintiff,  as  specified  and  summed  up  by  him,  was  in  the  following 
terms,  viz.: 

"I  now  claim  as  my  invention,  and  desire  to  secure,  by  letters 
patent,  the  increasing  the  depth  or  space  between  the  upper  or  outer 
surface  of  the  rib,  and  the  lower  or  inner  surface  of  it,  at  the  part 
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where  the  cotton  is  drawn  through  the  grate,  so  that  it  shall  be  equal 
to  the  length  of  the  fiber  of  the  cotton  to  be  ginned;  (whether  this  bo 
done  by  making  the  ribs  thicker  at  that  part,  or  by  a  fork  or  division 
of  the  rib,  or  by  any  other  variation  of  the  particular  form ;)  and  I  also 
claim,  as  part  of  the  same  improvement,  the  sloping  up  of  the  lower 
or  inner  surface  of  the  rib,  so  as  to  meet  the  upper  or  outer  surface 
above  the  saws,  leaving,  when  the  rib  is  inserted  into  the  frame,  no 
break  or  shoulder  between  tbe  two  snrfaces,  but  a  smooth  and  unin- 
terrupted passage  upward  between  the  ribs,  as  above  described." 

That  the  true  construction  and  interpretation  of  the  specification 
and  summing  is,  that  it  claims  and  states  as  a  substantial  part  of  the 
improvement,  not  only  the  increasing  the  depth  or  space  between  the 
upper  or  outer  surface  of  the  rib  and  the  lower  or  inner  surface  thereof, 
at  the  part  where  the  cotton  is  drawn  through  the  grate,  so  that  it  shall 
be  equal  to  the  length  of  the  fiber  of  the  cotton  to  be  ginned  in  the 
manner  above  stated,  but  it  also  claims  and  states  as  a  substantial  part 
of  the  same  improvement,  the  sloping  up  of  the  lower  and  inner  sur- 
face of  the  rib,  so  as  to  meet  the  upper  or  outer  surface  above  the  saws, 
leaving,  when  the  rib  is  inserted  in  the  frame-work,  no  break  or  shoul- 
der between  the  two  surfaces,  but  a  smooth  and  uninterrupted  passage 
upward  between  the  ribs;  as  described  in  the  same  specification ;  and 
that  thereby  the  fixing  or  fastening  of  the  ribs  against  the  frame-work, 
in  the  manner  stated  in  the  specification,  is  made  by  the  patentee  a 
substantial  part  of  the  said  improvement;  so  that  if  the  defendants  do 
not  fix  or  fasten  the  ribs  of  their  machine  against  the  frame-work  in 
the  manner  stated  in  the  specification,  either  ait  all  or  substantially  in 
the  same  manner  as  the  patentee,  or  fix  or  fasten  it  only  in  a  manner 
known  or  used  before  the  plaintiff's  supposed  invention,  the  defend- 
ants are  not  guilty  of  any  violation  or  infringement  of  the  plaintiff's 
patent,  as  stated  in  the  declaration ;  and  with  this  declaration,  the  said 
presiding  judge  left  the  said  cause  to  the  jury,  who  thereupon  then 
and  there  returned  a  verdict  for  the  defendants. 

It  will  be  seen  by  this  statement,  that  the  question  of  law  presented 
by  the  exception  is  a  very  narrow  one,  and  depends  altogether  on  the 
construction  of  the  specification;  and  it  is  difficult  to  make  it  under- 
stood, without  the  aid  of  the  drawing  or  model. 

The  plaintiff  considers  the  invention  secured  by  the  patent  to  con- 
sist of  the  rib  only  —  and  of  that  part  of  the  rib  which  by  its  form 
increases  the  depth  between  its  upper  or  outer  surface  and  the  lower 
or  inner  one,  at  the  place  where  the  cotton  is  drawn  through  the 
grate.  lie  insists  that  the  sloping  up  "of  the  rib,  so  as  to  meet  the 
upper  or  outer  surface  of  the  saw,  as  well  as  the  manner  of  fastening 
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it  against  the  frame-work  of  the  gin,  as  mentioned  in  his  specifica- 
tion, are  not  substantial  or  essential  parts  of  his  invention. 

The  question  is,  whether  they  are  claimed  as  such  by  his  patent. 
The  Circuit  Court  held  that  they  were  so  claimed;  and  we  think  the 
opinion  was  clearly  right.  They  are  expressly  stated  by  the  patentee 
to  be  a  part  of  the  improvement  for  which  he  asks  a  patent,  and  he 
describes  particularly  the  smooth  and  uninterrupted  passage  upward 
between  the  ribs,  leaving  no  break  or  shoulder  between  the  two  sur- 
faces, wheu  the  ribs  were  inserted  in  the  frame,  as  one  of  the  advan- 
tages resulting  from  his  improvement.  And  this  smooth  and  unin- 
terrupted surface  must  necessarily  depend  not  merely  on  the  form 
of  the  rib,  but  also  in  the  manner  in  which  it  is  connected  with  the 
frame-work. 

The  rib  in  question  is  not  an  invention  to  be  used  by  itself,  but  an 
improvement  upon  that  portion  of  the  cotton-gin ;  and  is  to  be  used 
in  connection  with  other  parts  of  a  machine  which  has  been  publicly 
known  and  used  a  long  time.  There  must,  therefore,  be  some  mode 
of  fastening  and  connecting  it  with  the  other  machinery;  and  the  ef- 
fect produced  by  the  rib  necessarily  depends,  in  a  great  degree,  upon 
the  mode  in  which  it  is  arranged  and  connected  with  the  saw,  and 
the  other  parts  of  the  machine.  lie  specifies  the  mode,  and  claims  it 
as  part  of  his  invention.  According  to  his  statement,  his  improve- 
ment consisted  in  the  form  of  the  rib  which  increased  the  depth 
between  the  upper  and  lower  surface,  at  the  part  where  the  cotton  is 
drawn  through  the  grate,  in  the  sloping  up  so  as  to  meet  the  upper 
or  outer  surface  above  the  saws,  and  in  the  smooth  and  uninterrupt- 
ed passage  produced  by  the  manner  in  which  it  was  connected  with 
the  frame.  These  three  tilings  he  represents  as  constituting  his  im- 
provement, and  they  are  all  combined  together  in  his  specification  and 
claim,  making  together  one  invention,  to  be  used  in  connection  with 
the  other  and  old  machinery  of  the  cotton-gin.  And  the  drawing 
which  accompanies  his  patent  shows  the  manner  in  which  the  rib  is 
sloped  and  arranged  with  the  saw  and  annexed  to  the  frame-work,  in 
order  to  attain  the  object  of  the  invention. 

Now,  the  end  to  be  accomplished  is  not  the  subject  of  a  patent. 
The  invention  consists  in  the  new  and  useful  means  of  obtaining  it. 
And  if  the  defendant  had,  by  a  rib  of  a  substantially  different  form, 
or  differently  arranged  with  the  saw,  or  not  fastened  at  all  to  the 
frame,  made  an  improvement  which  more  effectually  secured  the 
object  intended  to  be  accomplished  by  the  plaintiff's  patent,  it  would 
be  difficult  to  maintain  that  it  could  not  be  lawfully  used,  because  it 
produced  the  same  result  with  the  plaintiff's  invention. 
21 
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The  usefulness  of  the  rib  depends  altogether,  as  described  in  the 
specification,  upon  the  manner  of  its  connection  with  the  periphery 
of  the  saw,  and  with  the  frame-work.  And  if,  therefore,  as  was  said 
by  the  Circuit  Court,  the  rib  made  by  the  defendant  was  not  fastened 
at  all  to  the  frame-work,  or  in  a  manner  substantially  different  from 
the  plaintiff's,  or  in  a  manner  known  and  used  before  the  plaintiff's 
invention,  it  was  no  infringement  of  his  patent.  And  whether  the 
manner  was  the  same  in  substance  or  not,  was  a  question  of  fact  for 
the  jury;  and  as  they  found  for  the  defendant,  we  must  assume  that 
it  was  substantially  different. 

The  judgment  of  the  Circuit  Court  is  therefore 

Affirmed. 


William  T.  McCluro,  John  C.  Parry,  and  Enoch  J.  Hiqbt,  part- 
ners, DOING  BUSINESS  UNDER  TIIE  FIRM  OF  McClURG,  PARRY,  A5D 
HlOBY,  ASSIGNEES  OF  JAMES  ITaRLEY,  PLAINTIFFS  IN  ERROR,  r.  LAW- 
RENCE Kingsland,  Isaac  Lightner,  and  Jambs  Cuddy,  partners, 
doing  business  under  tiie  firm  of  klngsland,  llghtnbr,  asd 
Cuddy,  defendants. 

(1  Howard,  202.) 

1.  If  n  person  employed  in  the  manufactory  of  another,  while  receiving  wage*, 

makes  experiments  at  the  expense  and  in  the  manufactory  of  his  employer: 
ha-  his  wages  increased  Inconsequence  of  tin-  useful  result  of  the  experiment*; 
makes  the  article  invented  and  permits  his  employer  to  use  it,  no  compensa- 
tion for  it?  use  being  paW  or  demanded;  and  then  obtains  a  patent,— the**- 
facts  will  Justify  the  presumption  of  a  license  to  use  the  invention. 

2.  Such  an  unmolested  and  notorious  nse  of  the  invention  prior  to  the  application 

for  a  patent,  will  bring  the  case  within  the  provisions  ol  the  seventh  section  of 
the  act  of  183!>,  eh.  88. 

3.  The  assignees  of  a  patent-right  take  it  subject  to  the  legal  consequences  of  the 

previous  ads  of  the  patentee. 

4.  The  fourteenth  and  fifteenth  sections  <>f  the  act  of  183G,  ch.  357,  prescribe  the 

rules  which  must  govern  on  the  trial  of  actions  for  the  violation  of  patent* 
rights;  and  these  sections  are  operative,  so  far  a- 1  hey  are  applicable,  notwith- 
standing the  patent  may  have  been  granted  before  the  passage  of  the  act  oJ 
183(5. 

5.  The  word-  "any  newly-invented  machine,  manufacture,  or  composition  of 

matter.'"  in  the  seventh  section  of  the  act  Of  1839,  have  the  same  meanings* 

"invention,"  or  "thing  patented." 

Tins  case  was  brought  up  by  writ  of  error  from  the  Circuit  Court 
of  the  United  States  for  the  Western  District  of  Pennsylvania. 
The  facts  are  sufficiently  stated  in  the  opinion  of  the  court. 
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The  bill  of  exceptions  which  was  taken  on  the  trial  below  was  as 
follows: 

And  the  plaintiff  thereupon  excepted  to  certain  parts  of  the  instruc- 
tions so  given  by  the  court  to  the  jury,  which  instructions  so  excepted 
to  are  hereinafter  set  forth,  to  wit : 

"It  has,  however,  been  urged,  by  the  plaintiff's  counsel,  that  the 
right  to  the  continued  use  is  restricted  to  the  *  specific  machine,  man- 
ufacture, or  composition  of  matter  so  made  or  purchased,'  so  that  a 
defendant  is  protected  no  farther  than  in  the  case  of  the  invention 
(for  which  this  patent  was  granted)  prior  to  the  application,  and  is 
liable  to  damages  if  he  makes  any  rolls  by  Harlcy's  plan  afterwards. 

"We,  therefore,  feel  bound  to  take  the  words,  *  newly-invented 
machine,'  in  the  act  of  1839,  manufacture,  or  composition  of  matter 
and  such  invention,  to  mean  the  invention  patented,  and  the  words 
'specific  machine'  to  refer  to  the  thing  originally  invented,  whereof 
the  exclusive  right  is  procured  by  patent,  but  not  to  any  newly-dis- 
covered improvement  to  an  existing  patent. 

"  The  use  of  the  patent  must  be  of  the  same  specific  improvement 
originally  invented,  as  was,  before  the  application,  used  by  any  "person 
who  had  purchased  or  constructed  the  machinery  on  which  he  oper- 
ated to  produce  the  effect  described  in  the  specification ;  but  when 
such  person  confines  the  future  use  to  the  specific  mode,  method, 
manner,  and  process  of  producing  the  described  effect,  it  is,  by  the 
words  and  true  meaning  of  the  law,  without  liability  to  the  inventor 
or  other  person  interested  in  the  invention,  so  construed;  and  by  thus 
protecting  the  person  who  has  engaged  the  use  of  an  invention  before 
the  application  for  a  patent,  the  great  object  of  the  Patent  Laws,  as 
declared  in  the  fourth  section  of  the  act  of  1837,  will  be  consum- 
mated,— that  is,  to  protect  the  rights  of  the  public  and  '  of  patentees 
in  patented  inventions  and  improvements.'  4  Story,  2547.  A  dif- 
ferent construction  would  make  it  necessary*  to  earn*  into  all  the  for- 
mer  laws  the  same  literal  exposition  of  the  various  terms  used  to  ex- 
press the  same  thing,  and,  thereby  changing  the  law  according  to 
every  change  of  pliraseology,  make  it  a  labyrinth  of  inextricable 
confusion. 

■•  Our  opinion,  therefore,  is,  that  the  defendants  have  a  right  to  the 
continued  use  of  the  improvement  patented  to  llarley.  The  facts  of 
the  case,  which  are  not  controverted,  have  equal  effect  with  a  license, 
and  the  evidence  brings  the  defendant  under  the  protection  of  the 
act  of  1839,  by  the  unmolested  notorious  use  of  the  invention  before 
the  application  for  a  patent.  Nothing  has  been  shown,  on  the  part 
of  the  plaintiffs,  to  counteract  the  effect  of  this  prior  use ;  as  the  assig- 
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nees  of  Harley,  they  stand  in  his  place  as  to  right  and  responsibility; 
they  took  the  patent  subject  to  the  legal  consequences  of  his  previous 
acts;  and  connecting  these  with  the  want  of  an  assertion  of  a  right 
to  the  use  by  the  defendants  of  the  invention  patented,  till  this  suit 
was  brought  in  September,  1835,  protects  them  from  liability. 

"  In  our  opinion,  your  verdict  ought  to  be  for  the  defendants.  Ver- 
dict accordingly,  aud  judgment  for  defendants." 

])unfop>  on  behalf  of  the  plaintiff's  in  error,  contended  that  the  court 
below  had  erred  in  charging  the  jury — 

1.  That  the  facts  justified  the  presumption  of  a  license  or  grant  to 
use  the  invention,  and  that  defendants  were  protected  thereby,  inde- 
pendent of  any  act  of  Congress. 

2.  That  the  words  "  specitic  machine,"  in  the  fourth  section  of  the 
act  of  1839,  referred  to  the  invention  itself,  and  that  the  authority  to 
use  it  before  the  patent  carried  the  right  to  continue  to  make  and  use 
it  after  the  patent  had  issued. 

Mr.  Justice  Baldwin  delivered  the  opinion  of  the  court. 

This  case  comes  here  on  a  writ  of  error  to  the  Circuit  Court  for  the 
Western  District  of  Pennsylvania,  in  an  action  brought  by  the  plain- 
tiffs, assignees  of  James  Harley,  against  the  defendants,  for  the  in- 
fringement of  a  patent  granted  to  Harley  for  an  improvement  in  the 
mode  of  casting  chilled  rollers  and  other  metallic  cvlinders  and  cones, 
in  which  judgment  was  rendered  for  the  defendants.  On  the  trial,  it 
appeared  in  evidence  that  it  had  long  been  a  desideratum  to  find  out 
some  mode  by  which  iron  rollers,  or  cvlinders,  could  be  so  cast  that 
when  the  metal  was  introduced  into  the  mould  it  should  cause  a  swirl 
or  rotatory  motion,  by  which  the  flog  or  dross  would  be  thrown  into 
the  center  instead  of  the  surface  of  the  evlinder.  By  the  old  mode, 
the  metal  was  conveyed  from  the  furnace  to  the  mould  through  a 
gate  or  pipe,  placed  in  a  horizontal  or  perpendicular  direction.  The 
mode  alleged  to  have  been  invented  by  Harley  is  thus  described  in 
the  specification  annexed  to  the  patent:  "The  tube  or  tubes,  or  pass- 
ages called  gates,  through  which  the  metal  to  be  conveyed  into  the 
moulds  shall  not  enter  the  mould  perpendicularly  at  the  bottom,  but 
slanting,  or  in  a  direction  approaching  to  a  tangent  of  the  cylinder, 
or  if  the  gates  enter  the  moulds  horizontally,  or  nearly  so,  shall  not 
enter  in  the  direction  of  the  axis  of  the  cylinder,  but  in  a  tangent 
form,  or  inclining  towards  a  tangent  of  the  cylinder." 

This  was  the  thing  patented,  consisting  solely  in  changing  the  direc- 
tion of  the  tube  which  conveyed  the  metal  to  the  mould,  from  a  hori- 
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zontal  or  perpendicular  position  to  an  angular  one.  It  produced  the 
desired  effect,  and  was  highly  useful. 

The  novelty  of  the  invention  was  much  contested  at  the  trial,  but 
as-  the  case  turned  on  other  points,  that  became  an  immaterial  ques- 
tion ;  and  the  case  comes  before  us,  on  exceptions  to  the  charge  of  the 
court,  which  assumed  that  Harley  was  the  original  and  true  inventor 
of  the  improvement,  and  put  the  case  to  the  jury  on  the  following 
facts,  which  were  in  full  proof,  in  nowise  contradicted,  and  admitted 
to  be  true : 

That  Harley  was  employed  by  the  defendants  at  their  foundry  in 
Pittsburg,  receiving  wages  from  them  by  the  week;  while  so  employ- 
ed, he  claimed  to  have  invented  the  improvements  patented,  and  after 
several  unsuccessful  experiments  made  a  successful  one  in  Octohcr, 
1834.  The  experiments  were  made  in  the  defendants'  foundry,  and 
wholly  at  their  expense,  while  Harley  was  receiving  his  wages,  which 
were  increased  on  account  of  the  useful  result.  Harley  continued  in 
their  employment,  on  wages,  until  January  or  February,  1835,  daring 
all  which  time  he  had  made  rollers  for  them.  He  often  spoke  about 
procuring  a  patent,  and  prepared  more  than  one  set  of  papers  for  the 
purpose.  Made  his  application  the  17th  February,  1835,  for  a  patent. 
It  was  granted  on  the  3d  of  March,  and  assigned  to  the  plaintiffs  on 
the  16th  of  March,  pursuant  to  an  agreement  made  in  January. 

While  Harley  continued  in  the  defendants'  employment,  he  pro- 
posed that  they  should  take  out  a  patent  and  purchase  his  right,  which 
they  declined.  He  made  no  demand  on  them  for  any  compensation 
for  using  his  improvement,  nor  gave  them  any  notice  not  to  use  it, 
till,  on  some  misunderstanding  on  another  subject,  he  gave  them  such 
notice  about  the  time  of  his  leaving  their  foundry,  and  after  making 
the  agreement  with  the  plaintiffs,  who  owned  a  foundry  in  Pittsburg, 
for  an  assignment  to  them  of  his  right.  The  defendants  continued 
to  make  rollers  on  Harley's  plan.  The  present  action  was  brought  in 
October,  1835,  without  any  previous  notice  by  them.  The  court  left 
it  to  the  jury  to  decide  what  the  facts  of  the  case  were,  but,  if  they 
were  as  testified,  charged  that  they  would  fully  justify  the  presumjv- 
tion  of  a  license,  a  special  privilege  or  grant  to  the  defendants  to  use 
the  invention;  that  the  facts  amounted  to  "a  consent  and  allowance 
of  such  use,"  and  show  such  a  consideration  as  would  support  an  ex- 
press license  or  grant,  or  call  for  the  presumption  of  one  to  meet  the 
justice  of  the  case,  by  exempting  them  from  liability — having  equal 
effect  with  a  license,  and  giving  the  defendants  a  right  to  the  continued 
use  of  the  invention.  The  court  also  charged  the  jury,  that  the  facts 
of  the  case  which  were  not  controverted  brought  it  within  the  pro  vis- 
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ions  of  tin-  seventh  section  of  the  ad  of  1839,  by  the  unmolested 
notorious  use  of  the  invention  before  the  application  for  a  patent  by 
Hurley,  and  that  nothing  had  been  shown  by  the  plaintiffs  to  counter- 
not  the  effect  of  this  prior  use.  That  as  assignees  of  Ilarley,  the 
plaintiffs  .stand  in  his  place  us  to  right  and  responsibility;  they  took 
the  assignment  of  the  patent  subject  to  the  legal  consequences  of  his 
previous  acts,  and  connecting  these  with  the  abseuce  of  an  assertion 
of  a  right  adverse  to  the  defendants1  use  till  this  suit  was  brought, 
protected  the  defendants  from  liability  for  any  damages  therefor. 

The  exceptions  to  the  charge  were  confined  to  these  two  point*, 
which  constitute  the  only  subject  for  our  consideration.  Whether 
these  exceptions  are  well  taken  or  not,  must  depend  on  the  law  as  it 
stood  at  the  emanation  of  the  patent,  together  with  such  changes  as 
have  been  since  made;  for  though  they  may  be  retrospective  in  their 
operation,  that  is  not  a. sound  objection  to  their  validity.  The  power 
of  ( longress  to  legislate  upon  the  subject  <>f  patents  is  plenary,  by  the 
terms  of  the  Constitution;  and  as  there  are  no  restraints  on  its  exer- 
cise, there  can  be  no  limitation  of  their  right  to  modify  them  at  their 
pleasure,  so  that  they  do  not  take  away  the  rights  of  property  in  ex- 
isting patents. 

When  the  patent  to  Harley  was  granted  and  this  suit  brought,  the 
acts  of  17!i:'»  and  1800  were  the  tests  of  its  validity,  but  the  tweuty- 
first  section  of  the  act  of  1886  repealed  all  existing  laws  on  the  sub- 
ject of  patents,  with  a  proviso,  that  all  suits  brought  before  may  he 
prosecuted  in  the  game  manner  as  if  that  act  had  not  been  passed, 
••excepting  and  saving  the  application  to  any  such  action  of  the  pro- 
visions of  the  fourteenth  and  fifteenth  sections  of  this  act,  so  far  a* 
they  may  be  applicable  thereto."  This  repeal,  however,  can  have  no 
effect  t<>  impair  the  right  of  property  then  existing  in  a  patentee  or 
his  assignee,  according  to  the  well-established  principles  of  this  court 
in  8  Wheat.,  493.  The  patenl  must, therefore, stand  as  if  the  acts  of 
1793  and  1800  remained  in  force;  in  other  respects,  the  fourteenth 
and  fifteenth  sections  of  the  act  of  1886  prescribe  the  rules  which  must 
govern  on  the  trial  of  actions  for  the  violation  of  patented  rights, 
whether  granted  before  or  after  its  passage. 

In  Pamoek  v.  Dialogue,  this  court  held,  in  1829,"  that  if  an  inventor 
make-  his  discovery  public,  looks  on,  and  permits  others  freely  to 
use  it.  without  objection  or  assertion  of  claim  to  the  invention  of 
which  the  public  might  take  notice,  be  abandons  the  inchoate  right 
to  the  exclusive  use  of  the  invention,  to  which  a  patent  would  have 
entitled  him.  had  it  been  applied  for  before  such  use,  and  that  it 
makes  no  difference  in  the  principle,  that  the  article  so  publicly 
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used  and  afterwards  patented  was  made  by  a  particular  individual, 
who  did  so  by  the  private  permission  of  the  inventor."  2  Peters,  14, 
15;  Grant  v.  Raymond,  6  Peters,  248,  249;  Shaw  v.  Cooper,  7  Peters, 
313-323. 

On  this  construction  of  the  acts  of  1793  and  1800,  Hurley's  patent 
would  have  been  void  on  the  evidence  in  this  case.  Such  seems  to 
have  been  the  sense  of  Congress  as  expressed  in  the  act  of  1832,  which 
authorized  the  issuing  a  new  patent,  when  an  original  one  was  invalid 
by  accident,  inadvertence,  or  mistake,  and  without  any  fraudulent 
intent,  by  reason  of  the  terms  of  the  third  section  of  the  act  of  1793 
not  having  been  complied  with;  " provided,  however,  that  such  new 
patent  so  granted  shall  in  all  respects  be  liable  to  the  same  matters 
of  objection  and  defense  as  any  original  patent  granted  under  the  said 
first-mentioned  act  That  no  public  use  or  privilege  of  the  invention 
so  patented,  derived  from  or  after  the  grant  of  the  original  patent, 
either  under  any  special  license  of  the  inventor,  or  without  the  con- 
sent of  the  patentee  that  there  shall  be  free  public  use  thereof,  shall  in 
any  manner  prejudice  the  right  of  recovery  for  any  use  or  violation 
of  his  invention  after  the  grant  of  such  new  patent  as  aforesaid."  4 
Story,  2301. 

This  act  is  an  affirmance  of  the  principles  laid  down  by  this  court 
in  the  three  cases  before  referred  to,  and  as  the  exception  to  the  pro- 
viso is  limited  to  an  use  of  the  invention  under  a  special  license  of 
the  inventor  after  the  grant  of  the  original  patent,  it  leaves  the  use 
prior  to  the  application  for  such  patent  clearly  obnoxious  to  the  prin- 
ciple established  in  2  Peters,  14, 15,  whereby  the  patent  would  be- 
come void. 

The  same  conclusion  follows  from  the  fifteenth  section  of  the  act 
of  1836,  which  declares,  that  if  the  thing  patented  "  had  been  in  pub- 
lic use  or  on  sale,  with  the  consent  and  allowance  of  the  patentee, 
before  the  application  for  a  patent,"  judgment  shall  be  rendered  for 
the  defendant  with  costs.  4  Story,  2511.  The  case  before  us  is  one 
of  this  description :  the  defendants  use  the  invention  of  Harlcy  for 
four  months  before  his  application  for  a  patent;  this  use  was  public; 
and  not  only  with  his  express  consent  and  allowance,  but  he  himself 
made  the  rollers,  on  the  plan  he  invented,  during  those  months,  from 
the  time  when  he  had  ascertained  the  utility  of  his  invention. 

It  would,  therefore,  be  no  strained,  if  not  the  fair  construction  of 
this  act,  if,  under  such  and  the  other  circumstances  in  evidence  in  the 
cause,  the  court  charged  the  jury  that,  if  they  believed  the  witnesses, 
the  patent  subsequently  obtained  was  void.  The  Circuit  Court,  how- 
ever, did  not  go  so  far.  They  held  that  the  defendants  might  continue 
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to  use  the  invention,  without  saying  that  the  public  might  use  it  with- 
out liability  to  tho  plaintiffs,  in  which  we  think  there  wils  no  error  in 
their  direction  to  the  jury;  that  they  might  presume  a  license  or  grant 
from  Harley,  or  on  the  legal  effect  of  the  uneontrovertetl  evidence  as 
to  the  right  of  recovery  by  tho  plaintiffs,  or  on  the  construction  of  the 
acts  of  1703,  1800,  1832.  and  1886. 

Tlh'  remaining  exception  is  to  the  charge  of  the  court  below,  on  the 
effect  of  the  seventh  section  of  the  act  of  1839.  which  is  in  these 
words:  "That  every  person  or  corporation  who  has  or  shall  have 
purchased  or  constructed  any  newly-invented  machine,  manufacture, 
or  composition  of  matter,  prior  to  the  application  by  the  inventor  or 
discoverer  of  a  patent,  shall  be  held  to  possess  the  right  to  use,  and 
vend  to  others  to  be  used,  the  specific  machine,  manufacture,  or  com- 
position of  matter  bo  made  or  purchased,  without  liability  therefor  to 
the  inventor,  or  any  other  person  interested  in  such  invention;  and 
no  patent  shall  be  bold  invalid  by  reason  of  such  purchase,  sale,  or 
086  prior  to  the  application  for  a  patent  as  aforesaid,  except  on  proof 
of  abandonment  of  such  invention  to  the  public,  or  that  such  purchase, 
sale,  or  prior  use  has  been  for  more  than  two  years  prior  to  such  ap- 
plication for  a  patent,"    Pamphlet  Laws.  1S:>:),  74,  75. 

The  Object  of  this  provision  is  evidently  twofold:  first,  to  protect 
the  person  who  has  used  the  thing  patented,  by  haying  purchased, 
constructed,  or  made  the  machine,  &c.}  to  which  the  invention  is  ap- 
plied, from  any  liability  to  the  patentee  or  his  assignee;  second,  to 
protect  the  rights  granted  to  the  patentee  against  any  infringement 
by  any  other  persons.  This  relieved  him  from  the  effects  of  former 
laws  and  their  construction  by  this  court,  unless  in  case  of  abandon- 
ment of  the  invention,  or  a  continued  prior  use  for  more  than  two 
years  before  the  application  for  a  patent;  while  it  puts  the  person 
who  lias  had  such  prior  use  on  the  same  footing  as  if  lie  had  a  *j>e- 
eial  license  from  the  inventor  to  use  his  invention,  which,  if  given 
before  the  application  for  a  patent,  would  justify  the  continued  use 
after  it  issued,  without  liability. 

At  the  trial  below,  and  here,  the  plaintiffs1  eounsel  have  contended 
that  lhi>  act  cannot  apply  to  the  present  case,  inasmuch  as  the  pro- 
tection it  affords  to  the  person  who  had  the  prior  use  is  confined  to 
the  specific  machine,  &c.  and  does  not  extend  to  such  use  of  the  in- 
vention or  tiling  patented,  if  it  does  not  consist  of  a  machine,  &c,  as 
contradistinguished  from  the  new  mod/  or  manner  in  which  an  old 
machine  or  its  parts  operate,  so  as  to  produce  the  desired  effect;  but 
we  think  that  the  law  does  not  admit  of  such  construction,  whether 
we  look  at  its  words  or  its  manifest  objects,  when  taken  in  connec- 
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tion  with  former  laws,  and  the  decisions  of  this  court  in  analogous 
oases. 

The  words  "such  invention"  must  be  referred  back  to  the  preced- 
ing part  of  the  sentence,  in  order  to  ascertain  the  subject-matter  to 
which  it  relates,  which  is  none  other  than  the  newly-invented  machine, 
manufacture,  or  composition  of  matter  constituting  the  thing  patent- 
ed; otherwise  these  words  become  seuseless,  when  the  invention  is 
not  strictly  of  a  machine,  &c.  Now,  in  the  present  case,  we  find  the 
invention  consists  solely  in  the  augular  direction  given  to  the  tube 
through  which  the  metal  is  conducted  into  the  cylinder  in  which  the 
roller  is  cast.  Every  part  of  the  machinery  is  old;  the  roller  itself  is 
no  part  of  the  invention,  and  cannot  be  the  machine,  manufacture,  or 
composition  of  matter  contemplated  by  Congress;  nor  can  the  word 
"specific"  have  any  practical  effect,  unless  it  is  applied  to  the  thing 
patented,  whatever  it  may  be,  without  making  a  distinction  between 
a  machine,  &c,  and  the  mode  of  producing  a  useful  result  by  the  mere 
direction  given  to  one  of  the  parts  of  an  old  machine.  Such  a  con- 
struction is  not  justified  by  the  language  of  the  law,  and  would  defeat 
both  of  its  objects.  If  it  does  not  embrace  the  case  before  us,  the 
consequence  would  be  that  the  use  of  the  invention,  under  the  circum- 
stances in  evidence,  would,  according  to  the  decision  in  2  Peters,  14, 
15,  ante,  invalidate  the  patent;  for  if  the  act  operates  to  save  the 
avoidance  of  the  patent,  it  must,  of  consequence,  protect  the  person 
who  uses  the  invention  before  the  application  for  a  patent.  Both  ob- 
jects must  be  effected  or  both  must  fail,  as  both  parts  of  the  act  refer 
to  the  same  thing,  and  the  same  state  of  things,  as  affecting  the  person 
using  the  newly-invented  machine,  or  the  thing  patented,  as  well  as 
the  inventor.  Had  the  words  "  invention  "  or  "  thing  patented  "  been 
used  instead  of  machine,  &c,  there  could  have  been  no  room  for  doubt 
of  the  application  of  the  act  to  the  present  case ;  and  by  referring  to 
the  phraseology  of  the  different  acts  of  Congress  denoting  the  inven- 
tion, it  is  apparent  that,  though  there  is  a  difference  in  the  words  used, 
there  is  none  as  to  their  meaning  or  reference  to  the  same  thing. 
Thus,  we  find  in  the  fourteenth  section  of  the  act  of  183(5,  relating  to 
suits  for  using  "the  thing  whereof  the  exclusive  right  is  secured  by 
any  patent";  in  the  fifteenth,  "his  invention,  his  discovery,  the  thing 
patented,"  "that  which  was  in  fact  invented  or  discovered,"  " the  in- 
vention or  discovery  for  which  the  patent  issued,"  "  that  of  which  he 
was  the  first  inventor."  In  the  first  section  of  the  act  of  1837,  "any 
patent  for  any  invention,  discovery,  or  improvement,"  "inventions 
and  discoveries";  in  the  second  section,  "the  invention";  in  the 
third,  "invention  or  discovery";  iu  the  fourth,  "patented  inventions 
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and  improvements";  in  the  fifth,  "the  thing  as  originally  invented." 
4  Story,  2510,  2511,  2546. 

We,  therefore,  feel  bound  to  take  the  words  "  newly-invented  ma- 
chine, manufacture,  or  composition  of  matter"  and  "such  inveution," 
in  the  act  of  1839,  to  mean  the  "  invention  patented,"  and  the  words 
"specific  machine"  to  refer  to  "the  thing  as  originally  invented," 
whereof  the  right  is  secured  by  patent  ;  but  not  to  any  newly-invented 
improvement  on  a  thing  once  patented.  The  use  of  the  invention 
before  an  application  for  a  patent,  must  be  the  specific  improvement 
then  invented  and  used  by  the  person  who  had  purchased,  construct- 
ed, or  used  the  machine  to  which  the  invention  is  applied.  So  con- 
strued, the  objects  of  the  act  of  1839  are  accomplished.  A  different 
construction  would  make  it  necessary  to  carry  into  all  former  laws 
the  same  literal  exposition  of  the  various  terms  used  to  express  the 
same  thing,  and,  thereby  changing  the  law  according  to  every  change 
of  mere  phraseology,  make  it  a  labyrinth  of  inextricable  confusion. 

We  are,  therefore,  of  opinion  that  there  is  no  error  in  the  charge 
of  the  court  below,  and  that  its  judgment  be  affirmed. 

This  cause  came  on  to  be  heard  on  the  transcript  of  the  record  from 
the  Circuit  Court  of  the  United  States  for  the  Western  District  of 
Pennsylvania,  and  was  argued  by  counsel;  on  consideration  whereof, 
it  is  now  here  ordered  and  adjudged  by  this  court  that  the  judgment 
of  the  said  Circuit  Court  in  this  cause  be,  and  the  same  is  hereby, 

Affirmed  with  costs. 


James  Stimpson,  plaintiff  in  error,  v.  The  West  Chester  Rail- 
road Company,  defendants. 

(4  Howard,  380.) 

1.  The  practice  of  excepting  generally  to  a  charge  of  the  court  to  the  Jury,  with- 

out setting  out  specifically  the  points  excepted  to,  censured.  The  writ  of 
error  not  dismissed,  only  on  account  of  the  peculiar  circumstances  of  the  cause. 

2.  When-  a  defective  patent  had  been  surrendered,  and  a  new  one  taken  out,  and 

the  patentee  brought  an  action  for  a  violation  of  his  patent-right,  laying  the 
infringement  at  a  date  subsequent  to  that  of  the  renewed  patent,  proof  of  the 
use  of  the  thing  patented  during  the  interval  between  the  original  and  renew- 
ed patents  will  not  defeat  the  action. 

3.  The  seventh  section  of  the  act  of  March  3,  1839,  has  exclusive  reference  to  an 

original  application  for  a  patent,  and  not  to  a  renewal  of  It. 

4.  An  original  patent  being  destroyed  by  the  burning  of  the  Patent  Office,  and 

the  only  record  of  the  specifications  being  a  publication  in  the  Franklin  Jour- 
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iial,  the  claim  is  not  limited  by  that  publication,  because  the  whole  of  the 
specifications  are  not  set  forth  in  it. 

5.  Whether  a  renewed  patent,  after  a  surrender  of  a  defective  one,  is  substantially 

for  a  different  invention,  is  a  question  for  the  jury,  and  not  for  the  court. 

6.  As  the  thirteenth  section  of  the  act  of  1836  provides  for  the  renewal  of  a  pat- 

ent, where  it  shall  be  "Inoperative  or  invalid  by  reason  of  a  defective  or 
insufficient  description  o»  specification,"  "if  the  error  shall  have  arisen  by 
Inadvertence,  accident,  or  mistake,  and  without  any  fraudulent  or  deceptive 
intention,"  the  fact  of  the  granting  of  the  renewed  patent  closes  all  inquiry 
Into  the  existence  or  the  inadvertence,  accident,  or  mistake,  and  leaves  open 
only  the  question  of  fraud  for  the  jury. 

This  case  was  brought  up  by  writ  of  error  from  the  Circuit  Court 
of  the  United  States  for  East  Pennsylvania. 

It  was  a  suit  brought  in  the  Circuit  Court  by  Stimpson  against  the 
Railroad  Company  for  a  violation  of  his  patent-right. 

On  the  23d  of  August,  1831,  Stimpson  took  out  letters  patent  for 
an  improvement  in  the  mode  of  turning  short  curves  on  railroads. 
These  letters  were  not  given  in  evidence  upon  the  trial,  having  been 
burned  in  the  conflagration  of  the  Patent  Office,  in  December,  183(5, 
and  no  copy  could  be  found.  Secondary  evidence  was  given  of  their 
contents,  by  the  following  publication  in  the  Franklin  Journal : 

"  For  an  improvement  in  the  mode  of  turning  short  curves  on  rail- 
roads, such  as  the  corners  of  streets :  James  Stimpson,  city  of  Balti- 
more, August  23. 

"  37.  The  plan  proposed  is  to  make  the  extreme  edges  of  the  flanches 
flat,  and  of  greater  width  than  ordinary,  and  to  construct  the  rails  in 
such  a  manner  that,  where  a  short  turn  is  to  be  made,  the  extreme 
edge  of  the  flanch  shall  rest  upon  it,  instead  of  upon  the  tread  of  the 
wheel,  thus  increasing  the  effective  diameter  of  the  wheel,  in  a  degree 
equal  to  twice  the  projection  of  the  flanch.  The  claim  is  made  to 
'the  application  of  the  flanches  of  railroad  carriage-wheels  to  turn 
short  curvatures  upon  railroads  or  tracks,  particularly  turning  the 
comers  of  streets,  wharves,  crossing  of  tracks  or  roads,  and  passing 
over  turnabouts,'  &c."    Franklin  Journal,  vol.  9,  p.  124. 

On  turning  to  pages  270  and  271,  volume  4,  there  will  be  found 
specifications  of  two  patents  granted  to  James  Wright,  of  Columbia, 
Pennsylvania,  for  the  mode  of  turning  curves  claimed  by  Mr.  Stimp- 
son. The  only  difference  is,  thct  Mr.  Wright  proposes  to  adapt  bis 
cars  to  several  different  curves,  by  having  three  or  more  offsets  in  his 
wheels,  when  necessary. 

On  the  same  day,  namely,  the  23d  of  August,  1831,  Stimpson  took 
out,  also,  letters  patent  for  an  improvement  in  the  mode  of  forming 
and  using  cast  or  wrought  iron  plates  or  rails,  for  railroad  carriage- 


832 


Stimpson  v.  West  Ch ester  R.  R.  Co.        [Sup.  Ct 


Statement  of  the  case. 

wheels  to  run  upon.  These  letters  being  also  destroyed,  the  follow- 
ing extract  from  the  Franklin  Journal  was  given  in  evidence. 

Franklin  Journal,  vol.  9.  p.  12o.  "30.  For  an  improvement  in  the 
mode  of  forming  <nfi  using  cost  tmr  wrovghi  iron  />lntes  or  raits,  for  priU 
road  earriage-tohecls  to  run  upon  :  .lames  Stimpson,  eity  of  Baltimore, 
Maryland,  August  23,  1831. 

"The  claim  in  tlii>  ease  is  to  •  the  application  of  cast  or  wrought  iron 
plates  for  the  use  of  railways  on  the  streets  or  wharves  of  cities  or  else- 
where. The  objects  of  said  improvement  being  to  employ  rails  that 
will  not  present  any  obstacles  to  the  ordinary  use  of  streets,  or  sustain 
injury  therefrom,  and  so  to  form  the  plates  at  the  intersection  of  streets 
or  other  crossings  that  cars  will  readily  pass  over  them,  and  also  on 
circles  of  small  radius.' 

"The  rails  are  to  be  formed  with  a  groove  in  them  to  receive  tlie 
flanches  of  the  wheels;  <>n  one  side  of  the  groove,  the  width  is  to  lie 
sufficient  for  the  tread  of  the  wheel ;  on  the  other,  it  need  not  exceed 
three-quarters  of  an  inch.  These  rails  are  to  be  laid  flush  with  the 
pavement  of  the  streets.  At  corners  to  be  turned,  the  rails  are  to  be 
cast  or  made  of  the  proper  curvature,  one  of  them  only  being  pro- 
vided with  a  groove,  as  the  flanch  is  to  run  upon  the  other,  upon  the 
principle  described  in  No.  37.  Provision  is  to  be  made  by  scrapers 
or  brushes,  preceding  the  carriages,  to  clear  the  grooves  of  dust,  ice, 
and  other  obstructions." 

In  183.">,  the  first  mentioned  of  these  letters,  namelv,  for  an  "im- 
provement  in  the  mode  of  turning  short  curves  on  railroads,"  were 
surrendered  on  account  of  a  defective  specification;  and  on  the  2Mb 
of  September.  1885,  r  renewed  patent  was  issued  for  the  term  of  four- 
teen years  from  the  23d  of  August.  1k.'51.  The  schedule  referred  to 
in  this  patent  was  jus  follows: 

"Short  Cum  >.    23d  August,  1831.    TUnaced  2Gih  September,  1835. 

-To  all  whom  these  presents  shall  come:  Be  it  known,  that  I, 
James  Stimpson.  of  the  city  and  county  of  Baltimore,  and  the  State 
of  Maryland,  have  invented  a  new  and  useful  improvement  in  the 
mode  of  turning  short  curves  upon  railroads  with  railroad  carriages, 
particularly  those  round  the  corners  of  streets,  wharves,  &e.,  and  that 
the  following  is  a  full  and  exact  description  rf  said  invention  or  im- 
provement, us  invented  or  improved  by  me,  namely,  I  use  or  apply 
the  common  peripheries  of  the  (lunches  of  the  wheels  for  the  afore- 
said purpose,  in  the  following  manner:  1  lay  a  flat  rail,  which,  how- 
ever, may  be  grooved,  it'  preferred,  at  the  commencement  of  the  eurv- 
ation,  and  in  a  posit*  »n  to  be  centrally  under  the  tlanches  of  the  wheels 
upon  the  outer  track  of  the  circle,  so  that  no  other  part  of  the  wheels 


Gc 


Jan.  1846.]      Stimpson  r.  West  Chester  R.  R.  Co. 


333 


Statement  of  the  case. 

which  run  upon  the  outer  circle  of  the  track  rails  shall  touch  or  bear 
upon  the  rails,  but  the  peripheries  of  the  flanches,  they  bearing  the 
whole  weight  of  the  load  and  carriage,  while  the  opposite  wheels, 
which  run  upon  the  inner  track  of  the  circle,  are  to  be  run  aud  bear 
upon  their  treads  in  the  usual  way,  and  their  flanches  run  freely  in  a 
groove  or  channel,  which  treads  are  ordinarily  about  three  inches  in 
diameter  less  than  the  peripheries  of  the  flanches. 

"Were  the  bearing  surfaces  of  the  wheels  which  are  in  contract 
with  the  rails  while  thus  turning  the  curve,  to  be  connected  by  the 
straight  lines  from  every  point,  there  would  thus  be  formed  the  frus- 
tums of  two  cones,  if  there  be  four  wheels  and  two  axles  to  the  car- 
riage, or  if  but  one  axle  and  two  wheels,  then  but  one  cone,  which 
frustums,  or  the  wheels  representing  their  extremities,  will,  if  the 
wheels  are  thirty  inches  in  diameter,  and  are  coupled  about  three 
feet  six  inches  apart,  turn  a  curve  of  about  sixty  feet  radius  of  the 
inner  track  rail.  The  difference  in  diameter  between  the  flanches  and 
treads  before  stated,  the  tracks  of  the  usual  width,  and  the  wheels 
coupled  as  stated,  would  turn  a  curve  of  a  somewhat  smaller  radius, 
if  the  axles  were  not  confined  to  the  carriage  in  a  parallel  position 
with  each  other;  but  this  being  generally  deemed  necessary,  the 
wheels  run  upon  lines  of  tangents,  and  these  upon  the  inner  track, 
being  as  wide  apart  in  the  coupling  as  the  outer  ones,  keep  constantly 
inclining  the  carriage  outwards,  and  thus  cause  the  carriage  to  tend  to 
run  upon  a  larger  circle  than  the  difference  in  diameter  of  the  treads 
and  flanches  would  otherwise  give ;  but  the  depth  of  the  flanches  and 
the  couplings  may  be  so  varied  as  to  turn  any  other  radius  of  a  circle 
desired. 

"  What  I  claim  as  my  invention  or  improvement  is  the  application 
of  the  flanches  on  the  wheels  on  one  side  of  railroad  carriages,  and  of 
the  treads  of  the  wheels  on  the  other  side,  to  turn  curves  upon  rail- 
ways, particularly  such  as  turning  the  corners  of  streets,  wharves,  &c, 
in  cities  and  elsewhere,  operating  upon  the  principle  herein  set  forth. 

"James  Stimpson. 

"Witnesses:  James  II.  Stimpson,  George  C.  Pennimax." 

In  October,  1840,  Stimpson  brought  his  action  against  the  West 
Chester  Railroad  Company  for  a  violation  of  this  renewed  patent,  and 
laid  the  infringement  to  have  taken  place  in  1839. 

In  April,  1842,  the  case  came  on  for  trial. 

The  plaintiff  produced  his  patent,  and  gave  evidence  that  the  de- 
fendants had  used  upon  their  road  several  curves  of  this  description. 

The  defendants  disputed  the  originality  of  the  invention  of  the 
thing  patented,  under  which  head  of  defense  much  evidence  was 
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given ;  and  also  contended  that  the  groove  was  not  claimed  in  the 
first  patent  of  1831,  and,  therefore,  was  not  included  in  the  renewed 
patent  of  1835.  The  evidence  of  Dr.  Jones  upon  this  last  head  be- 
ing referred  to  by  the  court  below,  it  is  proper  to  insert  that  part  of  it 

"Interrogatory  fifth.  What  are  the  contents  of  the  specification  of 
the  alleged  improvement  of  August  23, 1831  ?  What  are  your  means 
of  knowing  what  were  their  contents  ?  If  you  know  them,  are  they 
dissimilar  or  similar  to  those  of  the  plaintiff's  specification  of  Sep- 
tember 26,  1835,  a  copy  of  which,  marked  A,  is  hereto  annexed  ?  If 
dissimilar,  state  in  what  particulars,  and  whether  they  are  as  to  mat- 
ters of  form  and  substance,  and  particularly  describe  the  difference, 
if  any.    Answer  fully. 

"To  the  fifth  interrogatory,  I  answer,  that  the  plaintiff  exhibited 
to  me  the  specification  in  question,  previously  to  his  filing  the  same 
in  the  Patent  Office ;  as  he  likewise  did  at  the  same  time  the  specifi- 
cation of  a  patent  for  *  forming  and  using  cast-iron  plates  or  rails  for 
railroad  carriage-wheels  to  run  upon,'  which  last  patent  is  noticed  on 
page  125,  vol.  9,  second  series,  of  the  Journal  of  the  Franklin  Insti- 
tute. I  then  examined  them  cursorily,  and  expressed  an  opinion  that 
the  improvements  described  in  the  two  specifications  might  have  been 
embraced  in  one,  and  that  it  would  have  been  better  to  have  pursued 
that  course.  The  specification  of  the  mode  of  turning  short  curves 
appeared  to  me  incomplete,  an  essential  feature  of  it  being  contained 
in  that  for  *  forming  and  using  cast-iron  plates,'  &c.  The  papers,  how- 
ever, remained  as  drawn  up  by  Mr.  Stimpson's  legal  adviser,  and 
when  the  patents  were  subsequently  surrendered,  in  1835,  it  was 
thought  best  to  preserve  the  division  into  two.  It  was  probably  in 
fact  necessary  to  pursue  this  course,  as  I  am  not  aware  of  any  pre- 
cedent for  uniting  two  patents  into  one,  although  one  may  be  divided 
into  two  or  more. 

"  Nearly  ten  years  have  elapsed  since  I  first  saw  the  specifications 
upon  which  these  patents  were  first  issued,  and  nearly  six  years  since 
I  last  read  them;  and  ray  recollection  of  them  extends  to  certain 
prominent  points  only.  The  claim  under  the  patent  for  turning  short 
curves,  as  given  in  vol.  9,  p.  124,  of  my  Journal,  is,  I  have  no  doubt, 
literally  correct.  There  has  been  an  omission  in  the  printing  of  in- 
verted commas  ["]  after  the  word  '  turnabout,'  &c.  In  this  specifica- 
tion it  was  proposed  to  make  the  extreme  edges  of  the  flanches  flat, 
and  of  greater  width  than  ordinary.  This,  however,  did  not  enter 
in  the  claim,  and  it  is  not  probable  that  I  should  have  recollected 
the  fact,  had  it  not  been  noted  in  my  Journal,  or  called  up  by  some 
other  collateral  circumstance.    The  main  defect,  in  my  judgment,  of 
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the  original  specification  in  the  patent  for  turning  short  curves,  was 
the  omission  of  the  mention  of  the  groove  in  the  inner  rail.  I  believe, 
however,  that  it  was  alluded  to  in  this  apeciti cation,  but  the  descrip- 
tion of  it  was  contained  principally,  if  not  wholly,  in  the  specification 
of  the  patent  for  4  forming  anfl  using  cast-iron  or  wrought  plates,'  &c, 
above  noticed,  as  may  be  inferred  from  a  reference  to  my  Journal, 
vol.  9,  p.  125,  patent  39. 

"  Cross4nterrogatories.  1.  Did  you  or  did  you  not  prepare  the  pa- 
pers of  the  plaintiff,  when  his  patent  for  short  curves  was  surrendered 
and  renewed  ?  What  was  the  object  of  such  surrender  and  renewal  ? 
Was  it  or  was  it  not  that  the  claim  of  running  over  or  across  tracks 
at  right  angles  might  not  continue  any  longer  to  be  incorporated  in 
the  same  patent  with  the  claim  for  short  curves,  as  it  had  been  there- 
tofore ? 

"To  the  first  cross-interrogatory,  I  answer,  that  I  did  prepare  the 
papers  of  the  plaintiff,  when  his  patent  for  turning  short  curves  was 
surrendered  for  reissue ;  that  the  object  of  such  surrender  and  renewal 
was  to  limit  and  confine  it  to  the  turning  short  curves  in  streets,  &c, 
by  leaving  out  certain  matters  in  it  respecting  the  crossing  of  tracks 
or  roads,  and  the  passing  over  turnabouts ;  and  to  define  the  subject- 
matter  of  the  patent  more  clearly,  without  its  being  necessary  to  re- 
fer to  that,  simultaneously  obtained,  for  '  forming  and  using  cast  or 
wrought  iron  plates,'  &c." 

The  bill  of  exceptions  taken  by  the  plaintiff  was  to  the  following 
part  of  the  charge  of  the  court  to  the  jury,  namely : 

**  Having  thus  presented  you  with  a  view  of  the  rules  and  princi- 
ples of  the  common  law  applicable  to  the  renewal  of  patents,  as  laid 
down  by  the  Supreme  Court,  together  with  the  provisions  of  the  dif- 
ferent acts  of  Congress  on  this  subject,  we  will  now  state  to  you  what 
is,  in  our  opinion,  their  legal  result. 

"To  authorize  the  surrender  of  an  old  patent  and  issue  of  a  new 
one,  consistently  with  the  provisions  of  the  original  Patent  Law  of 
1 793  and  the  decisions  of  the  Supreme  Court,  independently  of  any 
act  of  Congress  conferring  such  power,  there  are  these  requisites  in- 
dispensable to  the  power  arising :  (1.)  The  original  patent  must  be 
inoperative  or  invalid,  for  the  causes  set  forth  in  the  act  of  1832 — 
the  non-compliance  with  the  third  section  of  the  act  of  1793,  for  the 
want  of  a  proper  specification  of  the  thing  patented,  through  inadvert- 
ence, accident,  or  mistake,  without  any  fraudulent  or  deceptive  in- 
tention ;  this  being  the  only  case  embraced  in  the  law  to  which  the 
authority  conferred  applies.  (2.)  1,  The  defect  in  the  specification, 
which  makes  it  incompetent  to  secure  the  rights  of  the  patentee,  must 
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have  arisen  from  inadvertence,  accident,  or  mistake,  and,  2,  not  from 
any  fraud  ormiscondnct  The  reissue  of  the  patent  by  the  appropriate 
officer  is  presumptive  evidence  that  the  requisites  of  the  law  have  been 
complied  with,  on  the  production  of  such  evidence  or  proof  otherwise 
as  justified  it ;  hut  tlie  question  of  the  Validity  of  the  new  patent  is  a 
judicial  one,  depending  on  the  fact  of  inadvertence  or  fraud,  as  too 
shall  find  it,  and  the  opinion  of  the  court  on  matters  of  law  involved 
in  the  inquiry,  14  Peters,  458;  6  Peters, &3;  7  Peters, 821;  act  of 
1801)  (o  Little  &  Brown's  edition,  353).  The  reason  why  there  must 
he  an  inquiry  into  hoth  the  inadvertence  and  fraud,  arises  from  the 
settled  construction  of  the  act  of  170;i,  that  where  the  defect  is  not 
owing  to  fraud,  the  defendant  is  entitled  to  a  verdict  and  judgment 
in  his  favor,  bnt  not  to  a  judgment  that  the  patent  is  void  for  the 
delect,  unless  he  shows  that  the  defect  was  owing  to  fraud.  1  Bald; 
G  Peters,  246.  You  must  then  he  satisfied,  affirmatively,  that  the 
defect  of  the  patent  arose  from  t  he  inadvertence  of  the  patentee,  and. 
negatively,  that  it  did  not  arise  from  his  fraud  or  misconduct,  or,  in 
the  words  of  the  acts  of  and  1836,  -  without  any  fraudulent  Of 

deceptive  intention.'    The  finding  of  the  fact  of  inadvertence  may 
negative  the  fact  of  fraud ;  hut  in  this,  as  in  other  cases,  fraud  maybe 
inferred  from  grjoss  inadvertence  of  negligence,  such  as  may  he  the 
indication  of  a  design  to  deceive  the  public.    The  defects  in  the  old 
patent  must  be  in  the  specification,  when  it  does  not  comply  with  me 
requisites  of  the  third  section  of  the  act  of  17!»:1,  calling  for  a  coned 
description  of  the  thing  patented;  (<i  Peters,  247;)  a  new  one  maybe 
issued  on  compliance  with  those  requisites  which  are  there  prescribed. 
But  the  new  patent  must  be  confined  fo  the  thing  patented  bytheold 
one — the  thing  invented  or  discovered  ■*'/«<  tktmi  inmrtion;'  it  can- 
not embrace  another  sulwtantive  and  essential  matter,  which  was  not 
before  patented;  the  thing,  the  invention,  must  bo  the  same  in  both 
patents;  the  only  object  in  the  renewal  being  to  eure  a  defect  in  the 
description, — not  to  supply  the  omission  of  an  essential  part  of  the 
invention.    The  new  patent  cannot  be  broader  than  the  old  one.  B 
the  thing  patented  is  the  same  in  both  patents,  its  public  use  did  not. 
under  flie  former  laws,  at nount  to  an  abandonment,  or  such  an  ac- 
quiescence as  to  nfteet  the  new  patent  on  the  ground  of  delay  or  neg- 
ligence in  the  assertion  of  the  right  of  the  patentee,  from  the  date  ot 
the  old  patent  to  its  reissue.    But  when  an  essential  part  is  omitted, 
and  the  patentee  slitters  it  to  remain  unpatented  until  it  has  eotne 
into  public  use.  before  the  new  patent  issues,  it  will  he  subject  to  the 
same  rules  which  apply  to  an  original  patent,  making  it  incompetent 
to  protect  the  patentee  in  his  claim  to  such  part  in  virtue  of  the  pat- 
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ent  reissued,  if  it  was  not  described  in  the  one  surrendered.  The 
thirteenth  section  of  the  act  of  1836  authorizes  a  new  improvement, 
invented  since  the  iirst  patent,  to  be  added  in  a  renewed  one.  Xo  law 
gives  any  authority  to  add  an  improvement  which  had  been  invented 
by  the  patentee  before  the  original  grant  ;  for  it  is  not,  and  cannot  be, 
any  part  of  the  description  or  specification  of  another  distinct  improve- 
ment. A  patent  for  the  combination  of  the  parts  of  an  old  machine 
must  show  wherein  such  combination  exists;  what  parts  compose  it; 
how  they  are  combined  in  their  action.  If  the  description  is  defective, 
it  mav  be  corrected  bv  a  new  one.  The  correction,  however,  must  not 

WW 

extend  beyond  the  combination  of  the  parts  first  specified,  as  the  in- 
troduction of  other  parts,  not  before  specified,  makes  an  entire  new 
combination;  consequently,  the  thing  patented  becomes  essentially 
different,  being  not  the  same  invention,  but  a  new  one,  made  by  a 
combination  of  apart  not  combined  before,  which  might  be  a  proper 
subject  of  an  original  patent,  yet  would  not  be  authorized  in  a  renew- 
ed one. 

"  These  are  the  tests  which  the  law  applies  to  the  description  of  the 
thing  patented,  in  order  to  ascertain  whether,  in  the  words  of  the  act 
of  1832,  the  old  patent  was  'invalid  or  inoperative'  by  reason  that 
the  conditions  of  the  former  law  not  having  been  complied  with,  or, 
in  the  language  of  the  Supreme  Court,  the  patent  '  is  found  to  be 
incompetent  to  secure  the  reward  which  the  law  intended  to  confer 
on  the  patentee  for  his  invention.'    In  such  case,  the  patent  may  be 
surrendered  for  reissue,  in  order  to  correct  the  defects  which  invali- 
dated the  first,  but  the  law  expressly  makes  the  new  patent  'in  all 
respects  liable  to  the  same  matter  of  objection  and  defense'  as  the  old 
one,  and  imposes  on  the  patentee  the  obligation  of 1  compliance  with 
the  terms  and  conditions  prescribed  by  the  third  section  of  the  act  of 
1793.'    This  is  done  by  showing,  according  to  its  requisitions,  what 
was  the  invention,  the  thing  patented,  by  a  designation  of  the  inven- 
tion principally,  made  in  fuller,  clearer,  and  more  exact  terms  than 
those  used,  so  as  to  give  it  validity  and  effect,  and  secure  the  same 
invention,  which  is  the  only  legitimate  otfice  of  the  renewed  or  reis- 
sued patent.    A  specification  consists  of  two  parts — description  and 
claim.    The  descriptive  part  is  the  explanation  of  the  improvement 
in  all  the  particulars  required  by  the  law;  the  claim,  or  summary  at 
the  close  of  the  description  or  specification,  is  the  declaration  of  the 
patentee  of  what  he  claims  as  his  invention,  by  which  he  is  bound,  so 
that  he  can  claim  nothing  which  is  not  included  in  the  summary,  and 
could  disclaim  nothing  which  was  included  in  it,  till  the  passage  of  the 
act  of  1837.    But  the  summary  may  be  referred  to  the  description, 
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and  both  will  be  liberally  construed,  to  ascertain  what  was  claimed; 
and  if  tho  words  will  admit  of  it,  both  parts  will  be  connected,  in 
order  to  carry  into  effect  the  true  intention  of  the  patentee,  as  it  may 
appear  on  a  judicial  inspection  of  the  whole  specification.  This  makes 
it  a  question  of  law  what  is  the  thing  patented,  depending  not  on  the 
actual  or  supposed  intention  of  the  patentee,  but  the  conclusion  of 
the  law  on  the  language  he  has  used  to  express  it.  A  part  of  the  de- 
scription may  be  construed  as  a  claim,  and  earned  into  the  summary, 
and  made  a  part  of  the  thing  patented,  the  effect  of  which  is  the  same 
as  if  it  was  included  in  the  summary  in  express  terms.  Cooper  v. 
Matheys,  C.  C.  MS.  To  authorize  a  recovery  for  the  violation  of  a 
patent-right,  the  plaintiff  must  show  that  he  is  the  inventor  of  every- 
thing he  claims  as  new,  that  it  is  embraced  in  the  patent,  and  that 
everything  so  claimed  aud  patented  has  been  infringed  by  the  de- 
fendant. Thus,  where  the  patent  is  for  a  particular  combination  of  the 
parts  of  an  old  machine,  and  the  defendant  has  not  used  the  whole 
combination,  as  specified  in  the  description  and  carried  into  the  sum' 
mary,  the  plaintiff  cannot  recover.  Proidy  ct  al.  v.  Rugglcs,  16  Peters, 
336." 

The  court  then  proceeded  to  state  the  substance  of  the  plaintiff's 
declaration,  and  referred  to  the  patent  of  1835,  and  the  specification 
thereto  attached,  in  order  to  ascertain  the  thing  patented  by  that  pat- 
ent, which  was  stated  therefrom.  They  then  inquired  what  was  tho 
thing  patented  in  1831,  by  referring  to  the  evidence  of  Thomas  P. 
Jones,  contained  in  the  deposition  aforesaid,  in  connection  with  the 
Journal  of  the  Franklin  Institute,  referred  to  by  him.  The  court, 
remarking  that  there  being  in  evidence  no  copy  of  tho  patent  of  1831, 
any  drawing  or  specification  of  the  thing  patented,  or  other  proof  of 
the  contents  of  either  than  was  contained  in  the  deposition  and  Jour- 
nal aforesaid,  then  gave  their  opinion  to  the  jury,  that,  on  this  evi- 
dence, the  use  of  grooves  was  not  claimed,  and  was  no  part  of  the 
thing  patented  in  1831  for  turning  short  curves,  but  was  a  part  of  the 
thing  patented  in  1835 ;  that  it  was  an  essential  part  of  this  inven- 
tion, as  Jones  testified,  and  without  which  all  the  witnesses  agreed 
that  the  invention  was  useless,  as  without  the  groove  the  cars  would 
•  run  off  tho  road;  and  that  the  patent  was  not  for  any  parts  of  the  ma- 
chine which  were  new,  but  for  a  new  combination  of  the  old  parts. 
It  was  then  submitted  to  the  jury,  whether,  on  the  evidence  aforesaid, 
the  omission  of  the  groove  in  the  patent  of  1831  arose  from  inadvert- 
ence, and  if  it  was  done  contrary  to  the  advice  of  Jones,  and  in  con- 
formity with  the  opinion  of  the  legal  adviser  of  the  plaintiff,  and 
whether,  without  the  groove,  the  description  of  the  thing  patented 
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was  sufficient,  under  the  third  section  of  the  act  of  1793,  which  was 
read  and  commented  on  by  the  court,  who  then  proceeded  as  fol- 
lows: 

"The  Secretary  of  State  is  a  ministerial  officer,  who  must  issue  a 
patent  if  the  requisites  are  performed.  6  Peters,  241.  The  question 
of  inadvertence  or  mistake  is  a  judicial  one,  which  the  Secretary  can- 
not decide,  nor  those  judicial  questions  on  which  the  validity  of  the 
patent  depends.  He  issues  the  patent  without  inquiry.  The  correct 
performance  of  all  the  preliminaries  to  the  validity  of  the  original 
patent  arc  always  examinable  in  the  court  where  the  fact  is  brought. 
6  Peters,  G,  47,  242. 

"In  the  application  of  the  law  to  the  evidence  before  you,  the  first 
inquiry  is  into  the  state  of  facts  existing  at  the  time  of  granting  the 
patent  of  1835:  did  they  present  a  case  for  renewal,  under  the  rules 
of  law  on  which  wo  have  given  you  our  instructions  ?  Whether  the 
original  patent  was  invalid  or  inoperative,  is  more  a  question  of  law 
than  fact,  to  be  ascertained  on  a  judicial  inspection  of  the  patent, 
specification,  drawings,  models,  and  the  evidence  of  the  contents. 
The  court  must  construe  all  written  evidence ;  but,  as  depositions  are 
considered  merely  as  oral  testimony,  a  jury  must  decide  what  parts 
are  proved  by  them.  The  court  must  take  as  true  the  statements  of 
witnesses  as  they  are  made,  and  lay  down  the  law  on  the  assumption 
of  their  credibility,  and  both  court  and  jury  must  take  an  agreed  or 
admitted,  uncontested  state  of  facts  to  be  their  rule  of  action.  A  jury 
may  deem  a  witness  unworthy  of  credit,  or  not  believe  his  statement, 
but  ought  to  do  neither  without  good  cause.  Whether  the  defects  in 
the  old  patent  arose  from  inadvertence  or  otherwise,  is  also  a  mixed 
question  of  law  and  fact:  of  law,  so  far  as  depends  on  written,  and 
of  fact,  as  to  parol  evidence.  On  this  subject  you  have  the  evidence 
of  Dr.  Jones,  who  officially  examined  the  old  patent,  Ac,  and  made 
out  the  new,  and  we  arc  mainly  left  to  ascertain  the  facts  in  relation 
to  both  patents  from  him.  In  laying  down  the  law  to  you,  we  assume 
his  verity  in  all  he  says,  and,  taking  bis  statement  sw  proof  of  the 
fads  there  existing,  our  opinion  is,  that,  connected  with  the  publication 
in  the  Journal  of  the  Franklin  Institute,  in  1832,  when  the  matter 
was  fresh  in  his  recollection,  and  the  specification  in  the  new  patent, 
the  old  one  was  invalid  and  inoperative,  by  reason  oi*  non-compliance 
with  the  requisites  of  the  act  of  1793;  that  it  did  not  embrace  the 
groove, which  was  essential  to  its  validity;  that  the  new  patent  is  not 
for  the  same  invention,  and  that  the  plaintiff  has  not  made  out  a  case 
of  such  inadvertence,  accident,  or  mistake  as  justified  the  issue  of  the 
new  patent,  inasmuch  as  it  appears — from  the  patent  for  plates  on  rail- 
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roads,  issued  :it  the  same  time  with  tlie  one  lor  short  curves — that  be 
hud  known  and  described  the  grooves. 

"It  is  for  you  to  say  whether  you  will  take  ihis  evidence  as  we 
<lo.  It'  you  discredit  it,  in  the  whole  or  in  part,  you  will  find  accord- 
ingly. 

••Another  important  question  arises  in  this  case,  oil  the  construe- 
tion  of  the  seventh  section  of  the  act  of  1830.  taken  in  connection 
with  former  laws,  which  is.  whether  the  plaintiff  con  sustain  an  action 
for  the  use  of  his  invention  in  the  construction  of  his  curves,  before 
the  granting  of  the  patent  of  1835. 

"This  section  provides:  -Thai  every  person  or  corporation  who  has, 
or  shall  have,  purchased  or  constructed  any  newly-invented  machine, 
manufacture,  or  coinposition  of  matter,  prior  to  the  application  by  the 
inventor  or  discoverer  for  a  patent*  shall  be  held  to  possess  the  right 
to  use  atnl  vend  to  others  to  be  used,  the  specific  machine,  manufac- 
ture, or  composition  go  made  or  purchased,  without  liability  therefor 
to  the  inventor,  or  any  other  person  interested  in  such  invention; 
and  no  patent  shall  be  held  to  be  invalid  by  r  ?ason  of  such  purchase, 
sale,  or  use  prior  to  the  application  for  a  patent  :is  aforesaid,  except 
on  proof  of  abandonment  of  such  invention  to  the  public,  or  that 
such  purchase,  sale,  or  prior  use  has  l)ccu  for  more  than  two  years 
prior  to  such  application  for  a  patent.1 

-Though  this  act  is  retrosj  live  in  its  effects  on  then  existing 

patents,  if  is  not  void  on  that  account.  It  was  within  the  constitutional 
power  of  Congress  to  enact  it  as  a  rule  for  all  cases  to  which  its 
woids  and  intentions  apply*  by  its  fair  and  legal  interpretation, 
which  we  must  ascertain  by  looking  at  the  old  law,  the  mischief 
and  the  remedy,  which  must  be  traced  through  the  decisions  of  the 
Supreme  Court,  and  the  acts  of  Congress  on  the  same  subject. 

"In  1808,  an  act  was  granted  to  Oliver  Evans,  renewing  his  pat- 
ent, which  had  expired  by  its  own  limitation.  In  the  interval,  the 
defendant  had  constructed  a  machine  of  his  invention,  uud  continued 
to  use  it.  After  the  new  patent  issue*],  he  was  held  liable,  according 
to  the  words  of  the  law.  for  such  subsequent  use;  but  the  Supreme 
Court  thus  express  their  opinion  of  the  case,  had  it  rested  on  general 
principles:  'The  legislature  might  have  proceeded  still  farther,  by 
providing  a  shield  for  persons  standing  in  the  situation  of  these  de- 
fendant*. It  is  believed  that  the  reasonableness  of  such  D  provision 
could  have  been  questioned  by  no  one.&e.  The  argument,  founded 
on  the  hardship  of  Ihis  and  similar  eases,  would  be  entitled  to  great 
weight,  if  the  words  of  this  proviso  were  obscure  aud  open  to  con- 
struction. •    Beam  v.  Jordan,  0  (  'ranch,  203." 
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And  thereupon  the  counsel  for  the  plaintiff  did  then  and  there  ex- 
cept to  the  aforesaid  charge  and  opinion  of  the  said  court. 

The  above  not  being  enough  of  the  charge  of  the  court  below  to 
the  jury,  the  counsel  for  the  plaintiff  in  error  applied  for  and  ob- 
tained a  writ  of  certiorari  to  bring  up  additional  extracts. 

The  return  was  as  follows : 

Qn  searching  the  record  and  proceedings  of  the  Circuit  Court  of 
the  United  States  in  and  for  the  Eastern  District  of  Pennsylvania, 
in  the  third  circuit,  in  a  certain  cause  therein  lately  depending  be- 
tween James  Stimpson,  plaintiff,  aud  the  West  Chester  Railroad 
Company,  defendants,  wo  find  the  following  omission  in  the  charge 
of  the  judge  to  the  jury,  which,  in  obedience  to  the  annexed  writ  of 
certiorari,  is  hereby  certified,  to  wit : 

"In  Morris  v.  Huntington,  Judge  Thompson  held,  that  after  a  pat- 
ent was  surrendered,  the  patent  would  be  open  to  public  use  without 
hazard,  so  far  as  depends  on  such  patent.  1  Paine,  855.  In  Grant  v. 
RiymonJ,  the  court  notice  the  case  of  the  use  of  the  invention  be- 
tween the  date  of  the  old  and  before  the  new  patent,  but  remark  that 
that  defense  is  not  mafic ;  and  tho  Circuit  Court  did  not  say  that  such 
defense  would  not  be  successful;  and  they  add:  'The  defense,  when 
true  in  fact,  may  be  sufficient  in  law,  notwithstanding  the  validity  of 
the  new  patent.'  6  Peters,  244.  The  court,  in  this  and  the  subse- 
quent case  of  Shaw  v.  Cooper,  held,  that  the  new  patent  was  a  con- 
tinuation of  the  old,  but  gave  no  opinion  on  the  question  whether 
damages  could  be  recovered  for  the  intermediate  use  of  a  machine 
constructed  after  the  first. 

"This  question  was,  however,  put  at  rest  by  the  last  clause  of  the 
act  of  1832,  which,  assuming  that  damages  could  not  be  recovered 
for  a  use  of  the  patented  invention  before  the  new  patent,  provides: 
'But  no  public  use  or  privilege  of  the  invention  so  patented,  derived 
from  or  after  the  grant  of  the  original  patent,  either  under  any  spe- 
cial license  of  the  inventor,  or  without  the  consent  of  the  patentee 
that  there  shall  be  a  free  public  use  thereof,  shall  in  any  manner  pre- 
judice his  right  of  recovery  for  any  use  or  violation  of  his  invention, 
after  the  grant  of  such  new  patent  as  aforesaid.'  Tho  act  of  1830  is 
still  more  explicit,  by  providing  for  the  right  of  recovering  damages 
only  for  •  causes  subsequently  accruing.' 

"It  thus  appears,  that  the  act  of  1839  goes  only  one  step  beyond 
those  of  1832  and  1836,  and  is  a  dead-letter,  if  it  protects  the  person 
who  has  purchased,  constructed,  or  used  the  machine  invented  by  the 
patentee,  no  farther  than  from  damages  accruing  prior  to  the  new 
patent;  for  the  same  protection  is  given  by  those  laws. 
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"To  have  any  effect,  it  must  be  held  to  be,  in  the  words  of  the 
Supreme  Court,  'a  shield,'  which  covers  the  part)*  from  all  liability 
and  by  so  construing  it,  the  ad  of  ls:;:i  embodies  the  very  principle, 
and  none  other,  which  in  Evans  v.  Jordan,  9  (  'ranch,  203,  that  court 
declared  to  be  one  which  they  believed  that  no  one  could  question 
its  reasonableness,  in  order  to  prevent  the  hardship  of  a  case  precise- 
ly similar  in  principle  to  that  presented.  Such  construction  is  the 
more  reasonable,  when  it  is  considered  that  the  protection  is  confined 
to  the  specific  machine  used  before  the  patent,  and  cannot  be  extend- 
ed to  protect  the  use  of  any  new  or  other  machine,  or  construed  to 
invalidate  the  patent,  or  justify  the  subsequent  use  by  any  other  per- 
sons than  those  so  protected. 

"That  such  was  the  intention  of  Congress  in  relation  to  an  original 
patent,  cannot  be  doubted,  and  we  can  perceive  no  reason  why  they 
should  omit  the  very  ease  on  which  the  Supreme  Court  had  so  ex- 
plicitly declared  their  opinions,  if  the  words  of  the  act  of  1808  would 
have  permitted  them  to  apply  an  unquestionable  principle.  The  act 
of  1830  not  only  does  not  exclude  its  application, but  authorizes  and 
requires  it.  Tn  referring  to  the  application  for  a  patent,  it  was  evi- 
dently intended  to  apply  it  to  the  patent  on  which  the  patentee  sought 
to  recover,  the  renewed  one,  on  which  alone  his  right  rested;  for  the 
law  cannot  be  presumed  to  be  intended  to  apply  to  a  patent  which, 
being  invalid  or  inoperative,  ;is  a  ground  of  action,  had  been  surren- 
dered, cancelled,  and  cancelled  by  the  ac  t  of  the  patentee  himself, 
and  was  thus  divested  of  all  intrinsic  efficiency  by  the  acts  of  1832 
and  1836.  It  could  have  no  effect  without  the  aid  of  the  new  one, 
and  it  would  be  absurd  to  suppose  (hat  tin-  law  overlooked  the  appli- 
cation for  the  onl\  effective  patent,  and  looked  only  to  that  which 
derived  new  life  from  it.  Besides,  the  act  of  1839  would  take  from 
a  defendant  the  protection  of  the  acts  of  1832  and  1836,  by  confin- 
ing its  operation  to  the  old  patent,  for  damages  could  then  be  recov- 
erable lor  the  use  between  tin-  date  and  the  renewal, — a  conclusion 
w  holly  inadmissible,  on  a  sound  construction  of  either  of  the  acts  in 
question. 

"The  act  of  1*:;:!  expressly  declares  that  the  new  patent  shall  be 
subject  in  all  respects  to  the  same  matters  of  objection  and  defense 
as  the  original  one;  from  which  it  necessarily  follows,  that  if  the  pur- 
chase or  construction  of  a  machine,  before  the  application  for  an  orig- 
inal patent,  would  protect  a  defendant  from  all  liability  to  the  pat- 
entee, the  same  defense  is  available  when  applied  to.  the  new  one. 

"This  view  of  the  act  of  1839,  suffices  for  the  puqxracs  of  the  pre- 
sent ease.    A  broader  one  has  been  taken  of  it,  in  all  its  bearings,  in 
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another  district  in  this  circuit,  which  it  is  not  now  necessary  to  ex- 
amine, to  decide  the  point  now  under  consideration. 

"  In  the  case  before  us,  it  clearly  appears  that  the  defendants  con- 
structed their  railroad  with  the  plaintiff's  curves  in  1834,  one  year  or 
more  before  the  plaintiff's  application  for  his  renewed  patent ;  con- 
sequently, they  may  continue  its  use,  without  liability  to  the  plain- 
tiff" 

The  case  was  argued  by  C.  J.  Ingersoll  and  /.  R.  Ingersoll,  for  the 
plaintiff  in  error,  and  Miles,  for  the  defendants  in  error. 

The  brief  of  the  counsel  on  the  part  of  the  plaintiff  in  error  was  as 
follows: 

This  case  comes  up  for  argument  upon  a  bill  of  exceptions  taken 
by  the  plaintiff  to  the  charge  of  the  learned  judge  in  the  court  below, 
by  which,  in  effect,  the  jury  were  directed  to  find  for  the  defendants, 
which  they  accordingly  did. 

The  plaintiff  took  a  patent  the  23d  of  August,  1831,  for  an  inven- 
tion or  improvement  in  the  application  of  the  flanches  of  the  wheels 
on  one  side  of  railroad  carriages,  and  of  the  treads  of  the  wheels  on 
the  other  side,  to  turn  short  curves  upon  railroads. 

It  was  surrendered,  in  consequence  of  a  defect  in  the  specification, 
and  a  new  patent  taken  by  him  the  26th  of  September,  1835. 

"  The  object  of  such  surrender  and  renewal  (see  deposition  of  Dr. 
Thomas  P.  Jones,  a  witness  for  the  defendant,  in  answer  to  the  first 
cross-interrogatory,  ante^was  to  limit  and  confine  it  to  the  tumiug 
short  curves  in  streets,  &c,  by  leaving  out  certain  matters  in  it  respect- 
ing the  crossing  of  tracks  or  roads,  and  the  passing  over  turnabouts, 
and  to  define  the  subject-matter  of  the  patent  more  clearly,  without 
its  being  necessary  to  refer  to  that,  simultaneously  obtained,  'for 
forming  and  using  cast  or  wrought  iron  plates,'  &c." 

The  action  was  brought  at  the  October  session,  1840.  The  curves 
used  by  the  defendants  were  said  to  have  been  constructed  and  first 
used  by  them  between  the  dates  of  the  first  and  second  patents,  the 
use  being  continued  by  them  since  the  date  of  the  second  patent. 

The  learned  judge,  after  considering  at  length  the  law  touching 
this  part  of  the  case,  said  to  the  jury: 

u  It  clearly  appears  that  the  defendants  constructed  their  railroad 
with  the  plaintiff's  curves  in  1834,  one  year  or  more  before  the  plain- 
tiff's application  for  his  renewed  patent ;  consequently,  they  may  con- 
tinue its  use,  without  liability  to  the  plaintiff." 

In  Grant  v.  Raymond,  6  Peters,  244,  the  defeudant  made  it  a  ques- 
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tion,  whether  the  patentee  who  took  an  amended  patent  could  re- 
cover  damages  for  the  defendant's  use,  subsequent  to  the  amendment 
of  the  patent,  of  machinery  which  had  been  constructed  prior  to  the 
amendment.  Hie  court  « li <  1  not  decide  the  point,  thinking  it  did  not 
oomc  directly  up  for  decision.  But  they  said  of  it,  "This  objection 
i>  more  formidable  in  appearance  than  in  reality.  It  is  not  probable 
that  the  defect  in  the  specification  can  ho  so  apparent  as  to  be  per- 
ceived by  any  but  those  who  examined  it  for  the  purpose  of  pirating 
the  invention." 

Grant  v.  Raymond  was  decided  early  in  1832. 

the  3d  of  July.  1832,  was  passed  (4  Little  &  Brown's  ed.,  559) 
the  first  act  by  which  the  amendment  of  patents  for  defective  speci- 
fications  was  statutorily  recognized.  The  third  section  of  the  act 
contains  a  proviso,  that  the  new  patent  shall  be  open  to  all  objections 
which  existed  against  the  old  one.  by  virtue  of  which,  if  the  phrase 
stood  alone,  a  defendant  in  this  case,  for  example,  might  say:  I  used 
your  curves  before  1835 — before  the  date  of  your  patent— that  is.  be- 
tween the  new  patent  and  the  old  one;  and  as  a  use  by  the  public 
prior  to  the  date  of  the  patent  would  be  fatal  as  against  the  old  pat- 
ent, so  it  is  against  the  new. 

Now,  to  meet  such  an  argument,  the  same  proviso  goes  on  to  say 
that  no  use  of  the  patented  invention  between  the  dates  of  the  first 

and  si  id  patents,  excepting  under  a  surrender  of  the  invention  to 

public  use.  shall  prejudice  the  patentee's  right  to  recover  damages 
"for  any  use"  after  the  grant  of  the  new  patent. 

We  quote  at  length  the  prov  iso  of  the  third  section:  "Proruled, 
That  such  new  patent  so  granted  shall,  in  all  respects,  be 
liable  to  the  same  matters  of  objection  and  defense  as  any  original 
patent  under  the  said  first-mentioned  net.  But  no  public  use  or  privi- 
lege of  the  invention  bo  patented,  deriv  ed  from  or  after  the  grant  of 
the  original,  either  under  any  special  license  of  the  inventor,  or  with- 
out the  consent  of  the  patentee  that  there  shall  be  a  free  public  use 
thereof,  shall,  in  any  manner,  prejudice  his  right  of  recovery  for  anv 
use  or  violation  of  his  invention  alter  the  grant  of  BUch  new  patent 
as  aforesaid." 

It  is  submitted,  that,  by  the  terms  of  this  statute,  to  use,  after  date 
of  the  second  patent,  the  pateuted  machinery,  even  though  the  spe- 
citic  machine  used  had  been  constructed  and  used  between  the  dates 
of  the  first  and  second  patents,  is  expressly  denied  to  the  public. 

On  the  faith  of  this  Btatute  of  the  3d  of  July,  1832,  the  plaintiff,  iu 
September,  1885, surrendered  the  patent  grautcd  him  the  23d  of  Au- 
gust, 1831,  aud  took  an  amended  one. 
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Has  any  act  of  Congress  changed  the  law,  in  this  particular,  since 
1832  ? 

As  any  such  law,  so  far  as  regards  tliis  plaintiff,  would  be  retroac- 
tive, it  ought  to  be  clearly  expressed. 

On  die  6th  of  July,  1830,  was  passed  the  new  Patent  Act,  by  which 
the  whole  system  was  recast;  but  the  thirteenth  section,  which  relates 
to  amended  patents,  says  in  broad  terms: 

"  And  the  patent  so  reissued,  together  with  the  corrected  descrip- 
tion and  specification,  shall  have  the  same  effect  and  operation  in 
law,  on  the  trial  of  all  actions  hereafter  commenced,  for  causes  sub- 
sequently accruing,  as  though  the  same  had  been  originally  filed  in 
such  corrected  form  before  the  issuing  of  the  original  patent." 

It  is  submitted,  that  the  words  "  for  causes  subsequently  accruing," 
are  not  to  be  strained  from  their  natural  construction,  in  order  to  be 
made  to  retroact  against  the  rights  already  vested  under  the  protec- 
tion of  a  statute;  and  that  the  cause  of  action  against  these  defend- 
ants, as  far  as  concerns  their  use  of  the  patented  invention  since  the 
2Gth  of  September,  1885,  is  a  cause  subsequentl}*  accruing,  within  the 
just  and  obvious  meaning  of  the  act. 

In  1837,  the  3d  of  March,  was  passed  an  amendment  to  the  law  of 
183G. 

The  plaintiff  submits  that  the  seventh  and  ninth  sections  of  the  act 
of  1837  bear  on  his  case,  by  analogy.  They  permit  a  patentee  who 
has  patented  too  much,  and  more  than  he  invented,  to  make  dis- 
claimer of  the  excess,  with  the  same  effect,  as  regards  the  validity  of 
the  patent,  as  if  his  disclaimer  were  part  of  his  original  specification 
—that  is  to  say,  the  patentee  shall  recover  as  if  his  patent  had  been 
originally  right,  instead  of  wrong ;  and  no  exception  is  made  in  favor 
of  parties  who,  like  the  defendants  here,  use,  after  disclaimer,  one  of 
the  patented  things  which  they  had  constructed  and  begun  to  use 
while  the  patent  was  too  broad ;  the  legislature  being  influenced,  per- 
haps, by  the  suggestion  of  this  court  in  Grant  v.  Raymond,  that  that 
party  is  not  entitled  to  much  favor  who  scans  a  specification  in  order 
to  pirate  it. 

On  the  3d  of  March,  1839,  the  latest  amendment  of  the  Patent 
Laws  was  passed. 

The  seventh  section  of  this  act  is  cited  by  the  learned  judge,  who 
asks  what  this  section  means,  if  it  do  not  mean  that  the  use  of  a  pat- 
ented machine  shall  be  free  to  a  defendant  after  the  patent,  if  he  con- 
structed it  before.    It  reads  thus: 

"  Sec.  7.  Ami  be  it  further  enacted,  That  every  person  or  corporation 
who  has,  or  shall  have,  purchased  or  constructed  any  newly-invented 
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machine,  manufacture,  or  composition  of  mutter,  prior  to  the  appli- 
cation by  the  inventor  or  discoverer  for  a  patent,  shall  be  held  to 
possess  the  right  to  use,  and  to  vend  to  others  to  be  used,  the  specific 
machine,  or  manufacture,  or  composition  of  matter  so  made  or  pur- 
chased, without  liability  therefor  to  the  inventor,  or  any  other  per- 
son interested  in  such  invention;  and  no  patent  shall  be  held  to  be 
iuvalid  by  reason  of  such  purchase,  sale,  or  use,  prior  to  the  applica- 
tion for  a  patent  as  aforesaid,  except  on  proof  of  abandonment  of 
such  invention  to  the  public,  or  that  such  purchase,  sale,  or  prior  use 
has  been  for  more  than  two  years  prior  to  such  application  for  a 
patent." 

It  is  admitted,  in  answer  to  the  learned  judge,  that  the  seventh  sec- 
tion of  the  act  of  1839  was  intended  to  protect  defendants,  construc- 
tors of  machinery  prior  to  the  patent,  in  the  use  of  such  machinery 
after  the  grant  to  the  patentee.  This  section,  which  has  no  reference 
to  renewed  or  amended  more  than  to  all  other  patents,  is  believed  to 
provide  for  a  case  till  1839  unprovided  for,  namely,  the  case  in  gen- 
eral, whether  it  arise  under  an  original  patent,  or  under  oue  which 
has  been  amended,  or  which  has  been  modified  by  disclaimer  of  the 
use  by  a  defendant,  after  the  issuing  of  the  letters,  of  a  machine  such 
as  they  patent,  but  which  specific  machine  was  purchased  or  con- 
structed before  their  date.  But  it  is  respectfully  submitted  that  this 
prior  use,  meant  a  use  prior  to  the  first  or  original  application  of  the 
inventor  for  his  patent,  and  that  the  legislature  had  not  in  their  con- 
templation the  second  application  of  the  inventor,  when  they  used  the 
words  "prior  to  the  application  of  the  inventor  or  discoverer  for  a 
patent."  The  last  clause  of  the  section  has  obvious  reference  to  the 
original  application  alone,  when  it  is  declared  that  "  such  purchase, 
sale,  or  use,  prior  to  the  application  for  a  patent,"  shall  not  (except 
under  certain  circumstances)  make  the  patent  invalid;  for  it  was 
clear  already,  and  quite  independently  of  this  statute,  that  no  renewed 
or  amended  patent  could  be  worth  paying  for,  if  the  use  of  the  pat- 
ented machinery  by  third  persons,  prior  to  the  renewal,  could  make 
it  invalid. 

Grant  v.  Raymond,  however,  furnishes  the  best  answer  to  the  learn- 
ed judge's  position,  that  the  plaintiff's  patent  is  liable  to  be  damaged 
by  what  has  taken  place  since  the  date  of  the  origiual  letters.  At 
page  244,  6  Peters,  the  court  says  : 

"It  has  also  been  argued,  that  the  new  patent  must  issue  on  the 
new  specification,  and  on  the  application  which  accompanies  it ;  con- 
sequently, it  will  be  true  that  the  machine  was  *  not  known  or  used 
before  the  application.'  But  the  new  patent,  and  the  proceedings  on 
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which  it  issues,  have  relation  to  the  original  transaction.  The  time 
of  the  privilege  still  runs  from  the  date  of  the  original  patent.  The 
application  may  be  considered  as  appended  to  the  original  applica- 
tion." 

The  plaintiff  in  error  contends,  that  a  true  interpretation  of  the 
letter  of  these  several  acts,  and  a  due  regard  to  the  spirit  of  all  recent 
legislation  on  the  subject  of  patent-rights,  which  has  been  kind  and 
liberal  towards  patentees,  enforce  the  conclusion  that  it  was  meant, 
when  the  new  patent  was  granted,  to  give  to  the  new,  in  all  particu- 
lars, the  charter  of  the  old,  unless  when  restrained  by  express  words 
to  narrower  limits.  And  further,  that  while,  for  obvious  reasons, 
the  acts  deny  to  the  patentee  a  right  to  recover  damages,  under  the 
new  patent,  for  a  use  of  the  invention  of  earlier  date  than  the  patent 
itself,  (which  denial  is  in  terms,)  no  express  words  of  the  statutes,  or 
fair  or  necessary  implication  from  them,  or  leaning,  can  be  found,  in 
the  whole  course  of  the  legislation  since  1832,  to  warrant  the  conclu- 
sion that  the  new  patent  does  not  confer  upon  the  grantee  an  entire 
monopoly  of  the  fruits  of  his  invention  from  the  date  of  the  second 
letters  to  the  expiration  of  the  fourteen  years  from  the  date  of  the 
first. 

The  plaintiff  in  error  therefore  assigns  for  error  the  learned  judge's 
instructions  to  the  jury,  recognizing  the  defendants'  right  to  use  the 
patented  invention,  after  the  date  of  the  second  patent,  provided  they 
had  commenced  its  use  prior  to  that  date,  and  continued  after  that 
date  to  use  only  the  specific  machine  at  first  used. 

The  learned  judge  also  charged  the  whole  case  to  be  against  the 
plaintiff  upon  another  question,  namely,  that  of  the  description  of  the 
"groove"  in  the  original  patent. 

The  judge  was  of  opinion  that  the  groove  was  not  in  the  first  pat- 
ent, and  was  in  the  second ;  and,  therefore,  that  the  secoud  was  broad- 
er than  the  first,  and  not  confined  to  the  thing  there  patented,  and 
thus  was  defective  as  an  amended  patent.  The  plaintiff's  patent  be- 
ing, as  he  supposed,  established  fully  by  judicial  sanction  of  the  high- 
est sort,  in  his  contest  with  the  Trenton  Railroad  Company,  reported 
in  14  Peters,  448,  had  not  even  brought  with  him,  when  he  came  to 
try  his  cause  in  Philadelphia,  the  original  letters  patent,  and  the 
drawings  which  accompanied  them.  Nor  was  any  notice  given  him 
by  the  defendant  to  produce  them. 

The  result  of  his  suit  against  the  Baltimore  and  Susquehanna  Rail- 
road Company,  tried  in  the  Maryland  District,  in  April  Term,  1843, 
when  both  the  original  patent  and  the  drawings  were  produced  in 
court,  proved  to  be  quite  ill  founded,  the  attempt  of  the  defendants, 
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in  the  present  case,  to  criticise  his  second  patent  as  actually  varying 
from  the  first,  by  the  addition  of  this  new  matter,  the  groove. 

He  is  aware,  however,  that  he  must  sustain  his  case  as  it  appears 
by  this  record,  and  he  proceeds  to  do  so. 

The  whole  invention  of  the  plaintiff  consisted  of  a  new  method  of 
attaining  conical  action  in  turning  short  curves  on  railroads;  and 
the  groove  had  no  more  to  do  with  it  than  this:  that  when,  to  attain 
this  action,  the  outer  wheel  was  mounted  upon  its  flanch,  the  groove, 
by  receiving  the  inner  wheel,  prevented  the  car  from  slipping  off 
the  track — a  very  material  consideration,  it  is  true — in  turning  the 
corner ;  and  so  was  the  car,  or  the  steam-engine  that  drew  the  car ; 
but  neither  of  them  had  anything  to  do  with  the  plaintiff's  method  of 
producing  conical  action.  Without  a  groove, — just  as  without  steam, 
a  horse,  or  other  power, — the  corner  could  not  be  turned ;  and,  there- 
fore, in  describing  the  plaintiff's  invention,  both  this  power  and  the 
groove  must  needs  be  referred  to ;  but  it  is  respectfully  denied  that 
more  than  the  merest  allusion  to  either  is  necessary,  neither  of  them 
being  any  part  of  the  invention,  nor  so  occult  as  to  demand,  for  even 
the  most  unenlightened  observer,  more  than  a*  mere  allusion  to  it. 

Now,  it  was  in  proof,  from  the  witness  called  by  the  defendants  to 
testify  to  the  conteuts  of  the  original  specification,  that  it  alluded  to 
the  groove. 

"  I  believe,  however,  that  it  (the  groove)  was  alluded  to  in  this 
specification."    Evidence  of  Dr.  Jones. 

This  allusion  to  the  groove  in  the  first  patent,  the  Warned  judge 
rules,  in  his  charge,  to  be  insufficient,  and  in  the  paragraph  ante, 
after  so  holding,  he  goes  on  to  declare  that  the  groove  should  have 
been  "  claimed."  It  may  be  mentioned  that  it  is  not  churned  in  the 
new  patent,  nor  even  alluded  to  in  the  summary  of  the  specification, 
so  collateral  is  it  to  the  invention. 

The  plaintiff  in  error  further  assigns  for  error,  in  this  portion  of 
the  charge  touching  the  groove,  the  learned  judge's  decision  against 
the  plaintiff's  right  to  claim  under  his  patent,  because  of  his  alleged 
omission  in  regard  to  the  groove ;  and  particularly  to  the  judge's  say- 
ing, that,  assuming  the  truth  of  Dr.  Jones'  deposition,  the  opinion 
of  the  court  was,  that  the  old  patent  was  "  invalid  and  inoperative  by 
reason  of  non-compliance  with  the  requisition  of  the  act  of  1793 ;  that 
it  did  not  embrace  the  groove,  which  was  essential  to  its  validity;  that 
the  new  patent  is  not  for  the  same  invention." 

Also,  the  learned  judge's  taking  from  the  jury  the  question,  which 
came  fairly  up  as  a  question  of  fact,  namely,  whether  this  mention 
of,  or  allusion  to,  the  groove  was  or  was  not  too  slight  a  description  of 
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that  part  of  the  combination  to  enable  one  skilled  as  an  engineer  to 
make  a  curve,  or  to  stand  for  a  compliance,  by  the  patentee,  with  the 
requisition  of  the  statute  touching  the  proper  description  of  the  in- 
vention. 

Also,  the  learned  judge's  deciding  it  to  be  a  matter  of  law,  and  not 
of  fact  for  the  jury,  what  the  thing  patented  in  1831  was,  when  the 
evidence  of  what  it  was  lay  not  in  a  written  paper,  which  the  judge 
could  read  and  construc,^>ut  in  parol  evidence  and  explanations  per 
testes. 

Also,  the  learned  judge's  not  giving  the  due  legal  effect  to  the  Sec- 
retary's seal  and  letters  patent,  as  primd  facie  evidence  that  the  sec- 
ond patent  legitimately  succeeded  to  the  first,  and  to  his  assuming, 
on  the  contrary,  that  it  was  incumbent  on  the  plaintiff,  and  not  on 
the  defendant,  (who  assailed  it,)  to  show  what  the  first  patent  con- 
tained, and  what  its  character  and  defects  were;  and  in  the  absence 
of  the  patent,  and  of  any  notice  or  call  for  it  by  the  defendant,  and  in 
the  absence  of  any  satisfactory  account  of  its  contents  to  the  learned 
judge,  making  the  plaintiff,  and  not  the  defendant,  responsible  for  the 
imperfectness  of  the  proofs  regarding  the  same. 

The  judge  left  nothing  to  the  jury,  as  distinctly  appeal's  in  his  sum- 
ming up,  in  regard  to  the  groove,  but  the  question  whether  Dr. 
Jones'  testimony  was  to  be  believed  or  not.  If  believed,  he  told 
the  jury  they  must  find  for  the  defendants,  the  old  patent  being  de- 
fective, in  not  embracing  the  groove,  and  the  new  patent,  which  he 
said  did  erdbrace  it,  being  therefore  for  a  different  invention  alto- 
gether. 

The  plaintiff  in  error  also  assigns  it  for  error,  that  the  learned  judge 
ruled  "  mistake,"  in  the  statute  about  amending  patents,  to  mean  in- 
advertence or  accident  only,  and  excluded  cases  of  honest  mistakes 
of  judgment. 

Mr.  Miles,  for  the  defendants  in  error,  filed  the  following  brief: 

Abstract  of  Case. 

1.  This  is  a  writ  of  error  to  the  Circuit  Court  for  the  Eastern  Dis- 
trict of  Pennsylvania.  The  plaintiff  in  the  Circuit  Court  is  the  plain- 
tiff in  error  in  this  court.  The  verdict  in  the  Circuit  Court  was  for 
the  defendants. 

2.  The  aetion  was  brought  to  recover  damages  for  an  alleged  in- 
fringement by  the  defendants  of  an  exclusive  right,  alleged  to  belong 
to  the  plaintiff,  to  make,  use,  construct,  and  vend  an  improvement 
"in  the  mode  of  turning  short  curves  ou  railroads,"  of  which  he 
claimed  to  be  the  original  inventor,  and  alleged  to  have  been  secured 
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to  him  by  letters  patent  of  the  United  States,  according  to  the  acts  of 
Congress. 

The  plaintiff  claimed  under  letters  patent,  dated  September  26th, 
1835,  which  recited  that  letters  for  the  improvement  were  granted 
to  him  on  August  23d,  1831,  but  which  were  "hereby  cancelled,  on 
account  of  a  defective  specification." 

3.  The  plaintiff  declared  on  the  letters  patent  of  September  26th, 
1835,  in  four  counts,  (only  varying  in  the  allegation  of  different  modes 
of  infringement,  namely,  making,  constructing,  selling,  and  using,) 
all  setting  forth  that  "  the  said  letters  patent  (that  is,  of  August  23d, 
1831)  were  cancelled  in  due  form  of  law,  on  account  of  a  defective 
specification." 

4.  The  defendants  pleaded  not  guilty,  gave  due  notice  to  the  plain- 
tiff, under  the  acts  of  Congress,  of  a  defense  based  upon  the  want  of 
originality  of  invention  of  the  thing  patented  on  the  part  of  the  plain- 
tiff, under  the  several  patents  of  1831  and  1835,  said  notice  including 
the  prior  use  and  knowledge  of  other  persons,  and  of  prior  printed 
and  published  descriptions  of  the  same,  &c,  and  under  such  plea  and 
notice  gave  evidence  to  the  jury. 

The  original  letters  of  the  23d  of  August,  1831,  were  not  in  evi- 
dence, they  having  been  destroyed  in  the  conflagration  of  the  Patent 
Office  in  December,  1886,  nor  was  there  any  copy  of  them  given  in 
evidence. 

Their  loss  or  destruction  having  been  proved,  secondary  evidence 
was  given  of  their  contents.  (Journal  of  Franklin  Institute,  vol.  9, 
p.  124,  No.  37;  and  by  deposition  of  Dr.  Thomas  P.  Jones.) 

The  claim  by  this  evidence,  under  the  patent  of  1831,  was  "to  the 
application  of  the  flanches  of  railroad  carriage-wheels  to  turn  short 
curvatures  upon  railroads  or  tracks,  particularly  turning  the  corners  of 
streets,  wharves,  crossings  of  tracks  or  roads,  and  passing  over  turn- 
abouts," &c.  No  mention  was  made  therein  of  the  use  of  a  groove 
upon  the  inner  circle  for  the  flanch  to  run  in,  so  as  to  enable  the 
wheel-on  the  inner  circle  to  run  on  its  tread,  without  which  there 
was  evidence  tending  to  show  that  the  whole  alleged  invention  was 
useless. 

The  claim  under  the  patent  of  1835  was  to  "  the  application  of  the 
flanches  of  the  wheels  on  one  side  of  railroad  carriages,  and  of  the 
treads  of  the  wheels  on  the  other  side,  to  turn  curves  upon  railways," 
&c, "  operating  upon  the  principles  herein  set  forth."  The  specifica- 
tion referred  to  in  this  summary  describes  the  use  of  the  flanch  run- 
ning on  the  surface  of  the  outer  rail,  and  of  the  tread  running  on  the 
inner  rail,  which  is  formed  with  a  groove  to  receive  the  flanch  of  the 
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wheel  on  the  inner  rail,  as  the  essential  parts  which,  combined  to- 
gether, form  the  improvement. 

5.  Upon  the  trial,  several  questions  of  law  and  of  fact  arose.  His 
honor,  Mr.  Justice  Baldw^,  charged  the  jury  upon  the  law,  and  left 
the  facts  falling  within  the  scope  of  the  principles  of  the  law,  as  laid 
down  by  him,  to  the  determination  of  the  jury. 

Points  of  Umd,  anting  under  the  charge,  contended  for  by  defendants. 

The  third  section  of  the  act  of  21st  February,  1793,  in  substance, 
provides  that  the  applicant  for  a  patent  shall  give  a  description,  in  full, 
clear,  and  exact  terms,  of  the  thing  invented,  and  its  modes  of  appli- 
cation. 

By  the  sixth  section  of  the  same  act,  a  defendant  in  a  suit  brought 
on  letters  patent  may  show  that  the  description  (that  is,  specification) 
does  not  contain  the  whole  truth  relative  to  his  discovery,  or  that  it 
contains  more  than  is  necessary  to  produce  the  desired  effect,  which 
concealment  or  addition  shall  fully  appear  to  have  been  made  for  the 
purpose  of  deceiving  the  public,  or  that  the  thing  secured  by  'patent 
was  not  originally  discovered  by  the  patentee,  &c. 

The  third  section  of  the  act  of  July  8, 1832,  provides,  in  substance, 
that  if  any  patent  shall  be  invalid  or  inoperative  by  reason  of  non- 
compliance with  the  terras  of  the  third  section  of  1793,  by  "  inad- 
vertence, accident,  or  mistake,"  and  "without  any  fraudulent  or  de- 
ceptive intention,"  it  may  be  lawful  for  the  Secretary  of  State,  on 
surrender  of  the  original  patent,  to  grant  a  new  patent,  on  compli- 
ance with  the  conditions  of  the  third  section  of  the  act  of  1793,  for 
the  residue  of  the  term  unexpired. 

The  thirteenth  and  fifteenth  sections  of  the  act  of  4th  July,  1836, 
which  supplied  the  former  laws  enacted  on  the  subject,  contain  in  sub- 
stance the  same  provisions  as  to  the  inoperation  of  a  patent  by  reason 
of  the  defective  description,  and  allowing  a  surrender  and  regrant 
where  the  defect  arose  from  "  inadvertency,  accident,  or  mistake,  and 
without  any  fraudulent  or  deceptive  intention." 

The  seventh  section  of  the  act  of  March  3,  1839,  provides  "  that 
every  person  or  corporation  who  has,  or  shall  have,  purchased  or  con- 
structed any  newly-invented  machine,  &c,  prior  to  the  application  by 
the  inventor,  &c,  for  a  patent,"  may  use  and  vend  it  at  all  times, 
without  liability  to  the  inventor,  or  any  person,  &c. 

Under  these  acts,  the  following  points  are  submitted  to  have  beer, 
judicially  decided: 

1.  That  where  a  patentee,  under  the  act  of  February  21, 1793,  has 
not  complied  with  the  terms  of  its  third  section,  even  through  inad 
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vertcnee,  accident,  or  mistake,  tlx-  plaintiff  cannot  recover  for  an  in- 
fringement prior  to  a  surrender  and  new  grant.  Grant  v.  Raymond, 
G  Peters,  244;  Shaw  v.  Cooper,  7  Peters,  320;  Whitney  v.  Emmett,  1 
Bald.,  303. 

2.  That  if  the  patentee,  under  the  act  of  1793,  has  not  complied 
with  the  terms  of  its  third  section,  through  fraudulent  and  deceptive 
intention,  by  the  concealmenl  of  or  addition  to  his  real  discovery, 
his  patent,  hy  the  sixth  section,  is  absolutely  void.  Grant  v.  Ray- 
mond, 8  Peters,  246,  247;  Whitney  v.  Emmett,  1  Bald.,  803. 

3.  (1.)  That  a  surrender,  under  the  act  of  1832,  and  a  new  grant, 
are  only  sustainable  where  the  defect  in  the  description  of  the  first 
patent  was  the  result  of  inadvertence,  accident,  or  mistake.  Grant 
v.  Raymond,  *!  Peters,  24<;,  -47.  (2.)  That  a  new  grant,  on  such  a 
surrender,  is  not  sustainable,  but  is  absolutely  void,  if  it  appear  thai 
the  defect  in  the  description  of  the  first  patent,  whether  of  conceal- 
ment or  addition,  was  the  result  of  a  fraudulent  and  deceptive  inten- 
tion on  the  part  of  the  patentee,  (•'!.)  That  if  a  patentee  surrendered 
his  first  patent,  and,  under  pretense  of  an  inadvertence,  accident,  or 
mistake  in  its  description,  obtained  a  new  patent,  adding  thereto  a 
new  material  or  element  of  which  he  was  not  the  original  inventor, 
and  which  is  necessary  to  make  the  thing  patented  useful,  thus  in  the 
second  patent  specifying  another  combination,  constituting  a  mode 
or  a  machine  substantially  different  from  that  described  and  claimed 
in  the  first,  it  is  fraud  in  the  patentee,  and  the  patent  is  void.  Grind 
v.  Raymond,  0  Peters,  2 is.  244;  Philadelphia  Railroad  v.  Stimpson,\\ 

Peters.  402;  Shair  v.  Coop,  ,;  7  Peters,  292. 

Note.  The  act  of  1s;!2.  (July  3d.)  authorizing  a  surrender  and  re- 
grant,  shortly  followed  the  decision  in  Grant  v.  Raymond,  6  Peters. 
(January  Term,  1832,)  and.  by  express  enactment,  provided  for  that 
which  had  before  been  allowed  by  practice  and  judicial  construction 
only. 

4.  That  an  original  patent,  as  well  as  that  granted  on  a  surrender 
of  the  tirsl  under  these  acts,  are  prim&  frieit  evidence  only  of  the  nov- 
elty and  utility  of  the  alleged  invention,  and  of  the  compliance  hy 
the  patentee  with  the  terms  of  the  several  acts  of  Congret«  entitling 
him  to  a  patent;  but  their  validity  is  examinable  in  a  judicial  pro- 
ceeding upon  any  such  patent,  part  of  the  inquiry  being  within  the 
province  of  the  court,  where  the  construction  of  written  documents  w 
to  be  made,  and  part  being  for  the  determination  of  the  jury,  where 
questions  of  fact  are  involved.  Gom*  v.  Raymond,  6  Peters,  218; 
Shaw  v.  Cooper,  7  Peters,  202;  Philadelphia  Railroad  V.  Stimpson,U 
Peters.  448;  Prouty  v.  Ru</y!es\  10  Peters.  330. 
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5.  If  a  patentee's  first  patent  be  inoperative,  for  want  of  a  full  and 
exact  description,  and  he  stands  by  for  a  long  and  unreasonable  period 
of  time,  without  surrendering  and  remedying  the  defect,  by  furnish- 
ing such  a  description  and  obtaining  a  regrant,  and  in  the  meantime 
permits  others  to  use  what  he  subsequently  claims  to  be  his  invention,' 
with  a  knowledge  of  such  use,  without  objection  or  asserting  his  right, 
this  is  evidence  from  which  a  jury  may  infer  his  acquiescence  and 
abandonment  to  the  public  as  a  matter  of  fact.  Shaw  v.  Cooper,  7 
Peters,  320-322. 

6.  Under  tho  act  of  1839,  If  the  defendants  purchased  or  constructed 
this  mode  of  turning  curves  before  the  application  for  the  patent  of 
1835,  and  this  combination  or  mode  described  in  that  patent  was  newly 
invented  by  the  patentee,  the  plaintiff  cannot  recover,  notwithstand- 
ing the  act  of  1839  was  subsequent  to  tho  dates  of  such  purchase  or  con- 
struction, and  the  patent  of  1835.    Shnc  v.  Cooper,  7  Peters,  320-322 ; 

Clara  v.  Kinasland,  1  How.,  204;  Evans  v.  Jordan,  9  Cranch,  201  < 
Note  1.  This  statute  was  intended  to  provide  expressly,  and  in 
terms,  (designating  a  specific  point  of  time,)  for  all  that  class  of  cases 
of  implied  acquiescence  and  waiver  in  favor  of  the  public,  resulting 
from  the  negligence  of  the  patentee,  by  which  judicial  construction 
held  that  the  patentee  had  no  claim  agaiust  persons  using  or  construct- 
ing the  alleged  invention  under  such  circumstances. 

Note  2.  This  action  was  brought  in  the  Circuit  Court  after  the  pas- 
sage of  the  act  of  1839,  to  wit,  at  the  October  session,  1840. 

The  charge  of  the  court  left  all  the  facts  falling  within  the  scope  of 
the  legal  principles  therein  stated  to  the  determination  of  the  jury. 

1.  "The  question  of  the  validity  of  the  new  patent  is  a  judicial  one, 
depending  on  tho  fact  of  inadvertence  or  fraud,  as  yon  shall  tind  it." 
"Yon  must  then  be  satisfied  affirmatively,"  &c.  "  The  finding  of  the 
fact  of  inadvertence  may  negative  the  fact  of  fraud,"  &c. 

2.  "It  was  then  submitted  to  the  jury,  whether,  on  the  evidence 
aforesaid,  the  omission  in  the  patent  of  1831  arose  from  inadvert- 
enve,"  &c. 

3.  "Depositions  are  considered  merely  as  oral  testimony.  A  jury 
must  decide  what  facts  are  proved  by  them ;  •  •  •  a  mixed  ques- 
tion of  law  and  fact:  of  law,  so  far  as  depends  on  written,  and  of  fact, 
as  to  parol,  evidence,"  &c. 

4.  "It  is  for  you  to  say  whether  you  will  take  the  evidence  as  we 
do.  If  you  discredit  it,  in  whole  or  in  part,  you  will  find  accordingly." 

Mr.  Justice  M'Leax  delivered  tho  opinion  of  the  court. 

The  plaintiff  brought  an  action  against  the  defendant  for  an  in- 
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fringement  of  his  patent  for  a  "  new  and  useful  improvement  in  the 
mode  of  turning  short  curves  on  railroads."  The  questions  for  decis- 
ion arise  on  exceptions  to  the  charge  of  the  court  to  the  jury.  And 
here  it  may  be  proper  to  remark  that  the  exceptions  are  to  the  charge 
as  published  at  length,  and  not  to  the  points  ruled  by  the  court,  as  is 
the  correct  practice.  Under  the  peculiar  circumstances  of  this  case, 
the  court  will  not  dismiss  the  writ  ot  error  upon  this  ground,  but  it  is 
expected  that  a  different  course  will  hereafter  be  pursued. 

On  the  21st  of  August,  1831,  the  plaintiff  obtained  a  patent  for  an 
invention  or  improvement  in  the  application  of  the  flanches  of  the 
wheels  on  one  side  of  railroad  carriages,  and  of  the  treads  of  the 
wheels  on  the  other  side,  to  turn  short  curves  upon  railroads.  The 
specification  of  this  patent  being  defective,  it  was  surrendered  the 
26th  of  September,  1835,  and  a  renewed  one  obtained,  in  order,  as 
proved,  "  to  limit  and  confine  it  to  the  turning  short  curves  in  streets, 
&c,  by  leaving  out  certain  matters  in  it  respecting  the  crossing  of 
tracks  or  roads,  and  the  passing  over  turnabouts,  and  to  define  the 
subject-matter  of  the  patent  more  clearly,  without  its  being  necessary 
to  refer  to  that,  simultaneously  obtained,  for  forming  or  using  cast  or 
wrought  iron  plates,"  &c. 

In  his  charge,  the  judge  said  to  the  jury:  "  It  clearly  appears  that 
the  defendants  constructed  their  railroad  with  the  plaintiff's  curves, 
in  1834,  one  year  or  more  before  the  plaintiff's  application  for  his 
renewed  patent;  consequently,  they  may  continue  its  use,  without 
liability  to  the  plaintiff" 

The  patent  was  surrendered,  and  a  new  one  obtained,  under  the 
third  section  of  the  "Act  concerning  Tatents,"  of  the  3d  of  July. 
1832,  and  the  correctness  of  the  above  opinion  is  to  be  ascertained  by 
a  reference  to  the  proviso  of  that  section.  It  is  there  declared :  "  No 
public  use  or  privilege  of  the  invention  so  patented,  derived  from  or 
after  the  grant  of  the  original  patent,  either  under  any  special  license 
of  the  inventor,  or  without  the  consent  of  the  patentee  that  there  shall 
be  a  free  public  use  thereof,  shall,  in  any  manner,  prejudice  his  right 
of  recovery  for  any  use  or  violation  of  his  invention,  after  the  grant 
of  such  new  patent  as  aforesaid." 

The  charge  of  infringement,  in  the  declaration,  is  laid  some  yean; 
after  the  new  patent ;  so  that  the  question  does  not  arise,  whether  an 
action  could  be  sustained  for  a  violation  of  the  right  prior  to  the  cor- 
rected patent.  The  above  proviso  would  seem  to  be  susceptible  of 
but  one  construction,  and  that  is,  that  the  patentee  may  sustain  an  ac- 
tion "  for  any  use  or  violation  of  his  invention  after  the  grant  of  a 
new  patent."   Now,  it  is  plain  that  no  prior  use  of  the  defective  pat- 
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ent  can  authorize  the  use  of  the  invention  after  the  emanation  of  the 
renewed  patent  under  the  above  section.  To  give  to  the  patentee  the 
fruits  of  his  invention,  was  the  object  of  the  provision ;  and  this  ob- 
ject would  be  defeated,  if  a  right  could  be  founded  on  a  use  subse- 
quent to  the  original  patent,  and  prior  to  the  renewed  one. 

The  thirteenth  section  of  the  act  of  the  4th  of  July,  183G,  which 
remodelled  the  Patent  Law  in  this  respect,  made  no  material  change 
in  the  act  of  1832.  The  words  in  the  latter  act  are:  "And  the  pat- 
ent so  reissued,  together  with  the  corrected  description  and  specifica- 
tion, shall  have  the  same  effect  and  operation  in  law,  on  the  trial  of 
all  actions  hereafter  commenced,  for  causes  subsequently  accruing,  as 
though  the  same  had  been  originally  filed  in  such  corrected  form,  be- 
fore the  issuing  out  of  the  original  patent."  Now,  any  person  using 
an  invention  protected  by  a  renewed  patent,  subsequently  to  the  date 
of  this  act,  is  guilty  of  an  infringement,  however  long  he  may  have 
used  the  same  after  the  date  of  the  defective  and  surrendered  patent. 

The  Circuit  Court  relied  upon  the  seventh  section  of  the  act  of  the 
3d  of  March,  1839,  as  sustaining  their  construction  in  regard  to  the 
use  of  the  invention  after  the  renewed  patent.  But  that  section  has 
exclusive  reference  to  an  original  application  for  a  patent,  and  not  to 
a  renewal  of  it.  We  think  the  court  erred  in  their  instruction  to  the 
jury,  above  stated. 

In  their  charge,  the  court  said :  "  The  use  of  grooves  was  not  claim- 
ed, and  was  no  part  of  the  thing  patented  in  1831,  for  turning  short 
curves,  but  was  a  part  of  the  thing  patented  in  1835."  "That  it 
was  an  essential  part  of  the  invention."  And  further,  "  in  taking  the 
statement "  of  Dr.  Jones,  "  as  proof  of  the  facts  there  existing,  our 
opinion  is,  that,  connected  with  the  publication  in  the  Journal  of  the 
Frauklin  Institute,  in  1832,  when  the  matter  was  fresh  in  his  recol- 
lection, and  the  specification  in  the  new  patent,  the  old  one  was  in- 
valid and  inoperative,  by  reason  of  non-compliance  with  the  requisites 
of^the  act  of  1793;  that  it  did  not  embrace  the  groove,  which  was 
essential  to  its  validity;  that  the  new  patent  is  not  the  same  inven- 
tion, and  that  the  plaintiff  has  not  made  out  a  case  of  such  *  inadvert- 
ence, accident,  or  mistake,'  as  justified  the  issue  of  the  new  patent, 
inasmuch  as  it  appears,  from  the  patent  for  [dates  on  railroads,  issued 
at  the  same  time  with  the  one  for  short  curves,  that  he  had  known 
and  described  the  grooves." 

The  original  patent,  as  proved  by  Dr.  Jones,  was  burnt  with  the 
Patent  Office,  and  no  part  of  the  specifications  is  preserved,  except 
that  which  was  published  by  the  witness  in  the  Franklin  Journal. 
That  publication  does  not  purport  to  give  the  whole  of  the  specifica- 
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(ions,  and,  consequently,  tho  claim  is  not  limited  by  the  notice  in  that 
journal.  Doctor  .Tones,  speaking  of  the  patent  issued  in  1831,  says: 
"The  main  defect,  in  my  judgment,  of  the  original  specifications  in 
the  patent  for  turning  short  curves,  was  the  omission  of  the  mention 
of  the  groove  in  the  inner  rail.  I  believe*  however,  that  it  was  al- 
luded to  in  tho  specifications,  but  the  description  of  it  was  contained 
principally,  if  not  wholly,  in  the  specification  of  the  patent  for  form- 
ing and  using  cast-iron  Of  wrought  plates,"  t\e. 

That  there  was  a  defect  in  regard  to  the  groove*  in  the  specifica- 
tions of  the  first  patent,  is  shown,  and.  also,  that  the  patent  was  sur- 
rendered in  order  to  remedy  that  defect.  But  w  hether  this  vitiated 
the  patent,  is  not  a  question  in  this  case,  as  it  docs  not  affect  the  right 
now  asserted,  if  the  first  patent  were  void.  Whether  the  new  patent 
was  substantially  for  a  diffcrenl  invention  from  the  first  one,  was  a 
question  for  the  jury  on  the  evidence.  But  the  court  ruled  this  point, 
withdrawing  the  facts  from  the  jury.  The  witness  thinks  "that  h 
the  first  patent  the  grooves  were  alluded  to,"  but  the  terms  used  are 
not  recollected  by  him;  and.  as  the  patent  has  been  burnt,  they  can- 
not now  he  proved.  We  think  the  Circuit  Court  erred  in  not  leaving 
the  jury  to  act  upon  the  facts,  as  regards  the  ditl'erence  between  the 
original  and  the  renewed  patent.  On  the  tacts,  w  e  should  draw  a  dif- 
ferent conclusion  from  that  which  w  as  given  to  the  jury  by  the  Cir- 
cuit Court.  An  allusion  to  the  grooves  in  this  specification,  as  more 
particularly  described  in  the  other  patent,  would*  at  least,  show  the 
intention  of  the  patentee,  if  it  did  not  make  good  bis  patent. 

By  the  thirteenth  section  of  the  act  of  1836,  "if  the  patent  shall  he 
inoperative  or  invalid,  by  reason  of  u  defective  or  insufficient  descrip- 
tion or  specification,"  &c.,  "if  the  error  has  or  shall  have  arisen  bv 
inadvertency, accident,  or  mistake,  and  w  ithout  any  fraudulent  or  de- 
ceptive intcution.it  shall  be  lawful"  to  surrender  it,  &c.  Now, as  in 
granting  the  renewed  patent,  the  officers  of  the  government  act  under 
the  above  provisions,  their  decisions  most,  at  least,  be  considered*^ 
primd  fan*  evidence  that  the  claim  for  a  renewal  was  within  the  stat- 
ute. JJut  this  would  not  be  conclusive  against  fraud  in  the  surrender 
and  renewal,  w  hich,  on  the  evidence,  would  be  a  matter  for  thejurv. 
And  we  suppose  that  the  inquiry  in  regard  to  the  surrender  if  limited 
to  the  fairness  of  the  transaction,  lu  whatever  manner  the  mistake 
or  inadvertence  may  have  occurred,  i*  immaterial.  The  action  of  the 
government,  renewing  the  patent,  must  be  considered  as  closing  tb> 
point,  and  as  leaving  open  for  inquiry,  before  the  court  and  jury,  the 
question  of  fraud  only. 

The  judgment  of  the  Circuit  Court  is  reversed,  and  the  cause  re- 
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manded  to  that  court,  with  instructions  to  award  a  venire  facias  de 
noro. 


James  G.  Wilson,  plaintiff,  v.  Lewis  Rousseau  and  Charles 

Easton. 

(4  Howard,  646.) 

1.  The  eighteenth  section  of  the  Patent  Act  of  1836  authorized  the  extension  of 

a  patent  on  the  application  of  the  executor  or  administrator  of  a  deceased 
patentee. 

2.  Such  an  extension  does  not  inure  to  the  benefit  of  assignees  under  the  original 

patent,  but  to  the  benefit  of  the  administrator,  (when  granted  to  an  adminis- 
trator,) in  his  capacity  as  such.  But  those  assignees  who  were  in  the  use  of  the 
patented  machine  at  the  time  of  the  renewal  have  still  a  right  to  use  it. 

3.  The  extension  could  be  applied  for  and  obtained  by  the  administrator,  although 

the  original  patentee  had,  In  Ids  lifetime,  disposed  of  all  his  interest  in  the 
then  existing  patent.  Such  sale  did  not  carry  anything  beyond  the  term  of 
the  original  patent. 

4.  A  covenant  by  the  patentee,  made  prior  to  the  law  authorizing  extensions,  that 

the  covenantee  should  have  the  benefit  of  any  improvement  in  the  machinery, 
or  alteration  or  renewal  of  the  patent,  did  not  include  the  extension  by  an 
administrator,  under  the  act  of  1836.  It  must  be  construed  to  include  only 
renewal*  obtained  upon  the  surrender  of  a  patent  on  account  of  a  defective 
specification.  Parties  to  contracts  look  to  established  and  general  laws,  and 
not  to  special  acts  of  Congress. 

5.  A  plaintiff,  therefore,  who  claims  under  an  assignment  from  the  administrator. 

can  maintain  a  gnit  against  a  person  who  claims  under  the  covenant. 
0.  An  assignee  of  an  exclusive  right  to  use  two  machines  within  a  particular  dis- 
trict, can  maintain  an  action  for  an  Infringement  of  the  patent  within  that 
district,  even  against  the  patentee. 

7.  In  the  case  of  Woodworth's  planing-maehlnc,  the  patent  granted  to  the  admin- 

istrator was  founded  upon  a  sufficient  specification  and  proper  drawings,  and 
is  valid. 

8.  The  decision  of  the  Board  of  Commissioners,  to  whom  the  question  of  renewal 

is  referred,  by  the  act  of  1830,  is  not  conclusive  upon  the  question  of  their 
.  jurisdiction  to  act  in  a  given  case. 

9.  The  Commissioner  of  Patents  can  lawfully  receive  a  surrender  of  letters  pateut 

for  a  defective  specification,  and  Issue  new  letters  pateut  upon  an  amended 
specification,  after  the  expiration  of  the  terra  for  which  the  original  patent 
was  granted,  and  pending  the  existence  of  an  extended  term  of  seven  years. 
Such  surrender  and  renewal  may  be  made  at  any  time  during  such  extended 
term. 

i 

This  case  and  the  three  subsequent  ones,  namely,  Wilson  v.  Tur- 
ner, Simpson  et  nL  v.  Wilson,  and  Woodioorth  ft  Bunn  v.  Wilson,  were 
argued  together,  being  known  as  the  patent  cases.  Many  of  the  points 
of  law  involved  were  common  to  them  all,  and  those  which  were 
fully  argued  in  the  first  case  which  came  up  were  but  incidentally 
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touched  in  the  discussion  of  the  subsequent  cases.  They  all  related 
to  the  rights  which  were  derived  under  a  patent  for  a  planing  machine 
taken  out  by  Woodworth,  and  renewed  and  extended  by  his  admin- 
istrator. The  validity  of  the  original  patent  was  questioned  only  in 
one  ease,  namely,  that  which  camo  from  Kentucky,  which  was  the 
last  argued.  There  were  four  cases  in  all,  namely,  one  from  New 
York,  one  from  Maryland,  one  from  Louisiana,  and  one  from  Ken- 
tucky. In  the  course  of  the  argument,  counsel  referred  indiscrimi- 
nately to  the  four  records,  as  some  documents  were  in  one  which  were 
not  to  be  found  in  another. 

The  cases  will  be  taken  up  and  reported  seriatim,  aud  the  docu- 
ments which  are  cited  in  the  first  will  not  be  repeated  in  the  others. 

The  lirst  in  order  was  the  case  from  New  York,  the  titling  of  which 
is  given  at  the  head  of  this  report. 

It  came  up  from  the  Circuit  Court  of  the  United  States  for  the 
Northern  District  of  New  York,  on  a  certificate  of  division  in  opin- 
ion. 

On  the  26th  of  November,  1828,  William  Woodworth  presented 
the  following  petition  : 

11  To  the  Hon.  Henry  Clay,  Secretary  of  State  of  the  United  States. 

"The  petition  of  William  Woodworth,  of  the  city  of  Hudson,  in 
the  county  of  Columbia,  and  State  of  New  York,  respectfully  repre- 
sents : 

"That  your  petitioner  has  invented  a  new  and  improved  method 
of  planing,  tonguing,  grooving,  and  cutting  into  mouldings,  or  either 
plank,  boards,  or  any  other  material,  and  for  reducing  the  same  to 
an  equal  width  and  thickness,  and  also  for  facing  and  dressing  brick, 
and  cutting  mouldings  on  or  facing  metallic,  mineral,  or  other  sub- 
stances, not  known  or  used  before  the  application  by  him,  the  advan- 
tages of  which  he  is  desirous  of  securing  to  himself  and  his  legal 
representatives.  He  therefore  prays  that  letters  patent  of  the  United 
States  may  be  issued,  granting  unto  your  petitioner,  his  heirs,  admin- 
istrators, or  assigns,  the  full  and  exclusive  right  of  making,  construct- 
ing, using,  and  vending  to  others  to  be  used  his  aforesaid  new  and 
improved  method,  agreeably  to  the  acts  of  Congress  in  such  case  made 
and  provided;  your  petitioner  having  paid  thirty  dollars  into  the 
treasury  of  the  United  States,  and  complied  with  the  other  provisions 
of  the  said  acts.  William  Woodworth. 

"November  20,  1828." 

On  the  4th  of  December,  1828,  Woodworth  executed  to  James 
Strong  the  following  assignment : 
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"Whereas  I,  William  Woodworth,  of  the  city  of  Hudson,  in  the 
State  of  New  York,  heretofore,  to  wit,  on  the  13th  day  of  Septem- 
ber, 1828,  assigned  and  transferred,  for  a  legal  and  valuable  consider- 
ation, the  one  equal  half  of  all  my  right,  title,  claim,  and  interest  in 
and  to  the  invention  or  improvement  mentioned  and  intended  in  the 
foregoing  petition,  oath,  and  specification,  to  James  Strong,  of  the 
city  of  Hudson ; 

"  And  whereas,  also,  the  subjoined  assignment  is  intended  only  to 
convey  and  assign  the  same  interest  transferred  and  assigned  in  the 
assignment  of  the  13th  of  September  above  mentioned,  without  any 
prejudice  to  ray  one  equal  half  part  of  said  invention  or  improvement, 
which  is  expressly  reserved  to  myself  and  my  legal  representatives: 

M  Now,  know  all  men,  that  I,  the  said  William  Woodworth,  for  and 
in  consideration  of  the  sum  of  ten  dollars,  and  other  valuable  con- 
siderations me  moving,  have,  and  do  hereby,  for  myself  and  legal 
representatives,  give,  assign,  transfer,  and  assure  to  the  said  James 
Strong  and  his  legal  representatives  the  one  full  and  equal  half  of 
all  my  right,  title,  interest,  and  claim  in  and  to  my  new  and  improved 
method  of  planing,  tonguing,  grooving,  and  cutting  into  mouldings, 
either  plank,  boards,  or  any  other  material,  and  for  reducing  the  same 
to  an  equal  width  and  thickness,  and  also  for  facing  and  dressing 
brick,  and  cutting  mouldings  on  or  facing  metallic,  mineral,  or  other 
substances,  mentioned  and  intended  to  be  secured  by  the  foregoing 
petition,  oath,  and  specification,  together  with  all  the  privileges  and 
immunities,  as  full}*  and  absolutely  as  I  do  or  shall  enjoy  or  possess 
the  same;  to  have  and  to  hold  and  enjoy  the  same,  to  the  said  James 
Strong  and  his  legal  representatives,  do  or  may. 

"In  witness  whereof,  I  have  hereunto  set  my  hand  and  seal,  the 
4th  day  of  December,  1828. 

"William  Woodworth.  [seal.] 
"Witnesses:  Henry  Everts,  David  Gleason." 

On  the  6th  of  December,  1828,  Woodworth  took  the  following 
oath: 

"State  of  New  York,  Renssebiei'  County,  ss.: 

"  On  this  sixth  day  of  December,  A.  D.  1828,  before  the  subscriber, 
a  justice  of  the  peace  in  and  for  the  county  of  Rensselaer  aforesaid, 
personally  appeared  the  aforesaid  William  Woodworth,  and  made 
solemn  oath,  according  to  law,  that  he  verily  believes  himself  to  be 
the  true  and  original  inventor  of  the  new  and  improved  method, 
above  described  and  specified,  for  planing,  tonguing,  grooving,  and 
cutting  into  mouldings,  or  either  plank,  boards,  or  any  other  mate- 
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rial,  and  for  reducing  the  same  to  an  equal  width  and  thickness,  and 
also  for  facing  and  dressing  brick,  and  cutting  mouldings  on  or  fa- 
cing metallic,  mineral,  or  other  substances ;  and  that  he  is  a  citizen  of 
the  United  States. 

"John  Thomas,  Justice  of  the  Peace." 

The  above  documents  appear  to  be  recorded  in  the  third  volume 
of  Transfers  of  Patent-Rights,  pages  155, 156,  in  the  Patent  Office  of 
the  United  States. 

On  the  27th  of  December,  1828,  a  patent  was  issued  as  follows : 

«  Letters  Patent  to  W.  Woodworth.  The  United  States  of  America 
to  all  to  whom  these  letters  patent  shall  come: 

"Whereas,  William  Woodworth,  a  citizen  of  the  United  States, 
hath  alleged  that  he  has  invented  a  new  aud  useful  improvement  in 
the  method  of  planing,  tonguing,  grooving,  and  cutting  into  mould- 
ings, or  either  plank,  boards,  or  any  other  material,  and  for  reducing 
the  same  to  an  equal  width  and  thickness,  and  also  for  facing  aud 
dressing  brick,  and  cutting  mouldings  on  or  facing  metallic,  mineral, 
or  other  substances,  which  improvements,  he  states,  have  not  been 
known  or  used  before  his  application ;  hath  made  oath  that  he  does 
verily  believe  that  he  is  the  true  inventor  or  discoverer  of  the  said 
improvement ;  hath  paid  into  the  treasury  of  the  United  States  the 
sum  of  thirty  dollars,  delivered  a  receipt  for  the  same,  and  presented 
a  petition  to  the  Secretary  of  State,  signifying  a  desire  of  obtaining 
an  exclusive  property  in  the  said  improvements,  and  praying  that  a 
patent  may  be  granted  for  that  purpose :  These  arc,  therefore,  to  grant, 
according  to  law,  to  the  said  William  Woodworth,  his  heirs,  admin- 
istrators, or  assigns,  for  the  term  of  fourteen  years  from  the  27th  of 
December,  1828,  the  full  and  exclusive  right  and  liberty  of  making, 
constructing,  using,  and  vending  to  others  to  be  used  the  said  im- 
provement, a  description  whereof  is  given,  in  the  words  of  the  said 
William  Woodworth  himself,  in  the  schedule  hereto  annexed,  aud  is 
made  a  part  of  these  presents. 

"  In  testimony  whereof,  I  have  caused  these  letters  to  be  made  pat- 
ent, and  the  seal  of  the  United  States  to  be  hereunto  affixed. 

"  Given  under  my  hand,  at  the  city  of  Washington,  this  27th  day 
of  December,  in  the  year  of  our  Lord  1828,  and  of  the  independence 
of  the  United  States  of  America  the  fifty-third. 

[seal]  "(Signed,)  J.  Q.  Adams. 

"By  the  President. 

"(Signed,)         H.  Clay,  Secretary  of  State." 
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Certificate  of  William  Wirt,  Attorney- General  of  the  United  States. 

"City  of  Washington,  to  wit: 

"  I  do  hereby  certify,  that  the  foregoing  letters  patent  were  deliv- 
ered to  me  on  the  27th  day  of  December,  in  the  year  of  our  Lord 
1828,  to  be  examined ;  that  I  have  examined  the  same,  and  find  them 
conformable  to  law :  and  I  do  herebv  return  the  same  to  the  Secre- 
tary  of  State,  within  fifteen  days  from  the  date  aforesaid,  to  wit,  on 
this  27th  day  of  December,  in  the  year  aforesaid. 

"  William  Wirt, 
"  Attorney- Greneral  of  the  United  States" 

Schedule. 

"  The  schedule  referred  to  in  these  letters  patent,  and  making  part 
of  the  same,  containing  a  description,  in  the  words  of  the  said  Wil- 
liam Woodworth  himself,  of  his  improvement  in  the  method  of  plan- 
ing, tonguing,  grooving,  and  cutting  into  mouldings,  or  either  plank, 
boards,  or  any  other  material,  and  for  reducing  the  same  to  an  equal 
width  and  thickness,  and  also  for  facing  and  dressing  brick,  and  cut- 
ting mouldings  on  or  facing  metallic,  mineral,  or  other  substances. 

"  The  plank,  boards,  or  other  material,  being  reduced  to  a  width 
by  circular  saws  or  friction-wheels,  as  the  case  may  be,  is  then  placed 
on  a  carriage,  resting  on  a  platform,  with  a  rotary  cutting-wheel  in 
the  center,  either  horizontal  or  vertical  The  heads  or  circular  plates, 
fixed  to  an  axis,  may  have  one  of  the  heads  movable,  to  accommodate 
any  length  of  knife  required;  the  knife  fitted  to  the  head  with  screws 
or  bolts,  or  the  knives  or  cutters  for  moulding,  fitted  by  screws  or  bolts 
to  logs,  connecting  the  heads  of  the  cylinder,  and  forming,  with  the 
edges  of  the  knive  or  cutters,  a  cylinder.  The  knives  may  be  placed 
in  a  line  with  the  axis  of  the  cylinder,  or  diagonally.  The  plank  or 
other  material,  resting  on  the  carriage,  may  be  set  so  as  to  reduce  it 
to  any  thickness  required ;  and  the  carriage,  moving  by  a  rack  and 
pinion,  or  rollers,  or  any  lateral  motion,  to  the  edge  of  the  knives  or 
cutters  on  the  periphery  of  the  cylinder  or  wheel,  reduces  it  to  any 
given  thickness.  After  passing  the  planing  and  reducing  wheel,  it 
then  approaches,  if  required,  two  revolving  cutter-wheels,  one  for  cut- 
ting the  groove,  and  the  other  for  cutting  the  rabbets  that  form  the 
tongue ;  one  wheel  is  placed  directly  over  the  other,  and  the  lateral 
motion  moving  the  plank  or  other  material  between  the  grooving 
and  rabbeting  wheels,  so  that  one  edge  has  a  groove  cut  the  wholo 
length,  and  the  other  edge  a  rabbet  cut  on  each  side,  leaving  a  tongue 
to  match  the  groove.  The  grooving-wheel  is  a  circular  plate,  fixed 
on  au  axis,  with  a  number  of  cutters  attached  to  it,  to  project  beyond 
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the  periphery  of  the  plate,  so  that  when  put  in  motion  it  will  perform 
a  deep  cut  or  groove,  parallel  with  the  face  of  the  plank  or  other  ma- 
terial. The  rahbeting-wheel,  also  of  similar  form,  having  a  number 
of  cutters  on  each  side  of  the  plate,  projecting  like  those  on  the  groov- 
ing-wheel,  cuts  the  rabbet  on  the  side  of  the  edge  of  the  plank,  and 
leaves  the  tongue  or  match  for  the  groove.  By  placing  the  planing- 
wheel  axis  and  cutter-knives  vertical,  the  same  wheel  will  plane  two 
planks  or  other  material  in  the  same  time  of  one,  by  moving  the 
plank  or  other  material  opposite  ways,  and  parallel  with  each  other, 
against  the  periphery  of  the  planing  or  moulding  wheel.  The  groove 
and  tongue  may  be  cut  in  the  plank  or  other  material  at  the  same 
time,  by  adding  a  grooving  and  rabbeting  wheel. 

"Said  "William  Woodworth  does  not  claim  the  invention  of  circu- 
lar saws  or  cutter-wheels,  knowing  they  have  long  been  in  use ;  but 
he  claims  as  his  invention  the  improvement  and  application  of  cutter 
or  planing  wheels  to  planing  boards,  plank,  timber,  or  other  material ; 
also  his  improved  method  of  cutters  for  grooving  and  tonguing,  and 
cutting  mouldings  on  wood,  stone,  iron,  metal,  or  other  material,  and 
also  for  facing  and  dressing  brick ;  as  all  the  wheels  may  be  used 
single  and  separately  for  moulding,  or  any  other  purpose  before  in- 
dicated. He  also  claims,  as  his  improved  method,  the  application  of 
circular  saws  for  reducing  lioor-plank  and  other  materials  to  a  width. 

"Dated  Troy,  December  4, 1828. 

"William  Woodworth. 
"Witnesses:  IIenry  Everts,  D.  S.  Gleason." 

On  the  25th  of  April,  1829,  one  Uri  Emmons  obtained  a  patent  for 
a  new  and  useful  improvement  in  the  mode  of  planing  floor-plank, 
and  grooving  and  tonguing  and  straightening  the  edges  of  the  same, 
planing  boards,  straightening  and  planing  square  timber,  &c,  by  ma- 
chinery, at  one  operation,  called  the  cylindrical  planing  machine; 
the  said  letters  patent,  and  specification  attached  thereto,  being  in 
the  following  words  and  figures : 

Uri  Emmons'  Patent. 

"United  States  of  America  to  all  to  whom  these  letters  patent  shall 

come: 

"  Whereas,  Uri  Emmous,  a  citizen  of  the  United  States,  hath  alleg- 
ed that  he  has  invented  a  new  and  useful  improvement  in  the  mode 
of  planing  floor-plank,  and  grooving  and  tonguing  the  edges  of  the 
same,  planing  boards,  straightening  and  planing  square  timber,  &c., 
by  machinery,  at  one  operation,  called  *  the  cylindrical  planing  ma- 
chine,' which  improvement,  he  states,  has  not  been  known  or  used 
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before  his  application ;  hath  made  oath  that  he  does  verily  believe  that 
he  is  the  true  inventor  or  discoverer  of  the  said  improvement;  hath 
paid  into  the  treasury  of  the  United  States  the  sum  of  thirty  dollars, 
delivered  a  receipt  for  the  same,  and  presented  a  petition  to  the  Sec- 
retary of  State,  signifying  a  desire  of  obtaining  an  exclusive  property 
in  the  said  improvement,  and  praying  that  a  patent  may  be  granted 
for  that  purpose:  These  are,  therefore,  to  grant,  according  to  law,  to 
the  said  Uri  Emmons,  his  heirs,  administrators,  or  assigns,  for  the 
term  of  fourteen  years  from  the  twenty-fifth  day  of  April,  one  thou- 
sand eight  hundred  and  twenty-nine,  the  full  and  exclusive  right  and 
liberty  of  making,  constructing,  using,  and  vending  to  others  to  be 
used  the  said  improvement,  a  description  whereof  is  given,  in  the 
words  of  the  said  Uri  Emmons  himself,  in  schedule  hereto  annexed, 
and  is  made  a  part  of  these  presents. 

"In  testimony  whereof,  I  have  caused  these  letters  to  be  made  pat- 
ent, and  the  seal  of  the  United  States  to  be  hereunto  affixed. 

"  Given  under  my  hand,  at  the  city  of  Washington,  this  twenty-fifth 
day  of  April,  in  the  year  of  our  Lord  one  thousand  eight  hundred 
and  twenty-nine,  and  of  the  independence  of  the  United  States  of 
America  the  fifty-third. 

[seal.]  "(Signed,)  Andrew  Jackson. 

"By  the  President. 

"  (Signed,)      M.  Van  Buren." 

"  City  of  Washington,  to  xcit : 

"  I  do  hereby  certify  that  the  foregoing  letters  patent  were  deliv- 
ered to  me  on  the  twenty-fifth  day  of  April,  in  the  year  of  our  Lord 
one  thousand  eight  hundred  aud  twenty-nine,  to  be  examined ;  that 
I  have  examined  the  same,  and  find  them  conformable  to  law ;  and 
I  do  hereby  return  the  same  to  the  Secretary  of  State,  within  fifteen 
days  from  the  date  aforesaid,  to  wit,  on  the  twenty-fifth  day  of  April, 
in  the  year  aforesaid. 

'(Signed,)  J.  Macpherson  Berrien, 

"Attorney- General  of  the  United  States" 

Schedule. 

"The  schedule  referred  to  in  these  letters  patent,  and  making  part 
of  the  same,  containing  a  description,  in  the  words  of  the  said  Uri 
Emmons  himself,  of  his  improvement  in  the  mode  of  planing  floor- 
plank,  and  grooving  and  tonguiug  and  straightening  the  edges  of 
the  same,  planing  boards,  straightening  and  planing  square  timber, 
&c,  by  machinery,  at  one  operation,  called  the  cylindrical  planing 
machine. 
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"  The  machinery  for  the  improvement  consists — 
"  1st.  Of  a  frame  of  wood  or  metal. 

"  2d.  Of  the  gear  and  fixtures  combined  and  connected  together  for 
the  above-named  operation,  the  principle  of  which  consists  in  run- 
ning the  plank,  boards,  or  timber  over,  under,  or  at  the  sides  of  a 
cylinder  of  wood  or  metal,  on  which  knives  are  placed,  straight  or 
spiral,  with  their  edges  exactly  corresponding  with  each  other,  having 
from  two  to  twelve  knives  or  edges ;  also  burrs  or  saws,  similar  to 
those  used  for  cuttiug  teeth  in  brass  wheels,  to  groove  and  tongue 
the  edge  of  the  boards  or  plank  as  they  pass  through  between  rollers, 
or  on  a  carriage,  by  the  surface  of  the  cylinder.  The  shape,  form,  and 
construction  of  the  above  principle  may  be  varied  in  shape  and  posi- 
tion, dimensions,  &c,  still  the  same  in  substance, — the  same  principle 
producing  the  same  effect  I  have,  by  experimental  operation,  found 
that  the  following  mode,  in  form,  is  the  best  : 

"  1st.  A  frame  composed  of  two  pieces  of  timber,  from  twelve  to 
eighteen  feet  long,  about  six  to  ten  inches  broad,  placed  about  fifteen 
inches  apart,  framed  together  with  four  girths,  one  at  each  end,  and 
at  equal  distances  from  the  center,  and  flush  with  the  under  side. 
This  frame  is  supported  by  posts  of  a  proper  length,  framed  into  the 
uuder  side  of  the  above  pieces  of  timber,  and  braced  so  as  to  be  of 
sufficient  strength  to  maintain  the  operative  posts.  There  is  placed 
a  roller  in  the  center,  of  metal  or  hard  wood,  across  the  frame,  the 
surface  of  the  roller  being  even  with  the  surface  of  the  frame ;  directly 
above  and  parallel  with  this  roller  is  hung  the  cylinder,  with  two  or 
four  spiral  edges  or  knives,  six  to  ten  inches  diameter,  and  hung  on 
a  cast-steel  arbor,  resting  in  movable  boxes  attached  to  the  sides  of 
the  frame,  so  as  to  set  the  cylinder  up  and  down  from  the  roller,  to 
give  the  thickness  of  the  timber  to  be  planed.  On  each  side  of  the 
cylinder  is  placed  a  pair  of  feeding-rollers,  of  hard  wood  or  metal, 
the  uuder  one  of  each  pair  being  level  with  the  center  one.  The  up- 
per ones  are  hung  in  boxes,  which  are  pressed  down  with  springs  or 
weights,  so  that,  when  the  timber  comes  between  them,  they  will  hug 
and  cany  it  through.  These  rollers  are  connected  and  turned  by 
wheels,  at  a  velocity  of  about  twelve  feet  surface  of  the  roller  per 
minute ;  the  cylinder,  with  two  edges,  to  make  about  two  thousand, 
five  hundred  revolutions  per  minute,  cutting  five  thousand  strokes 
even*  twelve  feet.  This  can  be  varied,  according  to  the  number 
of  edges,  power,  and  velocity  of  the  different  parts.  The  power 
is  attached  to  the  cylinder  by  a  bolt  running  on  a  pulley,  on  the  out- 
ward end  of  the  cylinder  shaft.    Each  way  from  the  feeding-rollers 
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is  placed  rollers,  about  two  feet  apart,  for  the  timber  to  rest  on  while 
running  through.  On  one  side  of  the  frame  is  fastened  a  straight 
edge,  to  serve  as  a  guide,  lined  with  metal ;  on  the  other  side,  rollers 
are  placed  in  a  piece  of  timber,  which  is  pressed  up  to  the  plank  or 
board,  to  keep  it  close  to  the  guide  or  straight  edge,  by  a  spring.  The 
grooving  and  tonguing  is  done  by  burrs  or  circular  cutters  similar  to 
a  saw;  these  burrs  are  hung  on  perpendicular  spindles,  the  arbors  of 
which  rest  in  boxes  attached  to  the  inward  side  of  the  frame,  a  burr 
on  one  side  to  cut  the  groove,  and  on  the  other  is  placed  two  burrs, 
just  as  far  apart  as  the  thickness  of  the  above  one,  for  cutting  the 
groove.  At  or  near  one  end  of  the  frame  is  hung  a  shaft,  with  a 
drum  or  roller,  from  which  belts  pass  over  to  pulleys  on  each  spindle 
of  the  burrs  or  circular  cutters,  which  must  have  about  the  same 
velocity  of  the  cylinder.  These  burrs  are  placed  on  one  side  of  the 
cylinder,  opposite  to  each  other,  so  as  to  cut  the  tongue  to  match  the 
groove ;  on  the  other  side  of  the  cylinder  is  an  arbor  parallel  with 
the  cylinder,  on  which  is  placed  circular  cutters,  for  planing  the  edges 
of  the  board  or  plank  as  they  pass  through.  The  cutter  on  the  side 
next  to  the  guide  is  stationary  on  the  arbor ;  the  opposite  one  is  mov- 
able in  the  arbor,  but  fastened  with  screws,  to  set  it  for  different  widths. 
A  belt  runs  from  a  pulley  on  the  end  of  the  arbor,  outside  the  frame, 
to  the  said  drum,  as  also  the  same  from  the  cylinder,  each  having 
about  the  same  motion.  The  feeding-rollers  are  put  in  motion  by  a 
belt  from  the  slow  part  of  the  driving  power.  I  have  also  put  in 
operation  a  carriage  for  feeding,  but  rollers  save  the  time  of  running 
the  carriage  back. 

"  Now,  what  I,  the  said  Uri  Emmons,  consider  and  claim  as  my 
improvement,  and  for  which  I  solicit  a  patent,  is  as  follows,  namely: 

"1st.  The  principle  of  planing  boards  and  plank  with  a  rotary  mo- 
tion, with  knives  or  edges  on  a  cylinder,  placed  on  the  same,  straight 
or  spiral,  as  before  described,  which  I  put  in  operation  at  Syracuse, 
in  the  county  of  Onondaga,  in  the  State  of  New  York,  in  the  early 
part  of  the  year  1824. 

**  2d.  The  burrs  for  grooving  and  tonguing,  in  contradistinction 
from  the  mode  used  by  William  Woodworth,  he  using  the  duck-bill 
cutters. 

"  3d.  The  feeding,  by  running  the  timber  through  on  a  carriage, 
or  between  feeding-rollers,  guided  by  a  straight  edge,  as  before  de- 
scribed. 

"In  testimony  that  the  foregoing  is  a  true  sp&tfication  of  my  said 
improvement,  as  before  described,  I  have  hereunto  set  my  hand  and 
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seal,  the  eighth  day  of  April,  in  the  year  of  our  Lord  one  thousand 
eight  hundred  and  twenty-nine. 

"  (Signed,)  Uri  Emmons. 

"Witnesses:  Thos.  Thomas,  Silas  Hathaway." 

On  the  16th  of  May,  1829,  the  said  Emmons  sold  his  entire  inter- 
est in  the  last-mentioned  patent  to  Daniel  H.  Toogood,  Daniel  Hal- 
stead,  and  William  Tyack,  by  the  following  instrument: 

Deed  from  Emmons  to  Toogood,  Hahtead,  and  Tyack. 

"  Whereas,  Uri  Emmons,  of  the  State  of  New  York,  machinist,  has 
received  letters  patent  of  the  United  States  of  America,  dated  April 
25th,  one  thousand  eight  hundred  and  twenty-nine,  [for]  the  full  and 
exclusive  right  and  liberty  of  making,  constructing,  using,  and  vend- 
ing to  others  to  be  used  a  new  and  useful  improvement  in  the  mode 
of  planing  floor-plank,  and  grooving  and  tonguing  and  straightening 
the  edges  of  the  same,  planing  boards,  straightening  and  planing 
square  timber,  &c,  by  machinery,  at  one  operation,  called  the  cylin- 
drical planing-machine : 

"  Now,  know  all  men  by  these  presents,  that  I,  Uri  Emmons,  of 
the  city  of  New  York,  in  consideration  of  five  dollars  to  me  in  hand 
paid  by  Daniel  II.  Toogood,  Daniel  Halstead,  and  William  Tyack, 
all  of  said  city  of  New  York,  who  fully  viewed  and  considered  the 
said  improvement,  and  the  said  patent  and  specifications  therein  con- 
tained, have  granted,  sold,  and  conveyed,  and  by  these  presents  do 
grant,  sell,  and  convey,  to  the  said  Daniel  II.  Toogood,  Daniel  Hal- 
stead,  and  William  Tyack,  their  heirs,  executors,  administrators,  and 
assigns,  the  full  and  exclusive  right  and  liberty  derived  from  the  said 
patent,  of  making,  using,  and  vending  to  others  to  be  made,  used,  and 
sold  the  said  improvement,  within  and  throughout  the  United  States 
of  America.  To  have  and  to  hold  and  enjoy  all  the  privileges  and 
benefits  which  may  in  any  way  arise  from  the  said  improvement  by 
virtue  of  said  letters  patent.  And  I  do  hereby  empower  the  said 
Daniel  II.  Toogood,  Daniel  Halstead,  and  William  Tyack,  their  heirs, 
executors,  administrators,  and  assigns,  to  commence  and  prosecute 
to  final  judgment  and  execution,  at  their  own  cost,  any  suit  or  suits 
against  any  person  or  persons  who  shall  make,  use,  or  vend  the  said 
improvement,  contrary  to  the  intent  of  the  said  letters  patent  and  law 
in  such  case  made  and  provided,  and  to  receive,  for  their  own  benefit, 
the  avails  thereof,  iiTsueh  manner  as  I  might  do. 

"In  witness  whereof,  I  have  hereunto  set  my  hand  and  seal,  this 
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.sixteenth  day  of  May,  in  the  year  of  our  Lord  one  thousand  eight 
hundred  and  twenty-nine. 

"Uri  Emmons,  [seal.] 
"Witnesses:  Thomas  Ap  Thomas,  Alex.  Dedder." 

"  City  and  County  of  Nexo  York,  ss.: 

"  Be  it  remembered,  that  on  the  sixteenth  day  of  May,  in  the  year 
of  our  Lord  one  thousand  eight  hundred  and  twenty-nine,  before  me, 
personally  appeared  Uri  Emmons,  known  to  me  to  be  the  person  de- 
scribed in  and  who  executed  the  within  deed,  and  acknowledged  that 
he  executed  the  same  for  the  purposes  therein  mentioned ;  and  there 
being  no  material  alterations,  erasures,  or  interlineations,  I  allow  the 
same  to  be  recorded. 

"  Thomas  Thomas,  Commissioner,  $c." 

On  the  28th  of  November,  1829,  the  following  mutual  deed  of  as- 
signment was  executed  between  Woodworth  and  Strong,  on  the  one 
part,  and  Toogood,  Halstead,  Tyack,  and  Emmons,  on  the  other  part, 
by  which  Woodworth  and  Strong  convey  to  Toogood,  Halstead,  and 
Tyack  all  their  interest  in  the  patent  of  December  27th,  1828,  in  the 
following  places,  namely:  In  the  city  and  county  of  Albany,  in  the 
State  of  New  York;  in  the  State  of  Maryland,  except  the  western 
part  which  lies  west  of  the  Blue  Ridge;  in  Tennessee,  Alabama, 
South  Carolina,  Georgia,  the  Floridas,  Louisiana,  Missouri,  and  the 
territory  west  of  the  Mississippi; — and  Toogood,  Halstead,  Tyack,  and 
Emmons  conveyed  to  Strong  and  Woodworth  all  their  interest  in 
Emmons'  patent  of  25th  April,  1829,  for  the  rest  and  residue  of 
the  United  States;  by  which  mutual  deed  of  assignment  the  parties 
agreed  that  any  improvement  in  the  machinery,  or  alteration  or  re- 
newal of  either  patent,  such  improvement,  alteration,  or  renewal 
should  accrue  to  the  benefit  of  the  respective  parties  in  interest,  and 
might  be  applied  and  used  within  their  respective  districts. 

Mutual  Deed  between  Woodworth*  Strong,  Toogood,  Hahtead,  Tyack,  and  Emmons. 

u  Know  all  men  by  these  presents,  that  William  Woodworth,  now 
of  the  city  of  New  York,  the  patentee  of  an  improved  method  of 
planing,  tonguing,  grooving,  &c,  plank,  boards,  &c,  by  letters  patent 
from  the  United  States,  dated  December  29th,  1828,  and  James 
Strong,  of  the  city  of  Hudson,  in  the  State  of  New  York,  the  assignee 
of  one  equal  half  of  the  rights  and  interests  secured  by  the  afore- 
said letters  patent,  of  the  one  part,  and  Uri  Emmons,  of  the  city  of 
New  York,  the  patentee  of  an  improvement  in  the  mode  of  planing 
floor-plank,  and  grooving,  tonguing,  and  straightening  the  edges  of 
the  same,  &c,  by  letters  patent  from  the  United  States,  dated  April 
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2oth,  18-20,  and  Daniel  EI.  Toogood,  Daniel  Ilalstead,  aud  William 
Tyaek.  of  the  city  of  New  York,  the  assignees,  by  deed  dated  the 
10th  day  of  May,  1820.  of  all  the  rights  and  interest  secured  by  the 
last  aforesaid  patent  to  said  Emmons,  of  1 1  »< -  other  part,  in  consider- 
ation of  the  following  covenants  and  agreements,  do  hereby  covenant 
and  agree  as  follows: 

"First.  The  said  Woodworth  and  Strong,  and  their  assigns,  have, 
and  hereby  do  assign  to  the  said  Toogood,  Ilalstead,  and  Tyaek,  and 
their  assigns,  all  their  right  and  interest  in  the  aforesaid  patent  to 
William  Woodworth,  to  be  sold  and  used,  and  the  plank  or  other 
materials  prepared  thereby  to  lie  vended  and  used,  iu  the  following 
places,  namely:  [n  the  city  and  county  of  Albany,  in  the  State  of 
New  York;  in  the  State  of  Maryland,  except  the  western  part  there- 
of which  lies  west  of  the  Blue  Ridge  j  in  Tennessee,  Mississippi,  Ala- 
bama, South  Carolina.  Georgia,  the  Floridas,  Louisiana,  and  the  ter- 
ritory west  of  the  river  Mississippi,  and  not  in  any  other  State  or  place 
within  the  limits  of  the  United  States  or  the  Territories  thereof.  To 
have  and  to  hold  the  rights  and  privileges  hereby  granted  to  them 
and  their  assigns  for  and  during  the  lerm  of  fourteen  years  from  the 
date  of  the  patent.  And  they  are  also  authorized  to  prosecute,  at  their 
own  costs  and  charges,  any  violation  of  the  said  patent,  in  the  same 
manner  as  the  patentee.  Woodworth,  might  lawfully  do. 

"Secondly.  The  said  Emmons,  Toogood,  Ilalstead,  and  Tyaek,  in 
consideration  aforesaid,  have,  and  hereby  do  covenant  and  agree  to 
assign,  and  do  assign,  lor  themselves  and  assigns,  to  the  said  Wood- 
worth  and  Strong  and  their  assigns,  all  their  right  and  interest  in  the 
aforesaid  patent  granted  to  the  said  H  i  Emmons,  to  be  sold  and  used, 
and  the  plank  or  other  material  prepared  thereby  to  be  vended  and 
used,  in  all  and  singular  the  rest  and  residue  of  the  United  States 
and  the  Territories  thereof;  that  is  to  say.  in  all  places  other  thaii  in 
those  especially  assigned  to  the  said  Toogood.  Ilalstead,  and  Tyaek, 
as  aforesaid.  To  have  and  to  hold  the  said  rights  and  privileges  here- 
by granted  to  them  and  their  assigns  for  and  during  the  term  of  four- 
teen years  from  the  date  of  the  said  letters  patent  to  the  said  ufi 
Emmons.  And  they  are  also  authorized  to  prosecute,  at  their  own 
cost-  and  charges,  any  violation  of  the  said  patent,  in  the  same  man- 
ner as  the  patentee.  tTri  Kinmons.  might  lawfully  do. 

-Thirdly.  And  the  I  wo  parties  further  agree,  that  any  improve- 
ment in  the  machinery,  or  alteration  or  renewal  of  either  patent,  such 
alteration,  improvement,  or  renewal  shall  accrue  to  the  benefit  ot  the 
respective  parties  in  interest,  and  may  be  applied  and  used  within 
their  respective  districts,  as  hereinbefore  designated. 


Digitized  by  Google 


Jan.  1846.] 


W1L8ON  v.  Rousseau. 


869 


Statement  of  the  case. 

"Witness  our  hands  and  seals,  at  the  city  of  New  York,  the  28th 
of  November,  1829. 

"William  Woodworth.  [seal.] 
"James  Strong.  [seal.] 
41  William  Tyack.  [seal.] 
"D.  H.  Toogood.  [seal.] 
"  Daniel  IIalstead.  [seal.] 
"Uri  Emmons.  [seal.] 

"Sealed  and  delivered  in  presence  of  Thomas  Ap  Tiiomas,  witness 
to  the  signing  of  Toogood,  Tyack,  IIalstead,  and  Emmons." 

Under  this  mutual  assignment,  the  respective  parties  and  their  as- 
signees wonld  possess  the  following  rights,  namely:  Tt'  they  claimed 
under  Woodworth's  patent,  to  use  the  same  for  fourteen  years  from 
the  29th  of  December,  1828,  that  is  to  say,  until  the  29th  of  Decem- 
ber, 1842;  and  if  they  claimed  under  Emmons'  patent,  to  use  the 
same  for  fourteen  years  from  the  2'>th  of  April,  1829,  that  is  to  say, 
until  the  25th  of  April,  1843. 

On  one  or  the  other  of  these  days,  therefore,  if  things  had  remained 
in  the  same  condition,  all  rights,  either  in  the  patentees  or  their  as- 
signees, would  have  ceased,  as  far  as  respected  an  exclusive  use  of  the 
thing  patented. 

In  1836,  Congress  passed  an  act  from  which  the  following  is  an  ex- 
tract, and  the  construction  of  which  was  the  chief  controversy  (Act 
approved  July  4th,  1836,  eh.  3.'»7,  5  Little  k  Brown's  e<i.,  117.  sec.  18): 
"And  be  it  further  enacted,  that  whenever  any  patentee  of  an  inven- 
tion or  discovery  shall  desire  an  extension  of  his  patent  beyond  the 
term  of  its  limitation,  he  may  make  application  therefor,  in  writing, 
to  the  Commissioner  of  the  Patent  Office,  setting  forth  the  grounds 
thereof;  and  the  Commissioner  shall,  on  the  applicant's  paying  the 
ram  of  forty  dollars  to  the  credit  of  the  treasury,  as  in  the  case  of  an 
original  application  for  a  patent,  cause  to  be  published,  in  one  or  more 
of  the  principal  newspapers  in  the  chy  of  Washington,  and  in  Bucb 
other  paper  or  papers  as  he  may  deem  proper,  published  in  the  section 
of  country  most  interested  adversely  to  the  extension  of  the  patent,  a 
notice  of  such  application,  ami  of  the  time  mid  place  when  and  where 
the  same  will  he  considered,  that  any  person  may  appear  and  show 
cause  \vhy  the  extension  should  not  be  granted.  And  the  Secretary 
of  State,  the  Commissioner  of  the  Patent  Office,  and  the  Solicitor  of 
the  Treasury  shall  constitute  a  board  to  hear  and  decide  upon  the 
evidence  produced  before  them,  hoth  tor  ami  against  the  extension, 
and  shall  sit,  for  that  purpose,  at  the  time  and  place  designated  in  the 
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published  notice  thereof.   The  patentee  shall  furnish  to  the  said  board 
u  statement  in  writing,  under  oath,  of  the  ascertained  value  of  the  h> 
vention,  and  of  his  receipts  and  expenditures,  sufficiently  in  detail  to 
exhibit  a  true  and  faithful  account  of  loss  and  profit  in  any  manner 
accruing  t<>  him  from  and  by  reason  of  said  invention.  And  if,  upon 
a  hearing  of  the  matter,  it  shall  appear,  to  the  full  and  entire  satisfac- 
tion of  said  hoard,  having  due  regard  to  the  pontic  interest  therein, 
that  it  is  just  and  proper  that  the  term  of  the  patent  should  be  extend- 
ed, by  reason  of  the  patentee,  without  neglect  or  fault  upon  his  part, 
having  failed  to  obtain,  from  the  use  and  sale  of  his  invention,  a  rea- 
sonable  remuneration  for  the  time,  ingenuity,  and  expense  bestowed 
upon  the  same,  and  the  introduction  thereof  into  use,  it  shall  be  the 
duty  of  the  Commissioner  to  renew  and  extend  the  patent,  by  making 
a  certificate  thereon  of  such  extension,  for  the  term  of  seven  years 
from  and  after  the  expiration  of  the  term,    which  certificate,  with  a 
certificate  of  said  board  of  their  judgment  and  opinion  as  aforesaid, 
shall  he  entered  on  record  in  the  Patent  Office;  and  thereupon  the 
said  patent  shall  have  the  same  effect  in  law  us  though  it  had  been 
originally  granted  for  the  term  of  twenty-one  years.    And  the  bene- 
fit of  such  renewal  shall  extend  to  assignees  and  grantees  of  the  right 
to  use  the  thing  patented,  to  the  extent  of  their  respective  interest 
therein:  Provided,  howev»  r.  that  no  extension  of  a  patent  shall  be 
granted  after  the  expiration  of  the  term  lor  which  it  was  originally 
issued." 

On  the  3d  of  February,  1889,  William  Woodwork,  the  patentee, 
died;  and  on  the  14th  of  February,  ISO!),  William  W.  Woodworth 
took  out  letters  of  administration  upon  his  estate,  in  thecountyol 
New  York. 

Tn  1842,  William  W.  Woodworth.  the  administrator,  applied  for 
an  extension  of  the  patent  under  the  above-recited  act  of  1836,  and 
on  the  10th  of  November,  1*42.  the  board  issued  the  following  cer- 
tificate: 

••In  the  matter  of  the  application  of  William  W.  Woodworth,  ad- 
ministrator of  the  estatcof  William  Woodworth.  deceased,  iu  writing, 
to  the  Commissioner  of  Patents,  for  the  extension  of  the  patent  for  a 
new  ami  useful  improvement  in  the  method  of  planing,  tonguiug.  and 
grooving,  and  cutting  into  mouldings,  or  either  plank, boards, or anj 
other  material,  and  for  reducing  the  same  to  an  equal  width  and  thick- 
ness, and  also  for  facing  and  dressing  brick,  and  cutting  mouldings 
on  Or  faring  metallic,  mineral,  or  other  substances,  granted  to  the 
said  William  Woodworth,  deceased,  on  the  27th  day  of  December, 
1828,  for  fourteen  years  from  said  27th  day  of  December. 
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"  The  applicant  having  paid  into  the  treasury  the  sum  of  forty  dol- 
lars, and  having  furnished  to  the  undersigned  a  statement  in  writing, 
under  oath,  of  the  ascertained  value  of  the  invention,  and  of  the  re- 
ceipts and  expenditures  thereon,  sufficiently  in  detail  to  exhibit  a  true 
aud  faithful  account  of  loss  and  profits  in  any  manner  accruing  to 
said  patentee  from  or  by  reason  of  said  invention;  and  notice  of  ap- 
plication having  been  given  by  the  Commissioner  of  Patents  accord- 
ing to  law,  said  board  met  at  the  time  and  place  appointed,  namely, 
at  the  Patent  Office,  on  the  1st  September,  1842,  aud  their  meetings 
having  been  continued  by  regular  adjournments  until  this  lGth  day 
of  November,  1842,  they,  on  that  day,  heard  the  evidence  produced 
before  them,  both  for  and  against  the  extension  of  said  patent,  and 
do  now  certify,  that,  upon  hearing  of  the  matter,  it  appears,  to  their 
full  and  entire  satisfaction,  having  due  regard  to  the  public  interest 
therein,  that  it  is  just  and  proper  that  the  term  of  the  said  patent 
should  be  extended,  by  reason  of  the  patentee,  without  neglect  on  his 
part,  liaving  failed  to  obtain  from  the  use  and  sale  of  his  invention  a 
reasonable  remuneration  for  the  time,  ingenuity,  and  expense  bestowed 
upon  the  same,  and  the  introduction  thereof  into  use. 
"Washington  city,  Patent  Office,  November  16th,  1842. 

Daniel  Webster, 

Secretary  of  State. 

Chas.  13.  Penrose, 

Solicitor  of  the  Treasury. 

Henry  L.  Ellsworth, 

Commissioner  of  Patents." 

And  on  the  same  day  the  Commissioner  of  Patents  issued  the  fol- 
lowing certificate: 

"  Whereas,  upon  the  petition  of  William  W.  Woodworth,  admin- 
istrator of  the  estate  of  William  Woodworth,  deceased,  for  an  exten- 
sion of  the  within  patent,  granted  to  William  Woodworth,  deceased, 
on  the  27th  day  of  December,  1828,  the  Board  of  Commissioners, 
under  the  eighteenth  section  of  the  act  of  Congress  approved  the  4th 
day  of  July,  183G,  entitled  'An  act  to  promote  the  progress  of  useful 
arts,  to  repeal  all  acts  and  parts  of  acts  heretofore  made  for  that  pur- 
pose,' did,  on  the  16th  day  of  November,  1842,  certify  that  the  said 
patent  ought  to  be  extended : 

"Now,  therefore,  I,  Henry  L.  Ellsworth,  Commissioner  of  Patents, 
by  virtue  of  the  power  vested  in  me  by  said  eighteenth  section,  do 
renew  and  extend  said  patent,  and  certify  that  the  same  is  hereby 
extended  for  the  term  of  seven  years  from  and  after  the  expiration 
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of  the  first  terra,  namely,  the  27th  day  of  December,  1842,  which 
certificate  of  said  Board  of  Commissioners,  together  with  this  certifi- 
cate of  the  Commissioner  of  Patents,  having  been  duly  entered  of 
record  in  the  Patent  Office,  the  said  patent  now  has  the  same  effect 
in  law  as  though  the  term  had  been  originally  granted  for  the  term 
of  twenty-one  years. 

"  In  testimony  whereof,  I  have  caused  the  seal  of  the  Patent  Office 
to  be  hereunto  affixed,  this  16th  day  of  November,  1842. 

[seal.]  "Henry  L.  Ellsworth, 

"  Commissioner  of  Patents" 

On  the  2d  of  January,  1843,  William  W.  Woodworth,  the  admin- 
istrator, filed  the  following  disclaimer: 

"To  all  men  to  whom  these  presents  shall  come:  I,  William  W. 
Woodworth,  of  Hyde  Park,  in  the  county  of  Duchess,  and  State  of 
New  York,  Esq.,  as  I  am  administrator  of  the  goods  and  estate  which 
were  of  William  Woodworth,  deceased,  hereinafter  named,  sendgreetr 
ing: 

"Whereas  letters  patent,  bearing  date  on  the  twenty-seventh  day 
of  December,  in  the  year  of  our  Lord  eighteen  hundred  and  twenty- 
eight,  were  granted  by  the  United  States  to  Wm.  Woodworth,  now 
deceased,  for  an  improvement  in  the  method  of  planing,  touguing, 
grooving,  and  cutting  into  mouldings,  or  either  boards,  plank,  or 
any  other  material,  and  for  reducing  the  same  to  an  equal  width  and 
thickness,  and  also  for  facing  and  dressing  brick,  and  cutting  mould- 
ings on  or  facing  metallic,  mineral,  or  other  substances;  and  where- 
as, before  the  term  of  fourteen  years,  for  which  the  said  letters  patent 
were  granted,  had  fully  expired,  such  proceedings  were  had  that,  pur- 
suant to  the  act  of  Congress  in  such  case  made  and  provided,  the  said 
letters  patent  were  renewed  or  extended  for  the  term  of  seven  years 
from  and  after  the  expiration  of  the  said  term  of  fourteen  years,  and 
to  the  certificate  granting  the  said  extension  and  renewal  unto  me, 
in  my  said  capacity,  bearing  date  on  the  sixteenth  day  of  November 
now  last  past,  and  which  is  duly  recorded  according  to  act  of  Con- 
gress in  that  behalf,  reference  is  hereby  made,  as  showing  my  title 
and  interest  in  and  to  the  said  letters  patent ; 

"And  whereas  the  said  William  Woodworth,  through  inadvertence, 
accident,  or  mistake  in  his  application  for  letters  patent,  made  his 
specification  of  claim  too  broad,  in  this,  namely,  that  he,  the  said 
William  Woodworth,  claimed  as  his  improved  method  the  applica- 
tion of  circular  saws  for  reducing  floor-plank  and  other  material  to 
width,  of  which  he  was  not  the  original  and  first  inventor;  and 
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whereas  Borne  material  and  substantial  part  of  the  said  patented  thing 
was  justly  and  truly  tho  invention  and  improvement  of  the  said  Wil- 
liam Woodworth : 

"Now,  therefore,  know  ye,  that  I,  the  said  William  W.  Woodworth, 
in  my  capacity  aforesaid,  and  as  the  person  to  whom  the  said  certifi- 
cate was  granted  as  aforesaid,  have  disclaimed,  and  do  by  those  pivs- 
ents,  for  myself  and  for  all  claiming  under  me,  disclaim,  all  and  anv 
exclusive  right,  title,  property,  or  interest  of,  in,  or  to  the  application 
of  circular  saws  for  reducing  tloor-plank  or  other  materials  to  a  width, 
by  reason  of  the  aforesaid  letters  patent,  and  the  aforesaid  renewal  or 
extension  thereof. 

"In  testimony  whereof,  I  have  hereto,  in  my  capacity  aforesaid, 
set  my  hand  and  seal,  on  this  second  day  of  January,  in  the  year 
eighteen  hundred  and  forty-three. 

[seal.]  "William  W.  Woodwortii, 

"Administrator  <>f  W.  Woodicnrth,  defeased. 

"Executed  in  presence  of  Ciias.  W.  Emesx,  B.  K.  Curtis.'' 

In  March,  1843,  Woodworth,  the  administrator,  made  an  assign- 
ment of  his  patent-rights  in  some  of  the  States  to  James  (  J.  Wilson, 
the  plaintiff.  At  what  time  the  assignment  was  made  tor  New  York, 
the  record  in  that  case  did  not  state;  hut  it  was  one  of  the  admitted 
facts  that  he  was  the  grantee.  The  assignment  first  referred  t<>  wqm 
recorded  in  the  Patent  Office,  in  Liber  4.  pages  l'io,  on  the  20th 
of  March,  1843. 

On  the  dtb  of  August,  1843,  the  administrator  assigned  his  right 
to  Wilson  in  and  for  the  Slate  of  Maryland. 
On  the  26th  of  February,  1S4'r>,  Congress  passed  the  following  act: 

%>An  Act  to  extend  a  Patent  heretofore  granted  to  William  Woodworth, 
"Be  it  enacted  by  the  Senate  and  House  of  Representatives  of  the 
United  States  of  America  in  Congress  assembled,  That  the  patent 
granted  to  William  Woodworth  on  the  twenty-seventh  day  of  Decem- 
ber, in  the  year  one  thousand  tight  hundred  and  twenty-eight,  R>r  his 
improvement  on  the  method  of  planing,  tonguing,  grooving,  and  cut' 
ting  into  mouldings,  or  either  plank,  hoards,  or  any  other  material, 
and  for  reducing  the  same  to  an  equal  width  and  thickness,  and  als  i 
for  facing  and  dressing  brick,  and  cutting  mouldings  on  and  facing 
several  other  substances,  a  description  of  which  is  given  in  a  sched- 
ule annexed  to  the  letters  patent  granted  as  aforesaid,  be.  and  the 
same  is  hereby,  extended  for  the  term  of  sewn  years  from  and  after 
the  27th  day  of  December,  in  the  year  one  thousand  eight  hundred 
and  forty-nine;  and  the  Commissioner  of  Patents  is  hereby  directed 
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to  make  a  certificate  of  such  extension,  in  the  name  of  the  adminis- 
trator of  the  said  William  Woodworth;  and  to  append  an  authenu- 
cated  copy  thereof  to  the  original  letters  patent,  whenever  the  same 
shall  be  requested  by  the  said  administrator  or  his  assigns. 

"Approved  February  26,  1845. 

MA  true  copy  from  the  roll  of  this  olliec. 

"R.  K.  Ckalle,  Chief  Clerk 

"Ihparfmcnt  of  Stale,  March  3,  1845." 

And  <>n  ili<-  3d  <»f  March,  1845,  the  following  eortiticato  was  issued: 

"In  conformity,  therefore,  with  the  directions  iu  the  said  act  con- 
tained, T,  Henry  L.  Ellsworth,  Commissioner  of  Patents,  do  hereby 
certify  that  the  patent  therein  described  is.  by  the  said  act,  extended 
to  William  W.  Woodworth,  administrator  of  said  William  Wood- 
worth,  for  the  term  of  seven  years  from  and  after  the  twenty-seventh 
dav  of  December,  in  the  vear  one  thousand  eight  hundred  and  fortv- 
nine;  qtk!  tliis  certificate  of  such  extension  is  made  on  the  original 
letters  patent,  on  the  application  of  William  W.  Woodworth,  the  ad- 
ministrator of  the  said  William  Woodworth. 

"Iu  testimony  whereof.  T  have  caused  tlte  seal  of  the  Patent  Office 
to  he  hereunto  affixed,  this  8d  day  of  March,  1*45. 

[sKAL.]  "lll.NKV  I,.  KlLSWORTH, 

•  ( '•  //< missioncr  of  Patents." 

On  (he  8th  of  July.  1845.  a  new  patent  was  issued,  with  an  amend- 
ed specification,  as  follows: 

"The  United  Static  of  America  to  all  to  whom  these  letters  patent 

shall  come: 

••  Whereas,  William  W.  Woodworth,  administrator  of  William 

Woodworth,  d<  used,  ol  Hyde  Park.  N.  V..  has  alleged  that  said 

William  Woodworth  inveuted  a  new  and  useful  improvement  iu  ma- 
chines for  planing,  tongning,  and  grooving  and  dressing  hoards,  4e., 
for  which  letters  [intent  were  granted,  dated  the  27Ui  day  of  Pecem- 
ber,  1828,  which  letters  patent  have  Keen  extended  (as  will  appear  by 
the  certificates  appended  thereto,  copies  of  which  are  hereunto  attach- 
ed) for  fourteen  years  from  tin-  expiration  of  said  letters  patent;  and 
which  le  tters  patent  arc  hereby  cancelled,  on  account  of  a  defective 
specification, which  In-  stat<->  has  not  l>e«-u  known  or  used  before  said 
William  Woodworth*«  Rpplicati*  mj  has  made  oath  that  he  is,  and  tliat 
said  William  Woodworth  was.  a  eitizen  of  the  [Tinted  States;  that  be 
does  verily  believe  that  said  William  Woodworth  was  the  origiual 
and  first  inventor  or  discoverer  of  the  said  improvement,  and  that  the 
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same  bath  not,  to  the  beat  of  his  knowledge  and  belief,  been  previous- 
ly known  or  used;  has  paid  into  the  treasury  of  the  United  States  the 
Bam  of  fifteen  dollars,  and  presented  a  petition  to  the  Commissioner 
of  Patents,  signifying  a  desire  of  obtaining  an  exclusive  property  in 
the  said  improvement,  and  praying  that  a  patent  may  be  granted  for 
that  purpose : 

"These  are,  therefore,  to  grant,  according  to  law,  to  the  said  Wil- 
liam W.  Woodworth,  in  trust  for  the  heirs  at  law  of  said  W.  Wood- 
worth,  their  heirs,  administrators,  or  assigns,  for  the  term  of  twenty- 
eight  years  from  the  twenty-seventh  day  of  December,  one  thousand 
eight  hundred  and  twenty-eight,  the  full  and  exclusive  right  and  lib- 
erty of  making,  constructing,  using,  and  vending  to.  others  to  be  used 
the  said  improvement,  a  description  whereof  is  given,  in  the  words  of 
the  said  William  W.  Woodworth,  in  the  schedule  hereunto  annexed, 
and  is  made  part  of  these  presents. 

"  In  testimony  whereof,  I  have  caused  these  letters  to  be  made 
patent,  and  the  seal  of  the  Patent  Office  has  been  hereunto  affixed. 

"  Given  under  my  hand,  at  the  city  of  Washington,  this  eighth  day 
of  July,  in  the  year  of  our  Lord  one  thousand  eight  hundred  and  for- 
ty-live, and  of  the  independence  of  the  United  States  of  America  the 
seventieth. 

[seal.]  "James  Buchanan, 

Secretary  of  Stale." 
"  Countersigned,  and  sealed  with  the  seal  of  the  Patent  Office. 

"  Henry  II.  Sylvester, 
Acting  Commissioner  of  Patents." 

"The  schedule  referred  to  in  these  letters  patent,  and  making  part 
of  the  same : 

"  To  all  whom  it  may  concern :  Be  it  known  that  the  following  is 
a  full,  clear,  and  exact  description  of  the  method  of  planing,  tonguing, 
and  grooving  plank  or  boards,  invented  by  William  Woodworth,  de- 
ceased, and  for  which  letters  patent  of  the  United  States  were  granted 
to  him  on  the  27th  day  of  December,  in  the  year  one  thousand  eight 
hundred  and  twenty-eight,  the  said  letters  patent  having  been  surren- 
dered for  the  purpose  of  describing  the  same  invention,  and  pointing 
out  in  what  it  consists,  in  more  clear,  full,  and  exact  terms  than  was 
done  in  the  original  specification. 

''Amended  Specification. 

"The  plank  or  boards  which  are  to  be  planed,  tongued,  or  grooved 
are  first  to  be  reduced  to  a  width,  by  means  of  circular  saws,  by  re~ 
ducing-wheels,  or  by  any  other  means.  When  circular  saws  are  used 
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for  this  purpose,  two  such  saws  should  be  placed  upon  the  same  shaft, 
on  which  they  are  to  be  capable  of  adjustment,  so  that  they  may  be 
made  to  staud  at  any  required  distance  apart;  under  these,  the  board 
or  plank  is  to  be  forced  forward,  and  brought  to  the  width  required. 
This  apparatus  and  process  do  not  require  to  be  further  explained, 
they  being  well  understood  by  mechanicians. 

"When  what  has  been  above  denominated  reducing-wbeels  are 
used,  these  are  to  consist  of  revolving  cutting-wheels,  which  resemble 
in  their  construction  and  action  the  planing  and  reducing  wheel  to  be 
presently  described;  these  are  to  be  made  adjustable,  like  the  circular 
saws,  but  the  latter  are  preferred  for  this  purpose.  The  plank  may 
be  reduced  to  a  width  on  a  separate  machine. 

"  When  the  plank  or  boards  have  been  thus  prepared,  (on  a  sepa- 
rate machine,)  they  may  be  placed  on  or  against  a  suitable  carriage, 
resting  on  a  frame  or  platform,  so  as  to  be  acted  upon  by  a  rotary 
cutting  or  planing  and  reducing  wheel,  which  wheel  may  be  made  to 
revolve  either  horizontally  or  vertically,  as  may  be  preferred.  The 
carriage  which  sustains  the  plank  or  board  to  be  operated  upon  may 
be  moved  forwards,  by  means  of  a  rack  and  pinion,  by  an  endless 
chain  or  band,  by  geared  friction-rollers,  or  by  any  of  the  devices  well 
known  to  machinists  for  advancing  a  carriage,  or  materials  to  be  acted 
upon,  in  machines  for  various  purposes.  The  plank  or  board  is  to  be 
moved  on  towards  the  cutting  edges  of  the  cutters  or  knives  on  the 
planing-cylinder,  so  that  its  knives  or  cutters,  as  they  revolve,  may 
meet  and  cut  the  plank  or  board  in  a  direction  contrary  to  that  in 
which  it  is  made  to  advance ;  the  edges  of  the  cutters  are,  in  this  me- 
thod, prevented  from  coming  first  into  contact  with  its  surface,  and 
are  made  to  cut  upwards  from  the  reduced  part  of  the  plank  towards 
said  surface,  by  which  means  their  edges  are  protected  from  injury  by 
gritty  matter,  and  the  board  or  plank  is  more  evenly  and  better  planed 
than  when  moved  in  the  reversed  direction. 

"  After  the  board  or  plank  passes  the  planing-cylinder,  and  as  soon 
or  fast  as  the  planing-cyliuder  has  done  its  work  on  any  part  of  the 
board  or  plank,  the  edges  are  brought  into  contact  with  two  revolv- 
ing cutter-wheels,  one  of  which  wheels  is  adapted  to  the  cutting  of 
the  groove,  and  the  other  to  the  cutting  of  the  two  rebates  that  form 
the  tongue.  When  the  axis  of  the  planing  and  reducing  wheel  stands 
vertically,  the  grooving  and  tonguing  wheels  are  placed  one  above 
the  other,  with  the  plank  edgewise  between  them.  When  the  axis  of 
the  planing-wheel  stands  horizontally,  these  wheels  are  on  the  same 
horizontal  plane  with  each  other,  standing  on  perpendicular  spindles. 

M  The  grooving-wheel  consists  of  a  circular  plate  fixed  on  an  axis, 
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and  having  one,  two,  three,  four,  or  more  cutters,  which  are  to  be 
screwed,  bolted,  or  otherwise  attached  to  it,  the  edges  of  which  cutters 
project  beyond  the  periphery  of  the  plate  to  such  distance  as  is  requir- 
ed for  the  depth  of  the  groove.  Their  thickness  may  be  such  as  is 
necessary  for  its  width.  They  are,  of  course,  so  situated  as  to  cut  the 
groove  in  the  middle  of  the  edge  of  the  board,  or  as  nearly  so  as  may 
v  be  required.  The  tonguing-wheel  is  similar  in  form  to  the  grooving- 
wheel,  but  it  has  cutters  on  each  of  its  sides,  or  otherwise  so  formed 
aud  arranged  as  to  cut  the  two  rebates  which  are  necessary  to  the 
formation  of  the  tongue. 

"  The  grooving  and  tonguing  cutters,  at  the  same  time,  and  by  the 
same  operation,  reduce  the  board  or  plank  to  an  exact  width  through- 
out. When  the  axis  of  the  planing-wheel  is  placed  vertically,  the 
knives  or  cutters  may  be  made  to  plane  two  planks  at  the  same  time, 
the  planks  being  in  this  case  moved  in  contrary  directions,  and  so  as 
to  meet  the  edges  of  the  revolving  knives  or  cutters.  When  the  ma- 
chine is  thus  constructed,  a  second  pair  of  grooving  and  tonguing 
wheels  may  be  made  to  operate  in  the  same  way  with  those  above  de- 
scribed. A  machine  to  operate  upon  a  single  plank  or  board,  and 
having  the  axis  of  the  planing-wheel  placed  horizontally,  will,  how- 
ever, be  more  simple  and  less  expensive  than  that  intended  to  operate 
on  two  planks  simultaneously. 

"  In  the  accompanying  drawing,  fig.  1  is  a  perspective  representa- 
tion of  the  principal  operating  parts  of  the  machine,  when  arranged 
and  combined  for  planing,  tonguing,  and  grooving,  and  when  so  ar- 
ranged as  to  be  capable  of  planing  two  planks  at  the  same  time,  the 
axis  of  the  planing-wheel  being  placed  vertically.  A  A  is  a  stout, 
substantial  frame  of  the  machine,  which  may  be  of  wood  or  iron,  and 
may  be  varied  in  length,  size,  and  strength,  according  to  the  work  to 
be  done.  B  B  are  the  heads  of  the  planing-cylinder,  and  C  C  the 
knives  or  cutters,  which  extend  from  one  to  the  other  of  said  heads, 
to  the  peripheries  of  which  they  may  be  attached,  by  means  of  screws. 
The  knives,  C  C,  with  the  faces  forming  a  planing  angle,  may  be 
placed  in  a  line  with  the  axis,  J,  of  the  cylinder,  or  they  may  stand 
obliquely  thereto,  as  may  be  preferred;  but  in  the  latter  case  the  edge 
should  form  the  segment  or  portion  of  a  helix;  b  represents  a  pulley 
near  to  the  upper  end  of  the  axis,  J ;  and  I,  a  pulley,  or  drum,  which 
may  be  made  to  revolve  by  horse,  steam,  or  other  motive  power,  and 
from  which  a  belt  may  extend  around  the  pulley,  6,  to  drive  the  plan- 
ing-cylinder and  other  parts  of  the  machinery.  G  is  the  carriage  which 
is  represented  as  being  driven  forward  by  means  of  a  rack  and  pinion, 
H;  against  this  carriage,  the  plank,  K,  which  is  to  be  planed,  tongued, 
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and  grooved,  is  placed,  and  is  made  to  advance  with  it.  It  will  be 
manifest,  however,  that  the  plank  may  be  moved  forward  by  other 
moans,  as,  for  example,  by  an  endless  chain  or  band  passing  around 
drums  or  chain-wheels,  or  by  means  of  geared  friction-wheels  borne 
up  against  it.  To  cause  the  carnage  and  plank  to  move  forward  read- 
ily, there  may  be  friction-rollers,///,  placed  horizontally,  and  ex- 
tending under  them  ;  the  rollers,  / / /,  which  stand  vertically,  are  to 
be  made  to  press  against  the  plank  and  keep  it  close  to  the  carriage, 
and  thus  prevent  the  action  of  the  cutters  from  drawing  the  plank  up 
from  its  bed,  in  cutting  from  the  planed  surface  upwards;  they  may 
be  borne  against  it  by  means  of  weights  or  springs,  in  a  manner  well 
known  to  machinists.  In  a  single  horizontal  machine,  the  horizontal 
friction-rollers  may  be  geared,  and  the  pressure-rollers  placed  above 
them,  to  feed  the  board,  with  or  without  the  carriages,  a  bed-plate  be- 
ing used  directly  under  the  planing-cy Under. 

"  Fig.  2  is  a  separate  view  of  the  planing-cylinder,  with  its  knives 
or  cutters,  and  tig.  3  an  end  view  of  one  of  the  heads.  E  E  are  the 
revolving  cutters,  or  tonguing  and  grooving  wheels,  and  D  D  whirls 
upon  their  shafts,  which  may  be  driven  by  bands,  or  otherwise,  so  as 
to  cause  said  wheels  to  revolve  in  the  proper  direction. 

**  Fig.  4  is  a  side  view  of  one  of  these  wheels;  tig.  5  is  an  edge  view 
of  the  tonguing-wheel ;  and  fig,  G  an  edge  view  of  the  grooving-wheel, 
the  latter  being  each  shown  with  two  cutters  in  place.  The  number 
of  cutters  on  these  wheels  may  be  varied,  but  they  are  represented 
and  furnished  with  four.  The  cutters  may  be  fixed  on  the  sides  of 
circular  plates,  with  their  edges  projecting  beyond  the  periphery  of 
said  i)l ate. 

M  The  edges  of  the  plank,  as  its  planed  part  passes  the  planing- 
cylinder,  are  brought  in  contact  with  the  above-described  tonguing  and 
grooving  wheels,  which  are  so  placed  upon  their  shafts  as  that  the 
tongue  and  groove  shall  be  left  at  the  proper  distance  from  the  face 
of  the  plank,  the  latter  being  sustained  against  the  planing-cylinder 
by  means  of  the  carriage  or  bed-plate,  or  otherwise,  so  that  it  cannot 
deviate,  but  must  be  reduced  to  a  proper  thickness,  and  correctly 
tongued  and  grooved. 

"In  fig.  1,  above  referred  to,  only  one  carriage  and  one  pair  of 
cutter-wheels  are  shown,  it  not  being  deemed  necessary  to  represent 
those  on  the  opposite  side,  they  being  similar  in  all  respects. 

"  Fig.  7  represents  the  same  machine,  with  the  axis  of  the  planing- 
cylinder  placed  horizontally,  and  intended  to  operate  on  one  plank 
only  at  the  same  time.  A  A  is  the  frame ;  13  B,  the  heads  of  the  plan- 
ing-cylinder; C  C,  the  knives  or  cutters  attached  to  said  heads.  To 
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meet  the  different  thicknesses  of  the  planks  or  hoards,  the  bearings  of 
the  shaft  or  cylinder  may  be  made  movable,  by  screws  or  other  means, 
to  adjust  it  to  the  work;  or  the  carriage  or  bed- plate  may  be  made 
so  as  to  raise  the  board  or  plank  up  to  the  planing-cylinder.  E  and 
E'  are  the  revolving  cutters,  or  tonguing  and  grooving  wheels,  which 
are  placed  upon  vertical  shafts,  having  upon  them  pulleys,  1)  1),  around 
which  pass  belts  or  bands  from  the  main  (from,  I,  to  which  a  revolv- 
ing motion  may  be  given  by  any  adequate  motive  power. 

"  From  the  drum,  I,  a  belt,  L,  passes  also  around  the  pullejT,  b,  on 
the  shaft  of  the  planing-cylinder,  and  gives  to  it  the  requisite  motion. 
There  may,  in  this  machine,  be  a  horizontal  carriage,  moved  forward 
by  a  rack  and  pinion,  in  a  manner  analogous  to  that  represented  in 
fig.  1 ;  but,  in  the  present  instance,  the  plank  is  supposed  to  be  ad- 
vanced by  means  of  one  or  two  pairs  of  friction  or  feed  rollers,  shown 
at / f;  the  uppermost,/'/',  of  the  pairs  of  rollers  may  be  held  down 
by  springs  or  weighted  levers,  which  it  has  not  been  thought  neces- 
sary to  show  in  this  drawing,  as  such  are  in  common  use.  The  lower- 
most of  these  rollers  may  be  fluted,  or  made  rough  on  their  surfaces, 
so  as  to  cause  friction  on  the  under  side  of  the  plank.  M  M'  are  pul- 
leys on  the  axles  of  these  lower  rollers,  which  are  embraced  by  bauds, 
N  X',  which  also  pass  around  a  pulley,  O,  on  a  shaft  which  crosses 
the  frame,  A  A,  and  has  a  pulley,  T,  on  it,  which  is  embraced  by  the 
belt,  P,  on  a  pulley,  Q,  on  the  shaft  of  the  main  drum,  I.  These  bands 
and  pulleys  serve  to  give  motion  to  the  feed-rollers,  as  will  be  readily 
understood  by  inspecting  the  drawing.  R  R  are  guide-strips,  used  in 
place  of  the  rollers  used  for  the  same  purpose,  and  also  for  bearing 
or  friction  rollers,  when  the  machine  is  vertical,  to  direct  one  edge  of 
the  plank,  and  against  its  opposite  edge.  Any  pressure  may  be  used, 
equal  to  the  weight  of  the  board  or  plank,  when  worked  in  a  vertical 
position.  One  of  the  cutter-wheels  should  be  made  adjustable,  to 
adapt  it  to  stuff  of  different  widths. 

"  The  planing-cylinder,  and,  likewise,  the  cutter,  or  tonguing  and 
grooving  wheels,  may  be  constructed  in  the  manner  represented  in 
figures  2,  3, 4,  5,  and  (>,  and  hereinbefore  fully  described.  One  of  the 
heads  of  the  planing-wheel  may  be  made  movable,  to  accommodate 
its  width  to  the  width  of  the  boards  or  plank  to  be  planed. 

"  The  respective  parts  of  this  machine  may  be  varied  in  size,  as 
may  also  the  velocity  of  the  motion  of  the  planing-cylinders  and  cut- 
ter-wheels; but  the  following  has  been  found  to  answer  well  in  prac- 
tice: The  planing-cylinder,  having  four  knives  or  cutters  may  bo 
twelve  inches  in  diameter,  arid  may  make  two  thousand  and  upwards 
revolutions  in  a  minute.    In  a  machine  like  that  shown  in  fig.  7,  the 


Digitized  by  Google 


380 


Wilson  r.  Rousseau. 


[Sup.  Ct. 


Statement  of  the  case. 

main  dram,  I,  may  be  two  feet  in  diameter,  and  may  be  driven  with 
the  speed  of  five  hundred  and  upwards  revolutions  in  a  minute.  The 
pulleys  on  the  planing-cylinder,  and  on  the  cutter-wheels,  may  be  six 
inches  in  diameter.  The  plank  should  be  moved  forward  at  the  rate 
of  about  one  foot  for  every  hundred  revolutions  of  the  cutter-wheel; 
and,  of  course,  the  diameter  of  the  feed-rollers,  and  of  the  pulleys  by 
which  they  are  turned,  must  be  so  graduated  as  to  produce  this  re- 
sult. The  size  and  speed  of  the  above  parts  of  this  machine  may 
be,  in  some  degree,  varied ;  but  the  above  have  been  found  to  work 
well. 

"  Having  thus  fully  described  the  parts,  and  combination  of  parts, 
and  operation  of  the  machine  for  planing,  tonguing,  and  grooving 
boards  or  plank,  and  shown  various  modes  in  which  the  same  may 
be  constructed  and  made  to  operate,  without  changing  the  principle 
or  mode  of  operation  of  the  machine,  what  is  claimed  therein  as  the 
invention  of  William  Woodworth,  deceased,  is  the  employment  of 
rotating  planes,  substantially  such  as  herein  described,  in  combination 
with  the  rollers,  or  any  analogous  device,  to  prevent  the  boards  from 
being  drawn  up  by  the  planes,  when  cutting  upwards,  or  from  the 
reduced  or  planed  to  the  unplaned  surface,  as  described. 

"  And,  also,  the  combination  of  the  rotating  planes  with  the  cut- 
ter-wheels for  tonguiug  and  grooving,  for  the  purpose  of  planing, 
tonguing,  and  grooving  boards,  &c,  at  one  operation,  as  described. 
And,  also,  the  combination  of  the  tonguing  and  grooving  cutter  wheels 
for  tonguing  and  grooving  boards,  and  at  one  operation,  as  described. 

"  And,  finally,  the  combination  of  either  the  tonguing  or  the  groov- 
ing cutter-wheel  for  tonguing  or  grooving  boards,  &c,  with  the  pres- 
sure-rollers, as  described,  the  effect  of  the  pressure-rollers  in  these 
operations  being  such  as  to  keep  the  boards,  &c,  steady,  and  prevent 
the  cutters  from  drawing  the  boards  towards  the  center  of  the  cut- 
ter-wheels, whilst  it  is  moved  through  by  machinery.  In  the  plan- 
ing operation,  the  tendency  of  the  plane  is  to  lift  the  boards  directly 
up  against  the  rollers ;  but  in  the  tonguing  and  grooving,  the  ten- 
dency is  to  overcome  the  friction  occasioned  by  the  pressure  of  the 
rollers. 

"  William  W.  Woodworth, 
"Administrator  of  William  Woahoorth,  deceased, 
"Witnesses:  James  Milholland,  Chas.  M.  Keller." 

The  above  papers  show  the  title  of  the  administrator,  who  was  the 
grantor  of  Wilson,  the  plaintiff  in  the  suit.  The  record  in  the  New 
York  case  was  exceedingly  brief,  and  coutained  neither  the  declara- 
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tion  nor  pleas,  bat  only  the  stale  of  the  pleadings  and  the  existence 
of  demnrrers.  But  from  the.  eighth  faet  in  the  statement  of  facts,  hi 
which  it  is  said  that  "tin-  defendants  trace  nn  title  l»>  tliemselves  to  rt 
right  to  use  sai  l  machines  from  the  assignment  made  by  William 
Woodworth  and  James  Strong  to  Flaktead. ,T**ogoocl,  and  Twit'lc.'" 
the  inference  must  hi.',  that  their  defense  wtw  in  showing  an  nutstitnd- 
ing  title. 

The  follow  ing  is  the  entire  ease  presented  by  tin*  New  York  record: 

"United  Ski/  ■  t>f  America^  Xortlnrti  District  •/     •>•  York; 

"At  a  Cireiiit  Court  of  the  United  States,  begun  ami  held  at  Al- 
bany, for  the  Northern  District  of  New  York.  on  Tuesday,  the  twen- 
ty-first day  of  ()ctol>er,  in  the  year  of  >mr  Lord  <>ne  thousand  eight 
hundred  and  forty-live,  and  in  the  seventieth  year  of  American  inde- 
pendence— 

"Present:  Hon,  Samuel  NVlson  ami  1 1  on.  Alfred  Oonkling. 


"Jamks  (t.  Wilson 
r. 


I 

Lewis  Rousseau  mxv  ("harmcs  Kastox.  ) 

••  sf.it.-  ../fh.  i'i  «■/;„./.<. 

"This is  an  action  on  tin-  ease  In  iv.-.n-.r  damages  for  the  alle£<*l 
infringement  of  letters  patent  issued  I"  William  VVoodworth,  on  tin* 
27th  day  of  DeeemTter,  !82#,  for  the  lefiti  of  fourt»*ii  years;  lor  uu 
improvement  in  niQchitii  ry  for  planing,  totigtuug,  ami  gri ivlug  hoards 
and  plank  a i  one  operation,  uluVli  lei  id's  paten!  w»-iv,oii  die  tilth 
day  of  Xoveiuher.  I£42,  extended  for  s.  v.  :,  year*  more,  Mich  ,  \s  Vi- 
sion being  granted  to  William  W.  \Vi <•  ,«hvi trth.  iidluin'^tratoi'  of 
said  William  \V»*  idworlh. 

"To  the  first  eonnl  of  the  plaint  MPs  d«i  luratioti,  the  deb*  ndaitt*  in- 
terposed tbr«  >•  -ewml  -| i;J  ^'..  .ir  in  liar*  hi  cta/h  of  widen  plea*  •'.)■• 
plaintiff  demurred,  an. I  tha  detendauts  joined  in  deiunm  r.  T  >  the 
second  count  of  tip-  pliJntitl \h  'duration,  I  he  defendant*  deliiurivd, 
uid  the  plaint  ill' joiner  I  in  iK-n  nnvr. 

"The case  coming  on  i"  he  argued  at  il.l-  rertn.  ihe  loHosvin"  iniiv- 
tions  occur i I'd  for  divisions,  i"  wil 

"1.  Whether  the  eighteenth  r  . ■•  t  i .  -i ■  of  the  I'UteUt  .Vet  of  |s:!o 
thorized  the  cxtensi  m  of  a  patent,   u  if   i  (ipliention  of  the  i-xeruim 
or adminisiratoi' ol  a  .leecM-,' i  :..  :. 

"2.  Whether,  by  three  and  o|*  ration  ..f  the  ■  tglitcentll  peirtiou 
the  act  of  July  4,  183ft,  entitled  •  \  u  a--i  li.i  iitvnnote  the  pt*ogr<  •  • 
the  useful  arts.*  &c.,  the  t«ten»iiiti  prattle.!  to  Willium  W.  I- 
worth,  as  ailuiinistrator.  uti  (he  I'.hh  dav  of  Nov«?nd«  r.  Is  12,  inuri'd 
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to  the  benefit  of  assignees  under  the  original  patent  granted  to  Wil- 
liam Woodworth,  on  the  27th  day  of  December,  1828,  or  whether 
said  extension  inured  to  the  benefit  of  the  administrator  only,  in  his 
said  capacity. 

"  3.  Whether  the  extension  specified  in  the  foregoing  second  point 
inured  to  the  benefit  of  the  administrator,  to  whom  the  same  was 
granted,  and  to  him  in  that  capacity  exclusively,  or  whether,  as  to  the 
territory  specified  in  the  contract  of  assignment  made  by  William 
Woodworth  and  James  Strong  to  Toogood,  Halstead,  and  Tyack,  on 
the  28th  day  of  November,  1820,  (and  set  forth  in  the  second  plea  of 
the  defendants  to  the  first  count  of  the  declaration,)  and  by  legal  op- 
eration of  the  covenants  contained  in  said  contract,  the  said  extension 
inured  to  the  benefit  of  the  said  Toogood,  Halstead,  and  Tyack,  or 
their  assigns. 

"  4.  Whether  the  plaintiff,  claiming  title  under  the  extension  from 
the  administrator,  can  maintain  an  action  for  an  infringement  of  the 
patent-right  within  the  territory  specified  in  the  contract  of  assignment 
to  Toogood,  ITalstead,  and  Tyack,  against  any  person  not  claiming 
under  said  assignment,  or  whether  the  said  assignment  be,  of  itself, 
a  perfect  bar  to  the  plaintiff's  suit. 

"  5.  Whether  the  extension  specified  in  the  second  point  could  be 
applied  for  and  obtained  by  William  W.  Woodworth,  as  administra- 
tor of  William  Woodworth,  deceased,  if  the  said  William  Woodworth, 
the  original  patentee,  had,  in  his  lifetime,  disposed  of  all  his  interest 
in  the  then  existing  patent,  having,  at  the  time  of  his  death,  no  right 
or  title  to,  or  interest  in,  the  said  original  patent,  or  whether  such 
sale  carried  with  it  nothing  beyond  the  term  of  said  original  patent ; 
and  if  it  did  not,  whether  any  contingent  rights  remained  in  the  pat- 
entee, or  his  representatives. 

"  6.  Whether  the  plaintiff,  if  he  be  an  assignee  of  an  exclusive  right 
to  use  two  of  the  patented  machines  within  the  town  of  Watervliet, 
has* such  an  exclusive  right  as  will  enable  him  to  maintain  an  action 
for  an  infringement  of  the  patent  within  said  town,  or  whether,  to 
maintain  such  action,  the  plaintiff  must  be  possessed,  as  to  that  terri- 
tory, of  all  the  rights  of  the  original  patentee. 

"  7.  Whether  the  letters  patent  of  renewal,  issued  to  William  W. 
Woodworth,  as  administrator  aforesaid,  on  the  8th  dav  of  Julv,  1845, 
upon  the  amended  specification  and  explanatory  drawings  then  filed, 
be  good  and  valid  in  law,  or  whether  the  same  be  void  for  uncertain- 
ty, ambiguity,  or  multiplicity  of  claim,  or  any  other  cause. 

"  8.  Whether  the  court  can  determine,  as  matter  of  law,  upon  an 
inspection  of  the  said  two  patents  and  their  respective  specifications, 
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that  the  said  new  patent  of  the  8th  of  July,  1845,  is  not  for  the  same 
invention  for  which  the  said  patent  of  1828  was  granted. 

"  9.  Whether  the  decision  of  the  Board  of  Commissioners  who  are 
to  determine  upou  the  application  for  the  extension  of  a  patent,  un- 
der the  eighteenth  section  of  the  act  of  1836,  is  conclusive  upon  the 
question  of  their  jurisdiction  to  act  in  the  given  case. 

"10.  "Whether  the  Commissioner  of  Patents  can  lawfullv  receive 
a  surrender  of  letters  patent  for  a  defective  specification,  and  issue 
new  letters  patent  upon  an  amended  specification,  after  the  expiration 
of  the  term  for  which  the  original  patent  was  granted,  and  pending 
the  existence  of  an  extended  term  of  seven  years,  or  whether  such 
surrender  and  renewal  may  be  made  at  any  time  during  such  extend- 
ed term. 

"  On  which  questions  the  opinions  of  the  judges  were  opposed. 

"  Whereupon,  on  a  motion  of  the  plaintiff,  by  William  II.  Seward, 
his  counsel,  that  the  points  on  which  the  disagreement  hath  happen- 
ed may,  during  the  term,  be  stated  under  the  direction  of  the  judges, 
and  certified  under  the  seal  of  the  court  to  the  Supreme  Court,  to  be 
finally  decided — 

"  It  is  ordered  that  the  foregoing  state  of  the  pleadings,  and  the  fol- 
lowing statement  of  facts,  which  is  made  under  the  direction  of  the 
judges,  be  certified,  according  to  the  request  of  the  plaintiff,  by  his 
counsel,  and  the  law  in  that  case  made  and  provided,  to  wit: 

"  1.  That  William  Woodworth,  as  the  inventor  of  a  machine,  or  im- 
provement in  machinery,  for  planing,  tonguing,  and  grooving  boards 
and  plank  at  one  operation,  on  the  27th  day  of  December,  in  the  year 
1828,  applied  to  the  proper  department  of  the  government  for  a  pat- 
ent for  said  invention,  and  upon  the  same  day,  on  filing  his  specifica- 
tions and  explanatory  drawings,  and  complying  with  the  other  legal 
prerequisites,  letters  patent,  signed  by  the  President,  and  under  the 
seal  of  the  United  States,  were  duly  issued  to  the  said  William  Wood- 
worth,  granting  to  him  the  exclusive  right  throughout  the  United 
States  to  construct  and  use,  and  vend  to  others  to  be  used,  the  ma- 
chine or  improvement  patented,  for  and  during  the  term  of  fourteen 
years  from  the  said  27th  dav  of  December,  1828. 

"  2.  That  subsequently,  to  wit,  on  the  28th  day  of  November,  1829, 
the  said  William  Woodworth  and  James  Strong,  who  had  become 
jointly  interested  with  said  Woodworth  in  the  rights  secured  by  the 
said  letters  patent,  by  contract  of  assignment  of  that  date,  transferred 
to  Daniel  II.  Toogood,  Daniel  Halstead,  and  William  Tyack  all  their 
right  and  interest  in  and  to  the  said  patent  for  certain  parts  and  por- 
tions of  the  United  States,  in  said  contract  specifically  set  forth,  inclu- 
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ding  the  city  and  county  of  Albany,  in  the  8tate  of  New  York,  which 
is  the  domicile  of  the  defendants. 

"3.  That  the  habendum  in  said  contract  of  assignment  is  in  the 
words  following,  to  wit: 

"  'To  have  and  to  hold  the  rights  and  privileges  hereby  granted  for 
and  during  the  term  of  fourteen  years  from  the  date  of  the  patent' 

"And  that  the  third  clause  in  said  contract  of  assignment  is  in  the 
following  words,  to  wit: 

"  'And  the  two  parties  further  agree,  that  any  improvement  in  the 
machinery,  or  alteration  or  renewal  of  either  patent,  such  improve- 
ment, alteration,  or  renewal  shall  inure  to  the  benefit  of  the  respect- 
ive parties  interested,  and  may  be  applied  and  used  within  their  re- 
spective districts,  as  hereinbefore  designated.' 

"  4.  That  previous  to  the  expiration  of  the  fourteen  years'  limitation 
of  said  patent,  William  Woodworth,  the  patentee,  died,  to  wit,  on  the 
9th  day  of  February,  1839 ;  that  William  W.  Woodworth  was  there- 
upon duly  appointed,  and  now  is,  administrator  of  the  estate  of  the 
said  William  Woodworth,  and  that  the  said  Woodworth,  in  his  life- 
time, had  sold  all  his  interest  in  the  said  original  patent. 

"  5.  That  William  W.  Woodworth,  as  administrator  aforesaid,  on 
the  16th  day  of  November,  1842,  under  the  eighteenth  section  of  the 
act  of  Congress  of  July  4th,  1836,  applied  to  the  Board  of  Commis- 
sioners created  by  the  said  section  for  an  extension  of  said  patent ;  and 
that,  upon  complying  with  the  requisites  in  said  section  prescribed,  an 
extension  of  said  patent  was  granted  by  said  board  to  William  W. 
Woodworth,  as  administrator  of  the  estate  of  William  Woodworth, 
on  said  16th  day  of  November,  1842,  and  letters  patent  of  extension 
were  on  said  day  duly  issued  to  him,  granting  to  him,  in  his  aforesaid 
capacity,  the  exclusive  right  to  make  and  use,  and  vend  to  others  to 
be  used,  the  said  invention  or  improvement,  for  the  term  of  seven 
years  from  and  after  the  term  of  limitation  of  said  original  patent. 

"6.  That  on  the  8th  day  of  July,  1845,  the  said  William  W.  Wood- 
worth,  in  his  capacity  as  administrator  aforesaid,  and  in  accordance 
with  the  provisions  of  the  thirteenth  section  of  the  said  act  of  July  4th, 
1836,  made  a  surrender  to  the  Commissioner  of  Patents  of  the  letters 
patent  to  him  granted  on  the  16th  day  of  November,  1842,  for  an  in- 
sufficiency of  the  specification  upon  which  the  said  original  patent  was 
issued,  and  upon  filing  a  corrected  and  amended  specification,  with 
explanatory  drawings,  a  copy  of  which  is  annexed  hereto  and  made 
a  part  of  this  statement,  the  said  Commissioner,  on  the  said  8th  day 
of  July,  1845,  issued  to  the  said  William  W.  Woodworth  new  letters 
patent  of  said  invention  for  the  unexpired  term  of  the  first  extension 
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thereof,  and  of  the  extension  granted  by  special  act  of  Congress  on 
tW  20th  day  of  February,  1845. 

"7.  That  the  defendants  in  this  action  have  erected  and  put  in 
"'Iteration,  in  the  town  of  Watervliet,  which  is  within  the  county  of 
Albany  and  State  of  New  York,  one  or  more  machines  for  planing, 
tangoing,  and  grooving  boards  and  plank,  substantially  tho  same  in 
principle  and  mode  of  operation  as  that  die  subject  of  the  patent  gran- 
ted to  William  Woodworth. 

"8.  Thai  the  defendants  trace  no  title  to  themselves,  to  a  right  to 
BBS  said  machines,  from  the  assignment  made  by  William  Woodworth 
and  .lames  Strong  to  Ilalstend,  Toogood,  and  Tyack. 

••:>.  That  the  plaintiff  in  this  action  is  tho  grantee  of  William  W. 
Wood WOTtll,  as  administrator,  of  the  exclusive  right  to  construct  and 
use,  and  vend  to  others  to  l>e  used,  two  of  said  patented  machines 
Within  the  said  town  of  Watervliet,  in  said  county  of  Albany  and 
State  of  New  York."  • 

The  ease  was  argued  by  Mr.  Sawrd,  Mr.  Lntrobr,  and  Mr.  Webster, 
(the  latter  two  dividing  the  points.)  on  behalf  of  the  plaintiff,  and  Mr. 
St.  rriit*,  for  the  defendants.  The  reporter  has  been  kindly  furnished 
with  the  arguments  of  these  gentlemen,  but  his  limits  will  not  permit 
their  publication  in  externa,  and  he  is  unwilling  to  take  the  responsi- 
bility of  condensing  them. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court. 

The  questions  in  this  case  come  before  us  on  a  certificate  of  divis- 
ion of  opinion  from  the  Circuit  Court  of  the  TTnited  States  for  the 
Northern  District  of  Xcw  York,  involving  the  construction  of  various 
provisions  of  the  act  of  Congress  to  promote  the  progress  of  useful 
arts,  commonly  called  the  Patent  Act  We  shall  examine  the  ques- 
tions in  the  order  in  which  they  appear  on  the  record.  Tho  first  is 
a*  follows: 

1.  Whether  the  eighteenth  section  of  the  act  of  1836  authorized 
tbc  extension  of  a  patent  on  the  application  of  the  executor  or  admin- 
istrator of  a  deceased  patentee. 

The  eighteenth  section  provides,  in  substance,  that  whenever  any 
patentee  of  an  invention  or  discovery  shall  desire  an  extension  of  his 
patent  beyond  the  term  of  its  limitation,  he  may  make  application 
therefor,  in  writing,  to  the  Commissioner  of  the  Patent  Office,  setting 
'••nil  the  grounds  thereof.  That  the  Secretary  of  State,  the  Commis- 
sioner of  the  Patent  Office,  and  the  Solicitor  of  the  Treasury  shall 
'  ""-titntea  board  to  hear  and  decide  upon  the  application.   The  pat- 
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entee  shall  furnish  to  the  board  a  statement  in  writing,  under  oath, 
of  the  value  and  usefulness  of  the  invention,  and  of  his  receipts  and 
expenditures,  sufficient!}  in  detail  to  exhibit  a  true  and  faithful  ac- 
count of  loss  and  profit  in  any  manner  accruing  to  him  from  and  by 
reason  of  the  invention ;  and  if,  upon  a  hearing  of  the  matter,  it  shall 
appear,  to  the  satisfaction  of  the  board,  having  a  due  regard  to  the 
public  interest,  that  it  is  just  and  proper  that  the  term  of  the  patent 
should  be  extended,  by  reason  of  the  patentee,  without  neglect  or 
fault  on  his  part,  having  failed  to  obtain,  from  the  use  and  8ale  of  his 
invention,  a  reasonable  remuneration  for  the  time,  ingenuity,  and  ex- 
pense bestowed  upon  the  same,  and  the  introduction  thereof  into  use, 
it  shall  be  the  duty  of  the  Commissioner  to  renew  and  extend  the  pat- 
ent, by  making  a  certificate  thereon  of  such  extension  for  the  term  of 
seven  years  from  and  after  the  expiration  of  the  first  term,  &c. 

This  is  the  substance  of  the  section,  so  far  as  is  material  to  the  con- 
sideration of  the  question;  and  it  will  be  seen, that,  according  to  the 
words  of  the  provision,  the  application  is  to  be  made  by,  and  the  new 
term  to  be  granted  to,  the  patentee  himself;  and  hence  the  objection 
on  account  of  its  having  been  granted  to  the  administrator. 

The  main  argument  relied  on  to  support  the  objection  is,  that  the 
patentee  had  no  interest  or  right  of  property  in  the  extended  term  at 
the  time  of  his  death.  That  all  he  had  was  a  mere  possibility,  too  re- 
mote and  contingent  to  be  regarded  as  property,  or  any  right  of  prop- 
erty, in  the  sense  of  the  law,  and  therefore  not  assets  or  rights  in  the 
hands  of  the  administrator  which  would  authorize  an  application  with- 
in the  meaning  of  the  statute. 

At  common  law,  the  better  opinion  probably  is,  that  the  right  of 
property  of  the  inventor  to  his  invention  or  discovery  passed  from 
him  as  soon  as  it  went  into  public  use  with  his  consent.  It  was  then 
regarded  as  having  been  dedicated  to  the  public,  as  common  prop- 
erty, and  subject  to  the  common  use  and  enjoyment  of  all. 

The  act  of  Congress  for  the  encouragement  of  inventors,  and  to 
promote  the  progress  of  the  useful  arts,  and  for  the  purpose  of  reme- 
dying the  imperfect  protection,  or  rather  want  of  protection,  of  this 
species  of  property,  has  secured  to  him,  for  a  limited  term,  the  full 
and  exclusive  enjoyment  of  his  discovery. 

The  law  has  thus  impressed  upon  it  all  the  qualities  and  character- 
istics of  property,  for  the  specified  period ;  and  has  enabled  him  to 
hold  and  deal  with  it  the  same  as  in  case  of  any  other  description  of 
property  belonging  to  him,  and  on  his  death  it  passes,  with  the  rest 
of  his  personal  estate,  to  his  legal  representatives,  and  becomes  part 
of  the  assets. 
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Congress  have  not  only  secured  to  the  inventor  this  absolute  and 
indefeasible  interest  and  property  in  the  subject  of  the  invention  for 
the  fourteen  years,  but  have  also  agreed,  that  upon  certain  conditions 
occurring,  and  to  be  shown,  before  the  expiration  of  this  period,  to  the 
satisfaction  of  a  Board  of  Commissioners,  an  indifferent  tribunal  des- 
ignated for  the  purpose,  this  right  of  property  in  the  invention  shall 
be  continued  for  the  further  term  of  seven  vears.  Subject  to  this 
condition,  the  right  of  property  in  the  second  term  is  as  perfect,  to  the 
extent  of  the  intent,  as  the  right  of  property  in  the  first. 

The  circumstances  upon  which  the  coudition  rests,  and  the  occur- 
rence of  which  gives  effect  and  operation  to  the  further  grant  of  the 
government,  are  by  no  means  uncommon  or  difficult  to  be  shown. 
They  have  often  happened  to  inventors,  in  the  course  of  their  dealings 
with  this  species  of  property.  The  act  of  Congress  contemplates  their 
occurrence  again,  and  has  therefore  provided  further  security  and 
protection,  by  enlarging  the  interest  and  right  of  property  in  the  sub- 
ject of  their  invention. 

The  provision  is  founded  upon  the  policy  of  the  government,  to 
encourage  genius  and  promote  the  progress  of  the  useful  arts,  by 
holding  out  an  additional  inducement  to  the  enjoyment  of  the  right 
secured  under  the  first  term,  and  as  an  act  of  justice  to  the  inventors 
for  the  time,  ingenuity,  and  expense  bestowed  in  bringing  out  the  dis- 
covery*, frequently  of  incalculable  value  to  the  business  interests  of  the 
country.  And  it  is  apparent,  therefore,  uuless  the  executor  or  admin- 
istrator is  permitted  to  take  the  place  of  the  patentee  in  case  of  his 
death,  and  make  application  for  the  grant  of  the  second  term,  which 
continues  the  exclusive  enjoyment  of  the  right  of  property  in  the  in- 
vention, the  object  of  the  statute  will  be  defeated,  and  a  valuable  right 
of  property,  intended  to  be  secured,  lost  to  his  estate. 

The  statute  is  not  founded  upon  the  idea  of  conferring  a  mere  per- 
sonal reward  and  gratuity  upon  the  individual,  as  a  mark  of  distinc- 
tion for  a  great  public  service,  which  would  terminate  with  his  death, 
but  of  awarding  to  him  an  enlarged  interest  and  right  of  property  in 
the  invention  itself,  with  a  view  to  secure  to  him,  with  greater  cer- 
tainty, a  fair  and  reasonable  remuneration.  And  to  the  extent  of 
this  further  right  of  property,  thus  secured,  whatever  that  may  be,  it 
is  of  the  same  description  and  character  as  that  held  and  enjoyed  un- 
der the  patent  for  the  first  term.  In  its  nature,  therefore,  it  contin- 
ues, and  is  to  be  dealt  with,  after  the  decease  of  the  patentee,  the  same 
as  an  interest  under  the  first,  and  passes,  with  other  rights  of  property 
belonging  to  him,  to  the  personal  representatives,  as  part  of  the  effects 
of  the  estate. 
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It  would  seem,  therefore,  from  the  nature  of  this  interest  in  an  ex- 
tended term  itself,  as  well  as  from  a  consideration  of  the  object  and 
purpose  of  the  statute,  plainly  expressed  upon  its  face,  iu  providing 
for  the  prolonged  enjoyment  and  protection  of  this  species  of  pmju'rty, 
that  the  Board  of  Commissioners  were  well  warranted  in  making  the 
renewed  grant  to  tho  administrator,  upon  his  complying  with  the  con- 
ditions. 

An  argument  has  been  urged  against  this  conclusion,  grounded 
upon  the  tenth  and  thirteenth  sections  of  the  Patent  Law.  The  for- 
mer provides  in  express  terms  for  the  issuing  of  a  patent  to  the  exec- 
utor or  administrator,  in  case  of  the  death  of  the  inventor  before  it  is 
taken  out;  and  the  latter,  for  the  surrender  of  a  patent  defective  by 
reason  of  an  insnlKeient  description,  and  the  reissuing  of  a  new  one. 
These  are  supposed  to  he  analogous  cases,  and  manifest  the  sense  of 
Congress,  that,  without  the  express  provisions  of  law,  the  patent  in 
the  one  case,  and  the  surrender  in  the  other,  could  not  be  issued  to 
or  be  made  by  the  legal  representative.  The  argument  is  no  doubt 
A  proper  one,  and  entitled  to  consideration ;  but  it  is  not  necessarily 
conclusive. 

As  it  respects  the  provision  for  a  surrender  by  the  executor  or  ad- 
ministrator, which  is  most  analogous  to  the  question  in  hand,  we  think 
there  could  be  no  great  doubt  that  the  right  would  exist  in  the  absence 
of  any  such  express  authority,  regard  being  had  to  the  nature  of  the 
property,  and  the  rights  and  duties  of  the  legal  representative,  within 
the  spirit  and  object  of  the  Patent  Law.  It  would  be  the  surrender 
of  a  patent,  the  legal  interest  and  property  in  which  had  become 
vested  in  him  as  part  of  the  assets,  which  he  was  bound  to  take  care 
of  and  protect  against  waste.  A  step  necessary  to  perfect  the  title 
and  give  value  to  the  property,  would  seem  to  be  not  only  directly 
within  the  line  of  his  duty,  but  in  furtherance  of  the  chief  object  <>f 
the  law,  namely,  to  secure  remuneration  to  the  meritorious  inventor. 

It  has  also  been  argued,  that  the  executor  or  administrator  could 
not  comply  with  the  terms  and  conditions  of  the  eighteenth  section, 
upon  which  the  right  of  property  in  the  extended  term  is  made  to 
depend.  In  other  words,  that  he  would  bo  unable  to  furnish  to  the 
Board  of  Commissioners  a  statement,  under  oath,  of  the  usefulness  of 
the  invention,  and  of  the  receipts  and  expenditures  of  the  patentee, 
exhibiting  a  true  and  faithful  account  of  the  loss  and  profit  in  any 
manner  accruing  from  and  by  reason  of  the  invention.  This  argu- 
ment assumes,  as  a  matter  of  fact,  that  which  may  well  be  denied. 
Suppose  the  dealings  of  the  patentee  in  the  subject  of  his  discov- 
ery have  been  carried  on  through  the  instrumentality  of  agents  nr 
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clerks,  or,  il*  not,  that  the  patentee  himself,  as  business  men  usually 
do,  has  kept  an  accurate  accouut  of  his  receipts  and  expenditures,  all 
difficulty  at  once  disappears.  The  account-books  of  a  deceased  party, 
in  many  of  the  States  of  the  Union,  identified,  and  the  handwriting 
proved,  are  received  as  legal  evidence  of  the  demand  in  the  courts 
of  justice,  and  afford  full  authority,  upon  legal  principles,  for  the  ad- 
mission of  the  books  before  the  board,  in  support  of  the  application. 
We  perceive  no  great  difficulty  in  a  substantial  compliance  with  the* 
terms  of  the  section  on  the  part  of  the  executor  or  administrator. 

The  second  question  is,  whether,  by  force  and  operation  of  the 
eighteenth  section,  already  referred  to,  the  extension  granted  to  W. 
W.  Woodworth,  as  administrator,  on  the  Kith  day  of  November. 
1842,  inured  to  the  benefit  of  assignees  under  the  original  patent 
granted  to  William  Woodworth,  on  the  27th  day  of  December,  1828, 
or  whether  said  extension  inured  to  the  benefit  of  the  administrator 
only,  in  his  said  capacity. 

Tho  most  of  this  section  lias  already  been  recited  in  the  considera- 
tion of  the  first  question,  and  it  will  be  unnecessary  to  repeat  it.  It 
provides  for  the  application  of  the  patentee  to  the  commission  for  an 
extension  of  the  patent  for  seven  years;  constitutes  a  board  to  hear 
and  decide  uj>on  the  application ;  and  if  bin  receipts  and  expenditures, 
showing  the  loss  and  profits  accruing  to  him  from  and  on  account  6i 
his  invention,  shall  establish,  to  the  satisfaction  of  the  hoard,  tlmt  the 
patent  should  be  extended,  by  reason  of  the  patentee,  without  any 
fault  on  his  part,  having  failed  to  obtain,  from  the  use  and  side  of  his 
invention,  a  reasonable  remuneration  fur  his  time,  ingenuity,  and  ex- 
pense bestowed  upon  the  same,  ami  the  introduction  of  it  into  use,  it 
ahull  be  the  duty  of  the  Commissioners  to  extend  the  same,  by  making 
a  certificate  thereon  of  such  extension  for  the  term  of  seven  years 
from  and  after  the  first  term;  "and  thereupon  the  said  patent  shall 
have  the  same  effect  in  law  as  though  it  had  been  originally  granted 
for  the  term  of  twenty-one  years."  And  then  comes  the  clause  in 
question:  "And  the.  benefit  of  tueh  renewal  shall  extend  (<>  rtrnfanass  and 
grantees  of  the  right  to  use  the  thliuf  patented,  to  the  extent  of  their  res/h-rt- 
ioe  interest*  therein" 

The  answer  to  the  second  question  certified,  depends  upon  the  true 
construction  of  the  above  clause,  respecting  the  rights  of  assignees  am  I 
grantees. 

Various  and  conflicting  interpretations  have  been  given  to  it  by 
the  learned  counsel,  on  the  argument,  leading  to  different  and  oj)po- 
site  results,  which  it  will  be  necessary  to  examine. 

On  one  side,  it  has  been  strongly  argued,  that  the  legal  operation 
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and  effect  of  the  clause  save  and  protect  all  the  rights  and  interests 
of  assignees  and  grantees  in  the  patent  existing  at  the  time  of  the 
extension ;  and  thus  secure  and  continue  the  exclusive  use  and  enjoy- 
ment of  these  rights  and  interests  for  the  seven  veal's,  to  the  same 
extent,  and  in  as  ample  a  manner,  as  held  and  enjoyed  under  the  first 
term.  That  if  A  holds  an  assignment  of  a  moiety  of  the  patent,  he 
will  hold  the  same  for  the  new  term  of  seven  vears;  if  of  the  whole 
patent,  then  the  whole  interest  for  that  period ;  and  that  as  soon  as 
the  new  grant  is  made  to  the  patentee  the  interest  therein  passes,  by 
operation  of  this  clause,  to  the  assignees  of  the  old  term,  in  proportion 
to  their  respective  shares. 

Oti  the  other  side,  it  has  been  argued,  with  equal  earnestness,  that, 
according  to  the  true  construction  and  legal  effect  of  the  clause,  pro- 
tection is  given,  and  intended  to  be  given,  only  to  the  rights  and  in- 
terests of  assignees  and  grantees  acquired  and  held  by  assignments 
and  grants  from  the  patentee  in  and  under  the  second  or  new  term ; 
and  that  it  does  not  refer  to  or  embrace,  or  in  any  way  affect,  the 
lights  and  interests  of  assignees  or  grantees  holding  under  the  old. 

In  connection  with  this  view,  it  is  said  that  the  rights  thus  protect- 
ed in  the  new  term  may  be  acquired  by  means  of  the  legal  operation 
of  the  clause,  either  from  a  direct  assignment  or  grant  after  the  ex- 
tension of  the  patent,  or  by  an  appropriate  provision  for  that  purpose, 
looking  to  an  extension,  contained  in  the  assignment  or  grant  under 
the  old. 

It  is  not  to  be  denied,  but  that,  upon  any  view  that  has  been  taken 
or  that  may  be  taken  of  the  clause,  its  true  meaning  and  legal  effect 
cannot  be  asserted  with  entire  confidence ;  and,  after  all,  must  depend 
upon  such  construction  as  the  court  can  best  give  to  doubtful  phrase- 
ology and  obscure  legislation,  having  a  due  regard  to  the  great  object 
and  intent  of  Congress,  as  collected  from  the  context  and  general 
provisions  and  policy  of  the  Patent  Law. 

The  rule  is  familiar  and  well  settled,  that,  in  case  of  obscure  and 
doubtful  words  of  phraseology,  the  intention  of  the  law-makers  is  to 
be  resorted  to,  if  discoverable  from  the  context,  in  order  to  fix  and 
control  their  meaning,  so  as  to  reconcile  it,  if  possible,  with  the  gen- 
eral policy  of  the  law. 

Now,  the  serious  difficulty  in  the  way,  and  which  renders  the  first 
interpretation  inadmissible,  except  upon  the  most  explicit  and  positive 
words,  is,  that  it  subverts  at  once  the  whole  object  and  purpose  of  the 
enactment,  as  is  plainly  written  in  every  line  of  the  previous  part  of 
the  section.  It  gives  the  assignees  and  grantees  of  the  patent,  as  far 
as  assigned  under  the  old  term,  the  exclusive  right  and  enjoyment  of* 
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the  invention — the  monopoly — in  the  extended  term  for  the  seven 
yours ;  when,  hy  the  same  provision,  it  clearly  appears  that  it  was  in- 
tended to  be  secured  to  the  patentee,  as  an  additional  remuneration 
for  his  time,  ingenuity,  and  expense  in  bringing  out  the  discovery, 
and  in  introducing  it  into  public  use.  It  gives  this  remuneration  to 
parties  that  have  no  peculiar  claims  upon  the  government  or  the  pub- 
lic, and  takes  it  from  those  who  confessedly  have. 

The  whole  structure  of  the  eighteenth  section  turns  upon  the  idea 
of  affording  this  additional  protection  and  compensation  to  the  pat- 
entee, aud  to  the  patentee  alone  ;  and  hence  the  reasou  for  instituting 
the  inquiry  before  the  grant  of  the  extension,  to  ascertain  whether  or 
not  he  has  failed  to  realize  a  reasonable  remuneration  from  the  sale 
and  use  of  the  discovery, — the  production  of  an  account  of  profit  aud 
loss,  to  enable  the  board  to  determine  the  question ;  and  as  it  comes 
to  the  one  or  the  other  conclusion,  to  grant  the  extended  term  or 
not 

It  is  obvious,  therefore,  that  Congress  had  not  at  all  in  view  pro- 
tection to  assignees;  that  their  condition,  on  account  of  dealiug  in 
the  subject  of  the  invention,  whether  successful  or  otherwise,  was  not 
in  the  mind  of  that  body ;  nor  can  any  good  reason  be  given  why  it 
should  have  been. 

They  had  purchased  portions  of  the  interest  in  the  invention,  and 
dealt  with  the  patent-rights  as  a  matter  of  business  and  speculation ; 
and  stood  in  no  different  relation  to  the  government  or  the  public 
than  other  citizens  engaged  in  the  common  affairs  of  life. 

Nothing  short  of  the  most  fixed  and  positive  terms  of  a  statute 
could  justify  an  interpretation  so  repugnant  to  the  whole  scope  and 
policy  of  it,  and  to  wise  and  judicious  legislation. 

We  think  this  construction  not  necessarily  required  by  the  language 
of  the  clause,  and  is  altogether  inadmissible. 

Then,  as  to  the  second  interpretation,  namely,  that  the  clause  refers 
to  and  includes  assignees  and  grantees  of  interests  acquired  in  the  new 
term,  either  by  an  assignment  or  grant  from  the  patentee  after  the 
extension,  or  by  virtue  of  a  proper  clause  for  that  puqiose  in  the  as- 
signment under  the  old  term. 

The  difficulty  attending  this  construction  lies  in  the  uselessncss  of 
the  clause  upon  the  hypothesis — the  failure  to  discover  any  Bubject- 
matter  upon  which  to  give  reasonable  operation  and  effect  to  it ;  and 
hence,  to  adopt  the  construction  is  to  make  the  clause  virtually  a  dead- 
letter,  the  grounds  for  which  conclusion  we  will  proceed  to  state. 

The  eleventh  section  of  the  Patent  Act  provides  that  every  patent 
shall  be  assignable  in  law,  either  as  to  the  whole  interest  or  any  un- 


392 


Wilson  v.  Rousseau. 


[Sup.  Ct. 


Opinion  of  the  conrt. 

divided  part  thereof,  by  an  instrument  in  writing,  which  assignment, 
aud  also  every  grant  and  conveyance  of  the  exclusive  right  under  any 
patent,  &c,  shall  he  recorded  in  the  Patent  Office.  And  the  fourteenth 
section  authorizes  suits  to  be  brought  in  the  name  of  the  assignee  or 
grantee,  for  an  infringement  of  his  rights,  in  a  court  of  law. 

One  object  of  these  provisions  found  in  the  general  patent  system, 
is  to  separate  the  interest  of  the  assignee  and  grantee  from  that  which 
may  be  held  by  the  patentee,  and  to  make  each  fractional  interest 
held  under  the  patent  distinct  and  separate ;  in  other  words,  to  change 
a  mere  equitable  into  a  legal  title  and  interest,  so  that  it  may  be  dealt 
with  in  a  court  of  law. 

Now,  in  view  of  these  provisions,  it  is  difficult  to  perceive  the  ma- 
teriality of  the  clause  in  question,  as  it  respects  the  rights  of  assignees 
and  grantees,  held  by  an  assignment  or  grant  in  and  under  the  new 
term,  any  more  than  in  respect  to  like  rights  and  interests  in  and  un- 
der the  old. 

The  eleventh  and  fourteenth  sections  embrace  every  assignment  or 
grant  of  a  part  or  the  whole  of  the  interest  in  the  invention,  and  enable 
these  parties  to  deal  with  it,  in  all  respects,  the  same  as  the  patentee. 
They  stand  upon  the  same  footing,  under  the  new  term,  as  in  the  case 
of  former  assignments  under  the  old.  Nothing  can  be  clearer.  It  is 
impossible  to  satisfy  the  clause  by  referring  it  to  these  assignments 
and  grants,  or  to  see  how  Congress  could,  for  a  moment,  have  im- 
agined that  there  would  be  auy  necessity  for  the  clause,  in  this  aspect 
of  it.  It  would  have  been  as  clear  a  work  of  supererogation  as  can 
be  stated. 

The  only  color  for  the  argument  in  favor  of  the  necessity  of  tins 
clause,  in  the  aspect  in  which  we  are  viewing  it,  is  as  respects  the  con- 
tingent interest  in  the  new  term,  derived  from  a  provision  in  an  as- 
signment under  the  old  one,  looking  to  the  extension.  As  the  right 
necessarily  rested  on  contract,  at  least  till  the  contingency  occurred, 
there  may  be  some  doubt  whether,  even  after  its  occurrence,  the 
eleventh  and  fourteenth  sections  had  the  effect  to  change  it  into  a 
vested  legal  interest,  so  that  it  could  be  dealt  with  at  law ;  and  that 
a  new  assignment  or  grant  from  the  patentee  would  be  required, 
which  could  be  enforced  only  in  a  court  of  equity.  To  this  extent, 
there  may  be  some  color  for  the  argument — some  supposed  matter 
to  give  operation  and  effect  to  the  clause. 

Hut  what  is  the  amount  of  it  ?  Not  that  the  clause  creates  or  secures 
this  contingent  interest  in  the  new  term,  for  that  depends  upon  the 
contract  between  the  parties,  and  the  contract  alone,  and  which,  even 
if  the  general  provisions  of  the  law  respecting  the  rights  of  assignees 
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and  grantees  could  not  have  the  effect  to  change  into  a  legal  right, 
might  be  enforced  in  a  court  of  equity. 

The  only  effect,  therefore,  of  the  provision,  in  respect  to  assignees 
and  grantees  of  this  description,  would  be  to  change  the  nature  of  the 
contingent  interest,  after  the  event  happened,  from  a  right  resting  in 
contract  to  a  vested  legal  interest;  or,  to  speak  with  more  precision, 
to  remove  a  doubt  about  the  nature  of  the  interest  in  the  new  term, 
after  the  happening  of  a  certain  contingency,  which  event  in  itself 
was  quite  remote.  This  seems  to  be  the  whole  amount  of  the  effect 
that  even  ingenious  and  able  counsel  have  succeeded  in  finding,  to 
satisfy  the  clause.  It  presupposes  that  Congress  looked  to  this  scin- 
tilla of  interest  in  the  new  term,  which  might  or  might  not  occur,  and 
cast  about  to  provide  for  it,  for  fear  of  doubts  as  to  its  true  nature 
and  legal  character,  and  the  effect  of  the  general  system  upon  it. 

We  cannot  but  think  a  court  should  hesitate  before  giving  a  con- 
struction to  the  clause  so  deeply  harsh  aud  unjust  in  its  consequences, 
both  as  it  respects  the  public  and  individual  rights  and  interests,  upon 
so  narrow  a  foundation. 

But  there  are  other  difficulties  in  the  way  of  this  construction. 

The  eleventh  section,  regulating  the  rights  of  assignees  and  grantees, 
provides  "that  every  patent  shall  be  assignable  at  law,"  &c,  "which 
assignment,  and  also  every  grant  and  conveyance  of  the  exclusive 
right  under  any  patent  to  make  and  use,  and  to  grant  to  others  to 
make  and  use,  the  thing  patented  within  and  throughout  any  specified 
part  or  portion  of  the  United  States,"  &c,  "shall  be  recorded." 

Now,  it  will  be  apparent,  we  think,  from  a  very  slight  examination 
of  the  clause  in  question,  that  it  does  not  embrace  assignees  or  gran- 
tees, in  the  sense  of  the  eleventh  section,  at  all ;  nor  in  the  sense  in 
which  they  are  referred  to,  when  speaking  of  these  interests  generally, 
under  the  Patent  Law,  without  interpolating  words  or  giving  a  very 
forced  construction  to  those  composing  it. 

The  clause  is  as  follows:  "And  the  benefit  of  such  renewal  shall 
extend  to  assignees  and  grantees  of  the  right  to  use  the  thing  patent- 
ed, to  the  extent  of  their  respective  interests  therein." 

It  will  be  seen  that  the  word  "  exclusive,"  used  to  quality  the  right 
of  a  grantee  in  the  eleventh  section,  and,  indeed,  always  when  referred 
to  in  the  Patent  Law,  (sec.  14,)  and  also  the  words  "to  make,"  "and 
to  grant  to  others  to  make  and  use,"  are  dropped ;  so  that  there  is  not 
only  no  exclusive  right  in  the  grantee,  in  terms,  granted  or  secured 
by  the  clause,  but  no  right  at  all — no  right  whatever — to  make,  or  to 
gv&nt  to  others  to  make  and  use,  the  thing  patented;  in  other  words, 
no  exclusive  right  to  make  or  vend.    And  it  is,  we  thiuk,  quite  ob- 
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vious,  from  the  connection  and  phraseology;  that  assignees  and  gran- 
tees are  placed,  and  were  intended  to  he  placed,  in  this  respect,  upon 
the  same  footing.  We  should  scarcely  bs  justified  in  giving  to  this 
term  a  more  enlarged  meaning  as  to  the  right  to  make  and  sell,  as  it 
respec  ts  the  one  class,  than  is  given  to  the  others,  as  they  are  always 
used  as  correlative  in  the  Patent  Laws,  to  the  extent  of  the  interests 
held  by  them.  The  clause,  therefore,  in  terms,  seems  to  limit  studi- 
ously the  benefit  or  reservation,  or  whatever  it  may  he  called,  under 
or  from  the  new  grant,  to  the  naked  right  to  use  the  thing  patented; 
not  an  exclusive  right  even  for  that,  which  might  denote  monopoly, 
nor  any  right  at  all,  much  less  exclusive,  to  make  and  vend.  That 
seems  to  have  been  guardedly  omitted.  We  do  not  forget  the  remain- 
ing part  of  the  sentence,  "  to  the  extent  of  their  respective  interests 
therein,"  which  is  relied  on  to  help  out  the  difficulty.  But  we  see 
nothing  in  the  phrase,  giving  full  effect  to  it,  necessarily  inconsistent 
with  the  plain  meaning  of  the  previous  words.  The  exact  idea  in- 
tended to  be  expressed  may  be  open  to  observation;  but  we  think  it 
far  from  justifying  the  court  in  holding  that  the  grant  or  reservation 
of  a  right  to  use  a  thing  patented,  well  known  and  in  general  use  at 
the  time,  means  an  exclusive  right  to  make  and  use  it;  and  not  only 
this,  but  an  exclusive  right  to  grant  to  others  the  right  to  make  and 
use  it,  meaning  an  exclusive  right  to  vend  it. 

The  court  is  asked  to  build  up  a  complete  monopoly,  in  the  hands 
of  the  assignees  and  grantees,  in  the  thing  patented,  by  judicial  con- 
struction, founded  upon  the  grant  of  a  simple  right  to  use  it  to  the 
extent  of  the  interest  possessed ;  for  the  argument  comes  to  this  com- 
plexion. A  simple  right  to  use  is  given,  and  we  are  asked  to  read  it 
an  exclusive  right;  and  not  only  to  read  it  an  exclusive  right  to  use, 
but  an  exclusive  light  to  make  and  vend  the  patented  article. 

Recurring  to  the  Patent  Law,  it  will  be  seen  that  Congress,  in 
granting  monopolies  of  this  description,  have  deemed  it  necessary 
to  use  very  different  language.  The  grant  in  the  patent  must  be  in 
express  terms,  for  "the  full  and  exclusive  right  and  liberty  of  mak- 
ing, using,  and  vending,"  in  order  to  confer  exclusive  privileges. 
The  same  language  is  also  used  in  the  act,  when  speaking  of  por- 
tions of  the  monopoly  in  the  hands  of  assignees  and  grantees.  Sec- 
tions 11,  14. 

We  cannot  but  think,  therefore,  if  Congress  had  intended  to  confer 
a  monopoly  in  the  patented  article  upon  the  assignees  and  grantees, 
by  the  clause  in  question,  the  usual  formula  in  all  such  grants  would 
have  been  observed,  and  that  we  should  be  defeating  their  understand- 
ing and  intent,  as  well  as  doing  violence  to  the  language,  to  sanction 
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or  uphold  rights  and  privileges  of  such  magnitude,  by  the  mere  force 
of  judicial  construction. 

We  conclude,  therefore,  that  the  clause  has  no  reference  to  the  rights 
or  interest  of  assignees  and  grantees  under  the  new  and  extended 
term— 

1.  Because,  in  that  view,  giving  to  the  words  the  widest  construc- 
tion, there  is  nothing  to  satisfy  the  clause,  or  upon  which  any  substan- 
tial effect  and  operation  can  be  given  to  it.  It  becomes  virtually  a 
dead-letter,  aud  work  of  legislative  superfluity.  And, 

2.  Because  the  clause  in  question,  upon  a  true  and  reasonable  in- 
terpretation, does  not  operate  to  vest  the  assignees  and  grantees  named 
therein  with  any  exclusive  privileges  whatever,  in  the  extended  term, 
and  therefore  cannot  be  construed  as  relating  to  or  embracing  such 
interests,  in  the  sense  of  the  law. 

The  extension  of  the  patent  under  the  eighteenth  section  is  a  new 
grant  of  the  exclusive  right  or  monopoly  in  the  subject  of  the  inven- 
tion for  the  seven  years.  All  the  rights  of  assignees  or  grantees, 
whether  in  a  share  of  the  patent,  or  to  a  specified  portion  of  the  terri- 
tory held  under  it,  terminate  at  the  end  of  the  fourteen  years,  and 
become  reinvested  in  the  patentee  by  the  new  grant. 

From  that  date,  he  is  again  possessed  of  "the  full  and  exclusive 
right  and  liberty  of  making,  using,  and  vending  to  others  the  inven- 
tion," whatever  it  may  be.  Not  only  portions  of  the  monopoly  held 
by  assignees  and  grantees  as  subjects  of  trade  and  commerce,  but  the 
patented  articles  or  maehiues,  throughout  the  country,  purchased  for 
practical  use  in  the  business  affairs  of  life,  are  embraced  within  the 
operation  of  the  extension.  This  latter  class  of  assignees  and  grantees 
are  reached  by  the  new  grant  of  the  exclusive  right  to  use  tho  thing 
patented.  Purchasers  of  the  machines  who  were  in  the  use  of  them 
at  the  time  are  disabled  from  further  use  immediately,  as  that  right 
became  vested  exclusively  in  the  patentee.  Making  and  vendiug  the 
invention  are  prohibited  by  the  corresponding  terms  of  this  grant. 

Now,  if  we  read  the  clause  in  question  with  reference  to  this  state 
of  things,  we  think  that  much  of  the  difficulty  attending  it  will  disap- 
pear. By  the  previous  part  of  the  section,  the  patentee  would  become 
reinvested  with  the  exclusive  right  to  make,  use,  and  \end  the  thins 
patented;  and  the  clause  in  question  follows,  and  was  so  intended,  as 
a  qualification.  To  what  extent,  is  the  question.  The  language  is, 
"And  the  benefit  of  such  renewal  shall  extend  to  assignees  and  gran- 
tees  of  the  right  to  use  the  thing  patented,  to  the  extent  of  their  re- 
spective interests  therein," — naturally,  we  think,  pointing  to  those 
who  were  in  the  use  of  the  patented  article  at  tho  time  of  the  renewal, 
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nu<l  intended  to  restore  or  save  to  (hem  that  right  which,  without  the 
dame,  would  have  heen  vested  again  exclusively  in  the  patentee. 
The  previous  part  of  the  section  operating  in  terms  to  vest  him  witL 
the  exclusive  right  to  use  as  well  as  to  make  and  vend,  there  is  noth- 
ing very  remarkable  in  the  words,  the  legislature  intending  thereby 
to  quality  the  right  in  respect  to  a  certain  claw  only,  leaving  the  right 
as  to  all  others  in  the  patentee,  in  speaking  of  the  henetit  of  the  re- 
newal extending  to  this  ehuss.  The  renewal  vested  him  with  the 
whole  right  to  use.  and  therefore  there  is  no  great  impropriety  of 
language,  if  intended  to  protect  this  class,  hy  giving  them  in  terms 
the  benefit  of  the  renewal.  Against  this  view,  it  may  he  said  that 
"the  thing  patented"  means  the  invention  or  discovery,  as  held  in 
M('lar</  v.  BSnffStttnd,  1  I  Low.,  2«»2.  ante,  and  that  the  right  to  use  the 
••thing  patented"  is  what,  in  terms,  is  provided  for  in  the  clause. 
That  is  admitted,  hut  the  words,  as  used  in  the  connection  here  founJ. 
with  the  right  simply  to  use  the  thing  patented,  (uot  the  exclusive 
right,  which  would  he  a  monopoly,)  necessarily  refer  to  the  patented 
machine,  and  not  to  the  invention ;  and,  indeed,  it  is  in  that  sense  that 
the  expression  is  to  be  understood  generally  throughout  the  Patent 
Law,  when  taken  in  connection  with  the  right  to  use,  in  contradis- 
tinction to  the  right  to  make  and  sell. 

The  ••  thing  patented"  is  the  invention ;  so  the  machine  is  the  thin£ 
patented;  and  to  use  the  machine  is  to  use  the  invention,  hecause  it 
is  the  thing  invented,  and  in  respect  to  which  the  exclusive  right  is 
secured,  as  is  also  held  in  MvClturtf  V.  Kinydtmd,  The  patented  ma- 
chine is  frequently  need  as  equivalent  for  the  -  thing  patented,"  as 
well  as  tor  the  invention  or  discovery,  and.  no  doubt,  when  found  in 
connection  with  the  exclusive  right  to  make  and  veud,  ulways  means 
the  ''ight  of  property  in  the  invention— the  monopoly.  But  when  in 
connection  with  the  simple  right  to  use.  the  exclusive  right  to  make 
and  v  end  being  in  another,  the  right  to  use  the  thing  patented  neces- 
sarily results  in  a  right  to  use  the  machine,  and  nothing  more.  Then, 
ttfl  to  the  phrase  "to  the  extent  of  their  respectivo  interests  thereW 
that,  ohviously  enough,  refera  to  their  interests  in  the  thing  patented, 
and.  in  connection  with  the  right  simply  to  use,  means  their  interests 
in  tin'  patented  machines,  he  that  interest  in  one  or  more  at  the  time 
of  the  extension. 

This  view  of  the  clause,  which  brings  it  down,  in  practical  effect 
and  operation,  to  the  persons  in  the  use  of  the  patented  maclune or 
machines  at  the  time  of  the  new  grant,  is  strengthened  hy  the  clause 
immediately  toll  .wing,  which  i«,  "that  no  extension  of  the  patent 
shall  he  granted  after  the  expiration  of  the  term  for  which  it  was 
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i  »riginally  issued."  What  is  tho  object  of  this  provision)  Obviously, 
to  guard  against  the  injustice  which  might  otherwise  occur  to  a  per- 
son who  had  gone  to  the  expense  of  procuring  the  patented  article, 
or  changed  his  business,  upon  the  faith  of  using  or  dealing  with  it 
after  the  monopoly  had  expired,  which  would  he  arrested  by  the  oper- 
ation of  the  new  grant.  To  avoid  this  consequence,  it  is  provided 
that  the  extension  must  take  place  before  the  expiration  of  the  pat- 
ent, if  at  all.  Sow,  it  would  he  somewhat  remarkable  if  Congress 
should  have  been  thus  careful  of  a  class  of  persons  who  had  men  ly 
gone  to  the  expense  of  providing  themselves  with  the  patented  article 
for  use  or  as  a  matter  of  trade  after  the  monopoly  had  ceased,  and  who 
would  be  disappointed  and  exposed  to  loss  if  it  was  again  renewed, 
ami  at  the  same  time  bad  overlooked  the  class  who,  in  addition  to  this 
expense  and  change  of  business,  had  bought  the  right  from  the  paten* 
tee,  and  were  in  the  use  and  enjoyment  of  the  machine,  or  whatever 
it  might  he,  at  the  time  of  the  renewal.  These  provisions  are  in  jux- 
taposition, and  we  think  are  but  pails  of  the  same  policy,  looking  to 
Ibl  protection  of  individual  citizens  from  any  special  wrong  and  in- 
justice on  account  of  the  operation  of  tin'  now  grant. 

The  consequences  of  any  different  construction  than  the  one  pro- 
pistil  to  be  given,  are  always  to  be  regarded  by  courts,  whe  n  d  -aling 
with  a  statute  of  doubtful  meaning;  for  between  two  different  interpre- 
tations, resting  upon  judicial  expositions  of  ambiguous  and  involved 
phraseology,  that  which  will  result  in  what  may  be  regarded  as  com- 
ing nearest  to  the  intention  of  the  legislature  should  be  preferred. 

We  must  remember,  too,  that  we  are  not  dealing  with  the  decision 
of  the  particular  case  before  us,  though  that  is  involved  in  the  inquiry; 
but  with  a  general  system,  of  great  practic  al  interest  to  the  country; 
and  it  is  the  effect  of  our  decision  upon  the  operation  of  the  system 
that  gives  to  it  its  chief  importance. 

The  eighteenth  section  authorizes  the  renewal  of  patents  in  all  cases 
where  the  Board  of  Commissioners  is  satisfied  of  the  usefulness  of  the 
invention,  and  of  the  inadequacy  of  remuneration  to  the  patentee. 
Inventions  of  merit  only  are  Ihc  subjecl  of  the  new  grant. — such  as 
have  had  the  public  confidence,  and  which  it  maybe  presumed  t" 
MW«  entered  largely,  in  one  way  and  another,  into  the  business  affairs 
of  life. 

By  the  report  of  the  Commissioner  of  Patents,  it  appears  that  five 
hundred  and  two  patents  were  issued  in  the  year  1844,  -for  the  lasr 
fail  toon  years,  the  average  issue  yearly  exceeded  this  number,  and 
embrace  articles  to  be  found  in  common  use  in  every  department  of 
labor  or  art,  on  the  farm,  in  the  workshop  and  factory.    These  arti- 
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cles  have  boon  purchased  from  the  patented,  and  have  gone  into  com- 
mon use.  But  if  the  construction  against  which  we  have  Ihh?u  con- 
tending should  prevail,  the  moment  the  patent  of  either  article  is 
renewed,  the  Common  use  is  arrested,  by  the  exclusive  grant  to  the 
patentee.  Tt  is  true,  the  owner  may  repurchase  the  right  to  use,  and 
doubtless  would  bo  compelled,  from  necessity;  but  he  is  left  to  the 
discretion  or  caprice  of  the  patentee.  A  construction  leading  to  such 
consequences,  and  fraught  with  such  unmixed  evil,  we  must  be  satis- 
fied, was  never  contemplated  by  <  S  ingress,  and  should  not  be  adopted, 
unless  compelled  by  the  most  express  and  positive  language  of  the 
statute. 

The  third  question  certified  is,  whether  the  extension  of  the  patent 
granted  to  W.  W.  Woodworth.  as  administrator,  on  the  16th  of  No- 
vember, 1812,  inured  to  the  benefit  of  the  administrator  exclusively, 
or  whether,  us  to  certain  territory  specified  in  the  contract  of  assign- 
ment made  by  \Y.  W.  Woodworth  and  .lames  Strong  to  Toogood, 
Ilalstead,  and  Tyack.  on  the  2sth  of  November,  1829,  and  by  legal 
operation  of  the  covenants  contained  in  said  contract,  the  said  exten- 
sion  inured  to  the  benefit  of  said  Toogood,  Ilalstead,  and  Tyack,  or 
their  assigns. 

William  Woodworth  was  the  original  patentee,  and  took  out  letters 
patent  on  the  27th  of  December,  1828,  and  soon  after  conveyed  a 
moiety  of  the  same  to  James  Strong.  One  Uri  Emmons  also  obtained 
a  patent  For  a  similar  machine  <>n  the  25th  of  April.  1829,  and  soon 
after  conveyed  all  his  interest  in  the  same  to  Toogood,  Ilalstead,  and 
Tyack.  With  a  view  to  avoid  litigation,  both  parties  mutually  as- 
signed to  each  other  their  interests  in  the  respective  patents  to  differ- 
ent and  separate  portions  Of  the  United  State- ,  and  in  the  assignment 
from  Woodworth  and  Strong  to  Toogood.  Ilalstead.  and  Tyack,  the 
following  covenant  was  entered  into  by  the  parties:  "And  the  two 
parties  further  agree,  that  any  improvement  in  the  machinery,  or  al- 
teration or  renewal  of  either  patent,  such  improvement,  alteration, 
or  renewal  shall  "mure  to  the  benefit  of  the  respective  parties  inter- 
ested, and  may  be  implied  and  used  within  their  respective  districts, 

as  hereinbefore  designated." 

At  the  time  this  covenant  was  entered  into,  there  was  no  provision 
in  the  Patent  Laws  authorising  an  extension  or  renewal  of  the  same 
beyond  the  original  term  of  fourteen  years.  The  first  act  providing 
for  it  was  passed  itt  July,  1802.  Before  this  time,  the  only  mode  of 
prolonging  the  term  beyond  the  original  grant  was  by  means  of  pri- 
vate nets  of  Congress,  upon  individual  applications. 

A  construction  had  been  given  by  the  Circuit  Court  of  the  Uuited 
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States,  in  New  York,  as  early  as  1824,  by  which  the  patentee,  on  sur- 
rendering his  patent  on  account  of  a  defective  spec  ification,  would  bo 
entitled  to  tuke  out  a  new  patent  correcting  the  defect,  which  con- 
struction was  afterwards  upheld  by  this  court  in  Grant  v.  Raymond, 
6*  Peters,  218,  and  the  principle  since  ingrafted  into  the  Patcut  Law 
by  the  act  of  1832. 

The  court  is  of  opinion,  that  the  covenant  in  question  should  be 
construed  as  having  been  entered  into  by  the  parties,  with  a  reference 
to  the  known  and  existing  rights  and  privileges  secured  to  patentees 
under  the  general  sj-stem  of  the  government  established  for  that  pur- 
pose; that  the  parties  would  naturally  look  to  the  established  system 
of  law  on  the  subject  of  arranging  their  several  rights  and  obligations, 
in  dealing  with  property  of  this  description,  rather  than  to  any  possi- 
ble change  that  might  be  effected  by  private  acts  of  Cougre&s,  upon 
individual  application.    Contracts  are  usually  made  with  reference 
to  the  established  law  of  the  land,  and  should  be  so  understood  and 
construed,  unless  otherwise  clearly  indicated  by  the  terms  of  the  agree- 
ment. If  the  parties  in  this  case  contemplated  any  alteration  or  modi- 
fication of  their  rights,  more  advantageous,  by  the  further  legislation 
of  Congress,  we  think  some  more  specific  provision,  having  reference 
to  it,  should  have  been  inserted  in  their  covenant.  The  term  renewal 
may  be  satisfied  by  a  reference  to  the  law  as  it  then  Klood.  The  pat- 
entee might  surrender  his  patent,  and  take  out  a  new  one,  within  the 
fourteen  years;  and  tho  term  was  used,  probably,  to  guard  against 
any  question  that  might  be  raised  as  to  the  right  under  the  assigu- 
mcnt  in  the  new  patent,  if  a  surrender  and  new  issue  should  become 
necessary.   The  specification  accompanying  the  patent  was  a  compli- 
cated one,  and  has  been  the  subject  of  much  controversy,  and  tho 
necessity  of  a  surrender  for  correction  and  amendment  might  very 
well  have  been  anticipated. 

We  think  this  view  satisfies  the  use  of  the  term,  and  that  no  right 
is  acquired  in  the  new  grant  by  virtue  of  the  assignment  or  covenant. 

The  fourth  and  fifth  questions  certified  are  answered  by  the  opin- 
ion of  the  court  upon  the  first  and  second  questions. 

The  sixth  question  certified  is  as  follows:  Whether  the  plaintiff, 
if  be  be  an  assignee  of  an  exclusive  right  to  use  two  of  the  patented 
machines  within  the  town  of  Watervliet,  has  such  an  exclusive  right 
as  will  enable  him  to  maintain  an  action  for  an  infringement  of  tho 
patent  within  the  said  town,  or  whether,  to  maintain  Buch  action,  the 
plaintiff  must  be  possessed,  as  to  that  territory,  of  all  the  rights  of  the 
original  patentee. 

The  plaintiff  is  the  grantee  of  the  exclusive  right  to  construct  and 
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use,  and  to  vend  to  others  to  be  used,  two  of  the  patented  machines 
within  the  town  of  Watervliet,  in  the  county  of  Albany. 

The  fourteenth  section  of  the  Patent  Law  authorizes  any  person, 
who  is  a  grantee  of  the  exclusive  right  in  a  patent  within  and  through- 
out a  specified  portion  of  tho  United  States,  to  maintain  an  action  in 
his  own  name  for  an  infringement  of  the  right. 

The  plaintiff  comes  within  the  very  terms  of  the  section.  Although 
limited  to  the  use  of  two  machines  within  the  town,  the  right  to  use 
them  is  exclusive.  No  other  party,  not  even  the  patentee,  can  use 
a  right  under  the  patent  within  the  territory,  without  infringing  the 
grant. 

The  seventh  question  certified  is  as  follows :  Whether  the  letters  pat- 
ent of  renewal  issued  to  W.  W.  Woodworth,  as  administrator,  on  the 
8th  of  July,  1845,  upon  the  amended  specification  and  explanatory 
drawings  then  filed.be  good  and  valid  in  law,  or  whether  the  same  be 
void  for  uncertainty,  ambiguity,  or  multiplicity  of  claim,  or  any  other 
cause. 

The  court  is  satisfied,  upon  an  examination  of  the  specification  and 
drawings  referred  to  in  the  question  certified,  that  it  is  sufficiently  full 
and  explicit,  and  is  not  subject  to  any  of  the  objections  taken  to  it. 

The  remaining  questions  will  be  sufficiently  answered  by  the  certi- 
ficate sent  to  the  court  below. 

Order.  This  cause  came  on  to  be  heard  on  the  transcript  of  the  rec- 
ord from  the  Circuit  Court  of  the  United  States  for  the  Northern  Dis- 
trict of  New  York,  and  on  the  points  and  questions  on  which  the  judges 
of  the  said  Circuit  Court  were  opposed  in  opinion,  and  which  were  cer- 
tified to  this  court  for  its  opinion,  agreeably  to  the  act  of  Congress  in 
such  case  made  and  provided,  and  was  argued  by  counsel ;  on  con- 
sideration whereof,  it  is  the  opiuicn  of  this  court — 

1.  That  the  eighteenth  section  of  the  Patent  Act  of  1836  did  au- 
thorize the  extension  of  a  patent  on  the  application  of  the  executor 
or  administrator  of  a  deceased  patentee. 

2.  That,  by  force  and  operation  of  the  eighteenth  section  of  the  act 
of  July  4,  1836,  entitled  "An  act  to  promote  the  progress  of  the  use- 
ful arts,"  &c,  the  extension  granted  to  William  W.  Woodworth,  as 
administrator,  on  the  16th  day  of  November,  1842,  did  not  inure  to 
the  benefit  of  assignees  under  the  original  patent  granted  to  William 
Woodworth,  on  the  27th  day  of  December,  1828,  but  that  the  said  ex- 
tension inured  to  the  benefit  of  the  administrator  only,  in  his  said 
capacity. 

3.  That  the  extension  specified  in  the  foregoing  second  point  did 
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inure  to  the  benefit  of  the  administrator,  to  whom  the  same  was 
granted,  and  to  him,  in  that  capacity,  exclusively ;  and  that,  as  to  the 
territory  specified  in  the  contract  of  assignment  made  by  "William 
Woodworth  and  James  Strong  to  Toogood,  Halstead,  and  Tyack,  on 
the  28th  day  of  November,  1829,  (and  set  forth  in  the  second  plea  of 
the  defendants  to  the  first  count  of  the  declaration,)  and  by  legal  oper- 
ation of  the  covenants  contained  in  said  contract,  the  said  extension 
did  not  inure  to  the  benefit  of  the  said  Toogood,  Halstead,  and  Tyack, 
or  their  assigns. 

4.  That  the  plaintiff,  claiming  title  under  the  extension  from  the 
administrator,  can  maintain  an  action  for  an  infringement  of  the  pat- 
ent-right within  the  territory  specified  in  the  contract  of  assignment 
to  Toogood,  Halstead,  and  Tyack,  against  any  person  not  claiming 
under  said  assignment ;  and  that  the  said  assignment  is  not,  of  itself, 
a  perfect  bar  to  the  plaintiff's  suit. 

5.  That  the  extension  specified  in  the  second  point  could  be  ap- 
plied for  and  obtained  by  William  W.  Woodworth,  as  administrator 
of  William  Woodworth,  deceased,  although  the  said  William  Wood- 
worth,  the  original  patentee,  had,  in  his  lifetime,  disposed  of  all  his 
interest  in  the  then  existing  patent,  having  at  the  time  of  his  death 
no  right  or  title  to  or  interest  in  the  said  original  patent ;  and  that 
such  sale  did  not  carry  anything  beyond  the  term  of  said  original 
patent ;  and  that  no  contingent  rights  remained  in  the  patentee  or 
his  representatives. 

6.  That  the  plaintiff,  if  he  be  an  assignee  of  an  exclusive  right  to 
use  two  of  the  patented  machines  within  the  town  of  Watervliet,  has 
such  an  exclusive  right  as  will  enable  him  to  maintain  an  action  for 
an  infringement  of  the  patent  within  said  town. 

7.  That  the  letters  patent  of  renewal  issued  to  William  W.  Wood- 
worth,  as  administrator  as  aforesaid,  on  the  8th  day  of  July,  1845, 
upon  the  amended  specification  and  explanatory  drawings  then  filed, 
are  good  and  valid  in  law  ;  and  are  not  void  for  uncertainty,  ambig- 
uity, or  multiplicity  of  claim,  or  any  other  cause. 

8.  That  the  question  involved  in  the  eighth  point  propounded  does 
not  present  any  question  of  law  which  this  court  can  answer. 

9.  That  the  decision  of  the  Board  of  Commissioners,  who  are  to 
determine  upon  the  application  for  the  extension  of  a  patent  under 
the  eighteenth  section  of  the  act  of  1836,  is  not  conclusive  upon  the 
question  of  their  jurisdiction  to  act  in  a  given  case. 

10.  That  the  Commissioner  of  Patents  can  lawfully  receive  a  sur- 
render of  letters  patent  for  a  defective  specification,  and  issue  new 
letters  patent  upon  an  amended  specification,  after  the  expiration  of 
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the  term  for  which  the  original  patent  was  granted,  and  pending  the 
existence  of  an  extended  term  of  seven  years;  and  that  such  Barren- 
der  and  renewal  may  he  made  at  any  time  during  such  extended 
term. 

It  is  thereupon  now  here  ordered  and  adjudged  by  this  court,  that 

it  he  so  certified  to  the  said  Circuit  Court. 

M'Leajj,  J.  As  I  dissent  from  the  opinion  of  the  court,  in  their 
answer  to  the  BCCOnd  question  certified,  I  will  state,  in  few  words,  the 
reasons  of  my  dissent. 

The  question  is.  whether  the  extension  of  the  patent,  under  the  act 
of  lsfti;,  to  William  W.  Wood  worth,  the  administrator,  inured  to  the 
benefit  of  the  assignees  of  the  first  patent. 

I  had  occasion  to  consider  this  question  in  the  case  of  Brooks  f 
Morris  v.  Bickncll  .»'•  Jenkins,  on  my  circuit,  and,  on  a  deliberate  exam- 
ination of  the  eighteenth  section  of  the  above  act.  I  came  to  the  con- 
clusion that,  unless  the  assignment  gave  to  the  assignee  the  right  in 
the  extended  or  renewed  patent,  his  interest  expired  with  the  limita- 
tion of  the  original  patent. 

Tlx-  lamented  Justice  Story,  without  any  interchange  of  opinion 
between  us.  about  tin1  same  time,  gave  the  same  construction  to  tk' 
section.  The  late  Mr.  Justice  Thompson,  and  several  of  the  district 
judges  of  the  United  States,  have  construed  the  act  in  the  same  way 

The  eleventh  section  of  the  act  makes  the  patent  assignable  in  law. 
either  as  to  the  whole  interest  or  any  undivided  part  thereof,  by  any 
instrument  of  writing,  which  is  required  to  be  recorded  in  the  Patent 
Office  within  three  months  from  the  date. 

By  the  eighteenth  section,  the  patentee  may  make  application  for 
the  extension  of  his  patent  to  the  Commissioner,  who  is  required  to 
publish  a  notice  of  such  application  "in  one  or  more  of  the  principal 
newspapers  in  the  city  of  Washington,  and  in  snch  other  paper  or 
paper.-,  as  he  may  deem  proper,  published  in  the  section  of  country 
most  interested  adversely  to  the  extension  of  the  patent."  "And 
the  Secretary  of  State,  the  Commissioner  of  the  Patent  Office,  ami 
the  Solicitor  of  the  Treasury  shall  constitute  a  board  to  hear  and  de- 
eide  upon  the  evidence  produced  before  them,  both  tot  and  agaiuii 
the  extension,  and  shall  sit  for  that  purpose  at  the  time  and  place  des- 
ignated in  the  published  notice  thereof.  The  patentee  shall  fnniw 
to  said  board  n  statement  in  writing,  under  oath,  of  the  ascertained 
value  of  the  invention,  ami  of  his  receipts  and  expenditures,™^ 
ciently  in  detail  to  exhibit  a  true  and  faithful  account  of  loss  and  profit 
in  anv  manner  accruing  to  him  from  and  bv  reason  of  said  invention. 
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Aud  if,  upon  a  hearing  of  the  matter,  it  shall  appear,  to  the  full  and 
entire  satisfaction  of  the  said  board,  having  due  regard  to  the  public 
interest  therein,  that  it  is  just  and  proper  that  the  term  of  the  patent 
should  be  extended,  by  reason  of  the  patentee,  without  neglect  or  fault 
on  his  part,  having  failed  to  obtain,  from  the  use  and  sale  of  his  inven- 
tion, a  reasonable  remuneration  for  the  time,  ingenuity,  aud  expense 
bestowed  upon  the  same,  and  the  introduction  thereof  into  use,  it  shall 
be  the  duty  of  the  Commissioner  to  renew  and  extend  the  patent," 
&c;  "and  thereupon  the  said  patent  shall  have  the  same  effect  in  law 
as  though  it  had  been  originally  granted  for  the  term  of  twenty-one 
years.  And  the  benefit  of  such  renewal  shall  extend  to  assignees 
and  grantees  of  the  right  to  use  the  thing  patented,  to  the  extent  of 
their  respective  interests  therein." 

This  section  embraces  patents  previously  issued,  and  the  construc- 
tion now  to  be  given  to  it  operates  on  all  cases  of  extensions  under 
it,  whether  the  assignments  were  made  before  or  after  the  passage  of 
the  act. 

The  object  of  this  section  is  so  clearly  expressed  as  not  to  admit  of 
doubt.  It  was  for  the  exclusive  benefit  of  the  patentee ;  for  the  ex- 
tension can  only  be  grautcd  when  it  shall  be  made  to  appear  that  the 
patentee,  "without  neglect  or  fault  on  his  part,  having  failed  to  obtain, 
from  the  use  and  sale  of  his  invention,  a  reasonable  remuneration  for 
his  time,  ingenuity,  and  expense,"  &c.  This,  then,  being  the  clear  in- 
teut  of  Congress,  expressed  in  this  section,  it  must  have  a  controlling 
influence  in  the  construction  of  other  parts  of  the  section.  A  statute 
is  construed  b}*  the  same  rule  as  a  written  contract.  The  intent  of 
law  -makers,  and  of  the  persons  contracting,  where  that  intent  clearly 
appears,  must  be  carried  into  etfect.  "Where  the  statute  or  the  con- 
tract is  so  repugnant  in  its  lauguage  as  not  to  show  the  intent,  then 
no  effect  can  be  given  to  it.  If  the  words  used  be  susceptible  of  such 
a  construction  as  not  only  to  show  the  intent,  but  to  enable  the  court 
to  give  etfect  to  it,  it  is  the  duty  of  the  court  so  to  construe  it. 

Bacon,  on  the  construction  of  statutes,  says :  "  The  most  natural 
and  genuine  way  of  construing  a  statute,  is  to  construe  one  part  by 
another  part  of  the  same  statute ;  for  this  best  expresscth  the  mean- 
ing of  the  makers."  And,  "  If  any  part  of  a  statute  be  obscure,  it 
is  proper  to  consider  the  other  parts ;  for  the  words  and  meaning  of 
one  part  of  a  statute  frequently  lead  to  the  sense  of  another."  "A 
statute  ought,  upon  the  whole,  to  be  so  construed,  that,  if  it  can  be 
prevented,  no  clause,  sentence,  or  word  shall  be  superfluous,  void,  or 
insignificant." 

That  the  patentee  may  have  his  patent  extended,  though  the  assiguee 
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hold  the  entire  interest  in  it.  is  undoubted.  1  ie  has  only  to  show  that 
he  has  not  been  reimbursed,  &c.,  within  the  meaning  of  the  section, 
to  establish  his  claim  for  an  extension.  And  in  such  a  case,  if  the 
benefit  of  the  extension  go  to  the  assignee,  he  having  the  entire  in- 
teres!  in  the  patent,  how  is  the  patentee  benefited  !   And  yet  the  law 

was  enacted  OXctnsivch"  for  his  benefit.  Does  not  snch  a  construction 
defeat  the  object  of  the  law?  Arid  if  it  does,  can  it  he  maintained? 
Where  tin-  ossignmctit  of  the  patent  has  been  for  less  than  the  whole, 
the  same  objection  Res,  though  the  object  of  the  law  is  subverted  only 
to  the  extent  of  the  assignment. 

The  interest  of  Hie  assignee,  it  is  (supposed,  is  protected  by  the  pro- 
vision that  ••  the  benefil  i  >f  mch  renewals  shall  extend  to  assignees  awl 
grantees  of  the  right  to  use  the  thing  patented,  to  the  extent  of  their 
respective  interests  therein."  There  can  be  no  doubt  that  the  wonh, 
»« to  the  extent  of  their  respective  interests  therein,'11  refer  to  their  right 
to  use  the  thing  patented;  and  this,  it  is  contended,  is  the  benefit 
which  results  to  the  assignee  from  i'11'  renewal.  That  this  would 
seem  to  be  the  import  of  these  words,  disconnected  from  other  jrarts 
of  the  section,  is  admitted;  bu1  such  a  construction  is  wholly  inad- 
missible, when  (be  object  of  the  section  is  considered. 

The  patent  is  extended  for  the  benefit  of  the  patentee.  This  is  so 
obvious  that  no  one  will  deny  it.  And  the  above  construction  gives 
die  benefit  to  the  assignee.  Here  is  a  direct  repugnancy,  and  there 
i-  no  '-.ape  from  it ;  for  the  same  repugnancy  exists,  though  in  a  lea 
degree,  where  a  part  of  the  patent  only  has  been  ;issigned.  Under 
such  circumstances,  we  must  inquire  whether  this  repugnancy  may  nut 
be  avoided  by  giving  another  and  a  different  application  to  the  pro 
vision,  of  which  the  words  may  be  susceptible. 

The  lienetit  of  the  renewal  is  given  to  the  assignees;  but  to  what 
extent  ?  To  the  extent  of  their  interest  in  the  renewal.  But  it  is  said 
that  this  cannot  be  the  true  construction,  as  it  renders  the  provision 
inoperative,  If,  by  the  assignment,  there  was  an  express  contract 
that  the  assignee  should  enjoy  the  same  interest  in  the  renewal  or  ex- 
tension of  a  patent,  this  would  secure  such  interest  without  the  pro- 
vision. 

To  this  it  may  be  answered,  that  such  an  assignment  of  a  tiling  not 
in  ■  ■■<  would,  at  most,  only  be  n  contract  to  convey  the  legal  right. 
But,  under  tlie  eighteenth  MM  (Ion,  the  assignment,  after  the  extension, 
bee  unes  a  legal  transfer.  In  addition  t<»  this,  the  right  under  the  ex- 
tension being  legal,  all  purchasers  would  be  affected  with  notice, 
where  the  assignment  had  been  recorded  in  the  Patent  Office.  This 
view  gives  effect  to  the  section,  and  harmonizes  its  provisions.   Th ' 
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other  construction  makes  the  parts  of  the  section  repugnant,  and  nulli- 
fies the  whole  of  it.  Xow,  which  is  the  more  reasonable  view  ?  But, 
in  addition  to  this,  what  conceivable  motive  could  Congress  have  had 
to  give  a  boon  to  the  assignee  ?    How  is  he  injured  by  the  extension  ? 

Without  the  extension,  the  assignee  would  only  have  a  right,  in 
common  with  all  others,  to  use  the  invention.  This  could  be  of  no 
more  value  to  him  than  the  worth  of  his  machinery ;  for  competition 
equally  open  to  all  cannot  be  estimated  of  any  value.  Under  the 
assignment,  the  assignee  claims  a  monopoly.  Now,  did  Congress 
intend  to  give  him  this  boon  ?  Why  should  he  be  an  object  of  pub- 
lic munificence  ?  He  laid  out  his  money,  in  the  purchase  of  the  pat- 
ent-right, because  he  believed  it  would  be  profitable.  And,  in  most 
cases,  the  assignee  speculates  upon  the  poverty  of  the  inventor.  In- 
ventors are  proverbially  poor  and  dependent.  The  history  of  this 
patent  illustrates  strongly  this  fact  Half  of  the  right  was  originally 
assigned  to  pay  the  expense  and  trouble  of  taking  out  the  patent. 
Another  part  of  the  patent  was  assigned  to  compromise  a  pretended 
claim  to  a  similar  invention. 

The  hardship  complained  of  by  the  assignee  is  more  imaginary  than 
real.  If  the  patentee  takes  all  the  benefit  of  the  extension,  the  as- 
signee loses,  it  is  said,  the  value  of  his  machinery.  This  does  not 
necessarily  follow;  for  if  the  machinery  has  been  judiciously  selected, 
and  put  in  operation  at  a  proper  place,  it  will  sell  for  its  value  gen- 
erally, if  not  always.  If  the  invention  be  of  great  value,  as  is  un- 
doubtedly the  case  in  this  instance,  the  machinery  will  be  wanted  by 
any  one  who  may  wish  to  continue  the  business,  under  the  extended 
patent  So  that  the  loss  in  the  sale  of  the  machinery  would  not  be 
greater  than  would  have  been  suffered  by  a  sale  if  the  patent  had  not 
been  extended. 

This  construction,  then,  inflicts  little  or  no  injury  on  the  assignee, 
whilst  the  other  construction,  as  has  been  shown,  defeats  the  object 
of  the  statute.  But  this  inconvenience  or  loss  to  the  assignee  is  duly 
considered  and  weighed,  under  the  statute,  as  the  board,  in  granting 
the  extension,  must  have  a  due  regard  to  the  public  interest.  Xotice 
is  to  be  given,  as  far  as  practicable,  to  all  persons  interested  against 
the  extension  of  the  patent,  who  may  appear  before  the  board  and 
oppose  it ;  and  it  was  stated  in  the  argument  that  the  assignees  of 
this  patent  did  oppose  the  extension  of  it.  Little  did  they  suppose,  at 
the  time,  that  they  were  resisting  a  boon  secured  to  them  by  the  above 
section.  Whatever  loss,  real  or  imaginary,  the  assignee  may  sutler 
from  the  extension  of  the  patent,  is  a  loss  or  inconvenience  which 
results  from  the  general  advancement  of  the  public  good,  and  for 
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which  society  does  not,  and  indeed  cannot,  make  compensation.  The 
price  of  property  is  affected  by  genera!  legislation.  An  embargo  is 
laid,  and  ships,  during  its  continuance,  are  valueless.  The  increase 
or  diminution  of  the  tariff  affects  beneficially  or  injuriously  thevalae 
of  machinery  used  in  manufactures.  The  reduction  of  the  price  of 
the  public  lands  affects  the  price  of  lands  generally  in  the  new  States. 
An  act  authorizing  ;i  company  or  individual  to  construct  a  railroad, 
renders  useless  turnpike  roads  in  its  neighborhood,  and  the  public 
houses  established  thereon.  But  for  these  injuries,  no  compensation 
is  made.  Indeed,  it  is  difficult  to  find  any  great  public  enterprise 
which  does  not,  ill  a  greater  «>r  less  degree,  affect  injuriously  private 
rights.    Bat  these  must  yield  to  the  general  welfare  of  society. 

All  enlightened  governments  reward  the  inventor.  ITe  is  justly 
considered  a  public  benefactor.  Many  of  the  most  splendid  produc- 
tions of  genius,  in  literature  and  in  the  art-,  have  been  conceived  and 
elaborated  in  a  carrel  or  hovel.  Such  results  not  "ulv  enrich  a  nation, 
but  render  it  illustrious.  Ami  should  not  their  authors  be  cherished 
and  rewarded? 

If  the  assignee,  under  the  eighteenth  section,  take  anything,  in  my 
judgment,  he  takes  the  whole  extent  of  his  interest, — the  whole  or 
nothing.  And  it  appear*  to  me  the  construction  given  by  the  court 
is.  if  possible.  lc>-:  warranted  by  the  section,  than  to  hold  that  the  as- 
signee takes  under  the  extension  the  entire  interest  assigned. 

The  words,  "and  the  benefit  of  such  renewal  shall  extend  to  as- 
signees and  grantees  of  the  right  to  use  the  thing  patented,  to  the  ex- 
tent of  their  respective  interests  therein."  cannot,  it  seems  to  me.  l>v 
any  known  rule  of  construction,  be  held  to  give  to  the  assignee  or 
grantee  the  right  to  use  the  machine  he  may  have  had  in  operation 
at  the  time  the  extension  took  effect.  The  words,  "to  use  the  tiring 
patented,"  are  descriptive  of  the  right  assigned  or  granted,  and  Her 
to  such  right,  not  to  the  mere  use  of  the  machine.  "The  extent  of 
their  respective  interests  therein  "  undoubtedly  coven  the  whole  inter- 
est, and  cannot  refer  merely  to  the  number  of  machines  the  individual 
may  have  in  operation. 

Mr.  Justice  Wayxk  expressed  his  dissent  from  that  part  of  the  opin- 

innoffh  urt  which,  in  answer  to  the  second  question,  gave  arigbt 

to  nil  assignee  to  continue  the  use  of  the  patented  machine,  and  said 
he  would  probably  file  his  reasons  with  the  clerk. 

WooDBCar,  J,  There  is  one  of  the  leading  ipicstions  certified  to  1* 
in  this  cause,  in  the  decision  of  which  I  have  the  misfortune  to  differ 
from  a  majority  of  the  court. 
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As  that  decision  bears  on  several  of  the  other  questions,  and  also 
disposes  entirely  of  some  of  the  four  causes  connected  with  this  matter, 
which  have  been  so  long  and  so  ably  under  argument  before  us,  I 
consider  it  due  to  the  importance  of  this  subject,  to  the  parties  and  the 
publie,  as  well  as  just  to  myself,  to  state  the  reasons  for  my  dissent. 

The  difference  in  our  views  arises  in  the  construction  of  the  eight- 
eenth section  of  the  Patent  Law  of  July  4, 1836,  and  relates  to  the 
benefits  which  may  be  enjoyed  under  it  by  assignees  and  grantees. 

Before  the  passage  of  that  law,  a  patent  could  not,  under  any  cir- 
cumstances, be  extended  in  its  operation,  for  the  benefit  of  anybody, 
beyond  its  original  term,  except  by  a  special  act  of  Congress.  But 
this  section  allowed  a  patentee  to  apply  to  a  board  of  officers  and  ob- 
tain from  tbem  a  renewal  of  his  patent  for  seven  years  longer,  pro- 
vided he  offered  to  them  satisfactory  proofs  that  his  expenses  and  labor 
in  relation  to  the  patent  had  not  been  indemnified.  It  provided,  fur- 
ther, that  the  renewal  l>e  indorsed  on  the  back  of  the  original  patent; 
"and  thereupon  the  said  patent  shall  have  the  same  effect  in  law  as 
though  it  had  been  originally  granted  for  the  term  of  twenty-one 
Years."    It  then  added:  "And  the  benefit  of  such  renewal  shall  ex- 

0 

tend  to  assignees  and  grantees  of  the  right  to  use  the  thing  patented, 
to  the  extent  of  their  respective  interests  therein."  This  last  clause 
creates  the  chief  embarrassment.  In  this  case,  the  patentee  having 
died,  and  we  having  just  decided  that  a  renewal  was  legally  granted 
to  his  administrator,  the  controverted  question  about  which  we  differ 
is,  whether  that  renewal  inures  exclusively  to  the  use  of  the  patentee, 
through  his  administrator,  or  goes,  either  in  full  or  in  part,  to  his  as- 
signees and  grantees  under  the  old  patent.  In  the  present  case,  it  is 
conceded  that,  by  the  contract  of  assignment  or  grant,  nothing  is  ex- 
pressly conveyed  but  the  old  patent,  and  in  words  only,  for  the  origi- 
nal term  of  "  fourteen  years." 

The  question  is  not,  then,  whether,  when  assigning  an  interest  in 
the  old  term,  before  or  after  the  passage  of  the  act  of  1830,  it  might 
not  be  competent  and  easy  to  use  language  broad  and  explicit  enough 
to  transfer  an  interest  in  any  subsequent  extension  by  means  of  the 
contract  of  assignment,  and  this  be  confirmed  by  the  words  of  the 
eighteenth  section ;  but  whether  those  words  alone  transfer  it,  or  were 
intended  to  transfer  it,  when  the  contract  of  assignment,  as  in  this 
case,  was  made  before  the  act  of  1836  passed,  and  referred  co  nomine 
only  to  the  old  patent,  and  expressly  limited  the  time  for  which  the 
patent  was  assigned  to  the  old  term. 

In  such  case,  it  seems  to  me  that  both  tho  languago  and  spirit  of 
this  section  reatraiu  its  operation  to  the  patentee  or  his  legal  repre- 
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sentative8,  and  convey  no  rights  in  the  extension  to  assignees  or  gran- 
tees, whether  prior  or  subsequent,  except  where  the  patentee  had 
clearly  contracted  that  they  should  have  an  interest  beyond  the  origi- 
nal term. 

But  the  majority  of  the  court  hold  here  that  this  clause,  indepen- 
dent of  any  expression  in  the  assignment,  transfers  an  interest  in  the 
extension  to  all  assignees  and  grautees,  so  that  they  may  contiuue  to 
use  any  machine  already  in  operation  during  the  new  term,  without 
any  new  contract,  or  any  new  compensation  for  such  farther  use. 

The  argument  on  the  part  of  the  assignees,  in  all  the  cases  before 
us,  on  this  subject,  has  been,  that,  by  force  of  this  section,  all  assignees 
before  authorized  to  make,  vend,  or  use  these  machines  for  fourteen 
years,  could  continue  to  make  and  vend,  as  well  as  use  them,  for  seven 
more,  without  any  new  contract  or  new  consideration ;  and  that  "gran- 
tees of  the  right  to  use"  should  have  a  like  prolongation  of  all  their 
interests.  And  such  seems  to  have  been  the  opinion  of  the  Circuit 
Court  in  Maryland,  in  Wilson  v.  Turner.  October  Term,  1844,  Chief 
Justice  Taney  presiding,  though  other  points  arose  there,  and  were 
disposed  of  in  that  opinion. 

But  now,  for  the  first  time,  it  is  believed,  since  the  passage  of  the 
Patent  Law,  this  court,  by  force  of  the  last  clause  in  the  eighteenth 
section,  not  only  give  to  assignees  and  grantees  a  greater  or  longer 
interest  in  the  thing  patented  than  was  given  in  the  contract  of  assign- 
ment to  them,  but  undertake  to  introduce  a  novel  discrimination,  not 
seeming  to  me  to  be  made  in  the  clause  itself,  and  give  to  assignees 
of  the  patent-right  itself  an  extension  of  only  a  part  of  their  former 
interest, but  to  "grantees  of  the  right  to  use"  the  patent,  an  exten- 
sion of  all  their  former  interests. 

We  propose  to  examine  the  objections  to  this  decision  of  the  court, 
first,  on  the  principle  of  giving  to  old  assignees  and  grantees  an  exten- 
sion of  their  interests  to  the  new  patent  at  all,  unless  tjo  contract  of 
assignment  to  them  was  manifestly  meant  to  embrace  auy  new  term ; 
and,  after  that,  to  examine  the  propriety  of  the  discrimination  in  al- 
lowing a  right  in  the  renewed  patent  to  grantees  of  the  use,  to  the 
extent  of  all  their  old  interests,  and  withholding  a  like  privilege  from 
assignees  of  the  patent  itself. 

First,  it  has  been  repeatedly  decided,  that  "  a  thing  which  is  in  the 
fletter  of  a  statute  is  not  within  the  statute,  unless  it  be  within  the  in- 
tention of  the  makers."  Dwarris  on  Statutes,  692 ;  Bac.  Abr.  Stat- 
ute,T;  2Instit.,  107,386. 

Here,  the  great  design  of  the  whole  section  was  to  extend  assistance 
to  an  unfortunate  and  needy  class  of  men  of  genius,  who  had  failed 
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to  realize  any  profits  from  their  valuable  inventions  during  the  first 
term  of  their  patents.  The  intention  of  the  makers  of  this  law  is 
usually  conceded  to  have  been  relief  to  such  patentees,  aud  not  to 
assignees  or  grantees. 

It  was  the  former,  and  not  the  latter,  who  were  sufferers,  and  whom 
Congress  had  before,  by  special  acts  of  extension,  occasionally  tried 
to  indemnify  for  their  losses;  and  to  whom  now,  in  a  more  summary 
way,  on  application  and  proof  by  them  alone,  an  extension  was  au- 
thorized to  be  given  by  a  board  of  officers,  in  order  that  they,  and  not 
others,  might  reap  the  profits  of  such  extension. 

But,  by  allowing  the  benefit  of  it  to  go  to  the  former  assignees  of 
only  the  old  patent,  the  intention  of  the  makers  appears  to  be  defeat- 
ed, and  those  profited  who  have  not  proved  any  loss  or  suffering,  but, 
on  the  contrary,  may  have  already  derived  great  advantages  from  the 
assignment. 

It  might  thus  happen,  likewise,  where,  in  a  case  like  this,  the  pat- 
entee has  assigned  all  his  old  patent  before  the  extension,  and  the  use 
of  it  under  the  extension  would  constitute  all  or  its  chief  value,  that 
neither  he  nor  his  representatives — he  whose  genius  had  produced  the 
whole  invention,  at  the  sacrifice  of  time  and  toil,  and  whose  suffer- 
ings, losses,  and  disappointments  the  law  is  expressly  made  to  indem- 
nify— would  receive  the  smallest  pittance  from  it;  but  those  reap  all 
its  advantages  who  may  already  have  grown  rich  by  the  assignment 
to  them  of  the  old  patent,  and  who  nobody  can  pretend  were  the  par- 
ticular or  principal  objects  of  relief.  Under  such  a  construction,  how 
absurd  would  it  be  for  such  a  patentee  ever  to  apply  for  an  exten- 
sion, when  he  must  do  it  at  new  cost  and  expense,  and  then  have  the 
whole  fruits  of  it  stripped  from  him  by  persons  who  had  neither  paid 
for  the  extension  nor  had  it  conveyed  to  them.  It  is  an  equal  vio- 
lation of  the  leading  intention  of  this  section,  and  of  most  of  these 
principles  and  of  much  of  this  reasoning,  to  allow,  as  the  opinion  of 
the  court  does,  6uch  persons  to  take,  unpaid  for  and  unbought,  apart 
of  the  benefits  of  the  renewal,  as  to  take  the  whole  of  them. 

Secondly,  by  the  construction  of  the  court,  contracts  and  vested 
rights  seem  to  be  radically  encroached  upon.  Under  it,  an  assignee 
of  an  old  patent,  limited  in  the  contract  conveying  it  to  fourteen 
years,  will,  for  some  purposes,  get  it  for  twenty-one  years,  directly  in 
conflict  with  the  express  stipulation  of  the  parties.  Congress  will,  in 
this  way,  be  made  unworthily  to  tamper  with  the^private  obligations 
of  individuals,  and  will  impair  them  by  taking  from  the  rights  of  one, 
and  eularging  or  adding  to  the  rights  of  the  other;  and  this  without 
any  new  consideration  or  new  engagement  passing  between  them. 
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but,  on  the  contrary,  against  the  Avi.«*1u'.s,  assent,  and  interests  of  one. 
That  view,  also,  involves  us  in  the  unreasonable  inference,  that  Con- 
trive intended  to  violate  a  solemn  compact,  to  disturb  the  vested 
rights  and  written  agreements  of  parties,  when  the  lunguage  used  U 
suscept  ible  of  a  different  construction,  and  one  that  is  consistent  with 
what  is  just,  and  with  the  spirit  of  the  whole  section. 

By  thai  view,  an  assignee  or  grantee  will  obtain  "a  right  to  use  the 
thing  patented  "  for  a  term  of  seven  years  longer  than  lie  contracted 
or  paid  for;  while  the  patentee,  without  any  such  agreement  in  UU 
contracl  assigning  or  granting  the  rigid  to  use,  and  without  any  new 
consideration,  will  be  deprived  of  all  bis  new  and  vested  rights  in  the 
extension,  so  fur  us  regards  that  use.  and  will  have  his  former  con- 
tract impaired  virtually  in  its  whole  vitality,  by  making  hiin  part 
with  the  use  for  a  term  of  twenty-one  years,  when  the  contract  says 
but  fourteen,  and  making  him  do  it,  also,  without  any  application  ty 
others  for  the  extension,  any  proof  by  others  of  not  being  indemni- 
fied, any  payment  by  others  of  the  cost  and  expenses  for  procuring 
the  additional  seven  years,  and  when  the  avowed  and  cardinal  object 
of  the  renewal  was  1o  indemnify  him  alone  tor  losses  which  he,  and 
not  others,  had  sustained.  Well  may  he  say.  as  to  these  new  aud  ex- 
tended interests  attempted  to  hi- conferred  on  assignees  and  grantees 
beyond  the  contract  of  assignment,  in  face/cdam  nun  veni. 

Thirdly,  the  construction  1  contend  lor  seems  to  rnu  the  only  one 
consistent  with  the  language  used  in  the  latter  portion  of  the  eight- 
eenth section.  By  this,  no  part  of  those  troublesome  four  lines  is 
senseless,  or  expunged,  or  ungromroatical,  or  contradictory  to  the  ob- 
ject of  the  previous  portion  of  the  section  ;  while  the  const  ruction  op- 
posed to  this  must,  in  my  view,  require  interpolations  or  extirpations 
of  words,  and  a  violation  of  the  object  of  the  rest  of  the  section,  iu 
order  to  give  to  the  clause  the  meaning  the  advocates  of  that  con- 
struction impute  to  it.  Look  at  the  phraseology  of  the  clause:  "TU 
/>,  i-  t':t  of  wefi  rt'ttCittd  -/<•>//  exit  ml  to  assign,  es  clftd  grantees  of  the  right  to 
ns,  ilc  thmg  pnti'titnl,  to  the  utr/tf  i>f  ihrit  twpMift  interests  therein"— 
but  surely  to  no  more  than  that  extent.  It  would  violate  both  the 
words  and  design  1o  have  iheiu  enjoy  more  than  the  extent  of  their 
interests  therein,  quite  as  much  as  not  to  let  them  enjoy  all  of  the 
extent  of  thent.  In  the  construction  of  statutes,  it  is  a  well-settled 
axiom,  that,  •'  to  bring  a  case  within  the  statute.it  should  be  not  only 
within  the  mischief  •eontcmplatcd  by  the  legislature,  but  also  within 
the  plain,  intelligible  import  of  the  words  of  the  act  of  Parliament" 
Brtmrtling  v.  Bmrtnglon,  0  Barn.  &  Crcssw.,  47o.  In  thus  case,  'he 
assignees  and  grantees  were  not  within  either  the  mischief  intended 
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to  be  remedied,  that  is,  a  want  of  indemnity  for  losses  by  the  pat- 
entee, or  within  the  "plain,  intelligible  import  of  the  words,"  as  their 
contract  of  assignment  or  grant  did  not  extend  to  the  renewed  term 
at  all,  for  any  purpose  whatever,  but  was  expressly  limited  to  the 
fourteeu  years  of  the  original  patent. 

There  must  be  some  measure  of'  their  respective  interests,  when 
the  act  passed.  What  was  it  ?  Clearly,  the  contracts  under  which 
they  had  been  acquired.  Nothing  had  been  done,  either  in  other 
acts  or  previous  portions  of  this,  to  increase  those  interests  beyond 
the  contracts,  but  merely  to  enable  assignees  and  grantees  of  exclu- 
sive rights  to  protect  them  by  suits  in  their  own  names.  The  present 
clause,  also,  does  not  profess  to  increase  those  interests,  but  simply  to 
let  assignees  and  grantees  enjoy  them  under  the  renewal,  if  by  their 
extent  bv  the  contract  which  limits  and  defines  them  thev  run  into  the 
extended  term.  Various  hypotheses  and  metaphysical  refinements 
have  been  resorted  to,  for  the  purpose  of  putting  a  meaning  on  the 
words  of  this  clause  differing  from  this,  which  is  so  plain  and  so  con- 
sistent with  the  spirit  of  the  section;  and  virtually  making  it  provide 
that  assignees  and  grantees  shall  have  more  benefits  under  the  renew- 
al in  the  thing  patented  than  the  "  extent  of  their  respective  interests 
therein." 

But  before  testing  more  critically  the  extent  of  those  interests  by 
the  only  standard  applicable  to  them,  it  will  be  necessary  to  consider 
separately  the  true  meaning  of  two  of  the  words  employed  in  this 
clause,  namely,  "renewal"  and  "therein." 

Much  research  has  been  exhibited  in  attempting  to  draw  distinc- 
tions in  this  case  between  the  words  renewal  and  extension.  But  I  am 
not  satisfied  that  any  exist,  when  these  words  are  employed  as  in  this 
act  of  Congress,  or  in  contracts  relating  to  this  subject.  It  is  true, 
that  some  "renewals"  are  not  "extensions,"  in  the  sense  of  prolong- 
ing the  term  of  the  patent, — that  is,  when  an  old  patent  is  surren- 
dered and  a  new  one  taken  out,  or  a  renewal  made  for  the  rest  of  the 
term, — while  all  extensiojis  prolong  the  term.  But,  still,  "renewals" 
are  as  often  used  for  a  prolongation  of  the  term,  or  for  a  new  term, 
as  extensions  are ;  and  in  this  very  section  "  to  renew  and  extend"  is  used 
as  if  synonymous,  and  this  in  sound  analogy  to  the  use  of  the  word 
renewal  on  several  other  subjects.  Thus,  to  renew  a  lease,  is  to  extend 
it  another  term ;  to  renew  an  office,  is  to  extend  it  another  term  ;  to 
renew  griefs,  revocare  dolorcs,  is  to  extend  them.  Again,  the  second 
"therein"  at  the  close  of  the  clause,  has  been  considered  by  some  as 
meaning " in  the  renewal"  and  by  others,  " in  the  right  to  use,"  and  by 
others  still,  "  in  the  thing  patented."  But,  grammatically,  it  refers  to 
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the  "thing  patented,"  and  hence  "the  interests  therein"  are  "the 
interests  in  the  thing  patented" 

Phillips  treats  it  as  a  matter  of  course  to  mean  iu  the  "patent"  and 
uses  that  as  synonymous  to  "  therein  " ;  and  though,  in  regard  to  my 
construction  of  the  whole  clause,  the  result  is  much  the  same,  whether 
"therein"  is  considered  to  mean  in  "the  thing  patented,"  or  "the  pat- 
ent," or  "the  renewal,"  yet  I  iucline  to  the  tiret  view  of  it  as  that 
most  strictly  grammatical  and  the  most  natural,  as  well  as  coming 
nearest  to  the  views  of  this  court  in  MsClurg  v.  Kingsbtttd,  1  How., 
210.  Further  objections  to  its  meaning  "in  the  right  to  use"  will 
bo  stated  hereafter,  under  another  head.  Passing,  then,  to  a  more 
careful  scrutiny  of  the  whole  clause,  it  would  seem  that  there  could 
be  but  one  rational  test  of  "the  extent"  of  the  interests  of  assignees 
and  grantees  in  the  thing  patented,  and  that  such  test  must  be  the 
previous  contract  of  assignment  or  grant  under  which  alone  they  hold 
any  interests. 

If  that  contract  grants  to  them  one-fourth  or  one-half  of  the  old 
patent,  or  the  use  of  it  in  one  State  or  county,  and  for  a  term  of  five 
years,  or  ten,  or  fourteen,  from  the  issue  of  the  patent,  then  such, 
and  such  alone,  is  the  extent  of  their  interests,  and  they  will  not  run 
into  the  new  term.  But  if  the  contract  goes  further,  and  grants  one- 
half  or  all  of  the  old  patent  to  assignees,  and  for  a  term  not  only  of 
fourteen  years,  but  twcntv-one  years,  or  any  number  to  which  the 
patentee  may  afterwards  become  entitled  by  an}*  extension  or  new 
grant,  then  such  is  the  extent  of  their  interests,  and  they  will  in  such 
case  run  into  the  new  term.  This  view  gives  meaning  and  spirit  to 
every  word,  and  excludes  or  alters  none.  This,  too,  conforms  to  the 
design  of  the  section  in  taking  away  no  part  of  the  benefit  intended 
to  be  conferred  by  it  on  the  patentee,  unless  he  has  chosen  to  dispose 
of  it  clearly  and  deliberately,  and  receive  therefor,  either  in  advance 
or  after  actually  granted,  such  additional  consideration  as  he  deemed 
adequate  and  contracted  to  be  sufficient. 

If  after  the  word  " extent"  in  this  clause,  there  had  been  added, 
what  is  the  legal  inference,  both  in  time  and  quantity,  this  meaning 
might  have  been  still  more  clear  to  some.  But  without  those  words, 
the  exteut  of  interest  seems  to  me  to  depend  as  much  on  the  length 
of  time  the  patent  is  granted  to  the  assignee,  as  on  the  dimensions  of 
territory  over  which  he  may  use  it,  or  the  proportion  of  the  whole 
patent  he  is  authorized  to  use.  It  is  like  a  leasehold  interest  in  land, 
or  a  grant  of  it.  The  extent  of  interest  by  such  a  grant  of  land  is 
more  or  less,  as  the  term  is  shorter  or  longer,  quite  as  much  as  if  the 
land  conveyed  is  more  or  less  in  quantity. 
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The  word  "  extent,"  in  common  parlance,  varies  somewhat  in  mean- 
iug,  according  to  the  subject  to  which  it  is  applied,  and  as  that  changes, 
it  may  as  well  refer  to  time  as  to  space  or  proportion;  and  more  es- 
pecially so,  when  applied  to  interests,  as  in  patents,  for  a  particular 
term  of  years. 

There  is  another  analogy  in  support  of  this  view,  that  has  not  been 
nrged  in  the  ingenious  arguments  offered,  but  has  struck  me  with 
eome  force.  A  patent  was  the  description  once  applied  to  commis- 
sions for  office ;  and  the  records  of  this  court  at  first  speak  of  the  com- 
missions of  the  judges  as  patents. 

Now,  what  is  the  extent  of  interest  the  incumbent  has  in  any  office 
under  his  commission  or  patent  ?  Clearly,  in  part,  the  length  of  time 
it  is  to  run,  whether  four  years,  during  good  behavior,  or  for  life,  and 
in  part  only  its  yearly  profits,  often  quite  as  much  depending  on  that 
length  of  time,  as  the  amount  of  the  salary  or  fees  annually  attached 
to  the  office. 

Wliat  is  the  chief  objection  in  reply  to  all  this?  Nothing,  except 
that  the  assignee  could  get  protected  to  the  extent  of  bis  interest,  in 
this  view,  by  the  contract  alone,  without  the  aid  of  the  provision  at 
the  close  of  the  eighteenth  section,  and  hence  that  the  provision  is  in 
this  view  unnecessaiy  or  nugatory,  and  must  have  been  inserted  for 
eome  other  purpose.  But  were  it  in  reality  unnecessary,  that  wonld 
not  require  us  to  consider  it  as  intending  something  different  from  its 
words, or  different  from  the  previous  contracts  of  the  parties.  Legis- 
latures often  add  clauses  to  nets,  which  do  not  prove  to  be  in  reality 
necessary,  but  are  inserted  from  abundant  caution  and  to  remove  fu- 
ture doubts  or  litigation.  So,  in  this  very  act,  in  the  eleventh  section, 
it  is  declared  that  a  patent  may  he  assigned.  Yet  this  is  probably 
unnecessary,  as  an  interest  like  that  of  a  patentee  can,  of  course,  be 
assigned,  on  common-law  principles,  without  (he  aid  of  a  statute. 

When  we  look,  however,  to  another  circumstance, — that,  though  a 
contract  of  assignment  would,  without  any  clause  in  the  statute,  pass 
the  interest  to  the  assignee,  yet  it  would  not  enable  him  to  sue  in  his 
own  name, — we  can  discover  another  reason  for  this  provision,  still 
more  effective.  A  clause  had  been  inserted  in  a  previous  part  of  the 
act  to  enable  the  assignee  to  sue  in  his  own  name  on  the  old  patent, 
it  violated;  and,  probably  in  doubt  whether  such  provision  would  be 
extended  to  assignees  under  the  renewal,  when  having  any  interest 
therein,  it  was  provided  further,  that  "'the  benefit  of  the  renewal" 
should  reach  them  to  the  extent  of  their  interests  therein — a  part  of 
which  benefit  would  be  to  sue  in  their  own  name  for  any  infringe- 
ment on  their  rights  to  it,  as  fully  as  they  could  do  for  a  violation  of 
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their  rights  in  the  original  patent,  and  as  if  that  had  been  for  twenty- 
one  years.  The  provision  thus  would  be  far  from  nugatory,  by  clearly 
conferring  on  them  every  power  and  privilege  to  sue,  under  the  ex- 
tension, which  they  possessed  under  the  original  patent. 

By  means  of  this  provision,  also,  in  another  view,  the  condition  of 
tke  parties  might  be  changed,  from  a  reliance  on  a  contract  alone  that 
they  should  have  a  certain  interest  in  the  new  patent,  to  a  vested  inter- 
est in  it ;  or,  in  another  view  still,  from  an  executory  to  an  executed 
right. 

There  is,  in  the  construction  given  by  some  of  the  majority  of  the 
court  to  the  clause  immediately  preceding  this,  another  ample  reason 
for  inserting  such  a  provision. 

The  previous  clause,  statiug  that  "thereupon  the  said  patent  shall 
have  the  same  effect  in  law  as  though  it  had  been  origiually  granted 
for  the  term  of  twenty-one  years,"  would,  it  is  argued,  if  the  section 
had  there  ended,  have  conferred  on  any  assignee  or  grantee  of  the 
old  patent,  or  any  part  of  it,  the  extended  term,  so  as  to  enable  them 
to  use  the  patent  as  if  it  originally  had  been  granted  for  twenty-one 
years  instead  of  fourteen. 

Suppose,  then,  for  a  moment,  that  this  construction  was  considered 
by  Cougress  proper,  or  only  possible,  it  is  manifest  that  the  additional 
clause  which  follows  had  a  second  and  most  pregnant  object, — no  less 
than  to  prevent  that  consequence,  so  hostile  to  the  design  of  inserting 
the  whole  section, — to  grant  an  extended  term  for  the  benefit  and 
indemnity  of  the  patentee,  and  not  of  the  assignee.  In  this  view,  tho 
last  clause  might  well  be  added,  as  a  limitation  on  what  would  other- 
wise be  the  inference  from  that  just  preceding  it ;  and  might  well 
declare,  instead  of  this  inference,  that  assignees  of  the  old  patent 
should  not  hold  it,  in  all  cases,  as  if  originally  granted  for  twenty- 
one  years,  though  patentees  might ;  but  that  assiguees  should  hold 
only  in  conformity  to  "  the  extent  of  their  respective  interests  "  in  the 
thing  patented.  In  other  words,  if  by  contract  they  had  acquired 
clearly  an  interest  for  twenty-one  years,  thev  should  hold  for  that 
time;  but  if  by  contract  they  had  acquired  an  interest  for  only  five 
or  fourteen  years,  they  should  hold  it  only  to  that  extent.  This  is 
rational,  consistent  with  the  great  object  of  the  section,  and  gives 
new  and  increased  force  and  necessity  to  the  clause.  The  assignees 
would  then,  after  the  renewal,  hold  the  patent  for  all  the  time  they 
had  stipulated,  and  for  all  they  had  paid,  but  for  no  more. 

It  will  bo  perceived,  that  very  few  assignees  or  grantees,  prior  to 
the  passage  of  the  act  of  1836,  would,  in  this  view,  be  likely  to  come 
under  this  provision,  and  be  benefited  by  it;  because,  not  knowing 
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that  any  future  law  would  pass  allowing  an  extension,  very  few  would 
be  likely  to  anticipate  one,  and  provide  in  their  contract  and  pay  for 
a  contingent  interest  in  its  benefits. 

This  would  make  th*e  provision,  in  practice,  apply  chiefly  to  future 
assignees,  who,  knowing  that  such  a  provision  existed,  might  be  will- 
ing to  give  something  for  a  right  to  any  extension  which  might  ever 
take  place  under  it ;  and,  therefore,  might  expressly  stipulate  in  the 
assignment  for  that  right.  Indeed,  the  arguments  on  the  part  of  the 
patentee  in  this  case  have  mostly  proceeded  on  the  ground  that  this 
provision  was  intended  to  apply  solely  and  exclusively  to  future  as- 
signees. Considering  that  any  other  construction  is  in  some  degree 
retrospective,  and  that  this  would  give  force  to  the  provision  as  well 
as  preserve  the  spirit  of  the  section,  I  should  be  inclined  to  adopt  it, 
if  mine  did  not  produce  a  like  effect,  and  was  not  alike  free  from 
objection,  as  limited  by  me ;  because  I  do  not  make  the  provision 
retrospective,  except  in  cases  where  the  parties  had  expressly  contract- 
ed that  the  prior  assignee  should  receive  the  benefit  of  any  extension, 
and  in  that  case  it  has  the  preference  in  its  operation  over  the  other 
view,  as  it  carries  into  effect  that  express  compact,  and  does  not  cramp 
the  force  of  it  to  the  future  alone,  where  the  language  and  the  con- 
sideration are  equally  applicable  to  past  engagements  of  this  charac- 
ter. 

This  conclusion  is  also  strengthened  by  being  in  harmony  with  all 
the  leading  rules  of  construction  applicable  to  statutes,  while  that 
adopted  by  the  court  seems,  to  my  mind,  to  violate  some  of  the  most 
important  of  them. 

Besides  those  already  referred  to,  it  is  well  settled,  that,  "  if  a  par- 
ticular thing  be  given  or  limited  in  the  preceding  parts  of  a  statute, 
this  shall  not  be  taken  away  or  altered  by  any  subsequent  general 
words  of  the  same  statute."  Dwarris,  658 ;  Standen  v.  The  University 
of  Oxford,  1  Jones,  26;  8  Coke,  118,  b.  Here  a  particular  benefit  is, 
by  the  former  part  of  the  eighteenth  section,  conferred  on  a  patentee, 
for  reasons  applicable  to  him  alone ;  and  yet,  in  this  case,  by  the  op- 
posite construction,  a  few  general  words  towards  the  close  are  con- 
strued so  as  in  some  respects  to  destroy  entirely  all  those  benefits  of 
the  patentee ;  and  that,  too,  when  the  language  is  susceptible  of  a  dif- 
ferent construction,  more  natural  and  perfectly  consistent  with  the 
previous  particular  grant  to  the  patentee. 

Some  collateral  considerations  have  been  urged,  in  support  of  the 
conclusions  of  the  court  on  this  branch  of  the  construction,  which  de- 
serve notice.  On  a  close  scrutiny,  they  appear  to  me  to  amount  to  less, 
in  any  respect,  than  is  supposed,  and  in  some  particulars  strengthen 
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the  grounds  of  dissent  Thus,  it  has  been  said  that  the  English  Act 
of  the  fifth  and  sixth  of  William  the  Fourth,  passed  September  18, 
183'»,  was  before  Congress  in  1836.  and  was  intended  to  he  copied  or 
adopted;  and  as,  under  thai,  assignees  have  been  allowed  to  partici- 
pate in  the  extended  time,  it  has  been  argued  that  such  was  the  in- 
tention here.  Hut  it  is  doubtful  whether  that  act  was  before  the  com- 
mittee when  they  reported  the  bill  in  1830,  :is  the  intervening  time 
had  been  short,  and  the  eighteenth  section,  011  examining  the  journaU 
and  tiles,  appears  not  to  have  been  in  the  bill  at  all  as  originally  intro- 
duced, or  88  originally  reported;  but  was  afterwards  inserted  a*  an 
amendment  in  the  Senate.  The  consideration  of  this  section,  there- 
fore, does  not  seem  to  have  been  so  lull  :is  of  the  rest  of  the  bill; 
and  it  is  very  far.  in  language,  from  being  a  copy  of  the  English  act. 
Assignees  are  not  named  at  all  In  that  act;  and  though,  in  extensions 
under  it.  assignees  have,  in  two  or  three  ease-,  been  allowed  to  par- 
ticipate, it  has  only  been  where  an  enlarged  equity  justified  it— as 
where  the  patentee  consented,  or  was  to  receive  a  due  share  in  the" 
ben.  tits,  or  had  clearly  conferred  a  right  in  the  extension  by  the  as- 
signment ;  and  where,  ttbo,  the  assignees  are  expressly  named  in  the 
new  grant  or  patent  as  entitled  to  a  share  of  it.  See  Webster's  Pat- 
ent Cases,  477. 

There,  also,  an  assignee,  under  like  circumstances,  would  doubtless 
benefit  by  the  renewal,  under  its  ordinary  operations;  and  the  prac- 
tice in  England,  thus  limited,  will  fortify  rather  than  weaken  the  con- 
struction I  adopt  of  the  true  design  of  the  last  clause  in  our  own  law. 

There  is  much.  also,  in  another  collateral  consideration  here,  which 
does  not  apply  in  Great  Britain,  and  which  restricts  conferring  the 
benefit  of  an  extension.  «>r  an  extension  itself,  on  an  assignee  by  or 
Under  any  statute,  if  it  goes  beyond  what  a  patentee  bad  himself  con- 
tracted to  do. 

Here  the  Constitution  limits  the  powers  of  Congress  to  give  patents 
to  inventors  alone. 

••The  ( 'ongress  shall  have  power  to  promote  the  progress  of  science 
and  the  useful  arts,  by  securing,  for  limited  times,  to  authors  and  in- 
ventors, the  exclusive  right  to  their  respective  writings  and  discov- 
eries.*'   Article  r,  section  8. 

No  authority  is  conferred  to  bestow  exclusive  rights  on  others  that) 
"authors  and  inventors "  themselves. 

Hence  a  patent  could  not  probably  be  granted  to  an  assignee,  nor 
an  extension  bestowed  on  ,>nc,  independent  of  the  assent  or  agree- 
ment of  the  patentee,  or  of  its  inuring  to  his  benefit,  without  raising 
grave  doubts  as  fee  its  being  a  violation  of  the  Constitution.    But  (0 
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far  us  inventors  have  expressly  agreed  that  assignees  shall  be  inter- 
ested in  their  patents,  or  in  the  extensions  of  them,  the  latter  may 
well  bo  protected;  and  so,  as  far  as  administrators  represent  the  in- 
ventor or  patentee,  when  deceased,  the  grant  to  them  is  substantially 
a  grant  to  the  inventor,  as  the  benefit  then  inures  to  his  estate  and 
heirs.  But  to  grant  an  exclusive  right  to  an  assignee  would  confer 
no  benefit  on  the  patentee  or  his  estate;  and  it  would  violato  the 
spirit  as  well  as  letter  of  the  Constitution  unless  the  inventor  had 
liirn^elf  agreed  to  it,  and  had  substituted  the  assignee  for  himself  by 
plain  contract,  whether  for  the  original  term  or  any  extension  of  it. 

Cases  have  been  cited  in  this  country,  likewise,  where  Congress,  in 
ten  or  twelve  instances,  have  renewed  patents  to  the  inventors;  but 
they  have  never  done  it  to  assignees.  And  though  in  two  out  of  the 
whole  which  were  renewed  after  the  term  had  expired  and  the  as- 
signees and  the  public  were  in  the  free  use  of  the  patent,  some  limita- 
tions have  been  imposed  on  requiring  further  payments  from  the  as- 
signees for  the  longer  use  of  the  old  patent,  yet  in  these  only,  and  un- 
der such  peculiar  circumstances,  has  it  been  done,  and  in  these  no  term 
was  granted  by  Congress  directly  to  the  assignee  rather  thau  the  pat- 
entee ;  and  this  limitation  or  condition  in  favor  of  the  assignee,  in 
the  grant  to  the  patentee,  is  of  very  questionable  validity,  unless  it 
was  assented  to  by  the  patentee.  In  this  case,  it  is  most  significant  of 
the  views  of  Congress  to  relieve  the  patentee  rather  than  assignees, 
that  by  a  special  law,  passed  February  2(5,  1845,  they  have  conferred 
on  the  representative  of  the  original  patentee  still  another  term  of 
seven  years,  without  mentioning  the  assignees  in  any  way,  and  with- 
out any  pretense  that  the  benefits  of  this  extension  were  designed  for 
them. 

The  argument,  that  tbo  assignee  is  sometimes  a  partner  and  make9 
liberal  advances,  furnishes  a  good  reason,  in  a  pecuniary  view,  why 
an  assignment  should  be  mado  to  him  of  such  an  interest  in  the  old 
patent  as  will  indemnify  him,  but  furnishes  none  for  giving  him,  even 
if  he  regards  money  above  public  spirit  or  benevolence,  more  than  an 
indemnity,  or  for  giving  him  a  benefit  in  any  renewal,  which  it  has 
never  been  agreed  he  should  have,  and  for  which  he  never  has  paid. 

So,  the  reasoning  that  the  assignee  stands -in  the  shoes  or  in  the 
place  of  the  patentee,  and  represents  him,  and  therefore  should  have 
an  interest  in  the  extension,  applies  very  well,  so  far  as  he  is  assignee, 
or  so  far  as  the  contract  extends ;  but  he  no  more  stands  in  the  shoes 
of  the  patentee,  beyond  the  extent  of  his  contract,  than  an  entire  stran- 
ger does.  Such  are  the  cases  of  Herbert  v.  Adams,  4  Mason,  15,  and 
that  cited  in  1  Hawk.  P.  C,  477,  note 
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Iii  one,  the  assignee  of  the  old  patent  represented  the  patentee  as 
to  that,  and  that  only ;  and  in  the  other,  where  by  law  a  further 
copyright  was  authorized  in  all  cases,  and  the  patentee  assigned  his 
whole  interest,  the  second  term  passed  also,  because  the  law  had 
previously  given  it  absolutely,  without  contingency  or  evidence  of 
losses,  but  in  connection  with  or  appurtenant  to  the  first  copyright.. 

Again,  it  has  been  urged  that  the  assignee  should  have  the  benefit 
of  the  extension ;  otherwise  he  may  have  made  large  expenditures, 
in  preparing  for  a  free  use  of  the  patent  after  the  original  term  ex- 
pires, and  will  lose  them  in  a  great  degree,  or  be  obliged  to  pay  largely 
for  the  continued  use  of  the  patent  But  this  same  reasoning  applies 
equally  well  to  the  whole  world  as  to  the  assignee,  because  any  in- 
dividual, not  an  assignee,  may  have  incurred  like  expenditures  in 
anticipation  of  the  expiration  and  free  use  of  the  old  patent  In  fact, 
the  argument  is  rather  a  legislative  than  judicial  one,  and  operates 
against  the  policy  of  the  whole  section,  rather  than  the  construction 
put  on  the  last  clause. 

But  the  hardship  to  any  person,  in  such  case,  is  more  apparent  than 
real.  The  price  to  be  paid  for  the  new  patent  is  not  so  much  as  the 
gain  by  it,  and  hence  those  who  have  proposed  to  use  it,  and  do  use 
it,  after  the  extension,  and  pay  anew  for  a  new  or  further  term,  gain 
rather  than  lose,  or  they  would  have  employed  the  old  machinery 
in  operation  before  this  invention. 

Nor  is  it  any  relief  to  the  community  at  large,  as  seems  by  some  to 
have  been  argued,  to  hold  that  the  renewal,  or  a  large  part  of  it,  vests 
in  the  assignee  and  grantee  rather  than  in  the  patentee;  for  the  great 
mass  of  the  people  must  still  purchase  the  patent,  or  the  right  to  use 
it,  of  some  one,  and  must  pay  as  much  for  it  to  the  assignee  as  to  the 
patentee. 

Finally,  the  construction  of  the  court,  by  couferring  any  privilege 
whatever  on  assignees  and  grantees  beyond  the  extent  of  their  inter- 
ests in  the  tiling  patented,  when  those  interests,  as  in  this  case,  were 
expressly  limited  in  the  contract  to  the  term  of  the  old  patent,  goes, 
in  my  view,  beyond  the  laniniasrc  of  the  act,  beyond  the  contract  of 
assignment,  beyond  the  consideration  paid  for  only  the  old  terra,  and 
beyond  auy  intention  of  the  legislature  for  relief  or  indemnity  to 
others  than  unfortunate  patentees. 

I  feel  not  a  little  fortified  in  these  views  on  the  case  bv  several 
decisions  and  cfpiuions  that  have  heretofore  been  made,  in  substantial 
conformity  to  them.  Indeed,  independent  of  opinions  in  some  of  the 
actions  now  before  us,  (from  which  an  appeal  has  been  taken,  or  the 
cause  has  come  up  on  a  certificate  of  division,)  every  reported  case  on 
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this  subject  has  been  settled  substantially  in  accordance  with  these 
views.  See  Woodioorth  v.  Shamm,  and  Wowhcorfh  v.  Cktrrcr  ct  ai, 
Circuit  Court  for  Massachusetts,  May  Term,  1844.  decided  by  Justice 
Story;  Van  Rovfc  v.  Wood,  Circuit  Court  for  Now  York,  October 
Term,  1844,  by  Justice  Bettr;  Wilson  x.  Cartics  ft  Grabon,  Circuit 
Court  for  Louisiana,  by  Justico  McCaleb;  lironfc  ft  M»rri:>-  v.  Bick~ 
v"  d  "I.,  Circuit  Court  for  Ohio,  July  Term,  1844,  by  Justice 
McLeax  (Western  Law  Journal,  October,  1845) ;  Butler's  opinion,  as 
Attorney-General,  in  Blanchard's  case  (Opinions  of  Attorneys-Gen- 
eral, |«ges  1134  and  1209). 

All  that  remains  for  me  is  to  advert  a  moment  to  that  branch  of 
the  construction  adopted  by  the  majority  of  the  court,  which,  after 
pving  to  both  assignees  and  grantees  a  benefit  in  the  new  patent  or 
term  beyond  "the  extent  of  their  interests"  under  the  contract  of  as- 
signment, undertake-*  to  go  still  farther,  and  make  a  discrimination 
between  assignees  and  grantees,  as  to  the  enjoyment,  under  the  re- 
newal, of  their  different  original  interests.    It  gives  to  the  latter,  the 
granteea,  by  the  mere  force  of  this  last  clause  in  the  eighteenth  sec- 
tion, the  enjoyment  of  all  their  old  interests  during  the  whole  of  the 
new  term;  but  it  gives  to  the  former,  the  assignees,  the  enjoyment 
of  only  ahout  a  third  portion  of  their  old  interests,  during  that  term. 
In  other  words,  it  gives  to  "grantees  of  the  right  to  use  the  thing  pat- 
ented "  a  continuance  of  all  their  interests ;  but  to  assignees,  whose 
interests  extended  to  the  right  to  make  and  to  vend,  as  well  as  use, 
the  thing  patented,  a  continuance  of  only  a  part  of  theirs.    In  such 
a  discrimination,  uncpuntenanced  and  unwarranted,  a*  it  seems  to 
me,  by  either  the  words  or  the  spirit  of  the  act  of  Congress,  I  am  sorry 
to  tind  another  strong  ground  of  dissent  to  the  opinion  of  the  court. 
The  act  does  not  say,  as  is  their  construction,  that  "the  benefit"  of 
only  "the  right  to  u>e  the  thing  patented"  shall  extend  to  any  one, 
whether  an  assignee  or  grantee;  but  that  the  benefit  of  (he  renewal 
shall  extend  to  both,  "to  the  extent  of  their  respective  interests," 
though  differing  clearly  in  extent  as  they  do,  and  as  will  soon  be 
more  fully  shown. 

"Judges  are  bound  to  take  the  act  of  Parliament  as  the  legislature 
have  made  it."    1  D.  &  E.,  52,  and  Dwarris  on  Statutes.  711. 

But  the  words  in  this  act,  "the  right  to  -use  the  thing  patented," 
must  be  transposed,  and  other  words  altered  in  their  ordinary  mean- 
ing, to  make  these  a  description  of  the  interests  contorted. 

They  are  now  a  description  of  one  kind  of  purchasers,  that  is,  "gran- 
tees of  the  right  to  use  the  thing  patented,"  to  whom  the  renewal 
should  extend,  if  they  had  stipulated  for  any  interest  therein  by  their 
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contracts.  The  clause  refers  to  two  classes,  who  may  in  such  case  be 
benefited  by  the  renewal  "Assignees"  are  one  doss,  and  "grantees 
of  the  right  to  use  the  thing  patented  "  are  the  other  class.  This  ac- 
cords with  the  language  itself,  and  also  with  the  punctuation  of  this 
clause, as  examined  by  me  ill  manuscript  on  file  in  the  Senate, and  as 
printed  by  the  State  Department,  having  no  comma  or  other  pointing 
in  it  except  after  the  word  "patented."  It  accords,  too,  with  what  is 
well  understood  to  he  the  (act,  that  assignees  ami  grantees  usually 
Constitute  two  distinct  classes  of  purchasers,  the  former  being  those 
who  bay  a  pari  or  all  of  the  patent-right  itself,  and  can  protect  their 
interests  bv  suits  in  their  own  name;  and  the  latter  beius  those  who 
buy  only  "the  right  tonne  the  thing  patented,"  and  generally,  except 
where  the  use  is  exclusive,  (fourteenth  section,)  cannot  institute  suits 
in  their  own  name  fOf  encroachments  upon  it.  In  the  face  of  this,  to 
hold  that  assignees  and  grantees  mean  the  same  thing  here,  and  that 
the  words  "of  the  right  to  use  the  thing  patented"  apply  equally  to 
hoth,  is  a  departure  from  the  ahovc  established  usage  in  employing 
those  terms,  and  gives  a  different  meaning  to  them  from  what  is  pre- 
viously twice  given  in  this  very  act.  Thus,  in  the  eleventh  section, 
an  " assignment "  is  mentioned  as  one  thing,  and  "agrant  and  con- 
veyance of  the  exclusive  right,"  &C.,  as  another;  and  in  the  fourteenth 
section,  "assigns*1  are  spoken  (Mas  if  one  class,  and  "grantees  of  the 
exclusive  right,"  fcc,  as  if  another.  And  why  does  the  conclusion  to 
this  clause  say  "to  the  extent  of  their  resjxetice  interests  therein/1  if 
such  assignees  and  grantees  to  patents  wen-  not  in  this  very  clause 
considered  by  Congress  as  having  different  interests,  and  that  the*.- 
were  to  be  protected  according  to  their  respective  extents?  It  wooM 
have  said,  anil  must  he  made  to  say.  if  sustaining  the  construction  of 
the  court,  "  to  the  extent  of  that  riyltt"  or  " to  the  extent  of  that  WteP- 
i  and  there  stop.  Manifestly,  then,  there  is  not  conferred  on  tlMM 
two  clauses,  by  this  clause,  either  in  its  spirit  or  in  (otidem  verbix,  mervly 
"the  right  to  use  the  thing  patented,*1  but,  on  the  contrary, "  the  bene- 
fit of  the  renewal."  "  to  the  extent  of  their  respective  interests  in  th«' 
thing  patented."  The  interests  of  the  grantees  may  be  limited  to  tfco 
use,  and  those  of  the  assignees  may  not  he,  but  include  the  right  lo 
make  and  vend  as  well  as  use;  yet  large  or  long  us  may  be  the  inter- 
ests of  either,  the  benefit  of  the  renewal  is  to  cover  them,  if  the  cnVV 
of  them,  under  the  original  assignment  or  grant,  reached  to  the  n<-w 
term.  One  is  not  to  have  the  whole  of  bis  interests  protected  and  tli. 
i  ither  a  pan  only,  when  their  equities  are  the  same.  But  the  assignee 
is  to  have  to  the  extent  of  bis,  which  is  to  make,  vend,  and  use;  and  the 
grantee  only  "of  the  right  to  nse*1  is  to  have  to  the  extent  of  his. 
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This,  to  my  apprehension,  ia  unquestionably  the  substance  of  what 
Congress  has  said  on  this  topic;  and  yet  it  is  only  by  supposing  new 
language  not  in  the  act,  or  by  transposing  some  of  the  old,  so  as  not 
to  be  in  harmony  with  the  original  structure  of  the  sentence,  or  by 
giving  a  meaning  to  words  different  from  what  has  been  established, 
and,  in  my  view,  only  by  doing  this,  that  any  foundation  can  be  laid 
in  support  of  this  part  of  the  construction  approved  by  the  court.  Hut 
"it  is  safer,"  said  Mr.  J.  Ashhurst,  "  to  adopt  what  the  legislature  have 
actually  said,  than  to  suppose  what  they  meant  to  say."  1  D.  k  E.. 
52;  6  Adolph.  &  Ellis,  7. 

It  may  be  well,  also,  not  to  forget,  that  it  is  always  more  judicial, 
and  less  like  legislation,  to  adhere  to  what  Congress  have  actually 
said,  and  that  it  is  more  imperative  to  do  this  when,  by  adhering  to  it. 
you  carry  out,  as  in  this  case,  the  manifest  intention  of  the  previous 
jart  of  the  section.  Nor  can  the  inconsistency  produced  by  the  con- 
struction of  the  court  be  without  influence  in  creating  doubts  as  to  its 
correctness ;  as  by  it  "  the  benefit  of  the  renewal "  will  be  extended  to 
assignees  and  grantees  not  in  ratio  with  "their  respective  interests. 
(the  words  of  the  law,)  nor  in  conformity  with  their  respective  eon- 
tracts,  nor  according  to  the  respective  considerations  they  have  paid, 
nor  in  proportion  to  the  respective  losses  they  have  sustained,  but. 
under  the  same  general  permission  as  to  the  extent  of  the  "  respective 
interests"  of  both,  one  class  will  be  allowed  to  the  full  extent  of  his 
previous  interest,  and  the  other  to  only  a  part  of  that  extent. 

By  what  authority,  let  me  respectfully  ask,  is  this  general  permis- 
sion thus  divided,  and  in  one  class  or  case  limited,  and  in  the  other 
not?  By  what  legal  authority  are  assignees  cut  otf  from  n  valuable 
portion  of  their  interests  in  a  patent,  while  grantees  to  use  the  thing 
patented  are  allowed  to  exercise  the  whole  of  theirs,  and  both  under 
one  and  the  same  general  permission,  covering  all  "their  rcapectirr 
interests"?  To  make  this  discrimination,  and  allow  to  one  class  the 
full  extent  of  their  interests,  and  to  the  other  not  the  full  extent  of 
theirs,  when  the  law  says  it  shall  be  "to  the  extent  of  their  respttHt: 
interests,"  and  when  their  respective  contracts  and  equities  show  that 
this  should  include  both  the  duration  and  quantity  of  their  interests, 
looks  like  a  distinction  in  a  great  degree  arbitrary,  and  not  a  littl 
in  conflict  with  the  plain  words  and  design  of  the  act  of  Congress. 

But,  beside  this  further  departure  from  what  seems,  to  me  the  ol* 
riow  meaning  of  the  eighteenth  section,  caused  by  this  branch  of  the 
construction  of  the  court,  it  will  fail,  I  fear,  as  any  compromise  of  the 
difficulties  arising  under  the  section,  if  any  compromise  be  expected 
from  it    It  is  not  likely  to  avert  ruin  from  most  of  those  indigent 
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inventors  who  have,  in  their  distresses,  resorted  tor  aid  to  the  del  a- 
sive  provisions  ot*  tluit  section.  Their  rery  necessities  and  emharras*- 
ments.  which  are  the  justification  for  granting  the  renewal  to  them, 
have  usually  forced  them  to  sell  and  assign  all  the  original  patent,  as 
was  the  case  with  Woodworth,  in  this  instance;  and  if  in  such  cir- 
cumstances the  law  is  to  atrip  them  of  all  benefits  under  the  renewal, 
and.  without  any  contract  to  that  effect,  confer  those  benefits  on  the 
assignees  and  grantees  of  the  old  patent,  the  law  is  perfectly  suicidal 
as  to  the  only  design  to  lie  effected  by  its  bounty.  But  if,  seeing  this, 
the  construction  is  modified,  as  her*',  by  the  court,  so  as  to  deprive 
the  patentee  in  Btieh  eases  of  only  the  benefits  of  the  use  of  his  old 
patent  or  old  machines  during  the  new  term,  this  qualification  in  the 
operation  of  the  law  will,  it  is  apprehended,  usually  prove  a  mere 
'mockery,  working,  in  most  eases.  as  fully  as  the  eourt's  construction 
without  the  qualification  would,  tin-  entire  defeat  of  the  laudable  ob- 
ject of  the  renewal  towards  patentees.  Tn  one  or  two  of  the  case* 
now  before  us,  the  patentee,  under  this  construction,  will  still  be  sub- 
jected to  defeat  and  burdensome  costs.  In  relation  to  its  effect  ou 
the  present  patent  us  a  whole,  all  the  consequences  cannot  now  be 
ascertained,  Hut  it  is  admitted  that  the  inventor  had  assigned  the 
whole  of  the  old  patent,  so  that  no  right  whatever  to  use  will  remain 
in  his  representatives  to  dispose  of;  or  if  a  right  remains  where  ma- 
chines are  not  now  in  actual  use.  probably  enough  are  now  in  use  to 
supply,  for  some  time,  the  public  wants  in  most  parts  of  the  United 
States. 

The  right  to  continue  to  use  them  will  prohably  lost  during  the 
whole  seven  years  the  renewal  ran*,  as  the  machine  will  usually,  with 
proper  repairs,  do  service  beyond  that  time  It  will  not,  then,  be 
very  difficult  to  calculate  what  value,  during  the  seven  years,  will  be 
derived  from  the  right  to  make  and  vend  machines,  when  the  tee 
of  others  already  in  existence  is  scattered  over  every  section  of  the 
country,  and  they  may  he  employed  all  the  time  of  the  extended 
patent,  without  the  assignees  or  grantees  ever  having  paid,  or  being 
obliged  to  pay.  a  dollar  for  that  extended  we. 

Looking,  then,  to  the  beneficent  design  of  the  eighteenth  section, 
to  enforce  the  Constitution,  by  advancing  science  and  the  arts  and 
protecting  useful  inventions,  through  the  security  for  a  longer  term  to 
men  of  genius  of  a  property  in  their  own  labors,  in  eases  where  thev 
had  not  Iwcn  already  remunerated  for  their  time  and  expenses,  1  can- 

not  bul  fear  that  th  nstruction  given  by  the  majority  of  theconrt 

will  prove  most  unfortunate.  It  will  tend  to  plunge  into  still  deeper 
embarrassment  and  destitution,  by  losses  in  litigation  and  by  depriva- 
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(ion  of  a  further  extended  sale  of  their  inventions,  those  whose  worth 
and  poverty  induced  Congress  to  attempt  to  aid  them. 

Nor  would  a  different  construction  tie  up,  as  some  suppose,  the  fu- 
ture use  of  numerous  patents.  Of  the  fourteen  thousand  five  hundred 
and  twenty-six  heretofore  issued,  since  the  Constitution  was  adopted, 
I  am  enahled,  by  the  loudness  of  the  Commissioner  of  PatentB,  to 
state  that  only  ten  have  been  renewed  under  the  eighteenth  section 
during  nearly  ten  years  it  has  been  in  operation. 

And  if  tho  individuals  who  use  the  improved  machines,  the  fruit  of 
the  toil  and  expense  and  science  of  others,  were  obliged  in  but  one 
casein  a  year,  over  the  whole  country,  to  pay  something  for  that  fur- 
ther use,  is  it  a  great  grievance  ?  They  are  not  obliged  to  employ 
the  patent  at  all,  and  will  not,  unless  it  is  better  by  the  amount  they 
pay  than  what  was  in  use  before.  And  is  it  a  great  hardship,  or  in- 
evitable, where  they  are  benefited  by  another's  talents,  money*  mid 
labor,  to  compensate  him  in  some  degree  therefor  ? 

^v"hile  other  countries,  and  Congress,  and  our  State  courts  are  ad- 
opting a  more  liberal  course  yearly  towards  such  public  benefactors 
»  inventors,  I  should  regret  to  see  this  high  tribunal  pursue  a  kind 
of  construction  open  to  the  imputation  of  an  opposite  character,  or 
be  supposed  by  any  one  to  evince  a  feeling  towards  patentees  which 
belongs  to  other  ages  rather  than  this,  (and  which  I  am  satisfied  is 
not  cherished,)  as  if  patentees  were  odious  monopolists  of  the  prop- 
erty and  labors  of  others,  when  in  truth  they  are  only  asking  to  In- 
protected  in  the  enjoyment  and  sale  of  their  own, — as  truly  their 
own  as  the  wheat  grown  by  the  farmer,  or  the  wagon  built  by  the 
mechanic. 

Nor  should  we  allow  any  prejudices  against  the  utility  of  patents 
generally,  and  much  less  against  the  utility  of  the  invention  now  un- 
der consideration,  to  make  our  constructions  more  rigid  in  this  ease. 
The  settled  doctrine  of  the  courts  now,  under  the  lights  of  longer 
experience,  though  once  otherwise,  is.  in  doubtful  cases,  to  incline  to 
constructions  most  favorable  to  patentees.  Grunt  ct  at.  v.  Rnynuiml, 
6  Peters,  218  ;  1  Sumner,  485  ;  Wgeth  v.  Stone,  1  Story's  Hep.,  287; 
Bljinrhard  v.  Sprague,  2  Story's  Rep.,  l«j!>.  Nor  is  it  strange  that  this 
should  be  the  case  in  the  nineteenth  centurv,  however  different  it 
was  some  generations  ago,  when  we  daily  witness  how  the  world 
has  been  benefited  since  by  the  patented  inventions  aud  discoveries 
"i  steam,  in  all  its  wonderful  varieties  and  utilities,  and  in  clean* 
ing,  spinning,  and  weaving  cotton  by  machinery  for  almost  half  the 
human  raee,  and  in  myriads  of  other  improvements  in  other  things, 
bedding  bo  benign  a  light  over  the  age  in  which  we  live,  and  most 
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of  them  excited  and  matured  only  under  the  protection  secured  to 
their  inventions  by  an  enlightened  government. 

Some  estimate  can  be  formed  of  the  usefulness  of  the  present  pat- 
ent, and  its  title  to  favor,  when  one  machine  is  computed  to  perform 
the  labor  of  planing  and  grooving  in  one  day  that  would  require  fifty 
days  by  a  man,  and  which  is  supposed  to  reduce  near  seven-tenths  of 
the  expense  of  such  work  in  every  building  where  the  improved  meth- 
od is  used, — as  it  ere  long  will  be  by  the  many  millions  of  our  own 
population,  and  in  time  over  the  civilized  world.  Every  honest  so- 
cial system  must  shield  such  inventions,  and  every  wise  one  seeks  un- 
doubtedly to  encourage  them. 

To  be  liberal,  then,  in  the  protection  of  patentees,  is  only  to  be  just 
towards  the  rights  of  property.  To  stimulate  them  in  this  and  other 
ways  to  greater  exertions  of  ingenuity  and  talent,  is  to  increase  the 
public  wealth,  and  hasten  the  progress  of  practical  improvements,  as 
well  as  of  science.  And  to  discountenance  encroachments  on  their 
rights,  and  defeat  piracies  of  their  useful  labors,  is  calculated  in  the 
end  to  better  the  condition  of  every  rank  in  society,  and  introduce 
wider  and  faster  all  the  benefits  of  a  superior  state  of  civilization  and 
the  arts. 


Andrew  P.  Simpson,  Joseph  Forsyth,  and  Bagdad  Mills,  appel- 
lants, v.  James  G.  Wilson. 

(4  Iloward.  700.) 

\.  The  decision  of  the  court  in  the  preceding  case  of  Wilson  v.  Eotuteau  et  a/., 
namely,  that  when  a  patent  Is  renewed,  under  the  act  of  1830,  an  assignee 
under  the  old  patent  has  a  right  to  continue  the  use  of  the  patented  machine, 
but  not  to  vend  others,  again  affirmed. 

•2.  An  assignment  of  an  exclusive  right  to  use  a  machine,  and  to  veud  the  same 
to  others  for  use,  within  a  specified  territory,  authorizes  the  assignee  to  vend 
elsewhere,  out  of  the  said  territory,  the  product  of  said  machine. 

.3.  The  restriction  upon  the  assignee  is  only  that  he  shall  use  the  machine  within 
the  specified  territory.   There  is  none  as  to  the  sale  of  the  product. 

This  case  came  up  on  a  certificate  of  division  in  opinion  between 
the  judges  of  the  Circuit  Court  of  the  United  States  tor  the  District 
of  Louisiana,  sitting  as  a  court  of  equity. 

Wilson  was  the  complainant  below,  who  filed  a  bill,  and  obtained 
an  injunction  against  Simpson,  Forsyth,  and  Mills.  After  sundry 
proceedings  in  the  case,  Forsyth  put  in  a  plea,  and  a  rule  was  obtained 
that  the  plaintiff  should  show  cause  why  the  injunction  should  not  be 
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dissolved.  Upon  argument,  the  court  dismissed  the  rule,  and  the  case 
was  set  down  for  hearing,  by  consent  of  parties,  the  complainants  not 
admitting  the  facts  alleged  in  the  plea,  but  for  the  purpose  of  raising 
the  questions  of  law  which  they  involved,  and  obtaining  a  speedy  de- 
cision of  the  same. 

Upon  the  argument,  the  division  of  opinion  arose  which  will  be 
presently  stated. 

The  facts  in  the  case  were  these: 

The  patent  for  planing,  &c,  having  been  obtained  by  Woodworth 
in  1328,  as  has  been  particularly  mentioned  in  the  report  of  the  pre- 
ceding case  of  Wilson  v.  Rousseau  et  al,  Forsyth,  one  of  the  defend- 
ants below,  became  an  assignee  under  that  patent  for  all  its  rights 
within  the  county  of  Escambia,  in  West  Florida.  This  took  place  in 
1836. 

Woodworth,  the  patentee,  having  died,  his  administrator,  in  1842, 
obtained  a  renewal  of  the  patent  under  the  act  of  1836,  and,  in  1843, 
assigned  to  Wilson,  the  complainant  below,  all  the  rights  under  the 
extended  patent  for  the  States  of  Louisiana,  Alabama,  and  the  Terri- 
tory of  Florida. 

On  the  13th  of  April,  1844,  the  said  Wilson  instituted  proceedings 
in  equity,  in  the  Circuit  Court  of  Louisiana,  against  the  defendants, 
on  the  ground  that  they  infringed  on  his  just  rights,  by  setting  up  and 
putting  in  operation  the  said  patented  machines  in  the  Territory  of 
Florida,  and  by  vending  in  New  Orleans  large  quantities  of  dressed 
lumber,  plank,  &c,  the  product  of  the  machines  there  established. 

In  May,  1845,  the  cause  came  up  for  hearing,  as  above  stated,  when 
the  following  points  were  ordered  to  be  certified  to  this  court,  namely : 
"J.  G.  Wilson  ^ 

v.  i  No.  1,225. 

Simpson  et  al.  j 

**  This  case  coming  on  to  be  heard,  on  demurrer  filed  to  the  plea  of 
Joseph  Forsyth,  one  of  the  defendants,  set  down  for  hearing  by  con- 
sent, and  the  matters  of  law  arising  on  said  plea,  the  following  points 
became  material  to  the  decision,  and,  being  considered,  the  court 
were  divided  in  opinion  on  the  following  points : 

"1.  Whether,  by  law,  the  extension  and  the  renewal  of  the  said 
patent,  granted  to  William  Woodworth,  and  obtained  by  William  W. 
Woodworth,  his  executor,  inured  to  the  benefit  of  said  defendant,  to 
the  extent  that  said  defendant  was  interested  in  said  patent  before 
such  renewal  and  extension. 

M  2.  Whether,  by  law,  the  assignment  of  an  exclusive  right  to  the 
defendant,  by  the  original  patentee,  or  those  claiming  under  him,  to 
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use  said  machine,  and  to  vend  the  same  to  others  for  use,  within  the 
county  of  Escambia,  in  the  Territory  of  West  Florida,  did  authorize 
said  defendant  to  vend  elsewhere  than  in  said  county  of  Escambia,  to 
wit,  ill  the  city  of  New  Orleans,  State  of  Louisiana,  plank,  boards,  and 
other  materials  product  of  a  machine  established  and  used  within  the 
said  county  of  Escambia,  in  the  Territory  of  West  Florida. 

"  Wherefore,  upon  the  request  of  defendants*  counsel,  it  is  ordered 
and  directed  that  the  foregoing  points  of  law  be  certified  for  the  opin- 
ion of  the  Supreme  Court  of  the  United  States/" 

The  case  was  argued  by  Gilpin  and  Westcott,  for  the  defendants  be- 
low, who  were  the  appellants  in  this  court,  and  by  Henderson  and  R. 
Johnson,  for  Wilson. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court 

The  questions  in  this  case  come  up  on  the  certificate  of  a  division 
of  opinion  in  the  court  below.  The  judgment  of  this  court  in  the 
previous  case  of  Wilson  v.  Rousseau  ct  al.t  upon  the  second  question 
certified  in  that  case,  disposes  of  the  first  question  certified  here,  and 
is  answered  accordingly. 

The  second  question  certified  involves  the  point,  whether  or  not 
the  assignment  of  an  exclusive  right  to  make  and  use,  and  to  vend  to 
others,  planing-machines,  within  a  given  territory  only,  authorizes  the 
assignee  to  vend  elsewhere,  out  of  the  said  territory,  the  plank,  boards, 
and  other  materials  the  product  of  said  machines. 

The  court  have  no  doubt  but  that  it  does;  and  that  the  restriction 
in  the  assignment  is  to  be  construed  as  applying  solely  to  the  using 
of  the  machine.  There  is  no  restriction  as  to  place  of  the  sale  of  the 
product.    Certificate  accordingly  to  the  court  below. 

Order.  This  cause  came  on  to  be  heard  on  the  transcript  of  the  rec- 
ord from  the  Circuit  Court  of  the  United  States  for  the  District  of  Lou- 
isiana, and  on  the  points  and  questions  on  which  the  judges  of  the  said 
Circuit  Court  were  opposed  in  opinion,  and  which  were  certified  to  this 
court  for  its  opinion  agreeably  to  the  act  of  Congress  in  such  case 
made  and  provided,  and  was  argued  by  counsel ;  on  consideration 
whereof,  it  is  the  opinion  of  this  court — 1.  That,  by  law,  the  extension 
and  renewal  of  the  said  patent  granted  to  William  Woodworm,  and 
obtained  by  William  W.  Woodworth,  his  executor,  did  not  inure  to 
the  benefit  of  said  defendant  to  the  extent  that  said  defendant  was 
interested  in  said  patent  before  such  renewal  and  extension ;  but  the 
law  saved  to  persons  in  the  use  of  machines  at  the  time  the  extension 
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takes  effect  the  right  to  continue  the  use.  2.  That  a:i  assignment  of 
an  exclusive  right  to  use  a  machine,  and  to  vend  the  same  to  others 
for  use,  within  a  specified  territory,  does  authorize  an  -assignee  to  vend 
elsewhere,  out  of  the  said  territory,  plank,  boards  and  other  materials 
the  product  of  Buch  machine. 

It  is,  therefore,  now  here  ordered  and  decreed  by  this  court,  that  it 
be  bo  certified  to  the  said  Circuit  Court. 


James  Q.  Wilson,  complainant  and  appellant,  v.  Joseph  Turner 
Junior,  and  John  C.  Turner,  defendants. 

(4  Howard,  712.) 

The  decision  of  the  court  in  the  two  preceding  en*-*,  namely,  that  When  a  patent 
b  renewed,  under  the  act  of  18.16,  an  atwlgnec  mtdftf  (lie  old  patent  lias  a  right 
to  continue  the  use  of  the  machine  which  he  i*  u*iug  at  the  time  of  the  renewal, 
again  affirmed. 

This  case  came  up  by  appeal  from  the  Circuit  Court  of  the  United 
States  for  tho  District  of  Maryland,  sitting  as  a  court  of  equity. 

The  bill  was  tiled  by  Wilson,  as  the  assignee  of  William  W.  Wood- 
worth,  the  administrator  of  Woodworth,  the  patentee,  as  stated  in  the 
report  of  the  preceding  case.  It  set  out  the  patent  and  assign mont, 
and  then  prayed  for  an  injunction  and  account 

The  answer  referred  to  the  mutual  assignment  made  between 
Woodworth  and  Strong  on  the  one  part,  and  Toogood,  Hulstead, 
Tyack,  and  Emmons  of  the  other  part,  which  was  recited  in  the 
preceding  case,  and  traced  title  regularly  down  from  these  latter 
parties  to  tho  defendants. 

A  statement  of  these  facts  was  agreed  upon  by  counsel,  and  alt  the 
documents  set  foctfl  at  length,  and  upon  this  statement,  together  with 
the  bill  and  answer,  the  cause  was  argued. 

At  April  Term,  1845,  the  court  dismissed  the  bill,  and  from  this 
decree  the  case  was  brought  up  by  appeal  to  this  court. 

It  was  argued  by  Pftelps  and  Webster,  for  Wilson,  the  appellant,  and 
Schley,  for  the  appellees,  who  were  the  defendants  below. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court. 

The  judgment  of  the  court  in  the  previous  case  of  Wilson  v.  Roustecat 
ft  ai  disposes  of  the  question  in  this  ease,  and-  allirms  the  decree  of 
the  Circuit  Court. 
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William  W.  Woodworth,  administrator,  &c,  and  E.  V.  Bunn,  as- 
signee, COMPLAINANTS  AND  APPELLANTS,  V.  JAMES,  BENJAMIN,  AND 

Alpheus  Wilson. 

(4  Howard,  712.) 

1.  Au  objectlou  to  the  validity  of  Woodworth's  patent  for  a  planlng-machine, 

namely,  that  he  was  not  the  tirst  and  original  inventor  thereof,  Is  not  sustained 
by  the  evidence  offered  in  this  case. 

2.  Nor  is  the  objection  well  founded,  that  the  specifications  accompanying  the  ap- 

plication for  a  patent  are  not  sufficiently  full  and  explicit,  so  as  to  enable  a 
mechanic  of  ordinary  skill  to  build  a  machine. 

3.  An  assignee  of  the  exclusive  right  to  use  ten  machines  within  the  city  of  Louis- 

ville, or  ten  miles  around,  may  Join  his  assignor  with  him,  In  a  suit  for  a  viola- 
tion of  the  patent-right,  under  the  circumstances  of  this  case. 

The  bill  was  filed  in  this  case  in  the  Circuit  Court  for  the  District 
of  Kentucky,  by  the  complainants,  setting  forth  that  William  Wood- 
worth  was  the  inventor  and  patentee  of  a  certain  planing-machine, 
describing  it ;  also,  the  extension  of  the  said  patent  to  W.  W.  Wood- 
worth,  as  administrator,  and  that  E.  V.  Bunn,  one  of  the  complainants, 
took  an  assignment  from  the  said  W.  W.  Woodworth  for  the  exclusive 
right  of  making,  using,  and  vending  machines  for  planing,  &c,  under 
the  extension  of  the  patent,  within  the  limits  of  the  city  of  Louisville, 
and  in  the  district  of  country  ten  miles  around  said  city. 

The  bill  further  charges  that  the  defendants  have,  in  violation  of 
the  rights  of  the  complainants,  erected  and  put  in  operation,  in  the 
city  of  Louisville,  a  planing-machine,  &c,  which  machine  is,  in  all  its 
material  parts,  substantially  like  and  upon  the  plan  of  the  machine  of 
the  complainants,  and  persists  in  using  the  same. 

The  defendant,  James  Wilson,  answered  the  bill,  substantially 
denying  most  of  the  material  allegations  contained  in  it.  The  other 
defendants  answered,  by  denying  that  they  had  tiny  interest  in  the 
machine. 

The  court  granted  an  injunction,  enjoining  the  defendant,  James 
Wilson,  from  using  the  machine. 

Afterwards,  an  application  was  made  to  the  court,  on  behalf  of  the 
complainants,  for  a  rule  upon  the  defendant,  James  Wilson,  to  show 
cause  why  an  attachment  should  not  be  issued  against  him  for  a  vio- 
lation of  the  injunction,  which  was  accordingly  granted. 

The  defendant  showed  cause  by  affidavit,  in  which  he  affirms  that 
immediately  on  the  service  of  the  injunction  he  had  ceased  to  use  the 
machine  mentioned  in  the  bill,  and  conformed  himself  to  the  order  of 
the  court,  and  that  he  had  purchased  and  set  up  Bickncll's  planing- 
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machine,  which  he  was  using,  and  which  was  substantially  different 
from  the  machine  of  the  complainants. 

Much  testimony  was  taken  in  the  court  below,  on  the  question 
whether  the  machine  which  the  defendant  had  substituted  and  was 
using  was,  in  all  its  material  and  substantial  parts,  like  Woodworth's, 
which  it  is  not  material  to  refer  to  more  particularly.  A  great  deal 
of  testimony  was  also  taken,  for  the  purpose  of  showing  that  Wood- 
worth  was  not  the  original  inventor  of  the  complainants'  machine, 
which  it  is  also  not  necessary  to  recite. 

The  cause  afterwards  came  to  a  hearing  on  the  merits,  upon  the 
pleadings  and  proofs,  and  also  upon  the  rule  previously  granted  against 
the  defendant,  to  show  cause  why  an  attachment  should  not  issue  for 
a  violation  of  the  injunction,  and,  after  consideration,  the  court  dis- 
solved the  injunction  and  dismissed  the  bill,  and  discharged  the  rule 
to  show  cause,  with  costs. 

As  the  opinion  of  the  court  refers,  in  general  terms,  to  the  interest 
of  Woodworth  under  the  assignment,  as  a  justification  for  his  being 
joined  as  a  party  in  the  suit,  it  is  proper  to  set  forth  the  assignment, 
which  was  as  follows : 

11  Transfer  from  Woodworth,  Administrator,  fyc,  to  E.  V.  Bttnn. 

"  Whereas,  William  Woodworth,  now  deceased,  did,  in  his*lifetimc, 
obtain  letters  patent,  issued  under  the  great  seal  of  the  United  States, 
bearing  date  the  27th  day  of  December,  1828,  giving  and  granting  to 
him,  the  said  Woodworth,  his  heirs,  administrators,  and  assigns,  for 
and  during  the  term  of  fourteen  years  from  the  date  of  the  said  let- 
ters patent,  the  full  and  exclusive  right  and  liberty  of  making,  con- 
structing, using,  and  vending  to  others  to  be  used  a  certain  improved 
method  for  planing,  tonguing,  grooving,  and  cutting  into  mouldings, 
or  either  plank,  boards,  or  any  materials,  and  for  reducing  the  same 
to  an  equal  width  and  thickness,  and  also  for  facing  and  dressing 
brick,  and  cutting  mouldings  in  or  facing  metallic,  mineral,  or  other 
substances: 

"  And  whereas,  William  W.  Woodworth,  administrator  of  said  Wil- 
liam Woodworth,  hath  applied  for  and  obtained  an  extension  of  said 
letters  patent  for  the  term  of  seven  years  from  and  after  the  expiration 
of  said  patent,  to  wit,  the  27th  day  of  December,  1842,  pursuant  to 
an  act  of  Congress  in  such  ca^e  made  and  provided,  and  hath  a  cer- 
tificate of  said  extension  annexed  to  said  patent,  signed  by  the  Com- 
missioner of  Patents,  under  the  great  seal  of  the  Patent  Office  of  tho 
United  States,  and  dated  November  16th,  A.  D.  1842;  and  whereas, 
E.  Y.  Bunn,  of  the  city  of  Louisville,  in  the  State  of  Kentucky,  hath 
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fully  viewed,  examined,  and  considered  for  himself  tbc  said  improve- 
ment, and,  of  his  own  motion,  hath  requested  and  desired  the  said 
William  TV.  Woodworth,  administrator  of  said  William  Woodworth, 
deceased,  to  give  a  license  and  permission,  in  writing,  for  constructing 
and  using  machines  on  the  said  improved  plan  iu  the  city  of  Louis- 
ville  aforesaid,  including  the  district  of  country  within  ten  miles  of 
said  city,  and  in  no  other  city,  town,  or  place  iu  the  United  States,  or 
the  territories  thereof,  on  the  conditions  hereinafter  mentioned,  and 
have  offered  to  pay  him  the  sum  of  fifteen  hundred  dollars  for  such 
license  and  consent  in  writing,  with  which  request  and  desire  the  said 
William  W.  Woodworth,  administrator  of  William  Woodworth,  de- 
ceased, has  agreed  to  comply : 

Now,  know  all  men  by  these  presents,  that  the  said  W.  W.  Wood- 
worth,  administrator  of  William  Woodworth,  deceased,  in  considera- 
tion of  the  said  sum  of  fifteen  hundred  dollars,  secured  to  be  paid  to 
him,  the  said  William  W.  Woodworth,  administrator  of  William 
Woodworth,  deceased,  doth  hereby  give  his  full  consent  and  permis- 
sion, in  writing,  and  lic  ense  to  the  said  E.  V.  Bono,  and  to  his  exec- 
utors, administrators,  and  assigns,  to  construct  and  use,  during  the 
said  extension  of  the  aforesaid  patent,  ten  planing-machines  on  the 
improved  plan  aforesaid,  within  the  city  of  Louisville,  and  including 
the  district  of  country  within  ten  miles  of  said  city,  and  in  no  other 
city,  town,  or  place  within  the  Qnited  States  or  the  territories  thereof; 
and  also,  within  said  limits,  to  dispose  of  the  plank  or  other  things 
dressed  and  prepared  in  the  said  machines.  And  he  doth  also  hereby 
authorize  and  empower  the  said  E.  V.  I3uun,  and  his  executors,  ad- 
ministrators, and  assigns,  in  the  name  of  said  Woodworth,  adminis- 
trator aforesaid,  or  in  his  own  name,  to  commence  and  prosecute  to 
final  judgment  any  suit  or  suits  against  any  person  or  persons  who 
shall  construct  or  use  the  said  improvements  within  the  said  limits, 
contrary  to  the  true  meaning  and  intent  of  the  aforesaid  letters  pat- 
ent, and  the  extension  thereof,  and  the  law  in  such  case  made  and 
provided;  and  to  receive  for  his  own  benefit,  and  at  his  own  proper 

costs  and  charges,  any  penalty  or  penalties  which  he  may  recover. 
And,  hi  consideration  of  the  premises,  it  is  hereby  covenanted  and 
agreed,  by  and  between  the  said  William  W.  Woodworth,  adminis- 
trator of  William  Wi  >odwi  n  th.  deceased,  his  exeentore,  administrators, 
and  assigns,  of  the  one  part,  and  the  said  E.  V.  Bunn,  his  executors, 
administrators,  and  assigns,  of  the  Other  part,  as  follows,  namely: 

-1st.  That  the  -aid  William  W.  Woodworth,  administrator  of  Wil- 
liam Woodworth.  deceased,  his  executors  or  administrators,  during  the 
terms  aforesaid,  shall  not.  nor  with  themselves,  construct  or  use,  nor 
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give  their  license,  consent,  and  permission  to  any  other  person  than 
the  said  E.  V.  Bunn  to  construct  or  use,  the  improved  planing-ma- 
chine  aforesaid,  within  the  said  city  of  Louisville,  or  within^the  district 
of  country  within  ten  miles  of  said  city. 

"2d.  That  the  said  E.  V.  Bunn,  his  executors,  administrators,  and 
assigns,  shall  not  nor  will,  during  the  times  aforesaid,  construct  or  use 
more  than  ten  machines  as  aforesaid  within  the  limits  above  mention- 
ed, nor  construct  or  use  any  such  machines,  nor  sell  and  dispose  of  any 
plank  or  other  thing  dressed  and  prepared  in  such  machine  anywhere 
else  within  the  United  States^and  the  territories  thereof;  it  being  de- 
clared to  be  the  true  intent  and  meaning  of  these  presents  that  not 
more  than  ten  planing-machines  in  the  whole  shall  be  constructed  and 
used,  by  virtue  of  the  license,  consent,  and  permission  herein  given. 

"  3d.  It  is  understood  and  agreed  that  the  said  William  W.  Wood- 
worth  has  entered  and  filed,  at  the  Patent  Office  at  Washington,  a 
disclaimer  of  that  part  of  said  patent  for  the  planing-machinc  which 
claims  the  reduction  of  materials,  boards,  and  plank  to  an  equal  width 
and  thickness  by  circular  saws ;  and  a  lien  is  retained  and  renewed 
on  this  assignment  for  the  security  of  the  payment  of  the  fifteen  hun- 
dred dollars,  the  consideration  and  purchase-money  to  be  paid  to  said 
Woodworth. 

"  Signed,  sealed,  and  delivered  this  21st  day  of  June,  1843. 
[seal.]  "  W.  W.  Woodworth, 

"Administrator  of  W.  Woodworth,  deceased. 

"The  words  'to  him  in  hand  paid  by  the  said'  were  erased,  and  the 
word  1  ten,*  and  the  words  '  in  the  name  of  said  Woodworth,  admin- 
istrator aforesaid,  or  in  his  own  name,'  were  interlined  before  the  exe- 
cution of  the  foregoing  instrument,  in  presence  of  D.  E.  Sickles." 

The  cause  was  argued  by  Latrobe  and  Staples,  for  the  complainants, 
Woodworth  and  Bunn,  and  by  Bibb,  for  the  defendants. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court. 

The  objection  taken,  that  the  administrator  could  not  apply  for  an 
extension  of  the  patent  granted  to  Woodworth,  Ins  intestate,  under 
the  eighteenth  section  of  the  Patent  Law,  has  been  disposed  of  in  the 
previous  case  of  Wilson  v.  Rousseau  et  al,  and  need  not  be  further 
noticed. 

Another  objection  taken  to  the  right  of  the  complainants  to  main- 
tain the  suit,  is  that  Woodworth  was  not  the  first  and  original  inven- 
tor of  the  planing-machine,  against  the  using  of  which  the  defendant 
was  enjoined. 
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Without  going  into  the  proofs  in  the  case,  which  are  very  volumi- 
nous, it  will  be  sufficient  to  state  that,  after  fully  considering  all  the 
evidence  produced  bearing  upon  the  question,  the  court  is  satisfied 
that  the  weight  of  it  is  decidedly  against  the  objection,  and  in  favor 
of  the  allegation  in  the  bill,  that  Woodworth  was  the  original  inventor 
of  the  machine. 

It  is  objected,  also,  that  the  specifications  accompanying  the  patent 
were  not  sufficiently  full  and  explicit,  so  as  to  enable  a  mechanic  of 
ordinary  skill  to  build  a  machine.  The  court  is  not  satisfied,  accord- 
ing to  the  proof  in  the  case,  that  the  objection  is  well  founded,  and  it 
cannot  be  relied  on  as  affording  sufficient  ground  for  the  dismissal  of 
the  bill. 

A  further  objection  was  taken,  that  W.  W.  Woodworth,  one  of  the 
complainants,  was  improperly  joined  with  E.  V.  Bunn,  the  assignee  of 
the  exclusive  right  in  Louisville  and  ten  miles  around  it  The  court 
is  of  opinion  that  the  interest  of  Woodworth  in  the  assignment,  as 
appears  from  the  record,  is  sufficient  to  justify  his  being  made  a  party 
jointly  with  the  assignee. 

Some  other  objections  were  taken  to  the  maintenance  of  the  suit 
on  the  argument,  which  it  is  not  material  to  notice  particularly.  They 
have  all  been  considered,  and,  in  the  judgment  of  the  court,  afford  no 
sufficient  ground  for  the  dismissal  of  the  bill  and  the  dissolving  of  the 
injunction. 

We  think  the  court  erred,  and  that  the  decree  dismissing  the  bill,  as 
to  the  defendant  James  Wilson,  and  dissolving  the  injunction,  should 
be  reversed,  and  that  a  perpetual  injunction  should  issue. 


James  Wood,  plaintiff  in  error,  v.  William  A.  Underfill  and 

Aschel  H.  Gerow,  defendants. 

(5  Howard,  1.) 

1.  In  order  to  obtain  a  patent,  the  specification  must  be  in  such  lull,  clear,  and 

exact  terms  as  to  enable  any  one  skilled  in  the  art  to  which  It  appertains  to 
compound  and  use  the  invention,  without  making  any  experiments  of  1 1  is  * 
own. 

2.  If  the  patent  be  for  a  new  composition  of  matter,  and  no  relative  proportions 

of  the  ingredients  are  given,  or  they  are  stated  so  ambiguously  and  vaguely 
that  no  one  could  use  the  invention  without  first  ascertaining,  by  experiment, 
the  exact  proportion  required  to  produce  the  result,  it  would  be  the  dirty  of 
the  court  to  declare  the  patent  void. 

3.  But  the  sufficiency  of  the  description  in  patents  for  mactdnes,  or  for  a  new  com- 

position of  matter,  where  any  of  the  ingredients  do  not  always  possess  exactly 
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the  same  properties  In  the  same  degree,  Is  generally  a  question  of  fact,  to  be 
determined  by  the  Jury. 

4.  Where  a  patent  was  obtained  for  a  new  improvement  In  the  mode  of  making 

brick,  tile,  and  other  clay  ware,  and  the  process  described  in  the  specification 
was  to  mix  pulverized  anthracite  coal  with  the  clay,  before  moulding  it,  In 
the  proportion  of  three-fourths  of  a  bushel  of  coal-dust  to  one  thousand  brick, 
some  clay  requiring  one-eighth  more,  and  some  not  exceeding  half  a  bushel, 
this  degree  of  vagueness  and  uncertainty  was  not  sufficient  to  Justify  the  court 
below  in  declaring  the  patent  void. 

5.  The  court  should  have  left  it  to  the  jury  to  say,  from  the  evidence  of  persons 

skilled  in  the  art,  whether  the  description  was  clear  and  exact  enough  to 
enable  such  persons  to  compound  and  use  the  invention. 

This  case  was  brought  up  by  writ  of  error  from  the  Circuit  Court 
of  the  United  States  for  the  Southern  District  of  New  York. 

It  appeared  that,  in  the  year  1836,  Wood  took  out  amended  letters 
patent  for  "a  new  and  useful  improvement  in  the  mode  of  making 
brick,  tile,  and  other  clay  ware,"  and  tiled  the  following  specification 
of  his  invention : 

"Be  it  known,  that  I,  the  said  James  Wood,  have  invented  a  new 
and  useful  improvement  in  the  art  of  manufacturing  bricks  and  tiles. 
The  process  is  as  follows :  Take  of  common  anthracite  coal,  un burnt, 
such  quantity  as  will  best  suit  the  kind  of  clay  to  be  made  into  brick  or 
tile,  and  mix  the  same,  when  well  pulverized,  with  the  clay  before  [it] 
is  moulded.  That  clay  which  requires  the  most  burning  will  require 
the  greatest  proportion  of  coal-dust.  The  exact  proportion,  therefore, 
cannot  be  specified ;  but,  in  general,  three-fourths  of  a  bushel  of  coal- 
dust  to  one  thousand  brick  will  be  correct.  Some  clay  may  require 
one-eighth  more,  and  some  not  exceeding  a  half-bushel.  The  bene- 
fits resulting  from  this  composition  are  the  saving  of  fuel,  and  the 
more  general  diffusion  of  heat  through  the  kiln,  by  which  the  whole 
contents  are  more  equally  burned.  If  the  heat  is  raised  too  high,  the 
brick  will  swell,  and  be  injured  in  their  form.  If  the  heat  is  too 
moderate,  the  coal-dust  will  be  consumed  before  the  desired  effect  is 
produced.  Extremes  are  therefore  to  be  avoided.  I  claim  as  my  in- 
vention the  using  of  fine  anthracite  coal,  or  coal-dust,  with  clay,  for 
the  purpose  of  making  brick  and  tile  as  aforesaid,  and  for  that  only 
claim  letters  patent  from  the  United  States. 

"James  Wood. 

"  Dated  9th  November,  1836." 

In  July,  1842,  he  brought  a  suit  against  the  defendants  in  error,  for 
a  violation  of  this  patent. 

And  at  the  trial  the  defendant  objected  to  the  sufficiency  of  the 
specification, "  because  no  certain  proportion  for  the  mixture  is  point- 
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cd  out,  but  only  that  such  quantity  of  coal  must  be  taken  as  will  best 
suit  the  kind  of  clay  to  be  made  into  brick  or  tile ;  but  that  clay  which 
requires  most  burning  will  require  the  greatest  quantity  of  coal-dust 
The  exact  proportion  cannot,  therefore,  be  specified ;  but,  in  general, 
three-fourths  of  a  bushel  of  coal-dust  to  one  thousand  brick  will  be 
correct.  Some  clay  may  require  one-eighth  more,  and  some  not  ex- 
ceeding half  a  bushel;  so  that  there  is  no  fixed  rule  by  which  the 
manufacturer  can  make  the  mixture,  but  that  must  be  ascertained 
by  experiments  upon  the  clay;  and  the  claiming  clause  in  the  specifi- 
cation is  only  for  the  abstract  general  principle  of  mixing  anthracite 
coal-dust  with  clay,  for  the  purpose  of  making  brick,  without  any  prac- 
tical rule  as  to  the  proportions,  which  is  too  vague  and  uncertain  to 
sustain  a  patent,"— which  objection  was  sustained  by  the  court.  The 
plaintiff  excepted.  And  the  verdict  and  judgment  being  against  him, 
the  case  was  brought  up  here  upon  this  exception. 

The  cause  was  argued  by  SilUman,  for  the  plaintiff  in  error,  and 
Rowley,  for  the  defendants. 

SilUman,  for  the  plaintiff  in  error,  made  the  following  points: 
The  plaintiff  insists — 

1.  That  he  has,  in  his  specification,  given  a  general  rule  by  which 
every  kind  of  clay  may  be  much  better  burned  than  by  any  previous 
process ;  and  that  the  general  proportions  specified  are,  with  some 
exceptions,  the  very  best  that  can  be  used. 

That  a  patent  may  properly  be  granted  for  a  beneficial  general  rule, 
although  there  might  be  some  exceptions  to  it  not  provided  for. 

2.  That  if  it  is  necessary  to  entitle  the  plaintiff  to  a  patent  for  a 
most  beneficial  invention  for  burning  clay  of  the  qualities  usually 
found,  that  he  should  also  discover  the  means  of  burning,  to  best  ad- 
vantage, clays  of  qualities  not  usually  found,  that  his  patent  should 
not  therefore  be  deemed  void  on  its  face;  but  he  should  be  permitted 
to  prove,  by  persons  conversant  with  the  business,  that  they  could 
instantly  determine,  on  inspection  of  clays  of  uncommon  qualities, 
whether  they  required  more  or  less  than  the  usual  burning,  and  how 
much  more  or  less,  so  as  to  regulate  the  variation  of  proportions  in 

'  such  manner  as  to  burn  to  the  best  advantage. 

3.  The  plaintiff  should  have  been  permitted  to  snow,  under  his 
specification,  by  experts,  that  any  kind  of  clay  of  which  bricks  can  be 
made,  however  varied  the  qualities,  can  be  better  burnt  under  his 
general  rule  than  by  any  previous  process ;  and  if  such  is  the  fact,  the 
plaintiff  should  be  entitled  to  a  patent  for  the  discovery,  if  he  had 
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given  the  general  rule  only,  and  had  taken  no  notice  of  those  excep- 
tions, in  which  some  uncommon  kinds  of  clay  can  be  best  burned 
with  a  greater  or  less  proportion  of  coal  than  that  specified  in  the 
general  rule. 

4.  The  judge,  in  his  decision,  adopts  all  the  errors  of  the  defend- 
ants' objection,  which  states  that  there  is  no  fixed  rule  by  which  the 
manufacturer  can  make  the  mixture,  but  that  must  be  ascertained  by 
experiments  upon  the  clay.  Suppose  this  to  be  so,  and  that  the  in- 
ventor has  only  furnished  a  guide  by  which  such  experiments  can  be 
successfully  made,  and  that  the  subject,  on  account  of  the  variable 
qualities  of  the  materials,  does  not  admit  of  greater  certainty,  and 
that  by  the  simplest  and  cheapest  experiments  the  manufacturer,  in 
consequence  of  the  plaintiff's  invention,  will  be  able  to  burn  his  bricks 
much  better  in  less  than  half  the  time,  and  at  less  than  half  the  cost 
of  burning,  by  any  other  process,  is  not  the  inventor  entitled  to  a 
patent  for  an  invention  practically  so  useful? 

The  fact  that  not  a  single  brick  has,  for  some  years  past,  been  battl- 
ed, except  according  to  the  plaintiff's  specification,  is  pretty  good  evi- 
dence that  the  manufacturers  have  been  able  to  discover  something 
from  plaintiff's  specification. 

5.  The  objection,  as  adopted  by  the  court,  declares  that  the  claim- 
ing clause  in  the  specification  is  only  for  the  abstract  general  principle 
of  mixing  anthracite  coal-dust  with  clay,  for  the  purpose  of  making 
bricks  and  tiles,  without  any  practical  rule  as  to  the  proportions,  which 
is  too  vague  and  uncertain  to  sustain  a  patent.  Suppose  this  objec- 
tion true  in  point  of  fact,  and  that  no  information  had  been  inten- 
tionally suppressed,  and  that  the  qualities  of  clay  varied  so  much  that 
the  proportions  most  useful  could  only  be  ascertained  by  an  experi- 
ment on  each  bed  of  clay,  it  might,  nevertheless,  be  a  very  useful 
invention,  for  which  the  inventor  should  be  in  some  measure  com- 
pensated by  a  patent.  But  this  part  of  the  objection  is  not  true  in 
fact;  for  the  claiming  clause  is  of  the  invention  of  using  fine  anthra- 
cite coal,  or  coal-dust,  with  clay,  for  the  purpose  of  making  brick  and 
tile  "  a.?  aforesaid."  These  words,  "  as  aforesaid,"  refer  to  the  general 
rule  of  three-fourths  of  a  bushel  of  coal  for  a  thousand  bricks,  with 
the  exceptions  or  variations  previously  expressed. 

6.  The  judgment  should  be  reversed,  with  costs,  including  the  costs 
in  the  Circuit  Court. 

Roicley,  for  the  defendants  in  error. 

The  patentee's  specification  is  uncertain  and  insufficient  It  fur- 
nishes no  rule  for  making  bricks,  without  the  manufacturer's  first 
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making  a  series  of  experiments.  The  most  it  does  is  to  prescribe 
in  about  what  manner  the  trials  are  to  bo  conducted,  which  is  not 
enough  to  sustain  his  patent.  The  King  v.  Arkwright,  Dav.  Pat.  Cases, 
106  (per  Buller,  J.) ;  Turner  v.  Winter,  1  Term  It,  COG  (per  Ashurst, 
J.);  Boulton  v.  Bull,  2  H.  131., 484  (Buller,  J.) ;  ftmner  v.  Plnpw,  11 
East,  101  (Lord  Ellenborough) ;  The  King  v.  Wheeler,  2  Barn.  &  Aid., 
345  (Abbott,  Ch.  J.) ;  C4odson  on  Patents,  85 ;  Lowell  v.  Lewis,  I 
Mason's  E.,  182  (Story,  J.);  Langdon  v.  Dc  Groot,  1  Paine's  R.,  203; 
Phillips  on  Patents,  83,  2G7,  268,'  283,  284,  289. 

Mr.  Chief  Justice  Taney  delivered  the  opinion  of  the  court. 

The  question  presented  in  this  case  is  a  narrow  one,  and  may  be 
disposed  of  in  a  few  words. 

The  plaintiff  claims  that  he  has  invented  a  new  and  useful  improve- 
ment in  the  art  of  manufacturing  bricks  and  tiles;  and  states  his  in- 
vention to  consist  in  using  fine  anthracite  coal,  or  coal-dust,  with  clay, 
for  the  purpose  of  making  brick  or  tile ;  and  for  that  only  he  claims  a 
patent.  And  the  only  question  presented  by  the  record  is,  whether 
his  description  of  the  relative  proportions  of  coal-dust  and  clay,  as 
given  in  his  specification,  is  upon  the  face  of  it  too  vague  and  uncer- 
tain to  support  a  patent. 

The  degree  of  certainty  which  the  law  requires  is  set  forth  in  the 
act  of  Congress.  The  specification  must  be  in  such  full,  clear,  and 
exact  terms  as  to  enable  any  one  skilled  in  the  art  to  which  it  apper- 
tains to  compound  and  use  the  invention ;  that  is  to  say,  to  compound 
and  use  it  without  making  any  experiments  of  his  own.  In  patents 
for  machines,  the  sufficiency  of  the  description  must,  in  general,  be  a 
question  of  fact,  to  be  determined  by  the  jury.  And  this  must  also 
be  the  case  in  compositions  of  matter,  where  any  of  the  ingredients 
meutioned  in  the  specification  do  not  always  possess  exactly  the  same 
properties  in  the  same  degree. 

But  when  the  specification  of  a  new  composition  of  matter  gives 
only  the  names  of  the  substances  which  are  to  be  mixed  together, 
without  stating  any  relative  proportion,  undoubtedly  it  would  be  the 
duty  of  the  court  to  declare  the  patent  to  be  void.  And  the  same 
,  rule  would  prevail  where  it  was  apparent  that  the  proportions  were 
stated  ambiguously  and  vaguely ;  for  in  such  casci  it  would  be  evi- 
dent, on  the  face  of  the  specification,  that  no  one  could  use  the  inven- 
tion without  first  ascertaining  by  experiment  the  exact  proportion  of 
the  different  ingredients  required  to  produce  the  result  intended  to  be 
obtained.    And  if  the  specification  before  us  was  liable  to  either  of 
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these  objections,  the  patent  would  bo  void,  and  the  instruction  given 
by  tbe  Circuit  Court  undoubtedly  right. 

But  we  do  not  think  this  degree  of  vagueness  and  uncertainty  ex- 
ists. Tbe  patentee  gives  a  certain  proportion  as  a  general  rule;  that 
is,  three-fourths  of  a  bushel  of  coal-dust  to  one  thousand  bricks.  It 
is  true,  he  also  states  that  clay  which  requires  the  most  burning  will 
require  the  greatest  proportion  of  coal-dust ;  and  that  some  clay  may 
require  one-eighth  moro  than  tho  proportions  given,  and  some  not 
more  than  half  a  bushel,  instead  of  three-fourths.  The  two  last  men- 
tioned proportions  may,  however,  he  justly  considered  as  exceptions 
to  the  rule  he  has  stated;  and  us  applicable  to  those  cases  only  where 
the  clay  has  some  peculiarity,  and  differs  in  quality  from  that  ordi- 
narily employed  iu  making  hricks.  Indeed,  in  most  compositions  of 
matter,  some  small  difference  in  the  proportions  must  occasionally 
be  required,  Bincc  the  ingredients  proposed  to  be  compounded  must 
sometimes  be  in  some  degree  superior  or  inferior  to  those  most  com- 
monly used.  In  this  case,  however,  the  general  rule  is  given  willi 
entire  exactness  in  its  terms;  and  the  notice  of  the  variations  men- 
tioned in  tho  specification  would  seem  to  be  designed  to  guard  the 
brick-maker  against  mistakes,  into  which  he  might  fall  if  bis  clay  w:is 
more  or  less  hard  to  burn  than  the  kind  ordinarily  employed  iu  the 
manufacture. 

It  may  be,  indeed,  that  the  qualities  of  clay  generally  differ  so  wide- 
ly that  the  specification  of  the  proportions  stated  in  this  case  is  of  no 
value;  and  that  the  improvement  cannot  be  used  with  advantage  iti 
any  case,  or  with  any  clay,  without  first  ascertaining  by  experiment 
the  proportion  to  be  employed.  If  that  be  the  case,  then  the  inven- 
tion is  not  patentable,  because,  by  the  terms  of  the  act  of  Congress, 
the  inventor  is  not  entitled  to  a  patent  unless  his  description  is  so  full, 
clear,  and  exact  as  to  enable  any  one  skilled  ill  the  art  to  compound  and 
use  it  And  if,  from  the  nature  and  character  of  the  ingredients  to  he 
used,  they  are  not  susceptible  of  such  exact  description,  the  inventor 
is  not  entitled  to  a  patent.  But  this  does  not  appear  to  be  the  eas  • 
on  the  face  of  this  specification.  And  whether  the  fact  is  so  or  n«»t, 
is  a  question  to  be  decided  by  a  jury,  upon  the  evidence  of  person  ) 
skilled  in  the  art  to  which  the  patent  appertain*.  The  Circuit  Court, 
therefore,  erred  in  instructing  the  jury  that  the  specification  was  too 
vague  and  uncertain  to  support  the  patent,  and  its  judgment  must  lie 
reversed. 

• 

Obdeb,  This  cause  came  on  to  be  heard  on  the  transcript  of  the 
record  from  tho  Circuit  Court  of  the  TTnited  States  for  the  Southern 
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District  of  New  York,  and  was  argued  by  counsel ;  on  consideration 
whereof,  it  is  now  here  ordered  and  adjudged  by  this  court,  tliat  the 
judgment  of  the  said  Circuit  Court  in  this  cause  be,  and  the  same  is 
hereby,  reversed  with  costs;  and  that  this  cause  be,  and  the  same  is 
hereby,  remanded  to  the  said  Circuit  Court,  with  directions  to  award 
a  venire  facias  d$  novo. 


Peter  Hogg  and  Cornelius  H.  Delamater,  plaintiffs  in  error, 

v.  John  B.  Emerson. 

(6  Howard,  437.) 

1.  When  a  case  Is  sent  to  this  court  under  the  discretion  conferred  upon  the  court 

below  by  the  seventeenth  section  of  the  aet  of  July  4,  1830,  (Patent  Law,)  5 
Statutes  at  Large,  124,  the  whole  ca«c  comes  up,  and  not  a  few  points  only. 

2.  The  specification  constitutes  a  part  of  a  patent,  and  they  must  be  construed 

together. 

3.  Emerson's  patent  for  ''certain  improvements  in  the  steam-engine,  and  in  the 

mode  of  propelling  therewith  either  vessels  on  the  water  or  carriages  on  the 
land,"  decided  not  to  cover  more  ground  than  one  patent  ought  to  cover,  and 
to  be  sufficiently  clear  and  certain. 

4.  A  patentee  whose  patent-right  has  been  violated  may  recover  damages  for 

such  infringement  for  the  time  which  intervened  between  the  destruction  of 
the  Patent  Office  by  fire,  In  1836,  and  the  restoration  of  the  records  under  the 
act  of  March  3,  1837. 

This  case  was  brought  up  by  writ  of  error  from  the  Circuit  Court 
of  the  United  States  for  the  Southern  District  of  New  York.  It  was 
a  suit  for  the  violation  of  a  patent-right,  and  the  writ  of  error  was  al- 
lowed under  the  seventeenth  section  of  the  act  of  1836. 

On  March  8th,  1834,  John  13.  Emerson,  the  defendant  in  error,  ob- 
tained the  following  letters  patent,  (which  were  recorded  anew  on  the 
5th  of  March,  1841,)  namely: 

"The  United  States  of  America  to  nil  to  whom  these  letters  patent 
shall  come: 

"  Whereas,  John  B.  Emerson,  a  citizen  of  the  United  States,  hath 
alleged  that  he  has  invented  a  new  and  useful  improvement  in  the 
steam-engine,  which  improvement  he  states  has  not  been  known  or 
used  before  his  application ;  hath  made  oath  that  he  doth  verily  be- 
lieve that  he  is  the  true  inventor  or  discoverer  of  the  said  improve- 
ment ;  hath  paid  into  the  treasury  of  the  United  States  the  sura  of 
thirty  dollars,  delivered  a  receipt  for  the  same,  and  presented  a  peti- 
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tion  to  the  Secretary  of  State,  signifying  a  desire  of  obtaining  an  ex- 
clusive property  in  the  said  improvement,  and  praying  that  a  patent 
may  be  granted  for  that  purpose :  These  are,  therefore,  to  grant,  ac- 
cording to  law,  to  the  said  John  B.  Emerson,  his  heirs,  administrators, 
or  assigns,  for  the  term  of  fourteen  years  from  the  eighth  day  of 
March,  one  thousand  eight  hundred  and  thirty-four,  the  full  and  ex- 
clusive righj  and  liberty  of  making,  constructing,  using,  and  vending 
to  others  to  be  used  the  said  improvement,  a  description  whereof  is 
given,  in  the  words  of  the  said  John  B.  Emerson  himself,  iu  the  sched- 
ule hereto  annexed,  and  is  made  a  part  of  these  presents. 

"  In  testimony  whereof,  I  have  caused  these  letters  to  be  made  pat- 
ent, and  the  seal  of  the  United  States  to  be  hereunto  affixed. 

"  Given  under  my  hand,  at  the  city  of  Washington,  this  eighth  day 
of  March,  in  the  year  of  our  Lord  one  thousand  eight  hundred  and 
thirty-four,  and  of  the  independence  of  the  United  States  of  America 
the  fifty-eighth. 

[seal.]  "Andrew  Jackson. 

"By  the  President.  » 

"Louis  McLane,  Secretary  of  State." 

City  of  Washington,  to  wit : 

I  do  hereby  certify  that  the  following  letters  patent  were  delivered 
to  me  on  the  eighth  day  of  March,  in  the  year  of  our  Lord  one  thou- 
sand eight  hundred  and  thirty-four,  to  be  examined ;  that  I  have  ex- 
amined the  same,  and  find  them  conformable  to  law;  and  I  do  here- 
by return  the  same  to  the  Secretary  of  State,  within  fifteen  days  from 
the  date  aforesaid,  to  wit,  on  this  eighth  day  of  March,  in  the  year 
aforesaid. 

B.  F.  Butler, 
Attorney- General  of  the  United  States. 

The  schedule  referred  to  in  these  letters  patent,  and  making  part 
of  the  same,  containing  a  description,  in  the  words  of  the  said  John 
Brown  Emerson  himself,  of  his  improvement  in  the  steam-engine: 

"To  all  whom  it  may  concern:  Be  it  known,  that  I,  John  Brown 
Emerson,  of  the  city  of  New  York,  have  invented  certain  improve- 
ments in  the  steam-engine,  and  in  the  mode  of  propelling  therewith 
either  vessels  on  the  water  or  carriages  on  the  land,  and  that  the  fol- 
lowing is  a  full  and  exact  description  thereof: 

"One  object  of  my  improvement  is  to  substitute  for  the  crank  mo- 
tion a  mode  of  converting  the  reciprocating  motion  of  a  piston  into  a 
continued  rotary  motion,  by  a  rtew  combination  of  machinery  for  that 
purpose. 
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••This  mode  is  applicable  to  an  engine  either  with  oue  or  with  two 
cylinders,  and  is  carried  into  effect  as  follows:  Alongside  of  the  cylin- 
der 1  place  a  shaft,  the  lower  end  of  which  may  revolve  in  a  stop  on 
the  platform  or  foundation  upon  which  the  cylinder  stands,  in  which 
case  it  must  be  somewhat  longer  than  twice  the  length  of  the  cylin- 
der, as  it  must  extend  above  it  to  a  height  somewhat  greater  than  the 
length  of  the  stroke  of  the  piston.  Sometimes,  however,  this  shaft 
may  have  its  lower  gudgeon  only  a  small  distance  below  the  upper 
end  of  the  cylinders,  whence  it  must  extend  above  it,  as  before.  Ita 
upper  gudgeon  must  of  course  be  sustained  by  a  suitable  frame.  This, 
ghafi  is  to  stand  parallel  to  the  piston-rod,  from  which  it  is  to  receive 
its  revolving  motion.  Upon  the  upper  end  of  the  shaft,  above  the  top 
of  the  cylinder,  there  is  to  be  placed  a  solid  cylinder  of  wood,  or  of 
any  other  convenient  substance,  of  such  diameter  as  shall  cause  its 
periphery  to  come  nearly  into  contact  with  the  piston-rod  for  its  whole 
length,  when  the  piston  is  raised.  The  solid  cylinder  above  described 
is  to  he  made  to  revolve  in  the  following  manner:  I  make  a  groove 
in  it,  which  commences  near  its  lower  end.  and,  passing  spirally,  ex- 
tends hall-way  round  it  by  the  time  it  reaches  nearly  to  the  upper  cud, 
fir  to  a  distance  vertically  equal  to  the  stroke  of  the  engine;  from 
that  point  it  passes  down  around  the  opposite  half,  and  returns  into 
itself  at  the  point  of  beginning.  Upon  the  upper  end  of  the  piston, 
against  its  side,  1  place  a  friction-roller,  which  is  to  work  in  the  groove 
in  the  solid  cylinder;  the  piston-rod  rising  between  parallel  glide- 
pieces,  by  which  it  is  kept  in  its  proper  [dace,  and  its  tendency  to  ram 
round  In  the  action  of  the  roller  in  the  groove  is  checked.  TVTien 
the  piston  is  down,  this  friction-roller  will  stand  in  the  V  formed  by 
the  junction  of  the  grooves  on  the  opposite  sides,  and,  as  it  is  raised, 
it  will  in  its  passage  to  the  upper  junction  give  half  a  revolution  totkc 
solid  cylinder,  and  in  descending  will  complete  the  revolution  birth* 
action  of  the  friction-roller  on  the  other  portion  of  the  groove. 

••  When  two  cylinders  are  used,  they  are  to  bo  placed  parallel  to 
each  other,  and  at  such  a  distance  apart  that  the  pistons  of  each  mar, 
iii  like  manner,  act  upon  the  solid  cylinder,  the  piston  of  one  being 
up,  when  the  other  is  down.  The  boiler,  the  steam-pipe,  the  valve* 
for  the  admission  and  discharge  of  steam,  and  other  appendages,  may 
be  similar  to  some  of  those  already  in  use.  From  the  revolving  shaft 
already  described,  ft  rotary  motion  may  lie  communicated  to  paddle- 
wheeK  steam-carriages,  or  other  objects.  As  it  is  my  intention,  in 
general,  to  place  my  cylinders  and  revolving  shaft  vertically,  I  com- 
municate motion  to  the  horizontal  shaft  of  a  paddle-wheel  by  nieau# 
-  if  bevel-geared  wheels  near  tlfc  lower  cud,  or  at  any  convenient  part 
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of  the  abaft ;  and  by  similar  gearing,  carriages  may  be  propelled  upon 
rail  or  ordinary  roads. 

••  Whan  used  for  steamboats,  I  employ  an  improved  spiral  paddle- 
wheel,  differing  essentially  from  those  winch  have  heretofore  been 
essayed.  This  spiral  I  make  by  taking  a  piece  of  metal  of  such  length 
as  I  intend  the  spiral  propeller  to  bo,  and  of  a  suitable  width,  say,  for 
example,  eighteen  inches;  this  I  bend  along  the  center,  so  as  to  form 
two  sides,  say  of  nine  inches  in  width,  standing  at  right  angles,  or 
nearly  so,  to  each  other,  and  give  to  it,  longitudinally,  the  spiral  cur- 
vature which  I  wish.  Of  these  pieces  I  prepare  two  or  three,  or  more, 
and  fix  them  on  to  the  outer  end  of  the  puddle-shaft,  by  means  of  arms 
of  a  suitable  length,  say  of  two  feet,  more  or  less,  in  such  a  position 
that  the  trough-form  given  to  them  longitudinally  shall  bo  effectivo 
in  acting  upon  the  water.  It  must  be  entirely  under  water,  and  oper- 
ate in  the  direction  of  the  boat's  way.  Instead  of  metal,  tho  spiral  pro- 
peller may  be  formed  of  wood,  and  worked  into  the  proper  form,  — 
the  shape,  and  not  the  material  thereof,  being  the  only  point  of  im- 
portance. t 

"  Where  a  capstan  is  required,  as  on  board  of  a  steamboat,  I  allow 
the  upper  end  of  the  vertical  sliaft  before  described  to  pass  through 
the  deck  of  the  vessel,  and  attach  the  capstan  thereto,  so  that  it  may 
be  made  to  revolve  by  the  action  of  the  shaft,  using  such  ray-wheels 
and  falls  to  connect  the  shaft  and  the  capstan  as  will  allow  of  their 
being  conveniently  engaged  and  disengaged. 

"What  I  claim  as  my  invention,  and  for  which  I  ask  a  patent,  is 
the  substituting  for  the  crauk  in  the  reciprocating  engine  a  grooved 
cylinder,  operating  in  the  manner  hereinbefore  described,  by  means 
of  ita  connection  with  the  piston-rod,  together  with  all  the  variations 
of  which  this  principle  is  susceptible, — as,  for  example,  a  bar  of  metal 
may  be  bent  In  the  form  of  a  groove,  aud  attached  to  the  revolving 
shaft,  and  friction-wheels  on  the  piston-rod  may  embrace  this  on  each 
side,  producing  an  effect  similar  to  that  produced  by  tho  groove.  I 
also  claim  the  spiral  propelling-wheel,  contracted  and  operating  in 
the  manner  in  which  I  have  set  forth;  and  likewise  the  application 
of  the  revolving  vertical  shaft  to  the  turning  of  a  capstan  on  the  deck 
of  a  vessel.  Not  intending,  in  either  of  these  parts,  to  confine  my- 
self to  precise  forms  or  dimensions,  but  to  vary  them  in  such  manner 

experience  or  convenience  may  dictate,  whilst  the  principle  of  ac- 
tion remains  unchanged,  and  similar  results  arc  produced  by  similar 

mean8*  "Jons  Brown  Emerson." 

At  April  Term,  1844,  Emerson  brought  an  action  of  trespass  on 
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the  case  in  the  Circuit  Court  of  the  United  States  for  the  Southern 
District  of  New  York,  against  Hogg  and  Delamater,  for  an  infringe- 
ment of  his  patent>right.  As  one  of  the  points  decided  by  the  court 
was  whether  or  not  the  allegations  of  the  declaration  corresponded 
with  the  evidence  of  the  patent,  it  is  thought  proper  to  insert  the 
declaration.    It  was  as  follows,  namely : 

"  John  B.  Emerson,  a  citizen  of  the  State  of  New  York,  by  Peter 
Clark,  his  attorney,  complains  of  Peter  Hogg  and  Cornelius  Delama- 
ter, citizens  of  the  same  State,  defendants,  in  custody,  &c,  of  a  plea 
of  trespass  on  the  case : 

"  For  that,  whereas  the  said  plaintiff  was  the  original  inventor  of  a 
certain  new  and  useful  improvement,  in  the  letters  patent  hereinafter 
mentioned  and  fully  described,  the  same  being  a  certain  improve- 
ment in  the  steam-engine,  and  in  the  mode  of  propelling  therewith 
either  vessels  on  the  water  or  carriages  on  the  land,  which  was  not 
known  or  used  before  his  said  invention,  and  which  was  not,  at  the 
time  of  his  application  for  a  patent,  as  hereinafter  mentioned,  in  pub- 
lic use  with  his  consent  or  allowance.  And  the  said  plaintiff,  being 
so  as  aforesaid  the  inventor  thereof,  and  being  also  a  citizen  of  the 
United  States,  on  the  eighth  day  of  March,  one  thousand  eight  hun- 
dred and  thirty-four,  upon  due  application  therefor,  did  obtain  certain 
letters  patent  therefor,  in  due  form  of  law,  under  the  seal  of  the  Uni- 
ted States,  signed  by  Andrew  Jackson,  then  President,  and  counter- 
signed by  Louis  McLane,  then  Secretary  of  State,  bearing  date  the 
day  and  year  aforesaid,  whereby  there  was  secured  to  him,  the  said 
plaintiff",  his  heirs,  executors,  administrators,  or  assigns,  for  the  term 
of  fourteen  years  from  and  after  the  date  of  the  said  patent,  the  ex- 
clusive right  and  liberty  of  making,  using,  aud  vendiug  to  others  to 
be  used  the  said  improvement,  as  by  the  said  letters  patent  in  court 
to  be  produced  will  fully  appear.  And  the  said  plaintiff  further  says 
that  the  said  defendants,  well  knowing  the  said  several  premises,  but 
contriving  and  wrongfully  aud  injuriously  intending  to  injure  the 
plaintiff,  and  deprive  him  of  the  profits,  benefits,  and  advantages 
which  he  might  and  otherwise  would  have  derived  and  acquired 
from  the  making,  using,  and  vending  of  the  said  invention  or  im- 
provement, after  the  making  and  issuing  of  the  said  letters  patent, 
and  within  the  term  of  fourteen  years  in  said  letters  patent  mentioned, 
to  wit,  on  the  first  day  of  January,  eighteen  hundred  and  forty,  and 
on  divers  other  days  and  times  between  that  time  and  the  commence- 
ment of  this  suit,  at  the  city  of  !New  York,  and  within  the  Southern 
District  of  New  York,  wrongfully  and  uniustlv,  without  the  leave  or 
license  and  against  the  will  of  the  plaintiff,  made  and  sold  divers,  to 
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wit,  ten,  machines  for  propelling  boats,  in  imitation  of  the  said  inven- 
tion and  improvement,  or  a  part  of  the  said  invention  or  improve- 
ment, to  the  benefit,  use,  and  enjoyment  whereof  the  said  plaintiff 
was  and  is  entitled  as  aforesaid,  in  violation  and  infringement  of  the 
said  letters  patent,  and  of  the  exclusive  right  and  privilege  to  which 
the  plaintiff  was  and  is  entitled  as  aforesaid,  and  contrary  to  the  form 
of  the  statutes  of  the  United  States  in  such  case  made  and  provided. 

"And  the  said  plaintiff  further  says  that  the  said  defendants,  well 
knowing  the  said  several  premises,  but  further  contriving  and  intend- 
ing as  aforesaid,  after  the  obtaining  of  the  letters  patent  by  the  said 
plaintiff  as  aforesaid,  and  within  the  said  term  of  fourteen  years,  to  wit, 
on  the  said  first  day  of  January,  eighteen  hundred  and  forty,  and  at 
divers  other  times  between  that  day  and  the  commencement  of  this 
suit,  within  the  Southern  District  of  New  York  aforesaid,  wrongfully 
and  unjustly,  without  the  leave  or  license  and  against  the  will  of  the 
plaintiff,  did  make  and  sell  divers,  to  wit,  ten,  improved  machines  for 
propelling  boats  or  vessels  upon  the  water,  constructed  in  a  similar 
form  and  acting  upon  the  same  principle  as  the  said  machine  or  im- 
provement, to  the  benefit,  use,  and  enjoyment  whereof  the  said  plain- 
tiff was  and  is  entitled  by  his  said  letters  patent  as  aforesaid,  in  vio-, 
lation  and  infringement  of  the  exclusive  right  so  secured  to  the  said 
plaintiff  by  the  said  letters  patent  as  aforesaid,  and  contrary  to  the 
form  of  the  statute  in  such  case  made  and  provided. 

"And  the  said  plaintiff  further  says  that  the  said  defendant,  well 
knowing  the  said  several  premises,  but  contriving  and  intending  as 
aforesaid,  after  the  obtaining  of  the  said  letters  patent  by  the  said 
plaintiff  as  aforesaid,  and  within  the  said  term  of  fourteen  years,  to 
wit,  on  the  said  first  day  of  January,  eighteen  hundred  and  forty,  and 
at  divers  other  times  between  that  day  and  the  commencement  of 
this  suit,  in  the  Southern  District  of  New  York  aforesaid,  wrongfully 
and  unjustly,  and  without  the  consent  or  allowance  and  against  the 
will  of  the  plaintiff,  did  imitate  in  part  and  make  a  certain  addition 
to  the  said  invention  or  improvement,  to  the  benefit,  use,  and  enjoy- 
ment whereof  the  plaintiff  was  and  is  entitled  as  aforesaid,  in  breach 
of  the  said  letters  patent,  and  in  violation  and  infringement  of  the 
exclusive  right  and  privilege  so  secured  to  the  said  plaintiff  as  afore- 
said, and  contrary  to  the  form  of  the  statute  in  such  case  made  and 
provided. 

"By  means  of  the  committing  of  which  said  several  grievances  bv 
the  said  defendants  as  aforesaid,  the  said  plaintiff  is  greatly  injured, 
and  has  lost  and  been  deprived  of  divers  great  gains  and  profits  which 
he  might  and  otherwise  would  have  derived  from  the  said  invention 
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and  improvement  in  the  said  letters  patent  described  and  set  forth, 
and  in  respect  whereof  he  was  and  is  entitled  to  such  privilege  as 
aforesaid,  and  was  and  is  otherwise  damnified  to  the  said  damage  of 
the  said  plaintiff  of  ten  thousand  dollars;  and  therefore,"  &c. 

To  tliis  declaration,  the  defendants  pleaded  the  general  issue,  and 
filed  a  copy  of  the  special  matters  of  defense  to  the  action. 

In  May,  1847,  the  cause  came  on  for  trial.  The  patent  was  given 
in  evidence,  when  the  counsel  for  the  defendants  prayed  the  court  to 
instruct  the  jury  that  the  patent  thus  produced  in  evidence  by  the 
said  plaintiff  was  void,  for  the  reasons  following: 

1.  That  the  claim  of  the  plaintiff,  as  set  forth  in  his  specification 
annexed  to  his  letters  patent,  embraces  the  entire  spiral  paddle-wheel. 
The  claim  is,  therefore,  too  broad  upon  the  face  of  it,  and  the  letters 
patent  are  void  upon  this  ground,  and  the  defendants  are  entitled  to 
a  verdict. 

2.  That  the  patent  is  void  upon  its  face,  for  this:  that,  purporting 
to  be  a  patent  for  an  improvement,  and  specifying  that  the  invention 
is  of  "an  improved  spiral  paddle-wheel,  differing  essentially  from  any 
which  have  heretofore  been  essayed,"  without  pointing  out  in  what 
the  difference  consists,  or  in  any  manner  whatever  indicating  the  im- 
provement by  distinguishing  it  from  the  previously-essayed  spiral 
paddle-wheels,  it  is  wanting  in  an  essential  prerequisite  to  the  valid- 
ity of  letters  patent  for  an  improvement 

3.  That  the  patent  is  void  upon  its  face,  for  this:  that  it  embraces 
several  distinct  and  separate  inventions,  as  improvements  in  several 
distinct  and  independent  machines  susceptible  of  independent  oper- 
ation, not  necessarily  connected  with  each  other  in  producing  the 
result  arrived  at  in  the  invention,  and  the  subject-matter  of  separate 
and  independent  inventions. 

4.  It  appears  in  evidence  that  the  drawing  and  model  of  the  pad- 
dle-wheel of  plaintiff,  filed  and  deposited  originally  in  the  Patent 
Office,  had  been  lost  by  the  destruction  of  that  office  in  December. 
1836,  and  that  in  restoring  the  record  of  the  patent,  under  the  act  of 
March,  1837,  the  plaintiff  sent  from  New  Orleans  to  the  office  a  new 
drawing,  to  be  filed  on  the  5th  of  May,  1841,  together  with  a  court 
copy  of  the  letters  patent  which  were  deposited  in  the  office.  The  • 
drawing  was  not  sworn  to  by  the  plaintiff,  but  remained  in  the  office 

till  January,  1844,  when  it  was  delivered  to  au  agent  of  the  plaintiff 
and  sent  to  New  Orleans,  and  sworn  to  by  him,  and  filed  in  the  de- 
partment on  the  12th  of  February,  1844.  On  an  examination  subse- 
quently by  the  plaintiff,  it  was  discovered  that  this  drawing  was  im- 
perfectly made,  and  thereupon  a  second  drawing  was  procured  by 
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him,  which  ho  claimed  and  offered  to  prove  to  be  an  accurate  one, 
and  was  sworn  to  and  filed  on  the  27th  of  March,  1844,  an  authenti- 
cated copy  of  which  was  offered  in  evidence  on  the  trial  by  the  plain- 
tiff, which  was  objected  to  by  the  counsel  for  the  defendants;  but  the 
objection  was  overruled,  and  the  evidence  admitted,  to  which  an  ex- 
ception was  taken. 

5.  That  if,  from  the  evidence,  the  jury  are  satisfied  that  no  propel- 
ling-wheels  were  made  by  the  defendants  between  the  27th  of  March, 
1844 j  (the  date  of  the  alleged  completion  of  the  record  of  the  plaintiff's 
patent,  under  the  act  of  March  3d,  1837,)  and  the  commencement  of 
this  suit,  in  April  following,  that,  upon  this  ground,  the  defendants 
are  entitled  to  a  verdict. 

The  court  charged,  in  respect  to  the  instructions  prayed  for,  that 
"the  claim  of  the  plaintiff  was  for  an  improvement  on  the  spiral 
paddle-wheel  or  propeller;  that,  by  a  new  arrangement  of  the  parts  * 
of  the  wheel,  he  had  been  enabled  to  effect  a  new  and  improved  ap- 
plication and  use  of  the  same  in  the  propulsion  of  vessels;  that  the 
ground  upon  which  the  claim  is  grounded  was  this :  it  is  the  getting 
rid  of  nearly  all  the  resisting  surface  of  the  wheels  of  Stevens,  Smith, 
and  others,  by  placing  the  spiral  paddles  or  propelling  surfaces  on  the 
ends  of  arms,  instead  of  currying  the  paddles  themselves  in  a  con- 
tinued surface  to  the  hub  or  shaft.  It  is  claimed  that  a  great  por- 
tion of  the  old  blade  not  only  did  not  aid  in  the  propulsion,  but 
actually  impaired  its  efficiency,  and  also  that  the  improved  wheel  is 
made  stronger.  It  was  made  a  question,  on  the  former  trial,  whether 
the  plaintiff  did  not  claim,  or  intend  to  claim,  the  entire  wheel.  But 
we  understand  it  to  be  for  an  improvement  upon  the  spiral  paddle- 
wheel,  claimed  to  be  now  and  useful  in  the  arrangement  of  its  parts, 
and  more  effective,  by  fixing  the  spiral  paddles  upon  the  extremity 
of  arms,  at  a  distance  from  the  shaft." 

The  court  further  instructed  the  jury,  that  "the  description  of  the 
invention  was  sufficient,  and  that  the  objection  that  the  parts  em- 
braced several  distinct  discoveries  was  untenable." 

The  court  further  charged, "  that  the  damages  were  not  necessarily 
confined  to  the  making  of  the  wheels  between  March,  1844,  when  the 
drawings  were  restored  to  the  Patent  Office,  and  the  bringing  of  the 
suit.  Such  a  limitation  assumes  that  there  can  be  no  infringement 
of  the  patent  after  the  destruction  of  the  records,  in  183G,  until  they 
are  restored  to,  the  Patent  Office,  and  that  during  the  intermediate 
time  the  rights  of  patentees  would  be  violated  with  impunity."  We 
do  not  assent  to  this  view. 

In  the  first  place,  the  act  of  Congress  providing  for  the  restoration 
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was  not  passed  till  3d  March,  1837;  and  in  the  second  place,  in  ad- 
dition to  this,  a  considerable  time  must  necessarily  elapse  before  the 
act  would  be  generally  known,  and  then  a  still  further  period  before 
copies  of  the  drawings  and  models  could  be  procured.  Patentees 
are  not  responsible  for  the  fire,  nor  did  it  work  a  forfeiture  of  their 
rights. 

The  ground  for  the  restriction  claimed  is,  that  the  community  have 
no  means  of  ascertaining,  but  by  a  resort  to  the  records  of  the  Patent 
Office,  whether  the.  construction  of  a  particular  machine  or  instru- 
ment would  be  a  violation  of  the  rights  of  others,  and  the  infringe- 
ment might  be  innocently  committed. 

But  if  the  embarrassment  happened  without  the  fault  of  the  pat- 
entee, he  is  not  responsible  for  it;  nor  is  the  reason  applicable  to  the 
case  of  a  patent  that  has  been  published,  and  the  invention  known  to 
"the  public.  The  specification  in  this  case  had  been  published.  It  is 
true,  if  it  did  not  sufficiently  describe  the  improvement  without  the 
aid  of  the  drawing,  this  fact  would  not  help  the  plaintiff.  If  there 
had  been  unreasonable  delay  and  neglect  in  restoring  the  records, 
and  in  the  meantime  a  defendant  had  innocently  made  the  patented 
article,  a  fair  ground  would  be  laid  for  a  mitigation  of  the  rule  of 
damages,  if  not  for  the  withholding  them  altogether ;  and  the  court 
left  the  question  of  fact  as  to  reasonable  diligence  of  the  patentee  or 
not  in  this  respect,  and  also  all  questions  of  fact  involved  in  the  points 
of  the  case  for  the  defendants,  to  the  jury. 

The  counsel  for  the  defendants  excepted  to  each  and  every  part  of 
the  charge  of  the  court,  so  far  as  said  charge  did  not  adopt  the  prayer 
on  the  part  of  the  defendants. 

The  verdict  of  the  jury  was,  that  the  said  Peter  Hogg  and  Corne- 
lius Delamater,  the  defendants,  are  guilty  of  the  premises  within  laid 
to  their  charge,  in  manner  and  form  as  the  said  John  B.  Emerson 
hath  within  complained  against  them,  and  they  assess  the  damages 
of  the  said  plaintiff,  on  occasion  thereof,  over  and  above  his  costs  and 
charges  by  him  about  this  suit  in  this  behalf  expended,  at  one  thou- 
sand five  hundred  dollars,  and  for  those  costs  and  charges  at  six  cents. 

The  judgment  of  the  court  was,  that  the  said  John  B.  Emerson  do 
recover  against  the  said  Peter  Hogg  and  Cornelius  Delamater  his 
damages,  costs,  and  charges  in  form  aforesaid  by  the  jurors  aforesaid 
assessed,  and  also  three  hundred  and  twenty-four  dollars  and  fifteen 
cents,  for  his  said  costs  and  charges  by  the  said  cour^  now  here  ad- 
judged of  increase  to  the  said  John  B.  Emerson,  and  with  his  assent ; 
which  said  damages,  costs,  and  charges,  in  the  whole,  amount  to  one 
thousand  eight  hundred  and  twenty-four  dollars  and'fifteen  cents. 
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The  cause  was  argued  on  this  court,  on  printed  arguments,  by  Upton 
and  John  0.  Sargent,  for  the  plaintiffs  in  error,  and  Morton  and  Cutting, 
for  the  defendant  in  error.  The  arguments  were  too  voluminous  to 
be  reported  in  extenso,  and  it  is  not  possible,  therefore,  to  give  more 
than  extracts  from  each. 

The  counsel  for  the  plaintiffs  in  error  assigned  as  errors  the  follow- 
ing points: 

1.  The  defendant  in  error  has  no  patent  for  an  improved  spiral 
paddle-wheel. 

II.  If  the  defendant's  patent  is  for  the  combination  of  instruments 
described  in  the  specification,  there  is  no  pretense  that  the  combina- 
tion has  been  infringed ;  if  for  several  separate  improved  machines,  it 
cannot  be  supported  in  law. 

m.  Defendant's  patent  is  void  for  too  broad  a  claim,  and  for  not 
distinguishing  his  alleged  improvement  from  other  inventions,  nor 
particularly  specifying,  as  the  statute  requires,  the  particular  improve- 
ment which  he  claims  as  his  own  invention  or  discovery.  The  casa 
exhibits  an  improvement  as  the  invention,  and  the  claim  is  for  the 
whole  machine. 

IV.  The  drawing  filed  March  27th,  1844,  was  not  legal  evidence 
of  defendant's  patented  invention,  because  there  was  a  drawing  filed 
by  the  patentee  on  the  12th  of  February  previous,  which  was,  by  the 
second  section  of  the  act  of  1837,  with  his  letters  patent,  the  only 
legal  evidence  of  his  invention,  as  patented,  that  could  be  offered  in 
any  judicial  court  of  the  United  States. 

V.  — 1.  The  patentee,  after  an  alleged  correction  of  the  record  of 
his  letters  patent,  by  filing  the  second  drawing,  could  not,  in  law, 
avail  himself  of  that  alleged  correction  to  cover  by  it  alleged  causes 
of  action  previously  accruing;  and  in  the  absence  of  proof  of  any 
subsequent  infringements,  the  plaintiffs  here  were  entitled  to  a  verdict 
below. 

2.  Nor  was  he  entitled  to  recover  damages  for  any  alleged  infringe- 
ment prior  to  the  alleged  completion  of  his  record  by  the  filing  of  the 
corrected  drawing  of  27th  March,  1844. 

VL  What  was  reasonable  time  in  this  case  for  the  restoration  of 
defendant's  patent  to  the  office,  if  not  expressly  fixed  by  statute,  (act 
of  1837,  section  2,)  was  exclusively  a  question  of  law. 

Upton,  for  plaintiffs  in  error. 

1.  This  action  was  brought  to  recover  damages  from  the  defendants 
below,  for  their  asserted  infringement  of  an  alleged  patent  of  the  plain- 
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tiff  tor  Man  improved  spiral  paddle-wheel ";  and  the  tirst  question  to 
which  the  attention  of  the  court  is  requested  is  one  which  is  presented 
upon  the  face  of  the  letters  patent,  which  constitute  the  basis  of  the 
action,  ftnd  which  are  incorporated  into  the  bill  of  exceptions.  It » 
this:  Has  the  defendant  in  error  any  such  patent  ? 

If  it  he  manifest  to  this  court,  upon  an  inspection  of  the  record 
and  an  examination  of  the  letters  patent,  that  he  has  no  grant,  a.* 
patentee,  of  "an  improved  spiral  paddle-wheel,"  then  it  is  submitted 
that  there  is  DO  escape  from  the  necessity  of  roversing  the  judgment 
which  has  been  rendered,  awarding  him  damages  for  the  invasion  of 
such  a  grant  This  necessity  iR  in  no  manner  affected,  though  it  ap- 
pear that  the  objection  was  not  taken  in  the  court  below,  either  at  the 
trial  or  upon  a  motion  in  arrest  of  judgment.  It  is  sufficient  if  the  de- 
fect he  manifest  upon  the  record;  for  it  would  be  monstrous  to  contend 
that  this  court  is  powerless,  in  any  ease,  to  reverse  the  judgment,  when 
it  appears  upon  the  record  before  them  that  the  very  foundation  of 
the  judgment  is  so  incurably  and  fatally  defective  as  to  have  been 
completely  beyond  the  remedy  of  the  party,  though  the  objection 
were  taken  at  the  earliest  possible  stage  of  the  proceedings.  Au- 
thority can  scarcely  1m-  necessary  to  sustain  this  position.  But  this 
court  has  decided,  in  the  case  of  Slactan  v.  Pomcroy,  6  Or.,  221,  that 
it  is  not  too  late  to  allege  as  error  in  the  Supreme  Court  a  defect 
which  ought  to  have  prevented  the  rendition  of  the  judgment  iu  the 
court  below.  "Had  this  error.'*  say  the  court,  "been  moved  in  arrest 
of  judgment,  it  is  presumable  the  judgment  would  have  been  arrest- 
ed;" and  "there  can  he  no  donbl  that  anything  appearing  tij>on 
the  record  which  would  have  been  fatal  upon  amotion  in  arrest  of 
judgment  is  equally  fatal  upon  a  writ  of  orror."  So  also  Garland  r. 
Doris,  4  Howard,  131. 

By  the  bill  of  exceptions,  it  appears  that,  upon  the  introduction  in 
evidence  of  the  letters  patent  by  the  plaintiff,  "the  counsel  for  the 
defendants  did  insist  before  the  said  Circuit  Court,  on  behalf  of  said 
defendants,  that  the  said  letters  patent  so  produced  and  given  in  evi- 
dence on  the  part  of  said  plaintiff  as  aforesaid  were  wholly  insuffi- 
cient as  the  basis  of  the  aforesaid  action  and  claim  upon  the  said  de- 
fendants." Now.  by  reference  to  the  letters  patent,  (page  7  of  the 
record,)  the  court  will  perceive  that  the  grant  to  the  patentee,  upon 
the  face  of  the  letters,  is  for  "an  improvement  in  the  steam-engine." 
and  for  that  alone;  that  it  was  for  that  alone  that  he  solicited  a  pat- 
ent by  petition;  that  it  was  of  that  improvement  only  that  he  niude 
oath  that  he  was  the  original  anil  tirst  inventor.  Such  is  the  grant, 
and  so  is  it  recorded  ;  and  the  public  would  seek  in  vain  upon  the 
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records  of  the  Patent  Office  for  a  patent  to  the  plaintiff  helow  for 
"an  improved  spiral  paddle-wheel." 

It  will  not  he  contended  that  the  letters,  standing  alone,  confer  any 
title  to  such  an  invention.  Hut  it  may  he  said,  that  inasmuch  as  the 
patentee  has  described  a  paddle-wheel,  and  also  an  improved  method 
of  causing  a  capstan  to  revolve  upon  the  deck  of  a  vessel,  as  well  as 
his  improvement  in  the  steam-engine,  and  claimed  these  as  well. as 
his  steam-engine  in  his  schedule  annexed  to  the  letters  patent,  the 
grant  must  he  construed  to  cover  the  paddle-wheel  and  the  capstan  as 
well  as  the  steam-engine,  though  it  he  in  express  terms  for  the  steam- 
engine  only,  though  it  was  for  that  alone  that  he  solicited  a  patent, 
and  it  was  that  alone  that  he  made  oath  he  had  invented.  Were  this 
doctrine  maintainable,  it  is  obvious  that  it  would  be  wholly  subversive 
of  the  policy  of  the  law,  which  looks  as  well  to  the  protection  of  the 
public  as  it  does  to  the  encouragement  of  inventors.  That  the  sched- 
ule annexed  to  letters  patent  forms  a  part  of  the  patent,  and  that  they 
are  to  be  construed  together,  is  undoubtedly  well  established.  This  is 
the  English  doctrine,  as  well  as  that  of  our  own  courts;  and,  by  n 
careful  investigation  of  the  authorities,  it  will  be  perceived  that  Mr. 
ITiillips,  in  his  elementary  work,  (pages  224,  d  serf..)  is  mistaken  in 
supposing  that  there  is  any  conflict  between  them. 

By  these  authorities,  it  is  decided  that  the  title  of  the  invention,  tm 
contained  in  the  patent,  may  be  expbiined  by  its  description  in  the 
specification,  whenever  such  title  is  general,  ambiguous,  or  uncertain  ; 
and  the  patent  will  be  sustained,  in  alt  ciscs,  unless  the  patent  indi- 
cate one  invention,  and  the  specification  describe  another  and  differ- 
ent invention.  American  authorities.—  Phillip*  on  Patents.  224,  and 
caws  cited;  Sullivan  v.  Rcxlfiehl,  Paine  C.  C.  It.,  442;  Slifor  v.  Coo/xr, 
7  Peters,  292,  815;  Eians  v.  Chamber*,  2  Wash.  0.  ('.  R.,  125;  Bar- 
rett v.  Hall,  1  Mason,  476*;  Whittamre  v.  Cutter,  1  Gall.,  437  ;  Ecans 
v.  J&riow,  Peters'  O.  C.  R.,  841 .  English  authorities.— Godson  on  Pat- 
ents, 108, 113,  and  cases;  Neibon  v.  Ifirford,  Wel»ster,  312,  and  arg. ; 
Rex  v.  Wheeler,  2  Barn,  k  Aid.,  350 ;  S.  C,  3  Mcrivale,  029 ;  Glnrfs 
Patent,  Webster,  117;  Russell  v.  CWfVy,  Webster,  470;  HoiiseftiU  v. 
Xtilson,  Webster,  079. 

When  Mr.  Phillips  says  (Phillips  on  Patents,  225)  that  any  defect 
in  the  title  may  be  remedied  by  the  specification,  what  he  means  is 
apparent  by  reference  to  the  cases  which  he  cites.  The  description 
comes  in  aid  of  a  defective  title,  but  never  can  create  a  new  title,  by 
adding  to  the  grant.  There  must  be  such  a  conformity  between  the 
title  and  the  specification  as  that  the  former  shall  give  some  idea  of 
the  latter.  It  is  the  description  of  the  thing  patented  "  which  is  made 
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port  of  these  presents," — not  a  description  of  something  else,  of  which 
the  title  of  the  grant  gives  no  idea. 

Thus  reads  tho  patent  itself.  After  reciting  that  John  Brown  Em- 
erson had,  by  petition,  solicited  a  patent  for  an  improvement  in  the 
stcam-ongine,  hud  made  oath  that  he  was  the  first  and  original  in- 
ventor of  said  improvement,  and  paid  the  fee  of  thirty  dollars  into  the 
treasury,  it  grants  to  him  the  exclusive  right,  &c,  iu  the  said  improve- 
ment, "a  description  whereof  is  given,  in  the  words  of  the  said  John 
Brown  Emerson  himself,  in  the  schedule  hereunto  annexed,  and  is 
made  a  part  of  these  presents."  Then  follows  the  caption  of  the 
schedule,  thus :  "The  schedule  referred  to  in  these  letters  patcut,and 
making  part  of  the  same,  containing  a  description,  in  the  words  of  the 
said  John  Brown  Emerson  himself,  of  his  improvement  in  the  steam- 
engine." 

Xo  reported  authority  can  he  found  in  the  remotest  degree  sustain- 
ing the  proposition  that  a  description  and  claim  of  anything  contained 
in  a  specification  are  covered  by  the  grant,  though  the  grant  make  BO 
reference  to  it,  and  the  title  iB  so  entirely  distinct  from  it  as  to  sug- 
gest no  idea  of  the  thing  described.  Were  this  proposition  tenable, 
then  were  we  to  strike  out  from  this  patentee's  specification  overt 
word  descriptive  of  his  improvement  in  the  steam-engine,  leaving 
nothing  hut  the  comparatively  few  words  descriptive  of  the  spiral 
paddle-wheel  and  the  improved  capstan,  the  grant  for  the  improve- 
ment in  the  steam-engine  must  he  construed  as  a  grant  for  iui  im- 
proved spiral  paddle-wheel  and  an  improved  capstan.  Now,  would 
it  not  he  monstrous  to  contend  that  an  instrument  of  so  solemn  a 
character  OS  a  government  grant  of  letters  patent  is  to  be  added  ro 
and  enlarged  by  construction  ? 

The  doctrine  as  settled.  Upon  every  principle  of  construction,  is  the 
true  doctrine — that  the  description  of  the  thing  patented,  contained 
in  the  sehedule  annexed  to  the  patent,  constitutes  a  part  of  th'e  patent, 
and  may  be  and  should  be  resorted  to,  in  construing  tho  patent,  to 
control  the  generality  of  the  tillc.  and  to  explain  or  elucidate  ambig- 
uities or  uncertainties ;  but  that  a  description  of  a  thing  uot  indicated 
by  the  patent,  not  even  remotely  suggested  by  the  grant  or  the  title, 
can  never  be  construed  with  the  patent,  for  the  purpose  of  adding  to 
or  enlarging  the  terms  of  the  grant. 

That  this  doctrine  may  ho  made  more  obvious  and  conclusive,  (if 
it  be  possible  or  desirable,)  the  court  is  referred  to  the  provisions  of 
the  statute  under  which  the  letters  patent  in  this  case  issued. 

The  inventor  is  required  to  prcscnl  his  petition  soliciting  the  patent 
and  to  make  oath  thai  ho  is  the  inv  entor.   The  statute  further  requires 
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that  the  letters  patent  shall  recite  the  allegations  and  suggestions  of 
the  petition,  and  give  a  short  description  of  the  invention.  This  re- 
quisition was  obviously  for  the  twofold  purpose:  first,  that  it  might 
appear  that  the  proper  preliminary  steps  had  been  taken  by  the  ap- 
plicant, of  which  the  recital  in  the  letters  was  proof ;  and;  second,  that 
it  might,  on  their  face,  be  seen  what  was  the  nature  and  character  of 
the  grant.  Act  of  1793,  sections  1,  3.  Now,  did  this  patentee  pre- 
sent his  petition,  soliciting  a  patent  for  an  improved  spiral  paddle- 
wheel,  and  make  oath  that  he  was  the  inventor  of  that  improvement  ? 
If  it  be  answered  that  he  did,  then  the  positive  requisition  of  the  stat- 
ute is  not  complied  with;  for  the  patent  recites  the  allegations  and 
suggestions  of  no  such  petition,  and  gives  a  short  description  of  no 
such  invention;  and  for  this  reason  the  patent  would  be  absolutely 
void. 

This  is  well  established  in  the  following  cases:  Evans  v.  Eaton, 
Peters'  C.  C.  R.,  340 ;  Kneass  v.  Schuylkill  Bank,  4  Wash.  C.  C.  R.,  9 ; 
Cutting  et  al.  v.  Myers,  4  Wash.  C.  C.  R.,  220 ;  Evans  v.  Chambers, 
2  Wash.  C.  C.  R.,  125. 

If  the  letters  patent  do  recite  the  allegations  and  suggestions  of  the 
petition,  then  the  patentee  did  not  solicit  a  patent  for  "  an  improved 
spiral  paddle-wheel "  or  an  "  improved  capstan  " ;  he  did  not  make 
oath  that  he  had  invented  these  improvements ;  and  hence  the  letters 
contain  no  description  whatever  of  these  improvements,  and  confer 
no  grant  of  an  exclusive  right  in  them  upon  the  patentee. 

(The  counsel  then  quoted  largely  from  the  opinion  of  Judge  Wash- 
ington in  Evans  v.  Eaton,  Peters'  C.  C.  R,  340.) 

II.  At  the  trial,  the  defendants'  counsel  requested  the  court  to  in- 
struct the  jury,  "that  the  patent  of  the  plaintiff  was  void  upon  its  face, 
for  this:  that  it  embraces  several  distinct  and  separate  inventions, 
as  improvements  in  several  distinct  and  separate  machines  suscepti- 
ble of  independent  operation,  and  not  necessarily  connected  with  each  • 
other  in  producing  the  result  aimed  at  in  the  invention,  and  the  sub- 
ject-matter of  separate  and  distinct  patents."  The  court  charged  the 
jury,  that  "the  objection  that  the  patent  embraced  several  distinct  dis- 
coveries is  untenable."  In  this  it  is  respectfully  submitted  that  the 
court  below  erred. 

(The  counsel  here  cited  and  commented  on  Phillips  on  Patents. 
"It  is  well  settled,  that  two  or  more  distinct  machines,  capable  of  in- 
dependent operations,  cannot  be  united  in  one  patent."  3  Wheat., 
454;  1  Mason,  447;  2  Mason,  112;  1  Story,  290.) 

IH.  At  the  trial  of  this  case,  the  counsel  for  the  defendants  request- 
ed the  court  to  instruct  the  jury,  "that  the  claim  of  the  plaintiff,  as 
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set  forth  in  his  specification  annexed  to  his  letters  patent,  embraces 
the  entire  spiral  paddle-wheel.  The  claim  is,  therefore,  too  broad  upon 
the  face  of  it,  and  the  letters  patent  are  void  upon  this  ground."  Up- 
on this  point  the  court  charged  the  jury  as  follows:  '-It  was  made  a 
question,  on  {lie  former  trial,  whether  the  plaintiff  did  not  claim  the 
entire  wheel ;  but  we  understand  it  to  be  for  an  improvement  upon 
the  spiral  paddle-wheel,  claimed  to  be  new  and  useful  in  the  arrange- 
ment of  its  parts,  and  more  effective,  by  fixing  the  spiral  paddles  upon 
the  extremity  of  arms,  at  a  distance  from  the  shaft." 

IV.  At  the  trial,  the  counsel  for  the  defendants  also  requested  the 
court  to  instruct  the  jury,  "that  the  patent  is  void  upon  its  face  for 
this :  that,  purporting  to  be  a  patent  for  an  improvement,  and  speci- 
fying that  the  invention  is  of  an  improved  spiral  paddle-wheel, 1  dif- 
fering essentially  from  any  that  have  heretofore  been. essayed,*  without 
pointing  out  in  what  the  difference  consists,  or  in  any  manner  what- 
ever indicating  an  improvement  by  distinguishing  it  from  the  previ- 
ously essayed  spiral  paddle-wheels,  it  is  wanting  in  an  essential  pre- 
requisite to  the  validity  of  letters  patent  for  an  improvement."  Upon 
this  point  the  court  charged  the  jury  as  follows:  "That  the  claim  of 
the  plaintiff  was  for  an  improvement  on  the  spiral  paddle-wheel  or 
propeller ;  that,  by  a  new  arrangement  of  the  parts  of  the  wheel,  he 
has  been  enabled  to  effect  a  new  and  improved  application  and  use 
of  the  same  in  the  propulsion  of  vessels;  that  the  ground  upon  which 
the  claim  is  founded  is  this :  it  is  getting  rid  of  nearly  all  the  resist- 
ing surface  of  the  wheels  of  Stevens,  Smith,  and  others,  by  placing 
the  spiral  paddles  or  propelling  surfaces  on  the  ends  of  arms,  instead 
of  carrying  the  paddles  themselves  in  a  continued  surface  to  the  hub 
or  shaft.  It  is  claimed  that  a  great  portion  of  the  old  blade  not  only 
did  not  aid  in  the  propulsion,  but  actually  impaired  its  efficiency,  and 
also  that  the  improved  wheel  is  much  stronger."  And  the  court 
further  charged  the  jury,  that  "the  description  of  the  invention  was 
sufficient." 

Upon  these  two  points,  it  is  submitted  that  the  court  below  erred. 
They  are  so  connected,  by  reason  of  the  peculiar  circumstances  of  the 
case,  thSt  they  will  be  presented  and  considered  together,  though  they 
are  distinct  grounds  of  objection  to  the  patent. 

(The  counsel  then  contended  that  the  specification  ought  to  be  con- 
strued by  itself,  and  be  so  clear  as  to  be  understood  without  resorting 
to  evidence  or  any  other  source  of  information,  and  cited :  English 
authorities.— McFarlnne  v.  Price,  1  Starkie,  199;  In  re  Nickels,  Hind- 
march  on  Patents,  186 ;  Hill  v.  Thompson,  3  Merivale,  G22 ;  S.  C,  8 
Taunton,  325.    American  authorities.— Dixon  v.  Moytr,  4  Wash.  C. 
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C.  R.,  69 ;  Evans  v.  Hcttich,  3  Wash.  C.  C.  R.,  425 ;  Lowell  v.  Lewis, 
1  Mason  C.  C.  R.,  189 ;  Ames  v.  Howard,  1  Sumner,  482.) 

This  leads  to  the  principle  in  the  law  of  patents  involved  in  the 
fourth  point  It  is  the  positive  requisition  of  the  statute,  and  has  been 
repeatedly  considered  and  passed  upon  by  the  Federal  judicial  tribu- 
nals. 

Before  an  inventor  shall  receive  a  patent,  he  is  required,  "in  case 
of  any  machine,  fully  to  explain  the  principle  and  the  several  modes 
in  which  he  has  contemplated  the  application  of  that  principle,  or 
character  by  which  it  may  be  distinguished  from  other  inventions, 
and  shall  particularly  specify  and  point  out  the  particular  improvement 
or  combination  which  he  claims  as  his  own  invention  or  discovery." 
The  requisition  of  the  English  law  is  similar  in  this  respect. 

Now,  before  proceeding  to  consider  whether  the  patentee,  in  this 
case,  has  complied  with  this  positive  and  salutary  requisition  of  the 
law,  the  attention  of  the  court  is  requested  to  the  reported  cases  in 
which  the  requisition  has  received  judicial  construction. 

By  a  careful  examination  of  these  authorities,  it  will  be  found  es- 
tablished, that,  where  a  patent  is  taken  out  for  an  improvement,  the 
specification  must  describe  what  the  improvement  is.  and  the  patent 
be  limited  to  such  improvement.  If  the  patent  includes  the  whole 
machinery,  it  includes  more  than  the  patentee  invented,  and  is  there- 
fore void.  That  if  the  patent  be  for  an  improvement  in  an  existing 
machine,  the  patentee  must,  in  his  specification,  distinguish  the  new 
from  the  old,  and  confine  his  patent  to  such  parts  only  as  are  new ; 
and  if  both  be  mixed  up  together,  and  a  patent  is  taken  for  the  whole, 
it  is  void.  That  however  the  authorities  may  apparently  vary  in  point- 
ing out  the  particular  manner  in  which  the  patentee  must  specify  his 
improvement,  and  distinguish  what  he  claims  as  new  and  his  inven- 
tion from  what  was  old  and  before  known,  yet  that  they  are  in  perfect 
harmony  in  deciding  that  he  must  do  this  in  some  manner,  and  upou 
the  face  of  the  specification.    American  authorities. — Eram  v.  E  /ton, 

3  Wheat.,  454 ;  Woodcock  v.  Parker,  1  Gall.,  438 ;  Whittemorc  v.  Cut- 
ter, 1  Gall.,  478;  Odiorne  v.  Winkley,  2  Gall.,  51 ;  Lowell  v.  Lewis,  1 
Mason,  182 ;  Barrett  v.  Hall,  1  Mason,  447 ;  Sullivan  v.  Red  field, 
Paine's  C.  C.  R.,  441 ;  Evans  v.  Eaton,  7  Wheat,  408 ;  Dixon  v.  Moyer, 

4  Wash.  C.  C.  R.,  69 ;  Isaacs  v.  Cooper,  4  Wash.  C.  C.  R.,  261 ;  Cross 
v.  Huntley,  13  Wend.,  385;  Head  v.  Stevens,  19  Wend.,  411;  Ames 
v.  Howard,  1  Sumner,  482;  Kneassv.  Schuylkill  Bank,  4  Wash.  C.  C. 
R,  9 ;  Morris  v.  Jenkins  et  al,  3  McLean,  250 ;  Peterson  v.  Wooden,  3 
McLean,  248.  English  cases  —  McFarlane  v.  Price,  1  Starkie,  199; 
Williams  v.  Brodie,  Pavies'  Patent  Cases,  96,  97;  Mantov  v.  Morton, 
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Davies'  Patent  Cases,  349 ;  Hill  v.  Thompson,  8  Taunton,  325;  Mlnter 
v.  Weils,  1  Webster,  130 ;  Rex  v.  Nickels,  Ilindmareh  on  Patents,  186. 

Now,  apply  the  rule  of  law,  as  prescribed  by  the  statute  and  con- 
strued by  these  authorities,  to  the  patent  in  this  case.  Admit  that 
rule,  as  most  liberally  stated,  in  any  reported  decision,  and  the  coun- 
sel respectfully  asks,  in  what  manner,  upon  the  face  of  the  patentee's 
specification,  has  he  distinguished  that  which  he  claims  as  new  and 
his  invention  from  what  was  old  and  before  known,  or  pointed  out 
in  what  his  improvement  consists  ?  It  is  most  confidently  answered 
that  he  has  done  this  in  no  manner  whatever,  neither  expressly  nor 
by  implication,  nor  by  any  reference ;  and  it  is  not  in  the  wit  of  man 
to  determine,  upon  the  face  of  the  specification,  what  the  improve- 
ment is  which  the  patentee  claims,  or  intended  to  claim.  The  court 
below,  in  their  construction  of  the  claim,  in  charging  the  jury,  say 
that  the  improvement  consists  "  in  a  new  arrangement  of  the  parts." 
Does  this  appear,  either  in  terms  or  even  impliedly,  upon  the  face  of 
the  description  ?  So  far  from  this,  the  last  words  of  the  patentee,  in 
his  description,  are,  that  the  "  shape  "  of  the  thing  is  the  "  only  point 
of  importance."  The  court  further  say,  that  this  new  arrangement 
of  the  parts  consists  in  "getting  rid  of  nearly  all  the  resisting  surface 
of  the  wheel  of  Stevens,  Smith,  and  others,  by  placing  the  spiral  pad- 
dles or  propelling  surfaces  on  the  ends  of  arms,  instead  of  carrying 
the  paddles  themselves  in  a  continued  surface  to  the  hub  or  shaft." 

Where,  upon  the  face  of  the  description,  is  there  any  mention  made 
of  Stevens',  Smith's,  or  of  an}*  previously-invented  wheel,  save  in  the 
general  declaration  by  the  patentee,  that  his  improved  wheel  "differs 
essentially  from  any  which  have  been  heretofore  essayed," — a  decla- 
ration  which  the  court,  in  the  case  of  Barrett  v.  Ilall,  above  cited,  de- 
clare to-be  "no  specification  at  all"?  And  where,  upon  the  face  of 
the  specification,  is  there  the  most  remote  allusion  to  the  "  getting  rid 
of  resisting  surface  "  ? 

V.  At  the  trial  of  the  case,  "  it  appeared  in  evidence  that  the  draw- 
ing and  model  of  the  paddle-wheel  of  the  plaintiff,  filed  and  deposited 
or'ujinallv  in  the  Patent  Office,  had  been  lost  bv  the  destruction  of 
that  office  in  December,  1836,  and  that  in  restoring  the  record  of  the 
patent,  under  the  act  of  March,  1837,  the  plaintiff"  sent  from  New  Or- 
leans to  the  office  a  new  drawing,  to  be  filed  on  the  5th  of  May,  1841, 
together  with  a  court  copy  of  the  letters  patent  which  were  deposited 
in  the  office.  The  drawing  was  not  sworn  to  by  the  plaintiff',  but  re- 
mained in  the  office  till  January,  1844,  when  it  was  delivered  to  an 
agent  of  the  plaintiff'  and  sent  to  New  Orleans,  and  sworn  to  by  him, 
and  tiled  in  the  department  on  the  1:2th  day  of  February,  1844.  On 
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an  examination  subsequently  by  the  plaintiff,  it  was  discovered  that 
this  drawing  was  imperfectly  made,  and  thereupon  a  second  drawing 
was  procured  by  him,  which  he  claimed  and  offered  to  prove  to  be 
an  accurate  one,  and  was  sworn  to  and  filed  on  the  27th  day  of  March, 
1844,  an  authenticated  copy  of  which  was  offered  in  evidence  on  the 
trial  by  the  plaintiff',  which  was  objected  to  by  the  counsel  for  the  de- 
fendants; but  the  objection  was  overruled,  and  the  evidence  admit- 
ted, to  which  an  exception  was  taken." 

It  is  contended,  that  the  Circuit  Court  erred  in  admitting  in  evi- 
dence the  second  drawing  of  March  27th,  1844,  and  in  support  of  this 
position  the  following  considerations  are  respectfully  submitted: 

(The  counsel  then  urged — 

That  the  patentee  had  exhausted  his  privilege  when  he  swore  to 
the  first  drawing. 

That  if  allowed  to  file  more  than  one,  he  might  continue  to  file 
them  down  to  the  day  of  trial. 

That  the  first  drawing  became,  by  the  statute,  primd  facie,  evidence 
of  the  invention,  and  there  could  not  be  two  such. 

That  if  this  patentee  had  procured  a  reissue  of  his  patent,  under 
the  third  section  of  the  act  of  1837,  he  would  not  have  been  entitled 
to  the  privilege  which  he  now  claims,  and  it  is  unreasonable  to  sup- 
pose that  Congress  iutended  to  give  greater  privileges  under  one  sec- 
tion than  another.) 

VI.  At  the  trial  of  this  case,  the  counsel  for  the  defendants  requested 
the  court  to  instruct  the  jury  as  follows :  "That  if,  from  the  evidence, 
the  jury  are  satisfied  that  no  propelling  wheels  were  made  by  the 
defendants  between  the  27th  of  March,  1844,  (the  date  of  the  alleg- 
ed completion  of  the  record  of  the  plaintiff's  patent,  under  the  act 
of  March  3, 1837,)  and  the  commencement  of  this  suit  in  April  fol- 
lowing, that,  upon  this  ground,  the  defendants  are  entitled  to  a  ver- 
dict." 

The  court  refused  to  grant  this  prayer,  and  left  it,  as  a  question  of 
fact,  for  the  jury  to  say  whether  there  had  or  had  not  been  unreason- 
able delay  on  the  part  of  the  patentee  in  restoring  the  record.  Now, 
was  this  a  question  of  fact  ?  It  is  submitted  that  it  was  not,  but  that, 
under  the  circumstances,  it  was  purely  a  question  of  law,  to  be  passed 
upon  by  the  court. 

The  record  shows,  that,  from  the  burning  of  the  Patent  Office,  in 
December,  1836,  up  to  the  month  of  May,  1841,  no  step  whatever 
was  taken  by  the  patentee  to  restore  the  record  of  his  patent,  and  that 
he  then  delayed  to  complete  the  record  until  the  month  of  February, 
1844.    Of  course,  there  could  have  been  no  dispute  as  to  the  fact  in 
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connection  with  the  question  of  reasonable  or  unreasonable  diligence. 
Now,  the  authorities  are  clear  in  establishing  this  doctrine — that 
when  there  is  no  dispute  as  to  the  facts,  the  questions  of  reasonable 
or  unreasonable  time,  or  delay,  or  diligence,  are  questions  of  law  for 
the  court,  and  not  of  fact  for  the  jury.  The  following  cases  are  re- 
ferred to:  Ellis  v.  Paige,  1  Pick.,  43;  S.  C.,  2  Id.,  71,  77,  note;  Gilbert 
v.  Moody,  17  Weud.,  354 ;  Rcipiolds  v.  Ocean  Ins.  Co.,  22  Pick.,  191; 
Livingston     Gilchrist  v.  Maryland  Ins.  Co.,  7  Cr.,  506. 

And  now,  as  to  the  charge  of  the  court,  that  "  the  damages  were 
not  necessarily  confined  to  the  making  of  the  wheels  between  March, 
1844,  when  the  drawings  were  restored  to  the  Patent  Office,  and  the 
bringing  of  this  suit."  Is  not  this  error  ?  Why  was  the  drawing  of 
March  27,  1844,  filed  in  the  Patent  Office  ?  For  the  reason  only, 
as  avowed,  that  the  drawing  of  February  preceding  was  incorrect 
and  defective.  For  the  reason  only,  that  the  public  had  no  uotice, 
or,  what  is  still  worse,  that  the  public  had  an  imperfect  and  deceptive 
information,  by  the  first  drawing,  of  the  particulars  of  the  patentee's 
invention.  Would  it  not  be  monstrous  to  allow  a  patentee  to  recover 
damages  for  an  alleged  infringement  made  at  a  time  when,  by  his 
solemn  oath,  he  declares  that  the  defendant  was  not  notified  of  the 
character  of  his  invention  ?  Nay,  more,  when  he  swears  that,  at  the 
time  of  the  alleged  infringement,  the  only  recorded  notice  of  his  in- 
vention, sworn  to  by  himself,  was  imperfect,  incorrect,  and  insuffi- 
cient ? 

But,  by  an  examination  of  the  grounds  upon  which  the  court  rest 
their  decision  upon  this  question,  it  will  be  seen  in  what  maimer  the 
error  has  arisen.  The  court  say,  the  limitation  contended  tor  by  the 
defendants  "  assumes  that  there  can  be  no  infringement  of  the  patent 
after  the  destruction  of  the  records  in  1836,  until  they  are  restored 
to  the  Patent  Office,  and  that  during  the  intermediate  time  the  rights 
of  patentees  would  be  violated  with  impunity."  With  the  greatest 
deference,  it  will  appear,  upon  a  consideration  of  the  statute  provi- 
sions, that  the  doctrine  contended  for  involves  no  such  assumption. 

The  second  section  of  the  act  of  1837  provides  for  the  very  diffi- 
culty which  is  urged  by  the  court  as  the  sole  objection  to  the  limita- 
tion contended  for.  Foreseeing  that  some  time  must  necessarily 
elapse  before  patentees  could  be  informed  of  their  rights  and  duties, 
and  prepare  copies  of  their  patents  and  drawings  and  models,  Con- 
gress has  provided,  in  this  section,  that,  from  the  15th  of  December, 
1836,  when  the  Patent  Office  was  burned,  to  the  1st  day  of  June,  1837, 
and  not  after,  patentees  and  others  may  give  in  evidence  their  pateuts 
in  any  court,  notwithstanding  that  they  have  not  been  re-recorded, 


Digitized  by  Google 


Jan.  1848.] 


Hogg  v.  Emerson. 


457 


Argument  for  the  plaintiff*  in  error. 

and  no  verified  drawing  of  the  invention  has  hecn  filed  in  the  Patent 
Office. 

Is  there  not  great  danger,  in  the  disposition  to  give  the  most  liberal 
and  enlarged  interpretation  to  statute  provisions  for  the  protection 
and  encouragement  of  inventors,  that  the  rights  of  the  public  may  he 
too  much  disregarded  ? 

By  the  burning  of  the  Patent  Office,  something  more  was  involved 
in  the  loss  of  the  evidences  of  the  rights  of  patentees.  The  public 
were  thereby  deprived  of  the  only  notice  which  the  law  recognizes  of 
what  they  could  and  what  they  could  not  do,  without  being  subjected 
to  prosecutions  for  invasions  of  patent-rights ;  for  the  public,  in  the 
language  of  Judge  Washington,  in  a  case  before  cited, "  can  depend 
upon  no  other  information,  to  enable  them  to  avoid  the  cousequences 
of  litigation,  than  what  the  records  may  afford.  Xo  description  of 
the  discovery  secured  by  a  patent  will  fulfill  the  demands  of  justice 
and  of  the  law,  but  such  as  is  of  record  in  the  Patent  Office,  and  of 
which  all  the  world  may  have  the  benefit." 

Xow,  Congress,  in  legislating  to  repair  the  loss  of  the  Patent  Office, 
and  to  provide  against  its  natural  consequences,  had  in  view  the  pro- 
tection of  the  public  as  well  as  patentees;  and  while,  on  the  one  hand, 
it  was  justly  considered  that  patentees  ought  not  to  suffer  by  reasou 
of  a  loss  arising  from  no  fault  of  theirs,  on  the  other,  it  was  as  justly 
considered  that  the  public  ought  not  to  suffer  by  reason  of  a  too  long 
delay  on  the  part  of  patentees  to  furnish  to  the  public  anew  the  record- 
ed descriptions  of  their  inventions.  Thus,  the  second  section  of  the 
act  of  1837,  saving  the  rights  of  patentees,  enables  them  to  recover 
damages  for  infringements  after  the  burning  of  the  Patent  Office,  and 
down  to  the  month  of  June,  18-37,  notwithstanding  the  non-existence 
of  any  public  record  of  their  inventions;  but,  saving  the  rights  of  the 
public,  the  statute  gives  no  further  time. 

Is  not  this  clear  ?  And  being  so,  is  it  not  manifest  that  the  court 
below  erred  in  the  instructions  given  to  the  jury  upon  this  point? 

The  drawing  of  the  patentee,  annexed  to  his  patent  or  referred  to 
in  his  specification,  constitutes  a  part  of  the  patent,  and  oftentimes, 
as  in  this  case,  is  the  most  material  portion  of  the  description, — with- 
out which  the  invention  would  be  virtually  undescribed.  Now,  when 
a  patentee  alters  or  amends  his  patent,  whether  in  the  icrittcn  descrip- 
tion or  the  delineated  description,  there  is  nothing  better  established 
than  that  he  cannot  recover  damages  for  an  alleged  infringement 
committed  prior  to  such  amendment.  The  authorities  to  this  point 
are  conclusive,  aud  in  perfect  uniformity ;  some  of  them,  and  those 
the  most  recent,  going  no  far  as  to  maintain  that  it  makes  no  differ- 
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ence  though  the  amendment  he  of  a  mere  clerical  error.  In  re  Nickels, 
Turner  &  Phillips,  44 ;  S.  C,  1  Webster,  659 ;  Hindmarch  on  Patents, 
(English  edition,)  216,  et  scq.;  Wyeth  v.  Stone,  1  Story,  290 ;  Woodworth 
v.  Hall,  1  Mm.  &  W.,  248,  389. 

It  is  submitted  that  a  denial  of  the  doctrine  hero  urged  on  behalf 
of  the  plaintiffe  in  error  would  be  equivalent  to  an  abrogation  of  the 
provisions  of  the  thirteenth  section  of  the  Patent  Act  of  1837,  which 
declares  that  a  patent  can  only  be  amended  by  a  surrender  and  re- 
issue, and  that  the  amended  patent  can  only  operate  upon  causes  of 
action  accruing  subsequently  to  the  amendment. 

Construe  the  first  section  of  the  act  of  1837  as  the  court  below  has 
construed  it,  and  what  is  the  consequence  ?  A  patentee,  whose  grant 
is  dated  on  or  before  the  14th  of  December,  1830,  may  maintain  ac- 
tions for  infringement  of  his  rights  from  then  to  the  present  time, 
without  any  public  record  of  his  patent  whatsoever  being  in  existence 
during  the  entire  period,  provided  he  produces  at  the  trial  an  authen- 
ticated copy  of  his  patent  and  drawings  from  the  Patent  Office,  re- 
corded there,  perhaps,  but  the  day  before !  From  this  consequence, 
it  is  submitted,  there  could  be  no  escape;  and  small,  indeed,  would 
be  the  hope  of  escape  for  tho  innocent  invader  of  the  unrecorded 
right,  with  the  question  of  reasonable  diligence  in  the  restoration  of 
tho  record  left  to  the  decision  of  a  jury. 

Morton  and  Cutting,  for  the  defendant  in  error. 

I.  The  first  point  raised  by  the  plaintiffs  in  error  does  not  properly 
arise.  The  jury  rendered  a  verdict  for  §1,500  damages.  The  amount 
in  controversy  being  less  that  $2,000,  the  defendants  below  had  no 
right  to  remove  tho  cause  to  this  court.  They  moved  the  Circuit  Court 
for  a  new  trial  upon  a  case  made,  which  motion  was  denied,  and  judg- 
ment was  docketed  upon  the  verdict.  The  defendants  below  then 
applied  to  the  Circuit  Court  for  the  allowance  of  a  writ  of  error,  un- 
der the  seventeenth  section  of  the  act  of  Congress  approved  July  4, 
1836,  which  authorizes  writs  of  error  iu  patent  cases  to  the  Supreme 
Court  of  the  United  States,  in  the  same  manner  and  under  the  same 
circumstances  as  was  then  provided  by  law  in  other  judgments  and 
decrees  of  Circuit  Courts,  "and  in  all  other  cases  in  which  the  court 
should  deem  it  reasonable  to  allow  the  same." 

Ilaving  no  right  to  a  writ  of  error,  therefore,  unless  the  judges  of 
the  Circuit  Court  "should  deem  it  reasonable  to  allow  the  same," 
application  for  the  writ  was  made  to  the  discretion  of  the  court ;  and 
the  application  was  granted  so  far  as  to  allow  the  defendants  to  raise, 
for  the  consideration  of  the  Supreme  Court,  live  points  specified  by 
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the  court  below,  and  which  constitute  the  second,  third,  fourth,  fifth, 
and  sixth  points  now  presented  by  the  plaintiffs  in  error.*  The  de- 
fendants availed  themselves  of  the  permission  to  issue  a  writ  of  error, 
restricted  as  above  stated,  and  now,  after  the  writ  has  been  allowed, 
they  seek  to  argue  a  question  not  embraced  in  those  specified  by  the 
court. 

It  is  respectfully  submitted  that  this  course  ought  not  to  be  encour- 
aged, and  that  the  grounds  discussed  in  the  first  point  taken  by  the 
plaintiffs  in  error  need  not  be  considered  by  the  counsel  for  the  pat- 
entee. It  may  be  briefly  remarked,  however,  that  the  point  referred 
to  was  not  raised  at  the  trial,  and  does  not  appear  upon  the  face  of 
the  record,  or  even  upon  the  bill  of  exceptions.  It  was  insisted  be- 
low that  the  patent  was  void  for  the  reasons  specified  in  the  bill  of 
exceptions.  The  court  will  search  in  vain  for  the  question  attempted 
to  be  discussed  by  the  counsel  for  the  plaintiffs  in  error  in  his  first 
point. 

Even  if  it  were  raised  by  the  bill  of  exceptions,  and  were  a  point 
that  could  be  argued  here,  it  would  be  untenable.  The  argument  ap- 
pears to  be,  that  the  patentee  has  no  patent  for  "an  improved  paddle- 
wheel,"  because  the  title  of  the  grant  is  for  an  improvement  in  the 
steam-engine,  and  the  counsel  for  the  plaintiffs  in  error  argues  as  if 
the  letters  and  the  schedule  were  not  a  part  of  the  same  instrument. 
By  taking  the  whole  patent  together,  that  is,  the  letters  and  the  spe- 
cification, there  can  be  no  difficulty  in  ascertaining  the  extent  of  the 
patent.  It  grants  to  the  patentee  the  right "  of  making,  constructing, 
using,  and  vending  to  others  to  be  used  the  said  improvement,  a  de- 
scription whereof  is  given,  in  the  words  of  the  said  patentee  himself, 
in  the  schedule  hereto  annexed,  and  is  made  a  part  of  these  pres- 
ents." 

Thus,  the  schedule  is  made  a  part  of  the  patent,  as  much  as  if  it 
were  recited  in  the  letters  themselves.  The  grant  is  for  the  improve- 
ment described  in  the  schedule ;  and,  by  referring  to  the  schedule, 


*  Writ  of  error  allowed  in  respect  to  the  question — 

1.  Whether  the  patent  la  void  as  embracing  two  or  more  distinct  and  indepen- 
dent inventions  or  improvements. 

2.  Whether  the  claim  is  for  an  entire  paddle-wheel,  or  only  for  an  improvement. 

3.  Whether  the  new  is  sufficiently  distinguished  from  the  old. 

4.  Whether  the  corrected  drawing  was  properly  allowed  and  filed. 

5.  Whether  the  rule  of  damages  was  correct,  on  condition  that  case  be  submitted 
on  written  argument  to  Supreme  Court  at  an  ensuing  term,  before  1st  February, 
and  judgment  to  be  secured  by  filing  the  usual  bond. 

A  copy  of  Judge  Nelson's  indorsement  on  petition  for  writ  of  error. 

ALEX'R  GaRDINEK,  Clerk. 
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the  improved  paddle-wheel  is  distinctly  embraced  as  a  part  of  the 
claim. 

In  the  construction  of  patents,  the  schedule  annexed  must  be  always 
kept  in  view  and  resorted  to,  in  order  to  ascertain  what  is  the  inven- 
tion claimed  and  patented.  If  the  claim  or  specification  be  more  ex- 
tensive than  the  actual  invention,  the  patent  may  be  void  in  part  or 
in  whole,  for  that  reason ;  but  there  can  be  no  doubt  that,  primd  facie, 
the  patentee  has  a  grant  for  all  that  he  claims  in  the  schedule  annexed 
to  his  patent  The  description  in  the  letters  of  the  thing  invented  is 
always  very  brief,  because  it  points  to  and  incorporates  the  patentee's 
specification  and  description  annexed,  and  which  usually  sets  forth 
minutely  the  whole  claim. 

The  argument  on  the  other  side,  as  to  the  effect  of  a  variation  be- 
tween the  title  of  the  patent  and  the  thing  patented  and  described  in 
the  schedule,  assumes  that  a  good  and  perfect  specification  and  de- 
scription of  the  invention  claimed  by  the  patentee  may  be  utterly 
defeated  by  a  defect  in  the  title,  so  that  a  sriecifieation  and  claim  free 
from  all  ambhmitv  will  be  rendered  utterly  worthless  by  a  defect  In 
what  the  counsel  terms  "  the  title"  of  the  patent.  A  rule  of  construc- 
tion so  harsh  and  unreasonable  would  be  most  destructive  in  its  con- 
sequences. If  applied  to  the  interpretation  of  statutes,  it  would  nul- 
lify many  of  them  that  are  free  from  doubt.  Not  many  of  the  acts  of 
Congress  would  stand,  if  defective  titles  were  declared  to  be  fatal  to 
the  laws  themselves. 

The  Patent  Act  of  1793,  section  first,  provides  that  the  Secretary 
of  State  may  cause  letters  patent  to  be  granted,  "giving  a  short  de- 
scription of  said  invention  or  discovery."  When  the  patentee  pre-  ■ 
sents  his  specification,  it  is  referred  to  in  and  made  a  part  of  the 
patent ;  and  it  is  from  the  patent,  with  schedules  and  drawings  taken 
together,  that  it  is  to  be  determined  what  thing  is  intended  to  be  pat- 
ented. Pitt  v.  Whitman,  2  Story,  621.  Any  defect  in  the  title  is  rem- 
edied by  a  proper  description  in  the  schedule.  Barrett  v.  Hall,  1  Ma- 
son, 477 ;  Whittemore  v.  Cutter,  1  Gall.,  437 ;  Phil.  Pat.,  224,  225. 

In  England,  the  rule  appears  to  be  different.  There,  the  patent  is 
distinct  from  the  specification,  and  controls  it  in  construction,  so  that 
the  patentee  cannot  cover  anything  by  the  specification  which  is  not 
embraced  in  the  patent.  Camjnon  v.  Ben  yon,  8  Brod.  &  Bingh.,  5; 
The  King  v.  Wheeler,  2  Barn.  &  Aid.,  345/ 

II.  But  the  plaintifis  insist  that  the  patent  "is  void,  for  the  reason 
that  it  embraces  several  distinct  and  separate  inventions  as  improve- 
ments in  several  distinct  and  independent  machines  susceptible  of  in- 
dependent operation,  not  necessarily  connected  with  each  other,  in 
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producing  the  result  arrived  at  in  the  invention,  and  the  subject-mat- 
ter of  separate  and  independent  inventions." 

It  is  clear,  from  the  specification,  that  the  patentee  claims  to  have 
discovered  an  improvement  in  the  steam-engine,  and,  with  it,  in  the 
mode  of  propelling  vessels.  He  substitutes  for  the  crank  morion  a 
mode  of  converting  the  reciprocating  motion  of  a  piston  into  a  con- 
tinued rotary  motion,  by  a  new  combination  of  machinery  for  that 
purpose.  From  the  revolving  shaft  described  by  him,  a  rotary  mo- 
tion may  be  communicated  to  paddle-wheels  or  other  objects.  When 
used  for  steamboats,  the  patentee  employs  the  improved  paddle-wheel 
described  by  him,  which  is  necessarily  to  be  worked  in  connection 
with  the  other  machinery.  "When  a  capstan  is  required,  as  on  board 
of  a  steamboat,  he  describes  the  mode  of  connecting  the  shaft  of  the 
engine  with  the  capstan,  so  that  it  may  be  made  to  revolve  by  the 
action  of  the  shaft ;  and  he  claims  as  his  invention  the  substituting  for 
the  crank,  in  the  reciprocating  engine,  a  grooved  cylinder,  operating 
as  described ;  the  paddle-wheel  constructed  and  operating  as  set  forth ; 
and  the  application  of  the  revolving  vertical  shaft  to  the  turning  of  a 
capstan. 

Now,  it  is  manifest  that  the  invention  is  a  mechanical  unity.  The 
improved  engine  and  paddle-wheel  are  intended  to  act  together,  and 
if  a  capstan  be  used,  the  improved  engine  is  made  to  connect  with 
and  turn  the  capstan,  as  it  does  the  paddle-wheels.  Although  the 
engine  may  be  applied  to  the  old-fashioned  wheel,  and  though  it  may 
or  may  not  be  attached  to  the  capstan,  yet  it  is  manifest  that  the  im- 
proved engine,  connected  with  the  paddle-wheel  or  with  a  capstan, 
may  be  used  in  connection  to  produce  or  aid  the  result  designed  by 
the  patentee,  namely,  the  propulsion  or  navigation  of  a  vessel. 

(The  remainder  of  the  argument  upon  this  head  is  omitted.) 

IIJ.  The  defendants  prayed  the  court  to  instruct  the  jury  "  that  the 
claim  of  the  plaintiff,  as  set  forth  in  his  specification  annexed  to  his 
letters  patent,  embraced  the  entire  spiral  paddle-wheel.  That  the  claim 
was,  therefore,  too  broad  upon  the  face  of  it,  and  the  letters  patent 
were  void  upon  that  ground." 

The  court  charged  the  jury  that  "  it  was  made  a  question,  on  the 
former  trial,  whether  the  plaintiff  did  not  claim,  or  intend  to  claim, 
the  entire  wheel ;  but  we  understood  it  to  be  for  an  improvement  upon 
the  spiral  paddle-wheel." 

The  counsel  for  the  plaintifts  in  error  supposes  that  the  court  below 
arrived  at  this  conclusion,  not  from  the  face  of  the  patent,  but  from 
matters  dehors  the  specification.    This  assertion  is  unfounded.  The 
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view  of  the  court  below  is  the  result  of  a  just  construction  of  the  pat- 
ent itself. 

It  is  difficult  to  perceive  by  what  course  of  argument  the  patent 
can  be  shown  to  be  too  broad  upon  its  face.  By  the  expression  "  too 
broad,"  I  presume,  it  is  intended  that  the  patentee  claims  more  than 
he  has  invented.  This  is  usually  a  question  of  fact,  dependent  upon 
the  proofs  at  the  trial.  The  face  of  this  patent  certainly  does  not  dis- 
close the  fact  that  the  patentee  has  a  grant  for  anything  of  which  he 
does  not  claim  to  have  been  the  inventor.  The  counsel  lor  the  plain- 
tiffs has  not  discussed  this  point,  except  so  far  as  his  observations  un- 
der his  fourth  point  may  be  applicable  to  it;  and  it  is,  therefore,  not 
deemed  necessary  here  to  enlarge  further  upon  this  branch  of  the 
case,  except  to  observe  that  the  patentee  does  not  claim  to  be  the  in- 
ventor of  paddle-wheels,  nor  of  **  wheels  acting  on  the  spiral  or  screw 
principle";  on  the  contrary,  he  refers  to  wheels  previously  "essayed," 
upon  which  wheels  the  patentee  claims  to  have  improved.  What  lie 
does  claim,  then,  is  an  improved  spiral  propelling-wheel,  constructed 
and  operating  under  water  in  the  manner  described,  which  improve- 
ment, as  described  in  the  schedule,  is  new,  and  is  the  invention  of  the 
patentee. 

IV.  It  is  insisted  -that  the  court  below  ought  to  have  charged  the 
jury  as  prayed  for,  namely,  "that  the  patent  is  void  upon  its  face,  for 
this:  that,  purporting  to  be  a  patent  for  an  improvement,  and  specify- 
ing that  the  invention  is  of  an  improved  spiral  paddle-wheel,  differirfg 
from  any  which  have  heretofore  been  essayed,  without  pointing  out 
in  what  the  difference  consists,  or  in  any  manner  whatever  indicating 
the  improvement  by  distinguishing  it  from  previously-essayed  spiral 
paddle-wheels,  it  is  wanting  in  an  easential  prerequisite  to  the  validity 
of  letters  patent  for  an  improvement." 

The  court  refused  so  to  charge,  and  held  that  the  description  of  the 
invention  was,  in  this  respect,  sufficient. 

The  point  now  raised  is  one  purely  technical,  because  it  must  be 
assumed,  after  verdict,  and  upon  the  bill  of  exceptions,  that  the  pat- 
entee  was  the  real  inventor  of  what  he  claims;  that,  de  facto,  he  has 
not  claimed  as  new  that  which  had  been  known  before;  that  the  im- 
provement is  useful,  and  that  the  specification  is  so  full  and  clear,  and 
free  from  ambiguity,  that  any  mechanic  skilled  in  the  art  of  making 
propellers  could,  by  following  it,  construct  the  thing  patented. 

But  however  meritorious  the  invention  may  be,  yet  it  is  contended 
that  the  patent  ought  to  be  adjudged  void,  because  it  does  not  point 
out  the  difference  between  the  improved  propeller  and  all  other  pro- 
pelling-wheels previously  essayed. 
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The  object  of  pointing  out  the  old  from  the  new  is,  that  the  public 
may  be  informed  what  the  party  claims  as  his  invention,  and  may  as- 
certain if  he  claims  anything  in  common  use. 

The  law  does  not  require  that  he  should  describe  the  various  pad- 
dle-wheels then  known,  or  point  out  the  differences  between  them  and 
his  improvement.  Such  a  rule,  even  if  practicable,  would  be  too  oner- 
ous to  be  endured.  Take,  for  example,  a  patent  for  an  improvement 
upon  all  stoves  previously  essayed :  it  would  be  unreasonable  to  pre- 
scribe that  the  specification  should  describe  all  the  stoves  in  use,  or 
that  had  ever  been  essayed,  and  that  it  should  point  out  the  difference 
between  them  and  the  particular  improvement.  Such  requirement 
would  be  impracticable.  When  Emerson  applied  for  his  patent,  in 
1834,  there  were  a  very  great  number  of  paddle-Wheels  and  propellers 
known,  or  which  had  been  essayed,  many  of  which  had  been  patented 
in  this  country  and  in  England.  Now,  it  was  not  necessarv  for  him 
to  have  described  all  these  various  wheels  and  propellers.  It  is  enough 
if  he  has  specified  his  own  improvement  ;  and  if  he  has  done  so  in  an 
intelligible  form,  his  patent  is  good  on  its  face,  although,  when  tested 
by  evidence  dehors  the  patent,  it  might  appear  that  he  has  claimed 
what  was  old,  and  thus  his  patent  might  be  defeated. 

In  Ecans  v.  Eaton,  7  Wheat.,  435,  the  rule  is  thus  expressed:  "  We 
do  not  say  that  the  party  is  bound  to  describe  the  old  machine,  but 
we  are  of  opinion  that  he  ought  to  describe  what  his  own  improve- 
ment is,  and  to  limit  the  patent  to  such  improvement.  The  law  is 
sufficiently  complied  with  by  distinguishing,  in  full,  clear,  and  exact 
terms,  the  nature  and  extent  of  his  improvement  only." 

Most  of  the  authorities  cited  by  the  counsel  for  the  plaintiffs  in 
error,  under  his  fourth  point,  are  referred  to  by  Phillips,  in  his  work 
on  Patents,  and  the  rule  that  he  deduces  from  them  is  thus  stated,  at 
page  269: 

"  In  specifying  an  improvement  in  a  machine,  it  is  often  necessary 
to  describe  the  whole  machine  as  it  operates  with  the  improvement, 
in  order  to  make  the  description  intelligible,  and  enable  an  artist  to 
construct  the  machine,  as  the  inventor  is  bound  to  do  in  his  descrip- 
tion, and  which  if  he  fails  to  do  he  falls  into  the  fault  of  obscurity. 
On  the  other  hand,  if  the  whole  machine,  as  well  the  old  as  the  new 
part,  be  thus  described,  it  is  requisite  to  distinguish  what  part  the  pat- 
entee claims,  since,  if  this  does  not  satisfactorily  appear,  the  patent 
will,  as  we  have  seen,  be  void  for  ambiguity;  or,  if  the  obvious  con- 
struction is  that  he  claims  the  whole  machine  in  its  improved  state, 
the  patent  will  be  void  by  reason  of  the  patentee  claiming  too  much. 
The  mode  of  expression  generally  used  in  the  books  in  relation  to  this 
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subject  is,  that  the  specification  must  distinguish  the  old  from  the  new. 
The  only  object  of  this  distinction  is,  however,  to  specify  what  the 
patentee  claims;  and  the  mere  discrimination  of  the  new  from  the 
old  would  not  necessarily  show  this,  for  perhaps  he  does  not  claim 
all  that  is  new.  When  the  cases  say,  therefore,  that  the  specification 
must  distinguish  the  new  from  the  old,  we  must  understand  the  meau- 
ing  to  be  that  it  must  show  distinctly  what  the  patentee  claims,  the 
only  object  of  this  distinction  being  for  this  purpose.  This  doctrine 
is  illustrated  by  some  of  the  cases  already  stated,  and  it  runs  through 
them  all  wherein  this  question  arises." 

Most  of  the  patents  describe  the  improved  machine  only,  as  will  be 
seen  by  referring  to  the  specifications  in  the  Patent  Office,  and  to  the 

m 

reports  of  patent  cases. 

It  has  been,  of  late  3*ears,  the  practice  of  the  courts  of  this  country 
to  give  effect  to  patents,  if  possible,  rather  than  to  destroy  them ;  and 
to  this  end,  mere  technical  objections  are  no  longer  encouraged.  The 
rigorous  rules  of  the  English  courts,  and  of  some  of  our  earlier  cases, 
by  which  meritorious  patents  were  frequently  overturned,  have  given 
place  to  more  liberal  and  enlightened  principles. 

(The  remainder  of  the  argument  upon  this  head  is  omitted.) 

V.  The  authenticated  copy  of  the  corrected  drawing,  filed  in  the 
Patent  Office  on  the  27th  of  March,  1844,  was  correctly  admitted. 

The  original  drawing  filed  with  the  patent,  in  1844,  had  been  de- 
stroyed by  fire.  The  patentee  could  not,  of  course,  produce  the  orig- 
inal, and  he  therefore  resorted  to  the  next  best  evidence  that  the  nat- 
ure of  the  case  permitted.  This  consisted  of  a  copy,  which  the  plaint  iff 
below  offered  to  prove  to  be  an  accurate  copy  of  the  original ;  and 
this  copy,  so  offered,  was  duly  authenticated,  in  the  manner  provided 
by  the  first  and  second  sections  of  the  act  of  March  3,  1837. 

Upon  the  strictest  principles  of  the  law  of  evidence,  the  plaintiff 
below  was  entitled  to  prove  what  the  original  drawing  really  was.  The 
original  being  lost,  the  next  best  evidence  of  it  was  an  exact  copy, 
proved  to  be  accurate. 

This  proof  would  have  been  admissible  and  proper,  irrespective  of 
the  act  of  1837,  and  whether  the  copy  so  offered  was  a  record  of  the 
Patent  Office  or  not.  Suppose  the  act  of  1887  had  never  been  pass- 
ed, and  the  plaintiff  had  proved  the  destruction  of  the  original  draw- 
ing, he  might  have  prodnced  upon  the  trial  a  copy  of  it  ;  and,  after 
proof  that  it  was  a  true  copy,  he  would  have  entitled  himself  to  read 
it  in  evidence. 

But  there  can  be  no  reasonable  doubt  that  the  corrected  drawing, 
filed  on  the  27th  of  March,  1844,  was  properly  received  by  the  Patent 
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Office,  and  that  an  authenticated  copy  thereof  was  admissible  as  evi- 
dence, under  the  provisions  of  the  act  of  1837. 

That  act  was  remedial  in  its  character;  its  object  was  to  restore  the 
records,  and  to  repair  the  loss  occasioned  by  the  fire.  To  that  end, 
it  was  of  the  highest  public  importance  that  the  specifications  and 
drawings  should  be  correctly  and  accurately  restored.  To  have  re- 
ceived imperfect  or  inaccurate  copies,  would  have  increased,  and  not 
have  remedied,  the  mischief ;  and  to  assert  that  the  Patent  Office  had 
exhausted  its  power  to  restore  models  and  drawings  by  the  reception 
of  what  were  not  copies  or  true  representations  of  the  originals,  would 
be  to  give  a  construction  to  the  statute  that  would  defeat  its  object. 

The  first  section  declares:  "That  it  shall  be  the  duty  of  the  Com- 
missioner to  cause  the  copies  offered  by  the  patentee,  or  any  authen- 
ticated copy  of  the  original  record,  specification,  or  drawing  which  he 
may  obtain,  to  be  transcribed,"  &c.  It  is  not  only  within  the  powers 
of  the  department  to  receive  corrected  drawings  or  models  in  place 
of  those  that  prove  to  be  inaccurate  or  imperfect,  but  it  is  the  duty  of 
the  Commissioner  to  obtain  exact  substitutes  for  the  originals,  if  pos- 
sible ;  and  if  those  already  filed  are  shown  to  be  erroneous,  imperfect, 
or  untrue  delineations  of  the  originals,  it  is  the  duty  of  the  Commis- 
sioner to  replace  them  with  corrected  copies.  In  this  way  only  can 
the  objects  of  the  act  be  accomplished.  To  deny  this  power  would 
be  to  perpetuate  errors. 

VL  The  court  below  properly  refused  to  charge  the  jury  that  the 
defendants  were  not  entitled  to  a  verdict,  if  they  were  satisfied  that 
no  propelling-wheels  were  made  between  the  27th  of  March,  1844, 
and  the  commencement  of  the  suit. 

The  defendants  excepted  to  the  charge  so  far  only  as  it  did  not 
adopt  the  prayer  insisted  on  by  them. 

The  prayer  upon  this  point  insists  that  the  defendants  were  entitled 
to  a  verdict,  if  no  wheels  were  made  by  them  after  the  27th  of  March, 
1844,  no  matter  how  often  they  had  infringed  the  plaintiff's  patent 
prior  to  that  date.  It  assumes  that  all  persons  may,'  with  impunity, 
infringe  upon  all  or  any  patents  intermediate  between  the  destruction 
by  fire  of  the  records  of  the  Patent  Office,  and  the  complete  restora- 
tion of  them  under  the  act  of  1837.  If  the  principle  contended  for 
be  sound,  then  the  patentee  has  no  remedy  for  willful  and  deliberate 
violations  of  his  patent,  committed  intermediate  the  destruction  of 
the  records  of  the  Patent  Office  and  the  complete  restoration  of  them, 
no  matter  how  public  and  notorious  the  patent  may  have  become,  and 
no  matter  how  extensively  the  patent  may  have  been  published  and 
circulated  in  works  of  art  or  otherwise. 
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This  principle  cannot  be  sound,  and  the  defendants'  prayer  and  ex- 
ception raise  no  other  question.  The  prayer  assumes  the  broad  ground 
that  there  is  no  liability  for  infringements  committed  prior  to  the  res- 
toration, not  only  of  the  patent  itself,  but  of  the  drawings,  and  that 
the  patentee  is  not  entitled  even  to  nominal  damages. 

The  patent,  in  the  present  case,  had  been  restored  and  recorded 
anew  long  before  the  27th  of  March,  1844,  namely,  in  the  year  1841 ; 
the  recorded  copy  of  the  specification  and  claim  was  correct,  and  dis- 
closed the  patentee's  right ;  and  yet  the  court  was  asked,  in  effect,  to 
charge  the  jury  that  infringements  might  be  perpetrated  with  impun- 
ity at  any  time  after  the  lire,  and  at  any  time  after  the  recording  anew 
of  the  letters  and  schedule,  until  the  27th  of  March,  1844.  The  letters 
patent  were  published  in  the  Franklin  Journal  in  1834,  were  filed 
anew  in  1841,  and  of  themselves  were  sufficient  to  protect  the  pat- 
entee, even  if  the  restoration  of  the  drawing  had  been  imperfect. 

The  views  of  the  learned  judge  in  his  charge  need  no  illustration ; 
he  charged  the  jury  as  favorably  for  the  defendants  as  they  had  a  right 
to  request. 

The  complaint  of  the  counsel  for  the  plaintiffs  in  error,  that  the  court 
left  the  question  of  unreasonable  delay,  on  the  part  of  the  patentee, 
in  taking  measures  to  restore  his  records,  to  the  jury,  is  not  properly 
urged  upon  the  present  writ  of  error,  because — 

1.  It  is  not  one  of  the  five  points  that  the  court  below  allowed  to 
be  raised. 

2.  That  part  of  the  charge  was  not  excepted  to  at  the  trial,  and,  on 
the  contrary,  the  exception  was  limited  to  the  point  taken  in  the  de- 
fendants' prayers. 

3.  Even  if  this  point  were  properly  before  the  court,  it  is  clear  that 
the  question,  whether  the  patentee  had  been  guilty  of  unreasonable 
delay  and  neglect  in  restoring  the  records,  was  a  question  of  fact  upon 
the  evidence  then  before  the  court. 

It  was  a  question  of  fact,  submitted  to  the  jury  for  the  benefit  of 
the  defendants  below ;  for  if  there  had  been  such  neglect  or  delay, 
the  court  instructed  the  jury,  that,  if  the  defendants  had  innocently 
made  the  patented  article,  it  would  be  a  fair  ground  for  a  mitigation 
of  the  rule  of  damages,  if  not  for  the  withholding  them  altogether. 

The  charge  was  as  favorable  to  the  defendants  as  the  law  and  the 
evidence  would  permit. 

John  0.  Sargent,  for  the  plaintiffs  in  error y  in  reply  and  conclusion. 
It  is  objected  to  the  first  point  raised  by  the  counsel  for  the  plain- 
tiffs in  error,  that  it  is  not  properly  presented  to  the  court,  though  it 
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is  admitted  to  arise  upon  the  record.  The  argument  is,  that  the  court 
below  intended  to  restrict  the  plaintiffs  to  the  consideration  of  certain 
specified  questions.  Trne  it  is,  that  the  court  struck  out  from  the  bill 
of  exception  several  points  on  which  the  plaintiffs  relied ;  but  the  ol>- 
ject  of  the  court  in  so  doing  is  misapprehended.  It  was  the  purpose 
of  the  court  merely  to  disembarrass  and  relieve  the  record  of  objec- 
tions which  they  considered  ill-taken,  and  the  discussion  of  which  they 
deemed  unnecessary.  That,  besides  this  limitation,  of  which  the  plain- 
tiffs have  not  complained,  it  was  the  intention  of  the  court  to  cut  them 
off  from  their  right  of  dealing  with  this  record  according  to  law,  is  not 
to  be  presumed  or  implied.  No  doubt  whatever  is  entertained  by  the 
counsel  for  the  plaintiffs  that  the  objection  is  well  raised  on  the  rec- 
ord, and  that  it  is  fatal  to  the  defendant's  claim. 

L  The  point  made  is,  that  the  defendant  in  error  has  no  patent  for 
an  improved  spiral  paddle-wheel. 

The  learned  counsel  for  the  defendant  is  mistaken  in  supposing 
that  the  argument  of  plaintiffs'  counsel  proceeds  upon  the  idea  that 
the  letters  patent  and  the  specification  are  not  parts  of  the  same  in- 
strument. The  specification  forms  a  part  of  the  patent,  and  they  arc 
to  be  construed  together,  but  construed  with  reference  to  the  funda- 
mental principle  of  interpretation:  quoties  in  verbis  nulla  amhiguitm,  ibi 
nulla  expositio  contra  verba  fienda  est — or,  as  it  is  sometimes  laid  down 
in  the  books,  "No  construction  shall  be  made  contrary  to  the  very 
express  words  of  a  grant." 

In  construing  this  instrument,  we  must  look  to  the  situation  of  the 
parties,  and  the  mode  in  which  it  was  prepared.  The  formal  letters 
patent  speak  the  language  of  both  parties.  In  the  instrument  of 
grant,  there  is  nothing  equivocal  or  ambiguous.  It  is  not  capable  of 
being  misunderstood.  No  ingenuity  can  extort  a  double  meaning 
from  it  Mr.  Emerson  made  oath  that  he  was  the  inventor  of  an 
improvement  in  the  steam-engine ;  solicited  a  patent  for  said  improve- 
ment; received  a  patent,  reciting  the  exclusive  privileges  vested  in 
him  in  said  improvement,  and  making  the  description  of  said  im- 
provement contained  in  the  schedule  annexed  a  part  of  his  patent. 
All  this  must  be  taken  as  absolute  truth.  The  patentee  claiming 
under  this  instrument  is  bound  by  its  recitals,  and  estopped  from 
denying  anything  that  it  alleges.  The  letters  patent,  in  fact,  are  the 
joint  production  of  the  grantor  and  grantee.  The  Secretary  of  State 
adopted  the  description  of  his  improvement  which  the  grantee  fur- 
nished in  his  petition.  The  entitling  of  the  schedule  is  debatable 
ground.  This  may  have  been  the  work  of  the  grantee  alone,  or  of  a 
clerk  in  the  department.    In  either  event,  it  indicates  the  intention 
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of  the  parties,  and,  as  if  to  exclude  the  possibility  of  the  grantee's 
taking  an  exclusive  privilege  to  any  other  thing  than  that  contem- 
plated and  expressed  in  the  patent,  the  heading  or  title  of  the  schedule 
recites,  in  effect,  that  said  schedule  is  made  a  part  of  the  patent,  so  far 
as  it  contains  a  description  of  the  improvement  in  the  steam-engine, 
and  no  farther. 

The  language  of  the  parties  indicates  plainly  enough  what  was  in- 
tended to  be  granted,  and  what  was  actually  granted.  Then  comes 
the  descriptive  part  of  the  schedule,  or  the  specification,  in  the  words 
of  the  grantee  alone.  This  contains  a  particular  description  of  the 
improvement  in  the  steam-engine  secured  by  the  patent.  It  then 
describes  an  application  of  this  improved  engine  to  turn  the  capstan 
on  the  deck  of  a  vessel ;  and  an  improved  spiral  paddle-wheel,  alleged 
to  differ  materially  from  those  previously  essayed.  Now,  the  ground 
taken  by  the  counsel  who  opened  this  case  is  simply  this — that  Mr. 
Emerson  cannot,  by"  the  introduction  of  new  matters  in  his  specifica- 
tion, make  his  patent  operate  as  a  grant  for  the  improvement  men- 
tioned in  his  petition,  oath,  and  letters ;  and  also  as  a  patent  for  other 
things  not  mentioned  in  such  petition,  oath,  and  letters.  It  is  respect- 
fully submitted  that  such  is  clearly  the  law. 

It  is  presumed  that  there  is  no  difficulty  in  the  court's  taking  judi- 
cial notice  of  anything  involved  in  the  construction  of  a  patent,  which 
a  judge  at  nisi  prius  would  know  without  the  aid  of  a  jury.  If  this 
view  is  correct,  the  court  will  know  that  an  improved  steam-engine 
is  not  au  improved  paddle-wheel,  and  was  not  at  the  time  this  patent 
was  issued.  This  being  so,  the  improved  spiral  paddle-wheel  is  not 
only  not  in  terms  included  in  this  patent,  but  is,  by  legal  implication, 
as  absolutely  excluded  from  the  patent  as  if  it  were  excluded  in  ex- 
press terms.  In  the  fair,  natural,  obvious  interpretation  of  this  grant, 
collecting  its  meaning  from  the  terms  used  in  it,  understood  in  their 
plain,  ordinary,  and  popular  sense,  the  improved  steam-engine  is  the 
subject,  and  the  sole  subject,  of  Mr.  Emerson's  patent.  Apply  these 
principles  which,  in  the  language  of  a  learned  and  eminent  judge, 
furnish  a  "  rule  of  construction  which  applies  to  all  instruments,"  and 
they  establish  beyond  a  question  that  Mr.  Emerson  has  no  grant  for 
an  exclusive  privilege  in  a  spiral  paddle-wheel. 

And,  first,  because  the  force  of  the  schedule  is  thus  restrained  in 
express  terms  by  the  patent,  and  these  terms  are  the  language  of  both 
parties.  Again,  because  the  language  of  the  schedule  is  throughout 
the  language  of  the  grantee  alone,  and  biuds  the  grantor  only  so  far 
as  it  has  been  expressly,  or  by  necessary  implication,  adopted  by  him. 
Now,  the  duty  of  the  Secretary  of  State,  uuder  the  act  of  1793,  was 
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purely  ministerial.  lie  took  no  Buch  judicial  cognizance  of  specifi- 
cations as  is  now  rigidly  exercised  by  the  Commissioner  of  Patents. 
The  grantee  might  have  included  many  distinct  machines  in  his  sched- 
ule, and  the  Secretary  of  State  was  not  called  upon  to  notice  the  fact, 
did  not  notice  it,  and  could  not  have  prevented  it.  The  patent  was 
within  his  control,  and  the  schedule  bo  far  as  it  was  made  a  part  of 
the  patent,  but  not  otherwise.  He  could  so  far  restrict  it  as  to  limit 
its  effect  to  the  description  of  the  thing  patented,  and  to  that  extent 
he  did  in  fact,  in  express  terms,  limit  it.  Beyond  this  he  had  no 
jurisdiction.  The  samo  is  true  of  the  Attorney-General.  It  was  his 
duty  merely  to  see  that  the  patent  purported  to  embrace  but  one  im- 
provement, and  that  the  specification  was  signed  by  the  patentee,  and 
attested  by  two  witnesses.  Ilis  duty  was  then  discharged,  and  he 
certified  to  the-  patent's  being  coraformable  to  law.  Now,  is  it  not 
against  reason,  and  therefore  against  law,  to  say  that  such  a  schedule, 
made  by  the  grantee  alone,  and  not  examined  by  the  grantor,  is,  in 
any  other  respect,  and  to  any  greater  extent,  operative  in  conferring 
exclusive  privileges,  than  it  is  made  so  by  the  mutual  assent  of  the 
parties,  expressed  in  their  common  and  joint  language  in  the  patent 
itself?  Can  such  recklessness  and  improvidence  in  the  issue  of  its 
grants,  as  a  different  construction  would  establish,  be  attributed  to  any 
government  ?  If  the  schedule  had  contained  the  specification  of  a 
spiral  paddle-wheel  alone,  would  it  have  been  patented  under  the 
terms  of  this  grant?  Would  the  patentee  in  that  case  have  complied 
with  that  provision  of  the  statute  of  1798,  which  required  him  to 
"recite"  his  invention  in  his  petition?  Would  his  oath  to  the  in- 
vention of  an  improved  steam-engine  then  have  covered  the  inven- 
tion of  a  spiral  paddle-wheel?  And  if  not  in  that  ease,  why  in  this? 
Does  the  mere  fact  of  describing  the  improved  steam-engine  in  the 
wrbedulo,  incorporate  in  this  patent  an  improved  paddle-wheel,  which 
would  not  have  been  incorporated  if  the  improved  steam-engine  had 
been  omitted  altogether?  If  such  is  the  construction  to  be  put  upon 
these  instruments,  the  Secretary  might  ax  well  have  lamed  his  letters 
latent  in  blank,  aud  suffered  individuals  to  fill  them  up  at  their  pleas- 
ure. The  petition,  the  oath,  the  description,  the  grant,  the  Signing  by 
the  Secretary  and  President,  the  reference  to  the  Attorney-General, 
were  all  superfluous.  But,  say  the  counsel  for  the  defendant  in  error, 
the  schedule  is  a  part  of  the  patent;  and  if  the  schedule  contains  a 
description  and  claim  of  a  machine,  that  machine  becomes  the  subject 
<»l  the  exclusive  privileges  granted  by  the  patent,  just  as  much  as  if 
the  inventor  had  petitioned  for.  sworn  to,  paid  for,  and  received  a 
patent  for  the  same.    This  understanding  of  the  matter  would  have 
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been  a  very  convenient  one  for  a  patentee  under  the  law  of  1793, 
because  it  would  have  enabled  him  to  include  in  his  letters  the  in- 
ventions of  others,  without  incurring  the  penalties  of  perjury,  and  as 
many  of  them  as  he  pleased,  at  the  expense  of  a  single  fee.  With  all 
deference,  but  with  all  confidence,  it  is  repeated,  that  the  schedule  is 
so  far  a  part  of  the  patent  as  it  contains  a  description  of  the  thing 
patented,  and  no  farther.  It  is  the  description  of  the  improvement 
patented  contained  in  the  schedule,  which  is  the  specification  that 
forms  a  part  of  the  patent.  It  is  in  this  view  that  the  language  of 
the  court  is  to  be  applied,  when  they  say  that  the  specification  is  a 
part  of  the  patent,  and  that  the  whole  is  to  be  taken  together,  and 
construed  as  one  instrument.  As  a  general  thing,  under  the  law  of 
1793,  the  schedule  contained  only  such  a  specification.  In  contem- 
plation of  law,  it  never  can  contain  any  other.  If  it  contains  anything 
more,  the  excess  is  surplusage.  If  it  does  not  vacate  the  patent,  it  is 
at  least  inoperative; — it  cannot  enlarge  the  grant. 

On  the  English  case3,  there  would  be  no  doubt  on  this  point.  For 
the  non-conformity  between  the  title  in  the  patent  and  the  descrip- 
tion in  the  specification,  the  patent  would  be  declared  void  on  two 
grounds :  1st.  For  the  false  suggestion  in  the  petition.  2d.  For  the 
claim  in  the  specification  of  an  improvement  not  within  the  true 
meaning  and  extent  of  the  grant. 

Either  of  these  objections  would  render  a  patent  in  England  abso- 
lutely void:  1st.  Because  the  crown  has  been  deceived.  2d.  Because 
the  inaccurate  title  is  calculated  to  deceive  the  public. 

These  consequences  flow,  not  from  any  special  provision  in  the 
English  patents  or  statutes,  but  from  principles  of  the  common  law 
applicable  to  all  public  grants.  These  principles  apply  with  equal 
force  to  public  grants  of  the  United  States,  unless  there  is  some  pro- 
vision in  our  patents  as  issued,  or  in  our  statutes  on  this  subject,  ren- 
dering them  inapplicable.  It  is  submitted,  with  all  deference,  that 
no  such  provision  can  be  found,  and  that  the  reasons  for  sustaining 
them  in  their  full  effect  are  stronger  under  the  system  established  by 
our  act  of  1793,  than  under  the  English  system. 

(The  remainder  of  the  argument  upon  this  head  is  omitted.) 

II.  It  is  again  objected,  by  the  counsel  for  the  defendant  in  error, 
that  there  is  nothing  in  the  exception  to  the  ruling  of  the  court  in 
regard  to  the  insertion  of  several  claims  for  distinct  and  separate 
machines  in  the  specification. 

The  case  of  the  defendant  is  obviously  very  much  distressed  by  this 
point,  and  his  counsel  protest  strongly  that  the  inventions  described 
exhibit  a  "  mechanical  unity,"  being  all  a  means  of  propelling  vessels. 
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To  maintain  this  proposition,  they  resort  to  a  very  extraordinary  me- 
chanical discussion,  to  show  that,  hy  means  of  the  capstan,  without  re- 
gard to  the  motive  power  of  the  engine,  they  could  propel  a  vessel. 
If  this  be  so,  and  the  counsel  should  present  their  argument  to  the 
Commissioner  of  Patents  in  the  shape  of  a  specification,  they  might 
readily  obtain  a  patent  for  it,  if  a  new  and  useful  invention.  They 
think,  if  a  vessel  with  Mr.  Emerson's  machinery  ou  board  should  be 
becalmed,  without  fuel,  that,  by  applying  "the  motive  power"  by 
manning  the  capstan,  motion  would  thereby  be  communicated  to  the 
propeller.  The  answer  to  this  is,  that  no  such  application  is  contem- 
plated by  the  patentee ;  and  to  arrive  at  it,  the  learned  counsel  is  com- 
pelled to  sever  and  destroy  his  mechanical  unity,  by  leaving  the  steam- 
engine  useless  for  the  want  of  fuel. 

The  question  is  now,  for  the  fir^  time,  distinctly  presented  to  this 
tribunal,  and  the  doctriue  on  this  subject  is  to  be  settled  by  the  judg- 
ment of  the  court  in  this  case.  It  is  a  question  of  no  inconsiderable 
public  importance,  and  it  is  desirable  that  it  should  be  adjudicated  on 
plain  and  substantial  grounds.  All  inventions  are  supposed  to  conduce 
more  or  less  to  one  common  object,  ^o  wit,  the  benefit  of  the  public. 
This  common  purpose  is  probably  too  remote  to  sustain  the  introduc- 
tion of  all  manner  of  inventions  into  the  same  patent;  but,  for  all 
practical  purposes,  it  is  precisely  as  proximate  and  teuable  as  the 
common  purpose  claimed  for  the  patentee  in  this  case. 

It  is  most  humbly  submitted,  that  the  doctrine  of  this  court,  as  sug- 
gested in  Evans  v.  Eaton,  is  the  true  doctrine  on  this  subject :  "  On 
the  general  Patent  Law,  a  doubt  might  well  arise  whether  improve- 
ments on  different  machines  could  regularly  be  comprehended  in  the 
same  patent,  so  as  to  give  a  right  to  the  exclusive  use  of  the  several 
machines  separately,  as  well  as  a  right  to  the  exclusive  use  of  those 
machines  hi  combination."  This  language  obviously  contemplates  a 
case  in  which  the  machines  patented  might  be  used  in  combination; 
and  the  whole  force  of  Mr.  Justice  Marshall's  very  sound  and  preg- 
nant suggestion  is  destroyed  the  moment  the  converse  of  the  proposi- 
tion is  established,  namely,  that  when  machines  are  capable  of  being 
used  in  combination,  then  any  number  of  them  may  be  united  in  the 
same  patent.  The  language  of  the  court  in  the  case  cited  applies 
only  to  the  case  where  the  machines  in  question  are  capable  of  acting 
together.  Withdraw  "such  cases  from  the  operation  of  the  principle 
propounded  by  the  court,  and  there  is  an  end  of  it.  Aud  yet  this 
doctrine,  as  laid  down  by  the  court  in  that  case,  is  daily  acted  upon 
by  the  Patent  Office,  under  the  act  of  1836;  and  if  it  is  materially 
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shaken  or  qualified,  the  revenues  of  the  department  will  he  very 
seriously  diminished. 

The  suggestions  in  Evans  v.  Eaton,  on  this  point,  were  mnchconsid- 
ored  in  Barrett  v.  HaU^and  it  may  he  said  thut  no  cases  on  record 
preseut  nunc  masterly  expositions  of  the  principles  of  patent  law 
which  they  discuss.  Wydh  v.  Stow  stands  on  the  extreme  verge  of 
sound  principle;  but  there  the  two  instruments  were  in  fact  hot  j>art 
of  one  and  tin-  same  machine.  Tin-  Instruments  contemplated  in  dial 
case  formed  a  compound  machine  for  cutting  ice.  Tljey  were,  in  fact. 
l>Ul  parts  of  OdC  ami  tin-  same  instrument.  Two  things  cannot  He 
readily  imagined  mure  absolutely  distinct  and  separate  instrument?, 
than  a  steam-engine  and  a  paddle-wheel.  A  steam-engine  is  employ- 
ed to  give  motion  to  every  manner  of  machinery.  A  paddle-wheel 
may  be  turned  by  horee-powcr,  or%nan-power,  or  windmill-{)ower,  as 
well  as  by  u  steam-engine.  Here,  the  engine  is  the  motive  power; 
the  wheel  is  (lie  tiling  moved.  The  engine  might  be  well  employed 
to  move  anything  else  j  the  wheel  might  well  be  put  in  action  by  any 
other  motive  power.  They  are  as  distinct  and  separate  as  cause  and 
effect,  and  cannot  he  united  in* one  patent,  exeept  upon  principles 
that  wonld  entirely  nullify  the  rule  of  law  laid  down  in  Emu*  v. 
Eaton  and  Barrt "  v.  Hall,  and  admit  of  the  introduction  in  the  same 
patent  of  entirely  distinct  and  separate  machines. 

It  is  suggested  that  a  different  doctrine  from  that  contended  for 
by  the  plaintitls  prevails  in  England.  We  have  cited  no  English 
authorities  on  this  point.  It  arises  on  our  own  statutes,  and  is  so 
rested  by  Mr.  Justice  Marshall. 

There  is  no  hardship  in  the  rule  contended  for.  In  no  other  way 
can  the  Bubjcct-tuutter  of  an  invention  be  distinctly  brought  out,* 
as  to  warn  the  public  against  undesigned  infringements.  If  several 
machines  can  be  mixed  up  in  one  specification, and  several  improve- 
ments on  each,  and  then  patented  in  the  name  of  one  of  those  ma- 
chines, it  is  respectfully,  but  earnestly,  insisted, that  the  Patent  Office 
cannot  fail  to  become  tin'  source  of  more  oppression  and  outrage  than 
will  be  long  tolerated  by  a  people  who  are  masters  of  their  own  insti- 
tutions. Under  such  an  understanding  of  the  Taw,  letters  patent  will 
be  regarded  by  the  public  as  mere  cbartcrs  of  iniquity,  and  the  whole 
system  must  be  swept  away.  It  must  lie  as  impracticable  to  sustain 
such  an  institution  in  (he  United  States  as  it  would  bo  to  establish  the 
Inquisition  here,  or  vest  in  the  government  those  odious  prerogatives 
III,-  abuse  of  which  led  to  the  English  statute  of  monopolies. 

II  is  iuo>t  humbly  submitted,  then.  that,  on  the  authorities  and  on 
the  reason  of  the  case,  there  was  error  in  the  charge  of  his  honor  the 
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circuit  judge,  that  "the  objection  that  the  patent  embraces  several 
distinct  discoveries  is  untenable." 

IH.  Counsel  for  the  defendant  in  error  cannot  perceive  by  what 
course  of  argument  this  "patent"  can  be  shown  to  be  too  broad  upon 
its  face.  We  are  embarrassed  somewhat  in  reasoning  upon  this  case, 
because  it  is  an  anomaly.  This  is  the  first  attempt  on  record  to  sus- 
tain a  grant  of  an  exclusive  privilege  by  virtue  of  letters  patent  which 
contain  no  allusion  whatever  to  the  alleged  subject-matter  of  the 
privilege  which  is  set  up  under  them.  We  repeat,  and  to  this  point 
pray  the  special  attention  of  the  court,  that,  among  the  many  hundred 
patent  cases  that  have  been  adjudicated  in  this  country  and  in  Eng- 
land, not  one  such  case  is  reported.  In  discussing  analogies,  there- 
fore, we  must  waive  for  the  time  the  great  difference  between  this 
and  all  other  cases,  arising  from  the  fact  that  the  patent  before  us 
.contains  no  grant  of  an  exclusive  privilege  in  a  spiral  paddle-wheel. 

Plaintiffs'  counsel  do  not  allege,  therefore,  that  this  patent  is  too 
broad  upon  its  face.  It  is  as  broad  upon  its  face  as  the  law  will  allow. 
It  is  broad  enough  to  cover  an  improved  steam-engine,  and  no  more 
broad.  It  is  made  void  hy  attempting  to  include  more  in  the  speci- 
fication than  is  included  in  the  grant,  and  more  in  the  claim  than  is  , 
shown  to  be  of  the  patentee's  invention.  The  objection  of  plaintiffs' 
counsel  is,  that  the  claim  is  broader  than  the  invention. 

The  claim  is  for  the  entire  spiral  paddle-wheel,  constructed  and 
operating  as  set  forth ;  and,  more  than  that,  it  is  for  such  a  machine, 
"not  confined  to  precise  forms  or  dimensions,  but  varied  as  experi- 
ence or  convenience  may  dictate ;  whilst  the  principle  of  action  re- 
mains unchanged,  and  similar  results  are  produced  by  similar  means." 

Here  is  a  claim  for  the  entire  wheel,  to  be  varied  as  the  inventor 
may  see  fit  to  vary  it,  and  for  every  other  wheel  operating  on  the 
same  principle,  and  producing  similar  results  by  similar  means.  It 
is  a  claim,  as  broad  and  distinct  as  language  can  make  it,  for  the 
spiral  propelling-wheel,  and  every  part  of  it,  and  for  liberty  to  vary 
it  in  form  as  the  inventor  pleases,  as  long  as  a  similar  result,  to  wit, 
the  propulsion  of  vessels,  is  produced  by  similar  means,  to  wit,  by 
a  spiral  wheel.  The  result  contemplated  is  propulsion ;  the  means  or 
instrument  is  a  spiral  wheel,  of  such  form  as  experience  or  conveni- 
ence may  induce  the  inventor  to  make,  without  changing  the  princi- 
ple of  action.  Such  is  the  claim ;  and  if  the  claim  is  a  valid  one,  no 
man  can  effect  the  propulsion  of  a  vessel  on  the  principle  of  action 
contemplated  by  a  spiral  wheel,  without  invading  Mr.  Emerson's 
claim. 

But,  while  such  is  the  claim  with  which  Mr.  Emerson  arms  himself, 
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and  goes  out  among  men,  as  Lord  Kenyon  expressed  himself  in  a 
similar  case,  "  hanging  terrors  over  the  unlearned,"  when  we  come  to 
examine  the  specification  of  his  wheel,  we  find  an  implied  acknowl- 
edgment that  it  is  only  an  improvement,  and  merely  an  implied  ac- 
knowledgment. He  speaks  of  an  "  improved  spiral  paddle-wheel," 
leaving  the  unavoidable  inference  that  he  has  improved  the  ordiuary 
paddle-wheel  by  making  it  spiral,  and  that  the  spiral  features— or,  as 
he  subsequently  describes  it,  his  spiral  trough — is  the  only  material 
part  of  his  improvement. 

Here  is  the  old  defect,  that  has  been  decided  over  and  over  again 
to  be  fatal — the  invention  of  an  improvement,  and  the  claim  of  the 
whole  machine.  No  ingenuity  can  withdraw  this  case  from  that  large 
class  of  cases  in  which  the  rule  we  contend  for  has  been  laid  down 
with  a  distinctness  that  cannot  be  mistaken,  and  applied  with  a  wise, 
uniform,  and  unrelenting  firmness.  The  courts  say  that  no  man  shall 
give  that  false  color  to  his  claim  which  may  enable  him  to  "  hang 
terrors  over  the  unlearned."  The  case  before  the  court  is  Jcssop's 
case,  where  the  patent  was  for  the  whole  watch,  and  the  invention 
of  a  particular  movement.  It  is  the  case  presented  in  Williams  v. 
Brodic,  where  the  invention  was  au  improvement  on  a  stove,  and  the 
patent  for  the  whole  stove.  It  runs  on  all-fours  with  Cross  v.  Huntley, 
where  the  invention  was  of  an  improvement  in  the  washing-machine, 
and  the  claim  was  for  the  whole  machine ;  where  the  court  did  not 
hesitate,  in  an  action  where  the  patent  came  up  collaterally,  to  declare 
it  void.  It  Is  Bovill  v.  Moore,  where  the  patent  for  an  improvement 
on  a  lace-machine  was  held  void,  because  the  claim  was  for  the  whole 
machine,  though  a  considerable  part  of  it  had  been  long  in  use. 

There  is  no  matter  of  fact  to  be  found,  in  order  to  bring  out  this 
defect,  that  the  law  may  be  applied  to  it  It  lies  on  the  face  of  the 
specification.  Jessop,  Williams,  Cross,  and  Bovill  showed  that  they 
had  invented  improvements,  and  claimed  the  entire  machines.  Em- 
erson suggests  that  he  has  invented  an  improvement,  and  claims  the 
entire  machine.  Where  is  the  difference?  What  subtilty  can  dis- 
tinguish between  these  cases?  And  why  should  we  seek  to  establish 
thin,  fine,  and  subtle  distinctions,  in  a  case  where  the  policy  of  the 
law  is  so  plain,  obvious,  and  honest,  and  where  the  great  end  to  be 
attained  is  to  prevent  patentees  from  "  hanging  terrors  over  the  un- 
learned "  ? 

These  cases,  it  may  be  said,  are  not  binding  authorities  upon  this 
court.  They  are  not  so  cited.  No  weight  is  claimed  for  them  beyond 
that  which  they  derive  from  their  intrinsic  good  sense  and  sound  rea- 
son.   Their  authority,  as  well-considered  decisions,  has  never  been 
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judicially  disturbed  or  questioned.  But  there  is  a  case  of  controlling 
authority,  (that  of  Evans  v.  Eaton,)  sustaining  the  doctrine  for  which 
we  contend,  to  its  full  extent.  To  this  case  I  shall  have  occasion 
again  to  refer,  in  considering  the  fourth  head  of  the  argument  of  the 
learned  counsel  for  the  defendant,  to  which  I  now  pass. 

IV.  The  fourth  point  discussed  by  the  learned  counsel  for  the  de- 
fendant touches  the  second  prayer  made  to  the  court  below. 

Plaintiffs  contend  that  Mr.  Emerson's  specification  does  not  define 
with  precision  the  nature  and  extent  of  the  alleged  improvement  in 
the  spiral  paddle-wheel,  but  describes  the  whole  machine,  and  claims 
the  whole  as  improved,  without  distinguishing  the  new  from  the  old. 
A  patent  with  such  a  specification  cannot  be  supported.  This  doc- 
trine rests  so  firmly  on  the  authoritative  decision  of  this  court,  that  it 
may  well  be  left  to  authority.  We  shall,  therefore,  merely  allude  to 
the  obvious  reason  for  it,  which  is,  to  limit  the  exclusive  privilege  to 
the  actual  improvement,  and  disarm  the  patentee  of  the  power  of 
"hanging  terrors  over  the  unlearned,"  and  practicing  upon  the  fears 
and  credulity  of  the  public,  by  "  pretending  that  his  invention  is  more 
than  what  it  really  is,  or  different  from  its  ostensible  objects."  If  a 
patentee  can  mix  up  a  single  undefined  improvement  in  details  of  the 
construction  and  operation  of  an  old  machine,  and  then  claim  the 
whole  machine  constructed  and  operating  in  the  manner  set  forth, 
then  a  patent,  instead  of  being  merely  the  reward  of  meritorious 
invention,  is  a  device  to  encourage  litigation,  extortion,  and  fraud. 
Such  a  patent  shifts  its  grounds  at  every  trial,  changes  its  color  ac- 
cording to  the  aspect  in  which  it  is  presented  or  met,  and  adapts  itself 
with  a  fatal  elasticity  to  the  length  and  breadth  of  the  evidence  which 
happens  to  be  applied  to  it. 

(The  remainder  of  the  argument  upon  this  head  is  omitted.) 

V.  Now,  with  regard  to  the  drawings.  It  appears  from  the  record, 
(p.  10,)  that  two  drawings  were  filed  by  Mr.  Emerson  in  the  Patent 
Office,  under  the  act  of  1837:  one  as  early  as  1841,  which  was  re-filed, 
with  the  plaintiffs  oath  to  its  correctness,  on  the  12th  of  February, 
1844,  and  the  other,  with  the  same  oath,  on  the  27th  of  March,  1844. 
The  second  drawing  was  the  one  produced  and  relied  on  by  the  plain- 
tiff below  as  constituting,  with  the  letters  patent,  that  certified  copy  of 
the  renewed  record  in  the  Patent  Office  which  the  second  section  of 
the  act  last  cited  makes  the  only  proof  of  the  alleged  patent  admissi- 
ble in  any  judicial  court  of  the  United  States. 

The  learned  counsel  for  the  defendant  in  error  suggest,  that,  after 
the  original  drawing  was  destroyed  by  fire,  the  next  best  evidence  of 
it  was  an  accurate  copy  of  it,  offered  to  be  proved  such.    It  is  submit- 
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ted,  with  great  deference,  that  a  drawing  of  Mr.  Emerson's  paddle- 
wheel,  filed  in  March  to  lay  the  foundation  of  a  suit  in  April,  was  not 
tho  next  best  evidence  of  the  alleged  original,  for  the  reason  that  there 
was  another  drawmg,  pre  viously  filed  and  sworn  to,  which  was  some- 
thing  more  than  next  best  evidence  of  the  lost  original,  being  made 
by  statute  absolutely  tho  only  evidence  of  it  that  could  be  received  in 
any  judicial  court  in  the  United  States.  It  might,  indeed,  be  well  con- 
tended, that  the  first-filed  drawing  did  not  at  all  partake  of  the  charac- 
ter of  secondary  evidence.  It  became,  by  force  of  the  statute,  to  all 
legal  intent,  the  origiual  drawing.  It  tilled  the  place  of  the  original 
drawing  on  the  record,  being  verified  by  the  same  oath,  vesting  tlie 
same  rights,  construed  in  the  same  way  as  part  of  the  specification, 
and  conclusive  proof  of  all  thai  it  purported  to  prove,  until  it  should 
he  rebutted.  The  U  tters  patent  and  first  drawing  tiled  by  Mr.  Em- 
erson, under  the  first  section  of  the  act  of  1^37,  became,  by  virtue 
of  the  second  section,  so  far  as  the  patentee  w;is  concerned,  priiuarr 
evidence.  It  was  open  to  observation  and  impeachment  to  all  the 
rest  of  the  world;  but.  by  operation  of  the  statute,  in  connection  with 
well-established  principles  of  law,  it  was  at  all  events  conclusive  upon 
the  patentee.  The  drawing,  therefore,  filed  on  tho  27th  of  March, 
1844,  was  in  law  the  u  next  best"  evidence  of  Mr.  Emerson's  original 
drawing,  because  there  was  a  prior  drawing  filed  on  the  12th  of  Feb- 
ruary, which  the  statute  had  expressly  declared  to  be  the  legal  orig- 
inal, at  least  for  all  purposes  of  litigation. 

(The  remainder  of  the  argument  upon  tins  head  is  omitted.) 

VI.  On  the  question  of  damages,  counsel  for  the  defendant  insist 
that  there  was  no  error  in  the  charge  of  the  learned  judge,  that  "the 
damages  were  not  necessarily  confined  to  the  making  of  the  wheel* 
between  March,  1844,  when  the  drawings  were  restored  to  the  Patent 
Olliee.  and  the  bringing  of  the  suit."  Such  a  limitation  was  prared 
below,  and.  as  it  was  supposed,  on  well-established  principles  of  law 
and  equity.  It  h  again  pressed,  with  all  deference,  but  with  perfect 
conviction,  thai  the  refusal  of  the  prayer  was  error,  for  which  the 
judgment  under  consideration  ought  to  be  reversed. 

The  Patent  Act  contemplates  that  everything  to  bo  done  by  an  in- 
ventor, with  respect  to  his  specification  and  drawings,  is  to  be  done 
before  the  patent  is-nes.  There  is  no  such  thing  as  correcting  the 
record  of  a  specification  or  drawing  by  men'  substitution  of  some 
other  specification  or  drawing.  After  the  patent  issues,  the  patentee 
cannot,  by  merely  depositing  a  new  drawing,  on  any  plea  whatever, 
make  it  u  part  of  his  patent,  or  any  evidence  whatever  of  his  inven- 
tion, as  originally  patented,  so  as  to  cover  cases  of  alleged  infringe- 
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ment  prior  to  such  change  in  the  record.  There  can  be  only  one 
motive  of  desiring  to  add  a  new  drawing,  and  that  is,  to  remedy  a 
defect  or  insufficiency  in  the  original  drawing  or  specification,  or  to 
correct  the  same.  The  object  of  such  a  change  can  never  be  merely 
to  present  a  more  tasteful  drawing,  or  a  drawing  more  agreeable  to 
the  eye,  or  more  in  conformity  to  pictorial  rules.  Other  arts  than  the 
fine  arts  induce  such  an  application.  The  offer  to  file  a  new  draw- 
ing is  an  admission  on  the  part  of  the  patentee  that  his  new  drawing 
covers  something  in  which  the  original  drawing  is  defective  or  insui- 
ficient.  And,  under  these  circumstances,  what  does  the  statute  say  ? 
That  the  patentee  must  surrender  his  patent,  and  that  a  new  patent 
may  issue  in  conformity  with  his  corrected  specification,  and  there- 
after operate,  for  the  residue  of  the  original  term,  on  the  trial  of  all 
actions  thereafter  commenced  for  causes  subsequently  accruing,  as 
though  the  same  had  been  originally  filed  in  such  corrected  form 
before  the  issuing  out  of  the  original  patent.  And  in  this  case  the 
Commissioner  is  not  bound  to  grant  such  reissue,  nor  can  he  grant  it 
except  10  cases  where  the  error  has  arisen  by  inadvertency,  accident, 
or  mistake,  and  without  any  fraudulent  or  deceptive  intention.  Simi- 
lar proceedings  may  be  had  in  regard  to  the  addition  of  an  improve- 
ment.   Act  of  1836,  section  18. 

(The  remainder  of  the  argumeut  upon  this  head  is  omitted.) 

It  is  respectfully  submitted,  then,— 

1.  Because  the  defendant  in  error  has  no  grant  of  exclusive  privi- 
lege in  the  machine  which  is  the  subject-matter  of  the  present  con- 
troversy. 

2.  Because  he  could  not  in  law  receive  a  grant  for  it,  as  one  of  sev- 
eral distinct  machines  in  the  same  patent. 

8.  Because,  as  the  author  of  an  improvement,  he  could  not  take 
out  a  valid  patent  for  the  whole  machine. 

4.  Because  he  has  not  in  his  specification  distinguished  between 
the  old  and  new  parts  of  his  alleged  improved  machine,  but  has  claim- 
ed the  whole  machine  as  improved. 

5.  Because  he  did  not  produce  in  evidence  the  record  of  his  pat- 
ent which  the  law  had  made  such,  but  another  record.  And, 

6.  Because  he  has  recovered  damages  for  causes  of  action  accru- 
ing previously  to  the  alleged  correction  of  his  record,  and  prior  to  the 
alleged  renewal  of  it  under  the  act  of  1837. 

For  all  these  reasons,  and  for  others  raised  upon  the  exceptions 
and  record  in  this  cause,  presented  perhaps  too  much  at  length,  but 
not  more  at  length,  in  the  view  of  counsel,  than  their  public  import- 
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ance  may  justify, — that  the  judgment  of  the  Circuit  Court  in  this  case 
ought  to  be  reversed. 

Mr.  Justice  Woodbuby  delivered  the  opinion  of  the  court. 

This  is  a  writ  of  error  brought  under  some  peculiarities  which  are 
first  to  be  noticed. 

It  comes  here  by  virtue  of  the  seventeenth  section  of  the  general 
Patent  Law  of  July  4,  1836.    5  Statutes  at  Large,  124. 

That  section  grants  a  writ  of  error  from  decisions  of  actions  on 
patents,  as  in  ordinary  cases,  and  then  adds  the  privilege  of  it  "in  all 
other  cases  in  which  the  court  shall  deem  it  reasonable  to  allow  the 
same."  This  was  doubtless  intended  to  reach  suits  where  the  amount 
in  dispute  was  less  than  $2,000,  on  account  of  the  importauce  of  the 
points  sometimes  raised,  and  the  convenience  of  having  the  decisions 
on  patents  uniform,  by  being  finally  settled,  when  doubtful,  by  one 
tribunal,  such  as  the  Supreme  Court. 

The  judges  below,  in  this  case,  deemed  it  reasonable,  that  only  a 
certain  portion  of  the  questions  raised  at  the  trial,  concerning  the 
validity  of  the  patent,  should  come  here ;  and  the  record  was  made 
np  accordingly. 

But  the  appellants  contend  for  their  right  to  bring  here  all  the 
questions  which  arose  in  the  case,  and  this  is  a  preliminary  point  to 
be  settled,  before  going  into  the  merits.  The  present  is  believed  to 
be  the  first  writ  of  the  kind  which  has  given  occasion  for  settling  the 
construction  of  any  part  of  the  above  provision ;  and,  therefore,  with- 
out the  aid  of  precedent,  after  due  consideration  of  the  words  and 
design  of  the  statute,  we  have  come  to  the  conclusion,  that  the  posi- 
tion of  the  plaintiffs  in  error,  in  this  respect,  is  the  correct  one,  and 
that  when  a  court  below  deem  it "  reasonable  "  to  allow  a  writ  of  error 
at  all,  under  the  discretion  vested  in  them  by  this  special  provision, 
it  must  be  on  the  whole  case. 

The  word  "reasonable  "  applies  to  the  «'  cases,"  rather  than  to  any 
discrimination  between  the  different  points  in  the  cases. 

It  may  be  very  proper  for  the  court  below  to  examine  those  points 
separately  and  with  care,  and  if  most  of  them  present  questions  of 
common  law  only,  and  not  of  the  construction  of  the  Patent  Acts,  and 
others  present  questions  under  those  acts  which  seem  very  clearly 
settled  or  trifling  in  their  character,  not  to  grant  the  writ  of  error  at 
all.  It  might,  then,  well  be  regarded  as  not  "reasonable"  for  such 
questions,  in  a  controversy  too  small  in  amount  to  make  the  writ  a 
matter  of  right  to  persons,  if  standing  on  an  equal  footing  with  the 
suitors.    But  we  think,  from  the  particular  words  used  rather  than 


Digitized  by  Google 


Jan.  1848.] 


Hogg  v.  Emerson. 


479 


Opinion  of  the  court. 

otherwise,  that  the  act  intended,  if  the  court  allowed  the  writ  as 
"reasonable"  at  all,  it  must  be  for  the  whole  case,  or,  in  other  words, 
must  bring  up  the  whole  for  consideration. 

We  shall,  therefore,  proceed  to  examine  all  the  questions  made  at 
the  trial,  which  it  is  supposed  are  relied  on,  and  are  now  before  us 
on  the  original  writ  and  a  certiorari  issued  since. 

Looking  to  the  declaration,  the  action  is  for  a  violation  of  a  pat- 
ent for  an  "improvement  in  the  steam-engine,  and  in  the  mode  of 
propelling  therewith  either  vessels  on  the  water  or  carriages  on  the 
land." 

The  evidence  offered  at  the  trial,  was  a  patent  for  "a  new  and 
useful  improvement  in  the  steam-engine,"  "a  description  whereof  is 
given,  in  the  words  of  the  said  John  B.  Emerson  himself,  in  the  sched- 
ule hereto  annexed,  and  is  made  a  part  of  these  presents." 

In  the  schedule  annexed,  is  described  fully  what  he  says  he  invented, 
namely,  "certain  improvements  in  the  steam-engine,  and  in  the  mode 
of  propelling  therewith  either  vessels  on  the  water  or  carriages  on 
the  land." 

The  first  question  arising  on  this  statement,  is  whether  the  evidence 
proves  such  a  patent  as  is  set  out  in  the  writ  to  have  been  violated 
by  the  respondents. 

If  the  patent  is  to  be  ascertained  from  the  letters  alone,  or  rather 
from  what  is  sometimes  called  their  title  or  heading,  without  reference 
to  the  schedule  annexed,  the  evidence  is  undoubtedly  defective,  as 
the  writ  speaks  of  a  patent  for  an  "  improvement  in  the  steam-engine, 
and  in  the  mode  of  propelling "  vessels,  &c,  therewith ;  while  the 
letters  themselves,  in  their  title  or  heading,  speak  only  of  a  patent 
for  "a  new  and  useful  improvement  in  the  steam-engine."  But  the 
schedule  annexed  and  referred  to  for  further  description,  after  "im- 
provement in  the  steam-engine,"  adds,  "  and  in  the  mode  of  propel- 
ling therewith"  vessels,  &c. 

It  can  hardly  be  doubted,  therefore,  that  the  improvement  referred 
to  in  the  writ  and  in  the  letters  patent,  with  the  schedule  or  specifi- 
cation annexed,  was  in  truth  one  and  the  same. 

Coupling  the  last  two  together,  they  constitute  the  very  thing  de- 
scribed in  the  writ.  But  whether  they  can  properly  be  so  united 
here,  and  the  effect  of  it  to  remove  the  difficulty,  has  been  questioned, 
and  must  therefore  be  further  examined.  We  are  apt  to  be  misled, 
in  this  country,  by  the  laws  and  forms  bearing  on  this  point  in  Eng- 
land being  so  different  in  some  respects  from  what  exist  here. 

There,  the  patent  is  first  issued,  and  contains  no  reference  to  the 
specification,  except  a  stipulation  that  one  shall,  in  the  required  time, 
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be  filed,  giving  a  more  minute  description  of  the  matter  patented 
Webster  on  Patents,  5,  88 ;  Godson  on  Patents,  G,  App.  It  need 
not  be  filed  under  two  to  lour  months,  in  the  discretion  of  the  proper 
officer.    Godson  on  Patent*,  17G. 

Under  these  circumstances,  it  will  be  seen  that  tho  patent,  going 
out  alone  there,  must,  in  its  title  or  heading,  be  fuller  than  here, 
where  it  goes  out  with  the  minute  specification.  But  even  there  it 
may  afterwards  be  aided,  and  its  matter  be  made  more  clear,  by 
what  the  specification  contains.  They  are,  saya  GotLson  on  Patents, 
108,  "  connected  t<  gether,"  and  M  one  may  bo  looked  at  to  understand ' 
the  other."  See  also  2  Hen.  HI.,  478 ;  1  Webst.  Pat  R,  117;  8  D. 
&  E.,  95. 

There,  however,  it  will  not  answer  to  allow  tho  specification,  filed 
separately  and  long  after,  to  bo  resorted  to  for  supplying  any  entire 
omission  in  the  patent :  else  something  may  be  thus  inserted  after- 
wards which  had  never  been  previously  examined  by  tho  proper  offi- 
cers, and  which,  it'  it  had  been  submitted  to  thorn  in  tho  patent  and 
examined,  might  have  prevented  the  allowance  of  it,  and  which  the 
world  is  not  aware  of,  seeing  only  the  letters  patent  without  the 
specification,  and  without  any  reference  whatever  to  its  content*.  3 
Brod.  &  Bingh.,  5. 

The  whole  facts  and  law,  however,  are  difi'erent  here.  This  patent 
issued  March  8, 1834,  and  is  therefore  to  be  tested  by  the  act  of  Con- 
gress then  in  force,  which  passed  February  21,  1793.  1  Statutes  at 
Large,  318. 

In  the  third  section  of  that  act.  it  is  expressly  provided  "that 
every  inventor,  before  he  can  receive  a  pateut,"  "shall  deliver  a 
written  description  of  his  invention,"  ic.; — thus  giving  priority,  very 
properly,  to  the  specification  lather  than  the  patent. 

This  change  from  tho  English  practice  existed  in  the  first  Paten; 
Law, passed  April  10, 1790,  (1  Statutes  at  Largo,  109,)  and  is  retain- 
ed in  the  last  act  of  Congress  on  this  subject,  passed  July  4, 18$. 
5  Statutes  at  Large,  119. 

If  was  wisely  introduced,  in  order  that  the  officers  of  the  govern- 
ment might,  at  the  outset,  have  before  them  full  means  to  examine 
and  understand  the  claim  to  an  invention  better,  and  decide  morv 
judiciously  whether  to  grant  a  patent  or  not,  and  might  be  uble  to 
give  to  the  world  fuller,  more  accurate,  and  early  descriptions  of  it 
than  would  be  possible  under  the  laws  and  practice  in  England. 

In  this  country,  then,  the  specification  beiug  required  to  be  prepared 
and  tiled  before  the  patent  hssucs,  it  eon  well  be  referred  to  therein  i« 
extenso,  as  containing  the  whole  subject-matter  of  the  claim  or  peutiou 
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for  a  patent,  and  then  not  only  be  recorded  for  information,  as  the 
laws  both  in  England  and  here  require,  but,  beyond  what  is  practica- 
ble there,  be  united  and  go  out  with  the  letters  patent  themselves, 
so  as  to  be  sure  that  these  last  thus  contain  the  substance  of  what  is 
designed  to  be  regarded  as  a  portion  of  the  petition,  and  thus  exhibit 
with  accuracy  all  the  claim  by  the  inventor. 

But  before  inquiring  more  particularly  into  the  effect  of  this  change, 
it  may  be  useful  to  see  if  it  is  a  compliance  with  the  laws  in  respect 
to  a  petition  which  existed  when  this  patent  issued,  but  were  altered 
in  terms  shortly  after. 

A  petition  always  was,  and  still  is,  required  to  be  presented  by  an 
inventor  when  he  asks  for  a  patent,  and  one  is  recited  in  this  patent 
to  have  been  presented  here.  It  was  also  highly  important,  in  Eng- 
land, that  the  contents  of  the  petition  as  to  the  description  of  the  in- 
vention should  be  full,  in  order  to  include  the  material  parts  of  them 
in  the  patent,  no  specification  being  so  soon  filed  there,  as  here,  to  ob- 
tain such  description  from,  or  to  be  treated  as  a  portion  of  the  petition, 
and  the  whole  of  it  sent  out  with  the  patent,  and  thus  complying  with 
the  spirit  of  the  law,  and  giving  fuller  and  more  accurate  informa- 
tion as  to  the  invention  than  any  abstract  of  it  could. 

In  this  view,  and  under  such  laws  and  practice  here,  it  will  be  seen 
that  the  contents  of  the  petition,  as  well  as  the  petition  itself,  became 
a  very  unimportant  form,  except  as  construed  to  adopt  the  specifica- 
tion, and  the  contents  of  the  latter  to  be  considered  substantially  as 
the  contents  of  the  former. 

Accordingly,  it  is  not  a  little  curious,  that  though  the  act  of  1793, 
which  is  to  govern  this  case,  required,  like  that  of  1790,  a  petition  to 
be  presented,  and  the  patent  when  issued,  as  in  the  English  form,  to 
recite  the  "  allegations  and  suggestions  of  the  petition,"  (1  Statutes 
at  Large,  page  321,  section  1,  and  page  110,  section  3,)  yet,  on  care- 
ful inquiry  at  the  proper  office,  so  far  as  its  records  are  restored,  it 
appears  that,  after  the  first  act  of  1790  passed,  the  petitions  standing 
alone  seldom  contained  anything  as  to  the  patent  beyond  a  mere  title ; 
sometimes  fuller,  and  again  very  imperfect  and  general,  with  no  other 
allegations  or  suggestions  or  descriptions  whatever,  except  those  in 
the  schedule  or  specification.  The  only  exception  found  is  the  case 
of  Emm  v.  Chambers,  2  Wash.  C.  C,  125,  in  a  petition  filed  Decem- 
ber 18,  1790. 

Though  the  records  of  the  Patent  Office  before  1836  were  consumed 
in  that  year,  many  have  been  restored,  and  one  as  far  back  as  Ausrust 
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the  water  by  the  power  of  horses  mid  cattle."  All  the  rest  is  left  to 
the  schedule.  Other  petitions,  standing  aloue,  are  still  more  meagre. 
I  >n<\  for  instance,  in  1804,  asks  a  patent  only  of  a  "new  and  useful 
improvement,  being  a  composition,  or  tablets  to  write  or  draw  on;" 
another,  only  M a  new  and  useful  improvement  in  the  foot-stove;"  and 
another,  only  **a  new  and  useful  improvement  for  shoeniaking ; "  and 
so  through  the  great  mass  of  theiu  for  nearly  half  a  century.  But 
the  specification  being  tiled  at  the  same  time,  and  often  on  the  same 
paper,  it  seems  to  have  been  regarded,  whether  specially  named  in 
the  petition  or  not,  as  a  part  of  it,  and  as  giving  the  particulars  dfr 
sired  in  it  ;  and  hence,  to  avoid  mistakes  as  to  the  extent  of  the  in- 
ventor's claim,  and  to  comply  with  the  law,  by  inserting  in  the  patent 
at  least  the  substance  of  the  petition,  the  officers  inserted,  by  express 
reference,  the  wh<  tie  descriptive  portion  of  it  as  contained  in  the  sched- 
ule. This  may  have  grown  out  of  the  decision  of  Ecans  v.  Chambcn, 
in  order  to  remedy  one  difficulty  there.  Cases  have  been  found,  a* 
early  as  1804,  and  with  great  uniformity  since,  explicitly  making  the 
schedule  annexed  a  part  of  the  letters  patent.  Proofs  of  this  exist, 
also,  in  our  reports,  as  early  as  1821,  in  Grant  tt  ai  v.  Raymond, H 
1  'eters,  222  ;  and  one,  1st  October,  1825,  hi  Gray  d  at.  v.  James  et  ai. 
Peters1  C.  C,  804  ;  and  27th  December,  1828,  Wilson  v.  Rousseau,* 
How.,  049. 

Indeed,  it  is  the  only  form  of  a  patent  here  known  at  the  Patent 
Office,  and  the  only  one  given  in  American  treatises  on  patent*. 
Phillips  on  Patents,  523.  Doubtless  this  use  of  the  schedule  was 
adopted,  because  it  contained,  according  to  common  understanding 
and  practice,  matter  accompanying  the  petition  as  a  part  of  its  sub- 
stance,  and  all  the  description  of  the  invention  ever  desired,  either  in 
England  or  here,  in  the  pctitii  >n.  Hence  it  is  apparent,  if  the  sched- 
ule itself  was  made  a  part  of  the  patent,  and  sent  out  to  the  world 
with  it,  all,  and  even  more,  was  c  ontained  in  it  than  could  be  in  aw 
abstract  or  digest  of  a  petition,  as  in  the  English  form. 

We  regard  this  mode  and  usage  on  this  subject,  adopted  so  early 
here  and  practiced  so  long,  as  not  proper  to  be  overruled  now,  to  the 
destruction  of  every  patent,  probably,  from  1701  to  1836;  and  this, 
too,  when  the'  spirit  of  all  our  system  was  thus  more  fully  carried  out 
than  it  could  have  been  in  any  Other  way. 

As  iliis  course,  however,  sometimes  was  misunderstood  and  led  to 
misconstructions,  the  revising  ad  as  to  patents,  of  July  4th,  1836, 
changed  the  phraseology  of  the  law  in  this  respect,  in  order  to  con- 
form to  this  long  usage  and  construction  under  the  act  of  1793,  and 
required  not  in  terms  any  abstract  of  the  petition  in  the  patent,  but 
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rather4* a  short  description"  or  title  of  the  invention  or  discovery, 
"correctly  indicating  its  nature  and  design  ,"  and  "referring  to  the 
specification  for  the  particulars  thereof,  a  copy  of  which  shall  be  an- 
nexed to  the  patent."  And  it  is  that — the  specification  or  schedule — 
which  is  fully  to  specify  "what  the  patentee  claims  as  his  invention 
or  discovery."    Section  5.    5  Statutes  at  Large,  110. 

It  was,  therefore,  from  this  long  construction,  in  such  various  ways 
established  or  ratified,  that,  in  the  present  patent,  the  schedule,  or, 
in  other  words,  the  specification,  was  incorporated  expressly  and  at 
length  into  the  letters  themselves, — not  by  merely  annexing  them 
with  a  wafer  or  tape,  as  is  argued,  but  describing  the  invention  as  an 
"improvement,  a  description  whereof  is  given,  in  the  words  of  the 
said  John  B.  Emerson  himself,  in  the  schedule  hereto  annexed, 
and  is  made  a  part  of  these  presents."  Hence,  too,  wherever  this 
form  has  been  adopted,  cither  before  or  since  the  act  of  1836,  it  is  as 
much  to  be  considered  with  the  letters,  (litem  patcnles,)  in  construing 
them,  as  any  paper  referred  to  in  a  deed  or  other  contract.  Most 
descriptions  of  lands  are  to  be  ascertained  only  by  the  other  deeds 
and  records  expressly  specified  or  referred  to  lor  guides ;  and  so  of 
schedules  of  personal  property,  annexed  to  bills  of  sale.  Foxcroft  v. 
Mallett,  4  How.,  378 ;  21  Maine,  09;  20  Pick.,  122;  Phil,  on  Patents, 
228 ;  Earle  v.  Sawyer,  4  Mason  C.  C,  0 ;  Ex  /xirte  Fox,  1  Ves.  & 
Beames,  67.  The  schedule,  therefore,  is  in  such  case  to  be  regarded 
as  a  component  part  of  the  patent.  Peters'  C.  C,  394,  and  Davis  v. 
Palmer  et  al,  2  Brockenbrough,  301.  The  oath  of  Emerson,  too, 
that  he  was  inventor  of  the  improvement,  must  thus  be  considered  as 
extending  to  all  described  in  the  schedule,  no  less  than  the  title ;  and 
this  is  peculiarly  proper,  when  the  specification  is  his  own  account  of 
the  improvement,  and  the  patent  is  usually  only  the  account  of  it  by 
another,  an  officer  of  the  government.  Taking,  then,  the  specifica- 
tion and  letters  together,  as  the  Patent  Office  and  the  inventor  have 
manifestly  in  this  instance  intended  that  they  should  be,  and  they 
include  what  has  long  been  deemed  a  part  and  the  substance  of  the 
petition ;  and  the  patent  described  in  them  is  quite  broad  enough  to 
embrace  what  is  alleged  in  the  writ  to  have  been  taken  out  as  a  pat- 
ent by  the  plaintiff,  and  to  have  been  violated  by  the  defendants. 
They  are  almost  ipsissimis  verbis.  And  when  we  are  called  upon  to 
decide  the  meaning  of  the  patent  included  in  these  letters,  it  seems 
our  duty  not  only  to  look  for  aid  to  the  specification  as  a  specification, 
which  is  customary,  (1  Gall.,  437  ;  2  Story  R,  621 ;  1  Mason  C.  C, 
477,)  but  as  a  schedule,  made  here  an  integral  portion  of  the  letters 
themselves,  and  going  out  with  them  to  the  world,  at  first,  as  a  part 


Digitized  by  Google 


484 


Hogg  v.  Emerson. 


[Sap.  Ct. 


Opinion  of  the  court. 

and  parcel  of  them,  and  for  this  purpose  united  together  forever  as 
identical. 

■ 

It  will  thus  be  seen,  that  the  effect  of  these  changes  in  our  Patent 
Laws,  and  the  long  usage  and  construction  under  them,  is  entirely 
to  remove  the  objection,  that  the  patent  in  this  case  was  not  as  broad 
as  the  claim  in  the  writ,  and  did  not  comply  substantially  with  the 
requirements  connected  with  the  petition. 

From  want  of  full  attention  to  the  differences  between  the  English 
laws  and  ours,  on  patents,  the  views  thrown  out  in  some  of  the  early 
cases  in  this  country  do  not  entirely  accord  with  those  now  offered. 
Paine  0.  C,  441 ;  Pennock  et  al.  v.  Dialogue,  2  Pet.,  1.  Some  other 
diversity  exists  at  times,  in  consequence  of  the  act  of  1793,  and  the 
usages  under  it  in  the  Patent  Office,  not  being  in  all  respects  as  the 
act  of  1836.  But  it  is  not  important,  in  this  case,  to  go  farther  into 
these  considerations. 

The  next  objection  is,  that  this  description  in  the  letters,  thus  con- 
sidered, covers  more  than  one  patent,  and  is,  therefore,  void. 

There  seems  to  have  been  no  good  reason  at  first,  unless  it  be  a 
fiscal  one  on  the  part  of  the  government  when  issuing  patents,  why 
more  than  one  in  favor  of  the  same  inventor  should  not  be  embraced 
in  one  instrument,  like  more  than  one  tract  of  land  in  one  deed,  or 
patent  for  land.    Phillips  on  Patents,  217. 

Each  could  be  set  out  in  separate  articles  or  paragraphs,  as  differ- 
ent counts  for  different  matters  in  libels  in  admiralty  or  declarations 
at  common  law,  and  the  specifications  could  be  made  distinct  for 
each,  and  equally  clear. 

But,  to  obtain  more  revenue,  the  public  officers  have  generally  de- 
clined to  issue  letters  for  more  than  one  patent  described  in  them. 
Renouard,  293;  Phillips  on  Patents,  218.  The  courts  have  been  dis- 
posed to  acquiesce  in  the  practice,  as  conducive  to  clearness  and  cer- 
tainty; and  if  letters  issue  otherwise,  inadvertently,  to  hold  them, 
as  a  general  rule,  null.  But  it  is  a  well-established  exception,  that 
patents  may  be  united,  if  two  or  more,  included  in  one  set  of  letters, 
relate  to  a  like  subject,  or  are  in  their  nature  or  operation  connected 
together.  Phillips  on  Patents,  218,  219;  Barrett  v.  Hall,  1  Mason  C. 
C,  447 ;  Moody  v.  Fisk,  2  Mason  C.  C,  1 12 ;  Wyeth  et  al.  v.  Stone  et  at., 
1  Story,  273. 

Those  here  are  of  that  character,  being  all  connected  with  the  use 
of  the  improvements  in  the  steam-engine,  as  applied  to  propel  car- 
riages or  vessels,  and  may  therefore  be  united  in  one  instrument. 

Another  objection  is,  that  these  letters,  even  when  thus  connected 
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with  the  specification,  are  not  sufficiently  clear  and  certain  in  their 
description  of  the  inventions. 

This  involves  a  question  of  law  only  in  part,  or  so  far  as  regards  the 
construction  of  the  written  words  used.  Reutoen  v.  Kanowrs  et  al., 
1  Wash.  C.  C,  168;  Davis  v.  Palmer  et  al,  2  Brockenbrough  C.  C, 
303;  Wood  v.  Underhill,  5  How.,  1.  The  degree  of  clearness  and  free- 
dom from  ambiguity  required  in  such  cases  is,  by  the  Patent  Act  it- 
self of  1793,  to  be  sufficient  "to  distinguish  the  same  from  all  other 
things  before  known,  and  to  enable  any  person  skilled  in  the  art  or 
science  of  which  it  is  a  branch,  or  with  which  it  is  most  nearly  con- 
nected, to  make,  compound,  and  use  the  same."  1  Statutes  at  Large, 
321.  See,  also,  on  this,  Godson  on  Patents,  153,  154;  2  Hen.  131., 
489;  Wood  v.  Underhill,  5  How.,  1;  Davoll  et  ah  v.  Brown,  1  "Woodb. 
&  Minn.,  57;  Peters'  C.  C,  301;  Sullivan  v.  Rcdfield,  Eainc  C.  C, 
441. 

There  are  some  further  and  laudable  objects  in  having  exactness  to 
this  extent,  so  as,  when  the  specification  is  presented,  to  enable  the 
Commissioner  of  Patents  to  judge  correctly  whether  the  matter  claimed 
is  new  or  too  broad.  3  Wheat.,  454;  3  13rod.  &  Bingh.,  5;  1  Starkie, 
N.  P.,  162.  So,  also,  to  enable  courts,  when  it  is  contested  afterwards 
before  them,  to  form  a  like  judgment.  1  Starkie,  N*.  P.,  192.  And 
so  that  the  public,  while  the  term  continues,  may  be  able  to  under- 
stand what  the  patent  is,  and  refrain  from  its  use,  unless  licensed. 
Webster  on  Patents,  86;  11  East.,  105;  3  Mori  vale,  161;  Evans  v. 
Eiton,  3  Wash.  C.  C,  453 ;  4  Wash.  C.  C,  9;  Bovill  v.  Moore,  Davies' 
Cases,  361 ;  Lowell  v.  Lewis,  1  Mason  C.  OL,  182-189. 

In  the  present  instance,  yielding  to  the  force  of  such  reasons  in  fa- 
vor of  a  due  and  rational  degree  of  certainty  in  describing  any  im- 
provements claimed  as  new,  there  still  seems  to  us,  though  without 
the  aid  of  experts  and  machinists,  no  difficulty  in  ascertaining,  from 
the  language  used  here,  the  new  movement  intended  to  be  given  to 
the  steam-engine,  by  substituting  a  continued  rotary  motion  for  a 
crank  motion,  and  the  new  form  of  the  spiral  wheel,  when  the  engine 
is  used  in  vessels,  by  changing  the  form  of  the  paddles  and  placing 
them  near  the  ends  of  the  arms;  and  the  new  connection  of  the  power 
with  the  capstan  of  such  vessels,  by  inserting  the  upper  end  of  the 
shaft  into  the  capstan.  It  is  obvious,  also,  that  the  inventor  claims 
as  his  improvement  not  the  whole  of  the  engine,  nor  the  whole  of 
the  wheel,  but  both  merely  in  the  new  and  superior  form  which  he 
particularly  sets  out.  He,  therefore,  does  not  claim  too  much,  which 
might  be  bad.  Hill  v.  Thompson  et  at.,  2  J.  Marsh.,  435;  4  Wash. 
C.  C,  68;  Godson  on  Patents,  189;  Kay  v.  Marshall,  1  Mylne  &  Cr., 
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:i7:5;  1  Story  P..  27-i;  2  Mason  C.  C.,  112;  4  Barn.  &  Aid., 641; 
BonH  v.  Jftwr,  2  Marsh  Com.  K  Rep.,  211. 

Th  •  novelty  in  each  lie  describes  dearly,  as  he  should;  and  it  is 
not  necessary  ho  should  g  >  further.  1  Story  H.,  286;  Webster  on 
Patents,  K0,  notoj  MrFurJ.tMC  v.  Price,  1  Starkic,  199;  aiidft'^v. 
C'tf  r.  [d.,  854;  8  Car.  &  Payne.  511;  2  Mason  C.  C.,  112;  Kingv 
hy&  Pirsson  OH  Patents.  i»l ;  (lodson  on  Patents,  154;  Isaacs  v.  Cooper 
rtttL  4  Wash.  c.  c  250, 

He  need  not  dcserilio  particularly,  and  disclaim  all  the  old  jtaru 
7  Wheat.,  435;  Phillips  on  Patents.  270.  an<l  eases  cited. 

Aliil  the  more  especially  is  that  mineeessjirv,  when  such  disclaims 
is  manifestly,  in  substance,  the  result  of  his  claiming  as  new  only  the 
portions  which  ho  does  describe  specially.  All  which  is  required  on 
principle,  in  order  to  be  exact,  and  not  ambiguous,  thus  l>ecouies» 

Tt  is  to  lie  recollected,  likewise,  that  the  models  and  drawings  were 
a  part  of  this  case  below,  and  are  proper  to  be  resoried  to  for  clearer 
information.  Btrh-  v.  SfWj/rr,  4  Mason  C.  ('..  9.  With  them  and 
sucli  explanatory  testimony  as  experts  and  machinists  could  rurni-h, 
the  court  below  wen-  in  a  condition  to  understand  better  all  the  details, 
and  to  decide  more  correctly  on  the  clearness  of  the  description;  but 
from  all  we  have  seen  on  Hie  record  alone,  we  do  QOt  hesitate  to  con- 
cur in  the  views  on  this  point  as  expressed  in  tliat  court. 

In  conclusion,  on  the  other  objections  to  the  proof,  as  to  the  draw- 
ings and  to  the  charge  below  in  relation  to  the  effect  of  them,  nod  to 
the  destruction  of  them  by  lire,  we  likewise  approve  the  directions 
given  to  the  jury. 

The  destruction  by  fire  was  no  fault  of  the  inventor;  and  his  rights 
had  all  become  pn  \i ously  perfected.  This  is  too  plain  to  need  fur- 
ther illustration.  We  cannot  conaent  to  be  over-astute  in  sustain- 
ing olijeetioiis  to  patents.  4  East.,  133;  Craslcy  v.  Bet'irU'tf.S  Car.i 
Payne.  513,  ">14.  The  true  rule  of  construction  in  respect  to  patent."1 
ami  K|iecincatiODs,  and  the  doings  generally  of  inventors,  is  to  apply 
to  Ihcin  plain  and  ordinary  principles,  as  we  have  endeavored  toe* 
(his  occasion,  and  not.  iii  this  most  metaphysical  branch  of  modern 
law.  to  yield  to  subtiUics  and  technicalities,  unsuited  to  the  subject, 
and  not  in  keeping  with  the  liberal  spirit  of  the  age,  and  likely  to 
prove  ruinous  to  a  L'luss  of  the  community  so  inconsiderate  and  un- 
skilled in  business  as  men  of  genius  and  inventors  usually  are. 

Indeed,  the  English  letters  patent  themselves,  now.  however  dhfer- 
eiit  may  have  been  once  their  form  or  the  practice  under  thena.de- 
dare  that  "they  are  to  l>e  construed"  "in  the  most  favorable  and 
hi  n  (iei;>l  sense,  i'or  the  best  advantage**  of  the  patentee.  Godson 
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on  Patents,  24,  App.  7 ;  Kingsby  &  Pirsson  on  Patents,  85.  See,  also, 
on  this  rule,  Grant  v.  Raymond,  6  Peters,  218 ;  Ames  v.  Howard,  1 
Sumn.,  482-485;  Wyeth  v.  Stone,  1  Story  R,  273,  287;  Blaiicliard  v. 
Sprayue,  2  Story  R.,  164;  2  Drockenbrough  C.  C,  303;  2  Barn.  & 
AM.,  345,  in  The  Kingx.  Wheeler;  5  Howard,  708,  in  Wilson  v.  Rous- 
seau et  a!.;  1  Crompt.  Mees.  &  Ros.,  864,  876,  in  Russell  v.  Cowley. 

The  judgment  below  is  Affirmed. 

* 

Note. — After  the  delivery  of  this  opinion,  the  counsel  for  the  plain- 
tiffs in  error  suggested  that  other  questions  were  made  below,  which 
they  desired  to  be  considered,  and  therefore  moved  for  another  cer- 
tiorari to  bring  them  up.  This  was  allowed,  and  judgment  suspended 
till  the  next  term. 


Frederick  J.  and  Samuel  W.  Barnard  and  Henry  Q.  IIawley, 

APPELLANTS,  V.  JOHN  GlBSON .# 
(7  Howard,  650.) 

1 .  Where  a  decree  in  chancery  refers  the  matters  to  a  master  to  ascertain  the 

amount  of  damages,  and  in  the  meantime  the  bill  is  not  dismissed,  nor  is 
there  a  decree  for  costs,  the  decree  is  not  a  final  one,  from  which  an  appeal 
will  lie  to  this  court,  although  there  is  a  perpetual  injunction  granted. 

2.  The  amount  of  damage  which  will  follow  from  restraining  a  party  from  using 

a  machine  held  under  a  patent-right  is  a  proper  consideration  to  be  addressed 
to  the  Circuit  Court,  but  does  not  constitute  a  ground  of  appeal. 

This  was  an  appeal  from  the  Circuit  Court  of  the  United  States 
for  the  Northern  District  of  New  York. 

The  question  being,  whether  or  not  the  decree  of  the  Circuit  Court 
was  final,  the  reporter  thinks  it  proper  to  insert  the  whole  of  that 
decree,  together  with  the  statement  of  facts,  as  he  finds  it  prepared 
by  Mr.  Justice  Nelson. 

Circuit  Court,  United  States. 

John  Gibson  \ 

v.  >  In  Equity. 

Frederick  J.  Barnard  and  others.  ) 

L  W.  W.  Woodworth  conveyed  to  John  Gibson  the  exclusive  right 
to  the  Woodworth  planing-machine  in  and  for  the  city  and  county  of 

♦Mr.  Chief  Justice  Taney  did  not  sit  in  this  cause,  being  indisposed  at  the  time 
it  was  argued. 
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Albany,  with  the  single  exception  of  two  rights  in  the  town  of  Water- 
vliet,  in  said  county.  With  this  exception,  the  whole  right  of  the 
county  was  in  Gibson. 

II.  The  two  machines,  the  right  to  use  which  was  thus  excepted, 
consisted,  first,  of  a  machine  in  use  at  the  time  in  said  town  by  Rous- 
seau and  Easton,  which  had  been  erected  under  the  first  term  of  the 
patent,  and  the  right  to  continue  which  they  claimed  during  any 
extension  of  the  grant;  and,  second,  of  a  machine  which  Gibson  had 
conveyed  to  Woodworth,  and  by  him  to  Rousseau  and  Easton. 

IIL  Woodworth,  on  the  10th  of  May,  1842,  agreed  with  Rousseau 
and  Easton  to  make  an  assignment  to  them  by  which  they  would 
become  vested  more  fully  with  the  right  of  running  the  machine  in 
the  town  of  Watervliet,  which  they  claimed  under  the  first  term  of 
the  patent ;  and,  also,  to  assign  to  them  the  right  to  use  the  other 
machine  which  had  been  conveyed  to  him  by  Gibson,  of  even  date 
with  this  agreement.  In  consideration  of  which,  Rousseau  and  Easton 
paid  at  the  time  §200;  and,  in  case  the  extension  should  be  obtained, 
and  assignment  of  the  two  machines,  as  above  stipulated  for,  made, 
they  would  pay,  in  addition,  $2,000,  in  four  equal  annual  installments. 

IV.  This  agreement,  of  the  19th  of  May,  1842,  was  modified  by  an 
indorsement  on  the  same,  signed  by  all  parties,  2Gth  April,  1843,  in 
which  it  was  recited  that  Rousseau  and  Easton  had,  on  that  day,  exe- 
cuted and  delivered  to  Woodworth  eight  promissory  notes,  of  $250 
each,  payable  at  different  periods,  the  last  one  1st  July,  184G ;  in  con- 
sideration thereof,  the  said  Woodworth  agreed  that,  upon  payment  of 
said  notes  as  they  became  due,  he  would  make  the  assignments  stip- 
ulated for  in  the  said  agreement  referred  to. 

V.  On  the  12th  of  August,  1844,  Woodworth  assigned  all  his  in- 
terest in  this  contract  with  Rousseau  and  Easton  in  respect  to  the  two 
machines,  and  all  right  and  title  to  the  use  of  the  same,  to  J.  G.  Wil- 
son, by  which  he  took  the  place  of  Woodworth. 

VI.  On  the  13th  of  November,  1844,  Gibson  renounced  and  releas- 
ed all  right  or  claim,  if  any,  to  these  two  machines,  to  J.  G.  Wilson, 
this  having  been  supposed  necessary  to  enable  Wilson  to  sue  Rous- 
seau and  Easton  for  breach  of  their  contract,  or  for  an  infringement 
of  the  Woodworth  patent  and  extension  by  the  use  of  the  machines 
in  the  town  of  Watervliet,  after  refusing  to  fulfill  their  contract 
•Gibson  claimed  no  right  to  the  use  of  the  two  machines  in  said  town, 
.as  he  had  already  passed  to  Woodworth  all  the  right  which  he  ever 
liad  ill  the  same.  The  release  was  given  for  abundant  caution,  the 
better  to  secure  to  Wilson  the  right  which  he  had  acquired  by  the  as- 
signment from  Woodworth. 
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Vn.  On  the  5th  of  December,  1845,  J.  G.  Wilson  granted  to  F. 
J.  Barnard  &  Sou  a  license  to  construct  and  use  two  machines  in  the 
town  of  Watervliet,  for  which  he  was  to  receive  $4,000 ;  but  it  was 
then  and  there  agreed  that,  if  the  decision  of  the  Supreme  Court  of 
the  United  States,  in  a  case  then  pending  between  Wilson  and  Rous- 
seau  and  Easton,  should  be  against  Wilson,  so  as  to  exclude  him  from 
the  use  of  the  said  two  machines  in  the  said  town,  then  he  was  to  re- 
pay to  Barnard  &  Son  $2,000,  paid  to  him  on  that  day  in  part  satis- 
faction of  the  purchase-money;  but  if  the  decision  should  be  in  favor 
of  Wilson,  and  Barnard  &  Son  should  be  put  in  possession  of  the 
right  to  erect  and  use  the  two  machines  in  said  town,  then  they  were 
to  pay  to  Wilson  a  further  sum  of  §2,000. 

VHI.  Upon  the  foregoing  state  of  facts,  and  upon  the  pleadings 
and  proofs  in  the  case,  it  is  quite  clear  that,  down  to  the  time  of  the  « 
grant  of  Wilson  to  Barnard  k  Son,  the  5th  of  December,  1845,  Gib- 
son, the  complainant,  possessed  the  exclusive  right  and  title  to  the 
planing-machine  in  and  for  the  county  of  Albany,  with  the  exception 
of  the  two  rights  iu  the  town  of  Watervliet,  namely,  the  right  to  use 
one  claimed  by  Rousseau  and  Easton  under  the  first  grant,  and  more 
effectually  secured  to  them  by  Wood  worth,  and  the  one  sold  and 
assigned  by  Gibson  to  Woodworth,  and  by  him  to  Rousseau  and 
Easton. 

And,  further,  that  Wilson  possessed  no  interest  in  any  right  to  the 
use  of  the  planing-machine  in  the  town  of  Watervliet,  except  in  the 
two  so  derived  from  Woodworth  by  assignment  of  the  12th  of  Au- 
gust, 1844,  and  which  had  before  been  sold  to  Rousseau  and  Easton, 
and  of  which  they  were  in  the  actual  use  and  enjoyment.  Wilson, 
therefore,  could  grant  his  interest,  whatever  it  might  be,  in  these  two 
rights,  and  nothing  more ;  and  this  was  all  that  could  pass  to  Bar- 
nard &  Son  under  the  grant  of  the  5th  of  December,  1845.  The 
terms  of  that  agreement  also  establish  that  it  was  the  interest  of  Wil- 
son in  these  two  rights  which  he  intended  to  sell,  and  Barnard  &  Son 
to  purchase. 

IX.  The  failure  of  Rousseau  and  Easton  to  fulfill  their  agreement 
of  purchase  with  Woodworth,  the  interest  in  which  belonged  to  Wil- 
son, did  not,  of  itself,  operate  to  annul  and  cancel  the  contract.  It 
was  a  contract  partly  executed ;  $200  of  the  purchase-money  had  been 
paid,  and  promissory  notes  given  for  the  residue.  The  machines  had 
been  erected,  and  were  in  operation;  and  although  a  court  of  equity 
might  have  decreed  the  contract  to  be  delivered  up  and  cancelled  upon 
terms,  until  then  Rousseau  and  Easton  must  be  deemed  in  the  law- 
ful use  and  eujoyment  of  the  two  rights  under  the  patent.  And  even 
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assuming  tlif  contraet  i"  Ik*  annulled,  and  tin1  parties  remitted  to  their 
original  rights,  ii  u>  \  I  ai  that  Wilson  had  power  grant  but  one  of 
the  rights  in  said  town  of  Water*  [tel. as  ilk-  oilier  was  secured  to  Rous- 
seau Mini  Kit-Mmi  under  iIk-  deersinti  i»l'  die  eourl  in  Wilson  r.  them. 

An  iirnin-lioii  w:t>  nemnlingly  issued. 

On  the  I  hit  of  A]»ril.  I*-!*,  the  Ciivuil  (  'mirl  of  (he  United  States 
for  Ihe  N<  n  il  11  rn  hi-iri'-i  of  New  York       in  session  at  Utica,  when 

tlif  following  dee.tve  WR<>  pa.-xd: 

"This  iuu.se  having  lu'i  n  hmughl  <>n  t"  In-  heard  upon  pleadings 
itiul  proofs,  and  Vh".  Win,  II.  Seward  having  In vii  heard  on  the  part 
nt'  the  plainltlK  and  Mr,  Marens  '!'.  lieynolds  on  the  part  of  the 
i'eiulants,  and  due  delitii  ration  having  hoonhad.it  is  ordered, adjudg- 
ed, at, d  1 1. 1 1-. d  thai  the  defendants  in  tlii-  eause  be,  and  they  are 
hen  by.  |  ■< ti "'i nally  enjoined  from  an*  further  eohstmcting  or  using, 
in  any  maimer,  and  from  selling  or  dh^Mishig.  in  any  manner,  of  the 
two  planhig-maehiues  mentioned  hi  sail]  bill,  as  erected  by  them  in 
Hie  i  i  will  of  W'ntorv  liet.  ill  the  eouiltv  of  Alhanv.or  either  of  said  ma- 
cliii  •  s.  vvhii'h  machines  are  luurhiues  fi »r  dressing  hoards  and  plank, 
by  j  Inning,  t  ongoing,  or  gn  »>\  hig,  or  either. or  in  some  separate  com- 
bination, eotistrueted  u]«mi  the  priueiple  and  plan  specified  aud  to- 
erihed  in  ll n •  sehedule  annexed  In  letters  patent  issued  to  Win.  W. 

W  I  worth,  administrator  <>i'  William  NV  Iworlh,  on  the  8th  day 

of  .Inly.  \X4~t,  whteh  letters  wvi'e  a  renewal  Upon  ;i  formal  surrender 
for  an  iiupi  rfeel  sjK-eifii'atioti  of  letter*  patent  issued  to  Wm.  Wood- 
worth  on  die  'JTtli  day  of  heeetnber.  ls_'s.  ;iti< I  extended  on  the  1  (1th 
■  lay  i  if  November.  IN-li  i  •  luki1  eiK-el  <>n  the  27th  day  of  December. 

ami  again  extendi  d  by  net  of  <  'ongress  on  the  2Gth  day  of  Feb- 
niary.  I^'vand  from  infringing  n|«»n  or  violating  the  aud  patent  in 
any  way  whatsoever. 

■■  Snd  it  i-  I'nrthi  r  ordered, adjudged,  ami  derived  that  it  be  refer- 
ral |<i  .1  alius  lilioi|i>s.  \\«\„  i  Albany,  counsellor  at  law,  us  a  master 
l>j'"  I  in  Ibis  eanse.  with  die  usual  powers  of  a  master  of  this 

court,  to  a-i  iti  a  in  arid  n  port  the  i  Ian  lagrs  whieh  ihe  plaintiff  has  SUS- 
taiiied.  arising  from  'lie  infringement  of  his  rights  by  the  defendants, 
by  *lie  it**'  oi  the  -aid  twV»  uincbuics  by  them. 

■■  And  it  i- 1 1 1  i-i  1  i'v  ordered,  that  th  •  reporl  .if  the  .said  master  herein 
nnn  be  made,  either  io  this  eonri  in  lenn  time,  or  to  one  of  the  judges 
thereof  ai  .1  amber?"  in  vacation;  and  that  either  party  may,  on  ten 

day-*  notice  to  the  other  of  li  and  place,  apply,  either  to  this  court 

in  leriu  linie.  or  1o  one  of  die  judges  tlieiv«d' ill  ''hainbers  in  vacation, 
f  >r  ei  iiitiniiaiinu  of  sJ'leh  nport. 
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"  And  it  is  further  ordered,  that  either  party  may,  at  any  time,  on 
ten  days'  notice  of  time  and  place  to  the  other,  apply  to  this  court  in 
term  time,  or  to  one  of  the  judges  thereof  in  vacation,  for  further 
directions  in  the  premises. 

"And  the  question  of  costs,  and  all  other  questions  in  this  cause, 
are  hereby  reserved  until  the  coming  in  of  the  said  report. 

"  And  the  complainant  shall  either  pay  to  the  defendants,  or  set  off 
against  the  damages  to  be  awarded,  the  sum  of  two  thousand  dollars, 
which  he  offered  in  his  bill  to  pay  them,  with  interest  from  the  5th  of 
December,  1845." 

An  appeal  from  this  decree  brought  the  case  up  to  this  court. 

Mr.  Seward  moved  to  dismiss  the  appeal,  upon  the  ground  that  the 
decree  was  not  a  final  one,  which  motion  was  opposed  by  Mr.  Tabcr. 

Mr.  Suntrd  stated  the  case,  and  then  said  that  it  was  admitted  that 
an  appeal  would  not  lie,  except  from  a  final  decree.  The  only  ques- 
tion is,  what  is  the  distinction  between  final  and  interlocutory  decrees. 
The  same  principle  may  be  applied  which  governs  the  construction 
of  judgments  at  law;  those  are  final  which  grant  a  remedy  upon  the 
whole  matter,  and  dismiss  a  party  from  the  court.  But  in  equity 
there  is  some  diflicultv,  owing  to  the  different  nature  of  the  relict' 
which  is  granted.  A  final  decree  in  equity  may  be  defined  to  be  one 
which  definitively  adjudges  the  whole  subject-matter;  an  interlocu- 
tory decree,  one  which  disposes  of  some  parts  and  reserves  others  for 
future  decision.  2  Darnell, Ch.  Pr.,  Part  2,  pp.  631,  632,  635,  638, 
641,  London  edition  of  1840.  The  present  decree  is  not  final,  when 
tested  by  the  principles  laid  down  by  Daniel!. 

1.  It  expressly  reserves  the  question  of  costs.  They  do  not  depend 
upon  any  statute,  but  upon  judicial  discretion. 

2.  It  does  not  determine  the  amount  of  damages,  but  refers  the 
subject  to  a  master  to  ascertain  and  report. 

3.  Even  if  the  master  decides,  still  the  decree  does  not  adjudge 
them  to  be  according  to  the  report. 

4.  It  does  not  settle  any  principles  upon  which  damages  can  be 
computed,  whether  they  are  for  one  machine  or  two,  &c. 

5.  It  reserves  a  decision  upon  the  rights  of  the  respective  parties. 
The  complainant  offered,  in  his  bill,  to  pay  #2,000 ;  the  decree  says 
he  shall  do  so,  but  does  not  say  whether  it  is  an  extinguishment  of  the 
claim,  or  onlv  a  set-off 

6.  The  bill  prays  that  the  machines  and  their  produce  may  be  de- 
livered to  the  plaintiff;  but  the  decree  is  silent  upon  this  point  The 
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question  is  reserved.  It  may  be  said  that  a  perpetual  injunction  is 
decisive  of  the  rights  of  the  parties.  But  it  is  only  an  order,  which 
the  court  may  revoke  at  any  time.  It  cannot  be  pleaded  in  bar.  We 
think  the  parties  are  still  in  court. 

7.  The  decree  does  not  give  all  the  relief  which  is  prayed  for  in  the 
bill.  Whatever  is  asked  and  not  granted  is  left  undecided,  because 
the  bill  is  not  dismissed  as  to  that. 

(Mr.  Seward  then  commented  on  10  Wheat.,  502 ;  11  Wheat.,  429 ; 
8  Peters,  318 ;  9  Peters,  1 ;  G  Cranch,  51 ;  15  Peters,  287;  2  now., 
G2 ;  5  now.,  51 ;  6  How.,  203 ;  lb.,  208,  209.) 

Mr.  A.  Taber,  against  the  motion. 

1.  The  decree  in  question  is  a  "  final  decree,"  upon  a  sound  con- 
struction of  the  Judiciary  Act  of  1803,  ch.  93,  sec.  2.  The  fundamen- 
tal purpose  of  this  act  was  to  give  an  appeal,  if  required,  where  the 
amount  in  controversy  was  sufficient,  to  the  end  that  the  substantial 
right.-  of  parties  should  not  be  finally  disposed  of  by  Circuit  Courts. 
Not  so  of  the  English  statutes  of  limitations,  authorities  construing 
which  have  been  cited  on  the  other  side.  Their  leading  object  was, 
not  to  give  or  take  away  an  appeal,  but  to  restrict,  by  a  short  limita- 
tion, appeals  taken  pendente  lite,  allowing  a  longer  one  to  those  taken 
after  the  cause  was  ended.  Wherefore,  the  words  "  final  decree,"  in 
these  English  acts,  are  justly  interpreted  to  mean  one  which  is  a  finis 
of  the  cause,  and  in  our  act,  one  which  is  a  finis  of  substantial  rights 
of  the  parties,  which,  unless  immediately  appealed  from,  would  take 
away  property  from  one  and  give  it  to  another,  or  work  irreparable 
mischief.  6  How.,  202,  203,  206 ;  13  Peters,  15 ;  3  Cranch,  179;  2 
Smith's  Chan.  Prac,  187,  188. 

The  decree  in  question  would  do  both.  It  was  intended  by  the  Cir- 
cuit Court  finally  to  adjudge  and  determine  the  patent-rights  in  contro- 
versy. It  takes  them  away  from  the  defendants,  and  vests  them  in 
the  complainant;  and,  by  the  perpetual  injunction  it  directs,  immedi- 
ately renders  worse  than  valueless— an  incumbrance  upon  the  ground 
— the  expensive  erections  of  the  defendants  for  their  enjoyment. 

For  the  costs  of  the  cause,  no  appeal  would  hereafter  lie.  4  Rus- 
sell, Ch.,  180;  3  Peters,  307,  319;  2  How.,  210,  237.  The  other 
matters  reserved  are  merely  in  execution  of  the  decree  already  passed. 
Before  these  matters  could  have  been  adjusted,  and  an  appeal  prose- 
cuted to  effect,  our  patent -rights  would  have  expired  by  their  own 
limitation,  and  nothing  remain  for  the  appellate  offices  of  this  court 
but  a  jmt  mortem  examination  of  our  rights  for  the  vindication  of 
abstract  law. 
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The  perpctuarinjunetion,  the  main  relief  prayed,  is  a  final  execu- 
tion,— not  the  mere  extension  of  a  preliminary  injunction,  which  latter 
has  been  repeatedly  denied  in  this  canse,  and  is  wholly  inapplicable 
to  a  contest  between  assignees  under  the  same  patent,  which  is,  there- 
fore, no  more  primfl  facie  evidence  for  one  party  than  the  other.  4 
Burr.,  2303,  2400 ;  1  Vernon,  120 ;  Id..  275  ;  7  Vcs.,  1 ;  3  Mcriw, 
622 ;  14  Ves.,  130-132 ;  Drcwry  on  Injunctions,  223,  see.  5, 221,  sec. 
3,  223,  sec.  4  ;  Eden  on  Injunctions,  207. 

2.  But  if  this  is  not  a  case  for  an  appeal  under  the  act  above  cited, 
it  assuredly  must  he  one  of  "all  other  eases"  provided  for  by  the 
seventeenth  section  of  the  Patent  Act  of  183G,  eh.  747.  In  patent 
causes,  evidently  for  the  reasons  above  alluded  to,  there  is  no  limita- 
tion of  an  appeal,  except  the  safe  one  that  "the  court  shall  deem  it 
reasonable  to  allow  the  same."  If  the  act  means  this  honorable  court, 
thU  appeal  has  been  allowed  by  it,  by  one  of  its  justices  at  chambers. 
It.  as  is  more  probable,  the  Circuit  Court  was  intended,  (6  How.,  458 
and  note,  and  477,)  then  Justice  Nelson,  being  a  quorum  of  that  court. 
(Laws  of  1837,  ch.  801,  sec.  3.)  acted  as  sneh,  judicially,  in  allowing 

»it  at  chambers.  1  Brock.,  380.  Or,  if  error  has  occurred  in  the 
manner  of  taking  this  appeal,  no  statute  restriction  being  in  the  way, 
it  should  be  allowed,  in  furtherance  of  justice,  to  be  amended  now. 
Laws  of  1789,  ch.  20,  sec.  32 ;  1G  Peters.  319 ;  7  Wend.,  508.  And 
this,  according  to  the  last-cited  case,  would  be  properly  done  by  sim- 
ply denying  this  motion. 

3.  If  it  be  replied  to  the  last  point,  that  this  is  not  a  case  arising  under 
the  Patent  Law,  but  under  the  common  law  of  contracts  arid  assign- 
ments, then  the  Circuit  Court  never  had  jurisdiction,  the  cause  being 
between  resideuts  of  the  same  State,  and  an  appeal  lies  at  any  time, 
to  reverse  its  decision  already  made,  and  dismiss  the  cause.  2  How., 
244  ;  3  Id.,  093;  8  Peters,  148  ;  1(5  Id.,  97  ;  3  Dallas,  19. 

.Mr.  Justice  M'Lean  delivered  the  opinion  of  the  court. 

This  is  an  appeal  from  the  decree  of  the  Circuit  Court  for  the- 
Northern  District  of  New  York. 

The  parties  claim  conflicting  interests  as  assignees  of  "Woodworth's 
patented  planing-machine.  The  cause  was  submitted  to  the  circuit 
1  judge,  who  decreed  that  the  defendants  below  be  perpetually  enjoined 
from  any  further  constructing  or  using  in  any  manner  the  two  plan- 
ing-machines,  ftc,  and  the  case  was  referred  to  a  master  to  ascertain 
and  report  the  damages  which  the  plaintiff  has  sustained,  arising  from 
the  infringement  of  his  rights  by  the  defendants  by  the  use  of  the 
said  two  machines.    The  report  of  the  master  to  be  made  in  term 
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time,  or  to  one  of  the  judges  at  chambers  in  vacation,  and,  on  ten  days' 
notice,  either  party  to  move  for  confirmation  of  the  report,  &c.  The 
question  of  costs  was  reserved  until  the  coming  in  of  the  report,  &c. 

A  motion  is  made  to  dismiss  this  appeal,  on  the  ground  that  the 
decree  is  not  final. 

No  point  is  better  settled  in  this  court,  than  that  an  appeal  may  he 
prosecuted  only  from  a  final  decree.  The  cases  arc  numerous  where 
appeals  have  been  dismissed,  because  the  decree  of  the  Circuit  Court 
was  not  final.  It  is  supposed  there  was  a  departure  from  this  uni- 
form course  of  decision,  at  the  last  term,  in  the  case  of  Forgay  etal 
v.  Conrad,  6  How.,  201. 

In  that  case  the  court  says:  "The  decree  not  only  decides  the 
title  to  the  property  in  dispute,  and  annuls  the  deeds  under  which  the 
defendants  claim,  but  also  directs  the  property  in  dispute  to  be  deliv- 
ered to  the  complainant,  and  awards  execution.  And,  according  to 
the  last  paragraph  in  the  decree,  the  bill  is  retained  merely  for  the 
purpose  of  adjusting  the  accounts  referred  to  the  master.  In  all  other 
respects,  the  whole  of  the  matters  brought  into  controversy  by  the 
bill  are  finally  disposed  of  as  to  all  of  the  defendants,  and  the  bill  as 
to  them  is  no  longer  pending  before  the  court."  "  If  these  appel-  * 
lants,  therefore,  must  wait  until  the  accounts  are  reported  by  the  mas- 
ter and  confirmed  by  the  court,  they  will  be  subjected  to  irreparable 
injury." 

The  decree  in  that  case  would  have  been  executed  by  a  sale  of  the 
property,  and  the  proceeds  distributed  among  the  creditors  of  the 
bankrupt,  and  lost  to  the  appellants,  before  the  minor  matters  of  ac- 
count referred  to  the  master  could  be  adjusted  and  acted  on  by  the 
court.  The  course  of  procedure  in  the  Circuit  Court  was  irregular, 
and  the  consequent  injury  to  the  defendants  would  have  been  irrepa- 
rable. Effect  should  not  be  given  to  its  iinal  orders  by  the  Circuit 
Court,  until  .the  matters  in  controversy  shall  be  so  adjusted  as  to  make 
the  decree  final.  Any  other  course  of  proceeding  will,  in  many  cases, 
make  the  remedy  by  an  appeal  of  no  value. 

The  decree  in  the  case  under  consideration  is  not  final,  within  the 
decisions  of  this  court.  The  injunction  prayed  for  was  made  perpet- 
ual, but  there  was  a  reference  to  a  master  to  ascertain  the  damages 
bv  reason  of  the  infringement ;  the  bill  was  not  dismissed,  nor  was 
there  a  decree  for  costs.  In  several  important  particulars,  this  decree 
falls  below  the  rule  of  decision  in  Forcjo.y  v.  Conrad,  The  execution 
of  the  decree  in  that  case  would  have  inflicted  on  the  defendant  be- 
low an  irreparable  injury.  The  bill  was  dismissed  as  to  the  principal 
matters  in  controversy,  and  there  was  a  decree  for  costs. 
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It  is  said  that  the  decree  in  this  case,  by  enjoining  the  defendants 
below  from  the  use  of  their  machines,  destroys  their  value  and  places 
the  defendants  in  a  remediless  condition.  Tliat  in  the  course  of  a 
few  months  their  right  to  run  the  machines  will  expire,  and  that  no 
reparation  can  be  obtained  for  the  suspension  of  a  right  by  the  act  of 
the  court.  It  is  alleged,  too,  that  many  thousands  of  dollars  have 
been  invested  in  the  machinery,  which,  by  such  a  procedure,  becomes 
useless. 

The  hardship  stated  is  an  unanswerable  objection  to  the  operation 
of  the  injunction,  until  all  the  matters  shall  be  finally  adjusted.  If 
.  the  injunction  has  been  inadvertently  granted,  the  Circuit  Court  has 
power  to  suspend  it  or  set  it  aside,  until  the  report  of  the  master  shall 
be  sanctioned.  And  unless  the  defendants  below  are  in  doubtful 
circumstances,  and  cannot  give  bond  to  respond  in  damages  for  the 
use  of  the  machines,  should  the  right  of  the  plaintiff  be  finally  estab- 
lished, we  suppose  that  the  injunction  will  be  suspended.  Such  is  a 
correct  course  of  practice,  as  indicated  by  the  decisions  of  this  court, 
and  that  is  a  rule  of  decision  for  the  Circuit  Court. 

The  appeal  is  dismissed. 

Order.  This  cause  came  on  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  Northern 
District  of  New  York,  and  was  argued  by  counsel ;  on  consideration 
whereof,  and  it  appearing  to  the  court  here  that  the  decree  of  the 
court  below  complained  of  is  not  a  final  decree  within  the  meaning 
of  the  act  of  Congress,  it  is  thereupon  now  here  ordered  and  decreed 
by  this  court,  that  this  cause  be,  and  the  same  is  hereby,  dismissed  for 
the  want  of  jurisdiction. 


Eleazer  F.  Backus,  plaintiff  in  error,  v.  William  Gould  and 
David  Banks,  who  sue  as  well  for  the  United  States  as 
themselves. 

(7  Howard.  798.) 

1.  By  the  sixth  section  of  the  act  of  February  3, 1831,  entitled  "An  act  to  amend 

the  several  acta  respecting  copyrights,"  the  penalty  of  fifty  cents  on  each 
sheet,  whether  printed  or  being  printed,  or  published  or  exposed  to  sale,  is 
limited  to  the  sheets  in  possession  of  the  party  who  prints  or  exposes  them  to 
sale. 

2.  It  does  not  apply  to  those  sheets  which  he  had  published,  or  procured  to  be 

published,  whether  they  were  found  in  his  possesion  or  not. 
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Tins  case  was  brought  by  writ  of  error  from  the  Circuit  Court  of 
the  United  States  for  the  Northern  Disti  l  '  of  New  York. 

Tt  was  a  qui  tnm  action,  brought  by  Gould  and  Banks  against  Back- 
us, for  an  alleged  invasion  of  tlx  ir  copyright  in  nine  volumes  of 
Cowen's  Reports,  and  the  first  three  volumes  of  Wendell's  Reports. 

On  the  trial,  the  affidavit  of  John  L.  Wendell  was  read,  stating  that 
he,  Qua  deponent,  was  the  real  plaintiff,  and  that  Gould  and  Banfc 
wero  merely  nominal  plaintiffs. 

In  1  SOS, Backus  published  a  book  entitled  •  A  Digest  of  the  Cause* 
decided  and  reported  in  the  Superior  Court  of  tho  City  of  New  York, 
the  Vice-Chancellor's  Court,  the  Supreme  Court  of  Judicature,  the 
Court  of  Ohm  ltd  Che  Court  for  the  Correction  of  Errors,  of  the 

State  of  New  York,  from  1823  to  October,  1886,  with  Tables  of  the 
Names  of  the  Cases  and  of  Titles  and  References,  being  a  Supplement 
to  Johnson's  Digest." 

To  tho  declaration,  Backus  pleaded  nil  debet. 

Cpi  hi  the  trial,  the  plaint  ills  proved  themselves  entitled  to  the  copy- 
right of  the  first,  second,  and  tilth  volumes  of  Cowen's  Reports,  and 
of  the  second  v<  Home  1 4  Wendell's  Reports.  And  that  from  the  aboxv 
Volumes  the  defendant  had  transferred,  literally,  one  hundred  an<] 
forty-tWO  and  a  half  pages  ;  and  they  proved  a  sale  by  the  defendant 
of  five  hundred  copies  of  bis  work. 

The  counsel  for  the  defendant  then  prayed  the  court  to  instruct  the 
jury  as  follows: 

1st.  That  .lohn  L.  Wendell,  and  not  the  plaintiffs,  was  the  owner 
and  proprietor  of  the  copyright  to  the  said  lii  st.  second,  and  fifth  vol- 
umes of  Cowen's,  and  to  tho  said  second  volume  of  Wendell's  Re- 
ports, and  that,  by  the  statute,  no  person  but  the  owner  or  propri.  t  r 
could  maintain  said  suit  for  said  penalty,  and  prayed  the  court  so  to 
instruct  tho  jury.  But  the  court  derided  that  the  suit  might  be  main- 
tained  in  the  name  of  William  Gould  and  David  Banks,  notwithstand- 
ing the  facts  Bet  forth  in  the  affidavits  of  John  L.  Wendell,  and  *' 
instructed  the  jury,  and  refused  to  instruct  said  jury  as  requested  hy 
defendant's  counsel — to  which  decision,  instruction,  and  refusal,  the 
counsel  for  the  defendant  excepted. 

2d.  That  the  said  hooks,  called  the  \\>  id,  and  fifth  volume* 

of  Cowen's  Reports,  and  second  volume  of  Wendell's  Reports,  are 
not  the  subject  of  a  copyright,  nnd  the  publisher  of  them  could  acquis 
no  exclusive  right  to  the  publication  thereof,  and  therefore  could  not 
be  unlawfully  infringed,  and  prayed  the  court  so  to  instruct  the  jury. 
But  the  court  decided  that,  although  the  opinions  of  the  several  courts, 
as  contained  in  said  volumes  of  reports,  were  not  the  subject  of  a  copy 
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right,  yet  that  the  indexes  of  said  volumes,  and  the  statement  of  the 
cases  preceding  the  opinions,  and  the  marginal  notes,  or  synopsis  of 
the  case,  at  the  head  of  each  case,  were  the  subject  of  a  copyright,  for 
any  infringement  of  which  this  action  would  lie,  and  so  charged  and 
instructed  the  jury,  and  refused  to  charge  or  instruct  the  jury  as  prayed 
by  the  defendant's  counsel — to  which  decision,  charge,  and  instruction, 
and  refusal,  the  defendant's  counsel  excepted. 

3d.  The  defendant's  counsel  insisted,  that  if  the  said  indexes  were 
the  subject  of  a  copyright,  yet  it  was  the  duty  of  the  proprietor  there- 
of, who  obtained  the  copyright,  to  express,  in  the  title  deposited  and 
published,  (where  lie  was  not  entitled  to  a  copyright  of  the  whole 
book,)  the  matter  for  which  be  claimed  such  copyright ;  that  he  could 
not  obtain  a  valid  copyright  to  such  matter,  which  was  a  very  small 
portion  of  the  work,  under  a  general  claim  to  a  copyright  to  the 
whole  book,  and  in  this  case  he  had  not  only  not  claimed  any  such 
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copyright  to  the  indexes,  but  merely  a  copyright  to  the  report  of  the 
cases,  and  therefore  had  not  acquired  any  valid  copyright  to  such  in- 
dexes, and  prayed  the  court  so  to  instruct  the  jury.  But  the  court 
decided  that  a  copyright  to  the  whole  book  would  secure  to  the  pro- 
prietors the  exclusive  right  to  such  matter  in  the  book  as  was  sus- 
ceptible of  a  copyright,  although  such  matter  composed  ever  so  small 
a  portion  of  the  book,  and  so  instructed  the  jury,  and  refused  to  in- 
struct said  jury  as  requested  by  the  counsel  for  the  said  defendant — 
to  which  decision,  instruction,  and  refusal,  the  counsel  for  the  defend- 
ant excepted. 

4th.  The  counsel  for  the  defendant  also  insisted,  that  the  plaintiffs 
having  obtained  a  copyright  purporting  to  be  for  the  whole  book, 
when  they  were  only  entitled  to  a  copyright  for  a  very  small  portion 
of  the  matter  contained  in  such  book,  such  copyright  was  wholly  void, 
and  no  action  would  lie  for  any  infringement  of  it,  and  prayed  the 
court  so  to  instruct  the  jury.  But  the  court  decided  that  such  copy- 
right would,  and  did,  secure  to  the  plaintiffs  the  exclusive  right  to 
such  matter  in  said  book,  whether  it  were  more  or  less,  as  they  were 
entitled  to  obtain  a  copyright  for,  and  that  said  copyright  was  not  void, 
and  that  this  action  would  lie  for  an  infringement  or  pirating  of  any 
part  of  the  matter  in  said  books  for  which  the  plaintiffs  were  entitled 
to  obtain  a  copyright,  and  so  instructed  the  jury,  and  refused  to  in- 
stinct the  jury  as  prayed  by  defendant's  counsel— to  which  decision, 
instruction,  and  refusal,  the  defendant's  counsel  excepted. 

6th.  The  counsel  for  the  defendant  also  further  insisted,  that  the 
publication  of  the  said  supplement,  or  third  volume  cf  Johnson's 
Digest,  was  not  a  printing  or  publishing  of  the  said  first,  second,  and 
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of  the  decisions  of  the  cases  contained  in  said  volumes,  and  was  pub- 
lished by  the  defendant  in  good  faith,  and  not  for  the  purpose  of  fur- 
nishing to  the  public  the  matter  contained  in  said  volumes  in  a  cheap- 
er form  or  for  a  less  price  than  those  volumes  were  sold  for;  and  that 
said  digest  was,  in  fact,  a  benefit  instead  of  an  injury  to  said  volumes, 
and  would  promote  the  6ales  thereof,  that  then  said  publication  was 
no  infringement  of  the  plaintiffs'  said  copyright,  and  this  action  could 
not  be  sustained,  and  the  defendant  would  be  entitled  to  their  verdict. 
But  the  court  refused  so  to  instruct  the  jury;  but  did  charge  and  in- 
struct the  jury,  that  if  the  defendant  had  transferred  to  his  said  digest 
any  part  of  the  matter  contained  in  the  indexes  of  said  first,  second, 
and  fifth  volumes  of  Cowen's  Reports,  or  second  volume  of  Wendell's 
Reports,  and  thus  availed  himself  of  the  labor  of  others  contained  in 
books  of  which  the  plaintiffs  held  the  cop^vright,  the  plaintiffs  were 
entitled  to  their  verdict — to  which  refusal,  and  charge,  and  instruction, 
the  defendant's  counsel  excepted. 

8th.  The  counsel  for  the  defendant  also  insisted,  that  from  the  very 
nature  of  the  work  published,  the  same  idea  contained  in  the  indexes 
to  said  volumes  of  reports,  if  correctly  stated  in  said  indexes,  must 
necessarily  be  stated  in  the  digest  published  by  defendant;  and  if 
published  in  English,  substantially  the  same  words  must  be  used ;  and 
if  the  work  was  a  bona  fide  digest,  and  not  an  evasion  for  the  purpose 
of  furnishing  the  public  with  the  work  in  a  cheaper  form  than  the 
original,  the  publication  of  said  digest  by  the  defendant  could  not  be 
deemed  an  invasion  of  the  plaintiffs'  copyright,  unless  the  matter  in 
said  indexes  had  been  literally  transferred  to  the  defendant's  digest, 
and  prayed  the  court  so  to  instruct  the  jury.  But  the  court  refused 
so  to  instruct  the  jury,  but  instructed  them  that,  if  the  defendant  had 
transferred  to  the  said  digest,  published  by  him,  any  part  of  matter 
contained  in  the  indexes  to  said  first,  second,  and  filth  volumes  of 
Cowen's  Reports,  and  second  volume  of  Wendell's  Reports,  it  was  an 
invasion  of  the  plaintiffs'  said  copyright,  for  which  this  action  would 
lie — to  which  refusal  and  instruction,  the  counsel  for  the  defendant 
excepted. 

9th.  In  regard  to  the  amount  of  the  penalty  to  be  recovered,  the 
defendant's  counsel  insisted  that  the  plaintiffs  could  only  recover  fifty 
cents  for  every  sheet  of  the  matter  transferred  from  said  index  to 
first,  second,  and  fifth  volumes  of  Cowen's  Reports,  and  second  vol- 
ume of  Wendell's,  to  the  said  digest  of  said  defendant,  as  had  been 
proved  to  have  been  found  in  his  possession,  either  printing  or  printed, 
published  or  exposed  for  sale;  and  that  there  was  no  legal  proof  that 
auy  such  sheets  of  said  matter  had  been  so  found  in  said  defendant's 
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possession,  and  prayed  the  court  so  to  instruct  the  jury.  But  the 
counsel  for  plaintiffs  insisted  thai  they  were  entitled  to  recover  fifty 
cents  for  every  sheet  of  sncli  matter  which  had  been  published,  or 
procured  to  be  published,  by  the  defendant)  whether  the  same  wen* 
proved  to  have  been  found  in  the  defendant's  possession  ornot;  and 
so  the  court  tl  eidcd  and  instructed  the  jury,  ;md  refused  to  instruct 
tile  jury  as  prayed  by  tin-  counsel  for  the  defendant — to  which  deci- 
sion and  instruction,  and  refusal  to  instruct,  the  defendant's  compel 
excepted. 

And  with  such  clmrge  and  instrnction,  tlie  court  submitted  the  cause 
to  the  jury,  who,  under  such  decisions,  charge,  and  instruction,  found 
a  verdict  for  the  plaintifis  for  $2,069.75  debt,  ami  six  cents  costs. 

I'pon  all  these  exceptions,  the  case  come  up  to  this  court. 

They  were  all  fully  argued,  by  Mr.  Jama  Bayard  and  Mr.  Joseph 
It.  Ingcritotlt  for  the  plaintiff  in  error,  and  .V/-.  Wendell,  for  the  defend- 
ants in  error. 

The  arguments  upon  all  the  points,  except  the  one  upon  which  the 
decision  of  the  court  turned,  are  omitted.  The  views  expressed  hj 
Mr.  Biu/itrd  were  illustrated  and  enforced  by  Mr.  Ingenotl,  in  his 
reply  to  Mr.  W>  mi  ll. 

Mr.  Btnjttrd  said,  that,  before  entering  upon  the  argument,  it  was 
right,  as  well  in  justice  to  his  honor  tbe  District  Judge  (CoxXUW) 
before  whom  the  case  was  tried,  as  to  prevent  any  prejudice  to  the 
case  from  an  apparent  decision  by  the  court  below,  to  state  the 
cuiustanccs  under  which  the  case  comes  before  this  court. 

This  ease,  with  ailotlter  embracing  precisely  the  same  questions 
(which  it  is  agreed  shall  abide  the  event  of  this,)  came  on  to  he  tried 
before  his  honor  Judge  Ooxklixu,  who  held  the  Circuit  Court  at 
Albany  in  October,  1843,  in  the  absence  of  the  Circuit  Judge,  (the 
late  }Jr.  Justice  Thompson,)  who  was  absent  from  sickness.  In  ordei 
to  take  a  verdict  which  should  determine  the  facts  in  the  case,  and 
fix  ihe  amount  of  the  penalty,  if  any  had  been  incurred,  the  point* 
of  law  were  stated  by  counsel,  and  ruled  by  the  judge  without  argu- 
ment, with  the  understanding  that  they  were  to  be  argued  before  p 
full  court,  when  Judge  Thompson  should  be  able  to  sit.   His  con- 
tinued indisposition, which  at  last  terminated  in  his  death,  prevented 
ibis  from  being  done;  and  in  July.  1845,  judgment  was  entered  upon 
the  verdict,  by  order  of  plaintiffs1  attorney,  without  argument.  And 
this  writ  of  error  was  sued  out  to  bring  the  record  into  this  court, 
where  the  ease  is  really  now  to  be  decided  for  the  first  time. 
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(Mr.  Bayard  then  proceeded  to  argue  the  several  points,  until  he 
came  to  the  ninth  prayer  to  the  court  below.) 

Again,  by  the  express  words  of  the  act,  the  offender  is  to  forfeit 
and  pay  fifty  cents  only  "  for  every  such  sheet  which  may  be  found 
in  his  possession." 

This  limitation  has  been  totally  disregarded  by  the  learned  judge 
of  the  Circuit  Court,  who  adopted  the  views  of  the  counsel  for  the 
plaintiffs,  who  "  insisted  that  they  were  entitled  to  recover  fifty  cents 
for  every  sheet  of  such  matter  which  had  been  published,  or  procured 
to  bo  published,  by  the  defendant,  whether  the  same  were  proved  to 
have  been  found  in  the  defendant's  possession  or  uot,"  and  so  decided 
and  instructed  the  jury. 

This  appears  to  be  a  most  manifest  disregard  of  the  terms  of  the 
statute,  in  order  to  give  what  the  judge  seems  to  have  considered  an 
equitable  construction,  making  it  extend  to  a  case  clearly  beyond  its 
terms,  which  is  a  mode  of  construction  altogether  inadmissible  in  the 
case  of  a  penal  statute. 

The  reason  of  this  limitation  of  the  penalty  may  not  bo  very  clear ; 
but  the  words  of  the  statute  are  plain,  and  when  this  is  the  case,  there 
is  no  room  for  equitable  construction  in  any  statute,  but  especially  in 
a  penal  one. 

But  it  might  not  be  difficult,  if  it  were  necessary,  to  find  reasons 
for  the  limitation. 

1st.  Congress  did  not  intend  that  an  author  should  lie  by  during 
the  two  years  allowed  for  bringing  his  action,  permitting  another  to 
publish  and  vend  his  work  during  that  time,  and  then  recover  fifty 
cents  for  every  sheet  so  published. 

This  would  be  laying  a  trap  for  his  ruin,  as  I  have  shown  that  the 
penalty  upon  an  ordinary  edition  might  exceed  $15,000;  and  if  it 
were  a  popular  work,  several  such  editions  might  be  disposed  of  in 
the  course  of  two  years. 

2d.  But  for  this  limitation,  several  penalties  might  be  incurred  by 
several  different  persons  on  account  of  the  same  sheets. 

The  penalty  is  to  be  inflicted  upon  "  any  person  who  shall  print, 
publish,  or  import,  or  cause  to  be  printed,  published,  or  imported,  any 
copy,  &c,  without  consent  of  the  owner,  or  who  shall  (knowing  the  " 
same  to  be  so  printed  or  imported)  publish,  sell,  or  cause  to  be  pub- 
lish, sold,  or  exposed  to  sale,  any  copy,"  &c. 

Not  only,  therefore,  the  publisher,  but  the  printer,  and  every  book- 
seller who  sells  a  copy,  may  be  liable  to  this  penalty. 

Now,  upon  the  principle  adopted  by  the  court  below,  the  penalty  is 
incurred  by  the  act  of  publication,  printing,  or  selling,  and  the  amount 
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is  to  be  fixed  by  the  number  of  copies  published,  printed,  or  sold, 
without  regard  to  where  they  may  be  found.  In  case,  therefore,  of 
an  edition  of  such  a  work,  the  publisher  who  has  caused  it  to  be  print- 
ed, the  printer  who  has  actually  printed  it,  the  bookseller  in  whose 
store  the  whole  edition  has  been  placed  for  side,  and  every  bookseller 
to  whom  he  has  sent  a  part  of  it  for  sale,  may  be  liable  to  the  penalty 
of  fifty  cents  for  the  same  identical  sheets.  This  could  never  have 
been  intended. 

3d.  Again,  it  might  be  that  a  person  who  had  unintentionally  vio- 
lated a  copyright  by  the  publication  of  a  book,  might,  upon  discover- 
ing that  his  publication  was  illegal,  destroy  the  whole  edition,  and  so 
relieve  himself  from  the  penalty.  But  according  to  the  decision  of 
the  Circuit  Court,  he  would  still  remain  liable.  Nay,  if  he  were  even 
to  give  the  whole  edition  to  the  author  of  the  protected  work,  he  would 
still,  on  the  principle  of  this  decision,  remain  liable  to  this  penalty. 

These  are  some  of  the  reasons  which  might  be  given  for  this  limita- 
tion of  the  penalty;  but  whatever  the  reasons  may  have  been,  the 
words  are  plain,  and  measure  the  amount  of  the  penalty  by  the  num- 
ber of  sheets  "  found  in  defendant's  possession." 

If  the  iutention  of  the  legislature  was  what  the  Circuit  Court  held 
it  to  have  been,  it  would  have  been  perfectly  easy  and  most  obviously 
proper  to  have  expressed  that  intention,  either  by  omitting  the  words 
"  which  may  be  found  in  his  rwssession,"  or  by  adding  after  the  word 
"  sale,"  in  the  next  line,  the  words  "  or  which  he  may  have  sold,  or 
caused  to  be  sold  " ;  either  of  which,  particularly  the  former,  would 
have  been  the  simple  and  natural  mode  of  expressing  the  intention 
contended  for  by  the  plaintiffs. 

Accordingly,  we  find  that,  in  the  British  statutes  on  copyright,  (of 
which  there  have  been  several,)  there  has  been  a  change  in  this  par- 
ticular; and  when  the  amount  of  the  penalty  was  not  intended  to  be 
measured  by  the  number  of  books  or  sheets  found  in  defendant's  pos- 
session, it  has  been  so  expressed. 

The  first  statute  on  this  subject  (from  "which  all  the  subsequent 
ones,  both  in  England  and  in  this  country,  have  been  taken)  was  the 
statute  8  Anne,  eh.  19,  (1710,)  which  gives  to  authors  and  their  assigns 
*  the  solo  right  of  printing,  publishing,  and  vending  their  books  for 
fourteen  years,  with  the  right  of  renewal  for  fourteen  years  longer  if 
the  authors  are  living  at  the  expiration  of  the  first  term.  And  the 
first  section  provides  that  if  any  other  person  shall  print,  reprint,  &c, 
any  such  book  or  books,  without  the  consent  of  the  author  or  his  as- 
signee, "  then  such  offender  or  offenders  shall  forfeit  such  book  or 
books,  and  all  and  every  sheet  or  sheets,  being  part  of  such  book  or 
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books,  to  the  proprietor  or  proprietors  of  the  copyright  thereof,  who 
shall  forthwith  damask  and  make  waste-paper  of  them ;  and  further, 
that  every  such  offender  or  offenders  shall  forfeit  one  penny  for  every 
sheet  which  shall  be  found  in  his,  her,  or  their  custody,  either  printed 
or  printing,  published  or  exposed  to  sale,  contrary  to  the  true  intent 
and  meaning  of  this  act."  Here  we  have  the  same  limitation  as  in 
our  act  of  Congress. 

Next  came  the  statute  12  George  II,  ch.  36,  which  was  passed  for  the 
purpose  of  "  prohibiting  the  importation  of  books  reprinted  abroad, 
and  first  composed  or  written  and  printed  in  Great  Britain." 

The  first  section  of  this  statute,  after  prohibiting  the  importation 
for  sale  of  books  first  written  or  printed  in  England,  directs  the  for- 
feiture of  the  books  so  imported,  to  be  damasked  or  made  waste-paper 
of,  as  in  the  former  statute,  and  then  adds:  "And  further,  that  every 
such  offender  or  offenders  shall  forfeit  the  sum  of  five  pounds,  and 
double  the  value  of  every  book  which  he  or  they  shall  so  import  or 
bring  into  this  kingdom,  or  shall  knowingly  sell,  publish,  or  expose 
to  sale,  or  cause  to  be  sold,  published,  or  exposed  to  sale,  contrary  to 
the  true  intent  and  meaning  of  this  act." 

Here  we  have  the  penalty  not  limited  to  the  books  found  in  the  of- 
fender's custody  or  possession,  but  extended  to  all  the  books  imported, 
sold,  or  exposed  to  sale  contrary  to  the  provisions  of  the  statute. 

The  next  statute  was  that  of  15  George  HI,  ch.  53,  which  was  u  An 
act  for  enabling  the  two  universities  in  England,  the  four  universities 
in  Scotland,  and  the  several  colleges  of  Eton,  Westminster,  and  Win- 
chester, to  hold  in  perpetuity  their  copyright  in  books  given  or  be- 
queathed "  to  them,  &c. 

The  first  section  of  this  act  secures  to  the  said  universities  and  col- 
leges the  perpetual  copyright  in  books  given  or  bequeathed  to  them. 
The  second  section  provides  that  if  any  person  shall  print,  reprint,  or 
import  any  such  book  or  books,  he  or  they  shall  forfeit  the  same,  and 
every  sheet  thereof,  to  be  damasked  or  made  waste-paper  of.  "  And 
further,  that  such  offender  or  offenders  shall  forfeit  one  penny  for 
every  sheet  which  shall  be  found  in  his,  her,  or  their  custody,  either 
printing  or  printed,  published  or  exposed  to  sale,  contrary  to  the  true 
intent  and  meaning  of  this  act."  Ilere  we  have  the  penalty  limited 
to  the  sheets  found  in  the  custody  of  the  offeuder. 

The  next  was  the  statute  41  George  III,  ch.  107,  entitled  "  An  act 
for  the  further  encouragement  of  learning  in  the  United  Kingdom  of 
Great  Britain  and  Ireland,  by  securing  the  copies  and  copyright  of 
printed  books  to  the  authors  of  such  books,  or  their  assigns,  for  the 
time  herein  mentioned." 
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This  act  is  remarkable  in  several  particulars,  and  especially  with 
reference  to  the  point  now  under  consideration,  that  it  has,  in  differ- 
ent sections,  both  the  kinds  of  penalty,  viz.,  one  limited  by  the  sheets 
found  in  the  custody  of  the  offender,  and  the  other  measured  by  the 
whole  number  of  books  imported.  By  the  first  section,  after  reciting 
that  "it  is  expedient  that  further  protection  should  be  afforded  to  the 
authors  of  books,"  &c,  the  sole  right  of  printing  and  reprinting  is 
given  to  the  author,  &c,  for  fourteen  years,  with  the  right  of  renewal 
for  another  term  of  fourteen  years,  as  before.  Then  it  is  enacted, 
that  if  any  one  violates  this  light,  the  offender  or  offenders  shall  be 
liable  to  a  special  action  on  the  case,  at  the  suit  of  the  proprietor  of 
the  copyright,  in  which  damages  may  be  recovered.  It  is  further 
enacted,  that  the  offender  shall  forfeit  such  book  or  books,  and  all  and 
every  sheet  and  sheets,  being  part  thereof,  to  be  damasked,  as  before. 
"And  all  and  every  such  offender  and  offenders  shall  also  forfeit  the 
sum  of  threepence  for  every  sheet  which  shall  be  found  in  his  or  their 
custody,  either  printed  or  printing,  or  published  or  exposed  to  sale, 
contrary  to  the  true  intent  and  meaning  of  this  act." 

After  several  other  provisions,  not  material  to  the  present  question, 
we  come  to  the  seventh  section,  which  forbids  the  importation  for 
sale  of  books  first  printed  in  the  United  Kingdom,  and  afterwards 
reprinted  abroad.  If  any  person  shall  import  such  book  contrary  to 
this  act,  "  then  everv  such  book  shall  be  forfeited,  and  mav  be  seized 
bv  anv  officer  of  the  customs,  and  the  same  shall  be  forthwith  made 
waste-paper."  "  Aud  all  and  every  person  so  offending,  upon  con- 
viction thereof,  shall  also,  for  every  such  offense,  forfeit  the  sum  of 
ten  pounds,  and  double  the  value  of  each  any  every  copy  of  such 
book  or  books  which  he,  she,  or  they  shall  so  import  or  bring,  or 
cause  to  be  imported  or  brought,  into  any  part  of  the  said  United 
Kingdom." 

Here  was  a  statute  intended  to  give  "  further  protection  "  to  au- 
thors, which  it  does  by — 1st,  extending  the  sole  right  of  authors,  &c, 
to  the  whole  of  the  United  Kingdom  of  Great  Britain  and  Ireland ; 
2d,  giving  a  special  action  on  the  case  to  proprietors  of  copyrights; 
3d,  increasing  the  penalty  on  reprinting,  &c,  from  one  penny  to  three- 
pence ;  4th,  giving  to  officers  of  the  customs  the  right,  and  making  it 
their  duty,  to  seize  and  destroy  any  books  imported  in  violation  of 
the  act ;  5th,  increasing  the  penalty  on  importing  such  books  from 
five  to  ten  pounds.  But  the  court  will  observe,  that  although  this 
statute  was  intended  to  increase  the  protection  to  copyright,  and  al- 
though the  legislature  had  fully  in  view  the  two  different  modes  of 
measuring  the  penalty,  imposing  one  in  the  first  section  and  the  other 
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in  the  seventh,  yet  they  made  no  alteration  in  this  respect  with  re- 
gard to  books  reprinted  in  the  kingdom,  but  adhered  to  the  original 
limitation  contained  in  the  statute  of  Anne,  only  increasing  the  pen- 
alty from  one  penny  to  threepence,  while  they  follow  the  statute  of 
12  George  II  in  extending  the  penalty  on  imported  books  to  all  books 
imported. 

The  next  act  shows  the  intention  of  the  legislature  still  more  clearly. 
That  was  the  statute  54  George  III,  ch.  15G,  entitled  "  An  act  to 
amend  the  several  acts  for  the  encouragement  of  learning,  by  securing 
the  copies  and  copyright  of  printed  books  to  the  authors  of  such  books 
or  their  assigns."  • 

The  fourth  section  of  this  act  extends  the  term  of  copyright  to 
twenty-eight  years,  (with  a  subsequent  extension,  in  section  ninth,  for 
the  life  of  the  author,  if  living  at  the  expiration  of  the  twenty-eight 
years,)  gives  the  special  action  on  the  case  for  violation  of  the  copy- 
right, directs  the  forfeiture  of  every  book  printed,  &c,  in  violation  of 
the  copyright,  to  be  damasked,  as  before,  and  then  provides,  that  "all 
and  every  such  offender  and  offenders  shall  also  forfeit  the  sum  of 
threepence  for  every  sheet  thereof,  either  printed  or  printing,  or  pub- 
lished or  exposed  to  sale,  contrary  to  the  true  intent  and  meaning  of 
this  act."  Here  the  limitation  to  sheds  found  in  the  custoih/  of  (he  of- 
fender is  omitted;  and  this  is  particularly  important,  as  I  will  show 
presently,  when  I  come  to  examine  the  acts  of  Congress  on  this  sub- 
ject. 

I  have  been  thus  particular  in  the  examination  of  these  British  stat- 
utes, because  the  acts  of  Congress  have  been  evidently  taken  from 
them,  copying  the  very  words,  in  many  instances.  And  in  the  ab- 
sence of  decided  cases,  putting  a  judicial  construction  upon  these  acts, 
it  is  important  to  learn  the  sense  of  the  legislature,  as  to  the  true 
meaning  of  the  terms  used,  from  the  changes  which  have  been  made 
from  time  to  time ;  and  it  is  very  evident,  from  this  examination, 
tliat  where  the  legislature  intended  to  extend  the  penalty  beyond  the 
books  or  sheets  found  in  the  custodv  of  the  offender,  thev  have  said 
so  in  such  a  way  as  to  leave  no  doubt  about  it ;  as,  first,  in  the  case 
of  importation  of  protected  books,  the  offender  forfeits  double  the 
value  of  every  book  imported,  and,  finally,  in  1814,  and  not  till  then, 
in  case  of  reprinting  in  England,  the  offender  shall  forfeit  threepence 
for  every  sheet,  either  printed  or  printing,  or  published  or  exposed 
to  sale,  contrary  to  the  act. 

In  the  last  British  statute  on  this  subject,  5  and  6  Victoria,  ch.  45, 
which  repeals  the  former  acts,  and  forms  a  complete  system  of  copy- 
right law,  the  penalty  of  pecuniary  forfeiture  is  omitted  altogether; 
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and  the  proprietor  of  a  copyright  has  a  special  action  on  the  case  for 
damages,  and  a  right  to  maintain  detinue  or  trover  for  the  pirated 

copies. 

Now  let  us  turn  to  the  acts  of  Congress  on  this  subject.  The  first 
was  the  act  of  the  31st  of  May,  1790,  which  gives  to  the  author  or 
authors  of  any  map,  chart,  book  or  books,  (being  citizens  of  the  United 
States,)  and  their  executors,  administrators,  and  assigns,  the  sole  right 
to  print,  reprint,  publish,  and  vend  the  same  for  the  term  of  fourteen 
years,  with  the  right  of  renewal  by  the  author,  if  living,  for  another 
term  of  fourteen  years. 

The  third  section  provides  the  penalty  for  violating  this  copyright, 
viz.:  1st.  Forfeiture  of  every  copy  of  the  book,  &c,  wrongfully  printed, 
to  be  destroyed,  &c;  2d.  "And  every  such  offender  and  offenders 
shall  also  forfeit  and  pay  the  sum  of  fifty  cents  for  every  sheet  which 
shall  be  found  in  his  or  their  possession,  either  printed  or  printing, 
published,  imported,  or  exposed  to  sale,  contrary  to  the  true  intent 
and  meaning  of  this  act." 

The  court  will  observe  that  these  provisions  of  this  act  were  taken 
from  the  British  statutes  then  in  existence.  The  same  term  of  dura- 
tion—fourteen years,  with  the  right  of  renewal  for  fourteen  years 
more,  if  the  author  were  living.  The  same  penalty — forfeiture  of 
books,  to  be  destroyed,  and  payment  of  a  sum  of  money  for  every 
sheet  found  in  the  offender's  possession. .  The  difference  in  this  part 
of  the  act  being,  that  Congress  uses  the  word  "  possession  n  instead  of 
"custody,"  and  fixes  the  penalty  at  fifty  cents  instead  of  threepence, 
thus  making  this  act  much  more  severe  that  the  British  statutes,  as  I 
remarked  in  a  former  part  of  my  argument. 

Then  we  come  to  the  act  of  February  3,  1831,  under  which  this 
action  is  brought;  for  it  repeals  the  previous  acts.  This  act  extends 
the  term  of  copyright  to  twenty-eight  years,  with  the  right  of  renewal 
for  fourteen  years  more  by  the  author,  if  living;  and  then,  after  pro- 
viding the  mode  of  securing  the  copyright  by  deposit  of  title-page, 
and  giving  notice  by  publication,  the  sixth  section  provides  the  pen- 
alty, which  is,  as  in  the  former  act,  forfeiture  of  every  copy  of  the 
book,  but  not  to  be  destroved,  and  "  fiftv  cents  for  every  sheet  which 
may  be  found  in  his  possession,  either  printed  or  printing,  published, 
imported,  or  exposed  to  sale,  contrary  to  the  intent  of  this  act." 

Now,  the  court  will  observe  that  this  act  of  Congress  was  passed 
sixteen  years  after  the  statute  54  George  III,  ch.  156.  And  there 
can  be  no  doubt  that  this  statute  was  before  the  framers  of  the  act  of 
Congress,  not  only  from  the  general  presumption  that  Congress  would 
be  acquainted  with  an  act  of  Parliament  on  the  same  subject  passed 
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sixteen  years  before,  but  from  their  adopting  some  of  its  provisions, 
such  as  the  extended  term  of  twenty-eight  years.  And  yet  Congress 
carefully  adheres  to  the  old  penalty,  limiting  it  to  the  sheets  found  in 
tin.-  offender's  possession,  although  they  must  have  seen  the  alteration 
made  in  the  British  statute,  and  known  that  the  effect  would  be  to 
extend  the  penalty  to  all  sheets  printed  or  imported.  Perhaps  Con- 
gress thought  the  penalty  of  fifty  cents  a  sheet  was  so  large  that  it 
ODght  to  be  limited  to  the  sheets  found  in  defendant's  possession. 
Perhaps  it  was  intended  to  excite  the  diligence  of  the  informer  to 
commence  his  action  as  soon  as  the  work  was  published,  and  before 
it  passed  out  of  the  possession  of  the  publisher;  or,  more  probably, 
the  penalty  tlms  limited  was  intended  to  operate  as  a  restraint  upon 
l>"<>ksellers  who  might  take  the  work  for  sale,  and  who  would  be 
subject  to  the  penalty  for  the  sheets  found  in  their  possession,  But 
whatever  may  have  been  the  reason,  the  words  of  the  act  of  Congress 
are  distinct  and  plain. 

The  legislature  has  prescribed  a  certain  penalty,  to  be  measured  by 
a  standard  distinctly  given.  The  British  Parliament  saw  proper  to 
alter  and  enlarge  that  penalty  for  the  United  Kingdom  of  Great  Brit- 
ain and  Ireland.  But  the  Congress  of  the  United  States,  when  thcil 
attention  was  specially  called  to  the  subject,  have  refused  to  adopt 
this  alteration.  They  have  adhered  to  the  old  penalty,  and  the  courts 
of  the  United  States  will  not  make  the  alteration. 

If  this  construction  is  correct,  as  I  trust  the  court  will  agree  with 
us  in  thinking  it  to  be,  it  is  very  evident  that  the  instruction  given  by 
the  court,  and  the  verdict  found  by  the  jury  in  this  case  under  the 
direction  of  the  district  judge,  impose  a  penalty  totally  different  from 
that  prescribed  by  the  law ;  for  not  a  single  sheet  of  this  work  was 
found  to  be  in  the  possession  of  the  defendant,  and  the  judgment  upon 
it  must  therefore  ha  reversed. 

Mr.  Wendell. 

It  is  said  that  the  penalty  of  fifty  cents  is  limited  to  the  sheets  found 
in  the  possession  of  the  defendant,  though  the  counsel  candidly  ad- 
mitted it  to  be  difficult  to  discern  the  reason  of  that  limitation,  lie. 
however,  suggested  that  it  might  have  been  Oil  account  of  the,  enor- 
mous penalty  which  would  be  imposed  in  the  ease  of  the  reprint  of  a 
whole  volume,  and  that  it  might  have  been  to  induce  the  bringing  of 
an  action  forthwith,  before  the  books  bad  passed  into  the  hands  of 
innocent  holders,  and  thus  save  them  from  prosecution.  It  WAS  also 
said,  that,  although  in  the  later  acts  of  the  Parliament  of  England 
upon  the  subject  of  copyright,  the  words  "sheets  found  iti  the  custody 
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oi"  the  oU'ender"  are  omitted,  the  similar  worda  contained  in  our  orig- 
inal act  upon  the  subject  arc  still  continued  in  the  last  act  of  Congress; 
from  which  it  was  inferred,  that  these  words  contained  some  peculiar 
meaning  which,  with  us.  was  intended  to  he  preserved.  The  answers 
to  which  surest  ions  are  —  1st.  that  the  penalty  will  be  equally  enor- 
mous, whether  the  action  be  brought  forthwith,  or  at  the  end  of  a 
year  ;  2d,  that  innocent  holders  of  the  pirated  work  are  not  exposed, 
for  the  penalty  reaches  only  those  who  knowingly  sell;  and,  3d.  the 
change  of  phraseology  in  the  acts  of  Parliament  shows  that  the* 
words  wen-  eonsidered  mere  matter  of  form,  as  "sheets  printing  and 
printed,"  the  only  state  of  things  to  which  the  words  could  attack  art- 
retained  in  the  act. 

Mr.  Justice  M'Lban  delivered  the  opinion  of  the  court. 

This  eatise  is  brought  here  by  a  writ  of  error  to  the  Circuit  Court 
of  the  United  States  for  the  Northern  District  of  New  York. 

An  action  of  debt  was  brought  bv  Gould  and  Banks  to  recover  oer- 
tain  penalties  alleged  to  have  been  incurred  by  the  inva-ion  •>; 

copyrighl  of  the  plaintiffs  in  twelve  volumes  of  law  reports,  to  wit. 
nine  volumes  of  Cowen's  Reports  and  three  of  Wendell's,  by  the  pub- 
lication of  a  digest  as  a  supplement  or  third  volume  of  Johnson? 
Digest.    The  defendant  pleaded  nil  ill  fu  t. 

On  the  trial,  the  plaintiffs  proved  themselves  entitled  to  the  copy- 
right of  the  first,  second,  and  fifth  volumes  of  Cowen's  Reports,  snd 
of  the  second  volume  of  Wendell's  Reports;  and  that,  from  the  above 
volumes,  the  defendant  had  transferred,  literally,  one  hundred  and 
forty-tWO  and  a  halt'  pages;  and  they  proved  a  sale  by  the  defendant 
of  five  hundred  copies  of  his  work. 

The  injury  complained  of  consisted  in  copying  from  the  above 
reports  the  marginal  notes  or  indexes  of  the  reporter,  and  publiohing 
them  in  the  digest  From  the  first  volume  of  Oowen'a  Reports  forty 
pages  were  copied;  from  the  second  volume,  twenty-nine;  froratbt 
fifth,  fifty-four  pages;  and  from  the  second  volume  of  "Wendell's  lu- 
pous nineteen  and  a  half  pages  were  copied,  which  included  the  win >]e 
of  the  indexes  of  that  volume,  except  eight  and  a  half  pages.  The 
change  in  the  phraseology  was  M,  H-ivat  in  these  pages  that  the  witness 
did  not  consider  them  as  having  been  transferred  to  the  digest. 

This  is  a  qui  tam  action,  and  was  brought  under  the  sixth  section  of 
the  act  "t'  1831,  entitled  "  An  act  to  amend  the  several  acts  respecting 
copyrights." 

Before  the  Circuit  Court,  many  points  of  law  were  raised,  and  in- 
structions prayed,  on  the  facts  in  evidence;  but  as  the  decision  will 
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turn  upon  the  construction  of  the  above  section,  under  the  ninth  prayer 
of  the  defendant,  the  other  questions  will  not  be  considered. 

The  defendant's  counsel  insisted  "  that  the  plaintiffs  could  only  re- 
cover fifty  ceuts  for  every  sheet  of  the  matter  transferred  from  said 
index  to  the  first,  second,  and  fifth  volumes  of  Cowen's  Reports,  and 
the  second  volume  of  Wendell's,  to  the  said  digest  of  said  defendant, 
as  had  been  proved  to  have  been  found  in  his  possession,  either 
printing  or  printed,  published  or  exposed  for  sale ;  and  that  there 
was  no  legal  proof  that  any  such  sheets  of  said  matter  had  been 
so  found  in  said  defendant's  possession,  and  prayed  the  court  so  to 
instruct  the  jury." 

"  But  the  counsel  for  plaintiffs  insisted  that  they  were  entitled  to 
recover  fifty  cents  for  every  sheet  of  such  matter  which  had  been  pub- 
lished, or  procured  to  be  published,  by  the  defendant,  whether  the 
same  were  proved  to  have  been  found  in  the  defendant's  possession 
or  not ;  and  so  the  court  decided  and  instructed  the  jury."  And  they 
found  a  verdict  for  plaintiffs  for  "  two  thousand  sixty-nine  dollars  and 
seventy-five  cents  debt,  and  six  cents  costs." 

The  sixth  section  provides  that  if  any  person,  within  the  term  for 
which  a  copyright  has  been  secured,  shall  print,  publish,  or  import, 
&c,  sell,  or  expose  to  sale,  or  cause  to  be  published,  sold,  or  exposed 
to  sale,  any  copy  of  such  book,  without  consent  in  writing,  such 
offender  shall  forfeit  every  copy  of  such  book  to  the  person  legally 
entitled  to  the  copyright  thereof;  "  and  shall  also  forfeit  and  pay  fifty 
cents  for  every  such  sheet  which  may  be  found  in  his  possession, 
either  printed  or  printing,  published,  imported,  or  exposed  to  sale, 
contrary  to  the  intent  of  this  act." 

This  penalty  of  fifty  cents  on  each  sheet,  whether  printed  or  being 
printed,  or  published  or  exposed  to  sale,  is  limited  to  the  sheets  in 
possession  of  the  defendant.  But,  under  the  instruction  of  the  court, 
a  verdict  was  rendered  for  every  sheet  which  the  defendant  had  pub- 
lished, or  procured  to  be  published. 

As  this  is  a  penal  section,  it  must  be  construed  strictly.  Under  it, 
every  copy  of  a  book  published  without  the  consent  of  the  person 
having  the  copyright,  is  forfeited,  in  addition  to  the  penalty  of  fifty 
cents  on  each  sheet  in  his  possession. 

The  declaration  seems  not  to  have  been  drawn  with  the  view  of 
enforcing  any  other  penalty  than  that  which  is  imposed  for  each  6heet 
found  in  the  possession  of  the  defendant. 

The  judgment  of  thd  Circuit  Court  is  reversed,  and  the  cause 
remanded  for  further  proceedings. 
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ORDER.  This  cause  came  ou  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  Northern 
District  of  New  York.  and  was  argued  hy  counsel ;  on  consideration 
whereof,  M  U  now  here  ordered  and  adjudged  by  this  court,  that  the 
judgment  of  the  said  Circuit  Court  in  this  cause  be,  and  the  same  I 
hereby,  reversed  with  costs,  and  that  this  cause  be,  and  the  same  • 
herebv,  remanded  to  the  said  Circuit  Court,  with  directions  to  award 
a  venire  facias  de  novo. 


Jacob  P.  Wilson,  complainant,  r.  Daniel  Barnum. 


L  The  following  question,  s.-nt  up  tn  this  court  upon  a  certlflcato  ot  division  in 
Opinion  between  the  Judges ol  tlte  Circuit  Court. — vi*..,  "Whether,  acconlitt? 

to  the  true  construction  ol  the  W  IwortJl  patent,  as  amended,  the  tiwtaN 

made  <>r  used  by  the  defendant  at  th<-  time  <>t  filing  the  bill,  or  either  of  laca 
singly,  do  or  <1<>  not  Infringe  tli"  mid  amended  letters  patent, '"— is  »  q** 
tion  of  fact,  over  which  this  court  has  no  jurisdiction. 

2.  The  Jurisdiction  given  lo  it  hy  statute  in  certified  caws  only  extend  topoinU 
of  law. 

Tuts  case  eame  up  from  the  Circuit  Court  of  the  United  States 
for  the  Eastern  District  of  Pennsylvania  upon  a  certificate  of  division 
in  opinion  between  the  judges  thereof. 

It  is  not  necessary  to  do  more  than  insert  the  statement  of  farts 
and  point  of  division,  a*  they  are  found  in  the  record. 


United  States  ok  America,  Eastern  District  of  Pennsylvania. 

At  a  Circuit  Court  of  the  United  States,  begun  and  held  at  the 
city  of  Philadelphia,  for  the  Pastern  District  of  Pennsylvania,  on  the 
13th  day  of  November,  in  the  year  of  our  Lord  1849 — 

Present:  The  Honorable  Robert  C.  Crier  and  the  Honorable  John 
K.  Kane. 

Jacob  P.  Wilson  v.  D ARIEL  Barnum. 

St atcm rut  of  Facts. 

This  waa  a  suit  in  equity.  The  bill  was  tiled  April  5, 1849,  by  the 
plaint  iff.  as  assignee  of  letters  patent  issued  to  William  Woodwork 
Alter  due  notice,  a  motion  was  made  for  I  special  injunction,  which 
w  as  fully  heard  before  his  honor  John  K.  Kane,  at  a  regular  CS 


Court, on  the  21st,  22d,  2*1.  24th.  and  25th  days  of  May,  A.  D.  I8tf. 


(S  Howard,  2.>S.) 
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his  honor  Judge  Grier  being  absent.  The  defendant  resisted  the 
motion,  and  filed  affidavits  on  his  part,  when,  after  a  full  hearing  of 
the  parties  and  arguments  of  counsel,  on  the  1st  day  of  June,  1849, 
a  special  injunction  was  granted,  a  copy  of  which  is  annexed  to  this 
statement  Afterwards,  on  the  4th  day  of  June,  1849,  the  defendant 
tiled  an  answer,  setting  up  the  fact  of  his  halving  a  patent  for  his 
machine,  and  denying  all  similarity  between  it  and  that  of  the  plain- 
tit}-;  which  same  defense  had  been  previously  set  up  by  the  said  affi- 
davits, on  the  hearing  of  the  motion  for  an  injunction.  Afterwards, 
on  the  29th  day  of  June,  1849,  a  motion  was  made  by  the  defendant 
to  dissolve  the  injunction,  which  motion  was  duly  argued  on  the  bill 
and  affidavits  on  the  part  of  the  plaintiff,  and  on  the  answer  and  affi- 
davits on  the  part  of  the  defendant ;  and  on  the  1st  day  of  August, 
1849,  an  order  was'  made  in  the  cause,  directing  an  issue  to  be  tried 
l>y  a  jury,  for  the  purpose  of  ascertaining  whether  the  machines  of 
the  defendant  were  or  were  not  infringements  of  the  machine  of  the 
plaintiff,  and  ordering  the  in  junction  to  stand,  on  the  plaintiff  giving 
security  to  the  defendant  in  the  sum  of  ten  thousand  dollars,  which 
was  done. 

The  issae  came  on  to  be  tried  by  a  jury  on  the  17th  day  of  Octo- 
ber, 1849,  and  after  a  protracted  trial  the  jury  was  discharged,  not 
being  able  to  agree. 

At  this  present  term  of  the  court,  both  of  the  judges  being  present, 
a  motion  was  made  by  the  defendant  to  dissolve  the  injunction,  and 
arguments  of  counsel  were  heard  thereon.  Thereupon,  without  any 
decision  being  had  on  said  motion,  and  upon  an  agreement  of  the 
parties,  with  the  consent  and  by  the  direction  of  the  court,  this  cause 
was  brought  to  a  final  hearing  on  the  pleadings  and  the  proofs  which 
had  been  taken  herein,  as  well  as  on  the  proofs  and  evidence  which 
were  put  in  on  the  trial  of  the  issue  before  the  jury,  and  which  last- 
named  proofs  and  evidence  were,  for  the  purpose  of  said  final  hear- 
ing, considered  as  proofs  in  this  cause. 

The  pleadings  were  a  bill,  an  answer,  and  a  replication,  copies  of 
which  are  hereunto  annexed,  and  a  copy  of  all  the  proof*  and  evi- 
dence used  on  said  final  hearing  is  also  hereunto  annexed. 

On  said  final  hearing,  it  appeared  and  was  determined  by  the  court 
as  matter  of  fact — 

1.  That  letters  patent  of  the  United  States  were  issued  to  William 
Woodworth  on  the  27th  day  of  December,  1828,  of  the  tenor  and 
effect  mentioned  in  the  bill. 

2.  That  William  Woodworth  died  intestate  on  the  9th  day  of  Feb- 
ruary, 1839,  in  the  city  of  New  York,  and  that  William  W.  Wood- 
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worth,  his  son,  and  one  of  his  heirs  ;tt  law,  was  thereupon  dulv 
appointed  liis  administrator  by  the  surrogate  of  the  city  and  county 

of  Now  York. 

.'.  That  on  the  16th  day  of  November,  1S42,  an  extension  of  the 
said  letters  patent  for  Beven  years  from  the  27th  day  of  December. 
1842,  was  duly  granted  by  the  United  States,  under  the  eighteenth 
section  of  the  Patent  Act  of  July  4,  1836,  to  the  said  William  W 
Woodworth,  as  administrator  as  aforesaid. 

!  That  hy  an  act  of  Congress  of  the  United  States,  passed  Febru- 
ary 26,  1845,  the  said  letters  patent  were  further  extended  to  the  said 
William  W.  Woodworth.  as  administrator  as  aforesaid,  for  seven 
years  from  the  20th  day  of  Deeeinlwr,  1840. 

5.  That  on  the  Nth  day  of  July,  1*  }.">,  the  said  letters  patent  were 
surrendered  for  a  detective  specification,  and  renewed  letters  patent 
were  thereupon  issued  on  the  same  day.  on  an  amended  specification, 
to  the  saiil  William  W.  Woodworth,  as  administrator  as  aforesaid, 
which  renewed  letters  patent  were  of  the  tenor  and  ettect  set  forth  in 
the  hill.  An  authenticated  copy  of  the  said  renewed  letters  patent 
Of  July  8,  1845,  and  of  the  speeilieation  and  drawings  thereto,  and 
an  authenticated  copy  of  the  said  original  letters  patent  of  December 
27.  lNiiH.  and  of  the  specification  and  drawings  thereto,  were  pro- 
duccd  on  the  hearing,  and  may  he  produced  on  argument  before  the 
Supreme  Court  of  the  United  States. 

6.  That  the  exclusive  right  of  the  said  renewed  letters  patent  of 
July  8,  US45,  for  the  district  of  Southwark,  iu  the  county  of  Phila- 
delphia, and  Eastern  District  of  Pennsylvania,  was  vested  in  the 
plaintiff. 

7.  That  the  defendant  had  erected,  within  the  said  district  of 
Southwark.  and  used  and  operated  therein,  since  the  said  excloavc 
right  became  vested  in  the  plaintiff,  and  before  the  tiling  of  the  bill, 
a  machine  for  tonguing  and  groov  ing  hoards  and  plank,  uudal»>s> 
machine  tor  planing  hoards  and  plank.  The  machine  for  tonguiuf 
and  groo>  ing  hoards  and  plank  was  constructed  as  stated  in  tin?  bw 
deuce,  {A  model  thereof  was  produced  on  the  hearing  by  the  plain- 
tiff, and  the  machine  itself  WBS  produced  on  the  hearing  by  the  de- 
fendant. The  same  are  certified  by  the  clerk  of  the  court,  and  ma} 
be  u  od  on  argument  before  the  Supreme  ( !onrt  of  the  United  States.* 
The  machine  i<»r  planing  boards  and  plank  was  constructed  atshtm 
by  a  model  produced  on  the  hearing  by  the  plaintiff,  and  hy  the  ma- 
chine itself  on  the  hearing  by  the  defendant  (The  same  are  certified 
by  the  clerk  of  the  court,  and  may  be  used  on  argument  hefore  [the] 
Supreme  Court  of  the  United  States.) 
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8.  That  letters  patent  were  issued  to  the  defendant  on  the  13th 
day  of  March,  1849,  which  are  referred  to  in,  and  a  copy  of  which  is 
annexed  to,  his  answer  herein. 

On  the  final  hearing,  the  following  question  occurred,  to  wit: 

Whether,  according  to  the  true  construction  of  the  Woodworth 
patent,  as  amended,  the  machines  made  or  used  by  the  defendant, 
at  the  time  of  filing  the  bill,  or  either  of  them  singly,  do  or  do  not 
infringe  the  said  amended  letters  patent. 

On  which  question  the  opinions  of  the  judges  were  opposed. 

Whereupon,  on  a  motion  by  William  H.  Seward  and  St.  George 
Tucker  Campbell,  plaintiff's  counsel,  it  was  ordered  that  the  point 
on  which  the  disagreement  hath  happened  may,  during  the  term,  be 
stated,  under  the  seal  of  the  court,  to  the  Supreme  Court,  to  be  finally 
decided. 

R.  C.  Grier. 
J.  K.  Kane. 

#  • 

Mr.  Chief  Justice  Taney  delivered  the  opinion  of  the  court. 

This  case  comes  before  the  court  upon  a  certificate  of  division,  and 
has  been  submitted  on  printed  arguments. 

The  plaintiff,  who  claims  as  assignee  of  what  is  generally  called 
the  Woodworth  patent,  filed  a  bill  in  equity,  praying  an  injunction 
against  the  defendant  to  restrain  him  from  using  a  certain  machine, 
in  which,  as  the  complainant  charged,  boards  were  planed,  tongued, 
and  grooved  in  the  same  manner  as  in  the  Woodworth  machine ;  the 
machine  of  the  defendant  operating  in  the  same  way  in  every  respect 
as  the  one  for  which  the  complainant  held  the  patent. 

The  defendant,  in  his  answer,  denied  that  his  machine  was  sub- 
stantially like  and  upon  the  plan  of  the  Woodworth  machine.  Other 
defenses  were  also  taken  in  the  answer ;  but  it  is  not  necessary  to 
notice  them,  as  they  do  not  concern  the  question  certified. 

A  great  mass  of  testimony  was  taken  on  both  sides  in  the  Circuit 
Court,  and  models  and  drawings  produced  of  the  two  machines,  all 
of  which  have  been  sent  up  for  the  examination  and  consideration  of 
this  court,  with  the  certificate  of  division. 

On  the  final  hearing  of  the  case,  the  judges  of  the  Circuit  Court 
differed  in  opinion  on  the  following  question :  "  Whether,  according 
to  the  true  construction  of  the  Woodworth  patent,  as  amended,  the 
machines  made  or  used  by  the  defendant  at  the  time  of  filing  the  bill, 
or  either  of  them  singly,  do  or  do  not  infringe  the  said  amended 
letters  patent." 

The  question  thus  certified  is  one  of  fact,  and  has  been  discussed 
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as  such  in  the  arguments  offered  on  both  sides.  It  is  a  question  as 
to  the  substantial  identity  of  the  two  machines ;  and  its  decision 
must  depend  upon  the  testimony  of  witnesses,  the  examination  of 
the  models  and  drawings,  or  of  the  machines  themselves,  and  the 
application  of  mechanical  principles  and  combinations,  which  the 
court  could  learn  only  from  the  testimony  of  persons  skilled  in  the 
science  of  mechanics. 

The  jurisdiction  of  this  court  to  hear  and  determine  a  question 
certified  from  the  Circuit  Court  is  derived  altogether  from  the  act  of 
1802,  ch.  31,  sec.  6,  (2  Statutes, at  Large,  159,)  and  that  act  evidently 
gives  the  jurisdiction  only  in  cases  where  the  judges  of  the  Circuit 
Court  differ  in  opinion  on  a  point  of  law.  The  language  of  the  whole 
provision  upon  this  subject  so  clearly  requires  this  construction,  that 
it  is  unnecessary  to  comment  on  it  And  it  would  be  utterly  incon- 
sistent with  the  well  known  and  established  proceedings  of  courts  of 
equity,  as  well  as  courts  of  common  law,  to  take  out  of  a  case  during 
its  progress  a  single  question  of  fact,  and  send  it  here  with  the  evi- 
dence upon  that  point  only,  for  the  final  decision  of  this  court.  In 
the  case  before  us,  a  great  number  of  facts  must  be  ascertained  and 
determined  from  the  evidence,  before  a  final  opinion  could  be 
formed  upon  the  question  certified. 

Besides,  this  act  of  Congress  has  been  in  force  for  nearly  half  a 
century,  and  has  been  repeatedly  acted  on  in  this  court ;  and  it  has 
uniformly  received  the  construction  we  now  give  to  it.  In  the  multi- 
tude of  questions  which  have  been  certified,  this  court  has  never  taken 
jurisdiction  of  a  question  of  fact ;  and  in  a  question  of  law  it  requires 
the  precise  point  to  be  stated,  otherwise  the  case  is  remanded  with- 
out an  answer. 

The  question  now  certified  being  one  of  fact,  we  have  no  jurisdic- 
tion ;  and  the  case  must  therefore  be  remanded  to  the  Circuit  Court, 
to  be  there  proceeded  in  as  law  and  justice  may  require. 

Order.  This  cause  came  on  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  Eastern 
District  of  Pennsylvania,  and  on  the  point  or  question  on  which  the 
judges  of  the  said  Circuit  Court  were  opposed  in  opinion,  and  which 
was  certified  to  this  court  for  its  opinion,  agreeably  to  the  act  of  Con- 
gress in  such  case  made  and  provided,  and  was  argued  by  counsel. 
And  it  appearing  to  this  court,  upon  an  inspection  of  the  said  tran- 
script, that  no  point  in  the  case,  within  the  meaning  of  the  act  of 
Congress,  has  been  certified  to  this  court,  the  point  or  question  being 
one  of  fact,  it  is  thereupon  now  here  ordered  and  decreed  by  this 
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court,  that  this  cause  be,  and  the  same  is  hereby,  dismissed,  and  that 
this  cause  be,  and  the  same  is  hereby,  remanded  to  the  said  Circuit 
Court,  to  be  proceeded  in  according  to  law. 


James  G.  Wilson,  appellant,  v.  Andrew  P.  Simpson,  E.  E.  Simp- 
son, Joseph  Forsyth,  and  Bagdad  Mills. 

(9  Howard,  109.) 

1.  The  documents  showing  the  title  to  Woodworth 's  planing-machinc  are  set  forth 

in  txtento  in  4  Howard,  647,  et  seg. 

2.  The  assignment  from  Woodworth  and  Strong  to  Toogood,  Halgtead,  and  Track 

(4  Howard,  655)  declared  not  to  have  been  fraudulently  obtained,  according  to 
the  evidence  in  this  case. 

3.  An  assignee  of  Woodworth's  plantng-machine,  having  a  right,  under  the  deci- 

sion in  4  Howard,  to  continue  the  use  of  the  patented  machine,  has  a  right  to 
replace  new  cutters  or  knives  for  those  which  are  worn  out. 
5.  The  difference  explained  between  repairing  and  reconstructing  a  machine. 

This  was  an  appeal  from  the  Circuit  Court  of  the  United  States 
for  Louisiana. 

It  was  a  continuation  of  the  case  of  Simpson  et  al  v.  Wilson,  reported 
in  4  Howard,  710,  where  a  statement  of  the  case  is  given,  which  need 
not  be  here  repeated.  All  the  documents  relating  to  the  patent  and 
transfer  of  Woodworth's  planing-machine  are  set  forth  in  extenso  in 
the  case  of  Wilson  v.  Rousseau  et  at.,  4  Howard,  647,  et  scq. 

The  report  of  the  case  in  4  Howard  shows  that  the  two  following 
questions  were  certified  to  this  court,  viz.: 

"  1.  Whether,  by  law,  the  extension  and  renewal  of  the  said  patent 
granted  to  William  Woodworth,  and  obtained  by  William  W.  Wood  • 
worth,  his  executor,  inured  to  the  benefit  of  the  said  defendant  to 
the  extent  that  said  defendant  was  interested  in  said  patent  before 
such  renewal  and  extension. 

"  2.  Whether,  by  law,  the  assignment  of  an  exclusive  right  to  the 
defendant,  by  the  original  patentee  or  those  claiming  under  him,  to 
use  said  machine,  and  to  vend  the  same  to  others  for  use,  within  the 
county  of  Escambia,  in  the  territory  of  West  Florida,  did  authorize 
said  defendant  to  vend  elsewhere  than  in  said  county  of  Escambia, 
to  wit,  in  the  city  of  New  Orleans,  State  of  Louisiana,  plank,  boards, 
and  other  materials,  products  of  a  machine  established  and  used  with- 
in the  said  county  of  Escambia,  in  the  territory  of  West  Florida." 

On  the  18th  of  April,  1846,  the  decisions  of  the  Supreme  Court  in 
these  questions  were  certified  to  the  Circuit  Court,  as  follows : 
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"1.  That,  by  law,  the  extension  and  renewal  of  the  said  patent 
granted  to  William  Woodworth,  and  obtained  by  William  W.  Wood- 
worth,  his  executor,  did  not  inure  to  the  benefit  of  said  defendant  to 
the  extent  that  said  defendant  was  interested  in  said  patent  before 
such  renewal  and  extension.  But  the  law  secured  to  persons  in  the 
use  of  machines  at  the  time  the  extension  takes  eftect  the  right  to 
continue  the  use  of  the  same. 

"  2.  That  an  assignment  of  an  exclusive  right  to  use  a  machine, 
and  to  vend  the  same  to  others  for  use,  within  the  specified  territory, 
does  authorize  an  assignee  to  vend  elsewhere,  out  of  the  said  territory, 
plank,  boards,  and  other  materials  the  product  of  such  machine." 

Thereupon,  leave  was  granted  by  the  Circuit  Court  to  the  defend- 
ant Forsyth  to  amend  his  plea,  and  to  the  complainant  to  amend  his 
bill. 

And  thereupon  the  complainant  amended  his  bill — 

1.  By  charging  that  the  mutual  deed  between  Woodworth  and 
Strong  of  the  one  part,  and  the  assignees  of  Emmons'  patent,  (before 
mentioned,)  was  procured  by  the  latter  by  fraud  upon  Woodworth 
and  Strong,  not  discovered  until  the  extension  of  the  patent. 

2.  That  the  defendants  had  put  in  operation  one  new  machine  since 
the  extension  of  the  patent  of  1842  took  effect,  and  that  they  had  re- 
built, by  the  addition  of  new  parts,  being  substantial  parts  of  Wood- 
worth's  invention,  the  old  machines  which  they  had  in  actual  use  at 
the  expiration  of  the  first  term  of  the  patent,  so  that  they  were  prac- 
tically no  longer  the  same  machine ;  and  thus  that  the  use  of  those 
machines,  under  the  color  of  machines  which  had  been  in  actual  use 
at  the  expiration  of  that  term,  was  a  fraud  upon  the  law. 

Issue  was  joined  upon  these  new  matters.  Evidence  was  taken 
upon  them,  as  well  as  upon  the  question  of  the  extent  of  infringement. 

It  is  not  necessary  to  insert  this  evidence,  because  the  substance  of 
it  is  stated  in  the  opinion  of  the  court. 

On  the  4th  of  May,  1849,  the  cause  came  on  to  be  heard,  before  the 
Circuit  Court,  upon  the  bill,  answers,  replication,  exhibits,  and  evi- 
dence, when  the  court  decreed  that  the  bill  should  be  dismissed. 

The  complainant  appealed  to  this  court. 

The  cause  was  argued  by  Mr.  Seioard  and  Mr.  Webster,  for  the  ap- 
pellant, and  by  Mr.  Gilpin  and  Mr.  Wcstcoti,  for  the  appellees. 

The  counsel  for  the  complainant  contended— 

1.  That  the  mutual  deed  executed  by  and  between  William  Wood- 
worth,  James  Strong,  and  William  Tyack,  D.  II.  Toogood,  Daniel 
ITalstcad,  and  Uri  Emmons,  was  procured  from  the  said  Woodworth 
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and  Strong  by  fraud,  and  is  therefore  void ;  and  that  this  fraud  vitiates 
and  avoids  the  defendants'  title  or  right  to  the  use  of  Woodworth's 
invention. 

2.  That  the  defendants'  machines  are  used  in  fraud  of  the  law,  and 
in  violation  of  the  complainant's  rights. 

In  support  of  the  first  proposition,  it  was  urged  that  Woodworth 
was  the  inventor  of  the  machine,  which  was  of  great  value,  and  that 
the  consideration  which  was  received  by  Woodworth  and  Strong  in 
the  mutual  deed,  viz.,  that  of  receiving  an  assignment  of  Emmons' 
rights,  was  of  no  value  whatever,  because  Emmons  had  no  rights  to 
convey ;  and  that  this  was  an  intentional  fraud  upon  Woodworth  and 
Strong,  practiced  by  Toogood,  Halstead,  and  Tyack.  It  was  also 
urged,  that  the  fraud  thus  established  vitiated  and  avoided  the  claim 
of  the  defendants,  because  the  mutual  deed  secures  no  part  of  the 
franchises  of  the  extended  term  to  assignees  of  the  first  term.  What- 
ever they  have  is  derived  only  from  the  proviso  in  the  eighteenth 
section  of  the  act  of  July  4, 1836.  Those  claiming  the  benefit  of  the 
extension  must  be  lawfully  possessed  of  the  right  at  the  close  of  the 
first  term.  But  they  acquire  that  interest  only  by  virtue  of  a  valid 
assignment.  It  must  be  a  lawful  title,  capable  of  carrying  all  the 
incidental  advantages,  whether  conferred  by  the  deed  or  conferred 
by  law. 

Proposition  II.  The  defendants'  machines  are  used  in  fraud  of  the 
law,  and  in  violation  of  complainant's  rights. 

The  thing  patented  means  the  machine,  which  is  a  thing  that  pro- 
duces, and  is  not  itself  a  product,  It  is  proved  that  a  set  of  knives 
for  surface  work  will  do  good  work  for  from  sixty  days  to  three 
months.  That  a  Woodworth  machine  cannot  be  operated  more  than 
three  months,  without  making  the  service  knives,  and  the  cutters  for 
tonguing  and  grooving,  anew. 

In  the  case  of  Wilson  v.  Rousseau  and  Easton,  4  Howard,  646,  it 
was  held  »that,  under  the  eighteenth  section  of  the  act  of  1836,  the 
exclusive  right  to  make,  use,  and  vend  the  thing  patented  is  vested 
in  the  patentee,  with  a  reservation  in  favor  of  the  assignees  or  gran- 
tees of  the  right  to  use  the  thing  patented.  That  is  to  say,  all  as- 
signees or  grantees  of  the  right  to  use  the  thing  patented,  who  had 
machines  in  use  at  the  time  of  the  renewal,  are,  by  this  reservation, 
protected  in  the  continued  use  of  the  specific  machine  or  machines, 
but  specially  excluded  from  the  right  to  make. 

The  reservation  is  specially  limited  to  the  continued  use  of  the  thing 
patented. 

Mr.  Justice  Nelson,  in  the  case  referred  to,  (4  How.,  646,)  says : 
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"The  clause,  in  terms,  seems  to  limit  studiously  the  benefit  or  reser- 
vation, or  whatever  it  may  he  called,  under  or  from  the  new  grant, 
to  the  naked  right  to  use  the  thing  pateuted ;  not  an  exclusive  right 
even  for  that,  which  might  denote  monopoly,  nor  any  right  at  all, 
much  less  exclusive,  to  make  and  vend.  That  seems  to  have,  been 
guardedly  omitted." 

There  is  a  broad  distinction  between  the  continued  use  of  the  in- 
vention, and  the  continued  use  of  the  machine  patented.  The  former 
necessarily  carries  with  it  the  right  to  construct,  whilst  the  latter  ex- 
cludes it.  This  distinction  is  clearly  drawn  by  Mr.  Justice  Nelson  in 
the  same  case.  4  How.,  G83.  He  says :  "  It  may  be  said  that  the 
*  thing  patented '  means  the  invention  or  discovery,  as  held  in  Me  Clurg 
v.  Kingshmd,  1  How.,  202,  and  that  the  right  to  use  the  'thing  pat- 
ented '  is  what,  in  terms,  is  provided  for  in  the  clause.  That  is  ad- 
mitted ;  but  the  words,  as  used  in  the  connection  here  found,  with  the 
right  simply  to  use  the  thing  patented,  (not  the  exclusive  right,  which 
would  be  a  monopoly,)  necessarily  refer  to  the  patented  machine,  and 
not  to  the  invention ;  and,  indeed,  it  is  in  that  sense  that  the  expres- 
sion is  to  be  understood  generally  throughout  the  Patent  Law,  when 
taken  in  connection  with  the  right  to  use,  in  contradistinction  to  the 
right  to  make  and  sell."  Again :  "  The  «  thing  patented '  is  the  in- 
vention ;  so  the  machine  is  the  thing  patented ;  and  to  use  the  machine 
is  to  use  the  invention,  because  it  is  the  tiling  invented,  and  in  respect 
to  which  the  exclusive  right  is  secured,  as  is  also  held  in  Mc  Clary  v. 
Kings-land.  The  patented  machine  is  frequently  used  as  equivalent 
for  the '  thing  patented,'  as  well  as  for  the  invention  or  discovery,  and, 
no  doubt,  when  found  in  connection  with  the  exclusive  right  to  make 
and  vend,  always  means  the  right  of  property  in  the  invention — the 
monopoly.  But  when  in  connection  with  the  simple  right  to  use,  the 
exclusive  right  to  make  and  vend  being  in  another,  the  right  to  use 
the  thing  patented  necessarily  results  in  a  right  to  use  the  machine, 
and  nothing  more."  It  is  therefore  unquestionable,  under  Uiis  ruling 
of  the  Supreme  Court,  that  the  reservation  is  strictly  limited  to  a  right 
to  the  continued  use  of  the  specific  machine  or  machines  legally  in 
use  at  the  time  of  the  renewal. 

Let  us  ascertain  with  precision  what  this  reservation  is.  It  is  not 
a  reservation  of  the  entire  right  to  use  the  invention,  as  was  ruled  in 
the  case  of  Mc  Clurg  v.  KingsUmd,  for  the  doctrine  on  which  that  case 
rests  was  expressly  ruled  out  in  the  case  of  Wilson  v.  Rousseau  and 
E'iston,  and  the  reservation  expressly  limited  to  the  continued  use 
of  the  specific  machine  or  machines  in  existence  at  the  time  of  the 
renewal. 
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It  necessarily  results,  from  this  ruling,  that  tho  reservation  applies 
only  to  snch  inventions  as  are  embodied  in  tangible,  material  form. 
Processes  which  are  only  directory,  and  simply  teach  how  a  product  or 
result  is  to  be  obtained,  do  not  come  within  the  reservation,  because 
these  have  no  visible  material  existence ; — snch,  for  instance,  as  the 
pn^cess  of  tanning  leather  by  submitting  hides  to  the  chemical  action 
of  a  solution  of  such  substances  as  contain  the  tannin  principle ;  the 
process  of  curing  India-rubber  by  mixing  it  with  sulphur,  and  then 
subjecting  it  to  the  action  of  artificial  heat,  by  which  process  this  val- 
uable substance  is  so  changed  as  not  be  affected  by  tho  changes  of 
temperature,  and  by  which  it  is  also  rendered  insolublo ;  the  various 
processes  of  bleaching  fibrous  and  textile  substances;  the  processes 
of  fixing  colors  on  fabrics  by  the  use  of  what  are  called  mordants, 
which,  by  their  chemical  action  on  the  colors,  render  them  insolublo 
in  water;  daguerreotyping,  which  consists  in  preparing  the  surface  of 
a  metal  plate,  with  certain  chemical  agents,  to  render  it  so  sensitive 
to  the  chemical  action  of  light  as  to  receive  the  impression  of  the 
lights  and  shadows  of  any  object  reflected  on  its  surface;  and  a 
variety  of  other  processes  in  the  useful  and  fine  arts,  too  numerous 
to  specify,  but  which  present  some  of  tho  greatest  triumphs  which 
modern  inductive  science  has  applied  to  tho  wants  of  man. 

All  these  do  not  come  under  the  reservation  of  the  eighteenth  sec- 
tion of  the  act  of  1886,  as  expounded  in  the  case  of  Wilson  v.  Rous- 
srrni  and  Easton,  because  thoy  have  no  tangible,  material  existence. 
They  are  simply  mental  processes,  which  direct  how  and  what  mat- 
ters to  treat  to  produce  the  required  results,  and  when  the  results  are 
produced  there  is  an  end  of  the  thing  patented.  True,  the  application 
of  the  process  may  require  complex  and  costly  apparatus ;  but  unless 
such  apparatus,  as  is  sometimes  the  case,  be  not  in  itself  the  subject- 
matter  of  patent,  the  reservation  does  not  apply,  for  tho  thing  pat- 
ented at  the  time  of  the  renewal  has  no  material  existence.  It  is 
the  thing  patented,  when  existing  in  a  material  form  at  the  time  of 
the  new  grant,  to  which  the  reservation  applies  alone,  and  not  to  tho 
invention  irrespective  of  this  material  existence. 

True,  tho  licensee  or  grantee  of  the  right  to  use  the  invention  may 
have  invested  thousands  of  dollars  in  tho  erection  of  costly  apparatus 
by  which  to  apply  a  patented  process,  such  costly  apparatus  not  being 
the  subject-matter  of  the  patent,  and  the  moment  the  patent  is  re- 
newed the  costly  apparatus  becomes  useless  as  regards  its  use  under 
the  license,  but  nevertheless  it  is  not  a  waste,  for  the  value  of  the  pat- 
ent to  the  patentee  arises  from  the  fact  that  it  is  vendible,  and  both 


520 


Wilson  v.  Simpson. 


[Sop.  Ct. 


,  Argument  for  the  complainant. 

the  invention  and  the  apparatus  used  in  the  application  of  it,  being 
vendible  things,  can  become  the  subjects  of  barter  and  sale. 

We  have  thus  shown  that  the  reservation  applies  only  to  one  class 
of  inventions,  namely,  such  as  require  the  investment  of  capital  in  the 
thing  patented ;  for  there  is  a  broad  distinction  between  the  invest- 
ment of  capital  in  the  thing  patented,  and  in  apparatus  and  appliances 
for  the  application  of  the  thing  patented.  For  instance,  the  reserva- 
tion does  not  apply  nor  look  to  the  capital  invested  in  workshops, 
warehouses,  and  the  preparation  of  operatives  to  conduct  a  patented 
process.  A  licensee  under  the  patent  for  casting  iron  rolls,  which  was 
the  thing  patented  in  the  case  of  Mc  Clurg  v.  Kingslund,  may  have 
expended  thousands  of  dollars  in  the  erection  of  workshops,  in  flasks 
and  other  moulds  for  casting  chilled  rolls  under  that  patent,  and  in 
the  preparation  Of  operatives  for  carrying  into  effect  the  thing  pat- 
ented, but  the  moment  the  first  term  of  the  patent  expires,  and  it  is 
renewed,  he  cannot  claim  the  right  to  the  continued  use  of  the  inven- 
tion under  the  renewed  term,  because  the  thing  patented  perishes  or 
is  destroyed  by  the  act  of  a  single  use.  It  consists  in  so  moulding  the 
sand  in  which  the  roll  is  to  be  cast,  as  to  make  the  channel  through 
which  the  molten  iron  is  to  be  poured  into  the  moulds  a  tangent  to 
the  circle,  that,  in  running  in,  it  may  take  a  whirling  or  circular 
motion,  and  thus,  by  the  law  of  centrifugal  force,  throw  the  heavier  or 
denser  particles  of  iron  outward,  to  form  the  outer  surface  of  the  roll 
or  cylinder,  the  dross  and  less  pure  particles  going  towards  the  center. 
In  this  case,  the  thing  patented  has  no  material  existence  beyond  the 
single  use.  The  moment  the  effect  is  produced,  the  thing  patented 
is  at  an  end ;  for  the  mould,  being  made  of  sand,  is  destroyed  by  the 
very  act  of  producing  the  effect,  and  must  be  made  over  again  for 
another  application  of  the  thing  patented. 

We  shall  allude  again  to  this  particular  case  in  an  after-part  of  the 
argument 

As  the  reservation  applies  only  to  things  patented  wMch  have  a 
material,  tangible  existence,  the  question  arises,  in  such  cases,  how 
long  does  this  reserved  right  to  use  continue,  or  when  does  it  expire  ? 
If  it  was  a  reservation  to  the  right  of  the  invention,  as  contended  for 
by  those  who  cited  the  case  of  Mc  Clurg  v.  Kingsland  in  the  argument 
:n  the  case  of  Wilson  v.  Rousseau  and  Eastony  most  unquestionably  it 
would  be  without  limit ;  but  that  was  overruled  by  the  Supreme  Court, 
because  of  the  broad  distinction  between  the  right  to  the  invention, 
and  the  right  to  the  continued  use  of  the  material  machine  patented, 
as  we  have  already  shown.  Now,  then,  when  does  this  reserved 
right  to  the  continued  use  of  the  material  machine  patented  cease  ? 
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If  it  was  coupled  with  the  right  to  make,  still  it  would  be  without 
limit.  But  as  it  was  expressly  ruled  that  the  right  to  make  is  an  ex- 
clusive right  vested  in  the  patentee,  as  a  necessary  consequence  the 
reservation  must  expire  with  the  existence  of  the  material  thing  pat- 
ented ;  the  one,  being  an  entire  dependent  of  the  other,  must  of 
necessity  expire  with  it,  as  the  branch  dies  with  the  trunk. 

When  the  thing  patented  no  longer  has  material  existence,  there 
is  no  longer  any  reserved  right.  This  brings  us  to  the  inquiry,  when 
does  the  material  thing  patented  cease  to  exist  ?  The  answer  to  this 
inquiry  must  clearly  be,  and  can  only  be,  when  it  is  worn  out  or 
destroyed.  For  when,  by  any  event,  the  material  thing  patented  no 
longer  exists,  it  can  only  be  renewed  under  the  authority  of  the  ex- 
clusive right  to  make  the  thing  patented,  and  therefore  the  reserved 
right  expires  the  moment  that  the  material  thing  patented  is  worn 
out  or  destroyed.  This  is  mauifest,  and  there  is  no  flying  from  the 
conclusion. 

This  brings  us  to  the  final  and  most  important  branch  of  the  argu- 
meut.  When  does  the  material  thing  patented  cease  to  exist  ?  To 
ascertain  this,  we  must  first  determine  what  is  the  thing  patented ; 
for  we  must  first  know  that  a  thing  was,  before  we  can  know  tliat  it 
is  no  more.  That  the  thing  patented  is  the  thing  invented,  we  have 
before  shown  to  be  the  doctrine  of  the  court  in  Wilson  v.  Rousseau 
and  Easton. 

Woodworth  did  not  invent  the  frame,  the  cog-wheels,  and  shafts, 
and  other  elementary  parts,  which,  when  put  together,  constitute 
what  is  known  as  the  Woodworth  planing-machine.  These  are  the 
mere  appliances, — the  mere  elements  of  machiner}*, — which  are  as 
free  for  every  man  to  use  as  the  air  he  breathes.  Nor  did  he  invent 
the  rollers  for  making  pressure  to  control  the  plank,  nor  the  cutting 
instruments  for  planing,  nor  the  cutter-beads  or  stocks  to  which  the 
cutters  are  attached.  These,  too,  are  public  property,  and  at  every 
man's  command,  to  be  freelv  made  and  used.  As  he  did  not  invent 
any  of  these,  and  does  not  claim  them  in  the  letters  patent  as  the  thing 
patented,  so  the  making  of  them  does  not  come  within  the  exclusive 
right  to  make,  vested  in  the  administrator  by  the  renewal  of  the  pat- 
ent ;  nor  does  the  use  of  them  require  the  reservation  of  the  statute. 
What,  then,  is  the  thing  patented  ?  Why,  simply  the  combination 
of  the  cutting  instruments  or  planes  with  the  pressure-roller,  or  an 
analogous  device.  The  combining  or  putting  these  together,  to  effect 
the  planing  of  planks,  is  the  thing  patented,  because  it  is  the  thing 
invented ;  and  in  this  sense  the  thing  invented  is  the  thing  patented. 
As  the  making  these  things  separately  is  not  making  the  thing  pat- 
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anted,  the  act  of  combining  or  putting  them  together,  so  that  they 
shall  he  able  to  effect  the  planing  of  planks,  is  alone  the  making  of 
the  thing  patented,  the  doing  which  is  the  exclusive  privilege  of  the 

patentee. 

It',  then.  ;is  must  bfl  obvious,  the  putting  or  combining  of  these  ele- 
ments together  in  one  machine  is  the  making  of  the  thing  patented, 
(hen  the  converse  of  the  proposition  must  also  he  true,  namely,  that 
the  moment  this  combination  ceases  to  exist,  so  soon  the  thing  pat- 
ented is  extinct,  and  can  only  he  renewed  by  the  exercise  of  the  right 
to  make.  We  do  not  press  this  to  the  teehnical  length  of  asserting 
that  the  simple  act  of  disconnecting  these  elementary  parts,  such,  for 
instance,  as  temporarily  taking  the  roller  or  the  cutting  instruments 
out  of  the  machine,  destroys  the  thing  patented,  for  that  is  merely  a 
temporary  act,  with  the  intention  to  restore.  But  when  any  one  of 
these  elements  is  either  worn  out  by  use,  or  otherwise  destroyed,  then 
the  combination  invented — the  thing  patented— -no  longer  exists,  and 
cannot  he  restored  without  the  exercise  of  the  right  to  make.  The 
capital  which  has  been  invested — not  in  the  appliances  to,  hut  in  the 
thing  patented— has  performed  its  office ;  it  has  lasted  its  days  and 
vanished,  and  with  it  the  reserved  right  which  belonged  to  it  ul"ne. 
But,  it  may  be  said,  it  is  a  hardship  for  the  man  who  invested  his 
capital  in  the  purchase  of  an  entire  machine,  that  he  should  he  de- 
prived of  the  use  of  it  because  one  part  only  has  worn  out  The 
Question  of  individual  hardship  cannot  control  the  settlement  of  great 
legal  questions.  In  the  language  of  Mr.  .Justice  Nelson  in  Wlls-m  v. 
Rotv&eau  'i/hl  Easlon,  u  We  must  remember  that  we  are  not  dealing 
with  the  decision  of  the  particular  case  before  us,  though  that  is  in- 
volved  in  the  inquiry,  but  with  a  general  system  of  great  practical 
interest  to  the  country;  and  it  is  the  effect  of  our  decision  upon  the 
Operation  of  the  system  that  gives  to  it  its  chief  importance/'  If  the 
question  of  pecuniary  hardship  could  have  a  legitimate  influence.it 
would  not  be  difficult  lo  demonstrate  h«>w  much  greater  the  hardship 
is  to  the  patentee,  by  reason  of  the  reservation  under  the  most  limited 
construction,  than  on  the  pari  of  the  grantee,  by  reason  of  the  loss  of 
the  remnant  of  the  machine,  after  the  thing  patented  is  worn  out 
But  what  becomes  of  the  question  of  hardship  in  other  cases,  where 
the  thing  patented  has  no  material  existence,  as  in  the  case  of  a  chem- 
ical process  requiring  costly  apparatus  for  the  application  of  the  pro- 
cess, which  is  the  thing  patented? 

Let  us  take,  for  illustration,  the  patent  granted  to  Charles  Good- 
year, for  curing,  or,  as  it  is  termed,  vulcanizing  India-rubber  by  mi* 
ing  it  with  sulphur,  and  then  baking  it  by  exposure  to  heat  The 
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thing  patented  in  this  instance  is  a  process,  an  immaterial  thing  which 
has  no  visible  existence.  It  is  simply  a  rule  of  procedure.  But  this 
rale  of  procedure  can  only  be  applied  to  prodace  the  desired  eft'ect  by 
means  of  costly  machinery  for  grinding  and  mixing  the  India-rubber 
an<l  sulphur,  and  moulds  and  ovens,  or  boilers,  for  baking.  Many 
manufacturers  have  been  licensed  to  work  under  this  patent.  By 
reason  of  great  poverty,  occasioned  by  many  years  of  fruitless  experi- 
ments in  seareh  of  this  great  discovery,  he  was  compelled  to  grant 
licenses  far  below  their  actual  value.  Should  he  obtaiu  a  reuewal  of 
this  patent,  as  the  thing  patented  is  not  a  rnachiue,  and  has  no  mate- 
rial existence,  the  licensees  or  grantees  will  not  come  under  the  reser- 
vation,— will  not  the  pecuniary  loss  to  them  be  greater  than  any  that 
can  be  sustained  by  the  grantees  under  the  Woodwortb  patent  ? 
M<>st  assuredly  it  will ;  and  yet  for  these  there  will  be  no  remedy. 
They,  however,  as  the  grantees  under  the  Woodworth  patent,  have 
rei-eived  more  than  their  reward;  and  so  it  will  alwavs  be  in  similar 
cases,  because  none  but  valuable  inventions  can  be  renewed,  and 
when  the  inventions  have  been  of  sufficient  value  to  authorize  the 
renewal,  those  who  have  used  them  have  been  remunerated. 

But,  as  we  before  submitted,  the  hardship  to  the  licensee  or  grantee 
is  not  a  matter  that  can  affect  the  judicial  construction.  The  inquiry 
must  look  to  the  naked  fact,  when  the  material  machine  or  thing 
patented  ceases  to  exist. 

(The  cDunsel  then  proceeded  to  illustrate  the  above  principles  by 
other  examples.) 

The  counsel  for  the  defendants  made  the  following  points. 

I.  The  Circuit  Court,  as  a  court  of  equity,  had  no  jurisdiction  under 
the  acts  of  Congress,  the  parries  not  being  citizens  of  Louisiana,  the 
subject  of  controversy  not  arising  there,  the  equitable  relief  not  being 
applicable  there,  and  the  right  of  the  complainant  not  having  been 
established  at  law.  Act  of  1780,  sec.  11,  1  Stat  at  Large,  78;  act 
of  1793,  sec.  5,  1  Stat,  at  Large,  322;  act  of  1800,  acc.  3,  2  Stat,  at 
Large,  37 ;  act  of  1819,  sec.  1,  3  Stat,  at  Large,  481 ;  act  of  1 880, 
sec.  17,  5  Stat  at  Large,  124;  act  of  1839,  sec.  11,  5  Stat,  at  Large, 
354.  * 

II.  If  the  Circuit  Court  jKwsesses  the  fullest  equitable  jurisdiction, 
still  the  complainant  cannot,  on  the  general  and  well-settled  principles 
which  govern  the  interposition  of  a  court  of  equity,  obtain  redress  by 
such  a  bill ;  nor  is  he  entitled  to  such  relief  as  he  asks. 

He  must  establish  at  law  the  infringement  of  his  right  to  die  "  thing 
patented,"  the  illegal  use  thereof  by  the  defendants,  and  the  damages 
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he  has  sustained  thereby.  His  right  in  equity  is  merely  to  restrain 
the  continued  illegal  use  of  the  thing  patented,  when  so  established. 

By  what  principle  or  rule,  governing  a  court  of  equity,  can  he  ask 
it,  in  an  action  such  as  this,  and  between  these  parties,  to  declare  an 
agreement  between  other  parties,  and  all  rights  under  it,  void? 

What  part  of  the  Patent  Law  entitles  the  complainant  to  an  ac- 
count ? 

How  are  damages  for  the  infringement  to  be  obtained  by  proceed- 
ings in  equity?  Act  of  1836,  5  Stat,  at  Large,  117,  123;  2  Story's 
Eq.,  sec.  794  el  seq.,  sec.  934;  Dwarris  on  Statutes,  744;  Curtis  on 
Patents,  358, 370, 375, 381,  and  cases  cited ;  Phillips  on  Patents,  452 ; 
Whittemore  v.  Cutter,  1  Gallison,  429 ;  Miller  v.  Tiylor,  4  Burr.,  2400; 
Hill  v.  Thompson,  3  Meriv.,  C22;  Bailey  v.  Taylor,  1  Russ.  &  Mylne, 
74 ;  3  Mylne  &  Craig,  735 ;  4  Mylne  &  Craig,  435,  487 ;  1  Woodb. 
&  Min.,  220,  280,  290,  376,  435 ;  \  Woodb.  &  Min.,  28. 

ITT.  The  complainant  has  no  title  on  which  he  can  found  an  action 
against  the  defendants.  They  claim  no  interest  adverse  to  his.  He 
holds  the  exclusive  right  to  make,  use,  and  vend  the  machines  in 
Escambia  county,  Florida,  under  the  new  or  extended  grant.  These 
machines  are  not  made  or  used  in  contravention  of  that  grant ;  they 
are  no  infringement  of  "the  thing  patented"  to  him;  the  defendants 
have  not  made,  used,  or  sold  the  thing  patented  to  him.  The  act  of 
1836,  sec.  14,  (5  Stat,  at  Large,  123,)  establishes  his  right  to  use,  and 
cannot  be  construed  to  embrace  a  machine,  lawfully  made,  before  his 
grant  accrued.  Wilson  v.  Rousseau,  4  How.,  681,  682,  684 ;  Jacob's 
Law  Diet,,  Quitclaim,  Assignment. 

IV.  Nor  is  the  machine  used  by  the  defendants  proved  to  be  iden- 
tical with  that  to  which  the  complainant  claims  the  exclusive  right. 

They  held  under  the  patent  of  Emmons  as  much  as  that  of  Wood- 
worth;  both  patents  were  identical  in  many  respects;  the  testimony 
is  entirely  imperfect  and  insufficient,  so  far  as  it  describes  the  exact 
character  or  construction  of  the  machines  used  by  the  defendants. 

Woodworth  purchased  the  right  to  use  Emmons'  patent  during  the 
existence  of  his  first  grant,  and  held  this  right  when  the  defendants 
took  their  assignment  There  is  no  proof,  in  this  action,  to  show  how 
far  the  defendants'  machines,  though  called  "Woodworm's,"  were 
made  under  one  right  or  the  other.  The  only  "Woodworth  ma- 
chine" traced  to  the  possession  of  the  defendants  never  was  used  by 
them. 

V.  The  right  of  defendants  to  use  Woodwork's  planing-machine 
(whether  constructed  under  Woodwork's  patent  exclusively,  or  under 
that  and  Emmons'  combined)  in  Escambia  county,  Florida,  was  corn- 
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{kt.  lv  vested  on  the  lit  of  June,  1830.  The  assignments  were 
according  to  law.    Act  of  1793,  sec.  4,  1  Stat,  at  Large,  322. 

The  claim  of  title,  as  set  out  in  the  record,  is  complete.  The  agree- 
ment of  28th  November,  1829,  ia  founded  on  u  full  and  legal  con- 
sideration. The  attempt  to  establish  its  invalidity  on  the  ground  of 
fraud  is  totally  unsustained  by  any  evidence,  and  at  variance  with 
the  whole  conduct  of  Woodworth  and  the  character  of  his  proceed- 
ings. The  assignments  subsequent  to  the  agreements  are  in  due  form ; 
they  were  all  duly  recorded,  though  this  was  not  required  by  any  act 
in  existence  at  the  time  when  the  title  of  Forsyth  was  complete. 

But  it  is  altogether  immaterial  in  this  suit  whether  this  be  so  or  not. 
The  complainant  (Wilson)  cannot  avail  himself  of  it.  The  machine 
is  uo  infringement  of  his  right.  It  was  erected  and  used  under  Wood- 
worth's  right  ;  it  was  in  being  when  that  terminated.  If  illegally 
used,  it  was  and  is  an  infringement  of  that  right, — not  of  the  com- 
plainant's; and  to  Woodworth  and  his  representatives  alone  belongs 
the  claim  for  redress. 

VI.  After  the  decision  of  this  court,  (Simpson  v.  Wilson,  4  How., 
711.)  it  ia  needless  to  answer  the  allegations  of  the  bill  which  charge 
the  act  of  vending  the  products  of  the  machine  elsewhere  than  in 
Escambia  county  as  an  infringement.  That  decision  has  conclusively 
affirmed  his  right  to  do  so. 

VlL  The  right,  of  the  defendants,  as  established  by  the  act  of  1836, 
and  confirmed  by  the  Supremo  Court,  is  the  right  to  "  continue  to 
use"  the  "thing  patented"  to  the  extent  of  their  interest  therein. 
This  is  all  they  have  done.  They  have  not  exercised,  during  the 
renewed  term,  any  other  right  derived  under  the  assignment;  they 
have  not  made  or  vended  any  machine;  they  have  merely  continued 
to  use  that  which  they  had  in  use  when  the  original  term  expired. 

The  attempt  to  sustain  the  allegations  of  the  bill  which  charge  the 
defendants  with  fitting  up  new  machines  since  the  27th  of  December, 
1842,  or  so  reconstructing  the  old  ones,  since  that  time,  as  to  make 
them  essentially  new  ones,  has  totally  failed.  The  evidence  produced, 
by  the  complainant  negatives  the  allegations  on  both  points.  In 
allowing  the  continued  use  of  the  machines  in  existence  on  the  27th 
of  December,  1842,  this  court  evidently  contemplated  such  repairs  as 
were  required  to  preserve  them.  Wilson  v.  Rousseau,  4  How.,  707; 
Woodworth  v.  Curtis,  2  Woodb.  &  Minot,  528;  Boyd  v.  Brown,  .J 
McLean,  295 ;  Boyd  v.  McAfpin,  3  McLean,  427. 

Mr.  Justice  Wayne  delivered  the  opinion  of  the  court. 

In  the  argument  of  this  case,  the  counsel  for  the  appellant  put  his 
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right  to  the  relief  sought  by  his  hill  upon  tdb  points.  "We  will  con- 
Hitler  them  in  the  order  in  which  they  were  presented. 

The  appellant's  tirst  point  is,  tliat  the  title  and  right  of  the  defend- 
ants to  use  the  Wood  worth  invention  are  taken  from  them  by  the 
fraud  and  artifice  of  Emmons,  Tyaek.  Toogood,  and  Ilalstead,  in  pro- 
curing  from  Woodworth  and  Strong  the  deed  of  the  28th  of  Decem- 
ber, 1829.    Record,  51,  62. 

The  fraud  alleged  in  the  hill  is,  that  Emmons,  having  pirated 'Wood- 
worth's  invention,  contrived,  l>y  misrepresentation,  to  get  a  patent  for 
the  same.  and.  in  conjunction  with  Toogood,  Ilalstead,  and  Track, 
falsely  and  fraudulently  represented  to  Woodworth,  and  to  Strong, 
his  assignee,  that  Emmons  was  the  tirst  inventor  of  the  planing- 
machine  for  which  Woodworth  had  revived  the  first  patent;  and  that 
Woodworth  and  Strong,  regarding  it  possible  that  BUch  might  be  the 
fact,  not  suspecting  any  fraudulent  deviee,  and  feariug,  notwithstand- 
ing Woodworth  knew  the  invention  to  he  his  own,  it  might  be  estab- 
lished against  him,  executed  the  agreement  of  the  28th  of  November, 
1829,  for  which  no  other  consideration  was  received  than  Emmons' 
pirated  patent. 

The  case  is  before  us  upon  the  original  bill,  and  as  it  was  afterwards 
amended,  upon  answers  and  replication.  The  defendants  traverse 
this  allegation  of  fraud,  as  fully  as  persons  so  situated  can  do,  and 
deny  any  notice  or  knowledge  about  it.  when  they  became  tin  ;i>-:.j- 
noes  of  the  invention  for  a  valuable  consideration.  The  complaiiiaut, 
then,  must  establish  his  charge  by  proofs.  We  think  it  has  not  been 
done. 

The  proof  relied  upon  is.  that,  though  Emmons  received  a  patent 
for  what  he  claimed  to  be  his  invention,  it  was  subsequently  proved 
to  be  identical  with  the  principle  of  Woodworth's  machine,  and  bad 
been  pirated  from  it.  That,  at  the  time  Emmons  applied  for  a  patent, 
he  had  not,  in  any  way,  carried  his  machine  into  such  a  practical  result, 
either  in  a  model  or  execution,  as  to  entitle  him  to  letters  patent  To 
this  is  added  the  declaration  of  two  witnesses.  Harris  and  Gibson,  in 
a  joint  deposition, — (one  of  them  we  may  suppose  interested,  from 
not  having  disavowed  it.  a.-?  his  associate  Gibson  does,) — "that  they 
called  upon  Emmons  in  the  city  of  New  York,  several  years  since, 
and  shortly  previous  to  his  death,  for  the  purpose  of  obtaining  in- 
formation in  relation  to  an  invention  of  a  plauing-machine  said  ID 
have  been  invented  by  him  while  residing  at  Syracuse.  That  he  then 
informed  them,  that  in  the  year  1*24,  being  engaged  in  the  erection 
ialt-vats  at  Syracuse,  he  had  contrived  a  machine  by  which  the 
plank  used  for  salt-vats  could  he  joined  by  means  of  knives  upon  a 
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revolving  cylinder.  That  he  went  so  far  as  to  satisfy  himself  that 
boards  and  plank  might  be  joined  in  that  way;  but  the  machine  was 
never  so  far  completed  as  to  perform  work  with  it.  That  he  left  Syra- 
cuse in  July,  1824,  and  thought  no  more  of  the  subject  until  after 
William  Woodworth  had  obtained  his  patent,  when  he  was  employed 
by  Toogood,  Tyack,  and  Halstead  to  defeat  it." 

Such  is  the  testimony  in  this  record,  in  support  of  the  charge  that 
the  mutual  deed  of  the  28th  of  November,'  1829,  was  obtained  by 
fraud.  It  is  under  that  deed  that  the  defendants  claim  the  right  to 
use  the  Woodworth  machines  in  their  possession. 

Apart  from  the  insufficiency  of  such  testimony,  in  combination  or 
separately,  to  establish  the  fraud,  if  we  suppose  it  had  been  swom  to 
by  Emmons,  it  would  be  only  hearsay,  and  not  within  any  exception 
to  the  rule  rejecting  hearsay  testimony.  It  is  not  so,  on  account  of 
its  being  a  dying  declaration,  or  one  made  by  Emmons  at  variance 
with  his  interest  Neither  can  it  be  brought  under  the  exception,  as 
an  admission  by  one  who  is  a  party  to  a  suit  with  others  identified 
in  interest  with  him ;  nor  as  coming  from  one  having  any  interest  in 
the  suit,  without  being  a  party  to  the  record  with  others  who  are  so. 
And  it  is  not  the  admission  of  one  interested  in  the  subject-matter  of 
the  suit,  where  the  law,  in  regard  to  that  source  of  evidence,  looks 
chiefly  to  the  parties  in  interest,  and  gives  to  their  admissious  the 
same  weight  as  though  they  were  parties  to  the  record. 

In  fact,  the  declaration  said  to  have  been  made  by  Emmons  is 
merely  hearsay.  It  cannot  be  made  evidence  for  any  purpose,  of  itself, 
or  in  connection  with  any  other  proof  in  the  case  not  liable  to  any 
objection.   It  can  neither  aid  nor  be  aided  by  other  evidence. 

We  have  put  its  exclusion  on  the  ground  stated,  on  account  of  the 
relations  which  the  record  shows  Emmons  had  with  some  of  the  par- 
ties, rather  than  upon  the  little  credit  to  which  such  a  declaration  from 
him  would  be  entitled,  from  the  difference  and  opposition  between 
it  and  such  as  Emmons  must  have  made  when  he  applied  for  and 
obtained  letters  patent  for  what  he  claimed  to  be  his  invention. 

Let  us  suppose,  however,  Emmons  to  be  a  competent  witness  to 
avoid  an  instrument  obtained  by  the  fraudulent  devices  of  himself 
and  his  associates;  and  that  there  were  independent  corroborating 
proofs  in  confirmation  of  his  credit  in  such  a  case.  Still  the  declara- 
tion imputed  to  him  would  not,  in  any  way,  have  disparaged  the  right 
or  title  of  the  assignees,  under  the  deed  of  the  28th  of  December, 
1829,  their  right  having  been  acquired  without  notice  of  the  fraud 
which  the  complainant  says  was  practiced  upon  Woodworth  and 
Strong. 
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The  complainant  can  have  no  benefit  under  the  first  point  urged 

by  bis  counsel. 

The  second  point  upon  which  the  counsel  rely  is,  that  the  defend- 
ants, as  assignees  under  the  deed,  continue  to  use  their  machines, in 
fraud  of  the  law.  and  in  violation  of  the  rights  of  the  complainant. 
The  specifications  under  the  general  proposition  are,  that  the  defend- 
ants have  substituted  other  uiaehines  for  those  used  by  them,  before 
the  expiration  of  the  first  term  of  Woodworth'a  patent;  that  they 
have  reconstructed  Wbodworth's  entire  eoinhi  nat  ion  in  the  frames  of 
their  old  machines,  or  supplied  an  essential  constituent  partofit.tr> 
continue  in  use  those  machines  which  this  court  said  they  had  a  right 
to  ose  as  assignees,  when  this  ease  \v;ls  before  it.  upon  certified  points, 
in  the  year  1848.    4  How.,  709,  711. 

There  is  no  proof  of  either  the  first  or  second  specification. 

Hut  the  questions  which  were  argued  by  counsel, — when  repair* 
destroy  identity  and  encroach  upon  invention,  or  when  the  thing  pat- 
ented ceases  to  exist,  so  as  to  exclude  the  repair  or  replacement  of 
any  one  part  of  its  combination,  in  connection  with  the  rest  of  it,  not 
requiring  repair,  or  to  he  replaced, — are  before  the  court  upon  th< 
evidence  in  the  record. 

We  admit,  for  such  is  the  rule  in  Wil»  n  v.  Rousseau,  4  Howard, 
that  when  the  material  of  the  combination  ceases  to  exist,  in  what- 
ever way  that  may  occur,  the  right  to  renew  it  depends  upon  tin 
right  to  make  the  invention.  If  the  right  to  make  does  not  exist, 
there  is  no  right  to  rebuild  tin  rnbination. 

Hut  it  does  not  follow,  when  one  <>f  the  elements  of  the  combi- 
nation has  become  BO  much  worn  as  to  be  inoperative,  or  has  beflD 
broken,  that  tho  machine  no  longer  exists,  for  restoration  to  its  orig- 
inal use,  by  the  owner  who  has  bought  its  use.  When  the  wearim: 
or  injury  is  partial,  then  repair  is  restoration,  and  not  reconstruc- 
tion. 

[liustrations  of  this  will  occur  to  any  one.  from  the  frequent  re|iair* 
of  many  machines  for  agricultural  purpose-.  Also  from  the  repair 
and  replacement  of  broken  <n-  worn-out  parts  of  larger  and  niorr 
complex  combinations  for  manufactures. 

In  either  case,  repairing  partial  injuria,  whether  they  occur  from 
accideul  or  from  wear  and  tear,  is  only  refitting  a  machine  for  est; 
and  it  is  no  more  than  that,  though  it  .shall  be  a  replacement  of  an 
essential  part  of  a  combination.  It  is  the  use  of  the  whole  of  that 
which  a  purcliaser  buys,  when  the  patentee  sells  to  him  a  machine: 
and  when  he  re-pairs  the  damages  which  may  be  done  to  it,  it  is  no 
more  than  the  exercise  of  that  right  of  care  which  every  one  may 
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use  to  give  duration  to  that  which  he  owns,  or  has  a  right  to  use  as  a 
whole. 

Tins  foundation  of  the  right  to  repair  and  replace,  and  its  applica- 
tion to  the  point  we  are  considering,  will  ho  found  in  the  answers 
which  evory  one  will  give  to  two  inquiries. 

The  right  to  repair  and  replace  in  such  a  case  is  either  in  the  pat- 
entee, or  iu  hiru  who  has  bought  the  machine.  Has  the  patentee  a 
more  equitable  right  to  force  the  disuse  of  the  machine  entirely,  on 
lu  r  .unt  of  the  inoperativeness  of  a  part  of  it,  than  the  purchaser  has 
to  repair,  who  has,  in  the  whole  of  it,  a  right  of  use  ?  And  what 
harm  is  tlone  to  tho  patentee  iu  the  use  of  his  right  of  invention, 
when  the  repair  and  replacement  of  a  partial  injury  are  confined  to 
the  machine  which  the  purchaser  has  bought? 

Nothing  is  gained  against  our  conclusion  by  its  being  said  that  the 
combination  is  the  thing  patented,  and  that  when  its  iutended  result 
cannot  be  produced  from  the  deficiency  of  a  part  of  it,  the  invention 
in  the  particular  machine  is  extinct.  It  is  not  so.  Consisting  of  parts, 
its  action  is  only  suspeuded  by  the  want  of  one  of  them,  and  its 
restoration  reproduces  the  same  result  only,  without  the  machine 
having  been  made  anew.  Of  course,  when  we  8|>eak  of  the  right  to 
Nstore  a  part  of  a  deficient  combination,  we  mean  the  part  of  one 
entirely  original,  and  not  of  any  other  patented  thing  which  has  been 
introduced  into  it,  to  aid  its  intended  performance. 

Nor  is  it  meant  that  the  right  to  replace  extends  to  everything 
that  may  be  patented.  Between  repairing  and  replacing  there  is  a 
difference. 

Form  may  be  given  to  a  piece  of  any  material, — wood,  metal,  or 
glass, — so  as  to  produce  an  original  result,  or  to  aid  the  efficiency  of 
one  already  known ;  and  that  would  be  the  subject  for  a  patent.  It 
would  be  the  right  of  a  purchaser  to  repair  such  a  thing  as  that,  so  as 
to  give  to  it  what  was  its  first  shape,  if  it  had  been  turned  from  it,  or 
by  tiling, grinding,  or  cutting,  to  keep  it  up  to  the  performance  of  its 
original  use.  But  if,  as  a  whole,  it  should  happen  to  be  broken,  so 
'tut  its  parts  could  not  be  readjusted,  or  so  much  worn  out  as  to  be 
useless,  then  a  purchaser  cannot  make  or  replace  it  by  another,  but  he 
must  buy  a  new  one.  Tho  doing  of  either  would  be  entire  recon- 
struction. 

If,  however,  this  same  thing  is  a  part  of  an  original  combination, 
wsetitial  to  its  use,  then  the  right  to  repair  and  replace  recurs.  That 
this  ia  30,  may  be  more  satisfactorily  shown  by  tho  Woodworth 
planing-machine  than  any  other  we  know,  and  particularly  by  the 
•  ompluiut  here  made  against  these  defendants. 
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Woodworm's  greatest  merit,  showing  his  inventive  genius,  is  the 
adaptation  of  a  well-known  tool  to  a  new  form  and  mechanical  action, 
giving  an  almost  wonderful  efficiency  to  its  use,  and  which,  in  the 
hundred  efforts  which  had  been  made  before,  had  not  been  accom- 
plished.   "We  mean  its  cutters  for  planing,  tonguing,  and  grooving. 

The  complaint  now  is,  that  the  defendants,  in  the  use  of  their  old 
machines,  have  replaced  new  cutters  for  those  which  were  worn  out, 
in  fraud  of  the  ruling  of  this  court  in  its  answer  to  the  first  point  cer- 
tified when  this  case  was  formerly  here.  Simpson  et  aL  v.  Wilson,  4 
How.,  709. 

This  court  then  said,  that  the  reuewal  of  the  patent  granted  to 
William  Woodworth,  to  William  W.  Woodworth,  his  executor,  did 
not  inure  to  the  benefit  of  the  defendants  to  the  extent  they  were 
interested  in  it  before  the  renewal  and  extension,  but  that  the  law 
saved  to  persons  in  the  use  of  the  machines  at  the  time  the  extension 
took  effect  the  right  to  continue  the  use.  Simpson  et  cd  v.  Wilson,  4 
How.,  711. 

Wilson  and  Rousseau's  case,  in  4  Howard,  was  very  fully  consid- 
ered  by  this  court.  There  were  differences  of  opinion  between  the 
judges,  as  to  the  interest  which  assignees  of  an  invention  had  in  it, 
under  the  eighteenth  section  of  the  act  of  1836,  after  the  expiration 
of  the  first  term  of  a  patent,  when  there  had  been  a  renewal  and  ex- 
tension of  it.  But  it  certainly  did  not  occur  to  either  of  us,  that  the 
language  then  used  by  the  court,  and  afterwards  in  Simpson  ct  al  v. 
Wilson,  could  make  any  difficulty  in  its  application,  or  that  it  was 
subject  to  misapprehension. 

It  does  not  permit  an  assignee  of  the  first  term  of  a  patent,  after  its 
renewal  and  extension,  to  make  other  machines,  or  to  reconstruct  it, 
in  gross,  upon  the  frames  of  machines  which  the  assignee  had  in  use 
when  the  renewal  and  extension  of  the  patent  took  effect  But  it 
does  comprehend  and  permit  the  resupply  of  the  effective  ultimate 
tool  of  the  invention,  which  is  liable  to  be  often  worn  out  or  to  be- 
come inoperative  for  its  intended  effect,  which  the  inventor  contem- 
plated would  have  to  be  frequently  replaced  anew,  during  the  time 
that  the  machine,  as  a  whole,  might  last. 

The  proof  in  the  case  is,  that  one  of  Woodworm's  machines,  prop- 
erly made,  will  last  in  use  for  several  years,  but  that  its  cutting-knives 
will  wear  out  and  must  be  replaced  at  least  every  sixty  or  ninety  days. 

The  right  to  replace  them  was  a  part  of  the  invention  transferred 
to  the  assignee  for  the  time  that  he  bought  it,  without  which  his  pur- 
chase would  have  been  useless  to  him,  except  for  sixty  or  ninety  days 
after  a  machine  had  been  put  in  use.    It  has  not  been  contended,  nor 
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can  it  be,  that  such  can  be  a  limitation  of  the  assignee's  right  in  the 
use  of  the  invention. 

If,  then,  the  use  of  the  machine  depends  upon  the  replacement  of 
the  knives,  and  the  assignee  could  replace  them  from  time  to  time, 
as  they  were  needed,  during  the  first  term  of  the  patent,  though  they 
are  an  essential  and  distinct  constituent  of  the  principle  or  combin- 
ation of  the  invention,  frequently  replacing  them,  according  to  the 
intention  of  the  inventor,  is  not  a  reconstruction  of  the  invention,  but 
the  use  only  of  so  much  of  it  as  is  absolutely  necessary  to  identify  the 
machine  with  what  it  was  in  the  beginning  of  its  use,  or  before  that 
part  of  it  had  been  worn  out. 

The  right  of  the  assignee  to  replace  the  cutter-knives  is  not  because 
they  are  of  perishable  materials,  but  because  the  inventor  of  the 
machine  has  so  arranged  them  as  a  part  of  its  combination,  that  the 
machine  could  not  be  continued  in  use  without  a  succession  of  knives 
at  short  intervals.  Unless  they  were  replaced,  the  invention  would 
have  been  of  but  little  use  to  the  inventor  or  to  others.  The  other  con- 
stituent parts  of  this  invention,  though  liable  to  be  worn  out,  are  not 
made  with  reference  to  any  use  of  them  which  will  require  them  to 
be  replaced.  These,  without  having  a  definite  duration,  are  contem- 
plated by  the  inventor  to  last  so  long  as  the  materials  of  which  they 
are  formed  can  hold  together  in  use  in  such  a  combination.  No  re- 
placement of  them  at  intermediate  intervals  is  meant  or  is  necessary. 
They  may  be  repaired  as  the  use  may  require.  With  such  intentions, 
they  are  put  into  the  structure.  So  it  is  understood  by  a  purchaser, 
and  beyond  the  duration  of  them  a  purchaser  of  the  machine  has  not 
a  longer  use.  But  if  another  constituent  part  of  the  combination  is 
meant  to  be  only  temporary  in  the  use  of  the  whole,  and  to  be  fre- 
quently replaced,  because  it  will  not  last  as  long  as  the  other  parts  of 
the  combination,  its  inventor  cannot  complain,  if  he  sells  the  use  of 
his  machine,  that  the  purchaser  uses  it  in  the  way  the  inventor  meant 
it  to  be  used,  and  in  the  only  way  in  which  the  machine  can  be  used. 

Such  a  replacement  of  temporary  parts  does  not  alter  the  identity 
•  of  the  machine,  but  preserves  it,  though  there  may  not  be  in  it  every 
part  of  its  original  material. 

Such  being  the  case,  and  this  court  having  determined  that  the 
statute  providing  for  the  extension  and  renewal  of  patents  saves  the 
rights  of  assignees  in  the  use  of  the  machines  which  they  may  have 
in  operation  when  the  extension  takes  effect,  we  do  not  think  that 
the  defendants  in  this  case,  from  having  replaced  cutter-knives  in 
their  machines,  have  been  using  them  in  fraud  of  the  law,  or  in  vio- 
lation of  the  rights  of  the  complainant. 
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We  shall,  therefore,  direct  the  decree  of  the  court  below,  dismiss- 
ing the  complainant's  bill,  to  be  affirmed. 

Order.  This  cause  came  on  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  District  of 
Louisiana,  and  was  argued  by  counsel;  on  consideration  whereof,  it 
is  now  here  'ordered,  adjudged,  and  decreed  by  this  court,  that  the 
decree  of  the  said  Circuit  Court  in  this  cause  be,  and  the  same  is 
hereby, 

Affirmed  with  costs. 


James  G.  Wilson,  appellant,  v.  George  A.  Sandford  and  Robert 

G.  Musgrove. 

(10  Howard,  09.) 

1.  The  seventeenth  section  of  the  net  of  1830  give9  the  right  of  appeal  to  this 

court,  when  the  sum  In  dispute  is  below  the  value  of  two  thousand  dollars, 
44  in  all  actions,  suits,  controversies  on  cases  arising  under  any  law  of  the 
United  States,  granting  or  confirming  to  inventors  the  exclusive  right  to  their 
inventions  or  discoveries,"  provided  the  court  below  shall  deem  it  reasonable 
to  allow  the  appeal. 

2.  But  a  bill  filed  on  the  equity  side  of  the  Circuit  Court  to  set  aside  an  assign- 

ment upon  the  ground  that  the  assignee  had  not  complied  with  the  terms  of 
the  contract,  is  not  one  of  these  enumerated  cases ;  and  the  value  in  dispute 
being  less  than  two  thousand  dollars,  this  court  has  no  jurisdiction  over  the 
case. 

This  was  an  appeal  from  the  Circuit  Court  of  the  United  States 
for  the  District  of  Louisiana. 

The  appellant  had  filed  his  bill  in  the  court  below,  setting  forth 
a  patent  to  William  Woodworth,  dated  December  27th,  1828,  for  a 
planing-machine ;  also  an  extension,  in  1842,  of  said  patent  for  seven 
years,  granted  to  William  W.  Woodworth,  administrator  of  the  pat- 
entee ;  an  assignment  of  all  right  and  interest  in  said  extended  patent 
throughout  the  United  States  (except  Vermont)  to  complainant,  Wil-  . 
son ;  and  a  license  from  Wilson  to  the  defendants  to  use  one  machine, 
upon  payment  of  $1,400,  as  follows,  viz. :  $250  in  cash,  and  the  re- 
mainder in  nine,  twelve,  eighteen,  and  twenty-four  months,  for  which 
promissory  notes  were  given,  dated  23d  April,  1845,  one  for  $150,  and 
four  for  $250  each. 

The  license  was  made  an  exhibit  in  the  case,  which,  after  setting 
forth  the  consideration  of  $1,400,  above  mentioned,  and  the  prom- 
issory notes  for  part  thereof,  contained  the  following  provision :  " And 
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if  said  notes,  or  either  of  them,  be  not  punctually  paid  upon  the  ma- 
turity thereof,  then  all  and  singular  the  rights  hereby  granted  are 
to  revert  to  the  said  "Wilson,  who  shall  be  reinvested  in  the  same 
manner  as  if  this  license  had  not  been  made." 

The  first  two  of  said  notes  were  not  paid  when  they  fell  due,  pay- 
ment having  been  demanded  and  refused  before  the  filing  of  the 
bill.  The  bill  further  insisted,  that  the  license  was  forfeited  by  the 
failure  to  pay  the  notes,  and  that  the  licensor  was  fully  reinvested  at 
law  and  in  equity  with  all  his  original  rights.  That  the  defendants, 
nevertheless,  were  using  the  machine,  and  thus  were  infringing  the 
patent.  Prayer  for  an  injunction  pendente  lite,  for  an  account  of  profits 
since  the  forfeiture  of  the  license,  for  a  perpetual  injunction,  for  a  re- 
investiture  of  title  in  complainant,  and  for  other  and  further  relief. 

The  defendants  demurred  to  the  whole  bill,  and  also  (saving  their 
demurrer)  answered  the  whole  bill.  They  admitted  all  the  facts  al- 
leged ;  and  averred,  on  their  part,  that  the  contract  set  forth  in  the 
bill  had  been  modified  and  varied  by  a  new  contract,  which  the  com- 
plainant had  broken,  and  that  the  respondent,  being  in  the  lawful  use 
of  a  planing-machine  at  the  expiration  of  the  patent,  had  the  right  to 
use  such  machine  without  license,  and  consequently  that  the  notes 
were  without  consideration. 

There  was  a  general  replication,  and  the  cause  was  heard  first  on 
bill  and  demurrer,  and  afterwards  (the  demurrer  having  been  over- 
ruled) on  bill,  answer,  and  replication.  Whereupon  the  bill  was  dis- 
missed, with  costs,  and  an  appeal  to  this  court  taken. 

The  cause  was  argued  by  Mr.  Seward,  for  the  appellant,  na  counsel 
appearing  for  the  appellees.  As,  however,  the  appeal  was  dismissed 
for  want  of  jurisdiction,  the  argument  of  Mr.  Seward,  which  was 
wholly  upon  the  merits,  is  not  inserted. 

Mr.  Chief  Justice  Taney  delivered  the  opinion  of  the  court. 

The  bill  in  this  case  was  filed  by  the  appellant  against  the  appellees 
in  the  Circuit  Court  of  the  United  States  for  the  District  of  Louisiana. 

The  object  of  the  bill  was  to  set  aside  a  contract  made  by  the  ap- 
pellant with  the  appellees,  by  which  he  had  granted  them  permission 
to  use,  or  vend  to  others  to  be  used,  one  of  Woodworth's  planing- 
machines,  in  the  cities  of  New  Orleans  and  Lafayette ;  and  also  to 
obtain  an  in  junction  against  the  further  use  of  the  machine,  upon  the 
ground  that  it  was  an  infringement  of  his  patent-rights.  The  appel- 
lant states  that  he  was  the  assignee  of  the  monopoly  in  that  district 
of  country,  and  that  the  contract  which  he  had  made  with  the  appel- 
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lees  had  been  forfeited  by  their  refusal  to  comply  with  its  condition.*. 
The  license  in  question  was  sold  for  fourteen  hundred  dollars,  a  part 
of  which,  the  bill  admits.  had  been  paid.  The  contract  is  exhibited 
with  the  bill,  hut  it  is  not  necessary,  in  this  opinion,  to  set  out  more 
particularly  its  provisions. 

The  appellees  demurred  to  the  bill,  and  at  the  final  heariug  the 
demurrer  was  sustained,  and  the  hill  dismissed.  And  the  cat*  I 
brought  here  by  an  appeal  from  that  decree. 

The  matter  in  controversy  between  the  parties  arises  upon  thi- 
contract,  and  it  does  not  appear  that  the  sum  in  dispute  exceeds  two 
thousand  dollars.  On  the  contrary,  the  hill  and  contract  Bxhibjtrd 
with  it  show  that  it  is  bclowthat  -urn.    An  appeal,  therefore,  cannot 

he  taken  from  the  dr.  r  1  the  Circuit  Court,  unless  it  is  authorized 

by  the  last  clause  in  the  seventeenth  section  of  the  act  of  1836. 

The  section  referred  to.  after  giving  the  right  to  a  writ  of  error  it 
appeal  in  cases  arising  under  that  law.  in  the  same  manner  and  under 
the  same  circumstances  as  provided  hv  law  in  other  cases,  adds  the 
following  provision:  "And  in  all  other  cases  in  which  the  court  shall 
deem  it  reasonable  to  allow  the  same.*'  The  words  "in  all  other 
caw  sM  evidently  refer  to  the  description  of  eases  provided  for  in  that 
section,  and  where  the  matter  in  dispute  i,  below  two  thousand  dol- 
lars.  In  such  suits,  no  appeal  could  be  allowed  hut  for  this  provision. 

The  cases  bj  itied  in  the  section  in  question  are, u  all  actions,  suiti. 

controversies  on  cases  arising  under  any  law  of  the  United  States, 
granting  or  confirming  to  inventors  the  exclusive  right  to  their  in- 
ventions or  discoveries."  The  righl  of  appeal  to  this  court  is  confined 
to  cases  of  this  description,  when  the  sum  in  dispute  is  below  two 
thousand  dollars.  And  the  peculiar  privilege  given  to  this  class ot 
cases  was  intended  to  secure  uniformity  of  dec  ision  in  the  construc- 
tion of  the  act  of  Congress  in  relation  to  patents. 

Now.  the  dispute  in  this  case  doe-,  not  arise  under  any  act  of  Cob- 
grcss;  nordoes  the  decision  depend  upon  the  construction  of  any  law 
in  relation  to  patents.  It  arises  out  of  the  contract  stated  in  the  bill; 
and  there  i-  do  act  of  Congress  providing  for  or  regulating  contract.' 
of  this  kind.  The  rights  of  the  parties  depend  altogether  upon  com- 
mon-law  and  equity  principles.  The  object  of  the  hill  is  to  have  ft* 
contract  set  aside  and  declared  to  be  forfeited;  and  the  prayer*, 
"that  the  appellant's  rein  vest  it  ure  of  title  to  the  lieense  granted  to 
the  appellees,  by  reason  of  the  forfeiture  of  the  contract,  may  b6 
sanctioned  by  the  court."  and  for  an  injunction.  But  the  injunction 
he  asks  for  i>  to  he  the  consequence  of  the  decree  of  the  court  sanc- 
tioning the  forfeiture.   He  alleges  no ground  for  an  injunction  sale* 


Digitized  by  Google 


Dec.  1850.] 


Stimpson  v.  B.  &  8.  R.  R.  Co. 


535 


Statement  of  the  case. 

the  contract  is  set  aside.  And  if  the  case  made  in  the  hill  was  a  fit 
one  for  relief  in  equity,  it  is  very  clear  that  whether  the  contract 
ought  to  be  declared  forfeited  or  not,  in  a  court  of  chancery,  depend- 
ed altogether  upon  the  rules  and  principles  of  equity,  and  in  no  de- 
gree whatever  upon  any  act  of  Congress  concerning  patent-rights. 
And  whenever  a  contract  is  made  in  relation  to  them,  which  is  not 
provided  for  and  regulated  by  Congress,  the  parties,  if  any  dispute 
arises,  stand  upon  the  same  ground  with  other  litigants  as  to  the  right 
of  appeal ;  and  the  decree  of  the  Circuit  Court  cannot  be  revised 
here,  unless  the  matter  in  dispute  exceeds  two  thousand  dollars. 
This  appeal,  therefore,  must  be  dismissed  for  want  of  jurisdiction. 

Order.  This  cause  came  on  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  District  of 
Louisiana,  and  was  argued  by  counsel ;  on  consideration  whereof,  it 
is  now  here  ordered,  adjudged,  and  decreed  by  this  court,  that  this 
cause  be,  and  the  same  is  hereby, 

Dismissed  for  want  of  jurisdiction. 


James  Stimpson,  plaintiff  in  error,  v.  The  Baltimore  and  Sus- 
quehanna Railroad  Company. 

(10  Howard,  329.) 

1.  Stlmpson's  patent  "for  an  Improvement  for  the  purpose  of  carrying  railroads 

through  the  streets  of  towns,  or  in  other  situations  where  it  may  be  desirable 
that  the  wheels  of  ordinary  carriages  should  not  be  subjected  to  injury  or 
obstruction,"  decided  to  be  a  combination  or  application  of  means  already 
known  and  in  use,  and  not  to  be  original  as  to  the  Invention  or  discovery  of 
those  means. 

2.  That  the  mode  given  by  him  for  the  application  of  those  means,  and  the  objects 

proposed  thereby,  differ  materially  from  the  apparatus  used  by  the  Baltimore 
and  Susquehanna  Railroad  Company  for  turning  the  corners  of  streets.  The 
latter,  therefore,  no  infringement  of  Stlmpson's  patent. 

3.  The  practice  of  bringing  cases  up  to  this  court  upon  an  agreed  state  of  facts 

has  been  sanctioned,  and  is  now  pronounced  to  be  correct. 

Error  to  the  Circuit  Court  of  the  United  States  for  the  District  of 
Maryland. 

The  plaintiff  in  error  brought  an  action  in  the  court  below,  for  an 
alleged  infringement  of  his  patent-right  by  the  defendant  in  error. 

The  cause  was  not  tried  by  a  jury,  but  was  submitted  to  the  court 
upon  the  statement  of  facts  hereinafter  inserted.  Judgment  for  the 
defendant,  upon  which  the  plaintiff  sued  out  this  writ  of  error. 
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It  is  agreed  thai  the  privilege  of  the  invention  set  forth  or  referral 
to  in  the  declaration  was  intended  to  he  secured  to  the  plaintiff  by 
letters  patent,  dated  the  23d  August.  1*31;  that  said  patent,  for 
defectiveness  of  specification,  was  surrendered,  and  another  instead 
thereof  issued  on  the  26th  September,  1835;  ami  that  tins  last  was, 
for  like  reason,  surrendered,  and  another  issued  in  place  of  it,  bear- 
ing  date  tiie  27tli  day  of  August.  A.  I  >.  1840;  and  that  said  pttMt- 
rigbt  was  duly  extended  for  the  term  of  seven  years  from  the  23d 
day  of  August,  A.  D.  1*4">.  the  period  of  the  expiration  of  the  term 
of  said  original  letters  patent.  The  invention  is  described  in  tbe 
specification  in  the  words  following,  to  wit: 

Specification. 

The  schedule  referred  to  in  these  letters  patent,  aud  making  jart 

of  the  same. 

"To  all  whom  it  may  concern:  Be  it  known,  that  I,  James  Stimp- 
son, of  the  city  of  I  Baltimore,  in  the  State  of  Maryland,  have  invented 
a  new  and  Useful  improvement  in  the  mode  of  forming  and  using 
casi  or  wrought  iron  plates  or  rails  for  railroad  carriage-wheels  torun 
Upon,  more  especially  for  those  to  be  used  on  the  streets  of  cities, 
on  wharves,  and  elsewhere:  and  1  do  herein-  declare  that  the  faV 

ww  if 

lowing  is  a  full  and  exaet  description  of  my  sa'nl  inventions  or  im- 
provements: 

-For  the  purpose  of  earry'mg  railroads  through  the  streets  of  towns 
or  cities,  and  in  other  situations  where  circumstances  may  renders' 
desirable  that  the  wheels  of  ordinary  carriages  should  not  be  subject- 
ed to  injury  or  obstruction,  I  so  construct  or  form  the  rails,  that  the 
fiancbes  of  the  wheels  of  railroad  ears  or  carriages  may  be  received 
and  run  within  narrow  grooves  or  channels,  formed  in  or  by  said 
rails,  sa'nl  grooves  not  being  sulficiently  wide  to  admit  the  rims  of 
the  wheel*  «.f  j-iirs  or  other  ordinary  carriages  having  wheels  of  the 
narrowest  kind.  These  plates  or  rails  maybe  varied  in  form,  ae- 
eording  to  circumstances. 

In  the  accompanying  drawing, figure  1  represents  a  railroad  track, 
.-upposed  to  be  formed  in  a  street,  a  part  of  it  beingsbowu  as  straight 
and  a  pari  as  curved,  The  other  figures  give  sectional  views  of  var- 
ious forms  in  which  1  make  my  railway  bars  or  plates,  which  are 
usually  of  east-iron,  and  are  laid  down  and  secured  upon  rails  ot 

W  I.    Figure  2  is  a  BCCtion  of  the  form  of  ea-t-iron  rail  plate  which 

I  mosl  commonly  use  where  the  track  is  slightly  curved;  and  tignre 
•l.  a  plate  nearly  the  same  with  figure  2,  which  I  use  where  the  track 
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is  nearly  or  quite  straight  In  these  plates  I  make  a  groove  or  chan- 
nel, as  at  <z,  which  is  to  receive  the  flanch  of  the  wheel.  This  chan- 
nel should  be  about  an  inch  and  a  half  wide  at  the  top,  and  about  an 
inch  and  a  quarter  at  bottom;  it  is  sufficiently  deep  to  admit  the 
flanch  of  the  wheel  to  run  in  it  without  touching  its  bottom.  The 
lower  corners  of  the  interior  of  this  channel  I  make  rounding  or 
curved,  in  order  that  any  dirt  or  other  foreign  matter  collected  there- 
in may  be  the  more  readily  forced  out  by  the  action  of  the  flanches. 
The  cheek  or  jam,  which  is  on  the  inside  of  the  channel,  should  be 
about  three-fourths  of  an  inch  wider  at  top,  and  as  high,  or  nearly  so, 
as  the  face  c  of  the  plate  upon  which  the  tread  of  the  wheel  is  to  run. 
These  plates  I  cast  hollow  at  d,  to  save  weight.  They  should  be  about 
two  inches  and  a  quarter  deep,  six  inches  and  a  half  wide  at  the  bot- 
tom, and  about  six  inches  and  a  quarter  at  the  top ;  the  taper  at  their 
sides,  when  thus  formed,  aiding  in  confining  them  in  place  by  the 
wedging  of  the  stones  and  earth  of  the  pavement  against  them; 
they  may  be  cast  three  or  four  feet  in  length;  their  ends  should  be 
bevelled,  say  at  an  angle  of  forty-five  degrees;  or  they  may  be 
formed  with  a  tenon  and  mortise.  They  have  spike-holes  through 
them,  in  order  to  fasten  them  down  to  the  rails  of  wood  or  of  stone 
upon  which  they  are  placed. 

"Figure  3  is  the  same  with  figure  2,  excepting  that  it  has  a  slight 
chamfer  or  rounding  off  of  the  angle  of  the  face,  as  shown  at  ey  to 
admit  the  cone  or  curve  on  the  tread  of  the  wheel  where  it  joins  the 
flauch  to  run  free,  so  that  the  general  tread  of  the  wheel  may  bear 
on  the  face  c  of  the  plate,  which  face  I  prefer  to  make  a  little  crown- 
ing. 

"Where  the  road  is  perfectly  straight,  as  at  A,  on  the  track,  this 
chamfered  edge  plate  is  to  be  preferred;  but  where  it  is  slightly 
curved,  as  at  B,  on  the  track,  I  use  on  the  outside  of  the  curve  the 
rails  shown  in  figure  2,  which  are  not  chamfered,  as  the  conical  or 
larger  part  of  the  tread  of  the  wheel  close  to  the  flanch  will  then  bear 
upon  the  edge  c,  and  this  being  larger  than  the  tread,  will  cause  the 
wheels  to  roll  around  such  curved  parts  of  the  road  with  little  or  no 
slipping. 

"  Where  it  is  necessary  to  turn  a  curve  of  shorter  radius  than  that 
which  could  be  readily  effected  by  the  aid  of  the  conical  part  of  the 
wheel,  as  at  C,  on  the  track,  I  then  resort  to  the  plan,  secured  to  me 
by  letters  patent,  for  '  turning  short  curves  on  railroads,'  which  let- 
ters patent  bear  the  same  date,  having  been  granted  on  the  same  day 
with  the  letters  patent  of  which  this  instrument  makes  a  part,  for 
railroad  plates  to  be  used  on  the  streets  of  cities,  &c. ;  that  is  to  say, 
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I  apply  <  the  flanches  of  the  wheels  on  one  side  of  the  railroad  car- 
riages, and  the  tread  of  the  wheels  on  the  other  side,  to  turn  curves 
on  railways.'  In  this  case,  a  railroad  plate  may  be  made,  like  that 
shown  in  figure  4,  to  form  the  channel  for  the  wheel  on  the  larger  or 
outer  curve.  In  this  case,  the  groove  or  channel  is  not  to  be  equal 
in  depth  to  the  rise  or  projection  of  the  flanch,  so  that  the  llanch  alone 
bears  on  the  rail  on  this  outer  side,  and  takes  the  whole  weight  of 
the  load,  thus  freeing  the  tread  of  the  wheel  on  that  side  from  the 
face  of  the  plate,  for  the  distance  necessary  to  turn  the  curve ;  for  a 
full  exemplification  of  which  plan,  I  refer  to  said  letters  patent  for 
*  turning  short  curves.'  Such  curves,  however,  will  rarely,  if  ever, 
occur,  excepting  in  the  turning  of  the  corners  of  streets ;  and  to  this 
particular  mode  I  make  no  claim  in  the  present  patent.  When  the 
wheels  arrive  at  the  straight  part  of  the  track,  after  having  run  upon 
a  curved  part,  the  rails  shown  in  figure  3  are  used,  or  others  of  a  like 
nature. 

"It  is  to  be  understood  that  the  object  had  iu  view  in  varying  the 
form  of  the  rails  by  chamfering,  as  in  figure  3,  or  by  omitting  the 
chamfer,  as  in  figure  2,  is  to  attain  the  same  end,  namely,  the  running 
with  little  friction  or  dragging  around  curves  in  the  streets,  which  is 
attained  in  the  ordinary  railroad  tracks  out  of  cities  by  allowing  the 
cars  to  vibrate  from  side  to  side,  so  that  the  varvintr  diameter  on  the 
conical  parts  of  the  treads  of  the  wheels  may  cause  them  to  adapt 
themselves  to  curvatures  on  the  road.    The  narrow  channel  used  by 

■r 

me,  and  so  essential  in  cities,  does  not  admit  of  this  lateral  vibration, 
but,  by  the  devices  above  described,  a  similar  result  is  attained. 

"In  most  cases  for  passing  along  streets,  and  more  especially  when 
the  iron  rails  are  imbedded  in  rails  or  sills  of  stone,  I  prefer  so  to  con- 
struct the  said  iron  rails  as  that  the  wheels  shall  run  altogether  on 
the  flanches.  In  tins  case,  I  use  iron  plates,  such  as  are  represented 
in  figure  4.  These  plates  may  be  made  two  inches  and  three-quar- 
ters wide  at  top,  and  three  inches  at  the  bottom ;  the  channel  or 
groove  may  be  about  five-eightlis  of  an  inch  in  depth,  and  an  inch  an 
a  quarter  wide  at  the  top,  and  an  inch  at  the  bottom ;  the  corners,  at 
the  bottom  of  the  groove,  being  curved  as  in  figures  2  aud  3.  The 
thickness  below  the  bottom  of  the  groove  or  channel  may  be  three- 
fourths  of  an  inch ;  the  plates  would  then  be  one  inch  and  three- 
eighths  in  depth.  These  shallow-channelled  plates  present  several 
advantages,  among  which  are,  that  they  will  offer  less  resistance  than 
others  to  the  motion  of  the  cars ;  they  are  much  lighter  than  others ; 
they  will  not  require  any  cleaning  out,  the  fianchcs  effecting  this  per- 
fectly, which  may  not  always  be  the  case  in  deeper  channels.  These 
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shallow  channels  may  be  made  narrower  than  the  deeper  ones,  the 
flanches  being  much  thinner  at  their  outer  edges  than  they  are  near 
to  the  treads  of  the  wheels.  The  wheels  will,  undoubtedly,  be  as 
safely  guided  in  the  shallow  as  in  the  deeper  channels,  and  the  rails 
will  be  equally  durable  with  those  of  greater  weight.  When  rails  of 
this  description  are  sunk  into  a  channel  in  a  rail  of  stone  or  wood, 
the  base  being  wider  than  their  upper  sides,  the  pressure  of  sand  into 
the  seams  on  each  side  of  the  iron,  caused  by  the  running  of  com- 
mon carriage-wheels  over  them,  will  effectually  confine  the  iron  plates 
between  the  jambs  of  the  stone  or  wood.  Figure  6  shows  a  rail  plate 
resembling  figure  4,  but  having  a  channel  the  whole  depth  of  the 
flanch. 

"Should  it  be  preferred  to  use  the  ordinary  wrought-iron  rails, 
they  may  be  laid  double,  at  such  a  distance  apart  as  to  form  the  pro- 
per channel  for  the  flanch  between  them ;  / /,  figure  5,  are  sections 
of  two  such  iron  plates,  and  are  shown  as  used  at  D  on  the  track. 
Wrought  plates  may  also  be  formed  in  the  manner  represented  iu 
figure  7.  This  plate  is  rolled  so  as  to  have  a  channel,  a>  in  it,  which 
may  be  one  inch  and  a  quarter  wide  at  top,  one  inch  at  bottom,  and 
five-eighths  of  an  inch  deep.  The  plate,  g  g,  on  each  side  of  the 
channel,  may  be  two  inches  wide;  the  whole  plate  may  be  of  uni- 
form thickness,  and  furnished  with  spike-holes  alternately  on  each 
side  of  the  channels ;  these  are  supposed  to  be  used  at  E  on  the  track. 
Where  it  is  necessary  to  cross  a  water-gutter  in  the  street,  I  use  a 
cast-iron  plate  or  plates  to  cross  said  gutter,  the  flanch  channels  being 
in  such  plate  or  plates.  The  whole  surface  between  the  channels  is 
cast  rough,  to  prevent  the  slipping  of  the  feet  of  horses.  The  afore- 
said cast-iron  plate  is  best  cast  in  one  piece,  as  it  will  be  stronger  than 
if  divided;  although  of  the  same  thickness,  it  must,  of  course,  be  of 
a  width  sufficient  for  the  particular  gutter  to  which  it  is  to  be  applied, 
and  it  should  be  strengthened  by  having  ribs  cast  on  its  lower  sides ; 
these  should  be  about  an  inch  and  a  quarter  deep,  exclusive  of  the 
thickness  of  the  plate.  In  some  cases  I  cover  the  gutters  the  whole 
width  of  the  street  with  such  cast-iron  plates,  and  extend  them  to  some 
distance  beyond  the  curbings.  I  thus  make  a  great  improvement  in 
streets  for  the  ordinary  purposes  of  travel.  Such  a  plate  is  shown  in 
figure  8,  a  a  being  the  grooved  channels  cast  therein,  and  h  h  the 
upper  face  of  the  plate,  cast  rough  or  checkered. 

"  Having  thus  fully  described  the  nature  of  my  improvements,  and 
pointed  out  various  modes  in  which  the  same  may  be  carried  into 
effect,  what  I  claim  as  constituting  my  invention,  and  desire  to  secure 
by  letters  patent,  is  the  employment  of  plates  or  rails,  either  of  cast 
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or  of  wrought  iron.  constructed  ami  operating  upon  tlie  principle  or 
in  the  manner  herein  described;  having  narrow  grooves  on  eachade 
of  the  track  for  the  flanches  of  car-wheels  to  run  in,  by  which  tber 
are  adapted  bo  die  unobstructed  passing  over  them  of  the  various 
kinds  of  conn non  carriages,  and  to  the  running  of  the  wheels  on 
Blight  curves  with*  rat  dragging.  I  also  claim,  in  combination  with  such 
grooved  rails  or  tracks,  the  employment  of  plates  of  cast-iron  for  the 
covering  and  crossing  of  gutters,  such  plates  being  constructed  H 
described,  and  having  the  necessary  thumb  channels  cast  in  them. 
And  T  do  hereby  declare  thai  I  do  not  intend  to  confine  myself  tothe 
precise  forms  and  dimensions  herein  given,  these  being  designed 
merely  to  exemplify,  in  a  clear  manner,  the  nature,  object,  and  mode 
of  carrying  into  effect  of  my  said  invention. 

■I  AMES  SnitPSOS. 

"Witnesses:  J.  M.  Stimpson,  S.  E.  Stimpson. 

"  Whereas,  upon  the  petition  of  .lames  Stimpson  for  an  extension 
of  the  within  patent,  granted  tothe  said  Stimpson  on  the  25thd»Tof 
August.  1831, the  Board  of  <  /ommissioners,  under  the  eighteenth seo 
tion  of  act  of  Congress  approved  the  4th  day  of  July,  1836.  entitled 
'An  act  to  promote  (he  progress  of  the  useful  arts,  and  to  repeal  all 
acts  and  parts  of  acts  heretofore  made  for  that  purpose,'  did,  ontbr 
21st  day  of  August.  1845,  certify  that  said  patent  ought  to  be  el- 
tended:  Now, therefore,  I.  Kdmund  Burke.  Commissioner  of  Patent?, 
by  virtue  of  the  power  vested  in  me  by  the  said  eighteenth  section, 
do  renew  and  extend  said  patent,  and  certify  that  the  sam e  is  hereby 
extended  for  the  term  of  seven  years  from  and  after  the  expiration 
of  the  first  term.  vis.,  the  23d  day  of  August,  1N45,  which  certificate 
of  the  said  Board  of  Commissioners,  together  with  this  certificate  of 
the  Commissioner  of  Patents,  having  been  duly  entered  of  record  in 
the  Patent  I  mice,  the  said  patent  now  has  the  same  effect  in  law*" 
though  the  same  bad  1  n  originally  granted  for  the  term  of  twenty- 
one  years. 

•■  In  testimony  whereof,  I  have  caused  the  seal  of  the  Patent  Office 
to  be  hereunto  affixed,  this  21st  day  of  August,  1845. 
|l.  s.]  -  Eomumd  Burke,  Oommiukmr  of  Patents." 

It  is  admitted  that,  for  the  invention  of  the  plaintiff  referred  to  in 
the  above-mentioned  specification  as  being  for  u  turning  short  cot^ 
m  is."  a  patmt.  dated  23d  August.  1831,  duly  issued  to  him,  which, 
for  delect  in  specification,  was  surrendered;  and  tliat  another,  in  pbw 
of  it,  issued  to  him,  dated  the  26th  of  September,  1 835,  and  that  sod 
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patent  was  duly  extended  for  tho  term  of  seven  years  from  the  23d 
of  August,  1845,  when  the  term  of  said  original  patent  ended. 

It  is  admitted  that  the  invention  for  "turning  short  corners,"  as 
described  in  the  specification  in  tho  patent  of  the  2Gth  of  September, 
1835,  was  as  follows,  to  wit: 

Specification. 

*  The  schedule  referred  to  in  these  letters  patent,  and  making  part 
of  tho  same,  containing  a  description,  in  the  words  of  the  said  James 
Stimpson  himself,  of  his  improvement  in  tho  mode  of  turning  short 
curves  on  railroads,  for  which  letters  patent  were  granted,  dated  the 
23d  day  of  August,  1831,  which  letters  patent  aro  hereby  cancelled 
on  account  of  a  defective  specification. 

"To  all  to  whom  these  presents  shall  come:  Be  it  known,  that  I, 
James  Stimpson,  of  the  city  and  county  of  Baltimore,  and  State  of 
Maryland,  have  invented  a  new  and  useful  improvement  in  the  mode 
of  taming  short  curves  upon  railroads  with  railroad  carriages,  par- 
ticularly those  round  the  corners  of  streets,  wharves,  &c,  and  that 
the  following  is  a  full  and  exact  description  of  said  invention  or 
improvement,  as  invented  or  improved  by  me,  viz.: 

"I  use  or  apply  the  common  peripheries  of  tho  flanches  of  the 
wheels  for  the  aforesaid  purpose  in  the  following  manner: 

"I  lay  a  flat  rail,  which,  however,  may  be  grooved,  if  preferred,  at 
the  commencement  of  the  curvature,  and  in  a  position  to  be  centrally 
under  the  flanches  of  the  wheels  upon  the  outer  track  of  the  circle, 
so  that  no  other  part  of  the  wheels  which  run  upon  the  outer  circle  of 
the  track  rails  shall  touch  or  hear  upon  the  rails  but  the  peripheries 
of  the  flanches,  they  bearing  the  whole  weight  of  the  load  aud  car- 
riage, while  the  opj)0«ite  wheels,  which  run  upon  the  inner  track  of 
the  circle,  are  to  be  run  and  bear  upon  their  treads  in  the  usual  way, 
and  their  flanches  run  freely  in  a  groove  or  channel,  which  treads  are 
ordinarily  about  three  inches  in  diameter  less  than  the  peripheries  of 
the  flanches.  Were  the  bearing  surfaces  of  the  wheels  which  are  in 
contact  with  the  rails  while  thus  turning  the  curve  to  be  connected 
by  straight  lines  from  every  point,  there  would  thus  be  formed  the 
frustums  of  two  cones,  if  there  be  four  wheels  and  two  axles  to  tho 
carriage,  or  if  but  one  axle  and  two  wheels,  then  but  one  cone, 
Which  frustums,  or  the  wheels  representing  their  extremities,  will,  if 
the  wheels  aro  thirty  inches  In  diameter,  and  are  coupled  about  three 
feet  six  inches  apart,  turn  a  curve  of  about  sixty  feet  radius  of  the 
inner  track  rail.  The  difference  in  diameter  between  the  flanches 
and  treads  being  as  before  stated,  and  the  tracks  of  the  usual  width, 
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the  wheels  coupled  as  stated  would  turn  a  curve  of  a  somewhat 
smaller  radius  if  the  axles  were  not  confined  to  the  carriage  and  in 
a  parallel  position  with  each  other;  but  this  being  generally  deemed 
necessary,  the  wheels  run  upon  lines  of  tangents,  and  those  upon  the 
inner  track,  being  as  wide  apart  in  the  coupling  as  the  outer  ones, 
keep  constantly  inclining  the  carriage  outwards,  and  thus  cause  the 
carriage  to  tend  to  run  upon  a  larger  circle  than  the  difference  in 
diameter  of  the  treads  and  flanches  would  otherwise  give;  but  the 
depth  of  the  flanches  and  couplings  may  be  so  varied  as  to  turn  any 
other  radius  of  a  circle  desired.  What  I  claim  as  my  invention  or 
improvement  is  the  application  of  the  flanches  of  the  wheels  on  one 
side  of  railroad  carriages,  and  of  the  treads  of  the  wheels  on  the  other 
side,  to  turn  curves  upon  railways,  particularly  such  as  turning  the 
corners  of  streets,  wharves,  &c,  in  cities  and  elsewhere,  operating 
upon  the  principle  herein  set  forth. 

"James  Stimpson. 
"Witnesses:  James  H.  Stimpson,  George  C.  Penniman. 

"  Whereas,  upon  the  petition  of  James  Stimpson  for  an  extension 
of  the  within  patent,  granted  to  the  said  Stimpson  on  the  23d  day  of 
August,  1831,  the  Board  of  Commissioners,  under  the  eighteenth  sec- 
tion of  act  of  Congress  approved  the  4th  day  of  July,  1836,  entitled 
'  An  act  to  promote  the  progress  of  the  useful  arts,  and  to  repeal 
all  acts  and  parts  of  acts  heretofore  made  for  that  purpose,'  did,  on 
the  21st  day  of  August,  1845,  certify  that  said  patent  ought  to  be 
extended : 

"Now,  therefore,  I,  Edmund  Burke,  Commissioner  of  Patents,  by 
virtue  o*f  the  power  vested  in  me  by  said  eighteenth  section,  do  re- 
new and  extend  said  patent,  and  certify  that  the  same  is  hereby  ex- 
tended for  the  term  of  seven  years  from  and  after  the  expiration  of 
the  first  term,  namely,  the  23d  day  of  August,  1845,  which  certifi- 
cate of  the  Board  of  Commissioners,  together  with  this  certificate  of 
the  Commissioner  of  Patents,  having  been  duly  entered  of  record  in 
the  Patent  Office,  the  said  patent  now  has  the  same  effect  in  law  as 
though  the  same  had  been  originally  granted  for  the  term  of  twenty- 
one  years. 

"In  testimony  whereof,  I  have  caused  the  seal  of  the  Patent  Office 
to  be  hereunto  affixed,  this  21st  day  of  August,  1845. 

[l.  s.]  "Edmund  Burke,  Commissioner  of  Patents:1 

It  is  further  admitted,  that  before  and  since  the  period  of  said  exten- 
sion of  the  first  above-mentioned  patent,  the  defendant,  a  corporation 
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created  by  the  General  Assembly  of  Maryland  for  the  business  of,  and 
engaged  in,  the  transportation  of  passengers  and  goods  by  railways 
belonging  to  it,  did,  upon  its  railway,  and  as  part  thereof,  in  the  city 
of  Baltimore,  and  at  the  corner  of  two  streets  to  be  turned  in  the 
course  of  said  transportation,  construct,  and  has  ever  since  kept  up 
and  used,  a  curve  furnished  and  fitted  as  follows,  to  wit :  On  the  inner 
side  of  the  curve  is  placed  a  double  iron  rail  cast  in  one  piece,  with 
the  interval  between  large  enough  to  allow  the  admission  of  the 
flanch  of  the  wheel,  the  rail  on  the  outer  side  being  the  usual  one 
throughout  the  curve,  without  difference  of  any  kind,  except  that  it 
is  curved ;  and  it  is  admitted  that  the  passage  of  the  cars  around  the 
curve  is  throughout,  and  always  has  been,  upon  the  treads  of  the 
wheels;  and  these  rails  were  intended  and  used  for  the  purpose  of 
enabling  the  care  to  turn  the  curves  of  the  streets  above  mentioned. 

Upon  this  statement  of  facts,  it  is  submitted  to  the  court  to  deter- 
mine whether  the  defendant,  under  a  just  construction  of  said  patent 
declared  upon,  has  been  guilty  of  any  violation  thereof.  And  it  is 
agreed,  that  if  the  court  shall,  in  the  premises,  be  of  opinion  in  favor 
of  the  plaintiff,  judgment  shall  thereupon  be  rendered  for  the  plain- 
tiff, for  the  damages  laid  in  the  declaration ;  to  be  released  on  pay- 
ment of  such  sum  as  shall  be  found  for  actual  damages  by  a  jury,  to 
be  impanelled  by  consent  for  that  purpose,  subject  to  be  increased 
by  the  court,  according  to  the  act  of  Congress  in  such  case  made  and 
provided. 

The  court  to  render  an  absolute  judgment  for  the  defendant  if  of 
opinion  in  the  premises  with  the  defendant;  and  either  party  having 
the  right  to  sue  out  a  writ  of  error  from  the  judgment  of  the  court. 

It  is  further  agreed,  that  the  railway  above  mentioned  used  by  the 
defendant  is  not  sunk  into  the  ground,  so  as  to  make  the  top  of  the 
rail  on  a  level  with  the  surface,  but  projects  above  the  surface  the 
height  of  the  rail;  and  that  the  court  shall  have  the  power  to  draw 
all  inferences  from  the  facts  herein  stated  which  could  be  drawn  by 
a  jury. 

Charles  F.  Mayer,  Plaintiff's  Attorney. 
J.  M.  Campbell,  Defendant's  Attorney. 

The  case  was  argued  by  Mr.  Mayer,  for  the  plaintiff  in  error,  and 
by  Mr.  Campbell,  for  the  defendant  in  error. 

Mr.  Mayer. 

By  referring  to  the  defendant's  brief,  it  is  perceived  that  the  right 
of  this  court  to  take  cognizance  of  this  cause  is  disputed.    It  is  true, 
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that  tho  determination  of  tin*  suit  in  the  court  below  was  upon  astate- 
meat  of  facts,  ami  under  an  agreement  that  the  court  might  draw  in- 
ferences from  the  facte  as  a  jury  might.  The  statement  was  for  the 
purpose  of  bringing  to  the  attention  of  the  court  what  the  invention 
of  the  plaintiff  was,  and  in  order  that  they  might  compare  the  con- 
trivance of  the  defendant  with  it.  The  very  agreement  provides* 
reserved  right  of  review.  The  mere  circumstance,  then,  that  the 
court  were  to  draw  inference!  from  the  bets  as  a  jury  might  do,  dot* 
not  make  the  judgment  below  irreversibly  final,  and  nullify  tbe 
agreement  for  assuring  to  either  party  the  benefit  of  an  appellate 
review. 

But  if  the  court  should  be  of  opinion  that  by  tho  agreement  the? 
cannot  consider  the  case,  they  will  not,  therefore,  affirm  the  judgment 
I"  1      I'V  dismissing  it,  hut  wi  1  send  it  back  as  in  a  case  of  BttStria 

The  case  of  Pradi<\  v.  Z<tm\  8  Howard.  470,  was  disposed  of  in  a 
maimer  not  meeting  the  unanimous  approbation  of  this  court;  and 
it  will  not  be  followed  if,  even  hy  discrimination,  any  distinction  can 
be  taken  between  this  or  any  other  ease  and  that  But  that  was  tbe 
ease  of  a  Special  verdict,  in  which  the  jury  found,  not  the  facts,  but 
the  testimony,  and  tbe  counsel,  not  willing  to  hazard  the  mistake*  of 
another  blundering  jury,  submitted  the  oase  upon  that  testimony  tad 
the  few  facts  which  were  found;  and  this  court  thought  that  it  would 
convert  them  into  a  jury  to  require  them  to  find  the  facts  from  testi- 
mony presented  to  them.  But  if  the  court  below  could  not,  within 
its  powers,  find  facts,  this  court  will  not  presume  that  it  did  so;  bat, 
on  the  contrary,  that  it  did  not  do  so.  A  court  does,  however,  in  a 
metaphysical  sense,  in  every  ease  make  inferences  from  facts ;  an<i  it 

directs  a  jury  to  infer  from  facts.  But  here  there  is  no  room  for 
inference.    The  facts  are  all  agreed. 

But  is  it  true,  as  is  assumed  !>y  the  other  side,  that  the  court  can 
in  no  case  deal  inferentially  with  facts?  There  is  such  a  thing  as  a 
demurrer  to  evidence,  which  assumes  all  the  facts  asserted  on  tbe 
other  side  to  be  true,  and  the  court  infers  from  those  facts  as  a  jury 
would  do.  The  facts  arc  all  admitted  hy  the  demurrer,  and  the  court 
deal-  with  those  faets.  An  appellate  court  does  the  same.  The  facte 
must,  however,  be  admitted;  for  there  ean  he  no  such  tiling  as  a  de- 
murrer to  evidence  where  the  testimony  is  contradictory.  3  Pet.. 
96;  I  < 'ranch.  219;  7  ('ranch,  .V;;.;  11  Wheat.,  171,  320.  Now,  in 
the  la>f  case  the  court  decided  that  rt  was  not  a  proper  case  for  de- 
murrer. The  question  referred  to  the  court  was  not  one  of  law,  but 
of  fact;  that  is,  the  facto  were  not  admitted  from  which  the  court 
were  to  make  proper  interences,  but  they  were  to  deduce  from  the 
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testimony  what  the  facts  were.  It  is  not,  then,  strictly  true  that,  in 
the  demarkation  of  the  line  that  separates  the  court  and  jury,  it  is  not 
the  province  of  the  court  to  deal  with  facts  inferentially.  And  why 
do  you  adopt  the  analogy  to  a  special  verdict  rather  than  to  a  de- 
murrer to  evidence,  when  you  come  to  assign  a  place  to  a  "case  stat- 
ed," in  the  technical  vocabulary  ?  The  court  must  look  to  the  facts 
to  determine  whether  the  invention  in  the  one  case  is  the  invention 
in  the  other  case ;  but  that  is  not  finding  facts.  It  is  mere  construc- 
tion, which  the  judicial  mind  is  always  employed  in  making. 

As  to  the  merits.  Has  the  defendant  infringed  our  patent  ?  Now, 
what  is  the  principle  of  our  invention,  not  as  gathered  from  a  single 
expression  judged  by  a  meagre  and  carping  criticism,  but  as  taken 
from  the  whole  context  ?  The  courts  say  that  you  are  to  look  at  the 
thing  to  be  done,  the  object  to  be  accomplished,  and  then  to  the 
agency  by  which  it  is  accomplished.  1  Sumner,  482.  The  operative 
principle  of  our  patent  is  the  groove,  by  which  the  cars  are  kept  in 
place,  and  it  makes  no  difFerence  whether  you  run  them  upon  the 
flauch  or  upon  the  tread.  Now,  the  defendant  claims  to  have  con- 
structed a  railway  by  the  laying  of  two  pieces  of  rail  with  an  interval 
between  them,  which  answers  to  our  groove.  And  reliance  is  placed 
upon  the  using  of  one  rail  only  for  a  groove,  the  other  rail  being*  flat. 
This,  however,  only  gives  the  defendant  a  less  beneficial  use  of  our 
invention.  It  is  but  a  mere  colorable  variance  from  the  arrange- 
ments of  the  invention,  whilst  the  principle,  the  characteristic  merit, 
is  adopted,  whether  on  one  or  both  sides  of  the  railway,  and  whether 
the  wheel  shall  move  on  the  flanch  or  the  tread.  The  case  from  3 
Wash.  C.  C.  R.  applies  with  force,  where  you  take  part  of  an  invent 
tion,  or  accomplish  less  than  the  patentee  proposes. 

Mr.  Mayer  cited  2  Mason,  115;  4  Eng.  Com.  Law  Rep.,  357;  6 
lb.,  512  (4  B.  and  A.,  550);  4  Wash.  C.  C.  R.,  68,  703;  2  Brock., 
298. 

■ 

Mr.  Campbell,  contra. 

The  first  question  is,  whether  this  court  can  exercise  jurisdiction  in 
this  case.  Can  this  court  go  out  of  its  province  as  a  court  of  law,  and 
deal  with  other  than  questions  of  law  ?  The  court  below  had  the 
power  to  find  other  facts  by  inference  than  those  stated;  and  can  this 
court,  in  the  absence  of  any  statement  by  the  court  below  as  to  such 
further  facts,  determine  what  additional  facts,  if  any,  were  or  were 
not  before  the  Circuit  Court  ?  The  counsel  on  the  other  side  says 
that  the  court  can  examine  questions  of  fact,  and  draw  inferences 
from  facts,  and  that  it  has  been  done  in  case  of  demurrers  to  evidence. 
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The  case  of  Prentice  v.  Zane  may  stand,  however,  with  the  previous 
decisions.  In  demurrers  to  evidence,  the  only  question  is  one  of  law 
upon  the  facts  admitted.  And  Judge  Buller  long  ago  decided  that 
there  was  no  difference  in  principle  between  a  demurrer  to  evidence 
and  a  special  verdict.  In  either  case  the  facts  are  found,  and  the 
court  is  called  upon  to  determine  the  law.  But  in  this  case  the  court 
is  to  determine  a  mero  question  of  fact.  It  is  to  deduce,  from  a  com- 
parison of  the  plaintiff's  claim  with  the  defendant's  claim,  the  fact 
whether  the  one  conflicts  with  the  other.  This  case,  then,  presents 
no  analogy  to  that  of  a  demurrer  to  evidence  where  all  the  facts  are 
admitted. 

As  to  the  merits.  The  reason  that  ordinary  railway  tracks  are  an 
obstruction  to  common  traveling  carriages  is,  that  it  is  necessary 
that  the  rails  should  be  raised  above  the  surface  of  the  ground,  be- 
cause railroad  wheels  are  constructed  differently  from  ordinary  wheels 
in  having  two  circumferences  of  different  diameters,  the  smaller  cir- 
cumference being  intended  to  rest  on  the  rail,  (and  called  the  tread,) 
and  the  larger  circumference  running  on  the  side  of  the  rail.  Now, 
the  whole  difference  between  the  plaintiff's  invention  and  the  com- 
mon railway  track  is,  that  the  one  is  sunk  beneath  the  surface  of  the 
ground,  and  the  other  not ;  the  groove  in  this  case  answering  the  pur- 
pose of  the  elevation  of  the  rails  in  the  ordinary  railway.  Now,  he 
does  not  claim  the  groove  alone,  and  it  is  no  part  of  his  invention; 
but  the  combination  of  the  groove  with  the  sunken  rails.  The  object 
which  he  accomplishes  is  the  advantage  of  the  present  form  of  rail- 
road wheels,  without  the  usual  obstruction  to  common  vehicles. 

The  plaintiff's  invention  is  a  combination  of  the  usual  rail  with  a 
groove  on  each  side  of  the  road  for  the  flanch  of  the  wheel  to  travel 
in,  so  laid  as  not  to  rise  above  the  surface.  He  has  patented  grooves 
on  both  sides  of  the  road  in  connection  with  the  sunken  rail.  lie  has 
patented  grooves  in  combination,  and  not  a  single  groove.  Now, 
the  defendant  uses  a  rail  with  one  groove  only,  that  is,  with  a  groove 
on  one  side  of  the  road  only,  and  the  rails,  iustead  of  being  sunk  into 
the  ground  even  with  the  surface,  rise  above  the  surface  the  height 
of  the  rail.  The  defendant's  railway  does  not  purport  to  do  away, 
and  does  not  in  fact  do  away,  the  obstruction  which  it  is  the  object  of 
the  plaintiff's  invention  to  remove.  The  combination  is  not  the 
same,  and  the  result  is  different.  How,  then,  can  it  be  said  that  the 
one  is  an  infringement  of  the  other? 

Now,  it  is  settled,  in  the  case  of  Prouty  v.  Rugglcs,  16  Pet.,  336, 
that,  where  three  things  are  patented  in  combination,  it  is  no  infringe- 
ment to  use  two  of  them  in  combination  to  produce  the  same  result. 
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Mr.  Mayer,  in  conclusion. 

What  we  say  is,  that  the  using  of  one  groove  is  a  mere  evasion— a 
mere  colorable  claim  to  invention.  If  the  only  object  of  our  inven- 
tion was  (he  mere  sinking  of  the  railway,  in  order  to  remove  an  ob- 
stacle from  ordinary  vehicles,  why,  we  should  have  patented  only  the 
sinking  of  the  railway.  But  it  is  not  so.  We  claim  the  sinking  of 
the  road  in  connection  with  the  grooves  for  the  reception  of  the 
flanches,  in  order  to  accomplish  the  safety  of  the  cars,  and  their  be- 
ing kept  in  their  course,  especially  at  turns  and  corners.  It  is  too 
narrow  a  view  which  is  taken  by  the  other  side,  to  consider  the  sink- 
ing of  the  rails  as  the  whole  of  the  invention,  merely  because  it  de- 
scribes that  as  one  of  its  advantages.  We  maintain  that  Mr.  Stimp- 
son has  patented  the  grooves,  because  he  could  not  effect  the  objects 
of  street  travel  without  grooves.  It  is  true,  he  describes  his  railway 
as  peculiarly  advantageous  in  the  streets  of  towns  aud  cities;  still  he 
does  not  confine  it  to  that.  The  patent  provides  for  the  turning  of  a 
curve  or  corner,  and  this  is  as  much  a  part  of  the  claim  as  the  sink- 
ing of  the  rail.  The  arrangement  by  which  this  is  attained,  with 
entire  safety  to  the  car  and  without  impeding  the  speed,  is  singularly 
beautiful. 

But  it  is  said  that  this  is  a  combination,  and  if  any  of  the  parts  are 
left  out,  the  confbination  is  not  used.  There  is  no  claim  here  for  a 
combination,  as  such.  We  know  what  a  groove  is,  and  what  a  flanch 
is.  Now,  perhaps  the  effect,  nameh*,  the  groove  operating  to  restrain 
and  confine  the  flanch,  and  thereby  secure  the  safety  of  the  car,  may 
be  produced  as  well  by  one  groove  as  two.  Still,  the  principle  of  the 
thing  is  the  same.  But  this  is  not  a  combination.  A  combination  is 
the  union  of  distinct  mechanical  principles, — not  a  mere  duplication 
of  the  same  principle.  The  case  of  Prouty  v.  Rugyles  was  that  of  a 
plow.  The  whole  of  the  parts  were  patented  as  a  combination ;  and 
by  so  doing  the  patentee  informed  the  world  that  anything  short  of 
the  union  of  all  these  parts  is  not  his  invention.  The  jogging  part 
of  the  plow  was  considered  by  the  court  a  material  part  of  the  plain- 
tiff's invention;  and  the  defendant,  having  arrived  at  the  same  re- 
sult without  the  jogging,  had  not  taken  the  plaintiff's  combination. 
But  suppose  there  had  been  three  joggings  instead  of  one,  and  the  de- 
fendant had  taken  two,  would  not  that  have  been  an  infringement  ? 
The  mere  quantum  of  effect,  whether  greater  or  less,  is  not  the  point. 

In  regard  to  the  jurisdiction,  the  court,  in  11  Wheaton,  says  that, 
when  the  facts  are  found,  the  court  will  make  inferences  from  them 
precisely  as  a  jury  would  do.  But  in  the  case  of  Prentice  v.  Zam  the 
facts  were  not  found.    The  testimony  was  given,  and  the  court  was 
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Left  to  find  out  the  foots  from  the  testimony.  Now,  here  you  Hawaii 
the  facts.  You  have  the  plaintiff's  claim,  the  sum,  substance,  anil 
gist  of  his  invention.  You  have  also  the  sum  and  substance  of  that 
which  we  consider  an  infringement.  'Hie  one  can  be  placed  bwkle 
the  other;  and  it  is  hut  a  matter  of  simple  comparison  to  determine 
whether  the  one  is  identical  with  the  other  in  any  of  its  material 
parts. 

Mr.  Justice  DANIEL  delivered  the  opinion  of  the  court 

This  case  comes  before  as  upon  n  writ  of  error  to  the  Circuit  Court 
of  the  United  States  for  the  District  of  Maryland. 

The  plaintiff  in  error  instituted  in  the  Circuit  Court  bis  action  on 
the  case  to  recover  of  the  defendant  damages  for  an  alleged  infringe- 
ment of  a  paten!  granted  to  the  plaintiff  on  the  -3d  of  August,  1831, 
and  subsequently,  under  the  authority  of  the  United  States,  renewed 
and  extended  to  him  for  an  additional  space  of  seven  years  from  the 
expiration  of  the  first  grant. 

On  the  trial  of  this  suit,  upon  the  plea  of  not  guilty,  the  parties  by 

agreement  submitted  their  cause  to  the  court  upon  a  case  stated 
The  court,  on  the  case  thus  made  sad  submitted,  gave  judgment  in 
favor  of  the  defendant;  and  to  test  the  correctness  of  this  judgment 
is  the  purpose  of  the  investigation  now  before  us. 

The  invention  or  improvement  claimed  by  the  plaintiff  in  error, 
and  by  him  alleged  to  have  been  pirated  by  the  defendant,  is  thus 
described  in  the  schedule  and  Specification  filed  with  and  madeiijttrt 
of  the  letters  patent:  "A  new  and  useful  improvement  in  the  mode 
of  forming  and  using  cast  or  wrought  iron  plates  or  rails  for  railroad 
carriage-wheels  to  run  upon,  more  .•specially  for  those  to  be  used  01 
the  -i reets  of  cities,  on  wharves,  and  elsewhere;  and  I  do  hereby 
declare  that  the  follow  ing  is  a  full  and  exact  description  of  my  said 
inventions  or  improvements: 

•■  For  the  purpose  of  earn  ing  railroads  through  the  streets  of  town* 
or  cities,  or  in  other  situations  where  circumstances  mav  render  itde- 
su  able  that  the  wheels  of  ordinary  carriages  should  not  be  subject- 
ed to  injury  or  obstruction,  I  so  construct  or  form  the  rails,  that  the 
Qancb.es  of  the  wheel-  of  railroad  cars  or  carriages  may  be  received 
and  run  w  ithin  narrow  grooves  or  channels,  formed  in  or  by  said 
rails,  said  grooves  nol  being  sufficiently  wide  to  admit  the  rims  of  the 
wheels  ..f  gigs  or  other  ordinary  carriages  having  wheels  of  the  nar- 
rowest kind." 

After  some  remarks  descriptive  of  the  shape  and  dimensions  of  the 
1  lates  or  rails,  and  of  the  grooves  to  be  used,  tho  specification  thu< 
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proceeds:  "Should  it  be  preferred  to  use  the  ordiuary  flat  wrought- 
iron  rails,  they  may  be  laid  double,  at  such  distance  apart  as  to  form 
the  proper  channel  for  the  flanch  between  them.  Wrought  plates 
may  also  be  formed  in  the  manner  represented  in  figure  7.  This 
plate  is  rolled  so  as  to  have  a  channel  in  it,  which  may  be  one  inch 
and  a  quarter  wide  at  top,  one  inch  at  bottom,  and  five-eighths  of  an 
inch  deep.  Where  it  is  necessary  to  cross  a  water-gutter  in  the 
street,  I  use  a  cast-iron  plate  or  plates  to  cross  said  gutter,  the  flanch 
channels  being  in  such  plate  or  plates.  The  whole  surface  between 
the  channels  is  cast  rough,  to  prevent  the  slipping  of  the  feet  of 
horses.  The  aforesaid  cast-iron  plate  is  best  cast  in  one  piece,  as  it 
will  be  stronger  than  if  divided ;  although  of  the  same  thickness,  it 
must  of  course  be  of  a  width  suflicient  for  the  particular  gutter  to 
which  it  is  to  be  applied ;  and  it  should  be  strengthened  by  ribs  cast 
on  the  lower  side.  In  some  cases,  I  cover  the  gutters  the  whole 
width  of  the  street  with  such  cast-iron  plates,  and  extend  them  to 
some  distance  beyond  the  curbings.  I  thus  make  a  great  improve- 
ment in  streets  for  the  ordiuary  purposes  of  travel."  Such  being 
substantially,  and  indeed  literally,  as  far  as  it  is  set  forth,  the  descrip- 
tive part  of  the  plaintiff's  specification,  his  claim,  or  the  substance  and 
effect  of  his  alleged  invention  and  improvement,  is  given  in  these 
words:  "What  I  claim  as  constituting  my  invention,  and  desire  to 
secure  by  letters  patent,  is  the  employment  of  plates  or  rails  either  of 
cast  or  of  wrought  iron,  constructed  aud  operating  upon  the  principle  or 
in  the  manner  herein  described ;  having  narrow  grooves  on  each  side 
of  the  track  for-  the  flanches  of  car-wheels  to  run  in,  by  which  they 
are  adapted  to  the  unobstructed  passing  over  them  of  the  various 
kinds  of  common  carriages,  and  to  the  running  of  the  wheels  on 
slight  curves  without  dragging.  I  also  claim,  in  combination  with 
such  grooved  rails  or  tracks,  the  employment  of  plates  of  cast-iron 
for  the  covering  and  crossing  of  gutters,  such  plates  being  constructed 
as  described,  and  having  the  necessarv  flanch  channels  cast  in  them." 

It  is  manifest  from  the  description  of  the  plaintiff,  as  given  both  in 
his  specification  and  claim,  that  the  improvement  he  alleges  to  have 
been  made  by  him,  whether  important  or  otherwise,  consists  essen- 
tially, if  not  formally,  in  a  combination.  His  grooves  for  the  admis- 
sion of  the  flanches  of  car-wheels,  whether  cast  in  iron  plates  or 
produced  by  the  juxtaposition  of  two  flat  iron  rails,  and  the  rails 
themselves,  were  all  of  them  long  previously  known,  and  long  familiar 
in  use ;  and  it  was  by  an  application  or  combination  of  these  familiar 
means  or  agents  that  he  was  to  accomplish  the  result  proposed,  name- 
ly, the  unobstructed  passage  of  carriages  over  railroad  tracks,  when 
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laid  in  streets  or  cities.  Tin-  only  idea  or  design  in  the  plaiathTi 
description  which  wears)  1 1 1 « ?  semblance  of  originality,  is  that  otYmk- 
mgor  depressing  these  known  agents  or  materials  in  combination  (<• 
a  level  with  the  surface  over  whieh  the  passage  of  ordinary  carriages 
was  to  take  place.  Still,  these  agents  or  materials  were  tlie  same 
well-known  grooves,  the  same  ear-wheels  and  f  lunches,  and  the  same 
flat  rails,  which  were  to  constitute  the  means  of  the  plaintiff's  opera- 
tions. And  Hie  object  of  these  operations,  the  essential  improvement 
claimed,  it  should  he  constantly  borne  in  mind,  is  the  preventing  of 
mi  inequality  in  the  surface  of  streets,  forming  an  obstruction  to 
ordinary  carriages,  by  reducing  the  railroad  track  to  the  same  plane 
with  the  surface  of  the  streets  themselves. 

The  acts  of  the  defendant  eomplained  of  as  being  an  infringement 
of  the  plaintiff's  patent  are  thus  set  out  in  the  case  agreed  by  the 
parties,  viz.:  •♦That  before  and  since  the  period  of  said  extension 
of  the  first  above-mentioned  patent,  the  defendant)  a  corporation 
created  by  the  General  Assembly  of  Maryland  for  the  busiucss  uf, 
and  engaged  in,  the  transportation  of  passengers  and  goods  by  rail- 
ways belonging  to  it.  did.  upon  its  railway,  ami  jis  part  thereof,  in 
the  city  of  Baltimore,  and  at  the  corner  of  two  streets  to  be  turned 
in  the  course  of  said  transportation,  construct,  and  lias  ever  since 
kept  up  and  used,  a  curve  furnished  and  fitted  as  follows,  to  wit: 
On  the  inner  side  of  the  curve  is  placed  a  double  iron  rail  east  in 
one  piece,  and  with  the  interval  between  large  enough  to  allow  the 
admission  of  the  flanch  of  the  wheel,  the  rail  on  the  outer  side  being 
the  usual  one  throughout  the  curve,  without  difference  of  any  kind, 
accept  that  it  is  curved;  and  it  is  admitted  that  the  passage  of  the 
ears  round  the  curve  is  throughout,  and  has  always  been,  upou  the 
treads  of  the  wheels;  and  these  rails  wen'  intended  and  used  for  the 
purpose  of  enabling  the  ears  to  turn  the  curves  of  the  streets  ubove 
mentioned.'*  The  mechanism  thus  described  as  used  by  the  deissd- 
ant  is,  like  that  contained  in  the  specification  annexed  to  the  patent 
of  the  plaintiff,  evidently  a  combination,  or  an  application  of  mean* 
or  agencies  previously  known.  If  that  mechanism  can  have  anv 
claim  to  originality,  it  must  be  in  the  modtts  or  plan  of  that  applica- 
tion, —  not  in  the  invention  of  the  several  parts  of  the  mechanism. 

It  remain-,  then,  by  a  comparison  of  these  two  combinations,  to 
ascertain  whether  they  are  the  same,  either  in  form,  or  in  the  man- 
ner of  their  operation,  or  in  the  results  they  were  designed  to  accom- 
plis.li. 

'Hie  combination  churned  by  the  plaintiff  as  his  improvement  con- 
sists of  tin-  use  of  grooves  on  both  sides  of  a  railroad  track,  and  cither 
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cast  in  iron  plates,  or  made  by  the  parallel  position  of  double  lines  of 
flat  rails,  in  which  grooves  the  flanches  only  of  car-wheels  are  to  run, ' 
and  which  are  likewise  to  be  too  narrow  to  admit  the  wheels  of  car- 
riages having  the  most  slender  rims  or  felloes;  and  the  whole,  of  this 
combination  or  mechanism  is  to  be  depressed  to  a  plane  exactly  cor- 
responding with  that  of  the  street  in  which  it  may  be  introduced ;  as, 
without  this  arrangement,  it  is  obvious  that  the  unobstructed  passage 
of  ordinary  carriages— the  great  object  in  view — could  never  be  at- 
tained.  The  machinery  of  the  defendant,  complained  of  as  an  in- 
fringement of  the  plaintiff's  patent,  consists  of  a  double  flat  rail  of 
cast  iron  placed  on  the  inner  side  of  a  curve  or  comer  intended  to  be 
passed,  and  an  ordinary  flat  rail  on  the  exterior  line  of  the  same 
curve  to  be  passed ;  and  the  whole  of  this  machinery  is  coustructed 
on  the  same  plane  with  the  general  track  of  the  road,  elevated  to 
whatever  point  that  track  may  be  raised,  and  without  regard  to  the 
convenience  of  ordinary  carriages  making  transverse  passages  through 
the  streets ;  such  facilities  to  ordinary  carriages  being  no  part  of  the  end-: 
proposed  by  the  defendant.  From  this  comparison  of  the  combinations 
in  use  by  the  plaintiff  and  the  defendant  respectively,  and  upon  a  just 
construction  of  the  plaintiff's  patent,  the  court,  so  far  from  regarding 
them  as  identical,  either  in  mode,  in  design,  or  in  result,  is,  in  all 
their  characteristics,  constrained  to  view  them  as  wholly  dissimilar, 
and  as  not  conflicting  with  each  other.  The  combination,  therefore, 
used  by  the  defendant,  cannot  be  regarded  as  an  infringement  of  the 
plaintiff's  patent.  This  conclusion  is  in  strictest  accordance  with  the 
ruling  of  the  late  Justice  Story  at  circuit  in  the  case  of  Prouly  v.  Rug- 
gles,  afterwards  confirmed  by  this  court,  as  will  be  seen  in  16  Peters, 
341.  In  the  case  just  cited,  the  law  is  thus  propounded  by  the  Chief 
Justice:  "The  patent  is  for  a  combination,  and  the  improvement 
consists  in  arranging  different  portions  of  the  plow,  and  combining 
them  together  in  the  manner  stated  in  the  specification,  for  the  pur- 
pose of  producing  a  certain  effect.  None  of  the  parts  referred  to  are 
new,  and  none  are  claimed  as  new ;  nor  is  any  portion  of  the  combi- 
nation less  than  the  whole  claimed  as  new,  or  stated  to  produce  any 
given  result.  The  end  in  view  is  proposed  to  be  accomplished  by  the 
union  of  all,  arranged  and  combined  together  in  the  manner  des- 
cribed. And  this  combination,  composed  of  all  the  parts  mentioned 
in  the  specification,  and  arranged  with  reference  to  each  other  and 
to  other  parts  of  the  plow  in  the  manner  therein  described,  is  stated 
to  be  the  improvement,  and  is  the  thing  patented.  The  use  of  any 
two  of  these  parts  only,  or  of  two  combined  with  a  third  which  is 
substantially  different  in  form  or  in  the  manner  of  its  arrangement 
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and  connection  with  the  others,  is  therefore  not  the  thing  patented. 
It  is  not  the  same  combination  if  it  substantially  differs  from  it  in 
any  of  its  parts."  The  same  doctrine  is  ruled  in  the  case  of  Carver 
v.  Hyde,  16  Peters,  513. 

A  preliminary  question  was  raised  in  the  argument  of  this  cause, 
which,  as  it  is  connected  with  the  practice  in  this  court  and  in  the 
courts  inferior  to  this,  and  has  au  important  bearing  on  the  conve- 
nience both  of  the  courts  and  the  bar,  is  deserving  of  consideration. 
The  question  alluded  to  is  this:  Whether,  as  this  case  is  not  brought 
up  either  upon  expoess  or  specific  exceptions  to  the  rulings  of  the  Cir- 
cuit Court,  nor  upon  any  decision  of  that  court  upon  a  special  verdict 
found  by  the  jury,  but  comes  before  us  upon  an  agreed  statement 
between  the  parties,  this  court  can  in  this  form  take  cognizance 
thereof?  And  it  is  insisted,  for  the  defendant  in  error,  that,  under 
such  circumstances,  the  writ  of  error  could  not  be  prosecuted.  The 
objection  thus  urged  is  not  one  of  the  first  impression  in  this  court; 
it  has  been  urged  upon  and  considered  by  them  on  a  former  occa- 
sion, and  must  be  regarded  as  having  been  put  to  rest. 

This  objection  to  the  jurisdiction  of  the  appellate  court  upon  a  case 
agreed  between  the  parties  in  the  court  below,  had  its  origin,  no 
doubt,  in  the  practice  in  the  English  courts,  by  which  we  are  told 
that  the  appellate  tribunal  will  not  take  cognizance  of  such  a  case, 
as  it  will  upon  one  standing  on  exceptions,  or  on  a  special  verdict. 

This  refusal,  however,  so  to  take  cognizance,  will,  upon  examina- 
tion, be  found  to  grow  out  of  the  peculiar  modes  of  proceeding  in  the 
English  courts,  as  is  shown  by  Mr.  Justice  Blackstone  in  the  third 
volume  of  his  Commentaries,  page  377,  in  his  chapter  on  the  trial  by 
jury,  in  which  we  find  the  following  account  of  the  proceedings  in 
those  courts :  "Another  method,"  says  this  writer, "  of  finding  a  spe- 
cies of  special  verdict  is,  when  the  jury  find  a  verdict  generally  for  the 
plaintiff,  but  subject,  nevertheless,  to  the  opinion  of  the  court  above, 
on  a  special  case  stated  by  the  counsel  on  both  sides,  with  regard  to 
.the  matter  of  law,  which  has  this  advantage  over  a  special  verdict, 
that  it  is  attended  with  much  less  expense,  and  obtains  a  speedier 
•decision;  the  ftostca  being  stayed  in  the  hands  of  the  officer  of  nisi 
pritts  till  the  question  is  determined,  and  the  verdict  is  then  entered 
for  the  plaintiff  or  defendant,  as  the  case  may  happen.  But  as  noth- 
ing appears  on  the  record  but  the  general  verdict,  the  parties  are 
•precluded  hereby  from  the  benefit  of  a  writ  of  error,  if  dissatisfied 
with  the  judgment  of  the  court  or  judge  upon  the  point  of  law,  which 
makes  it  a  thing  to  be  wished,  that  a  method  could  be  devised  of 
either  lessening  the  expense  of  special  verdicts,  or  else  of  entering 
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the  cause  at  length  upon  the  postea"  So,  too,  Mr.  Stephen,  in  his 
Treatise  on  Pleading,  page  92,  speaking  of  the  practice  in  England 
of  taking  verdicts  subject  to  a  special  case,  remarks,  "that  a  special 
case  is  not  like  a  special  verdict  entered  on  record,  and  consequently 
a  writ  of  error  cannot  be  brought  on  this  decision." 

The  objection  now  urged,  and  the  authorities  bearing  upon  it,  were 
pressed  on  the  attention  of  this  court,  and  considered  by  them,  in 
the  case  of  The  United  States  v.  Eliason,  reported  in  16  Peters,  291. 
In  that  case  this  court  said :  "  It  is  manifest  that  the  reason  why,  ac- 
cording to  the  practice  in  the  English  courts,  a  writ  of  error  will  not 
be  allowed  after  a  case  agreed,  is  this,  and  this  only,  that  in  those 
courts  the  agreed  case  never  appears  upon  or  is  made  a  part  of  the 
record,  and  therefore  there  is  no  ground  of  error  set  forth,  upon  which 
an  appellate  and  revising  tribunal  can  act.  In  the  language  of  Justice 
Blackstone,  nothing  appears  upon  the  record  but  the  general  verdict, 
whereby  the  parties  are  precluded  from  the  benefit  of  a  writ  of  error." 
This  court  goes  on  further  to  remark,  that,  "  by  a  note  to  page  92  of 
Mr.  Stephen's  Treatise,  it  is  said  to  have  been  enacted  by  the  3d  and 
4th  of  William  the  Fourth,  chapter  42,  that,  where  the  parties  on  issue 
joined  can  agree  on  a  statement  of  facts,  they  may,  by  order  of  a 
judge,  draw  up  such  statement  in  the  form  of  a  special  case,  for  the 
judgment  of  the  court,  without  proceeding  to  trial.  By  the  settled 
practice  anterior  to  this  statutory  provision,  it  was  in  the  power  of 
the  parties  to  agree  upon  a  statement  of  the  case.  It  would  seem  rea- 
sonable and  probable,  therefore,  that  the  power  given  to  the  judge, 
(as  an  exercise  of  his  judicial  functions,)  to  regulate  the  statement, 
was  designed  to  impart  a  greater  solemnity  and  permanency  to  the 
preparation  of  the  proceeding,  and  to  place  it  in  an  attitude  for  the 
action  of  some  revising  power.  But  should  a  want  of  familiarity 
with  the  details  of  English  practice  induce  the  hazard  of  misappre- 
hension of  its  rules,  or  of  the  reasons  in  which  they  have  their  origin, 
the  decisions  of  our  own  courts,  and  the  long-established  practice  of 
our  own  country,  are  regarded  as  having  put  the  point  under  consid- 
eration entirely  at  rest."  The  court  then,  after  adverting  to  several 
decisions  deemed  applicable  to  the  point,  came  to  the  following  con- 
clusion :  "  This  court,  therefore,  has  no  hesitancy  in  declaring  that  the 
point  of  practice  raised  by  the  defendant's  counsel  presents  no  objec- 
tion to  the  regularity  in  the  mode  of  bringing  this  case  before  it." 
Regarding  the  above  conclusion  as  promotive  both  of  justice  and 
convenience,  we  give  it  our  entire  concurrence;  and  upon  the  char- 
acter, therefore,  of  the  particular  cause  before  us,  as  disclosed  in  the 
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case  agreed  by  the  parties,  we  decide  that  the  judgment  of  the  Cir- 
cuit Court  be,  and  the  hereby,  affirmed. 

Order.  This  cause  came  on  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  District  of 
Maryland,  and  was  argued  by  counsel ;  on  consideration  whereof,  it 
is  now  here  ordered  and  adjudged  by  this  court,  that  the  judgment 
of  the  said  Circuit  Court  in  this  cause  be,  and  the  same  is  hereby, 

Affirmed  with  costs. 


The  Washington,  Alexandria,  and  Georgetown  Steam  Packet 
Company,  plaintiffs  in  error,  v.  Frederick  E.  Sickles  and 
Truman  Cook. 

(10  Howard,  419.) 

1.  Where  the  declaration  contained  two  count*,— viz.,  the  first  upon  a  special  con- 

tract that  the  plaintiffs  had  placed  a  machine  for  saving  fuel  on  board  of  the 
steamboat  of  the  defendants,  and  were  entitled  to  a  certain  portion  of  the 
savings ;  the  second  upon  a  quantum  meruit, — it  was  admissible  to  give  in  evi- 
dence by  the  plaintiffs  the  experiments  of  practical  engineers  to  show  the 
value  of  the  machine.  Evidence  had  previously  been  given,  tending  to  prove 
the  value  in  the  mode  pointed  out  in  the  contract,  and  the  evidence  In  question 
tended  not  to  contradict,  but  to  corroborate  it.  It  was  therefore  admissible 
under  the  first  count,  and  clearly  so  under  the  second. 

2.  On  the  part  of  the  defendants,  the  evidence  of  the  president  of  the  steamboat 

company  was  then  given,  denying  the  special  contract  alleged  by  the  plaintiffs, 
and  affirming  a  totally  different  one,  namely,  that  if  the  owners  of  the  boat 
could  not  agree  with  the  plaintiffs  to  purchase  it,  the  latter  were  to  take  it 
away.  The  court  should  have  instructed  the  jury,  that  if  they  believed  this 
evidence,  they  should  find  for  the  defendants. 

3.  The  court  below  instructed  the  jury,  that  if  the  president  of  the  company,  act- 

ing as  its  general  agent,  made  the  special  contract  with  the  plaintiffs,  the  com- 
pany were  bound  by  it,  whether  he  communicated  it  to  the  company  or  not. 
This  instruction  was  right.  But  the  court  erred  in  saying  that  the  plaintiffs 
had  a  right  to  recover  on  their  special  count,  if  the  muehiue  was  useful  to  the 
defendants,  without  regarding  the  stipulations  of  that  contract  as  laid  and 
proved,  and  the  determination  of  the  plaintiffs  to  adhere  to  It.  Because,  by 
the  contract,  the  defendants  are  to  use  the  machine  during  the  continuance 
of  the  patent-right;  and  as  no  time  is  pointed  out  for  a  settlement,  a  right  of 
action  did  not  accrue  until  the  whole  service  had  been  performed. 

4.  Whether,  if  there  had  been  a  count  in  the  declaration  for  the  cost  of  the 

machine,  and  the  jury  had  believed  that  the  defendants  had  agreed  to  pay 
it  as  soon  as  it  was  earned,  the  plaintiffs  might  not  recover  to  that  amount, 
or  whether  such  a  construction  could  be  put  on  the  contract  as  proved,  are 
questions  not  before  the  court  on  this  record,  and  upon  which  no  opinion  is 
expressed. 
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This  case  was  brought  up  by  writ  of  error  from  the  Circuit  Court 
of  the  United  States  for  the  District  of  Columbia,  holden  in  and  for 
the  county  of  Washington. 

It  came  up  upon  a  bill  of  exceptions  to  the  admission  of  certain 
evidence,  and  four  bills  of  exceptions  to  refusals  of  the  court  below 
to  grant  certain  prayers,  all  of  which  exceptions  were  taken  by  the 
defendants  below — the  plaintiffs  in  error  here.  But  as  two  of  the 
last-named  bills  of  exceptions  were  not  pressed  in  this  court,  it  is  not 
necessary  to  state  them,  or  to  state  more  of  the  case  than  is  sufficient 
to  show  the  points  argued  and  decided  by  this  court. 

In  March,  1846,  Sickles  and  Cook  brought  an  action  against  the 
Steam  Packet  Company.  The  cause  of  action  is  thus  stated  in  the 
declaration : 

"  Whereupon  the  said  plaintiffs,  by  Joseph  H.  Bradley,  their  attor- 
ney, complain,  for  that  whereas  heretofore,  to  wit,  on  the  first  day 
of  July,  1844,  the  said  defendants,  at  the  county  aforesaid,  being  the 
owners  of  a  certain  steamboat  called  the  Columbia,  and  running  in 
the  Potomac  River  and  Chesapeake  Bay,  in  consideration  that  the 
said  plaintiffs,  being  the  proprietors  of  a  certain  machine  called  '  Sick- 
les' cut-off/  designed  to  effect  a  saving  in  the  consumption  of  fuel  for 
steam-engines,  would  place  one  of  the  said  machines  on  the  said  steam- 
boat Columbia,  undertook  and  promised  the  said  plaintitts  to  apply 
the  whole  value  of  the  saving  of  the  fuel  on  board  the  said  boat, 
which  should  be  effected  by  the  said  machine,  in  the  first  place,  to 
pay  the  cost  and  expenses  of  building  the  said  machine,  and  putting 
the  same  on  the  said  boat ;  and  thereafter,  and  after  having  paid  the 
said  costs  and  expenses,  that  they,  the  said  defendants,  would,  so  long 
as  the  said  steamboat  should  continue  to  be  employed  by  the  said 
defendants,  if  the  patent-right  for  the  said  machine  should  continue 
so  long,  pay  to  the  said  plaintitts  three-fourths  of  the  saving  in  fuel 
caused  by  said  machine.  And  that  the  savin?  caused  by  the  said 
machine  called  the  cut-off,  on  board  the  said  boat,  should  bo  ascer- 
tained at  any  time  the  plaintiffs  should  desire  it,  in  the  following 
manner,  to  wit,  by  taking  equal  quantities  of  wood,  and  using  the 
same  first  with  one  and  then  with  the  other  cut-off,  (the  defendants 
then  having  in  use  on  board  their  said  boat  a  machine  called  the 
throttle,)  to  show  with  which  the  boat  would  run  the  longest  under 
the  same  circumstances.  And  thereupon  the  said  plaintitts,  confiding 
in  the  said  promises  and  undertakings  of  the  Baid  defendants,  at 
great  cost,  to  wit,  at  the  cost  of  two  hundred  and  fifty  dollars,  did 
erect  and  build,  and  place  on  the  said  steamboat  Columbia,  at  the 
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request  of  the  defendants,  a  machine  called  '  Sickles'  cut-off,'  which 
said  machine,  and  the  same  hath  ever  since,  to  wit,  from  the  20th 
day  of  August,  1844,  continually,  to  the  beginning  of  this  action, 
been  used  by  the  said  defendants  in  and  upou  the  said  boat;  and 
that,  on  the  19th  day  of  August,  1845,  at  the  county  aforesaid,  the 
said  plaintiffs  gave  notice  to  the  said  defendants  that  they  would,  on 
the  next  day,  tliat  is  to  say,  on  the  20th  day  of  August,  1845,  if  they 
desired,  make  the  said  experiment  in  the  said  agreement  mentioned, 
to  test  the  relative  value  of  the  said  machine ;  and,  for  that  purpose, 
that  one  of  the  said  plaintiffs  would  go  from  Washington  to  Balti- 
more, in  the  said  boat,  on  the  said  20th  of  August,  1845,  and  make 
the  said  experiment ;  and  the  said  defendants,  by  their  president,  did 
then  and  there  assent  thereto,  and  did  direct  the  officers  of  the  said 
boat,  or  some  of  them,  to  aid  in  conducting  the  said  experiment ;  and 
the  said  plaintiffs,  in  fact,  further  say,  that  one  of  the  said  plaintiffs, 
to  wit,  the  said  Truman  Cook,  did,  on  the  said  20th  day  of  August, 
1845,  proceed  in  the  said  boat  from  the  said  city  of  Washington  to 
Baltimore,  in  the  State  of  Maryland,  and  did,  on  the  said  voyage, 
with  the  assistance  of  the  officers  of  the  said  boat,  make  the  said  ex- 
periment, and  did  take  two  piles  of  wood  of  equal  dimensions  and 
uncier  like  circumstances ;  the  pile  employed  in  the  use  of  the  throttle 
cut-off  was  burned  in  two  hours  and  seven  minutes ;  and  the  pile  used 
by  the  cut-oft'  of  the  plaintiffs  hosted  tliree  hours  aud  fifteen  minutes, 
showing  a  saving  in  favor  of  the  latter  of  34  and  per  cent.,  of  all 
which  the  said  defendants  had  due  notice  ;  whereby  a  great  amount 
and  value  of  fuel  has  been  saved  by  the  said  defendants,  to  wit,  the 
amount  of  twenty-five  hundred  dollars ;  and  the  said  plaintiffs  in  fact 
say,  they  were  and  are  entitled  to  recover  of  and  from  the  said  de- 
fendants, out  of  the  said  sum  of  money,  as  well  as  the  said  sum  of 
two  hundred  and  fifty  dollars,  as  and  for  the  costs  and  expenses  of 
erecting  and  building  the  said  machine,  and  placing  the  same  on 
the  said  steamboat,  as  also  the  further  sum  of  sixteen  hundred  and 
eighty  dollars  and  fifty  cents,  being  three-fourths  of  the  said  savings 
within  said  period  of  time  after  the  said  machine  was  put  in  opera- 
tion on  the  said  boat,  and  while  the  same  was  used  by  the  said  de- 
fendants, to  the  time  of  the  bringing  this  suit ;  and  being  60  entitled, 
the  said  plaintiffs,  to  wit,  on  the  day  and  year  aforesaid,  and  often 
afterwards,  at  the  county  aforesaid,  demanded  the  whole  of  the  said 
two  sums  of  money,  to  wit,  the  sum  of  nineteen  hundred  and  thirty- 
seven  dollars  and  fifty  cents,  of  and  from  the  said  defendants,  and  the 
said  defendants  utterly  neglected  and  refused  to  pay  the  same,  or  auy 
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part  thereof,  to  the  said  plaintiffs,  and  still  refuse,  to  the  damage  of  the 
plaintiffs  four  thousand  dollars ;  and  therefore  they  sue. 

"Josepii  H.  Bradley,  for  Plaintiffs. 

"  Add  a  count  for  putting  the  machine  on  the  boat  at  the  request 
of  the  defendants,  with  a  quantum  meruit. 

"  JosEPn  H.  Bradley,  for  Plaintiffs:' 

The  defendants  pleaded  non  assumpsit,  upon  which  issue  was  joined, 
and  in  March,  1847,  the  cause  came  on  for  trial. 

The  following  is  the  evidence  offered  by  the  plaintiffs,  which,  being 
objected  to  by  the  defendants,  but  admitted  by  the  court,  formed  the 
subject  of  the  exception  to  evidence : 

"  On  the  trial  of  this  cause,  the  plaintiffs,  to  maintain  the  issue  on 
their  part  joined,  offered  and  gave  evidence  tending  to  show  that  on 
or  about  the  18th  day  of  June,  1844,  at  the  county  aforesaid,  the  said 
plaintiffs  being  the  owners  of  the  patent-right  to  a  certain  machine 
called  a  cut-off,  of  which  the  said  Frederick  E.  Sickles  was  the  in- 
ventor, and  the  said  defendants  being  the  owners  of  the  steamboat 
called  the  Columbia,  on  which  they  had  in  use  a  certain  machine  called 
the  throttle  cut-oft',  the  object  of  both  machines  being  to  save  the  con- 
sumption of  fuel  in  the  use  of  steam-engines,  the  said  plaintiffs  made, 
and  entered  into  a  certain  contract  with  William  Gunton,  the  presi- 
dent of  the  steamboat  company,  and  the  general  agent  thereof,  where- 
by it  was  agreed  that  the  said  plaintiffs  should  construct  and  place  on 
board  the  said  steamboat  one  of  their  said  machines  at  their  own  cost 
and  expense ;  that  the  same  should  be  tried,  and,  if  it  produced  any 
saving,  that  the  cost  of  putting  the  said  machine  in  operation  on  board 
the  said  boat,  not  to  exceed  two  huudred  and  fifty  dollars,  should  be 
first  paid  out  of  the  savings  of  fuel  effected  by  the  said  machine ; 
that  the  said  machine  should  be  used  by  the  defendants  during  the 
continuance  of  the  patent,  if  the  said  boat  should  last  so  long ;  and 
after  the  payment  of  the  said  costs  and  expenses  of  putting  the  said 
machine  in  operation  on  board  the  said  boat,  the  savings  caused  there- 
by, in  the  consumption  of  fuel,  should  be  divided  between  the  said 
plaintiffs  and  defendants  in  the  proportion  of  one-fourth  to  the  defend- 
ants and  three-fourths  to  the  plaintiffs ;  and,  in  order  to  ascertain  the 
amount  of  such  savings,  an  experimental  trial  should  be  made  at  any 
time  the  plaintiffs  should  direct  it,  after  the  said  machine  was  in  suc- 
cessful operation,  in  the  followiug  mode :  Two  piles  of  wood  should 
be  taken  of  equal  dimensions ;  one  should  be  used  with  one  of  the 
cut-offs,  and  the  other  pile  with  the  other  cut-off,  under  like  circum- 
stances, and  the  length  of  time  required  in  the  consumption  of  the 
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said  piles  of  w  I.  respectively,  should  bo  takea  as  the  evidence  of 

tli«'  difference  in  the  nmounl  of  savings  in  the  rnie  over  the  other; 

and  it'  the  said  machine  produ  I  no  saving,  it  was  to  be  taken  oft 

and  the  lw>al  restored  t-'  its  former  condition,  a1  the  expense  of  the 

plaintiffs. 

••  Tliat  the  said  contract  was  wholly  in  parol,  and,  within  three  days 
after  it  was  made,  the  plaintiffs  entered  intoa  contract  in  writing  with 
T.  W.  and  R.  C.  Smith,  of  Alexandria,  by  th<-  s;lid  plaintiffs,  as  follows: 
(ei  >pied  in  rec<  ml : )  and  the  saiil  defendants  caused  their  said  boat  to 
lie  at  Alexandria  t<>  have  the  said  machine  fitted  toher  engine;  that 
the  said  T.  W.  and  R.  < '.  Smith  proceeded  with  all  convenient  di~ 
patch  to  make  the  said  nun  bine,  and  put  the  same  on  board  the  said 

l»>at.at  ih  st  of  two  hundred  and  forty-two  dollars;  that  the  same 

was  completed  and  placed  on  board  the  said  I  mat,  and  in  complete 
action,  on  the  Oth  day  of  November,  1844,  with  the  knowledge  of  the 
defendants,  and  that  the  same  w  as  continually  th'-reafter,  to  the  bring- 
ing  "t'  tlii-  Buit,  used  by  the  said  defendants  on  board  the  said  boat. 

••That  m>  the  19th  day  of  August,  1^44.  the  said  Truman  Cook, 
one  "1'  the  said  plaintiffs,  gave  notice,  mi  board  the  said  boat,  to  the 
said  defendants,  by  William  <  ronton,  president  as  aforesaid,  that  they 
<l>  sired  mi  the  next  day.  the  same  being  the  regular  day  for  the  pa*- 
-.:ir'  of  the  said  l>oat  from  the  city  <>t'  Washington  to  Baltimore,  to 
n<>  on  the  said  trip  and  make  the  experiment,  provided  by  their  said 
contract,  to  ascertain  th<-  saving  caused  by  the  said  machine;  and 
the  said  William  Guntou,  president  as  aforesaid,  directed  the  officers 
of  the  said  boat,  or  one  "!'  them,  t<>  tak«>  care  that  the  said  Cook  did 
not  throw  sand  in  his  eyes ;  and  on  the  said  i2< >t  1 1  day  of  August,  1844, 
aid  Cook,  one  of  said  plaintiffs,  did  in  fact  ^o  from  the  city  of 
bington  to  Baltimore  on  board  the  said  boat,  and  thessido* 
periment  was  in  fact  made,  under  the  superintendence  of  the  officers 
of  -aid  boat  "ii  behalf  of  said  defendants,  and  by  the  said  Cook  on 
behalf  of  said  plaintiffs,  and  the  whole  was.  at  the  request  of  plain- 
till'-,  carefully  observed  and  noted  by  Captain  -h'b  Carson,  forruan.v 
years  mate  and  captain  of  a  stcaml»ont,  and  the  result  of  the  said  ex* 
periment  was,  that  the  said  machine  of  said  plaintiffs  caused  a  sarin? 
of  fuel,  over  and  above  the  said  -throttle  cut-off,'  of  34{£jJ  per  cent., 
and  full,  minute,  and  accurate  minutes  of  the  said  experiment,  and 
of  the  result  thereof,  taken  and  made  in  writing  by  the  officer? 
■  •!'  the  said  boat,  or  one  of  them  ;  that  th*1  average  consumption  n 

u  I  ou  her  said  trip  to  Baltimore  was  ids,  and  on  her  trip 

from  Baltimore  wa^  cords,  and  the  average  price  of  wood,  during 
tli.  period  sh<  ran,  from  tin?  Oth  of  November,  1 S44,  to  the  bringing 
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»f  this  suit,  was  $  ,  and,  estimating  the  saving  by  the  said  machine 
at  one-third,  it  amounted  to  $  up  to  the  impetration  of  the  writ 
iu  this  case. 

"The  plaintiffs  further  gave  evidence  to  show,  by  practical  and 
scientific  engineers  and  builders  of  steam-engines,  that  the  said  ex- 
periment was  the  only  mode  by  which  the  said  savings  could  be 
ascertained  with  any  degree  of  certainty ;  that  it  had  been  resorted 
to  and  tried  by  them ;  and  one  of  them  farther  proved,  that,  on  the 
experiment  conducted  by  him  to  test  the  difference  between  'Sickles' 
tut-off'  and  the  'throttle  cut-off,'  in  a  large  steamboat  belonging  to 
Baltimore,  and  having  an  engine  of  the  same  construction  as  that  on 
board  the  Columbia,  the  saving  of  the  former  over  the  latter  was  42 
per  cent.;  and  they  further  proved  that  they  were  acquainted  with 
both  of  the  said  machines,  both  theoretically  and  practically,  and  that 
no  engineer  would  hesitate  to  say  that '  Sickles'  cut-off'  was  far  supe- 
rior to  the  throttle,  and  to  any  other  with  which  they  were  acquainted 

"They  further  gave  evidence  to  show  that  the  said  machine  had 
been  applied  by  the  plaintiffs  to  four  other  steamboats  belonging  to 
the  port  of  the  city  of  Washington,  and  the  saving  of  fuel  caused 
thereby  ranged  from  18  to  33  per  cent,  on  board  the  said  boats, 
respectively,  and  that  the  saving  could  not  be  ascertained  by  the 
amount  of  wood  actually  consumed  without  knowing  and  estimating 
the  condition  of  the  hull,  and  engino,  and  machinery,  the  state  of  the 
weather,  the  water,  the  freight,  and  the  speed  of  the  boat ;  and  the 
only  test  was  the  experiment  aforesaid,  or  one  conducted  on  scien- 
tific principles  which  would  give  a  proximate  result. 

"To  introduction  of  which  said  evidence  by  practical  and  scientific 
engineers  and  others,  builders  of  steam-engines,  tending  to  show  the 
operation  of  tho  said  cut-off',  and  the  savings  resulting  therefrom  on 
other  boats,  the  defendants,  by  their  counsel,  objected,  because  the 
same  was  inapplicable  to  the  issue  on  the  first  count  in  the  plaintiff's 
declaration,  and  that  the  same  could  not  be  offered  on  the  general 
counts,  unless  the  plaintiffs  abandoned  the  first. 

"Which  objection  the  court  overruled,  and  allowed  the  said  evi- 
dence to  go  to  the  jury ;  to  which  ruling  of  the  court  the  defendants, 
by  their  counsel,  excepted,  and  prayed  that  this  their  bill  of  excep- 
tions may  be  signed  and  sealed — which  is  done  this  25th  day  of 
March,  1847. 

"James  8.  Morsell.  [seal.] 
"James  Dunlop."  [seal.] 

The  defendants  then  offered  evidence  which  is  all  incorporated  into 
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the  bill  of  exceptions;  but  the  following  is  thai  part  upon  which  the 
prayer  t"  tin-  court  below  rested,  involving  the  point  which  wa» 
argued  in  this  court  : 

MTho  defendants,  to  support  the  issue  on  their  part,  called  Wil- 
liam Gnnton,  late  president  of  the  defendants'  company,  who,  bein? 
first  sworn  on  his  rwVv  dire,  stated  that  he  had  resigned  the  office  of 
prcsidenl  of  said  company,  and  sold  and  transferred  all  the  stock  he 
held  therein,  and  that  he  was  in  n<>  way  interested  in  the  event  of 
this  >iiit  between  the  said  plaintiffs  and  the  defendants;  and  the  said 
witness,  being  sworn  in  chief,  testified  that  he  did  not,  as  president 
of  said  company,  or  otherwise,  make  w  ith  the  -aid  plaintiffs  the  con- 
tra, i  for  the  use  of  the  cut-off  called  Sickles'  cutoff,  on  board  the 
defendants1  steamboat  called  the  Columbia,  as  the  same  is  set  forth 
in  tli"  firsl  count  in  the  plaintiffs'  declaration ;  that  some  time  in  the 
spring  of  the  year  lsll  he  firsl  met  with  Truman  Cook,  one  of  the 
plaintiffs,  and  after  having  conversed  Bevcral  times  with  the  said 
Cook  <»n  the  subject  of  the  application  of  the  said  cut-off  to  the 
engine  on  board  the  Raid  boat,  the  said  Cook  stated  that  he  was  very 
desirous  to  bring  the  cut-off  to  the  favorable  notice  of  the  officers  of 
the  government,  with  the  view  of  introducing  the  same  into  use  on 
board  the  national  steamships,  and  other  -te  im-vessels  sailing  on  the 
water-  of  the  river  Potomac  and  the  Chesapeake  Bay;  that  he,* 
president  of  the  defendants'  a  mipnny,  agreed  with  the  said  Cook  tliat 
lie  might  place,  at  his  own  expense,  the  said  cut-off  on  the  engine  of 
the  said  boat, and  that  ii'.  on  trial  ot'  the  same  on  board  the  said  boat, 
the  said  cut-off  should  lie  approved  of,  and  the  defendants  should 
wish  to  purchase  the  same,  the  term-  of  Buch  purchase  should  be  after- 
wards  determined  on  between  the  said  parties,  but  if  the  said  cut-otT 
should  not  be  approved  of,  or  the  terms  proposed  by  said  Cook  tor 
the  use  of  the  same  by  the  said  defendant-  on  their  said  boat  should 
le  fjuch  that  the  said  defendants  could  not  accede  thereto,  the  said 
Cook  was  to  tak,.  the  said  cut-off  from  the  said  boat  at  his  own  ex- 
pense, and  restore  the  engine  on  the  said  boat  to  the  same  condition 
in  w  hich  it  was  before  the  application  of  the  said  cut-off  thereto ;  that 
the  -.ii. I  cut-off  wa-  placed  on  the  said  engine  pursuant  to  such  last- 
mentioned  agreement,  and  not  in  pursuance  of  any  such  agreetnout 
a-  i-  mentioned  in  the  first  count  of  the  plaintiffs'  declaration; -that 
afterwards,  and  when  the  witni  ss,  -t  ill  Iteing  president  of  defendant* 
said  company,  laid  had  an  opportunity  to  form  some  idea  of  the  valtu- 
of  the  said  cut-off,  bo  conversed  with  said  Cook  respecting  the  term4 
on  which  the  same  might  be  purchased  for  the  use  of  the  defendant* 
on  hoard  the  said  boat,  and  the  said  Cook  informed  the  said  witness 
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that  the  defendants  should  have  the  uae  of  the  said  machine  on  ad 
favorahle  tenns  as  the  same  had  been  disposed  of  to  the  owners  of 
the  steamboat  Augusta,  or  any  other  steamboat,  but  did  not  then,  or 
at  any  other  time,  inform  the  witness  at  what  price  the  same  had  been 
sold  to  the  said  steamboat  Augusta,  or  any  other  steamboat,  or  make 
any  such  definite  proposition  for  the  sale  of  the  said  machine  to  the 
defendants  as  would  enable  him  to  lay  the  same  before  the  board  of 
directors  of  the  said  company  for  their  approval ;  and  that  the  defend- 
ants have  at  no  time  refused  the  said  Cook  or  the  plaintiffs  permis- 
sion to  remove  the  same  from  the  engiue  ou  board  the  said  boat,  and 
restore  the  said  engine  to  its  former  condition." 

The  prayer  to  the  Circuit  Court,  founded  on  this  evidence,  was  as 
follows: 

"  Whereupon  the  defendants,  by  their  counsel,  prayed  the  court  to 
instruct  the  jury,  that  if  the  jury  believed,  from  the  evidence,  that  the 
defendants  agreed  with  the  plaintiffs  that  they,  the  said  plaintiffs, 
might,  at  their  own  expense,  place  the  cut-off  called  Sickles'  cut-off 
on  the  engine  of  the  defendants'  boat  called  the  Columbia,  that  they, 
the  said  plaintiffs,  might  exhibit  the  qualities  and  usefulness  of  the 
said  machine  to  the  public,  and  thereby  facilitate  the  introduction  of 
the  same  into  use  on  board  the  national  steamships,  and  other  steain- 
vessels  sailing  on  the  waters  of  the  Potomac  River  and  the  Chesapeake 
Bay ;  and  that  if,  on  the  trial  of  the  same  on  board  the  Columbia,  the 
said  cut-off  should  be  approved  of,  and  the  defendants  should  wish  to 
purchase  the  same,  the  terms  of  said  pureluise  should  be  afterwards 
determined  on  between  the  said  parties ;  but  if  the  said  cut-off  should 
not  be  approved  of,  or  the  terms  proposed  by  the  plaintiffs  to  the  de- 
fendants, for  the  use  thereof,  should  be  such  tliat  the  said  defendants 
could  not  accede  thereto,  the  said  plaintiffs  were  to  take  the  said  cut- 
off from  the  said  boat  at  their  own  expense,  and  reinstate  the  boat  and 
her  engine  in  the  same  condition  in  which  she  was  before  the  appli- 
cation of  the  said  cut-off  thereto ;  and  that  the  said  cut-off  was  placed 
on  the  said  boat  pursuant  to  said  agreement  and  permission  as  afore- 
said, and  not  pursuant  to  any  such  contract  as  is  set  out  in  the  first 
count  in  the  plaintiffs'  declaration ;  and  that  the  said  plaintiffs  have 
made  no  definite  proposition  to  the  said  defendants  for  the  sale  and 
use  of  the  said  cut-off,  and  have  not  been  refused  permission  by  the 
defendants  to  remove  the  same  from  their  said  boat,  then  the  plaiutiti's 
are  not  entitled  to  recover  in  this  action,  although  the  jury  should 
believe  from  the  evidence  that  the  said  machine  was  approver!  of, 
and  has  been  used  by,  the  said  defendants;  which  instruction  the 
court  refused  to  give,  there  being  only  two  judges  on  the  bench,  and 
30 
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i!.r;.  being  divided  in  opinion  "ii  said  instruction;  to  which  refu- 
sal the  defendants,  by  their  counsel,  excepted,  and  prayed  the  court 
thai  this  their  Mil  of  exceptions  may  be  signal  and  sealed — whichia 
done  this  J.">tli  day  of  May,  1.S47. 

"James  S.  Morsell.  [seal] 
"James  Pin-lop."  [seal.] 

Among  Un ■  evidence  brought  forward  by  the  defendants,  were  the 
two  following  letters,  which  arc  inserted  here  because  tbeyarere- 
marked  upon  by  the  court  in  the  decision  of  the  remaining  excep- 
tion : 

IV.  tftotfOH  to  Sickle*  S?  Cook. 

"As  I  am,  week  after  week,  annoyed  by  warrants,  under  a  pre- 
tended  contract,  never  entered  into  by  me,  respecting  the  cut-off 
placed  under  your  direction  on  the  steamer  Columbia,  and  as  I  have 
repeatedly  explained  in  writing,  both  to  Messrs.  T.  W.  and  R.  C. 
Smith,  of  Alexandria,  and  Mr.  A.  T.  Smith,  of  tlus  city,  your  agent 
or  attorney,  what  the  understanding  between  M  r.  Cook  and  myself 
was  in  relation  to  the  Bubjeet,  and  have  expressed  my  willingness  to 
comply  therewith.  I  hereby  give  you  notice,  that  uuless  you,  within 
ten  days  from  this  date,  remove  the  aforesaid  cut-off  from  the  dim- 
but,  and  replace,  agreeably  t<>  thai  understanding,  her  machinery  in 
the  same  condition  in  which  it  was  immediately  before  the  cut-off 
was  applied  thereto,  I  shall  promptly  thereafter  came  the  work  to  be 
•  1' >i i •  -  at  your  expense,  and  hold  yon  liable  for  the  same,  in  addition 
to  th«'  amount  of  expense  incurred  and  loss  sustained,  by  reason  of 
the  detentions  of  the  Columbia,  mentis  ined  in  my  letters  to  your  agent. 
Mr.  A.  T.  Smith,  before  alluded  to. 

"V,  Uunton,  President. 

"Washington  Cih/,  Utf<  April,  1*41. 
"Messrs,  Sickles  &  Cook." 

/.'< ptff  (•>  the  (tfinre. 

•*Pr.  William  Gukton,  President: 

-\\'<  have  received  your  note  of  the  14th  instant,  and  hasten  to 
reply  i"  it,  to  avoid  any  further  misapprehension  on  your  part  of  the 
positions  we  respectively  hold.  Yon  have  chosen  to  make  terms 
eutirely  different  from  those  under  which  we  contracted  with  J*J 
have  refused  to  execute  your  i  raetwithusj  have  driven  us  to  the 
necessity  <>f  a  suit ;  and  we  are  now  resolved  to  bring  the  matter  to 
an  issue. 

'•  You  complain  that  you  are  annoyed  by  warrants.    It  is  your  own 
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fanlt    Yon  say  yon  have  repeatedly  [stated]  to  Messrs.  T.  W.  and 
R.  C.  Smith,  of  Alexandria,  and  Mr.  A.  T.  Smith,  of  this  city,  what 
the  understanding  between  Mr.  Cook  and  yourself  was  in  relation  to 
this  subject,  and  have  expressed  yourself  willing  to  comply  therewith. 
We  have,  as  often  as  occasion  aud  opportunity  offered,  stated  to  you, 
in  the  plainest  terms,  that  your  representations  thus  made  were  not 
the  terms  of  our  contract,  and  have  as  clearly  and  distinctly  stated 
to  you  what  that  contract  was.    We  now  repeat  it.    TVe  undertook 
to  put  Sickles'  cut-off  on  the  engine  of  the  steamer  Columbia,  and 
offered  to  receive  91,000  for  the  right  to  use  it.    You,  seeming  to 
doubt  the  importance  of  the  invention,  declined  that  offer ;  and  we 
then  offered  to  put  the  cut-off  on,  taking  as  a  compensation  for  its 
use  the  value  of  three-fourths  of  the  fuel  saved  by  its  use,  deducting 
from  the  first  savings  $250  for  the  construction  of  the  machine,  the 
saving  to  be  ascertained  by  either  of  us  by  experiments  with  our  cut- 
off and  the  old  one  attached  to  the  engine  of  the  Columbia,  aud  you 
were  to  continue  the  use  of  our  cut-off,  provided  we  made  it  work 
well,  so  long  as  the  boat  continued  to  belong  to  your  company. 
These  terms  you  accepted  in  the  most  unequivocal  manner.  "We 
employed  the  Messrs.  Smith  to  construct  the  machine.    This  was  all 
they  had  to  do  with  it.    They  did  make  it,  and  it  was  applied,  and 
has  operated  successfully.    Persons  were  directed  on  board  the  boat 
to  make  accurate  observations  of  the  saving.    It  was  found  to  be  far 
greater  than  you  bad  any  idea  of.    We  asked  for  compensation,  and 
you  denied  the  contract.    Your  own  acts  have  compelled  us  to  bring 
suit ;  and,  in  order  to  bring  the  matter  to  a  close  after  that  suit  was 
brought,  we  took  out  a  warrant  against  your  company,  so  that  either 
party  might,  by  appeal,  bring  the  question  at  once  before  the  court 
for  judicial  decision.    These  are  resisted  on  technical  grounds,  and 
now  you  give  us  notice  to  remove  the  cut-off.    However  much  we 
might  be  disposed  to  avoid  litigation,  and  to  terminate  all  contro- 
versy! by  an  amicable  adjustment,  the  course  you  have  taken  has 
determined  us,  and  we  now  give  you  notice  that  we  will  not  only  not 
interfere  with  the  cut-off  on  board  the  Columbia,  and  hereby  protest 
against  your  interfering  with  it,  but  we  will  every  week  bring  an 
action  to  recover  the  amount  of  saving  coming  to  ns  on  the  terms  of 
oar  contract  with  you.    Until  we  can  get  a  judicial  decision  in  the 
matter,  you  must  choose  for  yourself. 

"Sickles  &  Cook. 

«  Washington,  Iblh  A/yrif,  1846." 

The  remaining  prayer  to  the  Circuit  Court  was  as  follows: 

"The  defendants,  by  their  counsel,  further  prayed  the  conrt  to 
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instruct  the  jury,  thai  it'  the  jury  believed,  from  the  evidence,  thai 
tin-  contract  set  out  in  the  first  count  of  the  declaration,  and  alle*e<l 
to  have  been  in:ule  hy  the  plaintiffs  and  William  Gunton,  the  presi- 
dent of  the  defendant?1  said  company,  was  never  authorized  by  a 
board  or  quorum  of  the  directors  of  said  company,  as  provided  k 
their  charter  of  incorporation,  and  was  never  sanctioned  or  approved 
of  by  said  board  or  quorum  of  the  said  directors,  and  that  the^i  i 
William  Gunton,  in  making  such  contract  with  the  plaintiffs,  if  il* 
jury  believe  the  same  to  have  been  made  by  him,  did  not  act  within 
the  scope  of  his  authority  as  such  president,  then  the  said  contrail  i< 
void  as  respects  the  said  defendants,  and  1  lie  said  plaintiffs  art'  n  ■> 
entitled  to  recover  under  the  said  first  count  in  their  declaration, 
which  instruction  the  court  refused,  liut  granted  the  same  with  thr 
following  nioditicatioii :  15ut  it',  from  the  evidence,  the  jury  shall  find 
thai  William  Gunton,  ill*-  president  of  the  defendants''  company,  nd 
acting  as  their  genera]  agent,  made  with  the  plaintiffs  the  contra: 
.set  out  in  the  first  count  of  the  said  declaration,  and  that  the  plaintiff-, 
under  the  said  contract,  put  the  s;iid  machine  on  the  defendants' boat, 
and  the  same  was  used  by  the  defendants  at  the  time  ami  time*  u.'  >  ■ 
tioned  in  the  said  count,  and  that  the  same  was  beneficial  to  the 'i'- 
fendants,  then  the  plaintiffs  are  entitled  to  recover  on  the  said  fins 
count,  notwithstanding  the  jury  shall  find  that  the  terms  of  the  o 
tract  were  not  communicated  to  the  defendants,  and  the  said  Willuuu 
Gunton  reported  to  the  sail]  defendants  a  different  contract;  to whkii 
refusal  of  the  said  instruction,  and  modification  thereof,  the  deiVn !- 
ants,  by  their  counsel,  excepted,  and  prayed  that  this  their  bill  ol 
«  xceptions  may  he  signed  and  sealed — which  is  done  this  25  th  day  oi 
May,  1847. 

- .  I  a  m  ts  S.  Mors  ell.  [seal] 
mJajibb  Dcxlop."  [seal] 

The  jury  found  a  verdict  for  the  plaintiffs,  and  assessed  thedamlgw 
St  91,800,  with  interest  from  the  9th  of  November,  1845.  A  writ  ot 
error  brought  these  several  rulings  of  the  Circuit  Court  before  m 

court  for  revision. 

It  was  argued  by  Mr.  Lawrena,  for  the  plaintiffs  in  error,  anJkv 

Mr.  Lee  and  Mr.  Bradley,  for  the  defendants  in  error. 

The  argument  on  behalf  of  the  plaintiffs  in  error,  with  respect  n 
the  admissibility  of  the  evidence,  was  as  follows: 

1st.  The  same  was  inapplicable  to  the  issue  on  the  first  count  in  tbt 

plaintiffs  declaration. 
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2d.  That  the  same  could  not  he  offered  on  the  general  count,  unless 
the  plaintiffs  ahandoned  the  first. 

The  plaintiffs  in  error  insist  that  the  court  erred  in  allowing  the 
evidence  objected  to  by  them  to  go  to  the  jury — 

1st.  15ecause  it  was  in  no  way  applicable  to  the  issue  on  the  special 
count  in  the  plaintiffs*  declaration.  It  did  not  tend  to  prove  any  one 
of  the  allegations  contained  in  that  count,  and  was  therefore  irrele- 
vant and  collateral. 

The  plaintiffs  allege  that  a  special  mode  of  testing  the  value  of 
their  machine,  in  contrast  with  that  previously  used  on  board  the 
defendants'  boat,  was  agreed  upon  by  the  parties,  and  constituted 
part  of  their  contract ;  the  experiment  was,  as  they  allege,  to  be  made 
on  board  the  Columbia.  It  was  therefore  wholly  immaterial  to  the 
point  in  issue  on  the  first  or  special  count,  what  had  been  the  result 
of  experiments  made  on  board  steamboats  in  Baltimore  or  Washing- 
ton. The  defendants  had  no  notice  of  such  experiments,  were  not 
present  at  them,  and  ought  not  be  affected  by  them. 

Neither  was  it  proper  to  give  in  evidence  the  opinion  of  engineers 
or  steamboat  builders,  however  well  informed  as  to  the  relative  value 
of  the  two  machines,  particularly  as  the  plaintiffs  allege  a  special 
mode  of  ascertaining  the  difference  in  value  had  been  agreed  on  by 
the  parties  in  their  alleged  contract. 

It  is  a  familiar  rule  of  evidence,  that  it  must  correspond  with  the 
allegations  in  the  pleadings  of  the  party  who  offered  it.  1  Grcenleaf 
on  Evidence,  sees.  51  and  52. 

This  rule  excludes  all  evidence  of  collateral  facts.  The  admission 
of  evidence  of  that  character  tends  to  divert  the  minds  of  the  jury, 
to  excite  prejudice,  and  mislead  them ;  the  adverse  party  is  taken  by 
surprise,  and  cannot  be  prepared  to  rebut  it. 

Thus,  where  the  issue  between  a  landlord  and  his  tenant  was 
whether  rent  was  payable  quarterly  or  half-yearly,  evidence  of  the 
mode  in  which  other  tenants  of  the  same  landlord  paid  their  rent 
was  held  by  Lord  Kenyon  inadmissible.    Peake's  Cases,  95. 

So  the  opinions  of  engineers,  and  the  results  of  experiments  on 
other  boats,  ought  not.  to  have  been  allowed. 

2d.  This  evidence  was  not  admissible  under  the  quantum  meruit 
count. 

Where  there  is  an  express  contract,  and  a  stipulated  mode  of  com- 
pensation, the  party  rendering  the  services  cannot  waive  the  contract, 
and  resort  to  an  action  on  a  quantum  meruit,  or  an  implied  assumpsit. 
ChampUn  v.  Butler,  18  Johns.,  160. 

Where  the  special  agreement  subsists  in  full  force,  the  plaintiff 
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cannot  recover  under  the  common  counts,  but  the  remedy  is  on  the 
contract.  Buller's  X.  P.,  139 ;  Raymond  v.  Bearmrd,  12  Johns.,  274; 
Jennings  v.  Camp,  13  Johns.,  94 ;  Clarke  v.  Smithy  14  Johns.,  326 ; 
Wood  v.  Edwards,  19  Johns.,  205;  Perkins  v.  HarCs  Executor,  11 
AVheat.,  237. 

In  the  case  before  the  court,  the  contract  was  subsisting  and  con- 
tinuing; it  was  to  last  as  long  as  the  defendants  should  continue  to 
employ  the  boat  Columbia,  if  the  patent  for  the  machine  continued 
so  long.  The  plaintiffs  had  declared  upon  it  as  a  subsisting  contract. 
The  quantum  meruit  count  was  for  the  same  subject-matter  as  the 
special  contract. 

In  the  case  of  Cooke  v.  Munstone,  1  Bos.  &  Pull.  N.  R.,  354,  the 
declaration  contained  a  count  on  a  special  contract,  and  a  count  for 
money  had  and  received  to  the  use  of  the  plaintiff ;  the  plaintiff  failed 
to  prove  the  contract  laid,  but  proved  another  variant  from  it ;  he 
claimed  to  recover  on  his  common  count ;  the  court  decided  that  the 
plaintiff  could  not  proceed  on  the  common  counts.  The  court  said : 
"The  cases  in  which  the  plaintiff  had  been  allowed  to  proceed  on 
these  counts  are  those  in  which  the  special  contract  is  put  "altogether 
out  of  the  case.  It  would  be  very  strange  to  allow  the  plaintiffs  to 
recover  on  the  general  indebitatus  assumpsit,  and  still  leave  him  to  his 
right  to  recover  for  non-performance  of  his  special  contract.  It  is  said 
he  has  a  right  to  proceed  at  the  same  time  on  the  special  and  on  the 
general  count;  but  the  cases  only  warrant  a  permission  to  resort  to 
the  latter  when  the  former  has  failed  altogether.  In  this  case,  if  we 
were  to  allow  the  plaintiff  to  go  into  the  evidence  he  offered,  it  would 
amount  to  saying  that  there  was  no  evidence  of  a  subsisting  special 
agreement,  when  in  truth  there  was  such  evidence." 

In  Clarke  x.  Smith,  14  Johns.,  320,  the  declaration  contained  a  count 
on  a  special  agreement,  and  the  common  counts  relative  to  the  same 
subject-matter.  The  plaintiff,  at  the  trial,  proceeded  to  give  evidence 
under  the  common  counts;  the  witness,  on  cross-examination,  said 
there  was  a  written  contract  between  the  parties,  under  which  the 
work  was  done ;  objection  was  then  made  to  the  plaintiff's  giving 
evidence  under  the  common  counts,  which  was  overruled  by  the 
court. 

On  appeal,  this  was  held  to  be  error,  and  it  was  decided,  that  when- 
ever the  special  contract  is  still  subsisting,  and  no  act  done  or  omitted 
by  the  one  party  which  would  authorize  the  other  to  consider  the 
contract  rescinded,  the  remedy  must  be  on  the  special  contract,  which 
principle  will  be  found  to  run  through  all  the  cases. 

While  the  contract  is  still  subsisting,  part  performance  will  not 
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entitle  the  plaintiff  to  resort  to  the  common  counts  to  recover  the 
value  of  that  which  he  has  done  in  part  fulfillment  of  the  contract. 

If  the  plaintiffs  could  not  resort  to  the  common  count,  they  ought 
not  to  have  been  allowed,  the  defendants  objecting,  to  give  evidence 
applicable  only  to  that  count.  There  was  conflicting  testimony  res- 
pecting the  value  of  the  machine,  and  the  minds  of  the  jury  must 
have  been  affected  by  the  testimony  thus  improperly  offered. 

With  respect  to  the  exception  founded  on  the  refusal  of  the  court 
to  grant  the  first  praj'er  made  by  the  defendants  below,  the  error 
alleged  was  this  : 

If  the  plaintiffs  acted  under  a  special  agreement  with  the  defend- 
ants in  putting  the  said  machine  on  the  defendants'  boat,  and  there 
was  any  failure  on  the  part  of  the  defendants  to  comply  therewith 
in  any  respect,  the  proper  and  only  remedy  for  the  plaintiffs  was  by 
action  on  that  special  agreement. 

Whether  the  agreement  was  such  as  the  plaintiffs  pretended,  or 
such  as  the  defendants  pretended,  while  such  agreement  was  subsist- 
ing, there  could  be  no  remedy  for  the  plaintiffs  on  the  common 
counts. 

If  the  argument  was  such  as  the  plaintiffs  have  set  out  in  the  first 
count  in  their  declaration,  and  the  jury  believe  the  evidence  intro- 
duced to  prove  the  same  by  the  plaintiffs,  then  they  were  entitled  to 
recover  on  that  count. 

But  if  the  jury  gave  greater  credence  and  weight  to  the  evidence 
offered  by  the  defendants  to  sustain  the  issue  on  their  part,  and  be- 
lieve the  contract  to  be  proved  to  be  such  as  the  defendants  set  up, 
then  the  plaintiffs  were  not  entitled  to  recover — 

1st.  Because  of  their  failure  to  prove  the  contract  set  out  by  them. 

2d.  Because  a  different  contract  was  proved  by  the  defendants,  of 
which  there  was  no  breach  on  their  part  alleged  or  proved,  and  which 
was  still  subsisting. 

It  is  clear,  from  the  terms  of  the  agreement,  as  shown  by  the  defend- 
ants' evidence,  that  the  machine  was  not  put  on  the  defendants'  boat 
to  be  used  by  them  under  a  contract  of  purchase,  nor  was  the  use 
thereof  to  be  paid  for  by  the  defendants.  It  was  put  on  board  by  per- 
mission of  the  defendants  at  the  request  of  the  plaintiffs,  and  for  their 
advantage.  The  plaintiffs  were  at  liberty  to  remove  it  at  their  pleas- 
ure. If  the  defendants  should  wish  to  acquire  the  right  to  use  it  per- 
manently, it  was  to  be  made  the  subject  of  a  future  agreement. 

If  the  jury  believed  this,  and  certainly  the  defendants'  evidence 
tended  to  prove  it,  and  no  subsequent  contract  was  alleged  or  proved, 
and  no  offer  by  the  plaintiffs  to  remove  the  machine  from  the  boat, 
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and  refusal  by  the  defendants  to  allow  it,  either  alleged  or  proved, 
then  the  plaintiffs  made  out  no  case  against  the  defendants;  and, 
when  asked  by  the  defendants,  it  was  the  duty  of  the  court  so  to  tell 
the  jury,  and  their  refusal  was  an  error. 

The  court  seemed  to  have  been  of  opinion,  that  notwithstanding  the 
jury  might  believe,  from  the  evidence,  that  the  defendant  did  not  con- 
tract with  the  plaintiffs,  either  for  the  purchase  or  use  of  the  machine, 
and  that  the  same  was  put  on  board  the  plaintiffs'  boat  for  their  own 
benefit  and  advantage  with  the  public,  yet,  as  the  same  had  been  used 
by  the  defendants,  and  they  had  derived  benefit  therefrom,  they  ought 
to  pay  for  it ;  and  if  they  refused  to  do  so,  the  plaintiffs  had  a  right 
to  recover  for  such  use. 

Respecting  the  last  prayer,  the  plaintiffs  in  error  contend  that  the 
court  erred  in  refusing  the  instruction  as  originally  asked  for,  and  in 
giving  the  same  with  said  modification. 

In  the  third  section  of  defendants'  said  charter,  it  is  provided  that 
the  affairs  of  the  company  shall  be  conducted  by  four  directors  and 
a  president ;  that  two  directors  and  the  president  shall  form  a  quorum 
for  transacting  all  the  business  of  the  company. 

In  the  fifth  section,  it  is  provided  that  the  president  and  directors 
shall  have  full  power  to  use,  employ,  and  dispose  of  the  funds  and 
.  property  of  the  company  for  the  interest  and  benefit  of  the  stockhold- 
ers, and  agreeably  to  the  objects  of  the  said  act  of  incorporation. 

The  president  of  the  company  has,  as  such,  no  power  to  bind  the 
company  by  contract ;  he  may  be  authorized  to  act  as  the  Special  agent 
of  the  company  in  some  particular  case,  or  generally  in  the  perform- 
ance of  some  prescribed  duties.  His  power  as  agent  of  the  company 
cannot  be  without  scope  or  limit.  An  act  of  the  board  authorizing 
the  president  to  act  as  universal  agent,  with  unlimited  authority  to  act 
for  and  dispose  of  the  property  of  the  company,  would  be  a  violation 
■of  the  charter,  and  void. 

If  it  is  assumed  that  Mr.  Gunton  made  with  the  plaintiffe  the  con- 
tract set  out  in  the  declaration,  he  acted,  in' doing  so,  as  the  president 
or  agent  of  the  company,  and  within  some  supposed  limits.  If  the 
act  done  was  within  the  scope  of  his  authority,  the  company  was 
bound  by  it.  If,  however,  the  act  done  was  not  within  the  scope  of 
his  authority,  then  the  company  was  not  bound  by  it. 

It  is  not  contended  that  third  persons  are  to  be  affected  by  the 
private  restrictions  which  a  principal  may  impose  on  his  agent.  It 
is  conceded,  that  whenever  the  act  is  within  the  scope  of  the  agent's 
authority,  the  principal  is  bound.  Storv  on  the  Law  of  Agency,  sec. 
127. 
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In  the  instruction  which  the  court  refused,  they  were  asked  to  say 
to  the  jury,  that  if  they  believed,  from  the  evidence,  that  Mr.  Gun- 
ton,  in  making  the  said  contract,  did  not  act  within  the  scope  of 
his  authority  as  such  president,  and  that  the  said  contract  was  never 
authorized  or  sanctioned  by  the  board  of  directors,  then  the  same 
was  void  as  respects  the  defendants. 

In  refusing  this  instruction,  the  court  left  the  jury  to  understand 
that  the  contract  was  binding  on  the  defendants,  notwithstanding  it 
was  not  within  the  scope  of  Mr.  Gunton's  authority  as  president,  and 
so  agent  of  the  company,  to  make  it ;  and  the  same  had  never  been 
authorized  or  sanctioned  by  the  board  of  directors. 

This  ruling  on  the  part  of  the  court,  as  the  subsequent  modification 
shows,  had  its  basis  in  an  opinion  held  by  them,  that  the  defendants, 
having  had  the  use  of  the  machine,  if  they  were  benefited  thereby, 
were,  at  all  events,  bound  to  pay  for  it. 

The  subsequent  granting  of  this  instruction,  with  the  modification 
attached  to  it  by  the  court,  magnified  the  error  of  their  first  refusal. 

The  plain  and  fair  construction  of  the  whole  is  this :  That  if  the 
jury  believe  Mr.  Gunton,  in  making  said  contract,  acted  beyond  the 
scope  of  his  authority  as  president  of  the  company,  and  that  the  con- 
tract was  never  authorized  or  sanctioned  by  the  board  of  directors, 
the  contract  was  void ;  yet,  if  he,  being  the  president  of  the  defend- 
ants' company,  and  acting  as  their  general  agent,  did  make  the  said 
contract,  even  if  he  did  exceed  his  authority,  and  the  plaintiffs,  un- 
der said  contract,  put  their  machine  on  the  defendants'  boat,  and  it 
was  used  by  the  defendants,  and  was  beneficial  to  them,  then  the 
plaiutiffs  are  entitled  to  recover  under  the  special  count  in  the  dec- 
laration ;  that  is,  they  are  entitled  to  recover  for  the  beneficial  use 
on  the  first  or  special  count  in  the  declaration. 

One  of  the  terms  of  the  contract,  as  set  out  in  the  declaration,  is 
that  the  whole  of  the  value  of  the  savings  which  should  be  effected  by 
the  plaintiffs'  machine  over  the  old  throttle  cut-off,  should  be  applied 
to  pay  for  the  cost  of  the  'machine,  &c,  and  after  that  three-fourths 
of  the  savings  thus  effected  should  be  paid  to  the  plaintiffs,  and  the 
amount  was  to  be  ascertained  in  a  certain  way. 

The  instructions  given  by  the  court  to  the  jury  do  not  limit  the 
right  of  the  plaintiffs  to  recover  according  to  the  terms  of  their  alleged 
agreement,  but  they  afifirm  their  right  to  recover,  if  the  jury  believed 
the  machine  was  used,  and  was  beneficial  to  the  plaintiffs.  The  court 
say  they  may  recover  for  the  beneficial  use,  and  that  under  the  special 
contract.  The  jury  are  not  told  that  the  beneficial  use  of  the  plaintiffs' 
machine  must,  in  their  judgment,  exceed  that  of  the  old  throttle  cut- 
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off.  It  is  sufficient,  in  the  judgment  of  the  court,  that  the  defendants 
had  used  the  machine,  and  that  that  use  was  beneficial,  to  authorize 
the  plaintiffs  to  recover  to  the  extent  of  the  value  of  such  use. 

If  the  ruling  of  the  court  had  been,  that  if  the  jury  believed  that 
Mr.  Gunton,  in  making  the  contract,  exceeded  his  authority,  and 
therefore  that  the  contract  was  void  as  against  the  defendants,  in 
the  absence  of  any  contract  binding  the  defendants,  the  plaintiffs 
might  recover  under  the  common  count,  if  they  believed  the  defend- 
ants used  the  plaintiffs'  machine,  and  it  was  beneficial  to  them,  there 
would  have  been  no  error  in  their  instruction ;  but  such  is  not  the 
ruling  of  the  court.  They  say,  that  if  the  machine  was  put  on  the  boat 
under  the  special  contract,  and  was  used  by  the  defendants  and  proved 
beneficial,  the  plaintiffs  may  recover  the  value  of  such  use  on  the 
count  on  that  contract 

The  following  authorities  were  relied  on :  Bank  of  Columbia  v.  Pat- 
terson''s  Administrator,  7  Cranch,  306 ;  Head  and  Amory  v.  Providence 
Insurance  Co.,  2  Cranch,  127;  Fleckner  v.  BanJc  of  United  States,  8 
Wheat.,  338 ;  BanJc  of  United  States  v.  Dandridye,  12  Wheat.,  64. 

The  counsel  for  the  defendants  in  error,  with  respect  to  the  admis- 
sibility of  the  evidence,  conceded  that  the  evidence  was  not  admissi- 
ble under  the  first  count  in  the  declaration,  and  that  it  was  not  offered 
as  applicable  to  that  count,  but  contended  that  it  was  clearly  admis- 
sible uuder  the  second  count.  The  propriety  of  joiniug  a  count  on 
the  special  agreement  with  a  common  count  cannot  be  doubted.  It 
is  the  usual  and  proper  course.    Arch.  Civ.  PI.,  174. 

Where  there  is  a  special  agreement,  the  rules  are — 

1st.  So  long  as  the  contract  is  executory,  to  declare  specially; 
when  executed,  and  the  payment  is  to  be  in  money,  the  general 
counts  may  be  used.  Strcctcr  v.  Horlock,  1  Bing.,  34,  37 ;  Study  v. 
Sindcrs,  5  Bam.  &  Cres.,  628 ;  Tuttle  v.  Mayo,  7  Johns.,  132 ;  Robert- 
son v.  Lynch,  18  Johns.,  451. 

2d.  Where  the  contract  has  been  parti/  performed,  and  has  been 
abandoned  by  mutual  consent,  or  rescinded  by  some  act  of  defendant, 
plaintiff  may  use  the  common  counts.  Robson  v.  Godfrey,  1  Stark., 
275. 

3d.  Where  work  has  been  done  under  a  special  agreement,  but  not 
in  the  time  or  manner  stipulated,  has  been  accepted  by  and  is  bene- 
ficial to  defendants,  the  common  counts  may  be  resorted  to.  Keek's 
Case,  Bull.  P.,  139 ;  Burn  v.  Miller,  4  Taunt,  745 ;  Streeter  v.  Hor- 
lock, 1  Bing.,  34 ;  Jewell  v.  Schroeppcl,  4  Cow.,  564 ;  Toft  v.  Montague, 
14  Mass.,  282. 
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Argument  for  the  defendants  in  error. 

These  are  general  principles  now  universally  admitted. 

But  it  is  supposed  the  plaintiffs  were  bound  to  waive  or  abandon 
their  first  count  before  they  could  resort  to  the  common  count.  Is 
this  so  ? 

It  was  contested,  and  they  had  a  right  to  give  evidence  as  to  both. 
They  were  both  good  counts.  It  was  competent  for  them  to  have  the 
verdict  entered  on  whichever  count  they  pleased,  or  the  court  might 
have  instructed  the  jury  at  the  instance  of  either  party.  If  the  con- 
tract had  been  admitted,  the  case  would  have  been  different.  Here 
the  whole  matter  was  in  pais,  and  the  court  was  right  in  admitting  the 
evidence. 

As  to  the  first  prayer. 

The  rules  already  presented  furnish  a  conclusive  answer  to  this. 
If  the  machine  was  placed  on  the  boat  under  the  agreement  assum- 
ed by  this  prayer,  it  is  still  quite  clear  the  plaintiffs  were  entitled  to 
compensation  for  the  time  it  was  used  by  the  defendants,  if  it  was 
beneficial  to  them,  although  they  should  not  have  agreed  on  the 
terms.     .  • 

It  proceeds  on  the  hypothesis  that  the  plaintiffs  would  place  the 
machine  on  the  boat  at  their  own  expense,  and  for  their  own  benefit ; 
and  if,  on  trial,  it  should  be  approved  of  by  the  defendants,  and 
they  should  desire  to  purchase  it,  the  terms  of  such  purchase  should 
be  afterwards  determined  on  between  the  parties;  but  if  it  should  not 
be  approved,  or  the  terms  proposed  by  said  Cook  for  the  use  of  the 
same  should  be  such  that  defendants  could  not  accede  thereto,  plain- 
tiffs should  remove  it  at  their  own  expense,  and  replace  the  boat  in  as 
good  condition  as  before.  This  is,  however,  but  a  partial  statement 
of  the  evidence.  It  was  approved  of.  The  defendants  conferred 
with  Cook  about  the  price,  and  he  said  they  should  have  the  use  of 
the  machine  on  as  favorable  terms  as  the  same  had  been  disposed 
of  to  the  Augusta,  or  any  other  steamboat;  but  he  did  not  state  what 
those  terms  were. 

The  Augusta  was  a  boat  running  in  the  same  waters ;  the  Osceola 
was  another.  The  means  of  ascertaining  the  price  were  within  the 
reach  of  defendants.  The  defendants  understood  this  to  be  a  distinct 
and  binding  offer.  They  did  not  reject  it ;  but  continued  to  use  the 
machine  after  these  terms  were  proposed. 

It  was  a  contract  of  sale  or  use.  The  plaintiff's  had  done  their  part, 
executed  the  contract,  and  the  payment  was  to  be  made  in  money. 
They  might  resort  to  the  common  count.  See  cases«uuder  the  first  rule 
above.  They  gave  evidence  to  show  the  terms  on  which  the  Osceola 
had  it    This  was  the  measure  of  the  sum  which  they  could  recover 
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on  the  common  count.   Tt  was  competent  for  defendants  to  have 
proved  thai  the  terms  with  the  Augusta  were  more  favorable,  if  they 
had  chosen  to  do  no.    Mut  the  court  was  asked  to  gay  they  could  not 
recover  :it  all  in  this  notion,  rejecting  the  second  count  altogether. 
As  to  the  fourth  exception. 

The  instruction  assumes  that  the  defendants1  president  must  have 
been  authorized  by  a  board  or  quorum  of  the  directors,  or  his  act 
sanctioned  and  approved  1  »y  such  board  or  quorum,  to  make  it  bind- 
ing1 on  the  company. 

It  admits  the  making  of  the  contract.  It  was  a  contract  eminently 
liencticial  to  the  company,  saving  more  than  <>iuvthird  of  the  fuel 
Tt  was  made  hv  the  general  agcnl  of  the  company  in  the  ordinary 
discharge  of  his  duties.  Tin  y  were  hound  to  know  its  terms.  If 
they  chose  to  avail  themselves  of  the  benefits  without  inquiring  into 
those  terms,  or  if  they  believed,  from  the  report  of  their  said  agent, 
that  he  had  made  a  different  contract,  they  arc  still  bound  by  the 
contract  which  he  did  make.  Bunk  of  Columbia  v,  Pattermn't  Adm.. 
7  Crunch,  209;  M  dimes'  Btmk  v.  Bank  of  ('■.nouoia,  5  Wheat.,  326; 
Fhvhter  V.  Battk  of  Uftitrd  St>if.s.  S  Wheat..  338;  Bank  of  United 
Stott  ■  v.  Datulridqe,  12  Wheat.,  G4  ;  Bunk  of  U  tropdlk  v.  Guttschlid, 
14  Pet,  27. 

Mr.  Justice  Grtbr  delivered  the  opinion  of  the  court 
Sickles  and  ( !ook,  plaintiffs  below,  Sled  their  declaration  in  assump- 
sit, containing  two  counts. 

The  first  sets  forth  a  parol  contract  made  with  William  Gunton. 
president  of  the  steamboat  compauy  and  genera]  agent  thereof,  in 
which  it  was  agreed  thai  the  plaintiffs  should  construct  and  place  on 
board  the  steamboat  Cdiunbin  a  certain  machine,  invented  by  Sickles, 
called  a  ••  cut-oil'."  at  their  own  cost;  that  the  machine  should  be 
tried,  and  if  it  was  found  to  produce  any  Baving  of  fuel,  that  the  cost 
of  putting  il  in  operatiou,  not  exceediug  two  hundred  and  fifty  dol- 
lar-, should  I"-  first  paid  out  of  the  savings  of  fuel  effected  by  the 
machine;  thai  the  machine  should  bo  used  by  the  defendants  during 
the  continuance  of  the  patent,  if  the  boat  should  last,  so  long;  »nd 
after  paving  for  its  erection,  the  savings  caused  thereby  in  the  cod- 
snruptmit  t>|  fuel  should  be  divided  l>etween  the  plaintiffs  and  defend- 
ants, in  the  pro|>ortion  <>i'  one-fourth  to  defendants  and  three-fourths 
to  plaintiffs.  The  mode  of  ascertaining  the  amount  of  saving  w  spe- 
cially set  forth;  and  the  plaintiffs  aver  that  they  erected  their  cnt-off 
on  said  stcaml>oat.  at  the  cost  of  $242,  on  the  9th  of  November,  1S44. 
and  that  it  was  aftei  wards  ascertained,  in  the  mode  agreed  upon,  that 
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the  saving  of  fuel  caused  by  using  plaintiffs'  cut-off  exceeded  that  of 
the  "  throttle  cut>off,"  before  used  by  defendants,  by  34}f£  per  cent.; 
and  that  the  amount  saved  over  and  above  the  price  of  erection  when 
this  suit  was  brought  was  $2,500.  For  the  amount  of  the  $242,  and 
three-fourths  of  the  latter  sum,  this  suit  is  brought. 

There  is  a  second  count,  for  putting  the  machine  on  the  boat  at 
request  of  defendants,  with  a  quantum  meruit. 

On  the  trial  of  the  cause  below,  evidence  was  given  tending  to 
prove  the  special  contract  as  laid  in  the  first  count,  and  that  the 
experiment  to  test  the  value  had  been  made  in  the  manuer  agreed 
upon,  with  the  result  as  stated  in  the  declaration.  The  plaintiffs 
then  offered  to  show  experiments  made  by  practical  engineers  on 
other  boats,  and  the  result  thereof,  with  the  opinion  of  the  said  engi- 
neers as  to  the  value  of  their  cutoff.  This  evidence  was  objected  to, 
and  its  admission  is  the  subject  of  the  first  bill  of  exceptions,  sealed 
at  request  of  defendants. 

The  objection  to  this  evidence  is,  that  the  mode  of  ascertaining  the 
value  of  plaintiffs'  cut-off  is  specially  stated  in  the  declaration,  and 
no  other  could  be  resorted  to.  But  we  think  that,  even  if  there  were 
no  other  count  in  the  declaration  than  that  ou  the  special  contract, 
this  objection  cannot  be  sustained.  The  pkiintiffe  have  given  in  evi- 
dence the  experiment  made  in  pursuance  of  their  alleged  agreement, 
and  as  this  testimony  tended  onlv  to  corroborate  it,  and  not  to  con- 
tradict  it,  or  enlarge  the  claim  of  the  plaintiffs  beyond  that  ascertained 
by  the  experiment  made  by  the  parties,  it  cannot  be  said  to  be  irrel- 
evant or  incompetent — at  most,  it  could  only  be  said  to  be  super- 
fluous. But  assuming  that  it  was  irrelevant  on  the  first  count,  it  is 
clearly  not  so  as  regards  the  common  count  on  a  quantum  meruit. 
The  plaintiftB  had  an  undoubted  right  to  give  evidence  which  might 
enable  them  to  recover  ou  the  latter  count,  in  case  the  defendants 
should  succeed  in  establishing  their  plea  of  mm  assumpsit  as  to  the 
first.  In  this  view  of  the  case,  the  competency  and  relevancy  of  the 
testimonv  cannot  be  doubted. 

To  support  the  issue  on  their  part,  the  defendants  then  called  Wil- 
liam Gunton,  the  late  president  of  the  company,  who  wholly  denied 
that  he  made  such  a  contract  as  that  declared  on  by  plaintiffs,  and 
stated  that  plaintiffs  expressed  to  him  a  desire  to  bring  their  "  cut- 
off" to  the  favorable  notice  of  the  government,  with  a  view  of  intro- 
ducing it  on  board  the  national  steamships ;  that  he  gave  them  leave 
to  erect  their  machine  on  the  boat  at  their  own  expense,  and  agreed 
that  if,  on  trial,  the  machine  should  be  approved  by  the  defendants, 
they  would  purchase  it,  on  terms  to  be  afterwards  agreed  upon ;  but 
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if  not  approved,  or  tin-  terms  of  purchase  offered  by  plaintiffs  should 
Ik-  such  as  defendants  would  not  accept,  then  plaintiffs  should  have 
leave  to  take  off  their  machine  at  their  own  expeuse ;  that  afterwards 
when  the  plaintiffs'  terms  were  a-ked,  they  said  defendants  should 

have  the  machine  on  the  ta  terms  as  the  steamboat  Augusta,  aud 

other  boats,  hut  would  not  then,  or  at  any  other  time,  state  definitely 
what  those  terms  were,  or  what  price  the  AluptsUl  had  given,  or  the 
plaintiffs  Would  he  willing  to  take,  so  that  it  could  be  laid  before  the 
company  for  their  approval ;  that  defendants  had  never  refused  per- 
mission to  plaintiffs  to  take  away  the  machine  from  the  boat,  if  they 
so  desired  to  do.  Certain  letters  were  also  given  in  evidence,  the 
contents  of  which  it  la  nol  necessary  to  state,  in  order  to  understand 
the  instructions  given  to  the  jury,  which  are  now  the  subject  of  ex- 


Poor  several  bills  of  exception  have  been  taken  to  the  refusal  of 
the  coaii  to  give  four  items  of  instruction  of  the  jury.  Two  of  these 
Only  are  relied  <>n  here.  The  first  may  he  briefly  stated  thus:  That 
it'  the  jury  believed  the  testimony  of  William  Gunton,  and  that  the 
contract  between  the  parties  was  such  as  he  stated,  defendants  were 
entitled  to  :i  verdict  This  instruction  was  refused  by  a  divided  court. 

We  are  of  opinion  that  the  defendants  were  clearly  entitled  to  have 
this  instruction  given  to  the  jury,  as  the  testimony,  if  believed  by 
them,  fully  supp'  >rted  the  defendants'  plea,  and  showed  that  the  plain- 
titfs  were  not  entitled  to  re. 'over  on  either  count  iu  their  declaration. 
They  could  not  recover  on  the  first  count,  for  this  testimony  showed 
that  there  was  no  such  contract  between  the  parties  as  that  set  forth 
in  it  ;  nor  on  the  count  on  a  </<■'  tcruit  for  the  use  of  the  ma- 

chine, for  that  would  be  a  repudiation  of  the  contract  as  proved.  It 
the  plaintiffs  put  their  machine  OU  hoard  of  defendants'  boat  for  the 
purpose  of  experiment,  on  an  agreement  that  defendants  should  pav 
for  it  if.  on  trial,  they  approved  it.  and  were  willing  to  give  the  price 
asked,  otherwise  the  plaintiffs  should  have  leave  to  take  it  away, 
it  certainly  needs  no  argument  to  show  that,  without  stating  uVir 
term-,  or  offering  to  fulfill  their  contract  hy  a  sale  of  the  machine, 
the  plaintiffs  cannot  repudiate  it  and  sue  for  the  use  of  the  machine. 
This  would  he  a  palpable  fraud  on  the  defendants. 

The  only  other  exception  urged  to  the  charge  of  the  court  Mow 
i>  in  the  answer  given  by  the  court  to  the  fourth  instruction  prayed, 
which  is  as  follows  : 

••  If,  from  the  evidence,  the  jury  shall  find  that  "William  Gunton. 
the  president  of  the  defendants1  company,  and  acting  as  their  general 
agent,  made  with  the  plaintiffs  the  contract  sot  out  in  the  first  omnt 
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of  the  said  declaration,  and  that  the  plaintiffs  under  the  said  contract, 
put  the  said  machine  on  the  defendants'  hoat,  and  the  name  was  used 
l)v  the  defendants  at  the  time  and  times  mentioned  in  the  said  count, 
and  that  the  same  was  heneficial  to  the  defendants,  then  the  plaintiffs 
are  entitled  to  recover  ou  the  said  first  count,  notwithstanding  the 
jury  shall  find  that  the  terms  of  the  said  contract  were  not  communi- 
cated to  the  defendants,  and  the  said  William  Gnnton  reported  to  the 
said  defendants  a  different  contract." 

We  find  no  fault  with  this  instruction,  so  far  as  it  states  the  liability 
of  defendants  for  the  acts  of  Gunton  as  their  general  agent,  whether 
be  reported  his  agreement  to  the  defendants  or  not.  If  he  was  their 
general  agent,  and  had  power  to  make  such  contract,  his  failure  to 
communicate  it  to  his  principals  cannot  affect  the  case.  But  wc  aro 
of  opinion  that  the  court  erred  in  stating  that  the  plaintiffs  had  a 
right  to  recover  on  their  special  count,  if  the  machine  was  useful  to 
the  defendants,  without  regarding  the  stipulations  of  said  contract  as 
laid  and  proved,  and  the  fact  that  the  plaintiffs  had  refused  to  rescind  it, 
and  had  expressed  their  determination  to  adhere  to  it  and  "  to  bring 
an  action  every  week  to  recover  the  amount  of  saving  on  the  terms  of 
the  contract." 

If  the  plaintiffs  had  complied  with  the  request  of  the  president  of 
the  company,  in  a  letter  addressed  to  them  on  the  14th  of  April,  1841, 
after  the  dispute  about  the  nature  of  the  contract  had  arisen,  and 
taken  their  cut-off  from  the  boat,  and  thus  put  an  end  to  the  contract, 
the  instructions  given  by  the  court  would  have  been  undoubtedly  cor- 
rect. But  as  the  record  shows  that  the  plaintiffs  have  refused  to 
annul  the  contract,  a  very  important  question  arises — whether  this 
action,  and  five  hundred  others  which  the  plaintiffs  have  expressed 
their  determination  to  continue  to  institute,  can  be  supported  <>n  this 
one  contract.  By  the  contract  as  proved  and  declared  on,  the  defend- 
ant*, after  the  machine  has  been  erected  OU  their  bout,  are  to  continue 
to  use  it  "during  the  continuance  of  the  patent,"  if  the  boat  should 
last  so  long.  The* compensation  to  be  paid  bv  the  defendants  is  to 
be  measured  by  the  amount  of  saving  of  fuel  which  the  machine 
shall  effect.  The  mode  of  ascertaining  this  saving  is  pointed  out, 
and  the  ratio  in  which  it  is  to  be  divided.  The  first  $250  saved  are 
all  to  go  to  the  plaintiffs,  and  thnv-iburths  of  all  the  balance.  But 
the  contract  is  wholly  silent  as  to  the  time  when  any  account  shall  be 
rendered  or  payments  made.  The  defendants  have  not  agreed  to 
pay  by  the  trip,  or  settle  their  account  every  day,  or  week,  or  year, 
or  at  the  end  of  27J  weeks,  the  time  for  which  this  9uit  is  instituted. 
The  agreement  on  the  part  of  the  plaintiffs  is,  that  the  defendants 
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shall  use  their  machine  for  a  certain  time,  in  consideration  of  which 
defendants  are  to  pay  a  certain  sum  of  money.  It  is  true,  the  exact 
sum  is  not  stated;  but  the  mode  of  rendering  it  certain  is  fully  set 
forth.  It  is  one  entire  contract,  which  cannot  be  divided  into  a  thou- 
sand, as  the  plaintiffs  imagine.  If  the  defendants  had  agreed  to  pay 
by  installments  at  the  end  of  every  week,  or  twenty-seven  weeks, 
doubtless  the  plaintiffs  could  have  sustained  an  action  for  the  breach 
of  each  promise,  as  the  breaches  successively  occurred.  But  it  is  a 
well-settled  principle  of  law,  that "  unless  there  be  some  express  stip- 
ulation to  the  contrary,  whenever  an  entire  sum  is  to  be  paid  for  the 
entire  work,  the  performance  or  service  is  a  condition  precedent ; 
being  one  consideration  and  one  debt,  it  cannot  be  divided."  It  was 
error,  therefore,  to  instruct  the  jury  that  the  plaintiff^  were  entitled 
to  recover  on  the  first  count,  if  their  machine  was  used  by  the  de- 
fendants, and  was  beneficial  to  them,  without  regard  to  the  fact  ot 
the  rescission,  or  continuance,  or  fulfillment  of  the  contract  on  the 
part  of  the  plaintiffs. 

Whether,  if  there  had  been  a  count  in  the  declaration  for  the  $242, 
and  the  jury  had  believed  that  the  defendants  load  agreed  to  pay  it 
as  soon  as  it  was  earned,  the  plaintiffs  might  not  recover  to  that 
amount,  or  whether  such  a  construction  could  he  put  on  the  contract 
as  proved,  are  questions  not  before  us,  and  on  which  we  therefore 
give  no  opinion. 

The  judgment  of  the  Circuit  Court  must  therefore  be  reversed. 

Order.  This  cause  came  on  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  District  ot 
Columbia,  holden  in  and  for  the  county  of  Washington,  and  was  ar- 
gued by  counsel ;  on  consideration  whereof,  it  is  now  here  ordered 
and  adjudged  by  this  court,  that  the  judgment  of  the  said  Circuit 
Court  in  this  cause  be,  and  the  same  is  hereby,  reversed  with  costs, 
and  that  tins  cause  be,  and  the  same  is  herebv,  remanded  to  the  said 
Circuit  Court,  with  directions  to  award  a  venire  fagjias  de  novo. 


Charles  J.  Gaylbr  and  Leonard  Brown,  plaintiffs  in  error, 

v.  Benjamin  G.  Wilder. 

(10  Howard,  477.) 

1.  An  assignment  of  a  patent-right,  made  and  recorded  in  the  Patent  Office 
before  the  patent  Issued,  which  purported  to  convey  to  the  assignee  all  the 
Inchoate  right  which  the  assignor  then  possessed,  as  well  as  the  legal  title 
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which  he  was  about  to  obtain,  was  sufficient  to  transfer  the  right  to  the 
assignee,  although  a  patent  afterwards  was  issued  to  the  assignor. 

2.  When  an  assignment  is  made,  under  the  fourteenth  section  of  the  act  of  1836, 

of  the  exclusive  right  within  a  specified  part  of  the  country,  the  assignee  may 
sue  in  his  own  name,  provided  the  assignment  be  of  the  entire  and  unquali- 
fied monopoly.  But  any  assignment  short  of  this  is  a  mere  license,  and  will 
not  carry  with  It  a  right  to  the  assignee  to  sue  in  his  own  name. 

3.  Therefore,  an  agreement  that  the  assignee  might  make  and  vend  the  article 

within  certain  specified  limits,  upon  paying  to  the  assignor  a  cent  per  pound, 
reserving,  however,  to  the  assignor  the  right  to  establish  a  manufactory  of 
the  article  upon  paying  to  the  assignee  a  cent  per  pound,  was  only  a  license ; 
and  a  suit  for  an  infringement  of  the  patent-right  must  be  conducted  In  the 
name  of  the  assignor. 

4.  Where  a  person  had  made  and  used  an  article  similar  to  the  one  which  was 

afterwards  patented,  but  had  not  made  his  discovery  public,  using  it  simply 
for  his  own  private  purpose,  and  without  having  tested  it  so  as  to  discover  its 
usefulness,  and  it  had  then  been  finally  forgotten  or  abandoned,  such  prior 
invention  and  use  did  not  preclude  a  subsequent  Inventor  from  taking  out  at 
patent. 

This  was  a  writ  of  error  to  the  Circuit  Court  of  the  United  States 
for  the  Southern  District  of  New  York. 

The  defendant  in  error,  who  was  plaintiff  in  the  court  below,, 
brought  an  action  against  Gayler  and  Brown,  the  plaintiffs  in  error, 
for  an  alleged  infringement  of  a  patent-right  for  the  use  of  plaster 
of  Paris  in  the  construction  of  fire-proof  chests. 

In  the  declaration,  it  was  averred  that  one  Daniel  Fitzgerald  was 
the  original  and  first  inventor  of  a  new  and  useful  improvement  in 
fire-proof  chests  or  safes,  and  that  letters  patent  were  granted  him 
therefor,  bearing  date  the  1st  day  of  June,  1843.  The  patent  was 
in  the  usual  form,  and  was  set  out  in  the  declaration,  the  specifica- 
tion annexed  to  which  was  as  follows: 

"To  all  whom  it  may  concern:  Be  it  known,  that  I,  Daniel  Fitz- 
gerald, of  the  city,  county,  and  State  of  New  York,  and  a  citizen  of 
the  United  States,  have  discovered  and  made  an  improvement,  new 
and  useful,  in  the  ^construction  of  iron  chests  or  safes,  intended  to 
resist  the  action  of  fire,  and  for  the  safe -keeping  and  preserving 
hooks  and  papers,  and  other  valuables,  from  destruction  by  fire, 
which  I  call  a  Salamander  safe  or  chest. 

"The  following  is  a  full  and  exact  description  of  the  safe  or  chest, 
with  my  improvement  combined  therewith : 

"  I  make  two  iron  chests,  in  the  common  and  ordinary  way  of 
making  iron  chests,  which  is  well  known  to  those  engaged  in  this 
branch  of  business,  one  smaller  than  the  other,  which,  when  the  safe 
is  put  together,  forms  the  inner  chest,  or  inner  part  of  the  safe.  The 
37 
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other  chest  is  made  about  three  inches  larger  than  the  inner  one,  and 
so  as,  when  put  together,  it  will  form  the  outer  part  or  crust  of  the 
safe,  and  leave  a  space  between  the  inner  and  outer  chests  of  the  safe 
of  about  three  inches,  which  space  may  vary  a  little,  more  or  less, 
when  the  chests  are  put  together,  but  should  "be  the  same  all  round 
and  in  every  direction.  The  inner  and  outer  doors,  where  two  doors 
are  used,  are  prepared  in  the  same  way,  leaving  a  space,  as  above, 
between  the  inner  and  outer  crust  of  each  door,  which  space  is  left 
for  a  like  purpose  with  that  left  between  the  inner  and  outer  chest 
of  the  safe.  "Where  one  door  is  used,  it  should  be  made  in  the  same 
manner,  leaving  a  like  space  between  the  inner  and  outer  crust  or 
face  of  the  door,  and  for  a  like  purpose,  and  should  be  fitted  to  the 
chest  or  safe  with  great  accuracy.  The  edges  and  openings  for  the 
doors  are  to  be  neatly  finished,  as  in  other  chests.  I  then  take  plas- 
ter of  Paris  or  gypsum,  and,  having  boiled  it  or  baked  it  in  an  oven, 
and  calcined  it,  and  reduced  it  to  a  powder,  I  mix  it  with  wTater  till 
it  is  about  the  consistency  of  cream  or  thin  paste,  so  fluid  as  that  it 
may  readily  be  poured  into  the  space  left  as  above  to  receive  it,  and 
I  then  fill  all  the  space  with  the  plaster  of  Paris,  putting  in  some 
sheets  of  mica  between  the  inner  and  outer  chest,  to  aid,  if  neces- 
sary, in  checking  the  progress  of  the  heat. 

"  But  where  pains  are  taken  to  have  all  the  space  left  for  the  pur- 
pose properly  filled  with  the  plaster  of  Paris,  as  above,  so  that  when 
set  it  will  expand  and  adhere  firmly  to  the  surrounding  parts,  and 
completely  fill  the  whole  space,  and  all  the  cracks  and  joints,  the 
mica  may  be  dispensed  with,  and  every  other  substance,  and  the 
plaster  may  be  used  alone.  It  may  also  be  reduced  to  a  powder, 
without  being  prepared  as  above,  and  used  in  that  state ;  but  I  have 
not  found  it  as  good. 

"  The  inner  case  or  chest  mav  be  made  of  wood  instead  of  iron,  as 
for  a  book-case,  and  if  the  space  left  between  that  and  the  outer  chest 
be  filled  in  the  manner  and  with  the  materials  above  named,  it  will 
make  a  very  durable  safe,  that  will  effectually  resist  the  fire,  as  I 
have  found  by  experience ;  but  the  safe  may  not  be  so  strong  or 
durable,  though  somewhat  cheaper. 

**  The  above  composition  or  preparation  of  gypsum  may  be  mixed 
with  several  other  articles  not  contrary  to  its  nature,  with  a  view  to 
increase  its  efficacy  in  resisting  the  action  of  fire ;  but,  from  my  expe- 
rience, I  doubt  if  they  have  much  effect.  The  gypsum  alone,  when 
properly  prepared  and  properly  placed  in  the  space  left  to  receive  it, 
and  made  to  fill  it  completely,  is  quite  sufficient  to  resist,  for  a  long 
space  of  time,  the  most  intense  heat.    The  chemical  properties  of 
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this  article  are  such,  that,  by  the  application  of  intense  heat,  it  im- 
parts a  vapor  or  gas,  or  some  other  properties,  which  effectually  stay 
the  progress  of  the  fire,  and  arrest  the  influence  and  effects  of  the 
heat.  This  I  have  ascertained  by  various  experiments ;  and  I  believe 
I  am  the  first  man  that  discovered  the  utility  and  devised  the  method 
of  applying  gypsum,  or  plaster  of  Paris,  to  increase  the  safety  of  an 
iron  chest.  I  am  not  aware  that  this  article  was  ever  used  for  the 
purposes  above  set  forth,  until  I  used  it  in  the  manner  above  des- 
cribed. 

"  I  therefore  claim,  as  my  discovery  and  invention  and  improve- 
ment, the  application  and  use  of  plaster  of  Paris,  or  gypsum,  in  its 
raw  state,  or  prepared  as  above,  either  alone  or  with  mica,  in  the 
construction  of  all  iron  chests  or  safes,  in  the  manner  above  describ- 
ed, or  in  any  other  manner  substantially  the  same. 

"  Daniel  Fitzgerald. 

"  Witnesses :  G.  II.  Patterson,  Beverley  R.  IIenson,  Jr." 

It  was  also  averred  in  the  declaration,  that  before  the  date  of  said 
letters  patent,  to  wit,  on  the  7th  day  of  April,  1839,  the  said  Daniel 
Fitzgerald  made  an  assignment,  which  was  duly  recorded  in  the 
Patent  Office  of  the  United  States,  on  the  1st  day  of  June,  1839,  as 
follows : 

"Whereas  I,  Daniel  Fitzgerald,  of  the  city,  county,  and  State  of 
New  York,  have  iuvented  certain  improvements  in  safes,  which  in- 
vention I  call  the  1  Salamander  safe,'  for  which  I  am  about  to  make 
application  for  letters  patent  of  the  United  States ;  and  whereas  E. 
Wilder,  of  New  York  aforesaid,  has  agreed  to  purchase  from  me  all 
right  and  title  and  interest  which  I  have,  or  may  have,  in  and  to  the 
said  invention,  in  consequence  of  the  grant  of  letters  patent  therefor, 
and  has  paid  to  me,  the  said  Fitzgerald,  the  sum  of  five  thousand 
dollars,  the  receipt  whereof  is  hereby  acknowledged : 

"  Now,  this  indenture  witnesseth,  that,  for  and  in  consideration  of 
the  said  sum  to  me  paid,  I  have  assigned  and  transferred  to  E.  Wil- 
der aforesaid  the  full  and  exclusive  right  to  all  the  improvements 
made  by  me,  as  fully  set  forth  and  described  in  the  specification 
which  I  have  prepared  and  executed  preparatory  to  obtaining  letters 
patent  therefor.  And  I  hereby  authorize  and  request  the  Commis- 
sioner of  Patents  to  issue  the  said  letters  patent  to  the  said  E.  Wilder 
and  his  legal  representatives. 

"  In  testimony  whereof,  I  have  hereunto  set  my  hand  and  affixed 
my  seal,  this  11th  day  of  April,  1839. 

"Daniel  Fitzgerald,  [seal.] 

"Witnesses:  Owen  G.Warren,  Charles  H.  Foster." 
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And  thereupon  the  defendants  insisted  that  said  instrument  did 
not  convey  the  legal  title  of  said  patent  to  the  said  Enos  Wilder,  atid 
that,  upon  snch  conveyance,  he  could  not  have  brought  a  suit  on  the 
same;  hut  said  court  decided  that  said  instrument  operated  to  convey 
the  interest  in  said  patent  to  said  Enos  Wilder,  so  that  during  his  fife 
ho  could  have  maintained  an  action  at  law  on  the  same — to  which 
opinion  of  said  court  the  counsel  lor  the  defendants  then  and  there 
excepted. 

Fin1  Exception. — And  the  plaintiff  then  read  the  conveyance  from 
said  Enos  Wilder  to  him,  as  stated  in  Ilia  said  declaration,  which  he 
insisted  made  out  a  right  in  him  to  sustain  his  aforesaid  action;  hut 
the  defendants;  to  show  that,  after  the  date  Of  the  conveyance  to  the 
jilaintiff,  and  before  he  commenced  this  action,  he  made,  executed, 
and  delivered  to  Silas  C.  Herring1,  Esq.,  the  following  agreement  and 
conveyance,  namely : 

"  Benjamin  G.  Wilder  agrees  with  Silas  C.  Herring  to  grant  to  him 
the  sole  and  exclusive  right  to  make  the  safe  called  the  Salamander 
safe,  according  to  the  terms  and  upon  the  plan  pointed  out  and  des- 
cribed in  the  patent  and  specification  of  Daniel  Fitzgerald,  which 
patent  is  dated  .Tune  J,  1843,  and  was  assigned  to  Enos  Wilder,  and 
by  him  to  Benjamin  (5.  Wilder,  who  now  owns  the  same;  and  this 
license  is  to  be  for  the  city,  county,  and  State  of  New  Yi>rk;  and  said 
Uerring  is  to  have  and  enjoy  the  full  and  exclusive  right  to  make  and 
vend  said  safe.!  in  the  city,  county,  and  State  of  New  York,  and  no- 
where else;  the  said  Herring  is  to  have  the  same  for  the  residue  of 
the  unexpired  term  of  said  patent,  with  all  the  improvements  which 
may  be  rrade  in  the  manufacture,  of  said  safes  which  said  B.  (i. 
Wilder  may  have  a  right  to  use  during  said  term;  and  said  Herring 
agrees  that  said  Wilder  may  use  all  the  improvements  which  he  may 
make,  or  have  a  right  to  use,  during  said  term.  In  consideration 
whereof,  said  Herring  agrees  with  said  Benjamin  <!.  Wilder  to  pay 
to  bin,  for  the  use  of  the  right  aforesaid,  one  cent  a  pound  for  each 
and  c  very  pound  said  safes  may  weigh  when  finished  and  sold,  which 
Mm  is  to  be  paid  monthly  so  long  as  said  patent  remains  in  full  force, 
and  until  the  same  has  been  set  aside  by  the  highest  court  of  the 
Hated  States  to  which  the  same  mav  he  carried;  but  said  Ilcrrinjr 
agrees  to  pay  the  one  cent  a  pound  for  the  space  of  two  years,  at  all 
events,  and  whether  said  patent  shall  be  declared  good  or  hot.  If 
sustained,  then  said  Herring  is  to  pay  as  aforesaid  for  the  full  term 
as  aforesaid.  All  the  safes  so  made  ami  sold  by  said  Herring  are  to 
have  said  "Wilder**  patent' marked  thereon,  the  same  as  heretofore. 
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Third  Exception. — And  the  defendants  then  and  there  objected, 
that  the  invention  and  improvement  set  forth  and  claimed  in  said 
patent  as  the  invention  of  the  patentee,  was  not  the  subject  of  a  pat- 
ent ;  that  it  was  the  mere  application  of  an  old,  well-known  material 
to  a  new  purpose,  which  they  insisted  could  not  be  the  subject  of  a 
patent.  But  said  court  overruled  said  objection,  and  instructed  the 
jury  as  herein  set  forth — to  which,  as  well  as  to  the  said  instructions 
to  said  jury,  the  defendants  excepted. 

Aud  the  plaintiff,  to  maintain  his  aforesaid  issue,  called  sundry 
witnesses  to  prove,  and  claimed  that  he  had  proved,  that  he  made 
the  discovery  which  was  the  foundation  of  his  invention  and  improve- 
ment as  early  as  some  time  in  the  year  1830 ;  that  he  made  experi- 
ments in  various  ways,  to  test  the  utility  of  his  discovery  and  improve- 
ment, at  different  times,  in  the  different  years  from  1830  to  1836, 
when  he  applied  for  his  patent;  and  that  he  pursued  with  due  dili- 
gence that  application  until  he  obtained  his  aforesaid  patent;  and 
that  the  delay  which  had  arisen  in  obtaining  said  patent  was  not 
caused  by  the  fault  or  negligence  of  the  patentee,  or  his  assignee, 
Enos  "Wilder,  nor  any  one  else,  but  arose  from  the  burning  of  the 
Patent  Office,  and  other  causes  not  under  the  control  of  the  appli- 
cants for  the  patent;  and  that  the  defendants  had  infringed  said  pat- 
ent, as  set  forth  in  said  declaration. 

And  the  defendants  introduced  evidence  to  prove,  and  claimed 
that  they  had  proved,  that  said  Daniel  Fitzgerald  was  not  the  first 
and  original  inventor  of  what  he  claimed  in  said  patent  as  his  im- 
provement. Among  other  witnesses,  James  Conner  testified,  that, 
between  1829  and  1832,  he  was  engaged  in  business  as  a  stereotype 
founder,  and,  knowing  that  plaster  of  Paris  was  a  non-conductor  of 
heat,  he  constructed  a  safe  with  a  double  chest,  and  filled  the  space 
between  the  inner  and  outer  one  with  plaster  of  Paris, — the  same, 
substantially,  as  testified  to  and  claimed  by  Fitzgerald,  except  there 
was  no  plaster  used  on  the  top  of  the  safe.  It  was  made  for  his  own 
private  use  in  his  establishment,  and  was  used  by  him  as  a  safe  from 
the  time  it  was  made  till  1838,  when  it  passed  into  other  hands.  It 
was  kept  in  his  counting-room  while  he  used  it,  and  known  to  the 
persons  working  in  the  foundry. 

This  testimony  was  confirmed  by  his  brother,  Johu  Conner,  except 
that  he  fixes  the  time  of  constructing  the  safe  in  the  year  1831  or  1832. 
But  one  safe  was  made  by  Conner,  and  since  it  passed  out  of  his  hands 
he  has  used  others  of  a  different  construction. 

The  defendants  also  claimed,  that  if  said  Daniel  Fitzgerald  was  the 
first  and  original  inventor  of  said  improvement,  as  he  claimed,  yet 


Digitized  by  Google 


584  Gayler  v.  Wilder. 


[Sup.  Ct. 


Statement  of  the  ewe. 

that  he  had  made  said  iron  safes,  and  sold  them,  under  such  circum- 
stances as  that  he  had  thereby  abandoned  the  same,  and  suffered  the 
same  to  go  into  public  use  in  such  manner  as  to  lose  all  right  to  said 
invention  and  improvement,  if  any  he  ever  had. 

And  the  court  thereupon  instructed  the  jury,  that  if  they  found 
that  Daniel  Fitzgerald,  the  patentee,  was  the  first  and  original  in- 
ventor of  the  said  improvement  claimed  in  said  patent,  and  that  the 
use  of  plaster  of  Paris,  in  combination  with  and  in  the  construction 
of  an  iron  safe,  is  new  and  useful,  as  in  the  specification  of  said  pat- 
ent is  set  forth  and  claimed,  then  they  would  find  that  the  patent  was 
valid,  and  protected  the  invention  and  improvement  as  claimed,  ud- 
less  the  plaintiff,  or  those  under  whom  he  claimed,  had  abandoned 
said  improvement  to  the  public,  and  suffered  the  same  to  go  into  pub- 
lic use  before  the  application  for  said  patent,  of  which  facts  the  jurors 
were  the  judges. 

And  said  court  further  instructed  said  jury,  that  if  they  found  that 
the  use  made  by  James  Conner  of  plaster  of  Paris  was  confined  to  a 
single  iron  chest,  made  for  his  own  private  use,  after  said  Fitzgerald's 
discovery  and  experiments,  then  it  was  not  in  the  way  of  Fitzgerald's 
patent,  and  the  same  was  valid;  but  it*  the  jury  found  that  said  James 
Conner  made  his  said  safe,  as  claimed,  and  tested  it  by  experiments 
before  Fitzgerald's  invention  and  improvement,  and  before  he  tested 
the  same,  then  said  Fitzgerald  was  not  the  first  inventor,  as  claimed, 
and  was  not  entitled  to  said  patent, 

The  court  further  charged,  that,  independently  of  these  considera- 
tions, there  was  another  view  of  the  case,  as  it  respected  the  Conner 
safe:  that  it  was  a  question  whether  the  use  of  it  by  him  had  been 
such  as  would  prevent  another  inventor  from  taking  out  a  patent; 
that  if  Conner  had  not  made  his  discovery  public,  but  had  used  it 
simply  for  his  own  private  purpose,  and  it  had  been  finally  forgotten 
or  abandoned,  such  a  discovery  and  use  would  be  no  obstacle  to  the 
taking  out  of  a  patent  by  Fitzgerald,  or  those  claiming  under  him,  if 
he  be  an  original,  though  not  the  first,  inventor  or  discoverer  of  the 
improvement. 

Fourth  Exception— And  said  court,  in  summing  up  said  case  to 
raid  jury,  further  instructed  them,  that  if  they  found  that  Daniel  Fitz- 
gerald was  the  first  and  original  inventor  of  said  improvement,  as  set 
forth  in  said  patent,  and  had  not  abandoned  or  dedicated  the  same 
to  the  public,  but  had,  with  reasonable  diligence,  pursued  his  inven- 
tion till  he  had  perfected  the  same,  and  used  due  diligence  in  apply- 
ing for  and  in  pursuing  his  application  for  a  patent,  until  he  obtained 
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the  same,  and  if  they  found  the  defendants  had  made  and  sold  safes, 
as  charged  in  the  plaintiff's  declaration,  then  they  would  find  their 
verdict  for  the  plaintiff  for  such  actual  damages  as  they  judged  just 
and  reasonable ;  but  if  they  found  otherwise,  then  they  would  find 
for  the  defendants.  To  each  and  all  of  these  instructions  given  to 
the  jury,  the  counsel  for  the  defendants  excepted. 

And  forasmuch  as  the  facts  aforesaid,  aud  the  decisions  of  the  court 
thereon,  do  not  appear  of  record,  the  defendants  pray  that  this  their 
bill  of  exceptions  may  be  allowed. 

Filed  23d  February,  1848. 

8.  Nelson,  [seal.] 

The  cause  was  argued  by  Mr.  Cuyler,  for  the  plaintiffs  in  error,  and 
by  Mr.  Staples  and  Mr.  Webster,  for  the  defendant  in  error. 

Mr.  Cuyler,  for  plaintiffs  in  error. 

1.  The  second  error  assigned  is,  that  the  learned  judge  erred  in 
ruling  that  the  conveyance  of  April  11th,  1839,  by  Fitzgerald  to 
Enos  Wilder,  of  the  invention  for  which  he  was  about  to  seek  a  patr 
ent,  operated  to  convey  said  patent  to  Enos  Wilder,  so  that  in  his  life- 
time he  could  have  maintained  thereon  an  action  in  his  own  name. 

This  conveyance  is  dated  April  11th,  1839.  The  patent  did  not 
issue  until  1843,  and  then  it  issued  to  Fitzgerald,  the  inventor,  and 
not  to  Enos  Wilder,  the  transferee. 

It  will  be  readily  conceded  that  the  right  of  an  assignee  to  sue  in 
his  own  name  must,  if  it  exist,  be  statutory.  But  no  section  of  any 
Patent  Law  in  force  bestows  this  right  upon  the  assignee  of  an  im- 
provement about  to  be  patented,  such  as  was  Enos  Wilder. 

The  act  of  1793  says  every  "invention"  shall  be  assignable.  The 
eleventh  section  of  the  act  of  1836  provides  that  "  every  patent  shall 
be  assignable  in  law,"  etc.  It  speaks  of  the  "  exclusive  right  under 
any  patent,"  and  of  "  the  thing  patented."  Yet  here  there  was  no 
patent.  The  assignment  is  of  an  improvement  intended  to  be  pat- 
ented.  The  patent  did  not  exist  until  four  years  afterwards,  and  then 
it  issued  to  the  inventor,  and  not  to  the  assignee  of  the  improvement. 

The  sixth  section  of  the  act  of  1837  provides  for  this  very  case, 
by  permitting  the  issuing  of  the  patent,  in  such  cases,  directly  to  the 
assignee  of  the  improvement.  Which  should  have  been,  but  was 
not,  done  in  this  instance. 

As  no  statute,  therefore,  creates  a  right  in  the  assignee  of  an  un. 
patented  improvement  to  sue  in  his  own  name,  it  is  submitted  that 
Enos  Wilder  was  an  equitable,  but  not  a  legal,  holder  of  the  title  to 
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this  patent,  and  that  the  learned  judge  erred  in  his  ruling  on  this 
point. 

2.  The  tjiird  error  assigned  is,  "  that  the  learned  judge  erred  in 
ruling  that  the  agreement  of  13.  G.  Wilder  and  Silas  C.  Herring, 
dated  January  6,  1844,  did  not  divest  the  said  B.  G.  Wilder  of  all 
his  interest  in  the  patent,  so  far  as  the  State  of  New  York  was  con- 
cerned,  and  that  the  plaintiff  eould  thereafter  maintain  his  action." 

By  its  terms,  it  expressly  divests  the  plaintiff,  for  the  remainder  of 
the  time  of  the  patent,  of  all  interest  in  said  patent,  so  far  as  the  city, 
county,  and  State  of  New  York  are  concerned,  and  imposes  npon  the 
plaintiff  a  penalty  to  prevent  the  exercise  of  any  rights  by  him  under 
said  patent  in  that  State. 

How,  then,  can  damage  be  alleged,  where  the  right  said  to  be  in- 
vaded has  no  existence  ?  Or,  rather,  how  can  the  plaintiff  suffer  dam- 
age by  the  invasion  of  a  right,  the  whole  property  in  which  has  been 
passed  by  him  to  another  ? 

The  hardship  of  this  doctrine  will  be  more  apparent,  when  it  is  con- 
sidered, that  if  the  plaintiff  recover,  the  defendants  will  not  be  there- 
by exonerated  from  liability  to  Herring,  the  local  assignee,  but  may 
be  held  accountable  to  him,  and  thus  be  compelled  to  pay  these  very 
damages  a  second  time  to  another  party. 

There  can  be  no  damage  without  an  injury  done  to  some  right 
possessed  by  the  plaintiff.  But  here  the  plaintiff  possesses  no  right. 
How,  then,  can  he  be  damaged  ? 

By  this  agreement,  the  advantages  and  profits  of  the  patent  in  the 
city  and  State  of  New  York  are  the  property  of  Herring;  and  yet, 
if  the  plaintiff  recover  damages  in  this  action,  he  will  indirectly  take 
to  himself  those  profits,  and  thus  contravene  his  own  agreement.  Her- 
bert v.  Adam,  4  Mason,  15 ;  Park  v.  Little,  3  Wash.  C.  C,  196,  197. 

3.  The  fifth  and  sixth  errors  assigned  have  relation  to  the  instruc- 
tion given  by  the  learned  judge  with  regard  to  the  Conner  safe. 

It  is  submitted  that,  by  the  requirements  of  the  Patent  Law,  the 
patentee  must  be  not  only  an  original  inventor,  but  the  original  in- 
ventor, and  that  the  patent  will  in  all  cases  be  defeated  by  proof  of 
a  prior  invention. 

It  is  especially  urged,  that  even  if  the  doctrine  of  the  learned 
judge,  in  his  charge,  were  correct,  it  is  inapplicable  to  a  case  where 
the  invention  had  been  for  eight  years  in  open,  notorious  public  use 
by  the  prior  inventor  at  his  counting-house,  accessible  to  those  in  his 
employ,  and  then,  at  the  expiration  of  eight  years,  and  still  before 
even  an  application  for  plaintiff's  patent  had  been  made,  had  passed 
into  the  possession  of  others. 
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It  is  submitted  that  this  is  not  such  a  use  as  leaves  it  in  any  respect 
"  a  question  whether  the  use  made  by  Conner  of  the  safe  constructed 
by  him  had  been  such  as  would  prevent  another  from  taking  out  a 
patent." 

The  Patent  Law  of  1836,  sec.  6,  gives  its  privileges  to  an  inventor 
whose  invention  was  "  not  known  or  used  by  others  before  his  dis- 
covery." 

It  exacts  an  oath  from  an  inventor  to  this  effect. 

This  safe,  if  Conner's  invention  be  prior,  was  both  known  and 
used  before;  and  nowhere  in  the  act  can  there  be  found  any  qualify- 
ing words  upon  such  knowledge  or  use,  or  any  reservation  of  cir- 
cumstances, under  which  prior  knowledge  and  use  will  not,  if  proven, 
defeat  a  patent. 

The  following  authorities  are  in  point,  premising  that  the  language 
of  the  Patent  Act  of  1793,  in  relation  to  the  novelty  of  the  invention, 
is  the  same  as  that  employed  in  the  act  of  1836,  namely,  "not  known 
or  used  before." 

"The  plaintiff  cannot  object  to  the  originality  or  priority  and  use 
of  another  machine,  alleged  to  have  been  similar  to  his  own,  on  the 
ground  that  it  had  gone  into  disuse,  or  was  not  notoriously  in  use; 
since  it  is  essential  to  his  case  to  prove  he  was  the  original  inventor 
of  the  machine  for  which  he  has  a  patent."  Evans  v.  Hettich,  3 
Wash.  C.  C,  408. 

Under  the  sixth  section  of  the  Patent  Law,  if  the  thing  secured 
by  patent  had  been  in  use,  or  had  been  described  in  a  public  work, 
anterior  to  the  supposed  discovery,  the  patent  is  void,  whether  the 
patentee  had  a  knowledge  of  this  previous  use  or  not.  Evans  v. 
Eaton,  3  Wheat.,  454. 

If  the  original  inventor  of  a  machine  abandons  the  use  of  it,  and 
does  not  take  out  a  patent  for  it,  no  other  person  can  entitle  himself 
to  a  patent  for  it.    Evans  v.  Eaton,  1  Pet.  C.  C,  323. 

In  an  action  for  a  violation  of  a  patent  granted  by  the  United 
States  for  an  alleged  original  invention,  the  plaintiff  must  satisfy 
the  jury  that  he  was  the  original  inventor,  in  relation  to  every  part 
of  the  world. 

Although  no  proof  was  made  that  the  patentee  knew  that  the  dis- 
covery had  been  made  prior  to  his,  still  he  could  not  recover  if,  in 
fact,  he  was  not  the  original  inventor.  Dawson  v.  Follcn,  2  Wash. 
C.  C,  311 ;  Rcutgcn  v.  Kanoicrs,  1  Wash.  C.  C,  168;  Whitney  v.  Env- 
mett,  1  Bald.,  303.    Also,  Curtis  on  Patents,  sec.  40,  note. 

The  same  construction  of  the  act  of  Congress  is  given  by  Judge  « 
Story,  in  Real  v.  Cutter,  1  Story,  590. 
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After  ruling  that  the  applicant  must  be  not  only  an  origiual  in- 
ventor, but  the  original  inventor,  he  says :  "  And  it  is  of  no  conse- 
quence whether  the  invention  is  extensively  known  and  used,  or 
whether  the  knowledge  and  use  thereof  is  limited  to  a  few  persons, 
or  even  to  the  first  inventor  himself,  or  is  kept  a  secret  by  him." 

And  again :  "  The  language  of  the  Patent  Act  of  1836,  page  357,  sec. 
6,  not  known  or  used,  &c,  does  not  require  that  the  invention  should 
be  known  or  used  by  more  than  one  person,  but  merely  indicates 
that  the  use  should  be  by  some  other  person  than  the  patentee." 

And  again:  "The  decision  in  Dolland's  case  may  be  a  correct 
exposition  of  the  English  statute  of  monopolies,  (21  James  I,)  but 
is  not  applicable  to  the  Patent  Law  of  the  United  States." 

4.  But  there  is  another  view  of  the  case,  from  this  point,  which  is 
entitled  to  consideration. 

It  is  submitted  that,  measured  by  the  seventh  section  of  the  act  of 
1839,  the  construction  and  use  of  ' the  Conner  safe  had  been  such  as 
necessarily  and  absolutely  to  defeat  the  plaintiff's  patent,  and  that 
the  learned  judge  erred  in  not  thus  instructing  the  jury.  (Fifth,  sixth, 
and  seventh  exceptions.) 

That  section  provides — 

"  That  every  person  or  corporation  who  has,  or  shall  have,  pur- 
chased or  constructed  any  newly-invented  machine,  manufacture,  or 
composition  of  matter,  prior  to  the  application  by  the  inventor  or  dis- 
coverer for  a  patent,  shall  be  held  to  possess  the  right  to  use,  and 
vend  to  others  to  be  used,  the  specific  machine,  manufacture,  or  com- 
position of  matter  so  made  or  purchased,  without  liability  therefor  to 
the  inventor,  or  to  any  other  person  interested  in  such  invention ; 
and  no  patent  shall  be  held  to  be  invalid  by  reason  of  such  purchase, 
sale,  or  use  prior  to  the  application  for  a  patent  as  aforesaid,  except 
on  proof  of  abandonment  of  such  invention  to  the  public ;  or  that 
such  purchase,  sale,  or  prior  use  has  been  for  more  than  two  years 
prior  to  such  application  for  a  patent." 

In  this  section,  the  words  "  newly-invented  machine,  manufacture, 
or  composition  of  matter  "  have  been  decided  by  this  court  to  be  syn- 
onymous with  "  invention  or  thing  patented."  Mc  Clurg  v.  Kingsland, 
1  Iloward,  202. 

Now,  it  is  the  distinct  and  uncontradicted  fact,  that  in  this  case  the 
invention  or  thing  patented  had  been  "  constructed,"  and  was  in  use 
by  another,  at  least  eight  years  before  the  application  for  a  patent. 
And  yet,  by  the  final  clause  of  the  section  just  quoted,  if  there  is 
>  proved  such  use  "  two  years  prior  to  the  application  for  a  patent," 
such  "patent  shall  be  held  to  be  invalid." 
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It  is  stated  by  one  witness,  that  between  the  years  1829  and  1832, 
and  by  another,  that  in  the  year  1831  or  1832,  Conner  made  a  safe 
constructed  precisely  as  is  the  patented  safe ;  that  it  was  used  as  the 
safe  for  his  establishment ;  was  kept  in  his  counting-room,  and  was 
known  to  the  persons  working  in  his  foundry ;  and  so  continued  to 
be  until  1838,  when  it  passed  from  Conner's  into  other  hands. 

The  plaintiff's  application  for  a  patent  bears  date  April  11,  1839. 

It  is  submitted,  therefore,  that  this  patent  cannot  be  sustained  with- 
out flatly  contravening  the  clear  and  express  language  of  the  seventh 
section  of  the  act  of  1839,  just  quoted. 

This  case  is  one  in  which  a  recovery  by  the  plaintiff  below  cannot 
be  sustained  without  imposing  great  hardships  upon  the  defendants. 
The  patent  issued  in  1843 — more  than  four  years  after  application 
for  it  was  made,  and  more  than  thirteen  years  after  the  applicant  had 
perfected  his  invention.  The  very  same  invention  had  been  made  by 
a  stranger  at  least  thirteen,  and  perhaps  fourteen,  years  before  the 
date  of  the  patent,  and  had  been  publicly  used  by  him,  with  the  knowl- 
edge of  many,  for  eight  years  before  plaintiff's  application  for  a  pat- 
ent, and  had  then  passed  from  him  into  the  hands  of  others. 

Such  a  use  for  two  years,  by  the  seventh  section  of  the  act  of  1839, 
defeats  a  patent. 

Added  to  this,  it  was  in  evidence  that  the  plaintiff*  no  longer  pos- 
sessed the  right  for  the  invasion  of  which  this  action  was  brought, 
and  the  recovery,  if  had,  must  be  for  an  injury  done,  not  to  him,  but 
to  another,  in  whom  the  very  same  cause  of  action  will  continue  to 
exist. 

Mr.  Staples,  contra. 

1.  The  first  question  is,  whether  the  conveyance  from  Fitzgerald 
to  Enos  Wilder,  before  the  issuing  of  the  patent,  conveyed  the  patent 
itself  when  issued.  The  error  on  the  other  side  is  in  considering  an 
invention  as  a  sort  of  chose  in  action.  An  invention,  however,  is  as 
much  property  as  a  horse  or  a  house,  and,  when  patented,  becomes 
the  exclusive  property  of  the  patentee.  It  is  consequently  assignable 
as  well  before  as  after  the  granting  of  letters  patent.  The  very  terms 
employed  in  the  eleventh  and  fourteenth  sections  of  the  act  of  1836, 
(5  Stat,  at  Large,  121, 122,)  and  which  are  relied  on  by  the  other  side 
as  showing  that  the  patent  only  was  assignable,  show,  on  the  contrary, 
that  reference  was  not  had  to  anything  in  the  nature  of  a  chose  in 
action,  but  that  the  interest  of  the  inventor  in  the  thing  invented  was 
the  subject  of  assignment.  Herbert  v.  A&uns,  4  Mason,  15,  is  to  the 
effect,  that  a  conveyance  of  an  invention  operates  as  a  conveyance  of 
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the  patent,  whether  dated  before  or  after  the  patent.  So  also  Curtis 
on  Patents,  sees.  189,  260. 

2.  The  next  assignment  of  error  is,  that  the  court  did  not  decide 
that  the  agreement  of  the  plaintiff  with  Silas  C.  Herring  did  not 
divest  the  former  of  all  interest  in  the  patent,  so  that  he  could  not 
thereafter  maintain  an  action  thereon.  We  say  not, — because  Wilder 
did  not  give  up  all  his  interest,  he  reserving  one  cent  a  pound  on  all 
safes  made  under  the  patent  in  the  city  and  State  of  New  York ;  be- 
cause he  reserved  the  right  to  manufacture  in  the  city  of  New  York 
on  the  terms  named;  because  the  agreement  was  a  mere  license; 
and  because  it  is  obvious,  from  the  face  of  the  agreement  itself,  that 
Wilder  was  to  bring  suits  to  sustain  the  patent.  Brooks  v.  Byam,  2 
Story,  541.  The  latter  part  of  the  agreement  with  Wilder  was  equiv- 
alent to  this,  viz.:  Wilder  sells  to  Herring  the  right  to  manufacture 
and  vend  safes  within  the  city,  county,  and  State  of  New  York ;  but 
he  reserves  to  himself  the  right  to  make  in  the  citv  safes  to  be  sold 
out  of  the  city.  He  also  reserves  the  right  to  make  safes  to  be  sold 
within  the  city,  upon  payment  to  Herring  of  one  cent  per  pound.  This 
shows  that  Wilder  had  not  sold  his  entire  right,  and  could  therefore 
maintain  this  action. 

3.  As  to  the  Conner  safe.  The  object  of  the  law  was  to  protect 
genius  and  at  the  same  time  to  invite  something  useful  to  the  country. 
A  prior  experiment,  locked  up  in  a  man's  own  bosom,  not  divulged 
to  the  public,  not  rendered  usefuMo  the  public,  is  surely  not  such  an 
invention  as  will  exclude  a  bond  fide  inventor  of  the  same  thing  from 
the  benefits  of  the  Patent  Laws,  if  he  has  used  diligence  in  embody- 
ing his  invention  and  reducing  it  to  practice.  Such,  on  the  contrary, 
was  the  very  person  intended  to  be  benefited.  It  is  not  correct  to 
say  that  an  inventor  must  have  been  the  first  man  who  has  ever 
thought  of  the  subject,  or  that  mere  speculations  are  within  the  mean- 
ing of  the  act;  but  he  is  an  in  venter  under  the  law  who  has  first  put 
the  invention  into  such  a  shape  as  to  be  useful  to  the  public. 

Mr.  Webster,  on  the  same  side. 

It  is  agreed  that,  under  the  previously  existing  laws,  the  invention 
would  have  been  assignable.  But  it  is  supposed  that  the  act  of  1836, 
which  repeals  all  former  laws,  only  makes  the  patent  assignable,  but 
savs  nothing  of  the  invention.  Now,  two  things  are  to  be  considered. 
1st.  In  a  country  where  the  principle  of  the  Patent  Laws  is  recognized, 
where  an  invention  is  regarded  as  property  which  may  be  set  apart  for 
a  person's  own  exclusive  use,  is  it  not  assignable,  independent  of  any 
statute  enactment  ?    If  not,  why  is  it  not  ?    What  is  the  reason  that 
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an  invention  which  is  recognized  as  property  shall  not  be  transferable, 
like  other  property,  there  being  nothing  in  the  statute  to  prohibit  it  ? 
2d.  Does  the  language  of  the  eleventh  section  of  the  act  of  1836  re- 
strict assignability  to  the  patent  ?  I  think  not.  Every  other  portion 
of  the  act  has  a  different  aspect. 

"Wilder  has  clearly  the  right  to  maintain  an  action,  for  the  reason 
that  he  has  not  parted  with  all  his  interest.  He  still  has  an  interest 
to  the  value  of  one  cent  per  pound.  But  the  agreement  itself  was  a 
mere  license.  It  uses  the  tenn  license,  and  does  not  run  to  the  heirs 
and  assignees. 

With  regard  to  the  Conner  safe,  it  could  not  be  considered  such  a 
prior  invention  as  would  take  away  the  right  of  Fitzgerald  to  a  pat- 
ent. There  are  dicta  in  Judge  Story's  decision  in  the  case  of  Reed  v. 
Cutter,  which,  if  not  limited,  would  be  of  dangerous  tendency.  Now, 
the  instruction  objected  to  supposes  an  invention  to  be  made,  but 
kept  within  the  inventor's  own  bosom.  The  question  is,  whether  an 
original  inventor,  (that  is,  one  who  did  not  derive  his  knowledge  from 
another,)  who  has  put  his  invention  into  practice,  Bhall  be  deprived  of 
his  patent  by  such  a  mere  thought,  gendered  in  another's  brain,  and 
to  which  he  "gives  no  tongue."  The  object  of  the  Patent  Law,  and 
of  the  Constitution  under  which  the  law  was  passed,  was  the  public 
benefit.  If  this  be  so,  how  does  a  man  bring  himself  within  its  pro- 
visions who  locks  his  secret  in  his  own  breast  ?  And  whv  is  he  less  a 
benefactor  to  the  public  who  invents  a  machine  which  had  been  before 
invented  and  afterwards  forgotten,  than  he  who  invents  something 
never  before  known  ? 

Mr.  Cuyler,  in  reply  and  conclusion. 

It  is  said  that  the  invention  would  be  assignable,  independent  of 
the  Patent  Law.  It  is  submitted  that  this  is  not  correct.  Except  by 
statute,  the  inventor  has  no  right  of  property  in  his  invention.  The 
statute  was  intended  to  confer  that  very  right.  Now,  the  act  of  1793 
gave  the  right  of  assigning  an  invention,  and  yet,  with  this  before 
them,  Congress,  in  the  act  of  1836,  make  only  the  patent  assignable. 
If,  then,  the  patent  is  made  assignable  only  by  the  law,  how  can  it  be 
said  that  the  invention  does  not  stand  in  need  of  such  a  provision  ? 

It  is  said  that  the  plaintiff  has  reserved  one  cent  per  pound,  and 
can  therefore  maintain  this  action.  It  will  be  seen,  however,  that  this 
part  of  the  agreement  is  a  penalty.  If  he,  Wilder,  makes  safes  in 
New  York  to  be  sold  in  New  York,  he  shall  pay,  &c.  A  licensee  can 
maintain  an  action. 

The  facts  as  to  the  Conner  safe  should  have  been  left  to  the  jury. 
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This  was  not  a  case  where  the  inveution  had  been  lost  or  forgotten ; 
but.  within  a  few  years,  a  man  makes  for  his  own  use,  and  actually 
uses  in  his  own  counting-house,  a  safe  constructed  upon  the  same 
principles  as  that  which  is  the  foundation  of  this  suit.  The  law 
requires  that  a  patented  article  should  not  have  been  made  or  used 
before. 

Mr.  Chief  Justice  Taney  delivered  the  opinion  of  the  court. 

Three  objections  have  been  taken  to  the  instructions  given  by  the 
Circuit  Court  at  the  trial,  and  neither  of  them  is,  perhaps,  entirely 
free  from  difficulty. 

The  first  question  arises  upon  the  assignment  of  Fitzgerald  to  Enos 
"Wilder.  The  assignment  was  made  and  recorded  in  the  Patent 
Office  before  the  patent  issued.  It  afterwards  issued  to  Fitzgerald. 
And  the  plaintilfe  in  error  insist  that  this  assignment  did  not  convey 
to  "Wilder  the  legal  right  to  the  monopoly  subsequently  conferred 
by  the  patent,  and  that  the  plaintiff  who  claims  under  him  cannot, 
therefore,  maintain  this  action. 

The  inventor  of  a  new  and  useful  improvement  certainly  has  no 
exclusive  right  to  it  until  he  obtains  a  patent.  This  right  is  created 
by  the  patent,  and  no  suit  can  be  maintained  by  the  inventor  against 
any  one  for  using  it  before  the  patent  is  issued.  But  the  discoverer 
of  a  new  and  useful  improvement  is  vested  by  law  with  an  inchoate 
right  to  its  exclusive  use,  which  he  may  perfect  and  make  absolute 
by  proceeding  in  the  manner  which  the  law  requires.  Fitzgerald 
possessed  this  inchoate  right  at  the  time  of  the  assignment.  The  dis- 
covery had  been  made,  and  the  specification  prepared  to  obtain  a 
patent.  And  it  appears,  by  the  language  of  the  assignment,  that  it 
was  intended  to  operate  upon  the  perfect  legal  title  which  Fitzgerald 
then  had  a  lawful  right  to  obtain,  as  well  as  upon  the  imperfect  and 
inchoate  interest  which  he  actually  possessed.  The  assignment  re- 
quests that  the  patent  may  issue  to  the  assignee.  And  there  would 
seem  to  be  no  sound  reason  for  defeating  the  intention  of  the  parties, 
by  restraining  the  assignment  to  the  latter  interest,  and  compelling 
them  to  execute  another  transfer,  unless  the  act  of  Congress  makes  it 
necessary.  The  court  think  it  does  not.  The  act  of  1836  declares 
that  every  patent  shall  be  assignable  in  law,  and  that  the  assignment 
must  be  in  writing,  and  recorded  within  the  time  specified.  But  the 
thing  to  be  assigned  is  not  the  mere  parchment  on  which  the  grant 
is  written.  It  is  the  monopoly  which  the  grant  coufers — the  right  of 
property  which  it  creates.  And  when  the  party  has  acquired  an  in- 
choate right  to  it,  and  the  power  to  make  that  right  perfect  and  abso- 
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lute  at  his  pleasure,  the  assignment  of  his  whole  interest,  whether 
executed  before  or  after  the  patent  issued,  is  equally  within  the  pro- 
visions of  the  act  of  Congress. 

And  we  are  the  less  disposed  to  give  it  a  different  construction,  be- 
cause no  purpose  of  justice  would  be  answered  by  it,  and  the  one  we 
now  give  was  the  received  construction  of  the  act  of  1793  in  several 
of  the  circuits ;  and  there  is  no  material  difference  in  this  respect  be- 
tween the  two  acts.  As  long  ago  as  1825,  it  was  held,  by  Mr.  Justice 
Story,  that  in  a  case  of  this  kind  an  action  could  not  be  maintained 
in  the  name  of  the  patentee,  but  must  be  brought  by  the  assignee. 
4  Mason,  15.  We  understand  the  same  rule  has  prevailed  in  other 
circuits ;  and  if  it  were  now  changed,  it  might  produce  much  injustice 
to  assignees  who  have  relied  on  such  assignments,  and  defeat  pend- 
ing suits,  brought  upon  the  faith  of  long-established  judicial  practice 
and  judicial  decision.  Fitzgerald  sets  up  no  claim  against  the  assign- 
ment, and  to  require  another  to  complete  the  transfer  would  be  mere 
form.  We  do  not  think  the  act  of  Congress  requires  it;  but  that, 
when  the  patent  issued  to  him,  the  legal  right  to  the  monopoly  and 
property  it  created  was,  by  operation  of  the  assignment  then  on  rec- 
ord, vested  in  Enos  Wilder. 

The  next  question  is  upon  the  agreement  between  the  defeudant  in- 
error  and  Herring.  Is  this  instrument  an  assignment  to  Herring  for 
the  State  or  city  of  New  York,  upon  which  he  might  have  sued  in  his 
own  name  ?  If  it  is,  then  this  action  cannot  be  maintained  by  the 
defendant  in  error. 

Now,  the  monopoly  granted  to  the  patentee  is  for  one  entire  tiling ; 
it  is  the  exclusive  right  of  making,  using,  and  vending  to  others  to  be 
used  the  improvement  he  has  invented,  and  for  which  the  patent  is 
granted.  The  monopoly  did  not  exist  at  common  law,  and  the  rights, 
therefore,  which  may  be  exercised  under  it  cannot  be  regulated  by  the 
rules  of  the  common  law.  It  is  created  by  the  act  of  Congress ;  and 
no  rights  can  be  acquired  in  it  unless  authorized  by  statute,  and  in 
the  manner  the  statute  prescribes. 

By  the  eleventh  section  of  the  act  of  1836,  the  patentee  may  assign 

his  whole  interest,  or  an  undivided  part  of  it.    But  if  he  assigns  a 

part  under  this  section,  it  must  be  an  undivided  portion  of  his  entire 

interest  under  the  patent,  placing  the  assignee  upon  an  equal  footing 

with  himself  for  the  part  assigned.    Upon  such  an  assignment,  the 

patentee  and  his  assignees  become  joint  owners  of  the  whole  interest 

secured  by  the  patent,  according  to  the  respective  proportions  which 

the  assignment  creates. 

By  the  fourteenth  section,  the  patentee  may  assign  his  exclusive 
38 
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right  within  and  throughout  a  specified  part  of  the  United  States,  and 
upon  such  an  assignment  the  assignee  may  sue  in  his  own  name  for 
an  infringement  of  his  rights.  But  in  order  to  enable  him  to  sue, 
the  assignment  must  undoubtedly  convey  to  him  the  entire  and  un- 
qualified  monopoly  which  the  patentee  held  in  the  territory  speci- 
fied,— excluding  the  patentee  himself  as  well  as  others.  And  any 
assignment  short  of  this  is  a  mere  license;  for  it  was  obviously  not 
the  intention  of  the  legislature  to  permit  several  monopolies  to  be 
made  out  of  one,  and  divided  among  different  persons  within  the 
same  limits.  Such  a  division  would  inevitably  lead  to  fraudulent 
impositions  upon  persons  who  desired  to  purchase  the  use  of  the  im- 
provement, and  would  subject  a  party  who,  under  a  mistake  as  to  his 
rights,  used  the  invention  without  authority,  to  be  harassed  by  a  mul- 
tiplicity of  suits  instead  of  one,  and  two  successive  recoveries  of  dam- 
ages by  different  persons  holding  different  portions  of  the  patent-right 
in  the  same  place.  Unquestionably,  a  contract  for  the  purchase  of 
any  portion  of  the  patent-right  may  be  good  as  between  the  parties 
as  a  license,  and  enforced  as  such  in  the  courts  of  justice.  But  the 
legal  right  in  the  monopoly  remaius  in  the  patentee,  and  he  alone 
can  maintain  an  action  against  a  third  party  who  commits  an  infringe- 
ment upon  it.  This  is  the  view  taken  of  the  subject  in  the  case  of  Blan- 
ckard  v.  Eldridge,  J.  W.  Wallace,  337,  and  we  think  it  the  true  one. 

Applying  these  principles  to  the  case  before  us,  the  action  was 
properly  brought  by  the  plaintitF  below,  and  could  not  have  been 
maintained  by  Herring. 

The  agreement  is  singularly  confused  and  complicated.  It  purports 
to  grant  to  Herring  the  exclusive  right  to  make  and  vend  the  Sala- 
mander safe  in  the  city,  county,  and  State  of  New  York;  and  Herring 
agrees  to  pay  to  the  defeudant  in  error  a  cent  a  pound  for  every  pound 
the  safes  might  weigh,  to  be  paid  monthly.  But,  at  the  same  time,  it 
reserves  to  Wilder  the  right  to  set  up  a  manufactory  or  workB  for 
making  these  safes  in  the  State  of  New  York,  provided  it  is  not  with- 
in fifty  miles  of  the  city,  and  to  sell  them  in  the  State  of  New  York, 
paying  to  Herring  a  cent  a  pound  on  each  safe  so  sold, within  the 
State. 

It  is  evident  that  this  agreement  is  not  an  assignment  ot*  an  undi- 
vided interest  in  the  whole  patent,  nor  the  assignment  of  an  -exclusive 
right  to  the  entire  monopoly  in  the  State  or  city  of  New  York.  It  is 
therefore  to  be  regarded  as  a  license  only,  and,  under  the  atjt  of  Con- 
gress, does  not  enable  Herring  to  maintain  an  action  for  an  i  infringe- 
ment of  the  patent-right.  The  defendant  in  error  continue^  the  legal 
owner  of  the  monopoly  created  by  the  patent. 
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The  remaining  question  ia  upon  the  validity  of  the  patent  on  which 
the  suit  was  brought. 

It  appears  that  James  Conner,  who  carried  on  the  business  of  a 
stereotype  founder  in  the  city  of  New  York,  made  a  safe  for  his  own 
use  between  the  years  1829  and  1832,  for  the  protection  of  his  papers 
against  fire;  and  continued  to  use  it  until  1838,  when  it  passed  into 
other  hands.  It  was  kept  in  his  counting-room,  and  known  to  the 
persous  engaged  in  the  foundry;  and  after  it  passed  out  of  his  hands, 
he  used  others  of  a  different  construction. 

It  does  not  appear  what  became  of  this  safe  afterwards.  And  there 
is  nothing  in  the  testimony  from  which  it  can  be  inferred  that  its  mode 
of  construction  was  known  to  the  person  into  whose  possession  it  fell, 
or  that  any  value  was  attached  to  it  as  a  place  of  security  for  papers 
against  fire,  or  that  it  was  ever  used  for  that  purpose.  *' 

Upon  these  facts,  the  court  instructed  the  jury,  "  that  if  Conner  had 
not  made  his  discovery  public,  but  had  used  it  simply  for  his  own  pri- 
vate purpose,  and  it  had  been  finally  forgotten  or  abandoned,  such  a 
discovery  and  use  would  be  no  obstacle  to  the  taking  out  of  a  patent 
by  Fitzgerald  or  those  claiming  under  him,  if  he  be  an  original,  though 
not  the  first,  inventor  or  discoverer." 

The  instruction  assumes  that  the  jury  might  find  from  the  evidence 
that  Conner's  safe  was  substantially  the  same  with  that  of  Fitzgerald, 
and  also  prior  in  time.  And  if  the  fact  was  so.  the  question  then  was, 
whether  the  patentee  was  u  the  original  and  first  inventor  or  discov- 
erer," within  the  meaning  of  the  act  of  Congress. 

The  act  of  1836,  ch.  357,  sec.  6,  authorizes  a  patent  where  the  party 
has  discovered  or  invented  a  new  and  useful  improvement,  "not 
known  or  used  by  others  before  his  discovery  or  invention."  And 
the  fifteenth  section  provides,  that  if  it  appear  on  the  trial  of  au  ac- 
tion brought  for  the  infringement  of  a  patent  that  the  patentee  "was 
not  the  original  and  first  inventor  or  discoverer  of  the  thing  patent- 
ed," the  verdict  shall  be  for  the  defendant. 

Upon  a  literal  construction  of  these  particular  words,  the  patentee 
in  this  case  certainly  was  not  the  original  and  first  inventor  or  dis- 
coverer, if  the  Conner  safe  was  the  same  with  his,  and  preceded  his 
discovery. 

But  we  do  not  think  that  this  construction  would  carry  into  effect 
the  intention  of  the  legislature.  It  is  not  by  detached  words  and 
phrases  that  a  statute  ought  to  be  expounded.  The  whole  act  must 
be  taken  together,  and  a  fair  interpretation  given  to  it,  neither  ex- 
tending nor  restricting  it  beyond  the  legitimate  import  of  its  language 
and  its  obvious  policy  and  object.   And  in  the  fifteenth  section,  after 
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making  tho  provision  aVve  mentioned,  there  is  a  further  provision, 
that  if  it  shall  appear  that  the  patentee,  at  the  time  of  his  application 
for  the  patent,  helieved  himself  to  be  the  first  inventor,  the  patent 
shall  not  he  void  on  ueeount  of  the  invention  or  discover}'  bavin? 
been  known  or  used  in  any  foreign  eountry,  it  not  appearing  that  it 
liad  Veil  Vforo  patented  or  deseriVd  in  any  printed  publication. 

In  the  ease  thus  provided  for,  the  party  who  invents  is  not,  strictly 
speaking,  the  first  and  original  inventor.  The  law  assumes  that  the 
improvement  may  have  been  known  and  used  before  his  discovery. 
Yet  his  patent  is  valid  if  ho  discovered  it  by  the  efforts  of  his  own 
genius,  ami  helieved  himself  to  be  the  original  inventor.  The  clause 
in  question  qualities  the  words  before  used,  and  shows  that  by  knowl- 
edge and  use,  the  legislature  meant  knowledge  and  use  existing  in  1 
manner  accessible  to  the  public.  If  the  foreign  invention  had  ben 
printed  or  patented,  it  was  already  given  to  the  world  and  i»|hmi  '• 
the  people  of  this  country,  as  well  as  of  others,  upon  reasonable  in- 
quiry. They  would  therefore  derive  no  advantage  from  the  inven- 
tion here.  It  would  confer  no  benefit  upon  the  community,  and  the 
inventor  therefore  is  not  considered  to  bo  entitled  to  the  reward.  B* 
if  the  foreign  discovery  is  not  patented,  nor  described  iu  any  printed 
'  publication,  it  might  be  known  and  used  in  remote  places  forage* 
and  the  people  of  this  country  bo  unable  to  profit  by  it.  The  mean* 
of  obtaining  knowledge  would  not  be  within  their  reach;  and.  a>fir 
us  their  interest  is  concerned,  it  would  be  the  same  thing  as  if  tb* 
improvement  had  never  been  discovered.  It  is  the  inventor  bere 
that  brings  it  to  them,  and  places  it  in  their  possession.  And  at  b> 
does  this  by  the  effort  of  his  own  genius,  the  law  regards  him  astb* 
first  and  original  inventor,  and  protects  his  patent,  although  uv 
improvement  had  in  fact  been  invented  before,  and  used  by  others. 

So,  too,  as  to  the  lost  arts.  It  is  well  known,  that  centuries  ago  d*» 
eoveries  were  made  in  certain  arts,  the  fruits  of  wliich  have  com* 
d<  >wn  to  us,  but  the  means  by  which  the  work  was  accomplished  in 
at  this  day  unknown.  The  knowledge  has  been  lost  for  ages.  Yet 
it  would  hardly  be  doubted,  if  any  one  now  discovered  an  art  tho 
lost,  and  it  was  a  useful  improvement,  that,  upon  a  fair  constrmtj'« 
of  the  act  of  Congress,  he  would  be  entitled  to  a  patent.  Yet  Ik 
would  not,  literally,  be  the  first  and  original  inventor.  But  he  wool') 
be  the  first  to  confer  on  the  public  the  benefit  of  the  invention.  H* 
would  discover  what  is  unknown,  and  communicate  knowledge  wuidi 
the  public  had  not  the  means  of  obtaining  without  his  invention. 

Upon  the  same  principle  and  upon  the  same  rule  of  eonstruetwti. 
we  think  that  Fitzgerald  must  be  regarded  as  the  first  and  original 
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inventor  of  the  safe  in  question.  The  case  as  to  this  point  admits, 
that  although  Conner's  safe  had  been  kept  and  used  for  years,  yet 
no  test  had  been  applied  to  it,  and  its  capacity  for  resisting  heat  was 
not  known ;  there  was  no  evidence  to  show  that  any  particular  value 
was  attached  to  it  after  it  passed  from  his  po&session,  or  that  it  was 
ever  afterwards  used  as  a  place  of  security  for  papers ;  and  it  appeared 
that  he  himself  did  not  attempt  to  make  another  like  the  one  he  is 
supposed  to  have  invented,  but  used  a  different  one.  And  upon  this 
state  of  the  evidence,  the  court  put  it  to  the  jury  to  say,  whether  this 
safe  had  been  finally  forgotten  or  abandoned  before  Fitzgerald's  in- 
vention, and  whether  he  was  the  original  inventor  of  the  safe  for 
which  he  obtained  the  patent  ;  directing  them,  if  they  found  these  two 
facts,  that  their  verdict  must  be  for  the  plaintiff.  We  think  there  is 
no  error  in  this  instruction.  For  if  the  Conner  safe  had  passed  away 
from  the  memory  of  Conner  himself,  and  of  those  who  had  seen  it, 
and  the  safe  itself  had  disappeared,  the  knowledge  of  the  improve- 
ment was  as  completely  lost  as  if  it  had  never  been  discovered.  The 
public  could  derive  no  benefit  from  it  until  it  was  discovered  bv 
another  inventor.  And  if  Fitzgerald  made  his  discovery  by  his  own 
efforts,  without  any  knowledge  of  Conner's,  he  invented  an  improve- 
ment that  was  then  new,  and  at  that  time  unknown ;  and  it  was  not 
the  less  new  and  unknown  because  Conner's  safe  was  recalled  to  his 
memory  by  the  success  of  Fitzgerald's. 

We  do  not  understand  the  Circuit  Court  to  have  said  that  the 
omission  of  Conner  to  try  the  value  of  his  safe  by  proper  test  would 
deprive  it  of  its  priority;  nor  his  omission  to  bring  it  into  public  use. 
He  might  have  omitted  both,  and  also  abandoned  its  use,  and  been 
ignorant  of  the  extent  of  its  value;  yet,  if  it  was  the  same  with 
Fitzgerald's,  the  latter  would  not  upon  such  grounds  be  entitled  to  a 
patent,  provided  Conner's  safe  and  its  mode  of  construction  were  still 
in  the  memory  of  Conner  before  they  were  recalled  by  Fitzgerald's 
patent. 

The  circumstances  above  mentioned,  referred  to  in  the  opinion  of 
the  Circuit  Court,  appear  to  have  been  introduced  as  evidence  tend- 
ing to  prove  that  the  Conner  safe  might  have  been  finally  forgotten, 
and  upon  which  this  hypothetical  instruction  was  given.  Whether 
this  evidence  was  sufficient  for  that  purpose  or  not,  was  a  question 
for  the  jury,  and  the  court  left  it  to  them.  And  if  the  jury  found  the 
fact  to  be  so,  and  that  Fitzgerald  again  discovered  it,  we  regard  him 
as  standing  upon  the  same  ground  with  the  discoverer  of  a  lost  art, 
or  an  unpatented  hnd  unpublished  foreign  invention,  and,  like  him, 
entitled  to  a  patent;  for  tbere  was  no  existing  and  living  knowledge 
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of  this  improvement,  or  of  its  former  use,  at  the  time  he  made  the 
discovery ;  and  whatever  heuefit  any  individual  may  derive  from 
it  in  the  safety  of  his  papers,  lie  owes  entirely  to  the  genius  and 
exertions  of  Fitzgerald. 

Upon  the  whole,  therefore,  we  think  there  is  no  error  in  the  opinion 
of  the  Circuit  Court,  and  the  judgineut  is  therefore  affirmed. 

Mr.  Justice  McLean. 

I  dissent  from  the  opinion  of  a  majority  of  the  judges  in  this  ease. 
The  point  of  difference.  I  think,  is  essential  to  the  maintenance  of  the 
rights  of  the  public  and  also  of  inventors. 

It  was  proved  by  James  Conner,  as  appears  from  the  bill  of  ex«p- 
lions,  *•  that  between  182!)  and  1832  he  was  engaged  in  business  a* i 
stereotype  founder,  and,  knowing  that  plaster  of  Paris  was  a  non- 
conductor of  heat,  he  constructed  a  safe  with  a  double  chest,  and 
filled  the  space  between  the  inner  and  outer  one  with  plaster  ut 
Paris;  the  same  substantially  as  testified  to  and  claimed  by  Fitzger- 
ald, except  there  was  no  plaster  used  on  the  top  of  the  safe.  It  was 
made  for  his  own  private  use  in  his  establishment,  and  was  used  br 
him  as  a  safe  from  the  tune  it  was  made  till  1838,  when  it  paced 
into  other  hands.  It  was  kept  in  the  counting-room  while  he  used 
it,  and  was  known  to  the  persons  working  in  the  foundry."  Hii 
evidence  was  confirmed  by  another  witness. 

By  the  sixth  section  of  the  Patent  Act  of  1830,  it  is  provided,  "that 
any  person  or  persons  having  discovered  or  invented  any  new  or  tat- 
ful  art,  machine,  manufacture,  or  eomjMjsition  of  matter,  or  anv  new 
or  useful  improvement  on  any  art,  machine,  manufacture,  or  eouipo- 
sition  of  matter,  not  knoirn  or  used  by  others  before  his  or  their  (Uxoetry 
or  invention  thereof,"  may  apply  for  a  patent,  &c.  The  applicant  t 
required  to  "make  oath  or  affirmation  that  he  docs  rarity  believe  thai  he  it 
the  original  and  first  inventor,"  &c,  "and  that  he  does  not  know  or  bdiat 
t/i'tt  the  same  was  ever  before  /mown  or  used." 

The  seventh  section  authorizes  and  requires  the  Commissiouff  of 
Patents  "  to  make  or  cause  to  be  made  an  examination  of  the  alleged 
new  invention  or  discovery;  and  if  on  such  examination  it  shall  ft* 
appear  to  the  Commissioner  that  the  same  had  been  invaded  trA* 
covered  (>>/  any  other  person  in  this  country  /trior  to  the  alleged  incttdH** 
dtM  tie,  ,;i  then  <f  l»j  tin  applicant,  or  that  it  had  beat  {mtental  or  daeraal 
in  aii'/  printed  /lahtieatiou  in  this  or  any  foreiyn  country,"  &c.,  the  Com- 
missioner may  gi  ant  a  patent. 

Tn  the  fifteenth  ruction,  it  is  provided,  "that whenever  it  shall 
satisfactorily  appear  \ hat  the  patentee,  at  the  time  of  making  hi' 
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application  for  the  patent,  believed  himself  to  be  the  first  inventor 
or  discoverer  of  the  thing  patented,  the  same  shall  not  be  held  to  be 
void  on  account  of  the  invention  or  discovery,  or  any  part  thereof, 
having  been  before  known  or  used  in  any  foreign  country,  it  not  ap- 
pearing that  the  same  or  any  substantial  part  thereof  had  before 
been  patented  or  described  in  any  printed  publication." 

From  the  above  extracts,  it  is  seen  that  the  patentee  must  be  the 
inventor  of  the  machine,  or  the  improvement  of  it,  or  he  can  have  no 
right  If  the  thing  was  known  or  used  by  others,  he  cannot  claim  a 
patent.  Or  if  it  was  patented  in  a  foreign  country,  or  described  in 
any  publication  at  home  or  in  any  foreign  country,  he  has  no  right  to 
a  patent.  To  this  there  is  only  the  exception  in  the  fifteenth  section, 
above  cited.    But  this  can  have  no  influence  in  the  present  case. 

Let  these  provisions  of  the  statute  be  compared  with  the  last  two 
paragraphs  of  the  charge  of  the  court,  as  stated  in  the  third  exception : 

"And  said  court  further  instructed  the  jury,  that  if  they  found  that 
the  use  made  by  James  Conner  of  plaster  of  Paris  was  confined  to  a 
single  iron  chest,  made  for  his  own  private  use  after  said  Fitzgerald's 
discovery  and  experiments,  then  it  was  not  in  the  way  of  Fitzgerald's 
patent,  and  the  same  was  valid ;  but  if  the  jury  found  that  said  James 
Conner  made  his  said  -safe,  as  claimed,  and  tested  it  by  experiments, 
before  Fitzgerald's  invention  and  improvement,  and  before  he  tested 
the  same,  then  said  Fitzgerald  was  not  the  first  inventor,  as  claimed, 
and  was  not  entitled  to  said  patent" 

This  charge  stands  disconnected  with  any  other  facts  in  the  case, 
except  those  named,  and,  in  my  judgment,  it  is  erroneous.  If  Con- 
ner's safe  was  identical  with  Fitzgerald's,  and  though  it  was  of  prior 
invention,  yet  if  it  were  not  tested  by  experiments  before  Fitzgerald's 
improvement,  and  before  he  tested  the  same,  the  jury,  under  the 
instruction,  were  bound  to  find  for  Fitzgerald.  And  the  case  was 
thus  made  to  turn,  not  on  the  priority  of  invention  only,  but  upon 
that  and  the  fact  of  its  having  been  tested  by  experiments.  Tins  intro- 
duces a  new  principle  into  the  Patent  Law.  The  right  under  the 
law  depends  upon  the  time  of  the  invention.  An  experimental  test 
may  show  the  value  of  the  thing  invented,  but  it  is  no  part  of  the 
invention. 

"The  court  further  charged,  that,  independently  of  these  considera- 
tions, there  was  another  view  of  the  case,  as  it  respected  the  Conner 
safe ;  that  it  was  a  question  whether  the  use  of  it  by  him  had  been 
such  as  would  prevent  another  inventor  from  taking  out  a  patent; 
that  if  Conner  had  not  made  his  discovery  public,  but  had  used  it 
simply  for  his  own  private  purpose,  and  it  had  been  finally  forgotten 
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or  abandoned,  such  a  discovery  and  use  would  be  no  obstacle  to  the 
taking  out  ofa  patent  by  Fitzgerald,  or  those  claiming  under  him.  if 
he  be  an  original,  though  not  the  first,  inventor  or  discoverer  of  the 

improvement." 

[f  there  be  anything  clear  in  the  Patent  Law.  it  is  that  the  original 
inventor  means  the  first  inventor,  subject  only  to  the  provision  stated 
in  the  fifteenth  section.  This  instruction  presupposes  that  the  sues 
are  the  same  in  principle  Sfow,  if  the  invention  was  patented  abroad, 
or  was  described  in  a  foreign  publication,  both  of  which  were  un- 
known to  Ili«.'  inventor  in  this  country,  Still  his  patent  is  void  So 
it  is  void  if  such  invention  lias  been  known  to  any  person  in  this 
country.  The  instruction  says,  it'  Conner's  invention  "  had  been  f«>r- 
gotten  or  abandoned/'  it  was  do  obstacle  to  Fitzgerald's  right.  Can 
a  tiling  be  forgotten  or  abandoned  that  never  was  known?  If  known 
before  Fitzgerald's  invention,  it  is  fatal  to  it.  Hy  whom  must  it  lave 
been  forgotten  ?  By  the  inventor  or  the  public,  or  both?  And  bow 
must  it  have  been  abandoned?  When  an  invention  is  abandoned, 
it  is  said  to  be  given  up  to  the  public;  and  this  is  the  sense  in  which 
the  term  ab  indoritHent  is  used  in  the  Patent  Law.  Snch  an  abandon- 
ment would  be  fatal  to  the  right  of  Fitzgerald. 

Conner's  safe,  as  appears  from  the  bill  of- exceptions,  was  used  in 
bis  counting-house,  being  accessible  to  every  one,  some  six  oreijl' 
rears.  In  it  passed  into  Other  hands;  but  into  whose  hand*  it 
does  not  appear.  In  1848,  Fitzgerald  obtained  his  patent  How 
long  before  that,  he  made  experiments  to  test  the  invention,  is  no! 
proved.  At  most,  the  time  must  have  been  less  than  live  years.  Tlii* 
is  a  short  period  on  which  to  found  a  presumption  of  forgetfuroea 
The  law  authorizes  no  such  presumption.  It  can  never  become  the 
law.  It  i<  not  founded  on  probability  or  reason.  The  question  ii. 
was  ( Soulier's  invention  prior  to  that  of  Fitzgerald?  That  it  wnof 
older  date.  I.y  some  ten  or  twelve  years,  is  proved.  And  the  instruc- 
tion, it  must  be  observed,  was  founded  on  the  supposition  that  both 
inventions  were  similar. 

The  instruction  seems  to  attach  great  importance  to  the  fact  that 
Conner's  safe  was  used  only  for  his  private  purpose.  This  is  of  no 
i  nportance.  The  invention  is  the  question,  aud  not  the  manner  in 
which  the  inventor  used  it.  The  safe  was  constructed  at  the  foundrr. 
.  ud  must  have  been  known  to  the  hands  there  employed.  How  can 
it  be  use  rtained  that  Fitzgerald  was  not  informed  by  some  of  these 
bands  of  the  structure  of  Conner's  safe,  or  by  some  one  of  the  inanv 
hundreds  who  had  seen  it  in  his  count ing-houso  in  the  city  of  New 
York?    It  was  to  guard  against  this,  which  is  rarely  if  eversoscep- 
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rible  of  proof,  that  the  act  is  express, — if  (h*  thing  patented  WM  known 
>■■(•  re,  the  patent  is  void.  If  the  fact  of  this  knowledge  in  any  one 
be  established,  it  is  immaterial  whether  the  patentee  may  have  known 
it  or  not,  it  avoids  his  patent. 

The  law  on  this  subject  is  not  founded  upon  any  supposed  notions 
of  equity.  A  foreign  patent  for  the  same  thing,  or  a  description  of 
the  thing  in  a  foreign  publication,  is  as  effectual  to  avoid  the  patent 
iia  if  the  patentee  had  seen  the  prior  invention.  Notice  to  him  is  not 
important  The  law  is  udopted  on  a  settled  public  policy,  which, 
wl/ilo  it  is  just  to  inventors,  protects  the  rights  of  the  public.  Any 
other  basts  would  open  the  door  to  endless  frauds,  by  pretended  in- 
ventors, without  the  probability  of  detection.  And  especially  does 
this  new  doctrine  of  forgetfulncss  or  abandonment,  used  in  any  other 
sense  than  as  recognized  in  the  Patent  Law,  leaving  such  matters  to 
a  jnry,  overturn  what  I  consider  to  be  the  settled  law  on  this  subject. 
Of  the  same  character,  is  the  fact  that  the  invention  was  used  for  pri- 
vate puq>oses.  A  thing  may  be  used  in  that  way,  and  at  the  same 
time  be  public,  as  was  the  c:lsc  with  the  Conner  safe ;  and  yet  the  jury- 
are  necessarily  misled  by  such  an  instruction. 

Mr.  Justice  Daniel,  dissenting. 

Differing  from  the  majority  in  (he  decision  just  pronounced,  I  pro- 
ceed to  state  Ihe  grounds  on  which  my  dissent  from  that  decision  is 
founded. 

On  two  essential  points  in  this  cause,  it  seems  to  me  tliat  the  learn- 
ed justice  who  tried  it  at  the  circuit  has  erred,  and  that  the  decision 
here  Bhould  therefore  have  been  for  a  reversal  of  his  judgment. 
Those  points  involve,  first,  the  right  of  the  plaintiff  below  to  main- 
tain his  action  upon  the  title  or  rijrht  of  action  deduced  from  Fitz- 
gerald through  Enos  and  Benjamin  Wilder;  and.  secondly,  a  right 
t©  or  interest  in  the  subject  of  the  suit  on  the  part  of  the  plaintiff 
below,  admitting  that  subject  to  have  been  originally  invented  and 
uaed  by  some  other  person  than  Fitzgerald, — a  right  founded  upon 
an  assumption  that  this  subject  had  been  used  in  private  only,  or  bad, 
in  the  language  of  the  learned  justice,  been  "finally  forgotten  or 
abandoned"  by  Such  first  inventor.  These  points  are  presented  by 
the  first  and  third  exceptions  of  the  plaintiffs  in  error  to  the  rulings 
at  the  trial  below.  The  plaintiff  in  the  Circuit  Court  claimed  by 
assignment  from  B.  G.  "Wilder,  assignee  of  Funs  Wilder,  assignee  of 
Daniel  Fitzgerald,  alleged  to  have  been  the  inventor  of  the  Sala- 
mander safe.  By  the  paper  deduction  of  title,  it  appears  that  on  the 
11th  day  of  April,  \x.\\K  Fitzgerald,  alleging  that  he  had  invented  an 
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improvement  called  the  Salamander  sale,  lor  which  he  was  about  to 
apply  tor  letter*  patent,  tor  the  consideration  of  five  thousand  dollars, 
■old  the  interest  be  then  had.  or  might  thereat'ter  have,  in  this  inveo- 
tiun.t.i  Enos  Wilder;  that  I  mos  Wilder,  on  the  1st  day  of  September, 
1843,  for  tin'  consideration  of  one  dollar,  assigned  and  tratisferred  to 
the  plaintiff  all  the  right,  title,  and  interest  which  he  had  derived 
frotn  Fitzgerald  under  the  agreement  of  the  11th  of  April,  1.H3S: 
thai  no  patent  issued  for  this  Salamander  safe  Until  the  year  1£43, 
when  a  patent  was  granted  to  Daniel  Fitzgerald,  as  the  origiual  inven- 
tor; thai  no  patent  for  bis  inv  ention  has  over  been  granted  either  to 
Enos  or  1>.  Wilder,  either  as  inventor  or  assignee  of  this  safe, 
that  the  title,  whatever  it  may  he,  rests  upon  the  agreement  between 
Fitzgerald  and  Enos  Wilder,  of  the  11th  of  April,  1839,  before  d* 
patent  to  the  former. 

It  must  be  recollected,  that  this  is  an  action  at  law;  and  in  order 
to  maintain  it,  the  plaintiff  was  hound  to  set  out  and  to  prove  a  lc?d 
tillc.  lias  he  done  either?  What  was  the  character  of  the  interest 
or  title  transferred  from  Fitzgerald  to  Enos  Wilder?  This  could  wt 
transcend  the  interest  or  title  possessed  by  Fitzgerald  himself;  and 
what  was  this!    A  title  to  any  specific  machine  which  he  may  tare 

i  Btructed,  and  of  which  no  person  OOttld  rightfully  deprive  him; 

and  a  claim  upon  the  good-will  and  gratitude  of  the  community. it 
in  truth  he  should  have  conferred  ujon  them  a  benefit  by  the  discov- 
ery and  construction  of  his  machine.  I  speak  now  in  referenced 
rights  derivable  from  the  common  law,  and  independently  >i  • 
Constitution  or  of  statutory  provisions.  The  mere  circumstance?  t 
inventing  and  constructing  a  machine,  could  no  more  inhibit  its  iu- 
itation,  than  would  the  structure  or  interior  arrangement  of  a  be*: 
of  peculiar  ingenuity  or  convenience  prevent  the  like  unitationby 
any  one  who  could  possess  himself  of  its  plan.  The  mere  menul 
process  of  devising  an  invention  enters  not  into  the  nature  of  pwp- 
erty,  according  to  the  common  law;  it  forms  no  class  or  division* 
any  of  its  enumerations  or  definitions  of  estates  or  property,  and*» 
mailer  quite  too  shadowy  for  the  practical  character  of  that  stordy 
system. 

A  ictrine  contrary  t<  i  this,  though  with  some  discrepancy  anions* 
the  judges  ;k-  to  its  extent,  seems  at  one  time  to  have  obtained  in  the 
King's.  Bench, as  propounded  in  the  can  of  Miller  v.  Ibyw,  int 
Burrow-,  2305,  in  opposition  to  the  profound  and  unanswerable  n» 
Boning  of  Mr.  Justice  Veates;  hut  u]>on  a  review  of  the  same qw*" 
ti  'ii  in  the  Lords,  in  the  ease  of  Domlikon  v.  Beckdt  ami  otlur*,ti* 
doctrine  of  the  King'-  Bench  was  repudiated,  and  that  of  the  coo- 
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mon  law,  as  asserted  by  Justice  Yates,  vindicated  and  restored.  And, 
indeed,  if,  according  to  the  opinions  of  some  of  the  judges  in  the  case 
of  Miller  v.  Tat/lor,  the  mere  mental  process  of  invention  constituted 
an  estate  or  property  at  the  common  law,  and  property  vested  in  per- 
petuo,  except  so  far  as  it  should  be  transferred  by  the  owner,  it  is 
difficult  to  perceive  the  necessity  of  a  cautious  and  complicated  sys- 
tem for  the  investment  and  security  of  interests  already  perfect,  and 
surrounded  with  every  guard  and  protection  which  is  inseparable 
under  the  common  law  from  every  right  it  has  created  or  recognized. 
But  if  the  mere  mental  and  invisible  process  of  invention,  apart  from 
the  specific,  sensible,  and  individual  structure,  can  be  classed  at  all  as 
property  at  law,  it  must  partake  of  the  character  of  a  chose  in  action, 
much  more  so  thau  an  obligation  or  contract,  the  terms  and  condi- 
tions of  which  are  defined  and  assented  to  by  the  contracting  parties. 
To  choses  in  action,  it  can  scarcely  be  necessary  here  to  remark, 
assignability  is  imparted  by  the  statutory  enactment  only,  or  by  com- 
mercial usage.  To  hold  that  the  single  circumstance  of  invention 
creates  an  estate  or  property  at  law,  and  an  estate  and  legal  title 
transmissible  by  assignment,  appears  to  me  a  doctrine  not  merely 
subversive  of  the  common  law,  but  one  which  contravenes  the  origin 
and  course  of  legislation  in  England  in  relation  to  patent-rights,  and 
renders  useless  and  futile  both  the  constitutional  provision  and  all  the 
careful  enactments  of  Congress  for  the  security  and  transmissibility 
of  the  same  rights.  For  why,  as  has  been  already  remarked,  should 
that  provision  and  these  enactments  have  been  made  for  the  estab- 
lishment and  security  of  that  which  was  established  and  safe  inde- 
pendently  of  both  ?  I  hold  it,  then,  to  be  true,  that  the  circumstance 
of  invention  invests  no  such  perfect  estate  or  right  of  property  as  can 
be  claimed  and  enforced  at  law  or  in  equity  against  the  user  of  the 
same  invention,  either  by  subsequent  inventors  or  imitators,  and  that 
any  estate  or  property  in  the  mere  mental  process  of  invention  must 
be  traced  to  and  deductible  from  the  Constitution  and  the  acts  of  Con- 
gress alone.  I  cannot  but  regard  as  mischievous  and  alarming,  an 
attempt  to  introduce  a  quasi  and  indefinite,  indefinable,  and  invisible 
estate,  independently  of  the  Constitution  and  acts  of  Congress,  and 
unknown  to  the  rules  and  principles  of  the  common  law. 

It  is  the  patent  alone  which  creates  an  estate  or  interest ,in  the  inven- 
tion known  to  the  law,  and  which  can  be  enforced  either  at  law  or  in 
equity,  either  by  the  inventor  or  by  the  person  to  whom,  by  virtue  of 
the  statute,  he  may  assign  his  rights.  Down  to  the  act  of  Congress  of 
1837,  nothing  but  the  estate,  interest,  or  property  created  or  invested 
by  the  jxitait  itself,  was  made  assignable.  Tbe  language  of  the  law  is, 
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that  " every  patent"  " the  exclusive  right  under  any  patent"  " the  thing 
patented"  may  be  assignable.  The  fact  or  existence  of  a  patent  is  in 
every  instance  inseparable  from  the  right  given.  It  is  this  fact,  and 
this  only,  which  impresses  the  quality  of  assignability.  Of  course, 
under  these  provisions  there  could  be  no  transfer  of  the  legal  title 
previously  to  a  patent 

By  section  six  of  the  act  of  Congress  approved  March  3,  1837,  it 
is  provided,  that  thereafter  any  patent  to  be  issued  may  be  made  to  the 
assignee  of  the  inventor  or  discoverer,  upon  the  conditions  set  forth 
in  this  section.  Yet,  still  it  is  presumed,  that  until  the  issuing  of  a 
patent,  so  far  is  it  from  being  true  that  a  legal  es^ite  or  title  existed 
in  such  assignee,  it  is  clear,  on  the  contrary,  that  no  legal  title  existed 
before  the  patent  in  the  inventor  himself ;  for  it  is  the  patent  which 
constitutes  his  title.  Of  course,  then,  the  assignee  can,  at  mo«t,  hold 
nothing  but  an  equity  under  such  an  assignment,  which  he  may  in- 
sist upon  under  this  assignment  against  the  inventor  or  against  the 
government ;  but  he  has  no  legal  title  by  force  merely  of  such  an 
assignment;  and,  a  fortiori,  he  has  no  legal  title  if  the  patent,  notwith- 
standing such  an  assignment,  is  in  fact  issued  to  the  inventor,  but  is 
thereby  entirely  excluded  from  all  pretension  to  a  legal  title.  Thus, 
in  the  case  before  us,  the  patent  under  which  the  plaintiff  claims  was, 
subsequently  to  the  agreement  between  Fitzgerald  and  Enos  Wilder, 
issued  to  Fitzgerald,  the  inventor,  and,  according  to  the  proofs  in  the 
cause,  has  never  been  renewed  to  Enos  Wilder,  nor  to  any  claimant 
under  him,  nor  been  assigned  to  any  such  claimant,  but  remains  still 
in  the  alleged  inventor,  Fitzgerald.  It  seems  to  me,  then,  indisput- 
able, that  the  legal  title  indispensable  for  the  maintenance  of  this  suit 
at  law  never  was  in  the  plaintiff,  and  that  he  could  not  maintain  the 
action. 

The  second  instance  in  which  I  hold  the  learned  justice  who  tried 
this  cause  to  have  erred,  is  that  in  whieh  he  instructed  the  jury  as 
follows :  "  That  if  Conner  had  not  made  his  discovery  public,  but  had 
used  it  simply  for  his  own  private  purpose,  and  it  had  been  finally 
forgotten  or  abandoned,  such  discovery  and  use  would  be  no  obstacle  to 
the  taking  out  of  a  patent  by  Fitzgerald,  or  those  claiming  under  him, 
if  he  be  an  original,  though  not  the  first,  inventor  or  discoverer  of  the 
improvement."  In  considering  this  instruction  of  the  learned  judge, 
the  first  vice  with  which  it  appears  to  be  affected  is  its  violation  of  a 
rule  thought  to  be  universally  applicable  to  instructions  to  juries  in 
trials  at  law ;  and  that  rule  is  this,  that  instructions  should  always 
arise  out  of,  and  be  limited  to,  the  facts  or  evidence  in  the  cause  to 
which  the  questions  of  law  propounded  from  the  bench  should  be 
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strictly  applicable ;  and  that  instructions  which  are  general,  abstract, 
or  not  springing  from,  and  pertinent  to,  the  facts  of  the  case,  are  cal- 
culated to  mislead  the  jury,  and  are  therefore  improper.  Tried  by 
this  rule,  the  instruction  of  the  learned  judge,  so  far  as  it  relates  to 
Conner's  not  having  made  his  discovery  public,  or  having  finally  fop- 
gotten  or  abandoned  it,  is  certainly  irrelevant  to,  and  unsustained  by, 
any  evidence  in  the  record.  So  far  is  the  existence  of  such  testimony 
from  being  shown,  the  converse  is  proved  and  is  justly  inferable 
throughout ;  for  although  it  does  not  appear  that  Conner  advertised 
his  invention  in  the  public  papers,  or  claimed  a  patent  for  it,  it  is 
admitted  that  he  used  this  safe  in  an  extensive  business  establishment, 
to  which  it  is  certain,  from  the  nature  of  his  business,  the  public  had 
access ;  and  it  is  not  pretended  that  he  made  any  effort  at  conceal- 
ment of  what  he  had  invented,  and  the  record  is  entirely  destitute  of 
evidence  of  an  abandonment  of  his  invention .  As  to  the  assumption 
of  his  having  forgotten  it,  there  is  neither  a  fact,  an  inquiry,  nor  con- 
jecture in  the  testimony  pointing  to  such  a  conclusion.  The  instruc- 
tion appears  to  me  to  be  wholly  gratuitous  and  irrelevant.  But 
supposing  this  instruction  to  have  been  founded  upon  testimony  in- 
troduced before  the  jury,  let  us  consider  for  a  moment  its  correctness 
as  a  rule  of  law  applicable  to  this  cause.  This  charge,  it  must  be 
recollected,  admits  that  Conner  was,  or  might  have  been,  the  first 
inventor ;  and,  notwithstanding,  asserts  that  Fitzgerald,  though  pos- 
terior in  time,  might,  upon  the  conditions  and  considerations  assumed 
by  the  judges,  become  the  owner  of  the  right.  Are  these  conditions 
warranted,  either  by  the  rules  of  public  policy,  or  by  the  terms  and 
language  of  legislative  provisions  on  such  subjects  ?  It  is  said  that 
patent  privileges  are  allowed  as  incitements  to  inventions  and  im- 
provements by  which  the  public  may  be  benefited.  This  position, 
that  may  be  conceded  in  general,  should  not  be  made  a  means  of 
preventing  the  great  and  public  purposes  its  legitimate  enforcement 
is  calculated  to  secure.  The  admission  of  this  principle  leaves  en- 
tirely open  the  inquiries,  whether  he  is  more  the  benefactor  of  the 
public  who  makes  a  useful  improvement  which  he  generously  shares 
with  his  fellow-citizens,  or  he  who  studies  some  device  which  he  de- 
nies to  all,  and  limits,  by  every  means  in  his  power,  to  a  lucrative 
monopoly ;  and  still  more,  whether  the  latter  shall  be  permitted  to 
seize  upon  that  which  had  already  (as  is  here  admitted)  been  given 
to  the  public,  thereby  to  levy  contributions,  not  only  on  the  commu- 
.  nity  at  large,  but  upon  him  even  who  had  been  its  generous  benefac- 
'  tor.  It  was  doubtless  to  prevent  consequences  like  those  here  pre- 
l  sented,  that  the  priority  and  originality  of  inventions  are  so  uniformly 
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This  illustration  is,  in  itself,  somewhat  equivocal,  and  by  no  means 
satisfactory ;  for  if  that  process  could  certainly  be  shotcn  to  be  the 
same  with  one  claimed  by  the  modern  inventor,  his  discovery  could 
scarcely  have  the  merit  of  originality,  or  be  the  foundation  of  exclu- 
sive right.  But,  in  truth,  the  illustration  attempted  to  be  drawn  from 
a  revival  of  a  lost  art  is  not  apposite  to  t]ie  present  case.  The  term 
lost  art  is  applicable  peculiarly  to  certain  monuments  of  antiquity  still 
remaining  in  the  world,  the  process  of  whose  accomplishment  has 
been  lost  for  centuries,  has  been  irretrievably  swept  from  the  earth, 
with  every  vestige  of  the  archives  or  records  of  the  nations  with 
whom  those  arts  existed,  and  the  origin,  or  even  the  identity,  of  which 
process  none  can  certainly  establish.  And  if  a  means  of  producing 
the  effect  we  see  and  have  amongst  us  be  discovered,  and  none  can, 
either  by  history  or  tradition,  refer  to  a  similar  or  to  the  identical  pro- 
cess, the  inventor  of  that  means  may  so  far  claim  the  merit  of  origin- 
ality, though  the  work  itself  may  have  been  produced  possibly  by  the 
same  means.  But  not  one  principle  drawn  from  such  a  state  of  things 
can  be  applied  to  a  recent  proceeding,  which  counts  from  its  origin 
scarcely  a  period  of  fifteen  years.  In  fine,  this  ruling  of  the  learned 
judge  is  regarded  as  being  at  war  not  less  with  the  policy  and  objects 
than  it  is  with  the  express  language  of  all  the  legislation  by  Congress 
upon  the  subject  of  patent-rights,  which  legislation  has  uniformly  con- 
stituted priority  of  invention  to  be  the  foundation  and  the  test  of  all 
such  rights.  Thus,  in  the  act  of  April  10,  1790,  the  first  Patent  Law, 
(1  Statutes  at  Large,  109,)  it  is  declared,  by  the  first  section,  "  That 
upon  the  application  of  any  person  or  persons,  &c,  setting  forth  that 
he,  she,  or  they  hath  or  have  invented  or  discovered  any  useful  art, 
&c,  not  before  known  or  used"  &c;  and  the  second  section  of  the  same 
statute,  requiring  a  specification  of  any  invention  or  discovery,  de- 
clares that  it  shall  be  so  described  "  as  to  distinguish  it  from  all  other 
things  known  or  used." 

The  act  of  February  21, 1793,  (1  Statutes  at  Large,  318,)  provides, 
that  when  any  citizen  or  citizens  of  the  United  States  shall  allege  that 
he  or  they  have  invented  any  "neio  and  useful  art,  &c,  not  known  or 
used  before  the  application  "  &c. 

By  the  act  of  April  17, 1800,  (2  Statutes  at  Large,  38,)  which  ex- 
tends the  privilege  of  patents  to  aliens,  proof  is  required  that  the  art, 
invention,  or  discovery  hath  not  been  known  or  used  in  that  or  any 
foreign  country.  It  is  true,  that  this  requisition  has  been  so  far  re- 
laxed as  to  admit  of  the  patenting  in  this  country  inventions  which 
had  been  invented  and  used  abroad;  but,  with  respect  to  this  coun- 
try, the  invention,  &c,  must  still  be  original. 
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In  the  act  of  July  4, 1836,  (5  Statutes  at  Large,  117,)  reorganizing 
the  Patent  Office,  the  language  of  the  sixth  section  is  as  follows: 
"  That  any  person  or  persons  having  discovered  or  invented  any  new 
and  useful  art,  &c,  not  known  or  used  by  others  before  his  or  their  discov- 
ery" &c.  The  language  and  import  of  the  laws  here  cited  are  too 
plain  to  require  comment ;  and  I  think  that  the  production  of  a  single 
instance  from  the  statute-book  may  safely  be  challenged,  by  which 
the  requisites  above  mentioned  have  been  dispensed  with.  Every 
law,  on  the  contrary,  has  emphatically  demanded  originality  and 
priority  as  indispensable  prerequisites  to  patent  privileges,  and  every 
aspirant  to  such  privileges  is  expressly  required  to  swear  to  these  pre- 
requisites, as  well  as  to  establish  them.  These  tests  ordained  by  the 
laws  are  not  only  founded  upon  the  true  reason  for  the  privileges 
conferred,  but  they  are  simple  and  comprehensible ;  whereas  the  in- 
novations permitted  by  the  ruling  of  the  learned  judge  not  only  con- 
flict with  the  true  reason  and  foundation  of  patent  privileges,  but 
tend  to  an  uncertainty  and  confusion  which  cannot  but  invite  litiga- 
tion and  mischief.  I  think  that  the  judgment  of  the  Circuit  Court 
should  be  reversed,  and  the  cause  remanded  for  a  venire  facias  de 
novo. 

Air.  Justice  Grier  also  dissented. 

• 

Order.  This  cause  came  on  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  Southern 
District  of  New  York,  and  was  argued  by  counsel ;  on  consideration 
whereof,  it  is  now  here  ordered  and  adjudged  by  this  court,  that  the 
judgment  of  the  said  Circuit  Court  in  this  cause  be,  and  the  same  is 
hereby,  affirmed  with  costs,  and  damages  at  the  rate  of  six  per  centum 
per  annum. 

Affirmed  with  costs. 


Charles  J.  Gayler  and  Leonard  Brown,  plaintiffs  in  error,  v. 

Benjamin  G.  Wilder. 

(10  Howard,  509.) 

1.  After  a  case  has  been  decided,  and  judgment  pronounced  by  this  court,  it  is  too( 

late  to  move  to  open  the  judgment  for  the  purpose  of  amending  the  bill  of 
exceptions,  upon  the  ground  that  material  evidence  which  might  have  influ- 
enced the  judgment  of  this  court  was  omitted  in  the  bill. 

2.  If  there  was  any  error  or  mistake  in  framing  the  exception,  k  might  have  been 

corrected  by  a  certiorari,  if  the  application  had  been  made  in  due  time  and 
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upon  infllciiMtt  cause.  But  utter  (In-  parties  havo  argued  the  ensu  upon  the 
exception,  and  judgment  has  boon  |>roi)nniirc<l.  It  i-  too  lute  to  reopen  it. 

At  a  subsequent  day  of  the  term,  a  petition  was  filed  by  the  plain- 
tiffs in  error,  that  the  foregoing  ease  might  be  reopened  for  the  pur- 
pose of  amending  the  bill  of  exceptions,  and  reargued  on  such 
amended  bill. 

The  petition  recited  certain  portions  of  the  opinion  of  this  court  in 
the  case  relating  to  the  Conner  safe,  wherein  the  court,  after  recapit- 
ulating the  evidence  applicable  thereto,  as  well  as  the  instruction  given 
by  the  court  below,  decide  that  there  was  no  error  in  such  instruction, 
which  "put  it  to  the  jury  to  say,  whether  this  safe  had  been  finally 
forgotten  or  abandoned  before  Fitzgerald's  invention,  and  whether 
he  was  the  original  inventor  of  the  safe  fur  which  he  had  obtained 
the  patent;  directing  them,  if  they  round  these  two  facts,  that  their 
verdict  must  be  for  the  plaintiff."  The  petition  then  avers,  that  the 
existence  and  use  of  the  Conner  safe,  from  the  time  of  its  construc- 
tion to  the  time  of  the  trial,  was  proved  in  the  court  below,  and  that 
it  was  so  stated  in  a  bill  of  exceptions  prepared  by  the  counsel  of  the 
petitioners  and  submitted  to  the  court.  That  the  original  plaintiff 
did  not  make  any  specific  objections  to  petitioners'  statement  of  the 
evidence  as  to  tbe  Conner  safe,  (as  is  alleged  to  he  tbe  practice  settled 
hv  the  Supreme  Court  of  .Now  York.)  but  proposed  a  different  bill 
of  exceptions  as  a  substitute  therefor,  which  the  court  below  adopted, 
against  the  remonstrance  of  petitioners'  counsel.  Tbe  petition  then 
insists,  that  if  the  facts  stated  in  petitioners'  bill  of  exceptions  respect- 
ing the  Conner  safe  had  been  set  forth  substantially  in  any  bill  of 
exceptions,  this  court,  upon  the  principles  contained  in  their  opinion, 
must  have  determined  this  cause  in  favor  of  plaintiffs  in  error, 

Mr.  Coze  moved  for  a  reargument  on  the  grounds  stated  in  the 
petition. 

Mr.  Chief  dustice  Taxicy  delivered  the  opinion  of  the  court. 

This  case  was  argued  early  in  the  present  term,  and  the  judgment 
of  the  Circuit  Court  affirmed. 

A  motion  is  now  made  to  open  the  judgment  for  the  purpose  of 
amending  the  bill  of  exceptions  and  rehearing  the  ease,  upon  the 
ground  that  material  evidence  offered  by  the  plaintiffs  in  error,  which 
tuUdit  have  influenced  the  judgment  of  this  court,  has  been  omitted 
in  the  bill  of  exceptions  contained  in  the  record. 

If  any  error  or  mistake  was  committed  in  framing  this  exception, 
it  might  undoubtedly  have  been  corrected  by  a  certiorari,  if  the  appli- 


610  Hotchkiss  r.  Greenwood.  [Sup.  Ct. 


Statement  of  the  ca«e. 

cation  had  been  made  in  due  time  and  upon  sufficient  cause.  But 
this  application  is  too  late,  even  if  the  evidence  which  the  plaintiffs 
in  error  propose  to  introduce  would  have  influenced  the  decision. 
We  by  no  means  intend  to  say  that  it  would  have  done  so.  But 
they  rested  satisfied  with  the  exception  as  it  stood;  made  no  objec- 
tion to  it  here ;  and  argued  the  case  and  awaited  the  judgment  of 
the  court  upon  the  evidence  as  stated  in  the  exception.  After  that 
judgment  has  been  pronounced,  it  is  too  late  to  say  that  the  statement 
was  imperfect  or  erroneous,  and  to  make  a  new  case  by  the  introduc- 
tion of  new  evidence,  and  a  new  exception. 
The  motion  is  therefore  Overruled. 


Julia  P.  Hotchkiss,  executrix  of  John  G.  Hotchkiss,  deceased, 
John  A.  Davenport,  and  John  W.  Quincy,  plaintiffs  in  er- 
ror, r.  Miles  Greenwood  and  Thomas  Wood,  partners  in  trade 

UNDER  THE  NAME  OF  M.  GREENWOOD  &  Co. 

(11  Howard,  248.) 

1.  A  patent  granted  for  a  "  new  and  useful  Improvement  In  making  door  and 

other  knobs,  of  all  kinds  of  clay  used  in  pottery,  and  of  porcelain,"  by  hav- 
ing the  u  cavity  in  which  the  screw  or  shank  is  inserted,  by  which  they  are 
fastened,  largest  at  the  bottom  of  its  depth.  In  form  of  a  dovetail,  and  a  6crew 
formed  therein  by  pouring  in  metal  in  a  fused  state,"  was  invalid. 

2.  The  invention  claimed  in  the  schedule  was  manufacturing  knobs  as  above  de- 

scribed, of  potter's  clay,  or  any  kind  of  clay  used  in  pottery,  and  shaped  and 
finished  by  moulding,  turning,  burning,  and  glazing;  and  also  of  porcelain. 

3.  The  knob  was  not  new,  nor  the  metallic  shank  and  spindle,  nor  the  dovetail 

form  of  the  cavity  in  the  knob,  nor  the  means  by  which  the  metallic  shank 
was  securly  fastened  therein.   Knobs  had  also  been  used  made  of  clay. 

4.  The  oidy  thing  new  was  the  substitution  of  a  knob  made  qut  of  clay  in  that 

peculiar  form  for  a  knob  of  metal  or  wood.  This  might  have  been  a  better 
or  cheaper  article,  but  is  not  the  subject  of  a  patent. 

5.  The  test  was,  that,  if  no  more  ingenuity  and  skill  was  necessary  to  construct 

the  new  knob  than  was  possessed  by  an  ordinary  mechanic  acquainted  with 
the  business,  the  patent  was  void ;  and  this  was  a  proper  question  for  the  jury. 

This  case  was  brought  up  by  writ  of  error  from  the  Circuit  Court 
of  the  United  States  for  the  District  of  Ohio. 

It  was  a  question  involving  the  validity  of  a  patent-right  under 
the  following  circumstances.  The  patent  and  specification  were  as 
follows : 

"The  United  States  of  America  to  all  to  whom  these  letters  patent 
shall  come: 
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"Whereas,  John  Q.  Hotchkiss,  New  Haven,  Conn.,  John  A.  Dav- 
enport, and  John  W.  Quiucy,  New  York,  have  alleged  that  they  have 
invented  a  new  and  useful  improvement  in  making  door  and  other 
knobs,  of  all  kinds  of  clay  used  in  pottery,  and  of  porcelain,  which 
they  state  has  not  been  known  or  used  before  their  application ;  have 
made  oath  that  they  are  citizens  of  the  United  States,  that  they  do 
verily  believe  that  they  are  the  original  and  first  inventor*  or  discov- 
erer* of  the  said  improvement,  and  that  the  same  hath  not,  to  the  best 
of  their  knowledge  and  belief,  been  previously  known  or  used;  have 
paid  into  the  treasury  of  the  United  States  the  Blim  of  thirty  dollars, 
and  presented  a  petition  to  the  Commissioner  of  Patents,  signifying 
a  desire  of  obtaining  an  exclusive  property  in  the  said  improvement, 
and  praying  that  a  patent  may  be  granted  for  that  purpose:  These 
are,  therefore,  to  grant,  according  to  law,  to  the  Baid  John  G.  Hotcb- 
kiss,  John  A.  Davenport,  and  John  W,  Quincy,  their  heirs,  adminis- 
trators, or  assigns,  for  the  term  of  fourteen  years  from  the  20th  day 
of  July,  1841,  the  full  and  exclusive  right  and  liberty  of  making, 
constructing,  using,  and  vending  to  others  to  be  used  the  said  im- 
provement, a  description  whereof  is  given,  in  Ihe  word*  of  the  said 
Hotchkiss,  Davenport,  and  Quincy,  in  the  schedule  hereunto  annexed, 
and  is  made  a  part  of  these  presents. 

"In  testimony  whereof,  I  have  caused  these  tetters,  to  be  made 
patent,  and  the  seal  of  the  Patent  Office  has  been  hereunto  affixed. 

"Given  under  my  hand,  at  the  city  of  Washington,  this  2t*th  day 
of  July,  A.  D.  1841 ,  and  of  the  independence  of  the  United  States  of 
America  the  sixty-sixth.  "Daniel  Weuster, 

■«  Secretary  of  State. 

"  Countersigned  and  sealed  with  the  seal  of  the  Patent  Office. 

"Henry  L.  Km.sworth, 

4< Commissioner  of  Patents" 

"The  schedule  referred  to  in  these  letters  patent,  and  making  a 
part  of  the  same. 

"To  all  whom  it  may  concern:  Be  it  known,  that  we,  John  G. 
Hotchkiss,  of  the  city  ami  county  of  New  Haven,  and  State  of  Con- 
necticut, and  John  A.  Davenport  and  John  W.  Quincy,  both  of  the 
city,  county,  and  State  of  Xew  York,  have  invented  an  improved 
method  of  making  knobs  for  locks,  doors,  cabinet  furniture,  and  for 
all  other  purposes  for  which  wood  and  metal  or  other  material  knobs 
are  used.  This  improvement  consists  in  making  said  knobs  of  pot- 
ter's clay,  such  as  is  used  in  any  species  of  pottery ;  also  of  poreelain  ; 
the  operation  is  the  same  as  in  pottery,  by  moulding,  turning,  and 


012 


IIotchkips  r.  Greenwood. 


[Sup.  Ct. 


Statement  of  the  case. 

burning  and  glaziug;  they  may  be  plain  in  surface  and  color,  or 
ornamented  to  any  degree  in  both;  the  modes  of  fitting  them  for 
their  application  to  doors,  locks,  furniture,  and  other  uses  will  he  as 
various  as  the  uses  to  which  they  may  be  applied,  hut  chiefly  predi- 
cated on  one  principle — that  of  having  the  cavity  in  which  the  screw 
or  shank  is  inserted,  by  which  they  are  fastened,  largest  at  the  bot- 
tom of  its  depth,  in  form  of  a  dovetail,  and  a  screw  formed  therein 
by  pouring  in  metal  in  a  fused  state.  In  the  annexed  drawing,  A 
represents  a  knob  with  a  large  screw  inserted,  for  drawers  and  simi- 
lar purposes;  B  represents  a  knob  with  a  shank  to  pass  through  and 
receive  a  nut  ;  C,  the  head  of  the  knob  calculated  to  receive  a  metal- 
lic neck;  D,  a  knob  with  a  sliank  calculated  to  receive  a  nut  on  the 
outside  or  front.  What  we  claim  as  our  invention,  and  desire  to  se- 
cure by  letters  patent,  is  the  manufacturing  of  knobs,  as  stated  in  the 
foregoing  specifications,  of  potter's  clay,  or  any  kind  of  clay  used  in 
pottery,  and  shaped  and  finished  by  moulding,  turning,  burning,  and 
glazing;  and  also  of  porcelain.  "John  G.  Hotchkiss. 

"  J.  A.  Davenport. 

"  John  W.  Quincy. 

"Witnesses:  Alps.  Sherman,  James  Montgomery." 

In  October,  1845,  the  plaintiffs  in  error  brought  an  action,  in  the 
Circuit  Court  of  the  United  States  for  Ohio,  against  the  defendants, 
for  a  violation  of  the  patent-right. 
The  defendants  pleaded  not  guilty,  and  gave  tho  following  notice: 
"  The  plaintiffs  will  please  take  notice,  that  on  the  trial  of  the  above 
cause  the  defendants  will  give  in  evidence  to  the  jury,  that  the  said 
John  G.  Hotchkiss,  John  A.  Davenport,  and  John  W.  Quincy  were 
not  the  original  and  first  inventors  and  discoverers  of  making  or 
manufacturing  knobs  of  potter's  clay  or  of  porcelain.  They  will  also 
prove  that  the  making  of  knobs  from  potter  s  clay,  and  also  from  por- 
celain and  other  clays  used  by  potters,  was  known  and  practiced,  and 
such  knobs  were  made,  used,  and  sold  in  the  cities  of  New  York, 
Albany,  Troy,  and  Brooklyn,  in  the  State  of  New  York;  also  in  Jer- 
sey City,  in  the  State  of  New  Jersey ;  also  in  the  city  of  Philadelphia, 
State  of  Pennsylvania;  by  John  Mayer,  Thomas  Frere,  William  Lun- 
dy,  Jr.,  and  Charles  W.  Vernerck,  residing  in  the  city  of  New  York; 
also  by  John  Harrison,  residing  in  Jersey  City,  in  the  State  of  New 
Jersey ;  and  by  Littletield,  TIattrick  &  Shannon,  of  Philadelphia,  in 
the  State  of  Pennsylvania,  long  before  the  29th  day  of  July,  in  the 
year  1841,  the  date  of  the  patent  in  the  declaration  mentioned.  They 
will  also  prove  that  similar  knobs  were  manufactured  of  potter's  clay, 
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and  also  of  porcelain,  and  were  also  used  and  sold,  long  prior  to  the 
said  29th  day  of  July,  1841,  in  the  town  of  Burslem,  in  Staffordshire, 
England;  also  in  the  town  of  Sandyford,  near  Tunstall;  also  in  the 
town  of  Hanley,  Staffordshire,  England ;  also  at  Woodenbose  village, 
in  the  county  of  Derbyshire,  England.  And  the  said  defendants  will 
prove  the  manufacture  and  use  of  said  knobs,  so  made  of  clay  and 
porcelain,  by  Godfrey  Webster  and  John  Webster,  who  now  reside 
in  East  Liverpool,  Columbiana  county,  Ohio;  and  also  by  Enoch 
Bulloch,  who  now  resides  in  Wellsville,  in  the  same  county;  also 
by  Daniel  Bennett,  who  now  [resides]  in  the  city  of  Pittsburg,  Penn- 
sylvania,—all  of  whom  formerly  resided  in  Staffordshire,  England. 
The  defendants  will  also  prove  that  the  said  patentees,  John  G. 
Hotchkiss,  John  A.  Davenport,  and  John  W.  Quincy,  at  the  time 
of  making  application  for  the  said  patent,  well  knew  that  the  said 
knob  so  patented  had  been  previously  made  and  sold  in  a  foreign 
country,  to  wit,  in  the  kingdom  of  Great  Britain,  and  also  in  Ger- 
many, and  did  not  believe  themselves  to  bo  the  first  inventors  or 
discoverers  of  manufacturing  knobs  from  potter's  clay  or  porcelain. 
All  of  which  will  be  insisted  upon  in  bar  of  the  action. 

"  Charles  Fox, 
"Attorney  for  the  Defendants." 

And  in  July,  1848,  the  following  additional  notice : 

"The  plaintiffs  in  this  cause  will  please  take  notice,  that  on  the 
trial  of  the  cause  the  defendants  will  give  in  evidence  to  the  jury,  that 
the  said  John  G.  Hotchkiss,  John  A.  Davenport,  and  John  W.  Quincy 
were  not  the  original  and  first  inventors  and  discoverers  of  making 
or  manufacturing  knobs  of  potter's  clay,  or  of  porcelain.  They  will 
also  prove,  that  knobs  made  of  potter's  clay,  and  of  porcelain  and 
other  clays,  had  been  previously  publicly  used  and  sold  in  the  cities 
of  New  York,  Albany,  Troy,  and  Brooklyn,  in  the  State  of  New 
York;  also  in  Jersey  City,  in  the  State  of  New  Jersey;  also  in  New 
Haven  and  Middletown,  in  the  State  of  Connecticut,  long  before  and 
at  the  date  of  the  patent  under  which  the  plaintiffs  claim.  The  defend- 
ants will  likewise  prove,  on  said  trial,  that  Jolin  Mayer,  residing  in 
Staten  Island;  Hoope  &  Lee,  residing  in  tho  city  of  Brooklyn,  in 
the  State  of  New  York;  Edward  II.  Higgins,  John  Pentield,  John 
Duntze,  residing  in  New  Haven,  in  the  State  of  Connecticut;  Mat- 
thew Fifo,  William  Fifo,  Jane  Fifo,  John  C.  Smith,  and  certain  per- 
sons doing  business  under  the  name  of  Smith,  Fifo  &  Co.,  residing 
in  the  city  of  Philadelphia,  in  the  State  of  Pennsylvania,  as  early  as 
the  year  1831,  and  from  that  time  on,  and  until  and  at  the  time  of 
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o!)taining  the  patent  under  wliich  the  plaintiffs  claim,  and  before  the 
alleged  discovery  and  invention  set  forth  in  said  patent,  made,  manu- 
factured, and  publicly  sold  and  used  knobs  made  of  potter's  clay, 
and  of  other  clays,  and  of  porcelain,  in  the  several  cities  and  places 
named." 

The  following  bill  of  exceptions  was  taken  during  the  trial: 
"The  plaintiffs  offered  in  evidence  the  patent,  specifications,  and 
drawings,  and  other  evidence  tending  to  prove  the  originality,  nov- 
elty, and  usefulness  of  the  inventions  as  described  in  said  specifica- 
tion ;  and  other  evidence  tending  to  show  the  violation  of  said  pat- 
ent by  the  defendant,  and  rested.  Whereupon  the  defendants  otter- 
ed evidence  tending  to  show  that  the  said  alleged  invention  was  not 
originally  invented  by  any  one  of  the  said  patentees;  and  that  if  said 
invention  was  original  with  any  of  the  said  patentees,  it  was  not  the 
joint  invention  of  all  of  said  patentees;  and  other  evidence  tending 
to  show  that  the  mode  of  fastening  the  shank  or  collet  to  the  knob, 
adopted  by  the  plaintiffs,  and  in  said  specification  described,  had  been 
known  and  used  in  Middletown,  Connecticut,  prior  to  the  alleged 
inventions  of  the  plaintiffs,  as  a  mode  of  fastening  shanks  or  collets 
to  metallic  knobs.  And  the  evidence  being  closed,  the  counsel  for 
the  plaintili's  insisted,  in  the  argument,  that  although  the  knob,  in  the 
form  in  which  it  is  patented,  may  have  been  known  and  used  in  the 
United  States  prior  to  their  invention  and  patent;  and  although  the 
the  shank  and  spindle  by  which  it  is  attached  may  have  been  known 
and  used  in  the  United  States  prior  to  said  invention  and  patent,  yet 
if  such  shank  and  spindle  had  never  before  been  attached  to  a  knob 
made  of  potter's  clay  or  porcelain ;  and  if  it  required  skill  and  thought 
and  invention  to  attach  the  said  knob  of  clay  to  the  metal  shank  and 
spindle,  so  that  the  same  would  unite  firmly  and  make  a  solid  and 
substantial  article  of  manufacture;  and  if  the  said  knob  of  clay  or 
porcelain  so  attached  were  an  article  better  and  cheaper  than  the 
knob  theretofore  manufactured  of  metal  or  other  materials,  that  the 
patent  was  valid,  and  asked  the  court  so  to  instruct  the  jury,  which 
the  court  refused  to  do; — but,  on  the  contrary  thereof,  instructed  the 
jury,  that  if  knobs  of  the  same  form  and  for  the  same  purposes  with 
that  described  by  the  plaintiffs  in  their  specifications,  made  of  metal 
or  other  material,  had  been  known  and  used  in  the  United  States 
prior  to  the  alleged  invention  and  patent  of  the  plaintiffs;  and  if  the 
spindle  and  shank,  in  the  form  used  by  the  plaintiffs,  had  before  that 
time  been  publicly  known  and  used  in  the  United  States,  and  had 
been  theretofore  attached  to  metallic  knobs  bv  means  of  the  dovetail 
and  the  infusion  of  melted  metal,  its  the  same  is  directed,  in  the  speci- 


Digitized  by 


Dec.  1850.]  IIotchkiss  r.  Greenwood.  615 

- 

Argument  for  the  plaintiff*  in  error. 

fication  of  the  plaiutiftB,  to  be  attached  to  the  knob  of  potter's  clay  or 
porcelain ;  so  that  if  the  knob  of  clay  or  porcelain  is  the  mere  substitu- 
tion of  one  material  for  another,  and  the  spindle  and  shank  be  such 
as  were  theretofore  in  common  use,  and  the  mode  of  connecting  them 
to  the  knob  by  dovetail  be  the  same  as  was  theretofore  in  use  in  the 
United  States,  the  material  being  in  common  use,  and  no  other  in- 
genuity or  skill  being  necessary  to  construct  the  knob  than  that  of 
an  ordinary  mechanic  acquainted  with  the  business,  the  patent  is 
void,  and  the  plaintiffs  arc  not  entitled  to  recover.  The  counsel  for 
the  defendants  asked  the  court  to  instruct  the  jury,  that  if  they  should 
be  satisfied  that  any  one  of  the  patentees  was  the  original  inventor  of 
the  article  in  question,  and  that  the  same  was  new  and  useful,  yet  if 
they  should  be  satisfied  from  the  evidence  that  all  the  patentees  did 
not  participate  in  the  invention,  the  patent  is  void,  and  the  plaintiffs 
cannot  recover.  The  court  gave  the  above,  modified  by  the  remark, 
that  the  patent  was  primd  facie  evidence  that  the  invention  was  joint, 
though  the  fact  might  be  disproved  on  the  trial ;  and  the  court  re- 
marked, there  was  no  evidence  except  that  of  a  slight  presumption 
against  the  joint  invention  as  proved  by  the  patent ;  to  which  refusal 
of  the  court  to  instruct  the  jury  as  asked  by  the  counsel  for  the  plain- 
tiffs, and  to  the  instructions  given,  the  plaintiffs,  by  their  counsel, 
except,  and  pray  the  court  to  sign  this  their  bill  of  exceptions. 

"John  McLean."  [seal.] 

Upon  this  exception,  the  case  came  up  to  this  court,  and  was  argued 
by  Mr.  Ewing,  for  the  plaintiffs  in  error,  and  by  Mr.  Chase,  for  the 
defendants  in  error. 

Mr.  Ewing,  for  the  convenience  of  reference,  divided  the  instruc- 
tions of  the  court  into  paragraphs,  as  follows  : 

The  court  instructed  the  jury — 

1.  That  if  knobs  of  the  same  form  and  for  the  same  purposes  with 
that  described  by  the  plaintiffs  in  their  specifications,  made  of  metal 
or  other  material,  had  been  known  or  used  in  the  United  States  prior 
to  the  alleged  invention  and  patent  of  the  plaintiffs ; 

2.  And  if  the  spindle  and  shank,  in  the  form  used  by  the  plaintiffs, 
had  before  that  time  been  publicly  known  in  the  United  States,  and 
had  been  theretofore  attached  to  metallic  knobs  by  means  of  the  dove- 
tail and  infusions  of  melted  metal,  as  the  same  is  directed,  in  the  speci- 
fications of  the  plaintiffs,  to  be  attached  to  the  knob  of  potter's  clay  or 
porcelain ; 

3.  So  that  if  the  knob  of  potter's  clay  or  porcelain  is  the  mere  sub- 
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stitution  of  oik-  material  tor  another,  and  the  spindle  and  shank  be 
SUCth  M  wen-  (heretofore  iii  use  in  the  United  States; 

4.  Tlie  material  being  in  coiiiiiion  use,  and  no  other  ingenaityor 
skill  being  necessary  to  construct  the  kuoh  than  that  of  un  ordinary 
mechanic  acquainted  with  the  business; 

5.  The  patent  is  void,  and  the  plaintiffs  are  not  entitled  to  recover. 
It  will  be  -ecu  that  the  court,  in  the  paragraph  of  the  instruction* 

which  I  have  numbered  4.  take  upon  themselves  to  determine,  in  ti* 
negative,  die  question  u  whether  it  required  skill  and  thought  and  in- 
vention to  attach  t  he  knob  of  clay  to  the  metal  shank  aud  spindle, 
mi  that  they  would  unite  li mil v  and  make  a  solid,  substantial  artior 
of  manufaeture,"  instead  of  submitting  it  to  the  jury.  It  was  a  ques- 
tion of  bet,  not  arising  upon  the  construction  of  a  written  or  priuted 
paper,  but  depending  upon  evidence,  and  ought  toliave  been  submit- 
ted to  the  jury  if  material  in  the  ease. 

It  will  also  be  seen  that  the  court  rejected  entirely  one  clause  oi 
the  instructions  asked,  namely.  ••  whether  the  knob  of  clay  or  porce- 
lain thus  attached  to  the  metallic  shank  and  spindle  were  an  article 
better  and  cheaper  than  the  knob  theretofore  manufactured  of  metal 
or  other  materials."  and  gave  nothing  as  a  substitute  for  it,  leaving 
the  jury  to  understand  thai  it  was  immaterial  whether  it  were  abettor 
and  cheaper  article  or  not. 

The  court  seemed  to  have  been  of  opinion,  first,  that  it  could  not.  in 
fho  nature  of  things,  require  skill  and  thought  aud  invention  so  to  unite 
the  metal  and  clay  as  to  make  them,  together,  a  firm  and  substantia 
article  of  manufacture ;  or,  Becond,  thai  the  new  manufacture  produced 
by  the  substitution  of  one  material  for  another  in  part  of  the  article, 
and  the  uniting  of  the  two  materials,  though  of  dissimilar  qualities, 
and  never  before  united  for  that  purpose,  was  not  patentable,  eren 
though  it  required  skill  and  thought  and  invention  to  unite  them,  and 
though  the  new  manufacture  thus  produced  wore  cheaper  aud  befl<r 
than  iiuy  like  article  ever  before  known. 

1st.  The  nrsl  position,  I  respectfully  contend,  the  court  had  no 
right  to  assume.  The  counsel  had  the  same  right  to  appeal  from  the 
court  to  the  jury  <m  a  question  of  fact,  that  they  had  to  appeal  from 
that  tribunal  to  thi-^  on  a  question  of  law.  The  right  to  refer  thi* 
question  to  the  jury  was  distinctly  insisted  uj>on  by  counsel,  and  a? 
distinctly  denied  by  the  court.  For  this,  I  contend,  the  judgment 
■Ollght  to  be  reversed. 

But  if  the  court  had  the  right  to  settle  this  question  of  fact,  as  they 
would  have  to  determine  the  effect  of  a  written  instrument,  I  think 
I  am  able  to  show  that  they  erred  in  their  opinion  on  the  question- 
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Knobs  had  been  in  use  many  hundred  years ;  potter'6  ware  and 
porcelain,  many  thousand ;  but  no  one  ever  before  succeeded  in  unit- 
ing the  clay  and  the  iron  so  as  to  make  of  the  two  a  substantial  and 
useful  article.  There  are  many  difficulties  iu  uniting  them,  which 
can  be  best  explained  by  a  careful  examination  of  the  new  manufac- 
ture itself;  and  if  it  were  proper  lor  the  court  below  to  pronounce 
upon  the  question  connected  with  it  absolutely,  on  inspection,  us  a 
legal  conclusion  drawn  from  the  article  itself,  it  is  equally  so  for  the 
court  here  to  inspect  the  article,  and  determine  on  ins|>cction  whether 
the  decision  below  was  right.  Curtis  on  Patents,  sees.  10,  14,  (note 
2,)  15, 16;  Webster  on  Patents,  2!),  30. 

2d.  But  the  second  alternative  position  is  the  one  on  which  I  un- 
derstood the  court  to  rest,  namely,  thai  the  new  manufacture  produced 
by  the  substitution  of  one  material  for  another,  its  in  this  case  the  sub- 
stitution of  clay  or  porcelain  iu  the  place  of  metal  for  the  knob,  using 
metal  as  theretofore  for  the  collet  and  spindle,  was  not  patentable, 
though  the  materials  are  dissimilar,  and  were  never  before  united 
for  that  or  a  like  purpose,  and  though  it  required  skill  and  thought 
and  Invention  to  unite  them,  and  though  the  new  manufacture  thus 
produced  was  cheaper  and  better  than  any  like  article  ever  before 
known. 

This  position  cannot  be  maintained,  either  by  reason  or  authority. 
The  clay  or  porcelain  knob,  connected  with  the  metallic  shank,  is  u 
new  and  useful  manufacture,  according  to  the  letter,  as  well  as  the 
spirit  and  intent,  of  our  statute. 

1st.  "That  it  is 'a  manufacture,' can  admit  of  no  doubt;  it  is  a 
vendible  article,  produced  by  the  art  and  baud  of  man."  Per  C.  J. 
Tindall,  in  Cornish  v.  Kerne,  Webs,  on  Pat.,  517;  Boulton  v.  Bud,  2 
IL  Black.,  402,  405,  ami  Id.,  408,  4U4,  note  (a) ;  and  Rex  v.  Wl«cl(rt 
2  Barn.  &  Aid.,  340,  350. 

2d.  As  the  court  refused  to  submit  to  the  jury  the  question  whether 
the  article  produced  by  the  substitution  of  clay  or  porcelain  for  metal, 
&c,  in  the  manufacture  of  knobs,  was  better,  and  cheaper  than  the 
old  article,  the  charge  must  rest  on  the  admission  that  it  was  better 
and  cheaper.  The  manufacture  which  is  the  result  of  that  combina- 
tion is,  therefore,  by  concession,  ":i  useful  manufacture." 

And  it  w  clear  that  it  is,  in  fa<  t,  a  very  useful  manufacture.  The 
potter's  ware  and  porcelain  knobs  are  almost  everywhere  taking  the 
place  of  the  metal  knob. 

3d.  It  is  also  a  new  manufacture. 

"The  mere  substitution  of  one  metal  for  another  in  a  particular 
manufacture  might  be  the  subject  of  a  patent,  if  the  new  article  were 
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bettor,  more  useful,  or  cheaper  than  the  old."    Curtis  on  Patents, 

8cc.  8,  note  3. 

-  No  one  can  say  that  a  silver  and  an  earthen  tea-pot  are  the  same 
manufacture."    Webster  on  Patents,  page  25,  note. 

As  little  can  any  one  say  that  a  metal  and  an  earthen  knob  are  the 
game  manufacture, 

••  It  there  be  anything  material  and  new  which  is  an  improvement 
of  the  trade,  that  will  l  ie  sufficient  to  support  a  patent."  Per  Duller, 
J.,  in  fi  r  v.  Artooright,  Webster's  Patent  Cases,  71.  See  Godson  on 
Patents,  68,  70, 124, 126 ;  also  Hindmaivli  on  Patents,  124, 126.  A 
list  ol  coses  sustaining  this  point  are  collected  in  Curtis  on  Patents, 
sections  0  and  10, —  Lord  Dudley's  patent  being  the  substitution  of 
pit-coal  for  charcoal  in  the  manufacture  of  iron  ("Webster's  Patent 
Cases,  \A)  ,  Neilsou's  patent,  the  hot  blast  instead  of  the  cold  (LL, 
152);  Crane's  patent,  the  substitution  of  anthracite  for  soft  coal  iu 
connection  with  the  hot  Mast  (Id..  27;!);  1  >ur>  1016*8  patent,  tbe  appli- 
cation of  charcoal,  long  used  in  filtering,  to  the  filtering  of  sugar  (Id_ 
l.vj; ;  in  Ball's  case,  the  use  of  the  flame  of  gas  instead  of  the  flame 
of  oil  to  singe  oil  the  superfluous  fibers  of  lace  (Id.,  99,  and  note,  in 
which  many  other  similar  cases  are  referred  to). 

Our  invention  is  a  combination  of  dissimilar  materials  (not a coru- 
position  of  matter)  never  before  united,  which  produces  a  new  man- 
ufacture Tindall,  ('.  J,,  in  Ctotu  v.  Price  ti  oL,  in  speaking  of  tbe 
hot-air  blast  combined  with  anthracite  coal  in  the  production  of  iron, 
says: 

••  We  arc  of  opinion,  that  if  the  result  produced  by  such  combini- 
tit •  j i  is  cither  a  new  article  or  a  cheaper  article  to  the  public  than  thai 
produced  by  the  old  method,  such  combination  is  an  invention  of 
manufacture  intended  by  the  statute,  and  may  well  become  the  sub- 
jccl  of  a  patent."  "And  it  falls  within  the  doctrine  of  LordEldou, 
that  there  maj  be  a  valid  patent  for  a  new  combination  of  material 
previously  in  use  for  the  same  purpose,  or  even  for  a  new  method  of 
applying  such  materials."    Webster's  Patent  Cases,  409. 

Mr.  <  'urtis.  after  a  re\  ie\\  of  the  eases,  says,  sec.  14:  ,4It  appears, 
then,  according  to  the  English  authorities,  that  the  amount  of  the 
invi  tition  may  be  estimated  from  the  result,  although  not  capable  ot 
being  directly  estimated  on  a  view  or  the  Invention  itself."  Audio 
sec.  15:  --The  utility  of  the  change  is  the  test  to  bo  applied  for  the 
purpose.  As  there  cannot  be  :i  decidedly  new  result  without  some 
degree  of  invention  to  effed  that  result,  where  a  real  utility  is  seen 
to  exist,  a  sufficiency  of  invention  may  be  presumed."  And  Mr. 
Webster,  in  bis  treatise  on  the  subject-matter,  says  that  "whenever 
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the  change  and  its  consequences,  taken  together  and  viewed  as  a 
sum,  are  considerable,  there  must  be  a  sufficiency  of  invention  to 
eupport  a  patent."    Pages  20,  30. 

Our  courts  have  applied  the  same  tests  as  the  courts  in  England. 
Curtis  on  Patents,  sec.  18. 

As  in  the  case  of  Kncass  v.  The  Srbuyfkifl  Bun/:,  4  Wash.,  9-11, 
where  steel  plates  were  used  instead  of  copper  plates  in  printing 
bank-notes,  the  question  left  to  the  jury,  was  whether  the  substitute 
of  steel  for  copper  plates  was  an  improvement  See  Curtis  on  Pat- 
ents, sec.  24  and  note  1,  citjng  ]{yut  v.  Cxliciu,  3  Sumner.  514, 
518. 

In  the  case  at  bar,  the  question  of  skill  and  invention,  and  the  ques- 
tiou  of  utility,  which  are  the  universally  acknowledged  test  questions 
in  tltis  class  of  cases,  were  withheld  from  the  jury ;  the  question  of 
skill  and  invention  determined  by  the  court;  the  question  of  utility 
thrown  out  of  the  case. 

We  have,  then,  by  all  the  rules  heretofore  recognized  in  this  class 
of  cases,  "a  new  and  useful  manufacture." 

The  letter  of  the  statute  embraces  it;  so,  clearly,  docs  the  spirit 
and  intent  of  the  act.  It  is  indeed  an  invention  of  nmeh  more  than 
commou  importauce  and  merit.  It  is  the  combination  of  two  mate- 
rials, metal  and  earth,  never  before  united  in  this  manner,  so  as  to 
give  to  the  new  manufacture  the  strength  of  iron,  with  the  durability 
and  beauty  of  the  clay  or  porcelain ;  its  exemption  from  the  corrosive 
action  of  acids  and  other  chemical  agents,  and  its  consequent  freedom 
from  tarnish. 

There  are  some  cases  of  the  application  of  old  inventions  to  ob- 
vious new  uses,  for  which  courts  have  refused  to  sustain  a  patent. 
They  are  referred  to  by  Lord  Abinger  in  TmsIi  v.  ll>iy«e,  Webster's 
Patent  Cases,  208 ;  Curtis,  see.  7,  note  2.  Or  the  case  of  a  double  use, 
where  no  new  manufacture  or  a  cheapening  of  the  old  is  the  result. 
Ib.,  note  3. 

In  the  case  of  Rcjl  v.  Fu*dl,  (he  dampening  of  cloth  by  steam 
instead  of  hot  water  would  have  been  held  patentable  had  it  been 
useful.  It  was  frivolous.  Cr>wc  v.  Prfcff,  Webster's  Patent  Cases, 
409. 

And  it  is  said  by  Mr.  Webster,  in  a  note  to  Come  v.  Price,  and 
others,  "that  no  case  is  reported  or  mentioned  in  any  of  the  books  in  . 
which  a  patent  has  failed  simply  on  the  ground  of  tiie  invention  not  " 
wing  the  subject-mntter  of  letters- patent,— -some  other  ground,  as 
want  of  novelty  or  defective  specification,  having  been  the  real  cause 
of  failure." 
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The  counsel  lor  the  defendants  in  error  made  the  following  points: 
The  court  now  in  called  upon  to  decide  whether  this  patent,  or 
whether  any  patent,  can  he  sustained  merely  for  applying  a  common, 
well-known  material  to  o  use  to  which  it  had  not  before  been  ap- 
plied, without  any  new  mode  of  using  the  material,  or  any  new  mode 
of  manufacturing  the  article  sought  to  he  covered  by  the  patent. 

And  here  wo  will  first  ask  the  court  for  a  construction  of  thU  pat- 
ent. Does  the  patent  and  specification  confine  its  claim  to  a  mere 
right  to  use  '  lay  or  porcelain  lor  the  purpose  of  making  or  manctac- 
taring  knobs,  or  does  it  claim  to  cover  the  manufacturing  knobsof 
clay  and  porcelain  in  the  manner  <>r  mode  set  forth  in  the  specifica- 
tion ? 

The  language  of  the  claim,  in  the  closing  part  of  the  specification. 

is  a*  follows: 

"What  We  claim  as  our  invention,  and  desire  to  secure  by  letter* 
patent,  is  the  manufacturing  of  knobs,  as  stated  in  the  foregoing 
specification,  of  potter's  clay,  or  any  kind  of  clay  used  in  pottery, and 
shaped  and  finished  by  moulding,  turning,  burning,  and  glazing."  l<- 
The  patentee!  had  previously  stated,  in  their  specification,  that -the 
modes  of  fitting  them  for  their  application  to  doors,  locks,  and  torsi- 
tme.  and  oilier  u-cs  will  he  as  various  as  the  uses  to  which  they  uwt 
be  applied,  but  chiefly  predicated  on  one  principle — that  of  having " 
cavity  in  which  the  screw  or  shank  is  inserted,  by  winch  they  are  us- 
teticd.  largest  at  the  bottom  of  its  depth,  in  form  of  a  dovetail,  and  i 
screw  formed  therein  by  pouring  in  metal  in  a  fused  state." 

The  concluding  clause  of  the  specification  then  claims  by  the  pat- 
ent to  .-over  the  manufacture  of  knobs  made  of  clay  in  the  manner 
described  in  the  specification,  and  the  great  principle  of  the  manner 
of  forming  the  knob  is  by  a  cavity  which,  with  hot  metal  poured  ia, 
will  make  p  dovetail-shaped  fastening  or  holding  of  the  knob  on  M 
the  shaft. 

We  think  it  clear  the  claim  i«  for  manufacturing  knobs  of  clay  is 
the  particular  manner  specified,  so  that,  when  manufactured,  tbfj 
shall  he  held  to  the  shank  by  force  of  the  dovetail. 

W  e  think  it  clear,  that  had  not  the  defendants  established  the 
fact  on  the  trial,  that  knobs  for  door-handles  and  for  locks  had  been 
previously  patented  to  n  person  in  Middletown,  which  were  made 
and  fastened  ill  the  same  identical  way  jus  the  ones  described  in  uV 
phuntiibY  specification,  the  plain tifis  would  have  claimed  the  right 
to  rccovi  r  against  lis  for  making  ami  fastening  the  knobs  iu  tlrf 
particular  way.  Wo  suppose  the  plaintiffs,  in  the  absence  of  snoi 
testimony,  would  haw  claimed  that  their  specification  covered  the 
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form  and  manner  of  fastening  the  knol*  to  the  handle,  as  well  as 
the  tnateriul  out  of  which  the  knob  was  made.  Indeed,  such  was 
their  claim,  made  at  the  trial  of  the  cause. 

It  is  now  well  settled,  that,  in  order  tidily  to  construe  a  patent, 
the  whole  specification  must  he  examined;  and  if  we  can  gather 
from  the  whole  paper  the  meaning  of  the  inventor,  and  the  extent  of 
his  claim,  the  object  of  the  statute  is  attained.  2  Phillips  on  Patents, 
109,  170;  3  Stunner,  520;  Curtis  on  Patents,  sec.  123,  180,  141 ;  1 
Mason,  477. 

This  case  is  very  similar  to  the  Oaee  of  B>ure1i  et  nl.  v.  JIxll.  1 
Mason,  477.  where  Judge  Stokv  held,  that, taking  the  whole,  specifi- 
cation, it  was  manifest  the  patentee  claimed  as  hie  invention  a  mode 
of  dyeing  and  finishing  silks,  and  not  a  mode  of  dyeing  alono;  mid 
the  patent  being  tod  broad,  the  whole  not  King  his  invention,  the 
patent  was  void. 

It  is  also  well  nettled,  that  whatever  appears  to  be  covered  by  the 
claim  of  the  patentee  as  his  own  invention  must  be  taken  as  part  of 
the  claim ;  for  courts  of  law  are  not  at  liberty  to  reject  any  part  of  tin* 
claim;  and,  therefore,  if  it  turns  out  that  anything  claimed  is  not  new. 
the  patent  is  void,  however  small  or  unimportant  such  asserted  inven- 
tion may  Ik-.    Curtis  on  Patents,  sec  131 ;  2  Story,  412. 

We  claim,  therefore,  that  this  is  in  fact  a  claim  for  making  knobs 
of  clay,  combined  with  the  particular  manner  of  fastening  the  same 
to  da;  shank  by  a  dovetail  fastening,  and  is  in  truth  a  claim  for  a 
combination. 

If  we  are  correct  in  this  view  of  the  case,  then  it  is  clear  that  the 
patent  is  void,  as  the  jury  have  found  that  the  claim  of  fastening  knobs 
to  handle*  by  dovetail  fastenings  was  not  new,  but  was  known  and 
used  before  the  plaintiffs'  patent.  Wlwntx  v.  Bo«ton  owl  Providence 
friHrotul  Co.,  2  Story,  413 ;  Ml  v.  Thomson.  Webster's  Patent  Cases, 
226,  228. 

But  suppose  that  the  claim  in  the  patent  was  the  mere  right  to  make 
knobs  of  clay  or  porcelain,  without  regard  to  any  particular  mode  of 
making  or  fastening  the  knobs  into  the  shaft,  the  question  arises, 
could  such  a  patent  be  sustained? 

The  plaintiffs  claim  that  they  have  the  right  to  the  exclusive  use 
of  clay  for  fourteen  years  to  come,  in  making  knobs  for  doors,  locks, 
and  drawers,  by  making  such  a  claim  known  at  the  Patent  Office. 
They  don't  even  claim  to  be  the  discoverers  of  clay;  but  they  claim 
the  exclusive  right  to  appropriate  and  use  clay  in  making  knobs. 

It  is  a  strange  claim,  to  say  the  least  of  it.  According  to  the  prin- 
ciple of  the  claim,  one  man  may  claim  a  patent  for  making  a  stow 
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of  sheet-iron ;  another  may  claim  a  patent  for  making  stoves  of  cast- 
iron  ;  another  may  claim  a  patent  for  making  stoves  of  copper ;  and 
each  may  claim,  not  the  right  to  make  a  stove  of  a  particular  form 
and  shape  only,  or  by  any  peculiar  process  of  making,  but  the  exclu- 
sive right  to  make  all  sorts  and  shapes  of  stoves  out  of  the  particular 
material  named. 

So  another  man  claims  the  exclusive  right  of  using  ice  to  cool  water; 
another  claims  the  exclusive  right  to  use  ice  for  cooling  wine ;  another, 
to  use  the  same  article  to  cool  brandy ;  and  a  physician  claims  the  ex- 
clusive right  to  use  the  article  of  ice  to  cool  a  fevered  patient's  head. 

Again,  one  man  has  been  long  accustomed  to  make  window-sashes 
of  pine  wood ;  another  comes  and  says  he  can  make  window-sashes 
of  cast-iron,  and  claims  the  exclusive  right  to  make  all  the  cast-iron 
sashes  the  country  may  want  for  the  next  fourteen  years. 

Another  has  discovered  that  he  can  make  the  whole  of  a  house  out 
of  cast-iron ;  he  therefore  claims  the  exclusive  right  to  make  all  the 
cast-iron  houses  that  are  wanted  for  fourteen  years  to  come. 

Another  says  he  has  discovered  that  he  can  build  splendid  rail- 
road-cars for  the  conveyance  of  passengers  out  of  sheet  copper  or  tin ; 
he  therefore  obtains  a  patent  for  the  exclusive  use  of  copper  and  tin 
in  making  such  carriages. 

Another  discovers  that  tea-kettles  have  been  made  of  cast-iron  for 
years  past,  but  tea  and  coffee  pots  have  not  as  yet  been  made  of  that 
material,  and  he  immediately  obtains  a  patent  for  the  exclusive  right 
to  make  cast-iron  tea  and  coffee  pots  for  fourteen  years. 

We  know  that  cast-iron  has  been  extensively  used  for  making 
machinery  of  different  shapes  and  forms ;  for  making  columns,  fences, 
floors,  and  indeed  everything  whose  shape  can  be  impressed  upon 
sand ;  and  can  it  be  pretended  that  any  one  at  this  day  can  claim  the 
right  to  make  some  new  thing  out  of  cast-iron,  and  thereby  exclude 
all  other  persons  from  making  the  same  article  out  of  the  same 
material  ? 

To  allow  such  a  claim,  it  appears  to  us,  would  be  violating  the  spirit 
of  the  act  of  Congress.  The  object  of  the  act  of  Congress  is  to  en- 
courage men  to  devote  their  time  and  talent  in  making  new  and  use- 
'  ful  discoveries  in  the  arts,  manufactures,  and  compositions  of  matter. 
Why  does  the  act  provide  so  carefully  for  new  compositions  of  mat- 
ter, if  an  individual  could  obtain  a  patent  for  a  use  of  an  element  of 
matter  without  any  composition  at  all  ? 

The  patentee  in  this  case  is  endeavoring  to  add  a  new  clause  to  the 
Patent  Law.  lie  is  claiming  the  right  to  apply  a  common  element  of 
nature  to  a  new  purpose,  without  the  aid  of  any  new  mode  or  process 
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of  working  it,  and  without  combining  it  with  any  other  portions  of 
matter  so  as  to  make  it  a  composition. 

The  only  causes  authorizing  the  issuing  of  a  patent  are  declared 
and  set  forth  in  the  sixth  section  of  the  act  of  1836.  That  section 
enacts  "  that  any  person  or  persons,  having  discovered  or  invented 
any  new  and  useful  art,  machine,  manufacture,  or  composition  of 
matter,  or  auy  new  and  useful  improvements  on  any  art,  machine, 
manufacture,  or  composition  of  matter,  not  before  known  or  used, 
&c,  may  make  application." 

To  satisfy  the  terms  of  the  statute,  there  must  be  some  new  art, 
machine,  manufacture,  or  composition  of  matter  discovered,  or  there 
can  be  no  patent. 

It  is  well  settled,  that  a  patent  cannot  be  granted  for  a  new  use  of 
the  thing,  or,  as  it  is  commonly  stated,  a  double  use.  The  application 
of  an  old  machine  to  some  new  purpose  is  not  the  foundation  of  a 
patent;  but  an  improvement  of  an  old  machine,  in  order  to  apply  it 
to  the  same  purposes  more  advantageously,  is  the  subject  of  a  patent 
But  in  this  latter  case,  it  is  the  particular  improvement  made  in  the 
machine  which  constitutes  the  basis  of  the  patent, — not  the  result. 

If  in  the  present  case  the  patentees  had  invented  an  improvement 
in  the  mode  of  fastening  the  knobs  to  the  handles,  or  if  they  had  in- 
vented a  new  mode  of  making  knobs  out  of  clay  or  other  materials, 
their  patent  might  have  been  sustained ;  but  we  maintain  they  cannot 
obtain  a  patent  for  a  new  use,  or  double  use,  of  the  article  of  clay, 
any  more  than  they  could  sustain  a  patent  for  a  new  use  of  an  old 
machine. 

It  has  been  decided,  that  where  a  certain  description  of  wheels  had 
been  used  on  other  than  railway  carriages,  a  patent  could  not  be  sus- 
tained for  the  use  of  such  wheels  on  railway  carriages.  Curtis,  note 
to  sec.  87.  The  court  distinguished  between  applying  a  new  con- 
trivance to  an  old  object,  and  applying  an  old  contrivance  to  a  now 
object  Losh  v.  Hague,  Webster's  Patent  Cases,  207.  The  learned 
judge  stated  that  a  patent  cannot  be  had  for  applying  a  well-known 
thing,  which  might  be  applied  to  fifty  thousand  different  purposes, 
to  an  operation  which  is  exactly  analogous  to  what  was  done  before. 
2  Story,  412. 

So  it  has  been  held  that  a  patent  for  curling  palm-leaf  for  mattresses 
could  not  be  sustained,  where  the  same  process  had  been  long  in  use 
for  curling  hair.    Howe  v.  Abbott,  2  Story,  190,  193. 

In  this  latter  case,  the  judge  remarked  that  it  was  the  mere  appli- 
cation of  an  old  process  and  old  machiuery  to  a  new  use, — the  same 
as  if  a  coffee-mill  were  employed  to  grind  corn,  or  a  flax-machino 
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were  employed  to  spin  cotton.  There  must  l>c  some  uewmodeor 
process  to  produce  the  result. 

It*  new  effects  are  produced  by  an  old  machine  in  its  uualtered  sfcte. 
no  patent  can  he  supported  for  it.  as  such  a  patent  would  be  for  an 
effect  only.    1  Gallison.  478,  481. 

Bo  in  the  new  use  of  medicines  or  compositions,  as  is  said  in  Bad- 
\  .  Hall,  2  II.  HI..  4*7.  Suppose  the  world  were  better  informed 
than  it  is  how  to  prepare  Dr.  Jayne's  fever-powder,  and  an  ingenkm? 
physician  should  find  out  that  it  was  a  specific  cure  for  a  consumption, 
if  given  in  part  icular  quantities,  could  he  have  n  patent  for  the  flok 
use  of  Jayne'e  powders  in  consumption,  or  to  l>e  given  in  particular 
quantities'!  T  think  it  must  be  conceded  that  such  a  patent  would  be 
void,  and  yet  the  nee  of  the  inedieine  would  be  new,  and  the  effect 
of  it  as  materially  different  from  what  is  now  known  as  life  is  from 
death. 

Bo  the  same  judge  says  the  use  of  arsenic  for  curing  agues  could 
not  he  patented,  because  the  medicine  would  not  be  new,  and  a  new 
use  of  it  is  not  the  subject  of  a  patent. 

We  claim,  therefore,  that  this  patent  cannot  he  sustained  as  a  pa:- 
ent  for  the  exclusive  privilege  of  using  clay  tor  the  manufactory «: 
knob-,  instead  of  brass,  silver,  or  metallic  compositions.  That  wl 
a  claim  does  not  rise  to  the  dignity  of  an  invention  or  discover}',  but 
is  a  mere  substitution  of  one  material  in  place  of  another,  for  mskiuf 
the  same  common  article.  There  is  no  change  proposed  in  fhernau- 
ner  Of  working  the  clay,  no  improvement  in  machinery  used  to  pro- 
duce the  result,  and  no  new  result  is  obtained;  the  same  identical 
knobs  are  produced  and  applied  in  the  sane-  way;  the  only  cbsnff 
is  in  the  material  used,  and  we  suppose  that  a  mere  change  of  onr 
material  for  another  cannot  he  the  subject  of  a  patent. 

The  case,  then,  comes  within  the  principle  laid  down  in  l'hillips  ob 
Patents,  page  ll-'l:  -The  use  of  the  ordinary  known  materials  canno* 
he  monopolized  by  patent.  We  must  understand  this  doctrine  tube 
limited  to  known  materials,  and  to  Mich  as  naturally  exist,  whether 
known  or  not;  for  the  discovery  of  a  new  elementary  substanceor 
material,  by  analysis  or  otherwise,  does  not  give  a  right  of  a  mon- 
opoly of  it."    2H.  BL,  487. 

I  'n  the  argument  of  this  latter  case,  the  court  put  the  question  to 
counsel,  '•Whether,  if  a  man  by  science  were  to  devise  the  means"' 
making  a  double  use  of  a  thing  known  before,  he  could  have  a  pat- 
ent for  that!  It  was  rightly  and  candidly  admitted  that  he  could 
not."    Page  48(5. 

And  Justice  Eyre  says  of  Hartley's  patent:  "He  did  not  invent 
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those  means.  The  invention  wholly  consisted  in  the  new  manner  of 
using,  or,  I  would  rather  say,  of  disposing,  :i  thing  in  common  use, 
and  which  thing  every  man  might  make  at  his  pleasure;  and  which, 
therefore,  I  repeat,  eould  not,  in  my  judgment,  lie  the  subject  of  the 
patent." 

"We  claim  that  there  can  he  no  patent  in  the  United  States  founded 
upon  the  material  used,  unless  where  a  new  combination  of  materials 
is  made  use  of,  and  then  it  comes  under  that  clause  of  the  Patent 
Law  which  authorizes  a  patent  fur  any  new  composition  of  matter. 

Without  a  new  composition  of  matter,  or  a  new  mixture  of  the 
ingredients  used,  or  a  new  proportion  of  ingredients  used,  there  can 
be  no  patent  for  the  material  used  in  the  production  of  the  article. 
To  hold  otherwise,  would  lie  to  repeal  this  clause  of  the  statute,  or 
rather  to  add  a  new  clause  to  it.  The  act  has  declared  a  man  may 
obtain  a  patent  for  discovering  a  new  composition,  or  mixing  of  sub- 
stances, so  as  to  produce  a  new  substance;  but  it  has  not  declared 
that  any  one  can  obtain  a  patent  for  the  exclusive  use  of  an  element 
of  matter,  where  no  combination  or  mixture  of  different  portions 
of  matter  is  set  forth. 

Clay,  and  its  Suitability  for  being  manufactured  into  articles  of  dif- 
ferent shapes,  and  to  l)o  applied  to  different  purposes,  is  well  known. 
The  mode  of  moistening  and  using  it.  and  making  it  into  knobs,  tea- 
pots, plates,  bowls,  cups  and  saucers,  «tc,  and  of  glazing,  staining, 
and  baking  it.  is  also  well  known,  and  no  change  \<  proposed  in  these 
operations.  The  use  of  brass,  iron,  silver,  and  glass  for  the  manufac- 
ture of  knobs  for  doors  and  drawers,  is  also  well  known.  The  par- 
ticular mode  of  fastening  claimed  by  tlie  plaintiffs  is  shown  not  to  he 
new;  and,  as  before  remarked,  all  that  can  be  now  claimed  in  this 
record,  is  the  exclusive  right  to  use  elav  instead  of  metal  in  making 
these  knobs. 

We  know  of  no  case  in  which  such  n  claim  has  been  sustained. 
We  have  shown,  from  the  authorities,  that  the  new  use  of  an  old 
machine  to  produce  a  new  effect  is  not  the  subject  of  a  patent. 

We  have  shown  that  the  new  use  of  an  old  machine  or  composi- 
tion of  matter  cannot  he  patented;  and  surely  if  a  composition  of 
matter  (which  requires  mind  and  skill)  could  nor  be  applied  to  a 
new  use,  the  application  of  one  of  the  substances  of  which  the  com- 
position was  made  could  not  lie  applied  to  a  new  use,  and  thereby 
lay  the  foundation  for  a  patent.  And  we  have  also  shown  tliat  the 
substitution  of  one  material  for  another  is  not  a  patentable  subject. 

We  claim,  therefore,  in  conclusion,  that  this  patent  is  void — 

1st.  Because  it  claims  in  its  specification  to  have  invented  the 
43 


626 


Hotchkiss  v.  Greenwood. 


[Sup.  Ct. 


Opinion  of  the  conrt. 

mode  of  fastening  the  knob  to  the  handle,  which  the  verdict  of  the 
jury  has  shown  to  be  untrue,  and  therefore  the  claim  is  larger  than 
the  invention. 

2d.  Because  a  patent  for  the  substitution  of  one  material  for 
another,  without  any  combination,  or  any  new  mode  or  process  of 
manufacturing  the  article,  cannot  be  sustained. 

3d.  Because  no  patent  for  the  manufacture  of  an  article  can  be 
sustained,  unless  the  particular  mode  of  manufacturing  the  article 
is  specified  and  is  new,  and  the  difference  between  the  old  and  new 
mode  of  manufacturing  is  pointed  out. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court. 

This  is  a  writ  of  error  to  the  Circuit  Court  of  the  United  States  for 
the  District  of  Ohio. 

The  suit  was  brought  against  the  defendants  for  the  alleged  in- 
fringement of  a  patent  for  a  new  and  useful  improvement  in  mak- 
ing door  and  other  knobs  of  all  kinds  of  clay  used  in  pottery,  and  of 
porcelain. 

The  improvement  consists  in  making  the  knobs  of  clay  or  porcelain, 
and  in  fitting  them  for  their  application  to  doors,  locks,  and  furniture, 
and  various  other  uses  to  which  they  may  be  adapted;  but  more 
especially  in  this,  that  of  having  the  cavity  in  the  knob  in  which  the 
screw  or  shank  is  inserted,  and  by  which  it  is  fastened,  largest  at  the 
bottom  and  in  the  form  of  dovetail,  or  wedge-reversed,  and  a  screw 
formed  therein  by  pouring  in  metal  in  a  fused  state;  and,  after  refer- 
ring to  the  drawings  of  the  article  thus  made,  the  patentees  conclude 
as  follows : 

"What  we  claim  as  our  invention,  and  desire  to  secure  by  letters 
patent,  is  the  manufacturing  of  knobs,  as  stated  in  the  foregoing 
specifications,  of  potter's  clay,  or  any  kind  of  clay  used  in  pottery, 
and  shaped  and  finished  by  moulding,  turning,  burning,  and  glaz- 
ing ;  and  also  of  porcelain." 

On  the  trial,  evidence  was  given,  on  the  part  of  the  plaintiffs,  tend- 
ing to  prove  the  originality  and  usefulness  of  the  invention,  and  also 
the  infringement  by  the  defendants;  and  on  the  part  of  the  defend- 
ants, tending  to  show  the  want  of  originality  ;  and  that  the  mode  of 
fastening  the  shank  to  the  knob,  as  claimed  by  the  plaintiffs,  had 
been  known  and  used  before,  and  had  been  used  and  applied  to  the 
fastening  of  the  shanks  to  metallic  knobs. 

And  upon  the  evidence  being  closed,  the  counsel  for  the  plaintiffs 
prayed  the  court  to  instruct  the  jury,  that  although  the  clay  knob,  in 
the  form  in  which  it  was  patented,  may  have  been  before  known  and 
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used,  and  also  the  shank  and  spindle  by  which  it  is  attached  may  have 
been  before  known  and  used,  jet  if  such  shank  aud  spindle  had  never 
before  been  attached  in  this  mode  to  a  knob  of  potter's  clay,  and  it 
required  skill  and  invention  to  attach  the  same  to  a  knob  of  this  de- 
scription, so  that  they  would  be  firmly  united  and  make  a  strong  aud 
substantial  article,  and  which,  when  thus  made,  would  become  an 
article  much  better  and  cheaper  than  the  knobs  made  of  metal  or 
other  materials,  the  patent  was  valid,  and  the  plaintiffs  would  be 
entitled  to  recover. 

The  court  refused  to  give  the  instruction,  and  charged  the  jury, 
that  if  knobs  of  the  same  form  and  for  the  same  purposes  as  that 
claimed  by  the  patentees,  made  of  metal  or  other  material,  had  been 
before  known  and  used ;  and  if  the  spindle  and  shank,  in  the  form 
used  by  them,  had  been  before  known  and  used,  and  had  been  at- 
tached to  the  metallic  knob  by  means  of  a  cavity  in  the  form  of 
dovetail  and  infusion  of  melted  metal,  the  same  as  the  mode  claimed 
by  the  patentees,  in  the  attachment  of  the  shank  and  spindle  to  their 
knob ;  and  the  knob  of  clay  was  simply  the  substitution  of  one  mate- 
rial for  another,  the  spindle  and  shank  being  the  same  as  before  in 
common  use,  and  also  the  mode  of  connecting  them  by  dovetail  to 
the  knob  the  same  as  before  in  common  use,  and  no  more  ingenuity 
or  skill  required  to  construct  the  knob  in  this  way  than  that  possessed 
by  an  ordinary  mechanic  acquainted  with  the  business,  the  patent  was 
invalid,  and  the  plaintiffs  were  not  entitled  to  a  verdict. 

This  instruction,  it  is  claimed,  is  erroneous,  and  one  for  which  a 
new  trial  should  be  granted. 

The  instruction  assumes,  and,  as  was  admitted  on  the  argument, 
properly  assumes,  that  knobs  of  metal,  wood,  &c,  connected  with  a 
shank  and  spindle,  in  the  mode  and  by  the  means  used  by  the  pat- 
entees in  their  manufacture,  had  been  before  known,  and  were  in 
public  use  at  the  date  of  the  patent;  and  hence  the  only  novelty 
which  could  be  claimed  on  their  part  was  the  adaptation  of  this  old 
contrivance  to  knobs  of  potter's  clay  or  porcelain ;  in  other  words, 
the  novelty  consisted  in  the  substitution  of  the  clay  knob  in  the  place 
of  one  made  of  metal  or  wood,  as  the  case  might  be.  And  in  order 
to  appreciate  still  more  clearly  the  extent  of  the  novelty  claimed,  it 
is  proper  to  add.  that  this  knob  of  potter's  clay  is  not  new,  and  there- 
fore constitutes  no  part  of  the  discovery.  If  it  was,  a  very  different, 
question  might  arise ;  as  it  might  very  well  be  urged,  and  success- 
fully urged,  that  a  knob  of  a  new  composition  of  matter,  to  whtch 
this  old  contrivance  had  been  applied,  and  which  resulted  in  a  new 
and  useful  article,  was  the  proper  subject  of  a  patent. 
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Tin-  novelty  would  consist  in  the  new  comiosition,  made  pnieti- 
cally  useful,  for  die  purposes  of  life,  by  the  means  ami  contrivances 
mentioned.  It  would  In-  a  new  manufacture,  and  none  the  lcss*>, 
w  ithin  the  meaning  of  the  Patent  Law.  because  the  means  employed 
to  adapt  the  new  composition  to  a  useful  purpose  were  old  orwdl 
known. 

JJut  in  the  case  before  us.  the  knob  is  not  new,  nor  the  metallic 
shank  and  spindle,  nor  the  dovetail  form  of  the  cavity  in  the  knob, 
nor  the  means  by  which  tho  metallic  shank  is  securely  fastens! 
ther.in.  All  these  were  well  known,  and  in  common  use;  and  th- 
only  thing  new  is  the  substitution  of  a  knob  of  a  different  material 
from  that  heretofore  used  in  connection  with  this  arrangement. 

Now.  it  may  very  well  be,  that.  !>y  connecting  the  clay  or  porce- 
lain knob  with  the  metallic  BQank  in  this  well-known  mode,  an  arti- 
cle is  produced  better  and  cheaper  than  in  the  ease  of  the  metallic  or 
wood  knob;  hut  this  does  not  result  from  any  new  mechanics!  devia 

or  contrivance,  but  from  the  fact,  that  the  material  of  which  the  knob 

i<  composed  happens  to  l>e  better  adapted  to  the  purpose  forwbkki 
is  made.  The  improvement  consists  in  the  superiority  of  the  mate- 
rial, and  which  i-<  not  new.  over  that  previously  employed  in  makin; 
the  knob. 

Hut  this,  of  itself,  can  never  be  the  subject  of  a  patent.  No  one 
will  pretend  that  a  machine,  made,  in  whole  or  in  part,  of  muteriak 
better  adapted  to  the  purpose  for  which  it  is  used  than  the  material? 
of  which  the  old  one  is  constructed,  and  lor  that  reason  better  and 
cheaper,  can  lie  distinguished  from  the  old  one;  or,  in  the  Hem*  ": 
the  Patent  Law,  can  entitle  the  manufacturer  to  a  patent 

The  difference  is  formal,  and  destitute  of  ingenuity  or  invention. 
It  may  afford  evidence  of  judgment  and  skill  in  the  selection  and  ' 
adaptation  of  the  materials  in  the  manufacture  of  the  instrument  fa 
the  purpose  intended;  hut  nothing  more. 

I  remember  having  tried  an  action  in  the  circuit  in  the  District": 
( Jounecttcut,  some  years  since,  brought  upon  a  patent  for  an  improve- 
ment in  manufacturing  buttons.    The  foundation  of  the  button 

od,  and  the  improvement  consisted  in  covering  the  face  with  tiu. 
and  which  was  hent  over  the  rim  so  as  to  he  firmly  secured  to  the 

b  L    Holes  wen-  perforated  in  the  center,  by  which  the  hutu* 

could  he  fastened  to  the  garment.    It  was  a  cheap  and  useful  article 
for  common  wear,  and  in  a  good  deal  of  demand. 

f*n  the  trial,  the  defendant  produced  a  button,  which  bad  b«D 
taken  off  a  coal  on  which  it  had  been  worn  before  the  Revolution, 
made  precisely  in  the  same  way,  except  the  foundation  was  tow 
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The  case  was  given  up  on  the  part  of  the  plain  tiff.  Now,  the  new 
article  was  better  and  cheaper  than  the  old  one ;  hut  I  did  not  then 
suppose,  nor  do  I  now,  that  this  could  make  any  difference,  unless  it 
was  the  result  of  sonic  new  contrivance  or  arrangement  in  the  man- 
ufacrure.  Certainly  it  could  not,  for  the  reason  that  the  materials 
with  which  it  was  made  were  of  a  superior  quality,  or  better  adapted 
to  the  uses  to  which  the  article  is  applied. 

It  seemed  to  be  supposed,  on  the  argument,  that  this  mode  of  fast- 
ening the  shank  to  the  c  lay  knob  produced  a  new  and  peculiar  effect 
upon  the  article,  beyond  that  produced  when  applied  to  the  metallic 
knob,  inasmuch  as  the  fused  metal  by  which  the  shank  was  fastened 
to  the  knob  prevented  the  shank  from  acting  immediately  upon  the 
knob,  it  being  inclosed  and  firmly  held  by  the  metal;  that  fortius 
reason  the  clay  or  porcelain  knob  was  not  so  liable  to  crack  or  be 
liroken,  but  was  made  firm  and  strong,  and  more  durable. 

Tills  is  doubtless  true.  Bttt  the  peculiar  effect  thus  referred  to  is 
not  distinguishable  from  that  which  would  exist  in  the  case  of  the 
wood  knob,  or  one  of  bone  or  ivory,  or  of  other  materials  that  might 
be  mentioned. 

Now,  if  the  foregoing  view  of  the  improvement  claimed  in  this 
patent  be  correct,  it  is  quite  apparent  that  there  was  no  error  in  the 
submission  of  the  questions  presented  at  the  trial  to  the  jury;  for 
unless  more  ingenuity  and  skill  in  applying  the  old  method  of  fasten- 
ing the  shank  and  the  knob  were  required  in  the  application  of  it  to 
the  clay  or  porcelain  knob  than  were  possessed  by  an  ordinary  me- 
chanic acquainted  with  the  business,  there  was  an  absence  of  that 
degree  of  skill  and  ingenuity  which  constitute  essential  elements  of 
every  invention.  Tn  other  words,  the  improvement  is  the  work  of 
the  skillful  mechanic, — not  that  of  the  inventor. 

"We  think,  therefore,  that  the  judgment  is,  and  must  be,  affirmed. 

Mr.  Justice  "WoonBum-  dissented. 

I  feel  obliged  to  dissent  from  my  brethren  in  this  ease.  It  is  cliiefly, 
however,  in  regard  to  the  manner  iti  which  some  of  the  facts  were  sub- 
mitted to  the  jury;  but,  involving  as  it  does  an  important  principle 
in  the  practice  under  our  patent  system,  it  may  be  useful  to  explain 
the  grounds  of  my  dissent. 

It  is  agreed,  that  in  July,  1*11,  John  G.  Hotchkiss  and  two  others 
obtained  a  patent  for  what  Ihey  described  as  "a  new  and  useful 
improvement  in  making  door  and  other  knobs  of  all  kinds  of  clav 
u«ed  in  pottery,  and  of  porcelain." 

The  first  question  of  law  which  arises  on  the  record,  is  whether  the 
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patent  covered  merely  the  knob,  the  bulbous  handle,  or  included  also 
the  shank  or  spindle,  and  the  mode  of  fastening  it  to  the  handle. 

The  charge  of  the  judge  at  the  trial,  as  drawn  up  in  the  exceptions, 
seems  to  have  proceeded  on  the  ground  that  the  patent  and  inveution 
covered  both  the  knob  and  mode  of  fastening.  Whether  this  was 
u  correct  construction,  does  not,  however,  seem  to  be  very  material, 
when  we  consider  the  instructions  given  to  the  jury  in  other  respects; 
and  that  they  were  equally  applicable  to  the  bulbous  handle  alone, 
or  the  handle  with  its  dovetail  hollow,  or  the  handle  and  the  shank 
combined. 

If  both  parties  acquiesced  below  in  the  idea  that  the  patent  was  not 
only  for  such  a  knob,  but  the  combination  of  such  a  knob  with  the 
shank  in  the  mode  described,  and  the  charge  was  predicated  on  that 
view,  it  is,  perhaps,  not  allowable  here  to  take  a  different  position. 

In  order  to  understand  clearly  what  is  deemed  objectionable  in 
the  course  pursued  below,  it  may  be  noticed  that  the  chief  grounds 
of  objection  to  the  patent  thus  construed  below  seem  to  have  been, 
that  the  invention  was  not  original,  nor  of  a  character  to  be  patent- 
able. 

The  statement  in  the  bill  of  exceptions  is  in  some  respects  obscure. 
But  the  substance  of  the  instruction  on  this,  as  set  out  there,  is,  that 
if  the  invention  had  been  made  before  or  was  now  confined,  "so  that 
the  knob  of  clay  or  porcelain  is  the  mere  substitution  of  one  mate- 
rial for  another," — "the  material  being  in  common  use,  and  no  other 
ingenuity  or  skill  being  necessary  to  construct  the  knob  than  that  of 
an  ordinary  mechanic  acquainted  with  the  business,— the  patent  is 
void,"  &c. 

The  counsel  for  the  plaintiffs  next  requested  the  court  to  proceed 
further,  and  charge  the  jury,  that  "if  the  said  knob  of  clay  or  porce- 
lain so  attached  were  an  article  better  and  cheaper  than  the  knob 
theretofore  manufactured  of  metal  or  other  materials,  the  patent  was 
valid."  But  the  court  did  not  give  any  such  instruction.  In  this,  I 
think,  was  the  chief  error.  From  the  record,  I  feel  bound  to  believe 
that  evidence  was  offered  on  both  sides  as  to  the  originality  and 
utility  of  the  knob,  and  its  mode  of  combination  with  the  shank.  It 
would  seem,  then,  to  have  been  the  duty  of  the  court  below  to  instruct 
the  jury,  that  it  was  their  province  to  decide  not  only  on  which  side 
the  evidence  preponderated,  but  if  the  invention  was  cheaper  and 
better  than  what  preceded  it,  that  protection  should  be  given  to  it  as 
patentable. 

In  either  view,  considered  as  an  inveution  of  the  knob  alone,  or 
the  knob  and  handle  combined,  the  chief  question  is  still  the  same, 
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whether  proper  instructions  as  to  its  being  patentable,  and  all  the 
proper  instructions  which  the  circumstances  required,  were  given. 

Now,  on  the  point  as  to  the  invention  being  patentable,  the  direc- 
tion virtually  was  to  consider  it  not  so,  if  an  ordinary  mechanic  could 
have  made  or  devised  it ;  whereas,  in  my  view,  the  true  test  of  its  be- 
ing patentable  was  if  the  invention  was  new,  and  better  and  cheaper 
than  what  preceded  it.  This  test,  adopted  by  the  Circuit  Court,  is 
one  sometimes  used  to  decide  whether  the  invention  for  which  a  pat- 
ent has  been  obtained  is  uew  enough  or  distinguished  enough  from 
a  former  invention  to  prevent  it  from  being  an  infringement,  and  to 
justify  a  new  patent  for  it, — and  not,  as  here,  whether  it  is  valuable 
or  material  enough  per  se  to  be  protected  by  any  patent 

Whenever  the  kind  of  test  adopted  below  is  used  otherwise  than  to 
see  if  there  has  been  an  infringement  or  not,  it  is  to  ascertain  whether 
the  invention  is  original  or  not,  that  is,  whether  it  is  a  trifling  change, 
and  merely  colorable,  or  not.  Webster  on  Sub.  Mat.,  25 ;  Curtis  on 
Patents,  sees.  6,  7 ;  2  Gallis.  C.  C,  51 ;  1  Mason  C.  C,  182.  But  it 
is  impossible  for  an  invention  to  be  merely  colorable,  if,  as  claimed 
here,  it  was  better  and  cheaper ;  and  hence  this  last  criterion  should, 
as  requested  by  the  plaintiffs,  have  been  suggested  as  a  guide  to  the 

jury- 
Then,  if  they  became  convinced  that  the  knob  in  this  case,  by  its 

material,  or  form  inside,  or  combination  with  the  shank,  was  in  truth 
better  and  cheaper  than  what  had  preceded  it  for  this  purpose,  it  would 
surely  be  an  improvement.  It  would  be  neither  frivolous  nor  useless, 
and,  under  all  the  circumstances,  it  is  manifest  that  the  skill  necessary 
to  construct  it,  on  which  both  the  court  below  and  the  court  here  rely, 
is  an  immaterial  inquiry,  or  it  is  entirely  subordinate  to  the  question 
whether  the  invention  was  not  cheaper  and  better.  Thus,  some  val- 
uable discoveries  are  accidental  rather  than  the  result  of  much  ingen- 
uity, and  some  happy  ones  are  made  without  the  exercise  of  great 
skill,  which  are  still  in  themselves  both  novel  and  useful.  Such  are 
entitled  to  protection  by  a  patent,  because  they  improve  or  increase 
the  power,  convenience,  and  wealth  of  the  community. 

Chancellor  Kent  has  truly  said,  (2  Kent's  Com.,  371,)  "The  law 
has  no  regard  to  the  process  of  mind  by  wliich  the  invention  was 
accomplished,  whether  the  discovery  be  by  accident,  or  by  sudden  or 
by  long  and  laborious  thought"  See,  also,  Earl  v.  Sawyer,  4  Mason 
C.  C,  1,  6 ;  Crane  v.  Price,  Webster's  Pat.  Cases,  411. 

In  this  last  case,  Chief  Justice  Tindall  goes  quite  as  far  as  Chan- 
cellor Kent,  and  says:  "In  point  of  law,  the  labor  of  thought  or  ex- 
periment and  the  expenditure  of  money  are  not  the  essential  grounds 
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of  consideration  on  which  the  question  whether  the  invention  is  or 
ia  not  the  Bubject-ruatter  of  n  patent  ought  to  depend.  For  if  the 
invention  be  new  and  useful  to  the  pnblic,  it  is  not  material  whether 
it  he  the  result  of  long  experiments  and  profound  research,  or  whether 
by  some  sudden  and  lucky  thought,  <>r  mere  accidental  discovery." 

Bo  in  Earl  v.  Sawyer,  4  Mason.  1.  the  doctrine  settled  is.  that "» 
combination,  if  simple  and  obvious,  yet  if  entirely  new,  is  patentable. 
And  it  is  no  objection  to  it.  that  op  to  a  certain  point  it  makes  use  of 
old  machinery.*1  And  Justice  Stokx  says,  in  bo  many  words:  "It  is 
i-  nf  nil  consequence  whether  the  thing  he  simple  or  complicated, 
whether  it  be  by  accident,  or  by  long,  laborious  thought,  or  by  an  in- 
stantaneous Bash  of  the  mind,  that  it  was  first  done."  "Thelawlooto 
to  the  fact,  and  not  the  process  by  which  it  is  accomplished."  Pa»e'.! 

It  is  thus  apparent,  to  my  mind,  that  the  test  adopted  below  lor  the 
purpose  1"  which  it  was  applied,  and  which  has  just  been  sanctioned 
here,  has  no1  the  countenance  of  precedent,  either  English  or  Ameri- 
can, and.  at  the  same  time.it  seems  open  to  great  looseness  or 
uncertainty  in  practice. 

Hut  it  has  been  urged  here,  that  this  invention  was  merely  apply'ra? 
elnj  and  porcelain  to  a  new  purpose,  and  that  merely  a  new  pnrpou; 
in  our  patent  system,  is  not  entitled  to  protection.  2  Story,  190.412; 
Losh  v.  Hague,  Webster  Pat  Cases, 207;  ('unison  Patents, 87.  The 
meaning  of  this  rule,  however,  as  eviscerated  from  all  the  eases.  * 
thai  the  application  of  an  old  machine  or  old  composition  of  matter, 
before  patented,  t"  a  new  object,  or  w  hat  is  termed  a  double  use.does 
ii"t  entitle  one  t<>  a  patent  connected  with  this  new  object;  Itfeacw 
then  there  is  do  new  machinery  or  new  combination  of  old  parts, » 
in  merely  applying  a  patenl  grist-mill  to  a  new  purpose  of  grindiw: 
plaster. 

Hut  it  is  entireh  different  if  you  apply  an  old  earth,  or  old  mechan- 
ical power,  or  old  principle  in  physn  s.  to  a  new  object.  There  isthen 
a  new  form  adopted,  <>r  a  new  combination  for  the  purpose.  And 
though  the  elementary  material  be  old,  or  the  elementary  principle 
operating  bo  old,  it  being  difficult  to  discover  t  new  substance  or  ue* 
elementary  principle,  yel  there  is  a  new  shape  and  consistency  and 
use  given,  or  a  new  ,„  o  erandi,  which,  if  cheaper  and  better, 
Im  netits  the  world,  and  deserves  protection  an<l  encouragement. 

If  these  arc  the  effects,  however  small  the  skill  or  ingenuity  required 
lo  imitate  them,  they  are  not  excluded  from  the  aid  of  the  laws  by 
either  principles  or  precedents.  They  are  not  mere  double  uses  of  > 
previous  machine  or  composition;  but  a  double  or  additional  form  or 
composition  of  an  article  for  B  new  purpose. 
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There  is  a  now  manufacture,  as  here  of  day  into  knobs,  or  knobs 
with  a  dovetail  hollow  combined  with  a  shank.  Tlio  hooks  are  full  of 
such  slight  changes  in  structure,  composition,  or  mode  of  application, 
which  were  novo!,  and  hotter  in  their  results,  and  therefore  uphold, 
and  were  not  and  could  not  be  regarded  merely  as  the  application  of 
IB  old  machine  to  now  purposes.  Beside  the  new  material  and  the 
new  mode  of  fastening,  when  the  results,  as  here,  are  considerably 
improved,  they  suffice  to  make  the  invention  patentable.  Webster  on 
the  Sub.  Matter,  29,  30.  These  are,  then,  all  required  by  the  strictest 
law,  viz.,  "diversity  of  method"  and  "diversity  of  effect."  Phillips 
on  Patents,  1 22. 

Here,  the  new  material  for  a  knob,  instead  of  former  matt-rials,  was 
more  durable  than  wood,  was  cheaper  than  iron,  and  very  beautiful 
to  the  eve,  instead  of  looking  coarser.  Its  structure  to  receive  a 
dovetailed  shank  ami  secure  it  by  fused  metal,  rather  than  by  a  hole 
through  and  a  screw  at  the  end,  appeal's  to  have  been  highly  Import- 
ant; and  if  embraced  in  the  patent,  as  was  probably  considered  in 
the  court  below,  furnished  an  additional  reason  for  instructing  the 
jury  to  Consider  whether  the  knob  in  controversy  was  not  cheaper 
and  better  than  what  preceded  it. 

The  precedents  are  quite  full  ou  this,  and  some  of  them,  in  all  re- 
spects, nearlv  in  point.  Similar  to  this  was  the  hot  blast,  substituted 
for  the  cold  in  making  iron,  and  a  patent  for  it  upheld.  Nelson's 
Case,  Webster  P.  C,  14.  The  blast  was  still  air,  but  in  a  different 
condition,  leading  to  now  and  useful  results.  So  the  use  of  the  flame 
of  gas  to  finish  cloth  rather  than  the  flame  of  oil.  Webster  !'.  C,, 
99.  So  steel  plates  used  instead  of  copper  in  engraving.  Ktfam  v. 
Schuylkill  Baitk,  4  Wash.  C,  ('.,  9,  11.  That  very  closely  resembles 
the  present  case. 

So  pit-coal,  substituted  for  charcoal  in  making  iron,  has  been 
deemed  patentable  (Webster  1\  0.,  M);  and  anthracite  for  bitumi- 
nous coal  (273).  There  are  also  some  strong  opinions,  besides  those 
decisions,  in  favor  of  a  change  in  metal  for  an  instrument  being  alone 
sufficient  for  a  patent,  it'  more  useful  or  cheaper.  See  Webster  on 
Sub.  Matter.  2.">,  note,  and  <  Jnrtis  oil  Patents,  see.  8.  Phillips  on  Pat- 
ents, 184, — if  there  be  any  contrivance  connected  with  it.  Indeed, 
why  should  it  not  be  sufficient  >  A  new  mode  of  operating,  or  a  hoW 
composition  to  produce  better  results,  is  (be  daily  ground  for  a  patent. 
All  which  the  act  of  Congress  itself  require*,  is  that  the  invention  be 
for  "any  new  and  useful  improvement  on  any  art,  machine,  manufac- 
ture, or  composition  of  matter,"  ic.  ."*  Stab  at  Large,  p.  Ill),  sec;  ft 
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.Must  it  uot,  then,  l>c  considered  such  an  improvement,  if  operating 
with  new  material-  l«>th  cheaper  ami  more  durable? 

Wli->  cnunot  rculizo,  that  since  the  improved  mode  of  cutting, 
boring,  and  shaping,  tlic  substitution  of  iron  tor  wood  in  aunjnm- 
ufacturcs  might  not  often  be  u  gain  in  strength  and  durability,  quite 
beyond  any  ilitfercnce  in  expense,  and  !><•  justlj  pateutable?  Who. 
too,  would  ii"t  deem  it  material  to  gain  by  tin- use  of  woodorkatkr. 
<»r  :i  el  icap  metal,  instead  of  gold  and  silver,  for  some  manufacture  or 
mcehauieul  purpose,  when  it  can  be  done  with  increased  benefit « 
well  m  cheapness?  And  why  is  he  not  a  l»enefactor  to  tbe  couimii- 
uity,  ami  to  Imj  encouraged  by  protection,  who  invents  a  u*eof  * 
cheap  an  earth  a<  clay  for  knobs,  or  iu  a  new  form  or  conibinati»i.. 
by  which  the  community  arc  largely  gainers? 

Ou  the  whole  case,  then,  it  seem*  I  »  me  that  justice  between  the* 
parties,  a>  well  as  sound  legal  principle,  requires  another  trial  on  ia- 
struct'iona  upon  some  |>oiiit>  omitted,  and  instructions  in  some  other 

respects  different  in  law.  t'r  what  were  given  in  this  instance  it  the 

first  trial. 

Okdkr,    This  can  time  on  to  be  heard  on  the  transcript  of  uV 

i  ortl  from  the  Circuit  Courl  of  the  United  States  for  tbe  District  of 
Ohio,  and  was  argued  by  counsel;  on  consideration  whereof,  it  b 
nowhere  ordered  and  adjudged  hy  this  eourt,  that  the  judgment  of 
the  said  Circuit  Cmrt  in  this  cause  be,  and  the  same  is  hereby, 

A  FFIRMED  WITH  COSTS. 


Peter  Hogg  and  Cornelius  IL  Dblamater,  plaintiffs  nr  mot 

r.  John  B.  Emkrsox. 

i  1 1  Howard,  '»S7.) 

1.  The  decision      tlii-   1  in  t !»•*  cam  "f  Uogg  \.  Emerson,  6  Howtnltf' 

reviewed  and  afflri  I. 

2.  'iu.  -|».  i         id  Ein«T»ou*w  patent  "for  certain  iaiproreiatnta  la  tiwe***1 

ciij^ik',  tnid  In  1\h'  mode  ..f  propelling  tl»-i'uitheitherveseeHon  the****** 

rarrfoge  the  In  ill."  NMtftll  tited  a  |>a  rt  <•(  the  ]-:iient,  and  must  be  coosr"*' 

wiili  ii.  Anterior  i"  1830,  Lite  law  did  not  imperatively  require  thai thefp*1- 
ftaiitiou  I..-  niuile  a  |Ktrt  ol  the.  patent,  but  tho  lioentor  had  a  right  to»<l"-* 

I    1  omuii«*l  rot  1 1 1  -  - 1 1  ?  —  n.  uiaku  the  ipcclfioatiOO  a  part  of  ihepn<,|,t 

and  il  « .i-  |  iliai  ly  proper  ili.n  Ik*  fthould  comply  with  the  request. 

:t.  Tbi*  "inn  again  < l.-.  i. ~  thai  tlic  patent  i« sufficiently  clear aad SMtlli»** 
h>-r  more  ground  titan  one  paten)  may  cover.   Only  one  i> BfW*' 
cary  for  i"<>  kindred  and  auxiliary  novation*. 
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4.  The  drawings  which  accompany  the  specification  may  be  referred  to  for  illus- 

tration. Within  what  time  drawings  ought  to  have  been  replaced,  after  the 
destruction  of  the  Patent  Office  by  lire,  sous  to  avoid  the  imputation  of  negli- 
gence or  of  a  design  to  mLsbad  the  public,  was  a  question  which  was  pro|>erly 
left  to  the  Jury. 

5.  The  principles  stated,  within  whose  operation  a  jury  can  properly  act  In  assess- 

ing damages  against  the  maker  of  a  patented  machine. 

This  case  was  brought  up  from  the  Circuit  Court  of  the  United 
States  for  the  Southern  District  of  New  York. 

It  was  reported  in  t!  Howard,  487,  and  at  the  conclusion  of  the 
report  of  that  case  is  the  following  note  : 

"  Note. — After  the  delivery  of  this  opiniou,  the  counsel  for  the 
plaintiffs  in  error  suggested  that  other  question!)  were  made  below, 
•hich  they  desired  to  be  considered,  and  therefore  moved  for  another 
certiorari  to  bring  them  up.  This  was  allowed,  and  judgment  sus- 
pended till  the  next  term." 

Another  enrtiomri  was  issued,  which  brought  up  the  entire  record. 
The  case,  us  now  to  be  reported,  consists  of  three  records,  in  parts. 
Instead  of  republishing  those  parts  already  reported,  they  will  only 
be  referred  to;  and  if  the  reader  is  desirous  to  investigate  the  cast? 
thoroughly,  he  must  read  this  report  in  conjunction  with  that  in  G 
Howard. 

On  the  8th  of  March,  1834,  John  H.  Emerson  obtained  a  patent 
for  a  new  ami  useful  improvement  in  the  steam-engine,  which  is  set 
forth,  together  with  the  schedule,  in  6  Howard.  4-17,  ttttq. 

At  April  Term,  1844,  he  brought  an  action  of  trespass  on  the  case 
against  Hogg  and  Delamater  for  an  infringement  of  his  patent-right. 
The  declaration  is  inserted  in  extras^  in  6  Howard.  The  defendants 
filed  the  general-issue  plea,  ami  gave  the  following  notices: 

"Circuit  Court  of  the  United  States  of  America  for  the  Southern 
District  of  New  York,  in  the  Second  Circuit. 
"Petbr  Hugo  and  Cornelius  Delamater 
v. 

Jonx  B.  Emersop. 
"Sir:  You  will  please  to  take  notice,  that,  on  the  trial  of  the 
above-entitled  cause,  without  waiving  the  right  to  require  the  plaintit) 
to  make  out  all  facts  essential  to  support  and  prove  his  declaration 
and  cause,  and  without  admitting  any  part  thereof,  the  defendants 
WB,  under  the  plea  of  the  general  issue  aiforcsaid,  give  in  evidence, 
{•rove,  and  insist  upon  the  following  special  matter,  of  which  notice 
w  hereby  given,  pursuant  to  the  statute,  in  addition  to  rucIi  other 
defense  as  they  are  by  law  entitled  to  make. 
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SUUment  of  the  cut. 

"I.  That  the  patent  granted  to  John  B.  Emerson,  bearing  date  tie 
8th  day  of  March,  1834,  nnder  which  the  said  plaintiff  claims,  is  Toid, 

for  the  following  among  other  reasons : 

"  1.  Because,  although  it  is,  in  and  by  the  schedule  annexed  to  the 
said  patent,  recited  that  the  said  John  B.  Emerson  had  alleged  that 
he  had  invented  a  new  and  useful  improvement  in  the  steam-engine, 
and  in  the  mode  of  propelling  therewith  either  vessels  on  the  water 
or  carriages  on  the  land ;  aud  it  is  claimed  that,  in  and  by  the  aid 
patent,  the  exclusive  right  and  liberty  of  making,  using,  and  vending 
to  others  to  be  used  the  said  improvement  was  granted  to  the  aid 
John  B.  Emerson,  his  heirs,  executors,  administrators,  or  assign*,  for 
the  term  of  fourteen  years  from  and  after  the  date  of  the  said  patent; 
yet  the  said  patentee  did  not,  according  to  law,  deliver  with  h» 
application  for  the  said  patent,  or  at  any  other  time,  to  any  of  the 
officers  who  were  to  consider  his  application,  a  written  description  of 
his  said  improvement  or  invention,  and  of  the  manner  of  using  tat 
same,  in  such  full,  clear,  and  exact  terms  as  to  distinguish  the  sane 
from  all  other  things  before  known,  and  to  enable  any  person  skilled 
in  mechanics  to  make  and  use  the  said  invention;  and  that  the  im- 
provements claimed  by  the  said  John  B.  Emerson  are  not,  in  the  said 
patent,  or  ^n  the  schedule  thereto  annexed,  described  in  such  fall 
clear,  and  exact  terms  as  to  distinguish  the  same  from  all  other  thinsi 
before  known,  or  to  enable  any  person  skilled  in  mechanics  to  makt 
or  use  the  said  improvements ;  and  that  the  said  John  B.  Emenoa 
did  not  deliver,  with  his  said  application  for  the  said  patent,  or  at  any 
other  time,  to  any  of  the  officers  who  were  to  consider  Ins  application, 
a  full  explanation  of  his  said  improvements,  and  the  several  niodei 
in  which  he  had  contemplated  the  application  of  the  principle,  bj 
which  they  could  be  distinguished  from  other  inventions,  ami  he  did 
not  accompany  hi,  application  with  drawings  and  w  ritten  r.-t- 1 
as  required  by  law. 

"2.  Because  the  said  patent  is  granted  for  an  improvement  in  th< 
steam-engine;  and.  in  the  schedule  annexed  to  the  said  patent,  theeaid 
dohn  B.  Emerson  has  claimed  as  his  invention  different  and  ilkin^ 
improvements,  to  wit,  in  the  steam-engine  and  in  the  paddle-wbed, 
either  of  which  may  be  used  singly  and  separately  for  the  porpw 
indicated  in  said  schedule.  And  although  the  said  John  B.  Emer- 
son, in  the  schedule  annexed  to  the  said  patent,  does  not  claim  the 
invention  of  spiral  paddle-wheels,  but  claims  merely  the  invention 
of  an  improvement  in  spiral  paddle-wheels  already  essayed,  yet  be 
has  not,  in  the  said  schedule  annexed  to  the  said  patent,  described 
in  what  bis  said  improvement  in  the  said  spiral  paddle-wheels  con- 
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sists,  so  thut  any  person  skilled  in  mechanics  can  know  wherein  the 
paddle-wheels  meutioned  in  the  uaft  schedule  differ  from  spiral  pad- 
dle-whecbi  before  known  and  used;  and  because  no  d'lHtinction  or 
discrimination  is  made  between  the  part*  and  portions  of  the  said 
propelling-wheel  of  which  the  said  John  B,  Emerson  may  be  the 
inventor  or  discoverer;  the  said  defendants  protesting,  at  the  same 
time,  that  the  said  .John  13.  Emerson  has  not  been  the  inventor  or 
discoverer  of  any  part  or  portion  of  the  alleged  improvements. 

"3.  Because  the  thing  patented,  as  set  forth  in  tbe  said  patent,  is 
different  from  the  things  claimed  as  the  invention  of  the  patentee 
iu  the  schedule  annexed  to  tbe  patent.  The  thing  patented  is  a  new 
and  usefnl  improvement  in  tbe  steam-engine;  but.  in  tbe  schedules 
annexed  to  tbe  said  patent,  tbe  thing  claimed  by  the  said  patentee 
as  his  inventions  is  not  only  the  alleged  improvement  in  tbe  steam- 
engine,  hot  also  the  spiral  propelling-wheel,  and  the  application  of 
the  revolving  vertical  shaft  to  the  turning  of  a  capstan  on  the  deck 
of  a  vessel;  while  the  specification  indicates  only  an  improvement 
in  the  spiral  paddle-wheel,  without  describing  the  same  in  such  full, 
clear,  and  exact  terms  as  to  distinguish  the  same  from  all  other  things 
before  known,  or  to  enable  any  person  skilled  in  mechanics  to  make 
or  use  the  said  improvement. 

"4.  Because  the  drawings  of  his  alleged  invention,  as  deposited  iu 
the  Patent  Office,  do  not  agree  with  each  other,  nor  with  the  specifi- 
cation to  his  letters  patent  annexed,  ami  render  it  altogether  doubtful 
and  uncertain  what  his  alleged  invention  truly  and  really  was. 

"II.  And  the  said  defendants  will  further  give  in  evidence,  ami 
prove  on  the  trial  of  the  issue  aforesaid,  that  the  machine  for  pro- 
pelling boats,  alleged  to  have  been  made  by  them  iu  violation  of  the 
right  of  the  plaintiff  in  this  case,  was  made,  if  made  at  all,  under 
certain  letters  patent  heretofore  granted  by  the  United  States  to  one 
John  Ericsson,  to  wit,  on  the  1st  day  of  February,  in  the  year  1838. 

"ttL  And  the  said  defendants  will  further  give  in  evidence,  ami 
prove  on  the  trial  of  the  i*sne  aforesaid,  that  there  was  at  no  time  on 
file,  or  deposited  in  the  Patent Office,  whilst  they  were  engaged  iu 
making  machines  under  the  said  John  Ericsson's  patent,  any  specifi- 
cations or  drawings  deposited  by  the  said  John  11.  Emerson,  from 
which  any  person  skilled  in  mechanics  could  construct  a  machine 
similar  to  the  machines  they  have  constructed  under  the  patent  of 
the  said  John  Ericsson. 

"IV.  And  the  said  defendants  will  further  give  iu  evidence,  and 
prove  on  the  trial  of  the  issue  aforesaid,  that  the  specification  to  the 
letters  patent  of  the  said  John  li.  Emerson  annexed  contained  no 
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description  of  the  inventions  and  improvements  now  alleged  and 
pretended  to  be  covered  by  his  said  letters  patent,  and  claimed  to  be 
included  therein. 

4,V.  And  the  said  defendants  will  further  give  in  evidence,  and 
prove  «>ii  tin-  trial  of  the  issue  aforesaid,  that  the  said  Johu  13.  Emer- 
son was  not  the  original  inventor  or  discoverer  of  any  part  or  parts 
of  the  pro|K'lling-\vlieel  described  in  bis  said  letters  patent,  or  of  any 
improvement  in  any  part  or  parts  of  the  said  machine. 

-VI.  And  the  said  defendants  will  further  give  in  evidence, on 
the  trial  of  the  issue  aforesaid,  a  printed  description  of  a  certain  pro- 
pclling-whcel.  invented  by  Archibald  Robinson,  of  Loudon,  which 
said  description  was  published  in  one  i>r  more  public  works,  and 
particularly  in  the  seventh  volume  of  the  London  Journal  of  Arts 
and  Sciences,  edited  by  W,  Newton,  and  published  in  London  in  the 
year  1881,  and  extensively  known  to  mechanics  and  engineers  in  the 
United  States,  tending  to  prove  that  the  plaintiff  was  not  the  origi- 
nal and  first  inventor  or  discoverer  of  the  thing  patented,  orofi 
substantial  and  material  part  thereof  claimed  as  new,  but  that  it  had 
been  described  as  aforesaid, in  public  works, before  the  supposed  dis- 
covery thereof  by  the  plaintiff. 

••VII.  And  the  said  defendants  will  further  give  inevidence.cn 
the  trial  of  the  issue  aforesaid,  the  printed  description  of  certain  itu- 
provements  iu  machinery  for  propelling  steam-vessels,  invented  Vj 
Jacob  Perkins,  of  London,  a<  early  OS  the  year  1829,  which  said 
description  was  published  in  a  public  work,  printed  in  London,iti 
the  year  1831,  to  wit,  in  the  seventh  volume  of  the  London  Journal 
of  Arts  and  Sciences,  edited  by  W.  Newton,  a  well-known  scientific 
journal,  published  in  London  in  the  year  aforesaid.  And  the  said 
defendants  will  further  give  in  evidence,  a  plate,  number  nine  in  the 
said  volume,  containing  an  engraved  delineation  of  the  said  inven- 
tion,— all  tending  to  prove  thai  the  plaintiff  was  not  the  original  and 
true  inventor  or  discoverer  of  the  thing  patented,  or  of  a  substantial 
and  material  pari  thereof  claimed  OS  new,  but  that  it  had  been  de- 
scribed  as  aforesaid,  in  a  public  work,  before  the  supposed  discover? 
thereof  by  the  plaintiff 

••  VIII.  An.l  the  said  defendants  will  further  give  in  evidence, on 
the  trial  of  the  issue  aforesaid,  a  printed  description  of  a  certain  mode 
of  propelling  boats  in  the  water  by  the  application  of  sculling-who-  - 
<>r  screw  propelling-wheels,  invented  by  Benjamin  Iff,  Smith,  iwhich 
said  descriptiou  was  published,  in  the  vear  1S.30,  in  the  sixth  vototne 
of  the  new  -•  ries  of  the  Franklin  Institute,  a  scientific  journal  po^ 
fished  in  the  city  of  Philadelphia,  in  the  State  of  Pennsylvania,  tend- 
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ing  to  prove  tbat  the  plaintiff  was  not  the  original  and  true  inventor 
or  discoverer  of  the  thing  patented,  or  of  a  substantial  and  material 
part  thereof  claimed  as  new,  hut  that  it  had  been  described  as  afore- 
said, in  a  public  work,  before  the  supposed  discover}'  thereof  by  the 
plaintiff. 

"IX.  And  the  said  defendants  will  further  give  in  evidence,  and 
prove  on  the  trial  of  the  issue  aforesaid,  that  the  said  machine,  al- 
leged in  the  plaintiff's  writ  in  this  cause  to  have  been  made  by  tlie 
aaid  defendants,  does  not  in  any  of  its  parts  resemble  the  machine 
described  in  the  schedule  annexed  to  the  letters  patent  granted  to 
the  said  plaintiff. 

"X  And  the  said  defendants  will  further  give  in  evidence,  and 
prove  on  the  trial  of  the  issue  aforesaid,  that  the  said  John  13.  Emer- 
son, if  he  was  really  the  inventor  of  the  improvements  now  alleged, 
pretended,  and  claimed  by  him,  voluntarily  abandoned  (he  same  to 
the  public. 

"XL  And  the  said  defendants  will  further  give  in  evidence,  and 
prove  on  the  trial  of  the  issue  aforesaid,  that  they  have  never  made, 
used,  or  sold  the  machine  patented  by  the  said  John  B.  Emerson,  or 
any  part  thereof,  nor  any  imitation  of  the  said  machine,  nor  of  any 
part  thereof. 

"XEL  And  the  said  defendants  will  further  give  in  evidence,  and 
prove  on  the  trial  of  the  issue  aforesaid,  that  the  description  and 
specification  filed  by  the  said  plaintiff  do  not  contain  the  whole  troth 
relative  to  this  invention  or  discovery. 
"Dated  New  York,  October  20, 1844. 

"Yours,  &c,  P.  A.  Han  ford, 

"Attorney for  T><find'int*. 
"To  Peter  Clark,  Esq.,  Attorney  for  FMtiiff"  ' 

"Circuit  Court  of  the  United  States  of  America  for  the  Southern 
District  of  Xew  York,  in  the  Second  Circuit. 
"Peter  Hogg  and  Cornelius  Pelam.vtkr  , 

I 

John  B.  Emerson.  * 
"SlR:  You  will  please  to  take  notice,  that,  on  the  l rial  of  the  above- 
entitled  cause,  the  defendants,  in  addition  to  the  various  matters  set 
forth  in  the  notice  heretofore  given  in  this  cause,  under  date  of  the 
26th  of  October,  1844,  will,  under  the  plea  of  the  general  issue,  prove 
insist  upon  the  following  special  matter,  of  which  notice  is  here- 
by given  pursuant  to  statute. 
"The  said  defendants  will  give  in  evidence,  on  (he  trial  of  the  issue 
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aforesaid,  the  letters  patent  granted  to  John  Ericsson,  by  the  English 
government,  in  1  ami  the  letters  patent  granted  him,  by  the  gov- 
ernment of  tlie  I'nitcd  Stated,  in  the  wars  1838  and  1840. 

"The  said  defendants  will  also  give  In  evidence  copies  of  lerter« 
patent,  granted  l»y  the  I'uited  States  government,  to  Josiah  Copley 
for  a  Bpiral  propeller,  under  date  of  May  22. 1830;  and  to  Job  L 
Sullivan,  under  date  of  March  '24.  1*17.  for  a  submarine  propeller 
and  to  Edward  P.  Fitzpatrick,  nuder  date  of  November  23, 1835, for 
a  screw  for  propelling  boats;  and  to  James  Widdifield,  under  dsk 
of  October  11.  1815,  for  propelling  boats  by  screw-wheel;  and  to 
John  L.  Smith,  under  date  of  September  18,  1835.  for  propelling 
boats  by  Bcrew-wheel;  and  to  Henry  W.  W'heatley,  under  date  of 
December  -'50,  ISIS,  for  propelling  boats  by  screw-power;  and  to 
Jesse  <  tag,  on  the  22d  of  May.  is.-!?,  for  propelling  paddle-wbeek 

"The  said  defendants  will  also  give  in  evidence  the  Digest  of  Pat- 
.  q1  s  issued  by  the  United  States,  published  under  the  superintendent 
of  the  Commissioner  of  Patents,  in  1840,  and  more  particularly  pagw 
2H»  22 5  of  the  same. 

"The  said  defendants  will  also  give  in  evidence  a  description  of 
e<  i  t  .iin  improvements  in  propelling  vessels,  communicated  by  Char!* 
Cummerow, of  London,  and  published  in  Newton's  London  Journal 
sec  >nd  series,  eighth  volume,  page  144;  which  volume  the  said  de- 
fendants will  give  in  evidence. 

'•The  said  defendants  will  also  give  in  evidence  a  description  ot 

eei-tain  improve  nts  in  the  construction  and  adaptation  of  a  revok- 

ing  spiral  paddle,  for  propelling  boats  and  other  vessels,  patented bj 
the  British  government  to  Bennel  Woodcroft,  of  Manchester,  in  uV 
county  palatine  of  Lancaster,  printed  and  published  in  NentoA 
Journal,  third  series,  first  v  olume,  page  349;  which  volume  the  siii 
defendants  will  give  in  evidence. 

••The  said  defendants  will  also  give  in  evidence  the  seventh 
mue  of  the  Repertory  of  Patent  Invention-,  for  1837,  published  in 
London,  and  the  copy,  printed  at  page  172  of  the  same,  of  certit 
l«  i:  rs  patent  granted  to  V.  P.  Smith  for  an  improved  propeller. 

-The  said  defendants  will  also  give  in  evidence  certain  lew 
patent,  issued  by  the  government  of  the  United  States,  to  Frand* 
P.  Smith,  for  an  improved  propeller,  bearing  date  the  12th  day 
of  November.  1841. 

••The  said  defendants  will  also  give  in  evidence,  that  the sOsjH 
invention  of  the  said  plaintiff,  or  so  much  thereof  as  the  said  plaint 
may  allege  or  claim  that  the  said  defendants  have  infringed,  was 
vented,  known,  and  used  before  the  same  was  patented  or  invented 
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by  the  said  plaintiff.  And  the  said  defendants  will  prove  the  said 
prior  use  and  knowledge  of  the  said  alleged  improvement  or  inven- 
tion, and  where  the  same  had  been  used,  by  Dr.  Thomas  P.  Jones, 
who  resides  in  the  city  of  Washington,  in  the  District  of  Columbia. 

"The  said  defendants  will  also  give  in  evidence  the  sixth  volume 
of  the  Journal  of  the  Franklin  Institute,  new  series,  page  149,  where 
is  contained  an  account  of  the  spiral  propeller  above  referred  to,  pat- 
ented to  Josiah  Copley,  and  the  fifth  volume  of  the  same,  new  series, 
page  136,  where  is  contained  a  notice  of  the  propeller  patented  to 
Benjamin  P.  Smith. 

"The  said  defendants  will  also  give  in  evidence  certain  letters  pat- 
ent granted  to  John  S.  Trott,  of  Boston,  by  the  government  of  the 
United  States,  under  date  of  June  2,  1818,  for  propelling  wheels  for 
boats  by  animal-power. 

"Dated  New  York,  October  27,  1845. 

"Tours,  &c,  P.  A.  Hanford, 

"Attorney  for  Defendants. 

"To  Peter  Clark,  Esq.,  Attorney  for  Plaintiff." 

In  May,  1.847,  the  cause  came  on  for  trial.  Both  plaintiff  and  de- 
fendant examined  many  witnesses.  The  substance  of  the  testimonv. 
on  the  part  of  the  defendants,  is  stated  in  the  argumentative  opening 
of  their  counsel  in  this  court,  which  is  copied  in  order  to  show  their 
view  of  the  evidence.  After  it  was  closed,  the  counsel  for  the  de- 
fendants made  the  following  prayers  to  the  court  to  instruct  the  jury: 

"  1.  That  the  claim  of  the  plaintiff,  as  set  forth  in  his  specification 
annexed  to  his  letters  patent,  embraces  the  entire  spiral  paddte-wheeL 
The  claim  is,  therefore,  too  broad  upon  the  face  of  it,  and  the  letters 
patent  are  void  upon  this  ground,  and  the  defendants  are  entitled  to 
a  verdict. 

"  2.  That  if  the  court  should  depart  from  the  language  of  the  pat- 
entee, in  which  he  has  made  his  claim,  for  the  purpose  of  giving  to  # 
that  claim  a  limitation  which  may  not  be  too  broad,  it  could  not 
clearly,  or  with  any  reasonable  certainty,  or  without  resorting  to  con- 
jecture, be  determined  by  the  court  what  the  claim  was;  and  the 
patent  is,  therefore,  void  for  ambiguity,  and  the  defendants  are  en- 
titled to  a  verdict. 

"  3.  That  the  patent  is  void  upon  its  face,  for  this:  that,  purporting 
to  be  a  patent  for  an  improvement,  and  specifying  that  the  invention 
is  of  an  improved  spiral  paddle-wheel,  differing  essentially  from  any 
which  have  been  heretofore  essayed,  without  pointing  out  in  what 
the  difference  consists,  or  in  any  manner  whatever  indicating  the  im- 
41 
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provement  by  distinguishing  it  from  the  previously-essayed  spiral 
wheels,  it  is  wanting  in  an  essential  prerequisite  to  the  validity  of 
letters  patent  for  an  improvement. 

"4.  That  the  patent  is  void  upon  its  face,  for  this:  that  it  embraces 
several  distinct  and  separate  inventions,  as  improvements  in  several 
distinct  and  independent  machines  susceptible  of  independent  opera- 
tion, not  necessarily  connected  with  each  other  in  producing  the  result 
aimed  at  in  the  invention,  and  the  subject-matter  of  separate  and 
independent  patents. 

"  5.  That  inasmuch  as  it  appears  conclusively,  by  the  deposition  of 
Arthur  L.  Mclntyre,  the  officer  in  the  Patent  Office  of  the  United 
States  who  has  the  care  and  custody  of  the  drawings  therein  filed, 
that  on  the  12th  day  of  February.  1844,  the  plaintiff  tiled  a  drawing, 
sworn  to  by  him  as  a  correct  delineation  of  his  invention,  which 
drawing  had  been  on  file  since  the  5th  day  of  May,  1841,  when  it 
was  there  deposited  by  the  plaintiff,  unattested;  that  said  drawing 
became  a  part  of  the  record  of  the  plaintiff's  patent,  and  that  the 
said  record  was  then  complete ;  and  the  rights  and  privileges  of  the 
plaintiff,  under  the  act  of  Congress  of  March  3, 1837,  were  exhausted 
by  the  filing  of  said  attested  drawing,  and  therefore  said  drawing  was 
the  one  which  (if  any)  should  have  been  introduced  in  evidence  as 
the  recorded  delineation  of  the  invention,  and  the  second  drawiug 
subsequently  filed  and  introduced  in  evidence  should  be  disregarded 
by  the  jury. 

"  G.  Though  inasmuch  as  it  appears  conclusively,  by  the  deposition 
of  Arthur  L.  Mclntyre,  as  before  stated,  that  on  the  12th  day  of 
February,  1844,  the  plaintiff  filed  a  drawing,  sworn  to  by  himself  as 
a  correct  delineation  of  his  invention,  which  drawing  had  been  on 
rile  since  the  5th  day  of  May,  1841,  when  it  was  there  deposited  by 
the  plaintiff,  unattested;  that  said  drawing  became  a  part  of  the  rec- 
ord of  plaintiff's  patent,  aud  that  as  against  these  defendants,  who, 
by  legal  presumption,  were  notified  of  the  nature  and  character  of 
the  invention  of  said  first  drawing,  he  is  now  estopped  from  assert- 
ing that  the  same  is  not  a  true  delineation  of  his  invention,  either  by 
the  testimony  of  witnesses,  or  by  the  introduction  of  a  second  and 
different  drawing. 

"  7.  That  the  rule  of  law  which  declares  tho  drawings  for  patentee 
to  bo  part  of  his  pateut,  and  that  they  may  be  referred  to  for  the 
purpose  of  helping  out  the  specification,  should  be  limited  to  those 
cases  in  which  the  drawings  are  either  annexed  to  or  referred  to  in 
the  specification ;  and  that  even  in  such  case  the  drawings  cannot  be 
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resorted  to  for  the  purpose  of  adding  to,  or  in  any  manner  enlarging, 
the  claim  as  set  forth  in  the  specification. 

"8.  That  if  the  second  drawing,  which  has  been  exhibited  in  evi- 
dence, is  to  be  regarded  uM  a  part  of  the  plaintiff's  patent,  and  to  be 
referred  to  to  help  out  the  specification,  there  must  be  a  conformity 
between  them.  If  they  are  substantially  at  variance,  and  inconsrru- 
ous,  and  inconsistent  with  each  other,  it  is  a  fatal  defect  in  the  pat- 
ent, which  alone  is  sufficient  to  prevent  the  recovery  of  the  plaintiff. 

"9.  That  if,  from  the  testimony,  the  jury  believe  that  the  placing 
of  the  paddles  obliquely  upon  the  rim  of  the  wheel,  sworn  to  by  John 
S.  Trott  as  having  been  done  by  him  in  1818,  was  substantially  the 
same  in  principle  as  placing  them  spirally  upon  said  rim,  the  defend- 
ants are  entitled  to  a  verdict. 

"  10.  That  the  plaintiff  must  satisfy  the  jury,  to  sustain  the  only 
judicial  construction  of  which  the  patent  admits,  that  he  is  the  first 
and  original  inventor  of  the  spiral  form  of  the  propelling  float;  and 
if,  from  the  evidence  in  relation  to  the  patent  and  wheel  of  Ben  jamin 
M.  Smith,  in  1820, — of  Ebenezer  Beard,  in  and  of  the  spiral  float 
used  by  John  Stevens,  in  1805, — they  believe  that  this  spiral  form 
was  not  new  in  the  plaintiff,  but  was  known  and  used  before  his 
patent,  that  upon  this  ground  the  defendants  arc  entitled  to  a  verdict. 

"  11.  That  if  the  jury  believe,  from  the  specification  of  the  plaintiff, 
and  the  testimony,  that  he  designed  to  express  his  improvement  to 
consist  in  the  trough  form  given  to  the  propelling  plates  by  bending 
them  along  the  center,  so  that  the  sides  of  the  plates  shall  be  at  right 
angles,  or  nearly  so,  to  each  other,  and  that  this  trough  form,  thus 
produced  previous  to  giving  the  plate  the  spiral  curve  longitudinally, 
is  to  be  considered  as  of  the  essence  of  plaintiff's  invention,  then  the 
defendants  have  not  infringed  upon  his  rights,  and  are  entitled  to  a 
verdict. 

"12.  That  if  the  jury  believe,  from  the  specification  and  the  testi- 
mony, that  neither  a  cylindrical  band  nor  the  twisted  spokes  were 
described  by  the  plaintiff  as  constituting  a  part  of  the  paddle-wheel 
by  him  patented,  the  same  cannot  be  added  as  a  component  part  of 
his  invention,  by  their  insertion  in  a  drawing  filed  ten  years  after  the 
issuing  of  his  letters  patent. 

"  13.  That  from  the  silence  in  the  specification,  both  as  to  the  hoop 
or  cylindrical  band  and  twisted  spoke,  notwithstanding  their  delinea- 
tion in  the  drawing,  the  jury  must  infer  one  of  two  things:  either  that 
the  plaintiff  did  not  invent,  and  therefore  did  not  describe  them,  or 
that  they  were  (as  his  witness  Allaire  in  substance  testified)  not  the 


Digitized  by  Google 


«J-44  HOGG  P.  Emeksox.  [Sup.  Ot 

Suu-meru  of  the  ca»o. 

subject-matter  of  invention  at  the  time  at  all,  being  old  and  wtil- 
known  part*  of  the  machine  described. 

"14.  That  unless  the  jury  believe,  from  the  testimony,  that  UV 
plaintiff  before  tin-  issuing  of  his  letters  patent,  actually  reduced  hi 
alleged  invention  t<>  practiei',  the  patent  is  void,  and  the  defendants 
are  entitled  to  u  verdiet. 

"15,  That  if.  from  the  testimony,  the  jury  believe  that  Captain 
Ericsson  actually  reduced  the  propelling-wheels  to  practice,  such  a* 
were  constructed  by  the  defendants,  before  the  same  were  redoi^i 
to  practice  by  the  plaintiff,  the  defendants  are  entitled  to  a  venlirt. 

M16.  Thai  the  exclusive  rights  of  a  patentee  are  to  make  as  well  a* 
to  use.  and  vend  to  Others  to  be  used;  and  that  the  rule  of  damage. 
a>  against  the  manufacturer  who  bas  invaded  the  exclusive  right  t" 
make,  are  the  profits  which  he  bas  derived,  or  which  the  plain! 
might  have  thrived,  from  such  making,  because  it  is  the  sura  wbiek 
by  bis  invasion,  be  has  prevented  the  patentee  from  obtaining. 

"  17.  That  if.  from  the  evidence,  the  jury  are  satisfied  that  no  pn» 
pelling-wheela  were  made  by  the  defendants  between  the  27th  oi 
March,  1*44.  (the  date  of  the  alleged  completion  of  the  record  of  the 
plaintiff's  patent,  under  the  act  of  March  .-5,  1827,)  and  the  i- 
mencemcnt  of  this  suit,  in  April  following,  upon  this  ground  the 
defendants  are  entitled  to  a  verdict. 

••  18.  That  the  invention  of  the  plaintiff,  as  described  in  his  ^«-<\i- 
cation,  as  illustrated  by  his  drawing,  cannot  be  regarded  asacom- 
bination  of  the  several  parts  of  the  wheel.  Asa  combination, the 
invention  is  not  brongh(  OUl  in  the  specification  or  drawings,  and 
sucl)  a  view  of  the  case  is  entirely  inadmissible." 

But  the  court  refused  to  instruct  the  jury  according  to  the  pruv<r* 
of  the  defendants,  and  charged  them  jus  follows: 

(That  part  of  the  charge  which  was  brought  up  by  the  record  in  6 
Howard  is  there  printed,  but  the  certiorari  having  brought  up uV 
residue,  it  is  now  printed  entire.) 

"The  court,  in  charging  the  jury,  submitted  to  them,  as  a  questk* 
of  fact,  whether  the  drawings  made  by  Dr.  Jones,  in  1844,  of  ttV 
paddle-wheel  of  the  plaintiff,  were  substantially  in  conformity  with 
the  .haw  ing  filed  and  model  deposited  in  the  Patent  Office  in  1834. 
that  if  this  fad  w  as  fonnd  in  the  affirmative,  it  was  not  seriously  di*- 
puted  but  that  the  wheel  of  Ericsson  was  similar  to  one  construct 
tVom  the  specification  and  drawing  of  the  plaintiff,  when  taken  to- 
gether. 

"  The  court  further  charged,  that  if  the  jury  found  the  above  fMB> 
tion  in  the  negative,  then  it  would  become  necessary  for  theni  to 
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inquire  whether  the  specification,  without  the  aid  of  the  drawing, 
was  sufficient  to  enable  a  mechanic  of  ordinary  skill  to  construct  the 
plaintiffs  wheel, — such  a  one  as  could  be  constructed  with  the  aid 
of  it. 

"The  court  further  charged,  that  the  claim  of  the  plaintiff  was  for 
an  improvement  upon  the  spiral  paddle-wheel  or  propeller;  that  by 
a  new  arrangement  of  the  parts  of  the  wheel,  he  had  been  enabled 
to  effect  a  new  and  improved  application  and  use  of  the  same  in 
the  propulsion  of  vessels;  that  the  ground  upon  which  the  claim  is 
founded  was  this:  it  is  the  getting  rid  of  nearly  all  the  resisting  sur- 
face of  the  wheels  of  Stevens,  Smith,  and  others,  by  placing  the  spiral 
{•addles  or  propelling  surfaces  on  the  ends  of  arms,  instead  of  carry- 
ing the  paddles  themselves  in  a  continued  surface  to  the  hub  or  shaft. 
It  is  claimed  that  a  great  portion  of  the  old  blade  not  only  did  not  aid 
in  the  propulsion,  but  actually  impaired  its  efficiency,  and  also  that 
the  improved  wheel  is  made  stronger. 

"It  was  made  a  question  on  the  former  trial  whether  the  plaintifi 
did  not  claim,  or  intend  to  claim,  the  entire  wheel ;  hut  we  understand 
it  to  be  for  an  improvement  upon  the  spiral  paddle-wheel,  claimed  to 
be  new  and  useful  in  the  arrangement  of  its  parts,  and  more  effective 
bjr  fixing  the  spiral  paddles  upon  the  extremity  of  the  arms  at  a  dis- 
tance from  the  shaft. 

"The  court  further,  in  charging  the  jury,  submitted  to  them  the 
question,  whether  the  plaintiff  was  the  first  and  original  inventor  of 
the  improvement,  referring  them  to  the  evidence  upon  this  branch 
of  the  case. 

"The  court  further  instructed  the  jury,  that  the  description  of  the 
invention  was  sufficient,  and  that  the  objection  that  the  patent  em- 
braced several"  distinct  discoveries  was  untenable. 

"That  the  riling  of  imperfect  drawings  of  his  wheel  in  1841  did 
not  preclude  the  plaintiff  from  filing  a  corrected  one  in  1844,  and  that 
the  drawing  could  He  referred  to  in  aid  of  the  specification,  though  not 
annexed  to  the  patent,  or  referred  to  in  the  specification;  if  it  was 
filed  with  the  application  iu  the  Patent  Office  at  the  time  of  the  tak- 
ing out  of  the  patent,  it  is  then  a  part  of  the  record. 

"That  if  the  drawing  and  specification  were  so  contradictory  that 
a  mechanic  of  ordinary  skill  could  not  construct  fho  wheel,  the  pat- 
ent was  void.  But  if  the  latter  was  ambiguous,  obscure,  or  doubtful, 
the  drawing  might  be  referred  to  to  remove  the  difficulty. 

"That  the  omission  or  neglect  of  the  patentee  to  bring  his  improve- 
ment into  public  use  did  not  forfeit  his  right  to  the  invention,  and  that 
the  fact  of  Ericsson's  propeller  having  been  brought  into  public  use 
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first  did  not  givo  his  patent  priority,  if  the  plaintiff  was  the  first  and 
original  inventor, 

"We  do  not  understand  that  the  original  inventor  and  patentee, 
in  order  to  enable  Uim  to  maintain  an  action  for  an  infringement, 
must  prove  that  bo  pnl  his  patent  in  use  by  actually  building  a  bott. 
and  running  her  with  n  propeller;  it  La  sufficient  it*  he  shows,  It  lis 
experiments,  model,  and  descriptions,  that  hi>  improvement  is  usefil 

••<>n  the  question  of  damages,  the  court  instructed  the  jury. th*t 
the  settled  rule  was  to  give  the  actual  damages  that  the  plaintiff  bd 
sustained.  And  ii  w.i>  apprehended,  as  applied  to  the  case  before 
them,  that  that  would  bo  the  sum  the  patentee  was  entitled  to  forth: 
right  t>>  make  his  propeller,  to  be  used  in  the  several  vessels  built  ly 
the  defendants,  and  in  which  Ericss  >n*s  propeller  had  been  placed  bv 
them. 

"Thai  the  damages  wore  not  necessarily  confined  to  the  making  of 
the  wheels  between  March,  18-14,  when  the  drawings  were  restored 
to  the  Patent  Office,  and  the  bringing  ol  the  suit.  Such  a  limitation 
assumes  that  there  can  he  no  infringement  of  the  patent  after  tii* 
destruction  of  the  records,  in  lN.JfJ,  until  they  arc  restored  totbefat- 
ent  Office,  and  that  during  the  intermediate  time  the  rights  of  tk 
patentee  might  be  violated  with  impunity.  We  do  not  assent  to  to 

view. 

-In  the  first  place,  the  act  of  Congress  providing  for  the  restora- 
tion was  not  [Missed  until  th<-  3d  oi  March,  1S:57;  and  in  the  second 
place,  in  addition  to  this,  n  considerable  period  of  time  must  »«■■»* 
satily  elapse  before  the  act  would  be  generally  known;  and  then* 
still  further  period  before  copies  of  the  drawings  and  models  codd 
lie  procured.  Patentees  were  not  responsible  for  the  tire,  nor  did  it 
work  u  forfeiture  of  their  rights. 

-The  ground  for  the  restriction  claimed  is,  that  the  ouaisMsity 
have  no  means  of  ascertaining,  but  by  a  resort  to  the  records  of  the 
Patent  Office,  whether  the  construction  of  a  particular  machine  or 
instrument  WOttld  be  a  violation  of  the  rights  of  others,  aud  the  in- 
fringement might  be  innocently  committed. 

"13ut  if  the  embarrassment  happened  without  the  fault  of  tie  pat- 
entee,  he  is  not  responsible  for  it;  nor  is  the  reason  applicable  to  uv 
i  .1-.'  of  a  patent  that  has  been  published,  aud  the  iuvention  known  10 
the  public  The  specification  in  this  case  had  l>een  published.  It  ■ 
true,  if  it  did  not  sufficiently  describe  the  improvement  without  tte 
aid  of  the  drawing,  this  fact  would  not  help  the  plaintiff. 

-It  there  were  unreasonable  delay  and  neglect  in  restoring  the 
records,  and  in  the  meantime  a  defendant  had  innocently  made  the 
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patented  article,  a  fair  ground  would  be  laid  for  a  mitigation  of  the 
rule  of  damages,  if  not  for  withholding  them  altogether;  and  the 
court  left  the  question  of  fact,  as  to  reasonable  diligence  of  the  pat- 
entee or  not,  in  this  respect,  and  also  all  questions  of  fact  involved 
in  the  points  of  the  case  for  the  defendants,  to  the  jury." 

The  counsel  for  the  defendants  having  taken  an  exception  to  all 
that  part  of  the  charge  which  was  inconsistent  with  their  prayers, 
brought  the  case  up  to  this  court 

It  was  argued  by  Mr.  John  0.  Sargent,  from  a  brief  tiled  by  himself 
and  Mr.  Johnson,  for  the  plaintiffs  in  error,  and  by  Mr.  Gillet,  for  the 
defendant  in  error. 

The  counsel  for  the  plaintiffs  in  error  stated  the  case  as  follows : 

On  the  8th  of  March,  1834,  John  B.  Emerson  obtained  letters 
patent  of  the  United  States  for  certain  improvements  in  the  steam- 
engine.  In  December,  183G,  the  copy  of  the  letters  in  the  Patent 
Office,  with  the  drawing  and  the  model,  was  destroyed  by  fire.  In 
1837,  Congress  passed  an  act  calling  upon  inventors  whose  models 
and  drawings  and  letters  had  been  destroyed,  to  replace  them.  5 
Stat,  at  Large,  191.  In  1841,  Emerson  recorded  his  letters  anew, 
and  tiled  an  unattested  drawing.  In  1844,  February  12,  he  com- 
pleted his  record  by  swearing  to  said  drawing,  and  tiling  it  in  the 
Patent  Office.  In  March,  1844,  he  visited  Washington,  and,  on  con- 
sultation with  Dr.  Jones,  prepared  a  new  drawing,  and  swore  to  it, 
and  filed  it.  In  the  month  of  May,  he  commenced  a  suit  against 
Hogg  and  Delamater  for  making  the  Ericsson  propeller. 

In  the  year  1835,  the  instrument  known  as  the  Ericsson  propeller 
was  in  operation  in  London.  In  1838,  it  was  patented  in  the  United 
States.  From  1839  to  1844,  it  was  made  by  manufacturers  iu  New 
York  and  elsewhere,  without  hinderance  or  molestation,  till  the  suit 
was  commenced  against  Hogg  and  Delamater.  This  instrument  is  a 
cylindrical  band,  supporting  a  series  of  spiral  planes,  and  sustained 
on  the  shaft  by  two  or  more  twisted  spokes.  The  spokes  and  the 
band  constitute  its  peculiar  and  patentable  features. 

John  B.  Emerson's  specification  contains  no  allusion  to  a  cylindri- 
cal band  or  a  twisted  spoke.  His  drawing  filed  in  March,  1844, 
adopts  and  adds  these  features.  The  only  evidence  tending  to  show- 
that  they  were  contemplated  by  him  at  any  time,  is  a  model  said  to 
have  been  mado  in  1837,  two  years  after  Ericsson's  propeller  was  in 
operation  in  London.  This  model  contains  three  hoops,  and  nine  or 
more  spiral  arms.  From  this  model  of  1837,  and  information  of  the 
patentee,  Dr.  Jones  made  the  drawing  of  1844. 
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Hogg  and  Dclamater  were  iron-foundera  in  tlic  city  of  New  Tort 
They  made  no  propellers  to  use,  and  used  none;  they  merely mano- 
factured  them  to  Order.  They  had  no  interest  whatever  in  the  pat- 
ent-right of  Captain  Ericsson.  No  evidence  appears  iu  the  ea?e. 
tending  to  show  any  such  interest. 

It  is  not  pretend*  1  that  .1.  B.  Ktnerson  ever,  at  any  time,  reduced 
his  wheel  to  practice,  until  tfae  year  ls4-'i,  when  he  made  an  experi- 
ment with  it  in  the  harliur  nf  N,  w  Orleans.  All  that  we  know of it, 
therefore,  prior  to  the  year  is:;?,  tfi  derived  from  the  drawing  made 
from  the  model  of  1837,  or  the  statement  of  the  patentee  himself, 
and  the  formal  oath  that  this  drawing  was  a  correct  delineation  of 
his  invention. 

The  attempt,  therefore,  to  incorporate  the  spiral  spoke,  and  tk- 
cylindrical  hand  or  hoop,  into  Mr,  J,  B,  Emerson's  patent,  rests  ex- 
clusively upon  his  own  allegation,  which  is  unsupported  entirely  11 
the  specification.  Emerson's  own  witnesses  admit  that  there  is  no 
mention  of  these  features  in  the  specification,  :ind  Dr.  Jones,  Keller. 
Birkheck.  Dunham,  Belknap,  Bartol,  Cunningham,  Mupes,  Cox.  and 
Kemp  swear  distinctly  that  the  specification,  in  this  respect,  contra- 
dicts the  drawing.  It  is  not  denied  that  the  ahsence  of  these  woolJ 
destroy  every  point  of  resemblance  between  Emerson's  wheel  and 
Ericsson's  propeller. 

It  was  distinctly  proved,  by  John  B.  Trott  and  Nathan  Uiee.  tbt 
the  entire  wheel  of  Ericsson,  except  the  spiral  twist  of  the  propelling 
blade  and  the  spiral  twist  of  the  arm.  was  in  use  in  1818.  and  fa* 
patented  by  Trott.  Evidence  was  also  otic-red  tending  to  slow  tbt 
Trott's  wheel,  with  the  oblique  tloat,  operated  on  the  6auie  nriueipli 
with  Ericsson's  wheel,  with  the  spiral  float. 

It  was  distinctly  proved,  that  spiral  wheels,  with  arms,  einploytd 
at  the  stern,  and  suhmerged,  were  successfully  in  use  long  before 
•(.  B.  Emerson  obtained  a  patent. 

The  trough  form,  which  is  so  distinctly  dwelt  upon  in  BbMOMA 
specifications,  and  which,  in  fact,  ©  institutes  the  only  feature  describtd 
and  relied  upon,  does  not  exist  in  the  Ericsson  propeller.  Tlie  huter 
instrnmcnt  employs  only  spiral  planes,  which  had  been  in  use  halts 
•century. 

In  1*47.  a  V(  rdicl  was  rendered  iii  the  cause  against  the  defendant? 
I'clow,  and  judgment  taken  thereon,  on  which  n  writ  of  error** 
allowed  under  the  seventeenth  section  of  the  Patent  Act,  restricted 
to  certain  questions  made  at  the  trial,  and  upon  certaiu  conditio, 
among  which  were  those  of  submitting  the  ease  on  written  arp 
incuts,  within  a  limited  time,  and  of  paying  the  amount  of  the  jndf 
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raent  into  court.  The  cause  was  argued  according  to  those  condi- 
tions, and  the  court  gave  an  opinion  in  the  case,  in  which  they  decided, 
substantially,  that  the  plaintiffs  here  were  entitled  to  stand  before  this 
court  like  all  other  suitors,  and  that  the  writ,  if  granted,  must  be  on 
the  whole  case. 

Judgment  was  therefore  suspended,  on  plaintiffs'  suggestion  of  a 
diminution  of  the  record,  and  a  certiorari  issued,  by  which  the  case  is 
now  brought  before  the  court. 

Points. 

I.  The  defendant  in  error  has  no  patent  for  an  improved  spiral 
paddle-wheel. 

American  authorities. — Phillips  on  Patents,  224,  and  cases ;  Curtis, 
127,  208;  Sullivan  v.  Redfiehl,  Paine  C.  C,  442;  Shaw  v.  Coojxr,  7 
Pet,  292,  315;  Ecans  v.  Chambers,  2  Wash.  C.  C,  125;  Barrett  v. 
Hall,  1  Mason,  476 ;  Whittcmore  v.  Cutter,  1  Gallis.,  437 ;  Evans  v. 
Eaton,  Peters'  C.  C,  340,  341 ;  Knmss  v.  Schuylkill  Bank,  4  Wash.  C. 
C,  9;  Cutting  et  al.  v.  Myers,  4  Wash.  C.  C,  220;  1  Stat,  at  Large, 
319,  sees.  1,  3. 

English  authorities. — Godson  on  Patents,  108,  113,  and  cases; 
Ncilson  v.  Harford,  Webst,  312,  and  arg.;  Rex  v.  Wheeler,  2  Barn. 
&  Aid.,  350;  S.  C,  3  Merivale,  629;  Glegg's  Patent,  Webst.,  117; 
Russell  v.  Cowley,  Webst.,  470 ;  EousehiU  v.  Neilson,  Webst.,  679  ; 
Webster  on  Patents,  p.  65;  Hindmarch,  41,  42,  509-511;  Godson, 
170. 

II.  If  the  defendant's  patent  is  for  the  combination  of  instruments 
described  in  the  specification,  there  is  no  pretense  that  the  combina- 
tion has  been  infringed ;  if  for  several  improved  machines,  it  cannot 
be  supported  in  law.  Emns  v.  Elton,  3  Wheat.,  454 ;  Barrett  v.  Hall, 
1  Mason,  447;  Moody  v.  Fishe,  2  Mason,  112;  Wyeth  v.  Stone,  1  Story, 
290. 

HI.  The  claim  of  the  specification  is  too  broad,  and  the  patent 
therefore  void ;  and  the  patent  does  not  distinguish  the  improvement 
from  other  inventions. 

English  authorities. — MeFarhme  v.  Price,  1  Starkie,  199;  In  re 
Nickels,  Hindmarch  on  Patents,  186 ;  mil  v.  Thompson,  3  Merivale, 
622;  8.  C,  8  Taunton,  325;  Williams  v.  Brodie,  Davis'  Pat.  Cases, 
96,  97 ;  Manton  v.  Manton,  Davis'  Pat.  Cases,  349 ;  Mtnter  v.  Wells, 
1  Webst.,  130. 

American  authorities. — Dixon  v.  Moyer,  4  Wash.  C.  C,  69 ;  Evans 
v.  Hettich,  3  Wash.  C.  C,  425 ;  Lowell  v.  Lewis,  1  Mason  C.  C,  189; 
Ames  v.  Howard,  1  Summer,  482;  Evans  v.  Eaton,  3  Wheat.,  454; 


Digitized  by  Google 


650 


Hooo  c.  Emerson 


[Sup.  Ct. 


Argument  for  the  plaintiffs  in  error. 

Woodcock  v.  Parker,  1  Gallia.,  438 ;  Whittemore  v.  Cutter,  1  Gallis., 
478;  Odiorne  v.  Winkley,  2  Gallia.,  51;  Barrett  v.  Hall,  1  Mason,  447, 
Stdliran  v.  Redjield,  Paine  C.  C,  441 ;  ^m/w  v.  fbton,  7  Wheat.,  408  i 
Isaacs  v.  Coo/xt,  4  Wash.  C.  C,  2G1 ;  Cross  v.  13  Wend.,  385; 

Head  v.  Sterais,  19  Wend.,  411 ;  Kneass  v.  Schuylkill  Bank,  4  Wash. 
C.  C,  9 ;  Morris  v.  Jenkins  el  al,  3  McLean,  250 ;  Peterson  v.  Woodier, 
lb.,  248. 

IV.  The  drawing  filed  March  27,  1844,  was  not  legal  evidence  of 
the  defendant's  patented  invention,  because  there  was  a  drawing  filed 
by  the  patentee  on  the  12th  of  February  previous,  which  was,  by  the 
second  section  of  the  act  of  1837,  with  his  letters  patent,  the  only 
legal  evidence  of  his  inveution,  as  patented,  that  could  be  offered  in 
any  judicial  court  of  the  United  States. 

V.  The  patentee,  after  an  alleged  correction  of  his  letters  pateut 
by  filing  the  second  drawing,  could  not,  in  law,  avail  himself  of  that 
correction  to  cover  causes  of  action  that  had  previously  accrued; 
and,  in  the  absence  of  proof  of  any  subsequent  infringements,  the 
plaintifis  here  were  entitled  to  a  verdict  below.  In  re  Nickels,  Tur- 
ner &  Phillips,  44 ;  S.  C,  1  Webst.,  659 ;  Hindmarch  on  Patents, 
(Eng.  ed.,)  216,  el  seq.;  Wycth  v.  Stone,  1  Story,  290;  Woodtcorth  v. 
Hall,  1  Wood,  k  Min.,  248,  389. 

VI.  The  defendants  below,  having  sought  to  establish,  by  the  testi- 
mony of  Jones,  Keller,  Birkbeck,  Dunham,  Belkuap,  Bartol,  Stillman, 
Cunningham,  Mapes,  Cox,  and  Kemp,  the  non-conformity  of  Emer- 
son's specification  of  1834  to  the  drawing  filed  in  1844,  and  having 
disputed,  at  every  step,  that  Ericsson's  propeller,  or  anything  like 
it,  could  be  made  by  taking  the  two  together,  were  entitled  to  the 
instructions  sought  by  their  eighth  prayer ;  and  the  various  instruc- 
tions of  the  court  on  the  subject  of  the  drawing  amounted  distinctly 
to  a  denial  of  that  prayer. 

VII.  The  original  letters  patent  were  produced  in  evidence.  There 
was  no  drawing  annexed,  referred  to  in  them,  or  accompanying  them. 
No  case  has  gone  so  far  as  to  say  that  any  other  drawing  shall  be  per- 
mitted to  enlarge  or  add  to  the  specification.  Curtis  on  Patents,  123, 
125,  173,  174,  and  cases  there  cited;  Broo/cs  v.  Bieknell,  3  McLean, 
250,  261. 

Vm.  The  wheel  patented  by  Johu  S.  Trott,  in  1818,  having  been 
proved  to  be  identical  with  that  made  by  Ericsson,  with  the  single 
exception  of  the  spiral  curvature  to  the  arms  and  the  paddles,  the 
ninth  prayer  of  the  defendants  below  should  have  been  allowed. 

IX.  The  court  erred  in  rejecting  a  portion  of  C.  M.  Keller's  depo- 
sition. 
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X.  The  court  erred  in  admitting  testimony  us  to  the  patent  fee 
paid  to  Captain  Ericsson  as  u  measure  of  damages  against  the  man- 
ufacturers. 

XL  The  court  erred  in  refusing  the  sixteenth  prayer,  on  the  sub- 
ject  of  damages;  and  in  instructing  the  jury,  as  matter  of  law,  that 
the  actual  damages  sustained  hy  Mr.  Emerson,  by  the  manufacture 
of  the  Ericsson  propeller,  was  the  sum  the  patentee  was  entitled  to 
for  the  right  to  make  his  propeller,  to  he  used  in  the  several  vessels 
built  by  die  defendants,  and  in  which  the  Ericsson  propeller  had  been 
placed  by  them.  The  defendants  were  the  manufacturers,  built  uo 
vessels,  used  no  propellers,  sold  no  propellers,  but  were  merely  em- 
ployed to  make.  The  actual  damage,  by  the  invasion  of  the  right  to 
make,  was  the  maker's  profit,  and  not  the  patentee's  fee.  Curtis  on 
Patents,  292-295,  and  cased  there  cited ;  Bryec  v.  J)<>r>:  3  McLeun, 
582;  WhiUcmoH  v.  Cultrr,  1  Gal  lis.,  42!);  EarU  v.  Sawyer,  4  Mttson, 
1, 12. 

XII.  "Whether  or  not  there  was  reason  for  withholding  damage.- 
altogether,  was  a  question  for  the  court,  and  should  not  have  been 
left  to  the  jury,  where  there  w;tx  no  dispute  about  the  facts,  us  in  the 
case  presented  by  the  record,  Bow?  v.  JJby,  13  Peters,  263;  Efflfa 
v.  Paige,  1  Pick.,  48;  fc>.  C,  2  lb.,  71 ;  LicmgsloH  ,f-  GUekrirt  v.  Mn-y- 
liud  Ins.  Co.,  7  Cranch,  5<J<> ;  Qflbai  v.  dtbotty,  17  Wend..  354;  Otietr 
r.  Maryland  Tns.  Co.,  7  Crunch,  49ft j  RiymJite %  Qccan  //<.?.  Co.,  22 
Pick.,  191.  * 

XTV.  Whoever  first  perfects  a  machine  is  entitled  to  the  patent, 
and  is  the  real  inventor,  although  others  may  previously  have  had 
•  die  idea,  and  mude  some  experiments  towards  putting  it  in  practice 
lie  is  the  inventor,  and  is  entitled  to  the  patent,  who  first  brings  a 
machine  to  perfection,  and  renders  it  capable  of  useful  operation. 
Washburn  v.  Gould,  3  Story,  133. 

Of  Mr.  GilUfs  argument  for  the  defendant  in  error,  the  reporter  him 
no  notes. 

Mr.  Justice  "Wooduitky  delivered  the  Opinion  of  the  court. 

This  is  the  same  case  which  h;ts  been  before  us  on  a  former  occa- 
sion, as  reported  in  6  Howard.  437. 

The  decision  there  announced,  on  the  points  presented  by  that 
record,  was  accompanied  by  a  ruling  that,  in  writs  of  error  in  pat- 
ent cases,  all  the  questions  of  law  which  arose  at  the  trial  might  he 
brought  up,  and  not,  as  there,  only  such  as  the  court  below  should 
deem  reasonahlc.    Thereupon  the  counsel  for  the  plaintiffs  in  error 
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moved  for  a  certiorari  to  transfer  here  such  other  questions  as  had  not 
been  before  brought  up  and  decided. 

This  certiorari  and  a  subsequent  one  having  been  allowed,  the  same 
counsel  proceeded  to  argue  the  questions  appearing  on  the  whole  rec- 
ord, as  well  those  on  which  an  opinion  had  already  been  pronounced, 
as  the  new  questions  arising  on  the  additional  parts  of  the  record. 

This  was  objected  to  by  the  defendants  in  error,  but  permitted  by 
the  court,  on  the  ground  that  a  division  among  them  existed  before, 
and  that  two,  if  not  three,  members  of  the  court  were  now  present, 
who  were  not  when  the  former  opinion  was  agreed  to.  On  this  state 
of  things,  having  heard  the  whole  case  fully  reargued,  the  first  iuquiry 
is,  if  any  of  the  points  before  settled  appear  to  have  been  ruled  er- 
roneously, either  on  the  record  as  it  then  stood,  or  on  it  including  the 
new  matter  since  brought  up. 

It  is  verv  manifest  that  this  matter  does  not  relate  to  anv  of  the 
former  points,  and  consequently  does  not  impair,  or  in  any  way  affect 
them,  or  our  decision  before  given  upon  them. 

In  the  next  place,  has  the  new  argument,  or  the  further  considera-  ■ 
tion  of  the  case,  presented  anything  which  justifies  a  change  of  views 
on  what  was  then  settled  ?    We  think  not. 

Without  repeating  the  whole  reasoning  and  precedents  stated  in 
6  Howard,  in  support  of  the  former  views  of  the  court,  we  shall  only 
submit  a  few  further  explanations  concerning  some  of  them. 

On  the  leading  question,  whether  the  inveution  is  sutecicntly  de- 
scribed in  the  letters  patent,  it  may  be  sufficient  to  add,  that  this 
depends  on  what  must  be  considered  as  a  part  of  those  letters. 

The  letters  in  this  case  were  taken  out  in  1834,  under  the  act  of 
1793,  and  the  law  did  not  then  require  the  patentee  or  the  Commis- 
sioner to  make  the  specification  a  part  of  the  letters  patent,  as  it  does 
by  the  act  of  183G.  But  the  inventor  still  had  a  right,  if  he  pleased, 
for  greater  fullness  and  clearness,  not  only  to  file  a  specification,  as 
such,  and  as  the  law  directed,  but  to  advise  the  Patent  Office  also  to 
incorporate  it  into  the  letters  as  a  part  of  them  by  express  terms  of 
reference.  This  it  would  be  peculiarly  proper  for  the  officers  of  the 
government  to  do,  as  the  language  of  the  specification  is  the  language 
of  the  inventor,  and  describes  the  invention  in  his  own  way,  and,  it 
is  to  be  presumed,  in  the  best  way ;  whereas  the  language  of  the  let- 
ters is  that  of  the  Commissioner  of  Patents  or  the  President,  who  signs 
them,  and  if  standing  alone  might,  by  mistake  or  accident,  not  fully 
describe  the  invention.  Here,  then,  in  order  to  avoid  any  such  un- 
toward result,  they  did  expressly  incorporate  the  whole  specification 
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into  the  patent  as  "a  part"  of  it;  besides  referring  to  it  for  " a  descrip- 
tion "  of  the  improvement. 

This  the  officers  had  a  right  to  do,  as  grantors  in  deeds  have  a 
right  to  refer  to  other  deeds  or  papers,  and  annex  or  incorporate 
them  as  a  part  of  the  instrument  of  conveyance.  See  cases  cited  in 
6  Howard. 

A  similar  course  is  often  pursued  in  policies  of  insurance  by  the 
makers  of  them,  and  in  other  contracts,  as  well  as  in  declarations  on 
accounts  annexed.  That  such  a  course,  too,  is  prudent,  and  to  be  en- 
couraged in  the  case  of  patents,  is  shown  by  Congress  in  the  act  of 
1836,  imperatively  requiring  it  to  be  done  thereafter. 

The  specification  being,  therefore,  in  this  case,  voluntarily  annexed, 
and  made,  in  express  terms,  a  part  of  the  patent,  though  before  the 
law  required  it  to  be  done,  it  still  became  a  portion  of  the  patent  by 
general  principles,  as  clearly  as  it  does  since  by  the  words  of  the  law. 
It  follows,  also,  that,  being  thus  adopted  and  recognized  as  "a  part" 
of  .the  patent  itself,  if  the  improvement  is  there  described  with  due 
fullness  and  certainty,  it  is  so  described  in  the  patent  itself. 

But  it  is  manifest  that  it  is  thus  described  there.  In  the  very  first 
lines,  it  is  set  out  not  only  as  "  an  improvement  in  the  steam-engine," 
but  "in  the  mode  of  propelling  therewith  either  vessels  on  the  water 
or  carriages  on  the  land."  These  together  constitute  a  full  and  satis- 
factory description  of  the  whole.  It  is  an  "improvement  in  the 
steam-engine,"  not  in  generating  steam,  but  in  applying  it ;  and  after 
describing  minutely  the  application  of  it  for  propelling  carriages  on 
land,  it  proceeds  to  point  out,  "  when  used  for  steamboats,"  how  it  is 
to  be  connected  with  "an  improved  spiral  paddle-wheel." 

After  all  this,  no  one,  it  is  believed,  could  justly  contend  that  the 
patent  itself  was  defective,  or  likely  to  mislead  in  describing  the  im- 
provement which  the  patentee  claims  to  have  invented. 

Referring  to  the  former  opinion  in  this  case  for  other  reasons  and 
decisions  in  support  of  this  view,  we  proceed  to  the  next  objection. 
It  is,  that  the  improvement  thus  described  is  for  more  than  one  in- 
vention, and  that  one  set  of  letters  patents  for  more  than  one  inven- 
tion is  not  tolerated  by  law. 

But  grant  that  such  is  the  result  when  two  or  more  inventions  are 
entirely  separate  and  independent,  (though  this  is  doubtful  on  prin- 
ciple,) yet  it  is  well  settled,  in  the  cases  formerly  cited,  that  a  patent 
for  more  than  one  invention  is  not  void,  if  they  arc  connected  in 
their  design  and  operation.  This  last  is  clearly  the  case  here.  They 
all  here  relate  to  the  propelling  of  carriages  and  vessels  by  steam, 
and  only  differ,  as  they  must, on  water,  from  what  they  are  on  land; 
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u  paddle-wheel  being  necessary  on  the"  former,  and  not  on  the  latter, 
and  one  being  used  on  the  former  which  is  likewise  claimed  to  ban 
improved  one.  All  an-  a  pari  of  one  combination  when  used  on  the 
water,  and  differing  only,  as  the  parts  must,  when  used  to  propel  in 
a  different  element. 

In  Wyeth  H  at  v.  S/"/»'  ,1  nl.,  1  Story,  '2*R,  in  order  to  render  dif- 
ferent letters  patent  necessary,  it  is  said,  the  inventions  mint  be 
"wholly  independent  of  each  other,  and  distinct  inventions  for  on- 
connected  objects," — as  one  to  spin  cotton,  and  "another  to  make 
paper." 

Again,  it'  one  set  of  letters  potent  is  permissible  for  one  combrav 
tion  consisting  of  many  parts,  as  is  the  daily  practice,  surely  one  will 
amply  suffice  for  two  or  three  portions  of  that  combination. 

Tli''  next  point  before  decided  was,  that  the  description  was  soffi- 
ciently  clear  and  certain.  Under  the  instructions  of  the  court,  the 
iurv  found  that  it  was  clear  enough  to  he  understood  bv  ordinary 
mechanics,  and  that  machines  and  wheels  could  readily  be  made 
from  it.  considering  the  specification  m  a  whole,  and  adverting  to 
the  drawings  on  file.  This  is  all  which  the  law  requires  in  respect  to 
clearness,  and  it  does  not  appear  necessary  to  add  anything  to  what 
is  cited  and  stated  in  the  former  opinion  in  support  of  the  instructions 
given  below  on  this  point. 

The  court  did  right,  loo,  in  holding  to  the  propriety  of  looking  w 
the  whole  specification,  and  also  to  the  drawings,  for  explanation^ 
anything  obscure.  The  drawings,  then,  being  proper  to  be  referred 
to  in  illustration  of  the  specification,  they  could  he  restored  when 
burnt,  and  if  appearing  in  some  respects  erroneous,  they  could  he 
corrected.  That  this  last  was  done,  and  done  well,  was  distinctly 
shown  by  l>r.  Jones,  n  skillful  draughtsman  and  expert.  ItwonM 

be  unreasonable  to  prevent  or  refuse  tb  irrection  of  such  errors,*» 

as  not  to  mislead  nor  cause  contradictions;  because,  after  all,  it  is  the 
specification  which  governs,  and  the  drawings  merely  illustrate.  It 
is  true,  that  it  would  not  be  proper  to  leave  the  drawings  so  long. not 
restored  nor  corrected,  as  to  evince  neglect,  or  a  design  to  mislead 
the  public;  and  the  jury  were  allowed  to  decide  what  was  a  reams- 
able  time  for  this  purpose,  under  the  circumstances  of  the  ease.at'i 
the  duties  imposed  by  law  on  the  patentee.  This  being  a  point  in 
part  of  law  and  in  part  <<\  tact,  it  was  properly  submitted  to  the  jury 
and  their  finding  must  stand,  unless  it  is  shown,  as  has  not  been 
done,  that  illegal  instructions  were  given  to  them  concerning  it- or 
that  proper  legal  directions  were  omitted.    See  analogous  SHU 
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Chitty  on  Bills,  336,  379;  9  East,  347;  1  Camp.,  246;  Johnson  v. 
Sutton,  ID.  k  E.,  514 ;  2  Barn.  &  Adol.,  857,  858. 

In  respect  to  another  objection,  of  the  claim  being  too  broad,  that 
was  fully  answered  in  the  former  opinion;  and  so  was  the  objection 
that  damages  could  not  be  recovered  after  the  Are,  and  before  the 
restoration  of  the  specification  and  drawings. 

Certain  new  points  are  also  presented  on  the  new  matter  brought 
here  by  the  certiorari.  Among  them,  no  one  seems  specially  relied 
on,  which  is  not  involved  in  those  already  considered,  except  the  in- 
structions on  the  rule  for  settling  the  whole  damages.  It  is  true,  that 
the  verdict  appears  large  in  amount.  But  if  too  large,  and  the  jury 
were  properly  instructed  on  the  subject,  the  fault  is  theirs  rather  than 
the  court's,  and  cannot  be  corrected  here. 

It  is  not,  however,  clear  that  it  is  too  large,  as  it  does  not  appeaT 
to  have  exceeded,  and,  indeed,  it  rather  falls  short  of,  the  price  paid 
for  a  license  to  make  an  improvement  like  this,  to  be  used  in  so  many 
vessels.  It  is  the  making  and  selling  to  be  used,  and  not  the  selling 
or  buying  or  making  alone,  for  which  full  damages  are  usually  given. 
10  Wheaton,  350 ;  Curtis  on  Pat,  256,  note  3 ;  3  McLean,  427.  The 
court,  therefore,  being  called  on  to  lay  down  some  general  rule,  very 
properly  informed  the  jury,  that  such  price  might  be  a  suitable  guide, 
and  it  is  the  customary  one  followed  for  making  and  selling  patent 
stoves,  lasts,  spokes,  &c,  and  seems  once  to  have  been  treated  by  law 
as  the  chief  guide  in  all  patent  cases, — as  the  act  of  1791,  sec.  5,  (1 
Stat,  at  Large,  322,)  gave  three  times  its  amount  when  one  either 
made  for  sale  or  used  a  patented  machine. 

But  that  law  being  repealed,  and  the  damages  now  left  open  for 
each  case,  the  judge  correctly  added,  that  a  fair  ground  existed  for  a 
mitigation  below  that  amount,  if  the  maker  of  the  machine  appeared 
in  truth  to  be  ignorant  of  the  existence  of  the  patent-right,  and  did 
not  intend  any  infringement.  That  would  not,  however,  famish  a 
reason,  as  was  insisted  by  the  plaintiffs  in  error,  for  allowing  no  dam- 
ages when  making  the  machine  to  be  used,  and  not,  as  in  some  cases, 
merely  for  a  model,  or  for  fancy,  or  philosophical  illustration.  Whittc- 
more  v.  Cotter,  1  Gallis.,  429;  Jones  v.  Pcnrcc,  Webster's  P.  C,  125; 
3  McLean,  583.  The  intent  not  to  injure,  also,  never  exonerates,  as 
is  contended,  in  these  cases,  from  all  damages  for  the  actual  injury 
or  encroachment,  though  it  may  mitigate  them.  Bnjee  v.  Dorr,  3 
McLean,  583.  The  further  general  suggestion  by  the  judge,  to  give 
only  the  actual  damages,  was  well  calculated  to  prevent  anything 
vindictive  or  in  excess,  and  justified  the  jury  to  go  still  lower  than 
they  did,  if  appearing  just  to  them,  and  as  has  sometimes  been  done 
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in  this  class  of  cases.  See  Lowell  v.  Lewis,  1  Mason  0.  C,  182;  1 
Gall.  C.  C,  420. 

That,  however,  was  a  matter  of  discretion  for  the  jury,  under  all 
the  circumstances,  and  not  a  question  of  law  for  the  court. 

Nor  will  1ho  consequence  of  damages  so  large  as  the  present  seem 
harsh,  if  thereby  any  further  recovery  should  be  prevented  for  using 
or  selling  as  well  as  making  the  machine,  but  which  point  is  not 
decided  by  U8  now,  because  not  raised  on  the  record.  It  may  be 
added,  however,  in  this  connection,  that  the  defendants  are  certainly 
relieved  now  from  one  consequence  by  way  of  damages  or  penalty 
which  once  existed,  and  which  was  to  forfeit  the  materials  of  the 
machine  to  the  patentee.  See  section  4  in  act  of  April  10,  1790, 1 
Stat,  at  Large,  111.  It  must  be  a  very  extreme  case,  too,  where  a 
judgment  below  should  be  reversed  on  account  of  damages  like  these 
in  actions  ex  delieto,  and  when  the  instructions  suggested  to  the  jury 
the  true  general  rule  and  the  leading  ground  for  mitigation,  as  well 
as  against  excess,  and  when,  if  appearing  to  be  clearly  excessive  under 
all  circumstances,  a  new  trial  could  have  been  moved  and  had  on  that 
account  in  the  Circuit  Court. 

Judgment  below  affirmed. 

Mr.  Chief  Justice  Taney,  Mr.  Justice  Catron,  Mr.  Justice  Daniel, 
and  Mr.  Justice  Grier  dissented. 

Mr.  Justice  Catron. 

To  the  opinion  just  delivered,  I  dissent.  I  think  the  letters  pat- 
ent are  for  a  single  improvement  on  the  steam-engine,  and  that  the 
schedule  has  added  two  distinct  inventions  in  addition;  the  one  on 
the  paddle  to  a  wheel  propelling  machinery  or  a  vessel  of  any  kind 
in  the  water;  and  the  second  in  applying  the  power  of  the  shaft  to 
turning  a  capstan  by  means  of  a  cog-wheel.  These  two  claims  arc 
entirely  independent  of  the  improvement  claimed  in  the  letters  pat- 
ent actually  granted ;  this  is  for  inventing  a  piston  and  shaft  which 
turn  a  wheel  without  employing  a  crank.  And  a*  this  controversy 
depends  on  a  supposed  infringement  of  the  improved  paddle,  (which, 
in  my  judgment,  is  not  covered  by  the  letters,)  I  therefore  think  that 
the  suit  cannot  be  maintained  on  the  face  of  the  letters. 

Secondly,  if  these  three  distinct  improvements  had  been  claimed 
and  granted  in  the  letters,  and  described  in  the  schedule,  then  the 
patent  would  be  void,  as  I  think,  because  no  more  than  one  inven- 
tion, distinct  and  disconnected  from  others,  can  be  granted  in  the 
same  letters.    Such  is  the  construction  that  has  been  given  to  the 
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legislation  of  Congress  at  tbo  Patent  Office,  and  is  supposed  by  me  t'i 
be  the  correot  one.  If  three  independent  inventions  can  he  patented 
and  monopolized  together,  so  any  number  may  be.  By  this  means, 
the  grant  may  cover  many  fictitious  claims,  with  some  valid  ones, 
which  latter  will  stand  protected,  so  that  little  or  no  risk  will  he  run 
by  obtaining  a  grant  for  that  which  is  not  new;  and  by  this  mode  of 
proceeding  at  the  Fatent  Office,  fictitious  claims  may  cover  anil  as- 
sume to  monopolize  the  ordinary  implements  now  in  use  on  the  farm 
and  in  the  workshop,  and.  yet  more  than  is  now  the  case,  harass  the 
public  with  fictitious  and  ill-founded  claims  to  make  and  sell  exclu- 
sively things  in  daily  and  extensive  use.  Although  the  claim  may 
be  fictitious,  still  this  does  not  protect  the  public  from  harassment, 
as  usually  men  using  cheap  implements  cannot  atlbrd  to  litigate 
in  the  United  States  courts.  It  would  l>c  far  hotter  to  allow  the 
claim,  unjust  as  it  is,  and  pay  the  patentee  his  fraudulent  demand, 
than  incur  the  expense  of  a  suit,  which  the  patentee  or  his  assignee 
may  well  afford  to  prosecute. 

Order.  This  cause  came  on  to  he  hoard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  State*  for  the  Southern 
District  of  New  York,  and  was  argued  by  counsel;  on  consideration 
whereof,  it  is  now  here  ordered  and  adjudged  by  this  court,  that  the 
judgment  of  the  said  Circuit  Court  in  this  cause  bo,  and  the  same  is 
hereby,  affirmed  with  costs,  and  damages  at  the  rate  of  six  per  centum 
per  annum. 

Affirmed. 


Thomas  Otis  Le  Eoy  and  David  Smith,  plaintiffs  in  error,  v. 
Benjamin  Tatham,  Junior,  G  forge  N.  Tatham,  and  Henry  B. 
Tatham. 

(U  Howard.  100.) 

!•  In  a  patent  for  Improvements  upon  this  machinery  used  for  ranking  pipes  and 
tube*  from  lead  or  tin,  when  in  a  set  or  solid  state,  l»y  forcing  It  under  great 
pressure  from  out  of  a  receiver  tltrougll  aperture*,  dle*i  alttl  cores,  llw  claim 
of  the  patentees  Was  thus  stated :  "What  We  claim  n*  our  Invention,  and 
derire  to  secure  by  letters  patent,  i<  the  comhinatfoti  Of  'tie  following  part" 
shore  descritied,  to  wit,  the  eom  and  bridge,  or  gtthlc-ptoce,  the  chamber, 
and  the  die,  when  used  to  form  pipes  of  metal,  under  heat  and  pressure,  in 
the  manner  set  forth,  or  in  any  other  maimer  substantially  the  same.'1 

J.  The  Circuit  Court  charged  the  jury,  "thai  the  originality  did  not  consist  in  the 
notplty  of  the  uactynery,  hut  in  bringhtga  newly-discovered  principle  into 
43 
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practical  application,  by  which  an  useful  article  of  manufacture  is  produced, 
and  wrought  pipe  made  as  distinguished  from  cast  pipe." 

3.  This  instruction  was  erroneous. 

4.  Under  the  claim  of  the  patent,  the  combination  of  the  machinery  must  be  novel. 

The  newly-discovered  principle— to  wit,  that  lead  could  be  forced  by  extreme 
pressure,  when  in  a  set  or  solid  state,  to  cohere  and  form  a  pipe — was  not  in 
the  patent ;  and  the  question  whether  it  was  or  was  not  the  subject  of  a  pat- 
ent, was  not  In  the  case. 

[Mr.  Justice  Curtis,  having  been  of  counsel  for  the  defendants  in 
error,  upon  the  letters  patent  drawn  in  question  in  this  case,  did  not 
sit  at  the  hearing.] 

This  case  was  brought  up  by  writ  of  error  from  the  Circuit  Court 
of  the  United  States  for  the  Southern  District  of  New  York. 

The  declaration  was  filed  by  the  defendants  in  error  on  the  8th  of 
May,  1847,  to  recover  damages  in  a  plea  of  trespass  upon  the  case, 
from  the  plaintiffs  in  error  and  Robert  W.  Lowber,  for  the  alleged 
infringement  of  their  patent  for  new  and  useful  improvements  in 
machinery  or  apparatus  for  making  pipes  and  tubes  from  metallic 
substances. 

The  declaration  alleged  that  John  and  Charles  Hanson,  of  Hud- 
^dersfield,  England,  were  the  inventors  of  the  alleged  improvements, 
on  or  before  the  31st  of  August,  1837. 

That  on  the  10th  of  January,  1840,  the  Hansons  assigned,  in  writ- 
ing, to  H.  13.  &  B.  Tatham,  two  of  the  defendants  in  error,  the  full 
and  exclusive  right  to  the  said  improvements. 

That  on  the  29th  of  March,  1841,  letters  patent  of  the  United  States 
were  granted  to  H.  B.  &  B.  Tatham,  as  assignees  of  the  Hansons,  for 
the  said  improvements. 

That  on  the  12th  of  October,  1841,  H.  B.  &  B.  Tatham  assigned  to 
G.  N.  Tatham,  the  remaining  defeudant  iu  error,  one  undivided  third 
part  of  the  said  letters  patent. 

That  on  the  14th  of  March,  1840,  the  said  letters  patent  having 
been  surrendered,  on  account  of  the  defective  specifications  of  the 
said  improvements,  new  letters  patent  were  issued  therefor  on  an 
amended  specification,  whereby  there  was  granted  to  the  plaintitis 
below,  their  heir%  &c,  for  the  term  of  fourteen  years  from  the  31st 
of  August,  1837,  the  full  and  exclusive  right  of  making,  vending, 
&c,  the  said  improvements,  a  description  whereof  was  annexed  to 
and  made  a  part  of  such  patent. 

That  the  letters  patent  were  of  the  value  of  $50,000;  and  that  the 
defendants  below  had  wrongfully  and  unlawfully  made,  used,  and 
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vended  the  said  improvements,  and  made  lead  pipe  to  the  amount  of 
2,000  tons,  thereby  to  the  injury  of  the  plaintiffs  $20,000. 

To  this  declaration,  the  defendants  Le  Roy  and  Smith  pleaded  not 
guilty,  the  defendant  Lowher  making  no  defense,  and  permitting  a 
default  to  be  taken  against  him. 

The  cause  was  tried  at  the  April  Term,  1849,  and  a  verdict  ren- 
dered by  the  jury  in  favor  of  the  plaintiffs  for  $11,394,  and  costs,  and 
a  bill  of  exceptions  was  tendered  by  the  defendants  below. 

On  the  trial  of  the  cause  below,  the  plaintiffs  produced — 

1.  Their  patent  of  1846,  and  the  specification  referred  to  therein 
and  making  a  part  of  the  same. 

2.  They  read  in  evidence  certain  agreements  between  the  defend- 
ant Lowher  and  the  defendants  Le  Roy  and  Smith. 

3.  They  gave  evidence  tending  to  prove  that  J.  &  C.  Hanson  were 
the  original  and  first  inventors  of  the  improvement ;  that  the  inven- 
tion was  a  valuable  one,  &c. 

4.  That  lead,  recently  become  set,  under  heat  and  pressure,  in  a 
close  vessel,  would  reunite  perfectly  after  a  separation  of  its  parts ; 
that  in  the  process  described  in  the  said  patent  pipe  was  so  made ; 
that  the  Hansons  were  the  first  and  original  discoverers  thereof;  and 
that  such  discovery,  and  its  reduction  to  a  practical  result  in  the  mode 
described  in  the  patent,  was  useful  and  important. 

5.  That  the  defendants  Smith  and  Leroy  had  been  jointly  engaged 
with  Lowber  in  making  lead  pipe  upon  the  plan  described  in  the  let- 
ters patent,  and  selling  the  same,  and  had  thus  made  and  sold  large 
quantities  of  pipe ;  that  the  agreement  between  them,  relative  to  the 
manufacture  of  pipe,  was  colorable  only,  and  was  made  as  a  cover  to 
protect  Le  Roy  and  Smith,  and  throw  the  responsibility  on  the  de- 
fendant Lowber,  who  was  insolvent. 

6.  That  the  improvement  described  in  the  said  letters  patent  was 
the  same  invention  for  which  letters  patent  had  been  granted  to  the 
Hansons,  in  England,  and  to  H.  B.  &  B.  Tatham  here,  as  their  as- 
signees. 

7.  That  the  plaintiffs  had  been  ready,  and  had  offered  to  sell  the 
said  invention,  end  had  sold  the  same  for  a  large  portion  of  the 
United  States,  within  the  last  eighteen  months. 

The  defendants  below  then  read  in  evidence — 

1.  The  description  of  the  English  patent  to  the  Hansons. 

2.  The  patent  to  H.  B.  &  B.  Tatham,  of  1841,  and  the  specification 
thereof. 

3.  The  specification  of  an  English  patent  granted  to  Thomas  Burr, 
of  11th  April,  1820. 
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4.  The  patent  and  specification  of  Burrouglw  Titus,  granted  in 
1831. 

5.  The  patent  granted  to  George  W.  Potter,  in  1888. 

6.  The  evidence  of  George  Fox,  tending  to  show  the  invention 
and  use  by  him  of  a  similar  machine,  in  1830. 

7.  The  specification  of  a  patent  to  John  Hague,  in  1822. 

8.  The  specification  of  a  patent  granted  to  Bnsk  &  Flamy,  in 
1817. 

9.  The  specification  of  a  patent  granted  to  Ellis  &  Burr,  in  1831 

10.  The  specification  of  a  patent  granted  to  Joseph  Bramaiin 
1797. 

11.  The  defendants  then  gave  evidence  tending  to  prove  that  J. 
&  C.  Hanson  were  not  the  original  and  fir-it  inventors  of  the  combi- 
nation of  machinery  described  in  the  letters  patent 

12.  That  the  invention  was  not  useful,  nor  the  lead  pipe,  made 
upon  the  plan  deseribed,  good. 

13.  That  the  combination  of  machinery  described  in  public  wrfa 
as  having  been  invented  by  Titus,  Potter,  F<  >x.  Hague,  Bramah,  and 
Busk  k  Harvey,  were  substantially  the  same  as  that  described  in  the 
plaintiffs'  patent. 

14.  That  lead,  when  recently  become  set.  under  heat  and  extreme 
pressure,  in  a  close  vessel,  would  not  reunite  perfectly  after  a  separa- 
tion of  its  parts ;  and  that  in  the  process  as  described  in  the  plain- 
tiffs' patent  it  was  not  in  a  set,  but  in  a  fluid  state  when  it  \mA 
the  bridge. 

15.  That  the  defendants  Le  Roy  and  Smith  were  not  concernwl  in 
the  manufacture  of  the  pipe,  or  in  making  or  using  the  machinerr; 
that  it  was  made  for  them  by  the  defendant  Lowber,  at  n  certain 
price  per  hundred  pounds;  and  that  they  had  not  infringed  upon  the 
patent  of  the  plaintiffs. 

16.  That  the  improvement  described  in  the  plaintiffs'  patent  of 
1846,  was  not  the  same  invention  as  that  for  which  letters  patent 
had  previously  been  granted  to  the  Hansons,  and  to  H.  B.  4  b\  TV- 
ham. 

17.  That  for  the  space  of  eighteen  months,  from  the  date  of  the 
patent  of  1841,  the  plaintiffs  had  neglected  to  put  and  continue 
side  to  the  public,  on  reasonable  trust,  the  invention  or  discovery  f<* 
which  the  said  patent  issued. 

The  evidence  being  closed,  the  case  was  argued  before  the  jorj. 
after  the  court  had  given  the  charge,  which  will  be  presently  stated 
The  jury  found  a  verdict  for  the  plaintiffs,  which,  when  incrone" 
by  the  court,  amounted  to  811,748.60.    The  following  bill  of  exeep- 
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tions  brought  up  the  rulings  of  tlio  court  upon  the  Bororal  points 
made: 

The  evidence  being  closed,  the  judge  charged  the  jury — 

That  the  first  question  which  it  was  inateriul  to  determine,  was 
what  was  the  invention  or  discovery  of  John  and  Charles  Hanson, 
for  which  their  patent,  had  issued,  as  the  precise  character  of  that 
invention  had  been  the  subject  of  controversy  on  the  trial. 

The  patentees  State,  in  their  specification,  that  the  invention  con- 
sists in  certain  improvements  upon,  and  additions  to,  machinery  for 
making  pipes  of  metal,  capable  of  being  pressed,  as  described  in 
Burr's  patent,  dated  April  11,  1S20.  They  then  described  burr's 
apparatus,  and  the  process  by  which  the  pipe  was  made  by  it,  and 
state  the  defects  of  that  plan,  in  consequence  of  which,  they  say,  it 
failed  to  go  into  general  use. 

These  defects  they  claim  to  have  overcome  and  remedied ;  and 
state  that  they  had  found  that  lead,  and  some  of  its  alloys,  when  just 
Bet,  or  short  of  fluidity,  and  under  heat  ami  great  pressure,  in  a  close 
vessel,  would  reunite,  after  a  separation  of  its  parts,  as  completely 
as  if  it  had  not  been  separated;  or.  in  other  words,  that  under  these 
circumstances  it  could  lie  welded, 

That  on  this  discovery,  and  in  reference  to  and  in  connection  with 
it,  they  made  a  change  in  the  machinery  of  BttTT,  by  which  they  sue- 
ceeded  in  making  perfect  pipes,  and  were  enabled  to  nse  a  bridge  at 
the  end  of  the  cylinder  and  short  core,  and  thus  surmount  the  diffi- 
culty of  the  Burr  machine. 

They  ulso  state  that  they  do  not  claim  any  of  the  parts — the  cylin- 
der, core,  die,  or  bridge;  but  that  they  claim  the  combination  when 
used  to  form  pipes  of  metal,  under  beat  and  pressure,  in  the  way  they 
have  described. 

There  can  be  no  doubt  that  if  this  combination  is  new,  ami  pro- 
duces a  new  and  useful  result,  it  is  the  proper  subject  of  a  patent. 
The  result  is  a  new  manufacture. 

And  even  if  the  mere  combination  of  machinery  in  the  abstract  is 
not  new,  still,  if  used  and  applied  in  connection  with  tin-  practical 
development  of  a  principle  newly  discovered,  producing  a  new  and  • 
useful  result,  the  subject  w  patentable,   To  which  last  opinion  ami 
decision,  the  counsel  for  the  defendant*  did  then  and  there  except. 

In  this  view,  the  Improvement  of  the  plaintiffs  is  the  application 
of  a  combination  of  machinery  to  a  new  end,  to  the  development 
and  application  of  a  new  principle,  resulting  in  a  new  and  useful 
manufacture. 

That  the  discovery  of  a  new  principle  is  not  patentable;  but  it 
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must  be  embodied  and  brought  into  oi>eration  by  machinery,  so  as  to 
produce  a  new  and  useful  result. 

fjpon  this  view  of  the  patent,  it  is  an  important  question, for  the 
jury  to  determine,  from  the  evidence,  whether  the  fact  is  established 
on  which  the  alleged  improvement  is  founded,  that  lead,  in  a  set  ««• 
semi-solid  state,  ran  thus  l>e  reunited  or  welded  after  separation. 

The  judge  here  commented  briefly  upon  the  testimony,  refariog 
to  the  experiments  which  were  testified  to,  ami  the  results  of  wliivh 
were  exhibited  to  the  jury,  on  the  part  of  the  plaintiffs  and  defend- 
ants, and  in  continuation  stated : 

That  there  was  one  experiment,  which  was  testified  to  by  Mr.  Kel- 
ler, and  the  result  of  which  was  shown  to  the  jury,  which  was  mad? 
under  circumstances  that  soem  not  to  be  subject  to  any  misapprehen- 
sion, and  which,  if  he  is  not  mistaken,  and  his  testimony  is  correct 
would  seem  to  settle  the  question.  But  this  was  a  question  of  fact, 
to  be  decided  by  the  jury  on  the  evidence.  Hereupon  the  counsel 
for  the  defendants  excepted  to  this  part  <>f  the  charge  of  the  judge. 
That  it  had  been  objected  that  the  improvement  described  in  the 
patent  of  March  14, 1846,  was  different  from  that  of  March  29,1  Wl 
The  act  only  authorized  a  reissue  for  the  same  invention,  the  first 
specification  being  defective.  That  be  had  compared  the  deaeripdoM 
contained  in  the  two  patents;  and, though  the  language  was  in  some 
parts  different,  it  would  be  found  that  the  improvement  was  snlwtan- 
tiallv  the  same,  and  that  he  therefore  apprehended  they  would  hare 
no  great  difficulty  in  thw  branch  of  the  case,  to  which  the  defend- 
ants'  counsel  excepted.  That  it  was  also  objected  that  the  plaintiff 
patent  was  invalid,  for  want  of  originality;  that  the  invention  had 
been  before  described  in  public  works,  and  Bramah,  Hague, Ttaft 
Fox,  and  Potter  were  relied  on  by  the  defendants.  That  in  the  vie* 
taken  by  the  court  in  the  construction  of  the  patent,  it  was  net  ma- 
terial whether  the  mere  comhinations  of  machinery  referred  to  were 
similar  to  the  Combination  used  by  the  Hansons,  because  the  oniric- 
alitv  did  not  consist  in  the  novelty  of  the  machinery, but  in  briti<ru£ 

a  newly-discovered  principle  into  practical  application,  by  waidt i 
useful  article  of  manufacture  is  produced,  and  wrought  pipe  made  as 
distinguished  from  cast  pipe.    Hereupon  the  defendants'  counsel  eJ- 

cepted. 

That  in  the  patents  referred  to.  from  the  year  1797  to  1832,  tie 
Combination  which  was  claimed  to  be  identical  was  confessedly  used 
for  making  pipe,  by  cast  ing  with  fluid  lead  in  a  mould,  and  after  it 
was  set  by  the  application  of  water,  forcing  it  out. 

And  the  question  is.  whether  anv  of  these  inventions  are  substan- 
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tially  the  same  as  the  plaintiffs', — wheflier,  even  if  by  these  modes, 
pipe  had  been  successfully  made  for  common  use,  it  would  have  been 
made  in  the  same  manner  as  the  Hansons', — to  which  opinion  the 
counsel  for  the  defendants  excepted. 

That  it  was  further  objected  that  the  patentees  have  forfeited  their 
rights,  on  account  of  having  omitted  to  put  and  continue  the  inven- 
tion on  sale  within  eighteen  months  after  the  patent  was  granted, 
upon  reasonable  terms.  The  judge  here  commented  upon  the  testi- 
mony on  this  part  of  the  case,  and  in  continuation  said : 

That  it  was  not  essential,  under  the  section  of  the  statute  referred 
to,  that  the  patentees  should  take  active  means  for  the  purpose  of 
putting  their  invention  in  market,  and  forcing  a  sale,  but  that  they 
should  at  all  times  be  ready  to  sell  at  a  fair  price,  when  a  reasonable 
offer  was  made. 

That  it  was  for  the  jury  to  say  whether  it  was  put  and  continued 
on  sale,  under  this  view  of  the  law, — to  which  opinion,  the  counsel 
for  the  defendants  excepted. 

That  the  defendants  Le  Roy  and  Smith  contend  that  they  have 
not  infringed  the  plaintiffs'  patent;  that  they  were  but  the  purchasers 
of  the  pipe,  and  that  Lowber  was  the  manufacturer,  under  the  agree- 
ment which  has  been  read. 

The  judge  here  referred  to  the  evidence  on  this  branch  of  the  case, 
and  said : 

That  if  the  contract  made  by  the  defendants  with  Lowber  was 
bond  fide,  and  they  had  no  connection  with  the  manufacture  of  the 
articles,  except  to  furnish  lead  and  pay  him  a  given  price,  deducting 
the  expenses,  and  if  the  contract  was  in  fact  carried  out  and  acted 
upon  in  that  manner,  then  the  defendants  would  not  be  liable.  But 
if  the  agreement  was  only  colorable,  and  was  entered  into  for  the 
purpose  of  deriving  the  benefit  and  profits  of  the  business,  without 
assuming  the  responsibility  for  the  use  of  the  invention,  and  for  the 
purpose  of  throwing  the  responsibility  on  Lowber,  who  was  insolvent, 
then  they  were  as  responsible  as  he  was. 

That  aiding  and  assisting  a  person  in  carrying  on  the  business  and 
in  operating  the  machinery,  would  implicate  the  parties  so  engaged. 
If,  therefore,  these  defendants  participated  actively  in  conducting  the 
machine,  directing  and  supervising  its  operations,— if  the  evidence 
establishes  that  position,  then,  as  aiding  and  assisting,  they  are  as 
responsible  as  Lowber,— to  which  last  opinion  and  decision,  the  de- 
fendants' counsel  excepted. 

Prior  to  the  giving  of  the  preceding  charge  to  the  jury,  the  defend- 
ants' counsel  requested  the  court  to  instruct  them  according  to  the 
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following  written  proposition  submitted ;  and  his  honor,  after  he  de- 
livered the  said  charge,  took  up  the  said  propositions  in  their  order, 
and  gave  the  instructions  to  the  jury  which  are  respectively  subjoined 
thereto. 

Proposition  I.  If  the  jury  believe  that  the  agreements  executed  on 
the  13th  of  April  aud  13th  of  May,  1846,  by  which  Lowber,  as  manu- 
facturer, was  to  make  the  pipe  for  Le  Roy  &  Co.  on  his  machine,  at 
55  cents  the  100  pounds,  was  real  and  bond  jiile,  on  au  actual  dissolu- 
tion of  the  partnership  of  Lowber  and  Le  Roy,  and  not  colorable,  to 
throw  the  responsibility  of  working  the  machine  on  Lowber  alone, 
then  the  plaintiffs  cannot  recover. 

Upon  which  his  honor  said  that  he  had  already  given  all  the  in- 
structions he  deemed  necessary  on  that  point ;  the  proposition  was 
correct,  and  it  was  for  the  jury  to  decide  that  fact. 

Proposition  II.  That  even  if  the  Tathams  first  introduced  the  pipe 
in  question  in  this  country  as  an  article  of  commerce,  that  does  not 
give  them  any  right  to  recover,  unless  the  patents  under  which  they 
claim  were  good  and  valid,  for  an  invention  not  before  known,  used, 
or  described  in  a  public  work. 

Upon  which  his  honor  instructed  the  jury  as  requested  by  the  de- 
fendants' counsel. 

Proposition  III.  That  if  the  jury  believe  that  the  combination  pat- 
ented by  the  plaintiffs  was  before  patented  by  Burrougbs  Titus,  or 
any  one  else  iu  this  country,  or  pateuted  and  described  in  a  well- 
known  public  work  abroad,  the  plaintiffs  canuot  recover,  although 
such  machines  thus  patented  were  not  actually  put  in  operation,  so 
as  to  make  pipe  for  the  public. 

Upon  which  his  honor  instructed  the  jury,  that  he  had  already  stated 
to  them  that  the  plaintiffs'  invention  did  not  consist  in  the  mere  com- 
bination of  machinery,  and,  therefore,  if  those  patents  were  for  cast- 
ing lead  pipe,  the  point  was  not  material;  that  it  was  not  necessary 
that  they  would  have  made  pipe  for  public  use  to  defeat  a  subsequent 
patent, — to  which  instruction,  and  refusal  to  instruct  the  jury  as  re- 
quested, the  defendants'  counsel  excepted. 

Proposition  IV.  That  the  Tatham  patent  is  void  on  its  face,  the 
Burr  machine  having  the  entire  combination,  including  heat  and 
,  pressure,  aud  the  lead  in  a  set  state.  The  patent  is  void  for  claiming 
too  much ;  should  only  have  been  for  the  improvement,  viz.,  substi- 
tuting the  bridge  and  short  core  for  the  long  core,  aud  not  for  the 
whole  combination. 

His  honor  declined  to  give  this  instruction,  to  which  the  defendants' 
counsel  excepted. 
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Proposition  V.  That  the  hridge  and  short  core  having  been  before 
patented  in  this  country  by  Burroughs  Titus,  and  also  before  used  in 
other  machines,  no  claim  could  be  made  for  introducing  into  Burr's 
combination  such  bridge. 

Upon  which  his  honor  instructed  the  jury  as  follows :  Undoubtedly 
that  is  so,  but  that  is  not  the  plaintiffs'  claim. 

Proposition  VI.  That  the  state  of  the  lead,  when  used  as  described 
in  the  plaintiffs'  specification,  being  a  principle  of  nature,  is  not  the 
subject  of  a  patent,  either  alone  or  in  combination  with  the  machine 
mentioned  in  that  specification. 

To  which  hifl  honor  stated  the  first  part  of  the  proposition  was  cor- 
rect, and  the  latter  part  not ;  and  the  defendants'  counsel  excepted. 

Proposition  VIL  That  the  usiug  of  a  metal  in  a  certain  state,  or  at 
a  certain  temperature,  alone,  or  in  combination  with  a  machine,  was 
not  the  subject  of  a  patent. 

To  which  his  honor  stated:  I  have  already  instructed  the  jury  that 
the  invention,  as  described  by  the  Ilansons,  is  a  patentable  subject, — 
to  which  the  defendants'  counsel  excepted. 

Proposition  VIII.  That  if  the  jury  believe  that  the  combination  of 
cylinder,  piston,  bridge,  short  core,  die,  and  chamber,  under  heat  and 
pressure,  was  before  patented  in  this  country  by  Burroughs  Titus,  Ihen 
the  plaintiffs  cannot  recover. 

Whereupon  his  honor  instructed  the  jury,  that  novelty  in  the  mere 
combination  of  the  machinery  was  not  essential  to  the  plaintiffs1  right 
to  recover,  except  as  connected  with  the  development  and  application 
of  the  principle  before  mentioned,— to  which  the  defendants'  counsel 
excepted. 

Proposition  EL  That  if  the  jury  believe  that  the  same  combination 
of  cylinder,  piston,  bridge,  short  core,  die,  and  chamber,  under  heat 
and  pressure,  had  before  been  patented  in  England  by  Bramah,  and 
published  in  a  well-known  work,  then  the  plaintiffs  cannot  recover. 

His  honor  instructed  the  jury,  that  Bramah's  patcut  and  the  Tat- 
hams'  were  not  identical,  and  declined  to  instruct  them  as  requested, 
— to  all  which  the  defendants'  counsel  excepted. 

Proposition  X.  That  if  the  jury  believed  that  the  Burr,  Bramah, 
Titus,  and  Hague  machines,  or  either  of  them,  were  published  to  the 
world  in  well-known  public  works,  aud  had  the  same  combination, 
in  whole  or  in  part,  as  the  Hanson  machine,  up  to  a  certain  point, 
the  Tathams'  patent  is  void  for  claiming  too  much,  viz.,  the  whole 
combination. 

His  honor  instructed  the  jury,  that  he  had  explained  to  them  his 
views  ou  that  part  of  the  case,  and  declined  to  instruct  them,  as  re- 
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quested,  in  the  form  of  which  the  proposition  was  stated,— aud  to 
which  the  defendants'  counsel  excepted. 

Proposition  XL  That  the  reissue  of  the  patent  of  1846,  on  which 
alone  the  plaiutiffs  can  claim,  was  not  warranted  by  the  patent  of 
1841,  it  being  for  a  different  and  not  the  same  inveution,  misdescribed 
by  inadvertence, accideut,  or  mistake;  and,  in  fact,  was  a  new  patent, 
under  color  of  a  reissue. 

That  if  the  jury  believe  that  the  reissue  of  1846  was  for  a  different 
invention  from  the  patent  of  1841,  and  not  for  the  same  invention, 
misdescribed  by  inadvertence,  accident,  or  mistake,  then  the  plain- 
tiffs cannot  recover. 

Ilis  honor  declined  to  instruct  the  jury  according  to  the  first  branch 
of  this  proposition, — to  which  the  defendants'  counsel  excepted ;  but 
did  instruct  them  in  the  affirmative,  upon  the  last  branch  thereof. 

Proposition  Xll.  That  if  the  jury  believe  that  the  combination 
patented  was  before  described  in  some  well-known  public  work, 
cither  in  this  country  or  in  England,  the  plaintiffs  cannot  recover, 
although  such  machine,  or  the  pipe  made  by  it,  was  never  introduced 
in  this  country. 

Upon  which  his  honor  instructed  the  jury  in  the  affirmative. 

Proposition  XIII.  If  the  jury  believe  that  the  combination  claimed 
was  before  known  or  used,  to  make  lead  pipe,  by  other  than  the  Han- 
sons or  the  Tathams,  the  plaintiffs  are  not  entitled  to  recover,  no  mat- 
ter how  limited  such  knowledge  or  use  was,  if  the  invention  was  not 
kept  secret. 

Upon  which  his  honor  instructed  the  jury  in  the  affirmative. 

Proposition  XIV.  That  if  the  macaroni  machine,  or  the  Busk  k 
Harvey  clay-pipe  machine,  contained  the  same  combination  as  the 
plaint  ills'  machine,  that  the  plaintiffs  cannot  recover,  by  reason  of 
applying  the  same  combination  to  a  new  use. 

Which  instruction  his  honor  declined  to  give,  and  stated  that  he 
had  explained  to  them  his  views  on  that  subject;  aud  the  defendants' 
counsel  excepted. 

Proposition  XV.  That  if  the  jury  believe  that  Mr.  Lowber's  ma- 
chine was  used  by  his  men  when  the  lead  was  in  a  fluid,  and  not  in 
a  set  or  solid  state,  then  there  was  no  infringement,  aud  the  plaintiffs 
cannot  recover,  if  the  plaintiffs'  patent  were  valid. 

Upon  which  his  honor  instructed  the  jury  in  the  affirmative. 

Proposition  XVI.  That  the  jury  are  the  sole  and  exclusive  judges, 
as  questions  of  fact,  whether  the  combination  and  process  were  the 
same  in  plaintiffs'  machine  as  in  Bramah's,  or  in  any  other  of  the 
machines  proved  on  the  trial. 
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Upon  which  his  honor  charged  tho  jury,  that  this  was  so,  undoubt- 
edly ;  subject,  however,  to  the  principles  of  law  as  laid  down  in  his 
preceding  charge  and  instructions,— to  which  the  defendants'  counsel 
excepted. 

Proposition  XVII.  That  if  the  jury  believe  that  the  lead,  when  it 
may  be  successfully  used  to  make  pipe  with  plaintiffs'  machine,  must 
not  be  in  a  set  or  solid  state,  as  described  in  their  specification,  and 
that  it  can  only  be  thus  used  in  a  fluid  or  pasty  state,  then  that  the 
patent  is  void,  and  the  jury  should  find  for  the  defendants,  on  the 
ground  that  the  specification  docs  not  fairjy  and  fully  describe  the 
nature  of  the  invention  claimed,  nor  the  condition  in  which  the 
lead  should  be  used,  so  as  to  enable  the  public  to  ascertain  the  tine 
nature  of  the  invention,  the  manner  of  using  the  machine,  and  the 
condition  in  which  the  lead  ought  to  be  used. 

Which  instruction  his  honor  answered  in  the  affirmative. 

The  jury  then  retired  to  consider  their  verdict,  under  the  said 
charge  and  instructions ;  and  subsequently,  on  the  25th  day  of  May, 
1849,  returned  into  court  with  a  verdict  for  the  said  plaintiffs  for 
$11,394  damages,  and  six  cents  costs. 

And  inasmuch  as  the  said  several  matters  aforesaid  do  not  appear 
by  the  record  of  the  said  verdict,  the  said  defendants'  counsel  did 
then  and  there  request  his  honor,  the  said  judge,  to  put  his  seal  to  this 
bill  of  exceptions,  containing  the  said  several  matters  aforesaid ;  and 
his  honor,  the  said  judge,  did,  in  pursuance  of  the  said  request  and 
of  the  statute  in  such  case  made  and  provided,  put  his  seal  to  this  bill 
of  exceptions,  containing  the  said  several  matters  aforesaid,  at  the 
city  of  New  York  aforesaid,  the  same  25th  day  of  May,  1849. 

8.  Nelson. 

The  case  was  argued  by  Mr.  GiUetl  and  Mr.  Noyes,  with  whom  was 
Mr.  Barbour,  for  the  plaintiffs  in  error,  and  by  Mr.  Cutting  and  Mr. 
Staples,  for  the  defendants  in  error. 

The  points  made  by  the  counsel  for  the  plaintifts  in  error  were  the 
following: 

1.  In  construing  a  patent,  and  deciding  what  are  the  inventions 
patented  thereby,  the  summing  up  is  conclusive.  Nothing  is  patented 
but  what  is  expressly  claimed.  Moody  v.  Fiske,  2  Mason,  112,^118 ; 
Bex  v.  Cutler,  1  Starkie,  354;  Davies  on  Patents,  398,  404;  Bocill 
v.  Moore,  2  Marsh,  211;  Wyeth  v.  Stone,  1  Story,  285;  Iloay  v. 
Stwens,  3  W.  &  M.,  17. 

2.  What  is  described  in  a  patent,  and  not  claimed,  whether  invented 
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by  the  patentee  or  not,  is  dedicated  to  the  puhlic,  aud  cannot  be  afler- 
wards  claimed  as  a  part  of  his  patent,  in  a  reissue,  or  otherwise.  M- 
tin  v.  Taggart,  Judges  Kane  and  (trier,  September  10, 1851;  rinB 
section  of  act  of  1836  ;  Melius  v.  Silsbce,  4  Mason,  111 ;  Grant  v.  Bap 
mond,  6  Pet,  218 ;  Shaw  v.  Cooper,  7  Pet,  292, 322,  323;  Pcmodr. 
Dialogue,  2  Pet,  1, 16. 

3.  A  patent  void  in  part  is  void  in  whole,  except  when  otherwise 
provided  by  statute.    Wgeih  v.  Stone,  1  Story,  285,  273-294; 

v.  Fiske,  2  Mason,  118, 119 ;  Woodcock  v.  Parker,  1  Gall..  488 ;  Etm 
v.  Eaton,  7  Wheat,  356;  5  Cond.  R.,  302.  314  ;  liorill  v.  Moore,  IW 
Patents,  398;  Id.,  2  Marshall,  211;  Hill  v.  Thompson,  8  B.  Mom, 
244 ;  Bednton  v.  Hawks,  4  B.  k  Aid.,  541 ;  Saunders  v.  yfcrfoa,  3  B.  * 
Aid.,  881 ;  Kag  v.  MarsMl,  5  Bing.  K  C,  492;  Gifon  v.  Bnmi,i 
M.  &  Gr.,  178;  McFarlant  v.  Pri«\  1  Starkie,  199;  Minion  \  Mm, 
1  Nev.  &  P.,  595 ;  flex  v.  Cutler,  1  Starkie,  359. 

4.  The  judge  was  hound  to  present  to  the  consideration  of  the  jnrj, 
as  a  question  of  fact,  in  the  words  of  the  statute,  whether  the  patentee, 
being  an  alien,  "had  failed  and  neglected,  for  the  space  of  eighteen 
months  from  the  date  of  the  patent,  to  put  and  continue  on  sale  to 
the  public,  on  reasonable  terms,  the  invention  for  which  the  palest 
issued."  Tatham  et  (d.  v.  Luring,  decision  by  Judge  Story  on  that 
patent,  cited  on  brief. 

5.  It  was  error  in  the  judge  to  instruct  the  jury  that  he  had  earn- 
ined  the  surrendered  and  reissued  patent,  and  found  the  improveuidi! 
the  same.  ITe  .should  have  submitted  the  question,  as  one  of  factta 
the  jury,  for  them  to  determine  upon  the  evidence,  of  the  weight  of 
which  they  were  the  exclusive  judges.  It  was  also  error  to  instroet 
them  that  Bramah's  and  Tatham's  patent  were  not  identical. 
was  a  question  for  the  jury.  Curtis,  sec.  881 ;  Carver  v.  Braintrrui 
Story,  432 ;  Stimpson  v.  Wert  Clutter  Bailrotul  Co.,  4  Howard,  381 

6.  The  question,  whether  the  combination  had  been  previoodr 
patented,  or  described  in  a  printed  publication,  was  one  of  fact,  which 
should  have  been  submitted  to  the  jury. 

7.  Applying  an  old  maehinc  to  a  new  use.  or  to  produce  a  new  re- 
sult, is  not  the  subject  of  a  lawful  patent.  Boulion  v.  Bull,  2  R  BL 
487;  Losh  v.  Hague,  "Web.  Pat,  207;  Crane,  v.  Price,  4  Maun,  k  GraM, 
580  ;  Huddart  v.  Grainshaw,  "Web.  Pat.,  8 ;  Hoice  v.  Abbott,  2  Story. 
100,  193;  Bam  v.  SmaUwood,  2  Story,  408,  410;  Hoceg  v.  SUtem,\ 
Wood,  k  M.  It,  290,  297,  298  ;  Kag  v.  Marshall,  5  Bing.  N.  0,491 
(35  Com.  L.  R.,  194,  197,  198;)  Gibson  v.  Brand,  4  Mann.  &  Gnu*. 
179;  (43  Com.  L.  R.,  100.  110;)  Hotchkiss  v.  Greenwood,  11  HowanL 
248,  266;  Curtis,  sees.  26,  27. 
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8.  Making  an  addition  to  an  old  combination  does  not  authorize  .•- 
patent  for  the  whole  combination.  Such  a  patent  would  be  broader 
than  the  invention,  and  void.  , 

Act  of  1830,  sec.  6;  Ilindmaivh  on  Pat.,  184, 100,  and  cases  cited; 
Banl  v.  Gibbs,  DftvW  Pat.,  398,  413;  Whittanort  v.  Cutter,  1  Gall., 
478;  Barrett  v.  Hill,  1  Mason,  447,  474 ;  Mood y  v.  Fist*,  2  Mason, 
117;  Prouty  v.  Drajxr,  1  Story,  5G8 ;  Howe  v.  Abbott,  2  Story,  190; 
Brooks  v.  Jenkins,  3  McLean, 488;  Eratu  v.  EWon,  1  Pot..  ;  Cur- 
tis, sees.  8-11  ;  Bro<k<  v.  Biekmll,  4  McLean,  04,  73;  Root  v.  7?'//, 
4  McLean,  177, 180 ;  Parker  v.  Baicorth,  I  McLean,  370,  ::7:!;  Prouty 
v.  Ruyyles,  16  Pet.,  336,  341 ;  Earns  v.  Eatm,  7  Wheat.,  35G ;  5  Cond. 
R.,  302,  314. 

9.  The  plaintiffs,  TTenry  B.  and  Benjamin  Tatiiam,  not  being  in- 
ventors, were  not  authorized  t<>  surrender  the  patent  grunted  to  them 
as  assignees,  and  receive  a  reissued  patent  theivou.  Patent  Act  of 
1837,  sec.  6. 

10^  The  reissued  patent  is  void,  because  issued  to  a  party  who  was 
neither  an  original  inventor  nor  his  assignee.    Act  of  1837,  sec.  0. 

11.  Neither  a  principle  nor  an  aiieci  can  be  patented,  but  a  patent 
must  be  for  a  mode  of  embodying  the  former  to  produce  the  latter, 
invented  by  the  patentee.  Kemper's  ease,  by  Chief  Justice  Cranch, 
in  Curtis  on  Pat.,  500;  Wy<  ll>  v.  Stone,  1  Story.  286 ;  Hifl  v,  Thompmt, 
8  Taunton,  37-"> ;  B,  C,  4  Com.  L.  It..  151  ;  BrunUni  \ ,  Tl'urks,  4  Barn. 
&  Aid.,  541 ;  S.  a, 6  Com.  L.  P..  §09  ;  Moody  **«  .  -  Mason,  118; 
Whittemorc  v.  Cutter,  i  Gall.,  478, 480 ;  Stm  v.  Spr»tgu*>  1  Story,  270, 
272;  Blnnchanl  v.  fyragrw,  3  Sumner,  535,  540;  B.  i '..  2  Story,  104. 
194;  Howe  v.  Abbott,  2  Story,  194  ;  Smith  V,  Dotcntity,  decided  in  1850 
by  Judge  "Woodbury ;  DetiHOthl  v.  ll<>  >;*.  Crier  and  Kane,  Judges. 
1851;  Boulton  v.  Watt,  2  II.  BI.,453;  B.  C.  Davits  on  Pat.,  102,  192. 

The  counsel  for  the  defendants  in  error  made  the  following  point*: 
No  exception  was  taken  to  the  admission  or  exclusion  of  testimony, 
but  solely  to  the  judge's  charge, 

The  invention  for  which  the  patent  was  granted  consisted  in  the 
discovery,  that,  under  certain  condition-,  and  by  the  use  and  applica- 
tion of  certain  methods,  lead  and  some  of  it  alloys,  while  in  a  set 
state,  could,  after  being  separated  into  parts,  1m-  reunited  and  welded, 
and  thus  formed  into  pipe;  and  also  of  the  mode  of  doing  this;  pro- 
ducing thereby  a  new  article  of  manufacture,  wrought  lead  pipe 
avoiding  the  objections  which  had  always  prevented  success  in  cast- 
ing pipe;  and  by  this  discovery  overcoming  the  defects  of  Purr's 
method,  on  which  this  was  an  improvement. 
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The  patentees,  in  describing  the  invention,  Bay  that  they  "have 
found,  from  experience,  tliat  lead  and  some  of  its  alloys,  when  re- 
cently become  set,  or  in  a  condition  just  short  of  fluidity,  being  <till 
under  heat  and  exfreme  pressure,  in  a  close  vessel,  will  unite  per- 
fectly  after  a  separation  of  its  parts,"  and  that,  therefore,  they  coo- 
struct  their  machinery  as  follows, — and  then  proceed  to  describe  the 
machinery  or  apparatus,  as  adapted  by  them  to  this  discovery,  and 
by  which  they  produce  the  practical  result  above  stated. 

After  describing  the  apparatus  and  the  modes  of  using  it,  the  pat- 
entees repeat,  "that  the  remarkable  feature  of  their  invention  u  that 
soft  metals,  when  in  a  set  state,  being  yet  under  heat,  can  he  made, 
by  extreme  pressure,  to  reunite  perfectly,  around  a  core,  after  a  «p- 
aration,  and  thus  be  formed  into  strong  pipes  or  tubes." 

And  "that  the  essential  difference  in  the  character  of  this  pipe,  dis- 
tinguishing it  t  rom  all  others  before  made,  was  that  it  was  wrought 
under  heat  by  pressure  and  constriction  from  set  metal ;  and  that  h 
is  not  ii  casting  formed  in  a  mould." 

And  they  close  by  claiming  as  their  invention  "  the  combination 
described  by  them,  when  used  to  form  pipes  of  metal,  under  heat  and 
pressure,  in  the  manner  set  forth." 

The  judge,  in  his  charge,  in  commenting  on  the  patent,  states  the 
invention  to  be  substantially  as  above  stated;  and  to  this  const»> 
tion  and  view  of  the  patent  no  exception  was  taken  by  the  defend- 
ants. 

The  court  then  proceed  further  to  instruct  the  jury,  and  in  answer 
to  certain  propositions  submitted  by  the  plaintiffs  in  error  for  tht 
consideration  of  the  court. 

I.  The  first  proposition  laid  down  by  the  court,  is  that  the  mere 
combination  of  machinery  not  new,  in  the  abstract,  when  combined 
with  and  applied  to  the  practical  development  of  a  new  principle,  to 
produce  a  new  and  useful  result,  may  be  the  subject  of  a  valid  patent. 
This  principle  is  repeated  several  times,  in  different  connections,  in 
the  course  of  fhe  charge  to  the  jury ;  and  as  often  excepted  to  by  the 
counsel  for  the  defendants. 

The  counsel  for  the  defendants  in  error  insist  that  the  above  posi- 
tion is  correct,  and  supported  by  principle,  by  precedent,  and  hv 
practice, 

1.  The  position  is  supported  by  principle,  founded  on  the  statute* 
giving  patents  to  inventors.  He  who  discovers  a  new  principle. and 
points  out  the  means  of  applying  it,  to  prodnco  a  new  and  useful 
result,  comes  within  the  settled  construction  of  the  English  act.  giv- 
ing a  patent  for  the  sole  working  of  any  manner  of  new  manufac- 
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tures.  See  sixth  section  of  the  act  21  James  I,  1G23.  By  our 
Patent  Law,  any  person  having  invented  or  discovered  any  new 
manufacture,  &c,  is  entitled  to  a  patent,  See  sixth  section  of  the 
act  4th  July,  1836.  The  term  new  manufacture,  includes  not  only 
the  thing  produced,  but  the  means  of  producing  it 

2.  This  principle  is  supported  by  authority.  Curtis  on  Pat.,  sees. 
9,  71-91 ;  also  ch.  2,  pp.  57-94,  and  cases  there  cited.  Earl  Dudley's 
patent  for  the  use  of  pea  or  pit  coal,  in  the  manufacture  of  iron.  1 
Carpmael,  15;  Webster's  Patent  Cases,  14,  S.  C. — Xeilson's  patent 
for  the  hot-air  blast,  in  connection  with  common  bituminous  pit  coal, 
in  the  manufacture  of  iron.  8  Mees.  &  Welsh.,  806-825 ;  A.  D.  1841 ; 
Neilson  v.  Hartford,  &c,  Web.  Pat.  Cas.,  295, 328-373 ;  A.  D.  1841 ; 
S.  C,  374 — Crane's  patent  for  the  hot-air  blast,  in  connection  with  an- 
thracite coal.  Crane's  patent,  Web.  Pat.  Cas.,  375 ;  date  1836.  Crane 
v.  Price,  &c;  Web.  Pat.  Cas.,  377,  393;  A.  D.  1842,  S.  C,  4  Mann. 
k  Grang.,  380 ;  S.  C,  43  Eng.  Com.  L.  R.,  301 ;  S.  C,  2d  vol.  Frank. 
J.  for  year  1851,  p.  388;  French,  £c.,  v.  Rogers,  fa,  394-397,  and 
cases  there  cited  by  the  court.  6  Eng.  Law  and  Equity  Rep.,  536, 
overruling  2  Carrington  &  Kirwan,  cited  v.  Leon.,  43, 47, 52;  Curtis, 
81  a.;  Webster,  229,  note. 

II.  The  second  exception  by  the  defendants'  counsel  is  to  the  charge 
of  the  court  in  relation  to  Mr.  Keller's  evidence. 

It  is  difficult  to  see  upon  what  ground  this  exception  of  the  defend- 
ants to  the  charge  of  the  court  is  founded.  After  remarking  upon 
the  character  and  weight  of  the  fact  testified  to,  the  whole  is  submit- 
ted to  the  jury  for  their  decision. 

HE.  The  third  exception  taken  to  the  charge  of  the  court  is  found 
in  the  next  two  paragraphs  on  the  same  page,  and  relates  to  the  reis- 
sued patent.  The  same  is  repeated  iu  the  call  of  the  defendants,  in 
their  eleventh  proposition,  upon  which  they  ask  the  court  to  instruct 
the  jury. 

The  substance  of  the  charge,  as  given  in  both  instances,  is  that  the 
language  in  one  patent  was  in  some  parts  different  from  that  in  the 
other,  but  the  meaning  was  substantially  the  same  in  both ;  that 
the  reissued  patent  must  be  for  the  same  invention  as  the  first;  and 
the  matter  of  fact  was  left  to  the  jury. 

IV.  The  next  exception  is  to  the  charge  of  the  court  as  found  at 
the  top  of  the  42d  page  of  the  case,  and  is  as  follows: 

"That  in  the  patents  referred  to,  from  the  year  1797  to  1832,  the 
combination  which  was  claimed  to  be  identical  was  confessedly  used 
for  making  pipe,  by  casting  with  fluid  lead  in  a  mould,  and  after  it 
was  set  by  the  application  of  water,  forcing  it  out. 
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"And  the  question  is,  whether  any  of  these  inventions  arc  substan- 
tially the  same  as  the  plaintiffs*, — whether,  even  if  by  these  modes 
pipe  had  been  successfully  made  for  common  use,  it  would  have  been 
made  in  the  same  manner  as  the  Hansons', — to  which  opinion  the 
counsel  for  the  defendants  excepted." 

"Whether  the  modes  referred  to  by  the  court,  of  manufacturing 
pipe,  were  the  same  or  different,  was  a  question  of  fact  left  to  the 
jury ;  and  the  court  did  not,  by  the  manner  of  stating  the  point,  with- 
draw it  from  the  consideration  of  the  jury. 

V.  The  fifth  exception  relates  to  the  charge  of  the  court  as  to  the 
duty  of  the  plaintiffs  to  put  and  keep  the  invention  on  sale  on  reason- 
able terms,  and  they  say  that  it  was  not  essential  that  the  patentees 
should  take  active  means  for  the  purpose  of  putting  their  invention 
in  market,  and  forcing  a  sale ;  but  that  they  should,  at  all  times,  be 
ready  to  sell  at  a  fair  price,  when  a  reasonable  offer  was  made. 

That  it  was  for  the  jury  to  say  whether  it  was  put  and  continued 
on  sale,  under  this  new  of  the  law, — to  which  the  counsel  for  the 
defendants  excepted. 

We  insist  that  the  court  took  a  correct  view  of  the  statute,  and 
properly  submitted  the  question  of  fact  to  the  jury;  and  that  the 
exception  is  not  well  taken. 

"VT.  The  next  exception,  in  the  order  in  which  the  defendants  in 
error  have  noticed  them,  relates  to  the  instructions  of  the  court,  in 
relation  to  the  liability  of  Le  Roy  and  Smith  jointly,  with  the  other 
defendant,  Lowber. 

It  seems,  to  the  counsel  for  the  defendants  in  error,  that  the  ques- 
tion was  properh'  submitted  to  the  jury,  as  a  question  of  fact,  how 
far  Le  Roy  and  Smith  had  made  themselves  liable  with  Lowber. 
The  defendants  in  error  insist  that  the  exception  to  this  part  of  the 
charge  is  not  well  taken. 

VII.  In  answer  to  the  fourth  proposition,  on  which  the  court  was 
requested  to  instruct  the  jury,  that  Tatham's  patent  was  void  on  its 
face,  &c,  we  say  that  the  charge  of  the  conrt  was  correct.  The  pat- 
entees in  Tatham's  patent  have  pointed  out  clearly  what  they  claim, 
and  what  they  do  not  claim. 

Vm.  In  their  ninth  proposition,  the  defendants  requested  the 
court  to  instruct  the  jury — 

"That  if  they  believed  the  same  combination  of  cylinder,  piston, 
bridge,  short  core,  die,  and  chamber,  under  heat  and  pressure,  had 
before  been  patented  in  England  by  Bramah,  and  published  in  a  well- 
known  work,  then  the  plaintiffs  cannot  recover." 

Upon  this  proposition  the  court  instructed  the  jury,  that  Bramalvs 
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patent  and  the  Tathams'  were  not  identical ;  and  declined  to  instruct 
the  jury  as  requested, — to  which  the  counsel  for  the  defendants  ex- 
cepted. This  request  by  the  defendants  for  the  above  instruction 
was  based  on  the  assumption  of  a  fact  not  proved  and  not  true,  and 
was  correctly  refused. 

IX.  The  defendants  requested  the  court  to  instruct  the  jury  accord- 
ing to  their  tenth  proposition,  which  is  as  follows :  "That  if  the  jury 
believe  that  the  Burr,  Bramah,  Titus,  and  Hague  machines,  or  either 
of  them,  were  published  to  the  world  in  well-known  public  works, 
and  had  the  same  combination,  in  whole  or  in  part,  as  the  Hanson 
machine,  up  to  a  certain  point,  the  Tathams'  patent  is  void  for  claim- 
ing too  much,  viz.,  the  whole  combination;  and  the  court  thereupon 
instructed  the  jury,  that  they  had  explained  their  views,  on  that  part 
of  the  case,  and  declined  to  instruct  them  as  requested  in  the  form  in 
which  the  proposition  was  stated."  To  which  the  counsel  for  the  de- 
fendants excepted,  and  the  defendants  in  error  insist  that  this  excep- 
tion is  not  well  taken. 

X.  The  sixteenth  proposition,  on  which  the  court  was  requested  to 
instruct  the  jury,  is  in  the  following  words,  namely: 

'•That  the  jury  are  the  sole  and  exclusive  judges  as  to  the  questions 
of  fact,  whether  the  combination  and  process  were  the  same  in  the 
plaintiff*'  machine  as  was  Bramah's,  or  in  any  other  of  the  machines 
proved  on  the  trial.  And  thereupon  the  court  instructed  the  jury, 
that  this  was  so,  undoubtedly;  subject,  however,  to  the  principles  of 
law  as  laid  down  in  the  preceding  charge  and  instructions."  To 
which  the  counsel  for  the  defendants  excepted. 

The  defendants  in  error  insist  that  none  of  the  exceptions  aforesaid 
are  well  taken ;  and  that  said  judgment  should  be  affirmed  with  costs 
and  damages. 

Mr.  Justice  McLean  delivered  the  opinion  of  the  court. 

This  is  a  case  on  error  from  the  Circuit  Court  of  the  Southern 
District  of  New  York. 

The  action  was  brought  in  the  Circuit  Court,  to  recover  damages 
for  an  alleged  infringement  of  a  patent  for  new.  and  useful  improve- 
ments in  machinery  for  making  pipes  and  tubes' from  metallic  sub- 
stances. 

The  declaration  alleged  that  John  and  Charles  Hanson,  of  England, 
were  the  inventors  of  the  improvements  specified,  on  or  prior  to  the 
31st  of  August,  1837 ;  that  on  the  10th  of  January,  1840,  the  Hansons 
assigned  to  H,  B.  &  B.  Tatham,  two  of  the  defendants  in  error,  the 
fall  and  exclusive  right  to  said  improvements;  that  on  the  29th  of 
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March,  1841,  letters  patent  were  granted  for  the  improvement*  to 
the  Tathams,  as  the  assignees  of  the  Hansons;  that  afterwards.  IL 
B.  &  B.  Tatham  assigned  to  G.  N.  Tathani,  the  remaining  defendant 
in  error,  an  undivided  third  part  of  the  patent. 

On  the  14th  of  March,  1846,  the  said  letters  patent  were  soma- 
dered,  on  the  ground  that  the  specifications  of  the  improvement* 
claimed  were  defective,  and  a  new  patent  was  issued,  which  granted 
to  the  patentees,  their  heirs,  &c.,  for  the  term  of  fourteen  years  from 
the  31st  of  August,  1837,  the  exclusive  right  to  make  and  vend  the 
improvements  secured.  The  declaration  states  the  patent  was  of  th» 
value  of  fifty  thousand  dollars;  and  that  the  defendants  below  had 
made  and  vended  lead  pipe  to  the  amount  of  two  thousand  tons,  in 
violation  of  the  patent,  and  to  tho  injury  of  the  plaintiff's  twenty 
thousand  dollars. 

The  defendants  pleaded  not  guilty;  the  defendant  Lowber  did  ntf 
join  in  tho  plea,  hut  permitted  judgment  to  lie  entered  against  bin 
by  default.  On  the  trial,  certain  hills  of  exceptions  were  taken  to  the 
instructions  of  the  court  to  the  jury,  on  which  errors  are  assigned. 

The  schedule,  which  is  annexed  to  the  patent,  and  forms  a  par  of 
it,  states  that  tho  invention  consists  "in  certain  improvements  open, 
and  additions  to,  the  machinery  nsed  for  manufacturing  pipes  «nd 
tulies  from  lead  or  tin.  or  an  alloy  of  soft  metals  capable  of  being 
forced,  by  great  pressure,  from  out  of  a  receiver,  through  or  between 
apertures,  dies,  and  cores,  when  in  a  set  or  solid  state,  set  forth  in  the 
specification  of  a  patent  granted  to  Thomas  Burr,  of  Shrewsbury,  in 
Shropshire,  England,  dated  the  1 1th  of  April,  1890."  After  doecrih- 
ing  Burr's  machine,  its  defects,  and  tho  improvements  made  on  it  * 
claimed,  the  patentees  say:  "Pipes  thus  made  are  found  to  plMM 
great  solidity  and  unusual  strength,  and  a  fine  uniformity  of  thick- 
ness and  accuracy  of  bore  is  arrived  at,  such  as,  it  is  believed,  ba» 
never  before  been  attained  by  any  other  machinery." 

"  The  essential  difference  in  the  character  of  this  pipe,  which  dis- 
tinguishes it,  as  well  us  that  contemplated  by  Thomas  Burr,  from  all 
other  heretofore  known  or  attempted,  is  that  it  is  wrought  under 
heat,  by  pressure  and  constriction,  from  set  metal;  and  that  it  is  tot 
a  casting  formed  in  a  mould." 

And  they  declare:  ""We  do  not  claim  as  our  invention  and  im- 
provement any  of  the  parts  of  the  above-described  machinery,  inde- 
pendently of  its  arrangement  and  combination  above  set  forth.  Whit 
we  do  claim  as  our  invention,  and  desire  to  secure,  is  the  combina- 
tion of  the  following  parts  above  described,  to  wit,  the  core  aod 
bridge,  or  guide-piece,  with  the  cylinder,  the  piston,  the  chambr. 
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and  the  die,  when  used  to  form  pipes  of  metal,  under  heat  and  press- 
ure, in  the  manner  set  forth,  or  in  any  other  manner  substantially  the 
same." 

" The  plaintiffs  gave  in  evidence  certain  agreements  between  the 
defendants,  showing  the  manufacture  of  lead  pipe  by  the  defendant 
Lowber,  for  the  defendants  Le  Roy  and  Smith.  And  also  evidence 
tending  to  prove  that  the  said  John  Hanson  and  Charles  Hanson 
were  the  original  and  first  inventors  of  the  improvement  described 
in  the  said  letters  patent;  that  the  invention  and  discovery  therein 
described  was  new  and  useful ;  that  the  lead  pipe  manufactured  there- 
by wras  superior  in  quality  and  strength,  capable  of  resisting  much 
greater  pressure,  and  more  free  from  defects  than  any  pipe  before 
made;  that  in  all  the  modes  of  making  lead  pipe,  previously  known 
and  in  use,  it  could  be  made  only  in  short  pieces,  but  that  by  this 
improved  mode  it  could  be  made  of  any  required  length,  and  also  of 
any  required  size ;  and  that  the  introduction  of  lead  pipe,  made  in 
the  mode  described,  had  superseded  the  use  of  that  made  by  any  of 
the  modes  before  in  use,  and  that  it  was  also  furnished  at  a  less  price." 

"And  the  plaintiffs  also  gave  evidence  tending  to  prove  that  lead, 
when  recently  become  set,  and  while  under  heat  and  extreme  press- 
ure in  a  close  vessel,  would  reunite  perfectly,  after  a  separation  of 
its  parts;  and  that  in  the  process  described  in  the  said  patent,  lead 
pipe  was  manufactured  by  being  thus  separated  and  reunited;  and 
that  the  said  John  and  Charles  Hanson  were  the  first  and  original 
discoverers  thereof;  and  that  such  disco  very,  and  its  reduction  to  a 
practical  result  in  the  mode  described  in  said  letters  patent,  was  use- 
ful and  important." 

"And  the  plaintiffs  also  gave  evidence  conducing  to  prove  that  the 
improvement  described  in  the  letters  patent  was  the  same  invention 
and  discovery  which  had  been  made  by  the  said  John  and  Charles 
Hanson,  and  for  which  letters  patent  had  been  granted  to  them  in 
England,  and  subsequently  in  this  country  to  the  Tathams,  as  recited 
in  the  letters  patent." 

"  And  the  plaintiffs  also  gave  evidence  conducing  to  prove  that 
they  had  been  ready  and  willing,  and  had  offered,  to  sell  the  said 
invention,  within  eighteen  months  succeeding  the  issuing  of  said  let- 
ters patent  to  them,  and  also  since;  and  had,  within  the  said  eighteen 
months,  sold  the  same  for  a  large  portion  of  the  United  States." 

Tile  defendants'  counsel  then  read  in  evidence,  from  the  "  Rep- 
ertory of  Arts,"  vol.  10,  page  344,  the  description  of  the  patent  to 
the  Hansons,  dated  August  31, 1837.  They  also  read  in  evidence 
the  patent  issued  upon  the  application  of  the  plaintiffs  to  tlx1  Patent 
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Office,  containing  another  specification,  which  wan  anuexed  to  tbc 
patent  surrendered.  Ainl  they  also  read  the  specification  of  Tlnnu:^ 
Burr's  patent.  of  April  11,  1820;  also  a  patent  granted  to  George 
W.  rotter,  described  in  the  twelfth  ••  Franklin  Journal  of  Art*,"  po- 
lished in  18:5:5;  they  also  read  the  specification  of  a  patent  gnuihd. 
in  England,  to  Busk  &  Barvey,  on  December  5,  1817;  and  also  the 
specification  of  a  patent  granted,  in  England,  to  Joseph  Bramah, 
October  31.  1707. 

Hvidcnce  was  also  given  to  show  that  the  combination  of  machin- 
ery for  making  lead  pipe,  described  in  public  works  a«  having  fern 
invented  by  Burroughs  Titus,  hy  George.  W".  Totter,  by  Jesse  Fox,  by 
John  Hague,  and  by  Joseph  Bramah.  were  substantially  the  same  a» 
that  used  l»y  the  plaintiffs;  that  the  combination  of  machinery  pat- 
ented, as  hereinbefore  stated,  by  Busk  iV  Harvey,  for  making  pips 
of  clay,  and  that  used  for  making  macaroni,  were  substantia^?  Al 
name  as  that  described  in  the  plaintiffs'  patent. 

In  their  charge  to  the  jury,  the  court  said :  -They,  the  plaint:^, 
also  state  that  they  do  not  claim  any  of  the  parts  of  the  machinery, 
the  cylinder,  core,  die.  or  bridge,  but  that  they  claimed  the  combina- 
tion when  used  to  form  pipes  of  metal,  under  heat  and  pressure,  in 
the  way  they  have  described.  There  eon  be  no  doubt  that  If  dw 
combination  is  new.  and  produces  a  new  and  useful  result,  it  is  the 
proper  subject  of  a  patent."  "The  result  is  a  new  manufacture. 
And  even  if  the  mere  combination  of  machinery  in  the  abstract  il 
not  new,  still,  if  used  and  applied  in  connection  with  the  practical 
development  of  a  principle  newly  discovered,  producing  a  new  awl 
useful  result,  the  subject  is  patentable.  In  this  view,  the  inipn>v<- 
mcnt  of  the  plaintiffs  is  the  application  of  a  combination  of  macliiui  n 
to  a  new  end. — to  the  development  and  application  of  a  new  primipk. 
resulting  in  a  new  and  useful  manufacture.  That  the  discovery  of* 
new  principle  is  not  patentable,  but  it  must  be  embodied  and  bnnurii' 
into  operation  by  machinery,  so  as  to  produce  a  new  and  an  useful 
result  Upon  this  view  of  the  patent,  i(  is  an  important  qnojtioafa 
the  jury  to  determine,  from  the  evidence,  whether  the  fact  is  estak 
lisbed,  on  which  the  alleged  improvement  is  founded,  that  lead  in  * 
set  or  semi-solid  state  can  thus  be  reunited  or  welded,  after  separa- 
tion."   To  this  instruction  the  defendants  excepted. 

It  was  also  objected,  that  the  plaintill's'  patent  was  invalid  forwai.: 
of  originality  ;  that  the  invention  had  been  before  described  in  publi 
works;  and  Bramah.  Hague,  Titus,  Fox,  and  Potter  were  relied  W 
by  the  defendants. 

To  this  it  u;is  replied,  by  the  court :  "That  in  the  view  taken  by  the 


Digitized  by  Google 


Dec  1852.] 


Le  T5oy  r.  Tatham. 


(177 


Opinion  of  the  court, 

court  in  the  construction  of  tin-  patent,  it  was  not  materia]  whether 
the  mere  combinations  of  machinery  referred  to  were  similar  to  the 
combination  used  by  the  Hansons,  because  the  originality  did  not 
consist  in  the  novelty  of  the  machinery,  l»nt  in  bringing  a  newly  dis- 
covered principle  into  practical  application,  by  which  a  useful  article 
of  manufacture  ifl  produced,  and  wrought  pipe  made  as  distinguished 
from  cast  pipe."  To  this  charge  there  was  also  an  exception. 

The  word  principle  is  used  by  element  Ary  writers  on  patent  subjects, 
and  sometimes  in  adjudications  of  courts,  with  such  a  want  of  preci- 
sion in  its  application  as  to  mislead.  It  is  admitted,  that  a  principle 
is  not  patentable.  A  principle,  in  the  abstract,  is  a  fundamental  truth ; 
an  original  cause ;  a  motive.  Those  cannot  be  patented,  as  no  one  COO 
claim  in  cither  of  them  an  exclusive  right.  Nor  can  an  exclusive 
right  exist  to  a  new  power,  should  one  he  discovered  in  addition  to 
those  alreadv  known.  Through  the  lurencv  of  muehinerv,  a  new 
steam-power  may  be  said  to  have  been  generated,  But  no  one  can 
appropriate  this  power  exclusively  to  himself,  under  the  Patent  Laws. 
The  same  may  he  said  of  electricity,  and  of  any  other  power  in  nature, 
which  is  alike  open  to  all,  and  may  be  applied  to  useful  purposes  by 
the  use  of  machinery. 

In  all  such  cases,  the  processes  used  tn  extract,  modify,  and  con- 
centrate natural  agencies,  constitute  the  invention.  The  elements 
of  the  power  exist ;  the  invention  is  not  in  discovering  them.  Hut  in 
applying  them  to  useful  objects,  Whether  the  machinery  used  he 
novel,  or  consist  of  a  new  eombhltttion  of  parts  known,  the  right  of 
the  inventor  is  secured  against  all  who  use  the  same  mechanical 
power,  or  one  that  shall  he  substantially  the  same. 

A  patent  is  not  good  for  an  effect,  Or  the  result  of  a  certain  pro- 
cess, as  that  would  prohibit  all  other  persons  from  making  the  same 
thing  by  any  means  whatsoever.  This, by  creating  monopolies,  would 
discourage  arts  and  manufactures,  against  Ihe  avowed  policy  of  the 
Patent  Laws. 

A  new  property  discovered  in  matter,  when  practically  applied  in 
the  construction  of  a  useful  article  of  commerce  or  manufacture,  is 
patentable;  but  the  proce  ss  through  which  the  new  property  is  de- 
veloped and  applied,  must  be  stated  with  such  precision  as  to  enable 
an  ordinary  mechanic  to  construe!  and  apply  the  necessary  process. 
This  is  required  by  the  Patent  Laws  of  England  and  of  the  United 
States,  in  order  that  when  the  patent  shall  run  out  the  public  mav 
know  how  to  profit  by  the  invention.  It  is  said,  in  the  case  of  the 
H'wthill  Compwui  v.  .V ■;/,„„.  Webster's  Patent  Cases, 688:  -A  pat- 
ent will  be  good,  though  the  subject  Of  the  patent  consists  in  the 
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discovery  of  a  great,  general,  and  most  comprehensive  principle  in 
science  or  law  of  nature,  if  that  principle  is  by  the  specification  ap- 
plied to  auy  special  purpose,  so  as  thereby  to  effectuate  a  practical 
result  and  benefit  not  previously  attained."  In  that  case,  Mr.  Justice 
Clerk,  in  his  charge  to  the  jury,  said:  "The  specification  does  not 
claim  anything  as  to  the  form,  nature,  shape,  materials,  numbers,  or 
mathematical  character  of  the  vessel  or  vessels  in  which  the  air  is  to 
be  heated,  or  as  to  the  mode  of  heating  such  vessels,"  &c.  The  pat- 
ent was  for  "  the  improved  application  of  air  to  produce  heat  in  fires, 
forges,  and  furnaces,  where  bellows  or  other  blowing  apparatus  are 
required." 

In  that  case,  although  the  machinery  was  not  claimed  as  a  part  of 
the  invention,  the  jury  were  instructed  to  inquire  "whether  the  spec- 
ification was  not  such  as  to  enable  workmen  of  ordinary  skill  to  make 
machinery  or  apparatus  capable  of  producing  the  effect  set  forth  iu 
said  letters  patent  and  specification ;"  arid  that,  in  order  to  ascer- 
tain whether  the  defendants  had  infringed  the  patent,  the  jury  should 
inquire  whether  they  "  did,  by  themselves  or  others,  and  in  contra- 
vention of  the  privileges  conferred  by  the  said  letters  patent,  use 
machinery  or  apparatus  substantially  the  same  with  the  machinery 
or  apparatus  described  in  the  plaintiffs'  specification,  and  to  the  effect 
set  forth  in  said  letters  patent  and  specification."  So  it  would  seem 
that, where  a  patent  is  obtained,  without  a  claim  to  the  invention  of 
the  machinery,  through  which  a  valuable  result  is  produced,  a  precise 
specification  is  required;  and  the  test  of  infringement  is  whether  the 
defendants  have  used  substantially  the  same  process  to  produce  the 
same  result. 

In  the  case  before  us,  the  court  instructed  the  jury,  that  the  inven- 
tion did  not  consist "  in  the  novelty  of  the  machinery,  but  in  bringing 
a  newly-discovered  principle  into  practical  application,  by  which  a 
useful  article  of  manufacture  is  produced,  and  wrought  pipe  made  as 
distinguished  from  cast  pipe." 

A  patent  for  leaden  pipes  would  not  be  good,  as  it  would  be  for 
an  effect,  and  would,  consequently,  prohibit  all  other  persons  from 
using  the  same  article,  however  manufactured.  Leaden  pipes  are 
the  same,  the  metal  being  in  no  respect  different.  Any  difference 
in  form  and  strength  must  arise  from  the  mode  of  manufacturing 
the  pipes.  The  new  property  in  the  metal  claimed  to  have  been 
discovered  by  the  patentees,  belongs  to  the  process  of  manufacture, 
and  not  to  the  tiling  made. 

But  we  must  look  to  the  claim  of  the  invention  stated  in  their 
application  by  the  patentees.    They  say:  "We  do  not  claim  as  oar 


Dec.  1852.] 


Le  Roy  v.  Tatiia:.i. 


679 


,  Dissenting  opinion. 

invention  and  improvement  any  of  the  parts  of  the  above-descrihed 
machinery,  independently  of  their  arrangement  and  combination 
above  set  forth."  "  What  we  claim  as  our  invention,  and  desire  to 
secure  by  letters  patent,  is  the  combination  of  the  following  pails 
above  described,  to  wit,  the  core  and  bridge,  or  guide-piece,  the 
chamber,  and  the  die,  when  used  to  form  pipes  of  metal,  under  heat 
and  pressure,  in  the  manner  set  forth,  or  in  any  other  manner  sub- 
stantially the  same." 

The  patentees  have  founded  their  claim  on  this  specification,  and 
they  can  neither  modify  nor  abandon  it,  in  whole  or  in  part.  The 
combination  of  the  machinery  is  claimed,  through  which  the  new 
property  of  lead  was  developed,  as  a  part  of  the  process  in  the  struct- 
ure of  the  pipes.  But  the  jury  were  instructed,  "that  the  originality 
of  the  invention  did  not  consist  in  the  novelty  of  the  machinerv,  but 
in  bringing  a  newly-discovered  principle  into  practical  application." 
The  patentees  claimed  the  combination  of  the  machinery  as  tl>eir 
invention  in  part,  and  no  such  claim  can  be  sustained  without  estab- 
lishing its  novelty — not  as  to  the  parts  of  which  it  is  composed,  but 
as  to  the  combination.  The  question  whether  the  newly-developed 
property  of  lead,  used  in  the  formation  of  pipes,  might  have  been  pat- 
ented, if  claimed  as  developed,  without  the  invention  of  machinery, 
was  not  in  the  case. 

In  the  case  of  Bean  v.  Smalhoood,  2  Story,  408,  Mr.  Justice  Story 
said:  "He  (the  patentee)  says  that  the  same  apparatus  stated  in  this 
last  claim  has  been  long  in  use,  and  applied,  if  not  to  chairs,  at  least 
in  other  machines  to  purposes  of  a  similar  nature.  If  this  be  so,  then 
the  invention  is  not  new,  but  at  most  is  an  old  invention,  or  appara- 
tus, or  machinery  applied  to  a  new  purpose.  Now,  I  take  it  to  be 
clear,  that  a  machine,  or  apparatus,  or  other  mechanical  contrivance, 
in  order  to  give  the  party  a  claim  to  a  patent  therefor,  must  in  itself 
be  substantially  new.  If  it  is  old  and  well  known,  and  applied  only 
to  a  new  purpose,  that  does  not  make  it  patentable." 

We  think  there  was  error  in  the  above  instruction,  that  the  novelty 
of  the  combination  of  the  machinery,  specifically  claimed  by  the  pat- 
entees as  their  invention,  was  not  a  material  fact  for  the  jury,  and 
that  on  that  ground  the  judgment  must  be  reversed.  The  other 
rulings  of  the  court  excepted  to,  we  shall  not  examine,  as  they  arc 
substantially  correct. 

Mr.  Justice  Nelson,  Mr.  Justice  Wayne,  and  Mr.  Justice  Grier 
dissented. 
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Mr.  Justice  Nelson,  dissenting. 

The  patent  in  this  case,  according  to  the  general  description  given 
by  the  patentees,  is  for  improvements  upon,  and  additions  to,  the 
machinery  or  apparatus  of  Thomas  Burr,  for  manufacturing  pipes 
and  tubes  from  metallic  substances.  They  declare  that  the  nature 
of  their  invention,  and  the  manner  iu  which  the  same  is  to  operate, 
are  particularly  described  and  set  forth  in  their  specification.  In 
that,  they  refer  to  the  patent  of  Burr  of  the  11th  of  April,  1820,  for 
making  lead  pipe  out  of  set  or  solid  lead,  by  means  of  great  pressure, 
the  product  being  wrought  pipe,  as  contradistinguished  from  cast,  or 
pipe  made  according  to  the  draw-bench  system.  The  apparatus,  as 
described  by  Burr,  consisted  of  a  strong  iron  cylinder,  bored  suffi- 
ciently true  for  a  piston  to  traverse  easily  within  it.  This  cylinder 
was  closed  at  one  end  by  the  piston,  and  also  closed  at  the  other, 
except  a  small  aperture  for  the  die,  which  formed  the  external  diam- 
eter of  the  pipe.  The  core  or  mandril,  which  determined  the  inner 
diameter,  was  a  long  cylindrical  rod  of  steel,  one  end  of  which  was 
attached  to  the  lace  of  the  piston,  extending  through  the  center  of 
the  cylinder,  and  passing  also  through  the  center  of  the  die  at  the 
opposite  end,  leaving  a  space  around  the  core,  and  between  it  and  the 
die,  for  the  formation  of  the  pipe.  The  metal  to  form  the  pipe  was 
admitted  into  the  cylinder  in  a  fluid  state,  and  when  it  become  set  or 
solid,  the  power  of  a  hydraulic  press  was  applied  to  the  head  of  the 
piston,  which,  moving  against  the  body  of  solid  lead  in  the  cylinder, 
drove  it  through  the  die,  the  long  core  advancing  with  the  piston  and 
with  the  body  of  lead  through  the  die,  and  thus  forming  the  pipe. 
The  cyliuder  usually  holds  from  three  to  four  hundred  pounds  of 
lead,  and  continuous  pipe  is  made  till  the  whole  charge  is  driven  out. 

This  plan,  though  one  of  deserved  merit,  and  of  great  originality, 
failed,  when  reduced  to  practice,  except  for  the  purpose  of  making 
very  large  pipe,  larger  than  that  usually  in  demand,  and  consequently 
passed  out  of  general  use.  The  long  core  attached  to  the  face  of  the 
piston,  advancing  with  it  in  the  solid  lead  under  the  great  pressure 
required,  was  liable  to  warp  and  twist  out  of  a  straight  line,  and  out 
of  center  in  the  die,  which  had  the  effect  to  destroy  the  uniformity 
.of  the  thickness  and  centrality  of  the  bore  of  the  pipe. 

The  old  mode,  therefore,  of  making  pipe,  by  the  draw-bench  system, 
continued  down  to  1837,  when  the  patentees  in  this  case  discovered, 
by  experiment,  that  lead,  when  recently  set  and  solid,  but  still  under 
heat  and  extreme  pressure,  in  a  close  vessel,  would  reunite  after  a 
separation  of  its  parts,  and  "heal"  (in  the  language  of  the  patentees) 
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u  as  it  were  by  the  first  intention,"  as  completely  as  though  it  had 
not  been  divided. 

Upon  the  discovery  of  this  property  of  lead,  which  had  never  before 
been  known,  but,  on  the  contrary,  had  been  supposed  and  believed, 
by  all  men  of  science  skilled  in  metals,  to  be  impossible,  the  patentees 
made  an  alteration  in  the  apparatus  of  Burr,  founded  upon  this  new 
property  discovered  in  the  metal,  and  succeeded  completely  in  mak- 
ing wrought  pipe  out  of  solid  lead  by  means  of  the  hydraulic  pressure. 
The  product  was  so  much  superior  in  quality  to  that  made  according 
to  the  old  mode,  that  it  immediately  wholly  superseded  it  in  the  mar- 
ket.   The  pipe  was  also  made  much  cheaper. 

The  patentees,  by  their  discovery,  were  enabled  to  dispense  with 
the  long  core  of  Burr,  and  to  fix  firmly  a  bridge  or  cross-bars  at  the 
end  of  the  cylinder  near  the  die,  to  which  bridge  they  fastened  a  short 
core,  extending  into  and  through  the  die.  By  this  arrangement  they 
obtained  a  firm,  immovable  core,  that  always  preserved  its  centrality 
with  the  die,  and  secured  the  manufacture  of  pipe,  of  uniformity  of 
thickness  of  wall  and  accuracy  of  bore,  of  any  dimension.  The  lead, 
after  being  admitted  into  the  cylinder  in  a  fluid  state,  was  allowed  to 
remain  till  it  became  solid,  and  was  then  driven  by  the  piston  through 
the  apertures  in  the  bridge  into  the  chamber  between  it  and  the  die, 
where  the  parts  reunited  after  the  separation  as  completely  as  before, 
and,  passing  out  at  the  die  around  the  fixed  short  core,  formed  perfect 
pipe. 

The  patentees  state  that  they  do  not  intend  to  confine  themselves 
to  the  arrangement  of  the  apparatus  thus  particularly  specified,  and 
point  out  several  other  modes  by  which  the  same  result  may  be  pro- 
duced, all  of  which  variations  would  readily  suggest  themselves,  as 
they  observe,  to  any  practical  engineer,  without  departing  from  the 
substantial  originality  of  the  invention,  the  remarkable  feature  of 
which,  they  say,  is  that  lead,  when  in  a  set  state,  being  yet  under 
heat,  can  be  made,  by  extreme  pressure,  to  reunite  perfectly  around 
a  core  after  separation,  and  thus  be  formed  into  strong  pipes  or  tubes. 
Pipes  thus  made  are  found  to  possess  great  solidity  and  unusual 
strength,  and  a  fine  uniformity,  such  as  had  never  before  been  at- 
tained by  any  other  mode.  The  essential  difference  in  its  character, 
and  which  distinguishes  it  from  all  other  theretofore  known,  they 
add,  is  that  it  is  wrought  under  heat,  by  pressure  and  constriction, 
from  set  or  solid  metal. 

They  do  not  claim  as  their  invention  or  improvement  any  of  the 
parts  of  the  machinery,  independently  of  the  arrangement  and  com- 
bination set  forth. 
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14  What  we  claim  as  our  invention,"  they  say,  "is  the  combination 
of  the  following  parts  above  described,  to  wit,  the  core  and  bridge,  or 
guide-piece,  with  the  cylinder,  the  piston,  the  chamber,  and  die,  when 
used  to  form  pipes  of  metal,  under  heat  and  pressure,  in  the  manner 
set  forth,  or  in  any  other  manner  substantially  the  same." 

It  is  supposed  that  the  pateutees  claim,  as  the  novelty  of  their  in- 
vention, the  arrangement  and  combination  of  the  machinery  which 
they  have  described,  disconnected  from  the  employment  of  the  new 
property  of  lead,  which  they  have  discovered,  and  by  the  practical 
application  and  use  of  which  they  have  succeeded  in  producing  the 
new  manufacture.  And  the  general  title  or  description  of  their  in- 
vention, given  in  the  body  of  their  letters  patent,  is  referred  to  as 
evidence  of  such  claim.  But  every  patent,  whatever  may  be  the 
general  heading  or  title  by  which  the  invention  is  designated,  refers 
to  the  specification  annexed  for  a  more  particular  description ;  and 
hence  this  court  has  heretofore  determined,  that  the  specification 
constitutes  a  part  of  the  patent,  and  that  they  must  be  construed 
together  when  seeking  to  ascertain  the  discovery  claimed.  Hogg  v. 
Emerson,  G  How.,  437. 

The  same  rule  of  construction  was  applied  by  the  Court  of  Ex- 
chequer, in  England,  in  the  case  of  Neilson's  patent  for  the  hot-air 
blast.    Webster's  P.  C,  373. 

Xow,  on  looking  iuto  the  specification,  we  see  that  the  leading 
feature  of  the  invention  consists  in  the  discovery  of  a  new  property 
in  the  article  of  lead,  and  in  the  employment  and  adaptation  of  it,  by 
means  of  the  machinery  described,  to  the  production  of  a  new  article, 
wrought  pipe,  never  before  successfully  made.  Without  the  discov- 
ery of  this  new  property  in  the  metal,  the  machinery  or  apparatus 
would  be  useless,  and  not  the  subject  of  a  patent.  It  is  in  connec- 
tion with  this  property,  and  the  embodiment  and  adaptation  of  it  to 
practical  use,  that  the  machinery  is  described,  and  the  arrangement 
claimed.  The  discovery  of  this  new  element  or  property  led  naturally 
to  the  apparatus  by  which  a  new  and  most  useful  result  is  produced. 
The  apparatus  was  but  incidental,  and  subsidiary  to  the  new  and 
leading  idea  of  the  invention.  And  hence  the  patentees  sst  forth, 
as  the  leading  feature  of  it,  the  discovery  that  lead  in  a  solid  state, 
but  under  heat  and  extreme  pressure,  in  a  close  vessel,  will  reunite, 
after  separation  of  its  parts,  as  completely  as  though  it  had  never 
been  separated.  It  required  very  little  ingenuity,  after  the  experi- 
ments in  a  close  vessel  by  which  this  new  property  of  the  metal  was 
first  developed,  to  construct  the  necessary  inaeluuery  for  the  forma- 
tion of  the  pipe.    The  apparatus  essential  to  develop  this  property 
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would  at  once  suggest  the  material  parts,  especially  in  the  state  of  the 
art  at  the  time.  Any  skillful  mechanic,  with  Burr's  machine  before 
him,  would  readily  construct  the  requisite  machinery. 

The  patentees,  therefore,  after  describing  their  discovery  of  this 
property  of  lead,  and  the  apparatus  by  means  of  which  they  apply 
the  metal  to  the  manufacture  of  pipe,  claim  the  combination  of  the 
machinery,  only  when  used  to  form  pipes  under  heat  and  pressure,  in 
the  manucr  set  forth,  or  in  any  other  manner  substantially  the  same. 
They  do  not  claim  it  as  new  separately,  or  when  used  for  any  other 
purpose,  or  in  any  other  way, — but  claim  it,  only  when  applied  for 
the  purpose  and  in  the  way  pointed  out  in  the  specification.  The 
combination,  as  machinery,  may  be  old ;  may  have  been  long  used ; 
of  itself,  what  no  one  could  claim  as  his  invention,  and  may  not  be 
the  subject  of  a  patent.  What  is  claimed,  is  that  it  never  had  been 
before  applied  or  used,  in  the  way  and  for  the  purpose  they  have  used 
and  applied  it,  namely,  in  the  embodiment  and  adaptation  of  a  newly- 
discovered  property  in  lead,  by  means  of  which  they  are  enabled  to 
produce  a  new  manufacture,  wrought  pipe,  out  of  a  mass  of  solid 
lead.  Burr  had  attempted  it,  but  failed.  These  patentees,  after  the 
lapse  of  seventeen  years,  having  discovered  this  new  property  in  the 
metal,  succeeded,  by  the  use  and  employment  of  it  ;  and  since  then, 
none  other  than  wrought  lead  pipe,  made  out  of  solid  lead,  lias  been 
found  in  the  market,  having  superseded,  on  account  of  its  superior 
quality  and  cheapness,  all  other  modes  of  manufacture. 

Now,  the  construction  which  I  .understand  a  majority  of  my  breth- 
ren are  inclined  to  give  to  this  patent,  namely,  that  the  patentees 
claim,  as  the  originality  of  their  invention,  simply  the  combination 
of  the  machinery  employed,  with  great  deference,  seems  to  me  con- 
trary to  the  fair  and  reasonable  import  of  the  language  of  the  speci- 
fication, and  also  of  the  summarv  of  the  claim.  The  tendency  of 
modem  decisions  is  to  construe  specifications  benignly,  and  to  look 
through  mere  forms  of  expression,  often  inartiticially  used,  to  the  sub- 
stance, and  to  maintain  the  right  of  the  patentee  to  the  thing  really 
invented,  if  ascertainable  upon  a  liberal  consideration  of  the  language 
of  the  specification,  when  taken  together.  For  this  purpose,  phrases 
standing  alone  are  not  to  be  singled  out,  but  the  whole  are  to  be  taken 
in  connection.    1  Sumn.,  482-485. 

Baron  Parke  observed,  in  delivering  the  opinion  of  the  court  in 
Xeilson's  patent:  "That,  half  a  century  ago,  or  even  less,  within  fif- 
teen or  twentv  vears,  there  seems  to  have  been  very  much  a  practice 
with  both  judges  and  juries  to  destroy  the  patentrright,  even  of  ben- 
eficial patents,  by  exercising  great  astuteness  in  taking  objections, 
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either  as  to  the  title  of  the  patent,  but  more  particularly  as  to  the 
specifications,  and  many  valuable  patentrrights  have  been  destroyed 
in  consequence  of  the  objections  so  taken.  Within  the  last  ten  yea?, 
or  more,  the  courts  have  not  been  so  strict  in  taking  objections  to  the 
specifications,  and  they  have  endeavored  to  hold  a  fair  hand  between 
tho  patentee  and  the  public,  willing  to  give  the  patentee  the  reward 
of  his  patent." 

Construing  the  patent  before  us  in  this  spirit,  I  cannot  hut  think 
that  the  thing  really  discovered,  and  intended  to  be  described  and 
claimed  by  these  patentees,  caunot  well  be  mistaken.  That  tbeydti 
not  suppose  the  novelty  of  their  invention  consisted  simply  in  the 
arrangement  of  the  machinery  described,  is  manifest.  They  state 
distinctly  that  the  leading  feature  of  their  discovery  consisted  of  tin 
new  property  of  lead,  aud  some  of  its  alloys, — this,  they  say,  u  the 
remarkable  feature  of  their  invention, — and  the  apparatus  described 
is  regarded  by  them  as  subordinate,  and  as  important  only  at  eaak- 
l'mg  them  to  give  practical  effect  to  this  newly-discovered  property, 
by  means  of  which  they  produce  the  new  manufacture.  If  they  hive 
failed  to  describe  and  claim  this  as  belonging  to  their  invention, it ■ 
manifest,  upon  the  face  of  their  specification,  that  they  have  failed  to 
employ  the  proper  words  to  describe  and  claim  what  they  intended; 
and  that  the  very  case  is  presented  in  which,  if  the  court,  in  the  la- 
guage  of  Baron  Parke,  will  endeavor  to  hold  a  fair  hand  between  the 
patentee  and  the  public,  it  will  look  through  the  forms  of  expression 
used,  and  discover,  if  it  can,  the  thing  really  invented.  Apply  toil 
specification  this  rule  of  construction,  and  all  difficulty  at  once  dis- 
appears. The  thing  invented,  and  intended  to  be  claimed,  is  too 
apparent  to  be  mistaken. 

The  patentees  have  certainly  been  unfortunate  in  the  language 
of  the  specification,  if,  upon  a  fair  and  liberal  interpretation,  they 
hove  claimed  only  the  simple  apparatus  employed;  when  they  ban 
not  only  set  forth  the  discovery  of  this  property  in  the  metal  as  the 
great  feature  in  their  invention,  but,  as  is  manifest,  without  it  uV 
apparatus  would  have  been  useless.  Strike  out  this  new  property 
from  their  description  and  from  their  claim,  and  nothing  valuable  i» 
left.  AH  the  rest  would  be  worthless.  This  lies  at  the  foundafo* 
upon  which  the  great  merit  of  tho  invention  rests,  and  without  i 
knowledge  «.f  which  the  new  manufacture  could  not  have  been  pro- 
duced; and,  for  aught  we  know,  the  world  would  have  been  deprived 
of  it  down  to  this  day. 

If  the  patentees  had  claimed  the  combination  of  the  core  and  bridge, 
or  guide-piece,  with  the  cylinder,  the  chambers,  and  the  die.  and  sUf- 
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ped  there,  I  admit  the  construction  now  adopted  by  a  majority  of 
my  brethren  could  not  be  denied;  although  even  then  it  would  be 
obvious,  from  an  examination  of  the  specification  as  a  whole,  tbat  the 
draughtsman  had  mistaken  the  thing  really  invented,  and  substituted 
in  its  place  matters  simply  incidental,  and  of  comparative  insignifi- 
cance. But  the  language  of  the  claim  does  not  stop  here.  The  com- 
bination of  these  parts  is  claimed  only  when  used  to  form  pipes  of 
lead,  under  heat  and  pressure,  in  the  manner  set  forth, — that  is,  when 
used  for  the  embodiment  and  adaptation  of  this  new  property  in  the 
metal  for  making  wrought  pipe  out  of  a  solid  mass  of  lead.  This 
guarded  limitation  of  the  use  excludes  the  idea  of  a  claim  to  the 
combination  for  any  other,  and  ties  it  down  to  the  instance  when 
the  use  incorporates  within  it  the  new  idea  or  element  which  gives 
to  it  its  value,  and  \>y  means  of  which  the  new  manufacture  is  pro- 
duced. How,  then,  can  it  be  consistently  held  that  here  is  a  simple 
claim  to  the  machinery,  and  nothing  more,  when  a  reasonable  inter- 
pretation of  the  words  not  only  necessarily  excludes  any  such  claim, 
but  in  express  terms  sets  forth  a  different  one, — one  not  only  differ- 
ent in  the  conception  of  the  invention,  but  different  in  the  practical 
working  of  the  apparatus,  to  accomplish  the  purpose  intended? 

I  conclude,  therefore,  that  the  claim,  in  this  case,  is  not  simply  for 
the  apparatus  employed  by  the  patentees,  but  for  the  embodiment  or 
employment  of  the  newly-discovered  property  in  the  metal,  and  the 
practical  adaptation  of  it,  by  these  means,  to  the  production  of  a  new 
result,  namely,  the  manufacture  of  wrought  pipe  out  of  solid  lead. 

Then,  is  this  the  proper  subject-matter  of  a  patent  ? 

This  question  was  first  largely  discussed  by  counsel  and  court  in 
the  celebrated  case  of  Boulton  v.  Bull,  (2  lien.,  31, 463,)  involving  the 
validity  of  Watt's  pateut,  which  was  for  "  a  new  invented  method  for 
lessening  the  consumption  of  fuel  and  steam  in  fire-engines."  This 
was  effected  by  inclosing  the  steam-vessel  or  cylinder  with  wood,  or 
other  material,  which  preserved  the  heat  in  the  steam-vessel ;  and  by 
condensing  the  steam  in  separate  vessels.  It  was  admitted,  on  the 
argument,  that  there  was  no  new  mechanical  construction  invented 
by  Watt,  and  the  validity  of  the  patent  was  placed  on  the  ground 
that  it  was  for  well-known  principles,  practically  applied,  producing 
a  new  and  useful  result.  On  the  other  hand,  it  was  conceded  that 
the  application  of  the  principles  in  the  manner  described  was  new, 
and  produced  the  result  claimed;  but  it  was  denied  that  this  consti- 
tuted the  subject-matter  of  a  patent.  Justices  Heath  and  Buller 
agreed  with  the  counsel  for  the  defendant.  But  Lord  Chief  Justice 
Eyre  laid  down  the  true  doctrine,  and  which,  I  think,  will  be  seen 
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to  bo  the  admitted  doctrine  of  tho  courts  of  England  at  this  day 
"Undoubtedly,"  he  observed,  "there  can  be  no  patent  for  a  mere 
principle;  but  for  a  principle  so  fur  embodied  and  connected  with 
coporeal  substances  as  to  be  in  a  condition  to  net.  and  to  prodnce 
effects  in  any  art,  trade,  mystery,  or  manual  occupation,  I  think  there 
may  be  a  patent.  Now,  this,"  he  continues,  "  is.  in  my  judgment,  the 
tiling  for  which  tho  patent  stated  in  the  case  was  granted;  and  this 
is  what  the  specification  describes,  though  it  miscalls  it  a  principle. 
It  is  not  that  the  patentee  conceived  an  abstract  notion  tliat  the 
consumption  of  steam  in  fire-engines  may  be  lessened,  but  be  has 
discovered  a  practical  manner  of  doing  it;  and  for  that  practical 
manner  of  doing  it  he  has  taken  this  patent.  Surely,"  he  observe*, 
"this  is  a  very  different  thing  from  taking  a  patent  for  a  principle. 
The  apparatus,  as  \vc  have  said,  was  not  new.  There  is  no  new 
mechanical  construction,  said  the  counsel  for  the  patentee,  invented 
by  Watt,  capable  of  being  the  subject  of  a  distinct  specification ;  hat 
his  discovery  was  of  a  principle,  the  method  of  applying  which  •» 
clearly  set  forth."  Chief  .lustier  Kyre  admitted  that  the  means  nsed 
wen?  not  new.  and  that  if  the  patent  had  been  taken  out  for  the  mech- 
anism used,  it  must  fail. 

He  observed:  "  When  the  effect  produced  is  some  new  r»ubstan« 
or  composition  of  things,  it  should  seem  that  the  privilege  of  the 
working  or  making  ought  to  be  for  Buch  new  substances  or  comptw- 
tion,  without  regard  to  the  mechanism  or  process  by  which  it  b» 
been  produced,  which,  though  perhaps  also  new.  will  be  only  useM 
as  producing  the  new  substance."  Again:  "When  the  effect  pro* 
duced  is  no  new  substance  or  composition  of  things,  the  patent  can 
only  be  for  the  mechanism,  if  new  mechanism  is  used ;  or  for  the  pr» 
i •ess,  if  it  be  a  new  method  of  operating,  with  or  without  old  meek- 
anism,  by  which  the  effect  is  produced."  And  again  lie  observes: 
"If  we  wanted  an  illustration  of  the  possible  merit  of  a  new  mehVI 
of  operating  with  old  machinery,  we  might  look  to  the  identical  caee 
before  the  court."    Pages  493,  495,  49t». 

This  doctrine,  in  expounding  the  law  of  patents,  was  announced  in 
1795,  and  the  subsequent  adoption  of  it  by  the  English  courts  show 
that  Chief  Justice  Eyre  was  considerably  in  advance  of  his  aflBoeiata 
upon  this  branch  of  the  law.  lie  had  got  rid,  at  an  early  day.  of  the 
prejudice  against  patents  so  feelingly  referred  to  by  Baron  Parke  in 
ffeifson  v.  Harford,  and  comprehended  the  great  advantages  to  his 
country  if  properly  encouraged.  He  observed,  in  another  part  of  his 
opinion,  that  "the  advantages  t,>  the  public  from  improvement- 
this  kind  arc  beyond  all  calculation  important  to  a  commercial  conn- 
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try;  and  the  ingenuity  of  artists  who  turn  their  thoughts  towards 
such  improvements  is,  in  itself,  deserving  of  encouragement." 

This  doctrine  was  recognized  by  the  Court  of  King's  Bench  in  The 
King  v.  Wheeler,  2  B.  &  AM.,  340,  350. 

It  is  there  observed,  that  the  word  "  manufactures,"  in  the  Patent 
Act,  may  be  extended  to  a  mere  process  to  he  carried  on  by  known 
implements  or  elements  acting  upon  known  substances,  and  ulti- 
mately producing  some  other  known  substance,  but  producing  it  in 
a  cheaper  or  more  expeditions  manner,  or  of  a  better  or  more  useful 
kind. 

Now,  if  this  process  to  be  carried  on  by  known  implements  acting 
upon  knowu  substances,  and  ultimately  producing  some  other  known 
substance  of  a  better  kind,  is  patentable,  a  fortiori  will  it  be  patent- 
able, if  it  ultimately  produces  not  some  other  known  siihtnncc,  but 
an  entirely  new  and  useful  substance. 

In  Forsyth's  patent,  which  constats  of  the  application  and  use  of 
detonating  powder  as  priming  for  the  discharge  of  fire-arms,  it  was 
held,  that  whatever  might  be  the  construction  of  the  lock  or  contriv- 
ance by  which  the  powder  was  to  be  discharged,  the  use  of  the  deto- 
nating mixture  as  priming,  which  article  of  itself  was  not  new.  was  an 
infringement.    W.  lMei">  P.  C.  f»4.  !>".  note;  Curtis  on  Pat.,  2'50. 

This  case  is  founded  upon  a  doctrine  which  has  been  recognized  in 
several  subsequent  cases  in  England,  namely,  that  where  a  person 
discovers  a  principle  or  property  of  nature,  or  where  he  conceives  bf 
anew  application  of  a  well-known  principle  or  property  of  nature, 
and  also  of  some  modi-  of  carrying  it  out  into  practice,  so  as  to  pro- 
duce or  attain  a  new  and  useful  effect  or  result,  he  is  entitled  to 
protection  against  all  other  mode*  of  carrying  the  some  principle  or 
property  into  practice  for  obtaining  the  same  effect  or  result. 

The  novelty  of  the  conception  consists  in  the  discovery  Olid  appli- 
cation in  the  one  ease,  and  of  the  application  in  the  other,  by  which 
a  new  product  in  the  arts  or  manufactures  is  the  effect;  and  the  ques- 
tion, in  case  of  an  infringement,  is  as  to  the  substantial  identity  of 
tlie  principle  or  property,  and  of  the  application  of  the  same,  and 
consequently  the  means  or  machinery  made  use  of,  material  only  so 
&r  as  they  affect  the  identity  of  the  application. 

In  the  case  of  Jape's  patent  for  -  an  improved  expanding  table," 
Baron  Aldcrson  observed,  speaking  of  Ibis  doctrines  "Yon  cannot 
take  out  a  patent  for  a  principle;  you  may  take  out  a  patent  for  a 
principle  coupled  with  the  mode  of  carrying  the  principle  into  effect. 
But  then  you  must  start  with  having  invented  some  mode  of  carry- 
ing the  principle  into  effect.    If  you  haw  done  that,  then  you  arc 
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entitled  to  protect  yourself  from  all  other  modes  of  earning  the  same 
principle  into  effect,  that  being  treated  by  the  jury  as  piracy  of  your 
original  invention."  "Webster's  P.  C,  147.  The  same  doctrine  was 
maintained  also  in  the  case  of  Xcilson's  patent  for  the  hot-air  blast, 
in  the  King's  Bench  and  Exchequer,  in  England.  Webster's  P.  C, 
310,  342,  371 ;  Curtis  on  Pat.,  sees.  74,  148,  232. 

This  patent  came  also  before  the  Court  of  Sessions  in  Scotland ; 
and  in  submitting  the  case  to  the  jury,  the  lord  justice  remarked  : 
"  That  the  main  merit,  the  most  important  part  of  the  invention,  may 
consist  in  the  conception  of  the  original  idea — in  the  discovery  of  the 
principle  in  science,  or  of  the  law  of  nature,  stated  in  the  patent  ;  and 
little  or  no  pains  may  have  been  taken  in  working  out  the  best  mode 
of  the  application  of  the  principle  to  the  purpose  set  forth  in  the  pat- 
ent. But  still,  if  the  principle  is  stated  to  be  applicable  to  any  special 
purpose,  so  as  to  produce  any  result  previously  unknown,  in  the  way 
and  for  the  objects  described,  the  patent  is  good.  It  is  no  longer  an 
abstract  principle.  It  becomes  to  be  a  principle  turned  to  account,  to 
a  practical  object,  and  applied  to  a  special  result.  It  becomes,  then, 
not  an  abstract  principle,  which  means  a  principle  considered  apart 
from  any  special  purpose  or  practical  operation,  but  the  discovery 
and  statement  of  a  principle  for  a  special  purpose,  that  is,  a  practical 
invention,  a  mode  of  carrying  a  principle  into  effect.  That  such  is 
the  law,"  he  observes,  "if  a  well-known  principle  is  applied  for  the 
first  time  to  produce  a  practical  result  for  a  special  purpose,  has  never 
been  disputed;  and  it  would  be  very  strange  and  unjust  to  refuse  the 
same  legal  effect,  when  the  inventor  has  the  additional  merit  of  dis- 
covering the  principle,  as  well  as  its  application  to  a  practical  object." 

Then  he  observes  again:  44 Is  it  an  objection  to  the  patent,  that  in 
its  application  of  a  new  principle  to  a  certain  specified  result,  it  in- 
cludes every  variety  of  mode  of  applying  the  principle,  according 
to  the  general  statement  of  the  object  and  benefit  to  be  attained  ? 
This,"  he  observes,  "  is  a  question  of  law ;  and  I  must  tell  you  dis- 
tinctly that  this  generality  of  claim,  that  is,  for  all  modes  of  apply- 
ing the  principle  to  the  purpose  specified,  according  to  or  within  a 
general  statement  of  the  object  to  be  attained,  and  of  the  use  to  be 
made  of  the  agent  to  be  so  applied,  is  no  objection  to  the  patent. 
The  application  or  use  of  the  agent  for  the  purpose  specified  may  be 
carried  out  in  a  great  variety  of  ways,  and  only  shows  the  beauty,  and 
simplicity,  and  comprehensiveness  of  the  invention." 

This  case  was  carried  up  to  the  House  of  Lords  on  exceptions  to 
the  charge,  and  among  others  to  this  part  of  it,  which  was  the  sixth 
exception,  and  is  as  follows:  "In  so  far  as  he  (the  judge)  did  not 
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direct  the  jury,  that,  on  the  construction  of  the  patent  and  specifica- 
tion, the  patentee  cannot  claim  or  maintain  that  his  patent  is  one 
which  applies  to  all  the  varieties  in  the  apparatus  which  may  be 
employed  in  heating  air  while  under  blast,  but  was  limited  to  the 
particular  described  in  the  specification."  And  although  the  judg- 
ment of  the  court  was  reversed  in  the  House  of  Lords  on  the  eleventh 
exception,  it  was  expressly  affirmed  as  respects  this  one.  IiOrd  Camp- 
bell at  first  doubted,  but  after  the  decision  of  the  courts  in  England 
on  this  patent,  he  admitted  the  instruction  was  right.  Webster's  P. 
C,  G83,  684,  698,  717. 

I  shall  not  pursue  a  reference  to  the  authorities  on  this  subject  any 
further.  The  settled  doctrine  to  be  deduced  from  them,  I  think,  is 
that  a  person  having  discovered  the  application  for  the  first  time  of 
a  well-known  law  of  nature,  or  well-known  property  of  matter,  by 
means  of  which  a  now  result  in  the  arts  or  in  manufactures  is  pro- 
duced, and  has  pointed  out  a  mode  by  which  it  is  produced,  is  entitled 
to  a  patent ;  and,  if  he  has  not  tied  himself  down  in  the  specification 
to  the  particular  mode  described,  he  is  entitled  to  be  protected  against 
all  modes  by  which  the  same  result  is  produced,  by  an  application  of 
the  same  law  of  nature  or  property  of  matter.  And  a  fortiori,  if  he 
has  discovered  the  law  of  nature  or  property  of  matter,  and  applied 
it,  is  he  entitled  to  the  patent  aud  aforesaid  protection. 

And  why  should  not  this  be  the  law?  The  original  conception, 
the  novel  idea,  in  the  one  case,  is  the  new  application  of  the  principle 
or  property  of  matter,  and  the  new  product  in  the  arts  or  manufac- 
tures; in  the  other,  in  the  discovery  of  the  principle  or  property,  and 
application,  with  like  result.  The  mode  or  means  are  but  incidental, 
and  flowing  naturally  from  the  original  conception;  and  hence  of 
inconsiderable  merit.  But,  it  is  said,  this  is  patenting  a  principle,  or 
element  of  nature.  The  authorities  to  which  I  have  referred  answer 
the  objection.  It  was  answered  by  Chief  Justice  Eyre,  in  the  case  of 
Watt's  patent,  in  1795,  fifty-seven  years  ago;  and  more  recently  in 
still  more  explicit  and  authoritative  terms.  And  what  if  the  princi- . 
pie  is  incorporated  in  the  invention,  and  the  inventor  protected  in 
the  enjoyment  for  the  fourteen  years.  He  is  protected  only  in  the 
enjoyment  of  the  application  for  the  special  purpose  and  object  to 
which  it  has  been  newly  applied  by  his  genius  and  skill.  For  every 
other  purpose  and  end,  the  principle  is  free  for  all  mankind  to  use. 
And  where  it  has  been  discovered  as  well  as  applied  to  this  one 
purpose,  and  opened  to  the  world  as  to  every  other,  the  ground  of 
complaint  is  certainlv  not  verv  obvious.  TTndoubtedlv,  within  the 
range  of  the  purpose  and  object  for  which  the  principle  has  been  for 
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the  first  time  applied,  piracies  are  interfered  with  during  the  fourteen 
years;  hut  anybody  may  take  it  up  and  give  to  it  any  other  appli- 
cation, to  the  enlargement  of  the  arts  and  of  manufacture*,  without 
restriction.  He  is  only  debarred  from  the  use  of  the  new  application 
for  the  limited  time,  which  the  genius  of  others  has  already  invented 
and  put  into  successful  practice.  The  protection  does  not  go  beyond 
the  thin^  which,  for  the  first  time,  has  been  discovered  Ntd  1-r. •';.'!.' 
into  practical  use;  and  is  no  broader  than  that  extended  to  enrf 
other  discoverer  or  inventor  of  a  new  art  or  manufacture. 

I  own,  I  am  incapable  of  comprehending  the  detriment  to  the  im- 
provements in  the  country  that  may  flow  from  this  sort  of  protection 
to  inventors. 

To  hold,  in  the  case  of  inventions  of  this  character,  that  the  novelty 
must  consist  of  the  mode  or  means  of  the  new  application  producing 
the  new  result,  would  be  holding  against  the  facts  of  the  case,  at  no 
one  can  but  Bee  that  the  original  conception  reaches  far  beyond  them 
It  would  be  mistaking  the  skill  of  the  mechanic  for  the  genius  of  the 
inventor. 

Upon  this  doctrine,  some  of  the  most  brilliant  and  useful  inven- 
tions of  the  day,  by  men  justly  regarded  as  public  benefactors,  and 
whose  names  reflect  honor  upon  their  country, — the  successful  appli- 
cation of  steam-power  to  the  propulsion  of  vessels  and  railroad  can; 
the  application  of  the  electric  current  for  the  instant  communication 
of  intelligence  from  one  extremity  of  the  country  to  the  other;  and 
the  more  recent  but  equally  brilliant  conception,  the  propulsion  ot 
vessels  by  the  application  of  the  expansibility  of  heated  air.  the  ur 
supplied  from  the  atmosphere  that  surrounds  them. — it  would  be 
found,  on  consulting  the  system  of  laws  established  for  their  encoor- 
agement  and  protection,  that  the  world  had  altogether  mistaken  the 
merit  of  their  discovery ;  that,  instead  of  the  originnlity  and  brilliancy 
of  the  conception  that  had  been  unwittingly  attributed  to  them.  uV 
whole  of  it  consisted  of  some  simple  mechanical  contrivances  which 
a  mechanician  of  ordinary  skill  corld  readily  have  devised.  Even 
Franklin,  if  he  had  turned  the  lightning  to  account,  in  order  to  pro- 
tect himself  from  piracies,  must  have  patented  the  kite,  and  the 
thread,  and  the  key,  as  his  great  original  conception,  which  gvn 
him  a  name  throughout  Europe,  as  well  as  at  home,  for  bringing 
down  this  element  from  the  heavens,  and  subjecting  it  to  the  serffcl 
of  man.  And  if  these  simple  contrivances,  taken  together,  and  dn> 
connected  from  the  control  and  use  of  the  element  by  which  the  new 
application  and  new  and  useful  result  may  have  been  produced,  hai- 
pen  to  be  old  and  well  known,  his  patent  would  be  void;  or  if  eomo 
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follower  in  the  track  of  genius,  with  just  intellect  euough  to  make  a 
different  mechanical  device  or  contrivance  for  the  same  control  and 
application  of  the  element,  and  produce  the  same  result,  he  would, 
under  this  view  of  the  Patent  Law,  entitle  himself  to  the  full  enjoy- 
ment of  the  fruits  of  Franklin's  discovery. 

If  I  rightly  comprehend  the  ground  upon  which  a  majority  of  my 
brethren  have  placed  the  decision,  they  do  not  intend  to  controvert 
so  much  the  doctrine  which  I  have  endeavored  to  maintain,  and 
which,  I  think,  rests  upon  settled  authority,  as  the  application  of  it  to 
the  particular  case.  They  suppose  that  the  patentees  have  claimed 
only  the  combination  of  the  different  parts  of  the  machinery  described 
in  their  specification,  and  therefore  are  tied  down  to  the  maintenance 
of  that  as  the  novelty  of  their  invention.  I  have  endeavored  to  show 
that  this  is  a  mistaken  interpretation ;  and  that  they  claim  the  com- 
bination, only  when  used  to  embody  and  give  a  practical  applica- 
tion to  the  newly-discovered  property  in  the  lead,  by  means  of  which 
a  new  manufacture  is  produced,  namely,  wrought  pipe,  out  of  a  solid 
mass  of  lead ;  which,  it  is  conceded,  was  never  before  successfully 
accomplished. 

For  these  reasons,  I  am  constrained  to  differ  with  the  judgment 
they  have  arrived  at,  and  am  in  favor  of  affirming  that  of  the  court 
below. 

Order.  This  cause  came  on  to  be  heard  ou  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  Southern 
District  of  New  York,  and  was  argued  by  counsel ;  on  consideration 
whereof,  it  is  now  here  ordered  and  adjudged  by  this  court,  that  the 
judgment  of  the  said  Circuit  Court  in  this  cause  be,  and  the  same  is 
hereby,  reversed  with  costs,  and  that  this  cause  be,  and  the  same  is 
hereby,  remanded  to  the  said  Circuit  Court,  with  directions  to  award 
a  venire  facias  de  novo. 

Reversed  with  costs. 


The  Troy  Iron  and  Nail  Factory,  appellant,  v.  Erastus  Corning, 
John  F.  Winslow,  and  James  Horner. 

(14  Howard.  193.) 

L  In  1834,  Burden  obtained  a  patent  for  a  new  and  useful  improvement  In  the 
machinery  for  manufacturing  wrought  nails  and  spikes,  which  lie  assigned 
to  the  Troy  Iron  and  Nail  Factory,  and  also  covenanted  that  he  would  con- 
vey to  that  company  any  improvement  which  he  might  thereafter  make. 
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2.  In  1840,  he  made  such  an  improvement  for  making  hook  and  hrad  headed 

spikes,  with  a  bending  lever,  which  he  assigned  to  the  Troy  Iron  and  Nail 
Factory  in  1848. 

3.  Before  this  last  assignment,  however,  viz.,  in  1845,  Burden  made  an  agreement 

with  Coming,  Horner,  and  Winslow,  in  which,  amongst  other  things,  it  was 
agreed  that  both  parties  might  thereafter  manufacture  and  vend  spikes  of 
such  kind  and  character  as  they  saw  fit,  notwithstanding  tlieir  conflicting 
claims. 

4.  Owing  to  the  peculiar  attitude  of  the  parties  to  eaeh  other  at  the  time  of  mak- 

ing this  agreement,  and  the  language  used  In  It,  It  cannot  be  construed  into 
a  permission  to  Coming,  Horner,  and  Winslow  to  use  the  improved  machin- 
ery patented  by  Bnrdcu  in  1840;  and  the  right  to  use  it  having  passed  to  the 
Troy  Iron  and  Nail  Factor)-,  a  perpetual  injunction  upon  Corning,  Horner, 
and  Winslow  will  be  decreed. 

This  was  an  appeal  from  the  Circuit  Court  of  the  United  States 
for  the  Northern  District  of  New  York. 

The  facts  are  all  stated  in  the  opinion  of  the  court. 

The  bill  was  filed  in  the  Circuit  Court  by  the  Troy  Iron  and  Nail 
Factory  against  Corning,  Winslow,  and  Homer,  to  restrain  them 
from  violating  a  patent  issued  to  Henry  Burden  on  the  8th  of  Sep- 
tember, 1840,  for  new  and  useful  improvements  in  the  machinery 
for  making  hook  or  brad  headed  spikes,  which  patent  had  been  as- 
signed to  them ;  and  also  to  account  for  the  profits. 

After  the  proceeding  mentioned  in  the  opinion  of  the  court,  the 
Circuit  Court  passed  the  following  decree : 

"This  cause  having  heretofore  been  brought  to  a  hearing  upon  the 
pleadings  and  proofs,  and  counsel  for  the  respective  parties  having 
been  heard,  and  due  deliberation  thereupon  had,  and  it  appearing  to 
the  said  court  that  the  said  Henry  Burden  was  the  first  aud  original 
inventor  of  the  improvement  on  the  spike-machine  in  the  bill  of 
complaint  mentioned,  and  for  which  a  patent  was  issued  to  the  said 
Henry  Burden,  bearing  date  the  2d  of  September,  1840,  as  in  said  bill 
of  complaint  set  forth,  and  that  the  said  complainants  have  a  full  and 
perfect  title  to  the  said  patents  for  said  improvements,  by  assignment 
from  the  said  Henry  Burden,  as  is  stated  and  set  forth  in  the  said  bill 
of  complaint: 

"But  it  also  further  appearing  to  the  court,  on  the  pleadings  and 
proofs,  that  the  instrument  in  writing,  bearing  date  the  14th  of  Oeto- 
ber,  1845,  stated  and  set  forth  in  the  said  bill  of  complaint,  and  also 
in  the  answer  of  the  said  defendants  thereto,  entered  into  upon  a  set- 
tlement and  compromise  of  certain  conflicting  claims  between  the 
said  parties,  and  among  others  of  mutual  conflicting  claims  to  the 
improvements  in  the  spike-machine  in  said  bill  mentioned,  and  when 
said  instrument  was  executed  by  the  said  Henry  Burden  of  the  one 
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part,  and  the  Mid  defendants  of  the  other,  the  said  Henry  Burden  at 
the  time  bcin^  the  patentee  and  legal  owner  of  the  said  improvements, 
and  fully  authorized  to  settle  and  adjust  the  said  conflicting  claims, 
did,  in  legal  effect,  and  by  just  construction,  import,  and  authorize, 
and  convey  a  right  to  the  defendants  to  use  the  said  improvements 
in  the  manufacture  of  the  hook-headed  spike,  without  limitation  as  to 
the  number  of  machines  so  hy  them  to  he  used,  or  tis  to  the  place  or 
district  in  which  to  he  used: 

"Therefore,  it  is  ordered,  adjudged,  aud  decreed  ttiat  the  said  bill 
of  complaint  he,  and  the  same  is  hereby,  dismissed  with  costs,  to  he 
taxed,  and  that  the  defendant!  nave  execution  therefor," 

From  this  decree,  the  complainants  appealed  to  this  court. 

It  was  argued  by  Mr.  Johnson  and  Mr.  StfWM,  for  the  appellants, 
and  by  Mr.  Seward  and  Mr.  Seymour,  tor  the  appellees. 

A9  the  case  turned  mainly  upon  the  construction  of  the  agreement 
of  October  14,  184.3,  (which  is  inserted  in  the  opinion  of  the  court.) 
only  such  of  the  arguments  of  counsel  will  he  given  as  relate  to  that 
construction. 

The  counsel  for  the  appellants  contended — 

Third.  It  is  respectfully  submitted,  that  the  instrument  of  the  14th 
of  October,  1S4">,  docs  uol  convey  to  tbe  defendants  any  right  or  title 
to  said  invention,  or  give  them  any  authority  to  use  it  in  manufac- 
taring  hook-headed  spike-.  Such  was  not  the  object  or  intention  of 
the  parties. 

This  instrument  was  executed  under  the  following  circumstances : 
At  the  June  Term  of  the  Circuit  Court,  1*4:5,  Mr.  Burden  recov- 
ered a  judgment  for  $700  against  the  defendant)  for  violating  this 
patent. 

On  the  2d  of  October,  1841.  Mr.  Burden  filed  his  hill  in  equity  in 
said  Circuit  Court,  to  restrain  the  defendants  from  further  infringing 
the  patent,  and  for  an  account. 

After  this  hill  was  filed,  the  defendants  ceased  using  the  invention 
for  a  short  time;  and  then  commenced  using il  again, as  Mr.  Burden 
was  informed.  Mr.  Borden,  therefore,  on  the  l;>th  of  November, 
1844,  made  n  new  affidavit,  In  obtain  an  injunction  upon  his  hill  pre- 
viously filed ;  and  on  the  20th  of  November,  obtained  an  order  for  an 
injunction,  by  default. 

On  the  2">th  of  November,  1844,  the  defendant  Winslow,  and  two 
nien  by  the  name  of  Osgood  aud  ttkiiiclmrd,  made  affidavits  in  said 
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cause,  for  the  purpose  of  moving  tbe  court  to  open  the  order  grant- 
ing an  injunction;  in  which  affidavit  they  all  swear  that  defendant* 
did  not  use  Mr.  Burden's  invention  in  making  hook-headed  spike*, 
but  made  them  with  machinery  entirely  different  in  principle  and 
mode  of  operation. 

The  machinery  by  which  defendants  claimed  to  make  the  book- 
headed  spike,  after  the  bill  was  tiled,  is  described  in  two  patents 
granted  to  the  defendants,  or  some  of  them. 

Prior  to  these  legal  proceedings,  in  November,  1844,  the  parties  had 
been  endeavoring  to  settle,  but  did  not  succeed;  subsequently,  nego- 
tiations for  a  settlement  of  the  suit  were  renewed.  Mr.  Burden 
claimed  that  he  had  the  exclusive  right  to  manufacture  the  hook- 
headed  spikes  by  machinery,  and  insisted  that  defendants  should 
cease  making  such  spikes  by  machinery.  Defendants  insisted  they 
had  a  right  to  make  such  spikes  by  their  own  machinery,  which  they 
insisted  in  their  affidavits,  made  November  25,  1844,  was  entirely 
different  in  principle  and  mode  of  operation  from  that  patented  to 
Mr.  Burden. 

Mr.  Burden  claimed  that  defendants  had  violated  his  patent  for 
machinery  for  making  horseshoes,  and  told  defendants,  if  they  did 
not  immediately  desist  from  using  his  horseshoe-machine,  be  would 
prosecute  them ;  and  they  did  desist  and  stop,  six  montlis  before  tbe 
settlement  was  made. 

It  is  necessary  and  proper  to  take  these  facts  and  circuutftanos 
into  consideration,  in  giving  a  construction  to  the  agreement  of  the 
14th  of  October,  1845. 

"It  is  well  settled,  that,  in  the  construction  of  all  contracts,  the 
uation  of  the  parties  and  the  subject-matter  of  their  transactions  may 
be  taken  into  consideration  in  determining  the  meauing  of  any  par- 
ticular sentence  <>r  provision.  Extraneous  evidence  is  admissible  «> 
far  as  to  ascertain  the  circumstances  under  which  the  writing  w* 
made,  and  the  subject-matter  to  be  regulated  by  it."  Sunmcrx. 
tiam,  8  Mass.,  214;  Fowle  v.  Bigelow,  10  Mass.,  384;  Wilson  v.  Trvif. 
in  the  Court  for  the  Correction  of  Errors  of  N.  Y.,  2  Cow.,  228-9; 
V  „nUi  v.  Odvert,  1  Wood,  k  Min.,  40. 

I.  This  agreement  does  not,  by  its  terms,  convey,  or  purjpurt  v 
convey,  or  in  any  manner  to  give  or  invest  the  defendants  with  any 
inten  .-t  in.  <>r  right  or  authority  to  use.  the  machinery  patented  in 
September.  |s|u,  to  make  hook-headed  spike. 

1.  It  was  contended,  by  the  defendants,  (and,  as  we  understand 
the  decree,  so  decided,)  that  tbe  second  clause  in  the  agreement,  in 
legal  eti'eet,  did  impart,  authorize,  and  convey  to  the  defendant!'  a 
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right  to  use  the  said  improvements,  without  limitation  us  to  the  num- 
ber of  machines  used  hy  them,  or  as  to  the  place  or  territory  where 
thcv  might  be  used 

Tlie  secon<l  clause  of  the  agreement  in  in  these  words:  "And  it  is 
farther  agreed,  that  the  said  parties  may  each  hereafter  manufacture 
and  vend  spike  of  such  kind  and  character  as  they  see  fit,  notwith- 
standing their  conflicting  claims  to  this  time." 

After  the  judgment  at  law,  in  lS-h'J,  there  was  uo  conflict  as  to  the 
right  of  defendant*  to  nse  Mr.  Burden's  improvement  in  manufac- 
turing hook-headed  spike.  That  had  hcen  fully  settled  against  the 
defendants,  by  the  suit  at  law,  and  conceded  by  them. 

The  defendants  did  not  claim  the  right  to  use  Burden's  invention, 
bat  only  the  right  to  make  said  spike  by  machinery  which  they  claim- 
ed was  different  from  Mr.  Burden's,  both  in  principle  and  operation. 

Mr.  Burden  denied  this  right  claimed  by  the  defendants,  and  claim- 
ed that  lie  had  the  exclusive  right  to  make  such  Spike  by  machinery. 
Tiiis  was  the  only  conflicting  claim,  as  to  the  right  to  make  spike  at 
the  time  of  the  settlement,  By  this  clause  in  the  agreement,  Mr.  Bur- 
den relinquished  his  pretensions  to  the  exclusive  right  to  make  hook- 
headed  spike  l>y  machinery;  hut  he  gave  no  right  to  the  defendants 
to  use  his  improvement  in  manufacturing  such  spike. 

Whether  Mr.  Burden  was  right  <1r  wrong  in  Ids  pretension  to  the 
exclusive  right  to  make  such  spike  by  machinery,  can  in  no  manner 
affect  the  construction  of  the  agreement. 

The  intention  of  the  parties  as  expressed  in  the  agreement,  taken  in 
connection  with  the  state  of  facts  and  circumstances  under  which  it 
was  executed,  and  the  Bubject-matter  intended  to  he  regulated  by  it, 
must  control  the  construction  of  this  clause.  Mr.  Burden  supposed 
he  had  such  exclusive  right,  and  simply  relinquished  it,  without  the 
most  remote  idea  tliat  he  was  conveying  to  the  defendants  any  right 
to  use  his  improvement,  much  less  that  he  was  conveying  an  interest 
in  his  patent  equal  to  one-hall"  of  it. 

The  settlement  of  the  equity  suit;  the  relinquishment  hy  Mr.  Bur- 
den of  his  pretension  to  exclude  the  defendants  from  making  hook- 
headed  spike  hy  machinery;  and  the  settlement.  l>y  defendants,  of 
Mr.  Burden's  claim  against  them,  for  infringing  his  horseshoe  patent, 
for  which  he  had  threatened  them  with  a  suit,  fully  satisfies  every 
clause  in  the  agreement ;  ami  it  cannot  be  stretched  to  the  enormous 
extent  claimed  by  defendants,  without  interpolating  other  important 
provisions,  which  cannot  at  law  he  accomplished  hy  parol  evidence. 
An  assignment,  or  any  Other  conveyance  of  any  part  of  a  patent, 
or  of  any  interest  in  or  under  it,  must  he  in  writing.    Contracts  which 
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by  law  uru  required  to  be  iu  writing,  caunot  rest  partly  in  writing  and 
partly  in  parol.  Is  it  nut  most  extraordinary  tliat  the  defendants  did 
uot  have  this  agreement  recorded  in  tbe  Patent  Office  until  the  i\n 
of  August,  1H4S.  if  they  had  had  tbe  least  idea  that  it  conveyed  to 
them  such  an  important  right  as  they  now  claim?  Patent  Act  u» 
Is 86,  8ec-  U.J  Curtis  ou  Patents,  478. 

This  instrument  has  neither  tbe  form  nor  substance  of  a  licensor 
assignment,  or  any  other  conveyance  of  an  interest  in  a  patent  bere- 
tofore  iu  use  or  known. 

If  the  parties  had  intended  this  instrument  as  a  conveyance  of  uj 
interest  in  Mr.  Burden's  improvement,  it  would  have  been  very  .*t 
to  have  said  so.    Netmitk  v.  Calvert,  1  Wood.  &  Miu.,  40; 
v.  Jtfey,  7  Kast.  24-2. 

The  court  below  fell  into  the  mistake,  that  the  cause  depended  a[*M 
the  question,  whether  the  agreement  authorized  tbe  defendant*  to 
make  hook-headed  spike. 

The  opinion  of  the  court,  after  stating  the  second  clause  in  tbe 
ugreemeut,  proceeds : 

"Why  stipulate  that  the  defendants  may  thereafter  rnauufacW 
and  vend  spikes  of  any  character  and  description,  without  regard  to 
previous  claims  to  the  contrary,  if  it  was  not  intended  to  admit* 
concede  tbe  right  to  manufacture  book-beaded  spikes?  And  bo* 
can  we  say  that  this  particular  spike  is  not  embraced  iu  the  tip 
lation  ? 

What  is  meant  by  the  agreement  that  the  defendants  niay  nuns- 
facture  spikes  of  such  a  kind  and  character  as  they  see  tit,  notniuV 
standing  their  (the  parties')  conflicting  chums  to  this  time,  if  it  *• 
intended  to  exclude  hook-headed  spikes?  The  argument  i»  qoile 
as  strong  and  well  founded,  to  exclude  spikes  of  any  other  descri^a*. 
Indeed,  stronger,  if  it  were  possible,  as  this  particular  spike  w*«  uV 
principal  item  iu  <  ontroversy  at  the  time  of  the  compromise  or  settle- 
incut,  and  a  suit  was  pending  in  respect  to  it. 

"The  language  of  the  instrument  is  certainly  most  remarkable. I 
it  was  intended  by  tbe  parties  to  exclude  the  defendants  from  the 
right  to  make  this  particular  spike,  as  tbero  are  not  oulyuowofdi 
of  exclusion  or  prohibition,  but  an  express  admission  of  tbe  right,  m 
terms  so  full  and  specific  that  no  argument  can  make  it  clearer.  VT* 
arc  asked  to  interpret  a  stipulation  to  make  any  kiud  of  spike  the 
parties  see  tit.  to  mean  any  kind  except  book-headed;  and  sj>i«*. 
too.  in  the  c  ase  of  a  compromise  of  a  disputed  right  to  inanuUiturv 
spikes  of  this  character  and  description,  among  other  matters,  tb» 
being  regarded  ;us  the  principal  one.    We  think  it  unpossible  to 
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come  to  any  such  conclusion,  without  u  disregard  to  the  clear  im- 
port of  the  agreement." 

The  counsel  tor  the  appellant  in  the  court  below  must  have  been 
exceedingly  unfortunate,  if  his  language  presented  any  such  idea. 
The  bill  does  not  claim  it,  and  the  written  points  banded  to  (he  court 
do  not  pretend  it.  On  the  contrary,  it  wis  conceded  that  Mr.  Bur- 
den relinquished  his  pretensions  to  the  exclusive  right  to  make  those 
spike  by  machinery,  but  insisted  thai  he  hud  given  no  right  to  defend- 
ants to  use  his  improvements  for  that  purpose. 

2.  The  decree  assumes  that  among  the  conflicting  claims  settled 
by  the  ugreemenl  of  14th  October,  184"),  were  the  mutual  Conflicting 
claims  to  the  improvements  in  the  spike-machine  patented  by  Mr. 
Burden. 

Tins  is  mere  assumption,  founded  wholly  in  mistake.  Xo  such  con- 
flicting chum  is  stated  iii  the  instrument,  and  none  such  was  proved 
to  exist  at  the  time  of  lite  settlement.  The  very  reverse  was  sworn 
to  the  year  before,  by  the  defendant  Window  himself,  and  by  two 
other  witnesses,  by  his  procurement.  The  correspondence  which  took 
place  before  the  settlement  shows  that  no  such  claim  was  set  up  or 
pretended  by  the  defendants.  The  judgment  at  law  had  fully  and 
definitely  settled  and  determined  that  the  defendants  bad  no  such 
right. 

But  if  such  conflicting  right  to  Mr.  Burden's  improvement  had 
existed  at  the  time  of  the  settlement,  the  terms  of  the  agreement 
would  not  confer  any  right  upon  the  defendants  to  use  it. 

The  agreement  concedes  the  defendants' right  to  make  any  kind 
of  spike  they  see  lit,  which,  of  course,  embraces  book-headed  spike; 
hot  it  does  not,  directly  or  indirectly,  give  or  concede  the  right  to  de- 
fendants to  use  Mr.  Burden's  improvement  for  that  purpose.  "The 
said  parties  may  each  hereafter  make  and  vend  spike  of  such  kind 
and  character  as  they  see  fit."  But  how  manufacture?  The  agree- 
ment does  not  specify  how;  hut  the  plain  construction  is,  that  it 
should  be  done  as  it  had  been  done  from  the  recovery  of  the  judg- 
ment at  law  up  to  the  time  of  the  settlement— that  Mr.  Burden 
should  manufacture  the  spike  with  Ills  machine,  and  the  defendants 
with  their  machine,  which  tin  y  claimed  ami  swore  was  totally  differ- 
ent from  Mr.  Burden's  in  principle  and  mode  of  operation.  Can  it 
he  pretended  that  the  defendants  gave  Mr.  Burden  any  right  to  use 
their  machine  1  Had  Mr.  Burden  ever  claimed  any  such  right  ?  Had 
it  been  shown  that  book-lietuled  spike  could  not  he  made  without  the 
■W  of  Mr.  Burden's  improvement,  it  might  have  furnished  some 
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ground  for  an  argument  that,  by  Implication,  such  right  w«  given 
by  the  agreement. 

But  such  was  not  the  fact.  Hook-headed  spike  could  be  mule, 
and  were  made,  by  haud,  prior  to  Mr.  Burden's  invention;  and  the 
defendants  show  that  at  earlv  as  the  fall  of  1844  the v  had  maehfe- 
cry  by  which  they  made  hook-headed  spike,  which  was  wholly difleN 
ent,  both  in  principle  and  mechanical  operation,  from  Mr.  BonWi 
improvement;  and  the  only  right  they  claimed,  after  the  judgmea1 
at  law  up  to  and  at  the  item  of  the  settlement,  was  to  make  sosi 
spike  by  that  machinery,  atid  disclaimed  all  right  or  desire  to  ok 
Mr.  Burden's  improvement. 

3.  Mr.  Burden  could  not  have  intended  to  convey  such  an  interest 
to  the  defendants. 

It  would  have  been  a  violation  of  his  duty  to,  and  his  coutnet 
with,  the  appellant;  and  would  have  deprived  him  of  the  benefit  J 
a  contract  from  which  he  received  more  than  $10,000  annually. 

4.  There  was  no  adequate  consideration  for  the  conveyance  of  sad 
an  extensive  interest  in  this  patent. 

The  defendants  allege,  in  their  answer,  tliat  the  purchase  by  thorn 
of  the  appellant  of  half  of  a  dock  was  a  part  of  the  same  transaction, 
and  a  part  of  the  consideration  for  this  agreement. 

This  pretense  is  fully  disproved.  The  evidence  clearly  sbowA** 
the  agreement  to  purchase  the  dock,  although  made  at  the  same  time 
with  the  other  agreement,  had  no  connection  with  it,  and  that  the  cm- 
half  of  said  dock  was  worth  more  than  the  $1,500  which  defend*** 
paid  for  it. 

The  defendants  also  set  up,  in  their  answer,  that  their  agreement 
not  to  make  horseshoes  was  a  part  of  the  consideration  of  the  agrw- 
rueut  on  the  part  of  Mr.  Burden. 

The  evidence  shows  the  facts  to  be,  that,  prior  to  this  netfleaM 
the  defendants  had  been  infringing  Mr.  Burden's  patent  for  an* 
chine  to  make  horseshoes;  were  threatened  with  a  suit  if  they  fid 
not  desist ;  and  they  did  desist  six  months  before  the  settlement  TV 
defendants  had  a  patent  for  machinery  to  make  horseshoes,  but  it** 
worthless. 

Mr.  Burden  did  not  claim  that  the  defendants  should  not  a* 
horseshoes  with  the  machinery  they  had  patented,  but  that  they  <^ 
not  use  the  machinery  he  had  patented  for  that  purpose.  If  hot*" 
shoes  could  have  been  made  by  the  machinery  patented  by  defend 
ants,  tlu?  agreement  gives  neither  Mr.  Burden  nor  the  appellant  »»T 
right  to  use  that  machinery,  nor  does  it  restrict  the  defendant.''  tn« 
selling  to  others  the  right  to  make  horseshoes  with  the  machinery 
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patented  by  them.  There  is  nothing  in  the  agreement  which  would 
prohibit  the  defendants,  or  their  assignees,  from  maintaining  a  suit 
against  the  appellant  or  any  other  person  for  infringing  defendants' 
patent,  should  the  appellant  or  any  other  person  use  the  invention 
thereby  patented. 

The  defendants  also  allege,  in  their  answer,  that  they  had  used  the 
improvement  in  question  to  make  hook-headed  spike  since  said  set- 
tlement, and  appellant  never  requested  them  to  cease  using  the  same, 
or  to  account  for  any  profits  for  such  use. 

The  fact  thus  alleged,  the  defendants  insisted,  in  the  court  below, 
was  a  circumstanc  e  to  show  that  the  appellant  and  Mr.  Burden  un- 
derstood and  considered  the  said  agreement  as  conveying  to  the 
defendants  the  right  to  use  said  improvement. 

The  answer  to  this  is 

1.  The  answer  does  not  allege  that  the  appellant,  or  any  of  its 
officers  or  agents,  knew  that  said  defendants  were  using  said  im- 
provement. 

2.  It  is  proved  that  neither  Mr.  Burden  nor  any  other  of  the  offi- 
cers or  agents  of  the  appellant  knew  that  defendants  were  using  said 
improvement  until  August,  1*47. 

Defendants  also  insist  that  Mr.  Burden,  by  his  letters,  hearing 
date  between  the  9th  of  Mareh,  1846,  and  the  29th  of  December, 
184G,  hoth  inclusive,  requesting  defendant  Window  to  agree  upon 
the  price  for  which  they  would  sell  hook-headed  and  other  spike, 
recognizes  the  defendants'  right  to  use  suit)  improvement. 

The  answer  to  this  position  is.  that  just  such  an  arrangement  as 
requested  in  those  letters  had  existed  between  the  appellant  and 
defendants  for  nine  years  before  the  settlement  of  14th  of  October. 
1845,  and  at  the  time  Mr.  Burden  wrote  those  letters  he  did  not 
know  that  defendants  were  using  his  improvement  to  manufacture 
hook-headed  spike. 

The  letters  were,  also,  written  by  Mr.  Burden  before  he  knew  de- 
fendants were  using  his  improvement  in  making  hook-headed  spike. 

Indeed,  none  of  the  letters  in  any  manner  intimate  that  the  defend- 
ants were  using,  or  had  any  right  to  nse,  the  improvement. 

The  counsel  for  the  defendants  in  error  contended  that  the  decree 
of  the  Circuit  Court  should  be  affirmed,  because 

I  The  agreement  of  October  14,  1S4'»,  was  a  valid  agreement, 
hinding  upon  the  parties. 

L  It  was  made  by  parties  fully  competent  to  contract  in  reference 
to  the  subject-matter  of  the  contract. 
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Burden  was  patentee,  and  as  such  could  contract  for  himself  m 
the  owner  of  the  patent.  He  was  also  at  the  time  a  large  stockholder 
in  the  complainants'  corporation,  and  their  agent,  and  as  such  could 
contract  for  them. 

Thfc  allegation  made  by  the  complainants,  in  their  bill  of  complaint 
that  Henry  Burden  "had  no  power  or  authority  to  give  such  Geew, 
your  orator  having  been  the  legal  and  equitable  owner  of  the  ail 
last-mentioned  patent,  and  the  rights  and  privileges  granted  mi 
secured  thereby,  from  the  time  said  patent  was  granted,"  is  not  Re- 
tained by  the  proof. 

The  only  proof  tending  to  show  that  on  the  14th  of  October.  1845, 
the  complainants  wore  the  owners  of  this  improvement  of  the  tot 
ing  lever,  and  that  therefore  Burden  had  no  authority  to  gnat  I 
license,  or  make  a  contract  as  to  the  use  of  the  same,  is  to  be  fo*i 
in  the  agreement  between  Burden  and  complainants  as  to  the  patois 
for  the  spike-machine  and  the  horseshoe,  and  dated  -d  of  Brcenibtf, 
is*;. 

In  reference  to  this  agreement,  the  defendants  insist  as  follow: 

1 .  The  agreement  between  the  plaintiffs  and  Henry  Hurdou,of  Pfr 
cembcr  2,  1830,  did  not  even  purport  to  convey  to  the  plaintiffs  ucj 
interest  or  right  to  the  patent  of  1840,  or  to  the  bending  lever,  At 
thing  patented.  It  first  gives  the  right  to  use  the  machines  form** 
ufactnring  wrought  nails  or  spikes,  then  on  the  premises  of  tbe  com- 
pany; and  secondly,  the  exclusive  right  to  construct  other  madiiiies 
for  the  manufacturing  wrought  nails  or  spikes,  after  the  method  » 
vented  by  Burden,  with  all  the  improvements  which  he  had 
or  should  make  in  the  same,  in  any  other  part  of  the  United  St«te»; 
and  thirdly,  a  covenant  that  he,  Burden,  would  obtain  a  patent  fcf 
any  improvements  which  he  should  afterward  make  in  bis  nail  *°d 
spike  machine;  and  then  provides  that  "the  license  hereby  grantfl 
to  the  party  of  the  second  pari  shall  be  deemed  to  extend  to  alls^ 
improvements."  It  only  contemplates  the  granting  of  a  liccn*. 
and  the  statement  in  the  assignment  of  June  19,  1848,  that  Bwda 
had  agreed  to  transfer  and  assign  the  improvement,  is  not  true. 

The  bending  lever,  patented  by  the  patent  of  1840,  was  not  tbs 
in  existence.  It  was  a  mere  contingent  possibility,  and  therefore 
was  not  susceptible  of  being  conveyed.  There  was  nothing  toe* 
vev.    Phillips  on  Patents,  354;  Curtis  on  Patents,  sec.  189. 

The  privilege  of  assigning,  given  by  the  eleventh  section  of  tfc 
Patent  Acl  of  July  4,  1836,  implies  that  the  thing  assigned  shall 
then  in  existence;  and  the  subsequent  requirement  in  the  same ►# 
tion,  as  to  recording  the  assignment,  supports  the  same  idea 
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2.  Even  if  this  agreement  did  purport  to  grant  and  assign  a  future 
improvement  thereof,  such  grant  could  not  apply  to  the  bending 
lever,  for  the  reason  that  the  bending  lever  is  not  an  improvement 
upon  either  of  the  patented  machines  mentioned  in  the  agreement 
of  December  2,  1836,  but  is  a  distinct  and  independent  article  or  in- 
vention, equally  applicable  to  any  spike -machine,  and,  in  fact,  used 
upon  various  other  machines. 

The  plaintiffs  consider  the  agreement  of  December  2,  1836,  as 
merely  a  covenant  to  convey  the  improvement  alleged  to  have  been 
patented  on  the  2d  of  September,  1840,  and  have  accordingly  resort- 
ed to  a  special  assignment  of  it,  which  was  made  on  the  19th  of  June, 
1848,  and  which  in  terms  refers  to  the  agreement  of  December,  1836, 
as  merely  a  covenant  to  convey  subsequent  improvements,  and  pur- 
ports to  have  been  given  in  performance  of  such  covenant. 

The  right  of  the  plaintiffs  to  this  improvement  of  the  bending  lever 
is  based  in  their  bill  upon  the  assignment  of  the  19th  of  June,  1848. 
This  right  is  therefore  subject  to  any  rights  that  were  acquired  by  the 
defendants  by  the  agreement  of  October  14,  1845. 

But  if  the  complainants  had,  previous  to  the  14th  of  October,  1845, 
become  the  owners  of  the  improvement  called  the  bending  lever,  and 
the  patent  therefor,  still,  a«i  general  agent  of  the  corporation,  Burden 
had  a  right  to  enter  into  the  agreement  of  October  14,  1845,  and  it 
binds  his  principals. 

3.  The  agreement  of  October  14,  1845,  was  founded  upon  a  good 
and  valuable  consideration  as  between  the  parties, — first,  the  settle- 
ment of  the  suit  then  pending  between  them ;  and  second,  the  relin- 
quishment by  the  defendant  Winslow,  in  behalf  of  himself  and  his 
co-partners.,  of  the  right  to  manufacture  the  patent  horseshoe,  an 
advantage  worth  to  the  other  contracting  party  $10,000  per  annum. 

4.  The  agreement,  too,  was  carried  out  by  the  parties, — first,  by 
the  conveyance  of  the  dock  property  by  the  plaintiffs,  and  its  occu- 
pation by  the  defendants;  second,  by  the  payment  of  the  considera- 
tion of  the  dock  property  by  the  defendants ;  thirdly,  by  the  relin- 
quishment by  the  defendants  of  the  horseshoe  business,  from  that 
time  to  the  present,  and  the  enjoyment  of  it  as  a  monopoly  ever 
since  by  the  plaintiffs;  fourth,  by  the  continued  use  by  the  defend- 
ants of  the  bending  lever  in  making  hook-headed  spikes,  from  the 
14th  of  October,  1845,  to  the  8th  of  July,  1848,  two  years  and  about 
nine  months,  without  objection,  they  having  made  during  that  period 
hook-headed  spikes  to  the  value  of  over  $137,000. 

m.  The  agreement  of  October  14,  1845,  was  a  contract  for  the 
settlement  of  conflicting  claims  to  two  patented  machines, — one  for 
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the  bending  lever,  and  the  other  for  the  horseshoe  -  machine ;  and  it 
not  only  gives  rights  to  make  the  spikes  and  the  horseshoes,  but  to 
use  the  respective  patented  machines  in  making  them. 

The  agreement  of  October  14,  1845,  does  not,  in  terms,  give  the 
right  to  the  defendants  to  use  the  machines  patented  by  Burden,  by 
his  patent  of  1840,  but  it  does  give  it  by  the  strongest  implication. 
It  releases  all  claims  for  violation  of  patent-rights  up  to  that  date, 
and  gives  the  right  to  both  parties  thereafter  to  manufacture  and 
vend  spike  of  such  kind  and  character  as  they  see  tit,  notwithstand- 
ing their  conflicting  claims  to  that  time. 

Defendants'  exhibits  show  that  those  conflicting  claims  related  only 
to  the  use  of  the  patented  machinery.  This  is  also  shown  by  Burden's 
letters.  The  subject-matter  of  this  geueral  settlement  was,  therefore, 
their  conflicting  claims  to  the  use  of  the  patented  machinery.  The 
agreement  gives  the  right  to  make  the  spike,  which  could  be  made 
for  sale  in  market  onlv  bv  the  use  of  the  bending  lever,  or  of  some 
analogous  device.  Rutger  v.  Kanmcrs,  1  "Wash.  C.  C,  168 ;  Phillips 
on  Patents,  346. 

A  construction  of  the  agreement  of  October  14, 1845,  which  would 
allow  the  defendants  only  the  privilege  of  making  the  hook-headed 
spikes,  and  would  deny  them  the  use  of  the  bending  lever  in  mak- 
ing them,  would  render  the  instrument  senseless,  absurd,  and  inope- 
rative. 

For  if  it  is  held  that  the  defendants  obtained  under  the  agreement 
only  the  privilege  of  making  hook-headed  spikes,  either  by  hand  or 
by  the  use  of  any  machinery  which  they  might  choose,  other  than 
that  which  should  infringe  upon  Burden's  patent,  then  it  results  that 
the  defendants  relinquish  the  patent  horseshoe  business,  worth,  as  is 
proved  by  the  testimony  of  Mr.  Davidson,  $10,000  per  annum,  for 
the  privilege  of  doing  just  what  they  had  a  right  to  do  before,  and 
what  everybody  else  had  the  right  of  doing,  that  is,  making  those 
spikes  by  hand,  or  with  any  machinery  not  infringing  on  Burden's 
patent.  Such  a  construction  would  be  contrary  to  the  well-settled 
rule  in  the  interpretation  of  contracts,  that  when  a  clause  is  capable  of 
two  significations,  it  should  be  understood  in  that  in  which  it  will  have 
some  operation,  rather  than  in  that  which  it  will  have  none,  "  ut  res 
magis  valeat  qunw  percat"  Pothier,  cited  in  2  Comyn  on  Contracts, 
533 ;  Parkhurst  v.  Smith,  Willcs'  Reports,  332 ;  Archibald  v.  Thomas, 
3  Cowen,  290.  An  agreement,  or  contract,  must  have  a  reasonable 
construction,  according  to  the  intent  of  the  parties, — as  if  a  man 
agree  with  B  for  twenty  barrels  of  ale,  he  shall  not  have  the  barrels 
after  the  ale  is  spent.    Comyn's  Digest,  title  Agreement,  C.    So  if 
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a  man  promise  payment  without  saying  to  whom,  it  shall  l>e  intended 
to  him  from  whom  the  consideration  comes.  Cro.  Eliz.,  149.  And 
upon  a  promise  of  payment,  according  to  the  rate  of  forty  shillings 
per  ton,  it  Bhall  be  intended  that  payment  will  be  made  for  tho  odd 
pounds,  according  to  the  same  rate.    Yelverton,  134. 

The  practical  construction  of  both  parties  has  been  in  conformity 
to  the  interpretation  on  which  the  defendants  insist, — "  Contemporanci 
arpositio  est  fortissimo,  lex." 

If  the  construction  were  a  doubtful  one,  it  should,  under  the  cir- 
cumstances, be  held  to  be  against  that  set  up  by  the  plaintiffs,  whose 
grantor,  Henry  Burden,  is  the  contractor.  In  a  case  of  doubt,  the 
words  of  a  promise  or  covenant  are  to  be  taken  most  strongly  against 
the  promisor  or  contractor.  Coke  Litt.,  183«.  This  rule  should  be 
applied  in  this  case  especially,  for  two  very  apparent  reasons :  First, 
because  it  was  well  understood  by  both  parties  with  what  machinery 
alone  these  hook-headed  spikes  could  be  successfully  made  for  sale 
in  market,  and  that  tho  defendants  were  then  using  that  machinery 
in  their  works;  and,  secondly,  because  Burden  had  a  strong  pecuni- 
ary motive  to  deal  in  generalities,  and  not  to  grant  specifically  and 
clearly  a  license  to  use  the  bending  lever.  He  feared  he  might  jeop- 
ard the  thirty  per  cent,  secured  to  him  by  the  agreement  of  Decem- 
ber 2, 1836,  and  which  was  afterwards  in  controversy,  and  was  claim- 
ed by  the  plaintiffs  to  have  been  forfeited  by  him,  and  yet  ho  desired 
to  obtain  the  monopoly  of  the  horseshoe  business. 

The  contemporaneous  exposition  of  the  agreement  by  Burden  is 
in  accordance  with  the  position  of  the  defendants.  See  his  letter  of 
December  15, 1845,  and  his  letter  of  December  11,  1846.  In  this 
latter  letter,  Burden  speaks  of  his  intention  to  share  the  spike  busi- 
neaj  with  defendants.  He  very  well  knew  that  could  not  be  done 
exempt  by  uniform  prices,  and  that  we  could  have  no  uniform  price 
with  him  unless  we  used  the  bending  lever. 

But  there  was  an  actual  sharing  between  appellant  and  respond- 
ents of  contracts  for  spikes.  Burden  declared  that  it  was  his  inten- 
tion to  share  with  respondents  the  spike  business,  and  this  was  done, 
as  is  shown  by  his  letters.  Such  was  the  practical  contemporaneous 
construction  of  the  agreement ;  and  it  appears  by  Burden's  letter  of 
February  10,  1848,  tliat  not  only  was  there  to  be  a  uniform  price  for 
hook-headed  spikes,  but  that  the  whole  field  was  to  be  occupied  by 
the  parties  in  common,  and  to  tho  exclusion  of  all  others.  Tho  whole 
object  of  this  letter  was  to  tell  respondents  what  he  had  been  doing 
to  protect  their  common  rights.  Can  there  be  anything  more  needed 
to  show  that  it  was  the  understanding  of  both  parties,  that  by  the 
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agreement  of  October  14,  1845,  respondents  had  the  right  to  use  the 
bending  lever  ? 

Winslow's  letters,  written  in  January,  1845,  show  that  respondents 
were  using  the  bending  lever  at  that  time,  and  that  Burden  then 
knew  it.  In  Burden's  letter  of  January  10,  1845,  and  in  Winslow's 
reply  to  it  of  January  13,  1845,  they  both  refer  to  "the  machinery 
in  question,"  which  can  only  mean  the  bending  lever. 

IV.  But  whatever  might  have  been  the  construction  which  a  court 
would,  under  other  circumstances,  have  put  upon  this  agreement, 
a  court  of  equity  will  not  now  grant  an  injunction,  as  is  prayed  for 
in  the  complainants'  bill,  after  an  acquiescence  in  the  use  of  the  pat- 
ented machinery,  under  this  agreement  of  October  14, 1845,  for  near 
three  years  before  the  commencement  of  this  suit.  Wycth  v.  Stone,  1 
Story,  273;  Rundle  v.  Murray,  Jacob's  R.,  811 ;  Williams  v.  The  Earl 
of  Jersey,  1  Craig.  &  Phil.,  01 ;  Warwick  v.  Hoojxr,  3  Eng.  Law  and 
Eq.  R.,  233,  cited;  U.  S.  Dig.,  Appendix,  vol.  5,  1851,  title  Patent. 

Mr.  Justice  "Watne  delivered  the  opinion  of  the  court. 

This  is  an  appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  New  York. 

The  appellants  are  a  manufacturing  company  incorporated  by  the 
laws  of  the  State  of  New  York.  Thev  aver  that  Henry  BuMen  was 
the  inventor  of  a  new  and  useful  improvement  in  the  machinery  for 
manufacturing  wrought  nails  and  spikes,  for  which  letters  patent 
were  granted  to  him  on  the  2d  of  December,  1834.  Thev  {Jlege 
that  it  was  assigned  to  them  for  a  valuable  consideration,  and  ulso 
that  Burden  covenanted  with  them,  if  he  should  thereafter  make  vny 
improvement  upon  his  invention,  that  he  would  convey  the  sam '  to 
them.  Burden  afterwards  did  make  a  new  and  useful  improvement 
in  machinery  for  making  hook  or  brad  headed  spikes,  for  which  ft 
patent  was  granted  to  him  on  the  2d  of  September,  1840.  He 
signed  it  to  the  complainants,  in  virtue  of  his  covenant,  whereby  th*y 
became  the  exclusive  owners  of  the  patent.  They  then  complain  tli*t 
the  defendants  had  infringed  the  same,  by  having  erected  and  p  it 
in  use  in  their  iron  and  nail  works,  in  the  city  of  Troy,  four  or  hVe 
machines  for  the  manufacture  of  hook  or  brad  headed  spikes,  con- 
taining the  improvements  in  their  assigned  patent,  and  had  us<fd 
them  for  manufacturing  hook  or  brad  headed  spikes  since  the  lfiJoi 
of  October,  1845.  ■ 

It  is  also  stated  that  Burden  brought  an  action  at  law  against  two 
defendants,  for  an  infringement  secured  by  the  patent  of  Septeml :Ier 
2,  1840.    The  defendants  resisted  a  recovery,  upon  the  ground  t  Wu-.t 
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Burden  was  not  the  first  inventor  of  the  improvements  for  which 
that  patent  had  been  obtained.  A  trial  of  this  case  upon  the  merits 
resulted  in  a  verdict  for  Burden  for  seven  hundred  dollars,  which 
was  carried  into  a  final  judgment  against  the  defendants,  after  a 
motion  which  they  made  for  a  new  trial  had  been  overruled. 

The  defendants  are  then  charged  with  again  using  the  improve- 
ments in  the  patent  of  1840,  under  the  pretense  that  they  have  a 
license  from  Burden  to  do  so.  This  is  denied  by  the  complainants ; 
and  they  say  if  such  license  had  been  given  by  Burden,  that  it  was 
in  contravention  of  his  assignment  to  them  of  his  patent,  by  which 
they  became  the  legal  and  equitable  owners  from  the  time  it  was 
granted,  on  September  2,  1840. 

The  bill  is  then  concluded  with  a  prayer  that  the  court  would  en- 
join the  defendants,  Corning,  Homer,  and  Winslow,  their  attorneys, 
and  agents,  and  workmen,  to  desist  from  making,  using,  or  vending 
any  machine  containing  the  improvements  for  which  letters  patent 
were  granted  to  Burden  on  the  2d  of  September,  1840,  and  from 
selling  or  using  any  spikes  which  they  then  had  on  hand,  which  had 
been  manufactured  by  their  machines  containing  the  improvements 
of  that  patent.  An  account  of  the  profits  which  they  had  derived 
from  the  use  of  such  patented  improvements  is  also  called  for. 

The  letters  patent  granted  to  Burden  on  the  2d  of  September; 
1834,  and  that  of  the  2d  of  September,  1840,  describing  an  improve- 
ment called  a  bending  lever,  in  the  machinery  for  making  hook  or 
brad  headed  spikes,  are  made  exhibits  to  the  bill. 

This  bill  was  answered  bv  the  defendants. 

It  admits  that  the  complainants  were  an  incorporated  body,  under 
the  stvle  of  the  Trov  Iron  and  Nail  Factory  Company :  also,  that 
Henry  Burden  was  the  inventor  of  the  improvements  in  the  machin- 
ery for  making  nails  and  spikes,  for  which  letters  patent  were  grant- 
ed to  him  in  December,  1834,  and  that  he  assigned  the  same  to  the 
complainants  two  years  thereafter.  But  they  deny  that  there  was 
any  covenant  in  the  assignment!  or  in  any  other  agreement  then 
recorded  in  the  Patent  Office,  or  any  agreement  between  Burden 
and  the  complainants,  obliging  him  to  convey  to  them  any  improve- 
ment which  he  might  make  upon  his  invention.  And  they  insist,  it 
such  an  agreement  was  made,  that,  as  it  was  only  a  covenant  to  con- 
vey a  contingent  possibility,  which  would  be  inoperative  and  void, 
it  could  not  affect  them.  The  defendants  also  admit  that  Burden 
obtained  the  patent  of  the  2d  of  September,  1840 ;  but  they  deny  its 
validity.  They  declare  that  the  bending  lever  described  in  the  speci- 
fication of  it,  or  one  similar  to  it  in  form  and  principle  of  construc- 
45 
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tion  aud  operation,  had  Wen  invented  and  had  heen  used  by  several 
(.tersous,  in  making  spikes,  for  several  years  before  the  patent  1*1 
been  obtained  by  Burden  for  his  improvement  of  the  bending  leva. 
They  state  that  it  was  invented  by  Thomas  and  "William  Osgood,  ;md 
used  by  them  in  the  years  1836-'36-'37-'38,  upon  one  of  their  §jtik*- 
machines,  to  make  hook  or  brad  headed  spikes,  which  they  Bold  dar- 
ing those  years  in  Philadelphia.  It  is  also  stated  by  the  defendant! 
that  the  bending  lever  patented  by  Burden  was  die  invention  of 
one  Ebenezer  Hunt,  whilst  he  was.  in  the  employment  of  the  fomc 
It  is  then  admitted  that  Burden  assigned  to  the  complainant*  hi*  pot- 
ent for  the  bending  lover  in  June,  1848  ;  but  it  is  said  to  have  been 
fraudulently  done,  and  that  the  apipcllauts  have  no  right,  legal  or 
equitable,  to  that  improvement,  under  that  assignment,  or  bf  that  of 
the  agreement  between  the  complainants  of  Burden,  of  December, 
l*:!i;.  And,  it  is  added,  should  they  have  any  right  or  interest  in 
the  patent  for  Burden's  bending  lever,  that  the  defendants  have  alio 
the  right  to  uso  the  same  under  an  agreement  with  Burden  of  th* 
14th  October,  1845,  which  was  made  for  himself,  and  in  behalf  oC 
the  appellants,  as  their  agent,  before  he  had  assigned  it  to  them  in 
1*4*. 

The  defendants  then  aver  that  this  agreement  of  the  14th  of  Oct* 
her  was  made  with  the  understanding,  of  both  parties,  tlut  it  would 
finally  settle  all  differences  between  themselves,  and  Burden,  aud  the 
complainants  which  had  arisen  out  of  counter-claims  by  bodi  pauix* 
to  a  patent  for  making  horseshoes,  and  also  to  a  patent-right  fat 
making  hook  or  brad  headed  spikes,  each  party  claiming  tho  right" 
manufacture  and  vend  such  horseshoes  aud  such  spikes  under  their  re- 
spective counter-claims  and  patents,  without  the  permission  of  either 
to  the  other,  and  to  use,  in  the  manufacture  of  the  brad-headed  flik** 
Burden's  bendiug  lever. 

The  consideration  of  the  agreement  is  said  to  have  been  a  |iur»-lu« 
by  the  defendants  from  the  complainants  of  an  undivided  half  p*t 
of  a  dock  ou  the  Iludson  River  for.  gl,500,  a  grant  by  the  dtftris 
tints  to  them  for  the  exclusive  manufacture  of  patent  horseshoe*,  a» 
a  mutual  relinquishment  of  their  counter-claim  to  the  patents  fx 
making  hook-headed  spikes  by  a  bending  lever.  It  i*  averred  th* 
they  had  used  Burden's  bending  lever  in  the  manufacture  of  such 
spikes  from  the  date  of  the  agreement,  with  his  knowledge,  without 
objection  by  him  or  by  the  appellants,  and  that  Burden  had  disc*- 
tinned  the  suit  against  them.  It  is  not  necessary  to  state  more  of  tin 
pleadings.  The  abstract  given  discloses  what  had  been  the  relatiow 
between  these  parties  for  several  years  before  this  suit  was  brought. 
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and  their  views  and  conduct  respecting  the  patent  for  the  bending 
lever. 

We  will  now  turn  to  the  evidence  in  the  case.  It  shows,  first,  that 
every  allegation  in  the  bill  has  either  been  proved  or  admitted  by  the 
answer  of  the  defendants,  excepting  such  as  they  respectively  make 
concerning  the  agreement  of  the  14th  of  October,  1845,  which  will 
hereafter  have  our  attention. 

The  letters  patent  obtained  by  Burden  in  1884,  which  describes  a 
machine  for  making  nails  and  spikes,  is  annexed  as  an  exhibit  to  the 
bill,  and  so  is  that  afterwards  granted  to  them  in  1840,  for  his  im- 
provement on  the  first,  for  making  hook  or  brad  headed  spikes. 
The  answer  admits  that  he  was  the  inventor  of  the  first,  and  that  he 
had  a  patent  for  it.  It  also  admitted  that  he  obtained  a  patent  for 
the  other ;  but  it  is  denied  that  he  was  the  inveutor  of  it.  This  the 
defendants  have  failed  to  prove ;  and,  in  our  opinion,  the  evidence 
given  by  them  on  that  point  rather  serves  to  establish  the  originality 
of  the  invention  than  to  impair  it.  We  think  so,  because  it  is  un- 
certain and  conflicting,  and,  as  our  learned  brother  said  concerning 
it  in  the  court  below,  is  irreconcilable.  The  appellants  stand  upon 
that  patent  as  the  first  which  was  granted  for  the  bending  lever,  and 
they  may  well  do  so,  until  other  evidence  than  that  in  this  record 
shall  be  given  to  disprove  its  originality.  It  is  admitted  that  Bur- 
den assigned  that  patent  also  to  the  appellants;  but  it  is  said  to  have 
been  fraudulently  done,  and  that  it  was  not  made  because  Burden 
had  covenanted,  in  his  assignment  to  them  of  his  first  patent,  to  eon- 
vey  to  the  appellants  any  improvements  he  might  thereafter  make 
upon  that  machine  during  the  time  that  the  patent  had  to  run.  The 
assignment  by  Burden  to  the  appellants  of  his  patent  for  making 
wrought  nails  or  spikes  is  dated  in  December.  1 886,  just  two  years 
after  it  was  obtained.  It  contains,  after  the  transferring  clause,  and 
in  connection  with  it,  these  words:  "With  all  the  improvements 
which  he  hath  made  or  shall  make  in  the  same,  in  any  other  part  of 
the  United  States,  as  the  said  parties  of  the  second  part  shall  deem 
expedient,  during  the  term  for  which  the  same  are  or  may  be  pat- 
ented by  the  said  party  of  the  first  part."  The  assignment  itself 
being  admitted  by  the  defendants,  this,  as  a  part  of  it,  must  also  be 
included  in  the  admission.  It  is,  in  our  opinion,  a  covenant  which 
bound  Burden  to  convey  to  the  appellants  his  improvement  upon 
his  machine  of  the  bending  lever.  Though  the  assignment  of  it  was 
not  made  until  several  years  after  it  was  patented,  the  appellants 
were  equitably  entitled  to  it  before.  Without  something  besides  to 
sustain  them  than  the  delay  in  making  the  assignment,  the  defend- 
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ants  had  no  ground  for  statiug  that  it  was  a  fraudulent  device  to 
overreach  and  defeat  the  agreement  between  themselves  and  Bur- 
den of  the  14th  of  October,  1845.  The  defendants  also  admit  that 
they  were  sued  by  Burden  in  1842  for  an  infringement  of  the  rights 
secured  to  him  by  his  patent  for  the  bending  lever;  that  though 
they  had  resisted  it,  upon  the  ground  that  Burden  was  not  the  in- 
ventor, the  jury  who  tried  the  case  upon  its  merits  had  returned  a 
verdict  against  them  for  the  infringement,  with  seven  hundred  dol- 
lars damages ;  and  that  it  was  carried  into  judgment.  This  was  in 
the  year  1843. 

In  November,  1844,  Burden,  believing  that  the  defendants  were 
again  using  his  bending  lever  for  making  brad-head  spikes,  brought 
against  them  a  bill  to  enjoin  them  from  doing  so,  and  asking  for  an 
account.  They  had  notice  of  it,  but,  from  some  accidental  cause, 
they  did  not  appear  to  resist  the  application ;  and  an  injunction  was 
granted  until  the  further  order  of  the  court. 

In  a  few  days,  with  the  view  to  be  relc;ised  from  it,  Mr.  Winslow, 
in  belialf  of  himself  and  his  associates,  tiled  au  affidavit,  with  another 
made  by  Thomas  Osgood  and  Israel  Blanchard.  In  each  of  them, 
they  swear  that  the  defendants  were  not  using  Burden's  invention  in 
their  manufacture  of  hook  or  brad  headed  spikes,  but  that  they  made 
them  with  machinery  altogether  different  in  principle  and  mode  of 
operation  from  that  which  they  were  using  wheu  Mr.  Burden  sued 
them  in  1842  for  an  infringement  of  his  patent,  and  when  he  obtain- 
ed a  judgment  against  them.  Mr.  Winslow  states  that  the  machinery 
they  were  then  using  is  entirely  different  in  principle  and  operation 
from  the  machine  used  by  Burden  in  making  hook  and  brad  headed 
spikes.  Osgood  and  Blanchard,  after  stating  that  they  had  been  in 
the  employment  of  the  defendants  for  several  years,  say  that  they 
were  well  acquainted  with  the  process  used  by  the  defendants  in 
making  hook-headed  spikes,  and  with  that  which  they  were  using 
when  the  defendants  were  prosecuted  for  an  infringement  of  Mr. 
Burden's  patent,  and  that  they  were  well  acquainted  with  the  im- 
provement claimed  to  have  been  invented  by  Burden ;  that  the  ma- 
chinery then  used  by  the  defendants  not  only  differed  from  that 
which  they  used  wheu  they  were  prosecuted  for  an  infringement  of 
Burden's  patent,  but  also  that  the  process  then  in  use  by  the  defend- 
ants, by  which  the  hook-head  is  formed,  is  entirely  new,  and  differ- 
ent in  principle  and  use  from  the  bending  lever  described  by  Burden 
in  his  patent.  They  proceed  to  say  that  Burden's  patent,  in  their 
opinion,  is  in  no  manner  violated  by  the  manufacture  of  hook-head- 
ed spikes,  in  the  mode  in  which  they  are  now  made  by  the  defend- 
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ants.  The  process  mentioned  by  them,  and  by  Mr.  Winslow,  is  not 
stated  in  their  affidavits.  What  it  was,  we  do  not  know  with  cer- 
tainty. 

These  affidavits  show  the  attitude  in  which  the  defendants  put 
themselves,  on  the  25th  of  November,  1844,  in  the  suit  then  pend- 
ing with  Burden. 

It  was  this :  That,  as  a  defense  against  that  suit,  they  claimed  the 
right  to  manufacture  hook  or  brad  headed  spikes  by  machinery  en- 
tirely differing  in  principle  and  operation  from  Burden's  bending 
lever  for  the  same  manufacture. 

So  it  continued  until  the  agreement  of  the  14th  of  October,  1845, 
was  made.  Then,  and  the  day  after,  all  of  the  new  processes  men- 
tioned in  the  affidavits  of  Winslow,  Osgood,  and  Blanchard,  for 
making  brad-headed  spikes,  and  such  as  are  described  in  the  patents 
obtained  by  the  defendants,  were  set  aside  in  their  factory  for  Bur- 
den's more  manageable  and  efficient  bending  lever. 

This  brings  us  to  the  consideration  of  the  agreement.  We  give 
it  tot  idem  verbis: 

"Agreement  made  this  fourteenth  day  of  October,  1845,  between 
Henry  Burden,  of  the  one  part,  and  Erastus  Corning,  .Tames  Horner, 
and  John  F.  Winslow,  of  the  other  part.  Whereas,  a  suit  is  now 
pending  in  the  Circuit  Court  of  the  United  States,  in  the  Northern 
District  of  New  York,  in  favor  of  the  said  Henry  Burden,  against 
the  said  Corning,  Horner,  and  Winslow,  arising  out  of  the  alleged 
violation  and  infringement  of  a  patent-right  claimed  by  said  Bur- 
den for  making  of  spike,  both  parties  claiming  the  right  to  make 
said  spike,  it  is  now  agreed,  between  the  said  parties,  that  the  said 
suit  shall  be,  and  is  hereby,  discontinued,  each  party  paying  their 
own  costs.  And  it  is  further  agreed,  that  the  said  parties  may  each 
hereafter  manufacture  and  vend  spikes  of  such  kind  and  character 
as  they  see  tit,  notwithstanding  their  conflicting  claims  to  this  time. 
And  the  said  John  F.  Winslow,  claiming,  as  patentee,  to  have  the 
right,  for  the  benefit  of  the  said  Corning.  Horner,  and  himself,  to 
manufacture  the  patent  horseshoe,  and  the  said  Henry  Burden 
also  claiming  such  right  exclusively,  it  is  severally  agreed,  by  said 
Corning,  Homer,  and  Winslow,  that  said  Burden  may  manufacture 
said  patent  horseshoes,  and  that  said  Corning,  Horner,  and  Winslow 
will  not  manufacture  them.  And  each  party,  in  consideration  of  the 
premises,  hereby  releases  to  the  other,  or  others,  all  claim,  demand, 
and  cause  of  action,  by  reason  of  any  violation  of  the  patent-rights 
claimed  by  mem  as  aforesaid,  to  the  date  thereof. 

"  Dated  October  14,  1845.  H.  Burden." 
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It  contains,  besides  its  premises,  which  will  be  seen  are  not  unim- 
portant tor  the  construction  of  it,  tour  substantive  clauses. 

First,  the  discontinuance  of  the  suit  then  pending  between  the  par- 
ties, each  party  to  pay  their  own  costs.  Xext,  that  each  party  might 
thereafter  manufacture  spike  of  such  kind  and  character  as  they  see 
tit,  notwithstanding  their  conflicting  claims  to  that  time.  Then  the 
concession  by  the  defendants  to  Burden,  that  he  may  manufacture 
the  patent  horseshoes,  and  that  they  will  not  do  so,  though  they  had 
claimed  the  right  to  make  them,  notwithstanding  Burden's  exclusive 
claim  for  that  purpose.  And  this  Is  followed  by  releases  by  each 
party  to  the  other  of  all  claim,  demand,  and  causes  of  action,  by  rea- 
son of  any  violation  of  the  patent-rights  claimed  by  them  as  afore- 
said, to  the  date  hereof. 

The  defendants  contend,  that,  in  virtue  of  this  agreement,  they 
have  a  right  to  use  the  Burden  bending  lever  upon  their  spike- 
machines;  that  it  was  made  for  the  settlement  and  compromise  of  all 
differences  and  claims  then  existing  between  themselves  and  Burden, 
on  account  of  their  counter-claims  for  making  patent  horseshoes  and 
brad-headed  spike ;  and  that  the  consideration  of  the  agreement  on 
their  part,  was  that  they  had  given  to  these  appellants  fifteen  hun- 
dred dollars,  for  an  undivided  half  part  of  a  dock  on  the  Hudson 
River;  had  conceded  to  them  an  exclusive  privilege  to  make  patent 
horseshoes ;  and  that  each  party  had  relinquished  to  the  other  their 
patents  for  making  hook-headed  spikes  by  a  beudiug  lever,  so  that 
both  might  use  that  of  the  other.  It  is  further  stated  by  the  defend- 
ants that  they  had  fully  performed  their  obligations  of  the  agree- 
ment, and  that  they  had,  from  the  date  of  it,  used  Burden's  bending 
lever  in  making  spike,  with  the  knowledge  of  Burden  aud  the  appel- 
lants, without  any  objection  by  either  of  them. 

From  the  premises  of  the  agreement,  it  appears  that  the  suit  to  be 
discontinued  was  one  which  Burden  had  brought  against  Corning, 
Horner,  and  Winslow,  for  an  alleged  infringement  of  his  patent  for 
making  spike,  each  party  in  the  suit  claiming  the  right  to  do  so. 
What  their  counter-claims  were,  are  not  given  in  the  agreement. 
They  are,  however,  distinctly  recited  in  the  bill  aud  in  the  answer 
of  the  defendants,  as  they  say  they  existed  at  the  date  of  the  agree- 
ment. Each  party,  at  that  time,  claimed  a  right  to  make  brad-head- 
ed spikes  by  different  machines.  Burden's  claim  is  put  upon  his 
patent  for  the  bending  lever.  The  defendants  denied  that  they  had 
infringed  it  by  the  machine  which  they  had  in  use,  and  swear  that  it 
was  different  in  principle  and  operation  from  BurdenVpatent  bend- 
ing lever.    It  is  also  said  by  them,  in  their  answer,  that  there  were 
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differences  between  them  as  to  a  patent  for  making  the  horseshoe. 
The  differences,  however,  on  that  account,  were  never  litigated  by 
the  parties,  and  the  subject  is  only  before  us  because  it  is  mentioned 
in  the  agreement,  and  in  the  answer  of  the  defendants  in  this  suit. 

lEaving  ascertained,  from  the  agreement  itself,  and  from  the  plead- 
ings in  this  suit,  what  were  the  conflicting  claims  between  the  parties 
when  the  agreement  was  made,  we  are  prepared  to  give  our  construc- 
tion to  that  clause  of  it  from  which  the  defendants  claim  the  right, 
or  a  license,  to  use  Burden's  bending  lever  for  making  brad-headed 
spikes. 

It  is  in  these  words :  "And  it  is  further  agreed,  that  the  said  par- 
ties may  each  hereafter  manufacture  and  vend  spike  of  such  kind 
and  character  as  they  see  fit,  notwithstanding  their  conflicting  claims 
to  this  time," — that  is,  up  to  the  date  of  the  agreement. 

The  limitation  as  to  time  clearly  indicates,  as  the  existing  litiga- 
tion between  them  in  the  suit  had  been  the  rights  claimed  by  both 
in  it  to  manufacture  brad-headed  spike  with  a  bending  lever,  oper- 
ating differently  in  the  machines  which  they  were  respectively  usiug 
in  their  factories,  that  each  thereafter  could  make  and  vend  them, 
notwithstanding  the  claim  made  by  Burden,  in  Vis  bill,  that  he  had 
by  his  patent  the  exclusive  right  to  make  them.  The  words  are, 
"that  the  said  parties  may  each  hereafter  manufacture  and  vend 
spike  of  such  kind  and  character  as  they  see  fit."  Burden  had  ob- 
tained at  law  one  verdict  against  the  defendants,  for  a  violation  of 
his  patent,  and  the  suit  then  pendiug  was  another,  which  he  had 
brought  in  equity,  to  restrain  the  parties  from  continuing  the  in- 
fringement. Thev  deny  that  the  judgment  against  them  in  the  suit 
at  law  had  settled  the  validity  of  Burden's  patent ;  that  that  ques- 
tion was  still  open  in  the  second  suit,  as  they  say  it  is  in  this,  the 
third  suit ;  but  in  no  one  of  them  did  they  ever  claim  the  right  to 
use  Burden's  invention  as  such,  or  as  they  now  claim  to  do,  under 
the  agreement,  but  they  claimed,  in  all  of  them,  only  a  right  to  make 
brad-headed  spikes  by  machinery  which  was  different  in  principle 
and  operation  from  Burden's  patent.  When  the  parties  were  adjust- 
ing a  compromise  of  the  second  suit,  and  up  to  the  time  when  it  was 
done,  Burden  had  claimed  an  exclusive  right  from  his  patent  to  make 
brad-headed  spike  with  a  bending  lever.  The  defendants  claimed 
also  that  right,  and  it  was  because  they  exercised  it  that  Burden  sued 
them  for  an  infringement  of  his  patent.  Both  parties  were  making 
brad-headed  spike :  Burden,  under  an  unquestioned  right,  growing 
out  of  his  patent;  the  defendants,  under  a  controvertible  claim, 
which  the  suit  was  brought  to  settle  judicially.    They  had  already 
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almost  obtained  a  monopoly  for  the  supply  of  such  spike  for  the 
railroads  of  the  country.  It  was  with  the  hope  of  doing  so  entirely, 
and  with  the  expectation  of  dividing  the  spike  business  of  the  United 
States  between  them,  notwithstanding  the  threatening  competition  of 
other  persons  who  claimed  the  right  to  make  brad-headed  spike,  and 
were  making  them  with  a  bending  lever,  that  Mr.  Burden  and  these 
defendants  were  induced  to  compromise  their  litigation.  It  was  a 
mere  matter  of  interest  which  actuated  them,  without  any  other 
sympathies  between  them  than  the  disinclination  of  all  persons  to 
have  the  relations  of  social  life  and  of  business  broken  up  by  pro- 
tracted litigation.  But  each  party,  business-like,  alive  to  his  own 
interest,  did  not  mean  to  make  any  sacrifice  to  the  other,  except  such 
as  their  common  object  might  require;  that  was,  to  drive  all  others 
out  of  the  brad-headed  spike  trade.  Burden  had  obtained  one  ver- 
dict against  the  defendants  for  infringing  his  patent.  lie  was  suinsj 
them  for  doing  so  again,  and  had  obtained  no  injunction  ?im,  to  re- 
strain them  from  continuing  it.  They  continued  to  make  spike  with 
a  machine,  alleging  it  to  be  no  infringement  of  their  competitor's 
patent.  That  was  the  point  of  controversy.  It  was  believed  by 
both  of  them  that  their  common  interest  required  a  relinquishment 
of  it  by  Mr.  Burden,  and  he  made  it,  intending  that  each  might  there- 
after mako  brad-headed  spike  himself,  as  he  had  a  right  to  do  from 
his  patent,  and  the  defendants,  as  they  represented  themselves  to  be 
doing,  by  the  machine  which  they  swear  was  different  in  principle 
and  operation  from  his,  and  no  infringement  of  it.  Brad-headed 
spike  could  be  made  with  cither  of  them,  and  that  being  the  case,  it 
was  agreed  that  each  might  thereafter  manufacture  and  vend  spike 
of  such  kind  and  character  as  they  might  "  see  fit "  to  do. 

It  was  admitted,  in  the  argument  of  this  case,  (and,  had  it  not  been, 
it  is  certain,)  that  the  agreement  of  October  14,  1845,  does  not,  in 
terms,  give  to  the  defendants  the  right  to  use  the  machines  patented 
by  Burden  in  1840.  But  it  is  said  it  does  give  that  right  by  impli- 
cation ;  that  Buch  was  the  understanding  and  intentiou.  And  that 
:is  inferred  from  matters  in  the  agreement,  and  from  a  circumstance 
out  of  it,  which  are  said  to  determine  its  construction  in  favor  of  the 
claim  made  by  the  defendants  to  use  Burden's  patent.  AVe  proceed 
to  examine  it. 

In  the  agreement,  it  is  said:  "Each  party,  in  consideration  of  the 
premises,  releases  to  the  other  all  claim,  demand,  and  cause  of  action, 
by  reason  of  any  violation  of  the  patent-rights  claimed  by  them  as 
aforesaid,  to  the  date  hereof."    Those  are  its  words. 

By  the  premises,  of  course,  in  its  use  here,  is  meant  all  of  the  deed 
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which  precedes  the  releases,  making  every  part  or  clause  tho  consid- 
eration for  which  the  releases  are  given.  The  release  is  a  relinquish- 
ment by  both  parties  of  all  claim,  demand,  and  C&U86  of  action  for 
the  violation  of  patent-rights  claimed  by  them  to  that  date.  It  is 
imperfectly  expressed  as  to  the  subject-matters  in  controversy,  which 
were  then  to  he  compromised,  as  they  appear  in  the  suit.  That  inch 
was  the  intention,  appears  from  the  language  of  the  release,  it  be- 
ing for  any  violatiou  of  the  patent-rights  claimed  by  them.  The  de- 
fendants never  charged  Burden  with  any  violation  of  any  patent  of 
theirs  in  their  pleadings.  They  make  but  two  claims:  the  first,  that 
they  had  as  good  a,  right  to  make  brad-headed  spikes  as  Burden  had, 
notwithstanding  his  snit  against  thorn  for  infringing  his  patent;  and 
as  patentee  that  they  had  a  right  to  manufacture  the  patent  horse- 
shoe, against  the  exclusive  claim  of  Burden,  under  his  patent,  to  make 
them.  Now,  though  the  release,  as  it  is  expressed,  may  imply  that 
there  had  been  between  the  parties  other  claims  than  such  as  we 
tind  in  tho  unit  and  iii  the  agreement,  we  think  the  words  in  the 
release,  "claimed  by  them  as  aforesaid,*1  fix  its  meaning  to  what  is 
expressed.  And  if  this  was  not  so,  wo  should  say,  without  these 
words,  "claimed  by  them  as  aforesaid,"  tb:it  the  general  words 
would  be  restrained  by  the  particular  occasion  of  using  them;  and 
that  iU  meaning  is,  that  Burden  releasee!  to  the  defendants,  for  the 
considerations  of  the  agreement,  all  claim  and  causes  of  action  up  to 
that  date,  for  any  violation  of  his  patentoights  for  the  horseshoe  and 
bending  lever,  for  which  they  asserted  a  claim  as  well  as  himself. 
Ld.  Raymond,  399  ;  S  Mod..  Ill ;  1  Lev.,  235  :  :J  Id.,  J7.J  ;  2  Shower, 
47. 

Besides,  the  releases  being  operative  only  up  to  that  date,  it  is  very 
difficult  to  admit  that  il  was  meant  to  provide  prospectively  for  the 
defendants  to  use  a  particular  machine,  for  any  previous  violation 
for  which  they  were  then  to  be  released.  It  is  a  bar  to  any  right  of 
action  for  the  past  for  the  causes  stated,  and  not  a  limitation  upon 
tho  releases  for  anything  of  a  like  kind  which  may  be  done  there- 
after. 

But  is  was  also  urged  that  the  rights  of  the  defendants,  under  the 
agreement  to  use  Burden's  bending  lever,  might  be  inferred  from 
their  relinojrishmeht  to  the  appellant  of  their  right  to  make  the 
horseshoe.  The  proofs  in  the  ease  disclose  that  Burden  had  obtain- 
ed in  November,  1835,  a  patent  for  a  new  and  useful  improvement 
IQ  the  machine  for  making  horseshoes,  and  that  he  also  patented 
another  improvement  upon  that  iii  1843.  In  May,  L844,  Mr.  Hor- 
ner and  Mr.  Winslow  bought  from  Etisha  Tolles  and  Nathaniel  B. 
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Gaylord,  for  $1,000,  a  patont  for  making  or  bending  Lor**!**, 
Claimed  by  Tolles  as  his  invention,  of  which  Gaylord  became  the 
owner  of  an  undivided  half,  by  assignment  from  Tolles,  before  the 
latter  obtained  his  patent,  in  1834.    In  the  agreement  for  the  pur- 
chase,  it  is  recited  that  the  patent  having  been  "lost,  a  new  patent  w* 
•  1  '  •  Toll  a  in  May,  1844.    The  view  taken  by  Windm  mi 
Homer  of  their  purchase  of  that  patent  is  shown  by  covenants  in  the 
!'-r   ,l"'nf-     11  w-  that      -•.«•"•  it  shall  lit  any  lime  ap|*ar,  U  the 
decision  of  any  court  having  competent  jurisdiction,  that  the  patents 
conveyed  to  Winslow  and  Horner  were  not  valid  and  effectual  to 
secure  to  them  the  exclusive  privileges  thereby  granted,  whether  for 
the  reason  that  Tolles  was  not  the  original  inventor  of  the  machine, 
or  otherwise,  then,  that  the  pnrclmse-money  was  to  be  returned  to 
Horner  and  Winslow,  with  interest  from  the  time  it  was  received, 
both  Tolles  and  Gaylord  being  only  responsible  for  the  portion* 
the  money  that  they  might  receive,  Gaylord  guarnuteeiut;  to  the 
chasers  one  hundred  dollars  of  the  three  hundred  and  sevenrv-fto 
'1  'liars  which,  il  ii|  pears,  be  did  receive  from  Mr.  Wiu>l..n.(;Jvl..pJ 
having  on  the  same  day  received  from  him  six  hundred  and  M-wtrr. 
five  dollars.    Such  was  the  claim  of  the  defendants  for  a  patent  for 
bending  horseshoes,  and  no  more.    The  defendants  had  the  right  to 
buy  such  a  patent,  with  an  undertaking  to  pay  the  expeuses  of  a  law- 
suit, if  they  pleasod  to  do  so.    Ami  they  had  a  right  to  use  the  patent  I 
which  they  bought,  if  it  had  really  been  obtained,  and  was  not  an  in- 
fringement of  another  patent.    But  having  shown  their  own  appro- 
hension  of  its  invalidity,  and  provided  that  they  were  to  lose  noth- 
ing by  it,  in  case  it  should  prove  to  be  the  right  which  they  aawrtoi  ' 
under  it  in  the  agreement  of  14th  of  October,  1845,  can  oalv  be 
vi.-wed  by  us  as  a  relinquishment  of  a  very  doubtful  claim  to  mab 
the  patent  horseshoe,  to  the  exclusive  claim  made  by  Burden,  to 
make  them  under  his  patent,  which  formed  an  inducement  with  the 
latter  to  enter  into  the  release  contained  in  that  agreement  A*  to 
the  circumstance  out  of  the  agreement,  upon  which  the  defendant! 
state  formed  in  fact  the  consideration,  it  is  only  necessary  to  sav.it 
■affluently  appears  that  the  undivided  half  of  the  dock  which  they 
bought  from  the  appellants  was  fully  worth  the  sum  paid  for  it  whet 
the  purchase  was  made,  and  therefore  the  price  given  cannot  be» 
consideration  for  anything  else. 

y  '  uavc  so  far  construed  the  agreement  from  what  is  express*! 
in  it.  in  connection  with  the  claims  made  by  the  parties  in  the  flit 
which  Burden  agreed  to  discontinue.  There  are  other  reasons  which 
would  bring  us  to  the  same  conclusion. 
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Though  no  form  has  been  prescribed,  either  for  assignments  of  pat- 
ents or  for  licenses  to  use  them,  we  have  judicial  decisions  concern- 
ing both,  which  are  to  determine  what  language  will  make  either, 
and  how  they  are  to  be  distinguished  from  each  other.  The  clause 
of  the  agreement  from  which  the  defendants  wish  it  to  be  inferred 
that  they  have  a  right  to  use  Burden's  bending  lever,  gives  nothing 
definitely.  The  claim  made  by  them  in  their  answer  is  uncertain. 
It  is  difficult  to  distinguish  whether  they  meau  to  claim  by  assign- 
ment or  by  a  license ;  and  when  it  was  urged  in  the  argument  that 
they  did  so  by  license,  it  was  equally  uncertain  whether  they  did  so 
Upon  a  claim  which  they  might  assign  or  use  for  others  who  might 
become  owners  in  their  factory,  or  which  they  could  only  personally 
use  without  being  transmissible  by  them  to  others.  The  difference  is 
well  understood.  A  mere  license  to  a  party,  without  having  his  as- 
signs, or  equivalent  words  to  thorn,  showing  that  it  was  meant  to  be 
assignable,  is  only  the  grant  of  a  personal  power  to  the  licensees,  and 
is  not  transferable  by  him  to  another.  Curtis  on  Patents,  sec.  1 08  ; 
2  Story,  525,  554.  It  is  true,  that  in  the  argument  the  claim  was  for 
a  license  to  use  Burden's  bending  lever;  but  to  what  extent,  or  where 
or  for  what  time,  was  not  said;  nor  can  it  be  collected  from  their  an- 
swer. Such  uncertainties  we  cannot  affirm  of  an  agreement  which 
definitely  states  what  they  may  do.  Further,  we  cannot  adopt  the 
construction  of  the  agreement  contended  for  by  the  defendants,  be- 
cause they  gave  no  such  consideration  for  such  an  interest  in  Burden's 
patent.  We  do  not  say  an  inadequate  one,  but  no  consideration  ;  we 
can  find  none  in  the  agreement,  nor  any  in  what  is  said  in  their 
answer  to  have  been  a  consideration.  It  has  already  been  shown 
that  the  dock  bought  by  them  from  the  appellants  could  not  have 
been  any  part  of  a  consideration,  because  the  proofs  in  the  cause  show 
that  their  use  of  it  is  a  convenience  in  their  business,  and  that  the  in- 
terest which  they  acquired  in  that  property,  was  fully  worth  the  price 
given  by  them  for  it.  In  addition  to  what  has  already  been  said  con- 
cerning the  relinquishment  of  the  horseshoe  manufacture,  or  that 
Burden  might  manufacture  them,  and  that  they  would  not,  we  can- 
not see  how  that,  as  a  part  of  the  agreement,  can  be  made  by  any 
implication  to  mean  more  than  this :  that  it  was  a  surrender  to  the 
exclusive  claim  of  Burden  to  make  them  of  a  very  equivocal  right 
upon  their  part  to  do  so,  for  the  discontinuance  of  the  pending  suit  for 
the  allowance  to  them  to  make  brad-headed  spike,  which  it  was  the 
purpose  of  the  suit  to  prevent,  and  for  the  releases  mutually  given 
against  any  future  claim  for  past  violations  of  the  patent^rights  claim- 
ed by  them  in  their  pleadings.    We  think,  from  the  agreement,  that 
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such  was  the  intention  of  the  parties  to  it,  notwithstanding  the  decla- 
ration of  the  defendants  that  it  was  otherwise.  We  do  so,  because 
there  is  no  proof  of  it  in  the  case,  aud  because  it  is  not  permitted  to 
a  party  to  control  a  written  agreement  by  parol  testimony  of  decla- 
rations or  conversation,  at  the  time  it  was  completed  or  before,  which 
would  contradict,  add  to,  or  alter  the  written  agreement,  either  in  the 
case  of  a  latent  or  patent  ambiguity,  though  in  either,  collateral  facts, 
and  the  circumstances  in  which  the  parties  were  placed  when  the 
agreement  was  made,  may  be  given  in  evidence.  In  the  first  case, 
to  ascertain  something  extrinsic,  or  matter  out  of  the  instrument, 
where  there  is  no  ambiguity  from  the  language  of  it ;  and  in  the  other, 
when  from  defective  terras  the  intention  of  the  parties  may  not  be 
collected  from  them.  In  this  agreement,  wo  can  see  no  such  ambi- 
guity of  expression  to  make  it  doubtful,  or  anything  extrinsic  con- 
nected with  it  to  make  it  uncertain. 

The  proofs  in  this  case  disclose  that  Burden's  bending  lever  is  a 
valuable  invention ;  so  much  so,  that  the  appellauts  gave  to  him  for 
the  assignment  of  it,  with  its  improvements,  and  for  the  assignment 
of  the  horseshoe  patent,  thirty  per  cent,  upon  the  net  gains  of  the 
manufacture  of  both,  with  a  like  interest  in  the  value  of  all  the  ma- 
chinery of  both  which  might  be  on  hand  when  the  contract  shall  be 
at  an  end,  and  with  the  same  interest  in  all  the  real  estate,  the  ad- 
ditions and  improvements  of  it,  which  shall  be  bought  and  made  out 
of  the  earnings  of  the  assigned  machinery;  with  this  further  stipula- 
tion, upon  the  part  of  the  appellant,  that  his  interest,  as  they  have 
been  stated,  should  commence  six  months  before  the  date  of  his  as- 
signments. With  such  advantages,  it  cannot  be  supposed  that  it  was 
understood  by  the  parties  to  the  agreement  of  14th  of  October,  1845, 
that  Burden  meant  to  put  a  rival  establishment  in  possession  of  an 
interest  in  his  patent  equal  to  that  of  the  appellants,  for  making  brad- 
headed  spike,  and  that  for  nothing. 

Before  concluding,  we  will  remark  that  there  is  no  proof  in  the 
cause  to  maintain  the  averment  in  the  answer  of  the  defendants,  that 
they  used  the  bending  lever  of  Burden  with  his  knowledge  and  that 
of  the  appellants,  from  the  date  of  the  agreement  until  the  suit  was 
brought,  without  any  objection  or  complaint  from  either  of  them. 

In  every  point  of  view  which  we  can  take  of  this  case,  we  think 
that  the  defendants  have  infringed  the  patent  for  making  hook  or 
brad  headed  spike  with  Burden's  bending  lever.  We  shall  direct 
the  decree  of  the  court  below  to  be  reversed,  and  shall  order  a  per- 
petual injunction  to  enjoin  the  defendants  from  using  the  machine 
with  Burden's  bending  lever  in  the  manufacture  of  brad-headed  spike, 
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and  shall  remand  the  case  to  the  court  below,  with  directions  for  an 
account  to  be  taken,  as  is  prayed  for  by  the  appellants. 

Mr.  Chief  Justice  Taney  and  Mr.  Justice  Nelson  dissented. 

Order,  This  cause  came  on  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  Northern 
District  of  New  York,  and  was  argued  by  counsel ;  on  consideration 
whereof,  it  is  now  here  ordered,  adjudged,  and  decreed  by  this  court, 
that  the  decree  of  said  Circuit  Court  in  this  cause  be,  and  the  same 
is  hereby,  reversed  with  costs,  and  that  this  cause  be,  and  the  same  is 
hereby,  remanded  to  the  said  Circuit  Court,  with  instructions  to  en- 
join the  defendants  perpetually  from  using  the  improved  machinery 
with  the  bending  lever  for  making  hook  and  brad  headed  spikes, 
patented  to  Henry  Burden  the  2d  of  September,  1840,  and  assigned 
to  the  complainant  as  set  forth  in  complainant's  bill,  and  to  enter 
a  decree  in  favor  of  the  complainants,  for  the  use  and  profits  there- 
of, upon  an  account  to  be  stated  by  a  master,  under  the  direction  of 
the  said  Circuit  Court,  as  is  prayed  for  by  the  complainants,  and  for 
such  further  proceedings  to  be  had  therein,  in  conformity  to  the  opin- 
ion of  this  court,  as  to  law  and  justice  may  appertain. 


Horace  C.  Silsby,  Washburn  Race,  Able  Downs,  Henry  Herrion, 
and  Charles  D.  Thompson  v.  Elisha  Foote. 

(14  Howard,  218.) 

L  Upon  a  trial  in  New  York,  a  juror  became  ill,  and  was  discharged  before  any 
evidence  was  given,  and  before  the  plaintiff's  counsel  had  concluded  his  open- 
ing address.  The  court  ordered  another  juror  to  be  sworn,  and  proceeded 
with  the  trial.  The  defendant  cannot  object  to  this.  It  Is  the  practice  in 
New  York,  and  the  Circuit  Court  had  a  right  to  follow  It. 

2.  The  court  having  erroneously  refused  to  allow  the  plaintiff  to  offer  a  paper  in 

evidence  as  a  disclaimer  of  part  of  a  patent,  afterwards  refused  to  allow  the 
defendants  to  offer  the  same  paper  in  evidence  for  the  purpose  of  prejudic- 
ing the  plaintiff's  rights.  This  last  refusal  was  correct.  The  reason  given 
was  erroneous ;  but  this  is  not  a  sufficient  cause  for  reversing  the  judgment. 

3.  The  courts  of  the  United  States  have  not  the  power  to  order  a  nonsuit  against 

the  wishes  of  the  plaintiff. 

4.  Under  a  notice  given  by  the  defendant,  that  the  invention  claimed  by  the 

plaintiff  was  described  in  Ure's  Dictionary  of  Arts,  Manufactures,  and  Mines, 
and  had  been  used  by  Andrew  Ure.  of  London,  it  was  not  competent  to  give 
In  evidence  a  very  large  book.  The  place  In  the  book  should  have  been  speci- 
fied. 
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5.  Nor,  under  tin*  notice,  was  the  book  competent  evidence  that  Andrew  Ure.4 
London,  had  a  prior  knowledge  of  the  thing  patented.  The  notice  doe*  not 
state  the  place  where  the  same  was  used. 

G.  One  of  the  specification*  of  the  patent  being  for  a  combination  of  certain,  poru 
ef  tucrhnnitm  necessary  to  produce  the  desired  result,  it  wa»  proper  lor  lb- 
court  to  instruct  the  Jury  that  the  defendants  had  not  Infringed  the  pawn, 
unless  they  had  used  all  the  parts  embraced  in  the  plaintiff's  oombinslina: 
and  the  jury  were  to  find  what  those  parts  were,  and  whether  the  defendsea 
hail  used  them. 

7.  When  a  claim  does  not  point  out  and  designate  the  |>articulnr  clement*  whir* 
compose  a  combination,  but  only  declares,  as  it  properly  may.  that  the  com- 
bination is  made  up  of  so  much  of  the  described  machinery  as  effect*  a  par- 
ticular result,  it  Is  a  question  of  fact  which  of  the  described  parts  ire  •» 
tial  to  produce  that  result,  and  to  this  extent,  not  the  const  ruction  of  tte 
claim,  strictly  speaking,  but  the  application  of  the  claim,  should  lw  left  a 
the  jury. 

Tnis  ease  was  brought  up  by  writ  of  error  from  tbe  Circuit  Cotnt 

of  the  United  States  for  the  Northern  District  of  New  York. 

The  facts  are  stated  in  the  opinion  of  the  court. 

It  was  argued  by  Mr.  Sewni,  for  the  plaintiffs  in  error,  and  by  jf». 
Foote,  in  proper  person,  for  the  defendant  in  error. 

Mr.  Justice  Curtis  delivered  the  opinion  of  the  court. 

litis  is  an  action  on  the  case  for  the  violation  of  a  patent-rijfbt 
granted  to  the  defendaut  in  error  on  the  20th  day  of  May,  1842,  fcr 
••a  new  am!  useful  improvement  in  regulating  the  draft  of  stmW 
On  the  trial  in  the  Circuit  Court  for  the  Northern  District  ci  N  " 
York,  the  defendants  took  exceptions  to  tlte  ridings  of  the  district 
judge  who  presided  at  the  trial,  and  have  brought  the  case  herebn 
writ  of  error. 

Tlte  first  exception  shows  the  following  facts:  After  the  connri 
for  the  plaintiff  had  begun  his  opening  address  to  the  jury,  a  juror 
became  ill,  applied  to  the  court  to  be  discharged,  and  was  discharpd 
from  the  panel  on  account  of  physical  inability  to  sit  on  the  resdoe 
of  the  trial.  Thereupon  the  court  ordered  another  juror  to  be  drs*n 
and  sworn,  and  the  panel  being  thus  full,  the  trial  proceeded,  ut 
the  plaintiff's  counsel  concluded  his  address.  The  plaintiff  MKUtri 
to  this  proceeding;  tho  defendant  objected,  and  excepted  to  the  crier 
of  the  court. 

We  think  it  was  not  erroneous  for  the  presiding  judge  to  tretfft* 
physic/nl  inability  of  the  juror  as  simply  creating  a  vacancy  on  the 
panel,  and  proceeding  to  till  it  in  the  usual  way,  by  having  a  twelfth 
juror  drawn  and  sworn*.  We  understand  it  to  have  been  the  pnwtic* 
of  the  courts  of  the  State  of  New  York  so  to  treat  such  a  withdraw! 
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of  a  juror,  when  the  presiding  judge  in  his  discretion  has  thought 
proper  to  do  so,  and  under  the  act  of  July  20, 1840,  (5  Stat,  at  Large, 
394,)  the  Circuit  Court  might  properly  conform  to  that  practice.  Of 
course  it  must  be  confined  to  cases  like  the  present,  in  which  it  is  ap- 
parent the  party  objecting  received  no  injury.  The  defendant  cannot 
be  supposed  to  have  been  prejudiced  by  the  failure  of  the  twelfth 
juror  to  hear  a  part  of  the  opening  argument  for  the  plaintiff,  no 
evidence  having  been  given,  and  he  did  not  make  known  to  the 
court  that  he  desired  to  attempt  to  exercise  any  right  of  challenge 
of  the  other  eleven  jurors,  to  which  he  might  have  been  restored  if 
any  cause  existed,  and  the  panel  had  been  treated  as  broken  up.  Rex 
v.  EdioardSy  4  Taunt.,  309 ;  Green  v.  Norville,  3  Hill,  (S.  C.,)  262.  In 
such  a  case,  we  think  it  rested  in  the  discretion  of  the  court  whether 
the  withdrawal  of  a  juror  should  be  treated  simply  as  occasioning  a 
vacancy  on  a  still  existing  panel,  or  as  breaking  up  the  panel  alto- 
gether; and  it  being  a  matter  of  discretion,  no  error  could  be  assigned 
upon  it,  even  if  there  were  reason  to  believe,  what  in  this  case  there 
is  not,  that  the  discretion  was  not  wisely  exercised. 

The  next  exception  was  to  the  refusal  of  the  judge  to  allow  the 
defendant  to  put  in  evidence  to  the  jury  an  indorsement  on  the  orig- 
inal letters  patent.  The  plaintiff  had  previously  offered  in  evidence 
a  duly  certified  copy  of  the  following  disclaimer : 

"To  the  Commissioner  of  Patents:  The  petition  of  Elisha  Foote,  of 
Seneca  Falls,  in  the  county  of  Seneca,  and  State  of  New  York,  re- 
spectfully represents : 

"That  your  petitioner  obtained  letters  patent  of  the  United  States 
for  an  improvement  in  regulating  the  draft  of  stoves,  which  letters 
patent  are  dated  on  the  26th  day  of  May,  1842.  That  he  has  reason 
to  believe,  that,  through  inadvertence  and  mistake,  the  claim  made  in 
the  specification  of  said  letters  patent— in  the  following  words,  to  wit  : 
'What  I  claim  as  my  invention,  and  desire  to  secure  by  letters  patent, 
is  the  application  of  the  expansive  and  contracting  power  of  a  metallic 
rod,  by  different  degrees  of  heat,  to  open  and  close  a  damper  which 
governs  the  admission  of  air  into  a  stove,  or  other  structure  in  which 
it  may  be  used,  by  which  a  more  perfect  control  over  the  heat  is  ob- 
tained than  can  be  by  a  damper  in  the  flue'— is  too  broad,  iucluding 
that  of  which  your  petitioner  was  not  the  first  inventor. 

"Your  petitioner,  therefore,  hereby  enters  his  disclaimer  to  so 
much  of  said  claim  as  extends  the  application  of  the  expansive  and 
contracting  power  of  a  metallic  rod,  by  different  degrees  of  heat,  to 
any  other  use  or  purpose  than  that  of  regulating  the  heat  of  a  stove, 
in  which  such  rod  shall  be  acted  upon  directly  by  the  heat  of  the  stove 
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or  the  fire  which  it  contains;  such  disclaimer  is  to  operate  to  the 
extent  of  the  interest  in  said  letters  patent  vested  in  your  petitioner, 
who  has  paid  ten  dollars  iuto  the  treasury  of  the  United  States,  agree- 
ably to  the  act  of  Congress  in  that  case  made  and  provided. 

"Elisha  Foote. 

"  Witnesses :  Morris  Newton,  Edwin  L.  Baltink." 

The  defendants  objected,  upon  the  ground  that  the  instrument  did 
not  state  "  the  extent  of  his  interest  in  such  patent."  5  Stat,  at  Large, 
103,  sec.  7.  The  court  sustained  the  objection,  and  refused  to  per- 
mit the  instrument  to  be  read  by  the  plaintiff  as  a  disclaimer.  At  a 
subsequent  stage  of  the  trial,  the  defendant  offered  to  read  to  the  jury 
a  copy  of  this  instrument,  indorsed  on  the  original  letters  patent,  not 
as  a  disclaimer  under  the  act  of  Congress  above  referred  to,  but  as  a 
confession  by  the  plaintiff  that  he  was  not  the  original  and  first  inven- 
tor of  a  part  of  the  thing  patented.  The  plaintiff  objected,  because 
the  indorsement  on  the  letters  patent  was  not  in  his  handwriting,  nor 
signed  by  him,  and  the  defendants  had  already  caused  a  duly  certified 
copy  of  the  same  instrument  to  be  rejected.  The  court  sustained  the 
objection. 

We  are  of  opinion  the  court  erred  in  not  allowing  the  plaintiff  to 
put  this  instrument  in  evidence  as  a  disclaimer,  under  the  seventh 
section  of  the  act  of  March  8, 1837.  5  Stat,  at  Large,  193.  This 
section  authorizes  not  only  the  patentee,  but  his  executors,  adminis- 
trators, and  assigns,  whether  of  the  whole  pr  of  a  sectional  interest  in 
the  patent,  to  make  disclaimer,  "  stating  therein  the  extent  of  his  in- 
terest in  such  patent."  This  instrument  states  that  the  plaintiff  was 
himself  the  patentee,  and  having  thus  shown  a  grant  to  himself  of 
the  whole  interest,  it  is  silent  respecting  a  transfer  of  any  part  of  it. 
The  fair  implication  is  that  he  still  owns  the  whole;  and  this  impli- 
cation is  sufficient,  without  an  express  declaration  that  he  had  parted 
with  no  interest.  It  has  been  argued  that  the  words,  "  such  disclaimer 
is  to  operate  to  the  extent  of  the  interest  vested  in  your  petitioner,'* 
imply  that  he  had  not  the  whole  title.  But  the  interest  previously 
described  as  vested  in  hirn  was  the  entire  title  as  patentee,  and  this 
reference  to  that  interest,  accompanied  by  a  declaration  that  the 
disclaimer  was  intended  to  operate  upon  it  to  its  whole  extent, 
strengthens  rather  than  weakens  the  implication  that  he  owned  the 
whole  patent.  This  being  so,  it  follows,  that  when  the  defendants 
offered  to  put  a  copy  of  the  instrument  in  evidence,  not  as  a  dis- 
claimer, but  as  a  confession  of  the  defendant  to  prejudice  his  rights, 
h  was  properly  rejected.  It  is  true,  the  rejection  of  the  evidence  was 
placed  on  a  different  ground  by  the  judge  below.  But  if  the  defend- 
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ants  were  not  deprived  of  any  right  by  the  rejection  of  the  evidence, 
it  is  not  cause  for  reversing  the  judgment  that  an  erroneous  reason 
was  given  for  rejecting  it;  and  they  were  not  deprived  of  any  right 
if  the  paper  was  not  legal  evidence  upon  the  particular  point  for 
which  alone  it  was  offered,  or  if  its  reception,  accompanied  by  proper 
instructions  to  the  jury  concerning  its  legal  effect,  must  necessarily 
have  assisted  the  opposite  party. 

The  next  exception  is  to  the  refusal  of  the  judge  to  order  a  non- 
suit. But  as  it  has  repeatedly  decided  that  the  courts  of  the  United 
States  have  no  power  to  order  a  peremptory  nonsuit  against  the  will 
of  the  plaintiff,  it  is  not  necessary  to  examine  the  grounds  of  the 
motion.  Doe  v.  Grymes,  1  Pet.,  469 ;  D'  Wolf  v.  Rabaud,  1  Pet,  476 ; 
Crane  v.  Morris,  6  Pet.,  598.  4 

In  the  course  of  the  trial,  the  defendants  offered  to  put  in  evidence 
two  articles  contained  in  Ure's  Dictionary  of  Arts,  Manufactures, 
and  Mines,  to  prove  that  the  pateut  declared  on  was  not  valid.  The 
plaintiff  objected,  and  the  evidence  was  excluded.  It  is  incumbent 
on  the  defendants  to  show  their  right  to  introduce  this  evidence.  To 
do  so,  thev  rely  on  the  fifteenth  section  of  the  act  of  July  4,  1836. 
5  Stat,  at  Large,  123.  This  section  enables  the  defendant,  in  any 
action  on  the  case  founded  on  letters  patent,  to  give  in  evidence, 
under  the  general  issue,  any  special  matter  of  which  notice  in  writ- 
ing may  have  been  given  to  the  plaintiff  or  his  attorney,  thirty  days 
before  the  trial,  tending  to  prove,  among  other  things,  that  the  pat- 
entee was  not  the  original  and  first  inventor  of  the  thing  patented, 
or  of  some  substantial  and  material  part  thereof,  claimed  as  new,  or 
that  it  had  been  described  in  some  public  work  anterior  to  the  sup- 
posed discovery  thereof  by  the  patentee;  and  whenever  the  defendant 
relies,  in  his  defense,  on  the  fact  of  a  previous  invention,  knowledge, 
or  use  of  the  thing  patented,  he  is  required  to  state,  in  his  notice  of 
special  matter,  the  names  and  places  of  residence  of  those  whom  he 
intends  to  prove  possessed  a  prior  knowledge  of  the  thing,  and  where 
the  same  had  been  used.  The  notice  given  in  this  case  was  as  fol- 
lows : 

"The  patentee  was  not  the  original  and  first  inventor  or  discoverer 
of  a  substantial  and  material  part  thereof,  claimed  as  new ;  that  it 
had  been  described  in  a  public  work,  called  Ure's  Dictionary  ot 
Arts,  Manufactures,  and  Mines,  anterior  to  the  supposed  invention 
thereof  by  the  patentee ;  and,  also,  had  been  in  public  use  and  known 
before  that  time,  and  used  by  Andrew  Ure,  of  London,  the  late  M. 
Bonnemair,  of  Paris,  and  George  H.  McClary,  of  Seneca  Falls,  New 
York." 
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1'iv's  Dictionary  contains  upwards  of  thirteen  hundred  pages,  and 
the  article*  which  the  defendants  ottered  to  read  wero  entitled  **Tber- 
inostad  *'  and  -  1  l--.it  liegulator."  The  tint  question,  i-  mbt  lh- R  ft  I 
wan  a  sufficient  notice  of  the  special  matter,  tending  to  prove  that 
the  tiling  patented,  or  some  sulwtantial  part  thereof,  claimed  iv  new, 
had  been  described  in  a  printed  publication.  We  arc  of  OfWonfl 
was  not.  The  act  does  not  attempt  to  prescribe  the  particulars  which 
such  a  notice  shall  contain.  It  simply  requires  notice.  But  the  kaet 
effect  which  can  he  allowed  to  this  requirement,  is  that  the  notice 
should  he  so  full  and  particular  as  reasonably  to  answer  the  end  in 
view,  'litis  end  was  not  merely  to  put  the  patentee  on  inquiry,  bat 
to  relieve  him  from  the  necessity  of  making  useless  inquiries  ind 
researches,  and  enable  him  to  fix  with  precision  upon  what  is  relied 
on  by  the  defendants,  and  to  prepare  himself  to  meet  it  nt  the  trial 
This  highly  salutary  object  should  be  kept  in  view,  and  a  correspond- 
ing disclosure  exacted  from  the  defendant  of  all  those  particuhw 
which  he  must  be  presumed  to  know,  ami  which  he  maysafehrb* 
required  to  state,  without  exposing  him  to  any  risk  of  losing  b* 
rights.  Less  than  this  would  hot  he  reasonable  notice,  and.  there- 
fore, would  not  be  such  a  notice  as  the  act  must  be  presumed  to  hiT* 
intended 

Now,  we  do  not  perceive  that  the  defendants  would  l>e  exposed  to 
the  risk  of  losing  any  right,  by  requiring  them  to  indicate,  in  thar 
notice,  what  particular  things,  described  in  the  printed  puhlicatioa, 
they  intended  to  aver  were  substantially  the  same  as  the  thing  p* 
ented.  This  they  might  have  done,  either  by  reference  to  p*g"<* 
titles,  and  perhaps  in  other  ways;  for  the  particular  manner  in  tHi 
the  things  referred  to  are  to  be  identified  must  depend  much  opus 
the  contents  of  the  volume,  nnd  their  arrangement.  It  has  Iwea 
urged  that  a  defendant  may  not  have  access  to  the  book  in  ttm* 
for  the  notice.  But  it  must  bo  rememl>ered  that  some  considersW* 
time  before  it  is  necessary  to  give  sueh  a  notice  the  defendant  h« 
begun  to  use  the  thing  patented,  whicli,  primd  fade,  he  has  no  right 
to  use,  and  it  would  seem  to  be  no  injustice  or  hardship  to  expert 
him.  before  he  begins  to  infringe,  to  ascertain  that  the  patentee1*  title 
is  not  valid,  and  if  its  invalidity  depends  on  wltat  is  in  a  public  wort 
that  he  should  inform  himself  what  that  work  contains,  and  <v:l*> 
qucntly  how  to  refer  to  it.  We  do  not  think  it  necessary  so  to  con- 
strue this  act,  designed  for  the  benefit  of  jwitentees,  as  to  enahle  the 
defendant  fo  do  what  we  fear  is  too  often  done — to  infringe  first,  uiJ 
look  for  defenses  afterwards. 

Nor  does  a  notice,  that  somewhere,  iu  a  volume  of  thirteen  hundred 
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pages,  tliere  is  something  which  tends  to  prove  that  the  thing  pat- 
ented, or  MUM  substantial  and  material  part  thereof,  claimed  as  new, 
had  bow  described  therein,  relievo  the  patentee  from  the  necessity 
of  making  fruitless  researches,  or  enable  him  to  tix  with  reasonable 
certainty  on  what  lie  must  encounter  at  the  trial.  Upon  this  ground, 
therefore,  the  exception  cannot  bo  supported. 

But  it  is  further  urged  that  the  book  ought  to  have  been  admitted 
as  evidence;  that  Andrew  Ure,  of  London,  had  a  prior  knowledge 
of  the  thing  patented.  This  view  cannot  be  sustained  ;  for  although 
the  name  of  Andrew  Ure,  of  London,  is  contained  in  the  notice  of 
persons  who  are  alleged  to  have  had  this  prior  knowledge,  yet  the 
defendants  have  not  brought  themselves  within  the  act  of  Congress, 
because  the  notice  does  not  state  "where  the  same  was  used"  by 
Andrew  Ure.  Besides,  inasmuch  as  the  same  section  of  the  statute 
provides  that  a  prior  invention  in  a  foreign  country  shall  not  avoid 
a  patent,  otherwise  valid,  unless  the  foreign  invention  had  been  de- 
scribed in  a  printed  publication,  the  defendants  are  thrown  back  upon 
that  clause  of  the  act  which  provides  for  that  defense,  arising  from 
a  printed  publication,  which  has  already  been  considered. 

The  next  exception  was  to  the  charge  of  the  presiding  judge  to  the 
jury.   The  defendants  requested  the  judge  to  charge  the  jury — 

3.  That  it  was  erroneous  to  consider  as  constituent  parts  of  the 
combination  claimed  by  the  plaintiff  only  those  points  which  were 
requisite  to  the  Operation"  of  opening  and  closing  the  damper,  but 
that,  on  the  contrary,  the  jury  must  consider  as  constituent  parts  of 
the  combination  all  the  parts  of  the  machine,  as  described  in  the 
specification,  by  which  the  regulation  of  the  heat  of  a  stove,  or  the 
other  structures,  is  effected. 

4.  That  the  index  is  a  constituent  part  of  the  combination  pat- 
ented by  the  plaintiff, 

5.  That  the  detaching  process  of  the  lever  is  a  constituent  part  of 
the  combination  patented  by  the  plaintiff. 

6.  That  the  pendulum  is  a  constituent  part  of  the  combination. 
And,  in  this  connection, 

7.  That  if  the  defendants  do  not  use  all  the  constituent  parts  of  the 
combination  patented  by  the  plaintiff,  a  verdict  must  be  rendered  for 
the  defendants. 

As  to  the  2d.  8d,  4th.  :>tli.  6th,  and  7(h  of  the  instructions  prayed 
for  by  the  defendants,  the  judge,  charged  the  jury,  that  it  W;is  true,  as 
insisted  by  the  defendants1  counsel,  that  the  third  article  of  the  sum- 
mary of  the  plaintiff's  specification,  on  whieh  alone,  if  at  all,  he  was 
entitled  to  recover,  was  for  a  combination ;  and  unless  it  appeared 
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by  the  evidence  that  the  defendants  had  used  all  the  parts  of  the 
plaintiff's  stove  embraced  in  such  combination,  lie  was  not  entitled 
to  recover.  That  the  combination  claimed  in  the  article  in  question 
was  of  such  ports  of  the  mechanism  described  in  the  specification  as 
are  necessary  to  regulate  the  heat  of  the  stove ;  aud  unless  it  ap- 
peared by  the  evidence  that  some  parts  of  the  mechanism  not  shown 
to  have  been  used  bv  the  defendants  were  necessarv  to  perform  that 
office,  or  that,  according  to  the  just  construction  of  the  specification, 
such  parts  were  intended  to  be  claimed  by  the  plaintiff  as  a  part  of 
such  combination,  they  arc  not  to  be  considered  as  embraced  within 
it.  That  inasmuch  as,  by  the  fourth  article  of  the  plaintiff's  summary, 
he  made  a  distinct  and  separate  claim  to  what  had  been  called  the 
detaching  apparatus,  there  seemed  to  be  good  reason  to  infer  that  it 
was  not  his  intention  to  claim  this  in  the  third  article  as  a  part  of  the 
combination  therein  mentioned.  But  the  judge  observed,  that  the 
question  relative  to  the  extent  of  the  combination  had  been  treated 
by  the  defendants'  counsel  as  a  question  of  fact,  and  he  had  no  dis- 
position to  withdraw  it  from  the  consideration  of  the  jury;  and  he 
therefore  submitted  it  to  the  jury  to  decide,  from  the  evidence, 
whether  the  parts  of  the  mechanism  described  in  the  specification, 
which  were  not  shown  to  have  been  used  by  the  defendants,  were 
necessary  to  regulate  the  heat  of  the  stove,  and  instructed  the  jury 
that  if  they  should  so  find,  the  defendants  would  be  entitled  to  a 
verdict.  And  the  judge  refused  to  charge  otherwise,  in  relation  to 
such  instructions,  or  any  of  them. 

To  this  charge  and  refusal  of  the  judge,  as  the  2d,  3d,  4th,  5th,  6th, 
and  7th  of  the  instructions  prayed  by  the  defendants,  the  defendants' 
counsel  then  and  there  excepted. 

The  substance  of  the  charge  is,  that  the  jury  were  instructed  by 
the  judge  that  the  third  claim  in  the  specification  was  for  a  combi- 
nation of  such  parts  of  the  described  mechanism  as  were  necessary 
to  regulate  the  heat  of  the  stove;  that  the  defendants  had  not  in- 
fringed the  patent,  unless  they  had  used  all  the  parts  embraced  in  the 
plaintiff's  combination  ;  and  he  left  it  to  the  jury  to  find  what  those 
parts  were,  and  whether  the  defendants  had  used  them.  , 

We  think  this  instruction  was  correct.  The  objection  made  to  it 
is,  that  the  court  left  to  the  jury  what  was  matter  of  law.  But  an 
examination  of  this  third  claim,  and  one  of  the  defendants'  prayers 
for  instruction,  will  show  that  the  judge  left  nothing  but  matter  of 
tact  to  the  iurv.  The  construction  of  the  claim  was  undoubtedlv  for 
the  court.  The  court  rightly  construed  it  to  be  a  claim  for  a  combi- 
nation of  such  of  the  described  parts  as  were  combined  and  arranged 
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for  the  purpose  of  producing  ;i  particular  effect,  namely,  to  regulate 
the  heat  of  a  stove.  This  was  in  accordance  with  the  defendants' 
third  prayer.  But  (lie  defendant*  also  desired  the  judge  to  instruct 
the  jury  that  the  index,  the  detaching  process,  and  the  pendulum 
were  constituent  parts  of  this  comhination.  How  could  tho  judge 
know  this  as  matter  of  law  ?  The  claim  is  in  these  words:  "I  also 
claim  the  combination,  above  described,  by  which  the  regulation  of 
the  heat  of  the  stove,  or  other  structure  in  which  it  may  be  used,  is 
ctfected."  The  writing  which  the  judge  was  to  construe  calls  for  all 
such  elements  of  the  combination  as  arc  actually  employed  to  effect 
the  regulation  of  the  heat,  according  to  the  plan  of  the  patentee,  de- 
scribed in  the  specification,  and  it  therefore  became  a  question  for  the 
jury,  upon  the  evidence  of  experts,  or  an  inspection  by  them  of  the 
machines,  or  upon  both,  what  parts  described  did  in  point  of  fact 
enter  into  and  constitute  an  essential  part  of  this  combination. 
When  a  claim  does  not  point  out  and  designate  the  particular  ele- 
ments whieh  compose  a  combination,  but  only  declares,  as  it  proper- 
ly may,  that  the  combination  is  made  up  of  so  much  of  the  described 
machinery  as  effects  a  particular  result,  it  is  a  question  of  fact  which 
•>f  the  described  parts  are  essential  to  produce  that  result ;  and  to  this 
extent,  not  the  construction  of  the  claim,  strictly  speaking,  but  the 
application  of  the  claim,  should  be  left  to  the  jury.  The  defendants 
themselves  so  treatthis  matter  in  their  third  prayer,  and  we  arc  sat- 
isfied the  judge  did  not  err  in  so  treating  it. 

The  defendants'  counsel  exhibited  to  the  court  the  models  of  the 
machines  of  the  defendants  and  the  plaintiff,  for  the  purpose  of  satis- 
fying the  court  the  jury  must  have  understood  they  were  at  liberty 
to  construe  the  claim,  and  that  they  did  in  truth  so  construe  it,  as  to 
exclude  from  the  combination  claimed  by  the  plaintiff  what  is  called 
the  detaching  process.  But  we  can  draw  no  such  infereuce  from  an 
examination  of  those  models.  And  while  we  do  not  think  it  proper 
to  express  any  opinion  on  what  is  really  a  matter  of  fact,  yet  we 
think  it  pertinent  to  say  that  an  examination  of  the  models  has  satis- 
fied us  that  a  jury  might  fairly  come  to  the  conclusion  that  the  de- 
fendants did  use  a  detaching  process,  not  substantially  different  from 
the  plaintiff's,  and  occupying  in  their  combination  the  same  place, 
and  answering  substantially  the  same  purpose,  as  the  plaintiff's  detach- 
ing process  does  in  his  combination  ;  and  therefore  we  ean  draw  no 
inference  such  as  is  contended  for. 

We  have  examined  all  the  exceptions,  and  no  one  being  found 
teuahle,  the  judgment  is  affirmed. 

Affirmed. 

Mr.  Justice  McLean  dissented. 
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Congress*  entitled  an  act  to  amend  the  several  acts  respecting  copy- 
rights; "  and  since  then  has  been  engaged  in  printing,  publishing,  and 
vending  the  said  map,  by  virtue  of  the  copyright  thus  obtained.  ,  In 
March,  1846,  a  judgment  was  recovered  against  him,  in  the  Common 
Pleas  of  Bristol  county,  Massachusetts,  for  $194.23,  upon  which  an 
execution  was  issued*  and  the  copper-plate  engraving  of  the  map  in 
question  seized  and  sold,  and  bid  off  by  the  defendant  for  the  sum  of 
$245,  he  being  the  highest  bidder.  Having  thus  become  entitled  to 
the  property  in  the  engraving,  he  claimed  the  right  to  print  and  pub- 
lish the  maps,  and,  in  pursuance  of  this  supposed  right,  he  has  been 
engaged  in  printing,  publishing,  and  vending  the  same. 

On  the  hearing  upon  the  bill,  answer,  and  proofe,  the  court  below 
differed  in  opinion,  as  to  the  effect  of  the  sale  of  the  copper-plate 
engraving  of  the  map;  but  agreed  that  no  injunction  could  issue 
without  a  repayment  of  the  purchase-money,  which  was  refused  by 
the  complainant;  whereupon  the  court  dismissed  the  bill  with  costs. 

The  single  question  in  the  case,  is  whether  or  not  the  property 
acquircd  by  the  defendant  in  the  copper-plate,  at  the  sheriff's  sale, 
carried  with  it,  as  an  incident,  the  right  to  print  and  publish  the  map 
engraved  upon  its  face. 

Upon  this  question  the  court  below  divided  in  opinion,  but  finally 
agreed  in  dismissing  the  bill. 

The  appellee  has  not  followed  the  case  into  this  court,  and  we  have 
not,  therefore,  been  favored  with  the  grounds  and  reasons  relied  on 
for  sustaining  the  decree ;  nor  have  we  been  furnished  with  the  rea- 
sons of  the  court  for  the  same.  The  ground  upon  which  the  decision 
was  ultimately  placed,  namely,  the  refusal  of  the  complainant  to  re- 
fund the  purchase-money,  is  certainly  not  satisfactory ;  for  if  the  copy- 
right of  the  map,  or  any  right  to  print  or  publish  the  same,  passed 
with  the  purchase  of  the  plate,  as  incidental,  as  there  is  nothing  in 
the  facts  of  the  case  to  invalidate  the  sale,  the  title  became  complete 
in  the  purchaser,  and  could  not  be  rightfully  interfered  with ;  but 
if  otherwise,  then  there  was  no  ground  for  imposing  the  repayment 
of  the  purchase- money,  as  a  condition  to  the  relief  prayed  for;  the 
injunction  should  have  been  awarded,  and  the  defendant  directed  to 
account. 

But,  from  the  consideration  we  have  given  to  the  case,  we  are  sut- 
Jstied  that  the  property  acquired  by  the  sale  in  the  engraved  plate, 
and  the  copyright  of  the  map  secured  to  the  author  under  the  act  of 
Congress,  are  altogether  different  and  independent  of  each  other,  and 
have  no  necessary  connection.  The  copyright  is  an  exclusive  right 
to  the  multiplication  of  the  copies,  for  the  benefit  of  the  author  or  his 
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assigns,  disconnected  from  the  plate  or  any  other  physical  existence. 
It  is  an  incorporeal  right  to  priut  and  publish  the  map,  or,  as  said  by 
Lord  Mansfield  in  Miller  v.  Taylor,  4  Burr.,  2396,  "  a  property  in 
notion,  and  lias  no  corporeal,  tangible  substance." 

The  engraved  plate  and  the  press  are  the  mechanical  instruments, 
or  means  by  which  the  copies  are  multiplied,  as  the  types  and  press 
are  the  instruments  by  which  the  copies  of  a  book  are  produced. 
And  to  say  that  the  right  to  print  and  publish  the  copies  adheres  to 
and  passes  with  the  means  by  which  they  are  produced,  would  be 
stiying,  in  effect,  that  the  exclusive  right  to  make  any  given  work  of 
art  necessarily  belonged  to  the  person  who  happened  to  become  the 
owner  of  the  tools  with  which  it  was  made;  and  that  if  the  defendant 
in  this  case  had  purchased  the  stereotyped  plates  of  a  book,  instead 
of  the  engraved  plate,  he  would  have  been  entitled  to  the  copyright 
of  the  work,  or  at  least  to  the  right  to  print,  publish,  and  vend  it ; 
and  yet  we  suppose  that  the  statement  of  any  such  pretension  is  so 
extravagant  as  to  require  no  argument  to  refute  it.  Even  the  transfer 
of  the  manuscript  of  a  book  will  not,  at  common  law,  carry  with  it  a 
right  to  print  and  publish  the  work,  without  the  express  consent  of 
the  author,  as  the  property  in  the  manuscript,  and  the  right  to  mul- 
tiply the  copies,  are  two  separate  and  distinct  interests.  4  Burr., 
2330,  239G;  2  Eden,  329;  2  Atkyns,  342;  2  Story,  100. 

Lord  Mansfield  observed,  in  Miller  v.  Taylor,  that  "no  disposition, 
no  transfer  of  paper  upon  which  the  composition  is  written,  marked, 
or  impressed,  (though  it  gives  the  power  to  print  and  publish,)  can 
be  construed  a  conveyance  of  the  copy  [by  which  he  means  copy- 
right, as  appears  from  a  previous  part  of  his  opinion,]  without  the 
author's  express  consent  'to  print  and  publish,'  much  less  against  his 
will." 

Now,  it  seems  to  us  that  the  transfer  of  the  manuscript  of  a  book 
by  the  author  would,  of  itself,  furnish  a  much  stronger  argument  for 
the  inference  of  a  conveyance  of  the  right  to  multiply  copies,  than 
exists  in  the  case  of  a  transfer  of  the  plate  in  question,  or  of  the  ster- 
eotype plates,  as  the  ideas  and  sentiments,  or,  in  other  words,  the 
composition  and  substance  of  the  work,  are  thereby  transferred.  But 
the  property  in  the  copyright  is  regarded  as  a  different  and  distinct 
right,  wholly  detached  from  the  manuscript,  or  any  other  physical 
existence,  and  will  not  pass  with  the  manuscript  unless  included,  by 
•express  words,  in  the  transfer. 

The  copper-plate  engraving,  like  any  other  tangible  personal  prop- 
erty, is  the  subject  of  seizure  and  sale  on  execution,  and  the  title 
passes  to  the  purchaser,  the  same  as  if  made  at  a  private  sale.  But 
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the  incorporeal  right,  secured  by  the  statute  to  the  author,  to  multiply 
copies  of  the  map,  by  the  use  of  the  plate,  being  intangible,  and  rest- 
ing altogether  in  grant,  is  not  the  subject  of  seizure  or  sale  by  meaus 
of  this  process, — certainly  not  at  common  law.  No  doubt  the  prop- 
erty may  be  reached  by  a  creditor's  bill,  and  be  applied  to  the  pay- 
ment of  the  debts  of  the  author,  the  same  as  stock  of  the  debtor  is 
reached  and  applied,  the  court  compelling  a  transfer  and  sale  of  the 
stock  for  the  benefit  of  the  creditors.  20  J.  R.,  554 ;  5  J.  Ch.,  280 ; 
S.  C,  4  Id.,  687 ;  1  Paige,  637.  But,  in  case  of  such  remedy,  we  sup- 
pose it  would  be  necessary  for  the  court  to  compel  a  transfer  to  the 
purchaser,  in  conformity  with  the  requirements  of  the  copyright  act, 
in  order  to  invest  him  with  a  complete  title  to  the  property.  The 
first  section  of  that  act  provides  that  the  author  of  any  map,  chart, 
&c,  his  executors,  administrators,  or  legal  assigns,  shall  have  the  sole 
right  of  printing,  publishing,  and  vending  the  same,  during  the  period 
for  which  the  copyright  has  been  secured ;  and  the  seventh  section 
forbids  any  person  from  printing,  publishing,  or  selling  the  map  or 
chart,  under  heavy  penalties,  without  the  consent  of  the  proprietor 
of  the  copyright,  first  obtained  in  writing,  signed  in  the  presence  of 
two  credible  witnesses.    Act  of  Congress,  February  3,  1831. 

An  assignment,  therefore,  that  would  vest  the  assignee  with  the 
property  of  the  copyright,  according  to  the  act  of  Congress,  must  be 
in  writing,  and  signed  in  the  presence  of  two  witnesses,  and  it  may, 
I  think,  well  be  doubted  whether  a  transfer  even  by  a  sale,  under  a 
decree  of  a  court  of  chancery,  would  pass  the  title  so  as  to  protect 
the  purchaser,  unless  by  a  conveyance  in  conformity  with  this  re- 
quirement. 6  B.  &  Or.,  169 ;  1  Car.  &  P.,  558 ;  li.  &  M.,  187 ;  D.  & 
K,  215. 

It  is  unnecessary,  however,  to  express  an  opinion  upon  the  point. 
It  is  sufficient,  for  the  purposes  of  this  case,  to  say  that  the  right  in 
question  is  wholly  independent  of,  and  disconnected  from,  the  en- 
graved plate;  and  that  there  is  no  foundation  for  the  defense  set  up, 
that  it  passed  as  appurtenant  to  the  sale  and  transfer  of  the  property 
in  the  engraved  plate,  from  which  the  copies  of  the  map  were  struck 
off. 

For  these  reasons,  we  are  of  opinion  that  the  decree  below  must 
be  reversed  with  costs,  and  the  proceedings  remitted,  with  directions 
that  a  decree  be  entered  for  the  complainant,  in  conformity  with  this 
opinion. 

Order.  This  cause  came  on  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  District 
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of  Rhode  Island,  and  was  argued  by  counsel ;  on  consideration 
whereof,  it  is  now  hen?  ordered,  adjudged,  and  decreed  by  this  court, 
that  the  decree  of  said  Circuit  Court  in  this  cause  be,  and  the  same 
is  hereby,  reversed  with  costs,  and  that  this  cause  be,  and  the  same  is 
hereby,  remanded  to  the  said  Circuit  Court,  with  directions  to  enter 
a  decree  therein,  in  conformity  to  the  opinion  of  this  court. 

Reversed  with  costs. 


Elisha  Bloomer,  appellant,  r.  John  W.  McQuewan,  Allen  R. 
mcquewan,  and  samuel  i>0ugla8,  partners  under  the  name 
of  McQuewan  &  Douglass. 

( 14  Howard,  539.) 

L  The  patent  for  Woodwork's  planing-maehine  was  extended  from  1842  to  1843, 
by  the  Board  of  Commissioners. 

2.  Under  that  extension,  this  eonrt  decided,  in  Wilson  v.  Rousseau,  4  How.,  688, 

that  an  assignee  had  a  right  to  continue  the  use  of  the  machine  which  he  then 
had. 

3.  In  184.j.  Congress,  by  a  special  act,  extended  the  time  still  further,  from  1849 

to  18.">G. 

4.  Under  that  extension,  an  assignee  has  still  the  same  right. 

5.  By  the  cases  of  Evans  v.  Eaton,  3  Whcaton,  *>48,  and  Wilson  v.  Konsseau, 

4  How.,  688,  these  two  propositions  are  settled,  viz.:  1.  That  a  special  act  of 
Congress  In  favor  of  a  patentee,  extending  the  time  beyond  that  originally 
limited,  must  be  considered  as  ingrafted  on  the  general  law.  2.  Thai  under 
the  general  law  in  force  when  this  special  aet  of  Congress  was  pa«sed,  a 
party  who  had  purchased  the  right  to  use  u  planing-maehine  during  the 
period  to  which  the  patent  was  first  limited,  was  entitled  to  continue  to  use 
it  during  the  extension  authorized  by  that  law,  unless  there  is  something  in 
the  law  Itself  to  forbid  it. 

6.  But  there  is  nothing  in  the  act  of  Congress  passed  in  1845  forbidding  such  use ; 

and,  therefore,  the  assignee  has  the  right. 

Mr.  Justice  Curtis,  having  been  of  counsel,  did  not  sit  on  the  trial 
of  this  cause ;  and  Mr.  Justice  Wayne  was  absent. 

This  was  an  appeal  from  the  Circuit  Court  of  the  United  States 
for  the  "Western  District  of  Pennsylvania,  sitting  as  a  court  of  equity. 

It  was  a  bill  filed  by  Bloomer,  who  claimed  under  Wilson,  the 
assignee  of  Woodworth's  planing-maehine.  The  whole  of  Wilson's 
title  is  set  forth  in  the  report  of  the  case  of  Wilson  v.  Rousseau,  A 
Howard,  G4G,  as  is  also  the  act  of  Congress  passed  on  the  2Gth  of  Feb- 
ruary, 1845,  (4  How.,  GG2,)  extending  the  patent  for  seven  years  from 
the  27th  of  December,  1849. 
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McQuewan  claimed  through  two  mesne  assignments  from  "Wood- 
worth  and  Strong,  by  virtue  of  a  license  granted  on  the  8th  of  Nov- 
ember, 1833. 

The  bill  and  answer  covered  a  great  deal  of  ground,  which  need 
not  be  noticed  in  this  report. 

Amongst  other  averments,  was  this:  that  the  license  conveyed  no 
right  to  use  the  machine  during  the  extension  for  seven  years  from 
1849,  under  the  act  of  Congress  passed  in  1845;  and  the  decision  of 
the  court  being  in  favor  of  the  defendants  below  upon  this  point,  it 
is  unnecessary  to  state  all  the  points  and  arguments  upon  other  mat- 
ters. 

The  court  below  were  divided  in  opinion,  and  the  bill  was  of  course 
dismissed.    Bloomer  appealed  to  this  court. 

It  was  argued  by  Mr.  Keller  and  Mr.  St.  George  T.  Campbell,  for 
the  appellant,  and  Mr.  Dunlop,  for  the  appellees. 

The  fourth  point  made  by  the  counsel  for  the  appellant  was  as  fol- 
lows : 

IV.  Whether  the  licensee  of  a  right  to  use  the  patented  machine 
for  the  original  term  of  the  patent  is  entitled  to  continue  the  use  of 
the  6ame  during  the  extension  by  Congress. 

The  facts  in  this  regard,  appearing  by  the  record,  are — 

1.  That  Collins  and  Smith,  who  were  assignees  for  the  first  term 
of  the  district  in  question,  granted  to  Barnet  the  right  for  the  city 
of  Pittsburg  and  Alleghany  county,  "to  construct  and  use,  during  the 
residue  of  the  said  terms  of  fourteen  years,"  the  patented  machine ; 
and  by  the  same  assignment  covenanted  "  not  themselves  to  con- 
struct and  use,"  nor  to  give  license  to  any  other  person  than  Barnet 
"during  the  terms  aforesaid";  and  Barnet  covenanted  not  to  con- 
struct more  than  fifty  machines  "during  the  terras  aforesaid." 

(The  word  "terras"  is  used  in  the  plural,  as  it  will  be  perceived  by 
the  assignment  that  the  grantors  were  the  owners  also  of  the  Kmraons 
patent,  and  that  the  limitation  of  his  right  applied  to  the  duratiou  of 
both.) 

2.  Barnet  assigns  all  his  "  right,  title,  interest,  and  claim  of  the 
within  patent  for  Woodworth's  planing-machine  to  G.  Warner  and 
John  W.  McQuewan,  their  heirs  and  assigns,"  except  seven  rights 
previously  given. 

3.  It  seems  to  have  been  granted,  below,  that  Warner  had  assign- 
ed his  license  to  McQuewan,  and  McQuewan  to  the  two  co-defend- 
ants, and  that  the  machine  was  made  during  the  first  term  of  the 
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patent;  hence  arises  the  question,  have  the  appellees  the  right  to  con- 
tinue its  use  during  the  congressional  extension  ? 
For  the  appellant,  it  is  submitted — 

1.  That  this  question,  and  the  principles  upon  which  it  must  be 
decided,  have  been  already  passed  upon  by  this  court. 

In  Wilson  v.  Rousseau,  14  Howard,  the  question  was  of  the  right 
of  the  licensee  to  continue  the  use  of  the  machine  during  the  ex- 
tension by  the  Commissioner.  The  court  were  divided  in  opinion. 
In  that  delivered  as  their  judgment,  the  right  of  the  licensee  to  the 
continued  use  was  put  exclusively  upon  the  terms  of  the  eighteenth 
section,  which  were,  "the  benefit  of  such  renewal  shall  extend  to  as- 
signees and  grantees  of  the  rigbt  to  use  the  thing  patented,  to  the 
extent  of  their  respective  interests  therein."  Without  that  provision, 
it  is  conceded,  by  the  learned  judge,  in  delivering  the  opinion  of  the 
court,  "  that  all  the  rights  of  assignees  or  grantees,  whether  in  a  share 
of  the  patent  or  to  a  specified  portion  of  the  territory  held  under  it, 
terminate  at  the  end  of  the  fourteen  years,  and  become  reinvested 
in  the  patentee  by  the  new  grant." 

"From  that  date  he  is  again  possessed  of  'the  full  and  exclusive 
right  and  liberty  of  making,  using,  and  vending  to  others  the  inven- 
tion,' whatever  it  may  be,  not  only  portions  of  the  monopoly  held  by 
assignees  and  grantees  as  subjects  of  trade  aud  commerce,  but  the 
patented  articles  or  machines  throughout  the  country,  purchased  for 
practical  use  in  the  business  affaire  of  life,  are  embraced  within  the 
operation  of  the  extension.  This  latter  class  of  assignees  and  grantees 
are  reached  by  the  new  grant  of  the  exclusive  right  to  use  the  things 
patented.  Purchasers  of  the  machines,  and  who  were  in  the  use  of 
them  at  the  time,  are  disabled  from  further  use  immediately,  as  that 
right  became  vested  exclusively  in  the  patentee.  Making  and  vend- 
ing the  invention  are  prohibited  by  the  corresponding  terms  of  his 
grant." 

And  the  learned  judge,  in  expressing  the  opinion  of  the  court, 
further  declared  that  the  provision  in  the  eighteenth  section,  above 
referred  to,  was  "intended  to  restore  or  save  to  them,"  (those  in  use 
of  the  thing  patented  at  the  time  of  the  renewal,)  "that  right  which, 
without  the  elause,  would  have  been  vested  again  exclusively  in  the 
patentee." 

And  the  learned  judges  who  dissented  from  the  opinion  of  the 
court  did  so  upon  the  ground  that  even  this  clause  of  the  eighteenth 
section  did  not  confer  upon  the  licensees  the  right  claimed  in  their 
behalf. 

Thus,  it  is  clear  that  the  extension  of  a  patent  by  lawful  authority 
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revests  in  the  patentee  every  right  originally  possessed  by  him,  and 
that  unless  the  law,  by  virtue  of  which  it  is  extended,  contains  a  pro- 
vision in  favor  of  licensees  or  assignees,  their  right  to  use  ends  with 
the  term  of  tbeir  license.  (This,  of  course,  does  not  apply  to  cases 
where  the  patentee  has  covenanted  to  grant  any  subsequently-acquired 
extensions.    None  such  is  pretended  in  this  case.) 

Applying,  then,  these  principles  to  the  act  extending  this  patent, 
(February  2<>,  1845.)  it  will  be  seen  that  it  contains  no  such  provision 
as  is  to  be  found  in  the  eighteenth  section  of  the  act  of  183G ;  and 
that,  therefore,  in  accordance  with  the  opinion  of  all  .the  judges,  the 
entire  right  was  reinvested  in  the  patentee. 

The  general  power  to  renew  and  extend  a  patent  is  conferred  by 
the  eighteenth  section  of  the  act  of  183G,  which,  after  providing  for 
the  proof  of  the  prerequisites,  declares  that  u  it  shall  be  the  duty  of 
the  Commissioner  to  renew  and  extend  the  patent,  by  making  a  cer- 
tificate thereon  of  such  extension  for  the  term  of  seven  years  from 
and  after  the  expiration  of  the  tirst  term." 

The  act  in  question  provides  that  the  patent  "  be,  and  the  same  is 
hereby,  extended  for  the  term  of  seven  years  from  and  after  the  27th 
of  December,  1840,  and  the  Commissioner  of  Patents  is  hereby  di- 
rected to  make  a  certificate  of  such  extension,  in  the  name  of  the 
administrator  of  William  Wood  worth,  and  append  an  authenticated 
copy  thereof  to  the  original  letters  patent,"  &c. ;  the  words  being  sub- 
stantially the  same  as  these,  judicially  construed,  and  the  intention 
being  still  further  marked,  as  well  by  the  omission  of  any  provision 
for  the  licensees  as  by  the  express  insertion  of  the  name  of  the  party 
in  whose  favor  the  extension  was  made,  and  to  whose  benefit  it  was 
intended  to  inure. 

The  principles  upon  which  the  judgment  in  Wilson  v.  Rousseau  is 
founded,  are,  it  is  submitted,  if  possible,  more  conclusively  applicable 
to  the  ease  of  such  an  extension  by  Congress  than  to  one  made  by  the 
Commissioner. 

Such,  too,  has  been  the  application  made  of  them  by  many  of  the 
learned  judges  in  their  circuits.  By  Mr.  Justice  Nelson,  July  22, 
1850,  in  Gibson  v.  Gifford,  in  a  written  opinion  delivered  by  him;  by 
the  late  Mr.  Justice  Woodbury,  July,  1850,  in  Mason  v.  Tallman,  also 
in  a  written  opinion ;  and  by  Mr.  Justice  McLean,  October  22, 1850, 
in  Bloomer  v.  Stately. 

The  opinion  of  Mr.  Justice  Woodbury  refers  to  similar  decisions 
made  by  the  late  Justice  McKinley,  by  Judge  Ware,  and  by  Judge 
Spraguc. 

It  may  be  proper,  with  reference  to  the  argument  founded  upon 
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the  supposed  intention  of  Congress,  (not  deelared  in  the  words  of  the 
act,  as  already  shown,)  to  permit  a  continued  use  during  the  congres- 
sional extension  of  machines  licensed  under  the  original  term,  to 
annex  a  list  of  the  patents  extended  by  special  acts,  and  thus  to 
refer  to  the  provisions  in  each,  expressly  declaring,  where  such  was 
intended,  the  existence  of  such  right,  and  providing  for  its  mode  of 
exercise  or  enjoyment. 

The  absence  of  such  provision  in  the  act  of  1845,  must,  it  is  sub- 
mitted, conclusively  negative  any  idea  of  such  intention,  even  if  the 
judicially  decided  effect  of  such  an  act  did  not  render  a  reference  to 
such  a  source  for  interpretation  unnecessary. 

L  January  21,  1808,  to  Oliver  Evans,  6  Stat,  at  Large,  70— with 
special  provision  for  parties  then  using  invention.  Under  this  act, 
the  cases  of  Evans  v.  Jordan,  9  Cranch,  199,  and  Emm  v.  Eaton,  3 
Wheat.,  454,  were  decided. 

n.  March  8,  1809,  to  Amos  and  William  Whittemore,  6  Stat,  at 
Large,  80, — without  provision  for  licensees. 

HI.  February  7,  1815,  Oliver  Evans,  (steam-engine,)  6  Stat  at 
Large,  147, — with  proviso  that  no  greater  sum  should  be  charged 
for  constructing  and  using  than  was  during  prior  term,  and  subject 
to  existing  Patent  Laws. 

IV.  March  8, 1821,  Samuel  Parker,  G  Stat,  at  Large,  262,— subject 
to  provision  of  then  existing  Patent  Laws. 

V.  March  2, 1831,  John  Adamson,  G  Stat,  at  Large,  458,— without 
proviso  or  reference  to  existing  laws. 

VI.  March  8,  1831,  Samuel  Browning,  G  Stat,  at  Large,  4G7  — 
without  proviso  or  reference  to  existing  laws. 

VII.  May  19,  1832,  Jethro  Wood,  6  Stat,  at  Large,  486,— proviso 
in  favor  of  licensees  that  the  price  shall  not  be  advanced. 

VTII.  June  30, 1834,  Thomas  Blanchard,  6  Stat,  at  Large,  589,— 
with  special  proviso  in  favor  of  licensees.  (It  may  not  be  improper  to 
refer  to  the  opinion  of  B.  F.  Butler,  Attorney-General,  May  25, 1837, 
that  under  this  act  the  United  States  had  no  right  to  use,  except  on 
the  conditions  of  the  original  grant.) 

IX.  March  3, 1835,  liobcrt  Eastman,  G  Stat,  at  Large,  613,— with- 
out proviso  or  rcfcrcucc  to  existing  laws. 

X.  July  2, 1830,  James  Barron,  0  Stat,  at  Large,  G78, — extending 
two  patents,  without  proviso  in  reference  to  existing  laws,  and  the 
other  with  provisos  in  reference  to  licensees. 

XI.  February  6,  1839,  Thomas  Blanchard,  0  Stat,  at  Large,  748,— 
with  proviso  in  favor  of  licensees. 

XII.  March  3,  1845,  William  Gale,  6  Stat,  at  Large,  895,— au- 
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thorizing  renewal  of  patent  under  eighteenth  section  of  act  of  1886, 
although  it  had  expired,  and  subject  to  the  restrictions  of  that  act. 

XHI.  March  3, 1843,  Samuel  K.  Jennings,  6  Stat,  at  Large,  899,— 
directing  Commissioner  to  renew  patent,  subject  to  provisions  of 
existing  laws. 

XIV.  February  26,  1845,  William  Woodworth,  6  Stat,  at  Large, 
93G,— extending  patent.  Commissioner  to  certify  to  the.  extension 
in  the  name  of  the  administrator.  No  proviso  in  favor  of  licensees, 
or  reference  to  existing  laws. 

XV.  February  15,  1847,  Thomas  Blanchard,  9  Stat,  at  Large, 
683, — with  proviso  in  favor  of  licensees,  on  terms  to  be  agreed  or 
adjusted  by  the  Circuit  Court,  &c. 

The  point  that,  by  an  accidental  error  in  the  bill,  the  word  "four- 
teen "  was  inserted,  instead  of  "  twenty-eight,"  is  not  dcemod  a  proper 
subject  of  objection  in  this  court.  No  such  ground  appears  to  have 
been  taken  below;  the  patent  itself  forms  part  of  the  record,  and  an 
amendment  would  have  been,  it  is  submitted,  instantly  allowed  by  # 
the  court  below,  had  the  objection  been  there  made.  That  the  pat- 
ent on  its  face  was  for  twenty-eight  years,  forms  one  of  tho  objections 
of  the  appellees  to  its  validity,  and  the  error  complained  of  is  sot  right 
by  answer  of  the  defendants  themselves. 

It  is  not  deemed  necessary  by  the  appellants  to  present  any  author- 
ities to  meet  the  point  argued  by  the  appellees,  that  an  act  of  Con- 
gress extending  a  patent  for  seven  years  is  unconstitutional  and  void. 

It  is  therefore  submitted  that  the  decree  should  be  reversed,  and 
that  the  appellant  is  entitled  to  a  perpetual  injunction,  and  an  ac- 
count. 

The  counsel  for  the  appellees  made  several  points,  amongst  which 
was  the  following: 

1.  That  defendants  are  protected  as  assignees. 

The  bill  (pages  14  to  20)  asserts,  and  the  answer  admits,  that  the 
respondents  claim  to  use  the  machine  they  are  alleged  to  have  in- 
fringed, as  assignoes,  from  1833,  the  year  of  their  purchase,  under 
assignments  from  the  original  patentee.  Being,  theu,  assignees  under 
the  original  patent,  can  they  claim  to  continue  unmolested  in  the  use 
of  tho  machino  they  purchased  and  paid  for,  and  have  erected  and 
used  for  seventeen  years  ? 

"Was  it  the  design  of  the  act  of  1845  to  bring  disasters  upon  the 
respondents,  to  deprive  them  of  the  rights  they  bad  acquired  in  good 
faith,  to  depreciate  their  property,  to  render  useless  their  establish- 
ments, in  which  they  had  invested  largo  sums  of  money,  to  destroy 
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their  business,  and  disable  them  from  the  performance  of  their  con- 
tracts ?  Such  flagrant  outrages  are  not  to  be  imputed  to  a  statute, 
unless  the  terms  of  it  imperatively  demand  it. 

The  language  of  the  act  calls  for  no  such  harsh,  unreasonable,  and 
impolitic  construction.  It  is  a  simple  extension  of  the  patent  of  1828, 
and  nothing  more.  Could  any  design  in  Congress  to  spread  such 
disasters  be  predicated  of  the  simple  meaning  of  this  statute? 

Chief  Justice  Gibson,  of  Pennsylvania,  has  laid  down  a  rule  which 
must  commend  itself  to  the  judgment  of  every  one:  that  in  the  con- 
struction of  statutes,  the  judges,  when  one  of  those  cases  of  hardship 
occurs  which  continually  arise,  should  do  what  their  consciences  irre- 
sistibly persuade  them  the  legislature  would  have  done  if  the  occur- 
rence had  been  foreseen.    Permock  v.  Hart,  8  8.  &  R.,  369. 

And  can  any  one  doubt  that  if  the  idea  of  the  propriety  of  protect- 
ing the  purchasers  of  rights,  and  the  uses  of  the  thing  patented,  had 
been  suggested,  but  they  would  immediately  have  inserted  such  a 
clause  ? 

This  act  of  1845  is  a  private  act,  made  for  the  special  benefit  of 
a  particular  individual,  and  should  not  have  such  construction  as 
will  be  detrimental  to  others.  Chief  Justice  Parsons,  in  the  case  of 
Cool'uhjc,  v.  Williams,  has  laid  down  the  rule  to  be  that  private  statutes, 
made  for  the  accommodation  of  particular  citizens  or  corporations, 
ought  not  to  be  construed  to  affect  the  rights  or  privileges  of  others, 
unless  such  construction  results  from  express  words,  or  from  neces- 
sary implication.    4  Mass.,  145. 

There  are  no  express  words  in  this  statute,  which  demand  the 
construction  contended  for  by  the  plaintiff. 

We  may  appeal,  too,  to  the  language  of  Mr.  Justice  Washington, 
in  the  case  of  Evans  v.  Jordan,  that  arguments  founded  upon  hard- 
ship would  be  entitled  to  great  weight,  if  the  language  of  the  act 
was  not  so  peremptory  as  to  forbid  a  construction  at  variance  with 
the  clear  meaning  of  the  legislature.    9  Cranch,  199. 

There  are  no  words  in  this  act  to  justify  such  savage  construction 
as  urged  by  the  plaintiff.  It  declares  a  simple  extension  of  the  pat- 
ent, and  manifestlv  intends  an  extension  similar  to  that  which  mav 
be  conferred  by  the  Patent  Office,  under  which  the  rights  of  persons 
using  the  invented  machine  under  license  are  protected  in  the  enjoy- 
ment of  it. 

The  same  learned  chief  justice  of  Massachusetts  has  also  declared, 
in  the  case  of  Wales  v.  Stetson,  that  in  the  consideration  of  the  pro- 
visions of  any  statute,  thev  oucrht  to  receive  such  a  reasonable  con- 
struction,  if  the  words  and  subject-matter  will  admit  of  it,  as  that  the 
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existing  rights  of  the  public  or  individuals  be  not  injured.  2  Mass.. 
146. 

If  the  legislature  meant  a  simple  extension  of  the  patent  for  seven 
years,  is  it  not  a  reasonable  construction  to  suppose  that  it  meant  an 
extension  as  ordinarily  understood. —as  an  extension  of  the  nature  of 
the  extensions  of  the  Patent  Office,  and  with  the  restrictions  and  priv- 
ileges of  such  extensions  ?  Is  it  not  reasonable  to  conclude  that  they 
liad  in  their  mind  the  general  act  of  183<i.  and  the  clause  which  gave 
to  purchasers  and  men  of  the  thing  patented  the  right  to  continue 
that  use  ?  Is  it  not  a  reasonable  construction  that  they  meant  that 
this  special  act  should  be  must  mod  in  reference  to  the  general  law 
of  the  land?  The  language  of  the  act  is  that  the  patent  of  18*28 
•♦be  extended  for  seven  years.*'  Now,  what  benefit  would  that  ex- 
tension be,  even  to  complainant,  without  an  incorporation  with  the 
general  law?  How  could  he  be  assignee  of  the  right? — how  could 
he  enjoy  the  use  of  the  patent?  -bow  could  he  pretend  to  recover 
damages,  without  an  appeal  for  aid  to  the  act  of  1830'  ?  The  plain- 
tiff is  obliged  to  invoke  the  aid  of  the  genera]  law  to  maintain  this 
very  action.  The  very  plaintiff  in  this  cause  is  an  assignee,  and 
undertakes  to  maintain  this  action  in  his  own  name,  by  calling  into 
requisition  the  act  of  1830. 

The  rule  of  law  undoubtedly  is,  that  laws  on  the  same  subject  an* 
to  be  construed  together;  that  laws  Oil  the  same  subject  are  to  be 
construed  /nri  jxtSfo.  and  with  reference  to  parallel  legislation.  This 
is  clearly  the  rule  as  to  general  laws,  whieh  in  relation  to  the  same 
subject  are  to  be  construed  as  one  act.  They  are  to  be  construed, 
too,  in  reference  to  parallel  legislation.  Prun  v.  Tl'iniUUm,  2  Watts, 
60;  17  S.  &  R»-  81  ;  7  11..  404. 

The  right  of  appeal  given  by  the  Pennsylvania  act  relating  to 
divorces  a  vinculo  matrimonii,  was  extended,  by  implication,  to  the 
act  of  1817,  respecting  divorces  a  menm  <<  ihoro.  Roberts  v.  Rob* 
crte,  9  S.  &  R,  191. 

So  the  right  to  appeal  from  justices'  judgments,  iu  cases  of  con- 
tracts, was  held  to  extend  to  trespass,  to  which  the  powers  of  magis- 
trates had  been  extended,  without  expresslv  tjivin?  the  right  of  appeal. 
4  8.tR,  73. 

And  this  wise  and  sate  rule  of  eonst ruction  has  been  held  to  apply 
to  statutes  which  have  been  repealed,  or  may  not  have  been  noticed 
by  the  statutes  to  be  construed.    Rex  v.  Loxdalf,  1  Burr.,  447. 

And  Lord  Mansfield,  hi  that  ease,  said  "that  where  there  are  dif- 
ferent statutes  in  pari  materia,  though  made  at  different  times,  or 
even  expired,  and  not  referring  In  each  other,  they  shall  be  taken 
47 
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and  construed  together  as  otic  BJ  stem."    In  the  expressive  language 

of  Tilghman,  Oh.  J.  of  Pennsylvania,  in  one  of  the  cases  cited,  tber 
were  so  blended  together  as  to  form  one  statute. 

And  from  the  cases  cited  from  Burrow,  this  blending  of  staartia. 
this  Analog}'  of  legislation,  is  not  eoutined  to  public  statutes,  bat  that 
public  laws  may  receive  aid  in  their  construction  from  private  laws, 
and  rice  row  ;  for  bus  lordship  says,  in  the  ease  cited,  (page  448,)  that 
the  acl  of  Parliament  of  174<».  relating  to  St.  Martins  and  the  over- 
seers of  that  parish,  (which  was.  1  apprehend,  clearly  a  private*!) 
which  extended  the  number  of  overseers  of  the  poor,  to  be  appoints 
by  two  justices,  under  the  general  act  of  43  Elizabeth,  to  the  number 
of  nine,  -  shows"  (nays  the  chief  justice)  "the  construction  pat  k 
the  legislature  themselves  upon  the  4-?  Elizabeth,  on  this  head,  and 
excepts  this  very  laryc  parish  of  St.  Martins  out  of  it." 

I  need  not  burden  your  honors  with  any  name  of  books  on  this.» 
obvious  a  rule  of  construction.  This  case  in  Burrow  was  carefuly 
considered;  it  bad  been  argued  several  times  before  Chief  Josrkv 
Ryder,  and  afterwards  before  Lord  Mansfield,  by  great  counsel,  and 
if  any  case  is  entitled  to  respect  of  courts,  it  is  a  case  so  conguk'ivd 
and  so  decided. 

But  we  have  casOfl  nearer  home,  ami  more  germane  to  thisverr 
matter  of  private  sets,  in  relation  to  these  very  patent  ■rights. 

In  the  case  of  Ecant  v.  Eaton,  •''»  Wheat..  4.">4.  it  was  declared  that 
an  act  ol  Congress  authorizing  the  Secretary  of  State  to  issue  a  pat- 
ent to  Oliver  Evans,  for  bis  improvements  in  the  manufacture  ot 
Hour,  "was  ingrafted  "ii  the  general  act  for  the  promotion  of  useful 
arts,  and  that  the  patent  was  issued  under  both  acts,"  the  public  ai*i 
the  private  one. 

So  in  the  case  of  EtW«>  v.  Jtinhnt,  !»  Craneh,  109,  which  was  ■ 
action  to  recover  damages  under  the  same  private  act,  Washing- 
ton. J.,  said,  in  declaring  the  opinion  of  the  court,  that  "it  shocli 
be  recollected  thai  the  rigid  of  the  plaintiff  to  recover  damages  tor 
using  his  improvement,  after  the  issuing  of  bis  patent,  arises.  no? 
under  this  law.  but  the  general  law  of  1703." 

If  the  plaintiff  is  obliged  to  invoke  the  aid  of  the  act  of  1886.be 
must  take  the  whole  of  it.  It  is  a  well-established  rule  of  law,  tint 
he  who  claims  the  benefit  of  his  title  must  admit  its  disadvantages. 
(fill  smtit  riniiiii'xluiii  .«»•»/'";'(•  dihct  it  onus. 

Mr.  Chief  dust  ice  Tankv  delivered  the  opinion  of  the  court. 
Tin'  bill  in  this  case  was  tiled  by  the  appellants  on  the  6th  of  Jaly, 
1850,  in  the  Circuit  Court  of  the  United  States  for  the  Western  P^ 
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trict  of  Pennsylvania,  to  obtain  an  injunction  restraining  the  appellees 
from  the  use  of  two  of  Woodworth's  planing-machines  in  the  city  of 
Pittsburg.  The  term  for  which  Woodworth's  patent  was  originally 
granted  expired  in  1842,  but  it  was  extended  seven  years  by  the 
board  established  by  the  eighteenth  section  of  the  act  of  1836.  And 
afterwards,  by  the  act  of  Congress  of  February  26, 1845,  this  patent 
was  extended  for  seven  years  more,  commencing  on  the  27th  of 
December,  1849,  at  which  time  the  previous  extension  would  have 
terminated. 

It  appears,  from  the  pleadings  and  evidence  in  the  case,  that,  shortly 
after  the  passage  of  the  act  of  Congress  of  1845,  "William  Woodworth, 
the  administrator  of  the  patentee,  in  whose  name  the  certificate  of  ex- 
tension was  directed  to  bo  issued,  assigned  all  his  right  to  James  G. 
Wilson,  from  whom  the  appellant  purchased  the  exclusive  right  to 
construct  and  use  this  machine,  and  to  vend  to  others  the  right  to 
construct  and  use  it,  in  a  large  district  of  country  described  in  the 
#rant.  Pittsburg,  in  which  the  machines  in  question  arc  used,  is 
included  within  these  limits.  And  the  right  which  the  appellant 
purchased  was  regularly  transferred  to  him  by  Wilson,  by  an  instru- 
ment of  writing  duly  recorded  in  the  Patent  Office. 

In  the  year  1833,  during  the  term  for  which  the  patent  was  origi- 
nally granted,  tho  defendants  purchased  the  right  to  construct  and 
use  a  certain  number  of  these  machines  within  the  limits  of  the  city  of 
Pittsburg  and  Alleghany  county;  and  the  right  to  do  was  so  regularly 
transferred  to  them  by  different  assignments,  deriving  their  title  from 
the  original  patentee.  The  two  machines  mentioned  in  the  bill  were 
constructed  and  used  by  tho  respondents  soon  after  the  purchase  was 
made,  and  the  appellees  continued  to  use  them  up  to  the  time  when 
this  bill  was  filed.  And  the  question  is  whether  their  right  to  use 
them  terminated  with  the  first  extension,  or  still  continues  under  the 
extension  granted  by  the  act  of  1845. 

The  Circuit  Court  decided  that  the  right  of  fhe  appellees  still  con- 
tinued, and  upon  that  ground  dismissed  the  appellant's  bill.  And 
the  case  is  now  before  us  upon  an  appeal  from  that  decree. 

In  determining  this  question,  we  must  take  into  consideration  not 
only  the  special  act  under  which  tho  appellant  now  claims  a  monopoly, 
but  also  the  general  laws  of  Congress  in  relation  to  patents  for  useful 
improvements,  and  the  special  acts  which  have  from  time  to  time 
been  passed  in  favor  of  the  particular  patentees.  They  are  statutes 
iu  pari  materia;  and  all  relate  to  the  same  subject,  and  must  be  con- 
strued together.  It  was  so  held  in  the  case  of  Evans  v.  Eaton,  3 
Wheat.,  518,  where  the  court  said  that  the  special  act  of  Congress  in 
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favor  of  Oliver  Evans,  granting  him  a  new  patent  for  fourteen  years, 
for  his  improvements  in  manufacturing  flour  and  meal,  was  ingrafted 
on  the  general  act  for  the  promotion  of  useful  arts,  and  the  patent 
issued  in  pursuance  of  both.  The  rule  applies  with  more  force  in 
the  present  case;  for  this  is  not  the  grant  of  a  new  patent,  but  an 
enlargement  of  the  time  for  which  a  patent  previously  extended 
under  the  act  of  188G  should  continue  in  force. 

Indeed,  this  rule  of  construction  is  necessary  to  give  effect  to  the 
special  act  under  which  the  appellant  claims  the  monopoly ;  for 
this  law  docs  not  define  the  rights  or  privileges  which  the  patent 
shall  confer,  nor  prescribe  the  remedy  to  which  he  shall  be  entitled 
if  his  rights  arc  infringed.  It  merely  extends  the  duration  of  the  pat- 
ent, and  nothing  more.  And  we  are  necessarily  referred,  therefore, 
to  the  general  law  upon  the  subject,  to  ascertain  the  rights  to  which 
the  patent  entitled  him,  and  also  the  remedy  which  the  law  affords 
him  if  these  rights  are  invaded. 

Now,  the  act  of  183(3,  in  express  terms,  gives  the  benefit  of  the 
extension  authorized  by  that  law  to  the  assignees  and  grantees  of 
the  right  to  use  the  thing  patented  to  the  extent  of  their  respective 
interests  therein.  And  under  this  provision  it  was  decided,  in  the 
case  of  Wilson  v.  Rousseau,  4  Howard,  G88,  that  the  party  who  had 
purchased  and  was  using  this  planing-maehine  during  the  original 
term  for  which  the  patent  was  granted,  had  a  right  to  continue  the 
use  during  the  extension  ;  and  the  distinction  is  there  taken  between 
the  grant  of  the  right  to  make  and  vend  the  machine,  and  the  grant 
of  the  right  to  use  it. 

The  distinction  is  a  plain  one.  The  franchise  which  the  patent 
grants  consists  altogether  in  the  right  to  exclude  every  one  from 
making,  using,  or  vending  the  thing  patented,  without  the  permis- 
sion of  the  patentee.  This  is  all  that  he  obtains  by  the  patent.  And 
when  he  sells  the  exclusive  privilege  of  making  or  vending  it  for  use 
in  a  particular  place,  the  purchaser  buys  a  portion  of  the  franchise 
which  the  patent  confers.  He  obtains  a  share  in  the  monopoly,  and 
that  monopoly  is  derived  from  and  exercised  under  the  protection 
of  the  United  States ;  and  the  interest  he  acquires  necessarily  ter- 
minates at  the  time  limited  for  its  continuance  by  the  law  which 
created  it.  The  patentee  cannot  sell  it  for  a  longer  time ;  and  the 
purchaser  buys  with  reference  to  that  period,  the  time  for  which 
exclusive  privilege  is  to  endure  being  one  of  the  chief  elements  of  its 
value.  lie  therefore  has  no  just  claim  to  share  in  a  further  monopoly 
Bubsequently  acquired  by  the  patentee.  He  does  not  purchase  or  pay 
lor  it. 
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But  the  purchaser  of  the  implement  or  machine,  for  the  purpose  of 
using  it  in  the  ordinary  pursuits  of  life,  stands  on  different  ground. 
In  using  it,  he  exercises  no  rights  created  by  the  act  of  Congress,  nor 
does  lie  derive  title  to  it  by  virtue  of  the  franchise  or  exclusive  privi- 
lege granted  to  the  patentee.  The  inventor  might  lawfully  sell  it  to 
him,  whether  he  had  a  patent  or  not,  if  no  other  patentee  stood  in  his 
way.  And  when  the  machine  passes  to  the  hands  of  the  purchaser, 
it  is  no  longer  within  the  limits  of  the  monopoly.  It  passes  outside 
of  it,  and  is  no  longer  under  the  protection  of  the  act  of  Congress. 
And  if  his  right  to  the  implement  or  machine  is  infringed,  he  must 
seek  redress  in  the  courts  of  the  State,  according  to  the  laws  of  the 
State,  and  not  in  the  courts  of  the  United  States,  nor  under  the  law 
of  Congress  granting  the  patent.  The  implement  or  machine  be- 
comes his  private,  individual  property,  not  protected  by  the  laws  of 
the  United  States,  but  by  the  laws  of  the  State  in  which  it  is  situated. 
Contracts  in  relation  to  it  are  regulated  by  the  laws  of  the  State,  and 
are  subject  to  State  jurisdiction.  It  was  so  decided  in  this  court,  in 
the  case  of  Wilson  v.  Sanford  and  others,  10  Howard,  99.  Like  other 
individual  property,  it  is  then  subject  to  State  taxation ;  and  from 
the  great  number  of  patented  articles  now  in  use,  they  no  doubt,  in 
some  of  the  States,  form  no  inconsiderable  portion  of  its  taxable 
property. 

Moreover,  the  value  of  the  implement  or  machine  in  the  hands  of 
the  purchaser  for  use,  does  not  in  any  degree  depend  on  the  time  for 
which  the  exclusive  privilege  is  granted  to  the  patentee ;  nor  upon 
the  exclusion  of  others  from  its  use.  For  example,  in  the  various 
patented  articles  used  in  agriculture,  in  milling,  in  manufactures  of 
different  kinds,  in  steam-engines,  or  for  household  or  other  purposes, 
the  value  to  the  purchaser  is  not  enhanced  by  the  continuance  of  the 
monopoly.  It  is  of  no  importance  to  him  whether  it  endures  for  a 
year  or  twenty-eight  years.  He  does  not  look  to  the  duration  of  the 
exclusive  privilege,  but  to  the  usefulness  of  the  thing  he  buys,  and 
the  advantages  he  will  derive  from  its  use.  He  buys  the  article  for 
the  purpose  of  using  it  as  long  as  it  is  fit  for  use  and  found  to  be  prof- 
itable. And  in  the  case  before  us  the  respondents  derive  no  advan- 
tage from  the  extension  of  the  patent,  because  the  patentee  may  place 
around  them  as  many  planing-machines  as  he  pleases,  so  as  to  reduce 
the  profits  of  those  which  they  own  to  their  just  value  in  an  open  and 
fair  competition. 

It  is  doubtless  upon  these  principles  that  the  act  of  1886  draws  the 
distinction  between  the  assignee  of  a  share  in  the  monopoly,  and  the 
purchase  of  one  or  more  machines,  to  be  used  in  the  ordinary  pur- 
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suits  of  business;  and  that  distinction  is  clearly  pointed  out  and 
maintained  in  the  case  of  Wilson  v.  Rousseau,  before  referred  to. 

Upon  the  authority,  therefore,  of  the  cases  of  Evans  v.  Eaton  and 
Wilson  v.  Rousseau,  these  two  propositions  may  be  regarded  as  set- 
tled by  judicial  decision :  1.  That  a  special  act  of  Congress  in  favor 
of  a  patentee,  extending  the  time  beyond  that  originally  limited,  must 
be  considered  as  ingrafted  on  the  general  law;  and  2.  That  under 
the  general  law  in  force  when  this  special  act  of  Congress  was  pass- 
ed, a  party  who  had  purchased  the  right  to  use  a  planing-maehiue 
during  the  period  to  which  the  patent  was  first  limited,  was  entitled 
to  continue  to  use  it  during  the  extension  authorized  by  tliat  law. 

Applying  these  rules  to  the  case  before  us,  the  respondents  must 
be  entitled  to  continue  the  use  of  their  planing-machines  during  the 
time  for  which  the  patent  is  extended  by  the  special  act  of  Congress, 
unless  there  is  sometbing  in  the  language  of  the  law  requiring  a  dif- 
ferent construction. 

But  there  is  nothing  in  the  law  to  justify  the  distinction  claimed  in 
this  respect  on  behalf  of  the  patentee.  Its  language  is  plain  and  un- 
ambiguous. It  does  not  even  grant  a  new  patent,  as  in  the  case  of 
Oliver  Evans.  It  merely  extends  the  time  of  the  monopoly  to  which 
the  patentee  was  entitled  under  the  general  law  of  183G.  It  gives 
no  new  rights  or  privileges,  to  be  superadded  to  those  he  then  enjoy- 
ed, except  as  to  the  time  they  should  endure.  The  patent,  such  as  it 
then  was,  is  continued  for  seven  years  longer  than  the  period  before 
limited.  And  this  is  the  whole  and  only  provision  contained  in  this 
special  act.  In  order,  therefore,  to  determine  the  rights  of  the  pat- 
entee during  the  extended  term,  we  are  necessarily  referred  to  the 
general  law,  and  compelled  to  inquire  what  they  were  before  this 
special  act  operated  upon  them,  and  continued  them.  Indeed,  the 
court  has  been  obliged  to  recur  to  the  act  of  1830,  in  every  stage  of 
this  suit,  to  guide  it  in  deciding  upon  the  rights  of  the  parties,  and 
the  mode  of  proceeding  in  which  they  are  to  be  tried.  It  is  necessa- 
rily referred  to  in  order  to  determine  whether  the  patent  under  which 
the  complainant  claims  was  issued  by  lawful  authority,  and  in  the 
form  prescribed  by  law ;  it  was  necessary  to  refer  to  it  in  the  Circuit 
Court  in  order  to  determine  whether  the  patentee  was  entitled  to  the 
patent  as  the  original  inventor,  that  fact  being  disputed  in  the  Cir- 
euit  Court;  also,  for  the  notices  to  which  he  was  entitled  in  the  trial 
of  that  question ;  and  for  the  forum  in  which  he  was  authorized  to  sue 
for  an  infringement  of  his  rights;  and  the  rights  of  the  appellant  to 
bring  the  case  before  the  court  for  adjudication  is  derived  altogether 
from  the  provisions  of  the  general  law, — for  there  is  no  evidence 
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in  the  record  to  show  that  the  machines  are  worth  two  thousand  dol- 
lars, and  no  appeal  therefore  would  lie  from  the  decision  of  the  Circuit 
Court,  but  for  the  special  provision  in  relation  to  patent  cases  in  the 
act  of  1836.  And  while  it  is  admitted  that  this  special  act  is  so  in- 
grafted on  the  general  law  as  to  entitle  the  patentee  to  all  the  rights 
and  privileges  which  that  law  has  provided  for  the  benefit  and  pro- 
tection of  inventors,  it  can  hardlv  be  maintained  that  the  one  in 
favor  of  the  purchaser  of  a  machine  is  by  construction  to  be  excepted 
from  it,  when  there  are  no  words  in  the  special  act  to  indicate  that 
such  was  the  intention  of  Congress. 

This  construction  is  confirmed  by  the  various  special  acts  which 
have  been  passed  from  time  to  time  in  favor  of  particular  inventors, 
granting  them  new  patents  after  the  first  had  expired,  or  extending 
the  time  for  which  they  were  originally  granted,  \fany  of  these  acts 
have  been  referred  to  in  the  argument,  some  of  which  contain  ex- 
press provisions,  protecting  the  rights  of  the  purchaser  under  the  first 
term,  and  others  contain  no  provision  on  the  subject,  and  merely 
grant  a  new  patent,  or,  as  in  the  case  before  the  court,  extend  the 
duration  of  the  old  one.  And  in  several  instances  special  laws  in  1 
favor  of  different  inventors  have  been  passed  withiu  a  short  time  of 
each  other,  in  one  of  which  the  rights  of  the  previous  purchaser  are 
expressly  reserved,  and  in  the  other  there  is  no  provision  on  the  sub- 
ject. And  the  act  of  March  3,  1845,  authorizing  the  patent  of  Wil- 
liam Gale,  for  an  improvement  in  the  manufacture  of  silver  spoons 
and  forks,  to  be  extended,  was  passed  only  a  few  days  alter  the  act  in 
favor  of  Woodworth;  and  Gale's  patent  is  subjected,  in  express  terms, 
to  the  conditions  and  restrictions  in  the  act  of  1836,  and  consequently 
protects  previous  purchasers  from  a  new  demand. 

It  has  been  contended,  on  behalf  of  the  appellant,  that  the  inser- 
tion of  these  restrictions  in  one  special  law,  and  the  omission  of  them 
in  another,  shows  that  in  the  latter  Congress  did  not  intend  to  ex- 
empt the  purchaser  from  the  necessity  of  obtaining  a  now  license  from 
the  patentee;  and  that  Congress  might  well  suppose  that  one  inven- 
tor had  stronger  claims  upon  the  public  than  another,  and  might  on 
that  account  give  him  larger  privileges  on  the  renewal. 

But  this  argument  only  looks  to  one  side  of  the  question,  that  is, 
to  the  interest  and  claims  of  the  inventor.  There  is  another  and 
numerous  class  of  persons  who  have  purchased  patented  articles,  and 
paid  for  them  the  full  price  which  the  patentee  demanded,  and  we 
are  bound  to  suppose  that  their  interests  and  their  rights  would  not 
be  overlooked  or  disregarded  by  Congress ;  and  still  less  that  any 
distinction  would  be  drawn  between  those  who  purchased  one  de- 
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scription  of  patented  machines  and  those  who  purchased  another.  For 
example,  the  act  granting  a  new  patent  to  Blanchard  in  1834,  for 
cutting  or  turning  irregular  forms,  saves  the  rights  of  those  who  had 
bought  under  the  original  patent.  And  we  ought  not  to  presume, 
without  plain  words  to  require  it,  that,  while  Congress  acknowledged 
the  justice  of  such  claims  in  the  case  of  Blanchard,  they  intended  to 
disregard  them  in  the  case  of  "Woodworth.  Nor  can  it  be  said  that 
the  policy  of  Congress  has  changed  in  this  respect  after  1834,  when 
Blanchard's  patent  was  renewed ;  for,  as  we  have  already  said,  the 
same  protection  is  given  to  purchasers  in  the  special  law  authorizing 
the  renewal  of  Gale's  patent,  winch  was  passed  a  few  days  after  the 
law  of  which  we  are  speaking. 

The  fair  inference  from  all  of  these  special  laws  is  this:  that  Con- 
gress has  constantly  recognized  the  rights  of  those  who  purchase  for 
use  a  patented  implement  or  machine ;  that  in  these  various  special 
laws  the  patentee  and  purchasers  of  different  inventions  were  intend- 
ed to  be  placed  on  the  same  ground ;  and  that  the  relative  rights  of 
both  parties  under  the  extension  by  special  act  of  Congress  were 
•  intended  to  be  the  same  as  they  were  when  the  extension  was  granted 
under  the  general  law  of  183G.  It  would  seem  that  in  some  cases 
the  attention  of  the  legislature  was  more  particularly  called  to  the 
subject,  and  the  rights  of  the  purchaser  recognized  and  cautiously 
guarded.  And  when  the  provision  is  omitted,  the  just  presumption 
is  that  Congress  legislated  on  the  principle  decided  by  this  court  in 
Ecans  v.  Eutori,  and  regarded  the  special  law  as  ingrafted  on  the  gen- 
eral one,  and  subject  to  all  of  its  restrictions  and  provisions,  except 
only  as  to  the  time  the  patent  should  eudure.  Time  is  the  only  thing 
upon  which  they  legislate ;  and  any  other  construction  would  make 
the  legislation  of  Congress,  on  these  various  special  laws,  inconsistent 
with  itself,  and  impute  to  it  the  intention  of  dealing  out  a  different 
measure  of  justice  to  purchasers  of  different  kinds  of  implements 
and  machines, — protecting  some  of  them,  and  disregarding  the  equal 
and  just  claims  of  others. 

And  if  such  could  be  the  interpretation  of  this  law,  the  power  of 
Congress  to  pass  it  would  be  open  to  serious  objections ;  for  it  can 
hardly  be  maintained  that  Congress  could  lawfully  deprive  a  citizen 
•of  the  use  of  his  property  after  he  had  purchased  the  absolute  and 
unlimited  right  from  the  inventor,  and  when  that  property  was  no 
Jonger  held  under  the  protection  and  control  of  the  general  govern- 
iinent,  but  under  the  protection  of  the  State,  and  on  that  account 
subject  to  State  taxation. 

The  fifth  amendment  to  the  Constitution  of  the  United  States 
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declares  thut  no  person  shall  be  deprived  of  life,  liberty,  or  prop- 
erty, without  due  process  of  law. 

The  right  to  construct  and  use  these  planing-machines  had  been 
purchased  and  paid  for,  without  any  limitation  as  to  the  time  for 
which  they  were  to  be  used.  They  were  the  property  of  the  respond- 
ents. Their  only  value  consists  in  their  use.  And  a  special  act  of 
Congress,  passed  afterwards,  depriving  the  appellees  of  the  right  to 
use  them,  certainly  could  not  be  regarded  as  due  process  of  law. 

Congress  undoubtedly  have  power  to  promote  the  progress  of 
science  and  useful  arts,  by  securing  for  limited  times,  to  authors 
and  inventors,  the  exclusive  right  to  their  respective  writiugs  and 
discoveries. 

But  it  does  not  follow  that  Congress  may,  from  time  to  time,  as 
often  as  they  think  proper,  authorize  an  inventor  to  recall  rights 
which  he  had  granted  to  others,  or  reinvest  in  him  rights  of  property 
which  he  had  before  conveyed  for  a  valuable  and  fair  consideration. 

But  we  forbear  to  pursue  this  inquiry,  because  we  are  of  opinion 
that  this  special  act  of  Congress  does  not,  and  was  not  intended  to, 
interfere  with  rights  of  property  before  acquired;  but  that  it  leaves 
them  as  they  stood  during  the  extension  under  the  general  law.  And 
in  this  view  of  the  subject  the  appellant  was  not  entitled  to  the  in- 
junction he  sought  to  obtain,  and  the  Circuit  Court  were  right  in 
dismissing  the  bill. 

As  the  decision  on  this  point  disposes  of  the  case,  it  is  unnecessary 
to  examine  the  other  grounds  of  defense  taken  by  the  appellees. 

The  decree  of  the  Circuit  Court  must  bo  affirmed. 

Mr.  Justice  McLean  and  Mr.  Justice  Nelson  dissented. 
Mr.  Justice  McLean. 

"Woodworth's  patent  bears  date  the  27th  of  December,  1828,  and 
runs  for  fourteen  years.  On  the  29th  of  July,  1830,  the  patentees 
conveyed  to  Isaac  Collins  and  Barzillai  C.  Smith  the  right  to  con- 
struct, use,  and  vend  to  others  the  planing-machine  invented  within 
several  States,  including  Pennsylvania,  except  the  city  of  Philadel- 
phia. On  the  19th  of  May,  1832,  Collins  and  Smith  transferred  to 
James  Barnet  the  right  to  construct  and  use,  during  the  residue  of 
the  aforesaid  term  of  fourteen  years,  fifty  planing-machines,  within 
Pittsburg  and  Alleghany  county,  for  which  he  agreed  to  pay  four 
thousand  dollars.  Barnet  agreed  not  to  construct  or  run  more  thau 
fifty  machines  during  the  term  aforesaid,  and  Collins  and  Smith 
bound  themselves  not  to  license  during  the  term,  nor  to  construct 
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or  use  themselves  during  the  term,  or  allow  others  to  do  so,  in  the 
limits  of  Pittsburg  and  Alleghany  county. 

On  the  27th  of  December,  1842,  the  patent  expired,  but  it  was  re- 
newed and  extended  for  seven  years,  under  the  act  of  1836.  This 
extension  expired  in  1849 ;  but  Congress,  on  the  26th  of  February, 
184").  passed  an  act  which  provided  that  "the  said  letters  patent  be, 
and  the  same  is  hereby,  extended  for  the  term  of  seven  years  from 
and  after  the  27th  day  of  December,  1849." 

The  patentee,  by  deed  dated  the  14th  of  March,  1845,  and  also  by 
a  further  deed  dated  the  9th  of  July,  1845,  conveyed  to  James  E. 
Wilson  all  his  interest,  as  administrator,  in  the  letters  patent  under  the 
extension  by  the  act  of  Congress.  And  Wilson,  on  the  4th  of  June, 
1847,  for  the  consideration  of  twenty-five  thousand  dollars,  gave  to 
Bloomer,  the  plaintiff,  a  license  to  construct  and  use,  and  vend  to 
others  to  construct  and  use,  during  the  two  extensions,  "  all  that  part 
of  Pennsylvania  lying  west  of  the  Alleghany  Mountains,  excepting 
Alleghany  county,  for  the  first  extension,  which  expires  on  the  27th 
day  of  December,  1849,  and  the  States  of  Virginia,  Maryland,  Ken- 
tucky, and  Missouri,  excepting  certain  parts  of  each  State." 

The  defendants  continued  to  run  their  machines  during  the  residue 
of  the  fourteen  years  for  which  the  patent  was  granted,  and  during 
the  first  extension ;  and  the  complainant  filed  his  bill  to  enjoin  the 
defendants  from  running  their  machines  under  the  second  extension 
by  the  act  of  Congress. 

The  contract  of  the  defendants  was  entered  into  the  19th  of  May, 
1831,  and  under  it  Barnet  had  a  right  "to  construct  and  use,  duriug 
the  residue  of  the  aforesaid  term  of  fourteen  years,  fifty  planing- 
maehines,"  &c.  The  patent  expired  on  the  27th  of  December,  1842. 
The  contract  of  defendants  was  made  the  19th  of  May,  1832,  leaving 
about  nine  years  and  six  months  for  the  patent  to  run,  and  this  was 
the  time  limited  by  the  contract,  and  for  which  the  consideration  of 
four  thousand  dollars  was  paid.  This  was  not  left  to  construction 
from  the  life  of  the  patent,  but  the  contract  expressly  declared  the 
right  was  purchased  "  for  the  residue  of  the  aforesaid  term  of  four- 
teen years." 

This  term  was  enjoyed  by  the  defendants,  and  under  the  decision 
of  this  court,  in  the  case  of  Wilson  v.  Roussmu,  4  Howard,  646,  the 
seven  years'  extension  under  the  act  of  1836  was  also  enjoyed  by 
the  defendants.  This  construction  of  the  act  of  1836,  in  my  judg- 
ment, was  not  authorized,  and  was  not  within  the  intention  of  the 
law,  as  was  expressed  at  the  time.  That  extension  having  expired, 
another  extension  is  claimed  under  the  act  of  Congress.    This  claim 
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is  set  up  to  an  injunction  bill,  filed  by  the  complainant,  who  is  the 
assignee  of  the  patent  for  a  part  of  Pennsylvania  and  other  States. 
And  by  the  decision  of  four  of  my  brethren,  just  delivered,  the  de- 
fendants are  to  enjoy  this  extension,  making  fourteen  years  beyoud 
their  control.  This  would  seem  to  imply,  that,  under  the  act  of  1836, 
and  under  the  act  of  1845,  the  assignees  were  the  favored  objects  of 
Congress.  But  this  is  not  the  case.  The  patentee  who  made  the 
invention,  and  through  whose  ingenuity,  labor,  aud  expense  a  great 
benefit  has  been  conferred  on  the  public,  in  justice  is  entitled  to 
remuneration ;  and  that  only  was  the  ground  of  extension,  whether 
under  the  law  of  1836,  or  the  special  act  of  1845. 

This,  as  well  as  the  former  decision,  was  influenced  by  the  consid- 
eration that  the  owners  of  the  machines  are,  in  equity,  entitled  to  run 
them  so  long  as  the  exclusive  right  of  the  patent  shall  be  continued. 
It  is  said  tliat  the  machines  are  property,  and  that  no  act  of  Congress 
should  deprive  the  owners  of  the  use  of  their  property.  But  in  this 
view,  the  property  of  the  patentee  seems  not  to  be  taken  into  the 
account.  He  is  the  meritorious  claimant  for  protection.  The  as- 
signee for  a  specific  time  rests  upon  his  contract.  lie  has  conferred 
no  benefit  on  society.  His  investment  was  made  with  an  exclusive 
reference  to  his  own  advantage.  He  has  no  more  claims  upon  the 
public  sympathy  than  he  who  rents  a  mill,  a  farm,  or  engages  in  a 
business  open  to  all  who  expect  a  profit  by  it. 

But  the  hardship  is  supposed  to  exist  in  the  fact  that  to  use  the 
right  a  planing-machine  must  be  constructed  at  an  expense  of  some 
four  or  five  hundred  dollars,  and  this  will  be  lost  to  the  occupier,  if 
by  an  extension  he  shall  not  be  permitted  to  run  his  machine.  The 
answer  is,  when  he  entered  into  the  contract  he  knew,  or  is  persum- 
ed  to  have  known,  that  the  patent  might  be  extended  under  the  law 
of  1836  or  by  special  act,  and  if  he  desired  an  interest  under  the  re- 
newed patent  he  should  have  provided  for  it  in  his  contract.  Hav- 
ing failed  to  do  this,  it  would  seem  to  be  unjust  that,  under  a  contract 
to  run  the  machine  less  than  ten  years,  he  should  be  entitled  to  run 
it  sixteen  years.  The  consideration  paid  was  limited  to  the  term 
specified  in  the  contract.  But  it  is  answered  that  the  assignee  ex- 
pected to  run  his  machine  after  the  termination  of  the  contract  on 
which  the  exclusive  right  would  end  and  become  vested  in  the 
public. 

Let  us  examine  this  plea,  and  it  will  be  found  that  a  great  fallacy 
prevails  on  this  subject.  A  right  that  is  common  is  no  more  valua- 
ble to  one  person  than  another,  as  all  may  use  it.  The  injury,  then, 
consists,  so  far  as  the  licensee  is  concerned,  in  the  reduction  of  the 
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value  of  his  machine,  by  the  extension  of  the  exclusive  right  in  the 
patentee,  to  the  exclusion  of  the  assignee.  It  is  true,  this  deprives 
him  of  the  monopoly  which  his  contract  secured  to  him.  But  he  has 
enjoyed  this  to  the  extent  of  his  contract,  and  for  which  he  has  paid 
the  stipulated  consideration.  Now,  his  only  equitable  plea  to  run  his 
machine  during  the  renewed  patent,  arises  alone  from  the  supposed 
difference  in  the  value  of  his  machine  under  the  renewal,  without  a 
license,  and  where  the  right  becomes  vested  in  the  public. 

If  there  had  been  no  renewal,  the  licensee  might  run  his  machine, 
and  any  other  person  might  run  one.  It  is  a  fact  known  to  every 
observing  individual,  when  a  new  business  is  set  up,  as  a  planing- 
machine,  supposed  to  be  very  profitable  generally,  a  competition  is 
excited  which  reduces  the  profit  below  a  reasonable  compensation 
for  the  labor  and  expense  of  the  business.  If  the  monopoly  con- 
tinued as  enjoyed  under  the  contract,  the  consideration  paid  for  the 
monopoly  would  be  added  to  the  profits,  which  would  make  them 
large.  But  when  the  monopoly  ceases,  the  profits,  if  not  destroyed, 
are  reduced  by  competition,  at  least  as  low,  if  not  below  the  ordinary 
profit  of  capital  employed  in  other  investments. 

If  the  business  of  the  county  or  city  required  the  number  of  plan- 
ing-machines  in  operation,  the  licensee  could  sell  his  machine  at  a 
reasonable  reduction  for  the  time  it  had  run.  The  machines  of  the 
defendant  had  run,  probably,  from  twelve  to  fifteen  years.  A  con- 
siderable reduction  would  be  expected  by  the  purchaser,  as  a  machine 
could  not  be  expected  to  last  more  than  twenty  years.  But  suppose 
it  can  be  used  thirty,  then  one-half  of  the  value  must  be  deducted  for 
the  wear  of  the  machine  fifteen  years,  which  would  reduce  it  to  some 
two  hundred  and  tiftv  or  three  hundred  dollars. 

But  suppose  the  exclusive  right  should  be  continued  in  the  pat- 
entee by  an  extension  of  it  seven  years.  Then,  if  the  machines  were 
not  more  numerous  than  the  public  required,  they  would  be  wanted 
by  their  owners,  or  by  others  disposed  to  engage  in  the  business. 
And  I  hazard  nothing  in  saying,  that,  after  deducting  the  compensa- 
tion from  the  profits  paid  for  the  exclusive  right,  they  would  be  larger 
than  could  be  hoped  for  where  the  right  was  common.  Under  such 
circumstances,  I  can  entertain  no  doubt  that  a  machine  would  sell 
for  more  money,  under  the  extension  of  the  patent,  than  where  the 
right  goes  to  the  public. 

The  idea  that  to  refuse  the  use  of  a  machine  under  the  extension 
of  a  patent  is  an  unjust  interference  with  property,  I  think,  is  un- 
founded. There  is  no  interference  with  the  property  in  the  machiue. 
The  owner  may  sell  it  to  any  one  who  has  a  license  to  use  it.    It  is 
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not  the  property  in  the  machine  that  is  complained  of,  hut  because 
the  right  to  run  it  longer  than  the  contract  provided  for  is  not  given. 
The  licensee  has  used  the  franchise  as  long  as  he  purchased  and 
paid  for  it;  and  can  he,  in  justice,  claim  more  than  his  contract? 
The  extension  of  the  right  to  use,  while  the  extended  patent  continues, 
does  a  wrong  to  the  patentee,  by  taking  his  property,  without  compen- 
sation, and  giving  it  to  the  licensee.  The  franchise  is  property,  and  it 
can  no  more  he  transferred  to  another,  without  compensation  or  con- 
tract, than  any  other  property.  It  would  seem  that  this  description 
of  property  is  not  governed  by  contract.  That  a  contract  to  use  the 
franchise  ten  }-ears  does  not  mean  what  is  expressed,  but  may  mean 
a  right  for  twenty  years,  or  any  other  term  to  which  the  patent  may 
lie  extended. 

Every  man  who  lias  sense  enough  to  make  a  contract,  takes  into 
his  estimate  the  contingency  of  a  loss,  to  some  extent,  in  going  out 
of  the  business.  Ho  fixes  his  own  time  for  the  contract,  and  if  he 
w  ishes  to  provide  for  the  contingency  arising  from  the  renewal  of  a 
patent,  he  can  embrace  it  in  his  contract  for  a  stipulated  compen- 
sation. 

It  may  be  true,  that,  unless  the  contrary  appear,  when  the  pat- 
entee sells  a  planing-machine,  a  right  to  use  it  may  be  applied.  But. 
the  right  to  construct  and  the  right  to  use  are  distiuct.  Some  pur- 
chase of  the  patentee  the  right  to  construct  the  machine;  others  to 
use  it.  This  planing-machine  cannot  be  compared  to  a  plow,  or  any 
any  other  article  which  may  be  considered  the  product  of  the  patent. 
The  machine  is  the  instrument  through  which  the  plank  is  planed. 
The  plank  is  the  product,  and  may  be  sold  in  the  market  as  other 
property.  But  the  planing-machine  cannot  be  used  without  a  license. 
The  law  protects  the  franchise,  by  prohibiting  the  use  of  the  machine 
without  a  license.  When  Barnet  purchased  the  franchise  for  the 
fifty  machines,  he  did  not  buy  the  machines  for  a  term  as  long  as  the 
machines  could  run,  but  for  nine  years  and  six  months.  The  con- 
tract, neither  expressly  nor  impliedly,  extended  beyond  that  term. 

In  this  view,  I  think  that  I  am  not  mistaken ;  and  if  I  am  not,  the 
licensee  is  not  injured  a  dollar  by  the  termination  of  his  right  to  run 
his  machine,  as  fixed  in  his  contract.  But  on  whom  is  the  injury 
uitlicted  by  exteuding  the  contract  of  the  licensee  with  the  patentee, 
and  that  without  compensation?  In  the  present  case,  the  patentee 
has  been  injured,  by  the  use  of  the  fifty  machines,  at  least  four  thou- 
sand dollars,  the  amount  agreed  to  be  paid  for  the  right  to  run  them 
less  than  ten  years.  And  must  not  the  property  of  the  patentee  1k> 
taken  into  the  account,  as  well  as  the  imagiued  rights  of  the  licensee? 
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^  •  

The  patentee  is  justly  considered  a  public  benefactor.  He  has  con- 
ferred a  great  benefit  upon  the  world,  and  he  is  entitled,  under  our 
laws,  to  at  least  a  compensation  for  his  expense,  ingenuity,  and  labor. 

That  the  patentee  is  the  only  one  whose  interests  are  regarded,  as 
the  ground  of  extending  the  patent,  in  the  act  of  1836,  is  clear.  Now, 
suppose  the  patentee  has  assigned  the  whole  of  the  patent,  without 
receiving  such  a  compensation  as  the  law  authorizes,  there  can  be 
no  doubt  he  is  entitled,  on  that  ground,  to  a  renewal  of  the  patent ; 
and  yet,  under  the  decision  now  given,  his  assignees  would  receive 
all  the  benefits  of  the  renewal.  Should  not  this  fact  cause  doubts 
whether  the  rule  of  construction  of  the  statute  can  be  a  sound  one 
which  defeats  its  avowed  object  ?  If  this  be  the  consequence  of  the 
assignment  of  the  entire  interest  by  the  patentee,  any  partial  assign- 
ment must  produce  the  same  result,  though  to  a  more  limited  extent. 
A  principle  which  will  not  l>ear  this  test  is  not  sound. 

The  act  of  1845,  extending  this  patent,  annexed  no  conditions. 
The  exclusive  right  was  extended  to  the  administrator  of  Wood  worth 
for  seven  years  from  the  27th  of  December,  1849.  But  the  decision 
now  given,  in  effect,  declares  this  exclusive  right  is  not  given.  In- 
deed, the  object  of  Congress  must  be  defeated,  if  the  machines  in 
operation  at  the  time  of  the  passage  of  the  act  are  to  be  continued 
without  compensation.  It  is  presumed  there  are  few  places  where 
planing-machines  were  not  constructed  before  1849,  the  time  the  re- 
newal took  effect,  if  the  public  required  them.  On  this  supposition, 
the  extension  of  the  patent  can  be  of  little  or  no  benefit  to  the  heirs 
of  the  patentee.  Congress  could  have  granted  the  act  only  upon  the 
ground  to  remunerate  the  heirs  of  the  inventor. 

There  seems  to  be  a  great  mistake  as  to  the  profits  of  this  patent 
It  was  a  valuable  patent,  but,  as  in  all  other  cases,  its  value  excited 
the  rapacity  of  men  who  seek  to  enrich  themselves  by  taking  the 
property  of  others.  The  records  of  the  courts  show  that  piracies 
were  committed  on  this  patent  in  every  part  of  the  country ;  and 
that  to  sustain  it,  much  expenditure  and  labor  have  been  required. 
It  is  stated  that  the  sum  of  near  two  hundred  thousand  dollars  has 
been  thus  expended  to  establish  this  patent  Congress  have  extended 
many  patents.  In  some  instances,  conditions  have  been  imposed;  in 
others,  the  franchise  has  been  extended  unconditionally.  Now,  where 
the  patent  is  extended  by  act  of  Congress  without  conditions,  I  am 
unable  to  perceive  how  the  court  can  impose  conditions.  Such  an 
act  would  be  legislation,  and  not  construction. 

By  the  act  of  the  15th  of  February,  1847,  the  patent  of  Thomas 
Blanehard,  for  cutting  irregular  forms  out  of  wood,  brass,  or  iron,  was 
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extended  for  fourteen  years  from  the  20th  of  January,  1848:  "Pro- 
vided that  such  extension  shall  inure  to  the  use  aud  benefit  of  the 
said  Thomas  Blanchard,  his  executors  and  administrators,  and  to  no 
other  persons  whomsoever,  except  that  a  bona-Julc  assignee  of  the  in- 
vention, by  virtue  of  an  assignment  from  the  patentee  heretofore  made, 
shall  have  the  benefit  of  this  act  upon  just,  reasonable,  and  equitable 
terms,  according  to  his  interest  therein.  And  if  the  said  Thomas 
Blanchard,  his  executors  or  administrators,  cannot  agree  with  such 
assignee,  the  terms  shall  be  ascertained  and  determined  by  the  Circuit 
Court  of  the  United  States  for  the  district  in  which  such  assignee 
resides,  to  be  decreed  upon  a  bill  to  be  filed  by  such  assignee  for 
that  purpose.  And  provided  further,  that  no  assignee  shall  have  the 
benefit  of  this  act  unless  he  shall,  within  ninety  days  from  its  passage,, 
agree  with  the  said  Thomas  Blanchard  as  to  the  consideration  upon 
which  he  is  to  have  it,  or  file  his  bill,"  &c. 

Every  one  must  perceive  the  justice  and  propriety  of  this  act. 
Under  the  decision  now  given,  the  assignee  of  Blanchard  would  have 
had  the  benefit  of  the  extension  without  paying  for  it.  This  act, 
extending  Blanchard's  patent,  was  passed  two  years  after  the  deci- 
sion of  this  court  in  Wilson  v.  Rousseau,  which,  under  the  act  of  1836, 
gave  the  benefit  of  the  extension  to  the  assignee.  This  must  have 
been  known  to  Congress,  and  yet  they  deemed  a  special  provision  in 
behalf  of  the  assignee  necessary.  This  act,  and  several  others  of  a 
similar  character,  cannot  fail  to  convince  every  one  that  Congress 
did  not  suppose  that  the  courts  have  power  to  annex  a  condition  to 
a  legislative  grant. 

In  the  case  of  Evans  v.  Jordan  and  Morehead,  9  C ranch,  199,  this 
court  held,  that  the  act  of  January,  1808,  for  the  relief  of  Oliver 
Evans,  does  not  authorize  those  who  erected  their  machinery  between 
the  expiration  of  their  old  patents  and  the  issuing  of  the  new  one  to 
use  it  after  the  issuing  of  the  latter. 

The  above  act  extended  the  patent  fourteen  years,  "  provided  that 
nq  person  who  may  have  heretofore  paid  the  said  Oliver  Evans  for 
license  to  use  the  said  improvements  shall  be  obliged  to  renew  said 
license,  or  be  subject  to  damages  for  not  renewing  the  same ;  and 
provided  also,  that  no  person  who  shall  have  used  the  said  improve- 
ments, or  have  erected  the  same  for  use,  before  the  issuing  of  the 
said  patent,  shall  be  liable  to  damages  therefor." 

This  was  a  much  stronger  case  for  equitable  considerations  than  the 
one  before  us.  Evans'  patent  had  expired.  His  improvements  were 
free  to  the  public,  and  they  were  adopted  by  the  defendants  before 
he  made  application  to  Congress  for  a  renewal  of  his  patent.    I  will 
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cite  the  reasoning  of  the  Supreme  Court  on  that  case.  "The  lan- 
guage," they  say,  "  of  this  last  proviso  is  so  precise,  and  so  entirely 
free  from  all  ambiguity,  that  it  is  difficult  for  any  course  of  reasoning 
to  shed  light  upon  its  meaning.  It  protects  against  any  claim  for 
damages  which  Evans  might  make,  those  who  have  used  his  improve- 
ments, or  who  may  have  erected  them  for  use,  prior  to  the  issuing  of 
his  patent  under  this  law.  The  protection  is  limited  to  acts  done 
prior  to  another  act  thereafter  to  be  performed,  to  wit,  the  issuing  of 
the  patent.  To  extend  it,  by  construction,  to  acts  which  might  be 
done  subsequent  to  the  issuing  of  the  patent,  would  be  to  make,  not 
to  interpret,  the  law."  "The  injustice  of  denying  to  the  defendants 
the  use  of  machinery  which  they  had  erected  after  the  expiration  of 
Evans'  first  patent,  and  prior  to  the  passage  of  this  law,  has  been 
strongly  urged  as  a  reason  why  the  words  of  this  proviso  should  be 
so  construed  as  to  have  a  prospective  operation.  But  it  should  be 
recollected  that  the  right  of  the  plaintift'  to  recover  damages  for 
using  his  improvement  after  the  issuing  of  his  patent  under  this  law, 
although  it  had  been  erected  prior  thereto,  arises,  not  under  this  law, 
but  under  the  general  law  of  the  21st  of  February,  1793.  The  pro- 
visos in  this  law  profess  to  protect,  against  the  operation  of  the  gen- 
eral law,  three  classes  of  persons :  those  who  had  paid  Evans  for  a 
license  prior  to  the  passage  of  the  law;  those  who  may  have  used 
his  improvements;  and  those  who  may  have  erected  them  for  use 
before  the  issuing  of  the  patent." 

And  the  court  say:  "The  legislature  might  have  proceeded  still 
further,  by  providing  a  shield  for  persons  standing  in  the  situation 
of  these  defendants.  It  is  believed  that  the  reasonableness  of  such  a 
provision  could  have  been  questioned  by  no  one.  But  the  legislature 
have  not  thought  proper  to  extend  the  protection  of  these  provisos 
beyond  the  issuing  of  the  patent  under  that  law,  and  this  court 
would  transgress  the  limits  of  the  judicial  power  by  an  attempt  to 
supply,  by  construction,  this  supposed  omission  of  the  legislature. 
The  argument,  founded  upon  the  hardship  of  this  and  similar  cases,, 
would  be  entitled  to  great  weight,  if  the  words  of  this  proviso  were 
obscure  and  open  to  construction.  But  considerations  of  this  nature 
can  never  sanction  a  construction  at  variance  with  the  manifest 
meaning  of  the  legislature,  expressed  in  plain  and  unambiguous 
language." 

The  above  views  do  not  conflict  with  the  opinion  of  the  court  in 
Evans  v.  Eaton,  8  Wheat.,  454.  In  that  case  the  court  say:  "Some 
doubts  have  been  entertaiued  respecting  the  jurisdiction  of  the  courts 
of  the  United  States,  as  both  the  plaintiff  and  defendants  are  citizens 
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of  the  same  State.  The  fifth  section  of  the  act  to  promote  the  pro- 
gress of  useful  arts,  which  gives  to  every  patentee  a  right  to  sue  in 
a  Circuit  Court  of  the  United  States,  in  case  his  rights  be  violated, 
is  repealed  by  the  third  section  of  the  act  of  1800,  which  gives  the 
action  iu  the  Circuit  Court  of  the  United  States  where  a  patent  is 
granted,  *  pursuant'  to  that  act,  or  to  the  act  for  the  promotion  of 
useful  arts.  This  patent,  it  has  been  said,  is  granted,  not  in  pursu- 
ance of  either  of  those  acts,  but  in  pursuance  of  the  act 1  for  the  relief 
of  Oliver  Evans.'  But  this  court  is  of  opinion  that  the  act  for  the 
relief  of  Oliver  Evans  is  ingrafted  on  the  general  act  for  the  promo- 
tion of  useful  arts,  and  that  the  patent  is  issued  in  pursuance  of  both. 
The  jurisdiction  of  the  court  is  therefore  sustained." 

There  can  be  no  question,  that  the  special  law  extending  the  grant, 
as  to  its  validity,  is  subject  to  the  general  Patent  Law.  The  right  was 
intended  to  be  exclusive,  if  it  be  established  that  Evans  was  the  orig- 
inal inventor  of  the  improvements  claimed,  and  such  improvements 
were  stated  with  the  necessary  precision;  and,  also,  that  it  came 
under  the  class  of  cases  on  which  suit  could  be  brought  in  the  courts 
of  the  United  States,  without  regard  to  the  citizenship  of  the  parties. 
But  it  could  not  have  been  intended  to  apply  to  any  contract  subse- 
quent to  the  patent,  and  it  could  only  be  held  to  embrace  those  gen- 
eral provisions  of  the  Patent  Law  which  relate  to  the  validity  of  the 
patent.  Under  the  act  of  Congress,  a  specification  was  necessarily 
filed,  and  it  seems  to  be  the  practice  to  issue  a  patent  under  the  act. 
This,  it  appears  to  me,  is  unnecessary,  as  the  grant  in  the  act  is  suffi- 
cient. But  the  schedule  is  necessary  to  show  the  nature  and  extent 
of  the  claim,  and  these  must  be  sustained  on  those  principles  which 
apply  to  patents  generally. 

To  give  any  other  construction  to  the  above  remarks  of  the  court, 
would  be  in  direct  contradiction  to  the  language  used,  and  the  prin- 
ciple decided  in  the  case  above  cited  from  Cranch.  In  fact,  the  re- 
mark that  the  relief  of  Evans  was  ingrafted  on  the  general  law,  was 
made  in  reference  to  the  jurisdiction  of  the  court,  and  cannot  be 
extended  beyond  that  and  other  questions,  in  relation  to  the  validity- 
of  the  patent. 

This  argument  of  the  court,  in  Earns  v.  Jordan,  applies  with  all  its 
force  and  authority  to  the  case  before  us ;  and  I  need  only  say  it  was 
the  lauguage  of  Marshall,  of  Story,  of  Washington,  and  of  the  other 
judges  of  the  court,  except  Judge  Todd,  who  appears  to  have  been 
absent.  I  can  add  nothing  to  the  weight  of  the  argument ;  but  I  will 
proceed  to  name  the  judges  of  this  court  who  have  given  opinions 
opposed  to  the  decision  of  this  case  by  four  of  my  brethren. 

48 
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Mr.  Justice  Wayne  being  sick,  did  not  sit  in  the  case.  In  ffiU 
v.  Rousseau,  he  held  that,  under  the  act  of  1836,  the  licensee  had  » 
right  to  run  his  machine  under  the  extended  patent. 

Mr.  Justice  Curtis  having,  as  counsel,  given  an  opinion  opposed  to 
the  right  of  the  defendants,  did  not  sit  in  the  case.  Mr.  Juavv 
Thompson  and  Mr.  Justice  Story  had  both  given  opinions  against 
the  right  of  the  assignee,  unless  under  a  special  assignment  This 
was  the  opinion  of  Mr.  Justice  Woodbury,  as  expressed  in  the  cae 
of  Wilson  v.  Rousseau.  Mr.  Justice  McKiuley  gave  an  opiuiou  agaiiirt 
the  right  of  the  assignee  under  the  act  of  1845,  extending  Wood- 
worth's  patent.  Tho  same  decision  has  been  frequently  given,  bj 
the  justices  of  this  bench,  in  the  second  and  seventh  circuits 

Sustained  by  the  authority  of  seven  justices  of  this  court,  and  bv 
an  argument  of  the  Supreme  Court,  above  cited,  which  I  think  is 
unanswerable,  I  shall  deem  it  to  be  my  duty  to  bring  the  same  ques- 
tion now  decided,  when  it  shall  arise  vn  my  circuit,  for  the  considera- 
tion and  decision  of  a  full  bench. 

Order.  This  cause  came  on  to  be  heard  on  the  transcript  of  tho 
record  from  the  Circuit  Court  of  tho  United  States  for  the  Wesurt 
Pistrict  of  Pennsylvania,  and  was  argued  by  counsel ;  on  considera- 
tion whereof,  it  is  now  here  ordered,  adjudged,  and  decreed  by 
court,  that  the  decree  of  the  said  Circuit  Court  in  this  cause  be,  and 
the  same  is  hereby,  affirmed  with  costs. 

Affirmed. 


Uriah  A.  Boydkn,  plaintiff  in  error,  v.  Edmdnd  Bcrkk 

(14  Howard,  575.) 

1.  Where  an  action  was  brought  against  the  Commissioner  of  Patents  for  wip- 

ing to  give  copies  of  papers  in  his  office,  and  no  special  damage  srt c"1 
In  the  declaration,  evidence  of  the  professional  pursuits  of  the  applicant  «* 
not  admissible. 

2.  Where  the  application  was  made  through  a  third  person,  letters  of  both  psnir? 

to  this  third  person  were  admissible  in  evidence,  as  part  of  the  rt* 

3.  Patents  are  public  records,  and  it  is  the  duty  of  the  Commissioner  top" 

authenticated  copies  to  any  person,  on  payment  of  the  legal  fees. 

4.  But  the  party  entitled  to  such  services  must  request  their  pvrformauce  1"  1 

proper  manner,  and  not  accompany  his  demand  with  Insult  or  abuse. 

5.  Hence  the  Commissioner  could  not  be  held  responsible  for  refusing  to  «»• 

ply  with  a  demand  couched  In  such  language. 
«.  But  when  a  second  application  was  made,  in  a  proper  manner,  the  Comm> 
sloncr  ought  to  have  complied  with  It. 
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Tins  case  was  brought  up  by  writ  of  error  from  the  Circuit  Court 
of  the  United  States  for  the  District  of  Columbia,  holden  in  and  f<<r 
the  county  of  Washington. 

Boyden  was  a  citizen  of  Massachusetts,  and  Burke  was  Commis- 
-  toner  of  Patents  at  the  time  when  the  transactions  took  place  which 
were  the  subject  of  the  suit. 

The  ground  of  the  action  was,  that  Burke  willfully,  maliciously, 
and  corruptly,  and  with  intent  to  injure  Boyden,  had  refused  to  give 
copies  of  certain  patents. 

The  bills  of  exceptions  referred  to  certain  letters,  which  will  be 
mentioned  chronologically. 

On  the  14th  of  December,  1847,  Boyden  wrote  a  long  letter  to 
Burke,  too  long  to  be  inserted.  The  following  extract  from  it  will 
1h?  sufficient : 

"If,  in  your  letter  of  August  10,  1847,  yon  mean  by  the  4  office ' 
yourself,  or  the  author  of  the  letters  which  I  have  received  from  yon. 
you  prescribe  two  conditions  in  said  letter  which  are  inconsistent, 
viz.,  that  my  letters  to  you  or  to  the  author  of  those  letters  subscribed 
by  you,  should  he  both  respectful  and  proper.  It  is  improper  to  treat 
a  person  respectfully  while  it  is  known  that  he  is  unworthy  of  respect ; 
therefore  it  is  impossible  to  comply  with  your  prescriptions.  The 
claim  of  unworthy  officeholders  to  have  people,  as  they  say,  respect 
the  offices  they  hold,  while  it  is  known  that  the  incumbents  are  un- 
worthy of  respect,  is  absurd.  Do  you  mean,  when  you  urge  people  t<» 
respect '  the  office,'  to  have  them  respect  you  merely  because  you  hold 
the  office,  while  it  is  known  that  you  are  unworthy  of  respect  ?  This 
is  a  free  country! "  &c. 

Ou  the  same  day  Mr.  Boyden  wrote  to  Mr.  Greonough,  in  Wash- 
ington, as  follows  : 

Boston,  Mass.,  December  14, 1847. 
Sir:  Your  letter  of  the  23d  ult.  was  duly  received.  I  wrote  to 
Mr.  Burke  to-day,  criticising  his  conduct,  and  informing  him  that  I 
wish  him  to  deliver  to  you  a  certified  copy  of  each  of  the  following 
patents,  including  drawings,  specifications,  and  claims,  or  of  all  of 
them  which  are  recorded  in  the  Patent  Office:  George  W.  Hender- 
son and  John  E.  Cayford's  patent,  dated  April  14,  1830 ;  Charles 
Kenzie's  patent,  dated  July  1, 1836 ;  and  J.  K.  Millard's  patent,  dated 
May  9, 1840. 

You  will  oblige  by  tendering  the  fees  for  those  copies  if  he  declines 
furnishing  them ;  and  if  you  obtain  them,  I  wish  you  to  send  them 
hy  mail  to  me  at  Boston.  Reai>ectfully, 

(Signed,)  Uriau  A.  BovnEN. 

Test :  John  A.  Smith,  Clerk. 
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Mr.  Greeuough,  accordingly,  called  upon  Mr.  Burke,  who  declin- 
ed to  cause  the  copies  to  be  prepared  for  him,  as  the  agent  of  Mr. 
Boydcn,  and  addressed  to  Mr.  Oreenough  an  explanatory  letter,  from 
which  the  following  is  an  extract: 

"  Of  these  reasons,  for  declining  to  cause  the  copies  to  be  made 
for  him,  which  you  requested,  you  were  duly  apprised.  And  you 
were  also  informed,  its  Mr.  Boydcn  himself  has  been  informed,  that 
until  he  comes  to  the  conclusion  to  treat  this  office  with  the  civility 
which  the  customs  and  rules  of  official  intercourse  require,  this  office 
will  have  no  intercourse  with  him,  directly  or  through  the  agency  of 
others.  When  he  concludes  to  conduct  his  intercourse'  with  this 
office  with  decency  and  propriety,  his  business  will  be  attended  to." 

On  the  20th  of  January,  1848,  Mr.  Burke  made  the  following 
'memorandum,  which  he  handed  to  Mr.  Laskey,  who  had  called  for 
the  same  papers : 

Patent  Office,  January  20,  1848. 

Mr.  R.  II.  Laskey,  as  the  agent  of  Uriah  A.  Boydcn,  calls  for  the 
following  copies  of  patents,  including  drawings,  specifications,  and 
claims,  or  all  of  them  which  are  recorded  in  the  Patent  Office,  viz.  : 
George  W.  Henderson  and  John  E.  Oayford's  patent,  dated  April 
14,  1830;  Charles  Kenzie's  patent,  dated  July  1,  184(3;  and  J.  K. 
Millard's  patent,  dated  May  9,  184G ;  for  which  he  offers  to  pay  the 
usual  fees  required  by  law  for  copies. 

I  hereby  refuse  to  give  him  the  copies  called  for,  for  Mr.  Boyden, 
or  to  transact  any  other  business  for  Mr.  Boyden  with  Mr.  Laskey. 
I  do  not  refuse  copies  of  any  patents  or  other  papers  which  Mr.  Las- 
key requires  for  himself  or  for  any  other  person  except  Mr.  Boydcn. 
I  refuse  to  do  any  business  for  Mr.  Boyden,  whether  he  applies  for 
the  same  personally  or  by  agent,  until  he  comes  to  the  conclusion  to 
observe,  in  his  communications  with  this  office,  or  its  official  head, 
the  proprieties  usually  observed  in  official  intercourse.  When  he 
comes  to  the  conclusion  to  address  this  office,  or  its  head,  in  respect- 
ful language,  any  business  which  he  may  have  with  it  will  be  done  as 
it  is  done  for  other  persons,  whether  he  applies  in  person  or  by  agent. 

Edmund  Burke. 

Mr.  Boyden  soon  afterwards  brought  his  action  agaiust  Burke,  as 
above  stated. 

On  the  trial  of  the  cause,  the  plaintiff's  counsel  took  four  bills  of 
exceptions;  the  first  three  of  which  related  to  evidence,  and  the 
fourth  an  exception  to  a  general  instruction  that  the  plaintiff  was 
not  entitled  to  recover. 

They  were  as  follows : 
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First  Exception. — On  the  trial  of  the  issue  in  this  cause,  the  plain- 
tiff, to  maintain  the  issue  on  his  part  joined,  offered  to  give  evidence 
tending  to  show  that  he  is  a  citizen  of  the  United  States,  residing  in 
Boston,  in  the  State  of  Massachusetts ;  that  he  is  a  civil  engineer 
and  machinist,  and  as  such  was,  in  the  month  of  January,  1848,  en- 
gaged in  making  improvements  in  "turbines"  and  "water-wheels"; 
that  this  fact  was  known  to  the  defendant;  that  the  defendant  was  at 
the  same  time  Commissioner  of  Patents ;  that  the  plaintiff,  in  order 
to  see  what  machinery  having  in  view  the  same  purpose  had  been 
theretofore  patented,  as  well  to  guard  himself  against  anv  suit  bv 
such  previous  patentees,  for  any  alleged  infringement  of  their  said 
patents,  as  also  to  avoid  any  infringement  thereof,  and  to  save  him- 
self time,  labor,  and  expense,  required  copies  of  certain  patents  then 
of  record  in  the  Patent  Office,  and  which  had  been  theretofore  issued 
to  the  persons  mentioned  in  the  memorandum  of  January  20 ;  that 
on  the  20th  day  of  January,  1848,  the  said  plaintiff  applied  to  the 
said  defendant,  as  Commissioner  of  Patents  as  aforesaid,  for  copies 
of  the  said  patents,  and  tendered  himself  ready,  and  "  offered  to  pay 
the  usual  fees  required  by  law  for  copies,"  and  the  defendant  there- 
upon, as  Commissioner  as  aforesaid,  answered  the  said  application  in 
writing  as  follows. 

To  all  which  evidence  so  as  aforesaid  offered  by  the  plaintiff,  and 
to  every  part  thereof,  except  the  said  memorandum  last  above  men- 
tioned, the  defendant,  by  his  counsel,  objects,  as  inadmissible  upon 
the  issue  joined,  and  the  court  refused  to  permit  the  said  evidence  so 
objected  to  to  be  given;  and  thereupon  the  plaintiff,  by  his  counsel, 
excepts  thereto. 

Second  Exception. — The  plaintiff  then  read  in  evidence,  without 
objection,  the  memorandum  made  by  the  defendant,  dated  January 
20,  1848,  and  then  gave  evidence  tending  to  show  that  on  or  about 
the  22d  day  of  December,  1847,  J.  J.  Greenough,  by  authority  of  the 
plaintiff,  called  at  the  Patent  Office  to  obtain  for  him  copies  of  three 
several  patents,  which  had  theretofore  been  issued  by  said  office  for 
"turbines"  or  "water-wheels";  that  he  was  referred  by  the  clerk  to 
whom  he  applied  to  the  defendant,  and  informed  defendant  that  he 
had  been  requested  by  the  plaintiff*  to  obtain  for  him  copies  of  those 
patents,  and  defendant  refused,  saying  he  would  not  have  anything 
to  do  with  Mr.  Boyden,  directly  or  indirectly,  or  words  to  that  effect; 
and,  upon  his  cross-examination,  witness  stated  that  he  asked  Mr. 
Burke  to  give  him  in  writing  his  reasons  for  so  refusing,  which  he 
then  and  there  promised  to  do ;  and,  some  days  after,  the  witness  re- 
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(cived  a  letter  from  the  defendant  containing  those  reasons,  which 
letter  he  had  transmitted  to  the  plaintiff;  and  then,  npon  cross-exam- 
ination, the  counsel  for  the  defendant  called  upon  the  plaintiff  to 
produce  said  letter,  and  the  plaintiff,  admitting  he  had  said  letter 
then  in  court,  refuses  to  produce  the  same,  on  the  ground  that  the 
said  letter,  if  produced,  would  not  be  evidence ;  but  the  court  over- 
ruling the  objection  of  the  defendant,  ordered  the  same  to  be  pro- 
duced, and  thereupon  the  said  letter  was  produced  by  the  plaintiff; 
and  the  defendant,  by  his  counsel,  offers  to  read  the  same  in  evidence, 
and  the  plaintiff,  by  his  counsel,  objects  thereto,  but  the  court  permits 
the  same  to  be  read  in  evidence,  and  it  is  read  accordingly,  as  follows; 
and  the  plaintiff,  by  his  counsel,  excepts  thereto,  &e. 

Third  Exception. — And  here  the  plaintiff  rested;  and  thereupon 
the  defendant  offered  to  read  in  evidence  a  letter  addressed  to  him 
by  the  plaintiff,  dated  14th  of  December,  1847,  and  also  a  letter  from 
plaintiff  to  J.  J.  Grccnough,  which,  it  is  admitted,  is  the  same  letter 
referred  to  in  the  testimony  of  said  Greenough,  as  containing  the 
authority  under  which  he  applied  for  the  copies  of  patents,  as  testi- 
fied by  him  in  his  examination  by  the  plaintiff,  which  letter  bears 
date  the  14th  of  December,  1847,  to  the  admissibility  of  which  said 
letters,  or  either  of  them,  as  evidence  in  this  cause,  the  plaintiff,  by 
his  counsel,  objects,  and  the  court  overrules  the  said  objection,  and 
permits  both  of  said  letters  to  be  read  in  evidence;  and  the  hand- 
writing of  the  plaintiff  thereto  being  admitted,  the  same  are  read 
accordingly,  and  the  plaintiff,  by  his  counsel,  excepts  thereto,  &c. 

Fourth  Exception. — And  thereupon,  and  upon  the  whole  evidence 

aforesaid,  the  defendant  prayed  the  court  to  instruct  the  jury,  that 

upon  the  evidence  aforesaid,  if  the  same  is  believed  by  tho  jury,  the 

plaintiff  is  not  entitled  to  recover  in  this  action;  which  instruction 

the  court  gave,  and  the  plaintiff,  by  his  counsel,  excepts  thereto,  &c. 
» 

Upon  these  exceptions,  the  case  came  up  to  this  court,  and  was 
argued  by  Mr.  Bradley,  for  the  plaintiff  in  error,  and  by  Mr.  Coxe, 
for  the  defendant  in  error. 

Mr.  Bradley  contended  that  the  Circuit  Court  erred  in  each  one  of 
the  above  rulings. 

First.  The  defendant  was,  by  law,  bound  to  give  the  copies  asked 
for,  if  they  could  be  made  consistently  with  the  public  interest. 

1.  The  Patent  Office  is,  for  certain  purposes,  an  office  of  public 
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record,  in  like  manner  as  the  office  in  which  the  titles  to  real  prop- 
erty are  recorded : 

From  the  very  name,  the  object,  the  nature  of  the  contract  between 
the  government  and  the  patentee,  the  effect  of  the  granting  the  pat- 
ent as  to  the  right  granted,  and  the  notice  implied,  the  manner  in 
which  the  title  is  secured,  and  by  which  a  right  under  it  is  to  be  trans- 
ferred, the  necessity  to  prevent  litigation,  t  o  prevent  conflicts,  to 
avoid  the  expenditure  of  time  and  money. 

2.  For  like  reasons,  if  no  provision  were  made  by  law  for  copies, 
still  the  keepers  of  those  records  should  be  bound  to  give  them. 

3.  The  original  statute,  and  each  successive  one,  made  provision 
for  such  copies.  Act  10th  of  April,  1790, 1  Stat,  at  Large,  109,  sees. 

1,  2,  3;  act  21st  of  February,  1793,  Id.,  318,  sees.  1,  4,  11 ;  act  4th 
of  July,  183G,  5  Stat,  at  Large,  118,  sees.  4,  5,  11 ;  act  3d  of  March, 
1837,  Id.,  191,  bccs.  1,  2,  12;  act  8d  of  March,  1839,  Id.,  853,  sees. 

2,  8 ;  act  29th  of  August,  1842,  Id.,  542,  sees.  2,  6. 

The  law,  in  terms,  provides  copies  in  cases  in  which  they  are  to  be 
used  as  evidence,  and  makes  them  evidence.  It  does  not  stop  here, 
but  directs  copies  of  the  records,  drawings,  and  other  papers  deposited 
in  the  office,  to  bo  given  to  any  person  making  application  for  them, 
on  their  paying  certain  fees  therefor. 

It  requires  a  record  of  the  claim,  specification,  drawings,  the  pat- 
ent therefor,  and  the  assignment  thereof.  It  imposes  heavy  penal- 
ties upon  an  infringement  of  the  patent,  and  makes  these  records 
notice  of  the  particulars  of  the  right  granted. 

Ifcs  design,  in  authorizing  copies  to  every  person  applying  for  them, 
is  obvious ;  that  is,  protection  against  the  danger  of  incurring  these 
penalties.  The  reason  for  requiring  copies  in  such  cases,  is  obviously 
the  same  as  that  which  requires  them  to  be  given  in  cases  of  contest. 
Prevention  is  often  better  than  redress. 

Second.  The  duty  was  purely  ministerial,  involving  no  discretion  ; 
and  it  will  be  further  contended — 

1.  The  general  pro|K>sition,  that,  for  a  refusal  by  a  public  officer  to 
do  a  mere  ministerial  act,  to  the  injury  of  another's  right,  an  action 
will  lie. 

2.  The  injury  is  to  be  compensated  in  damages,  aud  if  the  officer 
has  acted  in  good  faith,  the  measure  of  damages  is  the  actual  injury 
sustained ;  if  he  has  acted  willfully,  maliciously,  corruptly,  or  by  color 
of  his  office,  with  intent  to  injure,  the  party  injured  will  be  entitled 
to  recover  such  damages  as  the  jury  may  see  fit  to  give. 

As  to  the  first  branch  of  this  second  point,  Trticy  <f  Baltotier  v. 
Swartwout,  10  Pet.,  80 ;  9  How.,  259. 
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As  to  the  second  branch,  Hiwkle  v.  Money,  2  "Wils.,  205 ;  Beardmore 
v.  Carrington,  Id.,  244  ;  Dinsman  v.  Wilkes,  12  How.,  401-406 ;  Day 
v.  Woodworth,  13  How.,  371. 

Third.  Evidence  is  admissible,  in  this  last  case,  to  show  that  the 
officer  knew  the  nature  of  the  injury  he  was  inflicting,  and  therefore 
it  was  competent  for  the  plaintiff  to  give  in  evidence  the  facts  stated 
in  plaintiff's  bill  of  exceptions,  not  as  indicating  a  measure  of  dam- 
ages, but  to  give  the  jury  some  knowledge  of  the  nature,  character, 
and  degree  of  the  injury,  as  a  guide  in  forming  an  estimate  of  the 
extent  to  which  they  might  rightfully  go  in  inflicting  punitive  as  well 
as  compensatory  damages.  Marest  v.  Harveg,  5  Taunt.,  442 ;  Woert 
v.  Jenkins,  14  Johns.,  352 ;  Whipple  v.  Walpole,  10  N.  H.  Rep.,  130 ; 
Wallace,  Jr.,  164 ;  and  cases  under  second  point. 

Fourth.  The  letter  written  by  the  defendant  to  Mr.  Greenough,  set 
out  in  the  second  bill  of  exceptions,  was  not  in  evidence  for  any  pur- 
pose. 

1.  Mr.  Greenough  had  no  authority  to  require  it. 

2.  It  was  but  an  amplification  of  his  first  refusal,  and  not  explan- 
atory of  it. 

3.  It  was  the  party's  own  letter,  offered  in  evidence  by  himself, 
not  original  1}'  called  for  by  plaintiff,  and  not  in  any  manner  admit- 
ted or  acquiesced  in  by  him.  Farlie  v.  Denton,  3  C.  &  P.,  103 ;  14 
E.  C.  L.  R,  227,  228 ;  Heuley  v.  Thatcher,  8  C.  &  P.,  338 ;  34  E.  C. 
L.  R.,  442;  Whitford  v.  Buckmcycr  <f  Adams,  1  Gill,  127,  140  ;  Van 
Burcn  v.  Diggcs,  11  How.,  461,  477;  Toiole  v.  Stevenson,  1  Johns. 
Ca.,  112;  Ohamplin  v.  Tilley,3  Day,  306;  Antoinev.  Coit,2  Hall, 
(N.  Y.,)  40,  46,  47. 

Fifth.  The  letter  to  the  defendant,  set  out  in  the  third  bill  of  excep- 
tions, was  not  evidence  for  the  defendant  for  any  purpose.  The  let- 
ter from  the  plaintiff  to  Mr.  Greenough  was  admissible  to  show  his 
Authority  from  the  plaintiff",  and  shows  conclusively  that  he  had  no 
authority  to  ask  for  or  to  receive  defendant's  written  statement,  set 
.out  in  the  second  exception. 

But  the  letter  written  by  plaintiff  to  defendant,  on  the  14th  of  De- 
cember, 1847,  was  not  evidence  in  mitigation  of  his  refusal  on  the 
22d  of  December,  1847,  or  on  the  2d  of  January,  1848 ;  and  it  could 
have  been  admissible  for  no  other  purpose. 

That  letter  would  have  reached  here  on  the  18th  of  December,  1847, 
lit  furthest,  by  due  course  of  mail,  and  the  defendant  had  abundant 
time  to  get  cool  before  the  22d  of  that  month. 

The  refusals  were  both  given  deliberately,  willfully,  with  the  intent 
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to  punish,  that  is,  to  injure  the  plaintiff,  and  the  malice  is  so  much 
the  greater. 

Mr.  Coxe,  for  the  defendant  in  error,  made  the  following  points : 

1.  That  the  Circuit  Court  ruled  according  to  law  on  all  the  points 
raised  in  the  bills  of  exception. 

2.  That  the  action  is  founded  upon  a  misconception  of  the  fourth 
section  of  the  act  of  Congress  of  Julv  4,  1836. 

3.  That  if  the  plaintiff's  case  is  embraced  by  that  section,  the  evi- 
dence in  the  record  furnishes  a  complete  justification  of  the  acta  of 
defendant. 

4.  That  the  declaration  sets  forth  no  legal  cause  of  action. 

Mr.  Justice  Grier  delivered  the  opinion  of  the  court. 

The  bills  of  exception  taken  by  the  plaintiff  to  the  rejection  and 
admission  of  testimony  on  the  trial  have  not  been  supported. 

The  declaration  charges  that  the  defendant  Burke  was  Commis- 
sioner of  Patents,  and  as  such  was  bound  to  grant  to  applicants  there- 
for copies  of  patents,  &c,  on  payment  of  fees;  that  the  plaintiff 
tendered  the  customary  fees  and  demanded  copies  of  certain  patents, 
which  defendant  refused  to  give  him,  to  the  damage  of  plaintiff*  ten 
thousand  dollars,  &c. 

As  no  special  damage  is  alleged,  the  court  very  properly  refuse  to 
receive  evidence  tending  to  prove  it. 

A  demand  for  certain  copies  was  made  through  the  agency  of  Mr. 
Greenough,  but  accompanied  with  a  letter  from  plaintiff'  to  defend- 
ant, requesting  him  to  deliver  the  copies  to  Mr.  Greenough.  This 
letter,  with  the  answer  of  defendant  thereto,  was  properly  received 
as  part  of  the  res  gestaz,  or  as  a  conversation  between  the  parties, 
reduced  to  writing. 

A  bill  of  exceptions  was  also  taken  to  the  charge  of  the  court,  who 
instructed  the  jury,  "  that,  upon  the  evidence  before  them,  the  plain- 
tiff was  not  entitled  to  recover." 

As  the  plaintiff  had  shown  a  demand  of  the  copies,  with  tender  of 
fees,  and  a  refusal  of  defendant,  he  had  made  out  his  case  as  laid  in 
his  declaration,  and  was  entitled  to  a  verdict  for  nominal  damages,  * 
unless  by  law  he  was  not  entitled  to  demand  such  copies,  or  defend- 
ant had  shown  a  sufficient  excuse  for  refusing  them.  Patents  are 
public  records.  All  persons  are  bound  to  take  notice  of  their  con- 
tents, and  consequently  should  have  a  right  to  obtain  copies  of  them. 
The  Patent  Law  of  1836,  section  four,  enacts  that  "  any  person  mak- 
ing application  therefor  may  have  certified  copies,"  &c.    These  rec- 
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ords  being  in  the  care  and  custody  of  the  Commissioner  of  Patents, 
it  is  his  duty  to  give  authenticated  copies  to  any  person  who  shall 
demand  the  same,  as  soon  as  he  conveniently  can,  on  payment  of  the 
legal  lees.  Where  there  is  a  right  on  the  one  side,  and  a  correspond- 
ing duty  imposed  on  the  other,  a  refusal  to  perform  such  duty,  on  the 
reasonable  request  of  the  party  entitled  to  demand  it,  will  subject  the 
officer  to  an  action.  But  the  party  entitled  to  such  services  must 
request  it  in  a  proper  manner.  lie  has  no  right  to  accompauy  his 
demand  with  personal  insult,  or  vulgar  abuse  of  the  officer.  Those 
to  whom  the  people  have  committed  high  trusts  are  entitled  at  least 
to  common  courtesv,  and  are  not  bound  to  submit  to  the  iusolence 
or  ill  temper  of  those  who  disregard  the  decencies  of  social  inter- 
course. A  demand  accompanied  with  rudeness  and  insult  is  not  a 
legal  demand.  The  letter  accompanying  the  plaintiff's  demand  in 
this  case  was  taunting,  insulting,  and  libellous,  indicating  a  want  of 
taste  and  temper.  And  if  the  case  had  rested  here,  we  could  have 
found  no  fault  with  the  instruction  of  the  court.  But  the  plaintiff 
showed  another  demand,  some  two  weeks  alter  the  first,  by  his  agent, 
which  was  made  in  a  proper  manner,  and  unaccompanied  with  any 
insulting  missive.  The  defendant  was  not  justified  in  refusing  this 
demand  on  account  of  the  former  misconduct  of  the  plaintiff,  or  to 
enforce  an  apology  by  withholding  his  rights.  Ill  manners  or  bad 
temper  do  not  work  a  forfeiture  of  men's  civil  rights.  While  the 
want  of  an  apology  for  his  previous  rudeness  and  insult  might  well 
justify  the  defendant  in  refusing  all  social  intercourse  with  the  plain- 
tiff, yet  it  could  not  release  him  from  the  obligations  imposed  upon 
him  by  his  official  station,  or  entitle  him  to  disregard  the  rights 
guaranteed  to  the  plaintiff  by  the  laws  of  the  land. 

The  court  below  erred,  therefore,  in  not  instructing  the  jury,  that, 
if  they  believed  the  testimony,  the  plaintiff  was  entitled  to  a  verdict 
for  nominal  damages. 

The  judgment  is  reversed,  and  a  venire  dc  novo  awarded. 

Order.  This  cause  came  on  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  District 
*  of  Columbia,  holden  in  and  for  the  county  of  "Washington,  and  was 
argued  by  counsel ;  on  consideration  whereof,  it  is  now  here  ordered 
and  adjudged  by  this  court,  that  the  judgment  of  the  said  Circuit 
Court  in  this  cause  be,  and  the  same  is  hereby,  reversed  with  costs; 
and  that  this  cause  be,  and  the  same  is  hereby,  remanded  to  the  said 
Circuit  Court,  with  directions  to  award  a  venire  facias  de  novo. 

Reversed  with  costs. 
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IIenry  O'Reilly,  Eugene  L.  Whitman,  and  W.  F.  B.  Hastings, 

APPELLANTS,  V.  SAMUEL  F.  B.  MORSE,  ALFRED  VAIL,  AND  FRANCIS 

0.  J.  Smith. 

(15  Howard,  02.) 

1.  Morse  was  the  first  and  original  inventor  of  the  electro-magnetic  telegraph, 
for  which  a  patent  was  issued  to  1dm  in  1840,  and  reissued  in  1848.  His 
invention  was  prior  to  that  of  Steinheil,  of  Munich,  or  Wheatstone  or  Davy, 
of  England. 

2.  Their  respective  dates  compared. 

3.  But  even  if  one  of  these  European  inventors  had  preceded  him  for  a  short 
time,  this  circumstance  would  not  have  invalidated  his  patent.  A  previous 
discovery  in  a  foreign  country  does  not  render  a  patent  void,  unless  such 
discovery,  or  some  substantial  part  of  It,  had  been  before  patented  or  de- 
scribed in  a  printed  publication.  And  these  Inventions  are  not  shown  to  have 
been  so. 

4.  Besides,  there  is  a  substantial  and  essential  difference  between  Morse's  and 
theirs,  that  of  Morse  being  decidedly  superior. 

5.  An  inventor  docs  not  lose  his  right  to  a  patent  because  he  has  made  inquiries 
or  sought  information  from  other  persons.  If  a  combination  of  different  ele- 
ments be  used,  the  inventors  may  confer  with  men,  as  well  as  consult  books, 
to  obtain  this  various  knowledge. 

6.  There  is  nothing  in  the  additional  specifications  In  the  reissued  patent  of 
1848  Inconsistent  with  those  of  the  patent  of  1840. 

7.  The  first  seven  inventions  set  forth  in  the  specifications  of  his  claims  are  not 
subject  to  exception.  The  eighth  is  too  broad,  and  covers  too  much  ground. 
It  is  this :  44 1  do  not  propose  to  limit  myself  to  the  specific  machinery,  or 
parts  of  machinery,  described  In  the  foregoing  specification  and  claims,  the 
essence  of  my  invention  being  the  use  of  the  motive-power  of  the  electric 
or  galvanic  current,  which  I  call  electro-magnetism,  however  developed,  for 
making  or  printing  intelligible  characters,  signs,  or  letters,  at  any  distances, 
being  a  new  application  of  that  power,  of  which  I  claim  to  be  the  first 
inventor  or  discoverer. 

8.  The  case  of  Neilson  tt  al.  v.  Harford  et  a?.,  in  the  English  Exchequer  Re- 
ports, examiued ;  and  also  the  American  decisions.  The  acts  of  Congress 
do  not  justify  a  claim  so  extensive. 

9.  But  although  the  patent  is  illegal  and  void,  so  far  as  respects  the  eighth 
claim,  yet  the  patentee  is  within  the  act  of  Congress  which  gives  him  a  right 
to  disclaim,  and  thus  save  the  portion  to  which  he  is  entitled.  No  disclaimer 
having  been  entered  before  the  institution  of  this  suit,  the  patentee  is  not 
entitled  to  costs. 

10.  In  1840,  Morse  obtained  a  second  patent  for  the  local  circuits,  which  was 
reissued  In  1848.  It  Is  no  objection  to  this  patent  that  it  was  embraced  hi 
the  eighth  claim  of  the  former  one,  because  that  eighth  claim  was  void. 
Nor  is  it  an  objection  to  it  that  it  was  an  improvement  upon  the  former 
patent,  because  a  patentee  has  a  right  to  improve  his  own  invention. 

11.  This  new  patent,  and  its  reissue,  were  properly  Issued.  The  Improvement 
was  new,  and  not  embraced  in  the  former  specification. 

12.  These  two  patents  of  1848  being  good,  with  the  exception  of  the  eighth 
claim,  are  substantially  infringed  upon  by  O'Reilly's  telegraph,  which  uses 
the  same  means,  both  upon  the  main  line  and  upon  the  local  circuits. 
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( Mr.  Justice  Curtis,  having  been  of  counsel,  did  not  sit  in  this 
cause.) 

This  was  an  appeal  from  tbo  Circuit  Court  of  the  United  States 
for  the  District  of  Kentucky,  sitting  as  a  court  of  equity. 

It  is  difficult  to  make  a  fair  report  of  this  case  without  wriunj  i 
book.    Tbe  arguments  of  counsel  would  fill  a  volume  by  themsekes. 

The  history  of  the  case  was  drawn  up  by  the  learned  judge  who 
presides  over  the  District  Court  of  the  United  States  in  Kentucky, 
and  whose  decree  was  under  review.  Permission  lias  been  gives, 
by  Judge  Monroe,  that  the  reporter  may  use  his  statement  as  pre- 
liminary to  this  report,  and  he  avails  himself  with  pleasure  of  this 
kindness;  because,  although  the  narrative  is  occasionally  intereperwi 
with  the  opinions  which  induced  the  judge  to  decree  an  injuneM 
in  favor  of  Morse,  yet  the  history  is  given  with  great  precision  mi 
clearness. 

The  following  statement  is  extracted  from  the  opinion  of  Jodg? 
Monroe : 

The  complainants,  in  their  bill,  allege  that  Samuel  F.  B.  Mm 
one  of  them,  was  the  true  and  original  inventor  of  the  electnwmf- 
nctic  telegraph,  worked  by  the  motive-power  of  electro-magnetism, 
and  of  the  several  improvements  thereon,  by  which  intelligence  wlii-i 
is  in  one  place  is  transmitted  to  other  distant  places,  and  that  by  tbe 
letters  patent  of  the  United  States  duly  issued  to  him,  Samnel  F.  B 
Morse,  and  by  his  partial  assignments  to  F.  O.  J.  Smith  and  AW 
Vail,  the  other  complainants,  they  together  are  lawfully  invested  «itt 
the  exclusive  right  of  constructing  and  employing  such  telegraph  ft 
Such  purpose,  throughout  the  United  States,  for  the  terms  in  the  In- 
ters patent  mentioned,  and  which  have  not  yet  expired,  and  they 
exhibit  the  letters  patent. 

They  show  that  the  practicability  and  great  utility  of  tbe  inrentioc 
was  fully  established  by  the  telegraph  constructed  under  the  superin- 
tendence of  Morse,  by  means  of  an  appropriation  made  by  the  ('«■ 
gress  of  the  United  States  for  the  purpose,  and  put  in  optflfca 
between  the  cities  of  Washington  and  Baltimore,  in  the  year  18H 

That  afterwards  there  had  been  constructed,  by  the  agency  »i 
means  of  joint-stock  companies,  promoted  by  the  complainant, 
operating  under  contracts  and  license  of  the  patentee.  Morse  and  be 
assignees,  telegraphs  along  lines,  amounting,  in  the  aggregate,  t >  ? 
wards  of  four  thousand  five  hundred  miles,  whereby  telegraphic  ona- 
munication  was  established  between  the  principal  cities  of  tbe  I  n  '-d 
States,  from  New  Orleans  to  Boston  ;  and  that  there  were  now  iu 
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gress  of  construction  numerous  additional  and  other  lines,  under 
contracts  with  them,  for  more  widely  extending  the  benefits  of  the 
invention,  and  they  believe  that  if  they  are  protected  in  the  lawful 
use  of  their  rights,  every  section  of  the  United  States  will,  in  a  short 
time,  have  the  benefits  of  their  improvements  in  telegraphic  corres- 
pondence. 

They  represent  that  in  all  the  lines  of  telegraphic  communication 
now  in  successful  operation  in  the  United  States  in  transmitting  in- 
telligence by  means  of  electro-magnetism,  the  improvement  of  S.  F. 
B.  Morse,  or  the  chief  and  essential  principles  and  parts  thereof,  are 
employed. 

They  show  that  they  had  caused  to  be  established,  a  line  of  tele- 
graphic communication  from  Louisville,  by  way  of  Frankfort  and 
Lexington,  to  Maysville,  Ky.,  which  was  in  successful  operation. 

They  represent  that  they  had  caused  to  be  constructed,  lines  of 
posts  and  wires  from  Louisville,  in  the  district  of  Kentucky,  by  way 
of  Bardstown,  Glasgow,  and  Scottsville,  in  Kentucky,  and  thence  by 
way  of  Gallatin  to  Nashville,  in  the  district  of  Tennessee,  for  the 
transmission  of  intelligence  by  means  of  their  improved  telegraph  ; 
and  that  they  had  expended  great  sums  of  money  therein  ;  and  that 
this  line  is  in  the  extension  to  New  Orleans,  State  of  Louisiana;  and 
is  connected  by  another  line  with  Memphis,  Tennessee ;  and  that 
large  sums  of  money  will  be  expended  in  this  work ;  and  all  the 
lines  in  a  short  time  completed,  and  the  assignments. 

They  represent  that  (heir  rights  have  been  repeatedly  and  explicitly 
acknowledged  and  admitted  in  divers  ways,  and  by  individuals  and 
large  bodies  of  associated  citizens  in  various  sections  of  the  United 
States ;  that  these  had  treated  with  them  for  the  purchase  of  their 
rights,  or  parts  thereof,  and  of  licenses  to  use  their  patented  improve- 
ments ;  and  that  they  bad  made  extensive  sal»>s,  or  licenses  to  use  them, 
to  companies  and  individuals  upon  various  lines,  and  amongst  others 
to  the  New  York,  Albany,  and  Buffalo  line ;  the  Washington  and  New 
York  line ;  the  New  York  and  Boston  line ;  the  "Washington  and 
Petersburg  line ;  the  line  from  Petersburg  to  New  Orleans,  besides 
numerous  shorter  and  side  lines. 

They  state  that  they  had  been  thus  in  the  successful  and  uninter- 
rupted exercise  of  the  rights  granted  to  them  by  the  letters  patent  of 
the  United  States,  and  had  been  in  nowise  disturbed  therein,  until, 
by  the  operations  of  the  defendant,  O'Reilly,  and  the  committing  of 
the  wrongs  presently  mentioned,  by  him  and  his  co-dcfcudunts. 

This  defendant,  O'Reilly,  they  state,  had,  as  early  as  1845,  entered 
into  a  contract  with  the  complainants,  and  another,  then  having  an 
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interest  in  the  patent,  whereby  he,  O'Reilly,  acknowledged  their 
right ;  and  that  he  had  afterwards,  in  various  ways  and  for  a  long 
period  of  time,  manifested  his  acquiescence  in,  and  admissions  of,  the 
rights  and  privileges  of  them,  the  complainants,  and  even  insisted  on 
his  right  to  the  use  of  them  himself  under  his  contract  with  them ; 
that  he  had,  under  this  contract  and  his  claims  under  it,  in  fact,  used 
and  employed  the  improved  telegraph  of  the  complainants,  and  per- 
sisted in  such,  his  claim,  to  employ  it  on  all  the  lines  embraced  by 
his  contract,  without  questioning  the  validity  of  their  patents.  But 

They  allege  that  this  defendant,  Henry  O'Reilly,  had,  by  himself, 
his  agents  and  servants,  constructed  a  line  of  posts  and  suspended 
metallic  wires  thereon,  from  the  city  of  Louisville,  in  the  district  of 
Kentucky,  by  way  of  Bardstown  to  Nashville,  in  the  State  of  Tennes- 
see, and  well  knowing  all  the  facts  by  the  complainants  set  forth,  he 
and  his  co-defendants  had  worked  and  employed  upon  said  line  a 
telegraph  substantially  the  same  with  the  electro-magnetic  telegraph 
invented  by  the  complainant  Morse,  and  in  his  patents  mentioned, 
against  the  will  and  without  any  authority  from  them,  the  complain- 
ants. They  show  that  the  terms  of  the  contract  under  which  O'Reilly 
claimed  their  right  to  the  use  of  the  telegraph,  on  certain  other  lines 
where  he  employed  it,  did  not  extend  to  any  country  north  of  the 
Ohio  River,  and  that  there  was  no  color  for  any  claim  by  the  defend- 
ants to  the  use  thereof  within  the  district  of  Kentucky,  or  on  any 
part  of  the  lines  by  them  lately  constructed. 

They  represent  especially  that  the  defendants,  in  the  operation  and 
working  of  their  line  of  telegraph,  so  by  them  constructed,  used  and 
employed  instruments,  apparatus,  and  means  which  are,  in  the  ma- 
terial, substantial,  and  essential  parts  thereof,  so  upon  the  principle 
and  plan  of  the  said  several  improvements  patented  by  the  complain- 
ant Morse,  or  the  plan  and  principle  of  some  of  said  improvements, 
and  not  other  or  different.  And 

Thev  state  that  bv  such  means  the  defendants,  their  servants  and 

WW 

agents,  had  been,  for  the  space  of  more  than  four  months  past,  and 
were  still,  transmitting  intelligence  over  said  line  for  any  person  who 
desired  the  same;  and  for  such  service  had  been,  and  are  yet,  receiv- 
ing compensation  from  the  persons  for  whom  the  same  is  performed ; 
all  which  they  allege  is  in  violation  of  the  rights  granted  by  the  let- 
ters patent,  or  of  some  of  the  parts  thereof. 

They  further  represent  that  the  defendant  O'Reilly  was  extending 
the  line  from  Nashville  to  New  Orleans,  and  had  extended  it  to 
Memphis,  and  was  operating  ii[»ou  the  last-mentioned  line  to  Mem- 
phis, in  violation  of  the  lights  of  them,  the  complainants,  by  the  use 
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of  their  patented  improvements,  or  the  principal  and  essential  pails 
thereof;  and  that  he  had  declared  his  intention  of  completing  the 
other  line  from  Louisville  to  New  Orleans,  and  of  then  employing 
the  same  instruments  as  he  was  then  using  on  the  line  from  Louis- 
ville to  Nashville. 

They  state  that  they  are  informed  that  the  defendants  sometimes 
give  out,  in  speeches,  that  the  patents  of  the  complainant  Morse  are 
void ;  and  at  other  times,  give  out  and  pretend  that  the  machinery 
and  apparatus  which  they  use  for  the  transmission  and  the  reception 
of  the  intelligence  upon  the  said  line  is  a  distinct  and  separate  inven- 
tion, which  they,  the  complainants,  are  informed  the  defendants  call 
the  Columbian  Telegraph : 

Whereas,  the  complainants  charge  that  the  patents  are  good  and 
valid  in  law,  and  that  the  defendant  O'Reilly,  by  his  contract  with 
the  patentee,  and  by  his  having  exercised,  and  his  persisting  in  his 
claim  to  exercise,  under  it,  the  exclusive  privileges  by  the  patents 
granted,  is  estopped  from  denying  their  validity.  And 

That  the  said  pretended  new  invention  is,  in  its  essential  princi- 
ples, identical  with  and  upon  the  plan  of  the  patented  improvements 
of  Morse,  and  that  the  use  of  the  same  is  a  violation  and  infringe- 
ment of  the  patent  issued  to  the  complainant  Morse. 

They  allege  that  the  defendants  had  received,  and  were  then 
receiving,  considerable  sums  of  money  for  transmitting  intelligence 
on  the  line  from  Louisville,  within  the  district  of  Kentucky,  in  viola- 
tion of  the  rights  of  the  complainants ;  and  they  complain  that  the 
defendants  had,  by  their  unlawful  operations,  greatly  disturbed  them 
in  the  lawful  exercise  of  their  rights,  so  granted  aud  held  by  them, 
and  had  caused  a  great  diminution  of  the  business  of  them,  the  com- 
plainants, on  their  line  of  telegraph,  which  they  had  caused  to  be 
constructed,  and  had  now  in  operation  within  the  district  of  Ken- 
tuck}7  ;  and  that  the  defendants  refused  to  desist  from  such  violation 
of  the  complainants'  rights.  Wherefore, 

The  complainants  pray  that  the  defendants,  by  an  order,  and  the 
process  of  the  court,  may  bo  enjoined  from  hereafter  using  or  em- 
ploying such  telegraphs  in  the  violation  and  infringement  of  the 
rights  of  them,  the  complainants,  within  the  district  of  Kentucky ; 
that  they  may  be  compelled  to  account  for  the  money  received  by 
them,  in  consideration  of  their  unlawful  operations  and  wrongful 
exercise  of  the  rights,  privileges,  and  property  of  the  complainants ; 
and  that,  on  due  proceeding  and  final  hearing,  such  order  of  injunc- 
tion may  be  made  final  and  effectual,  and  that  the  complainants 
may  have  such  other  relief  as  their  case  may  require.  And 
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They  propound  numerous  interrogatories,  framed  on  all  the  ma- 
terial allegations  of  the  bill,  and  pray  that  each  defendant  may  be 
compelled  to  answer,  on  his  oath,  such  as  are  for  him  designated, 
and  to  this  end,  and  that  they  may  have  the  relief  which  shall  be 
adjudged  them,  they  pray  the  writ  of  subpoena. 

Answer  and  Grounds  of  Defense. 

The  defendants  appeared  by  their  counsel,  and  admitted  that  they 
had  sufficient  notice.    O'Reilly  read  his  answer  to  the  complainants' 

bin. 

The  respondent  admits  the  contract  with  the  complainants  of  1845, 
stated  in  the  bill,  and  seems  to  admit  that  he  had  used,  under  it, 
portions  of  the  "  machine  or  combinations  "  described  in  the  patent 
to  Mr.  Morse  of  1840;  but  denies  he  had  used  others  under  this 
contract. 

He  says  he  was  not  scientific,  and  had  not  seen  the  patent  until 
after  the  complainants  had  alleged  he  had  forfeited  his  contract,  and 
instituted  a  suit  to  have  it  vacated ;  and  insists  that  he  is  not  estop- 
ped to  deny  the  validity  of  the  patents. 

He  sets  up  no  defense  under  this  contract,  and  disclaiming  any 
license  from  the  complainants  in  respect  to  the  line  of  telegraph  in 
question,  answers,  that  he  believes,  on  grounds  which  he  sets  forth, 
that  Mr.  Morse  is  not  the  original  and  first  inventor  of  the  telegraph 
described  in  his  patents,  and  insists  that  his  patents  are,  on  that 
ground,  and  upon  their  face,  and  for  other  causes  he  states,  null  and 
void. 

He  admits  the  construction  and  operation  of  the  lines  of  telegraph 
in  Kentucky  and  elsewhere,  by  himself  and  others ;  but,  denying  that 
the  instruments  employed  on  them  are  within  the  description  of  the 
complainants'  patents,  even  on  the  supposition  of  their  validity,  denies 
the  infringement. 

i3ut  other  grounds  of  defense,  not  presented  by  the  answer,  were 
assumed  in  the  argument ;  and  the  matter  of  the  answer  will  be  more 
fully  stated  under  the  several  heads  of  the  whole  defense.  The 
defendants  all  united  in  opposition  to  the  motion. 

The  parties  respectively  read,  without  objection,  a  great  mass  of 
documentary  proof,  in  support  of  their  positions,  and  a  model  of  the 
telegraph  described  in  the  letters  patent  to  Mr.  Morse,  and  of  the 
telegraph  employed,  and  proposed  to  be  employed,  by  the  defend- 
ants, was  exhibited  and  subjected  to  the  application  of  the  proofs, 
the  explanation  of  the  parties,  and  the  inspection  of  the  tribunal. 

The  grounds  of  defense  presented  by  the  answer  of  O'Reilly,  and 
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assumed  on  the  proofs,  will  be  comprehended  under  these  heads  of 
primary  division : 

L  The  eomplaiuant  Morse  was  not  the  true  and  original  inventor 
of  this  telegraph. 

IE.  The  letters  patent  to  him  are  null  and  void  upon  their  face,  and 
for  other  causes  dehors. 

III.  The  telegraph  constructed  and  employed  by  them,  the  defend- 
ants, is  substantially  and  in  law  different  from  the  telegraph  described 
in  the  letters  patent  to  Morse,  and  of  which  he  can  lawfully  claim  the 
exclusive  employment ;  and,  therefore,  on  the  supposition  of  the  valid- 
ity of  the  patents  to  any  extent,  there  has  been  no  infringement 

IV.  The  case  on  the  pleadings  and  proofe  is  not  one,  whatever 
might  be  considered  of  it  on  a  final  hearing  of  the  bill,  which  will 
justify  an  order  for  injunction  presently. 

These  subjects  in  their  order. 

Ia  Mr.  Morse  the  original  inventor  of  this  telegraph,  and  of  the 
several  improvements  thereon  described  in  his  letters  patent  ? 

It  is  necessary  that  we  now  ascertain  and  settle  what  is  the  thing 
which  was  invented ;  and  to  this  end  it  will  be  most  convenient  to 
begin  at  its  conception,  and  accompany  it  in  its  progress  down  to  its 
present  state  of  apparent  maturity  and  completeness* 

History  of  the  Invention. 

Its  conception  is  fixed  by  Mr.  Morse  himself  in  October,  1832,  on 
board  the  packet-ship  Sully,  on  her  passage  from  Havre,  France,  to 
New  York. 

He  says  that  he  was  by  profession  a  historical  painter,  and  had,  in 
1829,  gone  to  Europe  for  perfecting  himself  in  that  art ;  that  on  his 
return  home,  in  October,  1832,  there  were  among  the  passengers  in 
the  ship  the  Hon.  "William  C.  Rives,  Minister  of  the  United  States  to 
the  Court  of  France,  Dr.  C.  T.  Jackson,  James  Fisher,  Esq.,  of  Phil- 
adelphia, "William  Constable,  Esq.,  and  other  gentlemen  of  extensive 
reading  and  intelligence ;  and  that  soon  after  the  voyage  commenced 
the  then  experiments  and  discoveries  in  relation  to  electro-magnetism, 
and  the  affinity  of  electricity  to  magnetism,  or  their  probable  identity, 
became  a  subject  of  conversation. 

In  the  course  of  this  discussiou,  it  occurred  to  him,  that,  by  means 
of  electricity,  signs  representing  figures,  letters,  or  words  might  be 
legibly  written  down  at  any  distance,  and  that  the  same  effect  might 
be  produced  by  bringing  the  current  in  contact  with  paper  saturated 
with  some  saline  solution.    These  ideas  took  full  possession  of  his 
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mind,  and  during  the  residue  of  the  voyage  he  occupied  himself,  in 
a  great  measure,  in  devising  means  of  giving  them  practical  effect. 

Before  he  landed  in  the  United  States,  he  had  conceived  and  drawn 
out,  in  his  sketch-hook,  the  form  of  an  instrument  for  an  electro-mag- 
netic telegraph,  and  had  arranged  and  noted  down  a  system  of  signs 
composed  of  a  combination  of  dots  and  spaces,  which  were  to  repre- 
sent figures ;  and  these  were  to  indicate  words  to  be  found  in  a  tele- 
graphic dictionary,  where  each  word  was  to  have  its  number.  He 
had  also  conceived  and  drawn  out  the  mode  of  applying  the  electric 
or  galvanic  current,  so  as  to  mark  signs  by  its  chemical  effects. 

This  is  the  account  of  the  inventor  himself;  but  it  is  supported  by 
the  testimouy  of  disinterested  wituesses. 

Mr.  Rives,  under  date  of  September  27,  1837,  addressing  himself 
to  Mr.  Morse,  says : 

"  I  remember  perfectly  that  you  explained  to  me  the  idea  of  your 
ingenious  instrument,  during  the  voyage  which  we  made  together  in 
the  autumn  of  1832.  I  also  remember,  that,  during  our  many  con- 
versations on  this  subject,  I  suggested  several  difficulties  to  you,  and 
that  you  obviated  them  with  promptness  and  confidence." 

Captain  Pell,  the  commander  of  the  ship,  says,  on  the  same  day, 
addressing  himself  to  Mr.  Morse: 

"  When  I  examined  your  instrument,  a  few  days  since,  I  recognized 
in  it  the  same  mechanical  principles  and  arrangements  which  I  had 
heard  you  explain  on  board  of  my  vessel  in  1832." 

And  it  appears,  by  the  depositions  of  two  brothers  of  Mr.  Morse, 
that  on  their  meeting  him  on  board  the  ship,  immediately  she  had 
moored  at  New  York,  the  greeting  had  hardly  passed  between  the 
three  brothers,  and  before  they  had  reached  the  house  of  one  of 
them,  which  they  immediately  proceeded  to  from  the  ship,  he  an- 
nounced to  them  his  discovery,  and  told  them  that  he  had,  during 
his  voyage,  made  an  important  invention,  which  had  occupied  almost 
all  his  time  on  shipboard,  —  one  that  would  astonish  the  world,  and 
of  the  success  of  which  he  was  perfectly  sanguine ;  and  that  he  said 
this  invention  was  a  means  of  communicating  intelligence  by  elec- 
tricity,  so  that  a  message  could  be  written  down  in  characters,  in  a 
permanent  manner,  at  any  distance ;  and  he  took  from  his  pocket  and 
showed  them,  in  his  sketch-book,  a  representation  of  his  invention. 

And  this  was  the  invention  in  October,  1832. 

Mr.  Morse  further  says : 

"  Immediately  after  his  landing  in  the  United  States  he  communi- 
cated his  invention  to  a  number  of  his  friends,  and  employed  himself 
in  preparations  to  prove  its  practicability  and  value,  by  actual  experi- 
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ment.  To  that  end,  he  made  a  mould,  and  cast,  at  the  house  of  his 
hrother,  in  New  York,  before  the  commencement  of  the  year  1833, 
a  sot  of  type  representing  dots  and  spaces,  intended  to  be  used  for  the 
purpose  of  closing  aud  breaking  the  circuit  in  his  contemplated  ex- 
I>eriments." 

Aud  this  statement  is  also  supported  by  other  testimony. 

But  he  was  unable  to  proceed,  for  the  want  of  money  to  purchase 
the  materials  for  a  galvanic  battery  and  wire,  and  was  compelled  for 
subsistence  to  return  to  his  pencil ;  and  having  been  led  in  pursuit 
of  employment  from  placo  to  place,  from  1832  to  the  latter  part  of 
1835,  ho  had  no  opportunity  of  making  experiments  of  his  inven- 
tion. But  he  affirms  he  never  lost  faith  in  its  practicability,  or 
abandoned  his  intention  of  testing  it  as  soon  as  he  could  command 
the  means. 

"  In  1835,  he  was  appointed  professor  in  the  New  York  City  Uni- 
versity, and  about  the  month  of  November,  in  that  year,  occupied 
rooms  in  the  University  buildings.  Here  he  immediately  commenced, 
with  very  limited  means,  to  experiment  upon  his  invention. 

"  Ilia  first  instrument  was  made  up  of  an  old  picture  or  canvass 
frame  fastened  to  a  table;  the  wheels  of  an  old  wooden  clock,  moved 
by  a  weight,  to  carry  the  paper  forward ;  throe  wooden  drums,  upon 
one  of  which  the  paper  was  wound,  and  passed  thence  over  the  other 
•  two;  a  wooden  pendulum,  suspended  to  the  top  piece  of  the  picture 
or  stretching  frame,  and  vibrating  across  the  paper  as  it  passed 
over  the  center  wooden  drum;  a  pencil  at  the  lower  end  of  the  pen- 
dulum, in  contact  with  the  paper ;  an  electro-magnet,  fastened  to  a 
shelf  across  the  picture  or  stretching  frame,  opposite  to  an  armature 
made  fast  to  the  pendulum ;  a  type  rule  and  type  for  closing  and 
breaking  the  circuit,  resting  on  an  endless  band  composed  of  carpet- 
binding,  which  p:issed  over  two  wooden  rollers  moved  by  a  wooden 
crank,  and  carried  forward  by  points  projecting  downwards  into  the 
carpet-binding ;  a  lever,  with  a  small  weight  on  the  upper  side,  and 
a  tooth  projecting  downwards  at  one  end,  operated  on  by  the  type 
and  a  metallic  fork,  also  projecting  downwards  over  two  mercury 
cups;  at  the  other  end.  a  galvanic  battery  of  one  cup,  and  a  short 
circuit  of  wire  embracing  the  helices  of  the  electro-magnet,  connect- 
ed with  the  positive  and  negative  poles  of  the  battery,  and  terminat- 
ing in  the  mercury  cups. 

"  When  the  instrument  was  at  rest,  the  circuit  was  broken  at  the 
mercury  cups.  As  soon  as  the  first  typo  in  the  type  rule  (put  in 
motion  by  turning  the  wooden  crank)  came  in  contact  with  the  tooth 
on  the  lever,  it  raised  that  end  of  the  lever,  and  depreased  the  other, 
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bringing  the  prongs  of  the  fork  down  into  the  mercury,  thus  closing 
the  circuit.  The  current  passing  through  the  helices  of  the  electro- 
magnet, caused  the  pendulum  to  move,  and  the  pencil  to  make  an 
oblique  mark  upon  the  paper,  which  in  the  meantime  had  been  put 
in  motion  over  the  wooden  drum.  The  tooth  in  the  lever  falling 
into  the  space  between  the  first  two  types,  the  circuit  was  broken 
when  the  pendulum  returned  to  its  former  position,  the  pencil  mak- 
ing another  mark  as  it  returned  across  the  paper.  Thus,  as  the  lever 
was  alternately  raised  and  depressed  by  the  points  of  the  type,  the 
pencil  passed  to  and  fro  across  the  strip  of  paper,  passing  under  it, 
making  a  mark  resembling  a  succession  of  V's,  the  points  only  of 
which,  however,  were  considered  as  telegraphic  signs.  The  spaces 
between  the  tyr >cs  caused  the  pen  to  mark  horizontal  lines,  long  or 
short,  in  proportion  to  their  own  length. 

"  With  this  apparatus,  made  as  it  was,  and  completed  before  the 
first  of  the  year  1836,  he  was  enabled  to  mark  down  intelligibly 
telegraphic  signs ;  and  having  arrived  to  that  point,  he  exhibited  it 
to  some  of  his  friends  early  in  that  year,  and  first  of  all  to  Professor 
Leonard  D.  Gayle,  who  was  a  colleague  professor  in  the  university. 

"Here  was  an  actual  operation  of  the  instrument,  and  a  demon- 
stration of  its  capacity  to  accomplish  the  end  of  the  invention." 

And  this  statement  is  fully  supported  by  the  affidavit  of  Dr.  Gayle. 
He  says  : 

"  That  in  the  month  of  January,  in  the  year  one  thousand  eight 
hundred  and  thirty-six,  I  was  a  colleague  professor,  in  the  University 
of  the  city  of  New  York,  with  Professor  Samuel  F.  B.  Morse,  who 
had  rooms  in  the  University  buildings,  on  Washington  square,  in 
said  city ;  that  during  said  month  of  January  of  the  year  aforesaid, 
the  said  Professor  Morse  invited  me  into  his  private  room  in  the  said 
university,  where  I  saw,  for  the  first  time,  certain  apparatus,  consti- 
tuting his  electro-magnetic  telegraph.  The  invention,  at  that  time, 
consisted  of  the  following  pieces  of  apparatus." 

Here  the  witness  gives  a  full  description  of  the  apparatus,  and  of 
its  operation,  and  of  the  result ;  and  this  result  was  the  making  of 
the  permanent  and  legible  record. 

And  this  was  the  state  of  the  invention  in  January,  1836. 

Thus  Jar  it  had  not  been  ascertained  what  was  the  limit  of  the 
magnetic  power,  and  therefore  it  was  not  known  on  what  length  of 
wire  it  would  be  found  of  sufficient  force  to  make  the  record,  and 
there  had  been  no  means  devised  of  extending  the  operation,  further 
than  the  magnetic  current  of  one  battery  would  be  effectual.  But 
this  matter  had  not  escaped  the  attention  of  Mr.  Morse,  and  he  had 
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been*  devising  meaus  for  the  supply  of  whatever  defect  might  be 
found  in  this  respect. 

He  says :  "  Early  in  1836  he  procured  forty  feet  of  wire,  and  putting 
it  in  circuit,  found  that  his  battery  of  one  cup  was  not  sufficient  to 
work  his  instrument.  This  result  suggested  to  him  the  probability 
that  the  magnetism  to  be  obtained  from  the  electric  current  would 
diminish  in  proportion  as  the  circuit  was  lengthened,  so  as  to  be  in- 
sufficient for  any  practical  purpose  at  great  distances ;  and  to  remove 
that  probable  obstacle  to  his  success,  he  conceived  the  idea  of  com- 
bining two  or  more  circuits  together,  each  with  an  independent  bat- 
tery, making  use  of  the  magnetism  of  the  first  to  close  and  break  the 
second ;  that  of  the  second  to  close  and  break  the  third ;  and  so  on. 

"  His  chief  concern,  therefore,  in  his  subsequent  experiments,  was 
to  ascertain  at  what  distance  from  the  battery  sufficient  magnetism 
could  be  obtained  to  vibrate  a  piece  of  metal  to  be  used  for  that  pur- 
pose, knowing  that  if  he  could  obtain  the  least  motion  at  the  distance 
of  eight  or  teu  miles,  the  ultimate  object  was  within  his  grasp." 

A  mode  of  communicating  the  impulse  of  one  circuit  to  another, 
analogous  to  the  receiving  magnet  now  in  use,  was  matured  early  in 
the  spring  of  1837,  and  then  exhibited  to  Professor  Gayle,  his  confi- 
dential friend. 

And  this  statement  is  also  fully  confirmed  by  the  statemeut  of 
Dr.  Gayle.    He  says  : 

"It  was  early  a  question  between  Professor  Morse  and  myself, 
where  was  the  limit  of  the  magnetic  power  to  move  a  lever  ?  I  ex- 
pressed a  doubt  whether  a  lever  could  be  moved  by  this  power  at  the 
distance  of  twenty  miles,  and  my  settled  conviction  was,  that  it  could 
not  be  done  with  sufficient  force  to  mark  characters  on  paper  at  100 
miles  distance.  To  this  Professor  Morse  was  accustomed  to  reply, 
'  If  I  can  succeed  in  working  a  magnet  ten  miles,  I  can  go  around  the 
globe.'  The  chief  anxiety,  at  this  stage  of  the  invention,  was  to  as- 
certain the  utmost  limits  at  which  he,  Morse,  could  work  or  move  a 
lever  by  magnetic  power.  He  often  said  to  me, '  It  matters  not  how 
delicate  the  movement  may  be,  if  I  can  obtain  it  at  all,  it  is  all  I 
want.'  Professor  Morse  often  referred  to  the  number  of  stations 
which  might  be  required,  and  which  he  observed  would  add  to  the 
complication  and  expense.  The  said  Morse  always  expressed  his 
confidence  of  success  in  propagating  magnetic  power  through  any 
distance  of  electric  conductors  which  circumstances  might  render 
desirable.  His  plan  was  thus  often  explained  to  me :  *  Suppose,'  said 
Professor  Morse,  4  that  in  experimenting  on  twenty  miles  of  wire,  we 
should  find  that  the  power  of  magnetism  is  so  feeble  that  it  will  but 
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move  a  lever  with  certainty  a  hair1 's-breadth,  that  would  be  insuffi- 
cient, it  may  be,  to  write  or  to  print,  yet  it  would  be  sufficient  to  close 
and  break  another  or  a  second  circuit  twenty  miles  further,  and  this 
second  circuit  could  be  made,  in  the  same  manner,  to  close  and  break 
a  third  circuit;  and  so  on  around  the  globe.' 

"  This  general  statement  of  the  means  to  be  resorted  to.  now 
embraced  in  what  is  called  the  receiving  magnetic,  to  render  practical 
writing  or  printing  by  telegraph,  through  long  distances,  was  shown 
to  me  more  in  detail,  early  in  the  spring  of  the  year  1837,  (oue  thoa- 
sund  eight  hundred  and  thirty-seven,)  and  I  am  enabled  to  approxi- 
mate the  date  very  nearly,  from  an  accident  that  occurred  to  me.  iii 
falling  on  the  ice  formed  of  late  snow  in  the  spring  of  that  year. 

"The  accident  happened  on  the  occasion  of  removing  to  Professor 
Morse's  rooms  in  the  New  York  University  some  pieces  of  apparart* 
to  prepare  a  temporary  magnet. 

"  The  apparatus  was  arranged  on  a  plan  substantially  as  indicated 
in  the  drawings  on  sheet  2,  accompanying  this  affidavit.  Figure  1  is 
a  battery  at  one  terminus  of  a  line  of  conductors  representing  twenty 
miles  in  length,  from  one  pole  of  which  the  conductor  proceeds  to 
the  helix  of  an  electro-magnet  at  the  other  terminus,  the  helix  forni- 
iug  part  of  the  conductor;  from  thence  it  returns  to  the  battery,  and 
terminating  in  a  mercury  cup  o,  from  the  contiguous  mercury  cup 

a  wire  proceeds  to  the  other  pole  of  the  battery.  "When  the  fork 
of  the  lever  c  unites  the  two  cups  of  mercury,  the  circuit  is  complete 
and  the  magnet  b  is  charged  and  attracts  the  armature  of  the  lever 
d,  which  connects  the  circuit  of  battery  2  in  the  same  manner,  which 
again  operates  in  turn  lever  c,  twenty  miles  further;  and  so  on. 

"This  I  depose  and  say  was  the  plan  then  and  there  revealed  and 
shown  to  me  by  the  said  Professor  Morse,  and  which,  so  far  as  I 
know,  has  constituted  an  essential  part  of  his  electro-magnetic  tele- 
graph from  that  date  till  the  present  time." 

The  diagram  referred  to  by  the  witness  is  attached  to  the  deposi- 
tion, and  exhibits  the  combination  of  the  circuits  of  electricity  claim- 
ed by  Mr.  Morse  as  a  part  of  his  invention.  Their  construction  i 
fully  described,  and  their  operation  having  been  witnessed  by  the 
deponent,  is  described  in  his  deposition. 

And  this  was  the  state  of  the  invention  early  in  the  springof  1^3" 

It  fully  appears  that  the  completing  of  the  invention  had  been  re- 
tarded by  the  want  of  means  by  Mr.  Morse.  But  in  the  spring  a 
this  year  he  appears  to  have  been  excited  by  the  publication  ot  tf 
account  of  the  invention  of  a  telegraph  by  two  French  gentlemen. 
M.  Gonon  and  Servcl,  which  it  was  at  first  apprehended,  from  the 
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terms  of  its  announcement,  was  no  other  than  the  electro-magnetic 
telegraph,  but  which  afterwards  turned  out  to  be  only  a  form  of  the 
common  telegraph  formerly  in  use ;  and  he  consented  to  a  notice 
being  taken,  in  one  of  the  newspapers  of  Xew  York,  of  his  inven- 
tion, and  renewed  and  increased  his  exertions  to  perfect  and  demon- 
strate its  great  superiority  and  value. 

He  was  assisted  by  his  fellow-professor,  Dr.  Gayle,  in  trying  ex- 
periments, and  in  consideration  thereof,  and  of  his  further  assistance 
in  such  work,  h,e  presented  him  an  interest  in  the  invention ;  and  by 
the  united  work  of  the  two,  from  April  to  September,  they  were 
enabled  to  exhibit  it  in  an  improved  form. 

In  the  latter  part  of  August,  Dr.  Gayle  states,  the  operations  of  the 
instrument  were  shown  to  numerous  visitors  in  the  university.  And 
he  continues : 

"It  was  on  Saturday,  the  second  day  of  September,  1837,  that 
Professor  Dauberry,  of  the  English  Oxford  University,  being  on  a  visit 
to  this  country,  was  invited,  with  a  few  friends,  to  see  the  operations 
of  the  telegraph  in  its  then  rude  form,  in  the  cabinet  of  the  New 
York  City  University,  where  it  then  had  been  put  up  with  a  circuit 
of  1,700  feet  of  copper  wire,  stretched  back  and  forth  in  that  long 
room.  I  well  remember  that  Professor  Dauberry,  Professor  Torrey, 
and  Mr.  Alfred  Vail  were  present,  among  others.  This  exhibition 
of  the  telegraph,  although  of  very  rude  and  imperfectly-constructed 
machinery,  demonstrated  to  all  present  the  practicability  of  the  in- 
vention ;  and  it  resulted  in  enlisting  the  means,  the  skill,  and  the 
zeal  of  Mr.  Alfred  Vail,  who  early  the  next  week  called  at  the 
rooms,  and  had  a  more  perfect  explanation  from  Professor  Morse  of 
the  character  of  the  invention." 

"  The  doubt  to  be  dispelled  in  Mr.  VaiFs  mind,  as  he  then  stated, 
and  has  since  frequently  stated,  was  whether  the  power  by  magnet- 
ism could  be  propelled  to  such  a  distance  as  to  bo  practically  effective. 
This  doubt  was  dissipated  in  a  few  minutes'  conversation  with  Pro- 
fessor Morse ;  and  I  have  ever  been  under  the  full  conviction  that  it 
was  the  means  then  disclosed  by  Professor  Morse  to  Mr.  Vail,  to  wit, 
the  plan  of  repeating  the  power  of  magnetism  at.  any  distance  re- 
quired, which  I  have  stated,  that  induced  Mr.  Alfred  Vail  and  his 
brother,  George  Vail,  at  once  to  interest  themselves  in  the  invention, 
and  to  furnish  Professor  Morse  with  the  means,  material,  and  labor 
for  an  experiment  on  a  large  scale." 

And  this  was  the  state  of  the  invention  in  September,  1837. 

Mr.  Morse  accordingly  proceeded  to  have  constructed  a  new, 
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larger,  and  more  perfect  instrument  for  exhibition  on  an  application 
for  a  patent  to  Washington. 

Caveat. 

In  the  meantime,  on  the  —  day  of  October,  1837,  in  order  to  pro- 
tect his  right  to  his  invention,  he  filed  his  caveat  in  the  Patent  Office. 
It  is  in  these  words : 

"  To  the  Commissioner  of  Patents. 

"The  petition  of  Samuel  F.  B.  Morse  #  •  represents:  That  your 
petitioner  lias  invented  a  new  method  of  transmitting  and  recording 
intelligence  by  means  of  clectro-magnotism,  which  ho  denominates 
the  American  electro -magnetic  telegraph,  and  which  he  verily  be- 
lieves has  not  been  known  or  used  prior  to  the  invention  thereof  by 
your  petitioner.  Your  petitioner  further  states,  that  the  machinery 
for  a  full,  practical  display  of  his  new  invention  is  not  yet  completed, 
and  he  therefore  prays  protection  of  his  right  till  he  shall  have  ma- 
tured the  machinery ;  and  desires  that  a  caveat  for  that  purpose  may 
be  tiled  in  the  confidential  archives  of  the  Patent  Office,  and  pre- 
served in  secrecy,  according  to  the  terms  and  conditions  expressed 
in  the  act  of  Congress  in  that  case  made  and  provided ;  he  having 
paid  twenty  dollars  into  the  treasury,  and  complied  with  other  pro- 
visions of  the  said  act. 

"  New  York,  September  28,  1837." 

These  are  the  specifications  annexed  to  the  caveat : 

"  The  nature  of  my  invention  consists  in  laying  an  electric  or  gal- 
vanic circuit  or  conductors  of  anv  length  to  any  distance.  These 
conductors  may  be  made  of  any  metal,  such  as  copper  or  iron  wire, 
•or  strips  of  copper  or  iron,  or  of  cords  or  twine,  or  other  substances, 
gilt,  silvered,  or  covered  with  any  metal  leaf,  properly  insulated  in 
the  ground,  or  through  or  beneath  the  water,  or  through  the  air,  and 
by  causing  the  electric  or  galvanic  current  to  pass  through  the  cir- 
cuit, by  means  of  any  generator  of  electricity,  to  make  use  of  the 
visible  signs  of  the  presence  of  electricity  in  any  part  of  the  said  cir- 
cuit, to  communicate  any  intelligence  from  one  place  to  another. 

**  To  make  the  said  visible  signs  of  electricity  available  for  the  pur- 
pose aforesaid,  I  have  invented  the  following  apparatus,  namely : 

"  First.  A  system  of  signs,  by  which  numbers,  and  consequently 
.words  and  sentences,  are  signified. 

"  Second.  A  set  of  type  adapted  to  regulate  and  communicate  the 
signs,  with  eases  for  convenient  keeping  of  the  type,  and  rules  in 
which  to  set  up  the  type. 

"  Third.  An  apparatus  called  a  port  rule,  for  regulating  the  move- 
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ment  of  the  type  rules,  which  rules,  by  means  of  the  type,  in  their 
turn  regulate  the  times  and  intervals  of  the  passage  of  electricity. 

M  Fourth.  A  register,  which  records  the  signs  permanently. 

11  Fifth.  A  dictionary  or  vocabulary  of  words,  numbered  and  adapt- 
ed to  this  system  of  telegraph. 

«  Sixth.  Modes  of  laying  the  conductors,  to  preserve  th4m  from 
iujury." 

Here  is  a  description  of  each  of  the  articles  of  the  invention,  after 
which  he  concludes  in  these  words : 

"  What  I  claim  as  my  invention,  and  desire  to  secure  hy  letters  pat- 
ent, and  to  protect  for  one  year,  is  a  method  of  recording  perma- 
nently electrical  signs,  which,  by  means  of  metallic  wires,  or  other 
good  conductors  of  electricity,  convey  intelligence  between  two  or 
more  places." 

The  new  instrument,  which  Mr.  Morse  was  enabled  to  have  con- 
structed by  his  arrangement  with  Mr.  Vail,  was  completed  iii  the 
latter  end  of  this  year,  and  in  the  succeeding  February,  1838,  it  was 
exhibited  in  the  Franklin  Institute  at  Philadelphia,  where  it  operated 
with  success  through  a  circuit  of  ten  miles  of  wire ;  and  a  committee 
of  the  institute  made  a  report  of  its  success. 

It  was  thence  removed  to  the  city  of  Washington,  where  it  was 
publicly  exhibited  in  the  hall  of  the  House  of  Representatives,  and  a 
committee  having  been  appointed  to  examine  it,  made  a  favorable 
report,  and  recommended  an  appropriation  of  thirty  thousand  dollars, 
to  have  effectually  tested  the  utility  of  the  iuveution. 

And  this  was  the  state  of  the  invention  early  in  the  spring  of  1838. 

Petition  for  Patent  and  its  Specifications. 

The  caveat  was  followed,  on  the  7th  of  April,  1838,  by  the  petition 
of  Mr.  Morse  for  the  patent    It  is  to  this  effect: 

"  Be  it  known,  that  I,  Samuel  F.  B.  Morse,  of  the  city,  county,  and 
State  of  New  York,  have  invented  a  new  and  useful  machine  and 
system  of  signs  for  transmitting  intelligence  between  distant  points, 
by  the  means  of  a  new  application  and  effect  of  electro-magnetism, 
in  producing  sounds  and  signs,  or  either,  and  also  for  recording  per- 
manently, by  the  same  means  and  application  and  effect  of  electro- 
magnetism,  any  signs  thus  produced,  and  representing  intelligence, 
transmitted  as  before  named,  between  distant  points,  and  I  denomi- 
nate said  invention  the  American  electro-magnetic  telegraph,  of 
which  the  following  is  a  full  and  exact  description,  to  wit: 

"It  consists  of  the  following  parts:  First,  of  a  circuit  of  electric  or 
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galvanic  conductors  lrom  any  generator  of  electricity  or  galvanism, 
and  of  electro-magnets  at  any  one  or  more  points  in  said  circuit." 

Here  he  gives  the  several  parts  of  which  his  invention  consisted, 
and  adds  a  long  description  of  each  of  them,  and  then  sums  up  what 
lie  bad  affirmed  he  had  himself  invented,  in  these  words: 

4i  What  I  claim  as  my  invention,  aud  desire  to  secure  by  letters 
patent,  is  as  follows: 

'*  1st.  The  formation  and  arrangement  of  the  several  parts  of  mech- 
anism constituting  the  type  rule,  the  straight  port  rule,  the  circular 
port  rule,  the  two  signal  levers,  and  the  register  lever,  aud  alarm 
lever  with  its  hammer,  as  combining  respectively  with  each  of  said 
levers,  one  or  more  armatures  of  an  electro-magnet,  and  as  said  parts 
are  severally  described  in  the  foregoing  specification. 

"  2d.  The  combination  of  the  mechanism  constituting  the  recording 
cylinder,  and  the  accompanying  rollers  and  train  wheels,  with  the 
formation  and  arrangement  of  the  several  parts  of  mechauism,  the 
formation  and  arrangement  of  which  are  claimed  as  above,  and  as 
described  in  the  foregoing  specification. 

"  3d.  The  use,  system,  formation,  and  arrangement  of  type  and  of 
signs  for  transmitting  intelligence  between  distant  points,  by  the 
application  of  electro-magnetism,  and  metallic  conductors  combined 
with  mechanism,  as  described  in  the  foregoing  specification. 

"4th.  The  mode  and  process  of  breaking,  by  mechanism,  currents 
of  electricity  or  galvanism,  in  any  circuit  of  metallic  conductors,  as 
described  in  the  foregoing  specification. 

"5th.  The  mode  and  process  of  propelling  and  connecting  cur- 
rents of  electricity  or  galvanism  in  and  through  auv  desired  number 
of  circuits  of  metallic  conductors,  from  anv  known  generator  of  elec- 
tricity  or  galvanism,  as  described  in  the  foregoing  specification. 

uGth.  The  application  of  electro -magnets,  by  means  of  one  or 
more  circuits  of  metallic  conductors,  from  any  known  generator  of 
electricity  or  galvanism,  to  the  several  levers  in  the  machiuery  de- 
scribed in  the  foregoing  specification,  for  the  purpose  of  imparting 
motion  to  said  levers,  and  operating  said  machinery,  aud  for  trans- 
mitting, by  signs  and  sounds,  intelligence  between  distant  points, 
aud  simultaneously  to  different  points. 

"  7th.  The  mode  and  process  of  recording,  or  marking  perma- 
nently, signs  of  intelligence  transmitted  between  distant  points,  and 
simultaneously  to  different  points,  by  the  application  and  use  of  elec- 
tro-magnetism or  galvanism,  as  described  in  the  foregoiug  specifica- 
tion. 

"  8th.  The  combination  and  arrangement  of  electro-magnets  in  one 
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or  more  circuits  of  metallic  conductors,  with  armatures  of  magnets, 
for  transmitting  intelligence  by  signs  and  sounds,  or  either,  between 
distant  points,  and  to  different  points  simultaneously. 

"  9th.  The  combination  and  mutual  adaptation  of  the  several  parts 
of  the  mechanism  and  system  of  type,  and  of  signs,  with  and  to  the 
dictionary  or  vocabulary  of  words,  as  described  in  the  foregoing 
specification." 

It  appears  that  no  objection  was  found  to  the  issuing  of  the  patent 
immediately,  except  that  there  had  not  been  filed  with  the  specifi- 
cations a  duplicate  set  of  the  drawings,  and  that  the  Commissioner 
wrote,  in  answer  to  an  application  for  it,  to  this  effect,  on  the  1st  of 
May. 

In  England  and  France. 

But  Mr.  Morse  had  conceived  a  hope  that  he  might  secure  a  con- 
sideration for  the  use  of  his  invention  in  foreign  countries,  as  well 
as  in  the  United  States ;  and  on  the  15th  of  May  he  returned  this 
answer  to  the  Commissioner,  and  departed  the  next  day  for  Liver- 
pool: 

"New  York  City  University,  May  15,  1838." 
"Hon.  Henry  L.  Ellsworth — Dear  Sir:  Excuse  the  delay  in 
answering  your  letter  of  the  1st  instant,  relative  to  a  duplicate  set 
of  drawings  for  my  letters  patent.  May  I  ask  the  favor  of  you  to 
delay  issuing  the  letters  patent  until  you  hear  from  me  in  Europe, 
as  I  fear  issuing  them  here  will  at  present  interfere  with  my  plans 
abroad  ? 

"  I  sail  to-morrow  in  the  ship  Europe,  for  Liverpool.  Farewell." 

In  England,  a  patent  was  refused  to  the  American  inventor,  on 
the  ground  that  some  description  of  his  invention — the  substance  of 
which  will  appear  hereafter — had  been  published  in  the  London 
Magazine. 

But  he  was  otherwise  received  in  France. 

In  (he  French  Academy  of  Sciences. 

He  communicated  a  description  of  his  invention,  and  exhibited 
the  instrument  in  operation,  before  the  French  Academy  of  Sciences, 
on  the  10th  of  September,  1838. 

And  this  is  the  account  of  the  invention  published  in  the  Comptcs 
Rendus,  the  weekly  journal  of  the  academy :  ' 

"Applied  Physics. — Electro-magnetic  telegraph  of  Mr.  Morse,  pro- 
fessor in  the  University  of  New  York." 

"  The  instrument  has  been  put  in  operation  under  the  eyes  of  the  • 
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academy.  The  following  is  a  literal  translation  of  a  large  portion 
of  the  notice  delivered  by  Mr.  Morse  to  the  perpetual  secretaries: 

"  Mr.  Morse  conceives  that  his  instrument  is  the  first  practicable 
application  which  has  been  made  of  electricity  to  the  construction  of 
a  telegraph. 

"This  instrument  was  invented  in  October,  1832,  whilst  the  author 
was  on  his  way  from  Europe  to  America,  in  the  packet-ship  Sully. 
The  fact  is  attested  by  the  captain  of  the  ship  and  several  of  the  pas- 
sengers. Among  the  number  of  the  latter  was  Mr.  Rives,  the  Minis- 
ter of  the  United  States  near  the  French  government. 

[Here  is  given  the  account  of  Mr.  Rives  and  Captain  Pell,  already 
set  out,  after  which  the  account  proceeds:] 

"The  idea  of  applying  galvanism  to  the  construction  of  telegraphs 
is  not  new.  Dr.  Coxe,  a  distinguished  citizen  of  Philadelphia,  makes 
mention  of  it  in  a  note  inserted  by  him  in  February,  181 G,  in  the 
Annals  of  Dr.  Thompson,  page  162,  first  series;  but  he  did  not  give 
any  means  of  effecting  it. 

"Since  the  period  to  which  the  inventiou  of  Mr.  Morse's  telegraph 
goes  back,  other  arrangements,  founded  on  the  same  principles,  have 
been  announced,  of  which  the  most  celebrated  are  those  of  Mr.  Steiu- 
heil,  of  Munich,  and  of  Mr.  Wheatstone,  of  London.  They  differ 
very  much  in  mechanism. 

"The  American  telegraph  employs  but  one  circuit  •  The  following 
is  an  abridged  description  of  it : 

"At  the  extremity  of  the  circuit,  where  the  news  is  to  be  received, 
is  an  apparatus  called  the  register.  It  consists  of  an  electro-magnet, 
the  wire  covering  of  which  forms  the  prolongation  of  the  wire  of  the 
circuit. 

"The  armature  of  this  magnet  is  attached  to  the  end  of  a  small 
lever,  which,  at  its  opposite  extremity,  holds  a  pen  ;  under  this  pen 
is  a  ribband  of  paper  which  moves  forward  as  required,  by  means  of 
a  certain  number  of  wheels.  At  the  other  extremity  of  the  circuit, 
that  is  to  say,  at  the  station  from  which  the  news  is  to  be  sent  out,  is 
another  apparatus  called  the  port  rule ;  it  consists  of  a  battery  or 
generator  of  galvanism,  at  the  two  poles  of  which  the  circuit  ends; 
near  the  battery,  a  portion  of  this  circuit  is  broken  ;  the  two  extremi- 
ties disjoined  arc  plunged  into  two  cups  of  mercury  near  each  other. 

"  By  the  aid  of  a  bent  wire  attached  to  the  extremity  of  a  little 

♦"Suppose  the  places  to  he  put  In  communication  with  each  other  occupy  the 
three  angles  of  a  triangle,  the  four  angles  of  a  quadrilateral,  or  certain  points  of  a 
line  inclosing  a  space,  a  single  wire  passing  through  all  those  points  would  be 
.   sufficient,  at  least  according  to  theory." 
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lever,  the  two  cups  may  be,  at  will,  placed  in  connection  with  each 
other,  or  left  separated ;  thus  the  circuit  is  completed  and  interrupted 
at  pleasure.    The  movement  of  the  mechanism  is  as  follows : 

"  When  the  circuit  is  complete,  the  magnet  is  charged  ;  it  attracts 
the  armature,  the  movement  of  which  brings  the  pen  into  contact, 
with  the  paper.  When  the  circuit  is  interrupted,  the  magnetism  of 
the  horseshoe  ceases,  the  armature  returns  to  its  first  position,  and  the 
pen  is  withdrawn  from  the  paper.  When  the  circuit  is  completed 
and  broken  rapidly  in  succession,  mere  dots  are  produced  upon  the 
moving  paper ;  if,  on  the  contrary,  the  circuit  remain  complete  for 
a  certain  length  of  time,  the  pen  marks  a  line,  the  length  of  which 
is  in  proportion  to  the  time  during  which  the  circuit  remains  com- 
plete. This  paper  presents  a  long  interval  of  blank  if  the  circuit 
remain  interrupted  during  some  considerable  time.  These  points, 
lines,  and  blanks  lead  to  a  great  variety  of  combinations.  By  means 
of  these  elements,  Professor  Morse  has  constructed  an  alphabet  and 
the  signs  of  the  ciphers.  The  letters  may  be  written  with  great  rap- 
idity by  means  of  certain  types  which  the  machine  causes  to  move 
with  exactness,  and  which  give  the  proper  movements  to  the  lever 
bearing  the  pen.  Forty-five  of  these  characters  may  be  traced  in  one 
minute. 

"The  register  is  under  the  control  of  the  person  who  sends  the 
news.  In  fact,  from  the  extremity  called  the  port  rule,  the  mechan- 
ism of  the  register  may  be  set  in  motion  and  stopped  at  will.  The 
presence  of  a  person  to  receive  the  news  is,  therefore,  not  necessary, 
though  the  sound  of  a  bell,  which  is  rung  by  the  machine,  announces 
that  the  writing  is  about  to  be  begun. 

•  u  The  distance  at  which  the  American  telegraph  lias  been  tried  is 
ten  miles  English,  or  four  post  leagues  of  France.  The  experiments 
have  been  witnessed  by  a  committee  of  the  Franklin  Institute  of 
Philadelphia,  and  by  a  committee  appointed  by  the  Congress  of  the 
United  States.  The  reports  of  these  committees,  which  we  have  not 
copied,  are  extremely  favorable.  The  committee  of  Congress  recom- 
mended the  appropriation  of  thirty  thousand  dollars." 

French  Patent,  1838. 

A  patent  was  accordingly  granted  to  Mr.  Morse,  by  the  French 
government,  but  it  yielded  him  no  pecuniary  profit. 

It  is  dated  on  the  20th  of  August,  1838,  and  was  delivered  to  him 
on  the  30th  of  October  afterwards. 

But  the  law  of  France  required  the  invention  to  be  put  into  use  in 
two  years,  and  on  failure  the  exclusive  privilege  of  the  patentee  was 
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forfeited.  Mr.  Morse  had  not  the  means  of  complying  with  the  con- 
dition, and  he  returned  home  in  1838,  with  the  hope  of  inspiring  in 
his  own  countrymen  sufficient  confidence  in  his  great  invention.  Bat 
the  embarrassed  condition  of  the  country  caused  him  to  despair  of 
success  at  that  time,  and  being  compelled  to  betake  himself  again  to 
his  pencil,  he  made  no  farther  movement  until  the  succeeding  year. 

American  Patent,  1840. 

On  recurring  to  his  former  application  for  his  patent,  which  had 
remained  on  the  files  of  the  office,  the  duplicate  set  of  his  drawings 
were  still  wanting ;  but  having  supplied  this,  and  complied  with  some 
other  directions  of  the  Commissioner,  the  patent  was  issued. 

It  was  sealed,  and  bears  date  June  20, 1840.  * 

The  specifications  filed  in  1838,  on  the  application  for  the  patent, 
are  annexed  to  it  as  part  thereof.  These  specifications,  or  so  much 
of  them  as  may  be  necessary,  will  be  set  out  hereafter,  before  or  when 
they  become  the  subject  of  discussion. 

But  the  confidence  of  the  capitalists  in  an  invention  so  extraordi- 
nary, and  one  promising  such  incredible  results,  could  not  be  inspired, 
and  the  patentee  was  not  able,  himself,  to  construct  a  line  of  telegraph, 
and  introduce  it  into  actual  use,  and  he  again  applied  to  the  Congre* 
of  the  United  States.  This  resulted  in  the  appropriation  of  thirty 
thousand  dollars,  according  to  the  recommendation  of  the  committee 
in  1838,  for  the  purpose  of  testing  the  practicability  and  utility  of  the 
system,  under  the  superintendence  of  Mr.  Morse. 

And  this  resulted  in  the  construction  of  the  line  of  telegraph  from 
Baltimore  to  Washington,  and  a  complete  demonstration  of  the  prac- 
ticability and  great  public  utility  of  his  invention. 

And  this  was  the  state  of  the  invention  in  June,  1844,  twelve  year? 
after  its  conception. 

Effort*  were  then  made  for  the  extension  and  multiplication  of  it 
advantages,  but  difficulties  were  encountered  in  the  introduction  and 
establishment  of  an  affair  of  such  novelty,  and  requiring  such  a  large 
amount  of  capital,  and  some  time  was  necessary  to  overcome  them. 

The  exertions  were,  however,  continued,  and  with  the  suece* 
which  the  progress  in  the  establishment  of  the  telegraphs  stated  in 
the  bill  of  exhibits. 

And  in  the  meantime,  as  will  be  presently  seen,  Mr.  Morse  con- 
tinued his  exertions  to  improve  and  perfect  this  great  invention. 

1840  Patent  Reissued  1846. 

In  January,  1846,  the  specifications  of  the  invention  and  descrip- 
tion of  the  mode  of  its  operation  having  been  supposed  to  he  in 
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some  respects  defective,  the  patent  was  surrendered,  and  a  new  pat- 
ent taken  out  in  its  stead. 

The  specifications  annexed  to  this  patent  will  be  adverted  to  here- 
after. It  will  be  sufficient  for  the  present  to  state,  that,  in  the  sum- 
ming up  of  what  the  patentee  affirmed  he  had  invented,  there  is 
found  one  article  corresponding  to  the  fifth  and  some  of  the  other 
clauses  in  the  specifications  of  the  patent  of  1840.    He  says : 

"  I  also  claim  the  combination  of  two  or  more  circuits  of  galvanism 
or  electricity,  generated  by  independent  batteries,  by  means  of  electro- 
magnetism,  as  above  described." 

It  appears  that  originally  the  design  was  that  this  part  of  the  in- 
vention was  to  be  resorted  to  only  in  case  the  galvanic  current  of 
one  battery  should  be  found  insufficient,  on  a  long  line,  to  afford  the 
motive-power  necessary  to  work  the  register  and  record  the  intel- 
ligence, and  it  does  not  appear  that  it  had  been,  before  this  date, 
ascertained  that  the  one  battery  and  circuit  would  not  be  sufficient 
for  any  distance. 

Patent  of  1846  for  New  Improvement, 

But  on  the  16th  of  April,  1846,  Mr.  Morse  applied  for  and  obtained 
another  patent  for  an  improvement  on  his  own  original  invention. 

And  it  appears  from  his  representations,  contained  in  the  specifica- 
tions annexed  to  this  patent,  that  it  had  then  been  ascertained  that 
the  galvanic  current  generated  by  one  battery  would  be  sufficient  to 
continue  the  electric  current  on  any  length  of  line,  and  afford  suffi- 
cient motive-power  to  open  and  close  the  battery ;  but  that  it  would 
not  be  sufficient  at  any  considerable  distance  to  work  the  register 
and  make  the  record,  unless  this  battery  was  made  of  great  magni- 
tude ;  and  that  by  such  battery  the  expense  of  the  operation  would 
be  greatly  increased. 

He  had,  therefore,  contrived  what  he  called  a  receiver  or  receiving 
magnet,  worked  by  a  local  battery,  or  battery  situated  at  the  place 
to  which  the  intelligence  is  transmitted,  by  which  a  second,  but  short, 
local  circuit,  connected  with  the  main  circuit,  was  opened  and  closed, 
aud  sufficient  force  given  to  the  register  to  make  the  record. 

The  second  patent  is  for  this  and  for  other  improvements,  which  he 
sums  up  in  these  words : 

"What  I  claim  as  my  invention,  and  desire  to  secure  by  letters 
patent,  is  the  receiving  magnet,  or  a  magnet  having  a  similar  char- 
acter, that  sustains  such  a  relation  to  the  register  magnet,  or  other 
magnetic  contrivances  for  registering,  and  the  length  of  the  current 
or  telegraphic  line,  as  will  enable  me  to  accomplish,  with  the  aid  of 
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a  main  ffalvanic  batterv  and  the  introduction  of  a  local  batterv.  such 
motion  or  power  for  registering  as  could  not  be  obtained  otherwise 
without  the  use  of  a  much  larger  galvanic  batten-. 

"  I  claim  as  my  invention  the  use  of  a  local  battery  and  magnet 
in  combination  with  a  battery  and  magnet  connected  with  the  main 
line  or  lines  of  conductors,  for  the  purpose  above  specitied. 

"I  also  claim  the  combination  of  the  apparatus  connected  with 
the  clock-work,  for  setting  oft*  the  paper  and  stopping  it  with  the  pen 
lover,  M. 

"I  also  claim  the  combination  of  the  points  affixed  in  the  pen 
lever,  with  the  grooved  roller,  N,  for  marking  on  paper,  as  above 
described." 

But  on  the  18th  of  June,  1848,  on  the  supposition  there  were  some 
defects  in  the  specifications  of  each  of  these  two  patents  then  extant, 
they  were  both  surrendered  and  cancelled,  and  new  patents  obtained 
in  the  stead  of  each,  respectively. 

And  these  are  the  patents  upon  which  the  exclusive  right  to  the 
employment  of  the  telegraph  now  before  us  is  claimed  by  the  com- 
plainant. 

But  it  is  necessary,  to  a  fair  and  iutelligible  statement  and  disea- 
sion  of  the  case,  that  large  portions  of  the  schedules  be  set  out  in  then- 
own  words. 

1840  Patent  Reissued  1848. 

The  patent  itself,  which  is  a  reissue  of  the  patents  of  1846,  which 
was  a  reissue  of  the  original  patent  of  20th  June,  1840,  will  be  given 
at  length,  because  the  terms  of  it  will  be  the  subject  of  discussion  here- 
after, in  connection  with  the  statute.    It  is  in  the  following  wont: 

"  The  United  States  of  America  to  all  to  whom  these  letters  paten: 
shall  come: 

"  Whereas,  Samuel  F.  B.  Morse,  of  Poughkeepsie,  New  York,  to 
alleged  that  he  has  invented  a  new  and  useful  improvement  in  tb 
mode  of  communicating  information  by  signals,  by  the  application  »>i 
electro-magnetism,  for  which  letters  patent  were  granted  on  the  *2fot 
of  June,  1840,  which  letters  patent  were  surrendered  and  rescind^ 
on  the  15th  day  of  January,  1846,  which  last  letters  patent  are  hereto 
cancelled,  on  account  of  a  defective  specification,  which  he  states  Ha? 
not  been  known  or  used  before  his  application ;  has  made  oath  that 
he  is  a  citizen  of  the  United  States ;  that  he  does  verily  believe  that 
he  is  the  original  and  first  inventor  or  discoverer  of  the  said  improve- 
ment, and  that  the  same  has  not,  to  the  best  of  his  knowledge  an;' 
belief,  been  previously  known  or  used ;  has  paid  into  the  treasury 
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the  United  States  the  sum  of  fifteen  dollars,  and  presented  a  petition 
to  the  Commissioner  of  Patents,  signifying  a  desire  of  obtaining  an 
exclusive  property  in  the  said  improvement,  and  praying  that  a  pat- 
ent may  be  granted  for  that  purpose: 

"  These  are,  therefore,  to  grant,  according  to  law,  to  the  said  Sam- 
uel F.  B.  Morse,  his  heirs,  administrators,  or  assigns,  for  the  term  of 
fourteen  years  from  the  twentieth  day  of  June,  one  thousand  eight 
hundred  and  fortv,  the  full  and  exclusive  right  and  liberty  of  making, 
constructing,  using,  and  vending  to  others  to  be  used  the  said  im- 
provement, a  description  whereof  is  given,  in  the  words  of  the  said 
Samuel  F.  B.  Morse,  in  the  schedule  hereunto  annexed,  and  is  made 
part  of  these  presents." 

The  schedule  annexed  is  in  the  words : 

"  To  all  to  whom  these  presents  shall  come :  Be  it  known,  that  I,. 
Samuel  F.  B.  Morse,  now  of  ,  State  of  New  York,  have  in- 
vented a  new  and  useful  apparatus  for,  and  a  system  of,  transmitting 
intelligence  between  distant  points,  by  means  of  electro-magnetism, 
which  puts  in  motion  machinery  for  producing  sounds  or  signs,  and 
recording  said  signs  upon  paper  or  other  suitable  material,  which  in- 
vention I  denominate  the  American  electro-magnetic  telegraph,  and 
that  the  following  is  a  full,  clear,  and  exact  description  of  the  princi- 
ple or  character  thereof,  which  distinguishes  it  from  all  other  tele- 
graphs previously  known,  and  of  the  manner  of  making  and  con- 
structing said  apparatus  and  of  applying  said  system,  reference  being 
had  to  the  accompanying  drawings,  making  part  of  this  specification." 

Here  follows  a  description  of  the  instruments  and  of  the  mode  of 
their  operation,  which  will  be  omitted  here  and  adverted  to  hereafter. 

These  particular  specifications  and  descriptions  completed,  the  pat- 
entee sums  up  what  he  intends  it  should  be  understood  he  had  and 
had  not  invented;  and  after  disclaiming  all  pretensions  to  the  inven- 
tion of  what  he  says  was  before  known,  he  specifies  what  he  affirms 
he  had  himself  discovered  or  invented,  and  thus  designates  his  im- 
provement or  improvements,  a  description  whereof  he  had  just  before 
given  in  this,  his  schedule,  and  which  is  made  part  of  the  patent: 

"  First.  Having  thus  fully  described  my  invention,  I  wish  it  to  be 
understood  that  I  do  not  claim  the  use  of  the  galvanic  current,  or 
current  of  electricity,  for  the  purpose  of  telegraphic  communications 
generally;  but  what  I  specially  claim  as  my  invention  and  improve- 
ment is  making  use  of  the  motive-power  of  magnetism,  when  devel- 
oped by  the  action  of  such  current  or  currents,  substantially  as  set 
forth  in  the  foregoing  description  of  the  first  principal  part  of  my 
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invention,  as  means  of  operating  or  giving  motion  to  machinery, 
which  may  he  used  to  imprint  signals  upon  paper  or  other  suitable 
material,  or  to  produce  sounds  in  any  desired  manner,  for  the  pur- 
pose of  telegraphic  communication  at  any  distances. 

"  The  only  ways  in  which  the  galvanic  currents  had  been  proposed 
to  be  used  prior  to  my  invention  and  improvement  were  by  bubbles 
resulting  from  decomposition,  and  the  action  or  exercise  of  electrical 
power  upon  a  magnetized  bar  or  needle ;  and  the  bubbles  and  deflec- 
tions of  the  needles  thus  produced  were  the  subjects  of  inspection, 
and  had  no  power  or  were  not  applied  to  record  the  communication. 
I  therefore  characterize  my  invention  as  the  first  recording  or  print- 
ing telegraph  by  means  of  electro-magnetism. 

"  There  are  various  known  modes  of  producing  motion  by  electro- 
magnetism,  but  none  of  these  had  been  applied  prior  to  my  invention 
and  improvement,  to  actuate  or  give  motion  to  printing  or  recording 
machinery,  which  is  the  chief  point  of  my  invention  and  improve- 
ment.' 

"  Second.  I  also  claim  as  my  invention  and  improvement  the 
employment  of  the  machinery  called  the  register  or  recording  in- 
strument, composed  of  the  train  of  clock-wheels,  cylinders,  and 
other  apparatus,  or  their  equivalent,  for  removing  the  material  upon 
which  the  characters  are  to  be  imprinted,  and  for  imprintiug  said 
characters,  substantially  as  set  forth  in  the  foregoing  description  of 
the  second  principal  part  of  my  invention. 

"  Third.  I  also  claim  as  my  invention  and  improvement  the  com- 
bination of  machinery  herein  described,  consisting  of  the  generation 
of  electricity,  the  circuit  of  conductors,  the  contrivauce  for  closing 
and  breaking  the  circuit,  the  electro-magnet,  the  pen  or  contrivance 
for  marking,  and  the  machinery  for  sustaining  and  moving  the  paper, 
altogether  constituting  one  apparatus  of  telegraphic  machinery,  which 
I  denominate  the  American  electro-magnetic  telegraph. 

"Fourth.  I  also  claim  as  my  invention  tbti  combination  of  two 
or  more  galvanic  or  electric  circuits,  with  independent  batteries, 
substantially  by  the  means  herein  described,  for  the  purpose  of  obvi- 
ating the  diminished  force  of  electro-magnetism  in  long  circuits,  and 
enabling  me  to  command  sufficient  power  to  put  in  motion  register- 
ing or  recording  machinery  at  any  distance. 

"  Fifth.  I  claim  as  my  invention  the  system  of  signs,  consisting  of 
dots  and  spaces,  and  of  dots,  spaces,  and  horizontal  lines,  for  numer- 
als, letters,  words,  or  sentences,  substantially  as  herein  set  forth  and 
illustrated,  for  telegraphic  purposes. 

"Sixth.  I  also  claim  as  my  invention  the  system  of  signs,  con- 
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sisting  of  dots  and  spaces,  and  of  dots,  spaces,  and  horizontal  lines, 
substantially  as  herein  set  forth  and  illustrated,  in  combination  with 
machinery  for  recording  them,  as  signals  for  telegraphic  purposes. 

"  Seventh.  I  also  claim  as  my  invention  the  types,  or  their  equiv- 
alent, and  the  type  rule  and  post  rule,  in  combination  with  the  signal 
lever,  or  its  equivalent,  as  herein  described,  for  the  purpose  of  break- 
ing and  closing  the  circuit  of  galvanic  or  electric  conductors. 

"  Eighth.  I  do  not  propose  to  limit  myself  to  the  specific  machin- 
ery, or  parts  of  machinery,  described  in  the  foregoing  specifications 
and  claims;  the  essence  of  my  invention  being  the  use  of  the  motive- 
power  of  the  electric  or  galvanic  current,  which  I  call  electro-mag- 
netism, however  developed,  for  making  or  printing  intelligible  char- 
acters, letters,  or  signs  at  any  distance,  being  a  new  application  of 
that  power,  of  which  I  claim  to  be  the  first  inventor  or  discoverer." 

1846  Patent  Reissued  1848. 

This  patent  is  the  reissue  of  the  patent  of  April,  1846,  and  is  for  a 
new  and  useful  improvement  in  "electro-magnetic  telegraphs."  Tt 
grants  the  exclusive  use  to  the  patentee  for  the  term  of  fourteen 
years  from  the  eleventh  day  of  April,  1846,  and  refers  in  the  com- 
mon form  to  the  schedule  annexed  for  the  specifications  of  the  im- 
provement.   This  schedule  is  in  these  words  : 

"Be  it  known,  that  I,  Samuel  F.  B.  Morse,  *  •  *  have  invented 
a  new  and  useful  improvement  in  the  electro-magnetic  telegraph, 
and  I  do  hereby  declare  that  the  following  is  a  full,  clear,  and  exact 
description  of  the  object,  construction,  and  operation  thereof,  refer- 
ence being  had  to  the  accompanying  drawings,  and  making  part  of 
the  same. 

"Object  of  the  invention : 

"The  original  and  final  object  of  all  telegraphing  is  the  communi- 
cation of  intelligence  at  a  distance  by  signs  or  signals. 

"Various  modes  of  telegraphing,  or  making  signs  or  signals  at  a 
distance,  have  for  ages  been  in  use.  The  signs  employed  heretofore 
have  had  one  quality  in  common.  They  are  evanescent— shown  or 
heard  a  moment,  and  leaving  no  trace  of  their  having  existed.  The 
various  modes  of  these  evanescent  signs  have  been  by  beacon  -fires 
of  different  characters,  by  flags,  by  balls,  by  reports  of  fire-arms,  by 
bells  heard  from  a  distant  position,  by  movables,  arms  from  posts,  &c. 

"I  do  not,  therefore,  claim  to  be  the  inventor  of  telegraphs  gener- 
ally. The  electric  telegraph  is  a  more  recent  kind  of  telegraph,  pro- 
posed within  the  last  century,  but  no  practical  plan  was  devised  until 
about  sixteen  years  ago.    Its  distinguishing  feature  is  the  employ^ 
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nient  of  electricity  to  effect  the  same  general  result  of  communicating 
intelligence  at  a  distance  by  signs  or  signals. 

"  The  various  modes  of  accomplishing  this  end  by  electricity  have 
been — 

"The  employment  of  common  or  machine  electricity,  as  early  as 
1787,  to  show  an  evanescent  sign  by  the  divergence  of  pith  balls. 

"The  employment  of  common  or  machine  electricity,  in  1794,  to 
show  an  evanescent  sign  by  the  electric  spark. 

"  The  employment  of  voltaic  electricity,  in  1809,  to  show  an  evanes- 
cent sign  by  the  evolution  of  gas  bubbles,  decomposed  from  solution 
in  a  vessel  of  transparent  glass. 

"The  employment  of  voltaic  electricity  in  the  production  of  tem- 
porary magnetism,  in  1820,  to  show  an  evanescent  sign  by  deflecting 
a  magnet  or  compass  needle. 

"The  result  contemplated  from  all  these  electric  telegraphs  was 
the  production  of  evanescent  signs  or  signals  only. 

"I  do  not,  therefore,  claim  to  have  first  applied  electricity  to  tele- 
graphing for  the  purpose  of  showing  evanescent  signs  and  signals. 

"  The  orignal  and  final  object  of  my  telegraph  is  to  imprint  char- 
acters at  any  distance  as  signals  for  intelligence ;  its  object  is  to  mark 
or  impress  them  in  a  permanent  manner. 

"  To  obtain  this  cud,  I  have  applied  electricity  in  two  distinct  ways : 
1st.  T  have  applied,  by  a  novel  process,  the  motive-power  of  electro- 
magnetism,  or  magnetism  produced  by  electricity,  to  operate  machin- 
ery for  printing  signals  at  any  distance.  2d.  I  have  applied  the  chem- 
ical effects  of  electricity  to  print  signals  at  any  distance. 

*  The  apparatus  or  machiue  with  which  I  mark  or  imprint  signs  or 
letters  for  telegraphic  purposes  at  a  distance,  I  thus  describe." 

Here  follows  a  description  of  the  instruments  and  of  how  they  are 
employed.  After  which  the  patentee  sums  up,  and  specifies  what  he 
affirms  he  had  invented,  and  desires  to  have  secured  to  him  by  the 
grant,  in  these  words : 

"  First.  What  I  claim  as  my  invention,  and  desire  to  secure  by 
letters  patent,  is  the  employment,  in  a  main  telegraphic  circuit,  of  a 
device  or  contrivance  called  the  receiving  magnet,  in  combination 
with  a  short  local  independent  circuit  or  circuits,  each  having  a  reg- 
ister and  register  magnet,  or  other  magnetic  contrivances  for  regis- 
tering and  sustaining  such  a  relation  to  the  register  magnet,  or  other 
magnetic  contrivances  for  registering,  and  to  the  length  of  circuit  of 
telegraphic  line,  as  will  enable  me  to  obtain,  with  the  aid  of  a  gal- 
vanic battery  and  main  circuit,  and  the  intervention  of  a  local  battery 
ami  local  circuit,  such  motion  or  power  for  registering  as  could  not 
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be  obtained  otherwise  without  the  use  of  a  much  larger  galvanic 
battery,  if  at  all 

"  Second.  I  also  claim  as  my  invention  the  combination  of  the 
apparatus  called  the  self-stopping  apparatus,  connected  with  the 
clock-work  by  the  register,  for  setting  said  register  in  action  and 
stopping  it  with  the  pen  lever,  F,  as  herein  described. 

"Third.  I  also  claim  as  my  invention  the  combination  of  the 
point  or  points  of  the  pen  and  pen  lever,  or  its  equivalent,  with  the 
grooved  roller,  or  other  equivalent  device,  over  which  the  paper  or 
other  material  suitable  for  marking  upon  may  be  made  to  pass  for 
the  purpose  of  receiving  the  impression  of  the  characters ;  by  which 
means  I  am  enabled  to  mark  or  print  signs  or  signals  upon  paper  or 
other  fabric  by  indentation,  thus  dispensing  with  the  use  of  coloring 
matter  for  marking,  as  specified  in  my  letters  patent  of  January  15, 
1846." 

But  the  telegraph  itself,  constructed  according  to  the  specifications 
of  the  patents,  and  in  actual  use,  having  been  exhibited  and  given  in 
proof,  it  is  necessary,  in  order  to  put  on  paper  the  case  which  has 
been  heard,  that  the  instruments  themselves  be  described.' 

Description  of  the  Telegraph, 

It  consists  of — 

1.  The  main  circuit,  with  its  battery. 

2.  The  key,  with  the  signal  lever. 

8.  The  local  circuit,  with  its  battery. 

4.  The  receiver  or  mutator,  with  its  electro-magnet 

5.  The  register,  with  its  electro-magnet,  pen  lever,  and  grooved 
roller. 

It  will  be  observed  that  in  this  description  the  relay  magnet,  as  it 
was  called,  by  which  the  combination  of  the  circuit  was  originally 
effected,  will  not  be  found.  It  has  been  substituted  by  the  subse- 
quently invented  receiver  or  mutator,  on  the  same  principle  by  which 
the  main  circuit  is  combined  with  each  local  circuit,  or  circuit  in  the 
telegraph  office,  whereby  sufficient  motive-power  is  obtained  to  work 
the  register. 

And  that  the  port  rule  is  also  absent.  It  has  been  supplied  by  the 
improved  register  and  pen  lever,  with  its  pen  point  and  grooved  roll- 
ers in  connection. 

^  And  it  will  be  observed  that  the  telegraphic  dictionary  has  been 
also  abandoned  ;  and  that  the  characters  indented  by  the  pen  consti- 
tute an  alphabet,  differing  in  little  else  beside  the  figure  of  the  letters 
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from  the  common  alphabet,  and  which  is  therefore  read,  not  by  a 
peculiar  dictionary,  but  as  common  manuscript. 

Nothing  occurred  in  the  case  which  makes  it  necessary  to  describe 
the  self-stopping  apparatus. 

The  main  circuit  of  conductors,  in  connection  with  the  principle 
battery  and  key,  with  its  pen  lever  which  operates  upon  it,  may  be 
thus  described. 

It  is  begun  in  a  plate  of  copper  buried  in  the  ground  under  the 
first  telegraph  office,  and  consists  of  these  conductors: 

A  copper  wire,  having  one  end  inserted  in  the  copper-plate,  and 
the  other  in  one  pole  of  the  galvanic  battery,  in  a  room  of  the  office. 

Another  copper  wire,  with  one  end  inserted  in  the  other  pole  of 
the  battery,  and  after  passed  through  the  rooms  as  may  be  conven- 
ient, with  the  other  end  of  it  extended  up  and  inserted  in  and  under 
one  end  of  a  short  bar  of  brass,  which  is  part  of  the  instrument  called 
the  key. 

We  will  here  stop  the  description  of  the  circuit  of  conductors,  and 
describe  this  instrument. 

Key  with  its  Signal  Lever. 

This  key  consists  of  a  cross  formed  of  two  flat  bars  of  brass,  about 
two  or  three  inches  long,  screwed  down  Hpon  the  table,  or  upon  a 
pedestal  fixed  upon  the  table ;  on  each  end  of  the  arms  of  this  cross 
there  rise  similar  bars,  after  the  manner  of  the  sights  of  a  surveyors 
compass,  about  a  couple  of  inches  high.  These  support  the  fulcrum 
of  the  signal  lever.  ThisS'ulcrum  of  the  lever  is  a  steel  cylinder  ex- 
tended between  the  two  upright  bars  on  the  arms  of  the  cross,  with 
its  ends  terminating  in  axles  extending  through  the  bars  near  the 
upper  ends,  so  that  it  may  be  tunicd  when  the  lever  is  worked. 

The  lever  is  a  bar  of  brass  fixed  with  its  center  upon  this  fulcrum. 
It  is  horizontal  when  at  rest,  and  is  kept  in  its  position  by  a  spring 
fixed  under  its  fulcrum  and  extended  back.  A  sort  of  button  of  brass 
is  fixed  immediately  under  the  front  end  of  the  lever,  and  in  proxim- 
ity to  the  foot  of  the  cross ;  so  that  when  the  lever  is  pressed  down  it 
is  brought  into  contact  with  it  and  the  end  of  a  wire  which  is  extend- 
ed up  through  its  center.  This  button  is  so  contrived  that,  by  a  short 
lever  extended  from  it,  it  is  turned  from  or  brought  into  contact  with 
the  cross.    We  now  return  to  the  circuit  of  conductors. 

It  is  in  and  under  the  head  of  this  cross  that  the  wire  from  the  bat- 
tery was  inserted;  and  this  bar  constitutes  the  next  conductor. 

There  are  now  here  two  conductors:  one  the  conductor  when  intel- 
ligence is  not  being  transmitted  from  the  office,  and  the  other  when 
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intelligence  is  being  transmitted  from  the  office.  When  intelligence 
is  not  being  transmitted,  then,  after  this  bar  of  the  key,  the  button 
having  the  brass  wire  through  its  center  is  the  conductor.  But  when 
the  position  of  the  button  is  so  changed  that  it  is  not  in  contact  with 
this  bar,  then  it  is  not  the  next  conductor,  and  the  right  and  left  hand 
arms  of  the  cross  and  the  fulcrum  are  the  next  conductors,  and  the  sig- 
nal lever  pressed  down  and  brought  into  contact  with  the  button  is 
the  conductor  to  it  and  the  wire  projecting  up  through  it. 

When  intelligence  is  to  be  transmitted  from  the  office,  the  operator 
changes  the  positiou  of  the  button,  brings  it  out  of  contact  with  the 
foot  of  the  cross,  and  the  circuit  at  this  point  is  broken,  and  the  lever 
constituted  the  conductor  next  the  button  towards  the  kev.  The 
operator  has  then  command  of  the  circuit  for  his  operation.  By 
pressing  the  key  down  into  contact  with  the  button,  the  circuit  is 
closed ;  and  the  pressure  off,  the  circuit  is  broken.  This  produces 
the  corresponding  action  of  the  pen  lever,  which  registers  the  intel- 
ligence he  sends  off. 

We  now  return  to  the  circuit  of  conductors. 

The  wire  extended  from  the  button  is  the  next  conductor.  It  is 
copper,  and  is  extended  down  under  the  table,  and  then  up  through 
it  near  the  pedestal  of  the  receiving  magnet,  situated  on  the  table  at 
a  convenient  distance  from  the  key,  and  inserted  in  a  brass  standard 
near  its  upper  end,  which  stands  on  one  corner  of  the  pedestal  of  this 
receiver,  which  will  be  presently  described. 

And  this  standard  is  the  next  conductor. 

The  next  is  a  small  brass  wire,  extending  from  the  foot  of  this  stand- 
ard up  through  the  pedestal  into  proximity  to  the  horseshoe  magnet. 
This  wire,  prolonged  and  covered  with  silk,  is  wound  around  the 
shanks  of  the  horseshoe,  first  around  the  one  end  and  then  around 
the  other,  and  made  to  constitute  the  helices  of  the  magnet ;  after 
which  it  is  returned  down  through  the  pedestal,  and  inserted  in  the 
foot  of  another  standard  on  another  corner  of  the  pedestal  of  the 
magnet. 

And  this  standard  is  the  next  conductor. 

The  next  is  the  brass  wire  with  one  end  inserted  into  the  standard 
near  its  upper  end,  and  the  other,  after  its  extension  out  of  the  office, 
united  to  the  iron  wire  on  the  posts. 

This  iron  wire  is  the  next  conductor  to  the  next  office.  On  enter- 
ing this  office,  it  is  united  to  the  end  of  a  copper  wire,  which  has  its 
other  end  inserted  in  and  under  the  head  of  the  cross  of  the  key  in 
the  office.  Thence  the  circuit  is  continued  through  the  instruments 
of  this  office  as  in  the  first  office,  when  it  is  again  extended  out  upon 
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the  posts  to  another  office ;  and  thus  through  any  number,  and  over 
any  distance,  to  the  last  office  of  the  circuit.  It  is  then,  after  being 
passed  through  the  instruments  of  this  office  as  in  the  other  offices, 
extended  down  and  fastened  in  a  plate  of  copper  in  the  ground. 

The  earth,  it  is  said,  constitutes  the  conductor  from  this  copper- 
plate to  the  other,  from  which  we  set  out,  and  thereby  the  circuit  is 
completed. 

We  will  now  return  and  describe  the  receiver,  more  properly 
called  the  mutator. 

Receiving  Magnet. 

This  magnet  rests  on  the  pedestal  which  has  been  already  men- 
tioned, eight  or  ten  inches  long,  and  four  or  five  broad,  with  the  axis 
of  its  helices  horizontal,  and  parallel  to  the  sides  of  its  pedestal,  and 
with  what  corresponds  to  the  front  part  of  the  horseshoe  presented 
to  the  left,  in  proximity  to  the  two  standards  we  passed  on  the  circuit 

It  is  kept  in  its  position  by  a  brass  bar  extended  across  the  helices, 
near  the  heels  of  the  horseshoe,  and  pressed  and  kept  firmly  upon 
them  by  a  screw  extended  down  from  either  end  into  the  pedestal. 

Its  heels  present  themselves  to  a  horizontal  armature  of  a  movable 
upright  lever  within  their  attractive  power,  and  which,  it  will  be 
presently  found,  is  one  of  the  conductors  of  the  local  circuit. 

This  local  circuit  can  now  be  described.  It  begins  in  a  galvanic 
battery  in  the  office,  and  consists  of  these  things: 

A  copper  wire,  with  one  end  inserted  iu  one  pole  of  the  local  bat- 
tery in  a  room  of  the  office,  and  the  other  end  brought  up  through 
the  table  and  screwed  into  an  upright  brass  bar  or  standard  near  its 
upper  end,  standing  on  the  back  right-hand  corner  of  the  pedestal  of 
the  receiver. 

The  next  conductor  is  this  standard. 

And  then  a  copper  wire  extended  from  its  lower  end  under  the 
pedestal,  and  there  connected  with  a  steel  cylinder,  which  constitutes 
the  fulcrum,  on  which  stands  the  movable  lever  already  mentioned 
in  describing  the  main  circuit. 

This  cylinder  is  horizontal,  parallel  to  the  heels  of  the  magnet,  but 
below  them,  is  fixed  in  a  channel  across  the  pedestal,  and  has  its  ends 
in  sockets,  in  which  it  turns  and  allows  the  lever  which  stands  upon 
it  to  move  forward  and  back. 

And  this  lever  is  the  next  conductor. 

It  stands  perpendicular,  and  is  held  in  this  position  by  a  spiral 
spring  extended  front  behind  it  and  holding  it  back  against  the  end 
of  a  screw  projected  in  like  manner  against  its  back ;  but  which,  when 
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the  armature  fixed  across  it  is  attracted  by  the  heels  of  the  magnet, 
readily  consents  to  its  motion  forward  to  meet  near  its  upper  end 
another  conductor,  which  will  be  presently  described,  and  when  the 
attraction  is  not  as  quickly,  withdraws  it  to  its  former  position. 

We  will  now  return  back  to  the  local  battery,  and  commence  at  its 
other  pole. 

The  first  conductor  thence  in  this  direction  is  another  copper  wire. 

This  has  one  end  inserted  in  the  battery,  and  after  being  extended 
around,  according  to  the  situation  of  the  room,  has  its  other  end 
brought  up  under  the  table  near  the  electro-magnet  of  the  register, 
where  it  is  united  to  a  small  wire,  which  is  the  next  conductor. 

It  is  prolonged  and  wound  on  the  horseshoe  bar  in  like  manner 
with  the  wire  on  the  main  circuit,  and  made  to  constitute  the  helices 
of  this  magnet,  and  then  has  its  other  end  fastened  to  a  large  wire. 

And  this  wire  is  the  next  conductor. 

It  is  extended  under  the  table,  and  afterwards  brought  up,  and  has 
its  other  end  screwed  into  a  brass  standard  upon  the  right-hand  front 
or  remaining  corner  of  the  pedestal  of  the  receiver. 

And  this  standard  is  the  next  conductor. 

It  is  succeeded  by  a  brass  wire,  extended  from  its  lower  end  under 
the  pedestal,  and  brought  up  between  the  helices  of  the  receiving 
magnet  to  the  under  side  of  the  horizontal  bar,  which  we  lately  left 
extended  across  the  helices,  near  the  heels  of  the  magnet,  and  there 
inserted  in  this  bar. 

Immediately  over  this  end  of  this  wire,  and  fixed  upon  this  hori- 
zontal bar,  stands  a  perpendicular  bar,  which  is  the  next  conductor. 

And  the  last  conductor  is  a  brass  screw,  which,  passed  through  this 
bar,  near  its  upper  end,  and  extended  out  horizontally  from  it,  pre- 
sents its  platina  point  to  the  movable  lever,  which  we  lately  left  in 
describing  the  conductors  from  the  other  end  of  the  battery,  ready  to 
close  the  circuit  whenever  attracted  forward  by  the  heels  of  the  mag- 
net presented  to  its  armature  below. 

When,  by  the  act  of  the  operator  on  his  signal  key,  the  main  cir- 
cuit is  complete  or  "  closed."  as  it  is  called,  the  horseshoe  is  instantly 
an  electro-magnet,  and  the  armature  of  the  lever,  attracted  towards, 
not  to,  its  heels,  the  lever  is  brought  into  contact  with  the  platina 
point  of  the  brass  screw,  presented  to  its  front,  and  the  local  circuit 
of  conductors  is  "closed";  and  the  horseshoe,  whereon  we  just  said 
the  wire  of  the  local  circuit  had  formed  the  helices,  being  converted 
into  an  electro-magnet  for  the  register,  instantly  acts  upon  the  pen 
lever  in  the  register,  in  the  mode  we  will  presently  describe,  and  re- 
cords the  intelligence  which  the  operator  proposed. 
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This  done,  and  the  main  circuit  broken,  the  spiral  spring  behind 
the  lever,  which  had  before  readily  assented  to  its  attraction  forward, 
as  quickly  withdraws  it  to  its  former  position,  and  awaits  another 
signal. 

Register,  Pen  Lever,  and  Grooved  Hollers. 

The  register  consists  of  a  horseshoe  magnet,  the  pen  lever,  a  spiral 
spring,  the  grooved  roller.-*,  and  the  clock-work,  all  fixed  in  a  proper 
frame  upon  a  brass  pedestal  ten  or  twelve  inches  long  and  about  half 
that  breadth,  fixed  down  upon  the  table  at  a  convenient  distance  from 
the  other  instruments. 

The  magnet  is  fixed  on  the  right-hand  end  of  the  pedestal,  the  axis 
of  the  helices  perpendicular,  and  the  heels  upwards,  presenting  them- 
selves to  an  armature  of  the  pen  lever  within  their  attraction  above. 

The  pen  lever  is  a  brass  bar.  It  rests  in  a  horizontal  position,  with 
one  end  extended  to  the  right,  across  the  heels  of  the  magnet,  where 
its  armature  is  fixed  across  it,  and  the  other  extended  to  the  left, 
towards  the  rollers. 

It  has  for  its  fulcrum  a  steel  cylinder,  fixed  across  its  center,  with 
its  ends  in  sockets  in  the  framework.  It  is  held  to  the  position  by 
the  spiral  spring,  extended  from  the  lower  end  of  a  bar  fixed  in,  aud 
extended  down  from,  the  center  of  the  fulcrum,  and  tlience  extended 
back  towards  the  magnet,  and  made  fast,  which,  by  its  facile  exten- 
sion, instantly  assents  to  the  action  of  the  lever  with  its  pen,  and  as 
quickly  withdraws  it. 

The  rollers  are  fixed  each  with  its  axis  in  the  framework,  one  with 
its  axis  on  a  level  with  the  lever,  the  other  with  its  axis  over  the  line 
of  the  periphery  next  the  lever  of  the  lower  roller. 

The  pen,  fixed  upon  this  end  of  its  lever,  and  projected  forward, 
presents  its  point  upwards,  in  proximity  to  the  center  of  this  upper 
roller,  in  proper  direction  for  action  upon  the  paper  in  its  transit  over 
it  when  cast  up  by  the  attraction  down  of  the  other  end  of  the  magnet. 

The  paper  is  guided  from  above  this  upper  roller  and  passed  around 
it  and  between  the  two  rollers,  and  by  their  revolution  is  drawn  for- 
ward at  a  rate  suited  to  the  action  of  the  pen. 

There  is  around  each  roller,  under  the  paper  and  exactly  opposite 
the  pen,  a  narrow  groove  of  such  depth  that  the  pen  point,  in  making 
its  indentations  on  the  paper,  does  not  extend  to  the  metal  of  the 
roller,  whereby  its  point  is  preserved  and  the  line  of  characters  on  the 
paper  is  kept  from  contact  with  either  roller,  and  protected  from 
being  dimmed  by  the  compression  of  the  paper,  in  its  transit  between 
them. 
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The  revolution  of  the  rollers  is  by  the  clock-work  on  the  left. 

The  rollers  having  been  put  in  motion,  the  electro-magnet  charged, 
the  armature  with  that  end  of  the  lever  attracted  down,  and  the  other 
cast  up,  the  pen  with  its  point  indents  a  character  upon  the  paper, 
and  the  magnet  is  charged,  the  spiral  spring  has  brought  down  the 
pen,  and  holds  it  in  position  for  a  repetition  of  the  act. 

But  we  will  return  to  the  signal  key,  or  correspondent,  stationed  in 
the  distant  office  whence  the  intelligence  is  to  be  transmitted,  and 
follow  it  in  its  course  and  see  it  recorded. 

The  operator  having  been  put  in  possession  of  the  intelligence,  and 
broken  the  circuit  in  the  lower  conductors  of  his  key,  and  thereby 
made  his  signal  lever  a  conductor  of  the  main  circuit,  applies  his 
hand  upon  the  signal  lever  and  presses  it  down  upon  the  conductor 
below,  the  main  circuit  is  instantly  closed;  the  horseshoe  within  the 
helices  of  this  main  circuit  is  a  magnet,  the  armature  has  drawn  its 
movable  lever  into  contact  with  the  platina  point,  the  local  circuit  is 
closed;  the  horseshoe  within  the  helices  of  this  circuit  is  an  electro- 
magnet, the  armature  of  the  pen  lever  is  upon  its  heels,  the  other 
end  of  the  lever  has  cast  up  the  pen,  and  indented  an  intelligible  char- 
acter upon  the  paper. 

The  operator's  ham!  taken  off, and  the  main  circuit  is  broken;  the 
receiver  within  it  is  not  a  magnet;  the  movable  lever  has  been  with- 
drawn  by  its  spring  from  the  platina  point,  the  local  circuit  is  broken ; 
the  register  magnet  is  no  longer  a  magnet,  and  the  pen  has  been 
sprung  down  from  the  paper,  and  stands  ready  to  repeat  and  add 
another  character  of  the  intelligence. 

The  operator's  hand  upon  his  lever,  and  another  character  is 
added. 

And  these  are  the  charactei-s  recorded,  and  how  they  are  read : 

 is  A,  is  B,  —  is  C,  is  D,  -  is  E,  is  F,  is 

G,  is  H,  -  -  is  I,  is  J,  is  K,  is  L,  is  M, 

 is  X,  -  -  is  0,  is  P,         -  is  Q,  —  is  R,  —  is  S,  —  is  T, 

 is  U,  is  V,  is  W,  is  X,  is  Y,  is  Z, 

 is  &  ;  and  such  is  the  alphabet. 

Then  is  1,  is  2,  is  3,  is  4,  

is  5,  is  6,  is  7,  is  8,  is  9,  is  0 ; 

and  these  are  the  numerals. 

The  holding  down  the  lever  an  instant  indented  one  dot  (-) ;  the 
holding  it  longer  made  a  dash  (— )  of  a  length  corresponding  to  the 
time.  The  dots  were  made  at  distances  corresponding  to  the  time 
the  hand  was  held  off  the  lever. 

And  this  is  the  telegraph  and  its  operations  before  us. 
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(Judge  Monroe  then  proceeded  to  examine  the  law  and  evidence 
upon  all  other  points  in  the  case,  and  then  passed  the  following  decree:) 

Decree  of  the  Circuit  Court,  12M  November.  1849. 

It  is  found  and  adjudged  by  the  court  that  the  letters  patent  of  the 
United  States  to  the  complainant,  Samuel  F.  B.  Morse,  for  his  inven- 
tion of  a  new  and  useful  improvement  in  the  mode  of  communicating 
information  by  signals,  by  the  application  of  electro-magnetism,  orig- 
inally issued  June  20, 1840,  but  reissued  on  the  loth  day  of  January. 
1846,  and  afterwards  finally  reissued  on  the  13th  of  June,  1848.  in 
their  bill  exhibited  and  read  on  the  hearing  of  this  cause,  are  valid 
and  effectual  acts  of  the  government;  and  that  the  complainants  are 
thereby,  and  by  the  assignments  by  them  in  their  bill  alleged,  rested 
with  the  exclusive  rights  thereby  granted. 

And  it  is  found  and  adjudged  by  the  court  that  the  defendants 
have,  in  those  rights,  disturbed  the  complainants  as  in  their  hill 
alleged;  that  they,  the  defendants,  after  the  grant  thereof  to  the  pat- 
entee, Samuel  F.  B.  Morse,  and  his  assignments  to  his  eo-eomplain- 
ants,  and  after  the  final  reissue  of  the  letters  patent  above  mentioned, 
did,  within  the  district  of  Kentucky,  and  elsewhere,  wrongfully  con- 
struct and  unlawfully  employ  a  telegraph,  consisting  of  combined 
circuits  of  electricity,  worked  by  the  motive-power  of  electro-mag- 
netism, substantially  the  same  plan  of  construction  and  principle  of 
operation  with  the  telegraph  of  the  said  Morse  in  his  letters  patent 
described  and  specified;  and  by  which  intelligence  which  was  in  one 
station  was,  by  the  defendants,  transmitted  to  other  distant  stations, 
by  making  thereat  a  permanent  record  thereof  in  the  alphabetical 
characters  described  and  specified  in  the  letters  patent  to  the  said 
Morse,  and  did  thereby  violate  and  infringe  the  exclusive  rights? 
granted  by  the  United  States  to  him,  the  said  Samuel  F.  B.  More, 
and  invested  in  the  complainants  as  above  found ;  and  it  is  consid- 
ered that  the  injunction  heretofore  granted  herein  was  rightfully 
awarded  and  enforced. 

It  appears,  however,  by  the  document  itself,  read  by  the  complain- 
ants among  their  proof,  that  the  patentee,  Samuel  F.  B.  Morse,  had. 
on  the  30th  day  of  October,  1838,  prior  to  the  issuing  of  his  original 
patent,  awarded  by  the  United  States  for  his  original  invention,  ob- 
tained of  the  government  of  France  a  patent  for  the  invention  of  his 
electro-magnetic  telegraph,  in  principle  and  plan  of  construction  the 
same  with  that  described  in  his  "said  letters  patent  so  afterward? 
obtained  of  the  United  States. 

And  it  seems  to  the  court  that  the  exclusive  right  of  the  complain- 
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ant,  in  respect  to  his  original  invention,  is  limited  by  this  foreign 
patent  to  the  term  of  fourteen  years  from  its  date. 

It  is  therefore  ordered,  adjudged,  and  decreed  that  the  defendants, 
their  servants  and  agents,  be,  and  they  are  hereby,  enjoined  and  com- 
manded that  they,  and  eackof  them,  do  still  desist,  and  shall  for  and 
during  the  term  of  fourteen  years  from  the  30th  day  of  October,  1838, 
altogether  refrain  from  all  and  every  use  of  the  electro-magnetic  tele- 
graph which  the  complainants,  in  their  bill,  charged  was,  by  the  de- 
fendants, employed  in  violation  of  their  rights,  which,  in  its  several 
forms,  is  described  in  the  proofs  of  the  cause,  and  denominated  by 
the  witness  in  the  depositions,  and  by  defendant  O'Reilly  in  his 
answer,  the  Columbian  telegraph,  in  the  transmission  of  intelligence 
which  is  in  one  place  to  another  distant  place,  by  making  thereat  a 
permanent  record  in  the  alphabetical  characters  in  the  patent  of  Sam- 
uel F.  B.  Morse  for  his  original  invention  specified ;  or  by  making 
thereat,  with  the  action  of  the  instrument  which  would  make  such 
characters,  alphabetical  sounds,  and  out  of  them  composing  such 
characters  or  words  in  the  ordinary  alphabet  ;  and  from  the  using  of 
such  telegraph,  or  any  part  thereof,  in  any  other  mode,  in  violation 
of  the  exclusive  rights  so  granted  by  the  United  States  and  vested 
in  the  complainants ;  and  that  they  shall,  for  and  during  the  said  term 
of  fourteen  years,  refrain  from  making,  constructing,  or  vending  to 
be  used  within  the  district  of  Kentucky  any  other  telegraph,  consist- 
ing of  combined  circuits  of  electricity,  worked  by  the  motive-power 
of  electro-magnetism,  on  the  plan  and  principle  of  the  electro-mag- 
netic telegraph  of  the  complainant  Morse,  described  and  specified  in 
his  letters  patent,  by  which  intelligence  shall  or  may  be  transmitted 
by  making,  in  the  mode  above  stated,  a  record  thereof  in  the  said 
alphabetical  characters  of  the  said  Samuel  F.  B.  Morse,  or  in  an 
alphabet  formed  on  the  same  plan  and  principle,  or  by  making  in 
such  mode  sounds  whereof  such  characters  shall  or  may  be  composed, 
in  the  violation  and  infringement  of  the  exclusive  right  of  the  com- 
plainants as  they  are  above  adjudged. 

It  is  also  found  and  adjudged  by  the  court  that  the  letters  patent 
of  the  United  States  to  Samuel  F.  B.  Morse,  for  his  invention  of  "a 
new  and  useful  improvement  in  electro-magnetic  telegraph,"  orig- 
inally issued  on  the  11th  day  of  April,  184G,  but  afterwards  reissued 
on  the  13th  of  June,  1848,  with  the  amended  specifications  of  the 
improvements  invented,  which  is  in  the  bill  of  the  complainants  ex- 
hibited, and  made  part  of  the  record  of  this  cause,  is  a  valid  and 
effectual  act  of  the  government ;  and  that  the  complainants  are  there- 
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by,  and  by  the  assignments  in  their  bill  alleged,  vested  with  the 
exclusive  rights  thereby  granted. 

And  it  is  found  and  adjudged  that  the  defendants  have  disturbed 
the  complainants  in  these  their  exclusive  rights.  It  is  found  that  the 
defendants,  before  and  after  the  issuing  of  the  said  last-mentioned 
letters  patent  of  the  13th  of  June,  1848,  in  renewal  of  the  said  former 
patent,  did,  within  the  district  of  Kentucky,  and  elsewhere,  wrong- 
fully cause  to  be  constructed,  and  did  unlawfully  use  and  employ,  as 
a  part  of  the  electro-magnetic  telegraph  denominated  the  Columbian 
telegraph,  an  instrument  denominated  by  them  the  mutator,  in  plan 
of  construction,  principle  of  operation,  and  in  the  purpose  accom- 
plished by  it,  substantially  the  same  with  the  improvement  described 
and  specified  in  the  said  last-mentioned  letters  patent  to  the  com- 
plainant Morse,  which  consists  of  the  contrivance  called,  in  his  sched- 
ule to  his  patent,  the  receiving  magnet,  which  is  by  this  denomina- 
tion described  and  specified  under  the  head  of  the  first  claim  of  the 
improvements  in  his  schedule. 

And  that  they  did,  in  like  manner,  cause  to  be  constructed,  and 
unlawfully  employ  as  another  part  of  the  said  Columbian  telegraph, 
certain  other  apparatus  and  instruments,  and  combinations  thereof, 
in  plan  of  construction,  principle  of  operation,  and  purpose,  substan- 
tially the  same  with  the  improvements  of  the  register  invented  by 
him,  the  said  Samuel  P,  B.  Morse,  and  in  the  schedule  described  and 
specified  as  the  third  thing  claimed  by  him  as  his  invention,  consist- 
ing of  the  combination  of  the  point  of  the  pen  and  pen  lever,  with 
the  grooved  roller  over  which  the  paper  is  passed,  and  receives  the 
indentations  of  his  alphabetical  characters,  and  whereby  is  dispensed 
with  the  use  of  the  coloring  material,  as  specified  in  the  patent  for  the 
original  invention  of  the  telegraph  first  above  mentioned,  issued  and 
bearing  date  January  15,  1840. 

And  it  is  found  that  the  said  telegraph,  called  the  Columbian  tele- 
graph, containing  and  consisting  in  part  of  the  said  two  improvements 
of  the  said  Morse,  described  and  specified  in  his  said  last-mentioned 
letters  patent,  was,  by  the  defendants,  employed,  before  and  after  the 
last  issue  of  the  said  last-mentioned  letters  patent,  within  the  district 
of  Kentucky  and  elsewhere,  in  the  transmission  of  intelligence  in  the 
mode  above  mentioned,  in  violation  and  infringement  of  the  exclu- 
sive right  so  granted  by  the  United  States  by  these  last-mentioned 
letters  patent,  and  held  by  the  complainants,  as  by  them  alleged  and 
by  the  court  adjudged. 

It  is  therefore  ordered,  and  adjudged,  and  decreed  that  the  defend- 
ants, their  servants  and  agents,  be,  and  they  are  hereby,  enjoined  and 
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commanded  that  they,  and  each  of  them,  do  still  desist,  and  shall  for- 
ever, and  during  the  term  of  fourteen  years  from  the  eleventh  day  of 
April,  eighteen  hundred  and  forty-six,  altogether  refrain  from  all  and 
every  use  and  employment  of  the  above-mentioned  telegraphic  in- 
struments, denominated  the  mutator,  in  the  combination  with  the 
other  above-described  instruments  of  such  telegraph,  or  in  any  other 
combination  on  the  same  plan  and  principle,  in  the  transmission  of 
intelligence  in  the  district  of  Kentucky. 

And  that  they  do  still  desist  and,  for  and  during  the  said  term  of 
fourteen  years,  refrain  from  all  and  every  such  employment  in  the 
transmission  of  intelligence  within  the  district  of  Kentucky,  of  the 
above-mentioned  improvement  of  the  complainant  Morse,  in  the  reg- 
ister of  his  telegraph,  whereby  is  accomplished  the  making  of  his 
alphabetical  characters  before  mentioned,  described,  and  specified  by 
indentation,  instead  of  by  coloring  matter,  in  violation  of  the  exclu- 
sive rights  of  complainants,  by  them  held  under  the  aforesaid  letters 
patent  as  above  adjudged. 

And  that  the  defendants  shall,  for  and  during  the  said  term  of 
fourteen  years  from  the  said  eleventh  day  of  April,  eighteen  hun- 
dred and  forty-six,  refrain  from  constructing  or  vending,  to  be  em- 
ployed in  such  transmission  of  intelligence,  within  the  district  of 
Kentucky,  any  of  the  above-mentioned  improvements,  either  the 
instrument  denominated  the  mutator,  the  improved  register  of  said 
Morse,  or  any  other  of  the  improvements  in  the  electro-magnetic 
telegraph,  so  described  and  specified  in  said  letters  patent  as  the  in- 
vention of  the  said  Samuel  F.  13.  Morse,  and  whereof  the  exclusive 
right  is  granted  him ;  and  that  they  shall  in  no  other  wise,  for  the 
term  aforesaid,  violate  or  in  anywise  infringe  the  aforesaid  rights  of 
the  complainants  within  said  district  of  Kentucky. 

And  it  is  ordered  that  the  complainants  may  have  the  proper  writs 
of  execution  on  what  is  above  decreed. 

(The  decree  then  went  on  to  provide  for  damages,  which  part  is 
omitted.) 

The  defendants  appealed  from  this  decree. 

The  cause  was  argued  in  this  court  by  Mr.  GUlet  and  Mr.  Chase, 
for  the  appellants;  and  Messrs.  Campbell  and  Harding,  of  Philadel- 
phia, and  Mr.  Gifiord,  of  New  York,  for  the  appellees. 

It  is  impossible  for  the  reporter  to  do  more  than  merely  state  the 
positions  assumed  by  the  respective  counsel. 

The  counsel  lor  the  appellants  contended — 

First.  Morse's  patent  of  1840  is  void,  because  it  runs  fourteen 


Digitized  by  Google 


800 


O'Reilly  v.  Morse. 


[Sup.  Ct 


Argument  for  the  appellants. 

years  from  the  date  of  its  issue,  instead  of  that  length  of  time  from 
the  date  of  his  French  patent. 

Second.  In  construing  a  patent  and  deciding  what  are  the  inven- 
tions patented  thereby,  the  summing  up  is  conclusive.  Nothing 
is  patented  hut  what  is  expressly  claimed  in  the  summing  up  as  the 
invention. 

Third.  What  is  described  in  a  patent  and  not  claimed,  whether 
invented  hy  the  patentee  or  not,  is  dedicated  to  the  public,  and  can- 
not he  afterwards  claimed  as  a  part  of  his  patent,  in  a  reissue  or 
otherwise. 

Fourth.  A  patent  void  in  part  is  void  in  whole,  except  when  other- 
wise provided  by  statute. 

Fifth.  An  invention  is  not  complete,  so  as  to  be  patentable,  or  to 
bar  the  obtaining  a  patent  by  another  inventor,  until  it  is  perfected 
and  adapted  to  use. 

Sixth*  Where  a  patent  is  for  a  combination  of  parts,  and  not  for 
the  different  parts  composing  the  combination,  the  use  of  any  of 
those  part.?  less  than  the  whole  is  not  an  infringement. 

Serrnth.  Morse's  patents  of  1846  and  1848  are  void,  because  he  was 
not  the  first  inventor  of  the  things  patented,  or  of  substantial  aud 
material  parts  thereof. 

Eighth,  Morse's  reissued  patents,  dated  June  13,  1848,  are  void, 
because  he  has  not  shown  that  the  surrendered  patents  were  inopera- 
tive or  invalid,  for  defective  specification  or  otherwise,  so  as  to  con- 
fer on  the  Commissioner  jurisdiction  to  make  such  reissues.  The 
surrendered  patents,  being  set  out,  disprove  any  such  jurisdiction. 

Ninth.  The  patent  of  1840,  as  secondly  reissued,  is  void,  because 
the  Commissioner  had  no  authority  to  accept  a  second  surrender  and 
make  a  second  reissue. 

Tenth.  Morse's  patent  of  1840,  as  secondly  reissued,  is  void,  be- 
cause it  is  broader  than  the  invention  originally  patented. 

Eleventh.  Morse's  patent  of  1846  is  void: 

1.  Because  material  parts  of  it  had  been  known  and  in  public  use 
before  his  application. 

The  first  claim  covers  the  inventions  for  connecting  circuits  used 
by  Davy,  Wheatstone,  and  Henry  in  1837. 

2.  Be  cause  the  same  was  described  by  Henry  in  Silliman's  Jour- 
nal, and  in  the  London  Mechanics'  Magazine,  containing  an  account 
of  Davy's  invention;  and  by  Vail,  in  giving  Morse's  and  others. 

3.  Because  the  same  invention,  or  a  substantial  part  thereof,  was 
patented  by  Wheatstone,  Davy,  and  Morse  himself,  prior  to  his  ap- 
plication for  his  patent  of  1840". 


Digitized  by  Google 


Dec.  1853.]  O'Reilly  v.  Morsb. 


801 


Argument  for  the  appellees. 

This  first  claim  in  the  reissue  of  the  patent  of  1846  is  the  same 
thing  as  the  fourth  claim  of  the  last  reissue  of  the  patent  of  1846. 

The  account  given  by  Henry  and  Morse  shows  that  Henry's,  Wheat-  * 
stone's,  and  Davy's  were  the  same  as  Morse's  tirst  claim  of  the  reissue 
of  the  patent  of  1846. 

Twelfth.  Morse's  reissue  of  1846  is  void,  because  it  is  broader  than 
the  original. 

1.  He  claims  the  employment  of  a  receiving  magnet,  or  its  equiv- 
alent, in  combination  with  a  short  local  independent  circuit,  having 
a  register  magnet  to  obtain  power. 

There  is  no  such  claim  in  the  original.  He  there  claimed  the  in- 
vention of  the  receiving  magnet  or  registering  contrivances,  which 
sustained  certain  relations  as  would  enable  him  to  obtain  power,  &c., 
without  mentioning  a  short  local  independent  circuit.  He  now  claims 
two  short  local  circuits.    The  claim  is  materially  enlarged. 

2.  His  third  claim  is  for  a  combination  which  includes  the  pen 
lever,  or  "its  equivalent,"  and  for  anything  over  which  paper  may 
bo  passed  for  the  purpose  of  receiving  the  impression  of  characters, 
&c,  by  indentation  on  paper  and  other  fabrics,  dispensing  with,  color- 
ing matter,  &c. 

Here  is  a  palpable  enlargement  of  his  claim. 

3.  His  historical  recital  is  an  unauthorized  addition,  and  not  neces- 
sary to  perfect  his  specification. 

Thirteenth.  The  surrender  and  reissue  on  account  of  a  defective 
specification  authorizes  amendments  only,  and  not  changing  the 
specification  into  a  new  one;  nor  does  it  authorize  new  claims. 

Fourteenth.  In  the  second  reissue  of  the  letters  of  1840,  Morse 
patents  a  principle  or  effect,  and  not  a  machine,  manufacture,  or 
composition  of  matter,  or  an  improvement  upon  either;  and  it  is, 
therefore,  void. 

The  counsel  for  the  appellees  considered  the  patents  separately, 

viz. : 

Patent  of  1840.  Reissued  1848. 
Patent  of  1846.  Reissued  1848. 
Patent  of  1840.    Reissued  1848. 

To  this  patent,  and  the  claim  under  it,  five  defenses  are  presented. 
It  is  alleged  by  the  appellants — 

I.  That  it  is  void  by  reason  of  an  alleged  error  in  date;  t.  C,  not 
date  of  French  patent. 

II.  That  the  things  claimed  in  the  fifth,  the  sixth,  and  the  eighth 
claims  are  not  patentable. 

91 
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ITT.  That  Morse  was  not  the  inventor  of  substantial  parts  of  the 
improvement  as  claimed. 

IV.  That  the  description  in  the  specification  is  insufficient. 

V.  That  the  appellants  do  not  infringe. 

(Each  one  of  these  heads  was  examined  separately.  The  particu- 
lar attention  l>estowed  by  the  court  to  the  following  head  renders  the 
insertion  of  the  view  of  the  counsel  proper:) 

FX  Are  the  Fifth.  Sixth,  and  Eighth  Claims  Patentable? 

I.  Of  the  fifth  and  sixth.  The  fifth  is  a  claim  to  the  svstem  of 
signs  composed  of  dots,  spaces,  and  horizontal  lines,  (susceptible  of 
being  variously  combined,  representing  numerals,  words,  and  sen- 
tences,) for  telegraphic  purposes ;  being  an  improved  instrumentality 
in  the  art  of  telegraphing  by  electricity  or  galvanism. 

The  sixth  is  a  claim  to  the  art,  consisting  of  the  marking  the  signs 
composed  of  dots,  spaces,  and  horizontal  lines,  (susceptible  of  being 
variously  combined,  representing  numerals,  words,  and  sentences,) 
by  closing  and  breaking  a  galvanic  circuit  more  or  less  rapidly  for 
telegraphing;  combined  with  machinery  to  record  them. 

An  art  is  patentable  by  the  act  of  1836,  and  so  is  an  improvement 
on  it.  Whittcmore  v.  Cutter,  1  Gall.,  478 ;  Phillips  on  Patents,  102, 110; 
The  King  v.  Wheeler,  2  Barn.  &  Aid.,  349;  Crone  v.  Price,  Webster's 
P.  C„  409;  Schuylkill  Bank  v.  Kneass,  4  Wash.  C.  C.  Rep.,  9  and  12; 
MrClurg  v.  Kingsland,  1  Howard,  204;  Curtis  on  Patents,  sec.  37; 
French  v.  Rogers,  opinion  Judges  Grier  and  Kane ;  Pamphlet,  Kane, 
J.,  Purker  v.  Hulmc,  p.  7. 

The  art  is  distinct  from  the  means  employed  in  its  exercise ;  both 
may  be,  and  under  this  patent  are,  patented. 

II.  Of  the  eiffhth  claim.  This  claim  is  declaratory,  and  is  to  the 
effect  that,  having  been* the  first  to  conceive  and  carry  into  effect  a 
plan  for  imprinting  telegraphic  characters  by  the  power  of  electro- 
magnetism,  he  negatives  the  idea  that  the  mere  instrumentalities  de- 
scribed  in  his  patent  constitute  the  whole  of  the  invention  claimed  by 
him,  or  even  the  most  important  part  thereof,  or  that  he  intended  to 
surrender  to  the  public  the  conception  he  had  reduced  to  practical 
utility,  should  anybody  else  be  able  to  devise  other  means  for  ac- 
complishing the  same  end,  by  the  use  of  the  same  power,  but  claims 
it  08  his  property. 

He  who  discovers  a  principle  and  devises  one  mode  by  which  the 
same  can  be  rendered  practically  useful,  is  entitled  to  a  patent  which 
shall  protect  him  to  the  full  extent  of  his  invention,  and  against  all 
other  devices  for  using  it. 
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If  Morse,  therefore,  was  the  first  to  discover  that  the  power  of  elec- 
tro-magnetism could  be  used  for  the  purpose  of  recording  telegraphic 
signs,  and  devised  one  practical  mode  for  using  it,  he  may,  by  a  gen- 
eral claim,  secure  to  himself  the  right  of  so  applying  it,  as  well  as  the 
particular  devices  by  which  he  did  so.  London  Jour,  and  Rep.  Arts, 

1850,  p.  130;  Jape  v.  Pratt,  Webster's  P.  C,  145,  146;  Forsyth's 
Patent,  Webster's  P.  C,  9G,  97 ;  Crane,  v.  Price,  Webster's  P.  C, 
409,  410;  Park  v.  Little,  3  Wash.  C.  C.  Rep.,  197. 

See  the  cases  collected  in  Loud  on  Patents,  Law  Lib.,  September, 

1851,  p.  37,  illustrating  the  proposition  that  the  rights  of  the  patentee 
are  not  restricted  to  the  particular  application  or  embodiment  of  his 
invention,  but  extend  to  the  exclusion  of  other  like  applications. 

Judge  Kane's  opinion,  Blanchard's  case ;  Fr.  Inst.  Jour.,  1847 ; 
and  Pamphlet,  Parker  v.  Hulme,  Judge  Kane's  opinion. 

Patent  of  1840.    Reisaued  1848. 

The  defenses  suggested  by  the  appellants  to  this  patent  are — 

I.  That  the  improvement  is  not  sufficiently  described,  and  that  the 
improvement  is  not  sufficiently  discriminated. 

II.  That  it  is  for  the  same  invention  that  was  patented  to  Morse  in 
the  patent  of  1840. 

lit  That  it  was  in  use  and  on  sale  with  patentee's  consent,  before 
his  application  for  a  patent.  . 

IV.  That  Morse  was  not  the  inventor. 

As  to  the  fourth  head,  the  counsel  for  the  appellees  contended  that 
the  following  list  were  shown  by  the  evidence  to  have  been  invented 
by  Morse: 

1.  lie  was  the  first  person  who  employed  an  electro-magnet,  placed 
in  a  long  circuit,  for  telegraphic  purposes. 

2.  lie  was  the  first  person  who  devised  suitable  machinery  for  re- 
cording, and  adapted  such  machinery  to  an  electromagnet  placed  in 
a  long  galvanic  circuit. 

3.  I  Ee  was  the  first  person  who  employed  an  electro-magnet,  placed 
in  a  long  galvanic  circuit,  to  open  and  close  another  long  galvanic 
circuit,  for  telegraphic  purposes. 

4.  lie  was  the  first  person  who  employed  an  electro-magnet,  placed 
in  a  long  galvanic  circuit,  to  open  and  close  a  short  local  circuit  at  a 
distance,  for  telegraphic  purposes. 

5.  lie  was  the  first  person  who  placed,  in  the  course  of  a  long  gal- 
vanic circuit,  at  various  distances  apart,  a  series  of  electro-magnets, 
to  open  and  close,  at  one  and  the  same  time,  a  corresponding  series 
of  short  recording  circuits,  by  means  of  which  arrangement  an  oper- 
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ator  at  one  station  could  simultaneously  record  at  a  series  of  distant 
telegraphic  stations. 

6.  He  was  the  first  person  who  adapted,  to  an  electro-magnet 
placed  in  a  long  galvanic  circuit,  suitable  machinery  for  recording 
the  establishment  and  duration  of  a  galvanic  current  through  such  a 
long  galvanic  current. 

7.  He  was  the  first  person  who  devised  a  process  or  mode  of  estab- 
lishing and  continuing,  at  determinate  intervals  of  time,  a  galvanic 
current  through  a  circuit  of  conductors,  and  of  recording  the  establish- 
ment of  such  current  in  dots  and  lines. 

8.  He  was  the  first  person  who  devised  a  system  of  signs  formed  of 
the  combination  of  dots  and  lines,  and  so  applicable  to  the  above  pro- 
cess of  recording  as  to  render  it  available  for  representing  at  a  dis- 
tance letters,  words,  and  sentences. 

0.  He  was  the  first  person  who  employed  electro-magnetism,  when 
developed  in  the  manner  and  by  the  means  specified,  to  produce  dis- 
tinguishable signs  for  telegraphing. 

10.  He  was  the  first  person  who  adapted,  to  an  electro-magnet,  a 
lever  with  an  adjustable  reacting  spring,  and  adjustable  stops,  for 
limiting  the  play  of  such  armature,  and  thus  formed  a  receiving  elec- 
tro-magnet, susceptible  of  nice  regulation,  so  as  to  operate  equally 
with  the  varying  force  of  the  galvanic  currents  in  a  long  or  main 
circuit. 

11.  He  was  the  first  person  who  combined  such  an  electro-magnet 
in  a  long  circuit  with  a  short  recording  circuit,  to  be  opened  and  closed 
by  such  electro-magnet. 

12.  He  was  the  first  person  who  devised  and  constructed  an  appa- 
ratus or  machine  for  telegraphing,  consisting  of  the  several  following 
parts,  sustaining  to  each  other  the  several  following  relations,  and 
performing  the  several  following  functions,  respectively: 


L  A  main  circuit. 


J.  A  main  battery 


which  con- 
sisu  of 


8.  Operating  keys, 

4.  A  series  of  receiv- 
ing magnets, 


5.  Adjusting  screws, 


each  of 
which  con- 
sisU  of 


a  long  conductor  extend- 
ing through  several 
stations, 


a  number  of  cup*  ar- 
rnn, 

conductor. 


a  small  metallic  lever 


an  electro-magnet  with 
lever,  and  reacting 


the  func- 
tion of 
which  Is 


movable  screws  to  regu- 
late force  of  reacting 
spring  and  play  of 
lever, 


to  transmit  the  galvanic 
current  through  it* 
whole  length  when- 
ever it  is  (  " 


to  supply  the  main  con- 
ductor with  a  current 
sumeient  to  work  the 
electro-magnets  in  its 
conrse. 

to  break  and  close  the 
circuit. 


to  close  the  office  circnlt 
when  a  current  passes 
through  the  mam  cir- 
cuit. 

to  render  receiving  mag- 
nets  sensitive  to  vary- 
ing force  of  main  cur- 
rent. 
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<J.  Office  circuits, 


7.  Ofllco  battery 
rics. 


8.  Marking 
tus, 


9. 

10. 


11. 


IS.  A  iyBtem  of  signs 


each  of 
which  con- 
sist* of 


which  con- 
sists of 


a  circuit  of  condnctor* 
limited  to  each  office, 

a  certain  number  of 
grove  cups  at  each 
station, 


a  fine  pointed  piece  of 
iron,  pen  lever,  and 
grooved  roller, 

a  series  of  clock-work 
moved  by  a  weight  reg- 
ulated by  a  fly, 


in  establishing,  continu- 
ing, nnd  interrupting 
a  galvanic  current 
through  the  main  cir- 
cuit  at  determinate 
intervals, 

dot«  and  lines  to  repre- 
sent the  letters  of  the 
alphabet  and  numer- 


the  func- 
tion of 
which  is 


to  transmit  the  power  to 
mark  the  paper. 

to  generate  and  supply 
the  office  circuit  with  a 
current  of  greater  force 
than  the  main  circuit 


to  indent  dots 
upon  paper. 

to  move  the 
formly  und< 
of  tho  pen. 

1.  To  develop  the  power 
by  which  the  pen 
marks  in  the  groove  of 
a  roller. 

2.  To  produce  audible 


to  record  dots  and  lines 
at  one  or  many  distant 
stations  at  the  will  of  a 
distant  operator. 


1.  When  applied  to  the 
record,  to  render  such 
record  intelligible, 
n  appalled  t. 


office 

to render those 
»ound>  intelligible. 


13.  The  art  of  recording  dots  and  lines  at  a  distance  for  telegraph- 


ing. 


(The  counsel  then  examined  the  question  of  infringement  of  each 
patent  separately,  and  concluded  with  the  following :) 

The  Appellants  infringe  the  Patents  of  1840  awl  1840,  Jointly  Considered. 

It  is  proper  to  consider  the  claims  of  the  patents  together,  and  in 
connection  with  the  specifications  as  well  as  separately,  in  order  to 
secure  the  real  invention  to  the  patentee. 

The  joint  effect,  of  the  several  claims  of  the  first  patent,  apart  from 
the  specific  things  claimed  in  each,  makes  it  a  patent  also  for  Morse's 
new  art,  process,  and  system  of  telegraphing,  by  recording  the  varia- 
ble duration  of  the  galvanic  current  in  dots  and  lines. 

The  second  patent  is  for  an  improvement  in  the  means  by  which 
that  art  was  carried  into  effect. 

The  two  together  constitute  the  art,  process,  system,  and  means  of 
telegraphing  as  improved,  or,  in  other  words,  the  telegraph. 

This  whole  system  or  telegraph  so  jointly  considered,  as  used  by 
the  appellants,  in  all  its  main  features,  is  copied  from  that  of  the  ap- 
pellees. That  it  is  so,  will  appear  from  the  following  table,  showing 
the  several  pails  of  the  apparatus  used  by  each,  and  their  several 
relations  and  functions. 

The  appellants  and  appellees  agree  in  employing  an  apparatus  for 
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telegraphing,  consisting  of  the  loUowiug  parts,  sustaining  to  each 
other  the  several  following  relatious,  and  performing  the  several 
following  functions,  respectively : 


1.  A  main  circuit. 


2.  A  main  battery 


4. 


Operating  keys. 


5.  Adjusting  screws, 


t$.  Ofllco 


7.  Office  battery 
nes, 


8.  A  pen  point,  pen 
lover,  and  grooved 


9.  Registers, 


10.  Office  magnets, 


11. 


which  con- 
sists of 


each  of 
which  con- 
of 


which  con- 
sists of 


which 


a  long  conductor  extend-,  the  f  u  n  c-  •  to  transmit  tho  galvanic 
log  through  several    tion    of    current  through  its 

which  is  |  whole  length  when- 
ever it  is  closed. 

to  supply  the  main  con- 
ductor with  a  current 
sufficient  to  work  the 
electro-magnets  in  it* 


number  of  cups  ar- 
:od  along  the  main 


ranged  nloi 
conductor, 


a  small  metallic  lever 


an  electro-magnet  with 
lever,  and  reacting 
spring, 


movable  screws  to  regu- 
late  force  of  reacting 
spring  and  play  of 


a  circuit  of  conductors 
limiu-d  to  each  office, 

i  certain  number  of 
grove  cups  at  each 


s  Uitlon, 


a  line  pointed  piece  of 
iron,  lever,  and  grooved 
roller, 


a  series  of  clock-work 
moved  by  a  weight  reg- 
ulated by  a  fly, 

an  electro-magnet, 


in  establishing,  continu- 
ing, and  interrupting 
a  galvanic  current 
through  main  circuit 
at  determinate  inter- 
vals, 


and  lines  to  repre- 
sent the  letters  of  the 
alphabet  and  numer- 


ic break  and 


to  close  1 
when  a  current  passes 
through  the  mam  cir- 
cuit. 

to  render  receiving  mag- 
nets sensitive  to  vary- 
ing force  of  main  cur- 
rent*. 

U)  transmit  the  power  to 
mark  the  paper. 

to  generate  and  supply 
the  office  circuit  with  a 
current  of  greater  force 
than  the  main  circuit 


to 

upon  p  i  per. 


to  move  the  pa; 
formly  under 

of  the  pen. 


1.  To  develop  the  power 
by  which  the  pen 
marks  in  the  groove  of 
a  roller. 

2.  To  produce  audiMe 


to  record  dots  and  lines 
at  one  or  inanv  distant 
stations  at  the  will  of  a 
distant  operator. 


1.  When  applied  to  the 
record,  to  render  such 
record  Intelligible. 

2.  When  applied  to  the 
sounds  of  the  office 
magnet .  to  render  those 


Mr.  Chief  Justice  Taney  delivered  the  opinion  of  the  court. 

In  proceeding  to  pronounce  judgment  in  this  case,  the  court  is  sen- 
sible, not  only  of  its  importance,  but  of  the  difficulties  in  some  of  the 
questions  which  it  presents  for  decision.  The  case  was  argued  at  the 
last  term,  and  continued  over  by  the  court,  for  the  purpose  of  giving 
it  a  more  deliberate  examination.  And  since  the  continuance,  we 
have  received  from  the  counsel  on  both  sides  printed  arguments,  in 
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which  all  of  the  questions  raised  on  the  trial  have  been  fully  and 
elaborately  discussed. 

The  appellants  take  three  grounds  of  defense.  In  the  first  place, 
they  deny  that  Professor  Morse  was  the  first  and  original  inventor  of 
the  electro-magnetic  telegraphs  described  in  his  two  reissued  patents 
of  1848.  Secondly,  they  insist,  that  if  he  was  the  original  inventor, 
the  patents  under  which  he  claims  have  not  been  issued  conformably 
to  the  acts  of  Congress,  and  do  not  confer  on  him  the  right  to  the 
exclusive  use.  And  tlurdly,  if  these  two  propositions  are  decided 
against  them,  they  insist  that  the  telegraph  of  O'Reilly  is  substantially 
different  from  that  of  Professor  Morse,  and  the  use  of  it,  therefore, 
no  infringement  of  his  rights. 

In  determining  these  questious,  we  shall,  in  the  first  instauce,  con- 
fine our  attention  to  the  patent  which  Professor  Morse  obtained  in 
1840,  and  which  was  reissued  in  1848.  The  main  dispute  between 
the  parties  is  upon  the  validity  of  this  patent ;  and  the  decision  upon 
it  will  dispose  of  the  chief  points  in  controversy  in  the  other. 

In  relation  to  the  first  point,  (the  originality  of  the  invention,)  many 
witnesses  have  been  examined  on  both  sides. 

It  is  obvious  that,  for  some  years  before  Professor  Morse  made  his 
invention,  scientific  men  in  different  parts  of  Europe  were  earnestly 
engaged  in  the  same  pursuit.  Electro-magnetism  itself  was  a  recent 
discovery,  and  opened  to  them  a  new  and  unexplored  field  for  their 
labors,  and  minds  of  a  high  order  were  engaged  in  developing  its 
power  and  the  purposes  to  which  it  might  be  applied. 

Professor  Henry,  of  the  Smithsonian  Institute,  states,  in  his  testi- 
mony, that  prior  to  the  winter  of  1819-'20,  an  electro-magnetic  tele- 
graph— that  is  to  say,  a  telegraph  operating  by  the  combined  influence 
of  electricity  and  magnetism — was  not  possible ;  that  the  scientific 
principles  on  which  it  is  founded  were  uutil  then  unknown,  and  that 
the  first  fact  of  eloctro-ma«nietism  was  discovered  by  Oersted,  of 
Copenhagen,  in  that  winter,  and  was  widely  published,  and  the  ac- 
couut  everywhere  received  with  interest. 

lie  also  gives  an  account  of  the  various  discoveries,  subsequently 
made  from  time  to  time,  by  different  persons  in  different  places,  de- 
veloping its  properties  and  powers,  and  among  them  his  own.  lie 
commenced  his  researches  in  1828,  and  pursued  them  with  ardor  and 
success,  from  that  time  until  the  telegraph  of  Professor  Morse  was 
established  and  in  actual  operation.  And  it  is  due  to  him  to  say, 
that  no  one  has  contributed  more  to  enlarge  the  knowledge  of  electro- 
magnetism,  and  to  lay  the  foundations  of  the  great  invention  of  which 
we  are  speaking,  than  the  Professor  himself. 
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It  is  unnecessary,  however,  to  give  in  detail  the  discoveries  enum- 
erated by  him,  either  his  own  or  those  of  others.  But  it  appears  from 
his  testimonv  that,  verv  soon  after  the  discoverv  made  by  Oersted,  it 

w  1  w  w  w  9 

was  believed  by  men  of  science  that  this  newly-discovered  power 
«; light  be  used  to  communicate  intelligence  to  distant  places.  And 
before  the  year  1823,  Ampere,  of  Paris,  one  of  the  most  successful 
cultivators  of  physical  science,  proposed  to  the  French  Academy  a 
',  >Ian  for  that  purpose.  But  his  project  was  never  reduced  to  prac- 
tiee.    And  the  discoverv  made  by  Barlow,  of  the  Roval  Militarv 

WW7  *  V 

Academy  of  Woolwich,  England,  in  1825,  that  the  galvanic  current 
greatly  diminished  in  power  as  the  distance  increased,  put  at  rest,  for 
a  time,  all  attempts  to  construct  an  electro-magnetic  telegraph.  Sub- 
sequent discoveries,  however,  revived  the  hope ;  and  in  the  year  1832, 
when  Professor  Morse  appears  to  have  devoted  himself  to  the  subject, 
the  .conviction  was  general,  among  men  of  science  everywhere,  that 
the  object  could,  and  sooner  or  later  would,  be  accomplished. 

The  great  difficulty  in  their  way  was  the  fact  that  the  galvanic  cur- 
rent, however  strong  in  the  beginning,  became  gradually  weaker  as 
it  advanced  on  the  wire,  and  was  not  strong  enough  to  produce  a 
mechanical  effect  after  a  certain  distance  had  been  traversed.  But, 
encouraged  by  the  discoveries  which  were  made  from  time  to  time, 
and  strong  in  the  belief  that  an  electro-magnetic  telegraph  was  prac- 
ticable, many  eminent  and  scientific  men,  in  Europe  as  well  as  in  this 
country,  became  deeply  engaged  in  endeavoring  to  surmount  what 
appeared  to  be  the  chief  obstacle  to  its  success.  And  in  this  state  of 
things  it  ought  not  to  be  a  matter  of  surprise  that  four  different  mag- 
netic telegraphs,  purporting  to  have  overcome  the  difficulty,  should 
be  invented  and  made  public  so  nearly  at  the  same  time  that  each 
has  claimed  a  priority,  and  that  a  closo  and  careful  scrutiny  of  the 
facts  in  each  case  is  necessarv  to  decide  between  them.    The  inven- 

w 

tions  were  so  nearly  simultaneous  that  neither  inventor  can  be  justly 
Accused  of  having  derived  any  aid  from  the  discoveries  of  the  other. 

One  of  these  inventors,  Doctor  Steinheil,  of  Muuich,  in  Germany, 
communicated  his  discovery  to  the  Academy  of  Science,  in  Paris,  on 
the  19th  of  July,  1838,  and  states  in  his  communication  that  it  had 
been  in  operation  more  than  a  year. 

Another  of  the  European  inventors,  Professor  Wheatstone,  of 
London,  in  the  month  of  April,  1837,  explained  to  Professors  Henry 
and  Bathe,  who  were  then  in  London,  his  plan  of  an  electro-mag- 
Jictie  telegraph,  and  exhibited  to  them  his  method  of  bringing  into 
action  a  second  galvanic  circuit,  in  order  to  provide  a  remedy  for  the 
diminution  of  force  in  a  long  circuit;  but  it  appears,  by  the  testi- 
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iiiony  of  Professor  Gale,  that  the  patent  to  Wheatstone  and  Cooke 
was  not  sealed  until  January  21,  1840,  and  their  specification  was 
not  tiled  until  the  21st  of  July,  in  the  same  year;  aud  there  is  no 
evidence  that  any  description  of  it  was  published  before  1839. 

The  remaining  European  patent  is  that  of  Edward  Davy.  His 
patent,  it  appears,  was  sealed  on  the  4th  of  July,  1838,  but  his 
specification  was  not  filed  until  January  4,  1839 ;  and  when  these 
two  English  patents  are  brought  into  competition  with  that  of  Morse, 
they  must  take  date  from  the  time  of  tiling  their  respective  specifica- 
tions. For  it  must  be  borne  in  mind  that,  as  the  law  then  stood  in 
England,  the  inventor  was  allowed  six  months  to  file  the  description 
of  his  invention  after  his  patent  was  sealed;  while,  in  this  country, 
the  filing  of  the  specification  is  simultaneous  with  the  application  for 
patents. 

The  defendants  contend  that  all,  or  at  least  some,  of  these  Euro- 
pean telegraphs  were  invented  and  made  public  before  the  discovery 
claimed  by  Morse ;  and  that  the  process  and  method  by  which  he 
convevs  intelligence  to  a  distance  is  substantially  the  same,  with  the 
exception  only  of  its  capacity  for  impressing  upon  paper  the  marks 
or  signs  described  in  the  alphabet  he  invented. 

Waiving  for  the  present  any  remarks  upon  the  identity  or  simili- 
tude of  these  inventions,  the  court  is  of  opinion  that  the  first  branch 
of  the  objection  cannot  be  maintained,  and  that  Morse  was  the  first 
and  original  inventor  of  the  telegraph  described  in  his  specification, 
and  preceded  the  three  European  inventions  relied  on  by  the  defend- 
ants. 

The  evidence  is  full  and  clear  that,  when  he  was  returning  from  a 
visit  to  Europe,  in  1832,  he  was  deeply  engaged  upon  this  subject  dur- 
ing the  voyage ;  and  that  the  process  aud  means  were  so  far  develop- 
ed and  arranged  in  his  own  mind,  that  he  was  confident  of  ultimate 
success.  It  is  in  proof  that  he  pursued  these  investigations  with  un- 
remitting ardor  and  industry,  interrupted  occasionally  by  pecuniary 
embarrassments;  and  we  think  that  it  is  established,  by  the  testimony 
of  Professor  Gale  and  others,  that,  early  in  the  spring  of  1837,  Morse 
had  invented  his  plan  for  combining  two  or  more  electric  or  galvanic 
circuits,  with  independent  batteries  for  the  purpose  of  overcoming 
the  diminished  force  of  electro-magnetism  iu  long  circuits,  although  it 
was  not  disclosed  to  the  witness  until  afterwards ;  and  that  there  is 
reasonable  ground  for  believing  that  he  had  so  far  completed  his  in- 
vention that  the  whole  process,  combination,  powers,  and  machinery 
were  arranged  in  his  mind,  and  that  the  delav  in  bringins:  it  out  arose 
from  his  want  of  means;  for  it  required  the  highest  order  of  mechan- 
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ical  skill  to  execute  and  adjust  the  nice  and  delicate  work  neces- 
sary to  put  the  telegraph  into  operation,  and  the  slightest  error  or 
defect  would  have  been  fatal  to  its  success.  He  had  not  the  means 
at  that  time  to  procure  the  services  of  workmen  of  that  character;  and 
without  their  aid  no  model  could  be  prepared  which  would  do  jus- 
tice to  his  invention.  And  it,  moreover,  required  a  large  sum  of 
money  to  procure  proper  materials  for  the  work.  He,  however, 
tiled  his  caveat  on  the  6th  of  October,  1837,  and  on  the  7th  of  April, 
183*.  applied  for  his  patent,  accompanying  his  application  with  a 
Hpecifi cation  of  his  invention,  and  describing  the  process  and  means 
used  to  produce  the  effect.  It  is  true,  that  O'Reilly,  in  his  answer, 
alleges  that  the  plan  by  which  he  now  combines  two  or  more  galvanic 
or  electric  currents,  with  independent  batteries,  was  not  contained  in 
that  specification,  but  discovered  and  interpolated  afterwards ;  but 
there  is  no  evidence  whatever  to  support  this  charge.  And  we  are 
satisfied,  from  the  testimony,  that  the  plan,  as  it  now  appears  in  his 
specification,  had  then  been  invented,  and  was  actually  intended  to 
be  described. 

With  this  evidence  before  us,  we  think  it  is  evident  that  the  inven- 
tion of  Morse  was  prior  to  that  of  Steiuheil,  Wheatstone,  or  Davy. 
The  discovery  of  Steiuheil,  taking  the  time  which  he  himself  gave  to 
the  French  Academy  of  Science,  cannot  be  understood  as  carryiug 
it  back  beyond  the  months  of  May  or  June,  1837.  And  that  of 
Wheatstone,  as  exhibited  to  Professors  Henry  and  Bache,  goes  back 
only  to  April  in  that  year.  And  there  is  nothing  in  the  evidence  to 
carry  back  the  invention  of  Davy  beyond  the  4th  of  January,  1839, 
when  his  specification  was  filed,  except  a  publication  said  to  have 
been  made  in  the  London  Mechanics'  Magazine,  January  20,  1838; 
aud  the  invention  of  Morse  is  justly  entitled  to  take  date  from  early 
in  the  spring  of  1837.  And  in  the  description  of  Davy's  invention, 
as  given  in  the  publication  of  January  20, 1838,  there  is  nothing  spe- 
cified which  Morse  could  have  borrowed;  and  we  have  no  evidence 
to  show  that  his  invention  ever  was  or  could  be  carried  into  success- 
ful operation. 

In  relation  to  Wheatstone,  there  would  seem  to  be  some  discrep- 
ancy in  the  testimony.  According  to  Professor  Gale's  testimony,  as 
before  mentioned,  the  specification  of  Wheatstone  and  Cooke  was  uot 
filed  until  Julv  21, 1^40,  and  his  information  is  derived  from  the  Lon- 
don  Journal  of  Arts  and  Sciences.  But  it  appears,  by  the  testimony 
of  Edward  F.  Barnes,  that  this  telegraph  was  in  actual  operation  in 
1830.  And  in  the  case  of  the  Electric  Telegraph  Company  v.  Brett  $ 
LitUc,  10  Common  Fleas  Reports,  by  Scott,  his  specification  is  said 
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to  have  been  filed  December  12,  1837.  But  if  the  last-mentioned 
date  is  taken  as  the  true  one,  it  would  not  make  his  invention  prior 
to  that  of  Morse.  And  even  if  it  would,  yet  this  case  must  be  de- 
cided by  the  testimony  in  the  record,  and  we  cannot  go  out  of  it  and 
take  into  consideration  a  fact  stated  in  a  book  of  reports.  Moreover, 
we  have  noticed  this  case  merely  because  it  has  been  pressed  into  the 
argument.  The  appellants  do  not  mention  it  in  their  answer,  nor  put 
their  defense  on  it.  And  if  the  evidence  of  its  priority  was  conclu- 
sive, it  would  not  avail  them  in  this  suit;  for  they  cannot  be  allowed 
to  surprise  the  patentee  by  evidence  of  a  prior  invention  of  which 
they  gave  him  no  notice. 

But  if  the  priority  of  Morse's  invention  was  more  doubtful,  and  it 
was  conceded  that  in  fact  some  one  of  the  European  inventors  had 
preceded  him  a  few  months  or  a  few  weeks,  it  would  not  invalidate 
his  patent.  The  act  of  Congress  provides  that  when  the  patentee 
believes  himself  to  be  the  first  inventor,  a  previous  discovery  in  a 
foreign  country  shall  not  render  his  patent  void,  unless  such  discovery, 
or  some  substantial  pail  of  it,  had  been  before  patented  or  described 
in  a  printed  publication. 

Now,  we  suppose  no  one  will  doubt  that  Morse  believed  himself  to 
be  the  original  inventor,  when  he  applied  for  his  patent,  in  April, 
1838.  Steinheil's  discovery  does  not  appear  to  have  beeu  ever  pat- 
ented, nor  to  have  been  described  in  any  printed  publication  until 
July  of  that  year.  And  neither  of  the  English  inventions  is  shown 
by  the  testimony  to  have  been  patented  until  after  Morse's  application 
for  a  patent,  nor  to  have  been  so  described  in  any  previous  publication 
as  to  embrace  any  substantial  part  of  his  invention.  And  if  his  appli- 
cation for  a  patent  was  made  under  such  circumstances,  the  patent 
is  'good,  even  if,  in  point  of  fact,  he  was  not  the  first  inventor. 

In  this  view  of  the  subject,  it  is  unnecessary  to  compare  the  tele- 
graph of  Morse  with  these  European  inventions,  to  ascertain  whether 
thev  are  substantially  the  same  or  not.  If  they  were  the  same  in 
every  particular,  it  would  not  impair  his  rights.  But  it  is  impossible 
to  examine  them,  and  look  at  the  process  and  the  machinery  and 
results  of  each,  so  far  as  the  facts  are  before  us,  without  perceiving 
at  on«e  the  substantial  and  essential  difference  between  them  and  the 
decided  superiority  of  the  one  invented  by  Professor  Morse. 

Neither  can  the  inquiries  he  made  nor  the  information  or  advice  he 
received  from  men  of  science  in  the  course  of  his  researches  impair 
his  right  to  the  character  of  an  inventor.  No  invention  can  possibly 
be  made,  consisting  of  a  combination  of  different  elements  of  power, 
without  a  thorough  knowledge  of  the  properties  of  each  of  them,  and 
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the  mode  in  which  they  operate  on  each  other.  And  it  can  make  no 
difference,  in  this  respect,  whether  he  derives  his  information  from 
books  or  from  conversation  with  men  skilled  in  the  science.  If  it 
were  otherwise,  no  patent  in  which  a  combination  of  different  ele- 
ments is  used  could  ever  be  obtained ;  for  no  man  ever  made  such 
an  invention,  without  having  first  obtained  this  information,  unless 
it  was  discovered  by  some  fortunate  accident.  Aud  it  is  evident 
that  such  an  invention  as  the  electro-magnetic  telegraph  could  never 
have  been  brought  into  action  without  it;  for  a  very  high  degree 
of  scientific  knowledge  and  the  nicest  skill  in  the  mechanic  arts  are 
combined  in  it,  and  were  both  necessary  to  bring  it  into  successful 
operation.  And  the  fact  that  Morse  sought  and  obtained  the  neces- 
sary information  and  counsel  from  the  best  sources,  and  acted  upon 
it,  neither  impairs  his  rights  as  an  inventor  nor  detracts  from  his 
merits. 

Regarding  Professor  Morse  as  the  first  and  original  inventor  of  the 
telegraph,  we  come  to  the  objections  which  have  been  made  to  the 
validity  of  his  patent. 

We  do  not  think  it  necessary  to  dwell  upon  the  objections  taken 
to  the  proceedings  upon  which  the  first  patent  was  issued,  or  to  the 
additional  specifications  of  the  reissued  patent  of  1848.  In  relation 
to. the  first,  if  there  was  anv  alteration  at  the  suggestion  of  the  Com- 
missioner,  it  appears  to  have  been  a  matter  of  form,  rather  than  of 
substance ;  and,  as  regards  the  second,  there  is  nothing  in  the  proof 
or  on  the  face  of  the  reissued  patent  to  show  that  the  invention  therein 
described  is  not  the  same  with  the  one  intended  to  be  secured  bv  the 
original  patent.  It  was  reissued  by  the  proper  lawful  authority,  and 
it  was  the  duty  of  the  Commissioner  of  Patents  to  see  that  it  did  not 
cover  more  than  the  original  invention.  It  must  be  presumed,  there- 
fore, that  it  does  not,  until  the  contrary  appears.  Variations  from 
the  description  given  in  the  former  specification  do  not  necessarily 
imply  that  it  is  for  a  different  discovery.  The  right  to  surrender  the 
old  patent,  and  receive  another  in  its  place,  was  given  for  the  purpose 
of  enabling  the  patentee  to  give  a  more  perfect  description  of  his  in- 
vention, when  any  mistake  or  oversight  was  committed  in  his  first. 
It  necessarily,  therefore,  varies  from  it;  and  we  see  nothing  in  the 
reissued  patent  that  may  not.  without  proof  to  the  contrary,  be  re- 
garded as  a  more  careful  description  than  the  former  one,  explaining 
more  fully  the  nice  and  delicate  manner  in  which  the  different  ele- 
ments of  power  are  arranged  and  combined  together,  and  act  uj>on 
one  another,  in  order  to  produce  the  effect  described  in  the  specifica- 
tion.   Nor  is  it  void  because  it  does  not  bear  the  same  date  with  his 
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French  patent.  It  is  not  necessary  to  inquire  whether  the  application 
of  Professor  Morse  to  the  Patent  Office,  in  1838,  before  he  went  to 
France,  does  or  docs  not  exempt  his  patent  from  the  operation  of  the 
act  of  Congress  upon  the  subject ;  for,  if  it  should  be  decided  that 
it  does  not  exempt  it,  the  only  effect  of  that  decision  would  be  to  limit 
the  monopoly  to  fourteen  years  from  the  date  of  the  foreign  patent. 
And  in  either  case  the  patent  was  in  full  force  at  the  time  the  injunc- 
tion was  granted  by  the  Circuit  Court,  and  when  the  present  appeal 
stood  regularly  for  hearing  in  this  court. 

And  this  brings  us  to  the  exceptions  taken  to  the  specification  and 
claims  of  the  patentee  in  the  reissued  patent  of  1848. 

We  perceive  no  well-founded  objection  to  the  description  which  is 
given  of  the  whole  invention  and  its  separate  parts,  nor  to  his  right 
to  a  patent  for  the  first  seven  inventions  act  forth  in  the  specification 
of  his  claims.    The  difficulty  arises  on  the  eighth. 

It  is  in  the  following  words  : 

"  Eighth.  I  do  not  propose  to  limit  myself  to  the  specific  machinery, 
or  parts  of  machinery,  described  in  the  foregoing  specification  and 
claims :  the  essence  of  my  invention  being  the  use  of  the  motive- 
power  of  the  electric  or  galvanic  current,  which  I  call  electro-mag- 
netism, however  developed,  for  marking  or  printing  intelligible  char- 
acters, signs,  or  letters,  at  any  distances,  being  a  new  application  of 
that  power,  of  which  I  claim  to  be  the  first  inventor  or  discoverer." 

It  is  impossible  to  misunderstand  the  extent  of  this  claim.  He 
claims  the  exclusive  right  to  every  improvement  where  the  motive- 
power  is  the  electric  or  galvanic  current,  and  the  result  is  the  mark- 
ing or  printing  intelligible  characters,  signs,  or  letters,  at  a  distance. 

If  this  claim  can  be  maintained,  it  matters  not  by  what  process  or 
machinery  the  result  is  accomplished.  For  aught  that  we  know,  some 
future  inventor,  in  the  onward  march  of  science,  may  discover  a  mode 
of  writing  or  printing  at  a  distance  by  means  of  the  electric  or  gal- 
vanic current,  without  using  any  part  of  the  process  or  combination 
set  forth  in  the  plaintiff's  specification.  His  invention  may  be  less 
complicated — less  liable  to  get  out  of  order — less  expensive  in  con- 
struction, and  in  its  operation.  But  yet,  if  it  is  covered  by  this  patent, 
the  inventor  could  not  use  it,  nor  the  public  have  the  beuefit  of  it, 
without  the  permission  of  this  patentee. 

Nor  is  this  all ;  while  he  shuts  the  door  against  inventions  of  other 
persons,  the  patentee  would  be  able  to  avail  himself  of  new  discover- 
ies in  the  properties  and  powers  of  electro-magnetism  which  scientific 
men  might  bring  to  light.  For  he  says  he  does  not  confine  his  claim 
to  the  machinery,  or  parts  of  machinery,  which  he  specifies;  but 
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claims  for  himself  a  monopoly  in  its  use,  however  developed,  for  the 
purpose  of  printing  at  a  distance.  New  discoveries  in  physical  sci- 
ence may  enable  him  to  combine  it  with  new  agents  and  new  ele- 
ments, and  by  that  means  attain  the  object  in  a  manner  superior  to 
the  present  process,  and  altogether  different  from  it.  And  if  he  can 
secure  the  exclusive  use  by  his  present  patent,  he  may  vary  it  with 
every  new  discovery  and  development  of  the  science,  and  need  place 
no  description  of  the  new  manner,  process,  or  machinery  upon  the 
records  of  the  Patent  Office.  And  when  his  patent  expires,  the  pub- 
lie  must  apply  to  him  to  learn  what  it  is.  In  fine,  he  claims  an 
exclusive  right  to  use  a  manner  and  process  which  he  has  not  describ- 
ed, and  indeed  had  not  invented,  and  therefore  could  not  describe 
when  he  obtained  his  patent.  The  court  is  of  opinion  that  the  claim 
is  too  broad,  and  not  warranted  by  law. 

No  one,  we  suppose,  will  maintain  that  Fulton  could  have  taken 
out  a  patent  for  his  invention  of  propelling  vessels  by  steam,  describ- 
ing the  process  and  machinery  he  used,  and  claimed  under  it  the 
exclusive  right  to  ns«  the  motive-power  of  steam,  however  devel- 
oped, for  the  purpose  of  propelling  vessels.  It  can  hardly  be  sup- 
posed that  under  such  a  patent  he  could  have  prevented  the  use  of 
the  improved  machinery  which  science  has  since  introduced,  although 
the  motive-power  is  steam  and  the  result  is  the  propulsion  of  vessels. 
Neither  could  the  man  who  first  discovered  that  steam  might,  by  a 
proper  arrangement  of  machinery,  be  used  as  a  motive-power  to 
grind  corn  or  spin  cotton,  claim  the  right  to  the  exclusive  use  of 
steam  as  a  motive-power  for  the  purpose  of  producing  such  effects. 

Again,  the  use  of  steam  as  a  motive-power  in  printing-presses  is 
comparatively  a  modern  discovery.  Was  the  first  inventor  of  a 
machine  or  process  of  this  kind  entitled  to  a  patent,  giving  him  the 
exclusive  right  to  use  steam  as  a  motive-power,  however  developed, 
for  the  purpose  of  marking  or  printing  intelligible  characters  ?  Could 
he  have  prevented  the  use  of  any  other  press,  subsequently  invented, 
where  steam  was  used  ?  Yet,  so  far  as  patentable  rights  are  con- 
cerned, both  improvements  must  stand  on  the  same  principles.  Both 
use  a  known  motive-power  to  print  intelligible  marks  or  letters ;  and 
it  can  make  no  difference,  in  their  legal  rights  under  the  Patent 
Laws,  whether  the  printing  is  done  near  at  hand  or  at  a  distance. 
Both  depend  for  success  not  merely  upon  the  motive-power,  but 
upon  the  machinery  with  which  it  is  combined.  And  it  has  never, 
we  believe,  been  supposed  by  any  one  that  the  first  inventor  of  a 
steam  printing-press  was  entitled  th  the  exclusive  use  of  steam  as  a 
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motive-power,  however  developed,  for  marking  or  printing  intelligi- 
ble characters. 

Indeed,  the  acts  of  the  patentee  himself  are  inconsistent  with  the 
claim  made  in  his  behalf ;  for  in  1846  he  took  oot  a  patent  for  his 
new  improvement  of  local  circuits,  by  means  of  which  intelligence 
could  be  printed  at  intermediate  places  along  the  main  line  of  the 
telegraph ;  and  he  obtained  a  reissued  patent  for  this  invention  in 
1848.  Yet  in  this  new  invention  the  electric  or  galvanic  current  was 
the  motive-power,  and  writing  at  a  distance  the  effect.  The  power 
was  undoubtedly  developed  by  new  machinery  and  new  combina- . 
tions.  But  if  his  eighth  claim  could  be  sustained,  this  improvement 
would  be  embraced  by  his  first  patent.  And  if  it  was  so  embraced, 
his  patent  for  the  local  circuits  would  be  illegal  and  void ;  for  he 
could  not  take  out  a  subsequent  patent  for  a  portion  of  his  first  in- 
vention, and  thereby  extend  his  monopoly  beyond  the  period  limited 
by  law. 

Many  cases  have  been  referred  to  in  the  argument  which  have 
been  decided,  upon  this  subject,  in  the  English  and  American  courts. 
We  shall  speak  of  those  only  which  seem  to  be  considered  as  leading 
ones.  And  those  most  relied  on  and  pressed  upon  the  court  in  be- 
half of  the  patentee  are  the  cases  which  arose  in  England  upon  Neil- 
son's  patent  for  the  introduction  of  heated  air  between  the  blowing 
apparatus  and  the  furnace,  in  the  manufacture  of  iron. 

The  leading  case  upon  this  patent  is  that  of  Neilson  et  al.  v.  Har- 
ford et «/.,  in  the  English  Court  of  Exchequer.  It  was  elaborately 
argued,  and  appears  to  have  been  carefully  considered  by  the  court. 
The  case  was  this: 

Neilson,  in  his  specification,  described  his  invention  as  one  for  the 
improved  application  of  air  to  produce  heat  in  fires,  forges,  and  fur- 
naces, where  a  blowing  apparatus  is  required ;  and  it  was  to  be  ap- 
plied as  follows:  The  blast,  or  current  of  air  produced  by  the  blowing 
apparatus,  was  to  be  passed  from  it  into  an  air  vessel,  or  receptacle 
made  sufficiently  strong  to  endure  the  blast ;  and  through  or  from 
that  vessel  or  receptacle,  by  means  of  a  tube,  pipe,  or  aperture  into  the 
fire,  the  receptacle  be  kept  artificially  heated  to  a  considerable  temper- 
ature, by  heat  externally  applied.  He  then  described,  in  rather  gen- 
eral terms,  the  manner  in  which  the  receptacle  might  be  constructed 
and  heated,  and  the  air  conducted  through  it  to  fire,  stating  that 
the  form  of  the  receptacle  was  not  material,  nor  the  manner  of  ap- 
plying heat  to  it.  In  the  action  above  mentioned  for  the  infringe- 
ment of  this  patent,  the  defendant,  among  other  defenses,  insisted 
that  the  machinery  for  heating  the  air,  and  throwing  it  hot  into  tliL> 
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furnace,  was  not  sufficiently  described  in  the  specification,  and  the 
patent  void  on  that  account ;  and,  also,  that  a  patent  for  throwing 
hot  air  into  the  furnace,  instead  of  cold,  and  thereby  increasing  the 
intensity  of  the  heat,  was  a  patent  for  a  principle,  and  that  a  princi- 
ple was  not  patentable. 

Upon  the  first  of  these  defenses,  the  jury  found  that  a  man  of  ordi- 
nary skill  and  knowledge  of  the  subject,  looking  at  the  specification 
alone,  could  construct  such  an  apparatus  as  would  be  productive  of  a 
beneficial  result,  sufficient  to  make  it  worth  while  to  adapt  it  to  the 
machinery  in  all  cases  of  forges,  cupalos,  and  furnaces,  where  the 
blast  is  used. 

And  upon  the  second  ground  of  defense,  Baron  Parke,  who  deliv- 
ered the  opinion  of  the  court,  said : 

u  It  is  very  difficult  to  distinguish  it  from  the  specification  of  a  pat- 
ent for  a  principle,  and  this,  at  first,  created  in  the  minds  of  the  court 
much  difficulty;  but,  alter  full  consideration,  we  think  that  the  plain- 
till*  does  not  merely  claim  a  principle,  but  a  machine  embodying  a 
principle,  and  a  very  valuable  one.  We  think  the  case  must  be  con- 
sidered as  if  the  principle  being  well  known,  the  plaintiff  had  first 
invented  a  mode  of  applying  it  by  a  mechanical  apparatus  to  fur- 
naces; and  his  invention  then  consists  in  this:  by  interposing  a  re- 
ceptacle for  heated  air  between  the  blowing  apparatus  and  the  furnace. 
In  this  receptacle  he  directs  the  air  to  be  heated  by  the  application  of 
heat  externally  to  the  receptacle;  and  thus  he  accomplishes  the  ob- 
ject of  applying  the  blast,  which  was  before  cold  air,  in  a  heated  state 
to  the  furnace." 

We  sec  nothing  in  this  opinion  differing  in  any  degree  from  the 
familiar  principles  of  law  applicable  to  patent  cases.  Neilson  claimed 
no  particular  mode  of  constructing  the  receptacle  or  of  heating  it. 
He  pointed  out  the  manner  in  which  it  might  be  done ;  but  admitted 
that  it  might  also  be  done  in  a  variety  of  ways,  and  at  a  higher  or 
lower  temperature,  and  that  all  of  them  would  produce  the  effect  in  a 
greater  or  less  degree,  provided  the  air  was  heated  by  passing  through 
a  heated  receptacle.  And  hence,  it  seems  that  the  court  at  first 
doubted  whether  it  was  a  patent  for  anything  more  than  the  discov- 
ery that  hot  air  would  promote  the  ignition  of  fuel  better  than  cold. 
And  if  this  had  been  the  construction,  the  court,  it  appears,  would 
have  held  his  patent  to  be  void,  because  the  discovery  of  a  principle 
in  natural  philosophy  or  physical  science  is  not  patentable. 

But,  after  much  consideration,  it  was  finally  decided  that  this  prin- 
ciple must  be  regarded  sis  well  known,  and  that  the  plaintiff  had  in- 
vented a  mechanical  mode  of  applying  it  to  furnaces ;  and  that  his 
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invention  consisted  in  interposing  a  heated  receptacle  between  the 
blower  and  the  furnace,  and  by  this  means  heating  the  air  after  it 
left  the  blower,  and  before  it  was  thrown  into  the  fire.  Whoever, 
therefore,  used  this  method  of  throwing  hot  air  into  the  furnace, 
used  the  process  he  had  invented,  and  thereby  infringed  his  patent, 
although  the  form  of  the  receptacle,  or  the  mechanical  arrange- 
ments for  heating  it,  might  be  different  from  those  described  by  the 
patentee;  for  whatever  form  was  adopted  for  the  receptacle,  or 
whatever  mechanical  arrangements  were  made  for  heating  it,  the 
effect  would  he  produced  in  a  greater  or  less  degree  if  the  heated 
receptacle  was  placed  between  the  blower  and  the  furnace,  and  the 
current  of  air  passed  through  it. 

Undoubtedly,  the  principle  that  hot  air  will  promote  the  ignition 
of  fuel  better  than  cold,  was  embodied  in  this  machine ;  but  the  pat- 
ent was  not  supported  because  this  principle  was  embodied  in  it. 
He  would  have  been  equally  entitled  to  a  patent  if  he  had  invented 
an  improvement  in  the  mechanical  arrangements  of  the  blowing 
apparatus,  or  in  the  furnace,  while  a  cold  current  of  air  was  still 
used.  But  his  patent  was  supported  because  he  had  invented  a 
mechanical  apparatus,  by  which  a  current  of  hot  air,  instead  of  cold, 
could  be  thrown  in.  And  this  new  method  was  protected  by  his 
patent.  The  interposition  of  a  heated  receptacle,  in  any  form,  was 
the  novelty  he  invented. 

"\Vc  do  not  perceive  how  the  claim,  in  the  case  before  us,  can  de- 
rive any  countenance  from  this  decision.  If  the  Court  of  Exchequer 
had  said  that  Neilson's  patent  was  for  the  discovery  that  hot  air 
would  promote  ignition  better  than  cold,  and  that  he  had  an  exclu- 
sive right  to  use  it  for  that  purpose,  there  might,  perhaps,  have  been 
some  reason  to  rely  upon  it.  But  the  court  emphatically  denied  his 
right  to  such  a  patent ;  and  his  claim,  as  the  patent  was  construed 
and  supported  by  the  court,  is  altogether  unlike  that  of  the  patentee 
before  us. 

For  Xeilson  discovered  that  by  interposing  a  heated  receptacle 
between  the  blower  and  the  furnace,  aud  conducting  the  current  of 
air  through  it,  the  heat  in  the  furnace  was  increased.  And  this 
effect  was  always  produced,  whatever  might  be  the  form  of  the 
receptacle,  or  the  mechanical  contrivances  for  heating  it,  or  for 
passing  the  current  of  air  through  it,  and  into  the  furnace. 

But  Professor  Morse  has  not  discovered  that  the  electric  or  galvanic 
current  will  always  print  at  a  distance,  no  matter  what  may  be  the 
form  of  the  machinery  or  mechanical  contrivances  through  which 
it  passes.  You  may  use  electro-magnetism  as  a  motive-power,  and 
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yet  not  produce  the  described  effect,  that  is,  print  at  a  distance  intel- 
ligible marks  or  signs.  To  produce  that  effect,  it  must  be  combined 
with,  and  passed  through,  and  operate  upon  certain  complicated  and 
delicate  machinery,  adjusted  and  arranged  upon  philosophical  princi- 
ples, and  prepared  by  the  highest  mechanical  skill.  And  it  is  the  high 
praise  of  Professor  Morse  that  he  has  been  able,  by  a  new  combina- 
tion of  known  powers,  of  which  electro-magnetism  is  one,  to  discover 
a  method  by  which  intelligible  marks  or  signs  may  be  printed  at  a 
distance.  And  for  the  method  or  process  thus  discovered  he  is  en- 
titled to  a  patent.  But  he  has  not  discovered  that  the  electro-mag- 
netic current,  used  as  motive-power,  in  any  other  method,  and  with 
any  other  combination,  will  do  as  well. 

We  have  commented  on  the  case  in  the  Court  of  Exchequer  more 
fully,  because  it  has  attracted  much  attention  in  the  courts  of  this 
country,  as  well  as  in  the  English  courts,  and  has  been  differently  un- 
derstood. And  perhaps  a  mistake  in  construction  of  that  decision 
has  let  to  the  broad  claim  in  the  patent  now  under  consideration. 

We  do  not  deem  it  necessary  to  remark  upon  the  other  decisions, 
in  relation  to  Xeilson's  patent,  nor  upon  the  other  cases  referred  to, 
which  stand  upon  similar  principles.  The  observations  we  have  made 
on  the  case  in  the  Court  of  Exchequer  will  equally  apply  to  all  of 
them. 

We  proceed  to  the  American  decisions ;  and  the  principles  herein 
stated  were  fully  recognized  by  this  court  in  the  case  of  Le  Roy  ct  al 
v.  Tatham  ct  ai,  14  Howard,  156,  decided  at  the  last  term. 

It  appeared  that,  in  that  case,  the  patentee  had  discovered  that 
lead  recently  set  would,  under  heat  and  pressure,  in  a  close  vessel, 
reunite  perfectly  after  a  separation  of  its  parts,  so  as  to  make  wrought 
instead  of  cast  pipe.  And  the  court  held  that  he  was  not  entitled  to 
a  patent  for  this  newly-discovered  principle  or  quality  in  lead,  and  that 
such  a  discovery  was  not  patentable ;  but  that  he  was  entitled  to  a 
patent  for  the  new  process  or  nifthod  in  the  art  of  making  lead  pipe 
which  this  discovery  enabled  him  to  iuvent  and  employ,  and  was 
bound  to  describe  such  process  or  method  fully  in  his  specification. 

Many  cases  have  also  been  referred  to,  which  were  decided  in  the 
Circuit  Courts.  It  will  be  found,  wo  think,  upon  careful  examina- 
tion, that  all  of  them,  previous  to  the  decision  on  Neilson's  patent, 
maintain  the  principles  on  which  this  decision  is  made.  Since  that 
case  was  reported,  it  is  admitted  that  decisions  have  been  made 
which  would  seem  to  extend  patentable  rights  beyond  the  limits 
here  marked  out.  As  we  have  already  said,  we  see  nothing  in  that 
opinion  which  would  sanction  the  introduction  of  any  new  principle 
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in  the  law  of  patents.  But  if  it  were  otherwise,  it  would  not  justify 
this  court  in  departing  from  what  we  consider  as  established  princi- 
ples in  the  American  courts.  And  to  show  what  was  heretofore  the 
doctrine  upon  this  subject,  we  refer  to  the  annexed  cases.  We  do 
not  stop  to  comment  on  them,  because  such  an  examination  would 
extend  this  opinion  beyond  all  reasonable  bounds.  Wydh  v.  Stone, 
1  Story,  270,  285;  Blannhnrd  v.  Spraguc,  3  Sumn.,  540.  The  first- 
mentioned  case  is  directly  in  point. 

Indeed,  independently  of  judicial  authority,  we  do  not  think  that 
the  language  used  in  the  act  of  Congress  can  justly  be  expounded 
otherwise. 

The  tilth  section  of  the  act  of  1836  declares  that  a  patent  shall 
convey  to  the  inventor,  for  a  term  not  exceeding  fourteen  years,  the 
exclusive  right  of  making,  using,  and  vending  to  others  to  be  used 
his  invention  or  discovery;  referring  to  the  specification  for  the  par- 
ticulars thereof. 

The  sixth  section  directs  who  shall  be  entitled  to  a  patent,  and  the 
tonus  and  conditions  on  which  it  may  be  obtained.  It  provides  that 
any  person  shall  be  entitled  to  a  patent  who  has  discovered  or  in- 
vented a  new  and  useful  art,  machine,  manufacture,  or  composition 
of  matter;  or  a  new  and  useful  improvement  on  any  previous  dis- 
covery in  either  of  them.  But  before  he  receives  the  patent,  he  shall 
deliver  a  written  description  of  his  invention  or  discovery,  "and  of 
the  manner  and  process  of  making,  constructing,  using,  and  com- 
pounding the  same,"  in  such  exact  terms  as  to  enable  any  person 
skilled  in  the  art  or  science  to  which  it  appertains,  or  with  which  it 
is  most  nearly  connected,  to  make,  construct,  compound,  and  use  the 
same. 

This  court  has  decided  that  the  specification  required  by  this  law 
is  a  part  of  the  patent,  and  that  the  patent  issues  for  the  invention 
described  in  the  specification. 

Now,  whether  the  telegraph  is  regarded  as  an  art  or  machine,  the. 
manner  and  process  of  making  or  using  it  must  be  set  forth  in  exact 
terms.  The  act  of  Congress  makes  no  difference,  in  this  respect,  be- 
tween an  art  and  a  machine.  Au  improvement  in  the  art  of  making 
bar-iron  or  spinning  cotton  must  be  so  described ;  and  so  must  the 
art  of  printing  by  the  motive-power  of  steam.  And  in  all  of  these 
cases,  it  has  always  been  held  that  the  patent  embraces  nothing  more 
than  the  improvement  described  and  claimed  as  new,  and  that  any 
one  who  afterwards  discovered  a  method  of  accomplishing  the  same 
object,  substantially  and  essentially  differing  from  the  one  described, 
had  a  right  to  use  it.    ('an  there  be  any  good  reason  why  the  art  of 
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printing  at  a  distance,  by  means  of  the  motive-power  of  the  electric 
or  galvanic  current,  should  stand  on  different  principles  ?  Is  there 
any  reason  why  the  inventor's  patent  should  cover  broader  ground  ? 
It  would  be  dilficult  to  discover  anything  in  the  act  of  Congress  which 
would  justify  this  distinction.  The  specification  of  this  patentee  de- 
scribes his  invention  or  discovery,  and  the  manner  and  process  of 
constructing  and  using  it;  and  his  patent,  like  inventions  in  the  other 
arts  above  mentioned,  covers  nothing  more. 

The  provisions  of  the  acts  of  Congress,  in  relation  to  patents,  may 
be  summed  up  in  a  few  words. 

Whoever  discovers  that  a  certain  useful  result  will  be  produced  in 
any  art,  machine,  manufacture,  or  composition  of  matter,  by  the  use 
of  certain  means,  is  entitled  to  a  patent  for  it ;  provided  he  specifies 
the  means  he  uses  in  a  manner  so  full  and  exact  that  any  oue  skilled 
in  the  science  to  which  it  appertains  can,  by  using  the  means  he 
specifies,  without  any  addition  to  or  subtraction  from  them,  produce 
precisely  the  result  he  describes.  And  if  this  cannot  be  done  by 
the  means  he  describes,  the  patent  is  void.  And  if  it  can  be  done, 
then  the  patent  confers  on  him  the  exclusive  right  to  use  the  means 
he  specifies  to  produce  the  result  or  effect  he  describes,  aud  nothing 
more.  And  it  make  no  difference,  in  this  respect,  whether  the  effect 
is  produced  by  chemical  agency  or  combination  ;  or  by  the  applica- 
tion of  discoveries  or  principles  in  natural  philosophy,  known  or  un- 
known before  his  invention ;  or  by  machinery  acting  altogether  upon, 
mechanical  principles.  In  either  case,  he  must  describe  the  manner 
and  process  as  above  mentioned,  and  the  end  it  accomplishes.  And 
any  one  may  lawfully  accomplish  the  same  end,  without  infringing 
the  patent,  if  he  uses  means  substantially  different  from  those  de- 
scribed. 

Indeed,  if  the  eighth  claim  of  the  patentee  can  be  maintained,  there 
was  no  necessity  for  any  specification,  further  than  to  say  that  he  had 
discovered  that  by  using  the  motive-power  of  electro-magnetism  he 
could  print  intelligible  characters  at  any  distance.  We  presume  it 
will  be  admitted  on  all  hands  that  no  patent  could  have  issued  on 
such  a  specification.  Yet  this  claim  can  derive  no  aid  from  the 
specification  filed.  It  is  outside  of  it,  and  the  patentee  claims  beyond 
it  ;  and  if  it  stands,  it  must  stand  simply  on  the  ground  that  the 
broad  terms  above  mentioned  were  a  sufficient  description,  and  en- 
tilled  him  to  a  patent  in  terms  equally  broad.  In  our  judgment,  the 
act  of  Congress  cannot  be  so  construed. 

The  patent,  then,  being  illegal  and  void,  so  far  as  respects  the  eighth 
claim,  the  question  arises  whether  the  whole  patent  is  void,  unless 
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this  portion  of  it  is  disclaimed  in  a  reasonable  time  after  the  patent 
issued. 

It  lias  been  urged,  on  the  part  of  the  complainants,  that  there  is  no 
necessity  for  a  disclaimer  in  a  case  of  this  kind ;  that  it  is  required 
in  those  cases  only  in  which  the  party  commits  an  error  in  fact  in 
claiming  something  which  was  known  before,  and  of  which  he  was  not 
the  first  discover;  that  in  this  case  he  was  the  first  to  discover  that 
the  motive-power  of  electro-magnetism  might  be  used  to  write  at  a 
distance ;  and  that  his  error,  if  any,  was  a  mistake  in  law  in  suppos- 
ing his  invention,  as  described  in  his  specification,  authorized  this 
broad  claim  of  exclusive  privilege ;  and  that  the  claim,  therefore, 
may  be  regarded  as  a  nullity,  and  allowed  to  stand  in  the  patent 
without  a  disclaimer,  and  without  affecting  the  validity  of  the  patent 

This  distinction  can  hardly  be  maintained.  The  act  .of  Congress 
above  recited  requires  that  the  invention  shall  be  so  described  that 
a  person  skilled  in  the  science  to  which  it  appertains,  or  with  which 
it  is  most  nearly  connected,  shall  be  able  to  construct  the  improve- 
ment from  the  description  given  by  the  inventor. 

Now,  in  this  case,  there*  is  no  description  but  one,  of  a  process  by 
which  signs  or  letters  may  be  printed  at  a  distance,.  And  yet  he 
claims  the  exclusive  right  to  any  other  mode  and  any  other  process, 
although  not  described  by  him,  by  which  the  end  can  be  accomplish- 
ed, if  electro-magnetism  is  used  as  the  motive-power.  That  is  to  say, 
he  claims  a  patent  for  an  effect  produced  by  the  use  of  electro-mag- 
netism distinct  from  the  process  or  machinery  necessary  to  produce 
it.  The  words  of  the  acts  of  Congress  above  quoted  show  that  no 
patent  can  lawfully  issue  upon  such  a  claim ;  for  he  claims  what  he 
has  not  described  in  the  manner  required  by  law ;  and  a  patent  for 
such  a  claim  is  as  strongly  forbidden  by  the  act  of  Congress  as  if 
Borne  other  person  had  invented  it  before  him. 

Why,  therefore,  should  he  be  required  and  permitted  to  disclaim 
in  the  one  case  and  not  in  the  other  ?  The  evil  is  the  same  if  he 
claims  more  than  he  has  invented,  although  no  other  person  has 
invented  it  before  him.  He  prevents  others  from  attempting  to 
improve  upon  the  manner  and  process  which  he  has  described  in 
his  specification,  and  may  deter  the  public  from  using  it,  even  if  dis- 
covered. He  can  lawfully  claim  only  what  he  has  invented  and 
described ;  and  if  he  claims  more,  his  patent  is  void ;  and  the  judg- 
ment in  this  case  must  be  against  the  patentee,  unless  he  is  within 
the  act  of  Congress  which  gives  the  right  to  this  claim. 

The  law  which  requires  and  permits  him  to  disclaim  is  not  penal, 
but  remedial.    It  is  intended  for  the  protection  of  the  patentee  as 
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well  as  the  public,  and  ought  not,  therefore,  to  receive  a  construction 
that  would  restrict  its  operation  within  narrower  limits  than  its  words 
fairly  import.  It  provides,  "  that  when  any  patentee  shall  have,  in 
bis  specification,  claimed  to  he  the  first  and  original  inventor  or  dis- 
coverer of  any  material  or  substantial  part  of  the  thing  patented,  of 
which  he  was  not  the  first  and  original  inventor,  and  shall  have  no 
legal  or  just  claim  to  the  same,"  he  must  disclaim,  in  order  to  pro- 
tect so  much  of  the  claim  as  is  legally  patented. 

Whether,  therefore,  the  patent  is  illegal  in  part  because  he  claims 
more  than  he  has  sufficiently  described,  or  more  than  he  invented, 
he  must,  in  either  case,  disclaim,  in  order  to  save  the  portiou  to  which 
he  is  entitled ;  and  he  is  allowed  to  do  so  when  the  error  was  com- 
mitted by  mistake. 

A  different  construction  would  be  unjust  to  the  public  as  well  as 
to  the  patentee,  and  defeat  the  manifest  object  of  the  law,  and  pro- 
duce the  very  evil  against  which  it  intended  to  guard. 

It  appears  that  no  disclaimer  has  yet  been  entered  at  the  Patent 
Office.  But  the  delay  in  entering  it  is  not  unreasonable ;  for  the 
objectionable  claim  was  sanctioned  by  theiiead  of  the  office.  It  has 
been  held  to  be  valid  by  a  Circuit  Court,  and  differences  of  opinion 
in  relation  to  it  are  found  to  exist  among  the  justices  of  this  court. 
Under  such  circumstances,  the  patentee  had  a  right  to  insist  upon  it, 
and  not  disclaim  it  until  the  highest  court  to  which  it  could  be  carried 
had  pronounced  its  judgment.  The  omission  to  disclaim,  therefore, 
does  not  render  the  patent  altogether  void ;  and  he  is  entitled  to  pro- 
ceed in  this  suit  for  an  infringement  of  that  part  of  his  invention 
which  is  legally  claimed  and  described.  But  as  no  disclaimer  was 
entered  in  the  Patent  Office  before  this  suit  was  instituted,  lie  cannot, 
under  the  act  of  Congress,  be  allowed  costs  against  the  wrong-doer, 
although  the  infringement  should  be  proved.  And  we  think  it  is 
proved  by  the  testimony.  But  as  the  question  of  infringement  em- 
braces both  of  the  reissued  patents,  it  is  proper,  before  we  proceed  to 
that  part  of  the  case,  to  notice  the  objections  made  to  the  second  pat- 
ent for  the  local  circuits,  which  was  originally  obtained  in  1840*,  aud 
reissued  in  1848. 

It  is  certainly  no  objection  to  this  patent  that  the  improvement  is 
embraced  by  the  eighth  claim  in  the  former  one.  We  have  already 
said  that  this  claim  is  void,  and  that  the  former  patent  covers  uothing 
but  the  first  seven  inventions  specifically  mentioned. 

Nor  can  its  validity  be  impeached  upon  the  ground  that  it  is  an 
improvement  upon  a  former  invention,  for  which  the  patentee  had 
himself  already  obtained  a  patent.    It  is  true,  that  under  the  act  of 
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1836,  section  13,  it  was  in  the  power  of  Professor  Morse,  if  he  desired  it, 
to  annex  this  improvement  to  his  former  specification,  so  as  to  make 
it  from  that  time  a  part  of  the  original  patent.  But  there  is  nothing 
in  the  act  that  forbids  him  to  take  out  a  new  patent  for  the  improve- 
ment, if  he  prefers  it.  Any  other  inventor  might  do  so ;  and  there 
can  be  no  reason,  in  justice  or  in  policy,  for  refusing  the  like  privilege 
to  the  original  inventor.  And  when  there  is  no  positive  law  to  the 
contrary,  he  must  staud  on  the  same  footing  with  auy  other  inventor 
of  an  improvement  upon  a  previous  discovery.  Nor  is  he  bound  in 
his  new  patent  to  refer  specially  to  his  former  one.  All  that  the  law 
requires  of  him,  is  that  he  shall  not  claim  as  new  what  is  covered  by 
a  former  invention,  whether  made  by  himself  or  any  other  person. 

It  is  said,  however,  that  this  alleged  improvement  is  not  new,  and 
is  embraced  in  his  former  specification ;  aud  that  if  some  portion  of  it 
is  new,  it  is  not  so  described  as  to  distingush  the  new  from  the  old. 

It  is  difficult,  perhaps  impossible,  to  discuss  this  part  of  the  case,  so 
as  to  be  understood  by  any  one  who  has  not  a  model  before  him,  or 
perfectly  familiar  with  the  machinery  and  operations  of  the  telegraph. 
We  shall  not,  therefore,  attempt  to  describe  minutely  the  machinery 
or  its  mode  of  operation.  So  far  as  this  can  be  done  intelligibly,  with- 
out the  aid  of  a  model  to  point  to,  it  has  been  fully  and  well  done  in 
the  opinion  delivered  by  the  learned  judge  who  decided  this  ease  in 
the  Circuit  Court.  All  that  we  think  is  useful  or  necessary  to  say,  is 
that,  after  a  careful  examination  of  the  patents,  we  think  the  objec- 
tion on  this  ground  is  not  tenable.  The  force  of  the  objection  is 
mainly  directed  upon  the  receiving  magnet,  which  it  is  said  is  a  part 
of  the  machinery  of  the  first  patent,  and  performs  the  same  office. 
But  the  receiving  magnet  is  not  of  itself  claimed  as  a  new  invention: 
it  is  claimed  as  a  part  of  a  new  combination  or  arrangement  to  pro- 
duce a  new  result.  And  this  combination  does  produce  a  new  and 
useful  result;  for  by  this  new  combination,  and  the  arrangement 
and  position  of  the  receiving  magnet,  the  local  and  independent  cir- 
cuit is  opened  by  the  electric  or  galvanic  current,  as  it  passes  on  the 
main  line,  without  interrupting  it  in  its  course ;  and  the  intelligence  it 
conveys  is  recorded  almost  at  the  same  moment  at  the  end  of  the  line 
of  the  telegraph,  and  at  the  different  local  offices  on  its  way.  Aud  it 
hardly  needs  a  model  or  a  minute  examination  of  the  machinery  to 
be  satisfied  that  a  telegraph  which  prints  the  intelligence  it  conveys 
at  different  places,  by  means  of  the  current,  as  it  passes  along  on  the 
main  line,  must  necessarily  require  a  dilierent  combination  and  ar- 
rangement of  powers  from  the  one  that  prints  only  at  the  end.  The 
elements  which  compose  it  may  all  have  been  used  in  the  former  iu- 
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vention ;  but  it  is  evident  that  their  arrangement  and  combination 
must  be  different  to  produce  this  new  effect.  The  new  patent  for  the 
local  circuits  was  therefore  properly  granted ;  and  we  perceive  no 
well-fouuded  objection  to  the  specification  or  claim  contained  in  the 
reissued  patent  of  1848. 

The  two  reissued  patents  of  1848,  being  both  valid,  with  the  excep- 
tion of  the  eighth  claim  in  the  first,  the  only  remaining  question  is 
whether  they  or  either  of  them  have  been  infringed  by  the  defend- 
ants. 

The  same  difficulty  arises  in  this  part  of  the  case  which  we  have 
already  stated,  in  speaking  of  the  specification  and  claims  in  the  pat- 
ent for  the  local  circuits.  It  is  difficult  to  convey  a  clear  idea  of  the 
similitude  or  differences  in  the  two  telegraphs  to  any  one  not  familiar- 
ly acquainted  with  the  machinery  of  both.  The  court  must  content 
itself,  therefore,  with  general  terms,  referring  to  the  patents  them- 
selves for  a  more  special  description  of  the  matters  in  controversy. 

It  is  a  well-settled  principle  of  law,  that  the  mere  change  in  the 
form  of  the  machinery,  (unless  a  particular  form  is  specified  as  the 
means  by  which  the  effect  described  is  produced.)  or  an  alteration  in 
some  of  its  unessential  parts,  or  in  the  use  of  known  equivalent  pow- 
ers, not  varying  essentially  the  machine,  or  its  mode  of  operation  or 
organization,  will  not  make  the  new  machine  a  new  invention.  It 
may  be  an  improvement  upon  the  former;  but  that  will  not  justify 
Its  use,  without  the  consent  of  the  first  patentee. 

The  Columbian  (O'Reilly's)  telegraph  does  not  profess  to  accom- 
plish a  new  purpose,  or  produce  a  new  result.  Its  object  and  effect 
is  to  communicate  intelligence  at  a  distance,  at  the  end  of  the  main 
line,  and  at  the  local  circuits  on  its  wav;  and  this  is  done  bv  means 
of  signs  or  letters  impressed  on  paper,  or  other  material.  The  ob- 
ject and  purpose  of  the  telegraph  is  the  same  with  that  of  Professor 
Morse. 

Does  he  use  the  same  means  ?  Substantially,  we  think  he  does, 
both  upon  the  main  line  and  in  the  local  circuits.  He  uses  upon 
the  main  line  the  combination  of  two  or  more  galvanic  or  electric 
circuits,  with  independent  batteries,  for  the  purpose  of  obviating  the 
liiminisbed  force  of  the  galvanic  current,  and  in  a  manner  varying 
very  little  in. form  from  the  invention  of  Professor  Morse.  And, 
indeed,  the  same  may  be  said  of  the  entire  combination  set  forth  in 
J  he  patentee's  third  claim;  for  O'Reilly's  can  hardly  be  said  to  differ 
substantially  and  essentially  from  it.  He  uses  the  combination 
which  composes  the  register,  with  no  material  change  in  the  arrange- 
ment, or  in  the  elements  of  which  it  consists ;  and  with  the  aid  of 
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these  means  he  conveys  intelligence,  by  impressing  marks  or  signs 
upon  paper,  these  marks  or  signs  being  capable  of  being  read  and 
understood  by  means  of  an  alphabet,  or  signs,  adapted  to  the  pur- 
pose. And  as  regards  the  second  patent  of  Professor  Morse  for  the 
local  circuits,  the  mutator  of  the  defendant  does  not  vaJry  from  it  in 
any  essential  particular.  All  of  the  efficient  elements  of  the  combi- 
nation are  retained,  or  their  places  supplied  by  well-known  equiva- 
lents.   Its  organization  is  essentially  the  same. 

Neither  is  the  substitution  of  marks  and  signs  differing  from  those 
invented  bv  Professor  Morse  anv  defense  to  this  action.  His  patent 
is  not  for  the  invention  of  a  new  alphabet,  but  for  a  combination  of 
powers,  composed  of  tangible  and  intangible  elements,  described  in 
his  specification,  by  means  of  which  marks  or  signs  may  be  impress- 
ed upon  paper,  at  a  distance,  which  can  there  be  read  and  understood. 
And  if  any  marks,  or  signs,  or  letters  are  impressed  in  that  manner 
by  means  of  a  process  substantially  the  same  with  his  invention,  or 
with  any  particulai  part  of  it  covered  by  his  patent,  and  those  marks 
or  signs  can  be  read,  and  thus  communicate  intelligence,  it  is  an 
infringement  of  his  patent.  The  variation  in  the  character  of  the 
marks  would  not  protect  it,  if  the  marks  could  be  read  and  under- 
stood. 

We  deem  it  unnecessary  to  pursue  further  the  comparison  between 
the  machinery  of  the  patents.  The  invasion  of  the  plaintiff's  rights, 
already  stated,  authorized  the  injunction  granted  by  the  Circuit  Court, 
and  so  much  of  its  decree  must  be  affirmed.  But,  for  the  reasons  here- 
inbefore assigned,  the  complainants  are  not  entitled  to  costs,  and  that 
portion  of  the  decree  must  be  reversed,  and  a  decree  passed  by  this 
court  directing  each  party  to  pay  his  own  costs  in  this  and  in  the 
Circuit  Court. 

Mr.  Justice  Wayne,  Mr.  Justice  Nelson,  and  Mr.  Justice  Grier 
dissent  from  the  judgment  of  the  court  on  the  question  of  costs. 

Mr.  Justice  Grier. 

I  entirely  concur  with  the  majority  of  the  court,  that  the  appellee 
and  complainant  below,  Samuel  F.  B.  Morse,  is  the  true  and  first  in- 
ventor of  the  recording  telegraph,  and  the  first  who  has  successfully 
applied  the  agent  or  element  of  nature  called  electro-magnetism  to 
printing  and  recording  intelligible  characters  at  a  distance;  and  that 
his  patent  of  1840,  finally  reissued  in  1848,  and  his  patent  for  his 
improvements  a*  reissued  in  the  same  year,  are  good  and  valid;  and 
that  the  appellants  have  infringed  the  rights  secured  to  the  patentee 
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by  both  his  patents.  But  as  I  do  not  concur  in  the  views  of  the 
majority  of  the  court  in  regard  to  two  great  ^points  of  the  case,  I 
shall  proceed  to  express  my  own. 

I.  Does  the  complainant's  first  patent  come  within  the  proviso  of 
the  sixth  section  of  the  act  of  1839  ?  aud  should  the  term  of  fourteen 
year,  granted  by  it  commence  from  the  date  of  his  patent  here,  or 
from  the  date  of  his  French  patent,  in  1838? 

If  the  complainant's  patent  is  within  the  provisions  of  this  section, 
I  cannot  see  how  we  can  escape  from  declaring  it  void.  The  proviso 
declares  that  "  in  all  cases  every  such  patent  (issued  under  the  pro- 
visions of  that  section)  shall  be  limited  to  the  term  of  fourteen  years 
from  the  date  or  publication  of  such  foreigu  lettors  patent."  It  is 
true,  it  does  not  say  that  the  patent  shall  be  void  if  not  limited  to 
such  term  on  its  face;  but  it  gives  no.  power  to  the  officer  to  issue  a 
patent  for  a  greater  term.  If  the  patent  does  not  show  the  tine  eoni- 
mencement  of  the  term  granted  by  it,  the  patentee  has  it  in  his  power 
to  deceive  the  public  by  claiming  a  term  of  fourteen  years,  while  in 
reality  it  may  be  not  more  than  one. 

But  I  am  of  opinion  that  the  patent  in  question  does  not  come 
within  this  proviso. 

The  facts  of  the  case,  as  connected  with  this  point,  are  these:  On 
the  0th  of  October,  1837,  Morse  tiled,  in  the  office  of  the  Comma- 
sioner  of  Patents,  a  caveat,  accompanied  by  a  specification,  setting 
forth  his  inveution,  and  praying  that  it  may  be  protected  till  he  could 
finish  some  experiments  necessary  to  perfect  its  details.  On  the  9th 
of  April,  1838,  he  filed  a  formal  application  for  a  pateut,  accom- 
panied by  a  specification  and  drawings.  On  the  1st  of  May, 
the  Commissioner  informs  him  that  his  application  has  been  granted. 
Morse  answers,  on  the  15th  of  May,  that  he  is  jus't  about  to  sail  to 
Europe,  and  asks  the  Commissioner  to  delay  the  issue  of  his  pateut 
for  the  present,  fearing  its  effect  upon  his  plans  abroad. 

On  the  30th  of  October,  1838,  he  obtaiued  his  useless  French  pat- 
ent. On  his  return  to  this  country,  in  1840,  be  requests  his  patent 
to  be  perfected  and  issued.  In  this  application,  filed  on  the  9th  of 
April,  1838,  there  was  an  oversight  in  filling  up  the  day  and  mouth. 
This  clerical  omission  was  wholly  immaterial,  but,  ex  majori  caukh 
a  second  affidavit  was  filed,  and  the  patent  issued  on  the  20tli  of 
June,  1840,  for  the  term  of  fourteen  vears  from  its  date. 

7  7  *i 

The  application  of  1838  had  a  set  of  drawings  annexed  to  the  spe- 
cification. The  second  set  of  drawings,  required  by  the  sixth  section 
of  the  act  of  1837,  being  for  the  purpose  of  annexation  to  the  patent, 
they  were  entirely  unnecessary  till  the  patent  issued,  aud  are  not 
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quired  by  law  to  accompany  tbe  application  when  tirst  made ;  aud 
the  want  of  them  cannot  aft'ect  the  validity  of  the  application. 

In  many  instances,  owing  to  various  causes,  the  patent  is  not  issued 
till  many  mouths,  and  sometimes  a  year  or  more,  after  the  applica- 
tion. The  Commissioner  requires  time  to  examine  the  specification ; 
he  may  suggest  difficulties  and  amendments;  and  disputes  often 
arise  which  delay  the  issuing  the  patent.  But  the  application  does 
not  require  to  be  renewed,  and  is  never  considered  abandoned  in 
consequence  of  such  delay.  It  still  remains  as  of  the  date  of  its 
filing,  for  every  purpose  beneficial  to  the  applicant.  The  law  does 
not  require  that  the  specification  and  its  accompaniments  should  be 
in  the  precise  form  which  they  afterwards  assume  in  the  patent.  It 
requires  only  that  the  application  be  "in  writing,"  and  that  the 
applicant  should  "  make  oath  that  he  is  the  original  inventor,"  &c. 
The  other  requirements  of  the  act  must  precede  the  issuing  of  the 
patent,  but  make  no  part  of  the  application,  and  are  not  condition.*, 
precedent  to  its  validity. 

En  the  present  case,  we  have,  therefore,  a  regular  application  in 
due  form,  accompanied  by  a  specification  and  drawings,  filed  on  the 
9th  of  April,  1838.  It  has  not  been  withdrawn,  discontinued,  or 
abandoned.  There  is  nothing  in  the  act  of  Congress  which  requires 
that  the  patent  should  bo  issued  within  any  given  time  after  the  ap- 
plication is  filed,  or  which  forbids  the  post[K>nement  of  it  for  a  time, 
at  the  suggestion  either  of  the  applicant  or  the  officer.  Nor  is  there 
anything  in  the  general  policy  of  the  Patent  Laws  which  forbids  it. 
On  the  contrary,  it  has  always  been  the  practice,  when  a  foreign  pat- 
ent is  desired,  to  delay  the  issuing-  of  the  patent  here,  after  applica- 
tion filed,  for  fear  of  injuring  such  foreign  application.  It  forms  no 
part  of  the  policy  of  any  of  our  Patents  Acts  to  prevent  our  citizens 
from  obtaining  patents  abroad. 

By  the  Patent  Act  of  1793,  the  applicant  must  swear  "that  his  in- 
vention was  not  known  or  used  before  the  application."  The  filing 
of  the  application  was,  the  time  fixed  for  determining  the  applicant's 
right  to  a  patent.  If  a  patent  had  issued  abroad,  or  the  invention 
had  been  in  use.  or  described  in  some  public  work,  before  that  time, 
it  was  a  good  defense  to  it.  The  time  of  filing  the  application  was, 
therefore,  made  by  law  the  criterion  of  his  right  to  claim  as  tirst  in- 
ventor. A  foreign  patent  subsequent  to  the  date  of  his  application 
could  not  be  set  up  as  a  defense  against  the  domestic  patentee.  The 
American  inventor  who  had  filed  his  application  and  specification  at 
home,  was  thus  enabled  to  obtain  his  patent  abroad,  without  endan- 
gering his  patent  at  home.    This  was  a  valuable  privilege  to  Amcr- 
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ican  citjzens,  and  one  of  which  he  has  never  been  deprived  by  sub- 
sequent legislation.  And  thus  the  law  stood  till  the  act  of  4th  of 
July,  1836. 

Before  this  time,  the  right  to  obtain  a  patent  was  confined  to  Amer- 
ican citizens,  or  those  who  had  filed  their  intentions  to  become  such. 
The  policy  of  this  act  was  to  encourage  foreign  inventors  to  introduce 
their  inventions  to  this  country,  but  in  doing:  so  it  evinces  no  inten- 
tion  of  limiting  our  own  citizens,  by  taking  away  from  them  rights 
which  they  had  hithero  enjoyed. 

Accordingly,  it  gave  an  inventor  who  had  obtained  a  patent 
abroad,  and  who  was  generally  a  foreigner,  a  right  to  have  one  here, 
provided  he  made  his  application  here  within  six  months  after  the 
date  of  his  foreign  patent.  Neither  the  letter  nor  the  spirit  of  this 
act  interferes  with  the  right  of  an  inventor  who  has  filed  his  applica- 
tion here  from  obtaining  a  patent  abroad,  or  his  right  to  a  term  of 
fourteen  years  from  the  date  of  his  patent. 

In  1838,  therefore,  when  complainant  filed  his  application,  he  was 
entitled  to  such  a  patent.  But  in  March,  1839,  an  act  was  passed, 
by  the  sixth  section  of  which  it  is  alleged  the  complainant's  rights 
have  been  affected.    That  section  is  as  follows : 

"  That  no  person  shall  be  debarred  from  receiving  a  patent  for  any 
invention,  &c,  as  provided  in  the  act  of  4th  of  July,  1836,  to  which 
this  is  additional,  by  reason  of  the  same  having  been  patented  in  a 
foreign  country  more  than  six  months  prior  to  his  application ;  pro- 
vided, that  the  same  shall  not  have  been  introduced  into  public  and 
common  use  in  the  United  States  prior  to  the  application  for  such 
patent;  and  provided,  also,  that  in  all  cases  every  such  patent  shall 
be  limited  to  the  term  of  fourteen  years  from  the  date  of  publication 
of  such  foreign  letters  patent." 

Now,  the  act  of  1836,  as  we  have  shown,  had  given  a  privilege  to 
foreign  patentees  to  have  a  patent  within  six  months  after  date  of 
such  foreign  patent.  It  had  not  affected,  in  any  manner,  the  right 
previously  enjoyed  by  American  citizens,  to  take  out  a  foreign  patent 
after  filing  their  applications  here.  This  section  gives  additional  right? 
to  those  who  had  first  taken  out  patents  abroad,  and  holding  out  an 
additional  encouragement  to  foreign  inventors  to  introduce  their  in- 
ventions here,  subject  to  certain  conditions  contained  in  the  proviso. 
Neither  the  letter,  spirit,  nor  policy  of  this  act  has  any  reference  to, 
or  bearing  upon,  the  case  of  persons  who  had  just  made  their  appli- 
cations here.  To  construe  a  proviso  as  applicable  to  a  class  of  «W 
not  within  its  enacting  clause,  would  violate  all  settled  rules  of  con- 
struction.   The  office  of  a  proviso  is  either  to  except  something  from 
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the  enactiug  clause,  or  to  exclude  some  possible  ground  of  misinter- 
pretation, or  to  state  a  condition  to  which  the  privilege  granted  by 
the  section  shall  be  subjected. 

Ilere  the  proviso  is  inserted  to  restrain  the  general  words  of  the 
section,  and  impose  a  condition  on  those  who  accept  the  privileges 
granted  by  the  section.  It  enlarged  the  privileges  of  foreign  patent- 
ees, which  had  been  before  confined  to  six  months,  on  two  conditions: 
1st.  Provided  the  invention  patented  abroad  had  not  been  introduced 
into  public  use  here;  and  2d.  On  condition  that  every  such  patent 
should  be  limited  in  its  terms.  The  general  words  "  in  all  cases," 
especially  when  restrained  to  every  such  patent,  cannot  extend  the 
conditions  of  the  proviso  beyond  such  cases  as  are  the  subject-matter 
of  legislation  in  the  section.  The  policy  and  spirit  of  the  act  are  to 
grant  privileges  to  a  certain  class  of  persons'which  they  did  not  enjoy 
before ;  to  encourage  the  introduction  of  foreign  inventions  and  dis- 
coveries, and  not  to  deprive  our  own  citizens  of  a  right  heretofore 
enjoyed,  or  to  affect  an  entirely  different  class  of  cases,  when  the  ap- 
plications had  been  filed  here  before  a  patent  obtained  abroad. 

It  is  supposed  that  certain  evils  might  arise  by  allowing  an  appli- 
cant for  a  patent  here  to  delay  its  issue  till  he  can  obtain  a  foreign 
patent.  To  which  it  is  a  sufficient  answer  to  say,  that  if  such  evil 
consequences  should  be  found  to  exist,  it  is  for  Congress  to  remedy 
them  by  legislation. 

It  is  no  part  of  the  duty  of  this  court,  by  a  forced  construction  of 
existing  statutes,  to  attempt  the  remedy  of  possible  evils  by  anticipa- 
tion. 

I  am,  therefore,  of  opinion  that  the  complainant's  patent,  as  re- 
newed, contained  a  valid  grant  of  the  full  term  of  fourteen  years 
from  its  original  date. 

II.  The  other  point  in  which  I  cannot  concur  with  the  opinion  of 
the  majority,  arises  in  the  construction  of  the  eighth  claim  of  com- 
plainant's first  patent,  as  finally  amended.  The  first  claim,  as  explan- 
atory of  all  tbat  follow,  should  be  read  in  connection  with  the  eighth. 
They  are  as  follows : 

"1st.  Having  thus  fully  described  my  invention,  I  wish  it  to  be 
understood  that  I  do  not  claim  the  use  of  the  galvanic  current,  or 
currents  of  electricity,  for  the  purpose  of  telegraphic  communications 
generally;  but  what  I  specially  claim  as  my  invention  and  improve- 
ment, is  making  use  of  the  motive-power  of  magnetism,  when  devel- 
oped by  the  action  of  such  current  or  currents,  substantially  as  set 
forth  in  the  foregoing  description  of  the  first  principal  part  of  my 
invention,  as  meaus  of  operating  or  giving  motion  to  machinery 
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which  may  he  used  to  imprint  signals  npon  paper  or  other  suitable 
material,  or  to  produce  sounds  in  any  desired  manner,  for  the  pur- 
pose of  telegraphic  communication  at  any  distances.  The  only  ways 
in  which  the  galvanic  current  had  been  proposed  to  be  used  prior 
to  my  invention  and  improvement,  were  by  bubbles  resulting  from 
decomposition,  and  the  action  or  exercise  of  electrical  power  upon  a 
magnetised  bar  or  needle ;  and  the  bubbles  and  the  deflections  of  the 
needles  thus  produced  were  the  subjects  of  inspection,  and  had  no 
power,  or  were  not  applied,  to  record  the  communication,  I  there- 
fore characterize  my  invention  as  the  first  recording  or  printing  tele- 
graph by  means  of  electro-magnetism. 

"There  are  various  known  modes  of  producing  motions  by  electro- 
magnetism,  but  none  of  these  had  been  applied  prior  to  my  invention 
and  improvement  to  actuate  or  give  motion  to  printing  or  recording 
machinery,  which  is  the  chief  point  of  my  invention  and  improve- 
ment." 

"  8th.  I  do  not  propose  to  limit  myself  to  the  specific  machinery, 
or  parts  of  machinery,  described  in  the  foregoing  specification  and 
claims;  the  essence  of  my  invention  being  the  use  of  the  motive- 
power  of  the  electric  or  galvanic  current,  which  I  call  electro-mag- 
netism, however  developed,  for  marking  or  printing  intelligible  char- 
acters, sighs,  or  letters,  at  any  distances,  being  a  new  application  of 
that  power,  of  which  I  claim  to  be  the  first  inventor  or  discoverer." 

The  objection  to  this  claim  is  that  ft  is  too  broad,  because  the  in- 
ventor does  not  confine  himself  to  specific  machinery,  or  parts  of 
machinery,  as  described  in  his  patent,  but  claims  that  the  essence  of 
his  invention  consists  in  the  application  of  electro-magnetism  as  a 
motive-power,  however  developed,  for  printing  characters  at  a  dis- 
tance, this  being  a  new  application  of  that  clement  or  power,  of 
which  the  patentee  claims  to  be  the  first  inventor  or  discoverer. 

In  order  to  test  the  value  of  this  objection,  as  applied  to  the  pres- 
ent case,  and  escape  any  confusion  of  ideas  too  often  arising  from 
the  use  of  ill-defined  terms  and  propositions,  let  us  examine — 

1st.  "What  may  be  patented,  or  what  forms  a  proper  subject  of 
protection,  under  the  Constitution  and  acts  of  Congress  relative  to 
this  subject  ? 

2d.  What  is  the  nature  of  the  invention  now.  under  consideration? 
Is  it  a  mere  machine,  and  subject  to  the  rules  which  affect  a  combi- 
nation of  mechanical  devices  to  effect  a  particular  purpose? 

3d.  Is  ihe  claim  true,  in  fact?  And  if  true,  how  can  it  be  too 
broad,  in  any  legal  sense  of  the  term  as  heretofore  used,  either  in 
the  acts  of  Congress  or  in  judicial  decisions? 
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4th.  Assuming  the  hypothesis  that  it  is  too  hroad,  how  should  that 
affect  the  judgment  for  costs  in  this  case  ? 

1st.  The  Constitution  of  the  United  States  declares  that  "  Congress 
shall  have  the  power  to  promote  the  progress  of  science  and  useful 
arts,  by  securing,  for  limited  times,  to  authors  or  inventors,  the  ex- 
clusive right  to  their  respective  writings  and  discoveries.,, 

The  act  of  Congress  of  1836  confers  this  exclusive  right,  for  a 
limited  time,  on  "  any  person  who  has  discovered  or  invented  any 
new  and  useful  art,  machine,  manufacture,  or  composition  of  mat- 
ter, or  any  new  and  useful  improvements  on  any  art,  machine,  man- 
ufacture, or  composition  of  matter,  not  known  or  used  by  others 
before  his  or  their  discovery  or  invention  thereof,  and  not,  at  the 
time  of  his  application  for  a  patent,  in  public  use,"  &c. 

A  new  and  useful  art,  or  a  new  and  useful  improvement  on  any 
known  art,  is  as  much  entitled  to  the  protection  of  the  law  as  a 
machine  or  manufacture.  The  English  Patent  Acts  are  confined  to 
"manufactures,"  in  terms;  but  the  courts  have  construed  them  to 
cover  aud  protect  arts  as  well  as  machines,  yet  without  using  the 
term  art.  Here  we  are  not  required  to  make  any  latitudinous  con- 
struction of  our  statute  for  the  sake  of  equity  or  policy ;  and  surely 
we  have  no  right,  even  if  we  had  tbe  disposition,  to  curtail  or  nar- 
row its  liberal  policy  by  astute  or  fanciful  construction. 

It  is  not  easy  to  give  a  precise  definition  of  what  is  meant  by  the 
term  "art,"  as  used  in  the  acts  of  Congress.  Some,  if  not  all  the 
traits  which  distinguish  an  art  from  the  other  legitimate  subjects  of 
a  patent  are  stated  with  clearness  and  accuracy  by  Mr.  Curtis,  in  bis 
Treatise  on  Patents.  "  The  term  art  applies,"  says  he,  "  to  all  those 
cases  where  the  application  of  a  principle  is  the  most  important  part 
of  the  invention,  and  where  the  machinery,  apparatus,  or  other 
means  by  which  the  principle  is  applied  arc  incidental  only,  and 
not  of  the  essence  of  his  invention.  It  applies  also  to  all  those  cases 
where  the  result,  effect,  or  manufactured  article  is  old,  but  the  in- 
vention consists  in  a  new  process  or  method  of  producing  such  result, 
effect,  or  manufacture."    Curtis  on  Patents,  80. 

A  machine,  though  it  may  be  composed  of  many  parts,  instruments, 
or  devices  combined  together,  still  conveys  the  idea  of  unit}-.  It  may 
be  said  to  be  invented,  but  the  term  "  discovery  "  could  not  well  be 
predicated  of  it.  An  art  may  employ  many  different  machines,  de- 
vices, processes,  and  manipulations  to  produce  some  useful  result. 
In  a  previously-known  art,  a  man  may  discover  some  new  process, 
or  new  application  of  a  known  principle,  element,  or  power  of  nature, 
to  the  advancement  of  the  art,  and  will  be  entitled  to  a  patent  for  the 
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same,  as  "an  improvement  in  the  art";  or  he  may  invent  a  machine 
to  perform  a  given  function,  and  then  he  will  be  entitled  to  a  patent 
only  for  his  machine. 

That  improvements  in  the  arts  which  consist  in  the  new  applica- 
tion of  some  known  element,  power,  or  physical  law,  and  not  in  any 
particular  machine  or  combination  of  machinery,  have  been  frequent- 
ly the  subject  of  patents,  both  in  England  and  in  this  couutry,  the 
cases  in  our  books  most  amply  demonstrate.  I  have  not  time  to 
examine  them  at  length ;  but  would  refer  to  James  "Watt's  patent 
for  a  method  of  saving  fuel  in  steam-engines,  by  condensing  the  steam 
in  separate  vessels,  and  applying  non-conducting  substances  to  his 
steam-pipes;  Clegg's  patent  for  measuring  gas  in  water;  Juhr  v. 
Pr<itt,  Webster's  Patent  Cases,  103;  and  the  celebrated  case  of  Neil- 
son's  patent  for  the  application  of  hot  blast,  being  an  important  im- 
provement in  the  art  of  smelting  iron. 

In  England,  where  their  statute  does  not  protect  an  art  in  direct 
terms,  they  have  made  no  clear  distinction  between  an  art,  or  an  im- 
provement in  an  art,  and  a  process  macjiine,  or  manufacture.  They 
were  hampered  and  coniincd  by  the  narrowness  of  the  phraseology 
of  their  Patent  Acts.  In  this  couutry,  the  statute  is  as  broad  as  lan- 
gungc  can  make  it.  And  yet,  if  we  look  at  the  titles  of  patents  as 
given  at  the  Patent  Office,  and  the  language  of  our  courts,  we  might 
suppose  that  our  statute  was  confined  entirely  to  machines,  notwith- 
standing in  Kmm  v.  Schuylkill  Banky  4  Wash.  C.  C.  Rep.,  19,  Mr. 
Justice  Washington  supported  a  patent  which  consisted  in  nothing 
else  but  a  new  application  of  copper-plates  to  both  sides  of  a  bank- 
bill  as  a  security  against  counterfeiting.  The  new  application  was 
held  to  be  an  art,  and  therefore  patentable.  So  the  patent  in  Mc  Clunj 
v.  Khtydund,  1  Howard,  204,  was  in  fact  for  an  improvement  in  the 
art  of  easting  chilled  rollers  bv  convevin<j  the  metal  to  the  mould  ia 
a  direction  approaching  to  the  tangent  of  the  cylinder;  yet  the  pat- 
entee was  protected  in  the  principle  of  lus  discovery,  which  was  but 
the  application  of  a  known  law  of  nature  to  a  new  purpose,  against 
all  forms  of  machinery  embodying  the  same  principle. 

The  great  art  of  printing,  which  has  changed  the  face  of  human 
society  and  civilization,  consisted  in  nothing  but  a  new  application  of 
principles  known  to  the  world  for  thousands  otiyears.  No  one  could 
say  it  consisted  in  the  type  or  the  press,  or  in  any  other  machine  or 
device  used  in  performing  some  particular  fuuetion,  more  than  in  the 
hands  w  hich  picked  the  types"  or  worked  the  press.  Yet  if  the  inven- 
tor of  printing  had,  under  this  narrow  construction  of  our  Patent  Law, 
claimed  his  art  as  something  distinct  from  his  machinery,  the  doctrine 
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now  advanced  would  have  declared  it  unpatentable  to  its  full  extent 
as  an  art,  and  that  the  inventor  could  be  protected  in  nothing  but 
his  first  rough  types  and  ill-contrived  press. 

I  do  not  intend  to  review  the  English  cases  which  adopt  the  prin- 
ciple for  which  I  now  contend,  notwithstanding  their  narrow  statute  ; 
but  would  refer  to  the  opinion  of  my  brother  Nelson,  in  14  Howard, 
177 ;  and  will  add,  that  Mr.  Justice  McLean,  in  delivering  the  opin- 
ion of  the  court  in  that  case,  quotes  with  approbation  the  language  of 
Lord  Justice  Clerke  in  the  Neilson  case,  which  is  precisely  applicable 
to  the  question  before  us.  He  says :  "  The  specification  does  not  claim 
anything  as  to  form,  nature,  shape,  materials,  numbers,  or  mathemat- 
ical character  of  the  vessel  or  vessels  in  which  the  air  is  to  be  heated, 
or  as  to  the  mode  of  heating  such  vessels."  Yet  this  patent  was  sus- 
,  tained  as  for  a  new  application  of  a  known  element ;  or,  to  use 
correct  language,  as  an  improvement  in  the  art  of  smelting  iron, 
without  any  regard  to  the  machinery,  or  parts  of  machinery,  used  in 
the  application.  Such  I  believe  to  be  the  established  doctrine  of  the 
English  courts. 

He  who  first  discovers  that  an  element  or  law  of  nature  can  be 
made  operative  for  the  production  of  some  valuable  result,  some  new 
art,  or  the  improvement  of  some  known  art;  who  has  devised  the 
machinery  or  process  to  make  it  operative,  and  introduced  it  in  a 
practical  form  to  the  knowledge  of  mankind,  is  a  discoverer  and 
inventor  of  the  highest  class.  The  discovery  of  a  new  application  of 
a  known  element  or  agent  may  require  more  labor,  expense,  perse- 
vering industry,  and  ingenuity  than  the  inventor  of  any  machine. 
Sometimes,  it  is  true,  it  may  be  the  result  of  a  happy  thought  or  con- 
ception, without  the  labor  of  an  experiment,  as  in  the  case  of  the 
improvement  in  the  art  of  casting  chilled  rollers,  already  alluded  to. 
In  many  cases,  it  is  the  result  of  numerous  experiments, — not  the 
consequence  of  any  reasoning  a  priori,  but  wholly  empirical ;  as,  the 
discovery  that  a  certain  degree  of  heat,  when  applied  to  the  usual 
processes  for  curing  India-rubber,  produced  a  substance  with  new 
and  valuable  qualities. 

The  mere  discovery  of  a  new  element,  or  law,  or  priuciple  of 
nature,  without  any  valuable  application  of  it  to  the  arts,  is  not  the 
subject  of  a  patent.  But  he  who  takes  this  new  element  or  power, 
as  yet  useless,  from  the  laboratory  of  the  philosopher,  and  makes  it 
the  servant  of  man ;  who  applies  it  to  the  perfecting  of  a  new  and 
useful  art,  or  to  the  improvement  of  one  already  known,  is  the  ben- 
efactor to  whom  the  Patent  Law  tenders  its  protection.  The  devices 

and  machines  used  in  the  exercise  of  it  may  or  may  not  be  used;  yet, 
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by  the  doctrine  against  which  I  contend,  he  cannot  patent  them,  be- 
cause they  were  known  and  used  before ;  or  if  he  can,  it  is  only  in 
their  new  application  and  combination  in  perfecting  the  new  art  In 
other  words,  he  may  patent  the  new  application  of  the  mechanical 
devices,  hut  not  the  new  application  of  the  operative  element  which 
is  the  essential  agent  in  the  invention.  He  may  patent  his  combina- 
tion of  the  machinery,  but  not  his  art. 

When  a  new  and  hitherto  unknown  product  or  result,  beneficial  to 
mankind,  is  effected  by  a  new  application  of  any  element  of  nature, 
and  by  means  of  machines  and  devices,  whether  new  or  old,  it  can- 
not be  denied  that  such  invention  or  discovery  is  entitled  to  the 
denomination  of  a  "  new  and  useful  art."  The  statute  gives  the  in- 
ventor of  an  art  a  monopoly  in  the  exercise  of  it  as  fully  as  it  does 
to  the  inventor  of  a  mere  machine ;  and  any  person  who  exercises 
such  new  art  without  the  license  of  the  inventor  is  an  infringer  of  his 
patent,  and  of  the  franchise  granted  to  him  by  the  law  as  a  reward 
for  his  labor  and  ingenuity  in  perfecting  it.  A  construction  of  the 
law  which  protects  such  an  inventor  in  nothing  but  the  new  invented 
machines,  or  parts  of  machinery,  used  in  the  exercise  of  his  art,  and 
refuses  it  to  the  exercise  of  the  art  itself,  annuls  the  Patent  Law.  If 
the  law  gives  a  franchise  or  monopoly  to  the  inventor  of  an  art  as 
fully  as  to  the  inventor  of  a  machine,  why  shall  its  protection  not  be 
coextensive  with  the  invention  in  one  case  as  well  as  in  the  other? 
To  look  at  an  art  as  nothing  but  a  combination  of  machinery,  and 
give  it  protection  only  as  such,  against  the  use  of  the  same  or  sim- 
ilar devices  or  mechanical  equivalents,  is  to  refuse  it  protection  as  an 
art.  It  ignores  the  distinction  between  an  art  and  a  machine;  it 
overlooks  the  clear  letter  and  spirit  of  the  statute;  and  leads  to 
inextricable  difficulties.  It  is  viewing  a  statute  or  a  monument 
through  a  microscope. 

The  reason  given  for  thus  confining  the  franchise  of  the  inventor 
of  an  art  to  his  machines  and  parts  of  machinery,  is  that  it  would 
retard  the  progress  of  improvement,  if  those  who  can  devise  better 
machines  or  devices,  differing  in  mechanical  principle  from  those  of 
the  first  inventor  of  the  art,  or,  in  other  words,  who  can  devise  an 
improvement  in  it,  should  not  be  allowed  to  pirate  it. 

To  say  that  a  patentee  who  claims  the  art  of  writing  at  a  distance 
by  means  of  electro-magnetism  necessarily  claims  all  future  improve- 
ments in  the  art,  is  to  misconstrue  it,  or  draws  a  consequence  from  it 
not  fairly  to  be  inferred  from  its  language.  An  improvement  in  a 
known  art  is  as  much  the  subject  of  a  patent  as  the  art  itself;  so, 
also,  is  an  improvement  on  a  known  machine;  yet  if  the  original 
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machine  be  patented,  the  patentee  of  an  improvement  will  not  have 
a  right  to  use  the  original.  This  doctrine  has  not  been  found  to  re- 
tard the  progress  of  invention  in  the  case  of  machines;  and  I  can  see 
no  reason  why  a  contrary  one  should  be  applied  to  an  art 

The  claim  of  the  patentee  is,  that  he  may  be  protected  in  the  ex- 
ercise of  his  art  as  against  persons  who  may  improve  or  change  some 
of  the  processes  or  machines  necessary  in  its  exercise.  The  court, 
by  deciding  that  this  claim  is  too  broad,  virtually  decides  that  such 
an  inventor  of  an  improvement  may  pirate  the  art  he  improves,  be- 
cause it  is  contrary  to  public  policy  to  restrain  the  progress  of  inven- 
tion. Or,  in  other  words,  it  may  be  said  that  it  is  the  policy  of  the  4 
courts  to  refuse  that  protection  to  an  art  which  it  affords  to  a  ma- 
chine, which  it  is  the  policy  of  the  Constitution  and  the  laws  to  grant. 

2d.  Let  us  now  consider  what  is  the  nature  of  the  invention  now 
under  consideration. 

It  is  not  a  composition  of  matter,  or  a  manufacture,  or  a  machine. 
It  is  the  application  of  a  known  element  or  power  of  nature  to  a  new 
and  useful  purpose,  by  means  of  various  processes,  instruments,  and 
devices,  and  if  patentable  at  all,  it  must  come  within  the  category  of 
««  a  new  and  useful  art."  It  is  as  much  entitled  to  this  denomination 
as  the  original  art  of  printing  itself.  The  name  given  to  it  in  the 
patent  is  generally  the  act  of  the  Commissioner,  and  in  this,  as  in 
many  other  cases,  a  wrong  one.  The  true  nature  of  the  invention 
must  be  sought  in  tho  specification. 

The  word  telegraph  is  derived  from  the  Greek,  and  signifies  "  to 
write  afar  off,  or  at  a  distance."  It  has  heretofore  been  applied  to 
various  contrivances  or  devices,  to  communicate  intelligence  by 
means  of  signals  or  semaphores,  which  speak  to  the  eyo  a  moment. 
But  in  its  primary  and  literal  signification  of  writing,  printing,  or 
recording  at  a  distance,  it  never  was  invented,  perfected,  or  put  into 
practical  operation  till  it  was  done  by  Morse.  lie  preceded  Stein- 
heil,  Cooke,  Wheatstone,  and  Davy  in  the  successful  application  of 
this  mysterious  power  or  element  of  electro-magnetism  to  this  pur- 
pose; and  his  invention  has  entirely  superseded  their  inefficient  con- 
trivances. It  is  not  only  "a  new  and  useful  art,"  if  that  term  means 
anything,  but  a  most  wonderful  and  astonishing  invention,  requiring 
tenfold  more  ingenuity  and  patient  experiment  to  perfect  it  than  the  - 
art  of  printing  with  types  and  press,  as  originally  invented. 

3d.  Is  it  not  true,  as  set  forth  in  this  eighth  claim  of  the  specifica- 
tion, that  the  patentee  was  the  first  inventor  or  discoverer  of  the  use 
or  application  of  electromagnetisin  to  print  and  record  intelligible 
characters  or  letters  ?    It  is  the  very  ground  ou  which  the  court 
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agree  in  confirming  his  patent.  Now,  the  Patent  Law  requires  an 
inventor,  as  a  condition  precedent  to  obtaiuiug  a  patent,  to  deliver  a 
written  description  of  his  invention  or  discovery,  and  fo  particularly 
speeify  what  he  claims  to  be  his  own  invention  or  discover}*.  If  he 
has  truly  stated  the  priuciple,  nature,  and  extent  of  his  art  or  inven- 
tion, how  can  the  court  say  it  is  too  broad,  and  impugn  the  validity 
of  his  patent  for  doing  what  the  law  requires  as  a  condition  for  ob- 
taining it  ?  And  if  it  is  only  in  case  of  a  machine  that  the  law  re- 
quires the  inventor  to  specify  wliat  he  claims  as  his  own  invention  and 
discovery,  and  to  distinguish  what  is  new  from  what  is  old,  then  this 
'  eighth  claim  is  superfluous,  and  cannot  affect  the  validity  of  his  patent, 
provided  his  art  is  new  and  useful,  and  the  machines  and  devices 
claimed  separately  are  of  his  own  invention.  If  it  be  in  the  use  of 
the  words  --however  developed"  that  the  claim  is  to  be  adjudged  too 
broad,  then  it  follows  that  a  person  using  any  other  process  for  the 
purpose  of  developing  the  agent  or  element  of  electro-magnetism 
than  the  common  one  now  in  use,  and  described  in  the  patent,  may 
pirate  the  whole  art  patented. 

But  if  it  be  adjudged  that  the  claim  is  too  broad  because  the  in- 
ventor claims  the  application  of  this  element  to  his  new  art,  then  his 
patent  is  to  be  invalidated  for  claiming  his  whole  invention,  and  noth- 
ing more.  If  the  result  of  this  application  be  a  new  and  useful  art, 
and  if  the  essence  of  his  invention  consists  in  compelling  this  hitherto 
useless  element  to  record  letters  and  words,  at  any  distance  and  in 
many  places  at  the  same  moment,  how  can  it  be  said  that  the  claim 
is  for  a  principle  or  an  abstraction  ?  What  is  meant  by  a  claim  being 
too  broad  ?  The  Patent  Law  and  judicial  decisions  may  be  searched 
in  vain  for  a  provision  or  decision  that  a  patent  may  be  impugned 
for  claiming  no  more  than  the  patentee  invented  or  discovered.  It 
is  onlv*  when  he  claims  something  before  known  and  used,  something 
as  new  which  is  not  new,  either  by  mistake  or  intentionally,  that  his 
patent  is  affected. 

The  act  of  Congress  requires  the  applicant  for  a  patent  to  swear 
that  -"he  is  the  original  and  lirst  inventor  of  the  art,  machine,  4c.M 
It  requires  the  Commissioner  to  make  an  examination  of  the  alleged 
invention,  "  and  if  it  shall  appear  that  the  same  has  not  been  in- 
vented prior  to  the  alleged  invention,  he  shall  grant  a  patent,  ic. 
But  it'  it  shall  appear  that  the  applicant  is  not  the  original  and  tin* 
inventor  or  discoverer  thereof,  or  that  any  part  of  that  which  B 
claimed  as  new  had  before  been  invented,"  then  the  applicant  to 
have  leave  to  withdraw  his  application. 

The  thirteenth  section  treats  of  defective  specifications,  and  their 
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remedy  where  the  applicant,  through  mistake  or  inadvertency,  had 
claimed  "more  than  he  had  a  right  to  claim  as  new." 

The  fifteenth  section,  in  enumerating  the  defenses  which  a  defend- 
ant may  be  allowed  to  make  to  a  patent,  states  that  inter  alia  he  may 
show  "that  the  patentee  was  not  the  original  and  first  inventor  or  dis- 
coverer of  the  thing  patented,  or  of  a  substantial  and  material  part 
thereof  claimed  as  new."  And  the  proviso  to  the  same  section  allows 
the  court  to  refuse  costs,  "when  the  plaintiff  shall  fail  to  sustain  his 
action,  on  the  ground  that  in  his  specification  or  claim  is  embraced 
more  than  that  of  which  he  was  the  first  inventor." 

The  seventh  seciion  of  the  act  of  March  3,  1837,  specially  defines 
the  meaning  of  the  phrase  "too  broad"  to  be,  "when  the  patent 
claims  more  than  that  of  which  the  patentee  was  the  original  and 
first  inventor."  And  the  ninth  section  of  the  same  act,  again  pro- 
viding for  cases  where,  by  accident  or  mistake,  the  patentee  claims 
more  than  he  is  justly  entitled  to,  describes  it  to  be,  "  where  the  pat- 
entee shall  have  in  his  specification  claimed  to  be  the  original  in- 
ventor or  discoverer  of  any  material  or  substantial  part  of  which  he 
is  not  the  first  and  original  inventor,  and  shall  have  no  legal  and 
just  right  to  the  same." 

Thus  we  see  that  it  is  only  where,  through  inadvertence  or  mistake, 
the  patentee  has  claimed  something  of  which  he  was  not  the  first  in- 
ventor, that  the  court  are  directed  to  refuse  costs. 

The  books  of  reports  may  be  searched  in  vain  for  a  case  where 
a  patent  has  been  declared  void  for  being  too  broad  in  any  other 
sense. 

Assuming  it  to  be  true,  then,  for  the  purpose  of  the  argument,  that 
the  new  application  of  the  power  of  electro-magnetism  to  the  art  of 
telegraphing  or  printing  characters  at  a  distance  is  not  the  subject  of 
a  patent,  because  it  is  patenting  a  principle,  yet,  as  it  is  also  true 
that  Morse  was  the  first  who  made  this  application  successfully,  as  set 
forth  in  this  eighth  claim,  I  am  unable  to  comprehend  how,  in  the 
words  of  the  statute,  we  can  adjudge  "  that  he  has  failed  to  sustain  his 
action,  on  the  ground  that  his  specification  or  claim  embraces  more 
than  that  of  which  he  was  the  first  inventor."  It  is  for  this  alone  that 
the  statute  authorizes  us  to  refuse  costs. 

4.  Assuming  this  eighth  claim  to  be  too  broad,  it  may  well  be  said 
that  the  patentee  has  not  unreasonably  delayed  a  disclaimer,  when 
we  consider  that  it  is  not  till  this  moment  he  had  reason  to  believe 
it  was  too  broad.  But  the  bill  claims,  and  it  is  sustained  by  proof, 
that  the  defendant  has  infringed  the  complainant's  second  patent  for 
his  improvement. 
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The  court  sustains  the  validity  of  this  patent.  Why,  then,  is  the 
complainant  not  entitled  to  his  costs  ?  At  law,  a  recovery  on  one 
good  count  is  suiiicieut  to  entitle  the  plaintiff  to  recover  costs ;  and 
I  can  see  no  particular  oquity  which  the  defendants  can  claim,  who 
are  adjudged  to  have  pirated  two  inventions  at  once.  • 

I  am  of  opinion,  therefore,  that  the  decree  of  the  Circuit  Court 
should  be  affirmed  with  costs. 

Order.  This  cause  came  on  to  he  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  District 
of  Kentucky,  and  was  argued  by  counsel;  on  consideration  whereof, 
it  is  now  here  ordered,  adjudged,  and  decreed  by  this  court,  that  the 
decree  of  the  said  Circuit  Court  in  tliis  cause  be,  and  the  same  is 
hereby,  afRrmed,  except  so  much  thereof  as  decrees  that  the  com- 
plainants shall  recover  their  costs  in  the  prosecution  of  this  suit  of 
and  from  the  defendants,  and  that  that  part  of  the  said  decree  giving 
*;osts  to  the  complainants  be,  and  the  same  is  hereby,  reversed  and 
annulled. 

And  it  is  further  ordered  and  decreed  by  this  court,  that  the  par- 
ties respectively  pay  their  own  costs  in  this  court  and  in  the  said 
Circuit  Court. 


Francis  0.  J.  Smith,  plaintiff,  v.  Heman  B.  Ely,  Henry  O'Reilly, 
Kobert  W.  McCoy,  Thomas  Moodie,  Michael  B.  Bateham,  Lin- 
coln Goo  dale,  Wray  Thomas,  Albert  B.  Buttles,  and  Robert 
Neil. 

(15  Howard,  137.) 

1-  The  preceding  case  of  O'Reilly  and  Morae  having  settled  the  principles  in- 
volved in  die  controversy  between  thcrn,  this  court  declines  to  hear  an 
argument  upon  technical  points  Of  pleading  in  a  branch  of  the  case  coming 
from  another  State. 

2.  The  case  is  remanded  to  the  Circuit  Court. 

This  cause  came  up  from  the  Circuit  Court  of  the  United  States 
for  the  District  of  Ohio,  upon  a  certificate  of  division  in  opinioti 
between  the  judges  thereof. 

Au  action  was  brought  by  Smith,  as  the  assignee  of  Morse  ami 
Vail,  agaiust  Ely,  O'Reilly,  and  others,  for  an  infringement  of  Morse's 
patent-rights  to  the  telegraph,  which  are  particularly  set  forth  in  the 
report  of  the  preceding  case. 
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The  first  count  of  the  declaration  was  upon  the  patent  of  1840, 
surrendered  and  reissued  in  1846. 

The  second  count  was  upon  the  patent  for  improvements  in  trans- 
mitting and  recording  intelligence  by  the  use  of  the  motive-power  of 
electricity.  Both  of  these  patents  were  surrendered,  and  reissued  in 
1848. 

The  defendants  tiled  eighteen  pleas.  On  the  second,  third,  fourth, 
fifth,  and  tenth,  the  plaintiff  took  issue.  lie  demurred  to  the  re- 
maining pleas,  and  upon  some  of  these  demurrers  the  court  were 
divided. 

All  that  need  be  stated  in  explanation  of  the  case  will  be  to  state 
the  difference  of  opinion,  and  refer  to  the  pleas. 

Aud  afterwards,  to  wit,  on  the  twenty-third  day  of  October,  be- 
ing in  the  year  and  at  the  time  of  said  court  last  mentioned,  "  this 
cause  came  on  to  heaixl  at  the  present  term  upon  the  demurrers  filed 
by  the  plaintiff  to  the  sixth,  seventh,  eighth,  ninth,  eleventh,  twelfth, 
thirteenth,  fourteenth,  fifteenth,  sixteenth,  seventeenth,  and  eighteenth 
special  pleas  of  the  defendants.  And  thereupon,  the  arguments  of 
counsel  being  heard,  and  due  deliberation  being  had,  the  opinion  of 
the  judges  of  said  court  were  divided  as  to  the  following  questions,  to 
wit: 

I.  Upon  the  demurrer  to  the  sixth  and  seventh  pleas  respectively, 
whether  the  said  letters  patent  to  the  said  Morse  are  void,  for  the 
reason  that  the  same  do  not  on  thoir  face  respectively  express  that 
they  aie  to  run  for  fourteen  years  from  the  date  of  the  patent  issued 
to  said  Morse  in  the  kingdom  of  France. 

IL  "Whether,  upon  the  demurrer  to  the  eighth,  ninth,  and  eight- 
eenth pleas,  said  letters  patent  to  said  Morse  assume,  as  to  the  matter 
alleged  in  said  eighteenth  plea,  to  patent  a  principle,  or  a  thing  which 
is  not  an  art,  machine,  manufacture,  or  composition  of  matter,  or  any 
improvement  on  any  art,  machine,  manufacture,  or  composition  of 
matter;  and  if  so,  whether,  and  to  wliat  extent,  said  letters  patent,  or 
any  part  thereof,  are  void  in  consequence  thereof ;  and  also  whether 
said  pleas  are  bad,  respectively,  for  the  reason  that  they  assume  to 
answer  certain  material  and  substantial  parts  of  the  plaintiff's  claim, 
without  averring  that  there  are  no  other  material  aud  substantial 
parts  embraced  in  his  claim,  which  can  be  distinguished  from  the 
other  parts  averred  to  be  so  claimed  without  right,  and  on  which  he 
would  be  entitled  to  recover. 

HI.  "Whether,  upon  the  demurrers  to  the  fourteenth  aud  fifteenth 
pleas,  said  patent,  issued  April  11,  1846,  and  reissued  June  13, 1848, 
is  void;  and  if  so,  to  what  extent;  for  the  reason  that  it  embraces,  as 
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a  material  and  substantial  part  thereof,  a  material  and  substantial 
part  of  a  former  patent  issued  to  said  Morse. 

IV.  Whether,  upon  the  demurrers  to  the  eighth,  ninth,  fourteenth, 
and  fifteenth  pleas,  said  letters  patent  issued  to  said  Morse  are  void, 
for  the  reason,  as  averred  in  said  pleas,  that  he  was  not  the  original 
and  first  inventor  of  the  several  matters  in  said  pleas  respectively  set 
forth ;  but  the  same  had  been,  prior  to  said  invention  by  said  Morse, 
known  and  used  in  a  foreicm  country. 

The  substance  of  these  pleas  was  as  follows: 

6th.  This  plea  alleges  that  on  the  18th  of  August,  1838,  Morse 
look  out  a  patent  in  France  for  the  same  invention  patented  to  liirn 
iu  his  letters  of  June  20, 1840;  but  that  the  latter  were  made  to  run 
fourteen  years  from  date,  instead  of  fourteen  years  from  the  date  of 
the  French  letters. 

7th.  This  plea  states  the  same  as  the  sixth,  and  that  Morse's  French 
patent  was  issued  more  than  six  months  next  before  he  filed  the  spec- 
ification and  drawings  annexed  to  the  letters  patent  of  June  20, 1840. 

Upon  the  demurrers  to  these  two  pleas  the  court  were  divided,  as 
mentioned  in  the  first  question  of  division. 

8th.  The  plea  sets  out  with  the  patents  of  1840,  as  reissued,  and 
then  alleges  that  "the  use  of  the  motive-power  of  the  electric  or 
galvanic  current,  however  developed,  for  marking  or  printing  intel- 
ligible characters,  signs,  or  letters,  at  any  distances,"  is  a  substantial 
and  material  part  of  the  thing  patented;  and  it  states  that  Morse 
was  not  the  original  and  first  inventor  or  discoverer  of  the  thing 
patented,  but  that  the  same  was  known  before  to  one  Dr.  Steinheil, 
of  Munich,  and  used  on  a  line  from  Munich  to  Bogenhausen. 

The  principles  claimed  and  patented  in  the  letters  of  1840,  referred 
to  in  the  eighth  and  ninth  pleas,  are  as  follows,  to  wit  : 

"What  I  specially  claim  as  my  invention  and  improvement,  is 
making  use  of  the  motive-power  of  magnetism,  when  developed  by 
the  ac  tion  of  such  current  or  currents,  substantially  as  set  forth  in  the 
foregoing  description  of  the  first  principal  part  of  my  invention,  as 
means  of  operating,  or  giving  motion  to,  machinery  which  may  be 
used  to  imprint  signals  upon  paper,  or  other  suitable  materials,  or  to 
produce  sounds  in  any  desired  manner,  for  the  purpose  of  telegraphic 
communication  of  any  distances." 

M  Eighth.  I  do  not  propose  to  limit  myself  to  the  specific  machine,  or 
parts  of  machinery,  described  in  the  foregoing  specification  and  claims; 
the  essence  of  my  invention  being  the  use  of  the  motive-power  of  the 
electric  or  galvanic  current,  which  I  call  electro-magnetism,  however 
developed,  for  marking  or  printing  intelligible  characters,  signs,  or 
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letters,  at  any  distances,  being  a  new  application  of  that  power,  of 
which  I  claim  to  be  the  first  inventor  or  discoverer." 

9th.  In  this  plea,  the  defendants  allege  that  the  mode  and  process 
of  propelling  and  connecting  currents  of  electricity  or  galvanism, 
through  two  or  more  metallic  conductors,  is  a  substantial  and  mate- 
rial part  of  the  thing  patented  in  the  letters  of  1840 ;  and  they  aver 
that  Morse  was  not  the  original  and  first  inventor  or  discoverer  there- 
of, but  the  same  was  known  to  one  Edward  Davy,  in  England. 

18th.  In  this  plea,  the  defendants  allege  that  "  the  use  of  motive- 
power  of  the  electro-galvanic  current,  however  developed,  for  mark- 
ing and  printing  intelligible  characters,  signs,  or  letters,  at  any  dis- 
tances," is  a  substantial  and  material  part  of  the  thing  patented,  and 
is  distinctly  claimed  by  the  patentee  in  the  specification ;  and  he  avers 
that  the  thing  so  patented  and  claimed  is  not  any  art,  machine,  manu- 
facture, or  composition  of  matter,  or  any  improvement  on  them. 

The  demurrers  to  these  three  pleas  raise  the  question  secondly  cer- 
tified to  this  court. 

14th.  In  this  plea,  the  defendant  sets  out  the  patent  of  1846,  as  re- 
issued to,  and  states  that  "  the  combination  of  a  pen  lever,  pen  point 
or  poiuts,  and  roller,"  mentioned  in  the  patent,  is  a  substantial  and 
material  part  of  the  thing  patented ;  and  they  aver  that  it  was  before 
known,  and  formed  a  part  of  an  electro-magnetic  telegraph  for  which 
Morse  had  taken  out  letters  patent  in  1840. 

15th.  In  this  plea,  the  defendants  allege  that  "the  mode  of  com- 
bining two  or  more  circuits  of  electricity  or  galvanism,  mentioned 
and  described  in  the  specification  annexed  to  the  said  letters  patent 
as  an  improvement,  is  a  substantial  and  material  part  of  the  thing 
patented;"  and  they  aver  that  in  electro-magnetic  telegraphs,  before 
known,  modes  of  combining,  on  the  same  principle  described  in  the 
specification,  two  or  more  circuits  of  electricity  or  galvanism  existed, 
and  formed  a  part  thereof,  to  wit,  in  one  patented  to  Morse,  June 
20,  1840 ;  to  Edward  Davy,  of  London,  July  4,  1838,  by  the  Queen 
of  Great  Britain.  This  plea  also  states  that  Morse,  in  patent  of  1846, 
does  not  specify  and  point  out  the  improvement  in  the  said  mode  of 
combining  two  or  more  circuits  made  by  him,  so  as  to  distinguish  the 
same  from  the  said  modes  before  known  and  patented  by  him  and  by 
Davy. 

The  third  question  certified  to  this  court  is  raised  by  demurrers  to 
these  two  pleas. 

The  fourth  question  is  raised  by  demurrers  to  pleas  eight,  nine, 
fourteen,  and  fifteen,  above  set  forth. 
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Mr.  Chief  Justice  Taney  delivered  the  opinion  of  the  court. 

The  plaintiff  in  error  is  the  assignee,  within  a  certain  tract  of  coun- 
try, of  the  two  patents  granted  to  Morse  for  his  electro-magnetic  tele- 
graph, one  in  1840,  and  the  other  in  1846,  aud  both  reissued  in  1848. 
And  this  action  was  brought  in  the  Circuit  Court  for  the  District  of 
Ohio,  for  infringements  of  both  of  these  patents,  within  the  limit* 
assigned  to  the  plaintiff. 

Hie  defendants  did  not  proceed  in  their  defense  in  the  manner 
authorized  by  the  act  of  Congress,  but  pleaded  the  general  issue,  and 
seventeen  special  pleas.  Upon  some  of  these  pleas  issue  was  joined 
and  others  were  demurred  to ;  and  upon  the  argument  of  the  demur- 
rers the  judges  of  the  court  were  divided  in  opinion  on  the  follow- 
ing questions,  which  they  have  certified  for  decision  to  this  court: 

"I.  Upon  the  demurrer  to  the  sixth  and  seventh  pleas  respectively, 
whether  the  said  letters  patent  to  the  said  Morse  are  void,  for  the 
reason  that  the  same  do  not  on  their  face  respectively  express  that 
they  are  to  run  for  fourteen  years  from  the  date  of  the  patent  issued 
to  said  Morse  in  the  kingdom  of  France. 

"  IT.  Whether,  upon  the  demurrer  to  the  eighth,  ninth,  and  eight- 
eenth pleas,  said  letters  patent  to  said  Morse  assume,  as  to  the  matter 
alleged  in  said  eighteenth  plea,  to  patent  a  principle,  or  a  thing  which 
is  not  an  art,  machine,  manufacture,  or  composition  of  matter,  or  any 
improvement  on  any  art,  machine,  manufacture,  or  composition  of 
matter ;  and  if  so,  whether,  and  to  what  exteut,  said  letters  patent  or 
any  part  thereof,  are  void  in  consequence  thereof ;  and  also  whether 
said  pleas  are  bad,  respectively,  for  the  reason  that  they  assume  to 
answer  certain  material  and  substantial  parts  of  the  plaintiff's  claim, 
without  averring  that  there  are  no  other  material  and  sulwtantial 
parts  embraced  in  his  claim,  which  can  be  distinguished  from  the 
other  parts  averred  to  be  so  claimed  without  right,  and  on  which  he 
would  be  entitled  to  recover. 

"  III.  Whether,  upon  the  demurrers  to  the  fourteenth  and  fifteenth 
pleas,  said  patent,  issued  April  11, 1846,  and  reissued  June  13, 1848. 
is  void ;  and  if  so,  to  what  extent ;  for  the  reason  that  it  embrace^* 
a  material  and  substantial  part  thereof,  a  material  and  substantial 
part  of  a  former  patent  issued  to  said  Morse. 

"  IV.  Whether,  upon  the  demurrers  to  the  eighth,  ninth,  fourteenth, 
aud  fifteenth  pleas,  said  letters  patent  issued  to  said  Morse  are  void,  tor 
the  reason,  as  averred  in  said  pleas,  that  he  was  not  the  origiual  aud 
first  inventor  of  the  several  matters  in  said  pleas  respectively  set  forth; 
but  the  same  had  been,  prior  to  said  invention  by  said  Morse,  known 
and  used  in  a  foreign  country." 
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Order. 

The  questions  certified,  so  far  as  they  affect  the  merits  of  the  case, 
have  all  been  substantially  decided  in  the  case  of  Morse  et  al  v. 
O'Reilly  ct  al.,  at  the  present  tenn.  But  several  questions  are  pre- 
sented, by  the  certificate,  upon  the  construction  of  the  pleas  and  the 
extent  of  the  admissions  made  by  the  demurrers,  and  the  legal  effect 
of  such  admissions  upon  the  plaintiff's  right  of  action. 

In  relation  to  the  questions  which  go  to  the  merits,  as  they  have 
been  already  fully  heard  and  decided  in  the  case  above  mentioned, 
they  are  not  open  for  argument  in  this  case ;  and  it  would  be  a  useless 
and  fruitless  consumption  of  time  to  hear  an  argument  upon  the  tech- 
nical questions  alone;  for  however  the  points  of  special  pleading 
might  be  ruled  by  this  court,  they  could  have  no  material  influence 
on  the  ultimate  decision  of  the  case,  because,  if  it  is  found  that 
errors  in  pleading  have  been  committed  by  either  party,  injurious  to 
Lis  rights,  an  opportunity  ought  and  would  certainly  be  afforded  him 
to  correct  them  in  some  subsequent  proceeding,  so  as  to  bring  the 
real  points  in  controversy  fairly  before  the  court. 

Por  these  reasons,  the  motion  of  the  counsel  for  the  defendants,  for 
leave  to  argue  the  points  certified,  is  overruled,  and  the  case  remand- 
ed to  the  Circuit  Court. 

Under  such  circumstauces,  we  deem  it  proper  to  remand  the 
case,  without  argument,  to  the  Circuit  j>urt  for  the  District  of  Ohio, 
where  either  party  may  amend  his  pleadings,  and  where  the  defend- 
ants, if  they  can  distinguish  their  case  from  that  above  mentioned, 
will  have  an  opportunity  of  being  heard. 

Order.  This  cause  came  on  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  District  oi 
Ohio,  and  on  the  points  or  questions  on  which  the  judges  of  the  said 
Circuit  Court  were  opposed  in  opinion,  and  which  were  certified  to 
this  court  for  its  opinion  agreeably  to  the  acts  of  Congress  in  such 
case  made  and  provided ;  and  it  appearing  to  this  court  that  the  said 
questions,  so  far  as  they  aftect  the  merits  of  the  case,  have  been  sub- 
stantially decided  by  this  court,  at  this  term,  in  the  case  of  O'Rcilh/ 
ct  al  v.  Morse  et  al,  it  is  thereupon  now  here  ordered  and  adjudged 
by  this  court,  that  this  cause,  without  argument,  be,  and  the  same  is 
hereby,  remanded  to  the  said  Circuit  Court,  with  directions  to  permit 
either  party  to  amend  his  pleadings,  and  also  to  allow  the  defendants 
an  opportunity  to  distinguish  their  case,  if  they  can,  from  that  above 
referred  to. 
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Elijah  Phelps,  plaintiff  in  error,  v.  Jacob  Mayer. 

(15  Howard,  160.) 

1.  In  order  to  make  a  bill  of  exceptions  valid,  it  must  appear  by  the  transcript  not 

only  that  the  instructions  were  given  or  refused  at  the  trial,  but  also  that  the 
party  who  complains  of  them  excepted  to  tbem  while  the  jury  were  at  the 
bar. 

2.  The  bill  of  exceptions  need  not  be  drawn  out  and  signed  before  the  jury  retire; 

but  it  must  be  taken  in  open  court,  and  must  appear,  by  the  certificate  of  the 
judge  who  authenticates  it,  to  have  been  so  taken. 

3.  Hence,  when  the  verdict  was  rendered  on  the  13th  of  December,  and  on  the 

next  day  the  plaintiff  came  into  court  and  filed  his  exception,  it  is  not  prop- 
erly before  this  court.  And  no  error  being  assigned  or  appearing  In  the 
other  proceedings,  the  judgment  of  the  Circuit  Court  must  be  affirmed  with 
costs. 

(Mr.  Justice  Curtis  did  not  sit  in  this  cause,  having  been  of  counsel 
for  the  patentee.) 

This  case  was  brought  up  by  writ  of  error  from  the  Circuit  Court 
of  the  United  States  for  the  District  of  Indiana. 

It  is  not  necessary  to  state  either  the  facts  or  arguments  of  the  case, 
inasmuch  as  it  went  off  upon  a  point  of  practice. 

ft 

It  was  argued  by  Mr.  Ewing,  for  the  plaintiff  in  error,  and  by  Mr. 
Jernegan,  for  the  defendant  in  error. 

Mr.  Jernegan  thus  noticed  the  point  upon  which  the  case  went  off: 
A  preliminary  objection  arises.  It  appears  from  the  record  that 
the  verdict  was  rendered  on  the  13th  of  December,  and  the  bill  of 
exceptions  filed  on  the  14th.  No  exceptions  were  taken  on  the  trial. 
It  is  therefore  too  late  now  to  object  to  the  instructions  of  the  court, 
or  its  refusal  to  give  the  instructions  required.  11  Peters,  185;  6 
Blackford,  417 ;  Cully  v.  Doe,  11  Adolph.  &  Ellis,  1008,  note. 

Mr.  Chief  Justice  Taney  delivered  the  opinion  of  the  court. 

This  action  was  brought  by  the  plaintiff  in  error  against  the  de- 
fendant in  the  Circuit  Court  of  the  United  States  for  the  District  of 
Indiana,  for  the  infringement  of  the  plaintiff's  rights  under  a  patent 
granted  to  him  for  a  new  and  useful  improvement  in  the  application 
of  hydraulic  power.  The  case  was  submitted  to  a  jury  under  certain 
directions  from  the  court,  and  the  verdict  and  judgment  were  for 
the  defendant. 

This  writ  of  error  is  brought  for  the  purpose  of  revising  this  judg- 
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merit ;  and  the  case  has  beeu  fully  argued  upon  the  charge  given  by 
the  Circuit  Court,  and  also  upon  its  refusal  to  give  sundry  directions 
to  the  jury  which  were  requested  by  the  plaintiff. 

But  although  it  appears,  by  the  certificate  of  the  judge,  sent  up  as 
part  of  the  record,  that  these  instructions  were  given  and  refused  at 
the  trial,  yet  it  also  appears  that  no  exception  was  taken  to  them 
while  the  jury  remained  at  bar.  The  verdict  was  rendered  on  the 
13th  of  December,  and  the  next  day  the  plaintiff  came  into  court 
and  tiled  his  exception.  There  is  nothing  in  the  certificate  from 
which  it  can  be  inferred  that  this  exception  was  reserved  pending 
the  trial  and  before  the  jury  retired. 

The  defendant  in  error  now  objects  that  this  exception  was  too' 
late,  and  is  not  therefore  before  this  court  upon  the  writ  of  error. 
We  think  this  objection  cannot  be  overcome. 

It  has  been  repeatedly  decided,  by  this  court,  that  it  must  appear 
by  the  transcript,  not  only  that  the  instructions  were  given  or  refused 
at  the  trial,  but  also  that  the  party  who  complains  of  them  excepted 
to  them  while  the  jury  were  at  the  bar.  The  statute  of  Westminster 
2d,  which  provides  for  the  proceeding  by  exception,  requires,  in  ex- 
plicit terms,  that  this  should  be  done;  and  if  it  is  not  done,  the  charge 
of  the  court,  or  its  refusal  to  charge  as  requested,  forms  no  part  of  the 
record,  and  cannot  be  carried  before  the  appellate  court  by  writ  of 
error.  It  need  not  be  drawn  out  in  form  and  signed  before  the  jury 
retire ;  bHt  it  must  be  taken  in  open  court,  and  must  appear,  by  the 
certificate  of  the  judge  who  authenticates  it,  to  have  been  so  taken. 

Nor  is  this  a  mere  formal  or  technical  provision.  It  was  intro- 
duced and  is  adhered  to  for  purposes  of  justice;  for  if  it  is  brought 
to  the  attention  of  the  court  that  one  of  the  parties  excepts  to  his 
opinion,  he  has  an  opportunity  of  reconsidering  or  explaining  it  more 
fully  to  the  jury.  And  if  the  exception  is  to  evidence,  the  opposite 
party  might  be  able  to  remove  it  by  further  testimony,  if  apprised  of 
it  in  time. 

This  subject  was  fully  considered  in  the  case  of  Sheppard  v.  Witeon, 
6  How.,  275,  where  the  cases  previously  decided  in  this  court,  affirm- 
ing the  rule  above  stated,  are  referred  to. 

There  being,  therefore,  no  exception  before  the  court,  and  no  error 
being  assigned  or  appearing  in  the  other  proceedings,  the  judgment 
of  the  Circuit  Court  must  be  affirmed  with  costs. 

Order.  This  cause  came  on  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  District  of 
Indiana,  and  was  argued  by  counsel ;  on  consideration  whereof,  it  is 
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now  here  ordered  and  adjudged  by  this  court,  that  the  judgment  of 
the  said  Circuit  Court  in  this  cause  be,  and  the  same  is  hereby, 
affirmed  with  costs. 

Affirmed  with  costs. 


Artemas  L.  Brooks,  Ionatius  Tyler,  "William  W.  Woodworth,  (as 

ADMINISTRATOR  OF  WlLLIAM  WOODWORTH,  DECEASED,  AND  ALSO  AS 

grantee,)  and  James  G.  Wilson,  appellants,  r.  John  Fiske  and 
Nicholas  G.  Norcross,  doing  business  under  the  firm  of  Fiske 
&  Norcross. 

(15  Howard,  212.) 

1.  A  machine  for  planing  boards  and  reducing  them  to  an  equal  thickness 

throughout,  which  was  patented  by  Norcross,  decided  not  to  be  an  infringe- 
ment of  Woodworth's  planing-machine,  for  which  a  patent  was  obtained  in 
1828.  reissued  in  1845. 

2.  The  operation  of  both  machines  explained. 

(Mr.  Justice  Curtis  did  not  sit  in  this  cause,  having  been  of  coun- 
sel for  the  patentee.) 

This  was  an  appeal  from  the  Circuit  Court  of  the  United  States  for  % 
the  District  of  Massachusetts,  sitting  as  a  court  of  equity. 

The  appellants  were  the  owners  of  the  "Woodworth  patent  for  a 
planing-machine,  the  documents  respecting  which  are  set  forth  in  ex- 
terna in  the  report  of  the  case  of  Wilson  v.  RomseaUy  4  Iloward,  646. 
They  filed  a  bill  against  the  appellees  for  an  injunction  to  restrain 
them  from  using  a  certain  planing-machine,  known  as  the  Norcross 
machine,  upon  the  ground  that  it  was  an  infringement  of  their  let- 
ters patent.  Other  matters  were  brought  into  the  bill,  which  it  is 
not  material  here  to  state. 

In  their  answer,  the  appellees  say  that  they  have  jointly,  under  the 
firm  of  Fiske  &  Norcross,  and  not  otherwise,  used  one  planing- 
machine,  and  no  more,  since  December  25,  1849,  at  their  mill  in 
said  Lowell,  and  nowhere  else;  but  they  believe,  and  therefore  aver, 
that  said  machine  is  not  the  same  in  principle  and  mode  of  operation 
as  the  said  Woodworth  machine,  but  is  substantially  different  there- 
from, and  contains  none  of  the  combinations  claimed  in  the  said 
"Woodworth  patent,  but  is  a  new  and  different  invention,  secured  to 
said  Norcross  by  letters  patent,  duly  granted  and  issued  to  him  by  the 
United  States  of  America,  on  the  twelfth  dav  of  February,  in  the 
year  one  thousand  eight  hundred  and  fifty;  to  which,  or  a  duly  cer- 
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tified  copy  thereof,  they  refer  as  an  exhibit  with  this  their  answer, 
for  the  purpose  of  showing  the  substantial  difference  between  said 

The  answers  then  admit  the  filing  of  the  bill  of  complaint  charged 
in  this  bill  to  have  been  filed  against  them  in  1844,  and  the  making 
of  the  agreement  recited  in  this  bill ;  but  they  say  that  the  machine 
referred  to  in  that  agreement,  and  which  they  wore  then  using,  was 
constructed  according  to  a  patent  granted  to  one  Hutchinson,  on  the 
ICth  of  July,  1839,  but  they  admit  that  it  embraced  the  first  combi- 
nation claimed  in  the  Woodworth  amended  patent.  The  answers 
further  contaiu  the  following  averments : 

"  And  these  defendants,  further  answering,  say  that  they  believe, 
and  therefore  aver,  that  the  said  Woodworth  patent  is  void  in  part, 
for  want  of  novelty  in  the  first  claim  therein,  to  wit,  for  the  employ- 
ment of  rotating  planes  in  combination  with  rollers,  or  any  analogous 
device,  to  keep  the  board  in  place;  the  same  thing,  substantially, 
having  been  before  patented  in  France,  to  wit,  in  1817  and  1818,  by 
Sir  Lewis  Victor,  Joseph  Mari  Roguin,  and  in  1825  by  Sir  Leonore 
Thomas  de  Manneville,  and  described  in  the  printed  publication 
commonly  called  Brevets  d' Inventions,  vol.  23,  pages  207  to  212, 
plates  27  and  28,  and  vol.  41,  pages  111  to  116,  plate  12;  and  these 
r  defendants  refer  also  to  the  Hill  machine,  mentioned  in  the  said  pat- 
ent of  Norcross  as  publicly  used  by  Joseph  Hill,  of  Lynn,  prior  to 
the  pretended  invention  of  the  said  combination  by  the  said  William 
Woodworth,  deceased." 

"  And  these  defendants  further  sav  that  thev  believe,  and  there- 
fore  aver,  that  the  said  patent  issued  to  William  W.  Woodworth, 
July  8,  1845,  is  not  for  the  same  invention  as  the  original  patent 
issued  to  William  Woodworth,  December  27,  1828,  exclusive  of  the 
part  disclaimed  January  2,  1843,  as  alleged  in  the  plaintiffs'  bill." 

"  And  these  defendants,  further  answering,  say  that  they  are  in- 
formed by  numerous  and  able  experts,  and  they  verily  believe,  and 
therefore  aver,  that  the  machine  used  by  them,  and  patented  by  said 
Norcross  as  aforesaid,  is  not  an  infringement  of  the  said  Woodworth 
patent,  nor  of  any  rights  of  the  plaintiffs  under  the  same ;  and  they 
pray  that  the  question  of  infringement  may  be  tried  by  a  jury,  under 
the  direction  of  the  court." 

To  this  answer,  a  general  replication  was  filed. 

Much  evidence  was  taken,  and  in  March,  1852,  the  cause  came 
on  to  be  heard  upon  the  bill  annexed,  general  replication,  and  the 
proofs  taken  therein  before  the  judge  of  the  District  Court,  Mr.  Jus- 
tice Curtis  having  been  of  counsel  in  the  case.    The  court  adjudged 
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that  the  machine  made  and  used  by  the  defendants,  and  complained 
of  in  the  said  bill,  is  not  an  infringement  of  the  rights  secured  to  the 
complainants  under  and  by  virtue  of  the  letters  patent  reissued  and 
granted  to  William  W.  Woodworm,  administrator,  on  the  eighth  day 
of  July,  in  the  year  one  thousand  eight  hundred  and  forty-five,  re- 
ferred to  in  the  said  bill,  and  under  and  by  virtue  of  the  several 
mesne  conveyances  recited  in  the  said  bill ;  and  thereupon  the  court 
doth  order,  adjudge,  and  decree  that  the  complainants'  said  bill  be, 
and  the  same  hereby  is,  dismissed  with  costs. 
The  complainants  appealed  to  this  court. 

It  was  argued  by  Mr.  Keller  and  Mr.  G.  T.  Curtis,  for  the  appellants, 
and  by  Mr.  Whiting,  for  the  appellees. 

The  reporter  finds  himself  unable  to  give  an  intelligible  explana- 
tion of  the  arguments  of  counsel,  without  introducing  engravings, 
which  would  be  out  of  place  in  a  law  book.  In  fact,  models  were 
used  in  the  argument  before  the  court.  He  is  compelled,  therefore, 
to  omit  all  the  arguments  of  counsel. 

Mr.  Justice  Catron  delivered  the  opinion  of  the  court. 

The  bill  before  us  was  filed  against  Fiske  &  Norcross  by  the 
assignees  of  Woodworth's  patented  machine  for  planing  boards,  and 
of  tonguing  and  grooving  them. 

It  is  alleged  that  a  planing- machine  patented  to  Norcross,  and 
used  by  the  defendants,  was  substantially,  in  its  combination,  and  in 
the  result  it  produced,  the  same  as  that  assigned  to  the  complainants 
for  u  district  in  which  the  defendants'  machine  was  used ;  that  the 
complainants'  patent  was  the  elder,  and  that  the  use  of  Norcross' 
machine  was  an  infringement  of  that  invented  by  William  Wood- 
worth. 

The  Circuit  Court  dismissed  the  bill  on  the  hearing ;  and  it  is  this 
decree  we  are  called  on  to  revise.  The  contest  in  the  court  below 
could  hardly  have  been  more  stringent :  and  much  consideration 
was  obviously  bestowed  on  the  case  by  the  judge  who  decided  it.  as 
appears  from  his  opinion,  which  is  laid  before  us,  the  accuracy  of 
which  opinion,  and  the  decree  founded  on  it,  we  are  called  on  to 
examine.  Before  doing  so,  it  is  proper  to  state  that  the  machine 
used  by  the  defendants  does  not  tongue  and  groove  boards,  and  that 
this  part  of  Woodworth's  machine  is  not  in  controversy. 

It  is  insisted  that  Woodworth's  monopoly  extends  to  his  mode  of 
reducing  a  plank  to  an  equal  thickness ;  and  a  principal  question  is 
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whether  the  patentee  sets  up  any  such  claim.  It  is  provided,  by  Clio 
sixth  section  of  the  act  of  1835,  that  in  case  of  any  machine  the  in- 
ventor shall  fully  explain  the  principle,  and  the  several  modes  in 
which  he  has  contemplated  the  application  of  that  principle,  or  char- 
acter by  which  it  may  be  distinguished  from  other  inventions,  ''and 
shall  particularly  specify  and  point  out  the  part,  improvement,  and 
combination  which  he  claims  as  his  own  invention  or  discovery.*' 
An  improvement  of  a  machine  is  here  claimed  as  having  been  in- 
vented, and  the  statute  requires  that  such  improvement  shall  be  par- 
ticularly specified ;  it  is  to  be  done  in  writing,  and  the  applicant  is 
to  swear  that  he  believes  he  is  the  first  inventor  of  the  improve- 
ment. This  is  required,  so  that  the  public  may  know  what  they  are 
prohibited  from  doing  during  the  existence  of  the  monopoly,  and 
what  they  are  to  have  at  the  end  of  the  term,  as  a  consideration  for 
the  grant. 

In  the  words  of  Lord  Campbell,  in  Hustings  v.  Brown,  1  Ellis  & 
Blackburn,  453,  "  The  patentee  ought  to  state  distinctly  what  it  is 
for  which  he  claims  a  patent,  and  describe  the  limits  of  the  monop- 
oly;" or  in  the  language  of  this  court  in  Ecans  v.  Eaton,  7  Wheat., 
434,  "It  is  for  the  purpose  of  warning  an  innocent  purchaser,  or  other 
person  using  the  machine,  of  his  infringement,  and  at  the  same  time 
of  taking  from  the  inventor  the  means  of  practicing  upon  the  credu- 
lity or  fears  of  other  persons,  by  pretending  that  his  invention  was 
different  from  its  ostensible  objects." 

Have  these  requirements  been  complied  with  by  Woodworth,  as 
respects  a  claim  for  planing  boards  to  an  equal  thickness  ?  He  ob- 
tained a  patent  for  his  machine  in  1828,  which  was  surrendered  by 
his  executor,  in  1845,  for  want  of  a  proper  specification,  and  a  second 
patent  issued ;  and  on  this  reissued  patent  the  case  rests.  For  its 
better  understanding,  we  give  extracts  from  the  claim  and  specifica- 
tion ;  they  are  the  same  that  were  relied  on  by  the  Circuit  Court, 
and  are  as  follows:  "What  is  claimed  therein  as  the  invention  of 
William  Woodworth,  deceased,  is  the  employment  of  rotary  planes, 
substantially  such  as  herein  described,  in  combination  with  rollers, 
or  any  analogous  device,  to  prevent  the  boards  from  being  drawn  up 
by  the  planes,  when  cutting  upwards,  or  from  the  reduced  or  planed 
to  the  unplaued  surface,  as  described." 

And  afterwards,  "The  effect  of  the  pressure-rollers  in  these  opera- 
tions being  such  as  to  keep  the  boards,  &c,  steady,  and  prevent  the 
cutters  from  drawing  the  boards  towards  the  center  of  the  cutter- 
wheel,  whilst  it  is  moved  through  by  machinery.  In  the  planing 
operation,  the  tendency  of  the  plane  is  to  lift  the  boards  directly  up 
54 
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against  the  rollers ;  but  in  the  tonguing  and  grooving,  the  tendency 
is  to  overcome  the  friction  occasioned  by  the  pressure  of  the  rollers." 

This  language,  so  far  from  claiming  the  new  truth  or  the  result 
now  contended  for  as  the  invention  or  discovery,  does  not  describe, 
or  even  suggest,  either  of  them. 

The  claim,  or  summing  up,  however,  is  not  to  be  taken  alone,  but 
in  connection  with  the  specification  and  drawings.  The  whole  instru- 
ment is  to  be  construed  together.  But  we  are  to  look  at  the  others 
only  for  the  purpose  of  enabling  us  correctly  to  interpret  the  claim. 

The  specification  begins  by  saying,  "  the  following  is  a  full,  clear, 
and  exact  description  of  the  method  of  planing,  tonguing,  and  groov- 
ing plank  or  boards,  invented  by  "William  Woodworth,  deceased." 

Here  the  invention  is  denominated  a  method  of  planing,  tonguing, 
and  grooving,  but  not  of  reducing  to  a  uniform  thickness. 

The  specification  then,  after  describing  the  mode  of  preparing  the 
board,  proceeds  thus :  •*  When  the  plank  or  boards  have  been  thus 
prepared,  (on  a  separate  machine,)  they  may  be  placed  on  or  against 
a  suitable  carriage,  resting  on  a  frame  or  platform,  so  as  to  be  acted 
upon  by  a  rotary  cutting  or  planing  and  reducing  wheel,  which  wheel 
may  be  made  to  revolve  either  horizontally  or  vertically*  as  may  be 
preferred.  The  carriage  which  sustains  the  plank  or  board  to  bo 
operated  upon  may  be  moved  forwards,  by  means  of  a  rack  and  pin- 
ion, by  an  endless  chain  or  band,  by  geared  friction-rollers,  or  by  any 
of  the  devices  well  known  to  machinists  for  advancing  a  carriage, 
or  materials  to  be  acted  upon,  in  machines  for  various  purposes.  The 
plank  or  board  is  to  be  moved  on  towards  the  cutting  edges  of  the 
cutters  or  knives  on  the  planing-cylinder,  so  that  its  knives  or  cut- 
ters, as  they  revolve,  may  meet  and  cut  the  plank  or  board  in  a 
direction  contrary  to  that  in  which  it  is  made  to  advance ;  the  edges 
of  the  cutters  are,  in  this  method,  prevented  from  coming  first  into 
contact  with  its  surface,  and  are  made  to  cut  upwards  from  the  re- 
duced part  of  the  plank  towards  said  surface,  by  which  means  their 
edges  are  protected  from  injury  by  gritty  matter,  and  the  board  or 
plank  is  more  evenly  and  better  planed  than  when  moved  in  the 
reversed  direction." 

There  is  afterwards  a  reference  to,  and  explanation  of,  the  drawings, 
as  follows:  "In  the  accompanying  drawings,  figure  1  is  a  perspective 
representation  of  the  principal  operating  parts  of  the  machine,  when 
arranged  and  combined  for  planing,  tonguing,  and  grooving,  ami 
when  so  arranged  as  to  be  capable  of  planing  two  planks  at  the  same 
time,  the  axis  of  the  planing-wheel  being  placed  vertically." 

And  again:  "The  rollers,///,  which  stand  vertically,  are  to  be 
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made  to  press  against  the  plank  and  keep  it  close  to  the  carriage,  and 
thus  prevent  the  action  of  the  cutters  from  drawing  the  plank  up 
from  its  bed,  in  cutting  from  the  planed  surface  upwards ;  they  may 
be  borne  against  it  by  means  of  weights  or  springs,  in  a  manner  well 
known  to  machinists.  In  a  single  horizontal  machine,  the  horizontal 
friction-rollers  may  be  geared,  and  the  pressure-rollers  placed  above 
them,  to  feed  the  board,  with  or  without  the  carriage,  a  l>ed-plate 
being  used  directly  under  the  planing-cylinder." 

And  afterwards,  in  describing  the  process  for  tonguing  and  groov- 
ing, he  gays:  "The  edges  of  the  plank,  as  its  planed  part  passes  the 
planing-cylinder,  are  brought  into  contact  with  the  above-described 
tonguing  and  grooving  wheels,  which  are  so  placed  upon  the  shafts 
its  that  the  tongue  and  groove  shall  be  left  at.  the  proper  distance 
from  the  face  of  the  plank,  the  latter  being  sustained  against  the 
planing-cylinder  by  means  of  the  carriage  or  bed-plate,  or  otherwise, 
so  that  it  cannot  deviate,  but  must  be  reduced  to  a  proper  thickness, 
and  correctly  tongued  or  grooved." 

44  To  meet  the  different  thicknesses  of  the  plank  or  boards,  the  bear- 
ings of  the  shaft  of  the  cylinder  must  be  made  movable,  by  screws  or 
other  means,  to  adjust  it  to  the  work ;  or  the  carnage  or  bed-plate 
may  be  made  so  as  to  raise  the  board  or  plank  up  to  the  planing- 
cylinder." 

The  means  to  produce  the  result  of  reducing  the  board  to  an  equal 
thickness,  in  a  horizontal  machine,  are  the  pressure-rollers,  //,  above 
the  plank,  operating  in  connection  with  two  feed -rollers ;  and  the 
pressure-rollers,  says  the  specification,  "  may  be  held  down  by  springs 
or  weighted  levers,  which  it  has  not  been  necessary  to  show  in  this 
drawing,  as  such  are  in  common  use."  These  rollers  are  not  claimed 
as  new,  but  are  here  admitted  to  be  old,  and  to  have  been  in  com- 
mon use  when  the  patent  was  granted.  Nor  is  any  intimation  given 
in  the  specification  or  claim  that  the  pressure-rollers  were  intended 
to  be  used  in  any  combination,  for  the  purpose  of  reducing  a  board 
to  an  equal  thickness.  In  the  description  of  the  original  machine, 
patented  in  1828,  the  pressure -rollers  are  not  mentioned  at  all,  but 
they  are  set  forth  as  having  belonged  to  the  original  machine  in  the 
amended  specification  of  1845;  and  which  last -described  machine, 
experts  declare,  materially  differs  from  the  original  as  patented  in 
1828.  But  as  it  is  not  necessary,  hi  this  case,  to  go  into  the  allega- 
tion of  variance  set  forth  in  the  answer,  we  will  proceed  at  once  to 
examine  the  question  of  infringement.  And  to  do  this,  we  must 
first  inquire  what  Woodworth's  claim  to  novelty  of  combination 
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and  invention  is.  His  rotary  cutter-wheel  is  old,  his  bed-plate  is  old, 
and  his  pressure-rollers  are  old  likewise. 

The  invention  relied  on  is  a  new  combination  in  the  machine  of 
three  elements,  to  produce  the  result  of  planing  a  plank  against  its 
motion  through  the  machine;  and  the  claim  of  monopoly  is  the 
employment  of  rotary  planes,  in  combination  with  the  face  of  a 
bench,  and  pressure-roller,  to  prevent  the  board  from  being  drawn 
up  by  the  planes  when  cutting  upwards,  or  from  the  reduced  or 
planed  to  the  unplancd  surface,  as  described. 

As  the  board  advances  on  the  rotary  cutters,  they  will  strike  it 
thirty  times  in  a  second,  and  violently  tend  to  lift  it  into  the  knives; 
and  to  keep  it  down  to  the  bench,  a  strong  pressure  is  required. 
And  in  the  next  place,  the  cutters  being  over  the  horizontal  bed, 
and  stationary,  at  a  fixed  distance  from  it,  and  the  board  pressed 
down  to  it  so  forcibly  as  to  crush  out  the  winds  in  warped  lumber, 
the  machine  will,  of  necessity,  reduce  the  board  to  an  equal  thick- 
ness throughout. 

Norcross'  planing-machinc  is  an  improvement  of  Hill's,  which  was 
in  use  when  Woodworth  invented  his,  in  1828.  Hill  used  the  rotary 
cutter,  which  he  placed  on  the  under  side  of  the  bench,  with  a  sec- 
tion cut  through  it,  the  cutters  extending  through  the  bench  to  the 
upper  side,  so  far  as  to  take  from  the  board,  passing  over  the  flat 
surface  above,  the  depth  of  wood  desired.  Feed-rollers  were  em- 
ployed to  forward  the  board,  and  a  steel  spring  (made  of  the  section 
of  a  hand-saw)  was  used  to  keep  the  board  steady.  The  spring 
pressed  a  smooth  metal  surface  on  the  board,  and  operated  as  a 
pressure-roller  does.  But  then  this  spring  was  not  used  for  the  pur- 
pose that  Woodworth  used  his  pressure-rollers,  in  this:  that  the  face 
of  the  bench  above  the  cutters  prevented  the  board  from  being 
drawn  into  them.  The  cutters  drew  it  down  to  the  bench,  so  that 
this  bench  is  the  analogous  device  to  Woodworth's  pressure-rollers, 
and  is  also  in  combination  with  the  rotary  cutters;  hence  these  two 
elements  existed,  thus  combined,  when  Woodworth  got  his  patent. 

Hill's  machine  had  a  bar  immediately  over  the  cutters,  and  cover- 
ing the  cut  through  the  bench,  where  the  knives  revolved.  Between 
this  bar  and  the  bench,  the  feed-rollers  forced  the  board;  but  as  the 
rest-bar  was  stationary,  and  the  cutter-wheel  also  stationary,  and  the 
cutters  extended  to  a  tixed  distance  above  the  upper  face  of  the 
bench,  the  consequence  was,  that  the  board  came  through  the  ma- 
chine of  an  unequal  thickness.  To  overcome  this  defect,  Norcross 
made  the  rest-bar,  (previously  stationary.)  the  cap  of  a  square  frame, 
on  the  vertical  side-pieces  of  which  he  fixed  the  journals  of  his  cut- 
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ter-wheel,  the  cutters  and  rest-bar  being  stationary  relatively  to  each 
other,  and  always  the  same  distance  apart.  This  frame  is  supported 
in  a  stationary  fjuide- frame  fastened  to  the  bench,  and  so  made  as 
to  allow  a  free  vertical  movement  up  and  down  of  the  rest-bar  and 
cutting-cylinder.  As  the  board  passes  over  the  face  of  the  bench, 
and  under  the  rest-bar,  the  whole  weight  of  the  sliding-frame  rests 
on  the  board ;  and  as  the  cutters  strike  it  at  a  gauged  distance  from 
the  bar,  and  as  they  move  up  and  down  with  the  bar,  it  follows  that 
when  the  board,  iu  its  rough  state,  is  of  an  unequal  thickness,  and  the 
side  presented  to  the  cutters  is  pressed  down  to  the  bench,  the  thick- 
er parts  of  the  board  will  force  up  the  movable  frame,  and  draw  up 
the  rest-bar  and  cutters  above  the  bench  ecpial  to  the  increased  thick- 
ness of  the  board,  which  will  be  dressed  to  the  thickness  of  the  space 
the  cutters  and  rest  are  set  apart.  Opposite  to  the  outer  part  of  the 
rest  F,  that  section  of  the  bed  over  which  the  planed  surface  of  the 
board  passes  is  a  bar,  horizontal  to  the  rest.  The  two  bars  form  a 
throat-piece,  which  serves  to  hold  the  board  steady  as  it  passes  through 
the  machine. 

Tn  view  of  this  state  of  tacts,  the  rule  is,  that  if  a  combination  has, 
as  here,  three  different  known  parts,  and  the  result  is  proposed  to  be 
accomplished  by  the  union  of  all  the  parts,  arranged  with  reference 
to  each  other,  the  use  of  two  of  these  parts  only,  combined  with  a 
third  which  is  substantially  different  in  the  manner  of  its  arrange- 
ment and  connection  with  the  others,  is  not  the  same  combination, 
and  no  infringement. 

The  combination  and  arrangement,  as  appears  from  the  testimony 
of  experts,  and  by  a  comparison  of  the  models  and  drawings  pre- 
sented to  us,  was  the  only  novelty  in  the  invention  of  Woodworth. 
Bentham,  in  April,  1793,  described  a  rotary  cutter  and  an  adjust- 
able bench,  which,  when  adjusted,  became  fixed,  so  that  the  board 
would  be  of  a  determinate  thickness  when  passed  between  them. 

The  Hill  machine  cut  the  plank  from  its  planed  to  its  unplaned 
surface,  and  had  feed-rollers  and  a  spriug  to  keep  it  down  to  the  bed ; 
while  the  bed  served  to  prevent  the  plank  from  being  drawn  into  the 
cutters. 

The  Baltimore  machine,  as  the  one  witness  who  describes  it  de- 
posed, reduced  the  plank  to  a  uniform  thickness,  by  passing  it  between 
a  fixed  bed  and  a  fixed  cutter,  and  kept  it  down  on  the  bed  by  a 
pressure-roller. 

The  French  machine  of  Roguin,  patented  and  in  use  as  early  as 
1818,  bad  the  rotary  cutter  and  bench ;  they  were  stationary  relative- 
ly to  each  other,  and  must  have  cut  the  board  of  an  even  thickness 
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had  it  been  pressed  so  hard  to  the  bed  as  to  force  out  the  warps ;  but 
this  seems  not  to  have  been  the  ease.  The  cut  of  the  planes  was  with 
the  advance  of  the  board  through  the  machine,  and  from  the  unplun- 
ed  to  the  planed  surface;  and  for  this  reason  the  lift  of  the  cutters 
was  very  slight.  The  plank  was  kept  steady  by  a  rest-bar,  as  in  Hill's 
machine. 

This  is  all  we  deem  necessary  to  describe,  in  regard  to  other  ma- 
chines, to  the  end  of  passing  judgment  on  the  question  of  infringement. 
As  to  the  question  of  originality  of  the  Woodworth  machine,  compar- 
ed with  the  other  earlier  planing-machiues  produced  in  evidence,  and 
explained  by  experts;  and,  secondly,  as  to  the  question  whether  the 
original  machine,  for  which  Woodworth  obtained  his  patent  in  1828, 
had  or  had  not  pressure-rollers  in  connection  with  other  rollers,  and 
which  are  now  claimed  as  the  main  element  of  the  machine  repatent- 
ed  in  1845,  we  forbear  from  deciding,  as  we  suppose  these  questions 
would  be  more  appropriately  left  to  a  jury  on  issues,  where  the  wit- 
nesses could  be  heard  in  open  court.  It  is  deemed  proper  to  remark 
that  the  fact  of  procuring  a  patent  for  a  new  and  useful  machine  in 
1845,  under  the  assumption  of  a  reissue,  which  was  not  useful  as  pat- 
ented in  1828,  for  want  of  feed  and  pressure  rollers,  now  used  as  is 
alleged  in  defense,  would  present  a  question  of  fraud,  committed  on 
the  public  by  the  patentee,  by  giving  his  reissued  patent  of  1845  date 
as  an  original  discovery,  made  in  1828,  aud  thereby  overreaching 
similar  inventions  made  between  1828  and  1845. 

There  is  one  feature  in  Xorcroffl1  machine,  and  covered  by  his  pat- 
ent, which  is  not  claimed  to  be  an  infringement.  It  is  this:  As  the 
board  passes  under  the  rest-bar  F,  it  is  weighted  down  on  the  edge  of 
that  section  of  the  bed  over  which  the  plank  first  passes.  The  rest- 
bar  is  slightly  concave,  and  bears  heavily  on  the  planed  end  of  the 
plank;  the  further  side  of  that  section  of  the  bed  over  which  the 
board  last  passes  being  somewhat  depressed,  and  made  lower  by  bev- 
elling than  the  opposite  section.  By  this  means  the  board  is  bent, 
and  struck  by  the  cutters  on  a  concave  surface;  the  grain  of  the 
wood  being  condensed  by  the  bend  in  the  boards,  so  as  to  grasp  the 
knots  more  firmly,  and  prevent  them  from  being  thrown  out  by  the 
cutter,  and  also  to  prevent  the  fibres  from  eating  into  the  planed  sur- 
face. Because  of  the  board  being  bent,  the  Xorcross  machine  can- 
not be  used  for  tonguing  and  grooving  boards,  as  the  edges  of  the 
board  must  be  straight  to  perform  these  operations. 

From  the  distance  the  pressure-rollers  in  Woodworth's  machine 
have  to  be  separated  so  as  to  give  the  cylinder  room  to  rotate,  the 
board  tends  to  curve  upwards,  and  is  cut  on  a  convex  surface,  thus 
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loosening  the  knots,  and  causing  them  to  be  thrown  out,  and  causing 
the  surface  of  the  planed  board  to  be  eaten  in  where  the  wood  is 
cross-grained  or  coarse,  and  also  to  be  uneven,  and  full  of  small 
ridges. 

We  must,  however,  disregard  this  last  improvement  in  Norcross' 
machine,  and  also  discard  the  parts  of  Woodworks  machine  which 
tongue  and  groove,  and  treat  his  invention  as  a  single  machine  for 
planing  boards  on  one  side  only ;  and,  on  this  state  of  the  facts,  try 
the  question  of  infringement.  To  infringe,  Norcross  must  use  all 
the  parts  of  Woodworth's  combination.  1.  The  use  of  rollers  to  keep 
the  board  firmly  to  the  bed,  and  prevent  it  from  being  drawn  into  the 
cutters  and  torn  to  pieces,  and  to  press  out  the  warps,  is  the  principal 
claim  to  invention.  Norcross  uses  no  such  pressure-rollers,  nor  can 
they  be  employed  in  his  machine  to  such  purpose. 

But  it  is  insisted  that  the  section  of  the  bed-plate  in  Norcross'  ma- 
chine, over  which  the  unplaned  board  passes  before  it  reaches  the 
cutter,  is  equivalent  to  the  pressure-roller  of  Woodworth ;  and  that 
the  throat  piece  is  equivalent,  in  its  operation,  to  his  stationary  roller. 
2.  That  Norcross  uses  his  rest  F,  as  an  equivalent  to  Woodworks 
bed-plate ;  that  the  front  section  of  the  bed  being  used  for  the  press- 
ure-roller, and  acting  in  combination  with  the  rest  F,  representing 
Wood  worth's  bed-plate,  and  the  cutter  operating  alike  iu  both  ma- 
chines, it  follows  that  Norcross  in  fact  used  Woodworth's  combina- 
tion, but  disguised  it  by  turning  Woodworth's  machine  upside  down. 

The  remarks  of  Judge  Sprague,  (who  decided  this  cause  in  the 
Circuit  Court,)  made  in  answer  to  the  foregoing  argument,  are  so  dis- 
tinct and  satisfactory  to  us,  that  we  deem  proper  tliat  they  should  be 
adopted  in  this  opinion.    They  are  as  follows  : 

"  The  plaintiff's  witnesses,  when  asked  in  what  part  of  the  defend- 
ant's machine  they  find  the  plaintiff's  pressure-roller,  are  divided  in 
opinion.  Some  of  them  say  that  it  is  the  bed,  because  that  prevents 
the  board  from  being  drawn  into  the  axis  of  the  cutter,  considering  that 
function  as  the  characteristic  of  the  plaintiff's  roller.  Others  find  it  in 
what  is  called  the  rest,  because  that  presses  the  board  down  upon  the 
bed.  But  in  the  Hill  machine,  the  roller  performed  the  same  office 
of  pressing  the  board  down,  and  the  bed  the  samo  office  of  prevent- 
ing it  being  drawn  towards  the  axis.  If  either  of  these  sets  of  wit- 
nesses be  correct,  the  Hill  machine  contaiued  the  plaintiff's  pressure- 
roller,  and  as  it  had  also  a  bed-piece  and  rotary  cutter,  it  would  fol- 
low that  it  had  the  plaintiff's  combination.  Such  a  combination, 
therefore,  cannot  be  maintained.  The  truth  is,  that  after  the  Hill 
machine,  it  was  only  left  to  Woodworth  to  make  some  new  arrangc- 
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ment  of  the  three  elements,  that  is,  some  new  mode  of  combination. 
Woodworth's  invention  may  be  regarded  as  an  improvement  upon 
Hill's.  If  Xorcross  uses  this  improvement,  then  he  infringes,  what- 
ever he  mav  add  to  it,  or  with  whatever  new  invention  he  connects  it. 
[f  lie  does  not  use  this  improvement,  he  does  not  infringe,  although 
he  may,  by  other  means,  work  out  the  same  ultimate  result." 

"  What,  then,  is  the  improvement  which  Woodworth  made  on  the 
Hill  machine?  He  took  the  rotating-cylinder,  which  was  in  a  fixed 
position  below  the  bed,  and  placed  it  in  a  fixed  position  above  the 
bed.  This  is  the  only  change  in  the  arrangement  of  the  three  ele- 
ments. But  it  transferred  to  the  pressure-roller  a  function  which  had 
before  been  performed  by  the  bed.  In  Hill's  machine,  the  pressure- 
roller  only  kept  the  board  down  upon  the  bed,  the  latter  keeping  it 
from  being  drawn  into  the  axis  of  the  cutter.  In  Woodworth's,  the 
pressure-roller  performs  both  these  offices.  The  effect  of  this  is  to 
plane  the  board  on  the  upper  side  instead  of  the  lower,  and  the 
result  of  that  is,  that  the  board  comes  out  of  a  uniform  thickness, 
which  was  not  accomplished  by  Hill.  In  his  machiue,  the  rotary- 
cylinder  being  placed  below  the  bed,  with  the  knife  projecting  above 
it,  the  edge  of  the  knife  was  kept  at  a  fixed  distance  above  the 
upper  surface  of  the  bed,  and  cut  from  the  lower  side  of  the  board, 
through  its  whole  length  and  breadth,  so  much  of  it  as  was  equal  to 
that  distance.  Thus,  if  the  edge  of  the  knife  was  a  quarter  of  an 
inch  above  the  bed,  and  the  board  be  pressed  closely  to  it,  it  would 
take  off  a  quarter  of  an  inch  of  the  under  side  of  the  board  through 
its  whole  extent,  and  if  it  was  of  an  unequal  thickness  before,  it 
would  remain,  of  an  unequal  thickness.  By  placing  the  cylinder  iu 
a  fixed  position  above,  and  keeping  a  certain  distance  between  the 
edge  of  the  cutter  and  the  bed,  and  all  of  the  board  above  that  dis- 
tance being  taken  oft'  by  cutting  on  the  upper  side,  it  necessarily 
comes  out  of  a  uniform  thickness." 

"  Now  let  us  look  at  the  Xorcross  machine.  If  it  has  any  part 
-which  is  equivalent  to  the  pressure-roller,  it  is  the  rest.  Let  us,  theu. 
for  the  sake  of  clearness,  consider  that  to  be  a  pressure-roller.  What, 
then,  has  been  done  bv  Norcross  ?  He  has  left  the  arrangement  of 
the  three  elements  the  same  as  it  was  in  Hill's.  The  rotary-cylinder 
is  below  the  bod ;  the  pressure-roller  still  keeps  the  board  down  upon 
the  bed,  and  the  bed  keeps  it  from  being  drawn  into  the  axis  of  the 
cutter.  His  improvement  is  this:  He  has  made  the  cutting-cylinder 
movable  vertically,  which  it  was  not  before,  and  has  connected  it 
with  his  rest,  that  is,  with  the  pressure-roller,  so  that  when  the  latter 
la  forced  upwards  by  the  increased  thickness  of  the  board,  it  draws 
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the  cutter  upwards  with  it,  which  thereby  is  made  to  cut  just  as  much 
more  from  the  under  side  of  the  board  as  the  roller  is  pressed  up  by 
the  increased  thickness.  By  this  contrivance,  the  edge  of  the  cutter 
is  kept  in  a  fixed  relation  to  the  rest,  or,  in  other  words,  the  pressure- 
roller,  the  space  between  them  being  always  the  same ;  whereas  in 
Hill's,  and  also  in  Woodworth's,  the  edge  of  the  knife  had  a  fixed 
relation  to  the  bed,  and  not  to  the  pressure-roller.  The  defendant, 
therefore,  has  made  a  new  and  independent  invention,  and  does  not 
use  the  arrangement  or  mode  of  combination  of  the  plaintiff." 

For  the  reasons  above  stated,  we  are  of  opinion  that  the  machine 
of  the  respondents  did  not  infringe  the  patent  of  the  complainants, 
and  therefore  order  that  the  decree  of  the  Circuit  Court  dismissing 
the  bill  be  affirmed. 

Mr.  Justice  McLean,  Mr.  Justice  "Wayne,  and  Mr.  Justice  Nelson 
dissented. 

Mr.  Justice  McLean. 

I  dissent  from  the  opinion  of  the  court.  The  defendants  rest  their 
defense  on  three  grounds — 

1.  A  want  of  novelty  in  Woodworth's  invention. 

2.  That  in  the  new  patent  of  Woodworth,  issued  on  the  surrender 
of  the  old  one,  to  correct  the  specifications,  a  new  invention  is  claimed, 
not  contained  in  the  first  patent. 

3.  That  the  defendant's  machine  is  substantially  different  from  the 
plaintiff's. 

The  Woodworth  patent  has  been  a  subject  of  investigation  frequent- 
ly before  the  Circuit  Courts  of  the  United  States,  and  of  this  court ; 
and  although  the  originality  of  the  invention  has  been,  I  believe,  uni- 
formly sustained,  still  the  fact  of  novelty  depends  upon  proof,  and 
may  be  disputed  by  any  one  against  whom  suit  is  brought.  The  pat- 
ent is  primd  facie  evidence  of  right  in  the  patentee.  A  defense  which 
denies  the  novelty  of  the  invention  must  be  proved. 

The  original  patent  of  Woodworth  is  dated  the  27th  of  December, 
1828.  He  describes  his  invention  to  be  an  "  improvement  in  the 
method  of  planing,  tonguing,  grooving,  and  cutting  into  mouldings, 
of  either  plank,  boards,  or  any  other  material,  and  for  reducing  the 
same  to  an  equal  width  and  thickness,  and  also  for  facing  and  dress- 
ing brick,  and  cutting  mouldings,  or  facing  metallic,  mineral,  or  other 
substances."  He  then  describes  the  machinery*  bv  which  this  result  is 
produced.  And  he  says,  in  the  conclusion,  that  he  does  not  claim 
the  invention  of  circular  saws,  or  cutter-wheels,  knowing  they  have 
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long  been  in  use;  but  he  claims  as  his  invention  the  improvement 
and  application  of  cutter  or  planing  wheels  to  planing  boards,  &c., 
as  above  stated,  &c. 

There  is  no  claim,  in  his  written  specifications,  for  pressure-rollers 
on  both  sides  of  the  cutting-cylinder,  which  confine  the  board  to  its 
place,  and  necessarily  reduced  it  to  an  equal  thickness ;  but  in  the 
drawings,  these  rollers  appear  at  the  proper  places,  and  are  so  ar- 
ranged as  to  reduce  the  board  to  a  uniform  thickness. 

The  written  specifications,  including  the  drawings,  constitute  a  part 
of  the  patent,  and  must  be  construed  as  the  claim  of  the  plaintiff.  In 
Ryan  v.  Goodwin,  3  Sumner,  514,  it  is  said,  if  the  court  can  perceive 
on  the  whole  instrument  the  exact  nature  and  extent  of  the  claim 
made  by  the  inventor,  it  is  bound  to  adopt  that  interpretation,  and 
to  give  it  full  effect.  The  same  is  held  in  Wyeth  v.  Stone,  1  Story, 
270,  28G ;  and  in  Ames  v.  Hoieard,  1  Sumner,  482,  485,  it  is  said : 
"The  drawings  are  to  be  taken  in  connection  with  the  words;  and  if 
by  a  comparison  of  the  words  and  the  drawings  the  one  would  ex- 
plain the  other  sufficiently  to  enable  a  skillful  mechanic  to  perform 
the  work,  the  specification  is  sufficient."  Blox/utm  v.  Ehsee,  1  Car. 
&  Payne,  558,  is  to  the  same  effect. 

Formerly,  patents  were  construed  strictly  as  giving  monopolies; 
but  of  late  years,  in  England,  inventions  are  treated  differently,  and 
a  liberal  view  is  taken  in  favor  of  the  right  Blamtvml  v.  Sprague,  3 
Sumner,  535,  531).  This  has  been  the  settled  doctriue  in  this  coun- 
try ;  and  it  is  founded  upon  the  highest  considerations  of  policy  and 
justice.  The  opinion  delivered  by  my  brother  Curtis  this  morning, 
as  the  organ  of  the  court,  cites  the  authorities. 

No  patent,  it  is  believed,  which  has  ever  been  granted  in  this 
country,  lias  been  so  much  litigated  as  this  one.  This  affords  no  un- 
satisfactory evidence  of  its  value.  Very  shortly  after  Woodworth's 
machine  was  put  in  operation,  a  system  of  piracy  was  commeuced; 
and  although  twenty-five  years  have  elapsed,  numerous  suits  are  still 
pending,  contesting  the  right.  Mr.  Justice  Story  was  one  of  the 
first  judges  whose  duties  required  him  to  scrutinize  this  patent  in  all 
its  parts,  and  he  sustained  it  in  all.  This  was  before  the  specifica- 
tions were  corrected.  And  this  court  also  sustained  it,  in  7  Howard, 
712,  where  it  says:  "The  specifications  accompanying  the  applica- 
tion for  a  patent  are  sufficiently  full  to  enable  a  mechanic  with  ordi- 
nary skill  to  build  a  machine."    And  this  is  wliat  the  law  requires. 

In  the  corrected  specifications,  the  patentee  says :  "  Having  thus 
fully  described  the  parts,  and  combinations  of  parts,  and  operation 
of  the  machine  for  planing,  tonguing,  and  grooving  boards  or  plank, 
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and  shown  various  modes  in  which  the  same  may  be  constructed 
and  made  to  operate,  without  changing  the  principle  or  mode  of 
operation  of  the  machine,  what  is  claimed  therein  as  the  invention  of 
William  Woodworth,  deceased,  is  the  employment  of  rotary  planer., 
substantially  as  herein  described,  in  combination  with  rollers,  or  anv 
analogous  device,  to  prevent  the  boards  from  being  drawn  up  by  the 
planes,  when  cutting  upwards,  or  from  the  planed  to  the  unplaned 
surface,  as  described;  and,  also,  the  combination  of  the  rotating 
planes  with  the  cutter- wheels  for  tonguing  and  grooving,  for  the 
purposes  of  planing,  tonguing,  and  grooving  boards,  &c,  at  one  oper- 
ation, as  described." 

11  And,  finally,  the  combination  of  either  the  tonguing  or  grooving 
cutter-wheel  for  tonguing  and  grooving  boards,  &c,  with  the  press- 
ure-rollers, as  described,  the  effect  of  the  pressure  in  these  opera- 
tions being  such  as  to  keep  the  boards,  &c,  steady,  and  prevent  the 
cutters  from  drawing  the  boards  towards  (he  eenter  of  the  cutter- 
wheels,  whilst  it  is  moved  through  by  machinery,"  &c. 

L.  Roguin,  of  France,  in  the  years  1817  and  1818,  invented  a 
machine  for  planing,  grooving  wood,  moulding,  &c,  it  is  alleged, 
substantially  on  the  same  principles  as  Wood  worth's  machine. 

A  considerable  number  of  experts  were  examined,  in  the  Circuit 
Court,  on  both  sides,  and  their  opinions,  as  usual  in  such  cases,  were 
directly  in  conflict.  Such  testimony,  being  written,  cannot  lead  the 
court  to  a  satisfactory  result,  by  weighing  the  evidence,  as  might  be 
done  by  a  jury,  where  the  witnesses  are  examined  in  open  court. 
There  seems  to  be  no  other  mode  of  arriving  at  a  correct  conclusion, 
than  to  read  what  the  experts  have  said,  and  make  up  an  opinion  on 
the  specifications  of  the  patents,  and  on  an  examination  of  the  models. 

The  French  machine  was  improved  in  1818.  The  patentee  says: 
"The  parent  idea  of  the  first  machine  could  not  vary.  This  parent 
idea  consisted  in  subjecting  the  wood  to  the  action  of  a  tool  of  a  par- 
ticular shape,  and  to  impart  to  this  tool  a  rotary  movement ;  but  the 
choice  remained,  either  of  making  the  tool  stationary,  and  causing 
the  wood  to  advance  under  it  with  a  slow  and  progressive  motion 
— one  rotary,  the  other  progressive.  The  first  was  adopted  in  the 
construction  of  the  machine  described  in  support  of  the  petition  for 
letters  patent;  the  second  has  been  adopted  in  the  construction  of  the 
improved  machine." 

After  describing  the  structure  of  the  cylinder,  he  says :  "  It  is  borne 
by  a  cast-iron  carnage,  and  to  the  back  part  of  this  carriage  is  attached 
an  iron  axletree,  bearing  two  brass  pinions,  which  gear  into  a  rack,  and 
tend  to  regulate  the  movement  of  the  carnage.    The  bench  moves 
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itself  vertically  by  means  of  screws  which  support  it,  and  tend  to  raise 
it  or  lower  it  according  to  the  thickness  of  the  wood  to  be  worked." 
"  Four  small  graduated  plates  of  metal,  placed  in  the  interior  angles 
of  the  superstructure,  act  as  a  regulator  to  fix  this  bench  in  a  per- 
fectly horizontal  position."  "Two  iron  squares  abut  the  bench  at 
both  ends."  "  Experience,"  he  says,  "  has  taught  that  the  weight  of 
the  bench  was  not  sufficient,  singly,  to  prevent  the  vibration  imparted 
to  it  by  the  machine  when  in  operation,  and  there  resulted  from  this 
vibration  waves  ou  the  surface  of  the  planed  board."  This  was  obvi- 
ated by  the  weight  of  the  carriage.  "The  carriage  is  of  cast  iron, 
and  weighs  about  two  hundred  and  forty-one  pounds.  It  is  neces- 
sary that  the  carriage  should  be  of  sufficient  weight,  so  as  not  to  be 
raised  bv  the  strain  of  the  tool." 

"  The  back  part  of  the  bench  carries  a  claw,  against  which  the  wood 
is  rested  and  stopped,  like  a  carpenter's  bench.  At  the  other  ex- 
tremity, the  wood  is  stopped  by  movable  dogs,  which  pass  under  a 
bar,  through  which  passes  pressure  screws."  And  he  further  says : 
"We  have  seen,  in  the  description  of  the  first  machine,  that  the  piece 
called  guide  (because  it  serves  effectually  to  guide  the  wood  under  the 
tool  for  grooving  and  moulding)  was  fixed  on  the  superstructure  of 
the  bench.    In  the  new  machine,  this  piece  is  borne  by  the  carriage." 

From  this  description,  it  appears  that  the  planing-cylinder  is  car- 
ried by  an  iron  frame,  and  passes  over  the  surface  of  the  board,  which 
is  fastened  on  a  bed  by  a  claw  at  one  end,  and  at  the  other  by  mov- 
able dogs.  Tliis  bench,  on  which  the  board  is  placed,  is  moved  verti- 
cally, so  as  to  be  adjusted  by  screws  to  the  thickness  of  the  wood  to 
be  worked. 

The  wood  is  fastened  on  this  adjustable  bed,  and  the  iron  frame 
which  carries  the  cutting-cylinder  is  of  sufficient  weight  to  keep  the 
cutters  on  the  board,  but  this  machinery  cannot  reduce  the  plank  to 
the  same  thickness.  When  the  bench  rises  or  falls,  the  whole  surface 
of  the  plank  rises  and  falls,  and  the  cutting-knives  cannot  so  operate 
by  pressure  on  so  long  a  surface  as  to  reduce  the  inequalities  of  the 
board.  But  this  can  be  done  by  pressure-rollers,  as  in  Wood  worth's 
machine,  on  each  side  of  the  cutting-cylinder — one  adjustable,  so  as 
to  admit  the  unplaned  plank ;  the  other  fixed,  so  as  to  admit  the 
passage  of  the  plank,  when  reduced  to  the  required  thickness.  The 
French  machine  may  present  a  smooth  surface,  but  the  inequalities 
of  the  board  will  not  be  removed.  They  will  remain  in  the  same 
proportion  as  before  the  planing  operation. 

It  is  argued,  that  the  piece  or  bar  which,  in  the  first  machine,  was 
fastened  to  the  bench,  and  which,  in  the  improved  one,  was  annexed 
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to  tlic  carriage,  operated  as  a  pressure-roller.  If  this  were  admitted, 
it  would  not  remove  the  difficulty,  as  one  pressure-roller  or  bar  could 
answer  no  valuable  purpose.  There  must  be  two  rollers,  one  adjust- 
able, as  above  stated,  or  two  fixed  rollers,  or  bar  and  an  adjustable 
bed,  to  reduce  the  plank  to  an  equal  thickness.  But  if  L.  Roguin 
be  permitted  himself  to  describe  the  function  of  this  bar,  it  is  "to 
guide  the  wood  under  the  tool  for  grooving,  tonguing,  and  mould- 
ing/' Shall  the  language  of  the  inventor  be  misapplied,  and  this 
bar  be  appropriated  to  a  use  which  it  would  seem  he  never  thought 
of,  to  render  invalid  Woodworth's  patent  ? 

Several  of  the  witnesses  on  both  sides  gave  their  testimony  from 
the  description  of  L.  Roguin's  patent,  published  in  a  book  called 
Brevets  d'  Inventions;  but,  as  that  book  was  not  published  until 
alter  Woodworth's  invention,  its  description  is  evidence  only  so  far 
as  it  agrees  with  the  specification  attached  to  the  patent  of  L.  Roguin. 
And  it  does  appear,  from  the  original  specifications  filed  by  him,  a 
certilied  copy  of  which  has  been  recently  procured  by  M.  Perpigna, 
that  there  .ire  some  material  variances.  We  must  therefore  look  to 
the  authentic  paper  and  drawings,  as  certified,  for  evidence  in  regard 
to  the  machine. 

The  organization  of  this  machine  does  not*eem  to  be  on  the  same 
principle  as  Woodworth's,  and  the  result  is  different. 

The  other  French  machine,  alleged  to  be  similar  to  that  of  Wood- 
worth's,  is  De  Manneville's.  This  machine  was  patented  in  France 
in  1825.  and  described  in  the  printed  work  called  Brevets  d'  Inven- 
tions. Tlie  patent  embraced  two  machines,  having  for  [their]  object 
the  grooving,  planing,  and  reducing  to  a  uniform  thickness,  wood 
intended  for  inlaid  work,  as  well  as  .all  sorts  of  boards,  whatsoever 
may  be  their  dimensions.  The  inventor  calls  them  a  groover  and 
planer. 

The  description  of  this  machine  by  the  inventor  is  confused,  and 
scarcely  intelligible.  One  of  the  defendants'  witnesses  describes  it 
as  having  two  planes,  one  of  which  is  called  rough,  the  other 
smooth,  both  of  which  are  kept  down  to  the  face  of  the  board  by  a 
tool-bearer,  and  are  moved  backward  and  forward  bv  a  crank  mo- 
tion.  The  rough  plane  is  movable  to  and  from  the  board,  by  being 
hehl  to  it  by  a  spring;  the  smooth  plane,  or  finisher,  is  immovable, 
principally,  from  the  board,  except  to  separate  the  shavings  from  it. 
The  position  of  the  board  is  edgewise,  resting  on  the  horizontal 
rollejs — friction-rollers;  and  it  is  carried  through  by  a  pair  of  fluted 
cylinders  or  rollers,  vertical,  and  parallel  to  each  other;  which  rollers 
press  upon  each  side  of  the  board,  one  of  which,  the  back  one,  is 


Digitized  by  Google 


862 


Brooks  i\  Fiske. 


[Sup.  Ct. 


Dissenting  opinion. 

made  to  slide  in  its  boxes,  held  up  by  a  spring,  and  thus  made  to 
yield  to  the  inequalities  of  the  thickness  of  the  board;  another  pair 
of  rollers,  holding  the  same  vertical  position,  called  discharging 
cylinders,  neither  of  which  is  yielding,  nor  arc  they  fluted ;  and  to 
adjust  the  different  thicknesses,  the  inventor  suggests  rollers  of  differ- 
ent diameters,  and  on  an  adjustable  bed. 

Any  one  can  at  once  see  that  this  is  not  an  organization  of  ma- 
chinery similar  to  Woodworth's  machine.  It  is  not  the  same  prin- 
ciple, nor  is  it  in  substance  like  it.  This  remark  is  made  in  regard 
to  the  combination  claimed  by  "Woodworm,  and  not  to  all  the  ele- 
ments of  which  that  combination  is  formed.  In  the  Manneville 
machine  there  is  no  combination  of  pressure-rollers  with  rotary  cut- 
ters, as  in  Woodworth's;  the  cutters  have  a  reciprocating  motion, 
instead  of  a  rotary  one.  Several  of  the  elements  in  both  machines 
are  the  same,  but  they  are  not  so  arranged  as  to  act  in  the  same 
manner  or  on  the  same  principle. 

Some  of  the  witnesses  for  the  defendants  think,  that  from  the  two 
French  patents  the  Woodworth  machine  might  be  constructed  with- 
out invention ;  but  these  machines  must  be  considered  sinsrlv.  and 
not  together.  In  the  defense  it  is  alleged,  in  reference  to  Wood- 
worth's  machine,  that  ^the  same  thing  substantially  was  patented  in 
France,  in  1817  and  1818,  bvL.  Regain,  and  iu  1825  by  Mauneville. 
The  defense,  in  this  respect,  is  not  sustained,  as  neither  of  the  pat- 
ents is  substantially  the  same  as  Woodworth's. 

The  next  point  for  consideration,  is  whether,  in  the  amended  specifi- 
cations of  Woodworth's  patent,  in  1845,  a  new  invention  was  claimed, 
not  embraced  in  the  original  patent. 

It  must  be  admitted,  that  the  subject-matter  of  the  new  patent  is 
the  same.  The  patent  was  surrendered,  to  correct  defective  specifi- 
cations, which  did  not  result  from  any  fraudulent  intent.  This  right 
was  secured  to  the  patentee  by  the  thirteenth  section  of  the  Patent 
Act  of  1886 ;  and  on  an  application  to  the  Commissioner  of  Patents, 
he,  finding  there  had  been  no  fraud,  a  new  patent  was  issued  for  the 
same  invention,  more  accurately  described,  as  the  law  authorized. 

In  the  case  of  Woodworth  v.  Stone,  8  Story,  749,  and  Allm  v. 
Blunt,  Id.,  742,  it  was  held,  that  the  action  of  the  Commissioner,  in 
accepting  a  surrender  of  a  patent  and  issuing  a  new  oue,  concluded 
the  pariies,  unless  fraud  be  shown.  And  in  Stlmpson  v.  West  Chc.^  r 
Railroad,  4  Howard,  380,  tliis  court  say :  "  In  whatever  manner  the 
mistake  or  inadvertence  may  have  occurred,  is  immaterial.  The 
action  of  the  government  in  renewing  the  patent  must  be  considered 
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as  closing  this  point,  and  as  leaving  open  for  inquiry,  before  the  court 
and  jury,  the  question  of  fraud  only. 

The  corrected  specifications  of  the  new  patent,  on  a  surrender,  would 
n  eccssarily  be  different  from  those  that  were  defective.  And  it  is  the 
duty  of  the  Commissioner  not  to  permit  a  new  invention  to  be  claimed 
under  the  pretense  of  correcting  defective  specifications. 

Borne  things  are  omitted  in  the  new  patent  which  were  claimed  in 
the  old  one.  But  the  principal  objection  on  this  ground  seems  to  be 
that  pressure-rollers  were  claimed  in  the  new  patent,  and  were  not 
claimed  in  the  old  one.  This  is  a  mistake,  as  has  already  been  shown. 
These  rollers  were  represented  in  the  drawings,  and  in  that  way  were 
more  accurately  described  than  they  could  have  been  by  a  written 
specification.  These  drawings  are  a  part  of  the  patent.  It  does  not 
appear  that  the  corrected  specifications  embrace  a  new  invention  not 
included  in  the  original  patent. 

The  third  and  last  point  is  whether  the  defendants'  machine  is  an 
infringement  of  the  plaintiffs'. 

In  the  opinion  of  the  Circuit  Court  in  this  case,  it  is  said  :  "  The 
defect  in  the  Hill  machine  was,  that  it  did  not  reduce  the  board  to  a 
uniform  thickness.  This  desideratum  the  plaintiff  has  obtained  by 
an  improvement  for  which  he  was  entitled  to  a  patent.  The  defend- 
ant has  accomplished  the  same  purpose  without  using  the  improve- 
ment of  the  plaintiff,  but  merely  by  a  new  invention  of  his  own,  and 
therefore  docs  not  infringe." 

From  these  remarks,  it  would  seem  that  the  Circuit  Court  consid- 
ered Woodworth  as  entitled  to  a  patent  "  for  reducing  boards  to  a 
uniform  thickness,"  but  tliat  his  patent  does  not  cover  it.  In  this 
the  Circuit  Court  was  mistaken,  as  I  shall  endeavor  to  show,  in  fact 
ami  in  law. 

It  is  not  controverted  that  Woodworm's  combination  of  machinery 
does  reduce  boards  to  an  equal  thickness.  He  did  not,  and  could 
not,  claim  a  patent  for  reducing  a  board  to  a  uniform  thickness ;  for 
an  exclusive  right  could  not  be  given  for  such  a  result.  For  ecu- 
turies,  boards  have  been  reduced  to  a  uniform  thickness  bv  hand- 
planes,  and  perhaps  by  other  means.  What,  under  the  Patent  Law, 
could  Woodworth  claim  ?  He  had  a  right  to  claim,  as  he  did  claim, 
a  combination  of  machinery  which  would  produce  such  a  result. 
Was  it  necessary,  in  the  summing  up  of  his  claim,  which  is  done  to 
distinguish  what  he  has  invented  from  parts  of  his  machine  which 
he  has  not  invented,  that  he  should  claim  the  combination  of  his 
machine  for  the  purpose  of  reducing  boards  to  a  uniform  thickness  ? 
This  would  have  limited  his  invention  to  that  purpose,  when  it  was 
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applicable,  and  was  intended  to  be  applied,  to  that  and  many  other 
purposes. 

Bv  the  sixth  section  of  the  Patent  Law  of  183G,  an  inventor  is 
required  to  describe  his  invention,  in  every  important  particular,  in 
his  application  for  a  patent,  so  as  to  enable  those  skilled  in  the  art 
or  science  to  which  it  appertains  to  make,  construct,  compound,  and 
use  the  same ;  and  if  the  invention  be  a  machine,  he  is  required  to 
state  "  the  several  modes  in  which  he  has  contemplated  the  applica- 
tion of  the  principle  or  character  by  which  it  may  be  distinguished 
from  other  inventions";  and  "shall  particularly  specify  and  point 
out  the  part,  improvement,  or  combination  which  he  claims  as  his 
own  invention  and  discovery."  lie  is  required  to  accompany  the 
whole  with  a  drawing ;  and  if  a  machine,  a  model,  &c. 

Is  it  not  clear  that  Woodworth  has  explained  the  principle,  and 
the  several  modes  in  which  he  lias  contemplated  the  application  of 
the  principle,  or  character  of  his  machine  by  which,  in  the  language 
of  (he  act,  it  may  be  distinguished  from  other  inventions  ?  The 
plank  is  planed,  tongued,  and  grooved  by  an  organization  of  ma- 
chinery unknown  before.  This  is  all,  in  the  summing  up,  which  the 
act  requires. 

It  is  objected  that  Woodworth  does  not  include  in  his  claim  that 
of  reducing  a  plank  to  a  uniform  thickness.  The  invention  consists 
in  the  means  through  which  this  is  done.  A  result  or  an  effect  is 
not  the  invention.  This  appears  to  have  been  the  turning-point  in 
the  opinion  of  the  Circuit  Court. 

But  Woodworth  has,  in  the  specifications  of  his  machinery,  stated 
that  the  board  is  necessarily  reduced  to  a  uniform  thickness.  He  says: 
M  The  edges  of  the  plank,  as  its  planed  part  passes  the  planing-cylin- 
der,  are  brought  into  contact  with  the  above-described  tonguing  and 
grooving  wheels,  which  are  so  placed  upon  their  shafts  as  that  the 
tongue  and  groove  shall  be  left  at  the  proper  distance  from  the  face 
of  the  plank,  the  latter  being  sustained  agaiust  the  planing-cylinder 
by  means  of  the  carriage  or  bed-plate,  or  otherwise,  so  that  it  cannot 
deviate,  but  must  be  reduced  to  a  proper  thickness,  and  correctly 
tongued  and  grooved."  Here  Woodworth  describes  the  combined 
operation  of  planing,  tonguing,  and  grooving;  and  by  which  the 
plank  is  reduced  to  a  proper  thickness,  that  is,  the  required  thickness; 
"  and  correctly  tongued  and  grooved,"  &c.  This  is  the  eft'ect  of  his 
machine  in  planing  boards,  clearly  described. 

He  says  the  board  is  kept  against  the  plauing-cutters  by  means 
of  the  carriage  or  bed-plate,  or  otherwise.  The  pressure-rollers  are 
claimed  in  his  specification  written,  and  also  in  his  drawings,  which 
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show  how  they  arc  to  bo  applied.  He  also  says :  "  Fig.  7  represents 
the  same  machine  with  the  axis  of  the  planing-cylinder  placed  hori- 
zontally, and  intended  to  operate  on  one  plank  only  at  the  same  time  ; 
A  A  is  the  frame ;  B  B  the  heads  of  the  planing-cylinder ;  C  C  the 
knives  or  cutters  attached  to  said  heads,  to  meet  the  different  thick- 
nesses of  the  plank.  The  hearings  of  the  shaft  of  the  cylinder  may 
be  made  movable,  by  screws  or  other  means,  to  adjust  it  to  the  work, 
or  the  carriage  of  the  bed-plate  may  be  made  so  as  to  raise  the  plank 
up  to  the  planing-cylinder." 

The  patent  of  the  defendants  was  issued  February  12, 1850.  It  is 
alleged  to  be  an  improvement  upon  Hill's  machine.  That  machine, 
from  the  description,  consisted  of  a  planing-cylinder,  a  platform  bench, 
with  an  aperture  in  it,  through  which  the  planing-cutters  operated,  so 
as  to  cut  away  any  required  thickness  from  the  surface  of  the  plank 
subjected  to  its  action ;  the  relation  of  the  cylinder  to  the  bench  was 
permanent ;  a  spring  plate  bore  upon  the  plank  nearly  opposite  to 
the  cylinder,  and  forced  it  towards  the  cylinder  and  bench;  feeding- 
rollers  carried  the  plank  forward,  the  same  as  in  Woodworth's 
machine. 

By  this  operation  a  stratum  of  equal  thickneas  was  cut  from  the 
plank,  leaving  a  smooth  surface,  but  not  removing  the  inequalities 
of  the  board.  The  combination  of  machinery  was  different  in  princi- 
ple from  Woodworth's,  and  consequently  the  result  was  different. 

Norcross  says  his  invention  is  an  improvement  of  Hill's  machine, 
and  "renders  it  capable  of  reducing  or  planing  a  board  to  an  equal 
thickness  throughout  its  length."  He  says :  "  Hill's  machine  was  cap- 
able of  planing  or  reducing  a  board  on  one  side,  or  removing  from 
such  side  a  stratum  or  layer  of  wood  of  an  equal  thickness,"  but  this 
did  not  make  the  board  of  uniform  thickness. 

The  amended  machine  contains  rotatory  planes,  which  cut  from 
the  planed  to  the  unplaned  surface  of  the  plank;  an  adjustable  bar 
and  rest  is  at  a  fixed  distauce  from  the  cutting  action  of  the  planes ;  the 
rotating  planes  and  this  rest-bar  were  so  connected  together  in  a  sep- 
arate frame  as  to  move  vertically"  with  the  frame,  and  is  borne  down- 
wards  by  their  weight ;  two  bars,  one  before  and  the  other  behind 
the  rotating  planes,  and  on  the  face  of  the  plank  cut  by  them, 
to  cause  its  opposite  face,  in  its  progress  through  the  machine,  of 
whatever  thickness  and  however  warped,  to  pass  in  contact  with  the 
rest-bar,  F.  One  of  the  said  ban  is  termed  a  platform,  B,  and  the 
distance  between  this  and  the  rest-bar,  F,  is  variable  and  self-adjust- 
ing to  the  varying  thickness  of  the  plank  before  it  is  planed,  and  the 
other,  called  a  horizontal-bar  or  throat-piece,  G,  placed  at  the  same 
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distance  from  the  rest-bar,  F,  as  the  line  of  the  cutting  action  of  the 
rotating  planes,  to  act  on  the  face  of  the  plank  which  has  been  planed, 
and  insure  the  contact  of  the  opposite  and  unplaned  face  with  the  rest- 
bar,  F. 

Norcross  says:  "What  I  claim  as  my  invention  is  the  combination 
of  the  rotatory  planing-cylinder,  E,  and  the  rest,  F,  with  mechanism 
by  which  the  two  can  be  freely  moved  up  or  down,  simultaneously 
and  independently  of  the  bed  or  platform,  B  B,  or  any  analogous 
device,  substantially  in  the  manner  and.  for  the  purpose  of  reducing 
a  board  to  an  equal  thickness  throughout  its  length,  all  as  hereinbe- 
fore specified." 

"I  also  claim  the  above-described  improvement  of  making  the 
under  side  of  the  rest  concave,  in  combination  with  so  extending  the 
part  B  under  the  rest,  F,  and  applying  it  to  the  concave  part  thereof, 
as  to  cause  the  board,  as  it  passes  across  the  rest,  to  be  bent,  and  pre- 
sented with  a  concave  surface  to  the  operation  of  the  rotatory  cutter 
planing-cylinder,  substantially  as  specified." 

This  organization  of  machinery  seems  to  be  the  same  in  principle 
as  that  of  Woodworth's,  and  produces  the  same  result.  If  the  con- 
cave surface  of  the  board  on  which  the  cutters  operate  be  an  improve- 
ment, or  any  other  slight  change  has  been  made,  which  may  be  an 
improvement  on  Woodworth's  machine,  that  would  give  the  defend- 
ants no  right  to  use  it  without  a  license. 

The  difference  l>etween  the  machines  appears  to  be  this:  The  ro- 
tating planes  and  the  plate  or  bed  of  Woodworth's  are  stationary  in 
the  main  frame,  and  the  roller  or  analogous  device  on  that  face  of 
the  plank  to  be  planed  is  movable  toward  and  from  the  plate  or 
bed,  to  suit  the  varying  thickness  of  the  plank ;  while  in  the  Nor- 
cross machine  two  bars  are  substituted  for  the  pressure-rollers,  and 
instead  of  making  the  one  which  acts  on  the  plank  before  it  is  planed 
movable,  to  suit  the  varying  thickness  of  the  plank,  it  is  fixed  perma- 
nently in  the  main  frame ;  and  the  rotating  planes  and  the  plate  or 
bed,  termed  by  him  the  rest-bar,  F,  are  connected  together  in  a  sep- 
arate frame,  and  together  move  up  and  down,  to  adapt  themselves  to 
the  inequalities  in  the  thickness  of  the  plank. 

Norcross  has  made  that  part  of  his  machinery  movable,  which  in 
the  Woodworth  machine  is  fixed ;  and  that  which  is  movable  in  the 
Wood  worth  machine,  lie  has  made  permanent.  These  changes,  and 
the  reversal  of  Woodworth's  machine,  is  the  difference  in  their  struc- 
ture. A  cast  of  the  eye  on  the  models  will  satisfy  a  machinist  of  the 
truth  of  this  representation. 

Whether  the  cutting-cylinder  operates  above  or  below  the  bench 
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on  which  the  plank  is  laid,  can  be  of  no  importance;  nor  is  the  differ- 
ence material,  whether  a  pressure-roller  varies  to  suit  the  variable 
thickness  of  the  plank,  or  the  planing-cylinder,  connected  perma- 
nently with  the  bench,  shall  be  elevated  or  depressed  to  accomplish 
the  same  object.  These  devices,  though  different  in  form,  are  the 
same  in  principle,  and  produce  the  same  effect. 

I  think  there  is  an  infringement,  and  that  the  decree  of  the  Circuit 
Court  should  be  reversed. 

Order.  Tins  cause  came  on  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  District  of 
Massachusetts,  and  was  argued  by  counsel ;  on  consideration  where- 
of, it  is  now  here  ordered,  adjudged,  and  decreed  by  this  court,  that 
the  decree  of  the  said  Circuit  Court  in  this  cause  be,  and  the  same  is 
hereby, 

Affirmed  with  costs. 


Era8Tus  Corning  and  JonN  F.  Winslow,  plaintiffs  in  error,  v. 

Peter  A.  Burden. 

(15  Howard,  252.) 

1.  In  a  suit  brought  for  an  Infringement  of  a  patent-right,  the  defendant  ought 

to  be  allowed  to  give  in  evidence  the  patent  under  which  he  claims,  although 
junior  to  the  plaintiff's  patent. 

2.  Burden's  patent  for  "a  new  and  useful  machine  for  rolling  puddlcrs'  balls  and 

other  mosses  of  iron,  in  the  manufacture  of  iron,"  was  a  patent  for  a  machine, 
and  not  a  process,  although  the  language  of  the  claim  was  equivocal. 

3.  The  difference  explained  between  a  process  and  a  machine. 

4.  Hence,  it  was  erroneous  for  the  Circuit  Court  to  exclude  evidence  offered  to 

show  that  the  practical  manner  of  giving  effect  to  the  principle  embodied  in 
the  machine  of  the  defendants  was  different  from  that  of  Burden,  the  plain- 
tiff; that  the  machine  of  the  defendants  produced  a  different  mechanical  re- 
sult, from  the  other,  and  that  the  mechanical  structure  and  mechanical  action 
of  the  two  machines  were  different., 

5.  Evidence  offered  as  to  the  opinion  of  the  witness  upon  the  construction  of  the 

patent,  whether  It  was  for  a  process  or  a  machine,  was  properly  rejected. 

This  case  was  brought  up  by  writ  of  error  from  the  Circuit  Court 
of  the  United  States  for  the  Northern  District  of  New  York. 

Peter  A.  Burden,  as  assignee  of  Henry  Burden,  brought  his  action 
against  Corning  and  Winslow  for  a  violation  of  a  patent  granted  to 
Henry,  as  the  original  and  first  inventor  and  discoverer  of  a  new  and 
useful  machine  for  rolling  puddle  balls,  or  other  masses  of  iron,  in  the 
manufacture  of  iron. 
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What  took  place  at  the  trial  is  set  forth  in  the  opinion  of  the  court. 
Under  the  instructions  of  the  Circuit  Court,  the  jury  found  a  verdict 
for  the  plaintiffs,  with  oue  hundred  dollars  damages;  upon  which  the 
defendants  brought  the  case  up  to  this  court  by  a  writ  of  error. 

It  was  argued  by  Mr.  Seymour  and  Mr.  Keller,  for  the  plaintiffs  in 
error,  and  by  Mr.  Fitzgerald  and  Mr.  Stevens,  for  the  defendants  in 
error. 

• 

Each  one  of  the  four  counsel  filed  a  separate  brief.  The  points 
presented  on  the  part  of  the  plaintiffs  in  error  are  taken  from  the 
brief  of  Mr.  Sr>pnour,  and  those  on  the  part  of  the  defendant  in 
error  from  the  brief  of  Mr.  Stevens. 

Point*  and  Authorities  submitted  on  the  part  of  the  Plaintiffs  in  Error. 

First  Exception  to  the  Charge.— The  court  erred  in  charging  the  jury 
that  "the  letters  patent  which  have  been  given  in  evidence  by  the 
plaintiff  are  for  a  new  process,  mode,  or  method  of  converting  pud- 
dlers'  balls  into  blooms  by  continuous  pressure  and  rotation  of  the 
balls  between  converging  surfaces,  thereby  dispensing  with  the  ham- 
mer, alligator-jaws,  and  rollers,  accompanied  by  manual  labor,  pre- 
viously in  use  to  accomplish  the  same  purpose;  and  the  said  letters 
patent  secure  to  the  patentee  the  exclusive  right  to  construct,  use, 
and  vend  any  machine  adapted  to  accomplish  the  objects  of  his  in- 
vention, as  above  specified,  by  the  process,  mode,  or  method  above 
mentioned." 

I.  The  court  erred  in  charging  the  jury  that  Burden's  patent  was 
for  a  new  process,  mode,  or  method. 

A  process  or  mode  may  be  patented.  Curtis,  pp.  C5,  66,  67,  68, 
69,  70,  71,  73,  and  cases  there  cited,  from  section  77  to  83. 

1.  Burden  did  not  patent  a  process,  but  a  machine. 

What  \ie  designed  to  cover  by  his  patent  is  to  be  gathered  from 
the  patent  itself,  the  specification,  and  its  summing  up.  Webster  on 
Subject-Matter,  p.  18,  and  note  Z;  Da  roll  v.  Brown,  1  Wood.  &  Min., 
59;  Russell  v.  Crowley  d  af.,  1  Crornp.  Mccs.  &Roec.,864;  Moody  v. 
Fiske,  2  Mason,  112;  Rex  v.  Cutler,  1  Starkie,  283;  Le  Roy  v.  Tdtham, 
14  How.,  150,  171;  Wyeth  v.  Stone,  1  Story,  285;  Gray  v.  James,  Pe- 
ters, 394-400;  Mr.  Justice  Nelson's  opinion  in  Appendix  A,  annexed. 

2.  Burden's  patent  claims  that  he  has  invented  a  new  and  useful 
machine,  &c.,  not  a  process. 

3.  The  specification,  which  purports  to  be  a  part  of  the  letters  pat- 
ent, states  tlu?  invention  to  consist  in  a  ••machine,"  not  in  a  process. 
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4.  The  summing  up  of  the  specification  or  the  claim  is  substan- 
tially  for  a  "machine." 

And  he  specifies  three  modes  of  applying  the  principle  of  his  in- 
vention ;  thus  complying  with  the  requisition  of  the  sixth  section  of 
the  act  of  1836,  in  reference  to  all  patents  for  machines,  and  for  ma- 
chines only. 

The  preparing  of  puddlers'  halls  is  not  claimed  as  an  invention, 
nor  could  it  be,  for  it  is  as  old  as  the  art  of  making  iron  by  the  pro- 
cess of  puddling.  See  Encyclopaedia  Americana,  vol  7,  art.  Iron,  p. 
72.  The  preparing  puddlers'  balls  by  pressure  is  not  claimed,  for 
that,  too,  is  old.  Id.  But  the  claim  is  for  the  invention  of  the  new 
mechanism  for  preparing  puddlers*  balls. 

II.  An  invention,  such  as  Burden's  is  described  to  be  in  the  pat- 
ent and  specification,  is,  upon  the  authority  of  elementary  works  and 
the  decisions  of  our  courts,  a  machine,  and  not  a  process. 

The  distinction  between  a  patent  for  a  machine  and  a  patent  for  a 
process  is  well  known. 

I.  A  patent  for  a  machine  is  defined  by. Curtis,  section  93,  as 
follows:  "If  the  subject  of  the  invention  or  discovery  is  not  a  mere 
function,  but  a  function  embodied  in  some  particular  mechanism, 
whose  mode  of  operation  and  general  structure  arc  pointed  out,  and 
which  is  designed  to  accomplish  a  particular  purpose,  function,  or 
effect,  it  will  be  a  machine  in  the  sense  of  the  Patent  Law." 

If  the  specification  describes  "not  a  mere  function,  but  a  machine 
of  a  particular  structure,  whose  modes  of  operation  are  pointed  ont 
to  accomplish  a  particular  purpose  or  end,  the  patent  is  for  a  ma- 
chine, and  not  for  a  principle  or  function  detached  from  machinery." 
Blanchard  v.  Sirrague,  3  Sumn.,  540. 

A  method  or  process  may  be  the  subject  of  a  patent.  See  Phillips, 
pp.  93, 94 ;  Curtis,  sees.  80,  81. 

Among  the  cases  cited  (see  Curtis,  sec.  79)  of  patents  for  a  method, 
or,  as  the  writer  expresses  it,  "  for  the  practical  application  of  a  known 
thing  to  produce  a  particular  effect,"  are — 

Hartley's  invention  to  protect  buildings  from  fire,  by  the  applica- 
tion of  plates  of  metal.  See,  also,  Webster's  Patent  Cases,  pp.  54, 
55,  56,  and  note,  pp.  55  and  56. 

Forsyth's  patent  for  the  application  of  detonating  powder,  which 
he  did  not  invent,  to  the  discharge  of  artillery,  mines,  &c. 

In  this  case  the  patentee  succeeded  in  an  action  against  the  party 
using  a  lock  of  different  construction  from  any  shown  in  the  drawing 
annexed  to  his  specification;  and,  as  Curtis  says,  "thus  established 
his  right  to  the  exclusive  use  and  application  of  detonating  powder 
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us  priming,  whatever  the  construction  of  the  lock  by  which  it  was 
discharged."    Webster's  Patent  Cases,  pp.  95,  97,  note. 

Hall's  patent,  for  the  application  of  the  flame  of  gas  to  singe  off 
the  superfluous  tibres  of  lace  and  other  goods,  is  another  of  this  class. 
Webster's  Patent  Cases,  p.  99. 

The  plaintiff  had  a  verdict,  founded  on  his  sole  right  to  use  gas- 
flame  for  the  clearing  of  fibres  from  lace.  Curtis,  p.  07,  note;  Web- 
ster's Patent  Cases,  pp.  100,  103;  Neiteon  v.  Harford,  Id.;  191,  &c; 
Ncilson  v.  Thompson,  Id.,  275;  The  Househitt  Co.  v.  Neilson,  Id.,  673; 
BouUon  v.  Bull,  2  II.  Blackst.,  492 ;  Clegg's  Patent,  Web.  Tat.  Cases, 
103;  Morse's  Patents;  Me  Clary  v.  Kingslaml,  1  How.,  202;  Russell 
v.  Cowley,  Web.  Pat.  Cases,  459. 

2.  The  preparing  a  puddler's  ball  is  reducing  and  compacting  it  by 
pressure  into  the  form  of  a  bloom.  See  Encyclopedia  Americana, 
vol.  7,  art.  Iron,  p.  72;  Nicholson's  Op.  Mechanic,  pp.  334-335;  Ure's 
Die.  of  Arts  and  Manufactures,  p.  703. 

If  Burden's  claim,  then,  is  for  the  reducing  and  compacting  the 
ball  by  pressure  into  the  form  of  a  bloom,  it  is  a  claim  for  a  process 
long  before  known  in  the  manufacture  of  iron,  and  would,  therefore, 
be  void,  for  want  of  novelty. 

To  avoid  this  difficulty,  the  statement  of  the  claim  goes  on  to  say 
that  he  claims  the  preparing  these  balls  by  causing  them  to  pass  be- 
tween curved  or  plane  surfaces,  in  the  manner  described  iu  his  draw- 
ings and  in  the  specification  of  the  several  parts  of  the  machine. 

If  the  words,  "  the  particular  method  of  the  application,"  were 
correctly  held,  in  Wgeth  v.  Stone,  before  cited,  to  mean  the  particular 
apparatus  and  machinery  described  in  the  specification,  is  not  the 
claim  for  preparing  puddlers'  balls,  by  causing  them  to  pass  through  a 
certain  machine,  as  clearly  a  claim  for  the  invention  of  the  machine  ? 

Wyeth  claimed  not  only  the  art  or  principle  of  cutting  ice  of  a 
uniform  size,  but  "  the  particular  method  of  the  application  of  the 
principle";  and  this  last  part  of  the  claim  was  held  to  be  the  only 
valid  part  of  it,  and  to  be  a  claim  of  the  particular  apparatus  and 
machinery  described  in  the  specification  to  effect  the  purpose  of  cut- 
ting ice. 

So  Burden's  patent,  if  it  be  sustained  at  all,  must  be  held  to  be  a 
patent  for  the  particular  apparatus  and  machinery  described  in  the 
specification  to  effect  the  "preparing  the  puddlers'  balls."  See,  also, 
the  case  of  Btanclutrd  v.  Spraf/uc,  3  Sumn.,  535. 

It  was  objected,  on  the  trial  in  this  last  case,  "  that  the  plaintiff's 
specification  was  defective;  that  he  claimed  the  functions  of  the  ma- 
chine, and  not  the  machine  itself." 
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Mr.  Justice  Story  (at  page  540)  says :  "  Looking  at  the  present  spe- 
cification, and  construing  all  its  terms  together,  I  am  clearly  of  opin- 
ion that  it  is  not  a  patent  claimed  for  a  function,  but  it  is  claimed  for 
the  machine  specially  described  in  the  specification ;  that  it  is  not  for 
a  mere  function,  but  for  a  function  as  embodied  in  a  particular  ma- 
chine, whose  mode  of  operation  and  general  structure  are  pointed 
out." 

If  to  claim  a  "  method  "  or  mode  of  operation  in  the  abstract,  ex- 
plained in  the  description  of  certain  machinery,  be  a  claim  for  a 
machine,  as  was  adjudged  in  Blanchard  v.  Spray ue,  is  not  the  claim 
of  preparing  puddlers'  balls  by  the  operation  of  certain  machinery, 
much  more  a  claim  of  a  machine  ?  In  other  words,  is  the  claim  of 
a  particular  result  before  known,  from  the  operation  of  a  machine 
claimed  to  be  new,  anything  else  than  a  claim  for  the  peculiar  con- 
struction of  the  machine  itself,  by  which  that  result  is  effected  ? 

3.  Again,  the  result  claimed  by  Burden  is  to  produce  a  bloom  from 
a  puddle  ball  by  pressure,  welding  together  the  particles  of  iron,  and 
expressing  in  part  the  impurities,  and  partly  shaping  the  mass  for  the 
after  operation  of  converting  it  into  bars,  also  by  pressure. 

It  cannot  be  pretended  that  Burden  invented  this,  or  any  part  of 
it.  This  was  all  done,  before  his  invention,  under  the  hammer  and 
the  alligator-jaws.  But  it  may  be  said  that  he  invented  an  improve- 
ment in  this  process.  This  cannot  be;  for  he  only  compresses  the 
mass  to  cement  the  particles,  express  the  impurities,  and  give  shape. 
All  this  was  done  before  by  the  hammer  and  the  jaws,  and,  in  the 
opinion  of  many,  better  done  than  he  does  it. 

4.  Again,  it  may  be  said  that  he  made  an  improvement  in  the  oper- 
ation by  making  it  continuous.  This  brings  the  matter  to  a  true  test, 
and  shows  that  it  is  the  invention  of  a  machine  to  render  the  opera- 
tion continuous,  which  before  had  been  intermittent. 

5.  It  may  be  claimed  that  he  has  invented  or  introduced  the  ele- 
ment of  self-action.  This  establishes  the  defendant's  proposition,  that 
Burden's  patent  is  only  for  a  machine ;  for  the  meaning  of  this  is,  as 
the  term  self-action  must  be  predicated  of  material  substances,  that 
he  has  substituted  an  organization  of  machinery  to  perform  automat- 
ically what  was  before  performed  partly  by  hand  and  partly  by  ma- 
chinery. Machines  for  nail  cutting,  making  hook-head  spikes,  card- 
ing and  spinning,  weaving,  felting,  are  self-acting  machines,  which 
have  been  invented  to  carry  on  known  processes ;  all  have  the  ele- 
ment of  self-action,  and  yet  all  of  them  have  been  recognized  as 
machines,  and  not  processes. 

III.  The  plaintilf,  in  his  declaration,  counts  upon  his  patent  as  a 
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patent  for  a  machine  only,  and  not  for  a  process.  lie  ought  to  be 
permitted  to  recover  only  secundum  aUegnta  ei  probata. 

IV.  But  suppose  the  patent  be  for  a  process  and  not  for  a  machine ; 
then  we  submit  that  the  court  erred  in  sustaining  the  patent  as  a  pat- 
ent for  a  new  process  of  preparing  puddlers'  balls,  by  continuous  press- 
ure and  rotation  of  the  balls  between  converging  surfaces. 

1.  For  this  process  itself  is  a  well-known  and  common  process  in  the 
arts,  and,  therefore,  could  not  be  patented  at  the  time  of  the  alleged 
invention. 

The  operation  to  which  the  puddlers'  ball  is  subjected,  that  is,  the 
process,  produces  common  results,  necessarily  arising  from  pressure 
on  all  soft  and  porous  substances,  to  wit,  condensation,  expression  of 
matter,  and  change  of  form, 

2.  All  the  experts  testify  that  Burden's  invention  consists  iu  car- 
rying on  the  old  process  of  reducing  a  puddler's  ball  to  a  bloom  by 
pressure,  created  and  continued  by  his  machinery. 

That  the  machinery  by  which  such  pressure  may  be  applied  is  pat- 
entable, is  obvious.  But  aside  from  the  peculiar  construction  of  Bur- 
den's machinery,  there  is  nothing  new  iu  its  application.  It  is  merely 
the  application  of  a  known  mode  of  operation  in  the  arts  to  produce 
a  known  result — that  is,  mechanical  pressure,  to  produce  a  bloom  out 
of  a  puddler's  ball.    See  Curtis,  p.  78,  sec.  88. 

That  this  form  of  applying  mechanical  pressure  is  not  new,  was 
proved  by,  &e. 

3.  Notwithstanding  the  condition  embodied  in  the  second  proj>osi- 
tion  contained  in  the  charge  of  the  court,— as  follows,  "  The  machines 
for  milling  buttons,  milling  coin,  and  rolling  shot,  which  have  been 
given  in  evidence  by  the  defendants,  do  not  show  a  want  of  novelty 
in  the  invention  of  the  said  patentee,  as  already  described,  if  the  pro- 
cesses used  in  them,  the  purposes  for  which  they  were  used,  and  the 
objects  accomplished  by  them  were  substantially  different  from  those 
-of  the  said  letters  patent," — yet,  taken  in  connection  with  the  con- 
struction given  by  the  court  to  the  patent  in  the  first  proposition  con- 
tained in  the  charge,  the  defendants  were  deprived  of  the  defense  to 
which  they  were  entitled,  to  wit,  that  the  reducing  puddlers'  balls 
to  blooms,  by  their  rotation  and  pressure  between  converging  and 
continually-approximating  surfaces,  was  but  a  double  use  of  a  process 
or  machine  long  before  used  in  milling  buttons,  milling  coins,  and 
rolling  shot. 

For  the  court  had  decided,  in  the  first  proposition  of  the  charge, 
that  Burden's  patent  was  "  for  a  new  process  of  converting  puddlers' 
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balls  into  blooms,  by  continuous  pressure  and  rotation  of  the  ball 
between  converging  surfaces." 

In  other  words,  that  the  application  by  the  plaintiff's  machine  to 
the  pnddler's  ball,  of  the  old  method  of  reducing  and  compacting 
metals  by  the  continuous  pressure  of  converging  surfaces,  constituted 
such  a  novel  process  in  the  manufacture  of  iron  that  (its  utility  not 
being  questioned)  the  plaintiff's  patent  was  good,  notwithstanding 
the  previous  use  of  the  milling-machine  on  copper,  silver,  and  gold, 
and  of  the  shot-machine  on  lead,  in  compacting  and  reducing  those 
metals  by  the  rotation  of  the  metals  and  the  continuous  pressure  of 
converging  surfaces. 

4.  Burden's  patent  is  clearly  a  case  of  double  use.  See  Curtis  on 
Patents,  sec.  85  to  89,  and  notes  and  cases  therein  cited ;  Lash  v. 
Hague,  Webster's  Patent  Cases,  207;  Hoxce.  v.  Abbott,  2  Story,  190-193. 

To  this  defense  the  defendants  were  clearly  entitled.  The  pro- 
cesses of  milling  the  coin,  finishing  the  edges  of  the  buttons,  making 
the  shot  or  balls,  and  making  the  blooms  are  strictly  identical. 

V.  The  court  erred  in  charging  the  jury  as  they  did  in  the  latter 
clause  of  the  first  proposition  contained  in  the  charge,  to  wit :  "  And 
the  said  letters  patent  secure  to  the  patentee  the  exclusive  right  to 
construct,  use,  and  vend  any  machine  adapted  to  accomplish  the 
objects  of  his  invention,  as  above  specified,  by  the  process,  mode,  or 
method  above  mentioned." 

Also  in  laying  down  the  third  proposition  in  his  charge,  to  wit: 
"That  the  machine  used  by  the  defendants  is  an  infringement  of  the 
said  letters  patent,  if  it  converts  puddlers'  balls  into  blooms  by  the 
continuous  pressure  and  rotation  of  the  balls  between  converging 
surfaces,  although  its  mechanical  construction  and  action  may  be 
differeut  from  that  of  the  machines  described  in  the  said  letters 
patent." 

Also  in  excluding  the  testimony  offered  by  the  following  question, 
to  wit:  "By  changing  the  form  of  the  rolling  surfaces  in  Mr.  Wins- 
low's  machine,  can  it  be  made  to  roll  a  sphere  ? " 

Also  the  testimony  offered  as  follows:  "The  counsel  for  the  de- 
fendants then  offered  to  prove  by  this  witness  that  the  machine  used 
by  the  defendants  differed,  in  point  of  mechanical  construction  and 
mechanical  action,  from  the  machines  described  in  Burden's  speci- 
fication." 

All  these  propositions  were  thus  erroneously  adjudged  against  the 
defendants,  as  a  sequence  or  corollary  following  from  the  first  main 
proposition  which  the  court  had  laid  down  against  the  defendants, 
to  wit,  that  the  plaintiff's  patent  was  for  a  process,  and  not  for  a 
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machine.  The  court  in  substance  held,  that,  although  the  mechanical 
construction  and  action  of  the  defendant's  machine  might  be  different 
from  that  of  the  plaintiff's,  it  was  still  an  infringement  if  it  reduced 
the  balls  to  blooms  by  continuous  pressure  and  rotation. 

This  was  an  erroneous  position;  for  one  thing  was  certain:  we 
had  the  right  to  reduce  puddlers'  balls  to  blooms  by  any  machine 
having  a  different  action  from  that  of  the  plaintiff's.  Curtis,  sec.  9b, 
n.  2;  Whittcmorc  v.  Cutter,  1  Gallison,  478-491;  Barrett  v.  Hall,  1 
Mason,  470. 

In  the  light  of  these  authorities,  proof  of  different  mechanical  con- 
struction and  different  action  was  competent  and  highly  pertinent  to 
establish  "a  peculiar  structure,"  and  the  production  of  a  new  effect. 

VI.  The  court  erred  in  excluding  the  evidence  offered  to  be  given 
by  the  witness  Hibbard,  to  wit:  ''That  the  practical  manner  of  giv- 
ing effect  to  the  principle  embodied  in  the  machine  used  by  the  de- 
fendants was  entirely  different  from  the  practical  manner  of  giving 
effect  to  the  principle  embodied  in  Mr.  Burden's  machine;  that  the 
principle  of  the  two  machines,  as  well  as  the  practical  manner  of 
carrying  out  those  principles,  was  different;  and  that  the  machine 
used  by  the  defendant  produced  by  its  action  on  the  iron  a  different 
mechanical  result,  on  a  different  mechanical  principle,  from  that  pro- 
duced in  Burden's  machine." 

The  witness  was  an  expert,  and  no  objection  was  urged  on  that 
score,  or  to  the  form  of  the  question.  Silsby  v.  Foote,  14  How.,  218, 
225. 

This  offer  embraced  legitimate  proof  tending  to  establish  a  general 
proposition  material  to  the  issue,  to  wit: 

That  the  defendant's  machine  was  constructed  on  a  different  prin- 
ciple, or  had  a  different  mode  of  operation  from  the  plaintiffs. 

Proof  that  the  principle  of  one  machine  was  different  from  that  of 
the  other  was  tantamount  to  proof  that  their  mode  of  operation  was 
different;  for  two  machines,  different  in  principle,  cannot  well  have 
the  same  mode  of  operation,  although  they  may  produce  the  same 
result 

But  the  defendant  not  only  offered  to  prove  that  the  machines 
were  different,  but  also  that  they  produced  on  the  iron  a  different 
mechanical  result.  See  Curtis  on  Patents,  p.  204,  sec.  222 ;  also,  p. 
285:  also,  p.  286,  sec.  241. 

Iu  conclusion,  the  court,  in  this  case,  should  have  held  that  the 
plaintiffs  patent  was  for  a  machine.  And  on  the  question  of  uov- 
elty,  the  court  should  have  left  it  to  the  jury  as  a  question  of  fact,  to 
find  upon  the  testimony  whether  the  plaintiffs  machine  was  the  same 
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in  its  principle  or  modm  operandi  as  the  milling,  button,  or  shot  ma- 
chine. And  on  the  question  of  infringement,  the  court  should  have 
left  it  to  the  jury,  upon  the  testimony,  to  tind  whether  the  defend- 
ant's machine  was  the  same  in  its  distinctive  character  or  principle 
as  the  plaintiff's. 

Brief  on  the  part  of  Defendant  in  Error. 

First.  The  whole  question  in  this  cause  depends  upon  the  correct- 
ness of  the  construction  contended  for  by  the  counsel  for  the  defend- 
ant in  error,  and  which  the  judge  gave  to  the  patent  on  the  trial.  If 
this  construction  be  correct,  the  other  two  instructions  given  by  the 
learned  judge  to  the  jury  are  also  correct,  and  follow  as  necessary 
corollaries.    Curtis  on  Patents,  sees.  146,  147,  148. 

Second.  The  construction  of  the  patent  given  by  the  court  on  the 
trial,  by  the  tirst  instruction  to  the  jury,  was  correct. 

I.  The  prtent  (that  is,  the  parchment)  made  out  at  the  Patent  Office, 
by  the  proper  officer  in  that  department,  does  not  in  any  case,  accord- 
ing to  the  Patent  Law  of  this  country,  describe  the  thing  patented. 
To  ascertain  the  thing  patented,  the  specitication,  which  is  filed  before 
the  patent  is  issued,  is  the  test  in  all  cases  as  to  what  the  patent  se- 
cures to  the  patentee ;  and  to  ascertain  that,  the  whole  specitication 
must  be  consulted ;  and  the  modern  decisions  have  declared  that  a 
liberal  construction  must  be  given  to  it  in  favor  of  the  patentee.  Pat- 
ent Act  of  1836,  sec.  5;  Curtis  on  Patents,  sec.  122,  123,  126,  127, 
Ames  v.  Iloicvtrd,  1  Sumn.,  482,485;  Hogg  v.  Emerson,  6  How.,  437, 
482;  Davoll  v.  Brown,  1  Wood.  &  Min.,  53,  57. 

It  is  undoubtedly  true,  if  the  description  or  title  of  the  invention, 
as  stated  in  the  patent,  is  irreconcilably  repugnant  to  the  description 
of  the  invention  contained  in  the  specification,  as  if  the  description 
iu  the  patent  be  a  machine  for  making  nails,  and  the  invention  de- 
scribed in  the  specification  is  of  a  machine  for  carding  wool,  the  patenl 
would  be  void,  upou  the  grouud  that  the  government  had  not  given 
to  the  patentee  a  legal  exclusive  title  to  his  invention.  But  nothing 
can  1k>  deduced  from  this  principle  of  law  to  sustain  the  position  that 
the  invention  is  only  what  it  is  stated  to  be  in  the  title  stated  in  the 
patent;  but,  on  the  contrary,  the  very  reverse  of  that  position  is  what 
renders  the  patent  void  in  such  cases. 

In  this  case  there  is  no  such  repugnancy.  True,  the  patent  states 
the  invention  to  be  of  a  new  and  useful  machine  for  rolling  puddle 
balls,  &c,  but  this  is  not  so  repugnant  to  the  description  of  the  inven- 
tion contained  in  the  specification  as  would  preclude  the  court  from 
adjudging  that  the  government  intended  to  and  did  grant  the  patent 
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for  the  invention  described  in  the  specification,  to  wit,  for  an  im- 
provement in  the  process,  &c.  Unless  the  title  of  the  invention  de- 
scribed in  the  patent  is  clearly  repugnant  to  the  description  of  the 
invention  in  the  specification,  the  patent  will  be  deemed  to  be  a  grant 
of  the  exclusive  right  to  the  invention  described  in  the  specification, 
but  it  cannot  diminish  the  extent  of  the  invention  described  and 
claimed  in  the  specification. 

In  short,  the  description  of  the  invention  in  the  specification  is  the 
act  of  the  inventor,  for  which,  if  it  he  new  and  useful,  the  govern- 
ment is  bound  to  grant  him  a  patent.  The  granting  of  the  patent  is 
the  act  of  the  government,  and  if  the  description  in  that  grant  be 
not  clearly  repugnant  to  that  which  the  inventor  claimed  and  was 
entitled  to,  it  will  be  deemed  to  be  a  grant  of  the  thing  to  which  he 
was  entitled. 

II.  By  any  just  or  legal  construction  of  the  specification  forming 
a  part  of  the  patent  in  question,  and  giving  the  only  description  of 
the  invention  for  which  the  patent  issued,  said  patent  is  for  a  new 
process,  mode,  or  method  of  converting  puddlers'  balls  into  blooms 
by  continuous  pressure  and  rotation  of  the  ball  between  converging 
surfaces,  thereby  dispensing  with  the  hammer,  alligator-jaws,  and 
rollers,  accompanied  with  manual  labor,  previously  in  use  to  accom- 
plish the  same  purpose,  and  is  not  confined  to  the  particular  machines 
described  in  the  specifications  and  drawings. 

The  specification  commences  in  these  words:  "To  all  to  whom  it 
may  concern :  Be  it  known,  that  T,  Henrv  Burden,  of  the  city  of  Trov, 
in  the  county  of  Rensselaer,  and  State  of  New  York,  have  invented 
an  improvement  in  the  process  of  manufacturing  iron."  Now,  let 
us  here  pause  for  an  instant,  to  inquire,  if  the  patentee  really  intended 
to  represent  his  invention  as  one  consisting  in  a  new  or  improved 
machine,  to  be  used  in  the  manufacture  of  iron,  why,  with  his  thoughts 
^ipon  the  subject,  did  he  not  say  so,  instead  of  calling  it  an  "  improve- 
ment in  the  process  of  manufacturing  iron"?  I  confess  my  utter 
inability  to  divine  any  reasonable  answer  to  this  question.  The  im- 
probability of  such  a  willful  misnomer  is  greatly  enhanced  by  the 
conceded  and  well-known  fact  that  a  new  or  improved  process  is 
patentable,  no  less  than  a  new  or  improved  machine.  Process  or 
method,  which  in  the  Patent  Law  are  said  to  be  synonymous,  are 
among  the  few  words  in  familiar  use,  machine  being  another  of  these 
words,  expressive  of  the  few  proper  subjects  of  a  patent;  so  that  to 
hold  this  to  be  a  patent  for  a  machine,  is  to  impute  to  the  patentee 
the  absurdity  not  only  of  omitting  to  call  his  invention  by  its  proper 
name,  but  of  substituting  at  the  outset  another  name  of  well-known 
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signification  in  law,  expressly  appropriated  to  another  and  widely 
different  subject  of  a  patent. 

But  the  specifications  contain  other  expressions  which  are  in  strict 
accordance  with  the  language  already  quoted,  and  require  the  same 
interpretation.  After  particularly  and  clearly  describing  the  process 
in  question,  and  the  means  by  which  it  is  accomplished,  the  patentee 
proceeds  as  follows:  "It  will  be  readily  perceived  also,  by  the  skill  ml 
machinist,  that  the  principle  upon  which  I  proceed  may  be  carried  out 
under  various  modifications,  of  which  I  have  given  two  examples;  and 
these  might  be  easily  multiplied,  but  this  is  not  necessary,  as  I  believe 
that  those  which  have  been  given  must  suffice  to  show,  in  the  clear- 
est manner,  the  nature  of  my  invention,  and  point  out  fully  what 
I  desire  to  have  secured  to  me  under  letters  patent  of  the  United 
States."  Does  this  look  like  only  claiming  to  be  the  inventor  of  a 
specific  machine?  On  the  contrary,  the  patentee  refers  to  the  de- 
scriptions he  has  given  of  the  mechanical  contrivances  by  which  his 
process  may  be  carried  on,  as  illustrative  only  of  the  "principle"  on 
which  he  " proceeds";  and,  referring  to  the  two  machines  thus  de- 
scribed, he  adds,  "and  these  might  be  easily  multiplied."  Does  this 
language  import  an  intention  to  limit  his  claim  to  them?  But  an 
equally  decisive  test  of  the  patentee's  claim  remains  yet  to  be  con- 
sidered. His  specification  concludes  with  a  summary.  "In  order  to 
ascertain  the  true  construction  of  the  specification  in  this  respect,  we 
must  look  to  the  summing  up  of  the  invention,  and  the  claim  thereof 
asserted  in  the  specification ;  for  it  is  the  duty  of  the  patentee  to  sum 
up  his  invention  in  clear  and  determined  terms;  and  his  summing 
up  is  conclusive  upon  his  right  and  title."  Wycth  v.  Stone,  1  Story, 
273,  285. 

The  patentee's  summary  is  as  follows:  "Having  thus  fully  made 
known  the  nature  of  my  said  improvement,  and  explained  and  ex-  . 
cmplified  the  manner  in  which  I  construct  the  machinery  for  carry- 
ing the  same  into  operation,  what  I  claim  as  constituting  my  inven- 
tion, and  desire  to  secure  by  letters  patent,  is  the  preparing  of  the 
puddlcra'  balls  as  they  arc  delivered  from  the  puddling  furnace,  or  of 
other  similar  masses  of  iron,  by  causing  them  to  pass  between  a  re- 
volving-cylinder and  a  curved  segmental  trough  adapted  thereto, 
con  tructed  aiid  operating  substantially  in  the  manner  of  that  herein 
described  and  represented  in  figures  2  and  3  of  the  accompanying 
drawings,  or  by  causing  the  said  balls  to  pass  between  vibratory  or 
reciprocating  curved  surfaces,  operating  upon  the  same  principle,  and 
producing  a  like  result  by  analogous  means." 

Xow,  by  his  "improvement,"  mentioned  at  the  commencement  of 
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this  summary,  it  is  indisputable  that  the  patentee  means  his  inven- 
tion ;  and  this  he  describes  as  being  carried  into  operation  by  means 
of  machinery  constructed  for  the  purpose.  With  what  propriety, 
then,  can  it  be  said  that  the  invention  claimed  is  of  the  machinery 
itself ?  "What  I  claim,"  he  adds,  "as  constituting  my  invention,  is 
the  preparing  of  the  puddlers'  balls,"  &c.  Is  the  process  of  preparing 
pnddlers'  balls  a  machine  ?  If  not,  is  it  not  a  flat  contradiction  of 
the  language  of  the  patentee  to  say  that  he  claims  to  be  the  inventor 
of  a  machine,  and  not  of  a  process  ?  And  what  is  there  in  the  other 
parts  of  the  specification  to  neutralize  this  explicit  and  unequivocal 
language  ?  It  is  said  that  the  patentee  describes  anil  has  furnished 
drawings  representing  two  several  machines  used  by  him,  the  one  in 
his  first  essays,  and  the  other  subsequently.  This  is  true ;  and  it  is 
also  true  that  the  two  are  wholly  different,  not  only  in  form,  but  in 
mechanical  construction,  having  in  fact  nothing  in  common,  except 
their  mutual  adaptation  to  a  like  process  and  effect. 

Besides,  the  court  will  please  to  observe  that  the  specification 
claims  no  particular  form  of  apparatus  for  carrying  his  mode  or 
method  of  converting  puddlers*  balls  into  blooms  into -effect.  The 
patent  cannot,  therefore,  be  construed  as  confining  the  invention  to 
the  two  particular  machines  which  he  lias  described  that  would  ac- 
complish that  mode,  method,  or  process.  Curtis  on  Patents,  sees.  80, 
81;  Mwtcr  v.  Wdh%  Webster's  Patent  Cases,  130. 

The  specification  should  be  so  construed  as  to  make  the  claim  co- 
extensive with  the  actual  discovery,  if  the  fair  import  of  the  lan- 
guage used  will  admit  of  it.    Curtis  on  Patents,  sec.  132. 

III.  The  patent  is  not  for  a  principle  merely,  but  for  a  mode, 
method,  or  process,  giving  two  practical  means  for  accomplishing  it 

The  patentee  shows,  by  his  specification,  that  he  had  succeeded  in 
embodying  the  principle,  by  inventing  some  mode  of  carrying  it  into 
effect,  and  thus  converting  it  into  a  process.  "  You  cannot,"  said 
Alderson,  B.,  in  Jtifw  v.  Pratt,  Webster's  Patent  Cases,  146,  "you 
cannot  take  out  a  patent  for  a  principle.  You  may  take  out  a  patent 
for  a  principle  coupled  with  a  mode  of  carrying  the  principle  into 
effect.  If  you  have  done  that,  you  are  entitled  to  protect  yourself 
from  all  other  modes  of  carrying  the  same  principle  into  effect,  that 
being  treated  by  the  jury  as  a  piracy  of  your  original  invention." 

"A  mere  principle,"  says  Mr.  Curtis,  "is  an  abstract  discovery; 
but  a  principle  so  far  embodied  and  connected  with  corporeal  sub- 
stances as  to  be  in  a  condition  to  act  and  produce  effects  in  any  art. 
trade,  mystery,  or  manual  occupation,  becomes  the  practical  manner 
of  doing  a  practical  thing.    It  is  no  longer  a  principle,  but  a  pro- 
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cess."  Curtis  on  Patents,  sec.  72;  see,  also,  sees.  77,  78,  and  notes, 
pp.  59,  66. 

With  the  requirements  of  the  law  in  this  respect,  the  patentee  has 
complied  in  a  manner  perfectly  unexceptionable,  and  perfectly  con- 
sistent with  the  construction  of  his  patent  insisted  on  by  the  plaintiff. 
There  is  not,  in  the  specification,  a  single  expression  indicative  of  an 
intention  to  limit  his  claim,  as  an  inventor,  to  one  or  both  of  the  ma- 
chines described  by  him ;  while,  on  the  contrary,  the  language  plainly 
infers  a  fixed  purpose  to  guard  against  such  an  interpretation.  Cur- 
tis on  Patents,  sec.  148,  and  note  1. 

TV.  If  this  construction  of  the  patent  is  correct,  it  necessarily  fol- 
lows that  the  pateut  protects  the  patentee  from  all  other  modes,  of 
carrying  the  same  mode,  process,  or  method  into  effect,  which  is  in 
substance  and  effect  the  principle  held  by  the  judge  in  the  last  clause 
of  his  first  instruction  to  the  jury.  Jupe  v.  Pratt-,  "Webs.  Pat.  Cases, 
146 ;  Curtis  on  Patents,  sec.  148,  and  note  1. 

Third.  The  rejection  of  the  evidence  offered  on  page  84  of  the 
record  constitutes  no  ground  of  error. 

I.  The  decision,  if  wrong,  was  cured  by  the  evidence  of  the  same 
facts  afterwards  elicited  from  the  witnesses. 

TT.  If  the  construction  of  the  patent  contended  for  by  plaintiff  be- 
low, and  held  by  the  court,  is  correct,  the  testimony  was  properly 
excluded.  Jupe  v.  Pratt,  Webs.  Pat.  Cases,  146,  supra;  Curtis  on 
Patents,  sec.  148,  and  note  1. 

Fourth.  The  decision  excluding  the  evidence  of  Winslow's  pat- 
ents was  clearly  right. 

If  the  machine  used  by  defendant  was  an  infringement  of  plain- 
tiff's patent,  the  fact  that  Winslow  had  obtained  a  patent  for  it  would 
be  no  defense ;  aud  if  it  was  not  an  infringement  of  plaintiff's  pat- 
ent, it  was  not  material  in  this  suit  whether  it  had  or  had  not  been 
patented. 

Fifth.  In  the  argument  in  the  court  below,  on  the  motion  for  a  new 
trial  on  this  bill  of  exceptions,  the  counsel  for  the  defendants  objected 
that  there  was  a  variance  between  the  declaration  and  the  patent  given 
in  evidence,  unless  the  court  held  the  patent  was  for  a  particular  ma- 
chine  or  machines.  That  objection  was,  however,  justly  und  legally 
disregarded  by  both  members  of  the  court  in  their  decision  of  the 
motion. 

The  objection  is  technical ;  and  it  is  entirely  settled  by  the  practice 
of  the  State  of  New  York  that  such  objection  cannot  avail  the  party, 
unless  taken  when  the  evidence  is  offered. 

No  such  objection  was  taken  on  the  trial  of  this  cause,  nor  was  thcr? 
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any  decision  of  the  court,  or  any  exception  on  any  such  question,  raised 
on  the  trial.    Watson's  Executors  v.  McLarien,  19  Wend.,  563. 

Many  other  authorities  might  he  cited,  hut  it  is  unnecessary.  The 
member  of  this  court  from  the  State  of  New  York  knows  this  to  he 
the  rule,  and  both  the  judges  of  the  court  below  disregarded  the  ob- 
jection. 

Besides,  if  the  objection  had  been  made  at  the  trial  that  the  patent 
given  in  evidence  varied  from  that  described  in  the  declaration,  the 
court  would  have  directed  the  declaration  to  be  amended,  by  substitut- 
ing the  word  process  in  the  place  of  machine.  The  defendants  could 
not  have  been  misled  or  prejudiced  by  such  inaccuracy  of  description. 
2d  Revised  Statutes  of  New  York,  3d  ed.,  p.  504,  sec.  98,  p.  520,  sec. 
7,  subdivision  14,  and  sec.  8 ;  2d  Revised  Statutes  of  New  York,  4th 
ed.,  p.  510,  sees.  1G9, 170. 

Sixth.  No  question  as  to  the  novelty  of  the  invention  for  which  this 
patent  was  issued  is  presented  by  the  record  in  this  cause,  except  that 
contained  in  the  second  instruction  of  the  judge  to  the  jury.  That  in- 
struction was  right  in  point  of  law,  and  the  jury  found  the  fact  with 
the  plaintiff  below  (defendant  in  error). 

Mr.  Justice  Grikr  delivered  the  opinion  of  the  court. 

Peter  A.  Burden,  who  is  assignee  of  a  patent  granted  to  Henry 
Burden,  brought  this  suit  against  the  plaintiffs  in  error  for  infringe- 
ment of  his  patent.  The  declaration  avers  that  Henry  Burden  was 
"  the  first  inventor  of  a  new  and  useful  machine  for  rolling  puddle 
balls,"  for  which  a  patent  was  granted  to  him  in  1840,  and  that  the 
defendants,  Corning  and  Winslow,  "  made,  used,  &c,  this  said  new 
and  useful  machine,  in  violation  and  infringement  of  the  exclusive 
right  so  secured  to  plaintiffs." 

The  defendants  below,  under  plea  of  the  general  issue,  gave  notice 
that  they  would  prove,  on  the  trial,  that  Henry  Burden  was  not  the 
first  and  original  inventor  of  the  supposed  new  and  useful  machine  for 
rolling  puddle  balls,"  &c. ;  that  the  machine  of  the  plaintiff,  and  the 
principle  of  its  operation,  was  not  new,  and  that  the  common  and 
well-known  machines  called  nobbling-rolls,  which  were  in  use  long 
before  the  application  of  Burden  for  a  patent,  embraced  the  same  in- 
vention and  improvements  used  for  substantially  the  same  purpose; 
and  after  setting  forth  many  other  matters  to  be  given  in  evidence, 
affecting  the  novelty  of  plaintiff's  machine,  the  notice  denies  that  the 
machine  used  by  the  defendants  was  an  infringement  of  that  patented 
by  plaintiff,  and  avers  that  the  machine  used  by  them  was  described 
in  a  patent  issued  to  the  defendant  Winslow,  in  December,  1847, 
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"  for  rolling  and  compressing  puddlers'  balls,"  differing  in  principle 
and  mode  of  operation  from  that  described  in  the  plaintiff's  patent. 

To  supi>ort  tbe  issue  in  his  behalf,  the  plaintiff  gave  in  evidence  a 
patent  to  Henry  Burden,  dated  10th  of  December,  1840,  for  "a  new 
and  useful  machine  for  rolling  puddlers'  balls  and  other  masses  ot 
iron,  in  the  manufacture  of  iron,"  and  followed  it  by  testimony  tend- 
ing to  show  the  novelty  aud  utility  of  his  machine,  and  that  the  ma- 
chine used  by  the  defendants  was  constructed  on  the  same  principles, 
and  there  rested  his  case. 

The  defendants  then  offered  to  read  in  evidence  the  patent  of  Wins- 
low  for  his  "  new  and  useful  improvement  in  rolling  aud  compressing 
puddlers'  balls."  The  plaintiff  objected  to  this  evidence  as  irrele- 
vant, and  the  court  sustained  the  objection  and  overruled  the  evi- 
dence. This  ruling  of  the  court  forms  the  subject  of  defendant's  first 
bill  of  exceptions. 

The  defendants  then  proceeded  to  introduce  testimony  tending  to 
show  want  of  originality  in  the  plaintiff's  machine ;  and,  also,  that 
the  principle  and  mode  of  operation  of  the  defendants'  machine  was 
different  from  that  described  in  the  plaintiff's  patent ;  and  finally 
called  a  witness  named  Hibbard.  This  witness  gave  a  history  of  the 
various  processes  and  machines  used  in  the  art  of  eonverting  cast  iron 
into  blooms  or  malleable  iron.  He  spoke  of  the  processes  of  puddling, 
shingling,  and  rolling,  and  attempted  to  define  the  difference  between 
a  process  and  a  machine.  The  introduction  of  this  philological  dis- 
cussion seems  at  once  to  have  changed  the  whole  course  of  investiga- 
tion, to  the  entire  neglect  of  the  allegations  of  the  declaration  aud  of 
the  issues  set  forth  in  the  pleadings,  in  support  of  which  all  the  pre- 
vious testimony  had  been  submitted  to  the  jury.  The  defendants' 
counsel  then  proposed  the  following  question  to  the  witness :  "  Do 
you  consider  the  invention  of  Mr.  Burden,  as  set  forth  in  his  specifi- 
cation, to  be  for  a  process  or  a  machine  ? "  This  question  was  objected 
to,  overruled  by  the  court,  and  a  bill  of  exceptions  sealed. 

The  counsel  for  the  defendants  then  offered  to  prove,  by  this  wit- 
ness, "  that  the  practical  manner  of  giving  effect  to  the  principle  em- 
bodied in  the  machine  used  by  the  defendants,  was  entirely  different 
from  the  practical  manner  of  giving  effect  to  the  principle  embodied 
in  Mr.  Burden's  machine ;  that  the  principles  of  the  two  machines, 
as  well  as  the  practical  manner  of  carrying  out  those  principles,  were 
different ;  and  that  the  machine  used  by  the  defendants  produced,  by 
its  action  on  the  iron,  a  different  mechanical  result,  on  a  different  me- 
chanical principle,  from  that  produced  in  Mr.  Burden's  machine." 
To  the  introduction  of  this  testimony  the  plaintiff's  counsel  objected, 
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and  it  was  overruled  by  the  court,  and,  at  the  defendants'  instance, 
a  bill  of  exceptions  sealed. 

The  defendants'  counsel  then  proposed  to  prove  "  that  the  machine 
used  by  the  defendants  differed  in  point  of  mechanical  structure  and 
mechanical  action  from  the  machines  described  in  the  plaintiff's  spe- 
cification.". This  testimony  was  also  overruled,  and  exceptions  taken. 

After  some  further  examination  of  witnesses,  the  learned  judge  an- 
nounced his  intention  of  instructing  the  jury  in  the  three  following 
propositions,  upon  which  the  defendants'  counsel  declined  to  give 
further  testimony,  and  excepted  to  his  instructions: 

"  1.  The  letters  patent  to  Henry  Burden,  which  have  been  given  in 
evidence  by  the  plaintiff,  are  for  a  new  process,  mode,  or  method  of 
converting  puddlcrs'  balls  into  blooms,  by  continuous  pressure  and 
rotation  of  the  ball  between  converging  surfaces,  thereby  dispensing 
with  the  hammer,  alligator-jaws,  and  rollers,  accompanied  with  man- 
ual labor,  previously  in  use  to  accomplish  the  same  purpose ;  and  the 
said  letters  patent  secure  to  the  patentee  the  exclusive  right  to  con- 
struct, use,  and  vend  any  machine  adapted  to  accomplish  the  objects 
of  his  invention  as  above  specified,  by  the  process,  mode,  or  method 
above  mentioned." 

"2.  The  machines  for  milling  buttons,  milling  coin,  and  rolling 
shot,  which  have  been  given  in  evidence  by  the  defendants,  do  not 
show  a  want  of  novelty  in  the  invention  of  the  said  patentee,  as  al- 
ready described,  if  the  processes  used  in  them,  the  purposes  for  which 
they  were  used,  and  the  objects  accomplished  by  them  were  substan- 
tially different  from  those  of  the  said  letters  patent." 

"3.  That  the  machine  used  by  the  defendants  is  an  infringement 

w  CT 

of  the  said  letters  patent,  if  it  converts  puddlers'  balls  into  blooms 
by  the  continuous  pressure  and  rotation  of  the  balls  between  converg- 
ing surfaces,  although  its  mechanical  construction  and  action  may 
be  different  from  those  of  the  machines  described  in  the  said  letters 
patent." 

As  the  first  instruction  of  the  court  contains  the  most  important 
point  in  the  case,  and  a  decision  of  it  will  dispose  of  most  of  the 
others,  we  shall  consider  it  first  in  order. 

Is  the  plaintiff's  patent  for  a  process  or  a  machine  ? 

A  process,  co  nomine,  is  not  made  the  subject  of  a  patent  in  our  act 
of  Congress.  It  is  included  under  the  general  term  "  useful  art." 
An  art  may  require  one  or  more  processes  or  machines  in  order  to 
produce  a  certain  result  or  manufacture.  The  term  machine  includes 
every  mechanical  device  or  combination  of  mechanical  powers  and 
devices  to  perform  some  function  and  produce  a  certain  effect  or  re- 


Digitized  by  Google 


Dee.  1853.] 


Corning  v.  Burden. 


883 


Opinion  of  tho  court. 

suit.  But  where  the  result  or  effect  is  produced  by  chemical  action, 
by  the  operation  or  application  of  Bomo  element  or  power  of  nature, 
or  of  one  substance  to  another,  such  modes,  methods,  or  operations 
are  called  processes.  A  new  process  is  usually  the  result  of  discov- 
ery; a  machine,  of  invention.  The  arts  of  tanning,  dyeing,  making 
water-proof  cloth,  vulcanizing  India-rubber,  smelting  ores,  and  num- 
erous others,  are  usually  carried  on  by  processes,  as  distinguished  from 
maehines.  One  may  discover  a  new  and  useful  improvement  in  the 
process  of  tanning,  dyeing,  &c,  irrespective  of  any  particular  form  of 
machinery  or  mechanical  device  ;  and  another  may  invent  a  labor- 
saving  machine,  by  which  this  operation  or  process  may  be  perform- 
ed, and  each  may  be  entitled  to  his  patent.  As,  for  instance,  A  has 
discovered  that  by  exposing  India-rubber  to  a  certain  degree  of  heat, 
in  mixture  or  connection  with  certain  metallic  salts,  he  can  produce 
a  valuable  product  or  manufacture.  lie  is  entitled  to  a  patent  for 
his  discovery,  as  a  process  or  improvement  in  the  art,  irrespective  of 
any  machine  or  mechanical  device.  B,  on  the  contrary,  may  invent 
a  new  furnace,  or  stove,  or  steam  apparatus,  by  which  this  process 
may  be  carried  on  with  much  saving  of  labor  and  expense  of  fuel, 
and  he  will  be  entitled  to  a  patent  for  his  machine,  as  an  improve- 
ment in  the  art.  Yet  A  could  not  have  a  patent  for  a  machine,  or  B 
for  a  process;  but  each  would  have  a  patent  for  the  means  or  method 
of  producing  a  certain  result  or  effect,  and  not  for  the  result  or  effect 
produced.  It  is  for  the  discovery  or  invention  of  some  practicable 
method  or  means  of  producing  a  beneficial  result  or  effect  that  a  pat- 
ent is  granted,  and  not  for  the  result  or  effect  itself.  Tt  is  when  the 
term  process  is  used  to  represent  the  means  or  method  of  producing 
a  result,  that  it  is  patentable,  and  it  will  include  all  methods  or  means 
which  are  not  effected  by  mechanism  or  mechanical  combinations. 

But  the  term  process  is  often  used  in  a  more  vague  sense,  in  which 
it  cannot  be  the  subject  of  a  patent.  Thus  we  say,  that  a  board  is 
undergoing  the  process  of  being  planed,  grain  of  being  ground,  iron 
of  being  hammered  or  rolled.  Here  the  term  is  used  subjectively 
<»r  passively,  as  applied  to  the  material  operated  on,  and  not  to  the 
method  or  mode  of  producing  that  operation,  which  is  by  mechan- 
ical means,  or  the  use  of  a  machine,  as  distinguished  from  a  process. 

In  this  use  of  tho  term  it  represents  the  function  of  a  machine,  or 
the  effect  produced  by  it  on  the  material  subjected  to  the  action  of 
the  machine.  But  it  is  well  settled  that  a  man  cannot  have  a  patent 
for  the  function  or  abstract  effect  of  a  machine,  but  only  for  the  ma- 
chine which  produces  it. 

It  is  by  not  distinguishing  between  the  primary  and  secondary 


884  Corning  r.  Burden. 


[Sup.  ct. 


Opinion  of  the  court. 

sense  of  the  term  "process"  that  the  learned  judge  below  appears  to 
have  fallen  into  an  error.  It  is  clear  that  Burden  does  not  pretend  to 
have  discovered  any  new  process  by  which  cast  iron  is  converted 
into  malleable  iron  ;  but  a  new  machine  or  combination  of  mechan- 
ical devices,  by  which  the  slag  or  impurities  of  the  cast  iron  may  be 
expelled  or  pressed  out  of  the  metal  when  reduced  to  the  shape  of 
puddlers'  balls.  The  machines  used  before  to  effect  this  compression 
were  tilt-hammers  and  alligator-jaws,  acting  by  percussion  and  press- 
ure, and  by  nobbling-rolls  with  eccentric  grooves,  which  compressed 
the  metal  by  use  of  the  inclined  plane,  in  the  shape  of  a  eyclovolote 
or  snail-cam.  In  subjecting  the  metal  to  this  operation,  by  the  ac- 
tion of  these  machines,  more  time  and  manual  labor  is  required  than 
when  the  same  function  is  performed  by  the  machine  of  Burden.  It 
saved  labor,  and  thus  produced  the  result  in  a  cheaper,  if  not  a  bet- 
ter, manner,  and  was  therefore  the  proper  subject  of  a  patent. 

In  either  case  the  iron  may  be  said,  in  the  secondary  sense  of  the 
term,  to  undergo  a  process,  in  order  to  change  its  qualities,  by  press- 
ing out  its  impurities;  but  the  agent  which  effects  the  pressure  is  a 
machine  or  combination  of  mechanical  devices. 

The  patent  of  Burden  alleges  no  discovery  of  a  new  process,  but 
only  that  be  has  invented  a  machine,  and  therefore  correctly  states 
the  nature  of  his  invention. 

The  Patent  Law  requires  that  "  every  patent  shall  contain  a  short 
description  or  title  of  the  invention  or  discovery,  indicating  its  nature 
ami  design,"  &c.  The  patent  in  question  recites,  that  "Whereas 
Henry  Burden,  of  Troy,  New  York,  has  alleged  that  he  has  invented 
a  new  and  useful  machine  for  rolling  puddle  balls,  or  other  masses  of 
iron,  in  the  manufacture  of  iron,  which  he  states  has  not  been  known 
or  used  before  his  application;  has  made  oath  that  he  is  a  citizen  of 
the  United  States;  that  he  does  verily  believe  that  he  is  the  original 
and  first  inventor  or  discoverer  of  the  said  machine,"  &c. 

The  specification  declares  that  his  improvement  consists  in  "  the 
employment  of  a  new  and  useful  machine  for  rolling  of  puddlers' 
balls";  again,  he  calls  it  "my  rolling-machine,"  and  describes  his 
"  machine  as  consisting  of  a  cast-iron  cylinder,"  &c.  In  fine,  his 
specification  sets  forth  the  "  particulars  "  of  his  invention,  in  exact 
accordance  with  its4itle  in  the  patent,  and  in  clear,  distinct,  unequiv- 
ocal, and  proper  phraseology. 

It  is  true  that  the  patentee,  after  describing  his  machine,  has  set 
forth  his  claim  in  rather  ambiguous  and  equivocal  terms,  which 
might  l»c  construed  to  mean  either  a  process  or  machine.  In  such 
case,  the  construction  should  be  that  which  is  most  favorable  to  the 
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patentee,  "ut  re*  ni/if/U  valeat  qwnn  jwreat"  His  patent  having  a  title 
which  claims  a  machine,  and  his  specification  describing  a  machine, 
to  eonstrae  his  claim  as  tor  the  function,  effect,  or  result  of  his 
machine,  would  certainly  endanger,  if  not  destroy,  its  validity.  I  lis 
claim  cannot  change  or  nullify  his  previous  specification  with  safety 
to  his  patent,  lie  cannot  describe  a  machine  which  will  perform  a 
certain  function,  and  then  claim  the  function  itself,  and  all  other 
machines  that  may  be  invented  to  perform  the  same  function. 

We  are  of  opinion,  therefore,  that  the  learned  judge  of  the  court 
below  erred  in  the  construction  of  the  patent,  and  in  his  first  propo- 
sition or  instruction  to  the  jury ;  and  as  the  second  and  third  instruc- 
tions arc  based  on  the  first,  they  must  fall  with  it.  Taking  the  bills 
of  exception  to  rejection  of  evidence  in  the  inverse  order,  it  is  clear 
that  the  hist  two  rulings,  being  founded  on  the  erroneous  construc- 
tion of  the  patent,  are,  of  course,  erroneous.  The  testimony  offered 
was  directly  relevant  to  the  issues  trying,  and  should  have  been  re- 
ceived. 

The  refusal  of  the  court  to  hear  the  opinion  of  experts,  as  to  the 
construction  of  the  patent,  was  proper.  Experts  may  be  examined 
as  to  the  meaning  of  terms  of  art,  on  the  principle  of  "caique  in  sua 
arte  credendum"  but  not  its  to  the  construction  of  written  instru- 
ments. 

It  remains  only  to  notice  the  first  bill  of  exceptions,  which  was  to 
the  rejection  of  the  defendants1  patent. 

Thia  is  a  question  on  which  there  may  be  some  difference  of  opin- 
ion. In  some  circuits,  it  has  been  the  practice,  when  the  defendant 
lias  a  patent  for  his  invention,  to  read  it  to  the  jury  without  objec- 
tion. In  others,  it  is  not  received,  on  the  ground  that  it  is  irrel- 
evant to  the  issue,  which  is  a  contest  between  the  machine  of  the 
defendant  find  the  patent  of  the  plaintiff,  and  that  a  posterior  patent 
could  not  justify  an  infringement  of  a  prior  one  for  the  same  inven- 
tion. 

By  the  Patent  Act  of  1703,  any  person  desirous  of  obtaining  a 
patent  for  an  alleged  invention,  made  application  to  the  Secretary 
of  State,  and  received  his  patent  on  payment  of  the  fees,  and  on  a 
certificate  of  the  Attorney-General  that  his  application  "was  con- 
formable to  the  act."  Xo  examination  was  made  by  persons  qualified 
to  judge  whether  the  alleged  invention  was  new  or  useful,  or  had 
been  patented  before.  That  rested  wholly  on  the  oath  of  the  appli- 
cant. The  Patent  Act  of  1700  had  made  a  patent  prima*  facie  evi- 
dence; but  this  act  was  repealed  by  that  of  1703,  and  this  provision 
was  not  ree'nactcd  in  it.    Hence  a  patent  was  not  received  in  courts 
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of  justice  as  even  prim/2  facie  evidence  that  the  invention  patented 
was  new  or  useful ;  and  the  plaintiff  was  bound  to  prove  these  facts, 
in  order  to  make  out  his  case.  But  the  act  of  4th  of  July,  1836,  in- 
troduced a  new  system  and  an  entire  change  in  the  mode  of  granting 
patents.  It  provided  for  a  new  officer,  styled  a  Commissioner  of 
Patents,  to  "  superintend,  execute,  and  perform  all  acts  and  things 
touching  and  respecting  the  granting  and  issuing  of  patents,"  &c. 
The  Commissioner  was  authorized  to  appoint  a  chief  clerk  and  three 
examining  clerks,  machinist,  and  other  officers. 

On  the  filing  of  an  application,  the  Commissioner  is  required  to 
make,  or  cause  to  he  made,  an  examination  of  the  alleged  invention, 
in  order  to  ascertain  whether  the  same  had  been  invented  or  discov- 
ered by  any  other  person  in  this  country  prior  to  the  application,  or 
whether  it  had  been  patented  in  this  or  any  foreign  country,  or  had 
been  on  public  use  or  sale,  with  the  applicant's  consent,  prior  to  his 
application  ;  and  if  the  Commissioner  shall  find  that  the  invention 
is  new  and  useful,  or  important,  he  is  authorized  to  grant  a  patent  for 
the  same.  In  case  the  decision  of  the  Commissioner  and  his  exam- 
iner is  against  the  applicant,  and  he  shall  persist  in  his  claim,  he  may 
have  an  appeal  to  a  board  of  examiners,  to  consist  of  three  persons 
appointed  for  that  purpose  by  the  Secretary  of  State,  who,  after  a 
hearing,  may  reverse  the  decision  of  the  Commissioner,  in  whole  or 
in  part.  By  the  act  of  1830,  the  Chief  Justice  of  the  District  of 
Columbia  was  substituted  to  the  board  of  examiners. 

It  is  evident  that  a  patent  thus  issued,  after  an  inquisition  or  ex- 
amination made  by  skillful  and  sworn  public  officers,  appointed  for 
the  purpose  of  protecting  the  public  against  false  claims  or  useless 
inventions,  is  entitled  to  much  more  respect,  as  evidence  of  novelty 
and  utilitv,  than  those  formerly  issued  without  any  such  investitra- 
tion.  Consequently,  such  a  patent  may  be,  and  generally  is,  received 
as  primd  facie  evidence  of  the  truth  of  the  facts  asserted  in  it.  And 
in  cases  whore  the  evidence  is  nicely  balanced,  it  may  have  weight 
with  a  jury  in  making  up  their  decision  as  to  the  plaintiff's  right ; 
and  if  so,  it  is  not  easy  to  perceive  why  the  defendant  who  uses  a 
patented  machine  should  not  have  the  benefit  of  a  like  presumption 
in  his  favor,  arising  from  a  like  investigation  of  the  originality  of  his 
invention,  and  the  judgment  of  the  public  officers  that  his  machine 
is  new,  and  not  an  infringement  of  the  patent  previously  granted  to 
the  plaintiff.  It  shows,  at  least,  that  the  defendant  has  acted  in  good 
faith,  and  is  not  a  wanton  infringer  of  the  plaintiff's  rights,  and  ought 
not  therefore  to  be  subjected  to  the  same  stringent  and  harsh  rule  of 
damages  which  might  be  justly  inflicted  on  a  mere  pirate.    It  is 
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true,  tlie  mere  question  of  originality  or  infringement  generally  turns 
on  the  testimony  of  the  witnesses  produced  on  the  trial ;  but  if  the 
plaintiff's  patent  in  a  doubtful  case  may  have  some  weight  in  turn- 
ing the  scale  in  his  favor,  it  is  but  just  that  the  defendant  should 
have  the  same  benefit  from  his:  vuleat  qwintum  valeat.  The  parties 
should  contend  on  an  equal  field,  and  be  allowed  to  use  the  same 
weapons. 

AVe  are  of  opinion,  therefore,  that  the  court  erred  in  refusing  to 
permit  the  defendant's  patent  to  be  read  to  the  jury. 

The  judgment  of  the  Circuit  Court  is,  therefore,  reversed,  and  a 

venire  de  novo  awarded. 

Order.  This  cause  came  on  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  Northern 
District  of  New  York,  and  was  argued  by  counsel ;  on  considera- 
tion whereof,  it  is  now  here  ordered  and  adjudged  by  this  court,  that 
the  judgment  of  the  said  Circuit  Court  in  this  cause  be,  and  the 
same  is  hereby,  reversed  with  costs;  and  that  this  cause  be,  and  the 
same  is  hereby,  remanded  to  the  said  Circuit  Court,  with  directions 
to  award  a  venire  facias  de  novo. 


Ross  Winans,  plaintiff  in  error,  v.  Edward,  Adam,  and  Talbot 

Denmead. 

(15  Howard,  330.) 

1.  A  patent  was  taken  out  for  making  the  body  of  a  burden  railroad-car  of  sheet 

iron,  the  upper  part  being  cylindrical,  and  the  lower  part  in  the  form  of  a 
frustum  of  a  cone,  the  under  edge  of  which  has  a  flange  secured  upon  it,  to 
which  flange  a  movable  bottom  is  attached. 

2.  The  claim  was  this:  "What  I  claim  as  my  invention,  and  desire  to  secure  by 

letters  patent,  h  making  the  body  of  a  car  for  the  transportation  of  coal,  Ac., 
In  the  form  of  a  frustum  of  a  cone,  substantially  as  herein  described,  whereby 
the  force  exerted  by  the  weight  of  the  load  presses  equally  in  all  directions, 
and  does  not  tend  to  change  the  form  thereof,  so  that  every  part  resists  its 
equal  proportion,  and  by  which  also  the  lower  part  is  so  reduced  us  to  pass 
down  within  the  truck-frame  and  between  the  axles,  to  lower  the  center  of 
gravity  of  the  load  without  diminishing  the  ca|>acity  of  the  car,  as  described. 
I  also  claim  extending  the  body  of  the  car  below  the  connecting  pieces  of  the 
truck-frame  and  the  line  of  draught,  by  passing  the  connecting-bars  of  the 
truck-frame  and  the  dranght-bar  through  the  body  of  the  car,  substantially 
as  described." 

3.  This  i>atent  was  not  for  merely  changing  the  form  of  a  machine,  qiit  by 

means  of  such  change  to  introduce  and  employ  other  mechanical  principles 
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or  natural  powers,  or  n  new  mode  of  operation,  and  thus  attain  a  new  sod 
useful  result. 

4.  Hence,  where,  in  a  suit  brought  by  the  patentee  against  persons  who  had  coo- 
Strutted  octagonal  and  pyramidal  cars,  the  district  judge  ruled  that  the  patent 
was  good  for  conical  bodies,  but  not  for  rectilinear  bodies,  this  ruling  wa« 
erroneous. 

."».  The  structure,  the  mode  of  operation,  and  the  result  attained  were  the  same  in 
both,  and  the  specification  claimed  in  the  patent  covered  the  rectilinear  car*. 
With  this  explanation  of  the  patent,  it  should  have  been  left  to  the  jury  to 
decide  the  question  of  infringement  as  a  question  of  fact. 

Tnis  case  was  brought  up  by  writ  of  error  from  the  Circuit  Court 
of  the  United  States  for  the  District  of  Maryland. 

It  was  an  action  brought  by  Ross  Winans  for  the  infringement  of 
a  patent-right.  The  jury,  tinder  the  instruction  of  the  district  judge, 
the  late  Judge  Glenn,  then  sitting  alone,  found  a  verdict  for  the  de- 
fendants; and  the  plaintiff  brought  the  case  to  this  court  by  a  writ  of 
error. 

The  nature  of  the  case  is  set  forth  in  the  explanatory  statement 
prefixed  to  the  argument  of  the  counsel  for  the  plaintiff  in  error. 

It  was  argued  by  Mr.  Lotrobe,  for  the  plaintiff  in  error,  and  bv 
Mr.  Campbell,  for  the  defendant  in  error. 

Statement  and  Points  of  Plaintiff  in  Error. 

On  the  26th  of  June,  1847,  Ross  Winans,  the  plaintiff  in  error, 
obtained  letters  patent  of  the  United  States  for  a  new  and  useful 
improvement  in  cars  tor  transportation  of  coal,  kc. 

The  occasion  for  the  invention  thus  patented,  and  the  principle  of 
it,  are  well  set  forth  in  the  specification,  thus : 

"The  transportation  of  coal,  and  all  other  heavy  articles  in  lump?, 
has  been  attended  with  great  injury  to  the  cars,  requiring  the  bodies 
to  be  constructed  with  great  strength,  to  resist  the  outward  pressure 
on  the  sides,  as  well  as  the  vertical  pressure  on  the  bottom,  due  not 
only  to  the  weight  of  the  mass,  but  the  mobility  of  the  lumps  among* 
oach  other  tending  to  '  pack,'  as  it  is  technically  termed.  Experi- 
ence has  shown  that  cars  on  the  old  mode  of  construction  cannot  1* 
made  to  carry  a  load  greater  than  their  own  weight;  but  bv  mv  im* 
.provement  1  am  enabled  to  make  cars  of  greater  durability  than 
those  heretofore  made,  which  will  transport  double  their  weight  of 
coal. 

"The  principle  of  my  invention,  by  which  I  am  enabled  to  obtain 
this  important  end,  consists  in  making  the  l)ody,  or  a  portion  thereot. 
conical,  by  which  the  area  of  the  bottom  is  reduced,  and  the  load  ei- 
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ertg  an  equal  strain  on  all  parts,  and  which  does  not  tend  to  change 
the  form,  but  to  exert  an  equal  strain  in  the  direction  of  the  circle; 
at  the  same  time  this  form  presents  the  important  advantage,  by  the 
reduced  size  of  the  lower  part  thereof,  to  extend  down  within  the 
truck  and  between  the  axles,  thereby  lowering  the  center  of  gravity 
of  the  load." 

The  specification  then  gives  a  detailed  description  of  the  mode  of 
constructing  the  cars  in  question,  and  proceeds  thus: 

"What  I  claim  as  my  invention,  and  desire  to  secure  by  letters 
patent,  is  making  the  body  of  a  car  for  the  transportation  of  coal,  kc, 
in  the  form  of  a  frustum  of  a  cone,  substantially  as  herein  described, 
whereby  the  force  exerted  by  the  weight  of  the  load  presses  equally 
in  all  directions,  and  does  not  tend  to  change  the  form  thereof,  so 
that  every  part  resists  its  equal  proportion,  and  by  which  also  the 
lower  part  is  so  reduced  .us  to  pass  down  within  the  truck-frame  and 
between  the  axles,  to  lower  the  center  of  gravity  of  the  load,  without 
diminishing  the  capacity  of  the  car,  as  described." 

And  the  specification  concludes  with  a  claim  for  a  portion  of  the 
construction  not  important  in  this  connection. 

From  the  testimony,  it  appears  that  cars  constructed  by  the  plain- 
tiff, in  accordance  with  the  specification,  while  they  weighed  but 
5,750  pounds  each,  carried  18,550  pounds  of  coal,  making  the  weight 
of  the  load,  in  proportion  to  the  weight  of  the  car,  as  3.3  to  1 ;  that  the 
thickness  of  the  sheet  iron  used  in  the  construction  of  the  bodies  was 
but  three-thirty-seconds  of  an  inch,  and  that  the  dimensions  of  the 
band  around  the  top  were  one-fourth  of  an  inch  by  two  inches;  and  it 
is  further  shown,  in  illustration  of  the  importance  of  the  invention, 
that  the  plaintiff  had  constructed  a  model  car,  which,  weighing  but  two 
and  one-half  tons,  carried,  nevertheless,  nine  and  one-half  tons  of  coal, 
"  in  perfect  safety,  and  satisfactorily,  from  Cumberland  to  Baltimore." 
The  proportion  of  the  weight  of  the  car,  in  this  instance,  to  the  weight 
of  coal  carried  in  it,  was  as  one  to  four,  nearly.  It  appears  further, 
from  the  testimony  generally,  that  the  cars  referred  to  were  used  in  the 
transportation  of  coal  from  the  mines  near  Cumberland  to  Baltimore. 

It  then  appears  that  the  defendants,  4i  in  view  for  a  call  for  cars 
from  the  mining  roads  near  Cumberland,"  in  1849-'50,  required 
their  draftsman,  Cochrane,  to  get  up  a  car  that  would  suit  their  pur- 
poses ;  that  he  went  to  the  Reading  road,  and, M  finding  nothing  there, 
returned  to  Baltimore  and  went  to  the  plaintiff's  shops,  where  he 
saw  a  car  nearly  finished,  which  he  examined  and  measured";  that 
it  first  occurred  to  him  to  make  a  square  car,  but  that,  as  this  would 
interfere  with  the  wheels,  he  made  an  octagonal  one. 
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Another  witness  proves  that  the  iron  used  in  the  car  thus  built  by 
the  defendants  was  of  the  same  thickness  as  that  used  by  the  plain- 
tiff, to  wit.  thrce-thirty-seeonds  of  an  inch,  while  the  band  around  the 
top  was  of  the  same  thickness,  to  wit,  one-fourth  of  an  inch,  and  one 
and  one-half  inches  in  width. 

It  thus  appears  that  a  patent  was  granted  in  1847  to  Ross  "Winans 
for  a  car  for  carrying  coal,  whose  merits  may  be  summed  up  thus: 
that  it  carried  more  coal,  in  proportion  to  its  own  weight,  than  any 
car  previously  in  use,  and  that  the  load,  instead  of  distorting  it,  pre- 
served it  in  shape,  acting  as  a  framing. 

These  eminent  advantages,  which  increased  the  available  power  of 
the  locomotive  engine,  looking  to  revenue  on  coal  as  a  freight,  from 
fifty  to  one  hundred  per  cent.,  were  to  be  attributed  to  the  peculiar 
shape  of  the  car  body,  consisting  of  a  frustum  of  a  cone,  which  per- 
mitted the  use  of  iron  as  thin  as  has  been  described,  lessening  in 
proportion  the  weight  of  the  car,  or  the  weight  the  transportation  of 
which  by  the  locomotive  gave  no  return  in  revenue ;  and  it  appears 
that,  in  view  of  obtaining  the  best  results  from  his  invention,  the 
plaintiff,  in  1849-'50,  at  the  instance  of  the  witness  Pratt,  perfected 
a  model  car  for  certain  mining  roads  near  Cumberland ;  that  this 
model  car  was  examined  and  measured  by  the  defendants'  draftsmau, 
to  aid  him  in  getting  up  coal-cars  for  other  mining  companies,  in 
1840  and  1850  ;  and  subsequently  cars  of  the  same  weight  of  mate- 
rial in  the  bodies,  which  differed  from  the  plaintiff's  in  this  only,  that 
while  the  latter  were  cylindrical  and  conical,  the  others  were  octago- 
nal and  pyramidal,  were  built  by  the  defendants,  to  the  number  of 
twenty-four. 

Believing  that  the  cars  thus  built  by  the  defendants  were  built  in 
palpable  violation  of  his  patent,  the  plaintiff  brought  the  present 
suit. 

It  will  be  seen,  by  examining  the  record,  that  the  main  question 
before  the  jury  was  whether  the  cars  so  built  by  the  defendants  were 
substantially  the  same  in  principle  and  mode  oi  operation  with  the 
ear  described  and  claimed  by  the  plaintiff  in  his  specification,  and 
experts  were  examined  on  both  sides  on  this  point. 

On  the  part  of  the  defendants,  it  was  contended  that  the  cars  of  the 
defendants  were  octagonal  in  shape,  while  the  plaintiff's  were  cylin- 
drical. 

On  the  part  of  the  plaintiff,  it  was  insisted  that  this  was  immate- 
rial, provided  the  octagonal  car  obtained  the  same  useful  results, 
through  the  operation  of  the  same  principles  in  its  construction;  and 
it  was  suggested  that,  if  the  original  construction  of  the  body  in  right 
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lines  saved  the  infringement,  an  hundred-sided  polygon  would  be 
without  the  patent ;  and  also  that,  in  point  of  fact,  even  the  conical 
car  was  oftener  a  polygon  than  a  true  curve,  owing  to  the  character 
of  the  material  from  which  it  was  built ;  and  that  if,  by  accident,  it 
came  from  the  shops  a  true  theoretical  cone,  a  day  or  two's  use  made 
a  polygon  of  it;  and  that  the  immediate  tendency  of  the  load  of 
coal,  when  put  into  an  octagon  car,  was  to  bulge  out  its  size  and 
convert  it  into  a  conical  one ;  all  of  which  was  urged  for  the  purpose 
of  showing  that  the  question  was  necessarily  a  question  as  to  whether 
the  change  of  form  was  colorable  or  substantial, — a  question  of  fact 
which  it  belonged  to  the  jury  to  determine. 

It  is  not  necessary,  in  this  statement,  and  in  view  of  the  questions 
arising  on  this  appeal,  to  go  into  evidence  in  regard  to  the  merely 
colorable  difference  of  construction  in  detail.  All  the  witnesses  on 
both  sides  proved  that  the  advantages  which  Winans  proposed  to 
obtain  were  substantially  obtained  in  the  defendants'  cars,  the  plain- 
tiff's witnesses  swearing  to  the  fact  directly,  and  the  defendants'  wit- 
nesses admitting  it  on  cross-examination:  and  the  only  testimony 
quoted  now  is  that  of  the  defendants'  own  and  leading  witness  : 

That  the  advantage  of  a  reduced  bottom  of  the  car  was  ob- 
tained,  whether  the  car  was  conical  or  octagonal ;  that  the  strength- 
ening of  the  bottom,  due  to  the  adoption  of  the  conical  form,  w;is  the 
same  when  the  octagonal  form  was  adopted  or  the  circular;  that  the 
circular  form  was  the  best  to  resist  the  pressure,  as,  for  instance,  in  a 
steam-boiler,  and  an  octagonal  one  better  than  the  square  form; 
that  the  octagonal  car  was  not  better  than  the  conical  car;  that  for 
practical  purposes  one  was  as  good  as  the  other ;  that  a  polygon  ol 
many  sides  would  be  equivalent  to  a  circle;  that  the  octagon  car, 
practically,  was  as  good  as  the  conical  one ;  and  that,  substantially, 
witness  saw  no  difference  between  the  two." 

The  testimony  must,  indeed,  be  all  one  way,  where  the  plaintiff'  is 
willing  to  rest  his  case  on  the  defendants'  own  showing. 

In  the  view  of  the#plaintiff  below,  there  were  two  questions :  the 
first  for  the  court,  being  the  construction  of  the  patent ;  the  second 
for  the  jury,  being  the  substantial  or  only  colorable  difference  be- 
tween the  cars  in  principle  and  mode  of  operation. 

The  plaintiff  prayed  the  Circuit  Court  (his  honor,  the  late  Judge 
Glenn,  sitting  alone)  accordingly. 

In  fiaming  the  prayer  for  the  court's  construction  of  the  specifica- 
tion, the  language  of  the  specification  was  adopted  in  describing  the 
object  of  the  invention  ;  and  the  court  were  asked  to  say  to  the  jury, 
"  that  what  they  had  to  look  at  was  not  simply  whether,  in  form  and 
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circumstances,  which  may  be  more  or  less  immaterial,  that  which 
had  been  done  by  the  defendants  varied  from  the  specification  of  the 
plaintiti's  patent,  but  to  see  whether,  in  substance  and  effect,  the  de- 
fendants, having  the  same  object  in  view  as  that  set  forth  in  the 
plaintiff's  specification,  had,  since  the  date  thereof,  constructed  cars 
which,  substantially,  on  the  same  principle  and  on  the  same  mode  of 
operation,  accomplished  the  same  result."  And  to  give  more  cer- 
tainty to  the  prayer,  the  plaintiff  added  the  instruction  as  prayed  for 
by  him,  "that  to  entitle  the  plaintiff  to  a  verdict,  it  was  not  necessary 
that  the  body  of  the  defendants'  cars  should  be  conical,  in  the  exact 
definition  of  the  term,  provided  the  jury  should  believe  that  the  form 
adopted  by  the  defendants  accomplished  the  same  result,  substan- 
tially, with  that  in  view  of  the  plaintiff,  and  upon  substantially  the 
same  principle  and  in  the  same  mode  of  operation." 

The  language  of  the  first  part  of  the  prayer  here  quoted  was  taken 
rcrfvittm,  nearly,  from  the  charge  of  Sir  X.  C.  Tindall  to  the  jury  in 
the  case  of  Walton  v.  Potter  $  Horsfall,  Webster's  Patent  Cases,  587. 

This  was  a  ca*e  where  the  plaintiff's  patent  was  for  the  substitution 
of  sheets  of  India-rubber  for  leather  for  the  insertion  of  the  teeth,  in  the 
manufacture  of  cards  for  carding  wool ;  and  the  infringement  lay  in 
the  use  of  cloth  saturated  with  a  solution  of  India-rubber  for  the  same 
purpose;  and  the  court,  after  determining  the  construction  of  the 
specification,  gave  substantially  the  same  instruction  that  the  plaintiff 
prayed  for  here.  It  is  in  this  case  that  C.  J.  Tindall  says:  "That  if 
a  man  has,  by  dint  of  his  own  genius  and  discovery,  after  a  patent 
has  been  obtained,  been  able  to  give  the  public,  without  reference  to 
the  former  one,  or  borrowing  from  the  former  one,  a  new  and  supe- 
rior mode  of  arriving  at  the  same  eud,  there  can  be  no  objection  to 
his  taking  out  a  patent  for  that  purpose.  But  he  has  no  right  what- 
ever to  take,  if  I  may  so  say,  a  leaf  out  of  his  neighbor's  book,"  &c. 

It  would  be  hard,  indeed,  to  find  a  case  where  the  court's  decision, 
applied  to  the  facts  in  this  cause,  more  completely  negatived  the 
right  set  up  by  the  defendants  to  build  the  cars  which  they  did  build; 
for  here  the  taking  of  the  leaf  out  of  the  book  is  not  left  to  inference, 
but  day  and  date  are  given  for  the  act. 

To  the  same  point  is  the  case  of  Hudchrrt  v.  Grimshawt  also  cited  in 
the  court  below.    Webster's  Patent  Cases,  95. 

Here  a  patent  had  been  obtained  for  making  rope,  a  part  of  the 
process  being  the  passage  of  the  strands,  while  being  twisted,  through 
a  tube;  and  it  appeared  that  they  had  formerly  passed  through  a  hole 
in  a  plate.  If  the  tube  and  the  plate  were  the  same  substantially, 
the  difference  being  colorably  only,  then  the  patent  was  void,  other- 


Digitized  by  Google 


Dec.  185:1] 


WlNANS  V.  Dl-NMEAD. 


Argument  for  the  plaintiff  in  error. 

wise  it  was  good ;  and  the  question  was  left  to  the  jury,  who  found 
for  the  plaintiff 

To  the  same  point  is  the  ease  of  RwseH  v.  Cowley  $  Dixon,  Web- 
ster's Patent  Cases,  463. 

This  was  the  case  of  a  patent  for  welding  iron  tuhes,  by  drawing 
them,  at  a  welding  heat,  through  a  conical  hole.  The  infringement 
was  the  passing  them  between  rollers;  and  the  question  of  colorable 
or  substantial  difference  was  referred  to  the  jury. 

So  in  the  case  of  Morgan  v.  Seaward,  Webster's  Patent  Cases,  1 70, 
which  was  upon  Gallaway's  patent  for  paddle-wheels  of  steam  vessels, 
and  where  the  question  of  infringement  having  arisen,  the  court,  Al- 
derson,  B.,  told  the  jury  "that  the  question  would  be  simply  whether 
the  defendant's  machine  was  only  colorably  different ;  that  is,  whether 
it  differed  merely  in  the  substitution  of  mechanical  equivalents  for  the 
contrivances  which  were  resorted  to  by  the  patentee."  And  after 
referring  to  points  of  construction,  the  court  continues:  "Therefore 
the  two  machines  were  alike  in  principle.  One  man  was  the  first 
inventor  of  the  principle,  and  the  other  has  adopted  it;  and  though 
he  may  have  carried  it  into  effect  by  substituting  pna  mechanical 
equivalent  for  another,  still  you  (the  jury)  are  to  look  to  the  substance, 
and  not  the  mere  form;  aud  if  it  is  in  substance  an  infringement, you 
ought  to  tin d  so." 

So,  too,  in  the  case  of  Crossle/f  v.  Beccrb/,  growing  out  of  Clegg's 
patent  for  a  gas  meter,  and  referred  to  by  Alderson,  B.,  in  the  case 
of  Jape  v.  Pratt  et  at.,  Webster's  Patent  Cases,  144,  as  follows:  " There  » 
never  was  a  more  instructive  case  than  that.  I  remember  very  well 
the  argument  put  by  the  lord  chief  baron,  who  led  on  that  case,  and 
succeeded.  There  never  were  two  thimrs  to  the  eve  more  different 
than  the  plaintiff's  invention  and  what  the  defendant  had  done  in 
contravention  of  his  patent-right.  The  plaintiff's  invention  was  dif- 
ferent in  form,  different  in  construction  ;  it  agreed  with  it  only  in 
ono  thing,  and  that  was  hy  moving  in  the  water.  A  certain  point 
was  made  to  open  either  before  or  alter,  so  as  to  shut  up  another, 
and  the  gas  was  mate  to  pass  through  this  opening;  passing  through 
it,  it  was  made  to  revolve  it.  The  scientific  men,  all  of  them,  said: 
"The  moment  a  practical  scientific  man  has  got  that  principle  in  his 
head,  he  can  multiply,  without  end.  the  forms  in  which  that  principle 
can  be  made  to  operate." 

As  in  the  case  under  discussion,  the  moment  a  practical  scientific 
man  is  furnished  with  the  idea  of  giving  to  the  car  a  shape  which 
will,  by  dispensing  with  the  framing  ordinarily  used,  enable  him  to 
make  it  lighter,  in  proportion  to  its  load,  than  it  has  ever  been  made 
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before,  he  ean  multiply,  without  end,  the  forms  in  which  this  prin- 
ciple can  he  made  to  operate.  He  can  make  the  car  a  polygon  of  an 
hundred  sides,  of  twenty  sides,  or  of  eight  sides.  He  can  van*  the 
angle  of  the  cone  or  pyramid,  through  which  the  coal  is  discharged, 
ad  infinitum.  He  can  make  the  opening  at  the  bottom  larger  or 
smaller,  to  please  his  fancy.  lie  can  avail  himself  or  not  of  the  ad- 
vantage of  lowering  the  car  in  position,  so  as  to  lower  the  center  of 
gravity.  Still,  the  question  must  always  be,  whether,  whatever  the 
shape  he  adopts,  he  is  not  availing  himself  of  the  principle  first  sug- 
gested by  the  patentee, — a  question  which,  in  a  court  of  law,  is  at  all 
times  a  question  not  for  the  court,  but  for  the  jury,  after  the  former 
shall  have  given  to  the  specification  that  construction  which  is  to 
govern  the  latter  in  determining  whether  the  infringement  com- 
plained of  falls,  substantially,  in  principle  and  mode  of  operation, 
within  the  plaintiff's  patent. 

The  authorities  here  cited,  and  which  were  relied  on  in  the  court 
below,  are  held  to  sustain  the  prayer  of  the  plaintiff:  that,  having 
pronounced  upon  the  construction  of  the  specification,  the  question 
of  infringement  should  be  left  to  the  jury. 

The  court  below  thought  differently,  however,  and,  rejecting  the 
prayers  of  both  plaintiff  and  defendants,  instructed  the  jury:  -*That 
while  the  patent  is  good  for  what  is  described  therein,  a  conical  body, 
in  whole  or  in  part,  supported  in  any  of  the  modes  indicated  for  a 
mode  of  sustaining  a  conical  body  on  a  carriage  or  truck,  and  draw- 
ing the  same,  and  for  those  principles  which  are  due  alone  to  conical 
vehicles,  and  not  to  rectilinear  bodies,  and  it  being  admitted  that  the 
defendants'  car  was  entirely  rectilinear,  that  there  was  no  infringe- 
ment of  the  plaintiff's  patent."    See  Record,  pp.  16,  17. 

Upon  this  instruction  nothing  was  left  for  the  jury  but  to  render 
a  verdict  for  the  defendant.  The  court  had  not  only  settled  the  con- 
struction, but  the  infringement  also. 

The  present  appeal  is  from  this  decision  of  the  late  district  judge. 

The  points  of  the  plaintiff  in  error  are — 

1.  That  the  court  below  erred  in  the  construction  which  it  gave  to 
the  specification,  should  it  be  held  that  this  construction  limited  the 
plaintiff  to  the  strictly  conical  form. 

And  upon  this  point  the  authority  relied  on  is  the  patent  itself. 

2.  That  the  court  below  erred,  even  supposing  that  its  construction 
of  the  specification  was  correct,  in  excluding  the  inquiry  whether 
the  cars  of  the  defendants  were  not  substantially  the  same  in  princi- 
ple and  mode  of  operation  with  those  of  the  plaintiff,  admitting  that 
these  last  were  rectilinear  in  their  sections,  and  not  curvilinear. 
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And  upon  this  point  the  authorities  relied  on  are  Walton  v.  Potter, 
"Webster's  Patent  Cases,  587 ;  Huddarl  v.  Grimshaw,  Id.,  95 ;  Jupe  v. 
Pratt,  citing  Crossley  v.  Beverly,  Id.,  144 ;  Morgan  v.  Scaicard,  Id.,  170 ; 
Russell  v.  Crowley,  Id.,  463;  Phillips  on  Patents,  125-27. 

Infringement.  Curtis  on  Patents,  263-268,  citing  Wyeth  v.  Stone, 
1  Story,  273;  Odiorne  v.  Winkley,  2  Gall.,  51;  Gray  v.  James,  Peters, 
394 ;  Bovill  v.  Moore,  Dav.  Pat.  Cases,  361. 

3.  That  the  court  below  erred  in  taking  tho  question  of  fact  from 
the  jury. 

Upon  which  point  the  authorities  already  cited  are  relied  on. 

Defendant's  Points. 

The  defendant  in  error  submits  that  the  court  below  was  right  in 
refusing  the  prayer  on  the  other  side,  and  giving  the  instruction  which 
it  did. 

1.  As  to  the  rejected  prayer  of  the  plaintiff. 

This  prayer  asserted  the  essence  of  the  invention  to  consist  in  the 
conical  form  adopted  by  the  patentee,  and  rightly  so  asserted,  but  the 
conclusion  thence  drawn  was  a  non  sequitur.  It  was  that  any  other 
form  was  a  violation.  Had  the  patent  claimed  the  application  of  a 
principle  operating  through  the  form  of  a  cone,  and  more  or  less 
through  other  forms,  and  claimed  the  principle  or  mode  of  operation 
through  whatever  shape  permitted  it,  there  would  have  been  some 
ground  for  the  deduction.  But  the  claim  is  confined  to  a  single 
form,  and  only  through  and  by  that  form  to  the  principles  which  it 
embodies;  and  if,  out  of  many  forms  embodying  more  or  less  per- 
fectly the  same  mode  of  operation,  the  plaintiff  in  error  has  made  his 
choice  of  tho  best,  he  is  confined  to  that  choice  and  the  rejection 
which  it  involves  of  all  other  forms  less  felicitous.  It  may  be  admit- 
ted, without  hesitation,  that  the  substitution  of  mechanical  or  chem- 
ical equivalents,  as  they  are  called,  will  not  affect  the  rights  of  a 
patentee;  but  the  cases  in  which  this  principle  holds  are  where  the 
modus  operandi  embraces  more  than  a  single  way  to  reach  the  desired 
end.  Where  the  invention  consists  of  a  principle  embodied  in  a 
single  form,  the  form  is  the  principle  and  the  principle  the  form,  aud 
there  can  be  no  violation  of  the  principle  without  the  use  of  the 
form.    Davis  v.  Palmer,  2  Brock.,  309. 

2.  As  to  the  court's  instruction. 

The  construction  of  the  patent  was  exclusively  for  the  judge.  He 
construed  it  correctly  as  embracing  only  a  curvilinear  form.  It 
necessarily  followed,  that,  as  the  infringements  relied  on  consisted 
only  in  the  construction  of  rectilinear  forms,  there  was  no  evidence 
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to  go  to  the  jury  of  any  violation  of  the  patent,  and  it  was  proper  in 
him  bo  to  instruct  them.    Greenlenf  v.  Birth,  9  Peters,  292. 

Mr.  Justice  Curtis  delivered  the  opinion  of  the  court. 

This  is  a  writ  of  error  to  the  Circuit  Court  of  the  United  States  for 
the  District  of  Maryland.  The  plaintiff  in  error  brought  his  action  in 
that  court  for  an  infringement  of  the  exclusive  right  to  make,  use, 
and  sell  "an  improvement  in  cars  for  the  transportation  of  coal,"  &c., 
granted  to  him  by  letters  patent,  hearing  date  on  the  20th  day  of 
June,  1847 ;  and  the  judgment  of  that  court  being  for  the  defendants, 
he  has  brought  the  record  here  by  this  writ  of  error. 

It  appears  by  the  bill  of  exceptions  that  the  letters  patent  declared 
on  were  duly  issued,  and  that  their  validity  was  not  questioned ;  but 
the  defendants  denied  that  they  had  infringed  upon  the  exclusive 
right  of  the  plaintiff. 

On  such  a  trial  two  questions  arise.  The  first  is,  what  is  the  thing 
patented  ?  The  second,  has  that  thing  been  constructed,  used,  or  sold 
bv  the  defendants? 

The  first  is  a  question  of  law,  to  be  determined  by  the  court,  con- 
struing the  letters  patent,  and  the  description  of  the  invention  and 
specification  of  claim  annexed  to  them.  The  second  is  a  question  of 
fact,  to  be  submitted  to  a  jury. 

In  this  case,  it  is  alleged  the  court  construed  the  specification  of 
claim  erroneously,  and  thereby  withdrew  from  the  jury  questions 
which  it  was  their  province  to  decide.  This  renders  it  necessary  to 
examine  the  letters  patent  and  the  schedule  annexed  to  them,  to  see 
whether  their  construction  by  the  Circuit  Court  was  correct. 

In  this,  as  in  most  patent  cases  founded  pn  alleged  improvements 
in  machines,  in  order  to  determine  what  is  the  thing  patented,  it  is 
necessary  to  inquire— 

1.  What  is  the  structure  or  device  described  by  the  patentee  as 
embodying  his  invention  ? 

2.  What  mode  of  operation  is  introduced  and  employed  by  this 
structure  or  device  ? 

3.  What  result  is  attained  by  means  of  this  mode  of  operation? 

4.  Does  the  specification  of  claim  cover  the  described  mode  of 
operation  by  which  the  result  is  attained  ? 

Without  going  into  unnecessary  details,  or  referring  to  drawings, 
it  may  be  stated  that  the  structure  described  by  this  patent  is  the  b«xly 
of  a  burden  railroad  car,  made  of  sheet  iron,  the  upper  part  being 
cylindrical,  and  the  lower  part  in  the  form  of  a  frustum  of  a  cone, 
the  under  edge  of  which  has  a  flange  secured  upon  it,  to  which  flange 
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a  movable  bottom  is  attached.  This  bottom  is  made  movable,  in 
order  to  discharge  the  load  through  the  aperture  left  by  removing  it. 

To  understand  the  mode  of  operation  introduced  and  employed  by 
means  of  this  form  of  the  car  body,  it  is  only  necessary  to  state,  what 
appears  on  the  face  of  the  specification,  and  was  testified  to  by  ex- 
perts at  the  trial  as  correct,  that,  by  reason  of  the  circular  form  of 
the  car  body,  the  pressure  of  the  load  outwards  was  equal  in  every 
direction,  and  thus  the  load  supported  itself,  in  a  great  degree;  that 
by  making  the  lower  part  conical,  this  principle  of  action  operated 
throughout  the  car,  with  the  exception  of  the  small  space  to  which 
the  movable  bottom  was  attached ;  that,  being  conical,  the  lower  part 
of  the  car  could  be  carried  down  below  the  truck,  between  the  wheels, 
thus  lowering  the  center  of  gravity  of  the  load ;  that  the  pressure  out- 
wards upon  all  parts  of  the  circle  being  equal,  the  tensile  strength  of 
the  iron  was  used  to  a  much  greater  degree  than  in  a  car  of  a  square 
form ;  and  finally,  that  this  form  of  the  lower  part  of  the  car  facilitated 
the  complete  discharge  of  the  load  through  the  aperture,  when  the- 
bottom  was  removed. 

It  thus  appears,  that,  by  means  of  this  change  of  form,  the  patentee- 
has  introduced  a  mode  of  operation  not  before  employed  in  burden 
cars;  that  is  to  say,  nearly  equal  pressure  in  all  directions  by  the 
entire  load,  save  that  small  part  which  rests  on  the  movable  bottom ; 
the  effects  of  which  arc,  that  the  load,  in  a  great  degree,  supports 
itself,  and  the  tensile  strength  of  the  iron  is  used,  while  at  the  same 
time,  by  reason  of  the  same  form,  the  center  of  gravity  of  the  load 
is  depressed,  and  its  discharge  facilitated. 

The  practical  result  attained  by  this  mode  of  operation  is  correctly 
described  by  the  patentee;  for  the  uncontradicted  evidence  at  the 
trial  showed  that  he  had  not  exaggerated  the  practical  advantage  of 
his  invention.    The  specification  states: 

"The  transportation  of  coal,  and  all  other  heavy  articles  in  lumps, 
has  been  attended  with  great  injury  to  the  cars,  requiring  the  bodies 
to  be  constructed  with  great  strength,  to  resist  the  outward  pressure 
on  the  sides,  as  well  as  the  vertical  pressure  on  the  bottom,  due  not 
only  to  the  weight  of  the  mass,  but  the  mobility  of  the  lumps  among 
each  other  tending  to  *  pack,'  as  it  is  technically  termed.  Experience 
has  shown  that  cars  on  the  old  mode  of  construction  cannot  be  made 
to  carry  a  load  greater  than  their  own  weight ;  but  by  my  improvement 
I  am  enabled  to  make  cars  of  greater  durability  than  those  heretofore 
made,  which  will  transport  double  their  own  weight  of  coal,"  &c. 

Having  thus  ascertained  what  is  the  structure  described,  the  mode 
of  operation  it  embodies,  and  the  practical  result  attained,  the  next 
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inquiry  is,  does  the  specification  of  claim  cover  this  mode  of  operas 
tion,  by  which  this  result  is  effected? 

It  was  upon  this  question  the  case  turned  at  the  trial  in  the  Circuit 
Court.  t 

The  testimony  showed  that  the  defendants  had  made  cars  similar 
to  the  plaintiff's,  except  that  the  form  was  octagonal  instead  of  cir- 
cular. There  was  evidence  tending  to  prove  that,  considered  in 
reference  to  the  practical  uses  of  such  a  car,  the  octagonal  car  was 
substantially  the  same  as  the  circular.  Amongst  other  witnesses 
upon  this  point  was  James  Millholland,  who  was  called  by  the  de- 
fendants.   He  testified  : 

"That  the  advantage  of  a  reduced  bottom  of  the  car  was  obtained, 
whethor  the  car  was  conical  or  octagonal ;  that  the  strengthening  of 
the  bottom,  due  to  the  adoption  of  a  conical  form,  was  the  same  when 
the  octagonal  form  was  adopted  or  the  circular;  that  the  circular 
form  was  the  best  to  resist  the  pressure,  as,  for  instance,  in  a  steam- 
boiler,  and  an  octagonal  one  better  than  the  square  form;  that  the 
octagonal  car  was  not  better  than  the  conical  car;  that  for  practical 
purposes  one  was  as  good  as  another;  that  a  polygon  of  many  sides 
would  be  equivalent  to  a  circle ;  that  the  octagon  car,  practically, 
was  as  good  as  the  conical  one;  and  that,  substantially,  the  witness 
saw  no  difference  between  the  two." 

The  district  judge  who  presided  at  the  trial  ruled — 

"That  while  the  patent  is  good  for  what  [is]  described  therein,  a 
conical  body,  in  whole  or  in  part,  supported  in  any  of  the  modes  in- 
dicated for  a  mode  of  sustaining  a  conical  body  on  a  carriage  or  truck, 
and  drawing  the  same,  and  to  those  principles  which  were  due  alone 
to  conical  vehicles,  and  not  to  rectilinear  bodies,  and  it  being  admit- 
ted that  the  defendants'  car  was  entirely  rectilinear,  that  there  was 
no  infringement  of  the  plaintiff's  patent." 

The  substance  of  this  ruling  was,  that  the  claim  was  limited  to  the 
particular  geometrical  form  mentioned  in  the  specification ;  and  as 
the  defendants  had  not  made  cars  in  that  particular  form,  there  could 
be  no  infringement,  even  if  the  care  made  bv  the  defendants  attained 
the  same  result,  by  employing  what  was  in  fact  the  same  mode  of 
operation,  as  that  described  by  the  patentee.  We  think  this  ruling 
was  erroneous. 

Under  our  law  a  patent  cannot  be  granted  merely  for  a  change  of 
form.  The  act  of  February  21,  1793,  sec.  2,  so  declared  in  express 
terms ;  and  though  this  declarators*  law  was  not  reen  acted  in  the  Pat- 
ent  Act  of  183C,  it  is  a  principle  which  necessarily  makes  part  of 
every  system  of  law  granting  patents  for  new  inventions.   Merely  to 
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change  the  form  of  a  machine  is  the  work  of  a  constructor,  not  of  an 
inventor.  Such  a  change  caunot  be  deemed  an  invention.  Nor  does 
the  plaintiff's  patent  rest  upon  such  a  change.  To  change  the  form 
of  an  existing  machine,  and  by  means  of  such  change  to  introduce 
and  employ  other  mechanical  principles  or  natural  powers,  or,  as  it 
is  termed,  a  new  mode  of  operation,  and  thus  attain  a  new  and  use- 
ful result,  is  the  subject  of  a  patent.  Such  is  the  basis  on  which  the 
plaintiff's  patent  rests. 

Its  substance  is  a  new  mode  of  operation,  by  means  of  which  a 
new  result  is  obtained. 

It  is  this  new  mode  of  operation  which  gives  it  the  cliaractcr  of  an 
invention,  and  entitles  the  inventor  to  a  patent  ;  and  this  new  mode  of 
operation  is,  in  view  of  the  Patent  Law,  the  thing  entitled  to  protec- 
tion. The  patentee  may,  and  should,  so  frame  his  specification  of 
claim  as  to  cover  this  new  mode  of  operation  which  he  has  invented ; 
and  the  only  question  in  this  case  is  whether  he  has  done  so,  or  whether 
he  has  restricted  his  claim  to  one  particular  geometrical  form. 

There  being  evidence  in  the  case  tending  to  show  that  other  forms 
do  in  fact  embody  the  plaintiff's  mode  of  operation,  and  by  means 
of  it  produce  the  same  new  and  useful  result,  the  question  is  whether 
the  patentee  has  limited  his  claim  to  one  out  of  the  several  forms 
which  thus  embodv  his  invention. 

Now,  while  it  is  undoubtedly  true  that  the  patentee  may  so  restrict 
his  claim  as  to  cover  less  than  what  he  invented,  or  may  limit  it  to 
one  particular  form  of  machine,  excluding  all  other  forms,  though 
they  also  ^embody  his  invention,  yet  such  an  interpretation  should 
not  be  put  upon  his  claim  if  it  can  fairly  be  construed  otherwise; 
and  this  for  two  reasons : 

1st.  Because  the  reasonable  presumption  is,  that,  having  a  just 
right  to  cover  and  protect  his  whole  invention,  he  intended  to  do 
so.    Haworth  v.  HUrdcastle,  Web.  Patent  Cases,  484. 

2d.  Because  specifications  are  to  be  construed  liberally,  in  accord- 
ance with  the  design  of  the  Constitution  and  the  Patent  Laws  of  the 
United  States,  to  promote  the  progress  of  the  useful  arts,  and  allow 
inventors  to  retain  to  their  own  use,  not  anything  which  is  matter  of 
common  right,  but  what  they  themselves  have  created.  Grant  v. 
Raymond,  G  Peters,  218 ;  Ames  v.  How  ml,  1  Sumner,  482,  485 ;  Blui- 
chard  v.  Sprayue,  3  Id.,  53.5,  539 ;  Davofl  v.  Brown,  1  Wood  &  Min., 
53,  57;  Parlxr  v.  Htworth,  4  .McLean,  372;  LeJtoy  v.  Tutham,  14 
How.,  181,  and  opinion  of  Baron  Parke,  there  quoted ;  Nelson  v.  Htr- 
ford,  "Web.  Patent  Cases,  341 ;  RusscH  v.  Cowley,  Id.,  470;  Burden  v. 
Winslow,  (decided  at  the  present  term,)  15  How. 
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The  claim  of  the  plaintiff  is  in  the  following  words: 
**  What  I  claim  as  my  own  invention,  and  desire  to  secure  by  let- 
ters patent,  is  making  the  body  of  a  car  for  the  transportation  of  coal, 
&c,  in  the  form  of  a  frustum  of  a  cone,  substantially  as  herein  de- 
scribed, whereby  the  force  exerted  by  the  weight  of  the  load  presses 
equally  in  all  directions,  and  docs  not  tend  to  change  the  form  there- 
of, so  that  every  part  resists  its  equal  proportion,  and  by  which,  also, 
the  lower  part  is  so  reduced  as  to  pass  down  within  the  truck-frame 
and  between  the  axles,  to  lower  the  center  of  gravity  of  the  load, 
without  diminishing  the  capacity  of  the  car,  as  described. 

"  I  also  claim  extending  the  body  of  the  car  below  the  connecting 
pieces  of  the  truck -frame  and  the  line  of  draught,  by  passing  the 
connecting-bars  of  the  truck-frame  and  the  draught-bar  through  the 
body  of  the  car,  substantially  as  described." 

It  is  generally  true,  when  a  patentee  describes  a  machine,  and  then 
claims  it  as  described,  that  he  is  understood  to  intend  to  claim,  and 
does  by  law  actually  cover,  not  only  the  precise  forms  he  has  described, 
but  all  other  forms  which  embody  his  invention;  it  being  a  familiar 
rule,  that  to  copy  the  principle  or  mode  of  operation  described  is  an 
infringement,  although  such  copy  should  be  totally  unlike  the  origi- 
nal in  form  or  proportions. 

Why  should  not  this  rule  be  applied  to  this  case  V 
It  is  not  sufficient  to  distinguish  this  case  to  say  that  here  the 
invention  consists  in  a  change  of  form,  and  the  patentee  has  claimed 
one  form  only. 

Patentable  improvements  in  machinery  are  almost  always  made  by 

k  H  WW 

changing  some  one  or  more  forms  of  one  or  more  parts,  and  thereby 
introducing  some  mechanical  principle  or  mode  of  action  not  pre- 
viously existing  in  the  machine,  and  so  securing  a  new  or  improved 
result.  And  in  the  numerous  cases  in  which  it  has  been  held  that  to 
copy  the  patentee's  mode  of  operation  was  an  infringement,  the  in- 
fringer had  got  forms  and  proportions  not  described,  and  not  in  terms 
claimed.  If  it  were  not  so,  no  question  of  infringement  could  arise. 
If  the  machine  complained  of  were  a  copy,  in  form,  of  the  machine 
described  in  the  specification,  of  course  it  would  be  at  once  seen  to 
be  an  infringement.  It  could  be  nothing  else.  It  is  only  ingenious 
diversities  of  form  and  proportion,  presenting  the  appearance  of  some- 
thing unlike  the  thing  patented,  which  give  rise  to  questions;  and 
the  property  of  inventors  would  be  valueless,  if  it  were  enough  for 
the  defendant  to  say,  your  improvement  consisted  in  a  change  of 
form ;  you  describe  and  claim  but  one  form ;  I  have  not  taken  that, 
and  so  have  not  infringed. 
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The  answer  is,  my  improvement  did  not  consist  in  a  change  of 
form,  but  in  the  new  employment  of  principles  or  powers,  in  a  new 
mode  of  operation,  embodied  in  a  form  by  means  of  which  a  new  or 
better  result  is  produced ;  it  was  this  which  constituted  my  invention  ; 
this  yon  have  copied,  changing  only  the  form.  And  that  answer  is 
justly  applicable  to  this  patent. 

Undoubtedly  there  may  be  cases  in  which  the  letters  patent  do 
include  only  the  particular  form  described  and  claimed.  Davis  v. 
Palmer,  2  Brock.,  300,  seems  to  have  been  one  of  those  cases.  But 
they  arc  in  entire  accordance  with  what  is  al>ove  stated. 

The  reason  why  such  a  patent  covers  only  one  geometrical  form, 
is  not  that  the  patentee  has  described  and  claimed  that  form  only ; 
it  is  because  that  form  only  is  capable  of  embodying  his  invention  ; 
and,  consequently,  if  the  form  is  not  copied,  the  invention  is  not 
used. 

Where  form  and  substance  are  inseparable,  it  is  enough  to  look 
at  the  form  only.  Where  they  arc  separable ;  where  the  whole 
substance  of  the  invention  may  be  copied  in  a  different  form,  it  is  the 
duty  of  courts  and  juries  to  look  through  the  form  for  the  substance 
of  the  invention — for  that  which  entitled  the  inventor  to  his  patent, 
and  which  the  patent  was  designed  to  secure.  Where  that  is  found, 
there  is  an  infringement ;  and  it  is  not  a  defense,  that  it  is  embodied 
in  a  form  not  described  and  in  terms  claimed  by  the  patentee. 

Patentees  sometimes  add  to  their  claims  an  express  declaration, 
to  the  effect  that  the  claim  extends  to  the  thing  patented,  however  its 
form  or  proportions  may  be  varied.  But  this  is  unnecessary.  The 
law  so  interprets  the  claim  without  the  addition  of  these  words.  The 
exclusive  right  to  the  thing  patented  is  not  secured,  if  the  public  are 
at  liberty  to  make  substantial  copies  of  it,  varying  its  form  or  pro- 
portions. And,  therefore,  the  patentee,  having  described  his  inven- 
tion, and  shown  its  principles,  and  claimed  it  in  that  form  which 
most  perfectly  embodies  it,  is,  in  contemplation  ot  law,  deemed  to 
claim  every  form  in  which  his  invention  may  be  copied,  unless  he 
manifests  an  intention  to  disclaim  some  of  tho-<c  forms. 

Indeed,  it  is  difficult  to  perceive  how  any  other  rule  could  be 
applied  practicably  to  cases  like  this.  How  is  a  question  of  infringe- 
ment of  this  patent  to  be  tried?  It  may  safely  be  assumed,  that 
neither  the  patentee  nor  any  other  constructor  has  made,  or  will 
make,  a  car  exactly  circular.  In  practice,  deviations  from  a  true 
circle  will  always  occur.  How  near  to  a  circle,  then,  must  a  car 
be  in  order  to  infringe  ?  May  it  be  slightly  elliptical,  or  otherwise 
depart  from  a  true  circle  ?   And  if  so,  how  far  ? 
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In  our  judgment,  the  only  answer  that  can  be  given  to  these  ques- 
tions, is  that  it  must  be  so  near  to  a  true  circle  as  substantially  to 
embody  the  patentee's  mode  of  operation,  and  thereby  attain  the 
same  kind  of  result  as  was  reached  by  his  invention.  It  is  not  nec- 
essary tliat  the  defendants'  cars  should  employ  the  plaintiff's  inven- 
tion to  as  good  advantage  as  he  employed  it,  or  that  the  result  should 
be  precisely  the  same  in  degree.  It  must  be  the  same  in  kind,  and 
effected  by  the  employment  of  his  mode  of  operation  in  substance. 
Whether,  in  point  of  fact,  the  defendants'  cars  did  copy  the  plain- 
tiff's invention,  in  the  sense  above  explained,  is  a  question  for  the 
jury,  and  the  court  below  erred  in  not  leaving  that  question  to  them 
upon  the  evidence  in  the  case,  which  teuded  to  prove  the  affirma- 
tive. 

The  judgment  of  the  court  below  must  be  reversed. 

Mr.  Chief  Justice  Taney,  Mr.  Justice  Catron,  Mr.  Justice  Daniel, 
and  Mr.  Justice  Campbell  dissented. 

Mr.  Justice  Campbell. 

I  dissent  from  the  opinion  of  the  court  in  this  case. 

The  plaintiff  claims  to  have  designed  and  constructed  a  car  for  the 
transportation  of  coal  on  railroads,  which  shall  carry  the  heaviest 
toad,  In  proportion  to  its  own  weight. 

His  design  consists  in  the  adoption  of  the  "  conical  form  "  "  for  the 
body  of  the  car,"  "  whereby  the  weight  of  the  load  presses  equally  in 
all  directions  ;"  docs  not  "  tend  to  change  the  form  of  the  car ;"  per- 
mits it  "to  extend  down  within  the  truck."  lowering  "  the  center  of 
gravity  of  the  load,"  and  by  its  reduced  size  at  the  bottom  adding  to 
its  strength  and  durability.  He  claims  as  his  invention,  and  it  is  the 
whole  of  the  change  which  he  has  made  in  the  manufacture  of  cars, 
"  the  making  of  the  body  of  the  car  in  the  form  of  the  frustum  of  a 
cone." 

It  is  agreed  that  a  circle  contains  a  greater  area  than  any  figure  of 
the  same  perimeter ;  that  the  conical  form  is  best  suited  to  resist  pres- 
sure from  within,  and  that  the  reduced  size  at  the  bottom  of  the  car 
is  favorable  to  its  strength.  The  introduction  of  the  cars  of  the  plain- 
tiff upon  the  railroad,  for  the  transportation  of  coal,  was  attended  by 
a  great  increase  of  the  loads  in  proportion  to  the  weight  of  the  car. 
The  merits  of  the  design  arc  frankly  conceded.  Nevertheless,  it  is 
notorious  that  there  does  exist  a  very  great  variety  of  vessels  in  com- 
mon domestic  use  "  of  a  conical  form,"  or "  of  the  form  of  the  frustum 
of  n  cone,"  for  the  reception  and  transportation  of  articles  of  prime 
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necessity  and  constant  demand,  such  as  water,  coal,  food,  clothing, 
&e.  It  is  also  true  that  the  properties  of  the  circle,  and  of  circu- 
lar forms  alluded  to  in  the  patent  of  the  plaintitf,  are  understood  and 
appreciated,  and  have  heen  applied  in  every  department  of  mechanic 
art.  One  cannot  doubt  that  a  requisition  from  the  transportation 
companies  for  cars  of  a  diminished  weight  and  an  increased  capacity, 
upon  the  machinists  and  engineers  connected  with  the  business,  would 
have  been  answered  promptly  by  a  suggestion  of  a  change  in  the  form 
of  the  car.  The  merit  of  the  plaintitf  seems  to  consist  in  the  perfec- 
tion of  his  design,  and  his  clear  statement  of  the  scientific  principle 
it  contains. 

There  arises  in  my  mind  a  strong,  if  not  insuperable  objection  to 
the  admission  of  the  claim  in  the  patent  for  "  the  conical  form,"  or 
"  the  form  of  the  frustum  of  a  cone,"  as  an  invention ;  or  that  any 
machinist  or  engineer  can  appropriate  by  patent  a  form  whose  prop- 
erties are  universally  understood,  and  which  form  is  in  very  commou 
use,  in  consequence  of  those  properties,  for  purposes  strictly  analo- 
gous. The  authority  of  adjudged  cases  seems  to  me  strongly  opposed 
to  the  claim.  HotMiss  v.  Greenwood,  11  How.,  249;  Losh  v.  Hague, 
Web.  Pat.  Cases,  207;  W'uvias  v.  Providence  RaUraul  Company,  2 
Story,  412 ;  2  Id.,  190 ;  2  Car.  &  Kir.,  1022 ;  8  W.  II.  &  Gord.,  427. 

Conceding,  however,  that  the  invention  was  patentable,  and  this 
seems  to  have  been  conceded  in  the  Circuit  Court,  the  iuquiry  is, 
what  is  the  extent  of  the  claim '!  The  plaintiff  professes  to  have 
made  an  improvement  in  the  form  of  a  vehicle  which  has  been  a 
long  time  in  use,  and  exists  in  a  variety  of  forms.  He  professes  to 
have  discovered  the  precise  form  most  fitted  for  the  objects  in  view, 
lie  describes  this  form  as  the  matter  of  his  invention,  and  the  prin- 
ciple he  develops  applies  to  no  other  form.  For  this  he  claims  his 
patent.  We  are  authorized  to  conclude  that  his  precise  and  defiuite 
specification  and  olaim  were  designed  to  ascertain  exactly  the  limits 
of  his  invention.    Duels  v.  Palmer,  2  Brock.,  298. 

The  car  of  the  defendants  is  of  an  octagonal  form,  with  an  oc- 
tagonal pyramidical  base.  There  was  no  contradiction  in  the  evi- 
dence  given  at  the  trial  in  reference  to  its  description,  nor  as  to  the 
substantial  effects  of  its  use  and  operation.  In  the  size,  thickness  of 
the  metal  employed  in  its  construction,  weight,  and  substantial  and 
profitable  results,  the  one  car  does  not  materially  vary  from  the 
other.  The  difference  consists  in  the  form,  and  in  that  it  is  visible 
and  palpable. 

The  Circuit  Court,  acting  upon  these  facts,  of  which  there  was  no 
dispute,  instructed  the  jury  that  an  infringement  of  the  plaintiff's  pat- 
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out  had  not  taken  place.  I  do  not  tind  the  question  before  the  court 
a  compound  question  of  law  and  fact.  The  facts  were  all  ascertain- 
ed, and  upon  no  construction  of  those  facts  was  the  plaintiff,  in  my 
opinion,  entitled  to  a  judgment. 

In  theory  the  plaintiff's  car  is  superior  to  all  others.  Ilia  car  dis- 
plays the  qualities  which  his  specification  distinguishes.  The  equal 
pressure  of  the  load  in  all  directions ;  the  tendency  to  preserve  the 
form,  notwithstanding  the  pressure  of  the  load ;  the  absence  of  the 
cross  strain  ;  the  lowering  of  the  center  of  the  gravity  of  the  load, 
are  advantages  which  it  possesses  in  a  superior  degree  to  that  of  the 
defendants'.  Yet  the  experts  say  that  there  is  no  appreciable  differ- 
ence in  the  substantial  results  afforded  by  the  two. 

The  cause  for  this  must  be  looked  for  in  a  source  extrinsic  to  the 
mere  form  of  the  vehicles.  Nor  is  it  difficult  to  detect  the  cause  for 
this  identity  in  the  results  in  such  a  source. 

The  coarse,  heavy,  cumbrous  operations  of  coal  transportation  do 
not  admit  of  the  manufacture  of  cars  upon  nice  mathematical  formu- 
las, nor  can  the  lo:ids  be  adjusted  with  much  reference  to  exactness. 
There  is  a  liability  to  violent  percussions  and  extraordinary  strains, 
which  must  be  provided  for  by  an  excess  in  the  weight  and  thickness 
of  the  material  used.  Then,  unless  the  difference  in  the  weight  of 
the  load  is  great,  there  will  be  no  correspondent  difference  in  the 
receipts  of  the  transportation  companies. 

The  patentee,  not  exaggerating  the  theoretical  superiority  of  the 
form  of  his  cor,  overlooked  those  facts  which  reduced  its  practical 
value  to  the  level  of  care  of  a  form  widely  variant  from  his  own. 
The  object  of  this  suit  is  to  repair  that  defect  of  observation.  It  is 
that  this  court  shall  extend,  by  construction,  the  scope  and  operation 
of  his  patent  to  embrace  every  form  which,  in  practice,  will  yield  a 
result  substantially  equal  or  approximate  to  his  own. 

In  the  instruction  asked  for  by  the  plaintiff,  "  form  and  circum- 
stances" are  treated  as  more  or  less  immaterial;  but  the  verdict  is 
claimed,  if  the  defendants  have  constructed  oars  "  which,  substan- 
tially on  the  same  principle  and  in  the  same  mode  of  operation,  ac- 
complish the  same  result." 

The  principle  stated  in  the  patent  applies  only  to  circular  forms. 

The  modes  of  operation  in  coal  transportation  have  experienced  no 
•change  from  the  skill  of  the  plaintiff,  except  by  the  change  from  the 
rectilineal  figure  to  the  circular. 

The  defendant  adheres  to  the  rectilineal  form.  The  result  accom- 
plished by  the  use  of  the  two  cars  is  the  same — a  more  economical 
transportation  of  coal.    This  result  it  is  that  the  plaintiff  desires  to 
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appropriate;  but  this  cannot  be  permitted.    Curtis  on  Patents,  sees. 
4,  2d,  27,  86,  87,  88 ;  2  Story,  408,  411. 

In  tbe  ease  of  Aiken  v.  Bcmis,  3  Wood.  &  M.,  349,  the  learned  judge 
said:  "  When  a  patentee  chooses  to  cover  with  his  patent  the  mate- 
rial of  which  a  part  of  his  machine  is  composed,  he  entirely  endangers 
his  right  to  prosecute  when  a  different  and  inferior  material  is  em- 
ployed, and  one  which  he  himself,  after  repeated  experiment,  had 
rejected." 

The  plaintiff  confines  his  claim  to  the  use  of  the  conical  form,  and 
excludes  from  his  specification  any  allusion  to  any  other.  He  must 
have  done  so  advisedly.  He  might  have  bceu  unwilling  to  expose 
the  validity  of  his  patent  by  the  assertion  of  a  right  to  any  other. 
Can  he  abandon  the  ground  of  his  patent,  and  ask  now  for  the  ex- 
clusive use  of  all  cars  which,  by  experiment,  shall  be  found  to  yield 
the  advantages  which  he  anticipated  lor  conical  cars  only  ? 

The  c,4»im  of  to-dav  is  that  an  octagonal  car  is  an  infringement  of 
this  patent  Will  this  be  the  limit  to  that  claim  ?  Who  can  tell  the 
hounds  within  which  the  mechanical  industry  of  the  country  may 
freely  exert  itself?  What  restraints  does  this  patent  impose  in  this 
branch  of  mechanical  art  ? 

To  escape  the  incessant  and  intense  competition  which  exists  in 
every  department  of  industry,  it  is  not  strange  that  persona  should 
seek  the  cover  of  the  Patent  Act  for  any  happy  effort  of  contrivance 
or  construction,  nor  that  patents  should  be  very  frequently  employed 
to  obstruct  invention  and  to  deter  from  legitimate  operations  of  skill 
and  ingenuity.  This  danger  was  foreseen,  and  provided  for  in  the 
Patent  Act.  The  patentee  is  obliged  by  law  to  describe  his  inven- 
tion in  such  full,  clear,  and  exact  terms  that,  from  the  description, 
the  invention  may  be  constructed  and  used.  Its  principle  and  modes  • 
of  operation  must  be  explained;  and  the  invention  shall  particularly 
"Specify  and  point"  out  what  he  claims  as  his  invention.  Fullness, 
clearness,  exactness,  precisencss,  and  particularity  in  the  descrip- 
tion of  tbe  invention,  its  principle,  and  of  the  matter  claimed  to  be 
invented,  will  alone  fulfill  the  demands  of  Congress  or  the  wants  of 
the  country.  Nothing  in  the  administration  of  this  law  will  be  more 
mischievous,  more  productive  of  oppressive  and  costly  litigation,  of 
exorbitant  and  unjust  pretensions  and  vexatious  demands,  more  inju- 
rious to  labor,  than  a  relaxation  of  these  wise  and  salutarv  rcquisi- 
tions  of  the  act  of  Congress.  In  my  judgment,  the  principles  of  legal 
interpretation,  as  well  as  the  public  interest,  require  that  this  language 
of  this  statute  shall  have  its  full  significance  and  import. 
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In  this  case  the  language  of  the  patent  is  full,  clear,  and  exact. 
The  claim  is  particular  and  specific. 

Neither  the  specification  nor  the  claim,  in  my  opinion,  embraces 
the  workmanship  of  the  defendants.  I  therefore  respectfully  dissent 
from  the  judgment  of  the  court,  which  implies  the  contrary. 

Order.  This  cause  came  on  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  District  of 
Maryland,  and  was  argued  bv  counsel :  on  consideration  whereof,  it 
is  now  here  ordered  and  adjudged  by  this  court,  that  the  judgment 
of  the  said  Circuit  Court  in  this  cause  be,  and  the  same  is  hereby, 
reversed  with  costs ;  and  that  this  cause  be,  and  the  same  is  hereby, 
remanded  to  the  said  Circuit  Court,  with  directions  to  award  a  venire 
facias  de  novo. 


Erastus  Corning,  Joiin  F.  "Winslow,  and  James  Horner,  appel- 
lants, v.  The  Troy  Iron  and  Nail  Factory. 

(15  Howard,  451.) 

1.  Where  the  respondent,  In  n  chancery  suit  in  the  Circuit  Court,  took  two 

grounds  of  defense,  and  the  judge,  in  giving  his  reasons  for  a  decree  dismiss- 
ing the  bill,  upon  one  of  the  two  grounds  expressed  his  opinion  that  i In- 
respondent  had  not  established  the  other  ground,  he  cannot  appeal  from  this 
as  a  part  of  the  decree. 

2.  The  decree  was  in  the  respondent's  favor,  dismissing  the  bill  with  costs  and 

no  appeal  lies  from  an  opinion  expressed  by  the  judge  upon  the  facts  of  the 
case  not  affecting  the  decree. 

3.  Moreover,  the  decree;  complained  of  lias  already  been  argued  before  this  court 

upon  the  appeal  of  the  other  party,  and  both  grounds  of  defense  decided  to 
be  insufficient,  and  the  decree  reversed.  There  is,  therefore,  no  such  decree 
as  that  appealed  from. 

4.  Besides,  the  court  below  has  not  acted  upon  the  mandate  and  entered  a  linal 

decree;  therefore  there  is  no  final  decree  to  appeal  from. 

Tnis  was  an  appeal  from  the  Circuit  Court  of  the  United  States 
for  the  Northern  District  of  New  York,  sitting  as  a  court  of  equity. 

It  was  a  branch  of  the  case  of  the  Troy  Iron  and  Nail  Factory  v. 
Coming  ct  at,  reported  in  14  Howard,  193.  The  decree  of  the  Cir- 
cuit Court  now  appealed  from  is  given  at  page  194.  The  bill  was* 
originally  tiled  by  the  Troy  Iron  and  Nail  Factory  v.  Corning  d  aL, 
and  the  Circuit  Court  dismissed  the  bill;  but  this  court  reversed  that 
decree.  By  reference  to  14  Howard,  194,  it  will  be  seen  that  the 
Circuit  Court,  in  its  decree,  used  the  following  language,  viz.:  "And 
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it  appearing  to  the  said  court  that  the  said  Henry  Burden  was  the 
first  and  original  inventor  of  the  improvement  on  the  spike-machine 
in  the  bill  of  complaint  mentioned,  and  for  which  a  patent  was  is- 
sued," &c. 

Corning  ct  al.  being  defendants  in  that  suit,  and  succeeding  in  hav- 
ing the  bill  dismissed,  did  not  appeal  from  the  decree ;  but  when  the 
appeal  was  decided  against  them  by  this  court,  as  reported  in  14  How- 
ard, they  entered  an  appeal  from  that  part  of  the  decree  which  was  as 
follows: 

"And  that  so  much  or  such  parts  of  said  decree  as  declares,  or- 
ders, adjudges,  and  decrees  as  follows, — to  wit :  'And  it  appearing  to 
the  said  court  that  the  said  Henry  Burden  was  the  first  and  original 
inventor  of  the  improvement  on  the  spike-machine  in  the  bill  of  com- 
plaint mentioned,  and  for  which  a  patent  was  issued  to  the  said  Henry 
Burden,  bearing  date  the  2d  of  September,  1840,  as  in  said  bill  of 
complaint  set  forth,  and  that  said  complainants  have  full  and  perfect 
title  to  the  said  patent  for  said  improvements,  by  assignment  from 
the  said  Henry  Burden,  as  is  stated  and  set  forth  in  the  said  bill  of 
complaint,' — may  be  reversed,  and  that  the  appellants  may  be  restored 
to  all  things  which  they  have  lost  by  reason  thereof. 

This  was  the  appeal  now  pending,  which  Mr.  Stevens  moved  to 
dismiss,  filing  the  following  motion  : 

Sup-erne  Court  of  the  United  States. 

The  Troy  Iron  and  Nail  Factory,  appellees, 

r. 

Erastus  Corning,  John  F.  Winslow,  and 
James  Horner,  appellants. 

State  of  New  Vork.  Northern  Districty  city  and  county  of  Albany,  ss: 

Samuel  Stevens,  of  Albany,  being  duly  sworn,  says  that  he  is  of 
counsel  and  solicitor  for  the  Tro}"  Iron  and  Nail  Factory,  appellees 
in  this  court,  and  one  of  the  solicitors  and  counsel  in  the  Circuit 
Court  of  the  United  States  for  the  Northern  District  of  New  York 
for  the  complainant. 

That  upon  the  hearing  of  the  said  cause  in  the  Circuit  Court  of  the 
United  States  for  the  Northern  District  of  New  York,  upon  pleadings 
and  proofs,  a  decree  therein  was  pronounced  by  the  said  court,  which 
was  duly  entered  by  the  clerk  of  the  said  court  on  the  fourth  (4th) 
•day  of  September,  1850,  which  is  in  the  words  and  figures  follow- 
ing: 

At  a  special  term  of  the  Circuit  Court  of  the  United  States  for  the 
Northern  District  of  New  York,  in  equity,  held  at  the  city  of  Utica, 


In  Equity. 
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in  said  district,  on  the  fourth  day  of  September,  one  thousand  eight 
hundred  and  fifty — 

Present :  Hon.  Samuel  Nelson,  Justice. 

The  Troy  Iron  and  Nail  Factory 

r.  i  In  Equity. 

El<  AST  ITS  CORNING,  J.  F.  WlNSLOW,  AND  JAMES  HORNER.  J 

This  cause  having  been  heretofore  brought  to  a  hearing  upon  the 
pleadings  and  proofs,  and  counsel  for  the  respective  parties  having 
been  heard,  and  due  deliberation  thereupon  had,  and  it  appearing  to 
the  said  court  that  the  said  Henry  Burden  was  the  first  and  original 
inventor  of  the  improvement  on  the  spike-machine  in  the  bill  of  com- 
plaint mentioned,  and  for  which  a  patent  was  issued  to  the  said  Henry 
Burden,  bearing  date  the  2d  of  September,  1840,  as  in  said  bill  of 
complaint  set  forth,  and  that  the  said  complainants  have  a  full  and 
perfect  title  to  the  said  patents  for  said  improvements,  by  assignment 
from  the  said  Henry  Burden,  as  is  stated  and  set  forth  in  the  said  bill 
of  complaint  : 

But  it  also  further  appearing  to  the  court,  on  the  pleadings  and 
proofs,  that  the  instrument  in  writing  bearing  date  the  14th  of  Octo- 
ber, 1845,  stated  and  set  forth  in  the  said  bill  of  complaint,  and  also 
in  the  answer  of  the  said  defendants  thereto,  entered  into  upon  a  set- 
tlement and  compromise  of  certain  conflicting  claims  between  the 
said  parties,  and,  among  others,  of  mutual  conflicting  claims  to  the 
improvements  in  the  spikc-maehine  in  said  bill  mentioned,  and  when 
said  instrument  was  executed  bv  the  said  Henry  Burden  of  the  one 
part  and  the  said  defendants  of  the  other,  the  said  Henry  Burden 
at  the  time  being  the  patentee  and  legal  owner  of  the  said  improve- 
ments, and  fully  authorized  to  settle  and  adju-t  the  said  conflicting 
cluims,  did,  in  legal  ctfect  and  by  just  construction,  impart,  and  au- 
thorize, and  convey  a  right  to  the  defendants  to  use  the  said  improve- 
ments in  the  manufacture  of  the  hook-headed  spike,  without  limita- 
tion as  to  the  number  of  machines  so  by  them  to  be  used,  or  as  to 
the  place  or  district  in  which  to  be  used: 

Therefore  it  is  ordered,  adjudged,  and  decreed  that  the  said  bill  of 
complaint  be,  and  the  same  is  hereby,  dismissed,  with  costs  to  be 
taxed,  and  that  the  defendants  have  execution  therefor. 

That  on  the  twenty-second  day  of  October,  1850,  the  said  com- 
plainant appealed  from  the  said  decree  to  this  court,  which  appeal 
was  duly  allowed  by  Mr.  Justice  Nelson,  one  of  the  justices  of  said* 
court ;  and  that  afterwards,  to  wit,  in  the  December  Term  of  this 
court.  1852,  the  said  cause,  upon  the  said  appeal,  and  upon  the  rec- 
ord returned  to  this  court  by  the  said  clerk  of  the  said  Circuit  Court 
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of  the  United  States  for  said  Northern  District,  came  on  to  be  heard, 
and  was  argued ;  whereupon  this  court  pronounced  a  decree  in  the 
words  and  figures  following,  to  wit : 

United  States  of  America,  as: 

The  President  of  the  United  States  of  America  to  the  Honorable 
the  Judges  of  the  Circuit  Court  of  the  United  States  for  the  North- 
ern District  of  New  York,  Greeting:  Whereas,  lately,  in  the  Circuit 
Court  of  the  United  States  for  the  Northern  District  of  New  York, 
before  yon,  or  some  of  you,  in  a  cause  between  the  Troy  Iron  and 
Nail  Factory,  complainants,  and  Erastus  Corning,  John  F.  Winslow, 
and  James  Homer,  defendants,  in  chancery,  the  decree  of  the  said 
Circuit  Court  was  in  the  following  words,  to  wit: 

Therefore  it  is  ordered,  adjudged,  and  decreed  that  the  said  bill 
of  complaint  be,  and  the  same  is  hereby,  dismissed,  with  costs  to  be 
taxed,  and  that  the  defendants  have  execution  therefor,  as  by  the  in- 
spection of  the  transcript  of  the  record  of  the  said  Circuit  Court,  which 
was  brought  into  the  Supreme  Court  of  the  United  States  bv  virtue 
of  an  appeal,  agreeably  to  an  act  of  Congress  in  such  case  made  and 
provider!,  fully  and  at  large  appear. 

And  whereas,  in  the  present  term  of  December,  in  the  year  of  our 
Lord  one  thousand  eight  hundred  and  fifty-two,  the  said  cause  came 
on  to  be  heard  before  the  said  Supreme  Court,  on  the  said  transcript 
of  the  record,  and  was  argued  by  counsel ;  on  consideration  whereof, 
it  is  now  here,  ordered,  adjudged,  and  decreed  by  this  court  that  the 
decree  of  the  said  Circuit  Court  in  the  cause  be,  and  the  same  is  here- 
by, reversed  with  costs,  and  that  the  said  complainants  recover  against 
the  said  defendants  three  hundred  and  sixty  dollars  and  forty-two 
cents,  for  their  costs  herein  expended,  and  have  execution  therefor. 

And  it  is  further  ordered  that  thU  cause  be,  and  the  same  is  here- 
by, remanded  to  the  said  Circuit  Court,  with  instructions  to  enjoin 
the  defendants  perpetually  from  using  the  improved  machinery  with 
the  bending  lever  for  making  hook  and  brad  headed  spike,  patented 
to  Henry  Burden  the  2d  of  September,  1840,  and  assigned  to  the  com- 
plainants, as  set  forth  in  complainants'  bill,  and  to  enter  a  decree 
in  favor  of  the  complainants  for  the  use  and  profits  thereof,  upon  an 
account  to  be  stated  by  a  master,  under  the  direction  of  the  said  Cir- 
cuit Court,  as  is  prayed  for  by  the  complainants,  and  for  such  further 
proceedings  to  be  had  therein,  in  conformity  to  the  opinion  of  this 
court,  as  to  law  and  justice  may  appertain.    January  18. 

You  therefore  are  hereby  commanded  that  such  execution  and  fur- 
ther proceedings  be  had  in  said  cause,  in  conformity  to  the  opinion  ami 
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1840,  and  from  in  any  manner  infringing  or  violating  any  of  tho 
rights  or  privileges  granted  or  secured  by  said  patent. 

And  it  is  further  ordered,  that  the  said  complainants  recover  of  the 
said  defendants  the  damages,  or  use  and  profits,  which  shall  be  re- 
ported by  the  said  master,  and  that  upon  the  continuation  of  his 
report  or  decree,  be  entered  against  the  defendants  therefor,  and 
also  for  the  costs  of  the  complainants  in  this  suit  in  this  court,  and 
that  the  said  complainants  have  execution  therefor  and  for  the  costs 
in  the  said  Supreme  Court. 

And  it  is  further  ordered  and  decreed,  that  such  other  proceedings 
be  had  herein,  in  conformity  to  the  opinion  of  the  said  Supreme 
Court,  as  to  law  and  justice  may  appertain  ;  and  that  the  parties  and 
master  may  apply,  upon  due  notice  to  this  court,  upon  the  foot  of 
this  decree,  for  such  other  and  further  orders,  instructions,  and  direc- 
tions as  may  be  necessary. 

(A  copy.)  A.  A.  Boyce,  Clerk. 

And  deponent  further  says,  that  on  the  5th  day  of  October,  1853, 
the  solicitor  for  the  defendants  served  upon  Henry  Burden,  the  pres- 
ident of  the  said  complainants,  a  petition  of  appeal  and  a  citation 
thereon,  in  the  words  and  figures  following: 

To  the  Supreme  Court  of  the  United  States  of  America: 

The  petition  of  Erastus  Corning,  John  F.  Winslow,  and  James 
Homer  respectfully  represents  that  a  decree  was  lately  made  in  the 
Circuit  Court  of  the  United  States  for  the  Northern  District  of  New 
York,  in  equity,  bearing  date  the  4th  day  of  September,  1850,  in  a 
certain  cause  pending  in  said  court,  wherein  the  Troy  Iron  and  Nail 
Factory  were  complainants  and  your  petitioners  were  defendants, 
certain  parts  of  which  decree,  as  hereinafter  specified,  are,  as  your 
petitioners  are  advised, -erroneous,  and  ought  to  be  reversed. 

And  your  petitioners  further  show,  that  the  matters  in  dispute  in 
said  cause,  exclusive  of  costs,  exceed  the  sum  of  two  thousand  dollars. 

Whereupon  your  petitioners  pray  that  the  said  decree,  together 
with  the  pleadings,  depositions,  and  all  other  proceedings  in  said 
cause,  may  be  sent  to  the  said  Supreme  Court  of  the  United  States, 
and  filed  therein  on  tho  first  Mondav  of  December  next,  and  that  so 
much  or  such  parts  of  said  decree  as  declares,  orders,  adjudges,  and 
decrees  as  follows — to  wit:  "And  it  appearing  to  the  said  court  that 
the  said  Henry  Burden  was  the  tii*st  and  original  inventor  ot  the 
improvement  on  the  spike-machine  in  the  bill  of  complaint  men- 
tioned, and  for  which  a  patent  was  issued  to  the  said  Henry  Burden, 
bearing  date  the  2d  September,  1840,  as  in  said  bill  of  complaint  set 
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forth,  and  that  the  said  complainants  have  a  full  and  perfect  title  to 
the  said  patent  for  said  improvements,  by  assignment  from  the  said 
Henry  Burden,  as  is  stated  and  set  forth  in  the  said  bill  of  com- 
plaint"— may  be  reversed,  and  that  the  appellants  may  be  restored 
to  all  things  which  they  have  lost  by  reason  thereof. 

Daniel  L.  Seymour, 
Solicitor  for  the  Appellants. 

Dated  Troy,  September  8, 1853. 

By  the  Hon.  Samuel  Nelson,  one  of  the  judges  of  the  Circuit  Court  of  the 
United  States  for  the  Northern  District  of  Neio  York. 

Whereas,  Erastus  Corning,  John  F.  Wiuslow,  and  James  Horner 
lately  filed  in  the  Circuit  Court  of  the  United  States  for  the  Northern 
District  of  New  York  a  petition  of  appeal  directed  to  the  Supreme 
Court  of  the  United  States  of  America,  stating  that  a  decree  was 
lately  made  in  the  Circuit  Court  of  the  United  States  for  the  North- 
ern District  of  New  York,  in  equity,  bearing  date  the  4th  day  of  Sep- 
tember, 1850,  in  a  certain  cause  therein  pending,  wherein  the  Troy 
Iron  and  Nail  Factory  were  complainants,  and  Erastus  Corning, 
John  F.  Wiuslow,  and  James  Horner  were  defendants,  certain  parts 
of  which  said  decree  are  alleged  to  be  erroneous  and  ought  to  be 
reversed;  and  further  stating  that  the  matters  in  dispute  in  said 
cause,  exclusive  of  costs,  exceeded  in  value  the  sum  of  two  thousand 
dollars : 

And  whereas  the  said  Erastus  Corning,  John  F.  Window,  and 
James  Homer,  by  their  said  petition,  prayed  that  the  said  decree, 
together  with  the  pleadings,  depositions,  and  all  other  proceedings  in 
said  cause,  may  be  sent  to  the  said  Supreme  Court  of  the  United  States 
and  filed  therein  on  the  first  Monday  of  December  next,  and  that  the 
said  parts  of  said  decree  may  be  reversed  and  the  said  appellants 
restored  to  all  things  which  they  have  lost  by  reason  thereof: 

You  are  therefore  hereby  cited  to  appear  before  the  said  Supreme 
Court  of  the  United  States,  at  the  city  of  "Washington,  on  the  first 
Monday  of  December  next,  to  do  and  receive  what  may  appertain  to 
justice  to  be  done  in  the  premises. 

Given  under  my  hand,  in  the  Circuit  Court  of  the  United  States 
for  the  Northern  District  of  New  York,  the  23d  day  of  September, 
1853.  S.  Nelson. 

And  deponent  further  says,  that  he  has  been  informed  and  believes 
that  the  record  and  proceedings  in  said  appeal  have  been  duly  filed 
with  the  clerk  of  this  court.  Samuel  Stevens. 

r>8 
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Sworn  before  me  this  16th  day  of  November,  1858. 

Leonard  Kip, 
Master  and  Examiner  in  the  Circuit  Court  of  the 
;  Northern  District  of  New  York. 

Supreme  Court  of  the  United  States. 

The  Troy  Iron  and  Naid  Factory  ^ 

v.  \  In  Equity. 

Erastub  Corning  et  al.  ) 

Sir:  Be  pleased  to  take  notice  that  upon  the  pleadings,  papers, 
and  proceedings  in  this  cause  in  the  Circuit  Court  of  the  United 
States  for  the  Northern  District  of  New  York,  and  upon  the  record 
and  proceedings  returned  to  this  court  by  the  clerk  of  said  Circuit 
Court  on  the  appeal  by  the  complainant  to  this  court,  and  upon  the 
affidavit  hereto  annexed,  and  copy  of  which  is  herewith  served  upon 
vou.  this  honorable  court  will  be  moved,  at  the  next  term  thereof, 
to  be  held  at  the  Capitol,  at  the  city  of  "Washington,  District  of  Colum- 
bia, on  the  first  Monday  of  December  next,  at  the  openiug  of  the 
court  on  that  day,  or  as  soon  thereafter  as  counsel  can  be  heard,  for 
a  rule  or  order  dismissing  the  appeal  of  the  defendants  to  this  court, 
or  for  such  other  and  further  rule  or  order  as  may  be  agreeable  to 
equity. 

Albany,  November  9,  1853.  Samuel  Stevens, 

Solicitor  for  Complainants. 
To  D.  L.  Seymour,  Defendants'  Attorney. 

Upon  this  motion  to  dismiss  the  appeal,  the  cause  was  taken  up. 

» 

It  was  argued  by  Mr.  Strrens  and  Mr.  Johnson,  for  the  motion,  and 
by  Mr.  Seymour  and  Mr.  Scicard  against  it 

Mr.  Strrens,  in  support  of  the  motion  to  dismiss,  made  the  follow- 
ing points: 

The  only  ordering  part  of  the  decree — the  only  judgment  pro- 
nounced by  the  court  below — was  a  decree  dismissing  the  complain- 
ants" bill,  with  costs.  From  that  decree  the  complainants  duly  ap- 
pealed to  thi*  court,  which  decree  was  reversed  and  a  decree  ordered 
according  to  the  prayer  of  the  bill,  which  was  duly  entered  in  the 
Circuit  Court  before  the  defendants  made  the  present  appeal. 

Preceding  the  ordering  part  of  the  decree,  certain  recitals  were 
made  by  the  Circuit  Court,  showing  the  reasons  or  grounds  upon 
which  that  court  pronounced  the  ordering  part  of  the  decree. 
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It  is  from  the  recitals  preceding  the  decree  in  this  cause,  and  not 
from  the  decree,  that  this  appeal  has  been  made. 

The  complainants,  the  respondents  to  this  appeal,  now  move  to 
quash  or  dismiss  it,  upon  the  following  grounds : 

First.  This  court  has  appellate  jurisdiction  only  upon  appeals  from 
final  judgments  or  decrees  of  the  Circuit  Court.  1  United  States 
Statutes  at  Large,  p.  84,  sec.  22. 

The  ordering  part  of  a  decree  is  the  only  final  decree  or  judgment 
of  the  court. 

The  preliminary  recitals  preceding  the  ordering  part  of  the  decree 
are  no  part  of  the  decree  or  judgment  of  the  court. 

Such  recitals  are  simply  the  reasons  or  grounds  of  the  decree. 

Those  reasons  or  grounds  of  the  decree  cannot  be  appealed  from. 
A  party  might  as  well  claim  to  appeal  from  the  opinion  of  the  court, 
as  from  the  synopsis  of  the  opinion,  which  constitutes  the  recitals 
upon  which  the  ordering  part  of  the  decree  is  based. 

The  only  decree  in  this  case  was  a  decree  dismissing  the  complain- 
ants' bill,  with  costs.    Seatou's  Forms  of  Decrees,  pp.  8,  9. 

From  the  whole  of  that  decree  the  complainant  appealed,  the  whole 
of  which  decree  was  reversed  by  this  court  at  its  last  term,  and  the 
Circuit  Court  was  ordered  by  the  mandate  of  this  court  to  enter  a 
decree  in  said  cause,  according  to  the  prayer  of  complainants'  bill, 
and  such  decree  was  entered  bv  the  said  Circuit  Court,  at  the  June 
Term  thereof,  1853,  in  compliance  with  said  mandate  of  this  court. 

The  defendants  cannot  have  that  decree  of  this  court  reviewed  or 
altered  by  an  attempt  to  appeal  from  the  reasons  upon  which  the  Cir- 
cuit Court  pronounced  its  decree. 

Second.  But  if  the  recitals  preceding  the  ordering  part  of  the  decree 
of  the  Circuit  Court  could  be  appealed  from,  the  defendants  should 
have  brought  a  cross-appeal,  which  would  be  heard  by  this  court  with, 
and  at  the  same  time  of,  the  original  appeal,  and  one  decree  only 
would  be  pronounced  by  the  appellate  court.  1  Barbour's  Ch.  Prac., 
397;  Uguart's  Prac.  in  House  of  Lords  on  Appeals  and  Writs  ot 
Error,  37-40;  Palmers  Prac.  in  House  of  Lords  ou  Appeals  and 
Writs  of  Error,  p.  33 ;  Hawky  v.  James,  16  Wend.,  85-274 ;  Mtpes 
v.  Coffin,  5  Paige,  296. 

A  party  cannot  have  a  decree  of  the  Circuit  Court  reviewed  by 
this  court  two,  three,  or  more  times,  by  appealing  from  different 
parts  of  the  decree  at  different  times.  Every  ground  which  he  might 
have  urged  on  the  hearing  of  the  first  appeal  will  be  deemed  to  have 
been  made  by  him.  or,  if  not  made,  to  have  been  abandoned.  The 
Sam  Maria,  10  Wheat.,  443,  444;  Ex-tmrte  Sihlxihl,  12  Peters,  488. 


Digitized  by  Google 


016 


Corning  v.  Trot  Nail  Factory. 
 1 — 

Argument  against  the  motion  to  dismiss. 


[Sup.  Ct. 


This  attempt  at  an  appeal  by  the  defendants  from  the  reasons  of  the 
decree  is  analogous  to  an  application  to  this  court  for  a  rehearing  upon 
the  original  appeal,  which  is  never  granted  after  the  cause  has  hecn 
remitted  to  the  Circuit  Court.  Mc Arthur  v.  BrowderA  Wheat.,  488. 

Third.  The  decree  of  the  Circuit  Court  entered  in  this  cause  on 
the  4th  of  September,  1850,  was  reversed  by  this  court  at  its  Decem- 
ber Term,  1852,  and  the  proceedings  were  remitted  to  the  Circuit 
Court,  and  that  court,  at  its  June  Term,  1853,  entered  a  new  decree, 
in  pursuance  of,  and  in  compliance  with,  the  mandate  of  this  court. 
Therefore,  on  the  5th  of  October,  1853,  the  date  of  defendants'  pres- 
ent appeal,  there  was  no  such  decree  of  the  Circuit  Court  as  that 
entered  by  said  court  of  the  4th  of  September,  1850,  from  parts  of 
which  the  defendants  claim  to  appeal. 

Fourth.  The  ouly  decree  existing  in  the  Circuit  Court  in  this  cause 
since  its  June  Term,  1853,  is  an  interlocutory  and  not  a  final  decree, 
and  cannot  be  appealed  from.  Kane  v.  Whittick,  8  Wend.,  219;  9 
Peters,  1;  15  Id.,  287. 

Appeals  from  the  Circuit  Court  to  this  court  can  only  be  from  fiual 
decrees  or  judgments.  1  United  States  Statutes  at  Large,  p.  84, 
sec.  22. 

Mr.  Seymour  and  Mr.  Seward  opposed  the  motion  to  dismiss  the 
appeal,  upon  the  following  grounds: 

I.  The  decree  of  the  Circuit  Court,  made  on  the  4th  of  September, 
1850,  disposed  of  the  whole  cause  on  the  merits,  and  was,  therefore, 
a  linal  decree,  and  an  appeal  may  be  taken  from  it.  See  act  of  Con- 
gress March  3,  1803.  By  this  act  an  appeal  to  the  Supreme  Court  is 
given  "from  all  final  judgments  or  decrees  rendered,  or  to  be  ren- 
dered, in  any  Circuit  Court."  Sec,  also,  act  24th  of  February,  1789; 
The  San  Pedro,  2  Wheat.,  132 ;  see  act  of  1819, 3  United  States  Stat- 
utes at  Large,  p.  481,  chap.  19;  see  Patent  Act  of  1830,  sec.  17,  5 
United  States  Statutes  at  Large,  p.  124;  Laws  United  States  Courts. 
117  119.  This  last  act  enlarges  the  right  of  appeal  in  patent  cases. 
It  gives  the  court  a  discretion  to  allow  the  appeal  in  cases  other  than 
those  already  provided  for  by  law.  The  appeals  authorized  by  this 
law  are  only  allowed  from  a  linal  decree  in  United  States  courts. 
Patterson  v.  Gaines  et  at,,  0  How.,  585. 

A  decree  dismissing  a  bill  is  a  final  decree.  2  Daniell's  Chancerv 
Pleading  and  Practice,  Perkins'  ed.,  pp.  1199,1200;  McCoUum  v. 
Eager,  2  How.,  G4. 

The  decree,  therefore,  of  the  Circuit  Court  in  this  cause  may  be 
appealed  from  uuder  the  acts  of  Congress  aforesaid. 
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II.  This  decree  consists  of  three  parts:  the  introductory  part;  the 
part  declaring  the  rights  of  the  parties,  as  this  does  of  the  complain- 
ant; and  another  part,  ordering  or  directing  a  thing  or  tilings  to  he 
done.  Sec  2  Danicll's  Chancery  Pleading  and  Practice,  Perkins'  ed., 
pp.  1210-1214,  as  to  the  forms  of  decrees.  The  rules  of  this  court  do 
not  allow  of  recital.  See  Rule  85 ;  so,  too,  Statute  8  and  4  William 
IV,  cited  in  2  Daniell's  Practice,  1212;  Seaton's  Decrees,  150.  It 
declares  the  right  of  complainants  to  the  patent-right,  and  the  right 
of  the  defendants  to  use  the  patented  machinery  under  the  agree- 
ment of  October  14,  1845. 

This  decree  proceeds  and  adjudges  and  determines  two  important 
matters  of  defense  which  had  been  distinctly  set  up  in  the  pleadings, 
and  upon  which  much  testimony  had  been  given,  to  wit: 

First  "That  the  said  Henry  Burden  was  the  first  and  original  in- 
ventor of  the  improvement  on  the  spike-machine  in  the  bill  of  com- 
plaint mentioned,  and  for  which  a  patent  was  issued  to  the  said  Henry 
Burden,  bearing  date  the  2d  day  of  September,  1840,  as  is  in  said 
bill  of  complaint  set  forth." 

Second.  "That  the  said  complainants  have  a  full  and  perfect  title  to 
the  said  patents  for  said  improvements,  by  assignment  from  the  said 
Henry  Burden,  as  is  stated  and  set  forth  in  the  said  bill  of  complaint." 

These  portions  of  the  decree  arc  final  decisions  ou  the  merits  of 
the  case,  giving  to  the  complainants  the  full  and  complete  title  to  the 
machinery;  a  vital  point,  which,  if  decided  for  the  defendants,  decides 
the  whole  case  for  them,  no  matter  what  may  be  the  decision  as  to 
the  agreement  of  October  14,  1845. 

An  appeal  will  lie  from  the  deeision  of  the  court  upon  either  or 
both  of  these  contested  points.    3  DanielPs  Chancery  Practice,  1600. 

III.  Even  if  the  adjudication  contained  in  the  decree  of  the  origin- 
ality of  the  invention  in  question,  and  of  the  complainants'  title  to  the 
patent,  need  not  have  been  inserted  in  the  decree,  yet  they  were  in- 
serted by  the  Circuit  Court,  upon  the  special  motion  of  the  complain- 
ants, and  against  the  opposition  of  the  defendants,  who  should,  there- 
fore, not  be  prejudiced  by  it.  See  affidavits  read  on  this  motion  by 
the  defendants. 

IV.  The  appeal  by  the  complainants  brought  up  only  the  questions 
decided  to  their  prejudice.  Bwkinglwm  v.  Mr  Lean,  13  now.,  150. 
151. 

The  equity  practice  of  the  Supreme  Court  of  the  United  States  is 
regulated  by  the  laws  of  the  United  States,  the  rules  of  the  court,  and. 
in  the  absence  of  any  provision  in  them  applicable  to  a  given  case, 
by  the  practice  of  the  English  High  Court  of  Chancery.    Rule  90, 


Digitized  by  Google 


918 


Corning  r.  Troy  Nail  Factory. 


[Sup.  Ct. 


Argument  against  the  motion  to  dismiss. 

Supreme  Court.  The  Stale  of  Rhode  Island  v.  The  Stale  of  Massachu- 
setts, 14  Peters,  210;  Bcin  v.  Heath,  12  How.,  168;  Dorset/  v.  Pack- 
icorxl,  Id.,  126. 

By  the  practice,  both  of  the  American  and  English  courts  of 
chancery,  this  is  a  proper  case  for  a  cross-appeal  to  be  brought  by 
defendants.  1  Turner  and  Venablc's  Chancery  Practice,  733,  ed. 
1835;  2  Smith's  Chancery  Practice,  p.  31,  ed.  1837;  3  Daniell's 
Chancery  Practice,  1606,  1685,  1688;  Blackburn  v.  Jejxon,  2  Vesey 
&  B.,  359;  Hawley  v.  James,  16  Wend.,  61-85;  Mapcs  v.  Coffin,  5 
Paige,  296 ;  Clowes  v.  Dickinson,  8  Cow.,  330. 

V.  The  present  is  the  proper  time  to  bring  it. 

1.  The  decree  of  the  Circuit  Court  being  final,  the  laws  of  Mareh 
3,  1803,  and  of  1819  and  1836,  give  an  unrestricted  and  unqualified 
right  of  appeal  to  either  party  for  five  years. 

2.  Because  an  appeal  now  taken  from  the  latter  decree  would  bring 
up  for  review  only  the  proceedings  subsequent  to  the  mandate.  The 
Santa  Maria,  10  Wheat.,  31 ;  Ex-parte  Sibbald,  12  Peters,  488. 

There  is  no  rule  of  the  Supreme  Court  adopting  the  rules  of  the 
House  of  Lords. 

VI.  The  decision  of  this  court,  on  the  appeal  of  the  complainants, 
affects  only  the  part  of  the  decree  complained  of  by  them,  to  wit, 
the  construction  of  the  agreement  of  October  14,  1845 ;  and  while 
the  declaratory  parts  of  the  decree  of  the  Circuit  Court  in  favor  of 
the  complainants  remain  unreversed,  the  right  to  sustain  their  bill 
for  a  perpetual  injunction,  and  to  recover  damages,  followed  as  a 
consequence  from  the  construction  given  by  this  court  to  the  agree- 
ment of  October  14,  1845. 

VH.  The  defendants  are  entitled  to  an  appeal  at  some  time  within 
five  years  from  the  decision  of  the  Circuit  Court  against  them,  on 
the  validity  of  the  patent  in  question.  Now,  if  the  complainants* 
position  is  true,  that  nothing  is  appealed  from  but  the  order  directing 
the  bill  to  be  dismissed,  these  defendants  have  not  now,  and  never 
have  had,  an  opportunity  to  appeal  at  all,  because  that  decree  was 
in  their  tavor,  and  a  party  cannot  appeal  from  a  decree  in  his  own 
favor. 

It  is  a  mere  subtlety  to  say,  that  because  the  decree  deciding  the 
validity  of  the  patent  and  the  title  of  the  complainants  in  their  favor 
ordered  no  relief,  but,  on  the  contrary,  for  a  different  reason,  di- 
rected their  bill  to  be  dismissed,  that  therefore  the  decision  of  the 
validity  of  the  patent  and  the  title  of  the  complainants  is  mere  re- 
cital, and  not  a  substantial  part  of  the  decree,  and  proper  subject  of 
an  appeal.    The  test  is  this:  Are  the  validity  of  the  patent  and  the 
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title  of  the  complainants  now  open  to  dispute  by  the  defendants  in 
the  Circuit  Court?  Certainly  they  are  not  But,  according  to  the 
complainants,  those  points  are  not  open  to  appeal;  so  that  a  decision 
on  a  vital  point  against  the  defendants  is  not  the  subject  of  appeal 
at  all. 

Again,  if  what  the  complainants  allege  is  correct,  that  there  is  no 
decree  now  remaining  in  the  court  below  but  the  decree  which  is 
entered  on  the  mandate,  and,  also,  that  on  appeal  from  that  decree 
so  entered  on  the  mandate  the  party  aggrieved  can  review  only  the 
proceedings  subsequent  to  that  decree,  then  it  results  that  the  defend- 
ants can  have  no  appeal  at  all  from  a  decree  in  which  the  material 
issue  upon  the  invention  is  found  against  them  by  the  court  below. 

Again,  in  answer  to  this,  it  is  said  that,  on  the  appeal  brought  by 
tbe  complainants  upon  the  issue  as  to  a  license  found  against  them, 
the  defendants  were  at  liberty  to  fall  back  and  contest  the  issue  of 
tbe  invention  found  against  them ;  but,  in  reply,  we  say,  that,  by  the 
rules  of  courts  of  equity,  as  well  as  by  statute,  it  is  optional  to  the 
defendants  whether  they  will  so  fall  back  and  contest  the  issue  found 
against  them  on  the  hearing  of  the  appeal  of  the  complainants,  or 
whether  they  will  bring  their  own  distinct  appeal. 

VIM.  The  respondents'  motion  should  be  denied. 

Mr.  Justice  Grier  delivered  the  opinion  of  the  court. 

The  Troy  Iron  and  Nail  Factory  filed  their  bill  in  the  court  below, 
claiming  to  be  assignees  of  a  patent  granted  to  Henry  Burden  for  a 
«*  new  and  useful  improvement  in  the  machinery  for  manufacturing 
wrought  nails  or  spikes."  The  bill  charges  that  the  appcllauts,  Cor- 
ning &  Co.,  have  infringed  their  patent,  and  prays  for  an  injunc- 
tion and  an  account  of  profits,  &c.  The  answer  of  the  respondents 
below  took  defense  on  two  grounds :  first,  that  Burden  was  not  the 
first  and  original  inventor  of  the  machine  patented ;  and  secondly, 
that  the  respondents  used  their  machine  under  a  license  from  the  pat- 
entee. The  court  below  sustained  the  defense  on  the  latter  ground, 
and  entered  the  following  decree :  "Therefore  it  is  ordered,  adjudged, 
and  decreed  that  the  said  bill  of  complaint  is  hereby  dismissed,  with 
costs  to  be  taxed,  and  that  the  defendant  have  execution  therefor." 

The  case  is  now  before  us  on  a  motion  to  dismiss  the  appeal.  Look- 
ing at  the  case  as  exhibited  to  us  by  tho  record,  it  appears  to  be  an 
appeal  by  respondents  from  a  decree  dismissing  the  complainants'  bill 
with  costs. 

It  often  happens  that  a  court  may  decree  in  favor  of  a  complain- 
ant, but  not  to  the  extent  prayed  for  in  his  bill,  and  he  may  have 
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just  cause  of  appeal  on  that  account.  But  the  prayer  of  the  respond- 
ent's answer  is  that  M  he  be  hence  dismissed,  with  his  reasonable  costs 
and  charges,  on  this  behalf  most  wrongfully  sustained."  And  hav- 
ing such  a  decree  on  the  present  case,  he  cannot  have  a  more  favor- 
able one. 

It  is  true  that  the  petition  for  the  appeal  in  this  case  prays  only 
'*  that  so  much  of  such  parts  of  said  decree  as  declares,  orders,  ad- 
judges, and  decrees  as  follows,  to  wit,  'and  it  appearing  to  the  said 
court  that  the  said  Henry  Burden  was  the  first  inventor  of  the  im- 
provement, &c.,'  may  be  reversed,  and  that  the  appellants  may  be 
restored  to  all  things  which  they  have  lost  by  reason  thereof." 

But  the  matter  complained  of  forms  no  part  of  the  decree  of  the 
court  below. 

It  shows  only  that  the  judge,  in  reciting  the  inducement  or  reasons 
for  entering  a  decree  in  favor  of  the  respondents  below,  was  of  opin- 
ion that  they  were  entitled  to  such  decree,  because  they  had  succeeded 
in  establishing  one  only  of  the  two  defenses  alleged  in  their  answer. 
It  is  the  opinion  of  the  court  on  a  question  of  fact  involved  in  the 
case,  but  not  atiecting  the  decree.  If  the  decree  be  correct,  the  party 
in  whose  favor  it  is  given  has  no  right  to  complain ;  yet  his  appeal 
prays  that  it  "  may  be  reversed,  and  the  appellants  restored  to  all 
things  which  they  have  lost  by  reason  thereof"  ;  and  the  record  shows 
they  have  lost  nothing. 

If  the  decree  be  reversed,  according  to  the  prayer  of  the  appellants, 
the  court  must  necessarily  enter  a  decree  for  the  complainants  below. 
This  would  probably  not  meet  the  views  of  the  appellants.  They  have 
put  themselves  in  the  anomalous  position  either  of  asking  for  the  af- 
firmance of  the  decree  from  which  they  have  appealed,  or  of  request- 
ing this  court  to  reverse  a  decree  in  their  favor,  and  send  back  the 
record  to  the  court  below,  with  directions  to  enter  the  very  same  de- 
cree, but  to  assign  other  reasons  for  it.  The  court  were  not  bound  to 
give  any  reasons  for  their  decree.  The  law  gives  the  party  aggrieved 
an  appeal  from  a  final  decree  of  an  inferior  court ;  but  it  does  not 
give  the  party  who  is  not  aggrieved  an  appeal  from  a  decree  in  his 
favor  because  the  judge  has  given  no  reasons,  or  recited  insufficient 
•ones,  for  a  judgment  admitted  by  the  appellant  to  be  correct 

There  is  a  part  of  the  history  of  this  case  which  does  not  appear  on 
the  record,  but  being  known  to  the  court,  and  assumed  bv  counsel  on 
both  sides  to  make  part  of  the  case,  it  will  be  necessary  to  notice  the 
•case  under  that  aspect. 

The  decree  in  favor  of  the  appellants,  which  is  now  appealed  from, 
has  already  been  before  this  court  on  an  appeal  by  the  complainant 
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below.  The  parties  were  then  fully  heard,  the  decree  of  the  Circuit 
Court  reversed,  and  the  case  remanded  for  further  proceedings.  It 
is  reported  in  14  Howard,  104.  It  appears,  therefore,  that  there  is  no 
such  decree  as  that  which  is  now  complained  of.  The  decree  of  the 
Circuit  Court  has  been  entirely  annulled,  reversed,  and  set  aside  by 
this  court.  Before  that  was  done,  the  appellants  had  a  full  hearing 
on  every  point  of  defense  set  up  in  their  answer.  The  court  below 
had  decided  that  the  defendant  had  a  good  defense  under  his  plea  of 
license,  but  not  under  the  plea  that  Burden  was  not  the  first  inventor 
of  the  patented  machine.  This  court  lias  decided  that  the  appellants' 
defense  was  insufficient  on  both  pleas.  The  language  of  the  court  is, 
(14  How.,  208,)  "That  the  defendants  have  failed  to  prove  that  Bur- 
den was  not  such  first  inventor;  and,  in  our  opinion,  the  evidence 
given  by  them  on  that  point  rather  serves  to  establish  the  originality 
of  the  invention  than  to  impair  it.  The  appellants  stand  upon  the 
patent  as  the  first  which  was  granted  for  the  bending  lever ;  and  they 
may  well  do  so,  until  other  evidence  than  that  in  this  record  shall  be 
given  to  disprove  its  originality." 

It  is  plain,  therefore,  that,  under  the  guise  of  an  appeal  from  the 
decree  of  the  Circuit  Court,  this  is  an  appeal  in  fact  from  the  decis- 
ion of  this  court ;  for  there  is  no  other  decree  existing  in  the  case, 
except  the  decree  of  this  court.  There  must  be  an  end  of  litigation 
some  time.  To  allow  a  second  appeal  to  a  court  of  last  resort,  on 
the  same  questions  which  were  open  to  dispute  on  the  first,  would 
lead  to  endless  litigation.  It  is  said  by  this  court,  in  Martin  v.  Hun- 
ter, 1  TVheaton,  355,  "a  final  judgment  of  the  court  is  conclusive 
upon  the  rights  which  it  decides,  and  no  statute  has  provided  any 
process  by  which  this  court  can  revise  its  judgment."  See,  also, 
Sibbnld  v.  United  States,  12  Pet.,  488.  It  follows,  therefore,  that  when 
a  complainant  has  a  decree  in  his  favor,  but  not  to  the  extent  prayed 
for  in  his  bill,  and  the  respondent  appeals,  if  the  complainant  desires 
a  more  favorable  decree,  lie  must  enter  a  cross-appeal,  that,  when  the 
decree  comes  before  the  appellate  court,  he  may  heard.  For  when 
the  decree  is  either  affirmed  or  reversed  by  the  appellate  court,  it 
becomes  the  decree  of  that  court,  and  cannot  be  the  subject  of  an- 
other appeal.  But  in  this  case,  where  the  decree  of  the  court  below 
dismissed  the  bill,  no  appeal  by  the  respondent  was  necessary.  He 
had  a  full  opportunity  to  urge  every  defense  set  up  in  his  answer. 
The  printed  arguments  show  that  the  defense,  for  want  of  originality 
in  the  patent,  was  relied  upon  as  a  ground  for  affirming  the  decree 
of  the  court  below,  and,  as  we  have  already  shown,  was  distinctly 
passed  upon  and  overruled  by  this  court. 
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A  second  appeal  lies  only  when  the  court  below,  in  carrying  out 
the  mandate  of  this  court,  is  alleged  to  have  committed  an  error. 
But  on  an  appeal  from  the  mandate,  it  is  well  settled  that  nothing  u 
before  the  court  but  the  proceedings  subsequent  to  the  mandate. 
Whatever  was  formerly  before  the  court,  and  was  disposed  of  by  its 
decree,  is  considered  as  finally  disposed  of.  See  Windy  v.  Jfa*t,  5 
Cranch,  313;  Canter  v.  The  Ocean  Insurance  Company,  1  Peters,  511; 
The  Santa  Maria,  10  Wheat.,  431 ;  Rice  v.  Whcathj,  9  Dana,  '27± 

Moreover,  as  it  is  admitted  that  the  court  below  have  not  yet  acted 
upon  the  mandate  of  this  court,  and  entered  a  final  decree  in  pursu- 
ance thereof,  there  is  no  final  decree,  from  which  only  an  appeal  can 
be  taken.  See  The  Palmyra,  10  Wheat.,  502;  Chacc  v.  Va.^z.  11 
Id.,  429. 

There  are,  therefore,  three  conclusive  reasons  for  dismissing  the 
present  appeal:  1.  The  appellants  have  already  been  heard  in  thb 
court  on  a  former  appeal.  2.  There  is  no  such  decree  as  that  from 
which  the  appeal  purports  to  be  taken.  3.  There  is  no  final  decree 
in  the  case,  from  which  an  appeal  can  be  taken. 

The  appeal  is  therefore  dismissed. 

Order.  This  cause  came  on  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  Northern 
District  New  York,  and  was  argued  by  counsel ;  on  consideration 
whereof,  it  is  now  here  ordered,  adjudged,  and  decreed  by  this  court 
that  this  cause  be,  and  the  same  is  hereby, 

Dismissed  with  costs. 


William  Livingston  and  Ebenezer  N.  Calef,  appellants,  r.  Wil- 
liam W.  Woodworth,  administrator  of  William  Woodworth, 
deceased,  James  G.  Wilson,  Artemas  L.  Brooks,  and  Ignatius 
Tyler,  appellees. 

( 15  Howard,  540.) 

L  Where  the  assignors  of  a  patent-right  were  joined  with  the  assignee  f-«  a 
particular  locality,  In  a  bill  for  an  injunction  to  restrain  a  defendant  from  :J* 
use  of  the  machine  patented,  and  the  defendant  raised  in  this  court,  ami  after 
a  final  decree,  an  objection  arising  from  a  misjoinder  of  parties,  the  objec- 
tion comes  too  late. 

2.  Moreover,  in  the  present  case,  the  parties  consented  to  the  decree  under  wbfc* 

the  account  in  controversy  was  adjusted. 

3.  That  consent  having  been  given,  however,  to  a  decree  by  which  an  MGMrt 
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should  »*•  taken  of  gains  and  profits,  according  to  the  prayer  of  the  bill,  the 
defendant  was  not  precluded  from  objecting  to  the  account  upon  the  ground 
that  it  went  beyond  the  order. 

4.  The  report  having  been  recommitted  to  the  master,  with  instructions  to  ascer- 

tain the  amount  of  profits  which  might  have  been  realized  with  due  diligence, 
and  the  master  having  framed  his  report  upon  the  theory  of  awarding  dam- 
ages, this  report  and  the  order  of  the  court  confirming  it  were  both  erroneous. 

5.  Under  the  circumstances  of  this  case,  the  decree  should  have  been  for  only 

the  actual  gains  and  profits  during  the  time  when  the  machine  wis  in  opera- 
tion, and  during  no  other  period. 

Tins  was  an  appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Massachusetts. 

All  the  facts  of  the  case  are  stated  in  the  opinion  of  the  court,  to 
which  the  reader  is  referred. 

It  was  argued  by  Mr.  Schley,  for  the  appellants,  and  by  George  T. 
Curtis,  for  the  appellees. 

Mr.  Schley  made  the  following  points : 

1.  The  account  ought  not  to  have  been  taken  from  the  date  of  the 
patent.  The  title  of  the  complainant  Tyler  was  not  complete  until 
1st  of  July,  1848,  nor  the  title  of  Brooks  until  the  10th  of  May,  1848. 
At  the  furthest,  the  account  ought  not  to  have  been  taken  from  a 
period  prior  to  the  latter  day. 

2.  The  account  ou^ht  not  to  have  been  continued  beyond  the  time 
of  the  filing  of  the  bill.  There  are  cases,  undoubtedly,  in  which  the 
account  is  continued  to  the  date  of  the  report ;  but  this  is  not  such  a 
case. 

3.  It  was  clearly  erroneous  to  allow  interest  from  the  day  of  tiling 
the  bill  on  the  whole  amount,  as  part  of  the  amount  accrued  after 
that  date. 

4.  Upon  the  case  as  it  6tood  in  court,  actual  "  gains  and  profits," 
and  nothing  more,  ought  to  have  been  charged  against  the  defend- 
ants. If  damages  beyond  actual  gains  and  profits  were  asked,  the 
complainants  should  have  sought  another  forum.  Curtis  on  Patents, 
sec.  348 ;  Hindmarch  on  Patents,  361-365 ;  Crossley  v.  The  Derby 
Gas-Light  Company,  3  Mylne  &  Craig,  428,  433 ;  Bacon  v.  SjMjtetcooil, 
1  Beav.,  387;  Colborn  v.  Simms,  2  Hare,  560;  2  Eden  on  Injunc- 
tions, 251 ;  Phillips  on  Patents,  457;  Webster  on  Patents,  119,'  168, 
238  ;  Lcc  v.  Alston,  1  Ves.  Jr.,  82. 

5.  The  allowance  of  one  dollar  per  thousand  was  not  warranted 
by  the  evidence  in  the  cause,  even  if  in  other  respects  the  decree 
was  right.  The  allowance  was  excessive,  upon  the  merits,  as  dis- 
closed in  evidence. 
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The  points  made  by  Mr.  Curtis,  for  the  appellees,  were  the  follow- 
ing: 

T.  The  tirst  point  that  will  he  submitted,  on  behalf  of  the  appellees, 
will  he,  that  this  being  a  bill  for  an  injunction  and  an  account,  and  a 
decree  having  been  entered  by  consent  of  parties,  (Record,  p.  G8,) 
that  the  complainants  were  entitled  to  the  injunction  and  account 
prayed  for  in  the  hill;  an  appeal  does  not  lie  from  the  final  decree, 
which  merely  ascertains  the  items  of  the  account  which  the  appel- 
lants consented  should  be  taken. 

That  an  appeal  cannot  be  taken  from  a  decree  entered  by  consent, 
counsel  will  cite  2  Daniell's  Ch.  Pr.,  1170, 1180 ;  Bradish  v.  Gee,  Amb., 
220;  Harrison  v.  Rumscy,2  Ves.,  488;  Atkinson  v.  Maries,  1  Cow., 
698  ;  Corniru/  v.  Cooper,  7  Paige,  587. 

There  is  a  case  in  Ohio  which  is  otherwise,  founded  on  the  pecu- 
liar provisions  of  the  statute  allowing  appeals.  Bmccr  v.  The  State 
of  Connecticut  ct  a!.,  0  Ohio,  180. 

But  there  is  nothing  in  the  provisions  of  the  Judiciary  Act  of  1789, 
or  in  the  act  of  March  3,  1803,  section  2,  allowing  and  resrulatinff 
appeals  in  equity,  to  prevent  the  application  by  this  court  of  the  rule, 
that  when  a  decree  hits  been  taken  by  consent  it  cannot  be  disturbed 
hy  an  appeal  or  a  rehearing. 

The  object  of  the  act  of  1803  is  stated  in  the  case  of  The  Son 
Palm,  2  Wheaton,  141,  142.  The  only  question  in  this  case  is 
whether  the  consent  decree,  entered  May  Term.  1840,  (p.  18.)  does 
not  render  the  final  decree  (pp.  51,  52)  a  decree  by  consent  also.  It 
will  be  contended  that  it  does — 

1 .  Because,  by  the  first  decree,  the  appellants  consented  that  the 
.  appellees  were  entitled  to  the  perpetual  injunction,  and  "the  account 

prayed  for  in  the  bill"  ;  and  all  that  remained  to  be  done  was  to 
ascertain  what  account  was  prayed  for  in  the  hill. 

2.  Because,  by  the  first  decree,  it  was  expressly  declared  that  the 
parties  consented  to  have  the  account  commence  at  such  a  time  as 
should  bo  found  by  the  master  and  be  confirmed  by  the  court— a 
stipulation  as  binding  on  both  parties  as  if  they  had  made  the  same 
point  the  subject  of  arbitration. 

But  >f  the  appeal  was  rightly  taken,  counsel  for  the  appellees  will 
contend — 

IT.  That  the  second  decretal  order  to  the  master,  by  which  he  was 
directed  to  ascertain  "the  amount  of  profits  which  may  have  been, 
or  with  due  diligence  and  prudence  might  have  been,  realized  by  the 
defendants  for  the  work  done  by  them'''  with  the  machine  complained 
of,  taken  in  connection  with  the  principles  laid  down  by  the  court  in 
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their  opinion,  (see  appendix  to  this  brief.)  stated  the  true  rule  for  this 
case. 

1.  It  appears,  by  an  account  tiled  with  the  master  at  the  first  hear- 
ing, that  the  appellants  had  been  using  the  machine  complained  of 
from  July,  1845,  to  July,  1848,  and  had  planed  therewith  3,9G2,7(>0 
feet  of  boards  during  that  time. 

It  also  appears  that  they  had  received  an  average  of  two  dollars 
per  thousand  feet  for  this  work;  and  in  their  answer  they  state  that 
this  work  was  done  at  an  average  expense  of  one  dollar  and  fifty 
cents  per  thousand  feet,  leaving  fifty  cents  only  as  the  net  profit 
actual lv  realized  on  a  thousand  feet.  But  thev  do  not  profess  to  do 
this  with  entire  accuracy,  but  as  an  "approximate  estimate." 

In  this  state  of  the  facts,  the  master,  assuming  that  he  was  to  find 
only  the  actual  net  profits  realized,  heard  evidence  on  the  part  of  the 
complainants  which  tended  to  show  that  a  thousand  feet  of  boards 
could  be  planed  for  a  less  cost ;  and,  also,  evidence  on  the  part  of  the 
respondents  tending  to  show  that  it  would  cost  as  much  as  they  had 
stated  in  their  answer;  but  he  held  that  the  result  of  the  whole  evi- 
dence did  not  authorize  the  conclusion  that  the  respondents  had  not 
truly  stated  the  actual  cost,  and  accordingly  lie  reported  one  dollar 
and  fifty  cents  as  the  cost  per  thousand,  leaving  an  actual  profit  of 
fifty  cents  only. 

As  it  stood  on  the  master's  first  report,  therefore,  there  was  evi- 
dence tending  to  show  that,  in  charging  one  dollar  and  fifty  cents 
per  thousand  as  the  cost  of  planing,  the  respondents  had  conducted 
the  business  with  less  skill  and  prudence  than  it  might  have  been 
conducted.  The  master's  conclusion  was  based  wholly  on  the  idea 
that  the  actual  net  profits  furnished  the  rule,  and  that  the  evidence 
did  not  control  the  statement  of  the  answer  as  to  the  amount  of  such 
actual  profits. 

An  exception  being  taken  and  argued,  it  appeared  to  the  court  that 
here  was  a  state  of  facts  which  required  the  application  of  a  difFcrent 
rule,  and  the  cause  was  recommitted  to  the  master  by  tho  second 
decretal  order,  and  the  accompanying  instructions. 

The  rule  announced  was,  that  the  master  was  to  report  the  profits 
which  the  respondents  might  have  made  with  due  diligence  and  pru- 
dence ;  and  the  principle  adopted  by  the  court  was,  that  the  respond- 
ents were  to  be  charged  as  involuntary  trustees,  accountable,  like 
mortgagees  in  possession  and  other  similar  trustees,  for  the  profits 
which  might  have  been  received  with  due  care  and  prudence. 

To  apply  this  rule,  rendered  it  necessary  to  hear  evidence  on  both 
sides,  and  to  take  the  average  given  by  all  the  testimony  of  what  it 
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would  cost  to  plane  one  thousand  feet.  The  result  of  the  whole 
evidence  given  to  tho  master  at  both  hearings  may  he  thus  stated : 

(The  counsel  then  went  into  some  long  calculations  respecting  the 
cost  of  planing.) 

2.  There  is  no  technical  difficulty  in  a  court  of  equity  in  adopting 
and  applying  such  a  rule  as  that  directed  by  the  second  decretal  order 
to  the  master. 

Where  the  court  has  jurisdiction  to  give  the  principal  relief  sought, 
it  will  make  a  complete  decree,  and  give  compensation  for  the  past 
injury. — as  in  hills  for  specific  performance.  Ncwham  v.  May,  13 
Price,  740 ;  Nelson  v.  Bridges,  2  Beavun,  239 ;  Phillips  v.  Thomson, 

1  Johns.  Ch.  R.,  150  ;  Parkhurst  v.  Van  Cortlandt,  Id.,  273  ;  Pratt  v. 
L  uc  ;f  Campbell,  9  Crunch,  406 ;  Cathcart  v.  llobinson,  5  Peters.  209 ; 

2  Story's  Eq.  Jur.,  sec.  79G.  So,  also,  in  injunction  hills  for  waste. 
Jews  College  v.  Bloom,  3  Atk.,  2G2;  Garth  v.  Cotton,  Id.,  751 ;  Lee  v. 
Alston,  1  13ro.  Ch.  R.,  194. 

The  jurisdiction  in  equity  conferred  upon  the  Circuit  Courts,  in 
patent  causes,  by  statute,  contemplates  full  power  to  give  the  plain- 
tiff as  ample  redress  as  he  could  have  at  law,  except  that  the  dam- 
ages cannot  be  trebled.    Patent  Act  of  July  4,  1830,  sees.  17,  14. 

3.  There  being  no  technical  difficulty  in  applying  a  rule  that  in- 
volves elements  of  computation  and  gives  an  approximate  compen- 
sation to  the  party  injured,  the  question  is  simply  one  of  principle, 
viz.,  what  rate  of  profits  shall  a  party  who  has  long  infringed  a  pat- 
ent be  required  to  account  for  in  equity  ? 

The  court  below  did  not  direct  the  master  to  find  damages,  nor  did 
he  go  into  that  inquiry.  He  inquired,  as  he  was  directed  to  do, 
whether  the  profits  actually  made  by  the  respondents  were  as  large 
as  they  might  have  been  with  the  exercise  of  due  care  and  prudence. 

a.  Any  other  rule,  in  a  case  of  this  kind,  would  put  the  patentee 
entirely  in  the  power  of  the  trespasser,  aud  enable  the  latter  to  fix 
the  rate  at  which  he  should  account  for  the  use  of  the  machine. 

• 

b.  The  rule  applied  in  this  case  by  the  court  below  was  correct  in 
principle.  It  was  to  hold  the  party  accountable,  as  an  involuntary 
trustee,  for  what  the  patentee  might  have  realized  by  the  same  exer- 
cise of  the  right,  the  evidence  showing  that  he  had  made  the  co-t  of 
the  work  excessive.  The  principle  is  well  settled,  that  a  court  of 
inquiry  sometimes  forces  the  character  of  a  trustee  upon  an  intruder 
or  wrong-doer,  or  one  who  is  in  possession  under  color  of  right,  and 
who  takes  rents  or  profits  which  belong  to  another,  or  might  have 
taken  them. 

The  particular  class  of  trustees  referred  to  in  the  opinion  of  the 
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court  below  arc  mortgagees.  The  following  authorities  show  the 
application  of  the  rule:  Anonymous,  1  Vernon,  45;  Chapman  v. 
Tanner,  Id.,  267 ;  Coppring  v.  Cooke,  Id.,  270 ;  Jenkins  v.  Eldredgc,  3 
Story,  325-331 ;  Dexter  v.  ArnoW,  2  Sumner,  108-130. 

c.  This  is  a  case  of  first  impression.  All  the  authorities  and  pre- 
cedents which  declare  that  the  infriuger  is  to  account  in  equity  for 
the  "profits"  mode  by  the  unlawful  use  of  the  invention,  contem- 
plate a  case  where  the  actual  profits  arc  all  that  could  have  been 
made,  or  else  that  question  has  not  been  raised.  This  is  a  case  where 
the  evidence  shows  that  the  respondents  so  conducted  their  business 
that  the  actual  profits  were  less  than  half  what  might  have  been  re- 
alized by  the  patentee  from  the  same  business. 

HT.  The  objection  that  the  account  ought  not  to  have  been  taken 
from  the  date  of  the  (reissued)  patent,  viz.,  July  8,  1845,  but  should 
have  commenced  May  20.  1848,  (the  date  of  "Wilson's  deed  of  con- 
firmation to  Brooks,  one  of  the  complainants,)  is  now  too  late.  By 
consent  of  parties,  the  account  was  to  commeuce  at.  such  time  as 
should  be  found  bv  the  master  and  confirmed  bv  the  court.  Page 
18.  The  master  found  the  facts,  and  the  court  directed  the  account  to 
commence  at  the  date  of  the  reissued  patent.  No  appeal  lies  from 
the  decree  thus  consented  to. 

Besides,  the  bill  was  brought  in  the  name  of  the  original  owner  of 
the  reissued  patent,  Woodworth's  administrator,  Wilson,  his  assignee, 
and  Brooks  and  Tyler,  the  sub-assignees ;  and,  by  consent,  the  respond- 
ents admitted  the  right  to  the  injunction  and  account  prayed  for. 

IV.  If  the  appeal  can  open  this  question,  it  is  submitted  that  the 
decree  was  right. 

The  first  patent  to  Woodworth,  the  inventor,  was  granted  December 
27,  1828.  November  16, 1842,  Woodworth's  administrator  obtained 
from  the  Commissioner,  under  the  statute  of  1836,  sec.  18,  an  cxten-  " 
sion  for  seven  years  from  December  27,  1842.  December  7,  1842, 
the  administrator  granted  to  Brooks  an  exclusive  territorial  right  for 
the  residue  of  the  extended  term,  viz.,  to  December  27,  1849. 

January  11,  1844,  the  administrator  conveyed  all  his  interest  to 
Wilson. 

July  8,  1845,  the  administrator  surrendered  the  renewed  patent 
granted  to  him  by  the  Commissioner,  and  obtained  a  reissue  under 
the  act  of  1836,  sec.  13,  on  account  of  a  defective  specification. 

July  20,  1847,  Brooks  assigned  to  Tyler  one-half  of  his  territorial 
right. 

May  20,  1848,  Wilson,  by  his  deed,  confirmed  Brooks'  title,  and 
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Brooks,  by  his  deed  dated  July  1, 184S,  confirmed  his  previous  grant 
to  Tvler. 

The  bill  was  filed  July  10, 1848,  in  the  name  of  the  administrator, 
Wilson,  Brooks,  and  Tyler,  to  obtain  an  account  for  infringements 
commenced  at  least  at  the  date  of  the  surrender  and  reissue,  and 
steadily  continued  to  the  time  of  filing  the  bill.  The  court  directed 
the  account  to  commence  with  the  date  of  the  reissued  patent. 

Three  positions  will  be  maintained  : 

1.  That  the  complainants,  who  sought  this  redress,  jointly  repre- 
sented the  whole  legal  and  equitable  title,  and  were  jointly  entitled 
to  the  relief  from  the  date  of  the  reissued  patent.  Even  if  it  were 
true  that  a  reissue  does  not  give  a  legal  title  to  the  assignee  whose 
grant  was  taken  before  the  reissue,  (which  is  not  admitted.)  it  still 
leaves  his  equitable  title,  as  against  strangers  and  trespassers,  as  valid 
as  it  was  before. 

2.  An  assignee  of  the  whole  existing  interest  under  a  patent  has 
the  same  legal  title  in  the  reissued  patent,  granted  under  the  act  of 
1836,  sec.  13,  for  a  defective  specification,  which  he  had  before  the 
reissue,  without  any  confirmatory  grant  from  the  patentee.  WooJ- 
worlh  v.  Stone,  3  Story,  740;  Wowhcorth  v.  Hill,  1  Wood.  &  Mm.,  24S. 

The  two  cases  of  Wilson  v.  Roussc/iu,  4  How.,  040,  and  Bhmmer 
v.  M  Qut  inm,  14  How.,  530,  deny  to  previous  assignees  a  legal  title 
under  an  extension,  and  recognize  only  their  right  to  continue  the 
use  of  the  specific  machines  purchased. 

They  admit,  therefore,  that  the  extension  is  a  grant  of  a  new  estate 
to  the  patentees.  A  reissue  under  the  thirteenth  section  of  the  stat- 
ute is  not  a  new  grant  in  any  sense,  but  merely  the  correction  of 
errors  or  omissions  in  the  specifications;  and  the  statute  merely 
restricts  the  right  of  recovery  to  infringements  committed  after  the 
correc  tion  has  been  made. 

3.  If  the  complainants,  Brooks  and  Tyler,  needed  any  confirmation 
of  their  title,  they  had  it  before  the  bill  was  filed,  and  it  relates  back  to 
the  earliest  period  when  the  statute  will  permit  recovery  for  infringe- 
ments under  a  reissued  patent. 

V.  The  objection  that  the  account  ought  not  to  have  been  taken 
beyond  the  time  of  filing  the  bill,  covers  the  work  done  in  the  course 
of  fifteen  days.  The  bill  was  filed  July  10,  1848,  and  the  account 
covers  the  work  done  to  July  25.  It  appears  that  the  injunction  was 
served  on  the  last-mentioned  day.  Record,  pp.  13, 14.  The  amount 
planed  in  the  month  of  July  was  73,821  feet.  So  that,  at  the  rate 
of  4,200  feet  per  day,  the  respondents  must  have  worked  their  ma- 
chine more  than  seventeen  days  in  the  month  of  July;  that  is  to  say. 
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thev  did  more  than  seven  davs'  work  after  the  bill  was  filed.  Rec- 
cord,  p.  19.  It  does  not  appear  precisely  why  the  master  took  the 
account  to  the  25th  of  July,  but  probably  it  was  because  the  respond- 
ents rendered  it  to  that  time,  they  not  having  stopped  before.  After 
the  bill  was  filed,  they  had  notice  of  the  complainants*  rights,  and  on 
their  own  admission  they  were  infringers,  and  bound  to  account.  To 
allow  the  present  objection  to  prevail,  would  be  to  say,  that,  in  a  suit 
for  an  injunction  and  account,  the  right  being  admitted,  the  respond- 
ent may  go  on  working  after  the  bill  is  filed,  and  the  complainant 
must  file  another  bill  to  recover  for  what  is  done  after  the  first  bill  is 
filed,  and  before  the  account  is  taken.  There  is  no  technical  necessity 
for  this,  and  it  would  be  most  onerous,  as  leading  to  endless  litigation. 

VX  The  objection  as  to  the  interest  allowed  on  the  items  which 
accrued  after  the  filing  of  the  bill,  assumes  that  work  was  done  by 
the  respondents  after  the  bill  was  filed.  By  their  own  admission  they 
had  no  right  to  use  the  machine.  The  master  brought  the  account 
down  to  the  time  when  the  respondents  rendered  it,  July  25;  and  if 
a  part  of  the  items  thus  covered  accrued  after  the  respondents  were 
notified,  those  items  must,  in  contemplation  of  law,  be  treated  as  if 
they  had  already  accrued  when  the  bill  was  filed,  in  taking  a  continu- 
ing account. 

Mr.  Justice  Daniel  delivered  the  opinion  of  the  court. 

The  appellees,  on  the  24th  of  July,  1848,  obtained  from  the  court 
above  mentioned  an  injunction  to  restrain  the  appellants  from  using 
or  vending  one  or  more  planing-machines,  substantially  the  same  in 
construction  and  mode  of  operation  as  the  machine  which  had  been 
patented  to  William  Woodworth,  deceased. 

In  their  bill  they  allege  the  originality  of  the  invention  of  the  pat- 
entee, the  extension  of  the  patent  after  his  death  for  the  space  of 
seven  years  beyond  its  original  limitation  to  the  appellee  William 
W.  Woodworth,  as  administrator  of  the  inventor,  and  the  grant  by 
said  administrator  to  the  appellee  Brooks  of  the  exclusive  right  to 
construct  and  use  the  invention  within  certain  specified  limits  for  the 
entire  period  of  that  extension.  The  bill  further  alleges  a  second 
extension  by  act  of  Congress  of  the  patent  to  the  said  administrator 
for  the  term  of  seven  years  from  the  27th  day  of  December,  1849 ; 
but  states  that  in  consequence  of  doubts  entertained  as  to  the  correct- 
ness of  the  specification,  and  of  the  fact  of  said  letters  patent  having 
been  found  to  be  inoperative,  they  were  duly  surrendered,  and  new 
letters  patent,  bearing  date  on  the  8th  day  of  July,  1845,  were  issued 
to  the  appellee  William  W.  Woodwortb,  and  his  assigns,  for  the 
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residue  of  the  term  of  twenty-eight  years  from  the  27th  of  December, 
1828.  That  subsequently  to  this  last  renewal  the  appellee  William  W. 
Woodworth  had  granted  to  the  appellee  Wilson,  and  to  his  assigns, 
all  the  right  and  title  acquired  by  him  by  the  issue  of  the  last  letters 
patent  with  the  amended  specification.  That  the  appellee  Brooks, 
by  his  deed  of  the  20th  of  July,  1847,  had  granted  and  assigned  to 
the  appellee  Tyler  one-half  of  Brooks'  right  in  the  patent  to  Wood- 
worth  for  the  term  ending  on  the  27th  of  December,  1849,  to  be  used 
within  the  town  of  Lowell,  and  not  elsewhere.  That  the  appellee 
Wilson,  by  deed  of  the  20th  of  May,  1848,  assigned  and  confirmed 
to  J^-noks  and  his  assigns  the  exclusive  right  of  constructing  and 
using  twenty  planing-maehines,  according  to  the  letters  patent  with 
the  amended  specification,  and  gave  authority  to  Brool^s,  in  Wilson's 
name,  to  execute  all  such  deeds  of  confirmation  to  the  assignees  of 
any  rights  and  privileges  within  the  county  of  Middlesex  as  he  should 
deem  fit,  and  that  in  virtue  of  this  power  and  authority,  he  (Brooks) 
did,  by  his  deed  of  July  1,  1848,  grant  and  confirm  to  the  appellee 
Tyler,  in  the  name  and  behalf'  of  the  said  Wilson,  as  well  as  in  his 
own  name,  all  the  rights  and  privileges  described  in  the  deed  from 
Brooks  to  Tvler  of  the  20th  of  Julv,  1847.  The  bill  further  alleges 
that  the  appellants  were  then  using,  and  for  some  time  had  used, 
within  the  city  of  Lowell,  one  of  the  machines,  substantially  the  same 
in  construction  and  mode  of  operation  its  the  planing-machine  in  the 
said  last-mentioned  letters  patent  described,  the  exclusive  right  to 
make,  use,  and  vend  which  is  by  law  vested  in  the  appellees.  The  bill 
also  charges,  that  theretofore  two  actions  at  law  had  been  instituted 
in  that  court,  the  one  against  a  certain  James  Gould,  and  the  other 
against  ttodolphus  and  James,  Edwards  and  Cyrus  Smith,  for  viola- 
tion of  the  exclusive  privileges  granted  to  the  plaintiffs  in  those 
actions  under  patent  last  aforesaid,  by  using  a  machine  substantially 
the  same  with  the  said  planing-machine  invented  by  the  said  William 
Woodworth,  and  that,  upon  issues  made  up  in  both  these  actions,  the 
jury  found  that  the  defendants  had  infringed  the  patent,  and  sul>- 
jeeted  them  to  the  payment  of  damages.  It  avers  the  use,  as  before 
stated,  by  the  appellants  of  their  machine,  to  be  an  infringement  of 
the  Woodworth  patent,  and  a  violation  of  the  exclusive  rights  and 
privileges  of  the  appellees;  and  concludes  with  a  prayer  that  the  ap- 
pellants may  be  decreed  to  account  for  and  pay  over  to  the  appellees 
all  gains  and  profits  which  have  accrued  from  using  their  said  ma- 
chines since  the  expiration  of  the  said  original  patent ;  that  they  may 
be  restrained  by  injunction  from  using  or  vending  any  one  or  more 
of  said  machines;  that  the  machine  or  machines  in  the  possession  or 
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under  the  control  of  the  appellants  may  be  destroyed  or  delivered 
over  to  the  appellees,  who  ask  also  for  general  relief. 

The  appellants,  by  their  answer,  state  that  during  a  part  of  the  time 
which  has  elapsed  between  the  autumn  of  1841  and  April  1,  1844, 
they  have  used  in  their  mill  at  Lowell  a  single  planing-machinc,  con- 
structed according  to  a  patent  granted  to  James  H.  Hutchinson  on 
the  16th  of  July,  1839,  which  machine,  in  some  of  its  combinations, 
substantially  resembles  the  machine  specified  in  the  patent  granted 
to  Woodworth  in  1845,  but  is  unlike  any  machine  specified  in  tile 
patent  to  Woodworth  in  1828.  They  aver,  also,  that  the  planing  feus- 
iness  had  been  carried  on  as  aforesaid,  in  virtue  of  the  Hutchinson 
machine,  at  Lowell,  with  the  full  kuowledge  of  the  appellee  Broolij?, 
and  without  objection  from  him,  until  within  a  short  time  prcviousfv, 
and  that  they  had  no  knowledge  or  belief  of  any  infringement  m 
them  of  the  patent  to  Woodworth  until  after  the  decision  in  Gouldi 
case,  after  which  decision  they  were  informed  that  the  patent  to 
Woodworth  had  been  surrendered  and  reissued  with  a  new  specifica- 
tion, the  validity  of  which  reissued  patent  had  not,  within  their  knowl- 
edge or  belief,  been  established,  until  the  decision  of  the  suit  against 
the  said  Edwards  and  Smith.  The  answer  denies  the  orijjinalitv  of 
Wood  worth's  claim,  by  averring  that  James,  Joseph,  Aaron,  and 
Daniel  Hill,  and  Leonard  Gilson,  in  the  District  of  Massachusetts,  as 
early  as  1827,  and  John  Hale,  of  Bloomticld,  in  the  State  of  Mew 
York,  in  the  year  1828,  had  knowledge  of,  and  had  made  and  used, 
planing-machines  essentially  the  same,  and  prior  to  the  pretended 
invention  of  William  Woodworth,  deceased. 

At  the  Mav  Term  of  the  court,  1849,  this  cause  comine  on  to  be 
heard  upon  the  bill,  the  answers,  replications,  and  exhibits,  by  the 
consent  of  the  parties  it  was  decreed  by  the  court  that  the  appellees 
(the  complainants  below)  were  entitled  to  the  perpetual  injunction 
and  to  the  account  prayed  for  by  the  bill,  said  account  to  commence 
at  such  time  as  shall  be  found  by  the  master  and  be  confirmed  by 
the  court.  The  decree  proceeds,  that  the  master,  in  taking  said  ac- 
count, shall  have  power  to  require  the  parties  to  produce  before  him, 
on  oath,  all  books  and  papers  relating  thereto,  and  to  hear  such  oral 
evidence  as  either  party  may  produce,  and  on  the  motion  of  cither 
of  the  patties,  to  examine  either  of  the  other  parties  upon  interroga- 
tories; and  all  further  directions  are  reserved  until  the  coming  in  of 
the  master's  report. 

Tn  pursuance  of  this  decretal  order,  upon  the  examination  of  the 
parties  on  oath,  and  upon  evidence  produced  <ilhouh\  the  master  re- 
ported that  the  amount  of  gains  and  profits  received  by  the  defend- 
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ants  below  upon  3,902,700  feet  of  plank,  the  number  of  feet  planed 
by  them,  was  at  the  rate  of  fifty  ecnts  per  thousand  feet,  no  excep- 
tion being  taken  to  the  amount  of  the  work  stated  to  have  been  done 
by  the  said  defendants,  or  to  the  gross  amount  at  which  the  work 
was  charged  by  them  per  thousand ;  but  exception  being  taken  to 
the  report  of  the  master,  upon  the  ground  that  the  rate  of  profit 
charged  to  the  defendants  below  should  have  been  one  dollar  instead 
of  titty  cents  per  thousand,  the  court,  by  a  further  decretal  order,  re- 
committed the  report  to  the  master,  with  instructions  to  ascertain  the 
amount  of  profits  which  may  have  been,  or  with  due  diligence  and 
prudence  might  have  been,  realized  by  the  defendants  for  the  work 
done  by  them  or  their  servants  by  the  machines  described  in  the  com- 
plainants' bill,  and  that  the  account  of  profits  should  commence  from 
the  date  of  the  letters  patent  issued  with  the  amended  specifications. 
In  obedience  to  the  decretal  order  last  mentioned,  the  master  made 
a  second  report,  by  which  he  charged  the  defendants  for  profits  on 
the  work  done  by  their  machine,  at  the  rate  of  one  dollar  per  thou- 
sand feet,  instead  of  fifty  cents,  as  in  his  former  report,  from  the  8th 
day  of  July,  184*>,  the  date  of  the  reissued  patent.  lie  says  it  is  true 
that  the  rate  of  profit  adopted  by  him  is  conjectural,  "  but  that  he 
does  not  think  he  has  infused  into  the  case  anv  element  too  unfavor- 

tf 

able  to  the  defendants;  that  bv  the  decision  of  the  court  thev  were 
trespassers  and  wrong-doei*s,  in  the  legal  sense  of  the  words,  and  were 
consequently  in  a  position  which  might  make  them  liable  to  be  mulcted 
in  damages  greater  than  the  profits  they  have  actually  received,  the 
rule  being  not  what  benefit  they  have  received,  but  what  injury  the 
plaintiffs  have  sustained."  To  this  second  report  of  the  master  ex- 
ceptions were  filed  by  the  appellees,  (the  plaintiffs  below,)  founded 
upon  the  departure  of  the  master  from  the  safe  and  just  rule  of  actual 
profits,  as  prayed  for  by  the  bill,  and  the  adoption  of  a  rule  of  pro- 
ceeding which  was  vague  and  conjectural,  and  unsustaiued  by  the 
evidence  in  the  cause.  At  the  May  Term,  1851,  the  Circuit  Court 
decreed  that  this  report  of  the  master,  except  so  far  as  interest  is 
thereby  disallowed,  should  be  confirmed,  and  that  the  appellants 
should,  within  ten  days,  pay  to  the  appellees  the  sum  of  §3,9(>2.9<*,  j 
with  interest  thereon  from  the  day  of  filing  the  bill,  with  costs.  It 
is  this  decree,  founded  upon  the  antecedent  proceedings  herein  ad- 
verted to,  that  we  are  to  review;  and  it  may  here  be  remarked,  that 
the  statement  of  those  proceedings  has  been  unavoidably  protracted, 
from  the  necessity  for  considering  two  questions  of  a  preliminary 
character  raised  in  the  argument,  and  which  it  is  proper  to  dispose 
of  before  deciding  upon  and  before  reaching  the  merits  of  this  cause. 
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1st.  It  has  been  insisted,  on  behalf  of  the  appellants,  that  the  appel- 
lee Tyler,  claiming  as  assignee  under  Woodworth,  Wilson,  and  Brooks, 
and  asserting  a  title  complete  in  himself,  within  a  certain  locality, 
could  not  regularly  unite  in  his  bill  those  persons  whom  he  had  shown 
had  no  title  within  the  same  locality,  and  who  could  not,  therefore, 
be  embraced  in  a  decree  in  his  favor, — a  decree  which,  in  its  terms 
and  effect,  must  exclude  every  kind  of  interest  in  those  co-plaintiffs 
within  the  same  limits.  It  is  true,  as  a  rule  of  equity  pleading,  that 
none  should  be  made  parties,  either  as  complainants  or  defendants, 
who  have  no  interest  in  the  matters  in  controversy  or  which  can  be 
affected  by  the  decree  of  the  court.  Vide  Story's  Kq.  I'lead..  ch.  4, 
sec.  281.  So,  too,  in  section  232  of  the  same  work  it  is  said:  "In 
cases  where  the  want  of  interest  applies,  it  is  equally  fatal  when  ap- 
plicable to  one  of  several  plaintiffs  as  it  is  when  applicable  to  one  of 
several  defendants.  Indeed,  the  objection  in  the  former  case  is  fatal 
to  the  whole  suit,  whereas,  in  the  latter  case,  it  is  fatal  (if  taken  in  due 
time)  only  as  against  the  defendant  improperly  joined."  In  the  same 
work,  section  544,  it  is  said,  that  "In  cases  of  misjoinder  of  plaintiffs 
the  objection  ought  to  be  taken  by  demurrer;  for  if  not  so  taken,  and 
the  court  proceeds  to  a  hearing  on  the  merits,  it  will  be  disregarded, 
at  least  if  it  does  not  materially  affect  the  propriety  of  the  decree." 
The  language  of  Lord  Langdalc,  in  the  case  of  Raffity  v.  King,  as  re- 
ported in  the  Law  Journal,  vol.  6,  p.  93,  is  very  clear  upon  this  ques- 
tion, where  he  savs :  "As  to  the  objeetion  to  John  Raffitv  being  made 
a  plaintiff,  I  am  not  satisfied  it  would,  under  any  circumstances,  be 
considered  of  such  importance  as  to  deprive  the  other  plaintiffs  of  the 
relief  they  are  entitled  to.  There  have  been  cases  in  which  the  court, 
with  a  view  to  special  justice,  has  overcome  the  difficulty  occasioned 
by  a  misjoinder  of  plaintiffs."  And  in  the  case  of  Morfry  v.  Lord  H'iwkc, 
cited  in  2  Y.  &  J.,  520,  before  Sir  William  Grant,  the  rule  is  thus  stated 
as  to  the  misjoinder  of  plaintiffs :  "  The  defendant  objected  to  any  re- 
lief being  granted  in  that  state  of  the  record ;  and  without  determin- 
ing the  effect  of  the  objection,  if  brought  forward  earlier,  I  think  it 
is  now  too  late.  If  the  objection  had  been  stated  in  the  answer,  the 
plaintiffs  might  have  obtained  leave  to  amend  their  bill,  and  might 
have  made  John  Ratfity  a  defendant  instead  of  a  plaintiff,  for  which 
there  is  an  authority  in  the  ease  of  Aylwin  v.  Bray,  2  Y.  &  J.,  518, 
note ;  and  in  such  a  case  as  this,  where  the  objection  is  reserved  to  the 
last  moment,  I  think  it  ought  not  to  prevail." 

In  the  case  before  us,  the  objection  of  misjoinder  of  the  plaintiffs 
nowhere  appeal's  upon  the  pleadings,  nor,  for  aught  that  is  disclosed, 
Wflfl  it  insisted  upon  even  at  the  hearing.    It  is  urged  for  the  first 
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time  after  the  hearing  and  after  a  final  decree ;  and  to  allow  this  ob- 
jection at  so  late  a  stage  of  the  proceedings,  would  be  a  surprise  upon 
the  appellees,  and  might  operate  the  most  serious  mischiefs.  In  this 
case,  and  at  this  time,  the  allowance  of  such  an  objection  would  be 
peculiarly  improper;  for  here  the  objection  cannot  be  viewed  as  liav- 
ing  been  merely  waived  by  reasonable  and  ordinary  implication,  but 
the  defendants  have  expressly  consented  to  a  decree  between  the  par- 
ties as  they  were  then  arrayed  upon  the  record.  As  to  this  objection, 
therefore,  we  think  it  comes  too  late  to  be  of  any  avail,  and  should 
not  affect  the  cognizance  of  the  court,  either  as  to  the  parties  or  the 
subject-matter  of  the  controversy. 

2d.  On  the  part  oi*  the  appellees,  (the  complainants  in  the  Circuit 
Court.)  it  has  been  insisted  that  the  decretal  order,  made  in  this  cause 
by  consent,  covered  and  ratified  in  advance  all  the  subsequent  pro- 
ceedings on  the  part  of  the  court,  rendering  those  proceedings,  in- 
clusive of  the  final  decree,  a  matter  of  consent,  which  the  appellants 
could  have  no  right  to  retract,  and  from  which,  therefore,  they  could 
uot  legally  appeal.  In  order  to  try  the  accuracy  of  this  argument, 
and  of  the  conclusions  sought  to  be  deduced  therefrom,  it  is  proper 
to  examine  the  order  which  is  alleged  in  support  of  them.  The  words 
of  that  order  are  as  follows: 

"  This  cause  came  on,  &c,  and  by  consent  of  parties  it  is  declared 
by  the  court,"— what 't  "That  the  complainants  are  entitled  to  the 
perpetual  injunction  and  the  account  prayed  for  by  the  bill."  It 
seems  to  us  incomprehensible,  that  by  this  consent  of  the  defendant 
below,  he  had  consented  to  anything  precise  and  unchangeable  be- 
yond the  perpetual  injunction ;  much  more  so  that  he  had  thereby 
bound  himself  to  acquiescence  in  any  shape,  or  to  any  extent  of 
demand  which  might  be  made  against  him  under  the  guise  of  an  ac- 
count. Indeed,  the  complainants  below,  aud  the  Circuit  Court  itself,, 
have  shown,  by  their  own  interpretation  of  this  decretal  order,  that 
they  did  not  understand  it  to  mean — as,  in  truth,  by  no  just  accepta- 
tion it  could  mean — anything  fixed,  definite,  and  immutable ;  for  the 
complainants  below  excepted  to  the  report  of  the  master,  and  the 
court  recommitted  that  report,  with  a  view  to  its  alteration.  Nor  can 
we  regard  the  reference  to  the  master  as  in  the  nature  of  an  arbitra- 
tion ;  for  if  so  deemed,  the  award  of  that  officer  must  have  been 
binding,  unless  it  could  be  assailed  for  fraud,  misbehavior,  or  gross 
mistake  of  fact.  In  truth,  the  account  consented  to  was  the  account 
prayed  for  by  the  bill,  and  in  the  plain  words  of  the  bill,  viz.,  "  that 
the  defendants  may  be  decreed  to  account  for  and  pay  over  all  such 
gains  and  profits  as  have  accrued  to  them  from  using  the  said  ma- 
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chine  since  Ihe  expiration  of  said  original  letters  patent."  This  lan- 
guage is  particularly  clear  and  significant:  such  gain  and  profits,  and 
such  onlv,  as  have  actually  accrued  to  the  defendants;  and  we  arc 
unable  to  perceive  how,  by  Such  an  assent,  the  appellants  (the  defend- 
ants below)  could  have  been  concluded  against  exceptions  to  anything 
and  everything  which  might  have  been  evolved  by  that  report,  how- 
ever illegal  or  oppressive. 

Considering  next  the  decretal  order  for  the  recommitment  of  the 
first  report,  the  second  report  made  in  obedience  to  that  order,  and 
final  decree  founded  upon  the  second  report,  we  are  constrained  to 
regard  them  all  as  alike  irreconcilable  with  the  prayer  of  the  bill, 
with  the  just  import  of  the  consent  decree,  and  with  those  principles 
which  control  the  action  of  courts  of  equity.  In  the  instructions  to 
the  master,  it  will  be  seen  that  he  is  ordered  "  to  ascertain  and  report 
the  amount  of  profits  which  may  have  been,  or  with  due  diligence 
and  prudence  might  have  been,  realized  by  the  defendants  for  the 
work  done  bv  them  or  by  their  servants  by  means  of  the  machines 

WW  w 

described  in  the  complainants*  bill,  computing  the  same  upon  the 
principles  set  forth  in  the  opinion  6f  the  court,  aud  that  the  account 
of  such  profits  commence  from  the' date  of  the  letters  patent  issued 
with  the  amended  specification."  The"  master,  in  this  report,  made 
in  pursuance  of  the  instructions  just  adverted  to,  admits  that  the  ac- 
count is  not  constructed  upon  the  basis  of  actual  gains  and  profits 
acquired  by  the  defendants  by  the  use  of  the  inhibited  machine,  but 
upon  the  theory  of  awarding  damages  to  the  complainants  for  an 
infringement  of  their  monopoly.  lie  admits,  too,  that  the  rate  of 
profits  assumed  by  him  was  conjectural,  and  not  governed  by  the  evi- 
dence ;  but  he  attempts  to  vindicate  the  rule  he  had  acted  upon  by  the 
declaration  that  he  was  not  aware  that  he  had  "  infused  into  the  case 
any  element  too  unfavorable  to  the  defendants ;  that  by  the  decision 
of  the  court  they  were  trespassers  and  wrong-doers,  in  the  legal  sense 
of  these  words,  and  consequently  in  a  position  to  be  mulcted  in  dam- 
ages greater  than  the  profits  they  have  actually  received,  the  rule 
being  not  what  benefit  they  have  received,  but  what  injury  the  plain- 
tiffs have  sustained."  To  what  rule  the  master  has  reference  in  thus 
stating  the  grounds  on  which  his  calculations  have  been  based,  we  do 
not  know.  We  are  aware  of  no  rule  which  converts  a  court  of  equity 
into  an  instrument  for  the  punishment  of  simple  torts ;  but  upon  this 
principle  of  chastisement  the  master  admits  that  he  has  been  led,  iu 
contravention  of  his  original  view  of  the  testimony,  and  upon  conjec- 
ture as  to  the  reality  of  the  facts,  and  not  upon  facts  themselves,  to 
double  the  amount  which  he  had  stated  to  be  a  compensation  to  the 
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plaintiffs  below,  and  the  compensation  prayed  for  by  them,  and  the 
Circuit  Court  has,  by  its  decree,  pushed  this  principle  to  the  extreme, 
by  adding  to  this  amount  the  penalty  of  interest  thereon  from  the 
time  of  riling  the  bill  to  the  date  of  the  final  decree. 

We  think  that  the  second  report  of  the  master,  and  the  final  decree 
of  the  Circuit  Court,  are  warranted  neither  by  the  prayer  of  the  bill 
by  the  justice  of  this  case,  nor  by  the  well-established  rules  of  equity 
jurisprudence. 

If  the  appellees  (the  plaintiffs  below)  had  sustained  an  injury  to 
their  legal  rights,  the  courts  of  law  were  open  to  them  for  redress, 
and  in  those  courts  they  might,  according  to  a  practice  which,  how- 
ever doubtful  in  point  of  essential  right,  is  now  too  inveterate  to  be 
called  in  question,  have  claimed  not  compensation  merely,  but  ven- 
geance, for  such  injurv  as  thev  could  show  that  thev  had  sustained. 
Hut  before  a  tribunal  which  refuses  to  listen  even  to  anv  save  those 
whose  acts  and  motives  are  perfectly  fair  and  liberal,  they  cannot  be 
permitted  to  contravene  the  highest  and  most  benignant  principle  of 
the  being  and  constitution  of  that  tribunal. 

There  they  will  be  allowed  to  claim  that  which,  ex  aequo  d  bom.  is 
theirs,  and  nothing  beyond  this. 

In  the  present  case  it  would  be  peculiarly  harsh  and  oppressive, 
were  it  consistent  with  equity  practice,  to  visit  upon  the  appellant 
any  consequences  in  the  nature  of  a  penalty.  It  is  clearly  shown 
that  the  appellants,  in  working  their  machine,  were  proceeding  under 
an  authority  equal  to  that  (the  same,  indeed)  which  bestowed  on 
Woodworth  and  his  assignees  the  right  to  their  monopoly.  The 
appellants  were  using  a  machine  patented  by  the  United  States  to 
Hutchinson,  and  might  well  have  supposed  that  the  right  derived  to 
them  from  such  a  source  was  regular  and  legitimate.  They  were, 
then,  in  no  correct  sense,  wanton  infringers  upon  the  rights  of  Wood- 
worth,  or  of  those  claiming  under  him.  So  soon  as  the  origiuality 
and  priority  of  the  Woodworth  patent  was  ascertained  by  law.  the 
appellants  consented  to  be  perpetually  enjoined  from  the  use  of  their 
machine,  (the  Hutchinson  machine,)  and  to  account  for  whatever 
gains  and  profits  they  had  received  from  its  use.  Under  these  cir- 
cumstances, were  the  infliction  of  damages,  bv  wav  of  penaltv.  ever 
consistent  with  the  practice  of  courts  of  equity,  there  can  be  perceived 
in  this  case  no  ground  whatever  for  the  exercise  of  such  a  power. 

On  the  contrary,  those  circumstances  exhibit  in  a  clearer  light  the 
propriety  of  restricting  the  account,  in  accordance  with  the  prayer  of 
the  bill,  to  the  actual  gains  and  profits  of  the  appellants  (the  defend- 
ants below)  during  the  time  their  machine  was  in  operation,  and  dur- 
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ing  no  other  period.  We  are  therefore  of  the  opinion  that  the  decree 
of  the  Circuit  Court  is  erroneous,  and  should  he,  as  it  is  hereby,  re- 
versed with  costs,  and  that  this  cause  be  remanded  to  the  Circuit 
Court,  with  instructions  to  proceed  therein  in  conformity  with  the 
principles  ruled  in  this  opinion. 

Order.  This  cause  came  on  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  District  of 
Massachusetts,  and  was  argued  by  counsel ;  on  consideration  where- 
of, it  is  now  here  ordered,  adjudged,  and  decreed  by  this  court  that 
the  decree  of  the  said  Circuit  Court  in  this  cause  be,  and  the  same  is 
hereby,  reversed  with  costs;  and  that  this  cause  be,  and  the  same  is 
hereby,  remanded  to  the  said  Circuit  Court,  for  further  proceedings 
to  be  had  therein,  in  conformity  to  the  opinion  of  this  court 


George  W.  and  Henry  Sizer,  plaintiffs  in  error,  v.  "William 

V.  Many. 

(1C  Howard,  98.) 

1.  Where  a  judgment  In  a  potent  case  was  affirmed  by  this  court  with  a  blank  in 

the  record  for  costs,  and  the  Circuit  Court  afterwards  taxed  these  costs  at  a 
sum  less  than  two  thousand  dollars,  and  allowed  a  writ  of  error  to  this  court, 
this  writ  must  bo  dismissed  on  motion. 

2.  The  writ  of  error  brings  up  only  the  proceedings  subsequent  to  the  mandate; 

and  there  is  no  jurisdiction  when'  tin*  amount  is  less  than  two  thousand  dol- 
lars, either  under  the  general  law  or  tin*  discretion  allowed  by  the  Patent 
Law.  The  bitter  only  relates  to  cases  which  involve  the  construction  of  the 
Patent  Laws,  and  the  claims  and  rights  of  patentees  under  them. 

3.  As  a  matter  of  practice,  this  court  decides  that  it  is  proper  for  Circuit  Courts 

to  allow  costs  to  be  taxed  nunc ]>ro  tunc  after  the  receipt  of  the  mandate  from 
this  court. 

Tins  case  was  brought  up  by  writ  of  error  from  the  Circuit  Court 
of  the  United  States  for  the  District  of  Massachusetts. 

« 

Mr.  George  T.  Curtis,  on  behalf  of  the  defendant  in  error,  moved 
to  dismiss  the  writ  of  error  for  the  want  of  jurisdiction. 
The  circumstances  were  these : 

At  the  October  Term,  in  the  year  1848,  of  the  Circuit  Court  of 
the  United  States  for  Massachusetts  District,  Many,  the  defendant  in 
error,  recovered  a  judgment  against  the  plaintiffs  in  error,  in  an 
action  for  the  infringement  of  letters  patent,  which  was  entered  and 
recorded  in  the  words  following:  "It  is  thereupon  considered  by  the 
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court  that  the  said  William  V.  Many  recover  against  the  said  George 
W.  and  Henry  Sizer  the  sum  of  seventeen  hundred  and  thirty-three 

dollars  and  seventy-five  cents  damages,  and  costs  of  suit,  taxed  at 

 »i 

The  said  Sizers  thereupon,  at  the  same  term  of  the  Circuit  Court, 
sued  out  a  writ  of  error  to  this  court,  for  the  purpose  of  having  the 
said  judgment  revised.  This  writ  of  error  was  duly  entered  and 
prosecuted  in  this  court,  and  at  the  December  Term,  1851,  the  judg- 
ment of  the  Circuit  Court  was  affirmed  by  a  divkled  court ;  and 
therefore  it  is  not  reported  in  Howard. 

The  mandate  which  went  down  recited  the  judgment  of  the  Cir- 
cuit Court  as  above  given,  and  then  proceeded  thus: 

**  You  therefore  are  hereby  commanded  that  such  execution  and 
proceedings  be  had  in  said  cause  as,  according  to  right  and  justice 
and  the  laws  of  the  United  States,  ought  to  be  had,  the  said  writ  of 
error  notwithstanding." 

On  the  receipt  of  this  mandate,  the  attorney  for  the  defendant  in 
error  (the  original  plaintiff  below)  presented  the  same  to  the  Circuit 
Court,  held  by  the  district  judge,  and  applied  for  leave  to  have  the 
costs  in  the  action  taxed  and  inserted  in  the  blank  left  in  the  origi- 
nal record  of  the  judgment.  This  motion  was  refused  by  the  dis- 
trict judge. 

The  defendant  in  error  thereupon,  at  the  December  Term  of  this 
court,  in  the  year  1852,  applied  to  this  court  for  a  mandamus  to 
direct  the  court  below  to  tax  and  allow  his  costs  in  the  original 
action,  amounting  to  §1,811.59.  The  court  refused  the  application, 
for  reasons  which  appear  in  the  case.    Ex-jxrte  Many,  14  How.,  24. 

In  May,  1853,  Mr.  Curtis,  counsel  for  Many,  renewed  his  motion 
to  the  district  judge,  setting  out  in  writing  the  mandate  of  this  court 
in  the  original  cause,  and  the  amount  of  the  costs,  and  praying  the 
court  to  make  an  order  allowing  of  their  taxation  an  insertion  in  the 
original  judgment,  and  praying  for  execution  as  directed  by  the  mau- 
date  of  this  court. 

Opposition  was  made  to  this  motion  by  Sizer  et  «/.tbut  the  motion 
was  granted,  as  appears  by  the  following  extract  from  thz  record. 
It  is  proper  to  remark  that  the  court  was  held  by  the  district  judge 
alone,  Mr.  Justice  Curtis  having  been  of  counsel  and  not  sitting. 
The  costs  in  the  Circuit  Court  amounted  to  $1,811.59. 

And  the  said  Sizer  et  al,  by  their  counsel,  objected  to  the  granting 
of  the  said  motion  for  an  allocatur  as  to  the  said  costs,  or  to  their 
being  inserted  in  the  judgment,  and  claimed  aud  requested  that  if 
the  court  should  allow  the  said  costs,  and  direct  the  clerk  to  insert  the 
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amount  iu  the  record  of  said  judgment,  then  the  defendants  should 
have  a  right  to  sue  out  a  writ  of  error,  and  for  that  purpose  that  the 
court  here  should  either  certify  that  it  is  reasonable  that  there  should 
be  such  writ  of  error,  or  should  add  interest  upon  the  amount  of 
said  costs  from  the  time  of  the  rendition  of  the  original  judgment  to 
the  present  time,  so  as  to  make  the  amount  more  than  two  thousand 
dollars,  and  that  no  execution  should  issue  if  within  ten  days  a  writ 
of  error  should  be  sued  out,  and  security  given  according  to  law ;  to 
which  claims  and  requests,  made  by  the  defendants,  the  plaintiffs 
oojected,  and  insisted  upon  the  said  motion. 

And  now,  the  court  bavins:  considered  the  said  motion  tiled  by  the 
plaintiff,  and  the  objections,  claims,  and  requests  made  by  the  de- 
fendants, and  deeming  it  to  be  the  legal  right  of  the  plaintiff  to  have 
the  said  costs  allowed,  and  the  amount  thereof  inserted  iu  the  orig- 
inal judgment  in  this  cause,  and  that  it  is  not  within  the  discretion 
of  the  court  to  allow  or  disallow  the  same,  it  is  ordered  by  the  court 
that  the  said  costs,  as  taxed  iu  said  motion,  be  allowed,  and  that  the 
amount  thereof  be  inserted  in  the  original  iudsriuent  in  this  cause. 

And  the  court  here  doth  deem  it  reasonable  that  the  said  defend- 
ants should  be  allowed  to  bring  a  writ  of  error  to  the  Supreme  Court; 
and  it  is  further  ordered  by  the  court,  that  execution,  as  prayed  for 
in  said  motion  of  the  plaintiff,  shall  issue  after  the  expiration  of  ten 
days,  Sundays  exclusive,  from  the  making  of  the  order,  unless  the 
said  defendant  shall  within  said  ten  days  give  security  according  to 
law,  and  serve  a  writ  of  error,  by  leaving  a  copy  thereof  for  the  plain- 
tiff in  the  office  of  the  clerk  of  this  court  ;  and  if  such  security  should 
be  given,  and  such  service  made  within  ten  d^ays,  then  that  execution 
should  not  issue  until  the  further  order  of  the  court. 

By  the  court.  II.  W.  Fuller,  Clerk. 

Tho  writ  of  error  was  sued  out,  and  brought  all  these  proceedings 
up  to  this  court. 

The  motion  to  dismiss  was  argued  by  Mr.  Curtis,  in  favor  of  it,  aud 
by  Mr.  Robb,  against  it. 

Mr.  Curtis.  The  writ  of  error  now  before  the  court,  although  it 
brings  up  the  proceedings  in  the  Circuit  Court  prior  to  the  mandate 
in  the  original  cause,  iu  contemplation  of  law  can  present  for  revision 
here  solely  the  question,  whether  the  Circuit  Court  erred  in  making 
the  order  by  which  the  costs  were  allowed  and  directed  to  be  inserted 
in  the  original  judgment. 

Over  this  question  this  court  can  have  no  jurisdiction,  because— 
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1.  The  amount  in  controversy  is  less  than  $2,000. 

The  sole  amount  or  item  in  controversy  under  the  motion  of  the 
plaintiff  below,  and  involved  in  the  order  of  the  Circuit  Court  thereou, 
was  the  costs  prayed  for,  being  $1,811.50. 

The  original  judgment  had  been  reviewed  in  this  court  by  the  first 
writ  of  error;  and  after  a  mandate  has  issued  from  this  court  affirni- 
ing  a  judgment  below,  and  directing  execution,  a  second  writ  of  error 
can  bring  up  nothing  but  the  proceedings  subsequent  to  the  mandate. 
Er-ptrtc  Sibbald,  12  Pet., 488, 402 ;  Browdcr  v.  Mc Arthur,  7  Wheat.,  58. 

It  cannot  be  pretended  that  this  court  can  acquire  jurisdiction  of 
this  writ  of  error  upon  the  ground  that  the  court  below  has  allowed 
it  in  the  exercise  of  a  discretion  conferred  by  statute  (  July  4,  1836, 
sec.  17)  in  patent  cases,  where  the  amount  in  controversy  is  less  than 
$2?000.  The  settled  construction  of  that  statute,  is  that  it  confers  a 
discretion  on  the  courts  below  to  allow  writs  of  error  in  cases  where 
the  amount  in  controversy  is  less  than  $2,000,  for  the  purpose  of 
having  some  question  settled  that  involves  the  construction  of  the 
Patent  Acts.  Hogg  v.  Emerson,  0  TIow.,  430,  478 ;  Wlhon  v.  San- 
ford,  10  How.,  00.  The  court  below,  by  allowing  the  first  writ  of 
error,  which  brought  up  the  original  judgment  for  a  revision  of  the 
merits  of  the  case,  had  exhausted  all  the  discretion  that  the  statute 
confers;  and  the  question  of  allowing  the  plaintiff's  costs  to  be  taxed 
nunc  pro  tunc,  and  inserted  in  the  judgment,  had  nothing  to  do  with 
the  construction  of  the  Patent  Laws. 

Again,  this  court  cannot  take  jurisdiction  of  this  writ  of  error, 
because— 

2.  The  order  of  the  court  below,  although  in  form  a  final  order  or 
judgment,  is,  in  fact  and  substance,  an  interlocutory  order.  The  part 
of  the  order  of  which  the  plaintiffs  in  error  complain,  is  that  allow- 
ing the  costs;  and  this  was  asked  and  allowed  as  a  proceeding  nunc 
pro  tunc,  and  therefore  was,  in  contemplation  of  law,  prior  to  the 
final  judgment  from  which  the  first  writ  of  error  was  prosecuted. 
That  part  of  the  order  which  allows  the  execution  in  case  the  writ  of 
error  is  not  prosecuted  within  ten  days,  is  not  a  final  judgment,  in 
the  sense  of  the  Judiciary  Act. 

Mr.  Jlol>b  made  the  following  points: 

1.  The  amount  in  dispute  between  the  parties  exceeds  the  sum  of 
$2,000,  although  the  amount  of  costs  allowed  by  the  court  below  to 
be  inserted  in  the  judgment,  by  way  of  amendment,  is  less  than  that 
sum.  The  necessary  result  of  the  allowance  of  the  amendment  is  to 
subject  the  plaintiff  to  the  payment  of  $2,300,  and  upwards. 
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2.  The  defendant  in  error  cannot,  by  a  voluntary  remittitur  of  the 
excess  above  $2,000,  against  the  consent  of  the  plaintiffs  in  error, 
defeat  their  right  to  a  writ  of  error  from  this  court. 

3.  This  court  will  not  regard  the  order  of  the  court  helow,  allow- 
ing the  amendment  as  a  proceeding  nunc  pro  tunc,  and  as  of  the 
October  Term,  1848,  of  that  court,  if  thereby  the  right  of  appeal  to 
this  court  will  be  defeated. 

4.  The  proceedings  of  the  court  below,  in  the  execution  of  the 
mandate,  are  the  subject  of  revision  by  this  court;  and  it  is  error 
in  the  inferior  court  to  grant  any  relief  whatever  after  the  mandate, 
or  to  examine  it  for  any  other  purpose?  than  execution.  Ex-pirtc  SH>- 
bald,  12  Peters,  402.  And  the  order  or  judgment  purporting  to  by 
pursuant  to  and  in  execution  of  the  mandate  will  be  reviewed  by  this 
court ;  and  if  it  appear  by  the  record  that  such  order  is  at  variance 
with  the  mandate,  the  court  will  exercise  jurisdiction  for  the  purpose 
of  examining  into  the  grounds  of  such  variance.  The  variance  in 
this  case  is  matter  of  substance.  In  contemplation  of  law,  a  judg- 
ment for  a  sum  expressed  as  damages  and  14  costs  to  be  taxed,"  or 

taxed  at  ,  is  a  judgment  for  damages  alone,  and  execution  can 

issue  only  for  that  sum.  Cool;  et  ol.  v.  Briber,  4  liar.,  73,  and  cases 
cited.  This  court  will  exercise  jurisdiction  over  such  proceedings, 
although  the  additional  relief  erroneously  granted  in  the  court  below 
be  less  in  amount  than  $2,000. 

5.  This  cause  is  now  for  the  tirst  time  properly  before  this  court 
upon  the  entire  record,  and  the  previous  writ  of  error  and  the  pro- 
ceedings thereon  in  this  court  were  without  jurisdiction,  because  the 
judgment  of  the  Circuit  Court  upon  which  it  was  brought  was  not 
final.  When  costs  are  taxed  upon  a  judgment,  such  taxation  is  to 
be  considered  as  the  period  at  which  final  judgment  is  pronounced. 
Salter  v.  State,  3  Nev.  &  M.,  717 ;  Butler  v.  Btdkcley,  8  Moore,  104 ; 
1  Bing.,  233;  Godson  v.  Lfo>/J,  1  Gale,  244;  Wright  v.  Lewis,  4  Jur., 
1112,  B.  C. ;  Blackburn  v.  K>/mer,  1  Chas.  Marshall,  278.  And  the 
order  of  the  court  allowing  the  costs  to  be  taxed  should  be  treated 
as  the  completion  of  the  judgment  of  the  Circuit  Court  in  the  cause. 

(J.  The  present  writ  of  error,  therefore,  is  properly  allowed  by  the 
court  below,  in  the  exercise  of  the  discretion  conferred  by  the  seven- 
teenth section  of  the  act  of  July  4,  1830. 

Mr.  Chief  Justice  Taney  delivered  the  opinion  of  the  court. 
A  motion  has  been  made  to  dismiss  the  writ  of  error  in  this  case 
for  want  of  jurisdiction. 

The  case  as  it  comes  before  us  is  this :  Many,  the  defendant  in 
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error,  in  the  your  1848,  recovered  a  judgment  in  the  Circuit  Court  for 
the  District  of  Massachusetts,  against  the  plaintiffs  in  error,  in  an  ac- 
tion for  the  infringement  of  certain  letters  patent.  The  verdict  tod 
judgment  were  for  less  than  £2,000,  hut  the  writ  of  error  to  remove 
the  case  to  this  court  was  allowed  under  the  Patent  Law  of 
From  some  oversight  or  accident,  the  costs  were  not  taxed  in  the 
Circuit  Court  before  the  transcript  of  the  record  was  transmitted  to 
this  court;  and  the  judgment  as  it  stood  upon  the  transcript  was  for 
the  damages  awarded  by  the  jury,  and  costs  of  suit,  leaving  a  blank 
space  open  for  the  insertion  of  the  amount  of  the  costs. 

The  judgment  of  the  Circuit  Court  was  affirmed  at  the  December 
Term,  1851,  and  the  usual  mandate  sent  down  directing  execution. 

Upon  the  receipt  of  the  mandate  by  the  Circuit  Court,  the  defend- 
ant in  error  applied  for  leave  to  have  the  costs  taxed,  and  the  amount 
inserted  in  the  blank  left  for  that  purpose  in  the  original  record 
of  the  judgment.  The  motion  was  refused.  And  thereupon  the 
defendant  in  error,  at  December  Term,  1852,  applied  to  this  court  for 
a  mandamus  directing  the  court  below  to  tax  and  allow  his  cost-  in 
the  original  action,  amounting,  as  he  alleged,  to  $1,811.59.  But  the 
court  refused  the  motion,  upon  the  ground  that  a  mandamus  could 
not  lawfully  be  ksued  to  a  Circuit  Court  to  guide  its  judgment  in  the 
taxation  of  costs. 

At  a  subsequent  term  of  the  Circuit  Court,  the  defendant  in  error 
renewed  his  motion  for  an  order  allowing  the  taxation  of  these  costs 
and  their  insertion  in  the  original  judgment;  and  the  court  there- 
upon allowed  the  taxation  of  costs,  and  directed  the  amount  above 
mentioned  to  be  inserted  in  the  original  judgment.  But  the  court  at 
the  same  time  allowed  a  writ  of  error  from  their  decision,  and  order- 
ed that  this  second  writ  of  error  should  operate  as  a  zujwmle"?  of  the 
execution  prayed  for,  if  sued  out  within  the  time  fixed  by  law.  It 
this  writ  of  error  that  is  now  before  the  court,  and  which  the  defend- 
ant in  error  has  moved  to  dismiss. 

It  has  been  settled,  by  the  decisions  of  this  court,  that  after  a  ease 
has  been  brought  here  and  decided,  and  a  mandate  issued  to  thr 
court  below,  if  a  second  writ  of  error  is  sued  out  it  brings  up  for 
revision  nothing  but  the  proceedings  subsequent  to  the  mandate. 
None  of  the  questions  which  were  before  the  court  on  the  first  writ 
of  error  can  be  reheard  on  reexamined  upon  the  second ;  and  there 
is  nothing  therefore  now  before  the  court  but  the  taxation  of  costs. 
7  Wheat.,  58;  12  Pet.,  488,  402. 

The  sum  taxed  being  less  than  $2,000,  no  writ  of  error  will  lie 
under  the  act  of  1780.    This  act  gives  no  jurisdiction  to  this  court 


Pec.  1853.] 


Sizer  v.  Many. 


943 


Opinion  of  tbo  court. 

 • — i — 

over  the  judgment  of  a  Circuit  Court,  where  the  judgment  is  for 
less  than  that  sum. 

Neither  can  the  allowance  of  the  writ  hy  the  Circuit  Court  give 
jurisdiction,  where  the  only  question  is  the  amount  of  costs  to  he 
taxed,  and  the  amount  allowed  is  less  than  $2,000.  The  discretion- 
ary power  in  this  respect  vested  in  the  Circuit  Courts  hy  the  act  of 
July  4,  183G,  sec.  17,  is  evidently  confined  to  cases  which  involve 
the  construction  of  the  Patent  Laws,  and  the  claims  and  rights  of 
patentees  under  them.  But  the  amount  of  costs  which  either  party 
shall  he  entitled  to  recover  is  not  regulated  by  these  laws.  The 
costs  claimed  are  allowed  or  refused  in  controversies  arising  under 
the  Patent  Acts,  upon  the  same  principles  and  by  the  same  laws 
which  govern  the  court  in  the  taxation  of  costs  in  any  other  case 
that  may  come  before  it.  The  same  laws,  therefore,  must  be  applied 
to  them  in  relation  to  the.  writ  of  error,  and  must  limit  the  jurisdic- 
tion of  this  court  as  in  other  cases. 

The  writ  of  error  must  therefore  be  dismissed  for  want  of  juris- 
diction. But  as  the  question  raised  in  this  cjisc  may  often  occur  in 
the  Circuit  Courts,  and  it  is  important  that  the  practice  should  be  uni- 
form, it  is  proper  to  say  that  we  consider  the  decision  of  the  Circuit 
Court,  allowing  those  costs  to  be  taxed  after  the  receipt  of  the  man- 
date from  this  court,  to  have  been  correct,  and  conformable  to  the 
general  practice  of  the  courts.  The  costs  are  perhaps  never  in  fact 
taxed  until  after  the  judgment  is  rendered,  and  in  many  cases  cannot 
be  taxed  until  afterwards.  And  where  this  is  the  case,  the  amount 
ascertained  is  usually,  under  the  direction  of  the  court,  entered  nunc 
pro  tune  as  a  part  of  the  original  judgment.  And  this  mode  of  pro- 
ceeding is  necessary  for  the  purposes  of  justice,  in  order  to  afford  the 
necessary  time  to  examine  and  decide  upon  the  several  items  of  costs 
to  which  the  successful  party  is  lawfully  entitled. 

Order.  This  cause  came  on  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  District 
of  Massachusetts,  and  was  argued  by  counsel;  on  consideration 
whereof,  it  is  now  here  ordered  and  adjudged  hy  this  court,  that  this 
cause  be,  and  the  same  is  hereby,  dismissed  for  the  want  of  jurisdic- 
tion. 

Dismissed. 
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"William  II.  Seymour  and  Dayton  S.  Morgan,  plaintiffs  in  error, 

v.  Cyrus  II.  McCormick. 

(10  Howard,  480.) 

,1.  In  1834,  McCormick  obtained  a  patent  for  a  reaping-machine.   Tins  patent 
expired  in  1848. 

2.  In  1845,  he  obtained  a  patent  for  an  improvement  upon  Ids  patented  machine, 

and  in  1847  another  patent  for  new  and  useful  improvements  in  the  reaping- 
machine.  The  principal  one  of  these  last  was  in  giving  to  the  raker  of  the 
grain  a  convenient  seat  upon  the  machine. 

3.  In  a  suit  for  a  violation  of  the  patent  of  1847,  it  was  erroneous  in  the  Circuit 

Court  to  say  that  the  defendant  was  responsible  In  damages  to  the  same 
extent  as  if  he  had  pirated  the  whole  machine. 

4.  It  was  also  erroneous  to  lay  down  as  a  rule  for  the  measure  of  damages,  the 

amount  of  profits  which  the  patentee  would  have  made,  if  he  had  const  ructed 
and  sold  each  one  of  the  machines  which  the  defendants  constructed  and 
sold.  There  was  no  evidence  to  show  that  the  patentee  could  have  con- 
structed and  sold  any  more  than  he  actually  did. 

5.  The  acts  of  Congress  and  the  rules  for  measuring  damages  examined  and 

explained. 

This  case  was  brought  up  by  writ  of  error  from  the  Circuit  Court 
of  the  United  States  for  the  Northern  District  of  New  York. 

The  manner  in  which  the  suit  was  brought,  and  the  charge  of  the 
Circuit  Court  which  was  excepted  to,  are  stated  in  the  opinion  of  the 
court.  The  reporter  passes  over  all  other  questions  which  were  raised 
and  decided,  except  those  upon  which  the  decision  of  this  court  turned. 

It  was  argued  by  Mr.  G'dlet,  for  the  plaintiffs  in  error,  and  by  Mr. 
Stevens  and  Mr.  Johnson,  for  the  defendants  in  error.  There  was  also 
a  brief  tiled  by  Mr.  Sddcn,  for  the  plaintiffs  in  error. 

The  following  points  are  taken  from  the  brief  of  Mr.  Gillet,  for  the 
plaintiffs  in  error: 

Sixth.  Where  the  claim  on  which  the  suit  is  founded  is  for  an 
improvement  on  old  machines,  patented  or  unpatented,  the  plaintiff 
is  not  entitled  to  recover,  as  a  measure  of  damages,  the  mechanical 
profits  that  he  could  make  upon  the  whole  machine,  including  the 
old  part.  His  damages  are  limited  to  the  profits  on  making  and 
vending  the  improvement  patented  and  infringed. 

The  plaintiff  recited  in  his  declaration  and  furnished  oyer  of  his 
old  patent  of  1834,  for  a  reaping-machine,  which  expired  in  1848, 
and  his  patent  of  1845,  which  is  described  as  an  "  improvement  upon 
his  patented  machine."  In  his  patent  of  1847,  he  claims  "new  and 
useful  improvements  in  the  reaping-machine  formerly  patented  by 
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me,"  in  which  he  also  claims  other  improvements  besides  the  one  in 
controversy,  which  is  his  last  claim,  and  relates  to  the  seat.  For  the 
purpose  of  this  suit,  the  machine  described  in  the  patent  of  1834, 
(which  had,  in  fact,  become  public  property,)  and  the  improvements 
in  the  patent  of  1845,  and  a  large  portion  of  those  included  in  that 
of  1847,  the  defendants  had  a  perfectly  lawful  right  to  use.  This 
covered  the  whole  of  the  improved  reaping-machine,  except  what 
related  to  the  seat,  and  its  combination  with  the  reel.  It  cost  the 
defendants  to  make  their  machine,  which  had  no  seat,  about  $64.26. 
There  was  no  proof  to  show  the  extent  of  the  cost  of  the  plaintiff's 
seat.  One  was  made  by  Zinck  for  one  dollar.  The  plaintiff  allowed 
Brown,  in  effect,  1845-1846,  $75  each  for  making  machines  without 
the  elevated  seat;  and  he  proved  on  this  trial,  by  Blakesley,  that  it 
cost  him  only  §36,  and,  by  Dorman,  $37,  to  make  them  with  it 
There  can  be  no  pretense  that  the  addition  of  the  seat,  and  what  is 
covered  by  the  last  claim,  added  much,  if  anything,  to  the  cost  of 
constructing  the  improved  machine.  The  plaintiff  proved,  by  Blake- 
sley, that  the  manufacturer's  profit  on  the  whole  machine,  including 
a  thirty-dollar  patent  fee,  was  $74. 

It  is  evident  that  the  manufacturer's  profit  constituted  the  principle 
item  of  gain  in  constructing  and  selling  the  plaintiff's  reaper.  The 
court  instructed  the  jury  that  this  profit  on  the  two  old  machines,  and 
on  that  part  of  the  new  not  in  controversy,  could  be  recovered  as  a 
part  of  the  plaintiff's  "actual  damage"  for  violating  the  last  claim 
of  the  patent  of  1847.  The  old  machine  of  1834  was  public  property, 
and  everybody  had  a  right  to  construct  and  use  it.  The  patents 
show  that  it  contained  the  great  and  fundamental  parts,  and  nearly 
the  whole  of  the  new  machine.  As  the  plaintiff  had  decided  not  to 
proceed  on  his  patent  of  1845,  that  was,  in  effect,  public  property. 
By  waiving  any  right  to  proceed  on  the  first  claim  of  his  patent  of 
1847,  the  plaintiff  limited  himself  to  the  seat,  combined  with  the  reel. 
The  defendants  had  a  right  to  make  every  other  part  of  the  improved 
machine,  and  having  the  right,  the  profits  up  to  that  point  were  law- 
fullv  theirs.  Thev  had  the  right  to  construct  the  whole,  save  the  seat. 
If  a  profit  could  be  made  upon  such  construction,  it  was  as  clearly 
theirs  as  if  they  had  been  made  upon  a  machine  totally  unlike  the 
plaintiff  's.  There  is  no  law,  statute  or  otherwise,  which  prohibits 
their  making  and  receiving  such  profits.  The  court  instructed  the 
jury  that  all  these  profits  belonged  to  the  plaintiff,  but  pointed  to  no 
law  showing  him  entitled  to  them.  The  manufacturer's  profits  were 
distinct  from  his  patent  profits,  which  he  estimated  and  charged  the 
defendants  and  his  partners  generally  at  $30.    The  charge  of  the 
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court  gives  him  both.  It  makes  the  monopoly  of  a  patent  confined 
to  an  inexpensive  improvement  carry  with  it  a  monopoly  of  manu- 
facturer's profits  upon  what  is  public  property,  precisely  the  same  as 
if  the  whole  had  been  included  in  the  claim  on  which  the  trial  was 
had.  The  ruling  of  tho  judge  allowed  the  plaintiff  damages  to  as 
great  an  extent  as  if  the  trial  had  been  on,  and  had  established,  the 
old  patents  of  1834  and  1845,  and  on  the  first  claim  of  that  of  1847. 
as  well  as  on  the  last.  If  the  defendants  pay  these  damages,  there 
is  nothing  to  prevent  the  plaintiff  suing  on  the  patent  of  1845,  and 
on  the  first  claim  of  that  of  1847,  because  this  trial  and  verdict 
were  confined  to  the  last  claim  of  the  latter  patent.  They  were  not 
recovered  upon ;  but  the  plaintiff  was  adjudged  to  enjoy  their  ad- 
vantages under  the  head  of  manufacturer's  profits.  But  we  deny 
that  the  Patent  Laws  confer  a  monopoly  of  profits  on  anything  not 
actually  patented.  It  would  be  extending  the  statute  so  as  to  make 
it  cover,  in  effect,  things  that  the  patentee  did  uot  invent,  and  which 
by  law  belonged  to  the  public  at  large.  This  principle  would  author- 
ize the  patentee  of  an  improvement  in  steamboat  machinery,  or  rail- 
road cars,  carding,  spinning,  weaving,  and  other  like  machines,  to 
recover,  on  a  patent  for  some  trifling  improvement  of  cither,  the  entire 
profits  of  manufacturing  the  whole  apparatus  to  which  it  might  be 
attached. 

The  judge's  rule  allows  the  plaintiff  precisely  the  same  damages 
as  if  his  last  claim  covered  the  whole  reaping-machine,  and  had 
been  held  to  be  valid.  Under  his  ruling,  if  the  material  parts, 
other  than  the  seat,  had  been  covered  by  several  other  patents,  the 
defendants  would  have  been  responsible  on  each,  as  well  as  to  the 
plaintiff,  for  all  profits,  manufacturing  as  well  as  for  the  patent-right. 
In  such  a  case  the  plaintiff's  rights,  as  against  the  defendants,  would 
be  precisely  as  strong  as  when  the  latter  used  what  is  now  public 
property.  If  the  plaintiff  should  bring  a  new  suit  on  his  patent  of 
1845,  the  recovery  on  that  of  1847  would  be  no  bar,  and  he  might 
obtain  a  second  manufacturer's  profit.  The  defendants  sought  to 
attack  the  validity  of  the  patent  of  1845,  but  the  evidence  was  ruled 
out ;  still  the  plaintiff  was  allowed  to  recover  for  the  manufacturer's 
profits  of  the  part  of  the  machine  covered  by  this  patent,  just  tho 
same  as  if  it  had  been  a  part  of  the  last  claim  of  the  patent  of  18-17. 
If  the  defendants  had  been  patentee*  of  the  whole  machine  except 
the  seat,  and  they  had  infringed  the  patent  for  that,  could  the  plain- 
tiff recover  manufacturer's  profits  on  the  whole  machine  ?  Clearly 
not.  Still  the  rights  of  the  defendants  to  make  and  use  all  but  tho 
seat  are  just  as  strong  and  legal,  when  they  use  what  is  public  prop- 
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erty,  or  what  is  not  covered  by  the  last  claim  of  the  patent  of  1847, 
as  if  they  exercised  them  under  a  patent.  The  fact  that  they  had  or 
had  not  a  patent  for  everything  but  the  seat,  can  neither  increase  nor 
diminish  the  plaintiff's  rights  to  damages ;  they  must  rest  solely  upon 
his  patent,  and  not  upon  those  of  others.  The  law  allows  him  all  the 
profit  he  can  make  on  his  patented  improvement,  and  nothing  be- 
yond. The  judge's  instruction  was  clearly  erroneous,  and  vitiates 
the  verdict. 

Srtrnt/t.  In  estimating  the  plaintiff's  damages  for  an  infringement, 
his  "  actual  damages  "  alone  arc  to  be  considered,  and  the  jury  are 
not  authorized  to  presume  that  if  the  defendants  had  not  made  and 
sold  machines,  "  all  persons  who  bought  the  defendants'  machines 
would  necessarily  have  been  obliged  to  go  to  the  patentee  and  pur- 
chase his  machines." 

The  proof  showed  that  the  plaintiff  manufactured  his  machines 
only  at  Chicago,  in  Illinois,  and  his  sales  were  in  the  Western  States, 
except  a  few  in  Western  Xew  York.  The  defendants  manufactured 
their  machines  at  Brockport,  near  Rochester,  in  Xew  York,  and  sold 
them  there,  in  Canada,  and  some  at  the  West,  as  proved.  It  was 
proved  by  Ilanna :  "  The  demand  within  my  knowledge  has  been 
unparalleled,  the  manufacturer  oftentimes  not  being  able  to  supply 
the  demand  at  certain  points."  The  plain  tiff  offered  no  proof  tend- 
ing to  show  that  he  could  and  did  supply  all  the  demands  for  his 
machine,  and  could  have  furnished  more  if  called  for.  In  the  ab- 
sence of  this  evidence,  and  in  direct  conflict  with  the  oath  of  the 
plaintiff's  own  witness,  who  was  his  superintendent,  the  court  in- 
structed the  jury,  that,  as  a  matter  of  law,  they  were  to  presume  that 
if  the  defendants  had  not  constructed  and  sold  any  machines,  the 
plaintiff  would  have  manufactured  and  sold  machines  to  the  same 
persons  to  whom  the  defendants  had  sold.  Hence,  the  jury  were  in- 
structed to  presume,  "  in  the  judgment  of  the  law,"  what  was  grossly 
improbable,  and  what  the  plaintiff  himself  had  actually  disproved. 
The  law  does  not  presume  that  all  the  persons  who  purchased  of  the 
defendants  would  have  purchased  of  the  plaintiff,  because  the  law 
does  not  presume  absurdities,  and  what  is  substantially  a  physical 
impossibility;  nor  does  it  presume,  without  evidence,  that  the  plain- 
tiff had  introduced  a  witness  who  had  sworn  falsely.  This  part  of 
the  charge  is  clearly  erroneous.  The  court  should  have  submitted 
this  matter  to  the  jury,  to  pass  on  as  a  question  of  fact 

(Mr.  Stevens'  eighth  point  was  relative  to  the  following  exception 
which  had  been  taken  by  the  defendants  below,  namely:) 

To  that  part  of  the  charge  which  states,  "  the  general  rule  is,  that 


Digitized  by  Google 


948 


SeTmour  r.  McCormick. 


[Sup.  Ct. 


Argument  for  the  plaintiffs  in  error. 

the  plaintiff,  if  he  has  made  out  his  right  to  recover,  is  entitled  to 
the  actual  damages  he  has  sustained  hy  reason  of  the  infringement; 
and  those  damages  may  be  determined  by  ascertaining  the  profits 
which,  in  judgment  of  law,  lie  would  have  made,  provided  the  defend- 
ants had  not  interfered  with  his  rights.  That  view  proceeds  upon  the 
principle,  that  if  the  defendants  had  not  interfered  with  the  patentee, 
persons  who  bought  the  defendants'  machines  would  necessarily  have 
all  been  obliged  to  go  to  the  patentee  and  purchase  his  machine,"— 
the  defendants  counsel  excepted. 

Eighth  The  tenth  exception  cannot  be  sustained.  That  exception 
is  to  that  part  of  the  charge  which  states  that  the  rule  of  damages  is 
"  that  the  plaintiff  is  entitled  to  recover  the  actual  damages  he  has 
sustained  by  reason  of  the  infringement."  Those  damages  may  be 
determined  by  ascertaining  the  profits  which  the  plaintiff  would  have 
made  if  the  defendants  had  not  interfered  with  bis  rights. 

It  is  submitted  that  this  is  the  correct  rule  of  damages  in  any  case; 
but  in  this  case  its  correctness  cannot  be  doubted.  The  defendants, 
with  a  full  knowledge  of  plaintiff's  rights,  intentionally  violated  them. 
They  were  intentional  wrong-doers,  and  were,  therefore,  bound  to  pay 
the  plaintiff  all  the  damage  he  had  sustained  by  their  tortious  acts, 
just  as  much  as  they  would  be  bound  to  pay  him  the  full  value  of  a 
horse  or  any  other  chattel  of  which  they  had  tortiously  deprived  him. 

It  was,  indeed,  contended,  on  the  trial,  that  defendants  were  only 
bound  to  pay  such  profits  as  they  had  made  by  this  intentional  piracy. 

Without  stopping  to  discuss  the  question  whether  there  may  not 
be  considerations,  in  a  suit  in  equity,  where  the  defendants  ignorantly 
infringed  a  patent,  which  might  limit  the  damages  in  accordance  with 
the  rule  contended  for  by  the  defendants,  it  is  respectfully  submitted, 
that  in  a  suit  at  law,  where  the  defendants  have  willfully,  knowingly, 
and  intentionally  pirated  the  invention  of  the  patentee,  and  appro- 
priated it  to  their  own  use,  the  rule  of  damages  laid  dowTu  by  the  court 
in  this  case  is  correct. 

An  infringer  can  afford  to  sell  tho  machine  patented  at  a  less  profit 
than  the  patentee  can. 

lie  has  spent  no  time,  exercised  no  intellect,  in  excogitating  the 
discovery  or  invention. 

He  has  spent  no  time  nor  money  in  procuring  the  patent  and  bring- 
ing it  into  public  use.  Any  other  rule  of  damages,  therefore,  than  that 
laid  down  bj  the  court,  would  do  great  injustice  to  the  pateutee. 

According  to  the  rule  contended  lor  by  defendants,  if  they  had 
sold  the  reapers  made  by  them  for  simply  what  it  cost  to  construct 
them,  or  had  given  them  away,  although  it  deprived  the  patentee  of 
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the  profits  which  lie  might  have  made  upon  those  reapers,  yet  he 
could  recover  no  damages. 

But  the  defendants'  counsel  did  not  request  the  court  to  charge 
that  the  rule  of  damages  was  different  from  that  stated  bv  the  court. 
They  simply  excepted  to  the  charge  of  the  court  in  that  respect,  with- 
out giving  any  reasons,  or  stating  how  otherwise  they  desired  the  court 
to  charge,  in  that  regard. 

As  to  the  rule  of  the  damages,  see  Pierson  v.  Eagle  Scrcio  Co.,  3 
tttory,  402,  410;  Allen  v.  Blunt,  2  Wood.  &  Min.,  123,  446-7. 

Air.  Justice  Grier  delivered  the  opinion  of  the  court. 

The  plaintiff  below,  Cyrus  H.  McCormick,  brought  this  action 
against  the  plaintiffs  in  error,  Seymour  &  Morgan,  for  the  infringe- 
ment of  his  patent-right    The  declaration  consisted  of  two  counts. 

The  first  alleged  that  the  plaintiff  was  the  true  and  original  inven- 
tor of  certain  new  and  useful  improvements  in  the  machine  for  reap- 
ing all  kinds  of  small  grain,  for  which  he  obtained  letters  patent  on 
the  21st  of  June,  1834 ;  and,  moreover,  that  the  plaintiff  was  the 
inventor  of  certain  improvements  upon  the  aforesaid  patented  reap- 
ing-machine, for  which  he  obtained  letters  patent  on  the  31st  day 
of  January,  1845.  And  it  charged  that  the  defendant  had  made 
three  hundred  reaping-machines  which  infringed  the  inventions  and 
improvements  fourthly  and  fifthly  claimed  in  the  schedule  or  specifi- 
cation of  the  last-named  letters  patent. 

The  second  count  alleged  that  the  plaintiff  was  the  first  inventor 
of  certain  other  improvements  upon  his  said  reaping-machine  before 
patented,  for  which  he  obtained  letters  patent  on  the  23d  day  of  Oc- 
tober, 1847 ;  and  that  the  defendant  manufactured  and  constructed 
three  hundred  machines  embracing  the  principles  of  the  last-named 
invention  and  improvements.  The  defendants  pleaded  not  guilty; 
and  the  case  being  called  for  trial  in  October,  1851,  they  prayed 
a  continuance  of  the  cause,  on  account  of  the  absence  of  certain 
witnesses  material  to  their  defense  against  the  charge  laid  in  the 
first  count,  to  wit,  the  infringement  of  the  patent  of  1845. 

The  court  intimated  an  opinion  that  the  affidavit  was  sufficient  to 
put  off  the  trial  of  the  cause;  whereupon  the  plaintiff's  counsel  stated 
to  the  court,  that  rather  than  have  the  trial  put  off,  they  would  not  on 
said  trial  seek  to  recover  against  the  defendant  on  account  of  any 
alleged  infringement  or  violation  by  the  defendants  of  the  plaintiff's 
rights  under  his  letters  patent  bearing  date  January  31.  1845,  set 
forth  in  his  declaration,  but  would  proceed  solely  for  a  violation  ot 
the  rights  secured  to  him  by  his  letters  patent  bearing  date  October 
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23,  1847,  set  forth  in  his  declaration,  under  the  last  elaim  specified 
in  that  patent  relating  to  the  scat  for  the  raker. 

The  trial  then  proceeded  on  the  last  count  in  the  declaration,  for 
the  infringement  by  defendants  of  this  last  patent ;  and  testimony 
offered  to  show  that  the  plaintiff  was  not  the  origiual  and  first  inven- 
tor of  the  reaping-machine,  as  described  in  his  patents  of  1834  and 
1845,  was  rejected. 

Numerous  exceptions  were  taken  by  defendants  in  the  course  of 
the  trial  and  to  various  instructions  contained  in  the  charge  of  the 
court.  Most  of  these  involve  no  general  or  important  legal  prin- 
ciple, and  could  not  he  understood  without  prolix  statements  with 
regard  to  the  facts  of  the  case  and  the  structure  of  the  peculiar  ma- 
chines. To  notice  them  in  detail  would  he  both  tedious  and  unprof- 
itable. We  deem  it  sufficient,  therefore,  to  say  that  the  defendants 
have  failed  to  support  their  exceptions  as  to  the  rulings  of  the  court 
concerning  the  testimony,  and  that  the  charge  of  the  learned  judge 
is  an  able  and  correct  exposition  of  the  law  as  applicable  to  the  case, 
with  the  exception  of  the  points  which  we  propose  now  to  examine, 
and  which  arc  contained  in  the  following  portion  of  the  charge: 

"The  only  remaining  question  is  that  of  damages.  The  rule  of 
law  on  this  subject  is  a  very  simple  one.  The  only  difficulty  that 
can  exist  is  in  the  application  of  it  to  the  evidence  in  the  case.  The 
general  rule  is,  that  the  plaintiff,  if  he  has  made  out  his  right  to 
recover,  is  entitled  to  the  actual  damages  he  has  sustained  by  reason 
of  the  infringement,  and  those  damages  may  be  determined  by  ascer- 
taining the  profits  which,  in  judgment  of  law,  he  would  have  made, 
provided  the  defendants  had  not  interfered  with  his  rights. 

'•That  view  proceeds  upon  the  principle,  that  if  the  defendants  had 
not  interfered  with  the  patentee,  all  persons  who  bought  the  defend- 
ants' machines  would  necessarily  have  been  obliged  to  go  to  the  pat- 
entee and  purchase  his  machine.  That  is  the  principle  on  which  the 
profits  that  the  patentee  might  have  made  out  of  the  machines  thus 
unlawfully  constructed,  present  a  ground  that  may  aid  the  jury  in 
arriving  at  the  damages  which  the  patentee  has  sustained. 

"  It  has  been  suggested,  by  the  counsel  for  the  defendants,  that  in- 
asmuch as  the  claims  of  the  plaintiff  in  question  here  are  simply  for 
improvements  upon  his  old  reaping-machine,  and  not  for  an  entire 
machine  and  every  part  of  it,  the  damages  should  bo  limited  in  pro- 
portion to  the  value  of  the  improvements  thus  made,  and  that  there- 
fore a  distinction  exists,  in  regard  to  the  rule  of  damages,  between 
an  infringement  of  an  entire  machine  and  an  infringement  of  a  mere 
improvement  on  a  machine.    I  do  not  assent  to  this  distinction.  On 
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the  contrary,  according  to  my  view  of  the  law  regulating  the  measure 
of  damages  in  cases  of  this  kind,  the  rule  which  is  to  govern  is  the 
same  whether  the  patent  covers  an  entire  machine  or  an  improvement 
on  a  machine.  Those  who  choose  to  use  the  old  machine  have  a  right 
to  use  it  without  incurring  any  responsihility ;  but  if  they  ingraft  on 
it  the  improvement  secured  to  the  patentee,  and  use  the  machine  with 
that  improvement,  they  have  deprived  the  patentee  of  the  fruits  of 
his  invention,  the  same  as  if  he  had  invented  the  entire  machine ; 
because  it  is  his  improvement  that  gives  value  to  the  machine,  on 
account  of  the  public  demand  for  it.  The  old  instrument  is  aban- 
doned, and  the  public  call  for  the  improved  instrument ;  and  the  whole 
instrument,  with  the  improvement  upon  it,  belongs  to  the  patentee. 
Any  person  has  a  right  to  use  the  old  machine ;  and  if  an  inventor 
ingrafts  upon  an  old  machine,  which  he  has  a  right  to  use,  an  im- 
provement that  makes  it  superior  to  anything  of  the  kind  for  the 
accomplishment  of  its  purposes,  he  is  entitled  to  the  benefit  of  the 
operation  of  the  machine,  under  all  circumstances,  with  the  improve- 
ment ingrafted  upon  it,  to  the  same  degree  in  which  the  original 
inventor  is  entitled  to  the  old  machine. 

"  There  arc  some  data,  furnished  by  the  counsel  on  both  sides,  which 
it  is  proper  the  jury  should  take  into  view  in  ascertaining  the  damages, 
provided  they  arrive  at  this  question  in  the  case.  It  is  conceded  that 
just  three  hundred  machines  have  been  made  by  the  defendants,  of 
the  description  to  which  I  liave  called  your  attention,  and  testimony 
lias  been  gone  into  on  both  sides  for  the  purpose  of  showing  the  cost 
of  the  machines,  and  the  prices  at  which  they  sold.  In  order  to 
ascertain  the  profits  accruing  to  the  party  who  makes  machines  of 
this  description,  you  must  first  ascertain  the  cost  of  the  materials  and 
labor,  aud  the  interest  on  the  capital  used  in  the  manufacture  of  the 
machines.  You  must  also  take  into  account  the  expenses  to  which 
the  manufacturer  is  subjected  in  putting  them  into  market,  such  as 
that  of  agencies  and  transportation,  also  of  insurance ;  and  where 
the  article  is  sold  on  credit,  a  deduction  must  also  be  made  for  bad 
debts.  All  these  things  must  be  taken  into  account,  in  order  to  bring 
into  the  cost  every  element  that  properly  goes  to  constitute  it  in  the 
hands  of  the  manufacturer.  When  you  have  ascertained  the  aggre- 
gate sum  of  the  cost,  deduct  it  from  the  price  paid  by  the  purchaser, 
and  you  have  the  net  profit  on  each  machine.  By  this  process  you 
are  enabled  to  approximate  to  something  like  the  actual  loss  that 
the  patentee  sustains  in  a  case  where  his  right  has  been  violated  by 
persons  interfering  with  him  and  putting  into  market  his  improve- 
ment." 
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The  plaintiffs  in  error  complain  that  these  rules  with  regard  to 
damages,  as  thus  laid  down  by  the  court,  are  incorrect,  and  have 
produced  a  verdict  for  most  ruinous  damages,  far  beyond  anything 
justified  by  the  facta  of  the  case.  1.  Because  the  jury  were  instructed 
that  it  is  a  legal  presumption  that  if  defendants  had  not  made  and  sold 
machines,  all  persons  who  bought  the  defendants'  machines  would 
necessarily  have  been  compelled  to  go  to  the  patentee  and  purchase 
his  machines.  That  this  principle  was  enunciated  as  a  binding  princi- 
ple of  law,  although  the  plaintiff  below  had  given  no  evidence  to  show 
that  he  could  have  made  and  sold  a  single  machine  more  than  he  did, 
or  was  injured  in  any  way  by  the  competition  of  the  defendants,  or 
hindered  from  selling  all  he  made  or  could  make.  And,  secondly, 
because  the  jury  were  instructed  that  the  measure  of  damages  for 
infringing  a  patented  improvement  on  a  machine  in  public  use  is  the 
same  as  if  the  defendant  had  pirated  the  whole  machine,  and  every 
improvement  on  it  previously  made;  and,  as  a  consequence,  that  the 
plaintiff  below  had  a  right  to  recover  as  great  damages  for  the  in- 
fringement of  the  patent  in  his  second  count  as  if  he  had  proceeded 
on  both  counts  ot*  his  declaration,  and  shown  the  infringement  of  all 
the  patents  claimed;  and  that  in  consequence  of  these  instructions 
they  have  been  amerced  in  damages  to  the  enormous  sum  of  $17,- 
306.06,  and  with  costs  to  nearly  the  round  sum  of  $20,000. 

"We  are  of  opinion  that  the  plaintiffs  in  error  have  just  reason  of 
complaint,  as  regards  these  instructions  and  their  consequent  result. 

The  first  Patent  Act  of  1790  made  the  infringer  of  a  patent  liable  to 
"  forfeit  and  pay  to  the  patentee  such  damages  as  should  be  assessed  by 
a  jury,  and,  moreover,  to  forfeit  to  the  person  aggrieved  the  infring- 
ing machine." 

The  act  of  1793  enacted  "  that  the  infringer  should  forfeit  and  pay 
to  the  patentee  a  sum  equal  to  three  times  the  price  for  which  the 
patentee  has  usually  sold  or  licensed  to  other  persons  the  use  of  said 
invention."  Here  the  price  of  a  license  is  assumed  to  be  a  just  meas- 
ure of  single  damages,  and  the  forfeiture  by  way  of  penalty  is  fixed  at 
treble  that  sum.  But  as  experience  began  to  show  that  some  inven- 
tions or  discoveries  had  their  chief  value  in  a  monopoly  of  use  by  the 
inventor,  aud  not  in  a  sale  of  licenses,  the  value  of  a  license  could  not 
be  made  a  universal  rule  as  a  measure  of  damages.  The  act  of  17th 
of  April,  1800,  changed  the  rule,  and  compelled  the  infringer  "to 
forfeit  and  pay  to  the  patentee  a  sum  equal  to  three  times  the  actual 
damage  sustained  by  such  patentee."  Tins  act  continued  in  force  till 
1836,  when  the  act  now  in  force  was  passed. 

Experience  had  shown  the  very  great  injustice  of  a  horizontal  rule. 
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equally  affecting  all  cases,  without  regard  to  their  peculiar  merits. 
The  defendant  who  acted  in  ignorance  or  good  faith,  claiming  under 
a  junior  patent,  was  made  liable  to  the  same  penalty  with  the  wanton 
and  malicious  pirate.  This  rule  was  manifestly  unjust;  for  there  is 
no  good  reason  why  taking  a  man's  property  in  an  invention  should 
he  trebly  punished,  while  the  measure  of  damages  as  to  other  prop- 
erty is  single  and  actual  damages.  It  is  true,  where  the  injury  is 
wanton  or  malicious,  a  jury  may  iuflict  vindictive  or  exemplary  dam- 
ages, not  to  recompense  the  plaintiff,  hut  to  punish  the  defendant. 

In  order  to  ohviate  this  injustice,  the  Patent  Act  of  1836  confines 
the  jury  to  the  assessment  of  "actual  damages."  The  power  to 
inflict  vindictive  or  punitive  damages  is  committed  to  the  discretion 
and  judgment  of  the  court,  within  the  limit  of  trebling  the  actual 
damages  found  by  the  jury. 

It  must  be  apparent,  to  the  most  superficial  observer  of  the  immense 
variety  of  patents  issued  every  day,  that  there  cannot,  in  the  nature 
of  things,  he  any  one  rule  of  damages  which  will  equally  apply  to  all 
cases.  The  mode  of  ascertaining  actual  damages  must  necessarily 
depend  on  the  peculiar  nature  of  the  monopoly  granted.  A  man 
who  invents  or  discovers  a  new  composition  of  matter,  such  as  vul- 
canized India-rubber,  or  a  valuable  medicine,  may  find  his  profit  to 
consist  in  a  close  monopoly,  forbidding  any  one  to  compete  with  him 
in  the  market,  the  patentee  being  himself  able  to  supply  the  whole 
demand  at  his  own  price.  If  he  should  grant  licenses  to  all  who 
might  desire  to  manufacture  his  composition,  mutual  competition 
might  destroy  the  value  of  each  license.  This  may  he  the  case,  also, 
where  the  patentee  is  the  inventor  of  an  entire  new  machine. 

If  any  person  could  use  the  invention  or  discovery  by  paying  what 
ft  jury  might  suppose  to  be  the  fair  value  of  a  license,  it  is  plain  that 
competition  would  destroy  the  whole  value  of  the  monopoly.  In  such 
cases  the  profit  of  the  infringer  may  be  the  only  criterion  of  the  actual 
damage  of  the  patentee.  But  one  who  invents  some  improvement 
in  the  machinery  of  a  mill  could  not  claim  that  the  profits  of  the 
whole  mill  should  be  the  measure  of  damages  for  the  use  of  his  im- 
provement. And  where  the  profit  of  the  patentee  consists  neither 
in  the  exclusive  use  of  the  thing  invented  or  discovered,  nor  in  the 
monopoly  of  making  it  for  others  to  use,  it  is  evident  that  this  rule 
could  not  apply. 

The  case  of  Stimpson's  patent  for  a  turnout  in  a  railroad  may  be 
cited  as  an  example.  It  was  the  interest  of  the  patentee  that  all 
railroads  should  use  his  invention,  provided  they  paid  him  the  price 
of  his  license.    lie  could  not  make  his  profit  by  selling  it  as  a  com- 
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plete  and  separate  machine.  An  infringer  of  such  a  patent  could 
not  bo  liable  to  damages  to  the  amount  of  the  profits  of  his  railroad, 
nor  could  the  actual  damages  to  the  patentee  he  measured  by  any 
known  ratio  of  the  profits  on  the  road.  The  only  actual  damage 
which  the  patentee  has  suffered  in  such  a  case  is  the  non-payment  of 
the  price  which  he  has  put  on  his  license,  with  interest,  and  no  more. 
There  mav  be  cases,  as  where  the  thing  has  been  used  but  for  a  short 
time,  in  which  the  jury  should  find  less  thau  that  sum ;  and  there 
may  be  cases  where,  from  some  peculiar  circumstance,  the  patentee 
may  show  actual  damage  to  a  larger  amount.  Of  this,  a  jury  must 
judge  from  the  evidence,  under  instructions  from  the  court  that  they 
can  find  only  such  damages  as  have  actually  been  proved  to  have 
been  sustained. 

Where  an  inventor  finds  it  profitable  to  exercise  his  monopoly  by 
selling  licenses  to  make  or  use  his  improvement,  he  has  himself  fixed 
the  average  of  his  actual  damage,  when  his  invention  has  been  used 
without  his  license.  If  he  claims  anything  above  that  amount,  he 
is  bound  to  substantiate  his  claim  by  clear  and  distinct  evidence. 
When  he  has  himself  established  the  market  value  of  his  improve- 
ment, as  separate  and  distinct  from  the  other  machinery  with  which 
it  is  connected,  he  can  have  no  claim,  in  justice  or  equity,  to  make 
the  profits  of  the  whole  machine  the  measure  of  his  demand.  It  is 
only  where,  from  the  peculiar  circumstances  of  the  case,  no  other  rule 
can  be  found,  that  the  defendant's  profits  become  the  criterion  of  the 
plaintiff's  loss.  Actual  damages  must  be  actually  proved,  and  can- 
not be  assumed  as  a  legal  inference  from  any  facts  which  amount  not 
to  actual  proof  of  the  fact.  What  a  patentee  "  would  have  made,  ii 
the  infringer  had  not  interfered  with  his  rights,"  is  a  question  of  fact, 
and  not  "a  judgment  of  law."  The  question  is  not  what  specula- 
tively he  may  have  lost,  but  what  actually  he  did  lose.  It  is  not  a 
"judgment  of  law,"  or  necessary  legal  inference,  that  if  all  the 
manufacturers  of  steam-engines  and  locomotives  who  have  built  and 
sold  engines  with  a  patented  cut-off,  or  steam  whistle,  had  not  made 
such  engines,  that  therefore  all  the  purchasers  of  engines  would 
have  employed  the  patentee  of  the  cut-off,  or  whistle;  and  that,  con- 
sequently, such  patentee  is  entitled  to  all  the  profits  made  in  the 
manufacture  of  such  steam-engines  by  those  who  may  have  used 
his  improvement  without  his  license.  Such  a  rule  of  damages 
would  be  better  entitled  to  the  epithet  of  "speculative,"  "imagin- 
ary," or  "fanciful,"  than  that  of  "actual." 

If  the  measure  of  damages  be  the  same,  whether  a  patent  be  for 
an  entire  machine  or  for  some  improvement  in  some  part  of  it,  then 
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it  follows  that  each  one  who  has  patented  an  improvement  in  any 
portion  of  a  steam-engine,  or  other  complex  machines,  may  recover 
the  whole  prolits  arising  from  the  skill,  lahor,  material,  and  capital 
employed  in  making  the  whole  machine,  and  the  unfortunate  me- 
chanic may  he  compelled  to  pay  treble  his  whole  prolits  to  each  of 
a  dozen  or  more  several  inventors  of  some  small  improvement  in  the 
engine  he  has  built.  By  this  doctrine,  even  the  smallest  part  is  made 
equal  to  the  whole,  and  **  actual  damages "  to  the  plaintiff  may  be 
converted  into  an  unlimited  scries  of  penalties  on  the  defendant. 

We  think,  therefore,  that  it  is  a  very  grave  error  to  instruct  a 
jury  "  that  as  to  the  measure  of  damages  the  same  rule  is  to  govern, 
whether  the  patent  covers  an  entire  machine,  or  an  improvement  on 
a  machine." 

It  appears,  from  the  evidence  iu  this  case,  that  McCormick  sold 
licenses  to  use  his  original  patent  of  1834,  for  twenty  dollars  each. 
He  sold  licenses  to  the  defendants  to  make  and  vend  machines  con- 
taining all  his  improvements,  to  any  exteut,  for  thirty  dollars  for  each 
machine,  or  at  an  average  of  ten  dollars  for  each  of  his  three  patents. 
The  defendants  made  and  sold  many  hundred  machines,  and  paid  that 
price  and  no  more.  They  refused  to  pay  for  the  last  three  hundred 
machines,  under  a  belief  that  the  plaintiff  was  not  the  original  inven- 
tor of  this  last  improvement,  whereby  a  seat  for  the  raker  was  pro- 
vided on  the  machine,  so  that  he  could  ride,  and  not  be  compelled  to 
walk,  as  before.  Beyond  the  refusal  to  pay  the  usual  license  price, 
the  plaintiff  showed  no  actual  damage.  The  jury  gave  a  verdict  for 
nearly  double  the  amount  demanded  for  the  use  of  the  three  several 
patents,  in  a  suit  where  the  defendant  was  charged  with  violating 
one  only,  and  that  for  an  improvement  of  small  importance  wher. 
compared  with  the  whole  machine.  This  enormous  and  ruitious  ver- 
dict is  but  a  corollary  or  necessary  consequence  from  the  instructiont- 
given  in  that  portion  of  the  charge  of  the  court  on  which  we  have 
been  commenting,  and  of  the  doctrines  therein  asserted,  and  tc 
whieh  this  court  cannot  give  their  assent  or  concurrence. 

The  judgment  of  the  Circuit  Court  is  reversed,  with  a  venire  dt 
novo. 

Order.  This  cause  came  on  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  Northern 
District  of  New  York,  and  was  argued  by  counsel;  on  consideration 
whereof,  it  is  now  here  ordered  and  adjudged  by  this  court,  that  the 
judgment  of  the  said  Circuit  Court  in  this  cause  be,  and  the  same  is 
hereby,  reversed  with  costs;  and  that  this  cause  be,  and  the  same  is 
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hereby,  remanded  to  the  said  Circuit  Court,  with  directions  to  award 
a  venire  facias  de  novo. 

Reversed  and  remanded. 


The  York  and  Maryland  Line  Railroad  Company,  plaintiff  in 

error,  r.  Ross  Winans. 

(17  Howard.  30.) 

• 

1.  A  railroad  company,  organized  under  a  charter  from  Pennsylvania,  Is  respon- 

sible for  the  infraction  of  a  patent-right  respecting  cars,  although  the  entire 
capital  stock  of  the  company  was  held  by  a  connecting  mil  road  company  in 
Maryland,  which  latter  company  also  worked  the  road  by  the  instrumentality 
of  Its  agents,  and  motive-power,  and  cars. 

2.  The  obligations  to  the  community  which  the  Pennsylvania  company  is  placed 

under,  by  its  charter,  cannot  be  evaded  by  any  transfer  of  its  rights  and 
powers  to  another  company ;  and  in  this  case,  the  Pennsylvania  company 
contributes  to  the  expense  of  working  the  road,  and  of  paying  the  officers 
and  agents  who  are  employed. 

3.  Courts  will  not  allow  corporations  to  escape  from  their  proper  responsibility, 

by  means  of  any  disguise. 

4.  Whore  the  patent  was  signed  by  an  acting  Commissioner  of  Patents,  it  was  not 

necessary  to  aver  or  prove  that  he  was  legally  entitled  to  act  in  that  Capacity. 
The  court  will  judicially  take  notice  of  the  persons  who  preside  over  the  Pat- 
ent Office,  whether  they  do  so  permanently  or  transiently. 

Tins  case  was  brought  up  hy  writ  of  error  from  the  Circuit  Court 
of  the  United  States  for  the  Eastern  District  of  Pennsylvania. 
The  case  is  stated  in  the  opinion  of  the  court. 

It  was  argued  hy  Mr.  J.  Mason  Campbell  and  Mr.  Johnson,  for  the 
plaintiff  in  error,  and  by  Mr.  St.  Georye  T.  Campbell  and  Mr.  Latrobe, 
for  the  defendant. 

The  points  made  hy  the  counsel  for  the  plaintiff  in  error  were  the 
following: 

The  court  helow  (Judge  Kane)  charged  the  jury,  in  substance, 
that  as  the  infraction  complained  of  was  committed  on  the  road  of 
the  plaintiff  in  error,  though  the  cars  were  owned  by  the  Baltimore 
and  Susquehanna  Railroad  Company,  the  plaintiff  in  error  was  re- 
sponsible in  tins  action,  because  the  profits  accruing  from  the  use  of 
the  cars  were  divided  between  the  two  companies. 

He  also  charged  the  jury,  that  in  estimating  the  amount  of  dam- 
ages, they  were  to  be  guided  by  the  sum  which  had  been  fixed  by 
the  witnesses  as  the  fair  compensation  for  an  annual  license  for  each 
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car,  and  were  to  allow  such  sum  annually,  for  each  car,  for  a  period 
of  six  years  antecedently  to  the  institution  of  the  suit. 

The  plaintiff  in  error  will  contend  that  the  learned  judge  below 
erred  in  both  parts  of  his  charge — 

1.  As  to  the  liability  of  the  plaintiff  in  error.  The  cars  which 
were  assumed  to  be  made  in  violation  of  the  patent  of  the  defend- 
ant in  error  were  not  built  by,  and  did  not  belong  to,  the  plaintiff  in 
error.  It  is  not  liable,  therefore,  for  their  construction ;  nor  is  it  pre- 
tended that  it  has  sold  any.    If  liable  at  all,  it  is  for  a  use  of  the  cars. 

Now,  in  point  of  fact,  it  did  not  run  the  cars  in  question  over  its 
^road. 

The  whole  transportation  was  done  by  the  Baltimore  and  Susque- 
hanna Railroad  Company ;  and  if  there  has  been  any  user  by  the 
plaintiff  in  error  of  cars  in  violation  of  the  patent  of  the  defendant 
in  error,  it  is  a  constructive  user,  growing  out  of  the  agreement  be- 
tween it  and  the  Baltimore  and  Susquehanna  Railroad  Company,  by 
which  one-third  of  the  net  revenue  from  transportation  is  credited  to 
it,  and  a  user  in  fact,  under  that  agreement,  by  the  Baltimore  and 
Susquehanna  Railroad  Company. 

This  agreement  is  supposed,  by  the  learned  judge  below,  to  do  one 
of  two  things:  either  to  constitute  the  relation  of  principal  and  agent 
between  the  two  corporations,  or  to  make  them  partners. 

As  to  the  first  view,  it  may  be  observed  that  the  subject  of  the 
agency  being  the  running  of  the  cars,  and  the  plaintiff  in  error  hav- 
ing nothing  to  do  with  the  running,  it  can  hardly  be  deemed  an 
agent,  in  the  face  of  the  fact  that  it  does  nothing  in  the  agency. 
With  still  less  plausibility  cau  it  be  regarded  its  a  principal;  its  sup- 
posed agent  in  that  case,  the  Baltimore  and  Susquehanna  Railroad 
Company,  not  only  owning  and  running  the  obnoxious  cars  itself, 
but  doing  so  by  force  of  its  own  power  in  the  premises. 

As  to  the  other  view,  to  wit,  that  of  a  partnership  between  the 
plaintiff  in  error  and  the  Baltimore  and  Susquehanna  Railroad  Com- 
pany, a  more  extended  examination  is  necessary. 

In  the  first  place,  it  seems  impossible  to  establish  this  hypothesis, 
without  conceding  that  these  two  corporations  would  have  had  a 
right  to  form  a  partnership  expressly.  Whether  the  partnership  be 
express  or  implied,  only  relates  to  the  nature  of  the  evidence  by 
which  it  is  shown.  The  thing  is  the  same,  however  proved.  Now, 
the  power  to  form  a  partnership  is  one  which  corporations  do  not 
possess,  unless  it  be  given  in  express  terms,  or  by  necessary  implica- 
tion. Sharon  Garni  Co.  v.  Fulton  Bonk,  7  Wend.,  412;  Canal  BriiUjc 
v.  Gordon,  1  Pick.,  305. 
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There  are  neither  such  words  nor  implication  in  the  present  in- 
stance, and,  of  consequence,  no  partnership  can  he  deduced  where 
the  power  to  create  that  relation  is  wanting. 

It',  however,  the  power  he  conceded,  and  no  partnership  has  heen 
in  terms  formed,  it  is  only  to  be  implied,  in  law,  from  the  division 
of  the  net  profits  of  transportation  between  the  two  corporations, 
provided  for  by  their  agreement. 

But  the  reception  of  a  part  of  the  profits  is  not  always  attended 
with  this  consequence.  Seamen  and  clerks  may  receive  their  pay 
in  this  form,  without  becoming  partners  thereby,  either  inter  sc  or 
as  to  third  persons.  So  a  landlord  may  get  his  rent  in  the  shape  of 
profits,  and  not  be  made  a  partner  by  such  receipt.  The  test  seems 
to  be  in  the  tttrimus  of  the  parties  as  to  the  reservation  of  profits,  and 
not  in  the  reservation  itself.  If  their  purpose  be  compensation  mere- 
ly to  one  furnishing  something  necessary  to  the  business,  a  partner- 
ship is  not  held  to  be  created.  Such  is  the  present  case,  where  it  is 
plain  that  the  object  was  merely  to  compensate  the  plaintiff'  in  error 
for  the  use  of  its  road,  and  to  make  the  rent  therefor  commensurate 
with  the  U8c.  Story  on  Part.,  sees.  30,  38 ;  3  Kent's  Comm.,  33 ; 
Pernio  v.  Hoiikemon,  fi  Ilalsted,  181 ;  TT<  imsi,r,  t  v.  Hoirhtml,  5  DentO, 
68 ;  Ilrkcrt  v.  Ftycty,  C>  Watts  k  Serg.,  143 ;  Boyer  v.  Amhrson,  2 
Leigh,  550 ;  Ijjomis  v.  Marshall,  12  Conn.,  69;  Collyer  on  Part.,  sec. 
44,  and  note. 

Conceding,  however,  argumcnti  gratia,  that  the  relation  of  principal 
and  agent,  or  of  partners,  existed  between  the  two  corporations,  it 
cannot  be  denied  that  the  infringements  complained  of  were  not 
committed  by  the  plaintiff  in  error,  but  by  the  Baltimore  and  Sus- 
quehanna Railroad  Company. 

Now,  the  tortious  acts  of  the  company  last  named  cannot  be  con- 
sidered as  acts  done  in  the  ordinary  course  of  the  business  between 
it  and  the  plaintiff  in  error,  whatever  be  the  relation  between  these 
parties;  and  to  make  the  plaintiff  in  error  responsible,  it  must  be 
shown  to  be  privy  to  their  commission,  before  or  after.  Story  on 
Agency,  sec.  455;  Collyer  on  Part.,  sec.  457;  Kcplinger  v.  Yoinaj,  10 
Wheat.,  358,  363. 

But  the  learned  judge  below  excludes  altogether  this  element  of 
accountability,  and  makes  the  plaintiff  in  error  liable,  without  putting 
the  fact  of  privity  to  the  jury. 

2.  The  charge  below  is  also  erroneous  as  to  the  amount  of  damages 
recoverable. 

It  gave  the  jury  to  understand  that  they  could  find  against  the 
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plaintiff  in  error  for  a  user  of  the  patent  of  the  defendant  in  error, 
for  six  years  preceding  the  commencement  of  the  suit. 

But  the  declaration  only  charged  (Record,  4)  a  user  during  the 
term  of  seven  years  for  which  the  extension  of  the  patent  had  been 
granted. 

Now,  the  seven  vears'  extension  began  only  on  the  1st  of  October, 
1848,  and  all,  therefore,  that  was  recoverable  under  the  declaration 
was  for  a  user  from  the  1st  of  October,  1848,  to  the  time  of  suit 
brought,  (April,  1851,)  a  period  of  less  than  three  years,  instead  of 
six,  as  charged. 

3.  The  suit  being  onlv  for  infringements  committed  during  the 
extension  of  the  patent,  it  is  further  submitted,  that  the  extension 
being  by  the  acting  Commissioner  of  Patents,  is  unavailing  to  give 
the  defendant  in  error  any  rights. 

If  this  court,  in  4  Howard,  646,  meant  to  affirm  the  validity  of 
the  acts  of  such  a  functionary,  as  is  supposed  by  Mr.  Justice  Wood- 
bury, in  1  "Woodbury  and  Minot,  248,  this  point  is  not  now  open ; 
but  if  it  be  open,  the  plaintiff  in  error  relies  on  the  first  and  second 
sections  of  the  Patent  Act  of  1846,  as  governfng  the  Patent  Office,  to 
the  exclusion  of  the  acts  of  1792  and  1795.  1  Stat,  at  Large,  281, 
415. 

The  counsel  for  the  defendant  ill  error  made  the  following  points: 
1.  The  extension  of  the  patent  by  the  acting  Commissioner,  &c. 
(The  argument  upon  this  head  is  omitted.) 

The  remaining  exceptions  to  the  charge  of  the  judge  were — 
1.  "That  the  York  and  Maryland  Line  Railroad  Company,  and 
the  Baltimore  and  Susquehanna  Railroad  Company,  were  two  dis- 
tinct companies  as  to  third  persons."  The  force  of  this  exception  is 
not  clearly  apprehended.  If  it  is  meant  to  convey  the  idea  that  the 
judge  should  have  charged  that  the  two  companies  were  the  same, 
and  not  "  two  distinct  companies  as  to  third  persons,"  it  is  difficult 
to  perceive,  first,  how  it  could  have  been  sustained  in  point  of  law; 
or,  second,  how  it  would  serve  the  defendants  below.  They  were 
two  corporations,  had  two  charters  from  different  sovereignties,  and 
had  never  been  united  by  law.  How  conld  the  judge  say,  then,  that 
they  were  not  two  distinct  companies  ? 

But  if  they  were  the  same  company  as  to  third  persons,  the  judge 
should,  as  this  exception  supposes,  have  so  charged ;  and  then  the 
main  point  of  defense,  that  the  use  by  one  was  not  the  use  by  the 
other,  would  have  utterly  failed. 

In  fact,  however,  upon  this  point,  all  the  judge  said,  was  that  if 
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there  were  two  tort  feasors,  a  suit  could  bo  maintained  against  either; 
for  which  proposition  no  authority  is  needed. 
2.  The  second  exception  to  the  charge  is — 

In  charging  further,  that  whether  the  relation  between  them  was 
that  of  agency  or  partnership,  the  liability  of  defendants  was  the 
same. 

As  a  legal  proposition,  standing  singly,  this  can  hardly  he  ques- 
tioned. 

One  of  two  partners  is  liable  to  an  action  for  an  infringement,  as 
for  any  other  tort  committed  by  his  authority,  or  participated  in  by 
him.    This  was  all  the  judge  said.    He  was  not  asked  to  charge — 

1.  That  two  corporations  cannot  form  a  contract  of  copartnership. 

2.  Or  that,  under  the  evidence  in  this  cause,  there  was  no  proof  of 
partnership. 

8.  Or  that  there  was  no  evidence  of  agency  by  which  the  defend- 
ants could  be  held  liable. 

Not  being  asked,  he  expressed  no  opinion  on  the  point,  but  simply 
said,  whether  the  relations  were  those  of  partners,  or  principal  and 
agent,  neither  would  affect  the  plaintiff's  right.  In  this,  there  was, 
it  is  admitted,  no  error.  If  the  defendant  desired  specific  instruc- 
tions, they  should  have  been  prayed. 

The  judge,  by  limiting  his  illustration  to  partnership  or  agency, 
actually  favored  the  defendants ;.  for  he  might  have  charged,  that 
under  the  facts,  no  matter  by  what  name  the  relation  of  the  com- 
panies was  called,  the  defendants  were  liable,  participating  as  they 
did  in  the  tort.  Grant  that  no  copartnership  contract  can  lawfully 
he  made  between  two  corporations ;  yet,  if  they  did  make  it,  shall 
they  be  allowed  to  allege  its  unlawfulness  against  a  third  party,  whose 
property  is  tortiously  used  for  their  profit  ? 

If  they  do  make  such  a  bargain,  whether  lawful  or  otherwise,  and 
it  result  in  a  use  by  them  of  the  patented  improvement,  the  unlaw- 
fulness of  the  contract  by  which  the  use  was  accomplished  can  be  no 
defense. 

They  are  complained  of  for  one  unlawful  act,  and  this  would  be  to 
defend  it  by  showing  another. 

If  they  participated  in  the  use  of  the  patented  thing,  no  matter 
how,  whether  under  a  lawful  or  unlawful  contract,  they  are  liable. 
It  is  the  doing  of  the  thing,  and  not  the  mode  in  which  it  is  done, 
that  is  complained  of. 

Without  defining  the  relations  of  the  parties,  the  defendants,  upon 
this  view,  are  clearly  liable. 

Whether  the  contract  was  lawful  or  unlawful,  its  effect  was  to 
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make  the  act  of  one  the  act  of  the  other ;  the  use  by  one  the  use  by 
the  other. 

If,  however,  the  relation  of  the  two  companies  is  here  to  be  con- 
sidered, and  its  character,  not  made  the  subject  of  an  express  point 
in  the  court  below,  is  to  be  argued,  it  will  be  contended  that  such  a 
use  of  the  tiling  patented  was  proved  as  made  the  defendants  liable, 
in  any  view  that  can  be  taken  of  the  case. 

1.  Whether  the  use  proved  was  to  be  regarded  as  a  direct  and 
independent  use  by  the  defendants  below. 

2.  Or  as  a  use  through  their  agents,  (the  Maryland  company,)  with 
their  knowledge,  by  their  authority,  upon  their  property,  and  of  which 
use  they  directly  received  a  portion  of  the  profits. 

3.  Or  as  a  use,  as  a  partner,  with  the  Maryland  company,  paying  a 
proportion  of  losses  by,  and  receiving  a  proportion  of  the  profits,  as 
such,  from  the  use. 

4.  Or  whether  contributing  as  they  did  their  road,  which  was 
essential  to  the  availability  of  the  cars  of  the  Susquehanna  company, 
the  defendants  below  were  to  be  looked  upon,  as  suggested  by  the 
judge's  charge,  as  the  agents  of  the  former  company. 

1.  There  was  evidence  of  a  direct  and  independent  use  by  the 
defendants  below,  to  the  prejudice  of  the  patentee. 

The  defendants  were  a  Pennsylvania  company,  fully  organized, 
and  having  possession  of  their  road. 

The  uses  made  of  their  road  were  their  own  uses.  The  road  and 
the  cars  upon  it  are  a  single  machine,  the  use  of  a  part  of  which  in- 
volves the  use  of  all  other  parts.  The  cars  are  useless  without  the 
road.  The  road  is  useless  without  the  cars.  The  terms  upon  which 
the  cars  are  permitted  to  be  used  are  immaterial.  The  injury  com- 
plained of  is  the  use. 

It  is  this  which  distinguishes  this  case  from  the  case  of  Keplinger  v. 
Young,  10  Wheaton,  358.  There  Youug  was  held  not  to  be  liable, 
because  he  only  purchased  the  product  of  a  machine ;  but  it  would 
have  been  different  had  he  taken  the  machine  into  his  own  keeping, 
and  used  it. 

Indeed,  in  that  case  the  court  intimate  that  had  the  facts  from 
which  it  might  fairly  have  been  inferred  that  Young  used  the  ma- 
chine been  before  them,  the  result  might  have  been  different. 

2.  Even  if  the  fact  of  the  ownership  of  the  cars  by  the  Maryland 
company  is  inconsistent  with  tins  view,  yet  the  Maryland  company, 
using  the  defendants'  road  onlv  through  their  consent,  can  occupy 
no  other  position  than  that  of  agents,  for  whose  acts,  done  in  the 
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course  of  their  business,  the  principals  must  be  responsible,  especially 
as  they  are  directly  benefitted  by  them. 

The  Pennsylvania  company  may,  by  law,  run  cars  on  their  own 
road.  The  Maryland  company  has  no  right  to  do  so,  by  law,  within 
Pennsylvania.  Their  charter  gives,  and  can  give,  no  such  author- 
ity; and  such  running  would  be  a  nuisance,  if  done  by  them  in 
Pennsylvania,  and  could  not  be  justified  under  their  own  charter. 
The  Pennsylvania  company,  duly  chartered,  build  a  road;  they  need 
rolling-stock,  and  the  patented  cars  are  used  as  such,  and  they  re- 
ceive one^third  of  the  net  profits  of  the  earnings  thereof.  Without 
this,  the  Maryland  company  could  uot  use  the  Pennsylvania  road ; 
by  it,  they  become,  for  a  fluctuating  compensation,  the  agents  of  the 
Pennsylvania  company,  to  stock  and  run  their  road.  If  there  can 
be  no  partnership,  they  enter  Pennsylvania  by  virtue  of  this  agency 
alone.  A  portion  of  the  things  done  by  them  in  the  fulfillment  of 
that  agency,  by  the  authority,  with  the  sanction,  and  upon  the  prop- 
erty of  the  defendants,  is  to  use  the  patented  improvement.  A  pro- 
portion of  the  repairs  upon  it  are  charged  to  the  principal ;  a  portion 
of  the  profits  from  its  use  is  paid  to  the  principal.  No  authorities 
are  needed  to  show  that  for  an  injury  by  an  agent  the  principal  or 
the  agent  may  be  sued.  The  ownership  of  the  infringing  machine  is 
immaterial ;  its  use  alone  is  in  controversy;  and  it  will  be  submitted 
that  such  an  use,  by  an  agent,  as  is  here  proved,  will  render  the  prin- 
cipal liable. 

8L  Or,  regarding  the  use  as  the  result  of  a  partnership  with  the 
Maryland  company,  the  defendants  paying  a  proportion  of  losses  and 
receiving  a  proportion  of  the  profits,  as  such,  from  the  use,  the  latter 
must  be  liable  to  the  patentee. 

Under  this  head,  the  second  of  the  exceptions  to  the  charge  of  the 
judge  will  be  properly  considered. 

There  was  some  relation  between  the  companies,  surely.  What 
was  it  J  If  in  fact  it  be  that  the  Maryland  company  were  simply 
using  a  Peunsvlvania  charter  to  carrv  on  their  business, — a  change 
of  name  merely, — the  stock,  property,  and  everything  being  owned 
by  the  same  parties,  then,  in  Pennsylvania,  the  Maryland  company's 
use  was  the  Pennsylvania  company's  use. 

The  judge  docs  not,  however,  define  the  character  of  this  relation. 
He  was  not  called  upon  to  do  so. 

If  it  were  needful,  it  might  be  well  contended  that  the  relation  of 
the  companies  was  that  of  partnership.  Corporations  may  form  part- 
nerships under  circumstances,  so  far,  at  least,  as  to  preclude  them 
from  setting  up  separate  rights,  to  the  prejudice  of  third  persons. 
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In  the  case  of  Canal  Bridge  v.  Gordon,  1  Pick.,  297,  which  was  a 
caee  where  a  bridge  and  an  embankment  leadiug  to  it  were  owned 
by  different  corporations,  Parker,  C.  J.,  after  referring  to  the  techni- 
cal difficulties  of  considering  several  corporations  as  copartners,  goes 
on  to  say,  what  covers  precisely  the  present  controversy :  "  And  yet, 
it*  they  are  all  composed  of  the  same  individuals,  using  several  cor- 
porate powers  for  the  same  end  and  purpose,  with  nothing  but  the 
form  of  a  record  to  distinguish  them,  equity  would  seem  to  require 
that  they  should  not  be  allowed  to  sever,  to  the  prejudice  of  any  per- 
son with  whom  either  might  contract." 

And  for  the  same  reason,  where  both  are  benefitted  by  the  wrong 
done  by  one  of  them,  they  should  not  be  allowed  to  sever.  • 

That  contracts  of  the  same  nature  are  looked  upou  and  treated  as 
partnerships,  will  further  appear  by  reference  to  the  following  author- 
ities: 4  Law  and  Equity  Reports,  171 ;  2  Id.,  319. 

In  the  present  case,  there  was  every  element  required  to  form  a 
partnership  contract. 

It  is  not  the  case  where  a  portion  of  the  gross  receipts  was  used  as 
a  mode  of  ealculating  rent,  as  in  5  Denio,  68,  cited  by  plaintiff  in 
error,  but  a  right  to  a  share  of  the  net  profits,  as  such,  which  that 
case  decides  to  be  a  criterion  of  partnership.  "Nor  is  it  the  case  in 
17  Wendell,  412,  where  it  was  held  that  two  corporations  cannot  sue 
jointly,  as  corporations,  in  contract ;  but  where  it  was  not  held  that 
if,  in  fact,  such  partnership  existed,  either  could  escape  liability  for  a 
tort  arisiug  in  that  relation,  by  alleging  its  unlawfulness. 

The  law  of  New  York,  upon  this  question  of  partnership  liability 
to  third  persons,  is  clearly  settled  in  Bostwick  v.  Champion.,  11  Wend., 
571,  where  it  was  held,  that  where  A,  13,  and  C  run  a  line  of  coaches, 
the  route  being  divided  between  them  into  sections,  each  furnishing 
his  own  horses  and  coaches,  and  hiring  drivers,  and  paying  the  ex- 
penses of  his  own  section,  the  fare,  less  the  tolls,  being  divided  in 
proportion  to  the  number  of  miles  run,  that  a  passenger  injured  by 
negligence  of  the  drivers  of  A's  coach  might  sue  them  all. 

The  court  is  referred  to  the  opinion  of  Judge  Nelson,  at  page  584, 
and  to  same  case,  Chancellor  Walworth's  opinion,  18  Wend.,  175. 

A  division  of  profits,  as  profits,  and  a  right  to  tile  a  bill  for  an  ac- 
count, may  be  regarded  as  conclusive  evidence  of  a  copartnership 
contract. 

Both,  it  is  submitted,  concur  here. 

The  distinction  which,  it  is  believed,  will  reconcile  all  the  cases,  is 
between  a  stipulation  for  a  compensation  proportioned  to  the  profits, 
and  one  for  an  interest  in  «uch  profits. 
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To  this  effect,  the  cases  are  numerous.  See  Carey  on  Part.,  9 ; 
Story  on  Part.,  36;  Bissett  on  Part.,  4;  Collyer  on  Part.,  44,  and  the 
cases  here  cited. 

Every  element  referred  to  by  these  authorities  exists  here. 

If  they  may  80  contract  as  partners,  it  will  be  contended  that  the 
evidence  exhibits  every  feature  required  by  law  for  that  relation. 

If  not  liable  as  joint  tort  feasors  or  partners,  from  want  of  legal 
authority  to  make  such  a  contract,  or  if  the  contract  as  made  does 
not  by  law  create  this  relation,  still  the  defendants  are  liable  by  rea- 
son of  the  use  made  of  this  road  by  the  Susquehanna  company. 

•  Mr.  Justice  Campbell  delivered  the  opinion  of  the  court. 

The  plaintiff  is  a  corporation  existing  under  a  charter  from  the 
State  of  Pennsylvania,  and  authorized  to  construct  a  railroad  from 
the  town  of  York  to  the  Maryland  line.  Its  stock  was  subscribed 
for  by  the  Baltimore  and  Susquehanna  Railroad  Company,  a  Mary- 
land corporation,  and  their  joint  capital  is  vested  in  a  continuous 
railroad  from  the  city  of  Baltimore  to  York.  The  management  of 
the  road  is  committed  to  the  Maryland  company,  which  appoints  the 
officers  and  agents  upon  it,  and  furnishes  the  rolling-stock  necessary 
tor  its  operation.  The  president  and  secretary  of  the  two  companies 
are  the  same.  The  directors  of  the  Pennsylvania  corporation  (plain- 
tiff) arc  selected  by  the  Maryland  company,  and  are  qualified  by  a 
transfer  of  one  or  more  sliares  of  its  stock  to  them,  shortly  before  au 
election,  and  which  they  return  on  vacating  their  office.  This  nomi- 
nal organization  is  made  necessary  by  the  charter,  which  requires 
that  the  majority  of  the  officers  shall  be  citizens  of  Pennsylvania, 
and  that  annual  reports  of  the  condition  and  business  of  the  company 
shall  be  rendered  to  the  legislature.  To  preserve  appearances  with 
the  legislature,  an  annual  statement  is  made. 

In  this,  the  gross  receipts  of  the  entire  road  for  the  year  are  ascer- 
tained, and  the  expenses  deducted ;  the  balance  is  then  divided,  one- 
third  being  assigned  to  the  plaintiff;  but  no  money  passes  between 
the  corporations.  In  these  expense  accounts,  the  salaries  of  officers, 
conductors,  and  engineers,  the  cost  of  locomotives  and  fuel,  of  the 
repairs  and  insurance  of  cars,  and  the  losses  of  business,  enter  as 
constituent  items.  It  was  admitted,  upon  the  trial  of  the  cause,  that 
a  number  of  cars,  made  according  to  the  specification  of  the  patent 
of  the  defendant,  had  been  used  upon  the  road  without  his  license, 
and  for  which  he  brought  this  suit.  A  verdict  was  reudered  in  his 
favor,  and  the  judgment  thereon  is  brought  to  this  court,  upon  ex- 
ceptions to  the  instructions  of  the  Circuit  Court  to  the  jury. 
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The  court  charged  the  jury,  that  the  road  on  which  the  infraction 
was  committed  was  held  under  a  Pennsylvania  charter  to  the  defend- 
ant in  that  court ;  that  the  transportation  on  the  road  was  carried  on 
by  the  Maryland  corporation ;  and  that  the  profits  accruing  from  the 
use  of  the  cars  upon  the  road— that  is,  the  profits  of  the  infraction — 
are  nominally  divided  between  the  two  companies.  That  upon  these 
facts,  the  plaintiff  is  entitled  to  recover  against  the  present  defend- 
ants, whether  they  are  to  he  regarded  as  partners,  or  as  principal,  or 
agent  of  the  Maryland  corporation. 

The  plaintiff  complains  here  of  this  charge,  for  that  the  cars 
employed  were  not  built  by,  and  did  not  belong  to,  the  company ; 
that  they  were  the  exclusive  property  of  the  Maryland  corporation : 
and  that  the  agreement  to  divide  the  profits  did  not  constitute  a 
partnership,  nor  evince  a  relation  of  principal  or  agent  to  impose  a 
liability.  This  conclusion  implies  that  the  duties  imposed  upon  the 
plaintiff  by  the  charter  are  fulfilled  by  the  construction  of  the  road, 
and  that  by  alienating  its  right  to  use,  and  its  powers  of  control  and 
supervision,  it  may  avoid  further  responsibility.  But  those  acts  in- 
volve an  overturn  of  the  relations  which  the  charter  lias  arranged 
between  the  corporation  and  the  community.  Important  franchises 
were  conferred  upon  the  corporation,  to  enable  it  to  provide  the 
facilities  to  communication  and  intercourse  required  for  the  public 
convenience.  Corporate  management  and  control  over  these  were 
prescribed,  and  corporate  responsibility  for  their  insufficiency  pro 
vided,  as  a  remuneration  to  the  community  for  their  grant.  The 
corporation  cannot  absolve  itself  from  the  performance  of  its  obliga- 
tions, without  the  consent  of  the  legislature.  Beman  v.  Rufford,  1 
Simon,  N.  S.,  550;  Winch  v.  B.  and  L.  Railway  Comj)anyy  13  L.  &  E., 
50G. 

If,  then,  the  case  had  terminated  with  the  facts  that  the  infringe- 
ment of  the  defendant's  patent  had  taken  place,  by  the  acts  of  per- 
sons using  the  corporate  name  of  the  plaintiff,  with  the  assent  of  the 
corporate  authorities,  their  liability  would  have  been  fixed. 

But  the  case  before  us  is,  that  the  motive-power  on  the  road  partly 
belongs  to  the  plaintiff;  that  the  agents  and  officers  employed  arc  in 
its  service,  and  are  paid  by  it  ;  and  that  the  cars  are  fitted  and  repair- 
ed at  the  common  expense  of  the  two  corporations.  It  follows,  there- 
fore, that  the  plaintiff  is  a  principal,  cooperating  with  another  corpo- 
ration, in  the  infliction  of  a  wrong,  and  is  directly  responsible  for  the 
resulting  damage. 

Nor  will  the  plea  that  the  corporation  has  no  independent  nor 
responsible  existence,  aa  regards  the  Maryland  company,  and  that  its 
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display  of  a  president  and  directors,  of  conductors,  engineers,  and 
agents,  of  annual  elections  and  annual  statements,  import  only  a 
formal  and  illusive  representation  before  the  Legislature  of  Pennsyl- 
vania, or  their  constituents,  of  a  compliance  with  the  conditions  of 
the  charter,  avail  the  plaintiff.  It  is  certainly  true,  that  the  law  will 
strip  a  corporation  or  individual  of  every  disguise,  and  enforce  a  re- 
sponsibility according  to  the  very  right,  in  despite  of  their  artifices. 
And  it  is  equally  certain,  that,  in  favor  of  the  right,  it  will  hold  them 
to  maintain  the  truth  of  the  representations  to  which  the  public  has 
frosted,  and  estop  them  from  using  their  simulation  as  a  covering  or 
defense.   Wetland  Canal  Co.  v.  Hat/taica*/,  8  Wend.,  480. 

The  Supreme  Court  of  Pennsylvania,  in  Peters  v.  Ryland,  8  Harris, 
497,  has  announced  principles  decisive  of  this  case. 

The  court  held,  that  the  owner  of  a  passenger-car,  employed  on  a 
railroad  belonging  to  the  State,  and  the  motive-power  and  superin- 
tendence of  which  is  furnished  by  the  State,  is  responsible  for  the 
misconduct  of  the  public  agents.  It  says :  "  The  case  before  them  is 
sui  generis ;  but  it  comes  much  nearer  to  that  class  of  decisions  in 
which  it  has  been  held,  that  several  parties  engaged  in  carrying  over 
different  portions  of  the  same  line  of  conveyance,  each  sharing  iu  the 
profits  of  the  whole  route,  and  of  course  of  each  section  of  it,  are  all 
responsible  for  the  faithful  discharge  of  their  duty,  and  liable  to  re- 
spond in  damages  for  any  injury  which  results  from  the  negligence 
or  unskillfulness  of  any  of  the  proprietors  and  servants."  11  Wend., 
571;  18  Id.,  175;  19  Id.,  534. 

"The  State,  as  well  as  the  carrier,  is  paid  lor  every  passenger 
transported  on  this  railroad,  which  shows  their  community  of  inter- 
est ;  and  if  there  be  a  common  liability,  that  of  the  State  cannot  be 
enforced  bv  action ;  and  this  circumstance  does  uot  diminish  that  of 
the  carrier.  Because  they  have  a  common  interest,  however,  and 
share  the  business  of  transportation,  it  is  apparent,  that  in  holding 
the  party  before  us  to  answer  for  the  negligence  of  the  State's 
agents,  we  do  not  punish  one  man  for  the  misfeasance  of  another's 
servants." 

The  objection  taken  to  the  patent,  that  it  is  signed  by  "  an  acting 
Commissioner  of  Patents,"  and  that  the  record  contains  no  averment 
nor  proof  of  his  title  to  the  offiice,  is  not  tenable.  The  court  will 
take  notice  j  udicially  of  the  persons  who  from  time  to  time  preside 
over  the  Patent  Office,  whether  permanently  or  transiently;  and  the 
production  of  their  commission  is  not  necessary  to  support  their  offi- 
cial acts.    Wilson  r.  Rousseau.  4  How.,  686. 

The  judgment  of  the  Circuit  Court  is  affirmed. 
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Order.  This  cause  came  on  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  Eastern 
District  of  Pennsylvania,  and  was  argued  by  counsel ;  on  considera- 
tion whereof,  it  is  now  here  ordered  and  adjudged  by  this  court,  that 
the  judgment  of  the  said  Circuit  Court  in  this  cause  be,  and  the  same 
is  hereby,  affirmed  with  costs,  and  interest  until  paid,  at  the  same  rate 
per  annum  that  similar  judgments  bear  in  the  State  of  Pennsylvania. 


The  Troy  Iron  and  Nail  Factory,  appellant,  v.  George  Odiorne, 

Jr.,  and  Francis  Odiorne. 

(17  Howard,  72.) 

A  machine  for  making  hook-headed  spikes  was  constructed  in  Boston  prior  to  the 
18th  of  April,  1839,  and  therefore  not  within  a  patent  for  a  machine  for  a 
similar  purpose  which  Burden  applied  for  on  that  day. 

( Mr.  Justice  Curtis,  having  been  of  counsel,  did  not  sit  in  this 
cause.) 

This  was  an  appeal  from  the  Circuit  Court  of  the  United  States 
for  the  District  of  Massachusetts,  sitting  as  a  court  of  equity. 

It  was  a  bill  filed  by  the  Troy  Iron  and  Nail  Factory,  a  manufac- 
turing corporation  established  in  the  State  of  New  York,  to  restrain 
the  Odiornes  from  infringing  certain  letters  patent  granted  to  Henry 
Burden  on  the  2d  of  September,  1840,  and  by  him  assigned  to  the 
complainants. 

The  respondents  filed  an  answer,  taking  various  grounds  of  defense, 
which  it  is  not  necessary,  under  the  circumstances  of  the  case,  to  par- 
ticularize. At  October  Term,  1851,  the  following  stipulation  was 
signed  by  the  parties,  and  tiled  in  the  cause : 

"The  defendants  agree  not  to  deny  the  validity  of  the  complainants5 
patent,  provided  they  make  out  their  title  to  the  said  letters  patent 
to  be  good. 

"  They  also  agree  not  to  deny  that  the  machine  complained  of  in 
the  complainants'  bill  is  an  infringement  on  the  patent  granted  to  II. 
Burden  on  August  4,  1840.    [Sept.  2.] 

"  If  the  complainants  shall  establish  their  title  to  the  letters  patent 
aforesaid,  the  proper  decree  may  be  entered  for  the  complainants, 
unless  the  defendants  shall  prove  that  the  spike-machine  used  by 
them,  and  complained  of  in  the  bill  aforesaid,  was  constructed  prior 
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to  the  alleged  application  of  II.  Burden,  made  April  18,  1839,  for 
letters  patent  therefor,  according  to  the  provisions  of  the  statute  of 
the  United  States,  1839,  eh.  88,  sec.  7;  or  was  the  result  of  an  inde- 
pendent original  invention,  prior  in  time  to  the  invention  of  the  said 
Burden ;  in  either  of  which  cases,  the  proper  decree  shall  be  entered 
for  defendants. 

"C.  P.  Curtis,  Jr.,  P(aitUiff*8  Attorney. 
"J.  A.  Andrew,  for  Defendants'1 

Much  testimony  was  taken  upon  the  subjects  involved,  and  in 
December,  1852,  the  Circuit  Court  dismissed  the  bill. 

From  this  decree  the  complainants  appealed  to  this  court 

The  case  was  argued  by  Mr.  George  T.  Curtis,  for  the  appellants ; 
no  counsel  appearing  for  the  appellee. 

* 

The  argument  upon  the  point  upon  which  the  court  rested  its  de- 
cision consisted  of  an  examination  of  the  evidence  bearing  upon  it, 
which  it  is  not  necessary  to  state. 

Mr.  Justice  Catron  delivered  the  opinion  of  the  court 
Henry  Burden  obtained  a  patent,  in  1840,  for  a  machine  to  make 
hook-headed  spikes.  He  applied  for  the  patent  on  the  18th  of  April, 
1839.  It  was  assigned  to  the  Troy  Iron  and  Nail  Company,  who 
filed  a  bill  against  the  Odiomes,  to  enjoin  them,  and  for  an  account 
for  using  a  machine  to  make  similar  spikes ;  and  which  machine,  it 
is  alleged,  infringed  the  monopoly  secured  to  Burden  by  his  patent 
■of  1840.  The  case  was  brought  to  a  hearing  on  the  following  stipu- 
lation : 

"The  defendants  agree  not  to  deny  the  validity  of  the  complain- 
.auts'  patent,  provided  they  make  out  their  title  to  the  said  letters 
patent  to  be  good. 

"  They  also  agree  not  to  deny  that  the  machine  complained  of  in 
the  complainants'  bill  is  an  infringement  on  the  patent  granted  to 
H.  Burden  on  August  4,  1840. 

"If  the  complainants  shall  establish  their  title  to  the  letters  patent 
aforesaid,  the  proper  decree  may  be  entered  for  the  complainants, 
unless  the  defendants  shall  prove  that  the  spike-machine  used  by 
them,  and  complained  of  in  the  bill  aforesaid,  was  constructed  prior 
to  the  alleged  application  of  II.  Burden,  made  April  18,  1839,  for 
letters  patent  therefor,  according  to  the  provisions  of  the  statute  of 
the  Uuited  States,  1839,  eh.  88,  sec.  7 ;  or  was  the  result  of  an  inde- 
pendent original  invention,  prior  in  time  to  the  invention  of  the  said 
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Burden ;  in  either  of  which  cases,  the  proper  decree  shall  be  entered 
for  defendants." 

The  only  question  presented  for  our  consideration  on  the  stipulation, 
is  whether  the  machine  employed  by  the  appellees  was  constructed 
prior  to  the  18th  of  April,  1839,  when  Burden  made  application  at 
the  Patent  Office  tor  his  patent. 

The  machine  complained  of  was  built  by  Richard  Savary,  for  the 
Boston  Iron  Company,  in  the  spring  of  1839,  and  obtained  by  the 
appellees  by  assignment.  Savary  was  the  patentee  of  a  machine  to 
make  ship  and  boat  spikes,  and,  at  the  suggestion  of  the  agents  of  the 
Boston  Iron  Company,  added  an  attachment  of  an  apparatus  to  make 
a  hook-head  to  spikes;  the  process  for  making  which  Savary  deposes 
he  discovered  in  August,  1838.  The  time  at  which  this  apparatus 
was  attached  to  the  machine  (substantially  complete  in  its  operative 
parts)  is  the  time  when  the  machine  complained  of  was  "  construct- 
ed," in  the  sense  of  the  stipulation,  it  not  being  necessary  that  the 
machine  should  be  geared  and  doing  work.  "We  are  satisfied  that  it 
was  set  up  and  substantially  finished  before  the  18th  of  April,  1839, 
and  therefore  order  the  decree  below  to  be  afiirmed. 

Order.  This  cause  came  on  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  District  of 
Massachusetts,  and  was  argued  by  counsel ;  on  consideration  whereof, 
it  is  now  here  ordered,  adjudged,  and  decreed  by  this  court,  that  the 
decree  of  the  said  Circuit  Court  in  this  cause  be,  and  the  same  is 
hereby, 

Affirmed  with  costs. 


Joseph  Battin,  patentee,  and  Samuel  Battin,  assignee,  plaintiffs 
^n  error,  r.  James  Taggert,  defendant  in  error.  Joseph  Bat- 
tin, patentee,  and  Samuel  Battin,  assignee,  plaintiffs  in  error, 
v.  Robert  Kadcliffe  and  JonN  Johnson,  defendants  in  error. 
Joseph  Battin,  patentee,  and  Samuel  Battin,  assignee,  plain- 
tiffs IN  ERROR,  V.  JonN  G.  HewES,  DEFENDANT  IN  ERROR. 

(17  Howard,  74.) 

1 .  Whether  the  defect  be  in  the  spoeiflcations  or  in  the  claim  of  a  patent,  the 

patentee  may  surrender  it,  and,  by  an  amended  specification  or  claim,  cure 
the  defect. 

2.  When  this  is  done,  and  a  reissued  and  corrected  patent  is  taken  out.  the  omis- 

sions and  defects  are  cared ;  and  nothing  within  the  scope  of  the  patentee's 
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original  invention  can  be  considered  as  having  t>ccn  dedicated  to  tile  public, 
by  the  lapse  of  time  between  the  original  and  reigned  patent. 

3.  Hence,  where  a  patent  was  taken  out  for  a  new  and  useful  improvement  in  the 

machine  for  breaking  and  screening  coal,  and  the  claim  was  for  the  manner 
in  which  the  party  had  arranged  and  combined  with  each  other  the  breaking- 
rollers  and  the  screen,  and  the  amended  specification  of  the  reissued  patent 
described  essentially  the  same  machine  as  the  former  one  did,  hut  claimed 
as  the  thing  invented  the  breaking  apparatus  only,  a  dedication  to  the  public 
did  not  accrue  in  the  interval  between  the  one  patent  and  the  other. 

4.  It  was  for  the  jury  to  determine,  from  the  facts  in  the  case,  whether  the  speci- 

fications, including  the  claim,  were  so  precise  as  to  enable  any  person  skilled 
in  the  structure  of  machines  to  make  the  one  described ;  also,  to  judge  of  the 
novelty  of  the  invention,  and  whether  the  renewed  patent  was  for  the  same 
invention  as  the  original  patent;  also,  whether  the  invention  hud  been  aban- 
doned to  the  public.  The  jury  were  also  to  Judge  of  the  identity  of  the  ma- 
chine used  by  the  defendant  with  that  of  plaintiff*,  or  whether  tl»ey  have 
been  constructed  and  act  on  the  same  principle. 

These  three  cases  were  argued  and  decided  together.  They  were 
brought  up  by  writ  of  error  from  the  Circuit  Court  of  the  United 
States  for  the  Eastern  District  of  Pennsylvania. 

On  the  6th  of  October,  1843,  Joseph  Battin  obtained  a  patent  for 
a  new  and  useful  improvement  in  the  machine  for  breaking  and 
screening  coal,  which  he  defined  in  his  specification  as  one  in  which 
the  breaking  and  screening  were  effected  .simultaneously,  by  a  set  of 
breaking-rollers,  of  a  certain  form,  operating  in  connection  with  an 
assorting-screeu.  After  describing  the  machine,  the  claim  was  made 
as  follows,  namely : 

"  Having  thus  fully  described  the  nature  and  operation  of  my  ma- 
chine for  breaking  and  screening  coal,  what  I  claim  as  new  therein, 
and  desire  to  secure  by  letters  patent,  is  the  manner  in  which  I  have 
arranged  and  combined  with  each  other  the  breaking-rollers  and  the 
screen,  the. respective  parts  being  formed  and  operating  substantially 
as  herein  set  forth  and  made  known.  Joseph  Battin." 

On  the  20th  of  January,  1844,  he  took  out  another  patent  for  the 
addition  of  a  third,  or  auxiliary  roller,  of  smaller  diameter  than  the 
two  at  first  used,  and  placed  above  them,  and  claimed  as  follows : 

"Having  thus  fully  described  the  nature  of  my  improvement  in  the 
manner  of  combining  and  arrangiug  the  toothed  rollers  used  iu  the 
machine  for  breaking  coal,  what  I  claim  therein  as  new,  and  desire 
to  secure  by  letters  patent,  is  the  so  forming  and  gearing  of  such 
rollers  as  that  the  teeth  of  one  of  them  shall  always  be  opposite  to  a 
space  between  the  teeth  in  the  other,  whenever  they  are  operating 
upon  the  article  to  be  broken ;  the  same  being  effected  substantially 
in  the  manner  herein  set  forth.  Joseph  Battin." 
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A  suit  was  brought  by  Battin  against  Clayton,  in  the  Circuit  Court 
for  the  Eastern  District  of  Pennsylvania,  to  recover  damages  for  the 
infringement  of  the  patent  of  October  6,  1843,  when  the  court,  held, 
that  "  the  patent  being  merely  for  the  combination  of  machinery,  it 
could  neither  be  supported  nor  assailed  by  proof  of  the  novelty  of  the 
parts."  The  plaintiff  thereupon  submitted  to  a  nonsuit;  surrendered 
the  patents  of  1843  and  1844,  and  obtained  a  reissue  of  the  patent  of 
1843,  upon  an  amended  specification.  The  patent  of  1844  was  not 
reissued. 

The  description  of  the  machine  and  claim  in  the  reissued  patent 
concluded  as  follows,  namely  : 

"  By  the  construction  and  arrangement  of  the  breaking-rollers,  it 
will  be  perceived,  that,  as  they  rotate,  the  teeth  constitute  a  series  of 
progressive  levers,  which  act  on  opposite  sides  of  the  lumps,  and  be- 
ing placed  so  as  not  to  coincide,  snap,  or  break  the  lumps  between 
the  points  of  pressure ;  this  pressure  gradually  increasing  until  the 
separation  is  effected,  that  is,  during  the  rotation,  until  the  teetli 
reach  a  plane  passing  through  the  axis  of  the  two  rollers,  and  then 
the  effect  having  been  produced,  the  teeth  recede  to  liberate  the 
lumps,  and  thus  avoid  the  further  reduction  of  the  material.  This 
mechanical  action  of  the  rotary  teeth  is  thus  adapted  to  the  frangible 
or  brittle  nature  of  coal,  winch  is  readily  pulverized,  when  subjected 
to  a  continued  percussion  or  pressing  action. 

"  It  will  be  obvious,  from  the  foregoing,  that  the  form  and  size  of 
the  teeth  may  be  greatly  varied,  as  well  as  the  space  between  the 
periphery  of  the  two  rollers,  without  changing  the  principle  or  mode 
of  operation  of  my  invention,  so  long  as  the  two  rollers  are  geared 
together,  and  the  teeth  of  one  are  in  the  rotation  made  to  come  ojk 
posite  to,  or  in  the  space  between,  the  teeth  of  the  other,  and  vice 
versa,  space  sufficient  to  hold  the  required  size  of  lumps  of  coal  being 
left  between  the  teeth  of  the  two  rollers,  when  passing  a  plane  which 
coincides  with  the  axis  of  the  two  rollers. 

"  What  I  claim,  therefore,  as  my  invention,  and  desire  to  secure  by 
letters  patent,  is  the  arrangement  of  the  teeth  on  the  two  rollers, 
substantially  as  herein  described,  so  that,  in  their  rotation,  the  teeth 
of  one  shall  come  opposite  the  spaces  between  the  teeth  of  the  other, 
with  sufficient  space  between  to  hold  lumps  of  the  required  size,  the 
rollers  being  so  combined,  by  gearing,  as  to  make  them  rotate  in 
opposite  directions,  aud,  with  the  required  velocities,  to  retain  the 
relative  position  of  the  teeth  of  the  two  rollers,  as  described. 

"Joseph  Battin." 
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At  April  Term,  1850,  Joseph  Battin,  as  patentee,  and  Samuel  Bat- 
tin,  as  assignee  of  an  undivided  half  part,  brought  suits  against  the 
three  parties  named  as  defendants  in  error  in  the  caption  of  this  re- 
port. The  defendants  pleaded  not  guilty,  aud  the  cause  came  up  for 
trial,  when  the  jury  found  a  verdict  for  the  plaintiff  for  $800.  Upon 
motion  of  the  counsel  for  the  defendants,  a  new  trial  was  granted, 
the  following  reasons  being  filed  : 

1.  The  court  erred  in  deciding  that  the  patent  of  September  4, 
1849,  was  for  the  same  invention  as  that  claimed  in  the  patent  of 
October  6,  1843,  and  could  be  included  in  the  reissued  patent. 

2.  The  court  erred  in  deciding  that  the  suits  can  be  maintained  in 
the  name  of  Samuel  Battin,  as  assignee,  under  the  assignment  to  him 
of  February,  1844. 

3.  The  copy  of  the  assignment  from  the  Patent  Office  was  illegally 
received  in  evidence  for  any  purpose. 

4.  The  court  erred  in  permitting  the  plaintiff  to  amend  his  decla- 
ration, in  a  material  matter  of  substance,  without  any  condition,  and 
without  granting  a  continuance  to  the  defendants,  as  requested. 

5.  Material  evidence,  on  the  part  of  the  defendants,  was  excluded 
by  the  construction  given  to  the  defendants'  notice  of  special  matter, 
which,  if  received,  would  have  produced  a  different  result. 

6.  Important  evidence  was  discovered  when  it  was  too  late  to  give 
notice,  and  during  the  trial,  which  is  set  forth  in  the  affidavit  of  John 
L.  L.  Morris,  which  was  presented  to  the  court. 

7.  The  court  erred  in  the  instruction  given  to  the  jury  as  to  the 
grounds  upon  which  they  should  ascertain  the  actual  damages. 

8.  The  damages  are  excessive. 

At  October  Term,  1852,  the  cause  came  up  again  for  trial,  when 
the  jury,  under  the  instructions  of  the  court,  found  a  verdict  for  the 
defendants. 

The  bill  of  exceptions  set  forth  the  whole  of  the  evidence,  and  the 
entire  charge  of  Judge  Kane  to  the  jury. 

The  plaintiffs  took  exceptions  to  the  charge,  on  the  following 
grounds,  namely : 

That  the  learned  judge  erred— 

1.  In  the  construction  given  by  him  to  the  patents  and  specifica- 
tions of  October,  1843,  February,  1844,  and  September,  1849. 

2.  In  ruling,  as  matter  of  law,  that  the  patentee  had  given  his 
invention  to  the  public. 

3.  In  construing  the  thirteenth  section  of  the  ajct  of  1836,  and  the 
seventh  section  of  the  act  of  1837. 

4.  In  charging  the  jury  that  "  Mr.  Baffin's  invention,  as  he  now 
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defines  it,  was  in  use  for  nearly  six  years  before  he  claimed  that  it 
was  his  property.  He  had  made  it  known  as  an  unprotected  element 
of  the  combination  he  patented  in  1843.  It  was  not  till  1849  that  he 
asserted  any  other  right  in  it  for  himself  than  he  conceded  to  every- 
body else.  lie  cannot  reclaim  what  he  has  thus  given  to  the  public." 
Ana  in  not  submitting  to  the  jury  the  facts  proved  in  regard  to  the 
origin  and  use  of  the  invention. 

5.  In  directing  the  jury  that  a  description  by  the  applicant  for  a 
patent  of  a  machine,  or  a  part  of  a  machine,  in  his  specification,  un- 
accompanied by  notice  that  he  has  rights  in  it  as  inventor,  or  that 
he  desires  to  secure  title  to  it  as  patentee,  is  a  dedication  of  it  to  the 
public ;  and  that  such  a  dedication  cannot  be  revoked  after  the  ma- 
chine has  passed  into  public  use,  either  by  surrender  and  reissue,  or 
otherwise. 

6.  In  holding  that  the  facts  of  this  case  are  embraced  in  the  fore- 
going propositions. 

7.  In  not  deciding  that  the  patent  of  4th  of  September,  1849,  is 
good  and  valid  in  law. 

8.  In  directing  the  jury  to  find  a  verdict  for  the  defendant. 

It  is  difficult  to  explain  the  nature  of  some  of  these  objections, 
without  setting  forth  the  entire  charge,  which  cannot  be  done.  The 
following  extracts,  however,  from  the  charge,  appear  to  contain  the 
ruling  upon  those  points  on  which  the  decisiou  of  this  court  turned. 
The  charge  said : 

"It  is  said  that  the  present  defendants  arc  using  the  apparatus 
described  in  this  reissued  patent,  and  that  they  should  be  mulcted  in 
damages  aecordiuglv.  But  there  are  two  legal  positions,  of  a  general 
character,  which  appear  to  me  to  bar  the  plaintiffs*  right  of  recovery. 
They  are  these: 

"  1.  That  a  description,  by  the  applicant  for  a  patent  of  a  machine, 
or  a  part  of  a  machine,  in  his  specification,  unaccompanied  by  notice 
that  he  has  rights  in  it  as  inventor,  or  that  he  desires  to  secure  title 
to  it  as  patentee,  is  a  dedication  of  it  to  the  public. 

"  2.  That  such  a  dedication  cannot  be  revoked  after  the  machine 
has  passed  into  public  use,  either  by  surrender  and  reissue,  or  other- 
wise. 

"  The  first  of  these  propositions  will  hardly  be  disputed.  If  an  in- 
ventor has  a  right  at  all  to  give  up  his  invention  to  the  world,  there 
is  no  more  unequivocal  way  of  doing  so  than  by  publishing  it  on  the 
records  of  the  Patent  Office,  and  at  the  same  time  making  no  claim 
to  it  as  his  exclusive  property.  There  is  no  need  of  a  formal  dis- 
claimer, where  no  claim  can  be  implied ;  and  the  implication  is  all 
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the  other  way,  when,  of  several  things  described,  one  is  claimed  with- 
out the  rest. 

44  The  second  proposition  also  seems  to  be  susceptible  of  easy  dem- 
onstration. Protection  is  given  to  an  inventor,  under  the  Patent 
Laws,  as  the  consideration  for  his  disclosing  what  was  not  known 
before,  not  as  a  tribute  of  civic  gratitude  for  4  good  deeds  past.'  He 
loses  his  right,  if  he  allows  his  invention  to  become  known  before  he 
patents  it ;  and  when  he  does  patent  it,  he  is  required  so  to  describe 
it,  at  the  verv  outset,  that  others  mav  not  onlv  know  how  to  use  it 
profitably  after  his  patent  shall  have  expired,  but  be  able  to  distin- 
guish it  from  other  things  while  his  patent  is  in  force." 

And  again  : 

44  Mr.  Battin's  invention,  as  he  now  defines  it,  was  in  use  for  nearly 
six  years  before  he  claimed  that  it  was  his  property.  He  had  made  it 
known  as  an  unprotected  element  of  the  combination  he  patented  in 
1843.  It  was  not  till  184!>  that  he  asserted  any  other  right  in  it  for 
himself  than  he  conceded  to  everybody  else.  He  cannot  reclaim  what 
he  has  thus  given  to  the  public'. 

44  For  these  reasons,  we  instruct  you  that  your  verdict,  in  each  case, 
must  be  for  the  defendants." 

The  cause  was  argued  in  this  court  by  Mr.  Keller  and  Mr.  Dallas, 
for  the  plaintiffs  in  error,  and  by  Mr.  Sheppard,  Mr.  Mattery,  and  Mr. 
St.  George  T.  Campbell,  for  the  defendants  in  error. 

The  following  were  the  points  made  by  the  counsel  for  the  plain- 
tiffs in  error: 

1.  That  the  court  erred  in  charging,  as  will  be  found  in  the  first 
and  second  propositions  of  the  charge,  44  That  a  description,  by  the 
applicant  for  a  patent  of  a  machine,  or  a  part  of  a  machine,  in  his 
specification,  unaccompanied  by  notice  that  he  has  rights  in  it  as 
inventor,  or  that  he  desires  to  secure  title  to  it  as  patentee,  is  a  dedi- 
cation of  it  to  the  public;"  and  44 that  such  a"  dedication  cannot  be 
revoked  after  the  machine  has  pjissed  into  public  use,  either  by  sur- 
render or  reissue,  or  otherwise." 

2.  That  the  error  in  the  foregoing  propositions  of  the  charge  in- 
volves error  in  the  construction  of  the  thirteenth  section  of  the  act  of 
July  4,  1830.  and  in  the  construction  of,  and  the  force  given  to,  the 
several  patents  put  in  evidence. 

3.  That  the  court  erred  in  determining,  judicially,  by  the  construc- 
tion of  the  surrendered  and  cancelled  patents,  that  the  reissued  pat- 
ent of  September,  1849,  is  not  for  the  same  invention  intended  to 
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have  been  patented  by  the  patent  of  October,  1843,  instead  of  sub- 
mitting the  question  as  matter  of  fact  to  be  determined  by  the  jury. 

4.  That  the  court  erred  in  ruling,  as  matter  of  law,  that  the  patentee 
had  dedicated  or  abandoned  his  invention  to  the  public,  instead  of 
submitting  it  as  a  question  of  fact  to  be  determined  by  the  jury. 


The  counsel  for  the  defendants  in  error  made  the  following  points: 

1.  The  first  patent  (October  6,  1843)  was  not  for  the  breaking- 
rollers,  but  for  the  combination  of  the  breaking -rollers  and  the 
screen. 

2.  If  the  patentee  described  the  rollers  and  the  screen,  but  did  not 
claim  them,  it  was  a  waiver  of  his  rights,  if  any  he  had  therein,  as 
inventor,  and  an  abandonment  of  them,  by  operatiou  of  law,  to  pub- 
lic use. 

3.  If  the  original  patent  of  1843  was  for  the  combination  of  the 
breaking-rollers  and  the  screen,  and  if  the  patentee,  by  describing 
the  rollers,  without  claiming  them,  allowed  them  to  go  into  public 
use,  with  a  waiver  of  his  rights,  if  he  had  any,  it  is  submitted  that  he 
cannot,  in  1849,  reclaim  the  rollers. 

The  different  claims  were  thus  set  forth.  The  want  of  sameness  is 
evident  on  the  face  of  the  patents,  and  the  repugnancy  is  manifest 
upon  inspection  and  comparison : 


Claim  iit  original  patent 
of  October  6.  1843. 

Having  thns  fully  described 
the  nature  find  operation  of 
my  machine  for  breaking  and 
screening  cml,  what  I  claim 
aw  new  therein,  nnd  desire  to 
secure  by  letters  patent,  is  the 
manner  In  which  I  haw  ar- 
ranged nnd  combined  with 
each  other  the  breaking-rollers 
and  Uie  screen ;  thn  respective 


d  nnd  opera- 
as  herein  set 


Claim  in  the  patent  of 
February  12,  1844,  which 
was  subsequently  surren- 
dered, cancelled,  and  not 
reissued. 

Having  1hns  fully  described 
the  nature  of  my  improvement 
in  the  manner  of  combining 
and  arranging  the  toothed  roll- 
ers nsed  In  the  machine  for 
breaking  coal*,  what  I  claim 
therein  as  new,  ami  desire  to 
secure  by  letters  patent,  fs  the 
so  forming  nnd  gearing  of  such 
rollers  as  that  the  teeth  of  one 
of  them  shall  always  be  oppo- 
site to  a  ^paee  between  the 
teeth  in  the  other,  whenever 
they  are  operating  npon  the 
article  to  he  broken,  the.  same 
being  effected  substantially  in 
the  manner  herein  set  forth. 


Claim  in  the  reissued 
patent  of  Sept.  4,  1849. 

What  I  claim,  therefore,  aa 
my  invention,  and  desire  to  se- 
cure by  letters  patent,  is  tho 
arrangement  of  the  teeth  of  the 
rollers,  substantially  as  herein 
descritied,  so  that,  in  their  ro- 
tation, the  teeth  of  one  shall 
come  opposite  the  space  be- 
tween the  teeth  of  the  others, 
with  snlllcient  space  between 
to  hold  lumps  of  the  required 
size,  the  roller*  lielug  fu  com- 
bined, by  gearing.  :ts  to  make 
them  rotate  in  opposite  direc- 
tions, nnd,  with  the  required 
velocities,  to  retain  the  relative 
position  of  the  teeth  of  1 
roUers,  as  described. 


Ilere  the  reissued  patent,  instead  of  being  for  the  same  invention 
as  the  original  patent,  was  for  an  invention  patented  in  letters  pat- 
ent issued  after  the  original  patent,  and  which  have  been  surrender- 
ed, cancelled,  and  not  reissued.  The  patentee  having  surrendered 
that  patent,  cannot  include  its  subject>matter  in  the  reissue  of  a  prior 
patent. 


Digitized  by  Google 


Dec.  1854.] 


I3ATTIN  V.  TAGGER?. 


977 


Opinion  of  the  court. 

secure  to  myself  the  benefit  of  such  improvement,  in  a  distinct  and 
separate  patent  therefor.  Rollers  for  the  breaking  of  stond,  of  ore*, 
of  coal,  of  corn,  and  of  other  substances,  have  been  frequently  con- 
structed, and  arc  well  known,"  &c. 

And  he  adds:  "ITaving  thus  fully  described  the  nature  of  my  im- 
provement in  the  manner  of  combining  and  arranging  the  toothed 
rollers  used  in  the  machine  for  breaking  coal,  what  I  claim  therein 
as  new,  and  desire  to  secure  by  letters  patent,  is  the  so  forming  and 
gearing  of  such  rollers  as  that  the  teeth  of  one  of  them  shall  always 
be  opposite  to  a  space  between  the  teeth  in  the  other,  whenever  they 
arc  operating  upon  the  article  to  be  broken ;  the  same  being  effected 
substantially  in  the  manner  herein  set  forth." 

And  afterwards,  on  the  4th  of  September,  1849,  the  said  Joseph 
Battin  obtained  a  patent,  in  which  it  is  stated  that  he  had  invented 
a  new  and  useful  machine  for  breaking  coal,  for  which  letters  patent 
were  granted  to  him,  dated  October  6,  1843,  to  which  was  added  an 
additional  improvement,  dated  20th  of  January,  1844,  and  said  let- 
ters having  been  surrendered  by  him,  the  same  have  been  cancelled, 
and  new  letters  patent  have  been  ordered  to  issue  to  him,  on  an 
amended  specification.  He  also  surrendered  the  patent  granted  to 
him  on  the  12th  of  February,  1844,  for  an  improved  machine  for 
breaking  coal,  which  patent  is  hereby  cancelled,  but  not  reissued,  fcc. 

After  describing  the  invention,  he  sums  up  by  saying:  "What  T 
claim,  therefore,  as  my  invention,  and  desire  to  secure  by  letters  pat- 
ent, is  the  arrangement  of  the  teeth  on  the  two  rollers  substantially 
as  herein  described,  so  that  in  their  relation  the  teeth  of  one. shall 
come  opposite  the  spaces  between  the  teeth  of  the  other,  with  suffi- 
cient space  between  to  hold  lumps  of  the  required  size,  the  rollers- 
being  so  combined  in  gearing  as  to  make  them  rotate  in  opposite- 
directions,  and,  with  the  required  velocities,  to  retain  the  relative- 
position  of  the  teeth  of  the  two  rollers  as  described." 

In  the  sixth  section  of  the  Patent  Act  of  1836,  it  is  declared,  that 
"  before  any  inventor  shall  receive  a  patent,  he  shall  deliver  a  writ- 
ten description  of  his  invention  in  such  full,  clear,  and  exact  terms 
as  to  enable  any  person  skilled  in  the  art  or  science  to  which  it  ap- 
pertains to  make  and  construct  the  same;  and  in  case  of  any  machine, 
he  shall  fully  explain  the  principle,  and  the  several  modes  of  the 
application  of  the  machine,  so  that  it  may  be  distinguished  from 
other  inventions;  and  shall  particularly  specify  and  point  out  the 
part,  improvement,  or  combination  which  he  claims  as  his  own  in- 
vention or  discovery." 

And  by  the  thirteenth  sectiou  of  the  same  act,  it  is  provided,  "  that 
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though  it  be  described  in  terms  more  precise  and  accurate  than  in 
the  first  patent..  Under  such  circumstances,  a  new  and  different  in- 
vention cauuot  be  claimed.  But  where  the  specification  or  claim  is 
made  so  vaguely  as  to  be  inoperative  and  invalid,  yot  an  amendment 
may  give  to  it  validity,  and  protect  the  rights  of  the  patenteo  against 
all  subsequent  infringements. 

So  strongly  was  this  remedy  of  the  patentee  recommended  by  a 
sense  of  justice  and  of  policy,  that  this  court,  in  the  case  of  Grant  v. 
Raymond,  6  Peters,  218,  sustained  a  reissued  and  corrected  patent, 
before  any  legislative  provision  was  made  on  the  subject.  In  that 
case,  the  chief  justice  said:  "It  will  not  be  pretended  that  this  ques- 
tion is  free  from  difficulty.  But  the  executive  departments,  it  is 
understood,  have  acted  on  the  construction  adopted  by  the  Circuit 
Court,  and  have  considered  it  as  settled.  We  would  not  willingly 
disregard  the  settled  practice,  in  a  case  where  we  are  not  satisfied  it 
is  contrary  to  law,  and  where  we  are  satisfied  it  is  required  by  justice 
and  good  faith."  The  same  principle  was  sanctioned  in  the  case  of 
S/taw  v.  Cooper,  7  Vet,  310. 

How  much  stronger  is  a  case  under  the  statute  which  secures  the 
rights  of  the  patentee  by  a  surrender,  and  declares  the  effect  of  the 
reissued  and  corrected  patent?  By  the  defects  provided  for  in  the 
statute,  nothing  passes  to  the  public  from  the  specifications  or  claims, 
within  the  scope  of  the  patentee's  invention.  And  this  may  be  ascer- 
tained by  the  language  ho  uses. 

In  the  case  of  Stunpson  v.  The  West  Chester  Railroad  Company,  4 
Howard,  380,  it  was  held,  that  "where  a  defective  patent  had  been 
surrendered,  and  a  new  one  taken  out,  and  the  patentee  brought  an 
action  for  a  violation  of  his  patent-right,  laying  the  infringement  at 
a  date  subsequent  to  that  of  the  reissued  patent,  proof  of  the  use  of 
the  thing  patented,  during  the  interval  between  the  original  and 
renewed  patents,  will  not  defeat  the  action."  In  the  same  case,  it 
was  also  held,  that  the  proceeding  before  the  Commissioner,  in  the 
surrender  and  reissue  of  a  patent,  is  not  open  for  investigation,  ex- 
cept on  the  ground  of  fraud. 

The  patent  of  1843  was  not  surrendered  on  the  obtainment  of  the 
patent  of  1844.  That  was  intended  to  be  a  new  invention  of  arrang- 
ing and  combining  the  toothed  rollers,  which  the  patentee  says  was 
not  made  the  subject  of  a  claim  in  the  patent  of  1843.  The  patent 
of  1844  was  cancelled,  but  not  reissued,  when  the  patent  of  1849  was 
issued.  At  that  time,  the  patent  of  1843,  and  the  improvement  there- 
on, dated  January  20, 1844,  were  surrendered  and  cancelled,  and  new 
letters  patent  were  issued  on  an  amended  specification. 
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The  cause  of  the  surrender  of  the  patent  of  1843,  as  stated  in  the 
charge  to  the  jury,  was  the  ruling  of  the  court  in  the  case  of  Battin 
v.  Clayton ,  and  that  the  amended  patent  of  1849  was  consequently 
obtained.  That  ruling  is  not  now  before  us;  nor  is  it  necessary  to 
inquire  whether  the  patent  of  1843,  on  the  specifications  and  claim, 
was  sustainable.  The  plaintiff,  by  a  surrender  of  that  patent,  and 
the  procurement  of  the  patent  of  1840,  with  amended  specifications, 
abandoned  his  first  patent,  and  relied  wholly  on  the  one  reissued. 
The  claim  mid  specifications  in  this  patent,  as  amendatory  of  the  first, 
were  within  the  thirteenth  section  of  the  act  of  1830.  Tt  is  said,  with 
entire  accuracy,  in  the  charge,  in  regard  to  the  amended  specification 
of  the  patent  of  1840,  that  it  "described  essentially  the  same  machine 
as  the  former  one  did,  but  claimed  as  the  thing  invented  the  break- 
ing apparatus  only."  And  this  the  patentee  had  a  right  to  do.  lie 
had  a  right  to  restrict  or  enlarge  his  claim,  so  as  to  give  it  validity, 
and  to  effectuate  his  invention. 

In  the  argument,  the  counsel  very  properly  considered  the  patent 
of  1844  as  not  in  the  case.  It  was  designed  to  secure  a  new  combi- 
nation,  not  included  in  the  first  patent ;  and  as  the  patent  of  1844 
was  surrendered  and  cancelled,  and  not  reissued,  it  being  equally 
disconnected  with  the  patent  of  1843  and  the  reissued  and  corrected 
patent  of  1840,  it  can  have  no  effect  on  the  claim  of  the  plaintiff. 

Wo  think  the  court  also  erred  in  saving  to  the  jurv,  u  We  instruct 
you  that  your  verdict  in  each  case  must  be  for  the  defendants," 

This,  as  well  as  the  two  instructions  above  noticed,  took  from  the 
jury  facts  which  it  was  their  province  to  examine  and  determine. 
It  was  the  right  of  the  jury  to  determine,  from  the  facts  in  the  case, 
whether  the  specifications,  including  the  claim,  were  so  precise  as  to 
enable  any  person  skilled  in  the  structure  of  machines  to  make  the 
one  described.  This  the  statute  requires,  and  of  this  the  jury  are  to 
judge. 

The  jury  arc  also  to  judge  of  the  novelty  of  the  invention,  and 
whether  the  renewed  patent  is  for  the  same  invention  as  the  original 
patent ;  and  they  are  to  determine  whether  the  invention  has  been 
abandoned  to  the  public.  There  arc  other  questions  of  fact  which 
come  within  the  province  of  a  jury,  such  as  the  identity  of  the  ma- 
chine used  by  the  defendant  with  that  of  the  plaintiff's,  or  whether 
they  have  been  constructed  and  act  on  the  same  principle. 

The  judgment  is  reversed  and  the  cause  is  remanded  to  the  Circuit 
Court  for  further  proceedings. 

Okdeu.    This  cause  came  on  to  be  heard  on  the  transcript  of  the 
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record  from  the  Circuit  Court  of  the  United  States  for  the  Eastern 
District  of  Pennsylvania,  and  was  argued  "by  counsel ;  on  considera- 
tion whereof,  it  is  now  here  ordered  and  adjudged  by  this  eourt,  that 
the  judgment  of  the  said  Circuit  Court  in  this  cause  be,  and  the 
same  is  hereby,  reversed  with  costs ;  and  that  this  cause  be,  and  the 
same  is  hereby,  remanded  to  the  said  Circuit  Court,  with  directions 
to  award  a  venire  facias  de  novo. 


James  Stevens,  appellant,  v.  Royal  Gladding  and  Isaac  T.  Proud. 

(17  Howard,  447.) 

1.  Whether  patent-rights  and  copyrights,  held  under  the  laws  of  the  United 

States,  are  subject  to  seizure  and  sale  on  execution,  is  a  question  upon  which 
the  court  does  not  express  un  opinion  in  the  present  case. 

2.  The  seizure  and  salt-,  under  execution,  of  "one  copper-plate  for  the  map  of 

the  State  of  Rhode  Island,"  did  not  carry  with  it  the  right  to  print  and  pub- 
lish the  map. 

3.  It  is  distinguishable  from  a  voluntary  sale  of  a  plate  by  the  o\»  ner  thereof. 

4.  The  ownership  of  a  plate,  and  the  ownership  of  the  copyright,  arc  distinct 

species  of  properly;  and  the  plate  may  be  used  without  infringing  upon  the 
copyright  of  printing  ami  publishing  the  map. 

5.  But  the  penalties  imposed  by  the  seventh  section  of  the  act  of  Congress  passed 

on  the  3d  of  February,  1831,  namely,  the  forfeiture  of  the  printed  copies,  and 
the  sum  of  one  dollar  for  each  sheet  unlawfully  printed,  cannot  be  enforced 
in  a  court  of  equity. 

C.  Under  a  prayer  for  general  relief,  the  court  can  decree  for  an  account  of 
profits.  Tins  right  is  incident  to  the  right  to  an  injunction  in  copy  and  pat- 
ent right  cases. 

This  was  an  appeal  from  the  Circuit  Court  of  the  United  States 
for  the  District  of  Rhode  Island. 

It  was  a  branch  of  the  case  of  Stevens  v.  Cady,  reported  in  14  How- 
ard, 528,  and  the  difference  between  the  two  cases  is  stated  in  the 
opinion  of  the  court. 

The  decree  of  the  Circuit  Court  was  follows: 

Decree. 

This  cause  came  on  to  be  heard  on  the  bill,  answer,  replication, 
depositions,  and  other  papers  in  the  case,  and  after  the  hearing,  it  is 
ordered  by  the  court  that  the  following  entry  be  made  on  the  min- 
utes in  relation  to  the  same : 

"The  court  differ  in  opinion  as  to  the  effect  of  the  sale  of  the  cop- 
per-plate, but  agree  that  injunction  cannot  issue  without  a  return  of 
the  money  paid  for  the  plate." 
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And  afterwards,  at  the  same  term,  Mr.  Stevens  having  the  election 
to  return  the  price  of  the  plate  or  not,  elected  not  to  return  the  same ; 
upon  whieh  the  respondents  move  that  the  bill  be  dismissed,  which  is 
dismissed  as  follows : 

"This  cause  having  been  heard  on  the  bill,  answer,  and  other 
pleadings  therein,  and  the  complainant  having  refused  to  return  the 
price  of  the  plate  of  the  map  in  question,  as  required  by  the  court. — 

"  It  is  now,  on  motion  of  the  respondents,  and  by  the  consideration 
of  the  court,  ordered,  adjudged,  and  decreed  that  the  said  bill  be,  and 
the  same  is  hereby,  dismissed  with  costs. 

"  November  Term,  A.  D.  1849." 

From  this  decree  Stevens  appealed  to  this  court 

It  was  submitted  on  a  printed  argument  by  the  appellant,  and 
argued  by  Mr.  Ames,  for  the  appellees. 

Mr.  Ames  made  the  following  points : 

1.  The  seventh  section  of  the  act  of  Congress  approved  February 
3,  1831,  entitled  "An  act  to  amend  the  several  acts  respecting  copy- 
rights," (4  Stats,  at  Large,  438.)  inflicting  forfeiture  and  penalties 
upon  those  who  shall  sell  any  map,  &c,  "without  the  consent  of  the 
proprietor  or  proprietors  of  the  copyright  thereof  first  obtained  in 
writing,  signed  in  the  presence  of  two  credible  witnesses."  applies 
only  to  persons  claiming  the  right  of  sale  by  act  of  party,  and  not  to 
those  claiming  and  proving  such  right  by  act  or  operation  of  law. 
4  Stats,  at  Large,  435;  sec.  1;  Hesse  v.  Sterenson,  3  Bos.  &  Pul., 
5G5,  578;  Bloxmn  v.  ELsee,  1  C.  &  P.,  578;  S.  0.,  11  Eng.  C.  L. 
R.,  408;  S.  0.  in  Error,  0  B.  &  C,  GO;  S.  C,  13  Eng.  C.  L.  R., 
133;  Carticright  v.  Amatt,  2  Bos.  &  Pul.,  43;  Sawin  ft  <ri.  v.  Gw'UI, 
1  Gallis.,  485 ;  Wilson  v.  Rousseau,  4  IIow.,  G46 ;  Webster  on  Pat- 
ents, 21-23,  82,  n.  n  ;  Godson  on  Patents  and  Copyright,  2d  ed.,  219, 
221,  377,  430 ;  2  Renouard  Traite  des  Droits  d'Auteurs,  ch.  3,  sec.  4, 
arts.  204,  205,  p.  348,  and  onwards. 

2.  Copyrights  and  patent-rights  are,  by  the  law  of  England,  and 
in  conformity  to  the  principles  of  justice  and  policy  prevailing  there, 
as  well  as  in  countries  of  the  civil  law,  liable  as  goods  and  chattels  to 
the  payment  of  the  debts  of  the  authors  or  inventors  who  may  hold 
them.  As  goods  and  chattels,  they  pass  to  assignees  in  bankruptcy, 
and  to  provisional  assignees  in  insolvency,  as  "the  assignees"  or 
"representatives"  of  the  bankrupt  or  insolvent  author  or  inventor, 
and  both  in  England  and  in  France  may  be  seized  and  sold  on  exe- 
eution  or  decrees  of  seizure  issued  against  him.    Hesse  v.  Stevenson, 
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supra;  Blomm  v.  Elsee,  supra;  Cartwright  v.  Await,  supra;  Man/ 
York  v.  Twine,  Cro.  Jac,  78 ;  Bewail,  Office  of  Sheriff,  46  Law  Lib., 
225;  Webster  on  Patents,  21-23;  Godson  on  Patents  and  Copyright, 
219-221,  430;  Rcnouard  Traite  des  Droits  d'Auteurs,  348,  349,  &c, 
ch.  3,  sec.  4,  arts.  204,  205. 

3.  After  an  author  has  printed  his  book  or  map,  in  performance 
of  the  contract  of  copyright  with  the  public,  and  it  has  thus  passed 
from  the  condition  of  a  thought  or  conception  still  under  delibera- 
tion, as  well  as  after  a  patented  machine  has  been  completed  and 
sold  by  the  inventor,  in  fulfillment  of  the  contract  of  his  letters  pat- 
ent, and  he  has,  in  any  manifest  form,  clothed  his  incorporeal  right 
with  a  valuable  corporeal  substance,  and,  abstracting  other  values 
for  the  purpose,  has  brought  it  into  the  condition  of  property,  in  the 
nature  of  a  personal,  tangible  good  or  chattel,  lie  thereby  has  made 
the  right  to  use  and  sell  the  same,  appurtenant  thereto ;  and  public 
policy,  common  honesty,  attention  to  the  true  interests  of  the  author 
or  proprietor  of  the  copyright,  as  well  as  of  his  creditors,  and  every 
legal  analogy,  require  that  the  two  should  not  be  dissevered  for  the 
purpose  of  enabling  him  to  defeat  the  rights  of  his  creditors,  sought 
through  the  remedies  provided  by  law.  Wilson  v.  Rousseau,  4  How., 
682,  684  ;  Bloomer  v.  McQuewanel  a/.,  14  Id.,  549,  550,  553,  654;  2 
Rcnouard  Traite-  des  Droits  d'Auteurs,  348,  and  onwards,  ch.  3,  sec. 
4,  arts.  204,  205. 

4.  That  the  engraviug  of  a  map  upon  copper-plate  brings  it  fairly 
within  the  principle  and  policy  that  the  proprietor,  having  made  the 
right  to  use  the  plate  appurtenant  to  the  same,  and  to  the  right  of 
property  therein,  such  right  will  pass  with  the  right  of  property  in 
the  plate,  whenever  that  right  passes  by  act  or  operation  of  law  in 
forms  appropriate  to  such  act  or  operation. 

5.  That  at  least  the  condition  of  relief  annexed  by  the  court  below 
was,  under  the  circumstances  of  this  case,  a  perfectly  equitable  one ; 
and  upon  non-compliance  therewith  by  the  complaiuaut,  the  bill  ought 
to  have  been,  as  it  was,  dismissed  with  costs.  Origin  of  rule  imposing 
terms  of  relief  on  complainant :  1  Spence,  Equitable  Jurisdiction  of 
Chancery,  216,  422,  423,  and  notes.  Though  equity  cannot  relieve 
against  common-law  or  statute  penalties  and  forfeitures,  (Peacg  v. 
Duke  of  Somerset,  1  Stra.,  447;  Keating  v.  Sjxirrow,  1  Ball  &  Beatty, 
372.  373,  374,)  yet  it  does,  in  the  case  of  usurious  l>onds  and  instru- 
ments, grant  relief  against  them  only  on  condition  of  payment  of  the 
principal  and  legal  interest  of  the  amount  borrowed;  in  other  words, 
only  upon  waiver  of  the  statute  forfeitures.  1  Story's  Eq.  Jar.,  64c, 
and  cases  cited;  Rogers  v.  Rathbonc,  1  Johns.  Ch.,  365;  Tapper  v. 
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Powell,  Id.,  439 ;  Morgan  v.  Schermerhorn,  1  Paige,  544  ;  Livingston 
v.  Harris,  3  Id.,  528 ;  Camjibell  v.  Morrison,  7  Id.,  158 ;  JitfW  v.  Seaver, 
8  Id.,  548 ;  Cofr  v.  &/r</^,  10  Id.,  583. 

Mr.  Justice  Curtis  delivered  the  opinion  of  the  court. 

The  appellant  filed  his  bill  in  the  Circuit  Court  of  the  United  States 
tor  the  District  of  Rhode  Island,  to  restrain  the  defendants  from 
printing  and  publishing  a  map  of  that  State,  whereof  he  claimed  to 
be  the  exclusive  proprietor,  under  the  act  of  Congress  of  February 
3,  1831,  concerning  copyrights  of  maps,  &c.  The  defendants  admit 
that  they  have  sold  such  maps,  but  allege  that  a  copper-plate,  owned 
by  the  plaintiff,  was  duly  sold  on  an  execution  which  issued  on  a 
judgment  recovered  against  the  plaintiff,  in  the  Court  of  Common 
Pleas  for  the  county  of  Bristol,  in  the  State  of  Massachusetts,  and 
that  one  Isaac  II.  Cady  was  the  purchaser  of  the  plate  under  that 
sale ;  that  Cady  has  used  the  plate  to  print  the  said  maps,  and  the 
defendants  have  sold  them ;  and  they  insist,  that,  by  the  purchase  of 
the  copper-plate,  Cady  acquired  the  right  to  print  maps  therewith, 
and  to  publish  and  sell  them ;  and  that,  therefore,  the  defendants 
have  not  infringed  on  any  exclusive  right  of  the  complainants. 

By  reference  to  the  case  of  Stevens  v.  Cadi/,  reported  in  14  How- 
ard, 528,  it  will  be  seen' that  the  same  title  now  asserted  by  these 
defendants  was  tried  on  that  case  between  the  complainant  and 
Cady.  But,  as  is  stated  in  the  report  of  that  case,  no  counsel  then 
appeared  or  was  heard  in  support  of  Cady's  title ;  and  Mr.  Justice 
Woodbury,  who  sat  in  the  cause  in  the  Circuit  Court,  having  de- 
ceased, this  court  was  not  apprised  of  the  grounds  and  reasons  on 
which  the  decree  of  that  court  dismissing  the  bill  rested;  and  when 
this  cause  was  called,  counsel  having  appeared  and  desired  to  be 
heard,  though  lie  frankly  avowed  that  the  question  passed  on  in  the 
former  case  was  the  onlv  one  winch  could  be  raised,  the  court  readilv 
assented ;  and  having  now  considered  the  argument  of  the  respond- 
ent's counsel,  the  court  directs  me  to  state  its  opinion  in  the  cause. 

The  positions  assumed  by  the  respondent's  counsel  are,  that  copy 
and  patent  rights  are  subject  to  seizure  and  sale  on  execution  ;  and 
that  whenever  the  owner  of  a  copyright  of  a  map  causes  a  plate  to 
be  made  which  is  capable  of  no  beneficial  use  except  to  print  his 
map,  he  thereby  annexes  to  the  plate  the  right  to  use  it  for  printing 
that  map,  and  also  the  right  to  publish  and  sell  the  copies  when 
printed ;  and  that  when  the  plate  is  sold  on  execution,  these  rights 
pass  with  the  plate,  and  as  incidents  or  accessories  thereto,  though 
no  mention  is  made  of  them  in  the  sale. 
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There  would  certainly  be  great  difficulty  in  assenting  to  the  prop- 
osition that  patent  and  copy  rights,  held  under  the  laws  of  the  United 
States,  are  subject  to  seizure  and  sale  on  execution.  Not  to  repeat 
what  is  said  on  this  subject  in  14  Howard,  531,  it  maybe  added  that 
these  incorporeal  rights  do  not  exist  in  any  particular  State  or  district; 
thev  are  coextensive  with  the  United  States.  There  is  nothing  in 
any  act  of  Congress,  or  in  the  nature  of  the  rights  themselves,  to  give 
them  locality  anywhere,  so  as  to  subject  them  to  the  process  of  courts 
having  jurisdiction  limited  by  the  lines  of  States  and  districts.  That 
an  execution  out  of  the  Court  of  Common  Pleas  for  the  county  of 
Bristol,  in  the  State  of  Massachusetts,  can  be  levied  on  an  incorporeal 
right  subsisting  in  Khode  Island  or  New  York,  will  hardly  be  pre- 
tended ;  that  by  the  levy  of  such  an  execution,  the  entire  right  could 
be  divided,  and  so  much  of  it  as  might  be  exercised  within  the  county 
of  Bristol  sold,  would  be  a  position  subject  to  much  difficulty. 

These  are  important  questions,  on  which  we  do  not  find  it  neces- 
sary to  express  an  opinion,  because  in  this  case  neither  the  copyright, 
as  such,  nor  any  part  of  it,  was  attempted  to  be  sold.  The  return  of 
the  officer  on  the  execution  is,  that  he  seized  and  sold  M  one  copper- 
plate for  the  map  of  the  State  of  Rhode  Island."  The  defendants 
must  therefore  stand  upon  the  second  position  assumed  by  their 
counsel,  that  the  right  to  print  and  publish  the  map  passed  by  the 
execution  sale  with  the  plate. 

There  are  no  special  facts  in  this  case  to  distinguish  it  from  any 
case  of  a  sale  on  execution  of  copper  or  stereotype  plates.  It  ap- 
pears that  the  plaintiff  owned  the  plate ;  whether  he  made  it,  or 
caused  it  to  be  made,  or  purchased  it  after  it  had  been  made,  does 
not  appear. 

Nor  should  the  case  be  confounded  with  one  where  the  owner  of 
copper  or  stereotype  plate  sells  them.  What  rights  would  pass  by 
such  a  sale  would  depend  on  the  intentions  of  its  parties,  to  be  gath- 
ered from  their  contract  and  its  attendant  circumstances.  In  this 
case,  the  owner  of  the  copyright  made  no  contract  of  sale,  and  neces- 
sarily had  no  intention  respecting  its  subject-matter. 

The  sole  question  is  whether  the  mere  fact  that  the  plaintiff  owned 
the  plate  attached  to  it  the  right  to  print  and  publish  the  map,  so  that 
this  right  passed  with  the  plate  by  a  sale  on  execution. 

And  upon  this  question  of  the  annexation  of  the  copyright  to  the 
plate,  it  is  to  be  observed,  first,  that  there  is  no  necessary  connection 
between  them.  They  are  distinct  subjects  of  property,  each  capa- 
ble of  existing,  and  being  owned  and  transferred,  independent  of 
the  other.    It  was  lawful  for  any  one  to  make,  own,  and  sell  this 
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copper-plate.  The  manufacture  of  stereotype  plates  is  an  established 
business,  and  the  ownership  of  the  plates  of  a  book  undec  copyright 
may  be,  and  doubtless  in  practice  is,  separated  from  the  ownership 
of  the  copyright.  If  an  execution  against  a  stereotype  founder  were 
levied  on  such  plates  which  he  had  made  for  an  author,  and  not 
delivered,  the  title  to  those  plates  would  be  ptissed  by  the  execution 
sale,  and  the  purchaser  might  Bell  them ;  but  clearly  he  could  not 
print  and  publish  the  hook  for  which  they  were  made.  The  right  to 
print  and  publish  is  therefore  not  necessarily  annexed  to  the  plate, 
nor  parcel  of  it. 

Neither  is  the  plate  the  principal  thing,  and  the  right  to  print  and 
publish  an  incident  or  accessory  thereof.  It  might  be  more  plausibly 
said  that  the  plate  is  an  incident  or  accessory  of  the  right,  because 
the  sole  object  of  the  existence  of  the  plate  is  as  a  means  to  exercise 
and  enjoy  the  right  to  print  and  publish. 

Nor  docs  the  rule,  that  he  who  grants  a  thing  grants  impliedly 
what  is  essential  to  the  beneficial  use  of  that  thing,  apply  to  this  case. 
A  press,  and  paper,  and  ink  are  essential  to  the  beneficial  use  of  a 
copper-plate.  But  it  would  hardly  be  contended  that  the  sale  of  a 
copper-plate  passed  a  press,  and  paper,  and  ink  as  incidents  of  the 
plate,  because  necessary  to  its  enjoyment. 

The  sale  of  a  copper-plate  passes  the  right  to  such  lawful  use  thereof 
as  the  purchaser  can  make,  by  reason  of  the  ownership  of  the  thing 
he  has  bought ;  but  not  the  right  to  a  use;  thereof,  by  reason  of  the 
ownership  of  something  else  which  he  has  not  bought,  and  which 
belongs  to  a  third  person.  If  he  has  not  acquired  a  press,  or  paper, 
or  ink,  he  cannot  use  his  plate  for  printing,  because  each  of  these 
kinds  of  property  is  necessary  to  enable  him  to  use  it  for  that  pur- 
pose. So  if  he  has  not  acquired  the  right  to  print  the  map,  he  can- 
not use  his  plate  for  that  purpose,  because  he  lias  not  made  himself 
the  owner  of  something  as  necessary  to  printing  as  paper  and  ink, 
or  as  clearly  a  distirtct  species  of  propert}'  as  either  of  those  articles, 
lie  may  make  any  other  use  of  the  plate  of  which  it  is  susceptible. 
He  may  keep  it  till  the  limited  time  during  which  the  exclusive 
right  exists  shall  lrave  expired,  and  then  use  it  to  print  maps.  Tie 
may  sell  it  to  another,  who  has  the  right  to  print  and  publish ;  but  he 
can  no  more  use  that  right  of  property  than  he  can  use  a  press  or 
paper  which  belongs  to  a  third  person. 

The  eases  mentioned  at  the  bar,  in  which  incorporeal  rights  have 
been  held  to  pass  with  corporeal  property,  do  not  apply. 

Bv  the  lew  of  an  execution  on  a  mill,  the  incorporeal  rights  actually 

v  w  'a  ct  * 

annexed  to  the  mill,  and  necessary  to  its  use,  pass  with  the  mill.  So 
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does  what  is  parcel  of  the  mill,  though  temporarily  removed  from  it ; 
as,  a  mill-stone  which  has  been  taken  from  its  place  to  be  picked. 
These  and  many  other  such  cases  are  collected  in  Broome's  Legal 
Maxims,  198,  205. 

But  the  right  in  question  is  not  parcel  of  the  plate  levied  on,  nor  a 
right  merely  appendant  or  appurtenant  thereto,  but  a  distinct  and  in- 
dependent property,  subsisting  in  grant  from  the  government  of  the 
United  States,  not  annexed  to  any  other  thing,  either  by  the  act  of  its 
owner  or  by  operation  of  law. 

For  these  reasons,  as  well  as  those  stated  in  14  Howard,  our  con- 
clusion is,  that  the  mere  ownership  of  a  copper-plate  of  a  map  by  the 
owner  of  the  copyright  does  not  attach  to  the  plate  the  exclusive  right 
of  printing  and  publishing  the  map,  held  under  the  act  of  Congress,  or 
any  part  thereof;  but  the  incorporeal  right  subsists  wholly  separate 
from  and  independent  of  the  plate,  and  does  not  pass  with  it  by  a  sale 
thereof  on  execution. 

The  next  question  is  whether  the  complainant  can  have  a  decree 
in  accordance  with  the  prayer  of  his  bill,  for  the  penalties  imposed  by 
the  seventh  section  of  the  act  of  February  3,  1831.  The  bill  prays 
specifically  for  a  decree  for  these  penalties.  We  speak  of  the  forfeit- 
ure of  the  printed  copies,  as  well  as  of  the  sum  of  one  dollar  for  each 
sheet  unlawfully  printed,  as  penalties ;  for,  under  the  laws  of  the  United 
States,  it  is  clear  that  the  complainant  can  have  no  title  to  either  of 
them,  except  by  way  of  penalty. 

There  being  no  common  law  of  copyright  in  this  country,  whatever 
rights  are  possessed  by  the  proprietor  of  the  copyright  must  be  derived 
from  some  grant  thereof  in  some  act  of  Congress,  either  nominatim 
or  by  a  satisfactory  implication  ;  and  looking  to  the  act  of  Congress 
applicable  to  this  subject-matter,  it  appears  that  the  rights  claimed  by 
this  bill  are  expressly  conferred  by  way  of  forfeiture.  Its  language 
is :  "  Then  such  offender  shall  forfeit  the  plate  or  plates  on  which 
such  map,  &c,  shall  be  copied,  and  also  all  and  every  sheet  thereof 
so  copied  or  printed  as  aforesaid,  to  the  proprietor  or  proprietors  of 
the  copyright  thereof;  and  shall  further  forfeit  one  dollar  for  even- 
sheet  of  such  map,  &c,  which  may  be  found  in  his  or  their  possession, 
printed,  &e.,  contrary  to  the  true  intent  and  meaning  of  this  act,  the 
one  moiety  thereof  to  the  proprietor  or  proprietors,  and  the  other 
moiety  to  the  use  of  the  United  States,  to  be  recovered  in  any  court 
having  competent  jurisdiction  thereof." 

In  the  case  of  Colburn  v.  Simms,  2  Hare,  554,  Mr.  Vice-Chancellor 
"Wigram  came  to  the  conclusion,  that,  since  the  decision  of  the  House 
of  Lords  in  the  case  of  Miller  v.  Taylor,  the  right  to  a  decree  for  the 
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delivery  up  of  copies  must  be  rested  by  the  complainant  upon  some 
statute  provision ;  and  that  inasmuch  as  courts  of  equity  do  not  en- 
force forfeitures  by  an  exercise  of  their  ordinary  jurisdiction,  such 
a  jurisdiction  also  must  he  derived  from  an  act  of  Parliament ;  and 
though  the  eighth  section  of  the  act  of  1  and  2  Vict.,  ch.  59,  as  well 
as  the  preceding  act  of  54  George  III,  ch.  156,  sec.  4,  allows  the  for- 
feited copies  to  he  recovered  in  "  any  court  of  record  in  which  an 
action  at  law  or  a  suit  in  equity  shall  be  commenced  by  such  author 
or  authors,  or  other  proprietor  or  proprietors,"  &c,  yet  it  was  admit- 
ted, in  Colbum  v.  Simms,  that  no  such  order  had  ever  been  made,  in 
invitum,  in  a  court  of  equity.  It  is  a  significant  fact,  that  Congress, 
in  legislating  on  this  subject,  though  manifestly  acquainted  with  the 
phraseology  of  the  act  of  George  III,  and  though  in  some  particulars 
it  adopted  that  phraseology,  yet  omitted  to  confer  upon  courts  of 
equity  power  to  enforce  either  of  the  forfeitures  provided  for,  but 
left  them  to  be  recovered  "  in  any  court  having  competent  jurisdic- 
tion thereof";  and  the  only  equitable  jurisdiction,  as  to  copyright, 
conferred  upon  the  courts  of  the  United  States,  is  by  the  act  of  Feb- 
ruary 15,  1819,  which  gives  original  cognizance  to  the  courts  of  the 
United  States,  as  well  in  equity  as  at  law,  of  cases  arising  under  any 
law  of  the  United  States  granting  to  authors  or  inventors  the  exclu- 
sive right  to  their  respective  writings,  inventions,  and  discoveries; 
and  upon  any  bill  in  equity  filed  by  any  party  aggrieved  in  any  such 
case,  shall  have  authority  to  grant  injunctions  according  to  the  course 
and  principles  of  courts  of  equity,  to  prevent  the  violation  of  the 
rights  of  any  authors  or  inventors  secured  to  them  by  any  laws  of 
the  United  States,  on  such  terms  as  the  said  courts  may  deem  fit  aud 
reasonable.  Though  the  substance  of  this  enactment  is  incorporated 
into  the  seventeenth  section  of  the  Patent  Act  of  July  4, 1836,  so  far 
as  k  related  to  inventors,  and  so  far  as  it  related  to  the  subject  of  pat- 
ent-rights, is  no  longer  in  force,  proprh  rigorc,  yet  so  far  as  it  gave  cog- 
nizance to  the  courts  of  the  United  States  of  cases  of  copyright,  it  still 
remains  in  force,  and  is  the  only  law  conferring  equitable  jurisdiction 
on  those  courts  in  such  cases;  for  the  ninth  section  of  the  act  of  Feb- 
ruary 3,  1831,  protects  manuscripts  only. 

There  is  nothing  in  this  act  of  1819  which  extends  the  equity  powers 
of  the  courts  to  the  adjudication  of  forfeitures,  it  being  manifestly  in- 
tended that  the  jurisdiction  therein  conferred  should  be  the  usual  and 
known  jurisdiction  exercised  by  courts  of  equity  for  the  protection  of 
analogous  rights.  The  prayer  of  this  bill  for  the  penalties  must  there- 
fore be  rejected. 

The  remaining  question  is  whether  there  ought  to  be  a  decree  for 
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an  account  of  the  profits.  The  complainant  has  not  prayed  for  such 
an  account,  nor  have  the  defendants  stated  one  in  their  answer ;  hut 
the  hill  does  pray  for  general  relief. 

The  right  to  an  account  of  profits  is  incident  to  the  right  to  an 
injunction,  in  copy  and  patent  right  ca-cs.  CnUmru  v.  Simmy,  2 
Hare,  554;  3  Dan.  Ch.  Pr.,  1797.  And  this  court  has  held,  in  Wafts 
et  at.  v.  Waddle  ft  at.,  (J  Peters,  389,  that  where  the  hill  states  a  case 
proper  for  an  account,  one  may  he  ordered  under  the  prayer  for  gen- 
eral relief.  See,  also,  2  Pet.,  G12;  14  Id.,  15G;  16  Id.,  195;  9  How., 
405. 

The  decree  of  the  Circuit  Court  must  he  reversed,  and  the  cause 
remanded  to  the  Circuit  Court,  with  directions  to  award  a  perpetual 
injunction,  as  prayed  for  in  the  hill,  and  to  take  an  account  of  the 
profits  received  by  the  defendants  from  the  sales  of  the  map. 

Order.  This  cause  came  on  to  he  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  District 
of  Rhode  Island,  and  Was  argued  by  counsel ;  on  consideration  where- 
of, it  is  now  here  ordered,  adjudged,  and  decreed  by  this  court,  that 
the  decree  of  the  said  Circuit  Court  in  this  cause  be,  and  the  same  is 
hereby,  reversed  with  costs ;  and  that  this  cause  be,  and  the  same  is 
hereby,  remanded  to  the  said  Circuit  Court,  with  directions  to  award 
a  perpetual  injunction,  as  prayed  for  in  the  •bill  filed  in  this  case,  and 
to  take  an  account  of  the  profits  received  by  the  defendants  from  the 
sales  of  the  map,  and  for  such  further  proceedings,  in  conformity  to 
the  opinion  of  this  court,  as  to  law  and  justice  'shall  appertain. 

Reversed  with  costs. 


Edw'in  C.  Little  and  Oliver  Scovill,  appellants,  v.  Levi  W. 
IIall,  Anthony  Gould,  Davtd  Bank3,  "William  Gould,  and 
David  Banks,  Jr. 

(is  Howard,  169.) 

1.  On  the  27th  of  Deeember,  1847,  George  P.  Comstoek  was  appointed  State  re- 

porter, under  a  statute  of  the  State  of  New  York,  whieh  office  he  held  until 
the  27th  of  December,  1851. 

2.  During  Ids  term  of  office,  viz.,  in  1850,  lie,  in  conjunction  with  the  comptroller 

and  Secretary  of  the  Sliitc,  acting  under  the  authority  of  a  statute,  made  an 
agreement  with  certain  persons,  that  for  five  years  to  come  they  should  have 
the  publication  of  the  decisions  of  the  Court  of  Appeals,  and  the  exclusive 
benefit  of  the  copyright. 
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3.  At  the  expiration  of  Mr.  Oomstock's  term,  viz.,  on  the  27th  of  December.  1851. 

ho  had  in  his  possession  sundry  manuscript  notes,  and  the  decision*  made 
at  the  ensuing  January  Term  were  also  placed  In  his  hands,  to  he  reported. 
Out  of  these  materials  he  made  a  volume,  and  sold  it  upon  his  own  private 
account. 

4.  Whatever  remedy  the  first  assignees  may  have  had  against  Mr.  Comstock 

individually,  they  are  not  to  he  considered  as  the  legal  owners  of  the  manu- 
script, under  the  copyright  act  of  Congress,  and  are  not  entitled  to  an  injunc- 
tion to  prevent  the  publication  and  sale  of  the  volume. 

Tins  was  an  appeal  from  the  Circuit  Court  of  the  United  States 
for  the  Northern  District  of  New  York. 
The  case  is  stated  in  the  opinion  of  the  court. 

It  was  argued  by  Mr.  Seward,  for  the  plaintiffs  in  error,  and  by 

Mr.  TTaven,  for  the  defendants. 

Mr.  Seictird  made  the  following  points: 

1.  Comstock,  by  accepting  the  office  of  State  reporter,  and  acting 
under  it,  and  by  uniting  with  the  Secretary  of  State  and  comptroller 
in  the  contract  with  the  appellants  of  April  20, 1850,  must  be  deemed 
to  have  accepted  the  terms  and  conditions  of  the  act  of  April  11, 1848, 
and  of  April  9, 1850.  And  those  statutes  operated,  by  reason  of  t-iR-li 
acquiescence  on  his  part,  to  vest  in  the  State  of  New  York  all  iho 
interest  and  right  which  he  might  have,  as  author,  in  any  reports  of 
decisions  of  the  Court  of  Appeals  which  should  be  prepared  by  him 
as  reporter;  and  the  State  became  the  absolute  owner  thereof. 

2.  By  the  contract  fnade  by  the  State  reporter,  the  Secretary  of 
State,  and  the  comptroller,  on  behalf  of  the  State,  with  the  appel- 
lants, the  interest  of  the  State  in  all  matter  constituting  the  reports  to 
be  made  by  Comstock,  as  reporter,  was  equitably  and  legally  vested 
in  the  appellants,  for  the  purpose  of  being  published  exclusively  by 
them  during  the  term  specified  in  the  contract. 

3.  The  appellants,  by  the  operation  of  the  contract,  and  of  the  laws 
of  the  State  in  pursuance  of  which  it  wits  made,  became  the  legal 
assignees  and  proprietors  of  the  manuscript  matter  prepared  by  Corn- 
stock  as  State  reporter,  under  the  ninth  section  of  the  law  of  Congress 
of  1881,  which  right  was  exclusive  of  all  others  during  the  continu- 
ance of  the  contract.  The  exclusive  copyright  was  the  exclusive 
right  to  publish  the  manuscripts. 

This  proposition  is  a  legal  deduction  from  the  two  former  proposi- 
tions already  established. 

4.  Volume  4  of  Comstoek's  Reports  was  covered  by  the  contract, 
as  to  all  the  matter  that  it  contained,  and  so  was  subject  to  the  exchi- 
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sive  right  of  the  appellants  to  the  manuscript  matter  prepared  by  the 
reporter,  and  incorporated  into  the  work. 

The  expiration  of  Comstock's  term  of  office  did  not  alter  his  lia- 
bility in  this  respect.  True,  he  could  not  be  required  to  prepare  the 
decisions  for  publication,  and  to  furnish  notes  and  references;  but 
(1)  if  he  did  not  do  this,  he  must  hold  the  material  subject  to  the 
order  of  his  successor,  who  must  do  the  labor;  or  if  he  did  use  them, 
and  prepare  them  for  publication  with  notes  and  references,  then  the 
materials  and  additional  matter,  being  incorporated  together,  and  so 
prepared  according  to  the  contract,  must  pass,  under  the  contract,  to 
the  appellants. 

Had  Comstock  died  during  his  term  of  office,  the  trust  and  bail- 
ment would  have  remained  attached  to  the  materials  in  the  hands  of 
his  executors.  A  trust  would  have  resulted  to  the  State  a  right  of 
action,  legal  or  equitable,  to  the  appellants,  when  the  purpose  for 
which  he  received  the  materials  failed  to  take  effect.  2  Fonblanque, 
118. 

It  is  wholly  unimportant  that  Comstock  might,  either  while  in 
office  or  after  going  out  of  office,  have  acquired  similar  materials  by 
other  means. 

1st.  As  he  would  in  that  case  have  used  similar  materials,  as  the 
basis  for  labor  to  be  performed  for  the  appellants  under  the  contract, 
and  as  he  had  received  an  equivalent  in  advance  for  that  labor,  either 
the  labor  must  be  done  for  their  benefit  or  not  at  all. 

2d.  But  in  point  of  fact  he  received  these  specified  materials  as 
a  trustee  and  bailee,  and  he  must  be  held  to  the  obligations  they 
created. 

These  are  principles  so  familiar,  and  they  so  tully  pervade  every 
branch  of  jurisprudence,  equally  the  law  and  equity,  that  references 
to  authorities  would  seem  superfluous ;  but,  for  convenience,  refer 
to  Hill  on  Trustees,  172,  282,  509;  2  Vesey,498;  Taylor  v.  Pf toner,  S 
Maulc  &  Selwyn,  562,  567,  574;  Adair  v.  Shetn,  1  Schoalc  &  Lefroy, 
202 ;  Story  on  Equity  Jurisprudence,  sec.  533,  &cl,  1257,  1258,  1261; 
Kane  v.  Bloodgood,  7  Johnson's  Ch.  Reports,  110,  where  it  is  held 
that  every  deposit  is  a  trust,  and  that  every  person  who  receives 
money  to  be  paid  to  another,  or  to  be  applied  to  a  particular  purpose 
to  which  he  does  not  apply  it,  is  a  trustee.  So  the  principle  adopted 
in  the  case  of  a  tenant,  that  ho  cannot  deny  the  title  of  his  landlord 
so  long  as  he  retains  possession,  but  must  surrender  the  premises,  and 
place  himself  in  hostility  to  his  landlord,  before  he  can  set  up  a  title 
in  himself,  is  founded  on  the  very  contract  of  tenancy  itself.  Nelson, 
Ch.  J. ;  Phrhm  ami  Wife  v.  Kelly,  25  Wend.,  392.    See,  also,  Mas- 
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sey  v.  Davis,  2  Ves.  Jr.,  318,  320;  East  India  Co.  v.  Hinckman,  1  Id., 
2S0. 

5.  It  is  in  evidence  that  Mr.  Comstock  has  commenced,  and  still 
has  pending,  an  action  to  establish  his  right  to  the  office  of  State 
reporter,  at  this  time.  This  claim  of  continuance  in  office  is  utterly 
inconsistent  with  the  position  of  individual  and  private  right,  action, 
and  interest  in  regard  to  volume  4,  set  up  1  »v  the  respondents,  and 
is  conclusive  against  him  and  them,  that  volume  4  was  prepared  by 
him  as  State  reporter,  and  subject  to  the  operation  of  the  contract, 
exhibit  A.  Lord  Chancellor,  in  2  Ves.  Jr.,  69G ;  1  Swanston,  note 
(a)  to  p.  381 ;  Comyn's  Digest,  Election,  C.  I. 

Comstock  has  made  his  election  to  claim  and  hold  the  office  of 
State  reporter,  with  full  knowledge  of  his  rights,  and  he  is  bound 
by  it. 

G.  There  is  no  proof  of  any  acquiescence  by  the  appellants  in  the 
claim  of  Mr.  Comstock,  by  which  he  was  misled  or  induced  to  incur 
expense. 

Mr.  Haven,  for  defendants  in  error,  made  the  following  points: 
1.  There  is  no  question  of  copyright  or  of  property  in  manuscripts 
involved  in  the  case,  and  the  plaintiffs'  claim  does  not  fall  within 
the  provisions  of  any  of  the  acts  of  Congress,  and  this  is  fatal  to  the 
plaintiffs'  case. 

I.  The  laws  of  the  United  States  afford  remedies,  and  the  Federal 
courts  have  jurisdiction  only  in  favor  of  the  "author"  of  a  book  or 
"his  legal  assigns,"  or  the  "author  or  legal  proprietor"  of  a  manu- 
script. Of  course,  a  book  or  manuscript  belongs  primarily,  under  the 
copyright  laws,  to  the  author.  The  plaintiffs  not  being  the  "  au- 
thor," must  therefore  deduce  from  him  a  "legal"  right  and  title  to 
the  book  or  manuscript,  or  else  they  cannot  sustain  their  bill  in  the 
Federal  courts.  If  they  can  allege  any  other  rights  which  have  been 
violated,  these  must  be  asserted  in  the  State  courts,  aud  on  some 
general  principle  of  equity  or  of  law.  See  the  opinion  of  the  Circuit 
Court,  which  proceeds  very  much  on  this  ground.  See,  also,  laws  of 
the  United  States,  2d  sess.  21st  Cong.,  1831,  p.  11,  sees.  1, 9;  2  Kent's 
Comm.,  Gth  ed.,  379;  Clark  v.  Price,  2  Wilson  Ch.,  157;  Jollie  v. 
Jaques,  1  Blatchf.,  G18,  627. 

II.  But  the  strongest  manner  in  which  the  plaintiffs  can  state  their 
case  is  to  allege  that  the  notes,  references,  and  manuscript  matter 
composed  by  Mr.  Comstock,  and  coutained  in  the  book  in  question, 
fall  within  the  purview  of  their  contract  for  the  publication  of  the 
State  Reports,  to  be  composed  by  the  State  reporter.    We  say  the 
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strongest,  because  this  assumes  the  precise  fact  controverted,  to  wit, 
that  Mr.  Comstock's  labors  upon  this  book  were  official,  and  not  pri- 
vate. It  is  not  pretended,  of  course,  that  the  plaintiffs,  under  then- 
contract  with  the  State  officers,  could  have  any  interest  in  the  labors 
of  Mr.  Comstock,  or  any  one  else,  as  a  private  reporter. 

III.  Assuming,  then,  this,  the  best  statement  of  the  plaintiffs'  case, 
to  be  true,  it  only  follows  that  the  contract  with  the  plaintiffs  has  been 
violated,  affording  perhaps  a  just  ground  of  action  or  claim  against 
the  State  of  New  York,  or  its  agents  who  made  the  contract.  But 
it  by  no  means  follows  that  the  plaintiffs  have  the  "legal"  title  to, 
or  are  "the  legal  proprietors"  of,  the  book  or  of  the  manuscript  in 
q'uestion.  At  the  time  of  the  contract,  no  part  of  the  work  was  com- 
posed. The  agreement,  therefore,  was  simply  executory,  and  could 
vest  no  title  or  actual  property  in  that  which  had  no  existence. 

2.  But  the  case  is  not  such  as  has  been  thus  far  assumed.  In  fact, 
Mr.  Comstock  was  not  in  the  service  of  the  State.  He  was  a  private 
citizen,  and  another  person  held  the  office  of  State  reporter,  and  re- 
ceived the  salary  annexed  thereto.  In  fact,  also,  Mr.  Comstock,  at  no 
period  of  his  labors  on  this  book,  pretended  to  be  acting  for  the  State 
or  the  plaintiff-*.  Being  a  private  citizen,  in  fact,  before  he  began, 
he  distinctly  announced  that  he  should  not  prepare  the  work  for  the 
State  or  the  plaintiffs,  but  should  do  it  in  his  private  character,  and 
would  sell  it  as  his  own  property.  After  he  began,  he  employed  the 
stereotype  printer  on  his  private  account.  Still  later,  he  invited  pro 
posals  to  buy  the  work  as  his  own,  and,  among  others,  invited  the 
plaintiffs;  and  finally  he  sold  it  as  his  own,  thus  maintaining  from 
the  beginning  to  the  end  an  open  consistency  of  conduct,  a  course  of 
conduct  at  the  time  called  in  question  by  no  one,  not  even  the  plain- 
tiffs, who  now  seek  to  appropriate  the  result  of  his  labors  as  their 
property. 

3.  What  has  been  thus  far  said,  it  is  believed,  shows  that  the  plain- 
tiffs, in  the  most  favorable  views  which  can  be  taken  of  their  case, 
have  no  such  title  as  will  sustain  their  bill,  nor  indeed  any  title  at 
all,  whatever  may  be  said  of  the  defendants,  their  position,  and  that 
of  their  vendor,  Mr.  Comstock.  We  shall  now  speak  of  them  and 
of  him,  especially  of  his  po  ition  and  relations  to  the  subject,  placing 
the  facts  and  circumslances  of  the  case  in  the  light  in  which  we  re- 
gard them,  and  demonstrating,  if  we  can,  that,  upon  every  principle 
of  law  and  justice,  the  copyright  of  the  book  in  question  is  with  the 
defendants. 

4.  The  complainants  are  equitably  estopped  from  claiming  the 
relief  asked  for  iu  their  bill. 

G3 
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Mr.  Justice  McLean  delivered  the  opinion  of  the  court. 

This  is  an  appeal  from  the  decree  of  the  Circuit  Court  of  the 
United  States  for  the  Northern  District  of  New  York. 

A  want  of  jurisdiction  to  sustain  this  appeal  was  alleged  by  coun- 
sel, as  it  does  not  appear  from  the  record  that  the  amount  in  contro- 
versy exceeds  the  sum  of  two  thousand  dollars;  but  this  objection 
was  obviated  by  an  affidavit,  which  stated  that  the  amount  claimed 
by  the  plaintiffs  exceeds  that  sum. 

This  bill  was  filed,  under  the  copyright  act,  to  enjoin  the  defend- 
ants from  publishing  and  selling  the  fourth  volume  of  Comstock's 
Reports. 

The  plaintiffs,  who  are  publishers  and  booksellers  at  Albany,  New 
York,  represent  that,  on  the  20th  of  April,  1850,  they  entered  into  an 
agreement  with  Washington  Hunt,  comptroller,  Christopher  Morgan, 
secretary,  and  George  F.  Comstock,  reporter,  of  the  State  of  New 
York,  as  required  by  statute,  that  they  should  have  the  publication, 
for  the  term  of  five  years,  of  the  decisions  of  the  Court  of  Appeals, 
and  the  exclusive  benefit  of  the  copyright,  to  be  taken  out  in  behalf 
of  the  State,  of  the  notes  and  references,  and  other  matter  furnished 
by  the  reporter,  connected  with  said  decisions;  and  that  instrument 
was  declared  to  be  an  assignment  and  transfer  of  the  copyright  of 
the  matter  so  published,  which  should  consist  of  volumes  of  not  less 
than  five  hundred  pages  each. 

On  the  27th  of  December,  1847,  George  F.  Comstock  was  ap- 
pointed State  reporter  for  three  years,  and  until  his  successor  was 
appointed  and  qualified,  at  a  salary  of  $2,000  per  annum.  He  was 
to  have,  under  the  law,  no  interest  in  the  reports,  but  the  copyright 
of  bis  notes,  references,  and  abstracts  of  arguments  was  to  be  taken 
in  the  name  of  the  Secretary  of  State,  for  the  benefit  of  the  people 
of  New  York.  The  law  forbade  the  reporter  and  all  other  persons 
front  acquiring  a  copyright  in  the  reports,  but  declared  they  might 
be  republished  by  any  person. 

Mr.  Comstock's  term  of  office  expired  on  the  27th  of  December, 
1850.  and  his  successor,  Henry  K.  Selden,  Esq.,  was  appointed  to 
succeed  him  on  the  17th  of  January,  1851.  Mr.  Comstock  ques- 
tioned the  validity  of  his  appointment,  and  the  matter  was  referred 
to  the  judges  of  the  Court  of  Appeals,  then  in  session  at  Albany,  who 
decided  that  Mr.  Selden  was  duly  appointed.  He  took  the  oath  on 
the  21st  of  January,  1851,  and  immediately  entered  upon  the  duties 
of  his  office. 

Mr.  Comstock  published  three  volumes  of  his  reports;  and  having 
in  his  hands,  at  the  expiration  of  his  office,  opinions  of  the  court  t«» 


Digitized  by  Google 


Dec.  1855.] 


Little  c.  Hall. 


995 


Opinion  of  the  court. 

make  half  or  more  of  another  volume,  on  the  suggestion  of  the 
judges,  and  with  the  consent  of  Mr.  Selden,  the  opinions  of  the  Jan- 
uary Term  were  delivered  to  him,  that  he  might  complete  his  fourth 
volume.  At  the  time  of  this  arrangement,  he  had  made  no  prepara- 
tion, by  notes,  &c,  for  this  volume,  and  did  not  commence  the  work 
until  some  months  afterwards. 

After  he  had  made  considerable  advance  in  the  preparation  of  this 
volume,  he  invited  proposals  for  the  purchase  of  the  copyright ;  and 
although  the  plaintiffs,  in  conversation  with  him,  said  they  would 
give  as  much  as  any  other  persons,  yet  they  made  no  proposal,  as 
they  were  apprehensive  it  might  affect  the  contract  for  the  publica- 
tion of  the  reports,  as  above  stated.  The  defendants  purchased  the 
copyright,  for  which  they  paid  $2,500.  At  a  large  expense,  they 
prepared  stereotypes  for  the  work,  and  printed  it. 

The  plaintiffs,  so  soon  as  the  volume  was  published,  commenced  a 
republication  of  it,  and  tiled  this  bill  to  enjoin  the  defendants  from 
selling  their  edition.  Previous  to  the  publication  of  the  third  volume 
of  Comstock's  Reports,  the  Secretary  of  State  had  the  copy  light  of 
the  head-notes,  references,  &e.,  entered  by  the  clerk  of  the  District 
Court  of  the  United  States,  for  the  benefit  of  the  State;  and  the 
complainants  had  a  similar  entry  made,  to  secure  the  copyright  to 
the  State,  of  the  fourth  volume.  This  was  not  done  by  the  Secretary 
of  State,  as  the  law  directed,  and  it  seems  it  was  not  sanctioned  by 
him,  as  he  was  doubtful  whether  he  had  the  power  to  do  so. 

The  ninth  section  of  the  copyright  act  of  the  3d  of  February, 
1831,  provides  "that  any  one  who  shall  print  or  publish  any  manu- 
script whatever,  without  the  consent  of  the  author  or  legal  proprietor 
first  obtained  as  aforesaid,"  "shall  be  liable  to  suffer  and  pay  to  the 
author  or  proprietor  all  damages  occasioned  by  such  injury,"  &c. 

At  common  law,  an  author  has  a  right  to  his  unpublished  manu- 
scripts, the  same  as  to  any  other  property  he  may  possess,  and  this 
statute  gives  him  a  remedy  by  injunction  to  protect  this  right. 

A  formal  transfer  of  a  copyright  by  the  supplementary  act  of  the 
30th  of  June,  1834,  is  required  to  be  proved  and  recorded  as  deeds 
for  the  conveyance  of  land,  and  such  record  operates  as  notice. 

After  the  expiration  of  his  official  term,  Comstock  did  not  and 
could  not  act  as  reporter.  His  successor,  having  been  appointed  and 
qualified,  discharged  the  duties  of  the  office  and  received  the  salary. 
As  many  of  the  opinions  of  the  court  were  in  the  hands  of  Comstock 
when  his  office  expired,  it  might  have  been  made  a  question  whether 
he  could  not  publish  the  fourth  volume  as  reporter.  This  would 
have  given  to  the  State  a  continuous  report  of  the  decisions  of  the 
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Court  of  Appeals,  as  the  law  contemplated,  w  ith  the  copyright  of  the 
notes,  &c,  secured  for  the  benefit  of  the  people  of  the  State.  If  the 
opinions  of  the  court  came  into  his  hands  during  his  continuance  in 
office,  there  would  seem  to  be  no  impropriety  is  his  publishing  them, 
as  tilling  up  the  measure  of  his  term. 

But  it  seems  a  different  view  was  taken  by  the  late  reporter.  As 
his  tenn  of  office  had  expired,  he  was  unwilling  to  publish  the  fourth 
volume  without  compensation  for  his  labor.  This  changed  his  rela- 
tions with  the  plaintiffs,  as  that  contract  was  made  as  reporter,  and 
on  the  Bup[>osition  that  he  would  be  continued  in  that  office.  Under 
that  contract,  the  complainants  had  the  advantage  of  publishing  the 
reports  for  the  price  stipulated,  but  any  one  was  at  liberty  to  repulv 
lish  them. 

The  fourth  volume  was  published  by  Mr.  Comstock  as  an  individ- 
ual, he  having  secured  to  himself  the  copyright.  This  probably 
insured  to  the  purchaser  of  the  right  the  republication  of  the  work 
for  the  term  of  twenty-eight  years.  Under  the  agreements  made 
with  the  plaintiffs,  they  had  only  the  profit  of  their  contract. 

Whether  the  plaintiffs  mav  not  have  a  remedv  on  their  contract 
with  Mr.  Comstock  in  the  local  tribunals  of  the  State,  is  not  a  ques- 
tion before  us.  Our  only  inquiry,  is  whether  any  relief  can  be  given 
by  this  court  under  the  copyright  act.  Where  a  case  arises  under 
that  act,  we  have  jurisdiction,  though  both  the  parties,  as  in  this  case, 
are  citizens  of  the  same  State.  But  if  the  act  do  not  give  the  rem- 
edy sought,  we  can  only  take  jurisdiction  on  the  ground  that  the 
controversy  is  between  citizens  of  different  States. 

Were  the  plaintiffs  the  legal  proprietors  of  the  manuscript  from 
which  the  fourth  volume  of  Comstock's  Reports  was  published  ?  The 
plaintiffs  rely  upon  their  contract  with  the  comptroller,  the  Secretary 
of  State,  and  Mr.  Comstock,  the  reporter.  In  that  contract  it  is  said : 
"This  instrument  in  declared  to  be  an  assignment  and  transfer  of  the 
copyright  of  the  matter  so  published  to  the  parties  of  the  second 
part." 

This  contract  was  made  with  Mr.  Comstock  as  reporter,  and  the 
plaintiffs  agreed  to  publish  the  work  in  volumes  containing  five  hun- 
dred pages  each,  to  have  them  well  bound  in  calf,  the  types,  paper, 
and  the  entire  execution  to  be  equal  to  Denio's  Reports;  the  work 
to  be  done  under  the  superintendence  of  the  reporter;  copies  to  be 
furnished  to  certain  officers  of  the  State,  and  the  publishers  were  to 
keei>  the  volumes  for  sale  at  two  dollars  and  fifty  cents  per  copy; 
and  in  all  things  they  were  bound  to  comply  with  the  statutes  of  the 
State. 


Digitized  by  Goog 


Pec.  185").] 


Kinsman  r.  Parkhubbt. 


007 


Syllabus. 

Comstock  could  not  have  published  the  work  as  reporter  without 
the  consent  of  the  Court  of  Appeals,  and  also  the  Secretary  of  State, 
who  was  required  to  secure  the  copyright  to  the  State ;  and  for  his 
labor  in  preparing  the  notes,  references,  &c,  and  superintending  the 
printing,  he  could  have  received  no  compensation. 

Without  saying  what  effect  might  have  been  given  to  the  contract 
had  the  relation  of  the  parties  remained  unchanged,  we  are  unable 
to  say,  as  the  case  now  stands  before  us,  that  the  plaintiffs  were  the 
legal  owners  of  the  manuscript  within  the  copyright  law.  The  con- 
tract was  made  by  Comstock  as  reporter,  whose  duties  were  regulated 
by  law;  and  the  obligations  of  the  complainants  as  publishers  were 
embodied  in  the  contract,  and  were  incompatible  with  any  publication 
on  private  account. 

The  entire  labor  of  the  work  was  performed  by  Comstock,  not  as 
reporter,  but  on  his  own  account.  It  is,  we  think,  not  a  case  for  a 
specific  execution  of  the  contract;  and,  in  effect,  that  is  the  object 
of  the  bill.  This  result  has  not  been  brought  about  by  the  acts  of 
Comstock.  He  may  have  been  imprudent  in  extending  his  contract 
unconditionally  beyond  the  term  of  his  office.  But  in  doing  so  he 
has  an  apology,  if  not  an  excuse,  by  being  associated  in  making  the 
contract  with  two  high  functionaries  of  the  State.  Under  the  changed 
relation  of  the  parties,  the  plaintiffs  cannot  be  considered  as  the  legal 
owners  of  the  manuscript,  for  the  purposes  of  the  contract,  under  the 
copyright  law. 

Whatever  obligation  may  arise  from  the  contract,  under  the  cir- 
cumstances, as  against  Comstock.  must  be  founded  on  his  failure  to 
furnish  the  manuscripts  to  the  plaintiffs,  and  of  such  a  case  we  can 
take  no  jurisdiction  as  between  the  parties  on  the  record. 

The  decree  of  the  Circuit  Court  is  affirmed. 

Affirmed. 


Israel  Kinsman  and  Calvin  L.  Goddard,  appellants,  l\  Stephen 

li.  Parkuurst. 

(18  Howard.  289.) 

1,  Whore  there  was  an  Agreement  between  ;i  patentee  and  an  assignee  that  the 

latter  should  manufacture  I  lie  machines  for  a  certain  time  and  upon  certain 
terms,  it  is  too  late  for  him,  when  called  upon  In  chancer?  for  an  account,  to 
deny  that  the  patentee  was  the  original  inventor  of  the  thing  patented. 

2.  Even  if  the  patent  were  invalid,  yet  that  does  not  so  taint  with  illegality  the 

sales  of  the  machines  by  the  assignee,  as  to  all'cet  the  claim  of  the  assignor  to 
an  account  of  the  wiles. 
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3.  The  agreement  tlmt  one  only  of  the  parties  should  continue  the  manufacture, 

was  not  void  as  being  in  restraint  of  trade. 

4.  The  assignee  could  not  legally  purchase  the  outstanding  claim  of  a  third  per- 

son, and  set  it  up  against  the  patentee,  with  whom  he  had  an  existing  agree- 
ment in  the  nature  of  a  copartnership. 

•>.  If  the  assignee  transfers  his  contract,  the  person  to  whom  he  transfers  it  Ls  bound 
hy  the  same  equities  which  existed  between  the  original  parties  to  the  con- 
tract, having  purchased  with  a  full  knowledge  of  the  suite  of  things. 

«i.  If  the  report  of  the  master  was  incorrect,  exception  should  have  been  taken  to 
it  in  the  court  below.  It  cannot  be  examined  in  this  court;  no  exception 
having  been  taken. 

This  was  an  appeal  from  the  Circuit  Court  of  the  United  States 
for  the  Southern  District  of  New  York. 

The  facts  are  stated  in  the  opinion  of  the  court. 

It  was  argued  hy  Mr.  Keller,  for  the  appellants,  aud  hy  Mr.  Gifford, 
for  the  appellee. 

Mr.  Keller  made  ten  poiuts. 

The  first  three  assailed  the  validity  of  Parkhurst's  patent.  The 
others  raised  the  following  questions : 

4.  Whether  the  agreement,  preventing  one  of  the  parties  from  mak- 
ing the  article  and  both  from  selling  it  under  a  certain  price,  was  not 
void  as  being  in  restraint  of  trade  and  against  public  policy,  if  either 
or  both  of  the  parties  knew  that  the  patent  was  not  valid. 

The  5th,  tith,  and  7th  related  to  the  responsibility  of  Goddard. 

The  8th.  Whether  Kinsman  and  Goddard  were  responsible  for 
bad  debts,  provided  they  were  prevented  from  receiving  the  money 
by  the  interference  of  Parkhurst. 

The  9th  again  attacked  the  patent. 

The  10th.  Whether  Kinsman  and  Goddard  were  responsible,  if  the 
machines  which  they  made  did  not,  in  law  or  fact,  infringe  the  letters 
patent. 

Mr.  Gifford  made  eleven  points. 

The  first  related  to  the  propriety  of  entertaining  the  appeal  at  all. 
The  2d,  3d,  and  4th.  That  the  agreements  between  the  parties  fixed 
their  relation  and  prescribed  their  rights  and  obligations. 

5.  That  Kinsman  was  estopped  from  denying  the  validity  of  the 
patent. 

b*.  That  Goddard,  having  come  in  under  the  agreement,  was  in  the 
same  situation  as  Kinsman. 

7.  That  the  machines  made  by  Kinsman  and  Goddard  were  covered 
by  the  patent. 
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8.  That  Kinsman  had  made  enough  to  reimburse  himself,  aud  fraud- 
ulently refused  to  account  for  the  surplus.  ' 

9.  That  Parkhurst  was  the  inventor  of  the  thing  patented. 

10.  That  he  never  obtained  a  single  feature  of  his  invention  from 
any  other  person. 

11.  That  lie  had  always  acted  fairly. 

Mr.  Justice  Curtis  delivered  the  opinion  of  the  court. 

This  is  an  appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  Southern  District  of  New  York,  in  a  suit  in  equity 
brought  by  the  appellee,  Parkhurst,  against  the  appellants.  The  bill 
states,  aud  the  proofs  show,  that  Parkhurst,  being  the  owner  of  let- 
ters patent  for  improvements  in  the  machine  lor  ginning  cotton  and 
wool,  on  the  22d  of  May,  1845,  entered  into  a  written  agreement 
with  Kinsman,  the  substance  of  which  was,  that  Parkhurst  was  to  be 
the  owner  of  two-thirds,  and  Kinsman  of  one-third,  of  the  letters 
patent ;  that  the  business  of  manufacturing  and  selling  the  patented 
-  machines  should  be  carried  on  by  the  parties  on  their  joint  account, 
in  the  proportion  of  two-thirds  and"  one-third,  Kinsman  giving  his 
personal  attention  to  the  business,  and  advancing  a  sum  not  exceed- 
ing one  thousand  dollars  for  the  purchase  of  machinery,  stock,  &c, 
for  which  advance  he  was  to  be  repaid  out  of  the  first  profits  of  the 
business.  Kinsman  was  to  pay  Parkhurst  two  thousand  dollars  in 
cash,  and  give  his  note  for  one  thousand  dollars,  payable  in  sixty 
days.  Under  this  agreement,  the  manufacture  and  sales  of  the  ma- 
chines were  begun  and  carried  on  until  the  9th  day  of  February, 
1840,  at  which  time  the  parties  entered  into  a  new  agreement,  the 
substantial  part  of  which  was  as  follows : 

"  Whereas  the  party  of  the  first  part  has  advanced  moneys,  and 
become  responsible  for  various  sums  of  money  which  have  been  ex- 
pended in  getting  up  machinery,  and  tools,  and  stock,  &c,  for  the 
manufacture  of  burning  and  carding  machines,  which  were  invented 
by  the  said  Parkhurst,  one-third  part  of  which  he  sold  and  assigned 
to  the  party  of  the  first  part :  Xow,  therefore,  the  party  of  the  first 
part,  in  consideration  of  one  dollar  in  hand  paid  by  the  party  of  the 
second  part,  the  receipt  whereof  is  hereby  acknowledged,  herein" 
covenants  and  agrees,  that,  as  soon  as  the  profits  which  have  accrued, 
and  which  mav  hereafter  arise,  from  the  manufacture  and  sale  of  the 
said  machines  so  invented  by  the  party  of  the  second  part,  and  so 
made  and  sold  by  the  part}"  of  the  first  part,  shall  be  sufficient  to  pay 
all  legal  demands  for  the  purchase  of  machinery,  tools,  &c,  and  other 
expenses  incurred  by  said  party  of  the  first  part,  then  he,  the  said 
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party  of  the  first  part,  shall  and  will  discontinue  the  manufacture  and 
sale  of  said  machines,  invented  as  aforesaid,  and  that  all  machines 
which  he  shall  manufacture  and  sell  after  this  date  should  not  he 
sold  for  a  less  profit  than  one  hundred  dollars  each,  and  that  he  will 
he  accountable  for  one  hundred  dollars  profit  on  each  and  every 
machine  made  and  sold  from  this  day,  unless  he  has  the  written 
consent  of  the  party  of  the  second  part  to  sell  at  a  less  price." 

"The  party  of  the  second  part,  in  consideration  of  one  dollar  to 
him  in  hand  paid  by  the  party  of  the  first  part,  the  receipt  whereof 
i.s  hereby  acknowledged,  and  also  in  consideration  of  the  agreements 
aforesaid,  hereby  covenants  and  agrees  with  the  party  of  the  first  part, 
that  he  will  go  on  and  manufacture  the  machines  aforesaid  as  soou  as 
the  party  of  the  first  part  discontinues  the  same,  and  that  he  will  not 
sell  any  machine  for  a  less  profit  thau  one  hundred  dollars,  without 
the  written  consent  of  the  party  of  the  first  part,  and  that  he  will  pay 
over  to  the  party  of  the  first  part  one-third  port  and  share  of  the  said 
profits  upon  all  machines  which  he  makes  and  sells  hereafter,  and 
(hat  for  any  machines  which  he  may  manufacture,  or  have  manufac- 
lured,  before  the  discontinuing  of  the  building  of  the  same  by  the 
party  of  the  first  part,  shall  be  subject  to  the  same  restrictions  of 
selling  for  at  least  one  hundred  dollars  profit  on  each  machine,  one- 
third  of  which  shall  be  paid  to  the  party  of  the  first  part." 

The  original  and  supplemental  bills  aver,  that  under  this  agree- 
ment Kinsman  prosecuted  the  business,  and  not  only  reimbursed 
himself  for  the  cost  of  the  machinery,  tools,  &c,  and  all  his  other 
advances,  but,  in  violation  of  his  agreement,  continued  the  manufac- 
ture and  sale  of  the  machines,  so  as  to  receive  large  profits,  of  which 
it  prays  an  account,  and  also  an  injunction  to  restrain  the  further 
making  or  vending  of  the  machines  in  violation  of  the  agreement. 
A  temporary  injunction  was  applied  for  and  obtained  on  the  3d  day 
of  July,  1847.  On  the  29th  day  of  June,  1847,  Kinsman  made  a 
transfer  to  the  appellant  Goddard,  who  was  then  a  clerk  in  his  em- 
ployment, of  the  tools,  stock,  &c,  used  in  the  manufacture ;  aud,  after 
Kinsman  was  enjoiued,  the  business  was  carried  on  in  Goddard's 
name.  A  supplemental  bill  was  then  tiled,  making  Goddard  a  party, 
•charging  him  with  notice  of  all  the  complainant's  rights  at  the  tinu- 
«<  f  the  transfer  to  him,  alleging  the  transfer  itself  to  have  been  only 
colorable,  and  praying  an  account  and  decree  as  against  him  aud 
Kinsman.  The  Circuit  Court  made  an  interlocutory  decree,  declar- 
ing Parkhurst's  right  to  an  account,  referring  the  cause  to  a  ma  ter 
to  take  and  state  the  accounts,  directing  the  master,  in  taking  the 
accounts,  to  ascertain  and  report  the  number  of  machines  made  and 
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sold  by  Kinsman  and  Goddard,  or  either  of  them;  the  advances  made 
by  Kinsman  and  Goddard,  or  either  of  them ;  and  charging  a  protit 
of  one  hundred  dollars  on  each  machine  sold. 

The  master  reported ;  and  his  report,  not  beiug  excepted  to,  was 
confirmed,  and  a  final  decree  made,  that  Kinsman  and  Goddard 
should  pay  to  the  complainant  tho  amount  reported  by  the  master 
to  be  due  from  them.  From  this  decree  the  appeal  now  before  us 
was  taken. 

The  principal  objection  made  by  the  appellants  to  the  decree  of 
the  court  below,  is  that  Parkhurst  was  not  the  original  and  first  in- 
ventor of  the  thing  patented.  We  are  not  satisfied  that  this  is  made 
out.  But  we  have  not  found  it  necessary  to  come  to  a  decided  opin- 
ion upon  this  point,  because  we  are  all  of  opinion  that,  under  the 
agreement  of  the  0th  of  February*.  184G,  the  invalidity  of  the  patent 
would  not  afford  a  bar  to  the  complainant's  right  to  an  account. 
Having  actually  received  profits  from  sales  of  the  patented  machine, 
which  profits  the  defendants  do  not  show  have  been  or  arc  in  any 
way  liable  to  be  affected  by  the  invalidity  of  the  patent,  its  validity 
is  immaterial.  Moreover,  we  think  the  defendants  are  estopped 
from  alleging  that  invalidity.  They  have  made  and  sold  these  ma- 
chines under  the  complainant's  title  and  for  his  account;  and  they 
can  no  more  be  allowed  to  deny  that  title  and  retain  the  profits  to 
their  own  use,  than  an  agent  who  has  collected  a  debt  for  his  prin- 
cipal can  insist  on  keeping  the  money,  upon  an  allegation  that  tho 
debt  was  not  justly  due. 

The  invalidity  of  the  patent  does  not  render  the  sales  of  the  ma- 
chine illegal,  so  as  to  taint  with  illegality  the  obligation  of  the  defend- 
ants to  account.  Even  where  money  has  been  received,  either  by  an 
agent  or  a  joint  owner,  by  force  of  a  contract  which  was  illegal,  the 
agent  or  joint  owner  cannot  protect  himself  from  accounting  for 
what  was  so  received,  by  setting  up  the  illegality  of  the  transaction  in 
which  it  was  paid  to  him.  Thus  where  a  vessel  engaged  in  an  illegal 
trade  carried  freight  which  came  into  the  hands  of  one  of  the  part 
owners,  and  on  a  bill  filed  by  the  other  part  owner  for  an  account, 
the  defendant  relied  on  the  illegality  of  the  trade,  but  it  was  held  to 
be  no  defense.  Sharp  v.  T<n/lor,  2  Phil.  Ch.  R..  801.  So  in  Tamnt 
v.  Elliot,  1  B.  &  P.,  3,  the  defendant,  an  insurance  broker,  having 
effected  an  illegal  insurance  tor  the  plaintiff,  and  received  the  amount 
of  a  loss,  endeavored  to  defend  against  the  claim  of  his  principal  by 
showing  the  illegality  of  the  insurance,  but  the  plaintiff  recovered. 
See,  also,  Mc Blair  v.  GifSc.%  17  How.,  2-'}(J. 

Here,  however,  as  already  observed,  there  was  no  illegality;  it  is 
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simply  a  question  of  failure  of  title,  and  as  that  does  not  appear  in 
any  manner  to  have  affected  the  profits  which  the  defendants  received, 
there  can  be  no  ground  to  allow  it  to  be  shown  in  defense.  Burtlrft, 
Ad'r,  v.  Holbrook,  1  Gray,  114;  Wilder  v.  Adams,  2  Wood.  &  Miu., 
329,  are  in  poiut. 

Similar  views  are  decisive  against  the  objection  that  this  was  a 
contract  in  restraint  of  trade.  It  was  certainly  competent  for  two 
persons,  being  joint  owners  of  letters  patent,  whether  valid  or  invalid, 
to  enter  into  a  copartnership  for  the  manufacture  and  sale  of  the  pat- 
ented machines,  and  to  stipulate  that  one  of  them  should  alone  con- 
duct the  business.  This  was  a  provision  lor  the  prosecution  of  the 
business  in  a  particular  mode,  and  not  for  its  restraint.  It  is  a  very 
common  and  not  an  illegal  stipulation  in  partnership  articles,  that 
neither  partner  shall  carry  on  that  business  for  which  the  partner- 
ship is  formed,  outside  of  the  partnership  and  for  his  own  account. 
Besides,  if  the  coutract  to  refrain  from  the  manufacture  could  not  be 
enforced,  as  being  against  public  policy,  this  would  afford  no  answer 
to  a  claim  for  an  account  of  profits  actually  realized  by  prosecuting 
the  business,  there  being  no  connection  between  the  illegal  stipulation 
and  the  profits  of  the  business. 

It  was  insisted,  by  the  appellants  that  they  did  not  act  under  ihe 
complainaut's  title,  but  under  some  right  acquired  from  one  Sargent. 
We  are  not  satisfied  that  Sargent  had  even  an  inchoate  right  to  a 
patent  for  the  machines  which  the  appellants  made  and  sold,  lint 
even  if  he  had,  the  defendant  Kinsman  could  not  secretly  acquire 
the  outstanding  right  of  Sargent,  if  any,  and  set  it  up  against  his 
joint  owner,  Parkhurst,  in  derogation  of  his  rights  under  the  agree- 
ment of  the  9th  of  February,  which  Kinsman  entered  into  with 
knowledge  of  this  alleged  title  of  Sargent;  and  Goddard  is  bound 
by  the  same  equities,  for  he  not  only  purclnised  pentknte  lite,  and  with 
actual  notice  of  the  suit,  but  we  are  satisfied  the  sale  to  him  was  made 
to  enable  Kinsman  to  attempt  to  evade  the  injunction. 

The  appellant  Goddard  objects  that  he  has  been  charged  by  the 
final  decree,  jointly  with  Kinsman,  for  the  profits  on  sales  of  machines 
made  before  the  transfer  to  him  by  Kinsman.  If  this  be  so,  it  arises 
from  the  report  of  the  master,  who  was  directed  by  the  interlocutory 
decree  to  report  the  sales  made  by  Kinsman  and  Goddard,  or  either 
of  thern,  and  the  advances  and  expenditures  of  them,  or  either  of 
them. 

If  his  report  was  in  this  or  any  other  particular  erroneous,  it  was 
incumbent  on  the  defendants  to  have  pointed  out  the  error,  by  an 
exception  filed  pursuant  to  the  rules  of  the  court  on  that  subject. 
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But  no  exception  was  tiled,  the  report  was  confirmed,  and  the  final 
decree  was  drawn  up  and  entered  without  objection  by  the  appellant 
Goddard,  reciting  that  it  appears  by  the  report  of  the  master  that  the 
sum  of  §23,220^^  is  due  and  owing  by  Kinsman  and  Goddard  to 
Parkhurst,  and  thereupon  proceeds  to  decree  them  to  pay  that  sum. 
When  a  motion  to  dismiss  the  appeal  was  made  at  a  former  day,  on 
the  ground  that  the  master's  report  not  having  been  excepted  to,  and 
the  appellants  not  having  objected  to  the  final  decree,  there  was  noth- 
ing open  on  tills  appeal,  the  appellants'  counsel  declared  that  the 
appeal  was  designed  only  to  review  the  interlocutory  decree  which 
had  decided  the  merits  of  the  cause,  and  that,  unless  error  was  found 
therein,  there  was  no  ground  for  the  appeal.  The  motion  to  dismiss 
the  appeal  was  overruled,  the  court  being  of  opinion  that  it  was  open 
to  the  appellants  to  review  the  decision  made  by  the  interlocutory 
decree.  But  the  interlocutory  decree  does  not  direct  the  master  to 
charge  Goddard  and  Kiusman  jointly  with  profits  on  sales  made  by 
Kinsman  alone.  If  the  master  put  such  an  interpretation  on  the 
decree,  it  was  an  erroneous  interpretation,  and  should  have  been 
brought  before  the  court  below  by  an  exception.  It  is  too  late  to 
object  to  it  here,  for  the  first  time. 

The  appellants  also  insist  that  they  were  charged  with  profits  not 
actually  received,  by  reason  of  the  failure  of  the  purchasers  to  pay, 
and  other  causes.  But,  this  was  in  accordance  with  the  agreement 
of  the  9th  of  February,  which  stipulates  that  Kinsman  shall  be  ac- 
countable for  one  hundred  dollars  profit  on  each  machine  made  and 
sold  by  him.  By  force  of  this  stipulation,  he  and  Goddard,  who 
acted  with  him  under  this  agreement,  took  the  risk  of  bad  debts.  It 
appears,  from  the  master's  report,  that  evidence  tending  to  show  that 
some  of  these  losses  were  attributable  to  the  interference  of  Parkhurst, 
was  offered  to  the  master  and  rejected  by  him.  But  no  exception 
having  been  taken  to  bring  this  point  before  the  Circuit  Court,  it  is 
not  open  here. 

We  have  considered  all  the  objections  to  the  decree  of  the  Circuit 
Court,  and  finding  them  untenable,  we  order  the  decree  to  bo 

Affirmed  with  damages  and  costs. 
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"William  H.  Seymour  and  Layton  S.  Morgan,  plaintiffs  in  error, 

v.  Cyrus  H.  McCormick. 

(19  no  ward,  96.) 

1.  The  act  of  Congress  passed  on  the  3d  of  March,  1837,  5  Stat,  at  Large,  194, 

provides  that  a  patentee  may  enter  a  disclaimer,  if  he  has  included  in  hi*  pat- 
ent what  he  was  not  the  inventor  of ;  but  if  lie  recovers  judgment  against  an 
infringer  of  his  patent,  he  shall  not  be  entitled  to  costs,  unless  he  lias  entered 
a  disclaimer  for  the  part  not  invented. 

2.  It  also  provides  that  if  a  patentee  unreasonably  neglects  or  delays  to  enter  a 

disclaimer,  he  shall  not  be  entitled  to  the  benefit  of  the  section  at  all. 

3.  In  184.">,  McCormick  obtained  a  patent  for  improvements  in  a  reaping-machine, 

in  winch,  after  tiling  his  specification,  he  claimed,  amongst  other  things,  as 
follows,  viz.:  4-2.  I  claim  the  reversed  angle  of  the  teeth  of  the  blade,  in 
maimer  described.  3.  I  claim  the  arrangement  and  construction  of  the  fin- 
gers, (or  teeth  for  supporting  the  grain,)  so  a*  to  form  the  angular  spaces  in 
front  of  the  blade,  as  and  for  the  purpose  described. " 

4.  These  two  clauses  are  not  to  be  read  in  connection  with  each  other,  but  sepa- 

rately. The  first  claim,  viz..  for  "the  reversed  angle  of  the  teeth  of  the 
blade,"  not  being  new,  and  not  being  disclaimed,  he  was  not  entitled  to 
costs,  although  he  recovered  a  judgment  for  a  violation  of  other  parts  of  his 
patent. 

5.  Under  the  circumstances  of  the  case,  the  patentee  was  not  guilty  of  unreason- 

able neglect  or  delay  in  making  the  disclaimer,  which  is  a  question  of  law  for 
the  court  to  decide. 

0.  The  facts  that  a  similar  machine  was  in  successful  operation  in  the  years  1829 
and  1853.  do  not  furnish  a  sufficient  ground  forthe  jury  to  presume  that  it 
had  been  in  continuous  operation  during  the  intermediate  time. 

7.  The  fifteenth  section  of  the  Patent  Act  of  1836,  which  allows  the  defendant  to 
give  in  evidence  that  the  improvement  had  been  described  in  some  public 
wouk  anterior  to  the  supposed  discovery  of  the  patentee,  does  not  make  the 
work  evidence  of  any  other  fact,  except  that  of  the  description  of  the  said 
improvement. 

This  case  came  up  by  writ  of  error  from  the  Circuit  Court  of  the 
United  States  for  the  Northern  "District  of  New  York. 

It  was  a  suit  brought  by  McCormick  against  Seymour  &  Morgan, 
for  a  violation  of  his  patent-right  for  reaping-machines,  which  suit  was 
previously  before  this  court,  and  is  reported  in  1G  Howard,  480. 

It  will  be  seen,  by  reference  to  that  case,  that  McCormick  obtained 
three  patents,  viz.,  in  1834,  184-3,  and  1847.  The  suit,  as  originally 
brought,  included  violations  of  the  patent  of  1845,  as  well  as  that  of 
1847;  but  the  plaintiff,  to  avoid  delay,  proceeded  then  only  in  his 
claim  for  a  violation  of  the  patent  of  1847,  which  consisted  chiefly  in 
giving  to  the  raker  of  the  grain  a  convenient  seat  upon  the  machine. 
When  the  case  went  back  under  the  mandate  of  this  court,  the  claim 
was  for  the  violation  of  the  patent  of  1845,  that  of  1847  being  men- 


Digitized  by  Google 


Dec.  1856.] 


Seymour  p.  McCormick. 


1005 


Statement  of  (lie  case. 

tioned  only  in  the  declaration,  and  not  brought  before  the  court  upon 
the  trial,  the  main  question  being  the  violation  of  the  patent  of  1845. 
McCormick's  claim  in  the  patent  of  1845  was  as  follows,  viz.: 
"  I  claim,  1st.  The  curved  (or  angled  downward  for  the  purpose 
described)  bearer,  for  supporting  the  blade  in  the  manner  described. 

"  2d.  I  claim  the  reversed  angle  of  the  teeth  of  the  blade,  in  man- 
ner described. 

"3d.  I  claim  the  arrangement  and  construction  of  the  fingers,  (or 
teeth  for  supporting  the  grain,)  so  as  to  form  the  angular  spaces  in 
front  of  the  blade,  as  and  for  the  purpose  described. 

"4th.  I  claim  the  combination  of  the  bow,  L,  and  dividing  iron,  M. 
for  separating  the  wheat  in  the  way  described. 

"5th.  T  claim  setting  the  lower  end  of  the  reel-post,  R,  behind  the 
blade,  curving  it  at  R  2,  and  leaning  it  f  orward  at  top,  thereby  favor- 
ing the  cutting,  and  enabling  me  to  brace  it  at  top  by  the  front  brace, 
S,  as  described,  which  I  claim  in  combination  with  the  post." 

The  fourth  and  fifth  claims  were  those  which  were  alleged  to  have 
been  infringed. 

The  defendants  pleaded  the  general  issue,  and  gave  notice  of  vari- 
ous prior  inventions  and  publications  in  public  works,  which  they 
designed  to  give  in  evidence  in  their  defense.  The  last  trial  was  had 
in  October,  1854,  when  the  plaintiff  obtained  a  verdict  tor  $7,750, 
and  judgment  was  entered  in  June,  1855,  for  $10,348.30. 

There  were  twenty  exceptions  taken  in  the  progress  of  the  trial, 
twelve  of  which  were  as  to  rulings  upon  points  of  evidence,  which  it 
is  not  material  to  notice.  The  remaining  eight  were  to  portions  of 
the  charge  of  the  court  to  the  jury. 

The  defendants,  in  addition  to  other  matters  of  defense,  alleged  that 
the  second  claim  was  not  new,  and  that  as  there  had  been  unreason- 
able delay  in  the  disclaimer  of  it,  the  plaintiff  was  not  entitled  to  re- 
cover at  all ;  and,  at  all  events,  was  not  entitled  to  recover  costs. 

Only  such  portions  of  the  charge  of  the  court  to  the  jury  will  be 
here  inserted,  as  were  the  subjects  of  the  opinion  of  this  court. 

One  part  of  the  charge  was  as  follows,  viz.: 

"The  claim  in  question  is  founded  upon  two  parts  of  the  patent. 
As  the  construction  of  that  claim  is  a  question  of  law,  we  shall  con- 
strue it,  for  your  guidance.  In  the  forepart  of  the  patent  we  have  a 
description  of  the  blade,  and  of  the  blade-case,  and  of  the  cutter,  and 
of  the  mode  of- fastening  the  blade  and  the  blade-case  and  the  cutter, 
and  of  the  machinery  by  which  the  arrangement  is  made  for  the  cut- 
ter to  work.  We  have  also  the  description  of  the  spear-shaped  fin- 
gers, and  of  the  mode  by  which  the  cutter  acta  in  connection  with 
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those  fingers.  Then,  among  the  claims  are  these:  '2.  I  claim  the 
reversed  angle  of  the  teeth  of  the  blade,  in  manner  described.  3.  I 
claim  the  arrangement  of  the  construction  of  the  fingers,  (or  teeth 
for  supporting  the  grain,)  so  as  to  form  the  angular  spaces  in  front 
of  the  blade,  as  and  for  the  purpose  described.'  Xow,  it  is  insisted, 
on  the  part  of  the  learned  counsel  for  the  defendants,  that  this  second 
claim  is  one  simply  for  the  reversed  angles  of  the  sickle-teeth  of  the 
blade.  These  teeth  are  common  sickle-teeth,  with  their  angles  alter- 
nately reversed  in  spaces  of  an  inch  and  a  quarter,  more  or  less. 
The  defendants  insist  that  the  second  claim  is  merely  for  the  re- 
versed teeth  on  the  edge  of  the  cutter,  and  that  the  reversing  of  the 
teeth  of  the  common  sickle  as  a  cutter  in  a  reaping-machine  was  not 
new  with  the  plaintiff;  and  that  if  it  was  new  with  him,  he  had  dis- 
covered it  and  used  it  long  before  his  patent  of  1845.  The  defend- 
ants claim  that  Moore  had  discovered  it  as  early  as  1837  or  1838; 
and  it  would  also  seem  that  the  plaintiff  had  devised  and  used  it  at  a 
very  early  day  after  his  patent  of  1834— that  is,  the  mere  reversing  of 
the  teeth.  But,  on  looking  into  the  plaintiff's  patent  more  critically, 
we  are  inclined  to  think  that  when  the  plaintiff  says,  in  his  second 
claim,  'I  claim  the  reversed  angle  of  the  teeth  of  the  blade,  in  manner 
described?  he  means  to  claim  the  reversing  of  the  angles  of  the  teeth 
in  the  manner  prerioiLshf  described  in  his  pitcnt.  You  will  recollect  that 
it  has  been  shown,  in  the  course  of  the  trial,  that,  in  the  operation  of 
the  machine,  the  straw  comes  into  the  acute-angled  spaces  on  each 
side  of  the  spear-shaped  fingers,  and  that  the  angles  of  the  fingers 
operate  to  hold  the  straws,  while  the  sickle-teeth,  being  reversed,  cut 
in  both  directions  as  the  blade  vibrates.  The  reversed  teeth  thus 
enable  the  patentee  to  avail  himself  of  the  angles  on  both  sides  of 
the  spear-shaped  fingers;  whereas,  if  the  sickle-teeth  were  not  re- 
versed in  sections,  but  all  ran  in  one  direction,  like  the  teeth  of  the 
common  sickle,  he  could  use  the  acute  angles  upon  only  one  side  of 
the  finurers,  because  the  cutter  could  cut  onlv  in  one  direction.  We 
,  arc  therefore  inclined  to  think  that  the  patentee  intended  to  claim, 
by  his  second  claim,  the  cutter  having  the  angles  of  its  teeth  reversed, 
in  connection  with  the  angles  thus  formed  by  the  peculiar  shape  of 
the  fingers ;  and,  as  it  is  not  pretended  that  any  person  invented 
that  improvement  prior  to  the  plaintiff,  the  point  relied  on  in  this 
respect  by  the  learned  counsel  for  the  defendant  fails." 

The  other  parts  of  the  charge  which  were  excepted  to  by  the  coun- 
sel for  the  defendants  were  thus  specifically  mentioned: 

To  so  much  of  the  charge  of  the  court  as  instructed  the  jury,  in 
substance,  that  the  plaintiff,  in  his  patent  of  January  31,  1845,  did 
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not  claim  the  reversed  angle  of  the  teeth  of  the  blade  as  a  distinct 
invention,  but  only  claimed  it  in  combination  with  the  peculiar  form 
of  the  fingers  described  in  the  same  patent,  the  defendants'  counsel 
excepted. 

The  defendants'  counsel  requested  the  court  to  instinct  the  jury, 
that  if  they  should  be  satisfied  that  Hiram  Moore  was  the  first  in- 
ventor of  the  reversed  angle  of  the  teeth  of  the  blade,  and  that  the 
plaintiff  was  uotified  of  that  fact  by  the  testimony  of  Moore  on  the 
trial  of  this  cause  in  June,  1851,  and  had  not  yet  disclaimed  that  in- 
vention, then,  in  judgment  of  law,  he  has  unreasonably  delayed  filing 
his  disclaimer,  and  the  verdict  should  be  for  the  defendants. 

The  court  declined  so  to  instruct  the  jury,  and  the  defendants' 
counsel  excepted  to  the  refusal. 

The  defendants'  counsel  further  requested  the  court  to  instruct  the 
jury,  that  if  they  should  be  satisfied  that  Hiram  Moore  was  the  first 
inventor  of  the  reversed  angle  of  the  teeth  of  the  blade,  and  that  the 
plaintiff  was  notified  of  that  fact  by  the  testimony  of  Hiram  Moore 
on  the  trial  of  this  cause  in  June,  1851,  and  had  not  yet  disclaimed 
that  invention,  then  it  was  a  question  of  fact  for  them  to  decide 
whether  the  plaintiff  had  or  had  not  unreasonably  delayed  the  filing 
of  a  disclaimer;  and  if  they  should  come  to  the  conclusion  that  there 
had  been  such  unreasonable  delay,  their  verdict  should  be  for  the 
defendants. 

The  court  refused  so  to  instruct  the  jury,  and  the  defendants'  coun- 
sel excepted  to  the  refusal. 

The  defendants'  counsel  requested  the  court  to  submit  to  the  jury 
the  question,  under  the  evidence  in  the  case,  whether  the  plaintiff  did 
or  did  not  claim,  in  his  patent  of  January  31,  1845,  the  reversed 
angle  of  the  teeth  of  the  blade,  independent  of  any  combination. 

The  court  refused  to  submit  that  question  to  the  jury,  and  the 
defendants'  counsel  excepted  to  the  refusal. 

The  defendants'  counsel  also  asked  the  court  to  instruct  the  jury, 
that,  from  the  facts  that  Bell's  machine  operated  successfully  in  1829, 
and  that  it  operated  well  also  in  1853,  they  were  at  liberty  to  infer 
that  it  had  operated  successfully  in  the  intermediate  period,  or  some 
part  of  it. 

But  the  court  held  and  charged,  that  there  being  no  evidence  re- 
specting it,  except  at  the  trial  of  it  in  1829,  and  the  trial  of  it  in  1853, 
the  jury  could  not  infer  anything  on  the  subject,  and  refused  to 
charge  as  requested.  The  defendants'  counsel  excepted  to  the  refu- 
sal, and  also  excepted  to  the  charge  in  this  respect. 
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Upon  these  exceptions,  the  case  came  up  to  this  court,  and  wn 
argued  by  Mr.  Harding  and  Mr.  Stanton,  for  the  plaintiffs  in  error,  and 
by  Mr.  Dickcrson  and  Mr.  Johnson,  for  the  defendant.  There  was  also 
a  brief  filed  by  Mr.  Sclden,  for  the  plaintiffs  in  error. 

It  is  almost  impossible  to  convey  to  the  reader  a  clear  idea  of  the 
argument,  because  models  and  drawings  were  produced  in  court  h\ 
the  counsel  on  both  sides.  The  points  made,  however,  were  the  fol- 
lowing, viz.: 

For  the  plaintiff  in  error. 

VI.  The  construction  given  in  the  court  below  to  the  second  claim 
of  the  patent  of  1845,  was  erroneous. 

1.  The  words  "in  manner  described,"  used  in  the  second  claim, 
refer  exclusively  to  the  description  of  the  construction  of  the  sickle, 
given  in  folio  155,  without  reference  to  the  peculiar  shape  of  the 
fingers,  or  to  any  combination  whatever.  They  refer  to  the  straight 
blade  alone,  with  the  specified  positions  of  its  teeth. 

To  test  this  construction,  suppose  a  prosecution  under  this  claim, 
of  one  who  used  such  blade  as  is  here  described,  with  fingers  having 
parallel  sides,  forming  right  angles  with  the  line  of  the  blade  cooM 
it  be  said  that  this  claim  was  not  infringed  ?  If  it  could  not,  there 
must  be  error  in  the  charge  on  this  point. 

The  construction  given  to  this  claim  by  the  court  would  permit  the 
free  use  by  the  public  of  the  reversed  angle  of  the  sickle,  whm  ra 
combined  with  the  spear-headed  finger.  Can  that  be  reconciled  with  the 
language  of  the  patentee,  either  in  the  description  of  his  invention, 
or  of  the  claim  based  upon  it  ? 

If  it  can,  a  similar  construction  must  be  given  to  the  third  claim, 
which  is  thus  rendered  identical  with  the  second,  as  each  will  then  cover 
exactly  the  same  combination,  and  the  spear-head  finger  will  be  given  to 
the  public,  except  when  combined  with  the  straight  blade  and  reversed 
angle  of  the  teeth. 

We  suppose  the  correct  rule  for  the  interpretation  of  patents  is  laid 
down  by  Mr.  Curtis,  in  his  Treatise  on  Patents,  sec.  126 :  "  The  nature 
and  extent  of  the  invention  claimed  by  the  patentee,  is  the  thing  to 
be  ascertained ;  and  this  is  to  be  arrived  at  through  the  fair  sense  of 
the  words  which  he  has  employed  to  describe  his  invention."  Bm 
that  rule,  even  as  limited  or  aided  by  the  principle  referred  to  in  sec- 
tion 132,  viz.,  "that  a  specification  should  be  so  construed  as,  consist- 
ently with  the  fair  import  of  language,  will  make  the  claim  coexten- 
sive with  the  actual  discovery,"  does  not  relieve  the  plaintiff  her* 
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from  the  distinct  claim  of  the  reversed  teeth  of  the  blade  as  an  inde- 
pendent invention. 

This  principle  was  well  applied  in  the  case  of  Haworth  v.  Hardcas- 
tle,  Webster's  Patent  Cases,  484,  485,  from  which  it  was  taken  by 
Mr.  Curtis.  In  that  case  it  is  shown,  by  the  opinion  of  Chief  Justice 
Tindal,  that  a  forced  construction  of  the  language  of  the  patent  was 
required  *to  make  the  claim  embrace  what  it  was  alleged  to  embrace ; 
but  in  the  present  case  a  forced  construction  not  only  of  the  language 
of  the  claim,  but  of  the  description  of  the  invention,  must  be  adopted 
to  exclude  the  claim  of  the  reversed  teeth  of  the  blade  as  an  inde- 
pendent invention.  Such  latitude  of  interpretation  cannot  be  safely 
allowed  of  a  patent,  or  any  other  instrument.  Neither  is  it  necessary 
for  the  protection  of  the  rights  of  the  patentee.  If  he  made  M  a  mis- 
take, the  Patent  Law  affords  means  of  correcting  it ;  but  until  cor- 
rected, the  claim  must  be  taken  as  it  stands,  whatever  error  may  have 
led  to  it."    Byam  v.  ffcrr,  1  Curtis,  263 ;  act  of  1836,  sec.  13. 

A  patent  for  an  invention  is  a  grant  from  the  government,  and 
should  be  construed,  as  we  suppose,  like  all  other  grants,  fairly  and  lib- 
erally for  the  oceomplishmeiii  of  the  objects  designed  by  it>  and  not  other- 
wise. Curtis,  sec.  386.  Rights,  the  result  of  intellectual  labor,  are 
no  doubt  sacred ;  but  we  believe  them  no  more  sacred  than  those 
which  are  the  result  of  more  humble  toil,  and  that  the  same  liberality 
of  interpretation  should  be  extended  to  the  title-deeds  of  both.  That 
those  rules  of  construction  which  are  applied  to  patents  for  lands 
should  be  applied  to  patents  for  inventions.  That  the  latter  should 
no  more  be  stretched  beyond  the  fair  import  of  their  terms  when  the 
interest  of  the  patentees  would  be  promoted  by  their  extension,  or 
contracted  in  like  degree  when  their  interest  would  be  promoted  by 
their  restriction,  than  should  any  other  deeds  or  contracts.  Godson 
on  Pateuts,  204,  205;  Le  Roy  v.  Taiham,  14  How.,  176. 

Any  more  loose  construction  would  render  nugatory  the  statute 
requiring  "a  written  description  of  the  invention,"  &c,  in  "  full,  clear, 
and  exact  terms  " ;  and  in  case  of  any  machine,  that  the  patentee  "  shall 
particularly  specify  and  point  oat  the  jxirt,  improvement,  or  combination 
whieh  he  claims  as  his  own  invention  or  discovery"    Act  of  1836,  sec.  6. 

And  it  would  render  entirely  useless  the  provision  in  section  13  of 
the  same  act,  providing  for  the  amendment  of  defective  specifications. 

The  reason  usually  given  for  requiring  a  more  liberal  construction 
of  patents  than  of  other  instruments,  is  that  there  is  a  great  difficulty 
in  giving  exact  descriptions  of  inventions.  Conceding  the  fact  to  bo 
so,  it  may  be  a  sufficient  answer  to  say,  that  the  statute  requires  an  exict 
description  as  a  condition  of  the  grant.  But,  aside  from  the  statute, 
G-i 
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it  should  be  borne  in  mind,  that  every  mechanic  in  the  land  is  bound, 
at  his  peril,  to  decide  correctly,  from  the  sjxeijication,  what  every  patent 
touching  his  business  covers;  and  the  question  is,  if  the  subject  be  diffi- 
cult, where  should  the  responsibility  of  its  solution  rest — upon  him 
who  makes  the  description  of  his  own  work,  for  his  own  interest,  and 
with  all  the  aids  to  be  derived  from  the  Patent  Office,  and,  if  he 
chooses,  from  patent  agents,  and  men  of  science  skilled  in  such  mat- 
ters; or  from  the  mechanic  pretending  to  no  particular  knowledge  on 
the  subject,  having  no  interest,  and  often  deprived  of  all  extraordinary 
aids?  "We  think  that  both  reason  and  the  statute  demand  of  him 
who  claims  the  exclusive  right  to  define  clearly  the  limits  of  his  in- 
vention.  It  can  in  no  case  be  difficult  for  an  inventor  to  say,  dis- 
tinctly, whether  he  claims  two  or  more  elements  singlv,  or  merely  in 
combination.  Erans  v.  Hettich,  8  Wash.,  408;  S.  C,  1  Robb,  166. 
2.  The  point  was  material. 

Hi  ram  Moore  used  such  a  sickle  as  early  as  1836,  if  not  in  1834, 
and  this  was  proved  on  the  first  trial  of  this  case,  as  long  ago  as  June, 
1851.  Notice  of  this  invention  by  Moore  was  given  to  the  plaintiff 
as  early  as  September,  1850.  The  sickle,  as  used  by  Moore  in  1836, 
was  also  described  by  witnesses  examined  in  October,  1851,  and  cross- 
examined  by  plaintiff's  counsel  in  this  cause. 

The  plaintiff,  in  his  history  of  his  invention,  sworn  to  January  1, 
1848,  presented  to  the  Commissioner  of  Patents,  for  the  purpose  of 
obtaining  an  extension  of  his  first  patent,  shows,  as  we  think,  that  he 
did  not  use  the  blade  with  reversed  teoth  until  the  harvest  of  1841. 

Under  these  circumstances,  we  insist  that  the  plaintiff  was  called 
upon, during  the  three  years  that  intervened  between  the  trial  in  June, 
1851.  and  that  in  October,  1854,  to  disclaim  the  invention  of  the  re- 
versed angle  of  the  teeth  of  the  blade. 

It  was  therefore  a  question  for  the  jury,  under  section  9  of  the  act 
of  March  3,  1837,  (Curtis,  489,  490,)  whether  the  plaintiff  had  not 
unreasonably  neglected  or  delayed  to  enter  at  the  Patent  Office  his 
disclaimer. 

To  allow  a  patentee,  under  such  circumstances,  to  designedly  delay 
a  disclaimer,  would  defeat  the  manifest  object  of  the  last  proviso  to 
section  9  above  referred  to,  which  was  to  compel  a  patentee  who  had 
inadvertently  covered  by  his  patent  something  to  which  he  was  not 
entitled,  and  thus  wrongfully  obstructed  its  free  use,  to  remove  the 
obstruction  as  soon  as  possible  after  the  discovery  of  his  mistake. 

XT.  The  request  of  instructions  to  the  jury,  "that  from  the  facts 
that  Bell's  machine  operated  successfully  in  1829,  and  that  it  oper- 
ated well  also  in  1853,  they  were  at  liberty  to  infer  that  it  had  oper- 
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ated  successfully  in  the  intermediate  period,  or  some  part  of  it,'J 
should  have  been  given;  and  the  actual  charge,  "that  there  being  no 
evidence  respecting  it,  except  the  trial  of  it  in  1820,  and  the  trial  of  it 
in  1853,  the  jury  could  not  infer  anything  on  the.  subject"  was  erroneous. 

What  the  evidence  was,  of  the  use  of  Bell's  machine,  will  bo  found 
in  Loudon's  Encyclopaedia  of  Agriculture,  pages  427  to  442,  and 
1'rorn  the  testimony  of  Obed  Ilussey. 

We  think  that  on  this  evidence,  (that  the  machine  used  in  Eng- 
land was  that  described  by  Loudon,)  it  was  proper  to  submit  to  the 
jury  the  question  as  to  its  operation,  and  not  to  place  it  under  the  ban 
as  an  entire  failure,  which  seems  to  be  the  effect  of  the  charge  as  it 
was  given. 

It*  it  operated  well  in  1829  and  in  1853,  which  is  clearly  proved, 
and  is  assumed  by  the  judge,  it  must  certainly  have  been  capable  of 
operating  well  at  any  intermediate  time.  Whether  actually  used  or 
not,  is  wholly  immaterial. 

And  if  the  machine  as  a  whole  operated  well,  then  the  divider, 
reel,  and  reel-bearer  each  operated  well,  and  the  reel  was  supported 
by  a  practically  successful  contrivance,  which  formed  no  impediment 
in  the  way  of  the  divider,  or  of  the  division  and  separation  of  the 
grain,  and  on  which  no  straws  could  clog,  as  the  entire  space  beneath 
the  reel-shaft  is,  in  this  machine,  left  unobstructed  by  the  reel-bearer, 
which  is  horizontal  some,  feet  above  the  platform,  and  completely  out 
of  the  reach  of  the  grain.  There  is  no  difference  between  the  reel- 
bearer  in  the  machine  of  the  plaintiffs  in  error  and  that  in  Bell's 
machine.  Waters,  (McCormick's  witness,)  on  being  shown  the  draw- 
ing of  Bell's  machine,  in  Loudon's  Encyclopaedia  of  Agriculture, 
says:  "Asa  mere  manner  of  supporting  the  reel,  I  see  no  difference 
between  the  method  of  supporting  the  reel  in  this  and  the  defend- 
ants' machine." 

This  prior  invention  of  Bell's,  if  the  court  had  not  substantially 
excluded  it  from  the  consideration  of  the  jury,  would  have  furnished 
a  complete  answer  to  the  charge  of  infringement  of  the  fifth  claim 
of  McCormick's  patent  of  1845.  Ecans  v.  Hettick,  3  Wash.,  408 ; 
8.  (\.  1  Hobb,  lu'G. 

XII.  It  was  erroneous  to  grant  costs  to  the  plaintiff,  inasmuch  a*  it 
appeared  that  he  was  not  the  first  inventor  of  the  reversed  angle  of 
the  sickle,  and  had  not  filed  a  disclaimer  prior  to  the  commencement 
of  the  suit.    Act  of  1837,  sec.  9. 

The  testimony  showed  conclusively  that  Moore  was  the  first  in- 
ventor of  the  reversed  angle  of  the  teeth. 
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Points  for  the  defendant  in  error. 

Thirteenth  Exception.— The  description  annexed  to  the  letters  pat- 
ent of  plaintiff  describes  a  sickle  with  reversed-cut  teeth,  and  then 
describes  the  manner  in  which  this  reversed-cut  sickle  operates  in 
connection  with  the  spear-headed  fingers,  "forming  an  acute  angle 
between  the  edge  of  the  blade  and  the  shoulder  of  the  spear,  by  which 
the  grain  is  prevented  from  yielding  to  the  touch  of  the  blade."  The 
specification  then  claims  "  the  reversed  angle  of  the  teeth  of  the  blade, 
in  manner  described." 

1.  It  also  appeared,  that  ever  since  the  date  of  the  first  reaping  pat- 
ent in  1834,  the  plaintiff  had  experimented  with  this  reversed  sickle 
edge  without  producing  any  successful  result,  until  he  combined  it  in 
the  manner  described  in  the  patent  of  1845. 

2.  The  sickle,  separate  and  apart  from  the  machine,  is  no  inven- 
tion, in  whatever  way  the  teeth  are  cut,  but  when  combined  in  the 
machine  in  the  manner  described,  the  reversed  cut  becomes  a  very 
valuable  invention,  enabling  the  sickle  to  cut  itself  clear  each  stroke; 
whereas  if  the  sickle  were  cut  only  one  way,  and  the  fingers  were 
straight,  it  would  only  operate  on  the  grain  half  the  timfc. 

3.  This  part  of  the  invention  was  not  infringed. 

Fourteenth  Exception. — Unreasonable  neglect  to  file  a  disclaimer 
under  the  ninth  section  of  the  act  of  1837,  is  a  question  of  fact  for 
the  jury. 

Fifteenth  Exception. — There  was  no  evidence  that  Moore  had  ever 
constructed  a  reversed-cut  sickle  in  the  manner  described  in  the  pat- 
ent of  plaintilf,  nor  that  he  had  ever  made  one  in  any  manner 
which  was  successful — the  only  claim  being,  that  in  183G-1837  he 
had  made  a  reversed-cut  sickle,  and  had  never  seen  one  before,  while 
the  plaintiff  had  done  the  same  thing  in  1834.  There  was,  therefore, 
no  fact  for  the  iurv  to  find,  and  it  would  have  been  erroneous  if  the 
court  had  submitted  an  hypothesis  unsupported  by  evidence  for  their 
decision. 

The  construction  of  the  claim  also  settled  this  poiut,  because  there 
was  a  pretense  that  such  a  manner  of  applying  the  reversed-cut  sickle 
was  old. 

Twentieth  Exception. — The  tacts  stated  in  this  exception,  that  Bell's 
machine  operated  successfully  in  1829  and  in  1853,  are  not  evidence 
from  which  the  jury  could  legally  infer  that  it  had  operated  success 
fully  in  the  intermediate  period,  or  any  part;  for  there  is  no  rule  which 
raises  a  presumption  of  successful  operation  out  of  the  facts  assumed 
in  the  prayer,  but  rather  the  contrary,  since,  if  it  ever  did  succeed  at 
all,  it  most  probably  never  would  have  beeu  abandoned,  and  then  its 
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continued  use  to  a  more  recent  date  would  have  been  quite  as  easily 
proved  as  its  use  at  any  prior  date. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court 

This  is  a  writ  of  error  to  the  Circuit  Court  of  the  United  States 
for  the  Northern  District  of  New  York. 

The  suit  was  brought  by  McCormick  against  Seymour  &  Morgan, 
for  the  infringement  of  a  patent  for  improvements  in  a  reaping- 
machine  granted  to  the  plaintiff  on  the  Slat  of  June,  1845.  The  im- 
provements claimed  to  be  infringed  were,  (1)  a  contrivance  or  com- 
bination of  certain  parts  of  the  machinery  described,  for  dividing  the 
cut  from  the  uncut  grain  ;  and  (2)  the  arrangement  of  the  reel-post 
in  the  manner  described,  so  as  to  support  the  reel  without  interfering 
with  the  cutting  instrument. 

In  the  course  of  the  trial,  a  epiestion  arose  upon  the  true  construc- 
tion of  the  second  claim  in  the  patent,  which  is  as  follows:  -'I  claim 
the  reversed  angle  of  the  teeth  of  the  blade  in  manner  described." 
This  claim  was  not  one  of  the  issues  in  controversy,  as  no  allegation 
of  infringement  was  set  forth  in  the  declaration.  But  it  was  insisted, 
on  the  part  of  the  defendants,  that  the  claim  or  improvement  was  not 
new,  but  had  before  been  discovered  and  in  public  use;  and  that 
unrbr  the  ninth  section  of  the  act  of  Congress  passed  March  3, 1837, 
the  plaintiff  was  not  entitled  to  recover  cost,  for  want  of  a  disclaimer 
of  the  claim  before  suit  brought ;  and  that  if  he  had  unreasonably 
neglected  or  delayed  making  the  disclaimer,  he  was  not  entitled  to 
recover  at  all  in  the  case. 

The  ground  upon  which  the  defendants  insisted  this  claim  was  not 
new,  was  that  it  claimed  simply  the  reversed  angle  of  the  teeth  of  the 
blade  or  cutters.  The  court  below  were  of  opinion,  that,  reading  the 
claim  with  reference  to  the  specification  in  which  the  instrument  was 
described,  it  was  intended  to  claim  the  reversed  angle  of  the  teeth  in 
connection  with  the  s;>ear-shaped  fingers  arranged  for  the  purpose  of 
securing  the  grain  in  the  operation  of  the  cutting — the  novelty  of 
which  was  not  denied. 

The  majority  of  the  court  are  of  opinion  that  this  construction  of 
the  claim  cannot  be  maintained,  and  that  it  is  simply  for  the  reversed 
angle  of  the  cutters ;  ami  that  there  is  error,  therefore,  in  the  judgment, 
in  allowing  the  plaintiff  costs. 

In  respect  to  the  question  of  unreasonable  delay  in  making  the  dis- 
claimer, as  going  to  the  whole  cause  of  action,  the  court  are  of  opin- 
ion that  the  granting  of  the  patent  for  this  improvement,  together 
with  the  opinion  of  the  court  below  maintaining  its  validity,  repel  any 
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inference  of  unreasonable  delay  in  correcting  the  claim ;  and  that, 
under  the  circumstances,  the  question  is  one  of  law.  This  was  decided 
in  the  case  of  The  Telegraph,  15  Howard,  121.  The  chief  justice,  in 
delivering  the  opinion  of  the  court,  observed  that  "the  delay  in  en- 
tering it  (the  disclaimer)  is  not  unreasonable,  for  the  objectionable 
claim  was  sanctioned  by  the  head  of  the  office ;  it  has  been  held  to 
be  valid  by  a  Circuit  Court,  and  differences  of  opinion  in  relation 
to  it  are  found  to  exist  among  the  justices  of  this  court.  Under  such 
circumstances,  the  patentee  had  a  right  to  insist  upon  it,  and  not  dis- 
claim it  until  the  highest  court  to  which  it  could  be  carried  had  pro- 
nounced its  judgment." 

Several  other  questions  were  raised  in  the  case,  which  have  been 
attentively  considered  by  the  court,  and  have  been  overruled,  but 
which  it  cannot  be  important  to  notice  at  large,  with  one  exception, 
which  bears  upon  the  fifteenth  section  of  the  Patent  Act  of  1836. 

Bell's  reaping-maelune  was  given  in  evidence,  in  pursuance  of  a 
notice  under  this  section,  with  a  view  to  disprove  the  novelty  of  one 
of  the  plaintiff's  improvements;  a  description  of  it  was  read  from 
Loudon's  Encyclopaedia  of  Agriculture,  published  in  London,  Eng- 
land, in  1831.  In  addition  to  the  description  of  the  machine,  it  ap- 
peared in  the  work  that  the  reaper  had  been  partially  successful  in 
September,  1828,  and  1829. 

It  also  appeared,  from  the  evidence  of  Mr.  Tlussey,  that  he  saw  it 
in  successful  operation  in  the  harvest  of  1853. 

The  court  was  requested,  on  the  trial,  to  instruct  the  jury,  that  from 
the  facts  that  Bell's  machine  operated  successfully  in  1829  and  in 
1853,  they  were  at  liberty  to  infer  that  it  had  operated  successfully 
in  the  intermediate  period,  which  was  refused.  Without  stating  other 
grounds  to  justify  the  ruling,  it  is  sufficient  to  say,  that  the  only  au- 
thority for  admitting  the  book  in  evidence  is  the  fifteenth  section  of 
the  act  above  mentioned.  That  section  provides  that  the  defendant 
may  plead  the  general  issue,  and  give  notice  in  writing,  among  other 
things,  to  defeat  the  patent,  "  that  it  (the  improvement)  had  been 
described  in  some  public  work  anterior  to  the  supposed  discovery 
thereof  by  the  patentee."  The  work  is  no  evidence  of  the  facts  relied 
on  for  the  purpose  of  laying  a  foundation  for  the  inference  of  the  jury, 
sought  [to]  be  obtained. 

The  judgment  of  the  court  below  is  affirmed,  with  the  qualification, 
that  on  the  case  being  remitted  to  the  court  below,  the  taxation  of 
costs  be  stricken  from  the  record. 

Mr.  Justice  Grier  dissented. 
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Order.  This  cause  camo  on  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  Northern 
District  of  New  York,  and  was  argued  by  counsel ;  on  consideration 
whereof,  it  is  now  here  ordered  and  adjudged  by  this  court,  that  the 
judgment  of  the  said  Circuit  Court  in  this  cause,  except  that  part 
embracing  the  taxation  of  costs  in  the  Circuit  Court,  be,  and  the  same 
is  hereby,  affirmed  with  costs;  and  it  is  further  ordered  and  ad- 
judged by  this  court,  that  this  cause  be,  aud  the  same  is  hereby, 
remanded  to  the  said  Circuit  Court,  with  directions  to  strike  from 
the  record  the  taxation  of  costs  in  this  cause. 

Affirmed  with  costs. 


John  Brown,  plaintiff  in  error,  v.   Duchesne. 

(19  Howard,  183.) 

The  rights  of  property  ami  exclusive  use  granted  to  a  patentee  do  not  extend  to 
a  foreign  vessel  lawfully  entering  one  of  our  ports ;  and  the  use  of  such  Im- 
provement in  the  construction,  fitting  out,  or  cqnipmeut  of  such  vessel, 
while  she  is  coming  into  or  going  out  of  a  port  of  the  United  States,  is  not  an 
infringement  of  the  rights  of  an  American  patentee,  provided  it  was  placed 
upon  her  in  a  foreign  port,  and  authorized  by  the  laws  of  the  country  to 
which  she  belongs. 

This  case  came  up  by  writ  of  error  from  the  Circuit  Court  of  the 
United  States  for  the  District  of  Massachusetts. 

The  facts  in  the  case  and  state  of  the  pleadings  in  the  Circuit  Court 
are  set  forth  so  particularly  in  the  opinion  of  the  court  that  they 
need  not  be  repeated. 

It  was  submitted  on  a  printed  argument  by  Mr.  Dana,  for  the  plain- 
tiff in  error,  aud  argued  by  Mr.  Austin,  for  the  defendant. 

As  the  points  raised  in  the  case  are  entirely  new,  it  is  thought 
expedient  to  present  them  to  the  reader  as  they  were  brought  before 
the  court  by  the  respective  counsel. 

Mr.  Dana,  for  the  plaintiff  in  error,  after  stating  the  circumstances 
of  the  case,  said  that  the  question  for  the  court  to  decide  was — 

Whether,  under  these  circumstances,  there  is  an  exemption  from 
the  operation  of  our  Patent  Laws,  by  reason  of  the  nationality  of  the 
vessel. 
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Since  this  cause  was  argued  in  the  Circuit  Court,  ray  attention  has 
been  called  to  the  case  of  Caldwell  v.  Van  Vlissmgcn^  9  Hare,  415 ; 
9  Eng.  L.  and  Eq.,  51. 

In  that  case,  the  machine  patented  was  a  screw  propeller.  This 
was  a  substantial  part  of  the  vessel,  and  almost  necessary  to  her  use. 
The  vessel  was  built  and  solely  owned  in  Holland,  where  the  inven- 
tion was  in  free  and  common  use.  The  affidavits  set  forth  facts  suf- 
ficient to  establish  an  exemption,  if  national  character  can  give  one. 
The  court  fully  considers  the  question,  and  decides  against  the  exemp- 
tion. (On  pages  58  and  59,  the  court  puts  the  right  to  an  injunction 
upon  the  ground  that  actions  at  law  arc  maintainable  in  these  cases.) 
The  court  considers  that  the  question  of  the  exemption  of  foreign 
vessels,  either  entirely  or  in  cases  of  reciprocity,  is  one  of  national 
policy,  and  to  be  dealt  with  by  the  legislature,  rather  than  by  the 
courts. 

After  reading  this  decision,  I  wrote  to  Sir  William  Page  Wood, 
the  counsel  for  the  respondents,  then  Solicitor-General,  and  now 
Vice-Cbancellor,  and  received  from  him  the  following  reply: 

31  Great  George  street,  Westminster. 

Xotember  C,  1S«>5. 

My  Dear  Sir  :  Your  letter  reached  me  yesterday.  The  case  you 
refer  me  ( Caldioelt  v.  Van  VUssengen )  was  not  appealed.  I  thought 
the  decision  was  right,  though  it  was  against  me.  At  the  same  time, 
I  saw  tbat  there  were  inconveniences  in  the  application  of  the  law; 
and  in  the  session  of  1852,  when  a  bill  was  passing  through  tbe  House 
of  Commons,  with  reference  to  the  amendment  of  the  Patent  Laws, 
I  proposed  the  insertion  of  the  following  clause.  [Here  follows  sec- 
tion 26  of  the  act  of  15  and  16  Victoria,  ch.  83.] 

■ 

The  opinion  of  Sir  William  Page  Wood  is  entitled  to  great  weight 
before  every  judicial  tribunal,  as  is  well  known  to  your  honors. 

After  this  decision,  the  act  15  and  16  Victoria,  ch.  83,  was  passed, 
section  26  of  which  is  as  follows  (4  Chitty's  Statutes,  217) :  "Xo 
letters  patent  for  any  invention  (granted  after  the  passing  of  this  act) 
shall  extend  to  prevent  the  use  of  such  invention  in  any  foreign  ship 
or  vessel,  or  for  the  navigation  of  any  foreign  ship  or  vessel,  which 
may  be  in  any  port  of  her  Majesty's  dominions,  or  in  any  of  the 
waters  within  the  jurisdiction  of  any  of  her  Majesty's  courts,  where 
such  invention  is  not  used  for  the  manufacture  of  any  goods  or  com- 
modities to  be  vended  within  or  exported  from  her  Majesty's  domin- 
ions: Provided,  always,  that  this  enactment  shall  not  extend  to  the 
ships  or  vessels  of  any  foreign  State,  of  which  tho  laws  authorize 
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subjects  of  such  foreign  State,  having  patents  or  like  privileges  for 
the  exclusive  use  or  exercise />f  inventions  within  its  territories,  to 
prevent  or  interfere  with  the  use  of  such  inventions  in  British  ships 
or  vessels,  while  in  the  ports  of  such  foreign  State,  or  in  the  waters 
within  the  jurisdiction  of  its  courts,  where  such  inventions  are  not  so 
used  for  the  manufacture  of  goods  or  commodities  to  be  vended 
within  or  exported  from  the  territories  of  such  foreign  State." 

Such  is  the  state  of  the  law  in  Great  Britain,  the  greatest  commer- 
cial nation  of  Europe.  There  is  no  reason  to  believe  that  the  law  of 
any  other  nation  of  Europe  varies  from  that  of  England.  Indeed,  it 
is  probable  that  other  nations  will  do  likewise,  and  keep  in  their  own 
hauds  the  power  of  granting  or  withholding  such  an  exemption,  on 
considerations  of  policy,  by  legislation  or  treaty. 

It  is  therefore  respectfully  suggested  that  the  court  should  leave 
this  question  to  the  law-making  aud  treaty-making  departments  of 
our  government,  in  the  meantime  placing  the  law  in  this  country 
upon  the  same  basis  upon  which  it  rests  in  England. 

Is  there  any  controlling  reason  why  the  court  should  not  do  this  ? 

It  is  conceded  that  the  statute,  in  its  terms,  suggests  no  exemption. 
No  interpretation  of  the  statute  would  suggest  an  exemption.  If  one 
is  established,  it  must  be  by  some  imposed  construction,  paramount 
over  the  plain  language  of  the  acts.  This  is  found  solely  in  certain 
supposed  principles  of  international  law.  No  decision  in  point,  iu 
this  country,  has  been  cited,  and  the  English  cases  referred  to  are 
inapplicable,  as  shown  in  Ctldwell  v.  Van  Vlissenaen,  cited. 

The  defendant's  vessel,  being  private  property,  and  here  volun- 
tarily, for  purposes  of  trade,  has  no  exemption  from  general  national 
jurisdiction.  Phillimore's  Int.  Law,  3G7,  373;  The  Exclwnge,  7  Cr., 
144 ;  Story's  Conflict  of  Laws,  sec.  383. 

International  law  respects  absolute  rights,  the  violation  of  which 
is  cause  of  war,  and  comity,  or  rights  of  imperfect  obligation,  the 
contravention  of  which  is  not  presumed,  but  which  each  nation  is 
competent  to  contravene  if  it  chooses.  This  distinction  is  well  stated 
in  Mr.  Webster's  letter  to  Lord  Ashburton,  in  appendix  to  Wheaton's 
Law  of  Nations. 

It  will  not  be  claimed  that  the  prohibition  of  the  use  of  such  an 
article  as  this,  in  a  private  vessel,  under  these  circumstances,  is  a 
violation  of  any  absolute  right  secured  by  the  law  of  nations.  The 
government  has  the  right  to  prohibit  commerce  altogether,  or  with 
particular  nations,  as  by  embargo  or  non-intercourse  laws.  1  Kent's 
Comm.,  sec.  33,  n.;  Vattel,  book  2,  eh.  7,  sec.  94;  ch.  8,  sec.  100; 
ch.  2,  sees.  25,  33— book  1,  ch.  8,  sec.  90. 
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As  a  nation  may  prohibit  trade,  so  it  may  lay  conditions  and  re- 
strictions.   Authorities  cited  supra.    Vattel,  book  2,  ch.  8,  see.  100. 

The  question  is  really  under  the  comitm  gentium.  Between  coun- 
tries trading  freely,  is  there  a  presumption  from  the  law  of  comity 
that  no  uatiou  will  prohibit  or  restrict  the  use  of  such  an  invention, 
under  such  circumstances,  so  well  settled  as  to  authorize  a  court  to 
establish  the  exception  against  the  language  of  the  statute? 

This  can  hardly  be  contended,  since  the  case  of  Caldwell  v.  Fan 
Vlisscngcn,  and  the  act  15  aud  1G  Victoria. 

This  is  not  a  question  of  property,  or  of  the  domicil  or  situs  of  prop- 
erty. The  defendant  may  have  his  vessel  full  of  these  articles,  if  he 
chooses.  We  admit  the  property  in  the  article  to  be  in  him,  and 
that  it  is  part  of  the  national  wealth  of  France,  and  has  its  situs 
in  France,  for  purposes  of  taxation,  and  for  all  national  purposes. 
Hags  v.  Pacific  Co.,  17  How.,  596.  The  question  is  upon  a  restric- 
tion of  its  use  within  our  dominions. 

* 

As  the  use  of  the  machine  is  not  alleged  to  be  necessary,  and  the 
presence  of  the  vessel  here  is  voluntary,  if  the  comity  of  nations  does 
not  allow  the  prohibition  in  this  case,  it  would  forbid  it  in  all  cases 
of  patents;  and  vessels  nominally  owned  in  the  British  Provinces, 
and  in  the  West  India  Islands,  may  use  all  our  nautical  patents. 

To  what  burdens  is  the  foreigner  and  his  personal  property  sub- 
ject? 

Not  to  taxes  for  the  support  of  the  government.  In  re  Bruce,  2  Cr. 
&  J.,  437;  Vattel,  book  2,  ch.  8,  sec.  10G. 

Nop  to  duties  that  relate  to  the  quality  of  a  citizen,  as  militia  or  jury 
duties.  But  they  are  subject  to  all  burdens,  taxes,  and  duties  relat- 
ing to  the  police  and  economical  regulations  of  a  State.  Vattel, 
book  2,  ch.  8,  sec.  10G. 

They  are  subject  to  imposts  and  duties  levied  for  the  purpose  of 
eucourascinff  the  manufactures  or  other  industry  of  a  countrv,  and 
are  liable  to  prohibitions  and  restrictions  made  for  the  same  purpose. 
Such  arc  most  navigation  laws,  and  a  large  part  of  the  revenue  laws 
of  a  country.    Vattel,  book  2,  ch.  8,  sec.  10G  ;  1  Kent's  Comm.,  35. 

Their  exemption  seems  to  be  based  upon  the  principle  that  they 
shall  not  be  required  to  do  anything  inconsistent  with  their  home 
allegiance,  or  anything  which  supposes  an  allegiance  or  fealty  to  the 
State  in  which  they  merely  sojourn. 

The  patent  and  copyright  laws  of  a  country  stand  upon  the  same 
ground  with  navigation  laws,  and  laws  prohibiting  altogether  or 
restricting  certain  kinds  of  trade,  for  economical  purposes,  or  to  add 
to  the  military  resources  and  strength,  or  to  increase  the  effective 
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power  and  industry  of  a  country,  or  to  develop  its  genius.  As  to 
these,  each  nation  is  the  proper  judge  of  its  own  policy.  Yattel, 
book  2,  ch.  2,  sees.  25,  33. 

Indeed,  Vattel  (book  1,  ch.  20,  sec.  255)  seems  to  define  the  police 
regulations  of  a  country  so  as  to  include  Patent  Laws. 

The  object  of  the  Patent  Laws  is  to  develop  the  genius  and  indus- 
try of  the  country,  as  well  for  war  as  for  peace.  And  whether  the 
law  in  this  case  be  looked  upon  as  a  prohibition  of  the  use,  or  as  a 
duty,  burden,  or  tax  on  the  use,  it  is  equally  within  the  recognized 
jurisdiction  of  the  sovereign,  under  the  comity  of  nations. 

Under  the  British  copyright  laws,  a  foreigner  cannot  introduce 
into  England,  even  for  his  private  use,  a  book  printed  in  his  own 
country,  if  it  is  subject  to  copyright  in  England ;  and  the  introduc- 
tion entails  a  forfeiture,  instead  of  a  tax  to  be  paid  to  the  author. 
Act  5  and  6  Victoria,  ch.  45. 

In  this  state  of  the  international  law,  in  the  absence  of  all  direct 
decisions  in  support  of  the  defendant's  position,  and  since  the  passage 
of  15  and  1G  Victoria,  and  the  decision  in  Caldwell  v.  Van  Vlisscngcn, 
it  is  respectfully  suggested  that  the  question  of  exemption  of  foreign- 
ers (in  cases  not  of  necessity  or  charity)  should  be  treated  as  a 
political  rather  than  a  legal  question,  and  the  British  precedent  be 
followed  by  the  court,  until  Congress  or  the  treaty -making  power 
shall  act  upon  it. 

Mr.  Austin,  for  defendant  in  error,  made  the  followiug  points: 
I.  Foreign  vessels  entering  a  port  of  the  United  States,  by  the 
express  or  implied  permission  of  the  government,  do  so  under  an 
implied  immunity  and  reservation  of  the  right  belonging  to  them  by 
the  laws  of  the  country  to  which  they  belong,  with  an  implied  under- 
standing that  the  persons  on  board  shall  not  violate  the  peace  or 
domestic  laws  of  the  country.  Vattel's  Law  of  Nations,  book  2,  ch. 
8,  sec.  101. 

The  Alcyon,  coming  from  the  island  of  Miquelon,  may  be  deemed 
to  have  entered  a  port  of  the  United  States  by  express  permission. 
5  United  States  Statutes  at  Large,  748,  ch.  66,  which  specially  men- 
tions this  island. 

The  plaintifFsays  that  the  terms  of  the  Patent  Law  arc  broad  enough 
to  render  the  use  of  the  aforesaid  contrivance  or  gaffcsaddle  on  board 
of  the  Aleyon,  while  in  the  harbor  of  Boston,  a  violation  of  his  right. 

The  question  is  whether  the  Patent  Law  can  be  properly  so  con- 
strued as  to  include  a  use  of  said  gafl>saddle,  notwithstanding  the 
circumstances  under  which  the  said  gaff-saddle  was  incorporated  into 
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the  structure  of  the  Alcj/on,  and  notwithstanding  the  express  or  im- 
plied permission  of  the  United  States,  by  force  of  which  she  eutered 
a  port  of  the  United  States. 

TT.  What  shall  or  does  constitute  a  vessel  must  be  determined 
exclusively  by  the  law  of  the  country  to  which  the  vessel  belongs, 
t.  e.y  by  the  law  of  the  owner's  domicil. 

This  follows  necessarily  from  general  maxims  of  international 
jurisprudence.    Story  on  Con.  of  Laws,  sees.  18,  20. 

In  order  to  ascertain  what  is  or  is  not  real  property,  we  must  re- 
sort to  the  lex  loci  rei ;  (Id.,  sees.  382, 447 ;)  so  as  to  what  is  or  what  is 
not  a  corporation.    Bank  of  Awjusta  v.  Earle,  13  Pet.,  519. 

The  Ahyon,  although  in  a  port  of  the  United  States,  was  still  within 
the  jurisdiction  of  France. 

Children  born  on  board  of  her  while  in  Boston  harbor  would  have 
been  French  subjects.    Vattel's  L.  of  N.,  book  1,  ch.  19,  sec.  21G. 

The  extent  to  which  this  principle  is  applied  is  shown  in  the  case 
of  In  re  Bruce,  2  Cr.  &  J.,  437,  and  Thompson  v.  The  Advocate- General, 
12  Clark  &  F.,  1.    See,  also.  United  Stoles  v.  Wiltberger,  5  Wheat.,  70. 

The  gaff-saddle  was  as  much  an  integral  part  of  the  Alct/on.  as  her 
rudder,  or  her  keel,  or  her  gaff.  Whether  a  more  or  less  necessary 
part,  does  not  alter  the  fact  that  it  wis  rightfully  a  part  of  the  vessel 
by  French  law.  Therefore,  if  the  United  States  Patent  Law  operated 
to  prevent  the  defendant  from  using  the  gaff-saddle  while  in  the  har- 
bor of  Boston,  notwithstanding  it  was  a  part  of  his  vessel,  without 
plaintiff's  permission,  it  operated  just  so  far  to  impose  a  restriction 
on  the  implied  permission  accorded  by  the  United  States  to  all  French 
vessels  to  enter  the  ports  of  the  United  States,  aud  upon  the  express 
permission  accorded  to  all  French  vessels  from  Miquelon. 

The  statutes  of  the  United  States  relating  to  patents  were  not  in- 
tended to  affect,  and  do  not  affect,  foreign  vessels  coming  into  the 
ports  of  the  United  States. 

1 .  The  statutes  of  a  country  relating  to  patents  are  not  such  laws 
as  a  foreigner,  visiting  this  country  temporarily,  and  not  to  become 
a  resident,  is  bound  to  obey,  so  far  as  those  laws  relate  merely  to 
the  use  of  articles  purchased  abroad,  and  brought  into  the  country 
solely  for  the  personal  use  of  the  party  in  possession  while  a  transient 
visitor.  Vattel's  L.  of  N.,  book  2,  ch.  8,  sees.  101,  100,  109;  Boul- 
lenois  Traite  des  Statuts,  pp.  2,  3,  4 ;  Universities  of  Oxford  and  Cam- 
bridge v.  Richardson,  fi  Yes.  Jr.,  689,  which  entirely  supports  this 
position. 

2.  The  United  States,  in  granting  letters  patent,  or  any  other 
exclusive  privilege,  to  a  citizen,  necessarily  always  reserve  by  impli- 
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cation  their  own  rights  of  sovereignty,  which  are  not  to  be  affected  by 
any  individual  or  private  privilege. 

Examples  of  the  application  of  this  principle  are  as  follows: 

L  In  regard  to  the  right  of  eminent  domain. 

This  exists  inherently  in  every  government.  Vattel's  L.  of  N.,  book 
1,  ch.  20,  sec.  244;  Bonaparte  v.  The  Ctmdcn  and  Amboy  Railroad,  1 
Bald.,  220. 

It  is  recognized  in  the  Constitution  of  the  United  States.  Fifth 
amendment. 

Therefore,  if  the  government,  by  a  land  patent,  convey  to-day  a 
portion  of  its  public  lands  to  an  individual,  it  could  to-morrow,  by 
virtue  of  the  implied  reservation  of  its  right  of  eminent  domain, 
resume  the  land  from  its  own  grantee,  and  against  his  consent,  by  . 
paving  to  him  au  indemnity. 

Independently  of  the  principle  that  the  right  of  eminent  domain, 
being  an  attribute  of  sovereignty,  could  not  be  conveyed  away,  the 
conclusion  above  stated  follows  from  the  rule  that  in  public  grants 
nothing  passes  by  implication.  United  States  v.  Arredondo,  6  ret., 
738  ;  Jackson  v.  Lampldrc,  3  Pet.,  280. 

2.  The  constitutional  power  of  Congress  over  commerce. 

This  power  extends  to  navigation,  (2  Story's  Comm.  on  Con.,  sec. 
1001,)  and  to  every  species  of  commercial  intercourse.    Id.,  1001. 

In  the  exercise  of  this  power,  Congress,  in  1845,  after  the  date  of 
the  plaintiff's  patent,  passed  the  law  relating  to  French  vessels  com- 
ing from  Miquelon,  {abi  supra,)  which  law  makes  no  exception  as  to 
the  kind  of  vessel,  or  the  mode  of  its  rig.  or  the  peculiarities  of  its 
structure. 

Either,  therefore,  the  power  of  Congress  to  pass  an  act  thus  broad 
in  its  terms  was  limited  by  the  grant  to  the  plaintiff  of  an  exclusive 
right  to  use  the  contrivance  in  question,  or  the  exclusive  right  was 
limited  in  its  extent  by  the  implied  reservation  of  power  to  pass  such 
an  act.  As  the  grant  to  the  plaintiff  and  the  act  of  1845  are  in  direct 
opposition,  the  grant  must  be  construed  against  grantee.  Mills  v. 
St.  Clair  County,  8  How.,  569. 

The  defendant  does  not  contend  that  he  would  have  a  right  to 
bring  into  a  port  of  the  United  States  a  cargo  or  any  number  of  these 
contrivances  for  sale  ;  nor  even  that  he  had  a  right  to  detach  and  sell 
that  on  board  of  the  Aleyon.  In  this  argument  the  gaffeaddlc  is 
deemed  a  part  of  the  schooner,  in  the  same  way  as  fixtures  are  parts 
of  the  reality. 

3.  The  power  of  Congress  to  alienate  a  portion  of  its  territory. 
This  power  exists  in  every  government.  Vattel's  L.  of  X.,  book  1, 


Digitized  by  Google 


1022 


Brown  v.  Duciiesne. 


[Sup.  Ct. 


Argument  for  the  defendant  in  error. 

eh.  21,  sec.  263.  It  was  exercised  in  the  Treaty  of  Washington,  1842. 
8  U.  S.  Stat,  at  Large,  572. 

Every  patent-right  then  existing  extended  over  the  whole  country 
as  then  hounded.  The  alienation  of  a  portion  of  the  territory  dimin- 
ished the  value,  by  diminishing  the  extent  of  every  existing  patent- 
right;  hut  they  were  all  granted,  subject  to  the  implied  reservation 
of  power  on  the  part  of  the  government  thus  to  diminish  their  value. 

The  right,  therefore,  of  the  plaintiff  to  an  exclusive  use  of  his  pat- 
ented contrivance  within  the  jurisdiction  of  the  United  States,  was 
limited  by  the  paramount  right  of  the  sovereignty  of  the  United 
States  to  admit  all  vessels  into  the  ports  of  the  United  States,  which 
right  they  have  exercised  in  regard  to  French  vessels,  by  implica- 
tion, by  treaty,  and  by  statute.  The  same  reasoning  which  would 
separate  the  gaff-saddle  from  the  schooner  might  be  allowed  to  sepa- 
rate her  into  as  many  parts  as  there  should  happen  to  be  articles  on 
board  of  her  incorporated  into  her  structure,  the  like  of  which  were 
patented  in  this  country. 

3.  The  private  right  of  every  patentee  is  subject  to  the  public  right 
of  the  government  to  admit  into  the  ports  of  the  United  States  any 
foreign  vessel,  free  from  any  private  or  public  charges,  tolls,  or  bur- 
dens, other  than  those  imposed  by  treaty  or  by  the  laws  of  nations. 
The  Attorney-  General  v.  Burr'ulge,  1 0  Price,  350 ;  The  Attorney-  General 
v.  Pormctcr,  Id.,  378 ;  Parmetcr  v.  The  Attorney- GeneriL  Id.,  412. 

The  cases  cited  are  exactly  analogous  in  principle  to  the  case  at 
bar. 

In  the  citations,  the  jus  privatum  was  a  grant  by  Charles  I  of  his 
property  in  land  between  high  and  low  water  mark;  and  the  jus 
publicum  with  which  it  interfered  was  the  right  of  the  public  freely 
to  pass  and  repass  upon  the  salt  water  between  high  and  low  water 
mark. 

In  the  present  ease,  the  jus  privatum  is  the  exclusive  right  granted 
to  the  plaintiff  to  use  within  the  jurisdiction  of  the  United  States  a 
certain  machine ;  and  the  jus  publicum  with  which  it  interferes  is  the 
right  the  public  has  to  the  free  admission  into  the  ports  of  the  United 
States  of  all  foreign  vessels,  being  such  according  to  the  law  of  the 
country  where  thev  belong. 

The  grant  by  Charles  I  of  land  between  high  and  low  water  mark 
was  held  void,  so  far  as  it  prevented  this  free  passage.  By  parity  of 
reasoning,  the  letters  patent  of  the  plaintiff  must  be  held  void,  or 
rather  as  never  having  extended  to  foreign  vessels  visiting  the  ports 
of  the  United  States,  as  the  Alcyon  visited  Boston. 

The  principle  here  contended  for,  as  it  applies  to  ports  and  har- 
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bore,  is  clearly  stated  by  Lord  Hale,  in  bis  treatise  De  Jure  Maris, 
cb.  0,  p.  35,  and  in  tbe  treatise  De  Portibus  Maris,  chapter  on  the 
jits  publicum,  pages  84,  89:  "When  a  port  is  fixed  and  settled," 
"  though  the  soil,  and  franchise,  and  dominion  thereof  prima  facie 
be  in  the  king,  or  by  derivation  from  him  in  a  subject,  yet  that  jus 
privatum  is  clothed  and  superinduced  with  a  jus  publicum  "  So  in 
the  case  at  bar,  the  jus  privatum  of  the  patentee  is  subject  to  the  jus 
publicum  by  which  foreign  vessels,  however  constructed,  may  enter 
our  ports;  this  government  never  having  undertaken  to  decide,  nor 
ever  having  granted  to  an  individual  the  right  to  decide  for  the 
government,  that  certain  vessels,  or  vessels  constructed  partly  or 
wholly  in  a  certain  way,  shall  not  enter  our  ports  without  paying  a 
toll,  or  charge,  or  duty,  not  imposed  by  treaty  or  special  laws  relating 
thereto. 

4.  The  statutes  relating  to  patents  cannot  properly  be  so  construed 
as  to  include  machines  or  contrivances  forming  a  part  of  the  original 
structure  of  foreign  vessels  entering  the  ports  of  the  United  States, 
as  the  Alcyon  entered  Boston  harbor. 

(1.)  Because  such  construction,  for  the  reasons  above  stated,  would 
introduce  public  mischiefs  and  manifest  incongruities.  Sawin  v. 
Guild,  1  Gall.,  485;  Talbot  v.  Seaman,  1  Cr.,  1;  Murray  v.  The 
Charming  Betsey,  2  Id.,  G4. 

(2.)  These  statutes  were  passed  alio  intuitu.  See  the  reasoning  of 
Judge  Curtis,  in  the  opinion  delivered  by  him  in  this  case,  printed 
from  the  original  manuscript  in  4  Am.  Law  Register,  152.  Also, 
Lessee  of  Brncer  v.  Blouyher,  14  Pet.,  178:  "The  laws  will  restrain 
the  operation  of  a  statute  within  narrower  limits  than  its  words  im- 
port, if  the  literal  meaning  of  its  language  would  extend  to  cases 
which  the  legislature  never  designed  to  embrace  in  it"— 198.  It 
cannot  be  supposed  that  Congress  intended  the  statutes  on  patents  to 
confer  a  right  on  a  patentee  to  interfere  in  any  way  with  the  exer- 
cise of  a  license  conferred  by  government  on  a  foreign  vessel.  Same 
doctrine  in  Mercer  v.  Mechanics'  Bank  of  Alexandria,  1  Pet.,  04. 

IV.  Letters  patent  of  the  United  States  confer  upon  the  grantee 
the  exclusive  right  to  the  subject-matter  of  the  patent,  to  be  exercised 
within  thrir  jurisdiction.  .  A  foreign  ship  coming  within  one  of  the 
ports  of  the  United  States,  with  their  express  or  implied  permission, 
is  without  the  jurisdiction  within  which  this  exclusive  right  is  to  be 
exercised. 

1.  Foreigners  within  the  territorial  jurisdiction  of  a  country  may 
yet  be  within  its  municipal  jurisdiction  for  no  purpose  whatever. 
Such  is  the  status  of  public  ministers,  (Wheaton's  Elements  of  the  L. 
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of  N.,  part  3,  ch.  1,  sec.  14 ;  Id.,  part  2,  ch.  2,  sec.  0,)  and  of  foreign 
sovereigns  entering  the  territory  of  another,  (Id.,  Id.,  Id.,)  and  of 
foreign  armies  marehing,  &c,  through  the  territory,  (Id.,  Id..  LI.) 
and  of  a  foreign  ship  of  war,  (Id.,  Id.,  Id.,)  and  Schooner  Exchange  v. 
McFadden,  7  Cr.,  135,  147. 

2.  Foreigners  within  the  territorial  may  he  within  the  municipal 
jurisdiction  of  a  country  for  all  purposes.  This  is  the  status  of  for- 
eigners who  come  into  the  country  ammo  m'inentU,  becoming  inliabit- 
ants.    VattePs  L.  of  N.,  book  1,  ch.  10,  sec.  213. 

3.  Foreigners  within  the  territorial  may  he  within  the  municipal 
jurisdiction  for  some  purposes,  and  not  for  others.  This  is  the  case 
with  transient  persons  (VattePs  L.  of  X.,  book  2,  ch.  8,  sees.  105,  10$, 
108,  109)  and  consuls.  Wheaton's  Elements,  part  3,  ch.  1.  sec.  23. 
The  same  principle  applies  to  a  part  of  the  country  in  temporary 
possession  of  an  enemy.  United  State*  v.  TIaywmt,  2  Gall.,  4*.V 
To  goods  imported,  and  not  entered,  although  within  the  territorial 
jurisdiction  of  the  State,  they  are  not  subject  to  its  municipal  juris- 
diction.   Harris  v.  Dennie,  3  Pet.,  292. 

This  principle  applies  to  a  foreign  commercial  vessel  visiting  a  port 
of  the  United  States.  It  is  within  the  jurisdiction  of  the  United  States, 
so  far  that  persons  on  board  are  bound  to  do  no  act  against  the  pub- 
Pic  peace,  or  contra  bonos  mores,  or  against  the  revenue  laws.  &c.  &c 
But  "  for  all  the  personal  relations  and  responsibilities  existing  in  a 
ship  at  the  time  she  entered  a  port,  and  established  or  permitted  by  tbe 
laws  of  her  own  country,  her  authorities  are  answerable  onlv  at  home ; 
and  to  interfere  with  them  in  discharge  of  the  duties  imposed  upon 
them,  or  the  exercise  of  the  powers  vested  in  them  by  those  laws,  on 
the  ground  of  their  being  inconsistent  with  the  municipal  legislation 
of  the  country  where  the  ship  happens  to  be  lying,  is  to  assert  for  that 
legislation  a  superiority  not  acknowledged  by  the  law.  and  incon- 
sistent with  the  independence  of  nations."  Mr.  Legare's  Opinion.  4 
Opin.  of  Attorneys-General,  98, 102 ;  same  point,  6  Webster's  Works, 
303. 

V.  The  case  of  Caldwell  v.  Van  Vlissengcn,  9  Hare,  415,  reprinted 
in  9  Eng.  Law  and  Equity  R.,  51,  will  be  cited  by  plaintiff  in  error, 
as  deciding  the  point  before  the  court.  On  this  case,  the  defendants 
say: 

1.  It  will  be  regarded  by  this  court  only  so  far  as  the  reasoning 
commends  itself  to  the  court  as  sound. 

2.  The  case  was  not  placed  upon  the  grounds  assumed  in  the  case 
at  bar.  The  principles  here  contended  for  were  neither  considered 
nor  even  presented  to  the  court. 
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3.  Statute  15  and  16  Victoria,  ch.  83,  sec.  26,  passed  July  1, 1852. 
provides  that  letters  patent  thereafter  granted  shall  not  prevent  the 
use  of  inventions  in  foreign  ships  resorting  to  British  ports  when 
not  used  for  the  manufacture  of  goods  to  be  vended  in  or  exported 
from  England,  excepting  from  the  act  ships  of  foreign  States  in  the 
ports  of  which  British  ships  arc  prevented  from  using  foreign  inven- 
tions when  not  employed  for  the  manufacture  of  goods  to  be  vended 
in  or  exported  from  such  foreign  States. 

This  statute  was  passed  in  evident  recognition  of  the  existence  and 
propriety  of  the  principles  of  international  law  contended  for  by  the 
defendant  in  error. 

Mr.  Chief  Justice  Taney  delivered  the  opinion  of  the  court. 

This  case  comes  before  the  court  upon  a  writ  of  error  to  the  Circuit 
Court  of  the  United  States  for  the  District  of  Massachusetts. 

The  plaintiff  in  error,  who  was  also  plaintiff  in  the  court  below, 
brought  this  action  against  the  defendant  for  the  infringement  of  a 
patent  which  the  plaintiff  had  obtained  for  a  new  and  useful  im- 
provement in  constructing  the  gaff  of  sailing  vessels.  The  decla- 
ration is  in  the  usual  form,  and  alleges  that  the  defendant  used  this 
improvement  at  Boston  without  his  consent.  The  defendant  pleaded 
that  the  improvement  in  question  was  used  by  him  only  in  the  gaffs 
of  a  French  schooner,  called  the  Alcyon,  of  which  schooner  he  was 
master;  that  he  (the  defendant)  was  a  subject  of  the  Empire  ot 
France;  that  the  vessel  was  built  in  France, and  owned  and  manned 
by  French  subjects;  and,  at  the  time  of  the  alleged  infringement, 
was  upon  a  lawful  voyage,  under  the  flag  of  France,  from  St.  Peters, 
in  the  island  of  Miquelon,  one  of  the  colonics  of  France,  to  Boston, 
and  thence  back  to  St.  Peters,  which  voyage  was  not  ended  at  the 
date  of  the  alleged  infringement ;  and  that  the  gaffs  he  used  were 
placed  on  the  schooner  at  or  near  the  time  she  was  launched  by  the 
builder,  in  order  to  fit  her  for  sea. 

There  is  also  a  second  plea,  containing  the  same  allegations,  with 
the  additional  averment  that  the  improvement  in  question  had  been 
in  common  use  in  French  merchant  vessels  for  more  than  twentv 
years  before  the  Alcyon  was  built,  and  was  the  common  and  well- 
known  property  of  every  French  subject  long  before  the  plaintiff 
obtained  his  patent. 

The  plaintiff  demurred  generally  to  each  of  these  pleas,  and  the 
defendant  joined  in  demurrer;  and  the  judgment  of  the  Circuit  Court 
being  in  favor  of  the  defendant,  the  plaintiff  thereupon  brought  this 
writ  of  error. 
G5 
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The  plaintift*,  by  his  demurrer,  admits  that  the  Alcyon  was  a  foreign 
vessel,  lawfully  iu  a  port  of  the  United  States  for  the  purposes  of 
commerce,  and  that  the  improvement  in  question  was  placed  on  her 
in  a  foreign  port  to  fit  her  for  sea,  and  was  authorized  by  the  laws  of 
the  country  to  which  she  belonged.  The  question,  therefore,  pre- 
sented by  the  first  plea  is  simply  this :  Whether  any  improvement  in 
the  construction  or  equipment  of  a  foreign  vessel,  for  which  a  patent 
has  been  obtained  in  the  United  States,  can  be  used  by  such  vessel 
within  the  jurisdiction  of  the  United  States,  while  she  is  temporarily 
there  for  the  purposes  of  commerce,  without  the  consent  of  the  pat- 
entee ? 

This  question  depends  on  the  construction  of  the  Patent  Laws. 
For  undoubtedly  every  person  who  is  found  within  the  limits  of  a 
government,  whether  for  temporary  purposes  or  as  a  resident,  is 
bound  by  its  laws.  The  doctrine  upon  this  subject  is  correctly  stated 
by  Mr.  Justice  Story,  in  his  Commentaries  on  the  Conflict  of  Laws, 
ch.  14,  sec.  541,  aqd  the  writers  on  public  law  to  whom  he  refers. 
A  difficulty  may  sometimes  arise,  in  determining  whether  a  partic- 
ular law  applies  to  a  citizen  of  a  foreign  country,  and  intended  to 
subject  him  to  its  provisions.  But  if  the  law  applies  to  him,  and 
embraces  his  case,  it  is  unquestionably  binding  upon  him  when  he  is 
within  the  jurisdiction  of  the  United* States. 

The  general  words  used  in  the  clause  of  the  Patent  Laws  grauting 
the  exclusive  right  to  the  patentee  to  use  the  improvement,  taken  by 
themselves,  and  literally  construed,  without  regard  to  the  object  in 
view,  would  seem  to  sanction  the  "claim  of  the  plaiutitt*.  But  this 
mode  of  expounding  a  statute  has  never  been  adopted  by  any  enlight- 
ened tribunal,  because  it.  is  evident  that  in  many  cases  it  would  defeat 
the  object  which  the  legislature  intended  to  accomplish.  And  it  is 
well  settled,  that  in  interpreting  a  statute,  the  court  will  not  look 
merely  to  a  particular  clause  iu  which  general  words  may  be  used, 
but  will  take  in  connection  with  it  the  whole  statute  (or  statutes  on 
the  same  subject)  and  the  objects  and  policy  of  the  law,  as  indicated 
by  its  various  provisions,  and  give  to  it  such  a  construction  as  will 
carry  into  execution  the  will  of  the  legislature,  as  thus  ascertained, 
according  to  its  true  intent  and  meaning. 

Neither  will  the  court,  in  expounding  a  statute,  give  to  it  a  con- 
struction which  would  in  any  degree  disarm  the  government  of  a 
power  which  has  beeu  confided  to  it  to  be  used  for  the  general  good 
— or  which  would  enable  individuals  to  embarrass  it,  in  the  discharge 
of  the  high  duties  it  owes  to  the  commuuity — unless  plain  and  express 
words  indicated  that  such  was  the  intention  of  the  legislature. 
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The  Patent  Laws  are  authorized  by  that  article  in  the  Constitution 
which  provides  that  Congress  shall  have  power  to  promote  the  prog- 
ress of  science  and  useful  arts,  by  securing  for  limited  times,  to 
authors  and  inventors,  the  exclusive  right  to  their  respective  writings 
and  discoveries.  The  power  thus  granted  is  domestic  in  its  character, 
and  necessarily  confined  within  the  limits  of  the  United  States.  It 
confers  no  power  on  Congress  to  regulate  commerce,  or  the  vehicles 
of  commerce,  which  belong  to  a  foreign  nation,  and  occasionally 
visit  our  ports  in  their  commercial  pursuits.  That  power  and  the 
treaty-making  power  of  the  general  government  are  separate  and 
distinct  powers  from  the  one  of  which  we  are  now  speaking,  and  are 
granted  by  separate  and  different  clauses,  and  are  in  no  degree  con- 
nected with  it.  And  when  Congress  are  legislating  to  protect  authors 
and  inventors,  their  attention  is  necessarily  attracted  to  the  authority 
under  which  they  are  acting,  and  it  ought  not  lightly  to  be  presumed 
that  they  intended  to  go  beyond  it,  and  exercise  another  and  distinct 
power,  conferred  on  them  for  a  different  purpose. 

Nor  is  there  anything  in  the  Patent  Laws  that  should  lead  to  a 
different  conclusion.  They  are  all  manifestly  intended  to  carry  into 
execution  this  particular  power.  They  secure  to  the  inventor  a  just 
remuneration  from  those  who  derive  a  profit  or  advantage,  within 
the  United  States,  from  his  genius  and  mental  labors. 

But  the  right  of  property  which  a  patentee  has  in  his  invention, 
and  his  right  to  its  exclusive  use,  is  derived  altogether  from  these 
statutory  provisions;  and  this  court  have  always  held  that  an  inven- 
tor  has  no  right  of  property  in  his  invention,  upon  which  he  can 
maintain  a  suit,  unless  he  obtains  a  patent  for  it,  according  to  the 
acts  of  Congress;  and  that  his  rights  are  to  be  regulated  and  meas- 
ured by  these  laws,  and  cannot  go  beyond  them. 

But  these  acts  of  Congress  do  not,  and  were  not  intended  to,  oper- 
ate beyond  the  limits  of  the  United  States;  and  as  the  patentee's 
right  of  property  and  exclusive  use  is  derived  from  them,  they  can- 
not extend  beyond  the  limits  to  which  the  law  itself  is  confined.  And 
the  use  of  it  outside  of  the  jurisdiction  of  the  United  States  is  not  an 
infringement  of  his  rights,  and  he  has  no  claim  to  any  compensation 
for  the  profit  or  advantage  the  party  may  derive  from  it. 

The  chief  and  almost  only  advantage  which  the  defendant  derived 
from  the  use  of  this  improvement  was  on  the  high  seas,  and  in  other 
places  out  of  the  jurisdiction  of  the  United  States.  The  plea  avers 
that  it  was  placed  on  her  to  fit  her  for  sea.  If  it  had  been  manufac- 
tured on  her  deck  while  she  was  lying  in  the  port  of  Boston,  or  if  the 
captain  had  sold  it  there,  he  would  undoubtedly  have  trespassed  upon 
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the  rights  of  the  plaintiff,  and  would  have  been  justly  answerable  for 
the  profit  and  advantage  he  thereby  obtained;  for,  by  coming  in 
competition  with  the  plaintiff,  where  the  plaintiff  was  entitled  to  the 
exclusive  use,  lie  thereby  diminished  the  value  of  his  property.  Jus- 
tice, therefore,  as  well  as  the  act  of  Congress,  would  require  that  he 
should  compensate  the  patentee  for  the  injury  he  sustained,  and  the 
benefit  and  advantage  which  he  (the  defendant)  derived  from  the 
invention. 

But  so  far  as  the  mere  use  is  concerned,  the  vessel  could  hardly 
be  said  to  use  it  while  she  was  at  anchor  in  the  port,  or  lay  at  the 
wharf.  It  was  certainly  of  no  value  to  her  while  she  was  in  the  har- 
bor ;  and  the  only  use  made  of  it,  which  can  be  supposed  to  interfere 
with  the  rights  of  the  plaintiff,  was  iu  navigating  the  vessel  into  and 
out  of  the  harbor,  when  she  arrived  or  was  about  to  depart,  and 
while  she  was  within  the  jurisdiction  of  the  United  States.  Now,  it 
is  obvious  that  the  plaintiff  sustained  no  damage,  and  the  defendant 
derived  no  material  advantage,  from  the  use  of  an  improvement  of 
this  kind  bv  a  forciijn  vessel  in  a  sinsrlc  vovagc  to  the  United  States, 
or  from  occasional  voyages  iu  the  ordinary  pursuits  of  commerce ; 
or  if  any  damage  is  sustained  on  the  one  side,  or  any  profit  or  advan- 
tage gained  on  the  other,  it  is  so  minute  that  it  is  incapable  of  any 
appreciable  value. 

But  it  seems  to  be  supposed  that  this  user  of  the  improvement 
was,  by  legal  intendment,  a  trespass  upon  the  rights  of  the  plaintiff; 
and  that  although  no  real  damage  was  sustained  by  the  plaintiff,  and 
no  profit  or  advantage  gained  by  the  defendant,  the  law  presumes  a 
damage,  and  that  the  action  may  be  maintained  on  that  ground.  In 
other  words,  that  there  is  a  technical  damage,  in  the  eye  of  the  law, 
although  none  has  really  been  sustained. 

This  view  of  the  subject,  however,  presupposes  that  the  Patent 
Laws  embrace  improvements  on  foreign  ships,  lawfully  made  in  their 
own  country,  which  have  been  patented  here.  But  that  is  the  ques- 
tion in  controversy.  And  the  court  is  of  opinion  that  cases  of  that 
kind  were  not  in  the  contemplation  of  Congress  in  enacting  the  Pat- 
ent Laws,  and  cannot,  upon  any  sound  construction,  be  regarded  as 
embraced  in  them.  For  such  a  construction  would  be  inconsistent 
with  the  principles  that  lie  at  the  foundation  of  these  laws;  and  in- 
stead of  conferring  legal  rights  on  the  inventor,  in  order  to  do  equal 
justice  between  him  and  those  who  profit  by  his  invention,  they  would 
confer  a  power  to  exact  damages  where  no  real  damage  had  been 
sustained,  and  would,  moreover,  seriously  embarrass  the  commerce  of 
the  country  with  foreign  nations.    We  think  these  laws  ought  to  be 
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construed  in  the  spirit  in  which  the}'  were  made — that  is,  as  founded 
iu  justice — and  should  not  be  strained  by  technical  constructions  to 
reach  cases  which  Congress  evidently  could  not  have  contemplated, 
without  departing  from  the  principle  upon  which  they  were  legislat- 
ing, and  going  far  beyond  the  object  they  intended  to  accomplish. 

The  construction  claimed  by  the  plaintiff  would  confer  on  patentees 
not  only  rights  of  property,  but  also  political  power,  and  enable  them 
to  embarrass  the  treaty-making  power  in  its  negotiations  with  foreign 
nations,  and  also  to  interfere  with  the  legislation  of  Congress  when 
exercising  its  constitutional  power  to  regulate  commerce.  And  if  a 
treaty  should  be  negotiated  with  a  foreign  nation,  by  which  the  ves- 
sels of  each  party  were  to  be  freely  admitted  into  the  ports  of  the 
other,  upon  equal  terms  with  its  own,  upon  the  payment  of  the  ordi- 
nary port  charges,  and  the  foreign  government  faithfully  carried  it 
into  execution,  yet  the  government  of  the  United  States  would  find 
itself  unable  to  fulfill  its  obligations  if  the  foreign  ship  had  about  her, 
in  her  construction  or  equipment,  anything  for  which  a  patent  had 
been  granted ;  and  after  paying  the  port  and  other  charges  to  which 
she  was  subject  by  the  treaty,  the  master  would  be  met  with  a  further 
demand,  the  amount  of  which  was  not  even  regulated  by  lawr,  but 
depended  upon  the  will  of  a  private  individual. 

And  it  will  be  remembered  that  the  demand,  if  well  founded  in 
the  Patent  Laws,  could  not  be  controlled  or  put  aside  by  the  treaty; 
for,  by  the  laws  of  the  United  States,  the  rights  of  a  party  tinder  a 
patent  are  his  private  property;  and,  by  the  Constitution  of  the  United 
States,  private  property  cannot  be  taken  for  public  use  without  just 
compensation.  And  in  the  case  I  have  stated,  the  government  would 
be  unable  to  carry  into  effect  its  treaty  stipulations  without  the  con- 
sent of  the  patentee,  unless  it  resorted  to  its  right  of  eminent  domain, 
and  went  through  the  tedious  and  expensive  process  of  condemning 
so  much  of  the  right  of  property  of  the  patentee  as  related  to  foreign 
vessels,  and  paying  him  such  a  compensation  therefor  as  should  be 
awarded  to  him  by  the  proper  tribunal.  The  same  difficulty  would 
exist  in  executing  a  law  of  Congress  in  relation  to  foreign  ships  and 
vessels  trading  to  this  country.  And  it  is  impossible  to  suppose  that 
Congress,  in  passing  these  laws,  could  have  intended  to  confer  on  the 
patentee  a  right  of  private  property  which  would  in  effect  enable 
him  to  exercise  political  power,  and  which  the  government  would  be 
obliged  to  regain  by  purchase,  or  by  the  power  of  its  eminent  domain, 
before  it  could  fully  and  freely  exercise  the  great  power  of  regulating 
commerce,  in  which  the  whole  nation  has  an  interest.  The  Patent 
Laws  were  passed  to  accomplish  a  different  purpose,  and  with  an  eye 
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to  a  different  object ;  aud  the  right  to  interfere  in  foreign  intercourse, 
or  with  foreign  ships  visiting  our  ports,  was  evidently  not  in  the  mind 
of  the  legislature,  uor  intended  to  be  granted  to  the  patentee. 

Congress  may  unquestionably,  under  its  power  to  regulate  com- 
merce, prohibit  any  foreign  ship  from  entering  our  ports,  which,  in 
its  construction  or  equipment,  uses  any  improvement  patented  in  this 
country,  or  may  prescribe  the  terras  and  regulations  upon  which  such 
vessel  shall  be  allowed  to  enter.  Yet  it  may,  perhaps,  be  doubted 
whether  Congress  could  by  law  confer  on  an  individual,  or  individ- 
uals, a  right  which  would  in  any  degree  impair  the  constitutional 
powers  of  the  legislative  or  executive  departments  of  the  govern- 
ment, or  which  might  put  it  in  their  power  to  embarrass  our  com- 
merce and  intercourse  with  foreign  nations,  or  endanger  our  amicable 
relations.  But  however  that  may  be,  we  are  satisticd  that  no  sound 
rule  of  interpretation  would  justify  the  court  in  giving  to  the  general 
words  used  in  the  Patent  Laws  the  extended  construction  claimed  by 
the  plaintiff,  in  a  case  like  this,  where  public  rights  and  the  interests 
of  the  whole  community  are  concerned. 

The  case  of  Caldwell  v.  Vlisscngcn,  9  Hare,  41C,  9  Eng.  L.  and  Eq., 
51,  and  the  statute  passed  by  the  British  Parliament  in  consequence 
of  that  decision,  have  been  referred  to  and  relied  on  in  the  argument. 
The  reasoning  of  the  vice-chancellor  is  certainly  entitled  to  much 
respect,  aud  it  is  not  for  this  court  to  question  the  correctness  of  the 
decision,  or  the  construction  given  to  the  statute  of  Henry  VITI. 

But  we  must  interpret  our  Patent  Laws  with  reference  to  our  own 
Constitution  and  laws  aud  judicial  decisions.  And  the  ''ourt  are  of 
opiniou  that  the  rights  of  property  and  exclusive  use  granted  to  a 
patentee  do  not  extend  to  a  foreign  vessel  lawfully  entering  one  of 
our  ports;  and  that  the  use  of  such  improvement,  in  the  construction, 
Mtting  out,  or  equipment  of  such  vessel,  while  she  is  coming  into  or 
going  out  of  a  port  of  the  United  States,  is  not  an  infringement  of 
the  right  of  an  American  patentee,  provided  it  was  placed  upon  her 
in  a  foreign  port,  and  authorized  by  the  laws  of  the  country  to  which 
she  belongs. 

In  this  view  of  the  subject,  it  is  unnecessary  to  say  anything  in 
relation  to  the  second  plea  of  the  defendant,  since  the  matters  relied 
on  iu  the  first  are  sufficient  to  bar  the  plaintiff  of  his  action,  without 
the  aid  of  the  additional  averments  contained  in  the  second. 

The  judgment  of  the  Circuit  Court  must  therefore  be  affirmed. 


Affirmed. 
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Isaac  Hartshorn  and  Daniel  Hayward,  plaintiffs  in  error,  r. 

Horace  H.  Day. 

(10  Howard,  211.) 

1.  Where  a  patentee  is  about  to  apply  for  a  renewal  of  his  patent,  and  agrees 

with  another  person  that,  in  case  of  success,  he  will  assign  to  him  the  renew- 
ed patent,  and  the  patent  is  renewed,  such  an  agreement  is  valid,  and  con- 
veys to  the  assignee  an  equitable  title,  which  can  be  converted  into  a  legal 
title  by  paying,  or  offering  to  pay,  the  stipulated  consideration. 

2.  An  agreement  between  Chaffee,  the  patentee,  and  Judson,  after  the  renewal, 

reciting  that  the  hitter  had  stipulated  to  pay  the  expenses  of  the  renewal 
and  make  au  allowance  to  the  patentee  of  $1,200  a  year,  dining  the  renewed 
term,  and  then  declaring:  "Now,  I  (Chaffee)  do  hereby,  in  consideration  of 
the  premises,  and  to  place  my  patent  so  that  in  case  of  my  death,  or  other 
accident  or  event,  it  may  inure  to  the  benefit  of  Charles  Goodyear,  and  those 
who  hold  a  right  to  the  use  of  said  patent,  under  and  tn  connection  with  his 
licensees,  &c,  nominate,  constitute,  and  appoint  said  William  Judson  my 
trustee  and  attorney  irrevocable,  to  hold  said  patent  and  have  \{f  control 
thereof,  so  as  no  one  shall  have  a  license  to  use  said  patent  or  invention,  Ac., 
other  than  those  who  had  a  right  when  said  patent  was  extended,  without 
the  written  consent  of  said  Judson,  &c," — passed  the  entire  ownership  in  the 
patent,  legal  and  equitable,  to  Judsou,  for  the  benefit  of  Goodyear  and  those 
holding  rights  under  him. 

3.  If  tlds  annuity  was  not  regularly  paid,  the  original  patentee  had  no  right  to 

revoke  the  power  of  attorney,  ami  assign  the  patent  to  another  party.  His 
right  to  the  annuity  rested  in  covenant,  for  a  breach  of  which  he  bad  an  ade- 
quate remedy  at  law. 

4.  Evidence  tending  to  show  that  the  agreement  between  the  pateutue  and  the 

attorney  had  been  produced  by  the  fraudulent  representations  of  the  latter, 
in  respect  to  transactions  out  of  which  the  agreement  arose,  ought  not  to 
have  been  received,  it  being  a  sealed  instrument. 

5.  In  a  court  of  law,  between  parties  or  privies,  evidence  of  fraud  is  admissible 

only  where  it  goes  to  the  question  whether  or  not  the  instrument  ever  liad 
any  legal  existence.  But  it  was  especially  proper  to  exclude  It  in  this  case, 
where  the  agreement  had  been  partly  executed,  and  rights  of  long  standing 
had  grown  up  under  It. 

This  case  wag  brought  up  by  writ  of  error  from  the  Circuit  Court 
of  the  United  States  for  the  District  of  Rhode  Island. 

It  was  an  action  brought  by  Day  against  Hartshorn  and  Hayward, 
for  the  violatiou  of  a  patent  for  the  preparation  and  application  of 
India-rubber  to  cloths,  granted  to  E.  M.  Chaftee  in  1836,  and  renew- 
ed for  seven  years  iu  1850.  Day  claimed  under  an  assignment  of 
this  patent  from  Chaftee,  on  the  1st  of  July,  1853.  The  defenses 
taken  by  Hartshorn  and  Hayward  are  stated  in  the  opinion  of  the 
court,  in  which  there  is  also  a  succinct  narrative  of  the  whole  case. 

The  defendants  below  first  pleaded  four  special  pleas,  which  were 
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overruled  upon  demurrer.  They  then  gave  notice  of  eleven  defenses, 
assailing  the  validity  of  the  patent.  The  record  was  very  volumin- 
ous, hcing  upwards  of  a  thousand  printed  pages.  One  huudred  and 
thirty -five  exceptions  were  taken  during  the  progreas  of  the  trial, 
which  lasted  for  six  weeks.  After  the  testimony  was  closed,  the 
counsel  for  the  defendants  offered  seventy-four  propositions  to  the 
court,  by  way  of  instruction  to  the  jury,  and  six  supplemental  ones, 
with  regard  to  the  frond  alleged  to  have  been  practiced  upon  Chaffee 
by  Judson.  The  court  then  charged  the  jury  as  contained  in  fifteen 
printed  pages  of  the  record,  and  the  case  came  up  to  this  court  upou 
the  following  exception  : 

The  court  refused  to  instruct  the  jury  as  requested  by  the  defend- 
ant's counsel,  except  so  far  as  the  propositions  presented  by  them 
were  adopted  or  approved  in  the  charge  as  made,  and  refused  to 
charge  otherwise  than  as  the  jury  had  been  instructed.  The  defend- 
ant's counsel  excepted  to  such  refusals  respectively,  and  also  to  the 
refusal  <*f  said  court  as  to  each  of  said  requests.  They  also  excepted 
to  each  instruction  given  by  the  court  contrary  to  such  requests,  or 
either  of  them. 

All  this  vast  mass  of  matter  was  open  to  argument  in  this  court. 

It  was  argued  by  Mr.  0'  Connor,  upon  a  brief  filed  by  himself  and 
Mr.  Brady,  for  the  plaintiffs  in  error,  and  by  Mr.  Richardson  and  Mr. 
Jenckes,  for  the  defendant,  upon  which  side,  also,  a  printed  argument 
was  filed  by  Mr.  Gillei. 

There  is  only  room  to  notice  the  general  points  taken  by  the  re- 
spective counsel,  omitting  all  subdivisions  and  illustrations.  These 
would  occupy  half  a  volume.  The  points  made  on  behalf  of  the 
plaintiffs  in  error  were  the  following: 

First  Point. — The  agreement  of  May  23,  1850,  was  a  valid  execu- 
tory agreement  by  Chaffee  to  sell  and  convey  to  Goodyear  the  renew- 
ed patent  now  in  question,  in  case  such  a  patent  should  issue ;  and, 
upon  its  issue,  the  equitable  ownership  thereof  vested  in  Goodyear, 
Kubject  only  to  the  license  reserved  to  Chaffee  to  use  it  in  his  own 
business.    Curtis  on  Patents,  sees.  195,  196. 

Second  Point. — Chaffee  having,  by  the  agreement  of  September  5, 
1850,  without  notice  to  Goodyear,  without  his  consent,  and,  as  it 
would  appear,  against  .his  will,  made  another  deposition  of  the  pat- 
ent, and  having  thereby  put  it  entirely  out  of  his  (Chaffee's  )  power  to 
execute  a  formal  assignment  to  Goodyear,  and  thus  entitle  himself 
to  the  payment  of  the  $1,500  by  Goodyear,  which  formed  the  only 
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condition  precedent  to  a  complete  investiture  of  Goodyear  with  at 
least  the  whole  equitable  ownership  of  the  patent,  he  (Chaffee)  and 
Day,  his  assignee,  are  precluded  from  availing  themselves  of  such 
non-payment  by  Goodyear  as  an  objection  to  the  use  of  the  patented 
invention  by  Goodyear  and  his  licensees.  Hockster  v.  DeUitour,  2  Ell. 
&  Black.,  688,  and  cases  cited. 

Third  Point. — The  agreement  between  Chaffee  and  Judson,  dated 
September  5,  1850,  construed  by  itself  alone,  or  in  connection  with 
the  supplement  thereto,  dated  November  12, 1851,  and  whether  read, 
as  it  rightfully  may  be,  in  the  light  of  surrounding  and  attending  cir- 
cumstances, or  without  such  aid,  (6  Peters,  08,)  was,  on  the  part  of 
Chaffee,  an  executed  contract.  No  further  act  of  any  kind  was  to  be 
performed  on  his  part ;  and  as  it  contained  no  condition  subsequent, 
nor  any  clause  of  cessor,  nor  any  reservation  of  power  to  rescind  for 
any  cause,  the  interest  vested  by  it  in  Judson  and  his  ccstuis  que  trust 
could  not  be  divested  by  Judson's  omission  to  make  prompt  and 
punctual  payments  of  the  annuity.  Brooks  et  «l  v.  Stolly,  3  McLean, 
526 ;  Woodworth  v.  Weed,  1  Blatchf.,  165. 

Fourth  Point. — Although  it  is  not  deemed  material  whether  the 
interest  acquired  by  Judson  under  the  agreements  between  him  and 
Chaffee  was  of  an  equitable  or  legal  character,  it  is  submitted  that 
the  whole  legal  title  to  the  patent  was  thereby  vested  in  Judson,  sub- 
ject to  the  license  reserved  to  Chaffee  to  use  the  invention  in  his  own 
business. 

Fifth  Point. — If  the  grant  or  agreement  set  forth  in  the  paper 
dated  September  5,  1850,  is  to  be  regarded  as  having  been  authenti- 
cated by  the  seal  of  Chaffee,  and  the  actual  execution  by  him,  when 
of  sound  mind,  of  full  age,  and  with  knowledge  of  its  contents,  was 
established,  neither  Chaffee  nor  Day,  the  plaintiff,  who  was  his  as- 
signee and  privy  in  estate,  could  be  permitted  to  allege  or  prove,  in  a 
court  of  common  law,  for  the  purpose  of  defeating  such  grant  or 
agreement,  or  for  the  purpose  of  varying  its  effect,  that  Chaffee  was 
induced  to  execute  it  by  threats  of  a  lawsuit,  or  of  hostility,  or  by 
false,  deceitful,  or  fraudulent  representations. 

Sixth  Point.— The  court  below  erred  in  admitting  the  evidence  of 
Woodman  and  Chaffee,  touching  (he  alleged  fraudulent  representa- 
tions, and  also  in  submitting  the  allegation  of  fraud  to  the  jury,  not- 
withstanding Woodman's  professed  non-recollection  that  the  instru- 
ment hore  a  seal  when  executed,  and  his  asserted  but  groundless 
disbelief  of  that  fact. 

Seventh  Point. — Independently  of  the  positions  assumed  in  the  pre- 
ceding fifth  and  sixth  points,  the  court  erred  in  submitting  it  to  the 
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jury,  to  find  that  the  instrument  of  September  5, 1850,  was  obtained 
by  fraud,  became  there  was  no  legal  evidence  in  the  case  to  support 
that  allegation. 

(The  other  points  related  to  the  pleas  and  demurrers.) 

Tlic  points  made  on  behalf  of  the  defendant  in  error  are  taken  from 
the  brief  of  Mr.  Jenckes,  omitting  all  except  those  which  relate  to  the 
power  of  Chaffee  to  revoke  the  power  of  attorney  to  Judson,  and  to 
assign  the  pateut  to  Day. 

I.  The  paper  of  the  5th  of  September,  1850,  supposing  it  to  have 
been  untainted  with  fraud,  conveyed  no  interest  in  the  extended  pat- 
ent to  Judson,  or  to  Goodvear  and  his  licensees.  There  is  no  word 
of  grant  or  conveyance  in  it.  It  does  not  purport  to  give  a  license 
directly  to  Goodyear  or  his  licensees.  It  gives  Judson  no  power  to 
grant  licenses  to  any  one. 

II.  The  paper  of  the  5th  of  September,  1850,  offered  a  license  to 
no  persons  except  those  who  had  a  right  to  use  the  Chaffee  patent  at 
the  time  of  its  extension. 

Hartshorn  had  no  license  to  use  the  inventions  of  either  Goodyear 
or  Chaffee  during  the  original  term  of  the  Cliaffee  patent.  His  liceuse 
to  use  Goodyear's  inventions  was  given  on  the  1st  of  February,  1851. 

III.  The  legal  title  of  the  patent  remained  in  Chaffee,  and  any  ac- 
tion at  law  for  an  infringement  must  have  been  brought  in  his  name, 
before  his  assignment  to  the  defendant  in  error. 

IY.  The  instrument  bearing  date  November  12,  1851,  being  be- 
tween the  same  parties,  aud  having  relation  to  the  same  subject-mat- 
ter, and  purporting  to  be  made  for  the  purpose  of  correcting  errors 
and  omissions  in  the  instrument  of  September  5, 1850,  the  two  must 
be  taken  together  as  one  instrument,  and  be  so  construed. 

V.  This  instrument  makes  clear  what  was  of  doubttul  construction 
in  the  former  paper,  and  defines  aud  limits  the  power  of  Judson,  and 
the  rights  and  interests  which  Goodyear  and  his  licensees  were  to 
receive,  and  sets  forth  the  conditions  on  which  they  were  to  receive 
them. 

Judson  is,  for  the  first  time,  empowered  to  grant  licenses  as  Chaf- 
fee's attorney,  and  Goodyear  and  his  licensees  are  to  have  licenses 
through  Judsou,  solely  upon  the  condition  of  their  severally  contrib- 
uting their  share  of  the  amount  due  Judson  for  services  and  expenses. 

Judson  was  not  empowered  to  license  any  others  but  the  Goodyear 
licensees. 

With  respect  to  all  other  persons,  the  power  to  license  was  annex- 
ed to  the  legal  title,  which  remained  in  Chaffee.  Judson  was  author- 
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ized  to  sue  infringers,  but  he  was  not  required  to  do  so.  If  the 
Goodyear  licensees  should  not  comply  with  the  condition  on  which 
they  were  to  receive  a  license  to  use  the  Chaffee  patent,-  they  might 
be  sued  as  infringers,  and  Judson  could  reimburse  himself  out  of  the 
damages,  or  by  compromising  the  suit  by  giving  them*  a  license  on 
the  terms  required.  Chaffee  had  a  right  to  impose  this  or  any  other 
condition,  and  he  was  interested  in  having  this  condition  performed, 
as  he  would  thereby  be  relieved  from  his  debt  to  J  udson. 

VX  So  far  as  regards  the  rights  of  Chaffee,  Goodyear  and  his 
licensees,  and  Judson,  this  instrument  is  a  substitute  for  the  provis- 
ions respecting  the  same  subject-matter  in  that  of  September  5, 1850. 

These  parties  are  bound  by  the  facts  recited  in  it,  or  which  are 
necessarily  to  be  inferred  from  it. 

VII.  Neither  of  these  instruments  gives  Judson  any  interest  in  the 
patent  itself,  or  in  the  profits  of  the  patent,  nor  do  they  give  him  a  right 
to  use  it,  or  to  license  others  to  use  it,  except  upon  conditions  prec- 
edent, clearly  and  distinctly  specified.  Chaffee  intended  to  give  him 
security  for  the  debt  due  him,  and  pointed  out  the  fund  from  which 
the  debt  was  to  be  paid,  if  the  parties  named  should  keep  their  agree- 
ment; and  Judson  took  for  his  security  a  mere  power  to  collect  his 
dues  out  of  this  fund  by  selling  licenses,  or  by  suing  for  damages. 
The  only  interest  which  Judson  took  was  in  the  money  which  might 
be  produced  by  licenses  or  by  suit,  and  to  the  extent  of  his  claim  for 
money  advanced  for  services  and  expenses. 

VIII.  This  instrument  of  November  12,  1851,  was  also  executory, 
and  is  governed  by  the  rules  of  law  applicable  to  contracts  executory 
in  their  nature,  and  to  powers. 

So  far  a«  the  licenses  were  concerned,  Chaffee  was  the  contracting 
party  on  the  one  part,  and  Goodyear  and  his  licensees  on  the  other. 
The  contract  was  not  executed  until  the  licensees  had  complied  with 
the  conditions  under  which  they  were  to  have  a  license,  and  Chaffee 
parted  with  nothing  until  such  performance  by  them.  If  they  neg- 
lected or  refused  to  comply,  his  right  of  rescission  was  perfect. 

So  far  as  Judson  was  concerned,  he  held  merely  a  power,  from  the 
proceeds  of  the  execution  of  which  he  was  to  be  paid ;  and  to  that 
extent  the  power  operated  as  a  security,  and  such  power  was  revo- 
cable at  any  time,  upon  payment  of  the  amount  of  the  debt. 

Powers  to  sell  on  mortgages  are  declared  to  be  irrevocable  in 
terms,  but  the  deed  and  power  together  are  cancelled  by  payment 
of  the  mortgage  debt. 

A  power  taken  for  security  is  revocable  by  the  death  of  the  gran- 
tor of  the  power.    Hunt  v.  Rousnuinicrc's  Executors,  8  Wheat.,  174. 
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It  is  also  revocable  by  the  party  giving  it.  Mansfield  v.  Mansfield, 
6  Conn.,  559. 

In  this  case,  the  principles  of  the  former  case  are  adopted  and  car- 
ried out  to  their  legitimate  conclusions. 

A  power  is  irrevocable  only  when  there  is  an  express  stipulation 
that  it  shall  be  irrevocable,  and  when  the  agent  has  an  interest  in  its 
execution.  Both  of  these  circumstances  must  concur.  Story  on 
Agency,  sec.  470. 

The  interest  ceased  when  Judson  was  offered  the  money  for  all 
•  his  disbursements  and  services.  There  is  no  stipulation  in  the  power 
of  the  12th  of  November,  1851,  that  it  shall  be  irrevocable. 

IX.  It'  the  paper  of  5th  of  September,  1850,  be  construed  to  give 
a  license  directly  to  Goodyear  and  his  licensees,  upon  their  paying 
the  expenses  and  unnuity,  then  such  license  is  revocable  if  the  con- 
ditions be  not  performed. 

The  instrument  contains  no  words  of  grant  or  conveyance  known 
to  the  common  law.  There  are  no  covenants  which  would  create 
an  estoppel. 

The  Goodyear  licensees  obtained  nothing  more  than  a  license,  not 
connected  with  any  grant,  or  made  part  of  any  grant.  Such  a  license 
is  revocable  at  common  law.    Thomas  v.  Loi'cll,  Vaughan,  351. 

"A  dispensation  or  license  properly  passeth  no  interest,  nor  alters 
nor  transfers  property  in  anything,  but  only  makes  an  action  lawful 
which  without  it  would  have  been  unlawful."  Wood  v.  Ledbittcr,  13 
M.  &  W.,  843. 

"A  license  is  in  its  nature  revocable." 

X.  Hartshorn  &  Co.  were  not  within  the  class  of  persons  described 
in  the  paper  of  the  5th  of  September,  1850,  nor  in  the  class  to  whom 
Judson  was  authorized  to  give  licenses  by  the  paper  of  the  12th  of 
.November,  1851. 

XI.  The  question  of  the  performance  of  the  condition  of  the  papers 
of  September  5,  1850,  and  November  12,  1851,  after  the  papers  had 
been  construed  by  the  court,  was  a  question  of  fact  for  the  jury. 

XII.  If  the  jury  had  found  that  there  was  a  failure  on  the  part  of 
Judson  and  of  Goodyear  and  his  licensees  to  perform  their  part  of  the 
agreement  of  September  5,  1850;  that  the  annuity  had  not  been 
paid;  that  the  Shoe  Associates  knew  of  the  noii-payment ;  that  Jud- 
son was  the  agent  of  Goodyear  and  his  licensees  in  making  the  paper 
of  12th  of  November,  1851,  and  of  the  Shoe  Associates  in  all  matters 
relating  to  the  Chaffee  patent  since  its  extension;  and  that  there  had 
been  an  offer  in  good  faith  to  repay  Judson  all  that  had  been  ex- 
pended by  himself  or  advanced  by  the  Shoe  Associates,  on  account  of 
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this  extended  patent, — then,  npon  these  tacts,  the  revocation  of  the 
powers  given  to  Judson,  and  the  rescission  of  those  contracts,  was 
proper  on  the  part  of  Chaffee. 

The  instrument  of  revocation,  the  tender  of  all  sums  due  to  Judson, 
and  the  notice  to  Hartshorn  &  Co.  were  sufficient. 

Xin.  The  title  did  not  pass  from  Chaffee  by  the  contracts  of  May 
23,  1850,  September  5,  1850,  and  November  12, 1851,  in  connection 
with  the  instrument  executed  between  Goodyear  aud  his  licensees, 
dated  July  1,  1848,  in  consideration  of  Judson's  agreement  in  the 
paper  of  September  5,  1850,  according  to  tha  prayer  for  instruction 
to  the  jury,  which  is  made  the  subject  of  exception  1. 

XIV.  One  test  of  the  right  of  rescission  or  revocation,  is  to  inquire 
whether  the  contract  is  one  that  a  court  of  equity  would  specifically 
enforce,  under  the  circumstances  existing  at  the  time  the  rescission 
or  revocation  is  sought  to  be  made. 

"The  rules  of  law  relating  to  specific  performance,  and  those  ap- 
plied to  the  rescission  of  contracts,  although  not  identically  the  same, 
have  a  near  affinity  to  each  other."  Bonce's  Executors  v.  Grundy,  3 
Peters,  210,  216. 

The  remaining  points  are  omitted. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court 

This  is  a  writ  of  error  to  the  judgment  of  the  Circuit  Court  of  the 

United  States,  holden  by  the  district  judge  in  and  for  the  District  of 

Rhode  Island. 

The  action  was  brought  bv  Dav  against  the  defendants  below,  for 
an  alleged  infringement  of  a  patent  for  the  preparation  and  applica- 
tion of  India-rubber  to  cloths,  granted  to  K.  M.  Chaffee,  August  31, 
1836,  and  renewed  for  seven  jears  from  the  31st  August.  1850.  The 
plaintiff  claimed  to  be  the  assignee  of  the  patent  from  Chaffee.  The 
defendants  sought  to  protect  themselves  under  a  license  derived  from 
Charles  Goodyear,  whom  they  insisted  was  the  owner,  and  not  Day, 
of  the  renewed  patent.  Goodyear  became  the  owner  of  the  unex- 
pired term  of  the  original  patent  on  the  28th  July,  1844,  and  on  the 
same  day  granted  to  certain  persons,  called  u  The  Shoe  Associates," 
the  exclusive  use  of  all  his  improvements  in  the  manufacture  of  India- 
rubber,  patented  or  to  be  patented,  during  the  term  of  any  patents 
or  renewals  which  he  might  own,  or  in  which  he  might  be  interested, 
"so  far  as  the  same  are,  or  may  be,  applicable  to  the  manufacture  of 
boots  and  shoes." 

The  defendants  claimed  a  license  under  the  Shoe  Associates. 

Chaffee,  the  original  patentee,  made  application  to  the  Commis- 
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sioner  of  Patents,  the  22d  May,  1850,  for  the  renewal  of  his  patent, 
in  which  he  states  that  the  then  present  owners  were  willing  and  de- 
sirous that  it  should  be  renewed,  and  in  that  event  that  they  ought 
to  make  him  further  compensation  for  the  invention.  And  on  the 
next  day,  23d  May,  1850,  he  entered  into  an  agreement  with  Good- 
year, in  which  he  stipulated  to  convey  to  him  the  patent,  on  its 
renewal  for  the  extended  term,  in  consideration  of  three  thousand 
dollars. 

There  seems  to  have  been  some  agreement  or  understanding  that 
the  then  owners  of  the  patent,  and  their  licensees,  should  be  at  the 
expense  of  the  renewal. 

William  Judson  had  become  interested  in  one-eighth  of  the  patent 
in  1846,  by  an  assignment  from  Goodyear;  and  in  1848,  he,  in  con- 
junction with  Seth  P.  Staples,  was  appointed  by  Goodyear  his  attor- 
ney and  agent,  in  taking  out,  renewing,  extending,  and  defending 
his  patents;  and  a  fund  was  provided  by  Goodyear  for  defraying  the 
expenses  of  these  proceedings,  and  placed  in  the  hands  of  Judson. 
By  the  consent  of  Goodyear,  Judson  subsequently  became  his  sole 
agent  and  trustee  of  the  fund  for  the  purposes  mentioned. 

The  patent  was  renewed,  in  pursuance  of  the  application,  on  the 
30th  August,  1850.  Soon  after  this  renewal,  to  wit,  on  the  5th  Sep- 
tember, 1850,  an  agreement  was  entered  into  between  Chaffee  and 
Judson,  which  recites  the  renewal,  and  that  the  expenses  were  large, 
and  also  that  at  the  time  of  the  renewal  the  patent  was  held  by  Good- 
year for  the  benefit  of  himself  and  his  licensees;  and,  further,  that 
he  had  agreed  with  Chaffee,  for  himself  and  those  using  the  patent 
under  him,*  that  they  would  be  at  the  expense  of  the  extension,  and 
make  an  allowance  to  him  (Chaffee)  of  31.200  per  annum,  payable 
quarterly,  during  the  period  of  the  extension;  and  reciting  also* that 
Judson  had  had  the  management  of  tbe  application  for  the  renewal, 
and  had  paid,  and  became  liable  to  pay,  the  expenses  thereof,  and 
had  agreed  to  guarantee  the  payment  of  the  annuity  of  $1,200;  and 
the  agreement  then  provided  as  follows:  "Now,  I  (Chaffee)  do  here- 
by, in  consideration  of  the  premises,  and  to  place  my  patent  so  that 
in  case  of  my  death,  or  other  accident  or  event,  it  may  inure  to  the 
benefit  of  said  Charles  Goodyear,  and  those  who  hold  a  right  to  the 
use  of  .said  patent,  under  and  in  connection  with  his  licensees,  accord- 
ing to  the  understanding  of  the  parties  interested,  nominate,  constitute, 
and  appoint  said  William  Judson  my  trustee  and  attorney  irrevoca- 
ble, to  hold  said  patent  and  have  the  control  thereof,  so  as  no  one 
shall  have  a  license  to  use  said  patent  or  invention,  or  the  improve- 
ments secured  thereby,  other  than  those  who  had  a  right  to  use  the 
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same  when  said  patent  was  extended,  without  the  written  consent  of 
said  Judson  first  had  and  obtained." 

At  the  close  of  the  agreement,  Judson  stipulates  with  Chaffee  to 
pay  all  the  expenses  of  the  renewal,  and  also  the  annuity  of  81,200; 
and  also  to  be  at  all  the  expense  of  sustaining  and  defending  the  pat- 
ent ;  and  Chaffee  reserves  to  himself  the  right  to  use  the  improvement 
in  his  own  business. 

This  contract  was  entered  into  without  the  privity  of  Goodyear, 
and  changed  materially  the  terms  and  conditions  of  that  made  by 
him  with  Chaffee  on  the  28d  May.  He  was  at  first  dissatisfied  with 
the  change  when  it  came  to  his  notice,  hut  afterwards  acquiesced. 

The  contract  continued  in  operation  down  to  the  12th  November, 
1851,  when  a  modification  of  the  same  took  place. 

This  last  contract  recites  that  there  was  an  omission  in  that  of  6th 
September,  in  not  stating  that  if  the  said  licensees  continued  to  use 
the  improvements,  they  should  pay  their  just  proportion  of  the  ex- 
penses and  services  in  obtaining  the  renewal,  which  it  was  intended 
they  should  pay  to  Judson ;  and  recites  also  that  there  was  no  stipu- 
lation on  the  part  of  Judson  to  pay  Chaffee  $1,500  per  annum,  as 
claimed  by  him;  and  it  is  then  agreed  that  the  licensees  shall  pay 
their  share  of  the  expenses  to  Judson,  as  a  condition  to  the  granting 
of  a  license  by  him  to  them ;  and  that,  on  the  payment  of  such  share 
of  the  expenses,  a  license  shall  be  granted  to  them.  And  it  was  fur- 
ther agreed,  that  Judson  should  pay  Chaffee  the  £1,500  per  annum ; 
and  also  that  Judson  might  use  Chaffee's  name  in  the  prosecution  of 
infringements  of  the  patent,  or  for  any  other  purpose  in  relation  to 
the  use  of  it,  he  holding  Chaffee  harmles?  from  all  costs,  &c,  and  he 
(Judson)  to  have  all  the  benefits  to  be  derived  from  said  suits. 

It  will  be  perceived,  that  the  only  provision  in  this  agreement  dif- 
fering from  that  of  6th  September,  in  which  Chaffee  has  any  interest, 
is  the  one  providing  for  an  annuity  of  $1,500,  instead  of  the  $1,200. 
All  the  other  provisions  are  for  the  benefit  of  Judson.  This  annuity 
was  paid  down  to  the  1st  December,  1852,  when  some  difficulty  arose 
between  Judson  and  Chaffee,  and  the  payment  ceased. 

And  on  the  1st  July  thereafter,  Chaffee  undertook,  in  consequence 
of  this  default,  to  revoke  and  annul  the  power  and  control  of  Judson 
over  the  patent,  and  to  forbid  his  acting  in  any  way  or  mauner  under 
the  agreements  of  the  6th  September  and  of  the  12th  November, 
above  referred  to ;  and  on  the  same  day,  for  the  consideration  of 
$11,000,  assigned  the  renewed  patent  to  Day,  the  plaintiff'  in  this 
suit.  Day,  on  the  2d  July,  1853,  gave  notice  to  Judson  of  the  assign- 
ment, offering  to  pay,  at  the  same  time,  all  sums  there  might  be  dno 
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him,  if  any  there  were,  for  moneys  advanced  in  procuring  the  exten- 
sion of  the  patenter  in  any  other  way  paid  for  Chaffee  on  account 
of  said  patent.  The  above  is  the  substance  of  the  case,  as  appears 
from  the  written  agreements  of  the  parties  in  the  record.  The  ques- 
tions involved  turn  essentially  upon  the  points — 

1.  As  to  the  operation  and  etfect  to  be  given  to  the  three  agree- 
ments which  have  been  referred  to,  and  especially  of  that  of  the  6th 
September,  1850,  between  Chaffee  and  Judson ;  and 

2.  The  force  and  effect  of  the  attempted  rescindment  of  these  agree- 
ments by  Chaffee,  on  the  1st  July,  1853,  on  account  of  the  neglect  or 
refusal  of  Judson  to  pay  the  annuity  of  $1,500. 

1.  It  is  not  important  to  examine  particularly  the  agreement  between 
Goodyear  and  Chaffee  of  23d  of  May,  as  that  was,  in  effect,  supersed- 
ed by  the  one  entered  into  with  Judson,  the  6th  of  September,  to  which 
Goodyear  afterwards  assented. 

It  is  important  only  as  leading  to  the  latter  agreement,  and  may 
therefore  assist  in  explaining  its  provisions. 

By  this  first  agreement,  Chaffee  bound  himself  to  assign  to  Good- 
year the  renewed  patent,  as  soon  as  it  was  obtained,  for  the  consid- 
eration of  $3,000.  Goodyear  became  thus  equitably  entitled  to  the 
entire  interest  in  the  patent  during  the  extended  term,  and  could 
have  invested  himself  with  the  legal  title  on  the  payment,  or  offer  to 
pay  the  three  thousand  dollars,  had  he  not  subsequently  acquiesced 
in  the  modification  of  it  with  Judson.  Judson  was  the  owner,  joint- 
ly with  Goodyear,  of  one-eighth  of  the  patent.  He  was  also  the 
agent  and  attorney  of  Goodyear,  generally,  in  his  applications  for 
patents,  in  obtaining  renewals,  and  in  the  litigation  growing  out  of 
the  business ;  and  was  the  trustee  of  a  fund  provided  by  Goodyear  to 
meet  the  expenses.  It  was,  doubtless,  on  account  of  this  interest  of 
Judson  in  the  improvement,  and  his  general  authority  from  Goodyear 
in  the  management  of  his  patent  concerns,  that  led  him  to  enter 
into  the  new  arrangement  with  Chaffee,  of  the  6th  September,  in  the 
absence  of  his  principal.  Goodyear  might  have  repudiated  it,  aud 
insisted  upon  the  fulfillment  of  the  first  agreement.  He  thought  fit, 
however,  after  a  full  knowledge  of  the  facts,  to  acquiesce ;  and  his 
rights,  therefore,  and  those  claiming  under  him,  must  depend  upon 
this  second  agreement. 

In  respect  to  this  agreement,  whether  the  title  which  passed  from 
Chaffee,  in  the  renewed  patent  to  Judson,  was  legal  or  equitable,  the 
court  is  of  opinion  that  the  entire  interest  aud  ownership  in  the  same 
passed  to  him,  for  the  benefit  of  Goodyear  and  those  holding  rights 
and  licenses  under  him.  The  instrument  is  very  inartiticially  drawn, 
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bat  the  intent  and  object  of  it  cannot  be  mistaken.  Chaftee,  in  con- 
sideration of  the  premises,  which  included  the  annuity  of  §1,200, "  and 
[in  his  own  language]  to  place  my  [his]  patent  so  that  in  case  of  death, 
or  other  accident  or  event,  it  [the  patent]  may  inure  to  the  benefit  of 
said  Charles  Goodyear,  and  those  who  hold  a  right  to  the  use  of  said 
patent,  under  and  in  connection  with  his  licensees,"  &c,  nominates  and 
appoints  "  said  William  Judson  my  trustee  and  attorney  irrevocable, 
to  hold  said  patent  and  have  the  control  thereof,  so  that  no  one  shall 
have  a  license,  &c,  other  than  those  who  had  a  right  to  use  the  same 
when  said  patent  was  extended,  without  the  written  consent  of  said 
J  udson  ;  "  and,  at  the  close  of  the  agreement,  he  reserves  the  right  to 
use  the  improvement  in  his  own  business.  At  this  time,  as  we  have 
seen,  Judson  was  the  owner  of  one-eighth  of  the  patent,  and  was  the 
general  agent  and  attorney  of  Goodyear  in  all  his  patent  business 
transactions.  It  is  apparent  that  the  only  interest  in  the  patent  left 
in  Chaffee  was  the  right  reserved  for  his  own  personal  use.  The 
annuity  and  indemnity  against  the  expenses  of  the  renewal  were  the 
compensation  received  by  him  for  parting  with  the  improvement. 
The  contract  of  the  12th  of  November  has  no  material  bearing  upon 
this  part,  of  the  case.  Most  of  the  provisions  wore  for  the  benefit  of 
Judson,  in  relation  to  the  licensees  under  Goodyear.  The  only  pro- 
vision important  to  Chaftee  is  the  stipulation  for  the  increased  annu- 
ity of  $1,500. 

2.  Then,  as  to  the  attempted  rescindment  of  the  contracts.  The 
agreement  of  6th  of  September  had  been  in  force  from  its  date  down 
to  the  1st  of  July,  1853,  a  period  of  two  years  and  nearly  ten  months. 
During  all  this  time,  the  licensees  of  Goodyear  at  the  date  of  the 
renewal  of  the  patent,  and  those  whom  Judson  may  have  granted  a 
license  to  since  the  renewal,  had  a  right  to  use  the  improvement,  and 
especially  the  Shoe  Associates,  referred  to  in  their  agreement  with 
Goodyear,  1st  of  July,  1848.  Besides  this  stipulation  with  Goodyear, 
their  right  was  expressly  recognized  by  Chaffee  himself,  in  the  agree- 
ment with  Judson  of  6th  of  September. 

The  effect  of  the  rescindment  as  claimed,  and  which  would  be  nec- 
essary to  enable  the  plaintiff  to  succeed  in  his  action  against  the  de- 
fendants, would  be  to  break  up  the  business  of  these  licensees,  by 
divesting  them  of  their  rights  under  this  agreement — rights  acquired 
under  it  from  all  parties  connected  with  or  concerned  in  the  patent, 
aud  especially  from  Chaffee,  the  patentee,  who  placed  it  in  the  bauds 
of  Judson,  for  the  benefit  of  Goodyear  and  those  holding  uuder  him. 
The  effect  would  also  be  to  deprive  Goodyear  or  Judson,  or  whichever 
of  them  had  paid  the  expenses  of  obtaiuiug  the  renewal,  of  the  equiv- 
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alent  for  those  expenses,  except  as  they  might  have  a  personal  rem- 
edy against  Chaffee.  To  the  extent  above  stated,  the  agreement  of 
the  6th  of  September  was  already  executed,  and,  in  respect  to  parties 
concerned,  the  abrogation  would  work  the  most  serious  consequences. 

As  we  have  already  said,  the  ground  upon  which  the  right  to  put 
an  end  to  the  agreement  is  the  refusal  to  pay  the  annuity  of  $1,500 
after  December,  1852.  Judsou  proposed  to  Chaffee  to  resume  the 
payment  in  June,  1853,  which  was  declined ;  but  we  attach  no  im- 
portance to  this  fact,  especially  as  we  are  in  a  court  of  law.  But,  in 
looking  into  the  agreements  of  the  6th  of  September,  and  also  the 
one  of  the  12th  of  November,  the  court  is  of  opinion  that  the  pay- 
ment of  the  annuity  was  not  a  condition  to  the  vesting  of  the  interest  • 
in  the  patent  in  Judson,  and  of  course  that  the  omission  or  refusal  to 
pay  did  not  give  to  Chaffee  a  right  to  rescind  the  contract,  nor  have 
the  effect  to  remit  him  to  his  interest  as  patentee.  The  right  to  the 
annuity  rested  in  covenant,  under  the  agreement  of  the  12th  of  No- 
vember. One  of  the  objects  of  that  agreement  was  to  obtain  from 
Judson  this  covenant.  From  the  terms  and  intent  of  the  agreement, 
the  remedy  for  the  breach  could  rest  ouly  upon  the  personal  obliga- 
tion of  Judson,  as,  by  the  previous  one  of  the  6th  of  September,  the 
interest  in  the  patent  had  passed  to  Goodyear  and  his  licensees,  and 
no  default  or  act  of  Judson  could  affect  them.  Chaffee  chose  to  be 
satisfied  with  the  covenant  of  Judson,  without  stipulation  or  condition 
as  it  respected  the  other  parties,  and  he  must  be  content  with  it 

The  cases  of  Brooks  v.  Stolhj,  3  McLean,  526,  and  Woodworth  v. 
Weedy  1  Blatchford,  165,  have  no  application  to  this  case. 

The  attempt  to  rescind  the  contracts,  being  thus  wholly  inopera- 
tive and  void,  in  the  opinion  of  the  court,  of  course  no  interest  in  the 
patent  passed  to  Day,  under  the  assignment  of  the  1st  of  July,  1853. 

Evidence  was  given  on  the  trial  in  the  court  below,  for  the  purpose 
of  proving  that  the  agreement  of  the  6th  of  September  was  procured 
from  Chaffee  by  the  fraudulent  representations  of  Judson,  which  was 
objected  to,  but  admitted. 

The  general  rule  is,  that,  in  an  action  upon  a  sealed  instrument  in 
a  court  of  law,  failure  of  consideration,  or  fraud  in  the  consideration, 
for  the  purpose  of  avoiding  the  obligation,  is  not  admissible  jus  between 
parties  and  privies  to  the  deed ;  and  more  especially  where  there 
has  been  a  part  execution  of  the  contract.  The  difficulties  arc  in  ad- 
justing the  rights  and  equities  of  the  parties  in  a  court  of  law;  and 
hence,  in  the  States  where  the  two  systems  of  jurisprudence  prevail, 
of  equity  and  the  common  law,  a  court  of  law  refuses  to  open  the 
question  of  fraud  in  the  consideration,  or  in  the  transaction  out  of 
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which  the  consideration  arises,  in  a  suit  upon  the  sealed  instrument, 
hut  turns  the  party  over  to  a  court  of  equity,  where  the  instrument 
can  he  set  aside  upon  such  terms  as,  under  all  the  circumstances,  may 
he  equitable  and  just  between  the  parties.  A  court  of  law  can  hold 
no  middle  course;  the  question  is  limited  to  the  validity  or  invalid- 
ity of  the  deed. 

Fraud  in  the  execution  of  the  instrument  has  always  been  admitr 
ted  in  a  court  of  law,  as  where  it  has  been  misread,  or  some  other 
fraud  or  imposition  has  been  practiced  upon  the  party  in  procuring 
his  signature  and  seal.  The  fraud  in  this  aspect  goes  to  the  question 
whether  or  not  the  instrument  ever  had  any  legal  existence.  2  J. 
R,  177;  13  Id.,  430;  5  Cow.,  506;  4  Wend.,  471 ;  6  Munf.,  358; 
2  Rand.,  426 ;  10  S.  &  R,  25 ;  14  Id.,  208  ;  1  Ala.,  100;  7  Mo.,  424  ; 
4  Dev.  &  Bat.,  436;  C.  and  EL,  Notes,  part  2,  p.  615,  note  306,  cd. 
Gould  &  Banks,  1850. 

It  is  said  that  fraud  vitiates  all  contracts,  and  even  records,  which 
is  doubtless  true  in  a  general  sense.  But  it  must  be  reached  in 
some  regular  and  authoritative  mode ;  and  this  may  depend  upon  the 
forum  in  which  it  is  presented,  and  also  upon  the  parties  to  the  liti- 
gation. A  record  of  judgment  may  be  avoided  for  fraud,  but  not 
between  the  parties  or  privies  in  a  court  of  law. 

The  case  in  hand  illustrates  the  impropriety  and  injustice  of  admit- 
ting evidence  of  fraud  to  defeat  agreements  of  the  character  in  ques- 
tion in  a  court  of  law.  We  have  a  record  before  us  of  1,055  closed- 
printed  pages  of  evidence  submitted  to  the  jury,  and  a  trial  of  the 
duration  of  some  six  weeks.  Goodyear  and  his  licensees  had  acquir- 
ed vested  and  valuable  rights  under  the  agreements  in  this  patent,  and 
who  were  in  no  way  privy  to,  or  connected  with,  the  alleged  fraud, 
nor  parties  to  this  suit ;  and  yet  it  is  assumed,  and  without  the  as- 
sumption the  fraud  would  bo  immaterial,  that  the  effect  of  avoiding 
the  agreements  would  be  to  abrogate  these  rights.  They  bad  been 
in  the  enjoyment  of  them  for  nearly  three  years,  and  may  have  in- 
vested large  amounts  of  capital  in  the  confidence  of  their  validity. 
They  were  derived  from  Chaffee  himself,  the  patentee  of  the  improve- 
ment. A  court  of  equity,  on  an  application  by  him  set  to  aside  the 
agreements  on  the  ground  of  fraud,  would  have  required  that  these 
third  parties  in  interest  should  have  been  made  parties  to  the  suit 
and  would  have  protected  their  rights,  or  secured  them  against  loss, 
if  it  interfered  at  all,  upon  the  commonest  principles  of  equity  juris- 
prudence. 

Some  slight  evidence  was  given  in  the  court  below  upon  the  ques- 
tion whether  the  agreement  of  the  6th  of  September  was  sealed  at 
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the  time  of  the  execution.  But  the  instrument  produced  was  sealed, 
and  is  recited  in  the  subsequent  agreement  of  the  12th  of  November 
as  an  agreement  signed  and  sealed  by  the  parries. 

A  question  was  also  made  as  to  the  authority  of  the  Shoe  Asso- 
ciates to  grant  a  license  to  the  defendants.  But  thev  held  under 
Goodyear  the  right  to  the  exclusive  use  of  the  improvement  for  the 
manufacture  of  boots  and  shoes.  They  were  competent,  therefore,  to 
confer  the  right  upon  the  defendants.  Besides,  the  point  is  not  ma- 
terial in  the  view  the  court  have  taken  of  the  case,  as  upou  that  view 
no  interest  in  the  patent  vested  in  the  plaintiff  under  the  assignment 
from  Chaffee. 

It  will  be  seen,  by  a  reference  to  the  bill  of  exceptions,  that  upon 
our  conclusions  in  respect  to  several  points  raised  in  the  case,  the  rul- 
ings in  the  court  below  were  erroneous,  and  consequently  the  judg- 
ment must  be  reversed,  and  a  venire  de  novo  awarded. 


Isaac  Brown,  appellant,  v.  Joseph  P.  Shannon  et  al. 

(20  Howard,  55.) 

1.  Where  a  bill  h  tiled  to  enforce  the  specific  execution  of  a  contract  in  relation 

to  the  use  of  a  patent-right,  this  court  has  no  appellate  jurisdiction,  unless 
the  matter  in  controversy  exceeds  two  thousand  dollars. 

2.  The  jurisdiction,  whore  the  l»ill  is  founded  upon  a  contract,  differs  materially 

from  the  jurisdiction  on  a  bill  to  prevent  the  infringement  of  the  monopoly 
of  the  patentee,  or  of  those  claiming  under  him  by  legal  assignments,  and  to 
protect  them  in  their  rights  to  the  exclusive  use. 

3.  The  penalty  of  the  bond  taken,  when  an  injunction  is  awarded,  is  no  evidence 

of  the  amount  or  value  in  dispute. 

This  was  an  appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Maryland. 

The  case  is  stated  in  the  opinion  of  the  court. 

It  was  argued  by  Mr.  Schley,  for  the  appellant,  and  submitted  od  a 
printed  argument  by  Mr.  Ditrobe  and  Mr.  Gwinn,  for  the  defendants. 

Mr.  Chief  Justice  Taney  delivered  the  opinion  of  the  court. 

This  is  an  appeal  from  the  decree  of  the  Circuit  Court  for  the  Dis- 
trict of  Maryland. 

The  bill  was  filed  by  Joseph  L\  Shannon  &  Company,  Gelston  & 
Matthews,  Lapouraillc  &  Maughlin,  and  Griffiss  &  Cate,  who  com- 
posed four  different  partnership  firms  in  the  city  of  Baltimore,  sep- 
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arately  engaged  in  the  business  of  planing,  who  all  joined  in  the  bill 
of  complaint  against  Brown,  the  appellant,  praying  that  he  might  be 
enjoined  from  the  use  of  certain  planing-machines,  mentioned  in  the 
bill,  in  the  city  of  Baltimore.  Upon  the  hearing,  a  perpetual  injunc- 
tion was  granted  accordingly,  and  from  that  decree  this  appeal  was 
taken. 

From  the  manner  in  which  the  bill  is  framed,  there  is  some  diffi- 
culty in  determining  whether  the  complainants  are  seeking  the  aid  of 
this  court  to  prohibit  the  infringement  of  a  patent-right  assigned  to 
them,  or  to  enforce  the  specific  execution  of  two  contracts  with  the 
appellant,  exhibited  with  the  bill ;  for  the  right  claimed  under  the 
patent,  and  the  right  claimed  under  the  contracts,  are  so  mingled  to- 
gether in  the  statements  and  allegations  of  the  complainants,  as  to 
leave  some  doubt  upon  that  point.  And  the  first  question,  therefore, 
for  this  court  to  determine  is,  upon  which  of  these  two  grounds  does 
the  bill  seek  for  relief?  The  jurisdiction  of  the  Circuit  Court  in  the 
one  case  is  materially  different  from  its  jurisdiction  in  the  other; 
and  while  this  court  can  exercise  no  appellate  power  in  a  case  aris- 
ing under  contracts  like  those  exhibited,  unless  the  amount  or  value 
of  the  matter  in  controversy  exceeds  two  thounand  dollars,  it  may 

»/  7  ft/ 

yet  lawfully  exercise  its  appellate  jurisdiction  when  afar  less  amount 
ifl  in  dispute,  if  the  party  is  proceeding,  either  at  law  or  in  equity,  for 
the  infringement  of  a  patent-right  to  which  he  claims  to  be  entitled. 
Upon  looking,  however,  carefully  into  the  bill,  we  think  it  must  be 
regarded  and  treated  as  a  proceeding  to  enforce  the  specific  execu- 
tion of  the  contracts  referred  to,  and  not  as  one  to  protect  the  com- 
plainants in  the  exclusive  enjoyment  of  a  patent-right.  It  states  that 
three  of  the  partnership  firms  named  as  complainants — that  is  to  say, 
Joseph  P.  Shannon  k  Company,  Gelston  &  Matthews,  and  Lapouraille 
A  Maughlin— were,  by  regular  assignments,  entitled  to  the  exclusive 
use  of  WoodwornYs  planing-machine  in  the  State  of  Maryland,  east 
of  the  Blue  Ridge ;  that  the  appellant  h*td  used  these  machines  iu 
the  city  of  Baltimore  without  any  right  derived  from  the  patentee, 
and  that  in  consequence  of  this  infringement  of  their  rights  various 
suits  aud  controversies  had  taken  place  between  them  and  Brown, 
who  claimed  the  right  to  tise  the  machines  in  question  as  the  assignee 
of  a  patent  of  Emmons.  The  bill  then  proceeds  to  state,  that  in  order 
to  put  an  end  to  these  controversies  and  suits,  these  appelfeea  and 
the  appellant  entered  into  the  contract  of  the  19th  of  January,  1853, 
which  is  exhibited  with  the  bill. 

By  this  contract,  the  portion  of  the  appellees  of  which  we  are  now 
speaking,  and  the  appellant,  agreed  that  each  of  the  said  three  part- 
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nership  firms  and  the  appellant  should  have  the  right  to  use  the  Wood- 
worth  patent  at  one  establishment,  anywhere  within  the  territorial 
limits  above  mentioned,  not  exceeding  five  machines  at  such  estab- 
lishment; and  that  each  of  the  said  parties  should  also  have  the  right 
to  use  Emmons'  patent. 

There  are  other  stipulations  in  this  agreement,  which  it  is  not  ma- 
terial to  state  for  the  purposes  of  this  opinion. 

The  bill  further  states  that  Brown  afterwards,  on  the  15th  of  June, 
1853,  assigned  to  Grifliss  &  Gate,  the  other  complainant,  all  his  right  to 
use  the  Woodworth  patent,  which  right  he  had  derived  from  the  con- 
tract before  mentioned,  and  also  the  right  to  use  the  Emmons  pateut, 
the  right  to  which  he  had  derived  from  the  administrator  of  Emmons. 
This  contract  states  that  the  assignment  was  made  in  consideration  of 
fifteen  hundred  dollars  paid  the  appellant  by  Grifliss  &  Cate.  And 
the  complainants  allege  that  after  this  assignment  Brown  contin- 
ued to  use  the  said  five  machines  in  his  establishment  in  Baltimore, 
although  he  had  no  right  to  do  so,  as  they  were  all  Woodwortb's 
planing-machines;  and  that  he  is  not  only  a  wrong-doer  in  using  a 
patented  invention  without  a  license,  and  as  such  liable  to  be  re- 
strained by  a  court  of  equity,  but  that  such  use  is  a  fraud  upon  the 
parties  to  each  of  the  two  contracts  into  which  he  had  entered  as 
above  stated ;  that  the  object  of  the  contract  of  January  19,  1853, 
was  to  restrain  the  use  of  the  Woodworth  machine  and  the  Emmons 
machine,  so  far  as  that  right  was  to  be  used,  to  fo:ir  establishments 
in  the  city  of  Baltimore,  with  the  limited  number  of  machines  in 
each,  and  that  the  use  of  them  by  Brown,  after  he  had  substituted 
Grifliss  &  Cate  in  his  place,  was  a  fraud  upon  this  contract,  from  the 
binding  operation  of  which  he  could  not  withdraw  himself,  and  a 
fraud  also  upon  his  contract  with  Grifliss  &  Cate.  And  the  grav- 
amen of  the  bill,  and  the  ground  upon  which  relief  is  sought,  is 
summed  up,  in  the  paragraph  immediately  preceding  the  prayer  for 
relief,  in  the  following  words: 

"And  your  orators  are  further  advised  that  the  misconduct  of  the 
said  Brown  in  the  premises  is  a  fraud  upon  the  parties  to  the  agree- 
ment of  the  19th  of  January,  1853,  as  well  as  upon  the  parties  to  the 
agreement  of  the  15th  of  June,  1853,  which  it  is  the  peculiar  prov- 
ince of  a  court  of  equity  to  restrain." 

It  is  to  prevent  the  fraudulent  violation  of  these  contracts,  there- 
fore, that  the  complainants  seek  the  aid  of  the  court,  and  ask  for  an 
injunction  ;  and  it  being  a  proceeding  founded  on  a  contract  between 
the  parties,  this  court  has  no  uppellato  power,  unless  the  matter  in  con- 
troversy is  of  the  value  of  more  than  two  thousand  dollars.  Now, 
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the  matter  in  controversy  is  the  right  of  the  appellants  to  use  these 
five  machines  while  the  Wood  worth  patent  continued,  that  is,  until 
the  29th  of  December,  1856. 

But  it  appears  by  the  record  that  Brown  sold  this  right  to  Griffiss 
&  Cate  for  $£1,500.  Jle  admits  in  his  answer  that  he  sold  and  as- 
signed it  for  that  sum ;  nor  does  he  suggest  that  it  was  worth  more. 
The  establishment  of  Griffiss  &  Cate,  like  that  of  the  appellant,  was 
in  the  city  of  Baltimore.  And  if  $1,500  was  the  just  value  of  the 
right  in  controversy  on  the  15th  of  June,  1853,  there  is  no  reason 
for  supposing  that  it  was  worth  more  on  the  10th  of  October  in  that 
year,  when  this  bill  was  filed,  or  at  any  time  6ince.  On  the  contrary, 
the  period  for  the  duration  of  the  right  under  the  contract  was  daily 
diminishing  as  the  termination  of  the  patent  was  approaching,  and  a 
diminution  on  the  value  of  the  right  would  be  a  natural  and  neces- 
sary consequence.  It  is  evident,  therefore,  that  the  value  of  the  mat- 
ter in  controversy  is  not  sufficient  to  give  appellate  jurisdiction  to  this 
court. 

It  has,  however,  been  suggested,  in  the  argument  at  the  bar,  that 
the  value  may  be  estimated  by  referring  to  the  penalty  of  the  bond 
taken  by  the  Circuit  Court  when  the  injunction  was  granted.  But 
this  rule  would  be  entirely  too  vague  and  uncertain  for  judicial  pur- 
poses. It  is  the  practice  of  all  courts,  in  taking  bonds  of  this  descrip- 
tion, to  prescribe  a  penalty  more  than  enough  to  cover  all  possible 
damages  which  the  respondent  may  sustain  by  reason  of  the  injunc- 
tion. There  was  nothing  before  the  Circuit  Court  wheu  the  penalty 
in  this  case  was  prescribed  but  the  bill  of  the  complainants;  and  al- 
though the  bill  disclosed  a  controversy  where  the  matter  in  dispute 
was  worth  in  the  market  but  $1,500,  yet  when  the  answer  came  in, 
and  testimony  was  taken,  it  might  show  that  the  matter  in  dispute 
was  of  far  greater  value.  The  court  could  not  foresee  whether  this 
would  be  the  case  or  not,  and  hence  the  necessity  and  propriety  of 
prescribing  a  penalty  that  would  cover  all  possible  contingencies. 
The  respondent,  however,  as  we  have  said,  admits  that  he  sold  the 
privilege  now  in  dispute  for  the  sum  mentioned  in  the  bill,  and  does 
not  say  that  it  was  worth  more,  or  was  of  greater  value  in  his  hands 
than  in  those  of  Griffiss  &  Cate.  The  sum  mentioned  in  the  bill,  and 
for  which  the  privilege  in  question  was  sold  by  the  appellant,  must 
therefore  be  taken  as  the  true  value  of  the  matter  in  controversy, 
and  being  less  than  $2,000.  whatever  errors  may  be  apparent  in  the 
proceedings  and  decree  of  the  court  below,  we  have  yet  no  power 
under  the  act  of  Congress  to  revise  and  correct  them,  and  the  appeal 
must  be  dismissed  for  want  of  jurisdiction  in  this  court. 
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"William  B.  Dean,  appellant,  v.  Nathan  Mason  et  al. 

(20  Howard,  198.) 

1.  In  suits  for  the  infringement  of  .i  patent-right,  the  rule  of  damages  is  the 

amount  which  the  infringer  actually  realized  in  profits,— not  what  he  might 
have  made  by  reasonable  diligence. 

2.  After  a  bill  is  taken  pro  confesao  in  the  Circuit  Court,  a  motion  to  allow  an 

answer  to  be  filed  i«  addressed  to  the  discretion  of  the  court;  and  from  a  re- 
fusal so  to  do,  an  appeal  does  not  lie  to  this  court. 

3.  A  motion  to  dismiss  the  complainant's  bill,  upon  the  ground  that  he  had  part- 

ed with  Ills  interest,  was  properly  overruled,  because  such  assignment  was 
not  made  until  after  the  time  when  tlie  computation  of  profits  ended. 

This  was  an  appeal  from  the  Circuit  Court  of  the  United  States 
lor  the  District  of  Rhode  Island. 

The  bill  was  filed  bv  Nathan  Mason,  of  the  city  of  Providence,  in 
said  district,  planer  of  boards;  Charles  D.  Gould,  of  Albany,  in  the 
Sttite  of  New  York;  William  W.  Woodworth,  of  Hvde  Park,  in  the 
Northern  District  of  New  York,  as  he  is  administrator  of  William 
Woodworth,  late  of  the  city  of  New  York,  gentleman,  deceased,  and 
its  he  is  grantee  of  certain  exclusive  privileges  under  and  pursuant  to 
an  act  of  Congress,  as  is  hereinafter  fully  set  forth ;  James  G.  Wilson, 
formerly  of  the  city  of  Philadelphia,  and  now  of  Hastings,  in  the  State 
of  New  York,  gentleman ;  and  Richard  Borden  and  Jefferson  Bor- 
den, both  of  the  town  of  Fall  River,  and  District  of  Massachusetts, 
against  Dean,  of  the  city  of  Providence. 

The  facts  of  the  case  are  stated  in  the  opinion  of  the  court. 

It  was  argued  by  Mr.  Jcnckcs,  for  the  appellant,  and  by  Mr.  Payne, 
tor  the  appellees,  upon  which  side  there  was  also  a  brief  filed  by  Mr. 
B.  R.  Curtis  and  Mr.  Payne. 

Mr.  Jcnckes  made  the  following  points: 

1st.  The  rule  laid  down  by  the  court  in  both  decretal  orders,  for 
the  computation  of  profits,  is  erroneous.  It  is  not  in  accordance 
with  the  prayer  of  the  bill,  or  with  the  rule  of  law  in  such  cases,  as 
established  by  this  court.  The  rule  should  have  been  to  take  an 
account  of  the  actual  gains  and  profits  of  the  appellant,  during  the 
lime  his  machines  were  in  operation.  This  point  has  received  an 
express  adjudication  in  this  court. 

"In  a  suit  in  equity,  for  an  injunction  and  account  of  profits  of  a 
patented  machine,  the  defendant  is  accountable  only  for  what  profits 
he  actually  modi not  for  what,  by  diligence  and  skill,  he  might  have 
received."    Livingston  ct  al.  v.  Woodworth  ct  al,  15  How.,  546. 
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2d.  The  court  below  was  in  error  in  refusing  leave  to  the  defend- 
ant to  auswer  on  the  motion  to  set  aside  tho  decree  pro  confesso,  and 
allow  the  defendant  to  answer. 

3d.  The  court  below  should  have  dismissed  the  complainants'  bill, 
npou  the  proof  that  they  had  parted  with  all  their  interest  iu  the 
subject-matter  of  the  suit. 

4th.  The  court  below  was  in  error  in  refusing  leave  for  the  filing 
of  a  supplemental  bill  in  favor  of  Baker  &  Smith. 

They  had  clearly  succeeded  to  the  complainauts'  title,  and  their  pro- 
posed bill  contains  averments,  verified  by  their  oaths,  which  entitled 
them  to  the  relief  prayed  for.  The  defendant  below  had  started  his 
machines,  and  was  using  them  to  the  injury  of  the  owners  of  the 
patent.  No  process  of  contempt  could  be  moved  for  by  the  com- 
plainant Mason,  for  he  had  parted  with  his  interest.  The  proposed 
parties  complainant,  Baker  &  Smith,  were  entitled  to  the  benefit  of 
what  had  been  done  on  the  title  which  they  had  acquired.  Story 
Eq.  PL,  sees.  339,  349,  351 ;  Calvert  on  Parties  to  Suite  in  Eq.,  pp. 
90,  100. 

The  fact  that  an  interlocutory  decree  had  been  entered  upon  Mason's 
title  did  not  bar  his  grantees  who  had  purchased  that  title.  A  sup- 
plemental bill  may  be  filed  as  well  after  as  before  a  decree.  Story 
Eq.  PI.,  see.  338.  In  this  case  it  was  proposed  to  be  tiled  "  in  aid  of 
the  decree,  that  it  might  be  carried  fully  into  execution." 

If  the  supplemental  bill  had  been  filed,  the  defendant  below  would 
have  been  entitled  to  answer  both  the  original  and  supplemental  bills, 
and  his  full  defense  to  this  suit  would  thus  have  been  made  to  appear. 
The  hearing  upon  the  decree  prayed  for  would  have  necessarily  led  to 
an  inquiry  into  the  propriety  of  the  decree  sought  to  be  enforced ;  and 
the  court  below  could  then  have  followed  the  decision  of  this  court 
in  Bloomer  v.  McQueiM/<>  and  dismissed  the  bill,  as  the  Circuit  Court 
in  the  case  of  Per/dm  v.  Fonrniquct  reversed  its  interlocutory  decree 
after  the  adverse  decision  of  this  court  in  a  similar  case.  See  1  Barb. 
Ch.  R,  303)  ei  seq. 

5th.  These  questions  are  all  proper  to  be  discussed  on  appeal.  This 
point  has  received  the  direct  adjudication  of  this  court. 

"An  appeal  in  equity  brings  up  all  the  questions  decided  in  tho 
court  beiow  to  the  prejudice  of  the  appellant."  Buckingliam  v. 
Mcljcan,  13  How.,  150. 

* 

The  counsel  for  the  appellees  made  the  following  points: 
1st.  With  respect  to  the  motion  to  strike  out  the  decree  pro  confesso, 
and  allow  the  defendant  to  answer. 
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The  decision  of  the  motion  to  open  the  decree  and  allow  an  answer 
to  be  filed,  even  when  made  at  the  proper  term,  rests  in  the  sound 
discretion  of  the  Circuit  Court,  and  is  not  subject  to  reexamination 
here.  Wylie  v.  Core,  14  How.,  1,  is  directly  in  point.  If  further 
authorities  are  needful,  The  Marine  Insurance  Company  v.  Hodgson,  6 
Crunch,  20G,  where  the  refusal  of  the  Circuit  Court  to  allow  a  plea 
to  be  tiled;  United  States  v.  Evans,  5  Crunch,  280;  and  Welch  v.  Man- 
devillc,  7  Crauch,  192,  where  its  refusal  to  reinstate  the  plaintiff  were 
iu  question,  show  that  this  court  cannot  review  such  decisions  of  the 
Circuit  Court. 

A  reference  to  the  nineteenth  rule  for  the  practice  of  the  Circuit 
Courts  in  equity  will  show  how  eutirely  the  allowance  or  refusal  of 
this  motion,  if  made  in  time,  rests  in  the  discretion  of  the  Circuit 
Court. 

2d.  As  to  the  motion  to  dismiss  the  bill. 

Such  a  motion,  based  upon  facts  dehors  the  record,  was  wholly 
irregular,  and  could  not  be  allowed. 

And  it  may  be  added  that,  even  if  regular,  and  the  facts  upon  which 
it  was  alleged  to  rest  had  been  shown,  they  constituted  no  objectiou 
to  a  final  decree. 

A  transfer  of  the  title  by  each  of  the  plaintiffs,  pendente  tile,  cannot 
affect  the  rights  of  the  defendant.  Eadcs  v.  Harris,  1  Young  and 
Col.  N.  R.,  230.  Certainly  it  could  not  do  so  in  this  case;  for  the 
allegation  is,  that  Mason  parted  with  his  title  in  April,  1852,  (see  page 
122.)  and  the  account  of  the  profits  comes  down  only  to  the  20th  of 
August,  1851.  See  pages  56,  first  paragraph,  and  101,  fourth  para- 
graph. 

3d.  As  to  the  interlocutory  decree,  by  which  the  cause  was  refer- 
red to  the  master  to  take  an  account. 

We  submit  that  the  appellant  cannot  now  take  an  objection  to  that 
decree. 

The  nineteenth  rule  expressly  provides,  that  a  decree  founded  upon 
an  order  taking  a  bill  for  confessed,  shall  be  absolute  at  the  close  of 
the  term  at  which  the  decree  is  entered.  If  this  defendant,  who  ad- 
mits that  he  was  actually  cognizant  of  all  the  proceedings,  and  that 
he  intentionally  allowed  them  to  take  place,  intended  to  object  to  a 
direction  given  to  the  master,  he  should  have  appeared  ai)d  objected 
then,  before  the  proceedings  were  had  in  the  master's  office.  At  all 
events,  he  might,  and  should,  when  the  master's  report  came  on  for 
confirmation,  have  taken  his  objection.  Having  suffered  all  these 
.opportunities  to  pass,  he  cannot  now,  for  the  first  time,  take  the  * 
objection  in  the  appellate  court. 
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But  if  this  court  should  think  otherwise,  we  submit  that  whatever 
error  existed  in  the  directions  given  to  the  master,  it  was  cured  by 
the  proceedings  which  actually  took  place. 

The  appellant  rendered  an  account  to  the  master  of  his  receipts, 
and  of  the  allowances  he  claimed.  His  account  of  his  actual  receipts 
was  not  questioned,  and  was  taken  by  the  master  as  the  basis  of  his 
report.  The  dispute  arose  upon  the  allowances,  the  principal  items 
of  which  were  rents,  fuel,  labor,  carting,  oil,  and  repairs.  If  the 
appellant  had  carried  on  the  business  of  planing  ouly,  these  items 
would  have  been  capable  of  being  distinctly  vouched  and  liquidated. 
But  in  point  of  fact,  his  planing  business  was  carried  on  upon  the 
same  premises,  and  by  the  same  power  and  labor,  which  were  used 
for  much  other  machinery.  The  expenses  of  the  planing  business 
were  therefore  not  liquidated  and  distinct  items. 

They  were  necessarily  to  be  arrived  at  only  by  estimates,  based  on 
a  view  of  the  whole  business,  and  of  the  proportionate  cost  of  this 
part  of  it.  The  master,  therefore,  went  into  an  examination  of  the 
entire  cost  of  the  several  items  of  expense,  and  of  the  just  proportion 
of  it  which  belonged  to  the  planing  business. 

It  is  difficult,  without  a  perusal  of  both  his  reports,  and  of  the  ex- 
ceptions taken  to  them,  and  of  the  decrees  of  the  court  thereon,  to 
obtain  a  correct  view  of  his  action ;  but  we  submit  that  such  a  peru- 
sal will  show  that  no  speculative  rule  of  profits  was  applied  by  him  ; 
that  estimates  were  not  resorted  to.  save  in  reference  to  the  expenses 
where  they  were  absolutely  necessary ;  and  that  the  results  of  the 
proceedings  before  him  were  these:  that  the  appellant  was  charged 
only  with  what  he  admitted  he  actually  received,  and  was  allowed 
all  which,  upon  a  fair  view  of  the  evidence,  it  appeared  he  had  act- 
ually expended  in  this  part  of  his  business.  By  reference  to  the 
items  stated  by  the  master  at  the  foot  of  page  55,  and  an  examina- 
tion of  the  preceding  part  of  the  report,  in  which  he  shows  how  he 
arrived  at  each  of  those  items,  and  also  by  reference  to  his  subsequent 
report,  page  98,  as  to  some  of  them  which  he  had  been  required  to 
reexamine,  we  submit  it  appears  that  the  balance  which  ho  reported 
was  a  balance  of  actual  profits;  and  that  therefore  it  became  wholly 
immaterial  that  he  might  have  found  possible  profits.  So  the  appel- 
lant seems  to  have  considered ;  for  at  no  time,  nor  in  any  form,  did 
he  object  that  possible  profits  had  been  charged. 

In  McMicken  v.  Pcrin,  18  How.,  507,  where  a  bill  was  taken  pro 
confesso,  and  at  the  same  term  a  decree  of  reference  was  made, 
it  was  objected  that  the  master  had  not  allowed  to  the  appellant  the 
amount  admitted  by  the  bill  to  be  due  to  him.    But  as  no  exception  had 
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been  taken  to  the  master's  report,  this  court  refused  to  reverse  the 
decree.  Certainly,  it  is  not  more  apparent  on  this  record  than  it  was 
on  that,  that  the  master's  report  is  erroneous;  and  if  an  exception 
was  indispensable  then,  why  not  here  ? 

Mr.  Justice  McLean  delivered  the  opinion  of  the  court. 
This  is  an  appeal  from  the  Circuit  Court  for  the  District  of  Rhode 
Island. 

A  bill  was  filed  in  this  case  by  Mason  ct  at.,  claiming  to  be  owners 
of  a  territorial  right  to  the  exclusive  use  of  the  Woodworth  patent 
for  planing  boards,  charging  the  defendant  with  using  three  of  the 
machines  in  the  city  of  Providence,  in  violation  of  the  complainants' 
right.  The  suit  was  commenced  the  first  year  of  the  extension  of 
that  patent  by  Congress,  and  the  three  machines  which  were  sought 
to  be  enjoined  were  those  used  during  the  first  extended  term  of  the 
patent,  under  a  license  from  its  owners.  A  preliminary  injunction 
was  granted. 

At  the  June  Term,  1851,  of  the  Circuit  Court,  a  decree  pro  con- 
few  was  entered  against  the  defendant,  and  he  was  perpetually  en- 
joined. The  case  was  referred  to  a  master,  to  take  an  account  of  the 
profits  or  income  derived  by  the  defendant,  or  which  by  reasonable 
diligence  might  have  been  realized  by  him,  from  the  use  made  of  the 
three  machines. 

Exceptions  were  taken  to  the  first  report  of  the  master,  and  it  was 
referred  to  him  again  under  the  same  instructions. 

Before  the  seond  report  of  the  master,  a  motion  was  submitted  to 
the  court  by  the  defendant  to  set  aside  the  decree  pro  confesso,  and 
for  leave  to  answer  the  bill,  on  the  ground  that  the  Supreme  Court, 
in  the  case  of  Bloomer  v.  McQueicun  ct  at,  14  Howard,  530,  had  held, 
in  a  ease  similar  to  this,  that  the  licensee's  privilege  continued  under 
the  extension  of  the  patent  by  Congress,  the  same  as  under  prior  ex- 
tensions; but  the  court  refused  the  motion;  eonsequently  the  appeal 
does  not  bring  before  us  any  question  under  the  last  extension  of  the 
patent. 

At  the  November  Term,  1854,  the  master  made  his  second  and 
final  report,  in  which  he  stated  the  sum  ot  $2,5GG.40  as  the  amount 
of  profits  which  the  defendant,  by  reasonable  diligence,  might  have 
derived  from  the  use  made  by  him  of  such  patented  machines,  and 
the  sales  of  the  products  thereof,  during  the  period  covered  by  the 
suit. 

The  decree  was  entered,  on  the  report  of  the  master,  for  the  esti- 
mated amount  of  profits  which  the  defendaut,  with  reasonable  dili- 
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gencc,  might  have  realized, — not  what,  in  fact,  he  did  realize.  This 
instruction  was  erroneous.  The  rule  in  such  a  case  is  the  amount  of 
profits  received  by  the  unlawful  use  of  the  machines,  as  this,  in  gen- 
eral, is  the  damage  done  to  the  owner  of  the  patent.  It  takes  away 
the  motive  of  the  infringer  of  patented  rights,  by  requiring  him  to 
pay  the  profits  of  his  labor  to  the  owner  of  the  patent.  Generally, 
this  is  sufficient  to  protect  the  rights  of  the  owner;  hut  where  tho 
wrong  has  been  done  under  aggravated  circumstances,  the  court  has 
the  power,  under  the  statute,  to  punish  it  adequately,  by  an  increase 
of  the  damages. 

The  injury  done  is  measured  by  the  supply  of  planed  boards  thrown 
upon  the  market,  which  lessens  so  much  the  demand.  But  if  the 
liability  of  an  infringer  is  to  be  increased  bv  an  estimate  of  the  work 
lie  might  do  with  great  diligence,  he  will  be  more  likely  to  exceed 
the  estimate  than  fall  below  it.  This  policy  would  increase  the  evil 
of  the  wrong-doer,  without  benefit  to  any  one.  In  Livingston  et  aL  v. 
Woodtoorth  etal,  15  IIow.,  54G,  the  true  rule  of  damages  in  such  cases 
is  laid  down. 

It  is  contended  the  court  erred  in  refusing  leave  to  the  defendant 
to  answer,  on  the  motion  made  at  June  Term,  1853. 

A  motion  to  amend,  or  file  an  answer  after  default,  is  generally 
addressed  to  the  discretion  of  the  court.  Under  somo  circumstances, 
the  court,  for  the  purposes  of  justice,  will  go  great  lengths  in  open- 
ing a  default  and  allowing  a  plea  to  be  tiled.  But  this  is  done  or 
refused  by  the  court  in  the  exercise  of  its  discretion,  which  is  not 
subject  to  the  revision  of  this  court. 

Iu  tho  case  before  us,  the  motion  to  file  an  answer  was  not  made 
until  after  the  decree  pro  confess  had  been  entered,  and  a  reference 
made  to  a  master  for  an  account.  This  was  more  than  three  years 
after  the  bill  was  filed.  Whether  the  Circuit  Court  refused  the  motion 
on  the  ground  of  delay,  or  a  want  of  merits  in  the  cause  assigned, 
does  not  appear ;  but  it  is  sufficient  to  say,  that  on  such  grounds  the 
decree  cannot  be  reversed. 

The  motion  to  dismiss  the  complainants'  bill,  upon  proof  that  they 
had  parted  with  all  their  interest  in  the  subject-matter  of  the  suit,  was 
properly  overruled.  The  allegation  is,  that  Mason  parted  with  his 
title  in  April,  1852,  and  the  account  of  the  profits  is  brought  down 
only  to  the  20th  of  August,  1851.  The  right  asserted  in  this  action 
was  not  affected  by  .the  conveyance  of  Mason  to  Baker  &  Smith.  . 

The  refusal  of  the  Circuit  Court  to  permit  a  supplemental  bill  to 
be  filed  by  Baker  &  Smith,  was,  under  the  circumstances,  a  matter 
of  discretion  in  the  court ;  and  it  affords  no  ground  for  the  reversal 
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of  the  decree.  It  is  not  perceived  what  interest  these  assignees  could 
have  in  a  suit  for  an  infringement  of  the  patent  before  their  right 
accrued ;  and  any  attempt  to  make  them  parties,  with  the  view  to 
benefit  the  defendants  in  the  pending  suit,  was  unsustainable. 

For  the  reasons  assigned,  the  decree  for  damages  must  be  reversed, 
at  the  costs  of  the  defendants  in  error,  as  founded  on  an  erroneous 
estimate ;  and  the  cause  is  remanded  to  the  Circuit  Court,  with  in- 
structions to  enter  a  decree  for  the  amount  of  the  profits  realized  by 
the  defendant  from  the  wrongful  use  of  the  patent. 


Edwin  M.  Chaffee,  trustee  of  Horace  H.  Day,  plaintiff  in  error, 
v.  Nathaniel  Hayward.  Horace  H.  Day,  plaintiff  in  error, 
v.  Nathaniel  Hayward. 

(20  Howard,  208.) 

1.  By  the  judiciary  act  of  1789,  no  civil  suit  shall  be  brought  against  an  Inhabitant 

of  the  United  States  by  an  original  process  In  any  other  district  than  that 
whereof  he  is  an  inhabitant,  or  in  which  he  shall  be  found  at  the  time  of 
serving  the  writ. 

2.  This  provision  of  law  is  not  changed  by  any  subsequent  process  act,  or  by 

the  law  giving  jurisdiction  to  Circuit  Courts  in  patent  cases,  without  regard 
to  citizenship. 

3.  Therefore,  where  a  suit  was  commenced  for  an  infringement  of  a  patent-right, 

and  process  was  served  by  attaching  the  property  of  an  absent  defendant,  this 
was  not  sufficient  to  give  the  court  jurisdiction. 

4.  The  defect  of  an  irregular  citation  (being  signed  by  the  clerk  of  the  court,  and 

not  by  the  Judge  who  allowed  the  writ  of  error)  is  cured  by  au  appearance  in 
this  court;  so  that  a  motion  to  dismiss  the  writ,  when  made  at  the  term  suc- 
ceeding that  at  which  the  appearance  was  entered,  comes  too  late. 

These  cases  were  brought  up  by  writ  of  error  from  the  Circuit 
Court  of  the  United  States  for  the  District  of  Rhode  Island. 

At  an  early  day  of  the  term,  Mr.  Pitman,  counsel  for  the  defend- 
ant in  error,  moved  to  dismiss  the  writs  of  error,  upon  the  grouud 
stated  below,  and  filed  the  following  affidavit  in  support  of  the 
motion : 

Supreme  Court  of  the  United  States. 

[No.  51.   December  Term,  1W7.] 

Edwin  M.  Chaffee,  (Trustee  of  Horace  H.  Day,) 
Plaintiff  in  Error, 

> 

r. 

Nathaniel  Hayward. 
The  defendant  in  error  in  this  cause  moves  that  this  cause  be  dis- 
missed, the  citation  herein  having  been  signed  by  the  clerk  of  the 
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Circuit  Court,  and  not  by  the  judge,  as  required  by  law.  By  his 
attorney.  Joseph  S.  Pitman. 

I,  Joseph  S.  Pitman,  of  the  city  and  county  of  Providence,  and 
State  of  Rhode  Island,  &c,  attorney  at  law,  on  oath  say,  that  I  am 
and  have  been  associated  with  Charles  S.  Bradley,  Esq.,  in  the  de- 
fense of  the  above  cause;  that  he  is  the  junior  counsel  in  said  cause; 
that  he  left  the  city  of  Providence  for  Europe  on  the  1st  or  2d  day  of 
December,  1856;  that  we  had  no  consultation  respecting  the  man- 
agement of  said  cause  before  his  departure,  Mr.  Bradley  expecting  to 
return  by  the  1st  of  March,  1857 :  that  after  his  departure  I  caused 
an  appearance  to  bo  entered  in  said  cause,  and  did  not  tile  a  motion 
for  the  dismissal  of  said  cause  at  the  last  term,  because  I  did  not 
wish  to  decide  on  the  expediency  of  that  motion  without  consultation 
with  him;  that  I  expected  he  would  return  in  season  for  such  con- 
sultation, either  before  the  court  adjourned,  or  that  I  should  have 
opportunity  to  make  that  motion  after  consultation  with  him  at  an 
adjourned  term  of  this  court,  which  I  supposed  would  be  held  as  at 
the  December  Term,  1856 ;  that,  to  my  surprise,  this  court  adjourned 
about  the  7th  day  of  March,  and  the  opportunity  was  lost,  as  Mr. 
Bradley  did  not  return  to  this  country  until  the  24th  of  March,  1857. 

Joseph  8.  Pitman. 

Rhode  Island  District,  ) 
Cleric's  Office,  Circuit  Court  of  the  United  States.  5 

On  this  19th  day  of  December,  A.  D.  1857,  came  the  above-named 
Joseph  S.  Pitman,  and  made  oath  that  the  foregoing  statements  are 
true.    Before  me. 

Witness  my  hand  and  official  seal,  at  Providence. 

[seal.]  Henry  Pitman, 

Clerk  Circuit  Court  V.  S,9  R.  I.  Dist. 

Upon  which  motion  Mr.  Chief  Justice  Taney  delivered  the  opinion 
of  the  court. 

In  this  case,  a  judgment  in  favor  of  the  defendant  in  error  was 
rendered  in  the  Circuit  Court  of  the  United  States  for  the  District  of 
Rhode  Island,  at  its  June  Term,  1856.  The  plaintiff  sued  out  a  writ 
of  error  on  the  27th  of  October,  1856,  returnable  to  the  December 
Term  of  this  court  then  next  following;  but  the  citation  to  the  de- 
fendant was  signed  by  the  clerk  of  the  court,  and  not  by  the  judge 
who  allowed  the  writ  of  error.. 

In  pursuance  of  this  writ  of  error,  the  record  was  filed  here  and  the 
case  docketed  on  the  24th  of  November,  1856;  and  on  the  4th  of 
December  the  defendant  appeared  by  counsel  in  this  court. 
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A  motion  has  been  made  at  the  present  term  to  dismiss  the  case, 
because  the  citation  is  signed  by  the  clerk,  and  not  by  the  judge. 

The  citation  is  undoubtedly  irregular  in  this  respect,  and  the  de- 
fendant in  error  was  not  bound  to  appear  under  it  And  if  a  motion 
had  been  made  at  the  last  term,  within  a  reasonable  time,  to  dismiss 
the  case  upon  this  ground,  it  would  have  been  dismissed.  But  the 
appearance  of  the  party  in  this  court,  without  making  a  motion  to 
dismiss  during  the  first  term,  is  a  waiver  of  any  irregularity  iu  the 
citation,  and  is  an  admission  that  he  has  received  notice  to  appear  to 
the  writ  of  error.  This  point  was  decided  in  the  cases  of  McDoncyh  v. 
Milkiudon,  3  IIow.,  G93 ;  United  States  v.  Yulcc,  G  How.,  G05,  and  B>id- 
ingham  ct  al  v.  McLean  ct  al,  13  How.,  150.  And  these  ease*  lure 
been  recognized  and  affirmed  in  tho  case  of  Carroll  ct  al  v.  Dot*j 
ct  al,  decided  at  the  present  term. 

Indeed,  any  other  rule  would  be  unjust  to  a  plaintiff  in  error.  and 
is  not  required  for  the  protection  of  the  defendant.  The  latter  b 
not  bound  to  appear,  unless  he  is  legally  cited,  except  for  the  par- 
pose  of  moving  to  dismiss.  Ho  knows,  or  must  bo  presumed  to  know, 
whether  the  uotice  which  the  law  requires  has  been  served  on  him  or 
not.  And  if  the  objection  is  made  at  the  first  term,  the  plaintiff,  by 
a  new  writ  and  proper  citation,  might  bring  up  the  case  to  the  suc- 
ceeding term.  But  if  the  defendant  docs  not,  by  motiou  at  the  first 
term,  apprise  him  of  the  irregularity  of  his  proceeding  in  this  resfxttt, 
and  of  his  intention  to  take  advantage  of  it,  the  plaintiff  is  put  oil"  hi* 
guard  by  the  defendant's  appearance ;  and  if  the  motion  is  permitted 
at  the  second  term,  he  will  be  delayed  an  entire  year  in  the  prosecu- 
tion of  his  suit,  whenever  it  is  the  interest  of  a  defendant  in  error  to 
delay  and  harass  his  adversary. 

An  affidavit  has  been  filed  by  one  of  the  counsel  for  the  defendant 
in  error,  stating  that  he  is  the  junior  counsel  in  the  case,  and  that  he 
did  not  make  the  motion  at  the  last  term,  because  the  senior  counsel 
was  absent  iu  Europe,  and  the  deponent  did  not  wish  to  decide  on 
the  expediency  of  the  motion  to  dismiss  without  consulting  him; 
that  he  expected  him  to  return  before  the  term  ended,  but  the  court 
adjourned  sooner  than  ho  anticipated,  and  the  senior  counsel  did  not 
return  until  the  court  had  finally  adjourned  to  tho  next  term. 

The  facts  stated  in  this  affidavit  cannot  influence  the  decision  of 
the  motion.  The  absence  of  one  or  of  all  tho  counsel  employed  bv 
one  party,  in  pursuit  of  other  bUsinessffurnishes  no  ground  for  delay- 
ing a  case  in  this  court,  without  the  consent  of  the  adverse  party. 

The  motion  comes  too  late,  and  is  therefore  overruled. 
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Day 

v.  No.  52. 

IIayward. 

The  motion  to  dismiss  in  this  case  stands  on  the  same  ground  with 
that  of  Chaffee,  trustee  of  Bay  v.  Hayioard,  just  disposed  of;  and 
must,  for  the  reasons  assigned  in  that  case,  he  also  overruled. 

When  the  case  came  up  for  argument,  it  was  submitted  on  printed 
argument  by  Mr.  Jenekes,  for  the  plaintiff  in  error,  and  argued  orally 
by  Mr.  Bradley  and  Mr.  Pitman,  for  the  defendant 

Mr.  Jmckcs  made  the  following  points : 

Point  I.  The  Circuit  Court  for  the  District  of  Khode  Island,  having 
jurisdiction  of  the  subject-matter,  may  issue  its  process  in  the  same 
form,  and  the  process  itself  may  be  served  in  the  same  manner  a& 
process  issuing  from  the  Supreme  Court  of  that  State  for  any  cause- 
of  action  within  its  common-law  jurisdiction.  Process  act  of  May  8^ 
1702,  sec.  2,  Stats,  at  Large,  I,  276. 

If  the  service  was  good  by  the  laws  of  that  State  as  they  were  at 
the  date  of  the  passage  of  the  process  act,  then  it  is  good  under  the 
laws  of  the  United  States. 

1.  The  form  of  the  writs  in  these  cases  and  the  modes  of  proceed- 
ings to  bring  the  defendant  before  the  court,  were  strictly  in  accord- 
ance with  the  law  of  Khode  Island.  Public  Laws  of  Rhode  Island, 
Digest  of  1844,  pp.  110,  113,  115. 

The  statute  law  of  Rhode  Island  regulating  attachments  on  orig- 
inal writ  was  the  same  in  1789  as  in  1855.  See  Digest  of  1767,  p.  12  ; 
Digest  of  1798,  p.  201.  In  all  the  statutes  authorizing  attachments 
of  personal  property,  the  same  provision  is  found  which  is  contained 
in  the  Digest  of  1844,  p.  113,  sec.  3 :  "  When  any  attachment  is  made 
in  manner  aforesaid,  the  same  shall  be  sufficient  to  bring  the  cause  to 
trial."  Neither  in  the  case  of  attachment  of  personal  property  nor  of 
real  estate  (p.  115,  sec.  11)  is  there  any  provision  for  personal  service 
on  the  defendant.  In  the  case  of  personal  estate,  a  copy  of  the  writ 
must  he  left  at  the  defendant's  usual  place  of  abode,  (p.  113,  sec.  3,) 
and  in  the  case  of  real  estate,  with  the  person  in  possession  of  the 
land,  and  with  the  elerk  of  the  town  where  the  laud  lies.  P.  115, 
sec.  11.  Such  service  (p.  113,  sec.  3)  is  expressly  declared  sufficient 
to  bring  the  cause  to  trial.  In  case  of  real  estate,  the  execution  runs 
against  the  property  attached.    P.  11,  "Sec.  115. 

2.  The  above-cited  statutes  of  Rhode  Island  show  that  the  service 
of  the  process  in  a  case  in  the  Supreme  Court  of  that  State,  made  in 
the  same  manner  as  in  this  case,  would  have  heen  sufficient  to  com- 
er 
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pel  the  attendance  of  the  defendant,  for  the  purpose  of  giving  that 
court  jurisdiction  of  the  cause,  and  to  form  the  hasis  of  a  judgment 
by  default  in  case  of  his  non-appearance. 

Point  II.  The  eleventh  section  of  the  judiciary  act  of  1789  does 
not  prohibit  the  taking  of  jurisdiction  over  this  cause. 

The  provisions  of  that  section  apply  to  the  cases  of  jurisdiction 
founded  on  the  citizenship  of  the  parties.  There  is  no  reference  in 
that  section  to  suits  at  common  law,  in  which  the  Circuit  Courts  have 
jurisdiction  over  the  parties  by  reason  of  their  exclusive  jurisdiction 
over  the  subject-matter.  Most  of  the  cases  decided  under  that  statute 
were  cases  where  the  jurisdiction  depended  solely  on  the  citizenship 
of  the  parties,  and  were  within  the  letter  of  the  prohibition.  Picquct 
v.  Swrvi,  5  Mason,  561 ;  Richmond  v.  Dreyfous,  1  Sumner,  131 ;  Toland 
v.  Sprague,  12  Peters,  300. 

The  case  of  Day  v.  The  Newark  India-Rubber  Manufacturing  Com- 
pany, 1  Blatchford,  028,  was  rightly  decided,  inasmuch  as  the  mode  of 
proceeding  adopted  in  the  commencement  of  that  suit  had  not  been 
adopted  by  the  Circuit  Court  in  New  York ;  and  it  is  submitted  that 
it  was  not  necessary  to  construe  the  eleventh  section  of  the  judiciary 
act  as  extending  to  a  class  of  cases  not  referred  to  in  that  statute,  and 
in  which  the  jurisdiction  docs  not  depend  on  citizenship. 

It  is  submitted  that  the  Circuit  Court  in  Rhode  Island  takes  juris- 
diction of  cases  under  the  Patent  Laws,  in  the  same  manner"  that  the 
Supreme  Court  of  that  State  takes  jurisdiction  of  any  transitory  ac- 
tion, and  may  use  the  same  process  to  compel  the  appearance  of  the 
defendant  that  could  have  been  used  by  the  State  court  at  the  date 
of  the  passage  of  the  process  act. 

An  objection  to  this  view,  taken  by  Mr.  Justice  Story,  in  Picquet 
v.  Swan,  is  that  the  process  act  was  not  intended  to  enlarge  the  juris- 
diction of  the  Circuit  Courts  as  defined  by  the  judiciary  act.  This 
objection  is  not  tenable  in  a  patent  cause,  because  the  jurisdiction  of 
the  court  is  enlarged  by  the  Patent  Laws,  and  the  process  acts  arc  to 
be  applied  for  the  purpose  of  carrying  into  effect  the  jurisdiction  so 
conferred,  as  well  as  that  founded  on  citizenship. 

Point  III.  This  is  a  case  of  attachment  of  specific  property,  real 
aud  personal,  which,  by  the  Rhode  Island  statute  at  the  date  of  the 
process  act,  is  made  a  sufficient  service  to  bring  the  cause  to  trial,  and 
therein  differs  from  all  the  cases  decided  under  the  eleventh  section 
of  the  judiciary  act,  which  were  cases  of  foreign  attachment.  In 
Picquet  v.  Swan,  there  was  an  attempt  to  attach  the  real  estate  of  the 
defendant,  but  this  attempted  service  was  declared,  by  Judge  Story, 
u  defective  and  nugatory."    The  statute  of  Rhode  Island  in  effect 
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declares  that  a  defendant  is  to  be  found  in  that  State  for  the  pur- 
poses of  the  jurisdiction  of  its  courts,  by  his  visible  personal  and  real 
property,  which  can  be  seized  and  levied  on  by  the  sheriff.  The  de- 
cisions of  the  courts  of  the  United  States,  in  cases  where  the  jurisdic- 
tion rests  exclusively  on  citizenship,  declare  that  a  defendant  is  not 
found  in  a  district  where  one  of  his  debtors  resides.  There  is  no 
conflict  in  maintaining  both  propositions. 

If  specific  property  cannot  be  attached  when  the  owner  resides  out 
of  the  district,  then  an  assignee  under  the  bankrupt  laws  would  be  , 
deprived  of  his  remedy  against  a  debtor  of  the  bankrupt,  in  the  Cir- 
cuit Court  of  the  district  where  his  property  might  be  found,  although 
that  court  has  jurisdiction  of  the  subject-matter  of  the  suit. 

So,  also,  it  would  be  impossible  to  commence  a  suit  at  law  against 
un  American  residing  abroad  for  infringing  a  patent  for  a  product 
by  sales  in  this  country,  although  he  might  have  here  warehouses  full 
of  goods. 

Point  IV.  If  the  dictum  in  Tohnd  v.  Spmguc,  "that  even  in  case 
of  a  person  being  amenable  to  process  in  personam,  an  attachment 
itgainst  his  property  cannot  be  issued  against  him,  except  lis  a  part  of 
or  together  with  process  to  be  served  upon  his  person,"  is  to  be  estab- 
lished as  a  rule  for  the  service  of  process  from  the  courts  of  the  United 
States  in  all  cases,  then  it  is  not  possible  to  obtain  security  lor  a  debt 
by  attachment  on  original  process  from  the  Circuit  Court  in  the  Dis- 
trict of  Rhode  Island. 

An  attachment  cannot  be  made  on  original  writ  if  the  debtor  be 
within  the  marshal's  precinct.  lie  can  attach  goods  and  chattels  only 
when  he  "cannot  find  the  body  of  the  defendant  within  his  precinct," 
(Digest  of  1844,  p.  113,' sec.  3,)  and  real  estate  can  be  attached  only 
when  "the  defendant's  body  or  personal  estate  cannot  be  found  within 
the  State."  P.  115,  sec.  11 ;  Digest  of  1857,  pp.  438,  430,  sees.  4,  5, 
15.  No  provision  is  made  in  either  case  for  personal  service  on  the 
defendant.  A  copy  of  the  writ  is  to  be  left  at  his  last  and  usual  place 
of  abode,  if  he  bus  any  in  the  State,  and  if  not,  notice  is  to  be  given 
hy  advertisement.  But  the  form  of  the  writ  is  such  that  if  personal 
service  can  be  made,  no  attachment  can  be  made;  and  when  an 
attachment  is  made,  no  personal  service  is  required  or  expected. 

Many  judgments  have  been  rendered  in  the  Circuit  Court  of  Rhode 
Island  in  suits  commenced  by  attachment  against  citizens  of  Rhode 
Island  who  have  been  absent,  in  the  belier"  that  the  process  of  that 
court  was  to  be  served  like  the  process  of  the  State  courts,  and  with 
like  effect  Property  has  been  sold,  and  titles  to  real  estate  have 
passed,  upon  sales  made  on  executions  issued  on  judgments  obtained 
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by  default.  A  decision  against  the  validity  of  such  attachments 
would  not  only  unsettle  the  titles  to  property  thus  acquired,  but 
would  deprive  suitors  in  the  Circuit  Court  of  the  United  States  for 
that  district  of  the  most  valuable  portion  of  their  remedial  process 
against  their  debtors. 

The  counsel  for  the  defendant  in  error  referred  to  the  following 
authorities: 

No  civil  suit  can  be  brought  in  a  Circuit  Court  against  the  defend- 
ant in  any  district  whereof  he  is  not  an  inhabitant,  or  is  not  found  at 
the  date  of  the  alleged  service  of  the  writ.  Judiciary  Act  of  1789, 
1  Stats,  at  Large,  p.  79,  sec.  11;  Hollinyaworlh  v.  Adams,  2  Dallas, 
390 ;  Pollml  v.  Bwight,  4  Cranch,  424 ;  Pktjwt  v.  Swan,  5  Mason, 
35,48,  50;  Richmond  v.  Vreyfous,  1  Sumner,  131,  132;  Harrison  ct 
al.  v.  Rownn  ct  ax,  1  Pet.,  489 ;  Tohnd  v.  Sprayue,  12  Pet.  300,  328, 
330;  Com.  and  R.  R.  Binlt  of  Vichbury  v.  Slocumb  ct  at.,  14  Pet.,  GO; 
Levy  v.  Filzpitrick,  15  Pet,  171 ;  Louisnllc  R.  R.  Co.  v.  Lctson,  2  How., 
55G,  557;  Ilerndon  v.  Ridywty,  17  How.,  424;  Saillicr  v.  Fallon,  2 
Curtis,  579,  581. 

The  law  has  been  equally  well  settled  in  relation  to  service  of  pro- 
cess in  patent  suits.  ITorarc  II  Day  v.  The  Newark  India-Rubber  Mm- 
ufacturiny  Company,  1  Blatchf.,  G29;  Saddler  ct  al.  v.  Hiuteon  et  al.,  2 
Curtis,  6. 

Mr.  Justice  Catron  delivered  the  opinion  of  the  court. 

The  question  of  law  decided  below,  and  which  we  are  called  on  to 
revise,  arises  on  the  following  facts:  On  the  22d  dav  of  October,  1855, 
the  plaintiff  in  error  sued  out  a  writ  in  the  Circuit  Court  of  the  United 
States  for  the  Rhode  Island  District,  against  Nathaniel  Ilavward,  stvl- 
ing  him  as  "of  Colchester,  in  the  State  of  Connecticut,  commorant 
of  Providence,  in  the  State  of  Rhode  Island,"  for  the  recovery  of 
damages  alleged  to  have  been  sustained  by  the  plaintiff  in  error,  by 
reason  of  an  alleged  infringement  of  a  patent-right  claimed  by  said 
plaintiff. 

( )n  the  same  day,  the  marshal  of  the  Rhode  Island  District  made 
return  on  the  writ,  that  "for  want  of  the  body  of  the  within  defend' 
ant  to  be  by  me  found  within  my  district,  I  have  attached,"  fcc, 
(enumerating  certain  real  estate  lying  in  the  city  of  Providence,  in 
thy  State  of  Rhode  Island,)  and  a  still  further  return  of  having  made 
further  service  of  the  writ  by  attaching  all  the  personal  estate  of  the 
defendant  in  the  India-rubber  factory  of  Hartshorn  &  Co.,  and  in  the 
store  or  warehouse  No.  7  Dorrance-street  stores,  &c,  aud  "have  left 
true  and  attested  copies  of  this  writ,  with  my  doings  thereon,  with 
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the  city  clerk  of  the  citv  of  Providence,  and  with  John  Sweet  and 
"William  E.  Himes,  they  being  in  possession  of  the  premises,  the  de- 
fendant having  no  known  place  of  abode  within  my  district." 

At  the  November  Term  of  the  court  a  declaration  was  filed,  con- 
taining the  allegations  of  citizenship  of  the  plaintiff  and  defendant, 
and  that  the  defendant  was  commorant  of  Providence,  as  in  the  writ  ; 
and  at  the  same  term  the  defendant,  in  his  own  proper  person, 
pleaded  to  the  jurisdiction  of  the  court  that  he  was  at  the  time  of 
the  pretended  service  of  the  writ,  and  is,  an  inhabitant  of  the  District 
of  Connecticut,  and  not  an  inhabitant  of  the  District  of  Khode  Island, 
nor  was  he  at  the  time  of  the  pretended  service  of  the  writ  within  the 
District  of  Khode  Island ;  praying  the  judgment  of  the  court,  whether 
it  can  or  will  take  cognizance  of  the  action  against  him. 
v  To  this  plea  the  plaintiff,  by  his  attorney,  filed  a  general  demurrer, 
on  which  the  cause  was  heard,  and  at  the  June  Term  the  court  over- 
ruled the  demurrer  and  dismissed  the  case  for  want  of  jurisdiction ; 
upon  which  the  plaintiff  sued  out  a  writ  of  error. 

By  the  eleventh  section  of  the  judiciary  act  of  1780,  it  is  provided: 
"That  no  civil  suit,  in  a  Circuit  or  District  Court  shall  be  brought 
against  an  inhabitant  of  the  United  States  by  any  original  process  in 
any  other  district  than  that  whereof  he  is  an  inhabitant,  or  in  which 
he  shall  be  found  at  the  time  of  serving  the  writ." 

It  has  been  several  times  held  hv  this  court  as  the  true  construction 
of  the  foregoing  section,  that  jurisdiction  of  the  person  of  a  defend- 
ant, who  is  an  inhabitant  of  another  State,  can  only  be  obtained, 
in  a  civil  action,  by  service  of  process  on  his  person  within  the  dis- 
trict where  the  suit  is  instituted;  and  that  no  jurisdiction  can  be 
acquired  by  attaching  property  of  a  non-resident  defendant,  pursuant 
to  a  State  attachment  law.  The  doctrine  announced  to  this  effect, 
in  the  case  of  Totand  v.  Spra<jue,  in  1838,  12  Peters,  327,  has  been 
uniformly  followed  since,  both  by  this  court  and  at  the  circuits.  15 
Pet,  171;  17  How.,  424. 

It  is  insisted,  however,  for  the  plaintiff',  that  these  rulings  were  had 
in  cases  arising  where  the  jurisdiction  depended  on  citizenship; 
whereas  here  the  suit  is  founded  on  an  act  of  Congress  conferring 
jurisdiction  on  the  Circuit  Courts  of  the  United  States  in  suits  by  in- 
ventors against  those  who  infringe  their  letters  patent,  including  all 
cases,  both  at  law  and  in  equity,  arising  under  the  Patent  Laws,  with- 
out regard  to  citizenship  of  the  parties  or  the  amount  in  controversy, 
and  therefore  the  eleventh  section  of  the  judiciary  act  does  not  apply, 
but  the  process  acts  of  the  State  where  the  suit  is  brought  must  gov- 
ern, and  that  the  act  of  Congress  of  May  8,  1792,  so  declares. 
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The  second  section  of  that  act  provides  that  the  forms  and  modes 
of  proceeding  in  suits  at  common  law  shall  be  the  same  us  arc  now 
used  in  the  Federal  courts,  respectively,  pursuant  to  the  act  of  1789, 
ch.  21,  known  as  the  process  act  of  that  year. 

This  act  (sec.  2)  declares,  that  until  further  provision  shall  be  made, 
and  except  where  by  this  act  "  or  other  statutes  of  the  United  States  is 
otherwise  provided,"  the  forms  of  writs  and  executions,  and  modes 
of  process  in  suits  at  common  law,  shall  be  the  same  in  each  State, 
respectively,  as  are  now  used  or  allowed  iti  the  Supreme  Court  of 
the  same.  This  was  to  be  the  mode  of  process,  unless  provision  had 
been  made  by  Congress ;  and,  to  the  extent  that  Congress  had  pro- 
vided, the  State  laws  should  not  operate. 

Now,  the  only  statute  of  the  United  States  then  existing,  regulating 
practice,  was  the  judiciary  act  of  1789,  ch.  20,  which  is  above  recited. 
The  eleventh  section  is  excepted  out  of  and  stands  unaffected  by  the 
subsequent  process  acts,  and  is  as  applicable  in  this  case  as  it  was  to 
those  where  jurisdiction  depended  on  citizenship.  It  applies  in  its 
terms  to  all  civil  suits;  it  makes  no  exception,  nor  can  the  courts  of 
justice  make  any. 

The  judicial  power  extends  to  all  cases  in  law  and  equity  arising 
under  the  Constitution  and  laws  of  the  United  States,  and  it  is  pur- 
suant to  this  clause  of  the  Constitution  that  the  United  States  courts 
arc  vested  with  power  to  execute  the  laws  respecting  inventors  and 
patented  inventions;  but  where  suits  arc  to  be  brought  is  left  to  the 
geueral  law,  to  wit,  to  the  eleventh  section  of  the  judiciary  act,  which 
requires  personal  service  of  process  within  the  district  where  the  suit 
is  brought,  if  the  defendant  be  an  inhabitant  of  another  State. 

This  case,  aud  that  of  Day  against  Ilayward,  depend  on  the  same 
grounds  of  jurisdiction,  aud  were  both  correctly  decided  in  the  Cir- 
cuit Court;  and  the  judgment  in  each  is  affirmed. 

Affirmed. 


Horace  H.  Day,  appellant,  v.  The  Union  India-Rubber  Company. 

(20  Howard,  21 G.) 

The  party  defendants  in  the  present  suit  have  as  much  right  to  manufacture 
various  articles  of  India-ruhher  under  Chaffee's  patent,  as  the  licensees  In  the 
case  of  Hartshorn  v.  Day,  19  How.,  211. 

This  was  an  appeal  from  the  Circuit  Court  of  the  United  States 
for  the  Southern  District  of  New  York. 

The  case  is  stated  in  the  opinion  of  the  court. 
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It  was  argued  by  Mr.  Clarence  A.  Seward  and  Mr.  Jenckes,  for  the 
appellant,  and  by  Mr.  Noyfs,  for  tbe  appellees,  upon  which  side  there 
was  also  a  brief  by  Mr.  Staples. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court. 

This  is  an  appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  Southern  District  of  New  York. 

The  bill  was  filed  in  the  court  below  by  Day,  as  assignee  of  the  pat- 
ent of  Edwin  M.  Chaffee,  for  a  new  improvement  in  preparing  and 
applying  India-rubber  to  cloth,  &c,  dated  the  31st  of  August,  1830, 
and  renewed  for  seven  years  from  the  31st  of  August,  1850,  against 
the  defendants,  for  an  alleged  infringement  during  the  running  of 
the  renewed  term. 

The  questions  involved  in  the  case  are  substantially  the  same  as 
those  presented  and  decided  in  the  case  of  Hartshorn  el  al.  v.  Day,  at 
the  last  term,  and  reported  in  19  Howard,  211.  That  was  an  action 
at  law,  brought  by  the  same  plaintiff,  upon  this  patent,  against  the 
defendants,  who  were  licensees  under  Charles  Goodvear,  for  the  man- 
ufacture  of  India-rubber  boots  and  shoes.  The  defendants  in  the 
present  case  are  licensees  under  Goodyear,  for  the  manufacture  of 
India-rubber  cloth  for  various  purposes.  In  both  cases,  the  right  to 
manufacture  the  article  rested  upon  the  authority  of  Goodyear  to 
grant  the  license,  as  derived  from  Chaffee,  the  patentee. 

The  court  held,  in  the  case  of  ITartshorn  ct  al.  v.  Day,  that  under 
the  agreement  of  the  5th  of  September,  1850,  between  Chaffee,  the 
patentee,  and  William  Judson,  the  entire  ownership  in  the  patent, 
legal  and  equitable,  passed  to  Judson,  for  the  benefit  of  Goodyear 
and  those  holding  rights  under  him,  and  on  that  ground  decided  in 
favor  of  the  licensees. 

Now,  in  this  case  the  licenses  under  Goodyear  to  manufacture  cloth 
of  the  description  claimed  arc  as  broad  and  ample  as  were  those  to 
the  defendants  in  the  case  just  mentioned.  Goodyear  became  the 
sole  owner  of  the  patent  of  Chaftee  as  early  as  28th  of  June,  1844, 
and  on  the  18th  of  July  following  gave  a  license  to  the  Naugatuck 
India-Rubber  Company,  to  manufacture  cloths,  with  certain  excep- 
tions, under  all  his  patents, — those  in  which  he  was  then  interested, 
or  in  which  he  might  thereafter  be  interested,  issued  or  to  be  issued, — 
and  also  in  all  renewals  of  patents.  He  also  gave  a  like  exten- 
sive license,  on  the  28th  of  March,  1847,  to  W.  E.  &  Johu  Rider, 
for  manfacturing  of  ships'  letter  and  mail  bags ;  and  in  February  of 
the  same  year,  a  similar  license  to  manufacture  wearing  apparel,  &c, 
to  Jonathan  Trotter ;  and  on  the  1st  of  July,  1848,  one  to  Trotter 
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and  W.  Rider  &  Brother,  for  the  manufacture  of  army  and  navy 
equipments,  sheet  rubber,  &c.  All  these  various  licenses  afterwards 
became  consolidated  in  the  Union  India-Rubber  Company,  the  de- 
fendants in  this  suit,  and  present  therefore  a  complete  defense  to  the 
suit,  if  Goodyear  was  the  time  owner  of  the  Chaffee  renewed  patent 
And  this,  as  we  have  seen,  lias  already  been  held  in  the  case  of  Harts- 
horn ».  Day. 

Besides,  in  the  agreement  of  the  5th  of  September,  1850,  between 
Chaffee  and  Judson,  it  is  expressly  stated  that  the  patent  was  con- 
vevetl  to  the  latter,  to  secure  it  for  the  benefit  of  Goodvcar  and  those 
holding  rights  to  use  it  under  and  in  connection  with  his  licenses ; 
and  Judson  was  also  directed  to  hold  it  for  their  benefit. 

The  license  of  the  defendants,  therefore,  in  this  case,  stands  upon 
two  grounds,  either  of  which  would  seem  to  constitute  a  sufficient 
defense  to  the  suit  for  infringement :  First,  authority  from  Goodyear, 
the  owner  of  the  renewed  term  of  the  patent;  ami  second,  the  express 
recognition  of  Chaffee,  the  patentee,  of  the  right  of  these  partus,  as 
licensees  of  Goodvcar,  to  use  the  improvement.  And  we  may  add  to 
these  grounds  of  defense,  that  upon  the  interpretation  of  the  court  in 
the  case  of  Hartshorn  v.  Day,  of  the  several  agreements  relating  to 
this  patent,  and  especially  that  of  5th  of  September,  1850,  Day  took 
no  interest  in  it  under  the  assignment  of  Chaffee  of  1st  of  July.  1853, 
he  having  previous  to  that  time  parted  with  all  his  interest  for  the 
benefit  of  Goodyear  and  his  licensees. 

Some  evidence  has  been  given  in  the  case  for  the  purpose  of  show- 
ing that  the  agreement  of  5th  of  September  was  not  scaled  at  the 
time  of  its  execution,  and  that  the  seal  must  have  been  annexed  after- 
wards without  any  authority.  But  it  is  too  slight  and  uncertain  to  be 
entitled  to  any  weight.  • 

It  has  also  been  insisted  that  this  instrument  was  procured  by  fraud 
from  Chaffee,  through  the  contrivance  of  Judson.  But  the  evidence 
relied  on  is  very  general  and  unsatisfactory ;  and,  besides,  it  is  too 
late  to  set  up  any  such  ground  of  defcuse  after  Chaffee  himself  has 
carried  the  agreement  into  execution,  and  acted  under  it,  receiving 
its  benefits  for  sonic  three  years.  And  what  is  remarkable  on  this 
point,  he  is  the  chief  witness  to  make  out  the  alleged  fraud. 

It  lias  also  been  urged  that  the  licensees  have  not  contributed  to 
the  fund  for  paying  the  expenses  of  the  renewal  of  the  patent.  But 
ibis  is  a  matter  in  which  Chaffee  had  no  interest.  lie  has  taken  the 
indemnity  of  Judson  against  these  expenses.  The  licensees  were 
never  liable  to  him  for  them. 

Without  pursuing  the  examination  further,  we  are  entirely  satis- 
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lied,  for  the  reasons  above  stated,  that  the  decree  below  is  right,  and 
should  be  Affirmed. 


Horace  C.  Silsby  et  al.,  appellants,  v.  Elisha  Foote. 

(20  Howard,  290.) 

Where  an  appeal  from  a  decree  is  taken  within  ten  days  from  the  rendition  of 
the  decree,  It  is  in  time  to  operate  as  a  supersedeas ;  and  bo,  also,  if  taken 
within  ten  days  after  the  decree  U  settled  and  signed. 

This  was  an  appeal  from  the  Circuit  Court  of  the  United  States 
for  tho  Northern  District  of  New  York,  sitting  as  a  court  of  equity. 

There  were  two  cases  upon  the  docket  with  precisely  the  same 
caption,  one  numbered  54  and  the  other  106. 

The  case  in  question  was  the  one  numbered  106,  which  it  was 
moved  to  dismiss,  for  the  following  reasons: 

And  the  said  appellee  conies  into  court  at  the  December  Term 
thereof,  1857,  and  moves  the  said  court  to  dismiss  the  appeal  in  this 
cause,  docketed  as  No.  106  at  the  said  term,  upon  the  ground  that 
there  had  been  previously  taken  by  the  said  appellants  au  appeal 
from  the  same  portions  of  the  decree  made  below  which  are  appealed 
from  in  this  cause,  and  which  prior  appeal  is  still  pending  and  unde- 
termined in  this  court;  and  such  motion  will  be  made  upon  the  rec- 
ords tiled  in  this  cause  and  in  cause  No.  54  on  the  docket  for  Decem- 
ber Term,  1857.  K.  II.  Gillet, 

December  18,  1857.  of  Counsel  for  Appellee. 

Mr.  Gillef.s  argument  was  as  follows: 

Foote  sued  Silsby  and  others,  in  equity,  in  the  Circuit  Court  for  the 
Northern  District  of  New  York,  for  violating  his  patent.  A  final 
decree  was  rendered  therein  on  the  28th  dav  of  Ausrust,  1856.  On 
the  4th  of  September  thereafter  the  defendants,  by  Samuel  Blatch- 
ford,  their  solicitor,  petitioned  for  an  appeal  from  certain  portions  of 
the  decree,  which  was  allowed  on  the  6th  of  September  by  Mr.  Jus- 
tice Nelson,  being  within  ten  days  of  the  date  of  the  decree.  Upon 
this  appeal  the  record  of  the  proceedings  were  sent,  and  have  been 
printed,  and  the  ease  stands  as  No.  54  on  the  docket  for  the  present 
term.    See  Record  in  No.  54,  Record,  pp.  1,  3. 

The  decree  was  enrolled  on  the  11th  day  of  December,  1856,  on 
which  day  the  same  solicitor,  in  behalf  of  the  defendants,  presented 
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a  second  petition  of  appeal  from  the  same  portions  of  the  decree, 
which  appeal  was  allowed  on  the  same  day  by  N.  K.  Hall,  district 
judge,  and  this  appeal  is  now  before  the  court  at  the  present  term  as 
No.  106.    See  Record,  pp.  1,  3. 

A  motion  is  now  made  by  Foote,  the  appellee,  to  dismiss  the  last- 
mentioned  appeal,  of  which  due  notice  has  been  given. 

The  question  presented  is,  which  of  the  two  periods  is  the  one  con- 
templated by  the  twenty-second  section  of  the  judiciary  act  of  1789, 
which  provides  "  that  final  judgments  and  decrees  may  be  removed 
and  reaffirmed  in  the  Supreme"  Court,  and  which  shall  not  be  done, 
however,  except  within  live  years  after  the  rendering  or  passing  the 
judgment  or  decree  complained  of."    1  U.  S.  L.,  84,  85,  sec.  22. 

When  was  the  decree  passed :  at  the  time  of  the  hearing  and  actual 
decision,  or  when  it  was  enrolled? 

This  question  is  answered  by  reference  to  the  mode  of  doing  bus- 
iness in  a  court  of  equity.  The  court  sits  and  decides,  and  its  clerk 
or  other  officer  enters  the  same  in  the  minutes  of  the  proceedings  of 
the  court.  This  is  tho  act  of  the  court  performing  its  highest  judicial 
functions.  All  that  follows,  whether  performed  by  the  clerk  or  judge, 
is  merely  carrying  out  the  judicial  determination  and  authenticating 
it.  The  decision,  or  rendering,  or  passing  has  been  made,  and  what 
is  subsequently  done  is  mere  authentication. 

"  To  enroll "  means  "  to  register;  to  enter  on  the  rolls  of  chancery 
or  other  courts;  to  make  a  record."    Bouvier,  1  vol.,  460. 

"  Enrollment:  the  resristerinj;  or  entering  on  the  rolls  of  Chancerv, 
King's  Bench,  Common  Pleas,  or  Exchequer,  or  by  the  clerk  of  the 
place  of  the  record  of  tho  Quarter  Sessions  of  any  lawful,"  &c.  Id., 
Inc.  L.  Die. 

Curtis,  in  his  Commentaries,  p.  234,  speaks  of  the  time  when  a  de- 
cree is  "pronounced"  as  the  time  from  which  the  statute  runs. 

At  page  534  ho  speaks  of  the  "  date  of  the  final  decree";  if  appealed 
from  in  ten  days  thereafter  it  will  operate  as  a  supersedeas. 

Appeals  have  been  recognized  on  appeal  before  docketing  or  en- 
rolling. In  Roy  v.  biw,  3  Crunch,  170,  u  decree  for  u  sale  on  a  mort- 
gage was  held  to  be  a  final  decree,  which  could  be  appealed  from. 

In  Whiting  v.  Bank  of  United  States,  13  Peters,  6,  15,  the  same  de- 
cision was  made. 

Story,  J.,  said  the  party  had  a  right  to  appeal  as  soon  "  as  the  de- 
cree was  pronounced."  Michond  v.  Girod,  4  How.,  503,  proceeded 
upon  the  same  ground. 

In  Forgay  v.  Conrad,  6  How.,  201,  203,  the  above  cases  were  cited 
and  approved. 
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Bank  of  the  United  States  v.  Daniel,  12  Peters,  32,  p.  52:  the  whole 
of  the  mutter  in  dispute  has  reference  to  the  date  of  the  decree. 

Corning  v.  The  Troy  Iron  and  Nail  Factory,  15  How.,  pp.  451, 459, 
465,  466,  is  a  case  to  show  that  there  can  be  no  second  appeal  where 
the  subject-matter  has  been  removed  from  the  court  below. 

In  the  present  case  the  matters  appealed  from  in  December  had 
been  removed  from  the  court  below  in  September,  and  there  was 
nothing  left  for  the  second  appeal  to  act  upon. 

Mr,  Blaichford  opposed  the  motion. 

This  is  a  motion  to  dismiss  No.  106,  on  the  ground  that  a  prior 
appeal  has  been  taken  in  No.  54  from  the  same  parts  of  the  same 
final  decree. 

What  is  the  decree  ? 

The  question  is,  which  is  regular  ? 

If  the  appeal  in  106  is  irregular,  it  is  because  the  appeal  in  54  is 
regular.  If  the  appeal  in  106  is  regular,  then  the  appeal  in  54  is 
irregular.  The  reasons  for  taking  the  two  appeals  were  these :  Prac- 
tically, there  is  no  difference  to  defendants,  except  as  to  the  return 
in  No.  106.  See  rules  31  and  32,  as  to  complete  record.  The  court 
will  see  why  return  was  so  made  in  106.  Cross-appeal  in  158,  re- 
turn made  in  same  manner.  Taking  54  and  106  together,  there  is  a 
complete  record ;  and  even  though  the  court  dismiss  54,  they  may 
consider  the  return  in  54  as  forming  part  of  the  return  in  106,  as  the 
clerk  says,  in  his  return  in  106,  they  do.  And  if  the  court  deny  the 
motion  to  dismiss  106,  they  will  please  consider  us  as  moving  to  dis- 
miss 54,  which  motion  would  of  course  be  granted,  if  the  motion  to 
dismiss  106  is  denied;  and  then  as  moving,  if  necessary,  under  rule 
32,  for  a  certiorari  to  complete  the  record  in  106.  We  desire  the 
court  to  dispose  now  of  all  questions  of  practice  connected  with  these 
cases,  so  that  if  106  stands  for  hearing,  it  may  stand  with  a  complete 
record.  The  defendants  ought  not  to  suffer  for  the  clerk's  mistake ; 
but  without  a  certiorari  the  court  can  order  the  record  in  54  to  remain 
here,  and  form  a  part  of  the  record  in  106,  though  the  appeal  in  54 
is  dismissed. 

By  page  22  of  the  judiciary  act  of  1789,  as  modified  by  page  2  of 
the  act  of  March  3,  1803,  ch.  40,  an  appeal  from  a  final  decree  is  to 
be  taken  within  five  years  after  rendering  or  passing  the  judgment  or 
decree  com/)laincd  of. 

By  page  23,  as  so  modified,  the  appeal  is  a  supersedeas,  aud  stays 
execution  in  cases  only  where  the  appeal  is  taken  and  a  copy  lodged 
for  the  adverse  party  within  ten  days  (Sundays  exclusive)  after  ten- 
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doing  the  judgment  or  passing  the  decree  complained  of,  until  the  expira- 
tion of  which  ten  days  execution  shall  not  issue  in  any  case  where 
an  appeal  may  he  a  supersedeas. 
What  is  the  passing  of  the  decree  ? 

Under  page  23,  we  think  it  is  the  recording  and  enrolling  of  the 
decree  in  such  shape  that  the  party  entitled  to  execution  on  it  can 
immediately  issue  his  execution.  The  party  is  to  be  stayed  for  hav- 
ing his  execution  for  ten  days  after  the  time  when  he  would  other- 
wise he  entitled  to  it,  and  the  ten  days  do  not  begin  to  run  till  he 
would  be  at  liberty,  but  for  this  stav,  to  issue  his  execution. 

Therefore,  taking  pages  22  and  23  together,  the  decree  is  pissed 
when  it  is  in  such  a  state  that  an  execution  can  be  issued  on  it,  if 
there  be  no  stay  by  appeal. 

How  it  is  as  to  the  decree,  see  pages  10  and  11  of  No.  106. 

Award  to  pay  certain  sums,  and  interest  and  costs  to  be  taxed,  and 
interest,  then  execution  is  given  for  such  costs  and  for  the  sums  de- 
creed. He  cannot  have  any  executiou  till  his  costs  are  taxed.  This 
is  by  the  decree  itself. 

But  beyond  that,  by  general  equity  practice,  he  can  have  no  exe- 
cution till  the  decree  is  signed  and  enrolled.  Here  the  record  says, 
page  11,  that  this  final  decree  is  signed  and  enrolled  December  11, 
185G.  and  the  appeal  in  100  was  taken  the  same  day. 

Why  can't  he  have  execution  till  the  decree  is  enrolled  ?  "  Because 
till  then  the  decree  is  open  for  rehearing,  but  after  that  it  is  not. 

Rule  88  in  equity  says:  "Xo  rehearing  shall  be  granted  after  the 
term  at  which  the  final  decree  of  the  court  shall  have  been  entered 
and  recorded,  if  an  appeal  lies  to  the  Supreme  Court."  Entry  alone 
does  not  cut  off  rehearing.  The  decree  must  be  recorded  to  cut  off 
a  rehearing.  Recording  is  enrolling.  Therefore  there  can  be  a  re- 
hearing till  the  decree  is  recorded  or  enrolled,  and  there  can  be  no 
execution  till  a  decree  is  enrolled.  And  the  right  to  execution  on 
the  one  side  gives,  under  pages  22  and  23,  the  right  to  appeal  on  the 
other  side,  because  the  act  manifestly  contemplates  that  the  decree 
is  not  passed  till  the  right  to  execution  under  it  is  ripened;  because 
the  ten  days  spoken  of  in  page  23  are  to  run  from  the  passing  of  the 
decree,  and  during  that  ten  days  there  is  to  be  no  execution.  Hence, 
to  make  the  provisions  all  harmonious,  the  right  to  issue  execution, 
bat  for  the  stay,  must  be  simultaneous  with  the  passing  of  the  decree. 

Now,  is  it  laid  down  in  all  the  books  that  there  can  be  no  execu- 
tion till  enrollment,  and  that  enrollment  is  necessary  to  make  the  de- 
cree a  record  ?  1  Barb.  Oh.  IV.,  342 ;  2  Danl.,  (Perkins  ed.  of  1846.) 
1220,  1221.    It  will  not,  till  enrollment,  be  treated  by  other  courts 
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as  a  record.  The  reason  given  is,  because  till  then  it  is  open  for  re- 
hearing. Hence,  in  rule  88,  the  word  recorded  is  used,  which  means 
made  a  record  by  enrollment. 

Till  enrolled,  it  can't  be  pleaded  in  bar  to  another  suit  for  the  same 
matter.    Same  reference  as  above. 

In  England  the  time  for  appeal  runs  two  years  from  the  enrollment. 
3Danl.,131. 

Besides,  under  page  22,  in  connection  with  the  act  of  December  12, 
1794,  on  an  appeal  which  is  to  be  a  stay,  security  is  to  be  given  for 
the  amount  recovered  below,  damages  and  costs.  Catlett  v.  Brodic,  9 
Wheat.,  553.  How  can  the  amount  recovered  below,  for  which  this 
security  is  to  be  given,  be  ascertained  till  the  costs  are  taxed  and  the 
decree  enrolled? 

The  views  we  maintain  seem  to  follow  from  those  announced  by 
this  court  in  Forgay  v.  Conrad,  6  How.,  204:  "When  the  decree  di- 
rects the  defendant  to  pay  a  certain  sum  of  money  to  the  complain- 
ant, mid  the  complainant  is  entitled  to  have  such  decree  carried  imme- 
diately into  execution,  the  decree  must  be  regarded  as  a  final  one." 

Here  a  sum  of  money  is  directed  to  be  paid,  but  there  can  be  no 
execution  on  the  decree  till  the  costs  are  taxed  and  the  decree  is  signed 
and  enrolled.  Therefore,  on  the  28th  of  August,  1857,  the  plaintifi 
was  not  entitled  to  have  the  decree  carried  immediately  into  execu- 
tion, and  the  appeal  in  54  was  irregular. 

As  to  arguing  the  cross-appeal  in  158  with  the  original  appeal, 
whether  it  be  54  or  10G,  the  record  in  158  is  not  printed.  We  pre- 
fer to  wait. 

Plaintiff  might  have  taken  his  cross-appeal  as  early  at  least  as  De- 
cember 11,  185G.  lie  waited  till  July,  1857.  It  is  his  own  fault. 
We  had  to  appeal,  to  stay  execution. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court. 

This  is  a  motion  to  dismiss  an  appeal,  docketed  as  No.  106,  on  the 
ground  that  a  previous  appeal,  docketed  No.  54,  had  been  taken  by 
the  same  parties,  and  from  the  same  portions  of  the  decree  below. 
The  final  decision  had  been  made  by  the  court  between  the  parties 
on  the  coming  in  of  the  master's  report  on  the  28tb  of  August,  1854, 
and  an  appeal  duly  taken  on  the  4th  of  September  following.  The 
decree  was  special  in  its  terms,  and  was  not  settled  or  signed  by  the 
judge  till  the  11th  of  December,  185G,  on  which  day  the  second  ap- 
peal was  taken.  As  the  appellant  desired  to  appeal  within  the  ten 
days  so  as  to  stay  execution,  the  second  appeal  was  taken  for  abun- 
dant caution,  as  there  might  be  a  doubt  from  which  period  the  ten 
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days  should  be  counted,  namely,  the  time  of  the  final  decision  of  the 
court,  or  of  the  signing  and  filing  of  the  special  decree  in  form. 

By  the  twenty-second  section  of  the  judiciary  act,  modified  by 
the  second  section  of  the  act  of  March  3, 1803,  an  appeal  from  a  final  * 
decree  must  be  taken  within  five  years  after  the  rendering  or  passing 
of  the  judgment  or  decree  complained  of.  And  by  the  twenty-third 
section,  as  modified  above,  the  appeal  is  a  supersedeas,  and  stays  exe- 
cution in  cases  only  where  it  is  taken  and  a  copy  lodged  for  the  ad- 
verse party  within  ten  days  (Sundays  exclusive)  after  rendering  the 
judgment  or  passing  the  decree  complained  of.  The  time  to  be  taken 
as  when  the  judgment  or  decree  may  be  said  to  be  rendered  or  passed 
may  admit  of  some  latitude,  and  may  depend  somewhat  upon  the 
usage  and  practice  of  the  particular  court.  In  the  case  of  a  simple 
judgment  or  decree,  such  as  an  affirmance  or  reversal,  and  the  like, 
there  would  seem  to  be  no  difficulty  in  taking  the  appeal  at  any  time 
within  the  ten  days  after  the  decision  on  the  case  was  pronounced; 
but  where  the  decree  is  special,  and  its  terms  to  be  settled,  there  is 
a  propriety  in  waiting  for  its  settlement  before  taking  the  appeal. 
Whether  taken  or  not,  may  sometimes  depend  upon  the  decree  as 
settled.  In  the  second  circuit,  with  the  practice  of  which  I  am  the 
most  familiar,  it  is  supposed  by  many  of  the  profession  that  the  proper 
time  for  taking  the  appeal  in  such  a  case  is  after  the  settlement  of  the 
decree.  As  this  court,  however,  has  always  held  that  if  an  appeal  is 
taken  in  court  at  the  time  of  rendering  the  decision,  or  during  the 
term,  no  citation  is  necessary,  and  as  appeals  are,  perhaps,  more  fre- 
quently taken  within  the  ten  days  after  the  decision  is  pronounced 
and  entered  on  the  minutes  by  the  clerk,  it  may  be  admitted  that 
when  thus  taken  it  is  regular,  and  stays  execution  in  the  court  below. 
And  we  are  also  of  opinion,  that  if  taken  within  ten  days  after  the 
decree  is  settled  and  signed  by  the  judge  and  filed  with  the  clerk, 
that  it  is  in  time  to  stay  the  proceedings.  The  recognition  of  the  two 
periods  from  which  the  ten  days  may  be  counted  becomes  necessary, 
on  account  of  the  difference  in  the  modes  of  proceeding  and  practice 
in  the  different  circuits.  This  question  cannot  arise  in  England,  as 
the  time  for  appeal  runs  two  years  from  the  enrollment  of  the  decree. 
3  Danl.  Pr.,  131.  The  time  of  enrollment  cannot  well  be  adopted  by 
thin  court,  as  on  many  of  the  circuits  it  is  understood,  according  to 
( the  practice,  no  enrollment  of  the  decree  takes  place. 

As,  upon  our  view  of  the  case  presented  on  the  motion,  the  first 
appeal  was  regular,  the  one  taken  aud  standing  on  the  docket  No. 
10G  should  be  Dismissed. 
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Horace  C.  Silsby,  Washburn  Race,  Abel  Downs,  Henry  Henion, 
and  Edward  Mynderse,  appellants,  v.  Elisiia  Foote. 

(20  Howard,  378.) 

1.  Foote 's  patent  declared  good,  lor  the  combination  of  machinery  used  in  "  the 

application  of  the  expansive  and  contracting  power  of  a  metallic  rod,  by  dif- 
ferent degrees  of  heat,  to  open  and  close  a  damper  which  governs  the  admis- 
sion of  air  into  a  stove,  in  which  such  rod  shall  be  acted  upon  directly  by  the 
heat  of  the  stove  or  the  Are  which  it  contains." 

2.  The  award  by  the  Circuit  Court  of  damages  for  an  infringement  of  the  patent 

affirmed  by  nn  equal  division  of  this  court,  but  the  allowance  of  interest 
overruled. 

3.  Where  a  patentee  claims  more  than  he  is  entitled  to,  his  patent  may  still  be 

good  for  what  is  really  his  own.  provided  he  enters  a  disclaimer  for  the  sur- 
plus without  any  unreasonable  delay.  In  this  case,  the  patentee  was  allowed 
to  recover  damages  for  an  infringement,  but  not  to  recover  costs,  agreeably 
to  the  provisions  of  the  act  of  Congress  of  the  3d  of  March,  1837. 

Tnis  was  an  appeal  from  the  Circuit  Court  of  the  United  States 
for  the  Northern  District  of  New  York,  sitting  as  a  court  of  equity. 

In  May,  1842,  Foote  obtained  a  patent  for  an  improvement  in 
regulating;  the  draft  or  heat  of  stoves.  The  claim  which  he  made 
was  this : 

What  I  claim  as  my  invention,  and  desire  to  secure  by  letters  pat- 
ent,  is  the  application  of  the  expansive  and  contracting  power  of  a 
metallic  rod,  by  different  degrees  of  heat,  to  open  and  close  a  dam- 
per which  governs  the  admission  of  air  into  a  stove,  or  other  structure 
in  which  it  may  be  used,  by  which  a  more  perfect  control  over  the 
heat  is  obtained  than  can  be  by  a  damper  in  the  flue. 

I  also  claim  as  my  invention  the  mode  above  described  of  letting 
the  heat  of  a  stove,  at  any  requisite  degree  by  which  different  degrees 
of  expansion  are  required,  to  open  or  close  the  damper. 

I  also  claim  the  combination  above  described,  by  which  the  regu- 
lation of  the  heat  of  a  stove,  or  other  structure  in  which  it  may  be 
used,  is  effected;  and  I  also  claim  as  my  invention  the  mode  above 
described  of  connecting  the  action  of  the  metallic  rods  with  the  dam- 
per, so  that  the  same  may  be  disconnected  when  the  damper  shall 
have  closed,  and  the  heat  shall  continue  to  rise,  &c. 

Elisha  Foote,  Jr. 

Afterwards  in  March,  1847,  he  tiled  the  following  disclaimer: 
"To  the  Commissioner  of  Patents:  The  petition  of  Elisha  Foote, 
of  Seneca  Falls,  in  the  county  of  Seneca  and  State  of  New  York, 


Digitized  by  Google 


1072 


SlLSBY  V.  FOOTE. 


[Sup.  ft 


Statement  of  t!ie  case. 

respectfully  represents,  that  your  petitioner  obtained  letters  patent  of 
the  United  States  for  an  improvement  in  regulating  the  draft  of  stoves, 
which  letters  patent  are  dated  on  the  20th  day  of  May,  1842 ;  that  he 
has  reason  to  believe,  that,  through  inadvertence  and  mistake,  tie 
claim  made  in  the  specification  of  said  letters  patent — in  the  following 
words,  to  wit:  *What  I  claim  as  my  invention,  and  desire  to  secure  br 
letters  patent,  is  the  application  of  the  expansive  and  contraetinsr 
power  of  a  metallic  rod,  by  different  degrees  of  heat,  to  open  and  clo*e 
a  damper  which  governs  the  admission  of  air  into  a  stove,  or  other 
structure  in  which  it  may  be  used,  by  which  a  more  perfect  control 
over  the  heat  is  obtained  than  can  be  by  a  damper  in  the  flue' — is  too 
broad,  including  that  of  which  your  petitioner  was  not  the  first  in- 
ventor. 

"Your  petitioner,  therefore,  hereby  enters  his  disclaimer  to  so  much 
of  said  claim  as  extends  the  application  of  the  expansive  and  con- 
tracting power  of  a  metallic  rod,  by  different  degrees  of  heat,  to  any 
other  use  or  purpose  than  that  of  regulating  the  heat  of  a  stove,  in 
which  such  rod  shall  be  acted  upon  directly  by  the  heat  of  the  store 
or  the  tire  which  it  contains;  which  disclaimer  is  to  operate  to  the 
extent  of  the  interest  in  said  letters  patent  vested  in  your  petitioner, 
who  has  paid  ten  dollars  into  the  treasury  of  the  United  States,  agree- 
ably to  the  requirements  of  the  act  of  Congress  in  that  case  made 
and  provided." 

This  did  not  apply  to  the  whole  of  his  claim,  but  only  to  a  part 
of  it 

In  14  Howard,  218,  will  be  found  the  report  of  a  snit  which 
Foote  instituted  against  some  of  the  present  appellants.  The  judg- 
ment of  the  court  below  being  affirmed  by  this  court,  that  suit  was 
brought  to  an  end. 

On  the  9th  of  October,  1848,  Foote  filed  his  bill  on  the  equity  side 
of  the  Circuit  Court  against  the  present  appellants,  complaining  that 
they  continued  their  infringement  upon  his  patent,  praying  for  an 
injunction,  an  account,  &c,  &c.  ■  After  other  proceedings  were  lia-1 
in  the  case,  Mr.  Justice  Nelson  (in  vacation,  viz.,  September,  1850} 
ordered  an  issue  to  be  made  up  at  law  upon  the  first  and  third  point* 
of  the  claim,  the  second  and  fourth  not  bein^  drawn  into  controversv. 
In  June,  1851,  the  trial  at  law  took  place,  which  resulted  in  a  verdict 
for  the  defendants. 

Afterwards,  the  cause  came  before  the  court,  on  a  hearing  of  the 
pleadings  and  proofs,  and  case  made  upon  the  trial  of  the  feigned 
issue-! ;  and  after  hearing  of  counsel  for  the  respective  parties,  the 
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court,  on  the  29th  day  of  August,  1853,  directed  the  following  order 
to  be  entered  : 

In  Equity. 

**  Tliis  cause  having  been  heard  on  argument  by  counsel  for  the 
respective  parties  on  the  pleadings  and  proofs,  and  upon  the  cas:- 
made  since  the  trial  of  the  feigned  issue  therein,  and  the  court  having 
considered  the  same,  and  being  of  the  opinion  that  the  complainant 
was  the  first  and  original  inventor  of  the  application  of  the  expansion 
and  contraction  of  the  inflexible  metallic  rod  to  the  regulation  of  the 
heat  of  stoves,  as  described  and  claimed  in  his  patent,  adjudge  and 
decree  that  the  defendants  have  infringed  the  said  patent  in  making 
and  vending  the  regulators  of  stoves,  as  charged  in  the  said  bill  of 
complaint,  and  that  the  said  complainant  is  entitled  to  have  a  pcrpet- 
nal  injunction  to  restrain  said  defendants,  their  agents,  servants,  and 
all  claiming  or  holding  under  or  through  them,  from  making,  vend- 
ing, or  using,  or  in  any  manner  disposing  of  any  regulator  or  regu- 
lators of  stoves,  embracing  the  invention  or  improvements  described 
in  said  letters  patent,  namely,  any  regulator  in  which  the  expansive 
and  contracting  power  of  an  inflexible  metallic  rod,  which  expansion 
and  contraction,  if  produced  by  changes  in  the  heat  of  the  stove 
regulated,  shall  be  applied  to  the  damper  to  regulate  the  heat  thereof, 
and  this  notwithstanding  the  verdict  of  the  jury  upon  the  feigned 
issue,  heretofore  rendered  on  the  trial  of  the  same. 

"And  it  is  further  adjudged  and  decreed,  that  the  cause  be  referred 
to  Augustus  A.  Boyce,  Esq.,  the  clerk  of  this  court,  to  ascertain  and 
report  the  number  of  regulators  for  stoves  embracing  the  principle 
aforesaid  that  have  been  made,  and  also  the  number  sold  bv  the  said 
defendants,  or  either  of  them,  since  the  23d  day  of  March,  1*47, 
and  the  damages  complainant  has  sustained,  or  use  and  profits  the 
defendants,  or  either  of  them,  have  derived  bv  reason  of  such  in- 
fringement,  since  the  time  last  aforesaid;  and,  upon  the  coming  in 
and  confirmation  of  the  said  report,  that  said  complainant  have  a 
decree  and  execution  for  the  amount  found  due  to  him,  and  also  for 
the  costs  in  this  suit,  to  be  taxed."  ■ 

It  appeared  from  the  record  that  the  court,  on  the  trial  of  the 
feigned  issues,  instructed  the  jury  that  the  first  claim  of  the  patentee 
was  disproved  by  the  prior  construction  of  the  Saxton  stove,  and  that 
the  patent  must  rest  for  its  validity  upon  the  other  claims. 

In  June,  1854,  the  master  made  his  report,  which  was  very  volu- 
minous, and  to  which  both  parties  filed  numerous  exceptions,  some 
of  which  were  overruled  and  others  allowed  by  the  court.  The 
result  of  some  of  the  rulings  made  a  further  reference  to  the  master 
G8 
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necessary,  when  both  parties  expressed  a  desire  that  the  court  should 
make  the  examination  itself.  This  was  accordingly  done,  when  the 
following  decree  was  passed,  viz.: 

"This  court  having  accordingly  made  such  examination  and  deter- 
mination, it  is  further  ordered,  adjudged,  and  decreed,  and  this  court, 
by  virtue  of  the  power  and  authority  therein  vested,  doth  further 
order,  adjudge,  determine,  aud  decree,  that  the  said  defendants  are 
respectively  liable  to  the  said  complainant  for  the  sums  of  money 
hereinafter  set  forth,  in  the  manner  hereinafter  particularly  men- 
tioned, for  their  profits  of  the  use  by  the  said  defendants,  or  such  of 
them  as  are  hereinafter  particularly  declared  liable  therefor,  of  the 
said  invention  of  the  complainaut,  described  and  secured  to  him  by 
letters  patent  granted  to  the  said  complainant,  as  set  forth  in  the 
bill  of  complaint  in  this  cause,  which  use  was  unauthorized  and  an 
infringement  and  violation  of  the  rights  of  the  said  complainant, 
under  the  said  patent ;  that  is  to  say,  that  the  said  defendant,  Ilorace 
C.  Silsby,  either  severally  or  jointly  with  others  of  said  defendants, 
is  liable  for  and  chargeable  with  the  sum  of  twenty-three  thousand 
six  hundred  and  forty-lour  dollars  and  twenty-two  cents  ($23,644.22); 
that  of  the  said  last  mentioned  sum  the  said  defendant,  Washburn 
Race,  is  in  like  manner  liable  for  the  sum  of  eighteen  thousand  one 
hundred  and  eighty-two  dollars  and  six  cents  (§18,182.06) ;  that  of 
the  said  first-mentioned  sum  the  said  defendant,  Edward  Mynderse, 
is  in  like  manner  liable  for  and  chargeable  with  the  sum  of  fifteen 
thousand  nine  hundred  aud  sixteen  dollars  and  twelve  cents;  and 
that  of  the  said  first-mentioned  sum  the  said  defendant,  Henry  Hen- 
ion  is  liable  for  and  chargeable  with  the  sum  of  three  thousand  one 
hundred  and  fifty-four  dollars  and  eighty-five  cents;  and  that  of  the 
said  first-mentioned  sum  the  said  defendant,  Abel  Downs,  is  liable 
for  and  chargeable  with  the  said  sum  of  three  thousand  two  hundred 
and  sixty-seven  dollars  and  thirty-seven  cents. 

"And  it  is  further  ordered,  adjudged,  and  decreed,  and  this  court, 
by  virtue  of  the  power  and  authority  therein  vested,  doth  order,  ad- 
judge, and  decree,  that  each  of  the  said  defendants  pay  to  the  said 
complainant  the  sum  which  such  defendant  is  above  declared  and 
decreed  to  be  liable  for  and  chargeable  with,  and  interest  thereon, 
until  such  payment,  or  so  much  thereof  as  shall  be  necessary,  to- 
gether with  the  sums  previously  paid  by  the  other  defendants,  to 
pay  off  and  discharge  the  first-mentioned  sum  of  twenty-three  thou- 
sand six  hundred  and  forty-four  dollars  and  twenty-two  cents,  and 
interest  thereon,  from  the  entry  of  this  decree ;  and  the  evidence 
in  this  cause  not  enabling  the  court  now  to  determine  with  pre- 
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cision  the  rights  of  such  defendants  as  between  themselves,  in  re- 
spect to  the  sums  for  which  each  of  such  defendants  is  liable  to 
contribute  to  the  other,  it  is  further  ordered  and  decreed,  that  the 
sums  paid  by  or  collected  from  the  property  of  each  defendant  under 
this  decree  shall  be  first  applied  in  payment  and  discharge  of  the 
amount,  if  any,  for  which  said  defendant  is  solely  liable,  and  next 
to  the  payment  and  discharge  of  such  amount,  if  any,  as  the  said 
defendant  and  the  least  number  of  the  other  defendants  is  liable,  in 
such  manner  as  to  give  to  the  said  complainant  his  just  and  full 
rights  against  each  and  all  said  defendants;  and  if  any  controversy 
or  question  shall  arise  in  respect  to  the  proper  application  of  any 
moneys  so  paid  or  collected,  either  defendant  or  party  may  apply 
to  this  court,  upon  affidavit  and  due  notice  to  the  adverse  party  in 
interest,  for  instructions  in  respect  to  the  application  thereof,  or  the 
stay  of  further  executions  against  any  single  defendant,  or  any  portion 
of  such  defendants,  on  the  ground  that  the  whole  sum  for  which  he 
is  hereby  made  liable  has  been  paid  by  himself  and  other  defendants 
jointly  liable  therefor. 

"And  it  is  further  ordered,  adjudged,  and  decreed  that  the  said 
defendants  pay  to  the  said  complainant  his  costs  in  this  suit,  to  be 
taxed,  with  interest  thereon  from  the  taxation  and  allowance  thereof 
until  paid,  and  that  he  have  executions  for  such  costs,  and  for  the 
sums  above  decreed  to  be  paid  him  as  aforesaid;  but  such  execution 
against  the  defendants  other  than  the  said  defendant,  Horace  C. 
Silsby,  shall  be  only  for  such  costs,  and  the  amount  for  which  such 
defendants  are  hereinbefore  respectively  declared  to  be  liable. 

.    "  8.  Nelson. 
"N.  K  Hall." 

From  this  decree  the  complainant  and  respondents  both  appealed; 
but  as  the  case  of  the  respondents'  appeal  came  on  first  for  argument, 
it  only  is  noticed.    Both  cases  were  decided  together. 

The  case  was  argued  in  this  court  by  Mr.  Kell/r  and  Mr.  Bbrtch- 
ford,  for  the  appellants,  and  by  Mr.  Foote,  in  proper  person,  for  the 
appellee. 

The  counsel  for  the  appellants  directed  their  attention  exclusively 
to  the  first  claim  of  the  patent,  which  was  in  fact  the  only  one  in- 
volved in  the  controversy.    They  denied — 

1.  The  validity  of  the  patent 

2.  Its  novelty. 

3.  Its  utility. 
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4.  The  infringement  unci  the  liability  of  the  defendants  below. 

The  principal  objection  to  the  validity  of  the  patent  was  the  nature 
of  the  subject,  which,  it  was  contended,  was  exactly  similar  in  its  gen- 
eral character  to  the  eighth  claim  of  Morse,  which  this  court  decided 
to  be  invalid.    (FRrith/  v.  Morse,  15  How.,  62. 

On  the  subject  of  the  noveltv  of  the  invention,  the  counsel  contend- 
ed  that  the  Saxton  stove  and  Arnott  improved  stove  were  both  prior 
in  point  of  time,  and  in  both  of  them  the  principle  of  the  expansion 
and  contraction  of  a  metallic  rod  was  applied  to  regulate  a  damper, 
by  causing  it  to  open  and  close  according  to  the  heat  of  the  stove. 
But  it  is  in  vain  to  attempt  to  follow  the  counsel  for  the  appellants 
in  the  various  branches  of  their  argument,  which  occupied  nearly 
fifty  pages  of  a  printed  brief. 

Mr.  Foote  argued  his  own  case,  and  thus  explained  his  invention : 

The  complainant's  invention  consisted  in  the  application  of  the 
expansive  and  contracting  power  of  an  inflexible  metallic  rod  to  reg- 
ulate the  heat  of  stoves.  The  great  difficulty  in  making  this  applica- 
tion arose  from  the  indispensable  necessity  of  providing  a  detaching 
process.  In  the  complainant's  apparatus,  after  an  increase  of  heat 
has  entirely  closed  the  damper, should  the  temperature,  from  any  cause, 
continue  to  rise,  the  levers  winch  communicate  the  action  of  the  rod 
to  the  dampers  disconnect  themselves  from  it,  and  are  free  to  move 
on  to  any  extent  to  which  the  stove  maybe  heated  ;  and  on  the  heat's 
returning  to  the  same  point,  they  will  reconnect  themselves  with  the 
damper  and  resume  their  appropriate  functions.  In  like  manner, 
should  the  fuel  burn  out  and  the  heat  continue  to  fall,  after  the  dam- 
per has  been  fully  opened,  the  levers  will  become  detached,  until  the 
temperature  shall  have  been  again  restored  to  the  desired  degree. 

The  office  of  a  regulator  is  to  produce  a  uniform  heat ;  and  to 
attain  this  object,  it  is  necessary  to  give  such  increase  of  motion  to 
the  action  of  the  rod,  that  a  small  change  of  heat,  say  from  five  to 
ten  degrees,  shall  be  sufficient  to  open  Or  close  the  damper.  Then 
slight  variations  from  the  desired  point,  operating  upon  the  damper, 
keep  very  nearly  a  uniform  temperature,  sufficiently  so  for  ail  practi- 
cal purposes.  Were  it  constructed  otherwise,  it  might  be  a  thermom- 
eter, to  show  the  degree  of  heat,  but  would  not  be  a  regulator,  to 
control  it.  But  the  variations  of  temperature  in  a  common  stove 
exceed  one  thousand  degrees ;  and  unless  provision  was  made  tor 
excessive  changes,  the  apparatus  would  destroy  itself.  It  could  i.ot 
be  used  tor  a  store  regulator. 

Several  attempts  had  been  made,  previous  to  the  coraplainnni's  in- 
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vention,  to  apply  the  inflexible  rod  as  a  regulator  to  sonic  other  pur- 
poses, where  it  was  subjected  to  such  changes  only  as  take  place  in 
water,  or  atmospheric  air,  and  where  a  detaching  process  was  not 
deemed  to  be  essential.  But  wc  have  no  evidence  that  such  attempts 
were  ever  successful,  or  were  anywhere  in  practical  use,  or  had  ever 
been  known  bevond  the  hooks  in  which  they  are  described,  imt  to 
the  stove,  with  its  excessive  variations,  it  does  not  appear  that  any 
one  ever  attempted  its  application. 

The  efforts  previously  made  to  produce  a  stove  regulator  were  in 
a  different  direction.  When  two  thin,  flexible,  and  elastic  slips  of 
metal,  of  unequal  expansibilities,  are  soldered,  or  otherwise  attached 
together,  a  change  of  heat,  affecting  one  more  than  the  other,  pro 
duces  a  flexure  or  curvature  of  the  instrument ;  and  as  its  elasticity 
enabled  it  to  yield  to  any  excessive  change,  and  obviated  the  neces- 
sity of  a  detaching  process,  its  application  to  a  stove  was  easy  and 
apparent.  But  an  insuperable  difficulty  was  found  in  its  use.  When 
an  elastic  piece  of  metal  is  bent  and  heated,  it  takes  a  new  form,  or, 
as  it  is  termed,  "sets"  into  that  position.  The  effect  is  gradual  at 
moderate  temperatures,  and  instantaneous  at  high.  The  instrument, 
besides,  was  necessarily  made  slight,  in  order  to  have  the  requisite 
flexibility;  and  although  very  useful  for  some  purposes,  its  applica- 
tion to  stoves  was  but  a  series  of  unsuccessful  experiments. 

All  the  difficulties  were  overcome  in  the  complainant's  application 
of  the  inflexible  rod,  and  a  really  practical  and  effectual  stove  regula- 
tor was  for  the  first  time  produced. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court. 

This  is  an  appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  Northern  District  of  New  York 

The  hill  was  filed  in  the  court  below  by  Foote  against  the  defend- 
ants for  an  alleged  infringement  of  a  patent  for  an  improvement 
in  regulating  the  draft  or  fci'at  of  stoves.  The  bill,  among  other 
things,  set  out  a  trial  at  law  between  the  parties  upon  the  patent,  and 
a  verdict  for  the  plaintiff";  that  the  defendants  since  the  trial  and 
verdict  continued  their  infringement,  and  had  even  increased  the 
business  of  making  and  vending  the  complainant's  stove  regulators. 

The  complainant  prayed  for  an  account,  and  that  the  defendants 
be  restrained  by  injunction  from  further  infringements. 

The  defendants  put  in  an  answer,  to  which  there  \v;ts  a  replication. 
Afterwards  feigned  issues  were  ordered  by  the  court,  to  try  the  ques- 
tions whether  or  not  the  patentee  was  the  first  and  original  inventor 
of  the  application  of  the  expansive  and  contracting  power  of  the  mo- 
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tallie  rod,  by  different  degrees  of  heat,  to  open  and  close  the  damper 
which  governs  the  admission  of  air  into  a  stove  ;  and,  also,  whether 
or  not  he  was  the  first  and  original  inventor  of  the  combination  de- 
scribed in  his  patent,  by  which  the  regulation  of  the  heat  of  a  stove 
in  which  it  might  be  used  was  effected. 

The"  jury,  after  hearing  the  proofs  upon  these  issues,  returned  a 
verdict  in  the  negative.  Afterwards  the  cause  came  before  the  court 
upon  the  pleadings  and  proofs,  and  the  case  made  upon  the  trial  of 
the  feigned  issues ;  and  after  hearing  the  arguments  of  counsel  for  the 
respective  parties,  held  that  the  patent  was  valid,  notwithstanding  the 
verdict  of  the  jury  on  the  feigned  issues,  and  also  that  the  defendants 
had  been  guilty  of  an  infringement,  and  referred  the  cause  to  a  mas- 
ter, to  ascertain  and  report  the  profus  which  the  defendants  had  de- 
rived by  reason  of  said  infringement.  A  most  voluminous  record  of 
testimony  was  taken  before  the  master,  and  on  the  17th  of  June, 
1854,  he  reported  profits  made  by  the  defendants  to  the  amount  of 
|2,G50.  Thirty  exceptions  were  tiled  to  the  report  by  the  counsel 
for  the  complainant,  and  eighteen  by  the  defendants,  and  were  argued 
before  the  court.  The  view  the  court  has  taken  of  the  case  here  ren- 
ders it  unimportant  to  refer  particularly  or  specially  to  the  decision 
of  the  court  below  upon  each  of  these  exceptions.  After  disposing 
of  them,  the  court,  agreeably  to  an  earnest  request  of  the  counsel  that 
the  cause  should  not  be  again  sent  down  to  the  master,  but  that  the 
court,  upon  the  evidence  before  it,  should  ascertain  the  amount  of 
profits  to  which  the  complainant  was  entitled,  entered  upon  the  iu- 
quiry,  and,  after  a  laborious  and  minute  examination  of  a  record  of 
some  six  hundred  closely-printed  octavo  pages  of  proofs,  found  an 
aggregate  of  profits  to  the  amount  of  $17,980.40,  and  an  aggregate 
of  interest  (averaged)  of  §5,003.82,  making  a  total  of  $23,044.22. 
And  on  the  28th  of  August,  1850,  a  final  decree  was  entered  for  the 
complainant  against  the  defendants  for  this  amount,  with  the  costs,  to 
be  taxed.  % 

The  cause  is  now  before  this  court  on  appeal. 

The  difference  of  opinion  among  the  judges  of  this  court  in  respect 
to  the  amount  of  profits  that  should  be  allowed  to  the  complainant, 
precludes  the  delivery  of  any  written  opinion  on  this  branch  of  the 
case.  The  decree  of  the  court  below  as  to  the  amount,  with  the  ex- 
ception of  the  interest,  is  affirmed  by  a  divided  court.  A  majority 
of  the  court  are  of  opinion  that  there  was  error  in  the  allowance  of 
interest  on  the  profits  found  for  the  complainant.  That  amount,  there- 
fore, which  is  §5,003.82,  must  be  deducted. 
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This  court  is  also  of  opinion  that  the  court  below  erred  in  award- 
ing costs  of  the  complainant  against  the  defendants. 

The  first  claim  of  the  patentee  in  his  patent  was  disproved  by  the 
prior  construction  and  use  of  what  is  called  in  the  case  the  Saxtou 
stove,  and  no  disclaimer  was  entered  according  to  the  requirements 
of  the  act  of  Congress  3d  March,  1837.  By  the  ninth  section  of  that 
act  it  is  provided,  that  when  a  patentee,  by  mistake,  shall  have  claim- 
ed to  be  the  inventor  of  more  than  he  is  entitled  to,  the  patent  shall 
still  be  good  for  what  shall  be  truly  and  bond  Jide  his  own,  and  he  shall 
be  entitled  to  maintain  a  suit  in  law  or  equity  for  an  infringement  of 
this  part  of  the  invention,  notwithstanding  the  specification  claims  too 
much.  But  in  such  case,  if  judgment  or  decree  be  rendered  for  the 
plaintiff,  he  shall  not  recover  costs  against  the  defendant,  unless  he 
shall  have  entered  a  disclaimer  in  the  Patent  Office  of  the  thing  pat- 
ented, to  which  lie  has  no  right,  prior  to  the  commencement  of  the  suit. 
There  is  also  another  condition,  namely,  that  the  plaintiff  shall  not  be 
entitled  to  the  benefits  of  the  section,  if  he  has  unreasonably  neglected 
or  delayed  to  enter  the  disclaimer. 

The  Saxton  stove  was  produced  on  the  trial  of  the  feigned  issues, 
after  this  suit  had  been  commenced,  and  the  question  has  been  in 
controversy  from  thence  to  the  present  time,  whether  or  not  the  ar- 
rangement, construction,  and  use  of  that  stove  had  the  effect  to  dis- 
prove the  first  claim  in  the  complainant's  patent.  It  would  be  going 
too  far,  therefore,  under  these  circumstances,  to  hold  that  the  delay 
in  entering  the  disclaimer  was  unreasonable  within  the  meaning  of 
the  statute.  A  majority  of  the  court  is  of  opinion  the  delay  has  not 
been  unreasonable  within  the  meaning  of  the  act,  so  as  to  defeat  the 
recovery. 

According  to  our  conclusions,  the  decree  of  the  court  below  is  re- 
versed as  to  the  $5,663.82  interest,  and  also  as  to  the  costs  allowed 
the  complainant,  and  affirmed  as  to  the  residue,  without  costs  to 
either  party  in  this  court;  and  that  the  case  be  remitted  to  the  court 
below,  to  enter  a  decree  for  the  complainant  against  the  defendants, 
in  conformity  to  this  opinion,  and  proceed  to  the  execution  of  the 
same. 

Mr.  Justice  Daniel  and  Mr.  Justice  Grier  dissented. 
Mr.  Justice  Daniel. 

I  concur  entirely  in  the  views  expressed  by  my  brother  Grier  in 
this  cause.  I  have  always  regarded  the  patent  of  the  complainant 
void  upon  its  face.    I  moreover  consider  the  decree  of  the  Circuit 
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Court  inconsistent  with  the  claim  of  the  complainant,  unwarranted 
by  any  evidence  in  the  cause,  and  most  unjust  and  oppressive  in  its 
operation. 

Mr.  Justice  Gribr,  dissenting. 

Although  I  may  occasionally  differ  in  opinion  with  the  majority 
of  my  brethren,  my  usual  custom  has  been  to  submit  to  their  better 
judgment  without  remark.  But  in  this  case  I  feel  constrained  to 
protest  against  a  decree  which,  in  my  opinion,  does  great  and  mani- 
fest injustice  to  the  appellants.  In  doing  so,  it  is  proper  that  I  thus 
state  my  reasons  as  briefly  as  possible,  without  an  attempt  at  their 
lull  vindication  by  a  tedious  argument. 

I.  I  believe  the  patent  of  complainant  to  be  void  on  its  face. 

The  first  claim  is  for  the  application  of  the  "expansive  and  con- 
tracting power  of  a  metallic  rod,  by  different  degrees  of  heat,  to  open 
and  close  a  damper  which  governs  the  admission  of  air  into  a  stove."" 

Now,  this  claim  is  false  in  fact.  The  patentee  was  not  the  first  to 
make  this  application  of  the  different  degrees  of  expansion  of  metal* 
to  open  and  close  a  damper  to  a  stove.  'Hie  evidence  is  clear,  ex- 
plicit, and  uncontradicted.  Moreover,  a  jury  basso  found  |ti  an  issue 
ordered  in  this  case,  and  which  verdict  does  not  appear  to  have  been 
set  aside,  although  it  was  disregarded  in  tlie  decision  of  the  case. 

This  claim,  oven  if  it  were  true  in  fact,  is  clearly  void  in  law,  un- 
less we  agree  to  reverse  the  doctrine  laid  down  by  this  court  in  the 
case  of  0'Reilh/  v.  Morse,  with  regard  to  the  eighth  claim  of  Morse's 
patent.  Besides,  at  the  trial  at  law,  the  Circuit  Court  decided,  in 
1848.  that  this  first  claim  could  not  be  sustained.  Yet,  with  ten 
years'  judicial  notice  of  this  defect  in  his  patent,  the  patentee  has 
never  amended  it,  entered  a  disclaimer,  or  attempted  to  avail  him- 
self of  the  privilege  offered  to  him  by  the  statute  to  rescue  it  from 
this  charge,  so  destructive  to  its  validity. 

At  common  law.  a  patent  having  this  infirmity  was  absolutely  void. 
The  Patent  Act  of  1830,  sec.  13, provides  a  remedy,  "where  a  patent 
is  inoperative  and  void,  by  reason  of  a  patentee's  claiming  in  his  spec- 
ification as  his  invention  more  than  he  had  a  right  to  claim,  and  when 
the  error  has  arisen  through  inadvertence  or  mistake." 

In  such  a  case,  the  patentee  is  permitted  to  surrender  his  patent, 
.•and,  on  payment  of  a  further  sum,  have  bis  patent  reissued  as  correct- 
ed. But  he  was  not  permitted  to  recover  any  damage  for  infringe- 
ment which  occurred  before  the  date  of  the  reissued  patent. 

The  Patent  Act  of  1837,  section  7,  gives  a  further  privilege  to  the 
patentee  of  escaping  the  consequences  of  such  a  defect,  "where  his 
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patent  is  too  broad,"  by  permitting  him  to  enter  a  disclaimer,  to  be 
taken  and  considered  as  part  of  the  original  specification.  It  does 
not  subject  him  to  the  costs  of  a  new  patent,  nor  to  the  forfeiture  of 
antecedent  damages,  where  the  disclaimer  is  made  during  the  pend- 
ency of  a  suit,  but  gives  the  defendant  a  right  to  object  to  its  validity 
on  account  of  unreasonable  neglect  and  delay  in  tiling  it. 

The  ninth  section  of  the  same  act  provides  for  the  case  where  "the 
patentee,  in  his  specification,  has  claimed  to  bo  the  inventor  of  any 
material  or  substantial  part  of  the  thing  patented,  of  which  he  was 
not  the  first  inventor,  and  provided  it  be  distinguishable  from  other 
parts  claimed  in  his  patent.  He  is  permitted  to  sustain  his  action  for 
such  part  as  is  bond  fide  his  own  invention,  forfeiting  his  right  to  costs 
where  he  has  not  filed  a  disclaimer  before  suit  brought.  But  no  per- 
son, bringing  any  such  suit,  shall  be  entitled  to  the  benefits  of  this 
section,  who  shall  have  unreasonably  neglected  or  delayed  to  outer 
at  the  Patent  Office  a  disclaimer  as  aforesaid." 

Now,  the  first  claim  of  this  patent  does  not  come  within  the  cate- 
gory of  the  ninth  section.  It  is  not  for  "  a  material  and  substantial 
part  of  the  thing,  distinguishable  from  other  parts,"  but  it  is  the  case 
embraced  in  the  seventh  section,  where  the  claim  is  void  because  it 
is  too  broad. 

Here  the  claim  is  for  a  monopoly  of  the  expansive  power  of  met- 
als when  applied  to  a  stove,  and  this  expansive  power  is  a  necessary 
agent  in  every  claim  for  a  combination  in  the  patent. 

The  seventh  section  gives  the  patentee  no  right  to  recover  at  all, 
unless  a  disclaimer  has  been  filed  before  trial  or  judgment.  But, 
assuming  that  the  privilege  given  by  the  ninth  section  be  avail- 
able to  the  patentee  in  this  case,  has  he  brought  himself  within  the 
proviso?  He  has  refused  to  avail  himself  of  the  privilege  tendered 
to  him  by  the  law,  and  stands  upon  his  patent.  Notwithstanding 
the  decision  of  the  Circuit  Court  against  this  claim  in  1848;  notwith- 
standing  the  decision  of  this  court  in  (fRcUdi  v.  Morse ;  notwith- 
standing  the  verdict  in  18">.*3  declaring  this  claim  false,  no  disclaimer 
lias  ever  been  entered.  The  pendency  of  the  suit  could  bo  no  reason, 
for  the  acts  contemplate  a  ponding  suit.  I  cannot  consent  to  say  that 
this  is  not  a  case  not  only  of  unreasonable  delay,  but  of  stubborn 
rejection  of  the  privilege  offered  by  the  law. 

The  case  of  C/RiifJi/  v.  Morse  cannot  be  quoted  as  a  precedent 
for  this.  There,  Morse  was  admitted  to  be  the  original  inventor  of 
the  application  of  an  element  of  nature  in  his  eighth  claim;  but  the 
court  decided  that  it  was  void,  because  it  was  too  broad.  Until  that 
decision  was  read  in  court,  the  patentee  had  not  the  least  reason  to 
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suspect  his  claim  to  bo  invalid.  The  decision  was  a  surprise  not  only 
to  him,  but  manv  others  more  learned  in  the  law,  who  had  carefully 
examined  this  claim  and  advised  the  patentee  that  it  was  valid.  In 
the  preseut  case,  the  patentee  disregarded  the  judgment  of  a  Circuit 
Court,  a  verdict  of  a  jury,  and  judgment  of  this  court,  all  of  which 
warned  him  of  the  necessity  of  a  disclaimer  many  years  before  final 
judgment. 

I  cannot  consent  to  annul  the  statute  altogether,  and  allow  its  ben- 
efits to  a  patentee  who  has  stubbornly  refused  to  submit  to  the  condi- 
tions oil  which  they  are  tendered. 

II.  The  interlocutory  decree  of  the  court  below  does  not  condemn 
the  defendants  for  infringing  the  third  claim  of  the  complainant's 
patent,  on  which  alone  it  was  decided  on  the  trial  at  law  the  defend- 
ant was  liable,  and  on  which  it  is  now  attempted  to  justify  this  decree. 
What  that  decree  is  must  be  judged  by  the  record,  aud  not  by  any 
parol  explanations  or  contradictions  of  it. 

The  decree  affirms — 

1st.  That  the  plaintiff  was  the  first  inventor  of  the  application  of 
the  expansion  and  contraction  of  the  inflexible  metallic  rod  to  the 
regulation  of  the  heat  of  stoves. 

2d.  That  any  regulator  in  which  the  expansive  and  contracting 
power  of  an  inflexible  metallic  rod,  which  expansion  and  contraction 
is  produced  by  changes  in  the  heat  of  the  stove  regulated,  is  applied 
to  the  damper  to  regulate  the  heat  of  the  stove,  is  embraced  within 
the  principle  of  the  invention  claimed  in  the  patent. 

3d.  That  the  defendants  have  made  and  sold  regulators  embracing 
that  principle. 

4th.  That  they  must  account  for  all  regulators  made  and  sold  by 
them  which  embrace  that  principle. 

This  decree  charges  the  defendant  with  the  infringement  of  the 
first  claim  of  the  patent,  and  is  in  conformity  with  the  doctrines 
advanced  in  the  charge  of  the  court,  on  tiie  issue  tried  before  them, 
where  the  court  thus  define  the  claim  of  the  patent : 

"  Now,  in  this  case,  as  I  understand  the  claim  of  the  patentee,  he 
claims  the  application  of  the  principle  of  expansion  and  contraction 
in  a  metallic  rod  for  the  purpose  of  regulating  the  heat  of  a  stove. 
That  is  the  new  conception  which  he  claims  to  have  struck  out ;  and, 
although  the  mere  abstract  conception  would  not  have  constituted 
the  subject-matter  of  a  pateut,  yet,  when  it  is  reduced  to  practice  by 
any  means,  old  or  new,  resulting  usefully,  it  is  the  subject  of  a 
patent,  independently  of  the  machinery  by  which  the  application  is 
made." 
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Again,  speaking  of  the  first  claim,  he  says  : 

"That  claim  is  not  for  any  mode  or  method  of  applying  the  expan- 
sion and  contraction  of  the  metallic  rod  to  regulate  the  heat  of  the 
stove,  but  it  is  for  the  conception  of  the  idea  itself." 

The  interlocutory  decree  says,  therefore,  in  effect,  that  the  brass- 
rod  regulators,  which  the  defendants  admit  in  their  answers  that  they 
made  and  sold,  are  infringements  of  the  plaintiff's  patent,  because 
they  embrace  the  principle  of  the  application  of  the  expansive  and 
contracting  power  of  an  inflexible  metallic  rod  to  the  damper  of  a 
stove.  And  the  master  is  directed  to  take  an  account  of  all  regu- 
lators that  fall  within  the  principle  specified,  no  matter  what  their 
mechanical  structure  is,  or  how  they  may  differ  from  the  regulators 
of  which  the  plaintiff  gives  a  description  in  his  specification,  and  no 
matter  whether  they  embrace  or  not  anything  that  the  plaintiff  claims 
in  either  his  second,  his  third,  or  his  fourth  claim.  The  plaintiff  and 
the  court  below  say,  in  effect,  that  they  do  not  care  for  an}'  proof  as 
to  whether  any  claim  of  the  patent  but  the  first  is  infringed ;  and 
that,  as  the  defendants  have  been  guilty  of  applying  the  expansive 
and  contracting  power  of  an  inflexible  metallic  rod  to  open  and  close 
the  damper  of  a  stove,  in  which  changes  in  the  heat  of  the  stove 
produce  the  expansion  and  contraction,  they  must  respond  for  all 
instances  of  such  application. 

The  defendants  are  found  guilty  of  infringing  the  first  claim  of 
the  patent  alone.  No  testimony  was  produced  in  the  case  to  show 
that  the  Race  patent  infringed  the  third  claim,  and  this  fact  was 
emphatically  denied  in  the  answer.  Nor  was  the  verdict  and  judg- 
ment at  law  put  in  evidence.  And  if  it  had  been,  it  is  no  estoppel 
in  equity  to  the  defendants'  putting  the  truth  of  that  charge  of  the 
bill  in  issue  in  his  answer.  That  verdict  and  judgment  is  put  into 
the  bill,  as  laying  a  proper  ground  for  the  granting  of  the  prelim- 
inary injunction.  Nor  is  it  true,  as  now  asserted,  that  this  court  has 
decided  the  question  in  the  case  of  Sibby  v.  Foote,  14  Howard,  225. 

On  that  trial,  the  court  below  had  instructed  the  jury,  "that  the 
defendants  had  not  infringed  the  plaintiff's  patent  unless  they  had 
used  all  the  parts  embraced  in  the  plaintiff's  combination,"  and 
submitted  tho  question  to  the  jury  whether  there  had  been  such 
infringement. 

This  instruction  was  adjudged  by  this  court  to  be  correct.  The 
question  whether  the  verdict  was  correct  was  not  before  this  court, 
and  could  not  have  been  decided. 

The  third  claim  which  it  is  now  alleged  to  be  infringed  is  as  fol- 
lows: 
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"I  also  claim  the  combination  above  described,  by  which  the  regu- 
lation of  the  heat  of  a  stove,  or  other  structure  in  which  it  may  be 
used,  is  effected." 

The  law  requires  that  a  patent  should  "  particularly  specify  and 
point  out  the  part,  improvement,  or  combination  which  the  patentee 
claims  as  his  own  invention." 

This  claim  does  not  specify  the  combination  claimed,  otherwise 
than  by  reference  to  the  body  of  the  specification,  where  two  distinct 
and  complex  combinations  of  numerous  parts  and  devices  are  set 
forth. 

After  a  full  and  fair  trial,  the  jury  have  found,  on  an  issue  directed 
for  that  purpose,  that  the  complainant  was  not  the  first  and  original 
inventor  of  the  combinations  set  forth  in  this  claim.  But  assuming 
that  the  court  may  disregard  this  verdict,  and,  without  setting  it  aside 
or  ordering  a  new  trial  of  the  issue,  treat  it  as  a  nullity;  and  assum- 
ing, that  without  any  testimony  whatever  being  offered  in  the  case, 
the  court  may,  on  view  of  the  models,  declare  that  the  defendants' 
patent  infringes  that  of  complainant;  and  assuming  the  doctrine 
affirmed  by  this  court  in  Sitsby  v.  Fmfc  and  McCornu'r/c  v.  Minny  to 
be  correct,  "that  defendant  has  not  infringed  plaintiff's  patent  unless 
he  has  used  all  the  parts  embraced  in  plaintiff's  combination,"  I 
think  it  is  clear  to  ocular  demonstration  that  the  defendants  have 
not  infringed  either  of  the  combinations  claimed,  unless  we  assert 
that  all  other  combinations  which  produce  the  same  result  are  equiv- 
alents for  the  first — a  sophism  which  has  just  been  rejected  by  this 
court  in  the  case  of  Me  Cor  mirk  v.  Mtrmy.  A  vindication  or  demon- 
stration of  the  correctness  of  this  conclusion  could  not  be  made  intel- 
ligible unless  by  a  long  recital  from  the  specification  and  an  exhibition 
of  models  or  diagrams.  The  decree  of  the  court  below  very  properly 
does  not  assert  or  adjudge  that  defendants  have  used  the  complex 
combination  of  complainant's  specification  in  any  of  its  numerous 
parts  save  one— the  expanding  rod.  On  this  point,  therefore,  my 
objection  to  the  affirmance  of  any  portion  of  this  decree,  is  because 
it  is  founded  on  a  claim  admitted  to  be  void  in  law,  and  U  sustained 
by  presuming,  contrary  to  the  record,  that  it  was  founded  on  a  claim 
found  by  verdict  in  the  ease  to  be  void  in  fact,  and  without  any  proof 
of  infringement  save  ocular  demonstration  of  the  contrary. 

III.  But  assuming  the  verdict  of  1848  between  the  present  com- 
plainant and  some  of  the  defendants  to  be  conclusive  as  an  estoppel 
on  all  of  them,  notwithstanding  the  denial  of  the  answer  and  the 
evidence  of  our  senses,  yet  tliat  verdict  was  between  the  complain- 
ant's patent  ami  the  liace  patent,  which  is  called  the  "brass-rod 
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regulator,"  then  used  by  the  defendants.  It  had  no  reference  what- 
ever to  the  "  expander  patent,"  afterwards  used  by  defendants.  There 
is  no  charge  in  the  bill  that  the  combination  of  this  last  patent  in- 
fringes the  complainant's  patent.  There  was  no  evidence  offered  to 
prove  such  to  be  the  fact.  The  master's  report  declares  it  not  to  be 
an  infringement  of  the  combination  of  the  third  claim, — it  is  patent 
to  the  eyes  of  any  one  who  will  examine  the  models  that  it  does  not, — 
yet,  because  it  used  the  expansive  power  of  motals,  the  defendants 
are  mulcted  in  the  sum  of  $7,038  damages,  not  for  invading  the 
complainant's  rights,  but  for  evading  his  patent  by  a  patented  inven- 
tion for  a  different  combination.  I  forbear  to  make  auy  further 
remarks  on  this  enormity,  because  it  is  affirmed  by  the  division  of 
the  court,  and  their  opinion  has,  happily,  not  been  compelled  to 
defend  it  by  argument.  As  it  is  without  precedent,  so  neither  can  it 
be  cited  as  such  hereafter. 

IV.  Lastly,  after  a  very  long  and  laborious  investigation,  the  mas- 
ter has  found  that  the  profit  of  making  and  vending  the  machine 
charged  as  an  infringement  is  ten  cent*  on  each  regulator.  This 
finding  of  the  report  was  excepted  to  by  the  complainant.  The  court 
overruled  the  exception  and  confirmed  the  report  on  this  point;  and, 
nevertheless,  assess  the  damage  at  tenfold  the  amount.  By  what  pro- 
cess of  reasoning  or  arithmetic,  on  what  facts  or  what  principle  of  law, 
this  astonishing  and  ruinous  decree  is  founded,  it  does  not  undertake 
to  explain.  I  can  conceive  of  no  other  ground  than  that  the  court 
have  calculated  the  whole  profit  of  the  stove,  as  was  done  in  the  cose 
of  Seymour  v.  MeCormick,  and  overruled  by  this  court. 

Believing,  therefore,  that  the  decree  of  this  court,  so  far  as  it 
affirms  any  portion  of  the  decree  of  the  Circuit  Court,  is  not  only 
unsustained  by  evidence,  but  contrary  to  the  law  as  heretofore  estab- 
lished by  this  court,  I  cannot  give  my  assent  to  it. 


Cyrus  II.  McCormick,  appellant,  v.  Waite  Talcott,  Ralph  Em- 
merson,  Jesse  Blinn,  and  Sylvester  Talcott,  survivors  of  John 
H.  Manny. 

(20  Howard,  402.) 

1.  The  reaping-machines  made  t»y  Manny  do  not  infringe  McCormick**  patent, 

either  as  to  the  divider,  the  manner  in  which  the  reel  is  supported,  or  the  com- 
bination of  the  reel  with  a  seat  for  the  raker. 

2.  McCormick  not  being  the  original  inventor  of  the  machine  called  a  divider,  but 

the  patentee  of  only  an  Improvement  for  a  combination  of  mechanical  device*, 
could  not  hold  a*  an  infringer  one  who  used  only  a  part  of  the  combination. 
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3.  The  manner  of  supporting  the  reel  In  Manny's  machine  Is  not  like  that  in 

McCormick's,  and  was  nsed  before  McCormick's  first  patent. 

4.  With  respect  to  the  raker's  seat,  McCormick's  patent  was  for  a  combination  o< 

the  reel  with  a  seat  arranged  and  located  according  to  his  description.  Bet 
Manny's  arrangement  differs  from  McCormick's,  in  principle  as  well  as  in 
form  and  combination,  and  is,  therefore,  no  Infringement  of  McCormick** 
patent. 

This  was  an  appeal  from  the  Circuit  Court  of  the  United  States 
for  the  Northern  District  of  Illinois,  sitting  as  a  court  of  equity. 

The  hill  which  was  tiled  by  McCormick  alleged  that  the  defendant* 
in  error  had  infringed  his  patent  for  a  reaping-machine,  called  npoo 
them  for  an  account,  and  prayed  for  an  injunction.  The  defendant' 
denied  the  infringement,  and  claimed  a  right  to  construct  their  mi- 
chines  under  letters  patent  granted  to  John  II.  Manny.  The  Circuit 
Court  dismissed  the  hill,  and  McCormick  appealed  to  this  court. 

McCormick's  patent  had  been  twice  before  this  court,  as  will  I* 
seen  by  referring  to  16  Howard,  480,  and  19  Howard,  90.  The  same 
claims,  viz.,  the  fourth  and  fifth  of  the  patent  of  1845,  were  involved 
in  the  case  in  19  Howard,  and  the  remaining  claim,  viz.,  that  relating 
to  the  seat  of  the  raker,  under  the  patent  of  1847,  was  l)efore  tbe 
court  in  16  Howard,  only  that  it  now  comes  up  under  a  reissued 
patent  in  1853.  | 

The  reporter  despairs  of  giving  any  intelligible  account  of  the  ar- 
gument in  this  case.  The  record  was  upwards  of  one  thousand  page? 
of  printed  matter,  of  which  seven  hundred  and  fifty  pages  were  tbe 
depositions  of  witnesses;  and  the  court-room  was  filled  with  raodeb 
and  drawings,  introduced  upon  either  side,  to  which  constant  refer- 
ence was  made  by  the  counsel. 

The  case  was  argued  by  Mr.  Reverdy  Johnson  and  Mr.  Diekerson 
for  the  plaintiff  in  error,  and  by  Mr.  Stanton  and  Mr.  Harding,  for  the 
defendants. 

Mr.  Justice  Grier  delivered  the  opinion  of  the  court. 

The  bill  charges  the  defendants  with'  infringing  two  several  patents  J 
granted  to  complainant  for  improvements  in  the  machine  known  a- 
McCormick's  reaper.  One  of  these  patents  bears  date  the  31st  of 
January,  1845 ;  the  other  on  the  24th  of  May,  1853,  being  the  rel^ne  I 
of  a  previous  one,  dated  23d  of  October,  1847.  Tbe  defendants  are 
charged  with  infringing  the  fourth  and  fifth  claims  of  the  patent  ot 
1845,  and  the  second  claim  of  the  reissued  patent  of  1853. 

I.  The  first  infringement  charged  is  that  of  the  divider,  or  that 
part  of  the  reaping-machine  which  is  defined  "as  an  arrangement  or 
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apparatus  for  separating  the  grain  to  be  cut  from  that  which  is  to  be 
left  standing." 

The  claim  is  as  follows:  "4th.  I  claim  tho  combination  of  the  how. 
L,  and  the  dividing-iron,  M,  for  separating  the  wheat  in  the  way 
described." 

The  description  referred  to  is  as  follows: 

"The  divider,  K,  is  an  extension  of  the  frame  on  the  left  side  of  the 
platform,  say  three  feet  before  the  blade,  for  the  purpose  and  so  con- 
structed as  to  effect  a  separation  of  the  wheat  to  be  cut  from  that  to 
be  left  standing,  and  that  whether  tangled  or  not.  E  is  a  piece  of 
scantling,  say  three  feet  long  and  three  inches  square,  made  fast  to  a 
projection  of  the  platform  by  two  screw  bolts.  To  the  point  of  this 
piece,  at  K.  is  made  fast  by  a  screw  or  boll  a  bow,  L,  of  tough  wood, 
the  other  end  of  which  is  made  fast  in  the  hinder  part  of  the  platform 
at  K,  and  it  is  so  bent  as  to  be  about  two  and  a  half  feet  high  at  the 
(left)  reel -post,  and  about  nine  inches  out  from  it,  with  a  regular 
curve.  The  dividing-iron,  M,  is  an  iron  rod,  of  a  peculiar  shape,  made 
fast  to  the  point  of  the  same  piece,  E,  and  by  the  same  screw  bolt  that 
holds  the  bow,  L.  From  this  bolt  this  iron  rises  towards  the  red,  8, 
at  an  angle  of  say  30°,  until  it  reaches  it ;  then  it  is  bent  so  as  to  pass 
under  the  reel  as  far  back  as  the  blade,  and  to  fit  tho  curve  of  it  (the 
reel).  From  the  l>olt  in  the  point  aforesaid,  the  other  end  of  this  iron 
extends,  say  nine  inches,  along  the  inside  of  the  piece  E,  where  it  is 
held  by  another  screw  bolt,  M,  and  where  it  has  a  groove  or  slot  in  it 
to  admit  the  other  ends  being  raised  or  lowered  (turning  on  the  point 
screw,  K,  as  a  pivot)  to  suit  the  height  of  the  reel.  By  means  of  the 
bow  to  bear  off  the  standing  wheat,  and  the  iron  to  throw  the  wheat 
to  be  cut  within  the  powers  of  the  reel,  the  required  separation  is 
made  complete." 

The  answer  denies  that  the  arrangement  of  the  divider  used  by 
defendants  for  separating  the  grain  to  be  cut  from  that  to  be  left 
standing  is  the  same  in  construction  or  mode  of  operation  as  that 
claimed  by  complainant,  or  a  colorable  evasion  of  said  claim,  and 
avers  that  it  is  a  different  and  distinct  arrangement,  invented  by  J. 
II.  Manny,  after  several  years'  experiments. 

It  would  be  a  difficult  task  to  make  intelligible  to  the  uninitiated 
the  construction  of  a  very  complex  machine,  without  the  aid  of  models 
or  diagrams.  But,  for  the  purposes  of  the  case,  the  divider,  although 
a  component  part  of  the  great  complex  machine  called  the  reaper, 
may  be  considered  by  itself  as  a  machine  or  combination  of  devices 
attached  to  the  reaper  to  perform  certain  functions  necessary  to  com- 
plete the  whole  operation.    In  order  to  ascertain  whether  the  divider 


1088 


McCormick  r.  Talcott. 


[Sup.  Ct. 


Opinion  of  th«  court. 

used  by  defendants  infringes  that  of  the  complainant,  we  must  first 
inquire  whether  McCormick  was  the  first  to  invent  the  machine  called 
a  divider,  performing  the  functions  required,  or  has  merely  improved 
a  known  machine  by  some  peculiar  combination  of  mechanical  de- 
vices which  perform  the  same  functions  in  a  better  manner. 

If  he  be  the  original  inventor  of  the  device  or  machine  called  the 
divider,  he  will  have  a  right  to  treat  as  infringes  all  who  make  di- 
viders operating  on  the  same  principle,  and  performing  the  same  func- 
tions by  analogous  means  or  equivalent  combinations,  even  though 
the  infringing  machine  may  be  an  improvement  of  the  original,  and 
patentable  as  such.  But  if  the  invention  claimed  be  itself  but  an 
improvement  on  a  known  machine  by  a  mere  change  of  form  or 
combination  of  parts,  the  patentee  cannot  treat  another  as  an  in- 
fringer who  has  improved  the  original  machine  by  use  of  a  different 
form  or  combination  performing  the  same  functions.  The  inventor 
of  the  first  improvement  cannot  invoke  the  doctrine  of  equivalents 
to  suppress  all  other  improvements  which  arc  not  mere  colorable 
invasions  of  the  first. 

That  portion  of  a  reaping-machine  called  the  divider  or  separator 
may  be  described  as  a  pointed,  wedge-formed  instrument,  which  is 
attached  by  its  butt  at  that  extremity  of  the  cutting  apparatus  which 
runs  in  the  grain,  in  such  manner  that  its  point  projects  in  advance  of 
the  cutting  apparatus,  and  enters  the  standing  grain.  Its  functions, 
where  the  grain  stands  erect,  are  to  divide  it  iuto  two  portious,  one  of 
which  is  borne  inwards  by  the  inner  side  of  the  wedge-formed  im- 
plement within  the  range  of  the  cutting  apparatus  and  of  the  reel,  in 
case  the  machine  is  fitted  with  a  reel ;  the  other  portion  of  the  grain  is 
borne  outwards  by  the  outer  side  of  the  divider,  so  as  to  be  passed  by 
that  portion  of  the  machine  which  lies  behind  the  catting  apparatus. 
When  grain  is  inclined  outwards,  the  function  of  the  divider  is  not 
only  merely  to  divide  the  grain  into  portions,  but  also  to  raise  up  the 
inclined  stalks  of  the  grain,  below  which  the  divider  passes.  When 
the  grain  inclines  iuwards,  the  function  of  the  divider  is  not  only  to 
divide  the  mass,  but  also  to  raise  up  the  inclined  stalks  of  grain  be- 
neath which  the  divider  passes,  and  to  bear  them  outwards  without 
the  range  of  the  reel,  if  the  machine  has  a  reel,  and  of  the  cutting  ap- 
paratus. When  grain,  in  addition  to  being  inclined,  is  also  entangled, 
the  divider  not  only  separates  and  raises  the  stalks,  but  also  tends  to 
disentangle  them.  The  lower  face  of  a  divider  also  performs  the 
function  of  a  shoe  or  runner,  to  prevent  the  cutting  apparatus  from 
digging  into  the  earth  when,  by  anv  accidental  movement  of  the  ma- 
chine, it  would  otherwise  do  so.    The  divider  also  performs  the  iunc- 
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tion  of  limiting  or  regulating  the  width  of  the  swath,  by  raising  up  and 
turning  inwards  those  stalks  of  grain  which,  from  their  inclination 
outwards,  would  otherwise  escape  the  action  of  the  cutter;  and  by 
raising  up  and  turning  outwards  those  stalks  of  grain  which,  from 
their  inclination  inwards,  would  otherwise  be  within  the  range  of 
the  cutter.  All  dividers  perform  these  functions  in  a  greater  or  less 
degree.  The  English  patent  of  Dobbs,  in  1814,  had  dividers  of  wood 
or  metal.  The  outer  diverging  rod  rose  as  it  extended  back,  and  di- 
verged laterally  from  the  point,  to  raise  the  stalks  of  grain  inclining 
inwards,  and  to  turn  them  oft'  from  the  other  parts  of  the  machiue. 
The  patent  of  Charles  Phillips,  of  ,1841,  had  a  divider,  shaped  like  a 
wedge,  performing  the  same  fuuetion,  turning  the  grain  aside  on  both 
sides  of  the  machiue,  and  raising  it  up.  Ambler's  machine  had  a 
triangular  divider  performing  the  same  functions,  as  also  the  ma- 
chines of  JIussey,  Schnebly,  and  that  of  McCormick,  patented  in 
1834,  which  is  now  public  property.  The  present  claim  is  for  the 
combination  of  this  bow  with  a  dividing-iron  of  a  certain  form,  and! 
for  nothing  more.  This  dividing-iron  is  but  a  new  form  or  substitute- 
for  that  side  of  the  triangle  or  wedge  which  in  other  machines  per- 
formed the  function  of  separating  the  iuside  grain  and  raising  it  to. 
the  cutters. 

It  is  described  in  the  patent  jis  having  these  peculiarities  to  cuV 
tinguish  it  from  those  that  preceded  it  : 

1.  It  rises  at  an  angle  of  about  thirty  degrees  till  it  reaches  the 
reel. 

2.  It  is  curved  under  the  reel. 

3.  It  is  made  adjustable  by  means  of  a  slot,  so  as  to  suit  the  differ- 
ent heights  of  the  reel. 

Its  function  is  to  raise  and  support  the  grain  along  the  inner  edge 
of  the  divider,  at  the  maximum  elevation  consistent  with  the  employ- 
ment of  the  reel.  As  a  form  or  combination  of  devices  H  is  new, 
and  no  doubt  an  improvement,  and  therefore  the  proper  subject  of  a 
patent.  But  as  a  claim  for  a  combination  of  mechanical  devices  or 
parts,  it  is  not  infringed  by  one  who  uses  a  part  of  the  combination. 
Nor  can  it  challenge  other  improvements  of  the  same  machine,  dif- 
ferent in  form  or  combination,  as  infringements,  because  they  per- 
form the  same  functions  as  well  or  better,  by  calling  them  equivalents. 
The  machine  constructed  under  defendants'  patent  has  a  wooden 
projection,  somewhat  in  the  form  of  a  wedge,  extended  beyond  the 
cutting-sickles  some  three  feet,  and  which,  from  the  point  in  front, 
rises  as  it  approaches  the  cutting  apparatus,  with  a  small  curve,  (not 
approaching  to  au  angle  of  thirty  degrees,)  so  as  to  raise  the  leaning 

09 


Digitized  by  Google 


1090 


McCormick  r.  Talcott. 


[Sup.  Ct. 


Opinion  of  the  court. 

grain.  It  has  no  dividing-iron,  nor  substitute  or  equivalent  possess- 
ing the  peculiar  qualities  of  that  instrument.  It  more  resembles  the 
wedges  in  use  before  McCormiek's  patent  of  1845.  As  an  improve- 
ment on  former  machines,  it  has  some  peculiarities  of  form  and  con- 
struction, but  it  does  not  adopt  the  combination  of  complainant's 
patent.  It  is  a  distinct  improvement,  probably  inferior  to  McCor- 
miek's, but  certainly  no  infringement  of  his  claim. 

II.  The  fifth  claim  of  complainant's  patent  of  1845,  which  the  bill 
charges  the  defendants  with  infringing,  is  as  follows: 

"  5.  I  claim  setting  the  lower  end  of  the  reel-post,  R,  behind  the 
blade,  curving  it  at  R3,  and  leaning  it  forward  at  top,  thereby  favoring 
the  cutting,  and  enabling  me  to  brace  it  at  top  by  the  front  brace,  S, 
as  described,  which  I  claim  in  combination  with  the  post." 

In  the  reaping-machine  of  McCormiek's  original  patent  of  1834, 
he  had  placed  the  reel-post  in  front  of  the  cutters.  This  position  of 
the  post  interfered  with  the  action  of  the  reel  in  drawing  the  grain 
to  the  cutters,  especially  in  gathering  tangled  grain.  In  order  to 
remedy  this  defect  of  his  own  machine,  he  set  the  post  farther  back, 
and  braced  it  as  described. 

Defendant  does  not  support  his  reel  by  posts,  as  was  done  by  Mc- 
Cormick. He  uses  the  horizontal  reel-bearer,  connected  by  a  frame 
with  the  hinder  part  of  the  machine.  This  device  for  supporting  the 
reel  was  invented  aud  used  many  years  before  McCormiek's  first  pat- 
ent of  1834.  It  had  no  reel-post  situated  as  in  his  patent,  and  en- 
countered none  of  the  evils  remedied  by  the  change  in  its  position. 
This  attempt  to  treat  the  earlier  and  better  device  used  by  defend- 
ant as  an  infringement  of  a  later  device  to  obviate  a  difficulty  un- 
known to  the  first,  is  an  application  of  the  doctrine  of  equivalents 
which  needs  no  further  comment. 

III.  The  bill  charges  defendants  with  infringing  the  second  claim 
of  the  reissued  patent  of  1853.    This  claim  is  as  follows  : 

"  2.  And  I  also  claim  the  combination  of  the  reel  for  gathering 
the  grain  to  the  cutting  apparatus  and  depositing  it  on  the  platform, 
with  the  seat  or  position  for  the  raker  arranged  and  located  as  de- 
scribed, or  the  equivalent  thereof,  to  enable  the  raker  to  rake  the 
grain  from  the  platform,  and  deliver  and  lay  it  on  the  ground  at  the 
side  of  the  machine,  as  described." 

If  this  claim  be  construed  to  include  all  machines  which  have  a 
reel  and  a  raker's  seat,  it  is  void  for  want  of  novelty.  Hite,  Wood- 
ward, Randall,  and  Schnebly  had  invented  and  publicly  used  reaping- 
machines  which  had  reels  aud  a  place  for  the  raker  on  the  machine. 
But  the  true  construction  of  this  claim,  and  the  only  one  which  will 
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support  its  validity,  is  to  treat  it  as  a  claim  for  a  combination  of  the 
reel  with  a  seat  "arranged  and  located  as  described."  And  such 
was  the  construction  given  to  it  by  the  defendant  himself,  when  the 
Commissioner  had  refused  to  grant  him  a  patent  claiming  the  mere 
combination  of  a  reel  and  a  raker's  seat,  "  because  such  a  combina- 
tion was  not  patentable,  the  functions  of  each  device  having  no  ncees- 
sarv  connection  with  the  other." 

This  arrangement  for  the  location  of  a  raker's  seat  was  made  "  bv 
placing  the  gearing  and  crank  forward  of  the  driving-wheel,  and 
thus  carrying  the  driving-wheel  further  back  than  heretofore,  and 
sufficiently  so  to  balance  the  rear  part  of  the  frame  and  the  raker 
thereon." 

By  this  device  he  obtained  a  place  for  the  raker  over  the  fingcr- 
bar,  just  back  of  the  driving-wheel,  and  at  the  end  of  the  reel,  whore 
be  could  have  free  access  to  the  grain,  and  rake  it  off  the  machine  at 
right  angles  to  the  swath.  It  was  by  limiting  his  claim  to  this  ar- 
rangement, location,  and  combination  that  the  complainant  obtained 
his  patent,  and  without  this  construction  of  it  the  claim  is  neither 
patentable  nor  original. 

The  arrangement,  combination,  and  location  of  the  raker's  scat  by 
defendants  has  been  patented  to  Manny  as  an  independent  contriv- 
ance and  distinct  invention.  The  place  for  the  raker  is  obtained  by 
a  change  in  the  shape  of  the  platform  different  from  any  before  em- 
ployed. It  differs  from  the  complainant's  device  in  principle  as  well 
as  in  form  and  combination.  The  raker's  seat  is  on  a  different  part 
of  the  machine,  where  he  may  stand  without  destroying  the  balance 
of  the  machine  or  tilting  it  up.  It  requires  no  modification  of  the 
reel.  It  requires  no  such  combination  or  modification  of  parts  of  the 
machine  in  order  to  find  a  place  for  the  raker,  which  is  an  essential 
part  of  complainant's  claim. 

It  is  substantially  different,  both  in  form  and  in  combination,  from 
that  claimed  by  the  complainant,  and  is  consequently  no  infringement 
of  his  patent. 

Concurring,  as  we  do,  in  the  opinion  and  decision  of  the  court  be- 
low on  these  several  points,  the  decree  is  affirmed  with  costs. 

Mr.  Justice  Daniel,  dissenting. 

In  the  opinion  of  this  court  just  delivered  I  do  not  concur.  Pro- 
tracted as  the  discussion  by  counsel  in  the  ease  has  been,  the-  real 
grounds  for  controversy  between  the  parties  arc  obvious,  and  com- 
prised within  quite  a  limited  compass.  The  unusual  display  of  me- 
chanical ingenuity,  and  the  comment  upon  its  progress  exhibited  in 
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the  conduct  of  thin  cause,  whilst  they  evince  great  zeal  and  industry, 
and  may  afford  entertainment  to  the  curious  on  such  subjects,  are  in 
a  great  degree  irrelevant  to  and  beside  any  legitimate  inquiry  which 
an  adjustment  of  the  claims  of  the  parties  either  imposes  or  warrants. 
In  the  decree  of  the  court  below,  as  well  as  in  the  arguments  in  this 
court,  it  has  been  conceded  that  the  patent  of  the  appellant  is  strictly 
legal.    This  concession  necessarily  excludes,  and  in  legal  acceptatiou 
concltulcs,  all  inquiry  its  to  the  right  of  the  appellant  to  the  full  ben- 
efit of  his  invention,  either  as  an  original  or  a  combination,  and  ren- 
ders unnecessary,  and  irregular  and  improper,  any  and  every  com- 
parison between  that  invention  and  previous  claims  to  discovery  and 
improvement,  having  in  view  the  same  results  and  the  same  or  merely 
equivalent  modes  of  producing  them.    This  concession,  therefore,  nar- 
rows down  and  confines  the  proper  investigation  before  this  court,  as 
it  should  have  restricted  that  before  the  Circuit  Court,  to  the  single 
question  whether  the  machine  complained  of  as  an  infringement, 
either  in  theory,  in  construction,  or  in  operation,  was  the  same  with 
the  improvement  invented  by  the  appellant,  for  the  benefit  or  the 
reward  for  which  the  law  had  given  its  guarantee  ?    This  was  the 
proper  inquiry  before  the  court  below;  is  the  only  regular  iuquiry 
here.    All  others  connected  with  previous  inventions  were  and  must 
be  irregular,  and  are  excluded  and  forbidden  by  the  concession  that 
the  patent  of  the  appellant  is  legal  and  valid.    To  guide  them  in  this, 
the  only  legitimate  inquiry,  this  court  has  had  before  them  a  species 
of  evidence  of  all  others  best  calculated  to  conduct  them  to  the  truth- 
evidence  superior  to  and  unaffected  by  the  interests  or  prejudices  of 
partizans,  or  by  the  opinions  (the  reveries,  they  may  often  be  called) 
of  a  class  of  men  styled  experts ;  men  as  often  skillful  and  effective 
in  producing  obscurity  and  error  as  in  the  elucidation  of  truth.  No 
witnesses  can  testify  so  clearly  and  so  impartially  as  do  the  subjects 
(though  mute)  concerning  which  a  controversy  about  identity  or  dis- 
similarity is  pending.    These  witnesses  have  been  produced,  and 
their  testimony  eagerly  and  keenly  scrutinized ;  and  that  testimony 
establishes,  in  my  judgment,  with  a  force  and  certainly  which  no  in- 
genuity can  either  withstand  or  evade,  that  the  machine  put  in  opera- 
tion by  the  appellees  is  a  palpable  infringement  of  the  rights  of  the 
appellant ;  that  in  theory  or  principle,  in  structure,  in  the  modes  of 
operation,  and  in  the  results  proposed,  it  is  essentially  and,  with  some 
insignificant  and  merely  apparent  diversit v,  formally  identical,  at  least 
in  one  important  particular,  with  the  invention  secured  by  the  gov- 
ernment to  the  appellant,  and  admitted  by  the  appellees  and  by  the 
court  to  have  been  rightfully  and  legally  guaranteed  to  him. 
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That  portion  of  the  machines  put  in  operation  by  each  of  the  par- 
ties to  this  controversy,  and  which  constitutes  the  most  material  sub- 
ject of  contention  in  this  cause,  consists  of  what,  in  the  description 
and  specification  of  the  respective  patents,  is  called  a  divider.  The 
function  and  the  value  of  this  divider  are  experienced  in  separating 
the  stalks  of  wheat  designed  to  be  immediately  severed  by  the  cut- 
ters, from  those  which  do  not  come  within  their  immediate  and  reg- 
ular operation,  but  which  it  is  desired  should  be  left  to  the  future  or 
succeeding  action  of  the  machine.  It  frequently  happens,  in  fields  of 
luxurious  growth,  that  from  high  winds,  heavy  rains,  and  even  from 
its  own  weight,  wheat  is  pressed  down,  and  becomes,  in  rustic  phrase, 
lodged.  In  this  condition,  the  stalks  and  heads  of  the  wheat,  on  both 
sides  of  a  line  described  by  the  track  of  a  machine,  will  become  en- 
tangled, and  inclined  in  various  and  opposite  directions,  accordingly 
as  the  momentum  which  displaces  the  natural  position  of  the  grow- 
ing crops  has  been  applied.  In  such  a  condition  of  the  wheat,  any 
process  by  which  a  portion  of  the  crop  should  be  torn  apart  from 
portions  with  which  it  was  intertwined,  would  prove  highly  detri- 
mental, inasmuch  as  it  would  necessarilv  increase  the  irresrularitv  in 
the  position  of  the  wheat  not  cut  and  standing  outside  of  the  regular 
track  of  the  machine,  and  by  violently  and  rapidly  rending  apart  the 
tangled  straw,  would  shatter  and  waste  the  grain  in  each  division, 
creating  thereby  a  serious  diminution  in  the  yield  or  product.  In 
order  to  prevent  these  mischiefs  by  disentangling  the  wheat,  by  sep- 
arating that  designed  to  be  immediately  severed  from  that  reserved 
for  the  succeeding  action  of  the  machine,  and  by  raising  up  the  for- 
mer and  bringing  it  within  the  scope  and  operation  of  the  reel  and 
the  cutters,  was  devised  an  addition  or  appendage  to  the  reaper,  called 
the  divider.  The  importance  of  this  appendage,  both  to  the  success 
of  the  reaper  and  on  account  of  its  real  utility  in  practice,  cannot  be, 
with  reason,  called  in  question.  Its  essential  importance  is  sufficiently 
evinced  by  the  zeal  and  industry  displayed  and  the  extraordinary 
expense  which  must  have  been  incurred  in  this  controversy.  The  di- 
vider of  McCormick  may  be  thus  substantially  described :  A  pointed 
instrument  or  structure,  called  by  the  patentee  a  bow,  formed  of  strong, 
hard  wood,  confined  in  front,  and  projecting  so  far  in  advance  of  the 
cutters  as  to  enter  the  wheat  in  time  to  effect  its  preparation  for  the 
approach  of  the  cutters.  This  bow  is  extended  in  a  curvilinear  form 
on  the  outer  side  of  the  machine,  next  the  grain  to  be  separated  from 
the  cutters,  and  is  gradually  ele  vated  from  the  point  in  front  to  a  de- 
gree increasing  towards  the  rear  of  the  machine,  sufficient  to  disen- 
tangle the  straw,  and  place  it  in  a  position  proper  for  the  sweep  or 
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action  of  the  returning  machine.  On  the  interior  side  of  the  ma- 
chine, or  that  on  which  the  grain  is  to  be  severed,  the  divider  of 
McCormick  is  constructed  of  a  bar  of  iron,  confined  at  the  same 
point  with  the  wooden  bow  above  mentioned  as  operating  exter- 
nally; and  this  iron  bar  is  capable  of  being  so  adjusted  as  to  disen- 
tangle and  raise  the  wheat  separated  from  that  standing  on  the  ex- 
terior of  the  machine,  and  by  a  lateral  and  angular  direction  given 
this  adjustable  bar,  as  well  as  by  its  vertical  extension,  it  embraces 
and  secures  the  wheat  on  the  interior  side  of  the  machine,  and  presses 
it  to  the  action  of  the  reel  and  the  cutters. 

Such  as  lias  been  just  described,  I  hold  to  be  McCormick's  divider, 
and  such,  too,  its  operation  ami  effects.  Let  us  now  compare  them 
with  the  structure  and  operation  of  the  structure  complained  of  as 
an  infringement,  in  order  to  ascertain  how  far  the  rival  claims  of  the 
parties  are  identical  or  diverse.  And  this  comparison  will  be  most 
fairly  and  satisfactorily  accomplished,  and  the  results  most  clearly 
established,  by  a  recurrence  to  that  silent  but  irresistible  testimony 
already  referred  to, — the  testimony  of  the  machines  themselves. 

On  Manny's  machine,  the  divider  on  the  exterior  side,  or  the  side 
of  the  standing  grain,  is  formed  of  a  piece  of  timber  which,  according 
as  fancy  shall  dictate,  may  be  denominated  a  bow.  or  by  any  other 
appellation  which  may  be  preferred.  This  piece  of  timber,  like  the 
divider  of  McCormick's  machine,  is  confined  in  front,  and  penetrates 
the  standing  grain  in  advance  of  the  cutters.  Like  McCormick's 
divider,  it  rises  obliquely  from  the  stationary  point  in  front,  towards 
the  rear  of  the  machine,  to  a  degree  intended  to  be  sufficient  to  sep- 
arate and  support  the  straw,  and  in  the  same  manner  diverges  in  an 
angle  supposed  to  be  great  enough  to  secure  that  separation,  and  to 
prevent  the  breaking  down  of  any  portion  of  the  straw  by  being 
pressed  to  the  earth,  or  by  being  torn  away  by  the  machine  in  its 
progress.  On  the  interior  side  or  section  of  Manny's  divider,  there 
is  no  adjustable  iron  bar  or  rod,  as  a  part  of  the  divider;  but  for  this  is 
substituted  a  piece  of  timber  or  a  board,  connected  and  confined  in  the 
front  of  the  machine,  with  the  wooden  fixture  extended  on  the  out- 
side next  the  standing  grain ;  and  from  that  point  of  connection  this 
substituted  board  is  protracted  in  a  diverging  angle,  and  to  a  length 
corresponding  exactly  with  those  of  McCormick's  adjustable  iron 
bar,  and,  like  the  latter,  it  is  gradually  curved  to  a  vertical  elevation 
intended  to  be  great  enough  to  separate  and  raise  up  the  wheat  de- 
signed to  be  immediately  severed  by  the  cutters  from  that  reserved 
for  further  action  of  the  machine.  The  only  differences  between  this 
fixture  and  the  adjustable  bar  of  McCormick  (and  they  are  merely 


Dec.  1857.] 


McCormick  v.  Talcott. 


1005 


Dissenting  opinion. 

pretended  and  deceptive)  are  these:  that  the  former,  instead  of  being 
of  iron,  is  made  of  wood;  that  instead  of  being  movable  or  adjusta- 
ble, it  is  stationary;  that  it  is  broader  on  its  lateral  surface  than  is 
that  of  the  iron  portion  of  McCormick's  divider,  and  on  that  lateral 
surface  is  somewhat  curved.  But  these  differences,  correctly  appre- 
hended, are  mere  disguises,  and  were  indispensable  to  shelter  the 
possession  of  property  evidently  pirated  from  the  rightful  owner. 
Had  the  appellees  openly  taken  McCormick's  iron  instrument,  ad- 
justed it  so  that  it  could  be  graduated  in  practice  to  the  quality  or 
height  of  the  grain  in  which  the  machine  was  to  operate,  and  placed 
it  at  an  angle  suited  to  the  conducting  of  the  grain  within  the  action 
of  the  reel  and  cutters,  there  would  in  so  bold  a  piracy  have  been 
left  no  ground,  no  pretext  even,  for  contest  or  cavil.  Hence  the 
effort  at  distinctions  or  differences  attempted  in  the  case.  To  my 
mind,  it  seems  impossible  not  to  perceive  that  they  are  entirely  un- 
founded, and  cannot  for  one  instant  conceal  these  truths,  viz.,  that 
the  instrument  or  structure  called  a  divider,  introduced  and  practiced 
by  the  appellees,  is,  in  theory  or  principle,  in  m  inner  of  its  operation, 
in  its  effects  or  results,  and  it  may  almost  be  said  in  its  minute  eonstit- 
iunit  jmtions  and  fonmtion,  identical  with  the  instrunu-nt  invented  by 
and  patented  to  the  appellant,  and  therefore  an  infringement  of  the 
rights  guaranteed  to  him  by  the  government. 

Entertaining  this  opinion,  I  must  dissent  from  the  decision  of  the 
court  in  this  cause,  and  declare  it  as  my  opinion  that  the  decree  of 
the  Circuit  Court  should  be  reversed  and  this  cause  remanded,  with 
instructions  to  reinstate  the  injunction  formerly  awarded  by  the  Cir- 
cuit Court,  and  to  direct  an  account  between  the  parties.  The  only 
legitimate  inquiry  for  the  court  is  this:  whether  the  improvement  of 
McCormick  called  a  divider,  and  the  instrument  claimed  and  put  in 
operation  by  Manny,  are  essentially  the  same,  or  are  essentially  or 
substantially  different.  All  that  has  been  said  (and  a  great  deal  has 
been  said)  about  the  comparative  superiority  or  inferiority  of  inven- 
tions or  improvements  previous  to  those  patented  to  McCormick,  is 
wholly  irrelevant  and  out  of  this  cause;  and  is  calculated  only  to 
confound  and  to  divert  the  attention  from  the  only  proper  subject 
of  investigation  here,  which  is  the  rightfulness  of  the  claims  advanced 
by  the  appellant  and  appellees  in  this  cause,  relatively  to  themselves, 
and  to  no  others. 
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ROSS  WlNANS,  PLAINTIFF  IN  ERHOR,  V.  TlIE  New  YORK  AND  ERIE 

Railroad  Company. 

(21  Howard,  88.) 

1.  Where  objection  was  made,  during  the  trial  of  a  cause,  to  the  reception  of  the 

deposition  of  a  witness,  winch  had  been  taken  under  a  commission,  it  was 
properly  overruled,  because  the  rules  of  practice  in  the  Circuit  Court  of  New 
York  give  time  and  opportunity  to  move  for  a  suppression  of  the  deposition 
or  a  reexamination  of  the  witness. 

2.  The  paper  Which  the  witness  referred  to,  but  did  not  annex  to  his  deposition, 

was  not  in  his  power. 

3.  In  the  trial  of  a  suit  for  the  violation  of  a  patent-right,  the  court  cannot  tv 

compelled  to  receive  the  evidence  of  experts  as  to  how  a  patent  on«rht  to 
construed.    The  Judge  may  obtain  information  from  them,  if  he  desire  it. 

4.  Wloma1  patent  for  "n  new  and  useful  improvement  In  the  construction  uf  eus 

or  carriages  Intended  to  travel  upon  railroads,"  was  for  the  manner  of  arrang- 
ing and  connecting  the  eight  wheels  of  a  railroad  carriage,  for  the  purpose  of 
enabling  burden  and  passenger  cars  to  pursue  a  more  smooth,  even,  and  sib 
course  over  the  curves  and  Irregularities  of  a  railroad.  And  it  was  propvr  !«■ 
instruct  the  jury,  that  if  they  found,  from  the  evidenc  *.  that  beforv  tin-  t"uu»- 
when  Winans  claimed  to  have  made  the  discovery,  carriages  with  eight  whM<, 
arranged  and  connected  substantially  in  the  same  manner,  and  upon  the  -am» 
mechanical  principles  with  those  described  in  the  patent,  were  known  and 
publicly  used,  Winans  was  not  entitled  to  recover. 

This  case  was  brought  up  by  writ  of  error  from  the  Circuit  Court 
of  the  United  States  for  the  Northern  District  of  New  York. 

It  was  an  action  brought  by  Winans  against  the  railroad  companv 
for  a  violation  of  his  patent  for  a  new  and  useful  improvement  in  the 
construction  of  cars  or  carriages  intended  fo  travel  upon  railroads. 

In  order  that  the  reader  may  understand  the  nature  of  the  improve- 
ment, the  description  of  it,  as  given  by  Winans  himself,  is  here  in- 
serted, because  it  is  remarkably  clear  and  well  drawn  tip. 

The  following  is  the  schedule  referred  to  in  the  letters  patent: 

"To  all  whom  it  may  concern  :  Be  it  known,  that  I,  Ross  Winans 
■civil  engineer,  of  the  city  of  Baltimore,  in  the  State  of  Maryland, 
nave  invented  a  new  and  useful  improvement  in  the  construction  of 
cars  or  carriages  intended  to  travel  upon  railroads;  which  improve- 
ment is  particularly  adapted  to  passenger  cars,  as  will  n>ore  folly 
appear  by  an  exposition  of  the  difficulties  heretofore  experienced  in 
the  running  of  such  cars  at  high  velocities,  which  exposition  I  tLink 
it  best  to  give  in  this  specification,  for  the  purpose  of  exemplifying 
the  more  clearly  the  object  of  my  said  improvement. 

"In  the  construction  of  all  railroads  in  this  country  which  extend 
to  any  considerable  distance,  it  has  been  found  necessary  to  admit  oi 
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lateral  curvatures,  the  radius  of  which  is  sometimes  but  a  few  hun- 
dred feet ;  and  it  becomes  important,  therefore,  so  to  construct  the 
cars  as  to  enable  them  to  overcome  the  difficulties  presented  by  such 
curvatures,  and  to  adapt  them  for  running  with  the  least  friction  prac- 
ticable upon  all  parts  of  the  road.  The  friction  to  which  I  now  allude 
is  that  which  arises  from  tho  contact  between  the  flanches  of  the 
wheels  and  the  rails,  which,  when  it  occurs,  causes  a  great  loss  of 
power,  and  a  rapid  destruction  of,  or  iujury  to,  both  the  wheel  and 
the  rail,  and  is  otherwise  injurious.  The  high  velocities  attained  by 
the  improvements  made  in  locomotive  engines,  and  which  are  not 
only  sanctioned,  but  demanded,  by  public  opinion,  render  it  neces- 
sary that  certain  point*  of  construction  and  arrangement,  both  in  the 
roads  and  wheels,  which  were  not  viewed  as  important  at  former 
rates  of  traveling,  should  now  receive  special  attention.  The  greater 
momentum  of  the  load,  and  the  intensity  of  the  shocks  and  concus- 
sions, which  are  unavoidable  even  under  the  best  constructions,  are 
among  those  circumstances  which  must  not  be  neglected,  as  the  lia- 
bilitv  to  accident  is  therebv  not  onlv  greatly  increased,  but  the  con- 
sequences  to  be  apprehended  much  more  serious.  The  passenger 
and  other  cars  in  general  use  upon  railroads  have  four  wheels,  the 
axles  of  which  are  placed  from  three  and  a  half  to  five  feet,  apart; 
this  distance  being  governed  by  the  nature  of  the  road  upon  which 
they  run,  and  other  considerations.  When  the  cars  are  so  constructed 
that  the  axles  retain  their  parallelism,  and  are  at  a  considerable  dis- 
tance apart,  there  is  a  necessary  tendency  in  the  flanches  of  the 
wheels  to  come  into  contact  with  the  rails,  especially  on  the  curva- 
tures of  least  radius,  as  the  axles  then  varv  more  from  the  direction 
of  the  radii.  From  this  consideration,  when  taken  alone,  it  would 
appear  to  be  best  to  place  the  axles  as  near  to  each  other  as  possible, 
thus  causing  them  to  approach  more  nearly  to  the  direction  of  the 
radii  of  the  curves,  and  the  planes  of  the  wheels  to  conform  to  the 
line  of  the  rails.  There  are,  however,  other  circumstances  which 
must  not  be  overlooked  in  their  constructions.  I  have  already  al- 
luded to  the  increased  force  of  the  shocks  from  obstructions  at  high 
velocities ;  and,  whatever  care  may  be  taken,  there  will  be  inequali- 
ties in  the  rails  and  wheels,  which,  though  small,  are  numerous,  and 
the  perpetual  operation  of  which  produces  effects  which  cannot  be 
disregarded.  The  greater  the  distance  between  the  axles,  while  the 
length  of  the  body  remains  the  same,  the  less  is  the  influence  of  these 
shocks  or  concussions;  and  this  has  led,  in  many  instances,  to  the 
placing  them  in  passenger  cars,  at  or  near  their  extreme  ends.  Now, 
however,  a  compromise  is  most  commonly  made  between  the  evils 
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resulting  from  a  considerable  separation  and  a  near  approach,  as.  by 
the  modes  of  construction  now  in  use,  one  of  the  advantages  most 
be  sacrificed  to  the  other.  But  it  is  not  to  the  lateral  curvatures  and 
inequalities  of  the  road  alone  that  the  foregoing  remarks  apply.  Tit 
incessant  vibration  felt  in  traveling  over  a  railroad  is  mainly  depend- 
ent upon  the  vertical  motion  of  the  cars  in  surmounting  those  uuiutr- 
ous  though  minute  obstructions  which  unavoidably  exist  The  nearer 
the  axles  are  placed  to  each  other,  the  greater  is  the  effect  of  thi? 
motion  upon  the  passengers,  and  the  greater  its  power  to  derange  the 
machinery  and  the  road.  It  becomes  very  important,  therefore,  both 
as  regards  comfort,  safety,  and  economy,  to  devise  a  mode  of  com- 
bining the  advantages  derived  from  placing  the  axles  at  a  consider- 
able distance  apart,  with  those  of  allowing  them  to  be  situated  near 
to  each  other.  It  has  been  attempted,  and  with  some  success,  to 
correct  the  tendency  of  the  tlauches  to  come  into  contact  with  the 
rails,  on  curved  and  other  parts  of  the  road,  by  making  the  tread  of 
the  wheel  conical ;  and  if  the  traveling  upon  railroads  was  not  re- 
quired to  be  very  rapid,  this  would  so  far  prove  an  effectual  correct- 
ive, as  the  two  rails  would  find  diameters  upon  the  wheels  which 
would  correspond  with  the  difference  in  length,  the  constant  tendency 
to  deviation  being  as  constantly  counteracted  by  this  construction; 
but  at  hiirh  velocities,  the  momentum  of  the  bodv  in  motion  tends  ?o 
powerfully  to  carry  it  in  a  right  line,  as  to  cause  the  wheel  on  the 
longer  rail  to  ascend  considerably  above  that  part  of  the  cone  which 
corresponds  therewith.  The  consequence  of  this  is  a  continued  .ter- 
pentine motion,  principally,  but  not  entirely,  in  a  lateral  direction, 
nor  is  this  confined  to  the  curved  parts  of  the  road,  but  it  exists  to  an 
equal  or  greater  extent  upon  those  which  are  straight,  especially  when 
the  axles  are  near  to  each  other,  the  irregularities  before  sjioken  of 
constantly  changing  the  direct  course  of  the  wheels,  whilst  there  U 
no  general  curvature  of  the  rails  to  counteract  it.  To  avoid  this 
effect,  and  the  unpleasant  motion  and  tendency  to  derangement  con- 
sequent upon  it,  an  additional  motive  is  furnished  for  placing  the 
axles  at  a  considerable  distance  apart. 

"The  object  of  my  invention  is,  among  other  things,  to  make  such 
an  adjustment  or  arrangemeut  of  the  wheels  and  axles  as  shall  caase 
the  body  of  the  car  or  carriage  to  pursue  a  more  smooth,  even,  direct, 
and  safe  course,  than  it  does  as  cars  are  ordinarily  constructed,  both 
over  the  curved  and  straight  parts  of  the  road,  by  the  before-  men- 
tioned desideratum  of  combining  the  advantages  of  the  near  and 
distant  coupling  of  the  axles,  and  other  meaus  to  be  hereinafter  de- 
scribed.   For  this  purpose,  I  construct  two  bearing  carriages,  each 
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with  four  wheels,  which  are  to  sustain  the  body  of  the  passenger  or 
other  car  by  placing  one  of  them  at  or  near  each  end  of  it,  in  a  way 
to  be  presently  described.  The  two  wheels  on  either  side  of  these 
carriages  are  to  be  placed  very  near  to  each  other;  the  spaces  be- 
tween their  flanches  need  to  be  greater  than  is  necessary  to  prevent 
their  contact  with  each  other.  These  wheels  I  connect  together  by 
means  of  a  very  strong  spring, — say  double  the  usual  strength  em- 
ployed for  ordinary  cars, — the  euds  of  which  spring  are  bolted,  or 
otherwise  occured,  to  the  upper  sides  of  the  boxes,  which  rest  on  the 
journals  of  the  axles,  the  longer  leaves  of  the  spriugs  being  placed 
downwards,  and  surmounted  by  the  shorter  leaves.  Having  thus 
connected  two  pairs  of  wheels  together,  I  unite  them  into  a  four-wheel 
bearing  carriage,  by  means  of  their  axles,  and  a  bolster  of  the  proper 
length  extending  across,  between  the  two  pairs  of  wheels,  from  the 
center  of  one  spring  to  that  of  the  other,  and  securely  fastened  to  the 
tops  of  them.  This  bolster  must  be  of  sufficient  strength  to  bear  a 
load  upon  its  center  of  four  or  five  tons.  Upon  this  first  bolster  I 
place  another  of  equal  strength,  and  connect  the  two  together  by  a 
center  pin  or  bolt  passing  down  through  them,  and  thus  allowing 
them  to  swivel  or  turn  upon  each  other  in  the  manner  of  the  front 
bolster  of  a  common  road  wagon.  I  prefer  making  these  bolsters  of 
wrought  or  cast  iron  ;  wood,  however,  may  be  used.  I  prepare  each 
of  the  bearing  carriages  in  precisely  the  same  way.  The  body  of  the 
passenger  or  other  car  I  make  of  double  the  ordinary  length  of  those 
which  run  on  four  wheels,  and  capable  of  carrying  double  their  load. 
This  body  I  place  so  as  to  rest  its  whole  weight  upon  the  two  upper 
bolsters  of  the  two  before-mentioned  bearing  carriages  or  running 
gear.  I  sometimes  place  these  bolsters  so  far  within  the  ends  of  the 
body  of  the  car  as  to  bring  all  the  wheels  under  it,  and  in  this  case 
less  strength  Is  necessary  in  the  car  body  than  when  the  bolster  is 
situated  at  its  extreme  ends.  In  some  cases,  however,  I  place  the 
bolster  so  far  without  the  body  of  the  car,  at  either  end,  as  to  allow 
the  latter  to  hang  down  between  the  two  sets  of  wheels  or  bearing 
carriages,  and  to  run,  if  desired,  within  a  foot  of  the  rails. 

""When  this  is  done,  a  strong  frame-work  projects  out  from  either 
end  of  the  car  or  carriage  body,  and  rests  upon  the  upper  bolsters  of 
the  two  bearing  carriages.  This  last  arrangement,  by  which  the  body 
of  the  car  is  hung  so  low  down,  manifestly  affords  a  great  security  to 
the  passengers,  exempting  them  in  a  great  degree  from  those  acci- 
dents to  which  they  are  liable  when  the  load  is  raised.  Several 
bodies  may  be  connected,  or  rest  on  a  common  frame,  and  be  sup- 
ported on  the  bearing  carriage,  in  a  manner  similar  to  that  of  a  single 
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body.  When  the  bolsters  of  the  bearing  carriages  are  placed  under 
the  extreme  ends  of  the  body,  the  relief  from  shocks  and  concussions, 
and  from  lateral  vibrations,  is  greater  than  it  is  when  the  bolsters  are 
placed  between  the  middle  and  the  ends  of  the  body,  and  this  relief 
is  not  materially  varied  by  increasing  or  diminishing  the  length  of 
the  body,  while  the  extreme  ends  of  it  continue  to  rest  on  the  bolsters 
of  the  bearing  cars,  the  load  supposed  to  be  equally  distributed  over 
the  entire  length  of  the  body. 

"  Although  I  prefer  the  use  of  a  single  spring  to  a  pair  of  wheels 
as  above  described,  instead  of  the  ordinary  spring  to  each  wheel,  and 
consider  it  as  more  simple,  cheap,  and  convenient  than  any  other 
arrangement,  the  end  which  I  have  in  view  mav  nevertheless  be 
obtained  by  constructing  the  bearing  carriages  in  any  of  the  modes 
usually  practiced,  provided  that  the  fore  and  hind  wheels  of  each  of 
them  be  placed  very  near  together ;  because  the  closeness  of  the  fore 
and  hind  wheels  of  each  bearing  carriage,  taken  in  connection  with 
the  use  of  two  bearing  carriages  coupled  remotely  from  each  other 
as  can  conveniently  be  done,  for  the  support  of  one  body,  with  a  view 
to  the  objects  and  on  the  principles  herein  set  forth,  is  considered  by 
me  as  a  most  important  feature  of  my  invention ;  for,  by  the  contigu- 
ity of  the  fore  and  hind  wheels  of  each  bearing  carriage,  while  the 
two  bearing  carriages  may  be  at  any  desirable  distance  apart,  the 
lateral  friction  from  the  rubbing  of  the  flauehes  against  the  rails  is 
most  effectually  avoided,  whilst  at  the  same  time  all  the  advantages 
attendant  upon  placing  the  axles  of  a  four-wheeled  car  far  apart  are 
thus  obtained.  The  bearing  of  the  load  on  the  center  of  the  bolster, 
which  also  is  the  center  of  each  bearing  carriage,  likewise  affords 
great  relief  from  the  shocks  occasioned  by  the  percussions  of  the 
wheels  on  protuberant  parts  of  the  rails  or  other  objects,  and  from 
the  vibrations  consequent  to  the  use  of  coned  wheels;  as  the  lateral 
and  vertical  movements  of  the  body  of  the  car  resulting  from  the  above 
causes  are  much  diminished.  The  two  wheels  on  either  side  of  one 
of  the  bearing  carriages  may,  from  their  proximity,  be  considered  as 
acting  like  a  single  wheel,  and  as  these  two  bearing  carriages  may  be 
placed  at  any  distance  from  each  other,  consistent  with  the  required 
strength  of  the  body  of  the  car,  it  is  evident  that  all  the  advantage  is 
obtained  which  results  from  having  the  two  axles  of  a  four-wheeled 
car  at  a  distance  from  each  other,  whilst  its  inconveniences  are 
avoided.  Another  advantage  of  this  car,  compared  with  those  in 
common  use,  and  which  is  viewed  by  me  as  very  important,  is  the 
increased  safety  afforded  by  it  to  passengers,  not  only  from  the  dimin- 
ished liability  to  breakage,  or  derangement  in  the  frame-work,  but 
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also  from  the  leas  disastrous  consequences  to  be  apprehended  from 
the  breaking  of  a  wheel,  axle,  or  other  part  of  the  running  gear,  as 
the  car  body  depends  for  its-support- and  safety  upon  a  greater  number 
of  wheels  and  bearing  points  on  the  road.  I  do  not  claim  as  my  in- 
vention the  running  of  cars  or  carriages  upon  eight  wheels,  this  hav- 
ing been  previously  done;  not,  however,  in  the  manner  or  for  the 
purposes  herein  described,  but  merely  with  a  view  of  distributing  the 
weight,  carried  more  evenly  upon  a  rail  or  other  road,  and  for  objects 
distinct  in  character  from  those  which  I  have  had  in  view,  as  herein- 
before set  forth.  Nor  have  the  wheels,  when  thus  increased  in  num- 
ber, been  so  arranged  and  connected  with  each  other,  either  by  design 
or  accident,  as  to  accomplish  this  purpose.  What  I  claim,  therefore, 
as  my  invention,  and  for  which  I  ask  a  patent,  is  the  before-described 
manner  of  arranging  and  connecting  the  eight  wheels,  which  consti- 
tute the  two  bearing  carriages,  with  a  railroad  car,  so  as  to  accomplish 
the  end  proposed  by  the  means  set  forth,  or  by  any  others  which  are 
analogous  and  dependent  upon  the  same  principles. 

"Ross  "Winans." 

The  patent  was  originally  issued  in  1834,  and  continued  regularly 
until  1848,  when  it  was  extended  by  the  Commissioner  of  Patents  for 
seven  years  from  the  1st  of  October,  1848. 

The  defendants  pleaded  the  general  issue,  and  gave  notice  under 
the  statute  that  Winans  was  not  the  original  inventor,  but  that,  sub- 
stantially, the  same  contrivance  was  described  in  many  books,  known 
to  many  persons,  and  used  in  many  places.  Other  grounds  of  defense 
were  also  mentioned.  The  case  came  on  for  trial  in  June,  1856, 
when  the  jury  found  a  verdict  for  the  defendants. 

The  first  exception  was  to  the  admission  of  the  testimony  of  Con- 
duce Gatch,  a  witness  for  the  defendant,  who  had  been  examined 
under  a  commission.    The  questions  and  answers  were  as  follows: 

"One  hundredth  cross-interrogatory.  Did  you,  before  answering 
the  said  direct  interrogatories,  or  the  said  cross-in terrogatories,  or  any 
of  them,  see  or  read,  or  hear  read,  or  hear  stated,  any  part  of,  or  the 
substance  of  any  part  of,  any  testimony  given  or  affidavit  made  by  you, 
or  by  any  other  person  or  persons,  in  the  case  of  Ross  Winans  against 
the  Eastern  Railroad  Company,  or  in  the  case  of  Ross  Winans  against 
Orsamus  Eaton  and  others,  or  in  the  case  of  Ross  Winans  against  the 
New  York  and  Harlem  Railroad  Company?  And  if  yea,  in  what 
case  was  such  testimony  or  affidavit  given,  and  by  whom  was  the  same 
read,  or  shown,  or  stated  to  you,  or  to  any  other  person  or  persons  in 
your  presence  or  hearing?" 

To  this,  Gatch  answered : 
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"X  100th.  To  the  one  hundredth  cross-interrogatory  he  saith:  At 
the  time  of  the  Commissioner's  reading  to  me  the  direct  interrogato- 
ries, when  I  was  hefore  him  for  the  purpose  of  giving  my  deposition 
in  this  case,  it  struck  me  forcibly  that  the  questions,  if  not  identically 
the  same,  were  the  same  in  substance  of  those  I  had  answered  in 
the  case  of  Winans  against  the  New  York  and  ITarlem  Railroad 
Company;  and  upon  ascertaining  that  the  Commissioner  had  ftcofff 
of  the  answers  I  then  gave,  and  for  the  purpose  of  facilitating  the 
execution  of  this  commission,  I  adopted  the  answers  before  referred 
to,  altering  them  in  some  particulars,  so  as  to  be  more  explicit ;  an«i 
I  now  declare  that,  independent  of  seeing  the  copy  of  my  answer*, 
the  facts  I  have  herein  testified  to  are  true." 

The  one  hundred  and  second  cross-interrogatory  was  too  lon<?  to 
be  inserted.  It  inquired  whether  he  had  heard,  read,  or  6tated.  anv 
paper,  &c;  and  if  any  suggestion  had  been  made  in  writing.  &c,  to 
annex  a  copy  of  such  writing. 

To  which  Gatch  answered  : 

"To  the  one  hundred  and  second  cross-interrogatory  he  saith:  I 
refer  to  my  answer  to  the  one  hundredth  cross-interrogatory. " 

Upon  the  trial,  the  counsel  for  the  plaintiff  moved  to  exclude  the 
whole  testimony  of  Gatch,  because  he  did  not  annex  the  writing  to 
his  answer.  But  the  court  overruled  the  objection  and  admitted  the 
evidence,  which  constituted  the  first  exception. 

After  this,  there  were  thirty-one  exceptions  taken,  viz.,  nine  t<>  the 
refusal  of  the  court  to  allow  the  plaintiff  to  prove  certain  matter? 
which  he  offered  to  prove,  fourteen  to  various  parts  of  the  charge  of 
the  court,  and  eight  to  refusals  by  the  court  to  charge  the  jury  in  ac- 
cordance with  the  prayers  of  the  plaintiff. 

As  the  first  class  of  exceptions  is  particularly  noticed  in  the  opin- 
ion of  this  court,  it  is  proper  to  mention  the  circumstances  under 
which  they  were  taken.  . 

After  the  defendants  had  rested  their  case,  and  after  the  plaintiff 
had  thereafter  put  in  a  part  of  his  evidence  in  reply,  the  plaintiff 
made  to  the  court  the  following  offer  to  prove  the  facts  and  matters 
stated  in  said  offer,  namely  : 

"1.  The  plaintiff,  by  his  counsel,  offers  to  prove  that  the  action  of 
coned  wheels,  specified  in  the  patent,  requires  the  wheels  to  be  fa?t 
on,  and  turned  with  their  axles.  That  at  the  time  the  plaintiff's  pa;- 
ent  was  granted,  it  was  the  general  practice,  in  constructing  cars  for 
running  at  high  velocities,  to  construct  them  with  coned  wheel*,  fas* 
on  and  turning  with  their  axles,  and  that  non-coned  wheels,  or  coo<d 
wheels  turning  on  their  axles,  are  not  equivalent  for,  and  cannot  pr>- 
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duce,  the  effects  described  in  the  patent  as  peculiar  to  the  use  of  coned 
wheels." 

The  defendants  objected  to  the  proving  of  any  of  the  facts  and 
matters  stated  in  said  offer,  on  the  ground  that  all  of  said  facts  and 
matters  were  immaterial  and  irrelevant,  and  the  court  sustained  said 
objection,  and  refused  to  allow  the  plaintiff  to  prove  any  of  the  facts 
and  matters  stated  in  said  offer,  to  which  sustaining  and  refusal  the 
plaintiff  then  and  there  duly  and  in  due  time  excepted. 

The  plaintiff  then  made  to  the  court  the  following  offer  to  prove 
the  facts  and  matters  stated  in  said  offer,  namely: 

M  2.  The  plaintiff,  by  his  counsel,  offers  to  prove,  that  the  end  pro- 
posed in  the  specification  of  the  plaintiff's  patent  cannot  be  effected 
by  a  car  having  two  swivelling  four-wheeled  tracks  connected  with  a 
body  or  platform,  unless  the  wheels  of  the  bearing  carriages  are  coned 
on  their  treads,  and  arc  fast  on,  and  turn  with  their  axles.'' 

The  defendants  objected  to  the  proving  of  any  of  the  facts  and 
matters  stated  in  said  last-mentioned  offer,  on  the  ground  that  all  of 
said  facts  ami  matters  were  immaterial  and  irrelevant ;  and  the  court 
sustained  said  last-mentioned  objection,  and  refused  to  allow  the  plain- 
tiff to  prove  any  of  the  facts  and  matters  stated  in  said  last-mentioned 
offer,  to  which  last-mentioned  sustaining  and  refusal  the  plaintiff  then 
and  there  duly  and  in  due  time  excepted. 

These  two  offers  of  proof  by  the  plaintiff  sufficiently  show  the 
character  of  the  proof  offered,  and  which  the  court  ruled  out.  The 
remaining  seven  were  similar  in  their  character. 

The  exceptions  to  the  charge  of  the  court  when  construing  the  pat- 
ent are  too  voluminous  to  be  inserted,  as  are  also  the  prayers  to  the 
court  on  behalf  of  the  plaintiff. 

Upon  all  these  exceptions  the  case  came  up  to  this  court. 

It  was  argued  by  Mr.  Bbilchford  and  Mr.  Keller,  for  the  plaintiff 
in  error,  and  by  Mr.  Davis  and  Mr.  Whiting,  for  the  defendants. 

In  the  argument  of  a  patent  case,  it  is  impossible  to  give  to  the 
reader  a  clear  idea  of  the  arguments,  because  drawings  and  models 
were  produced,  without  which  all  attempts  at  explanation  would  be 
superfluous. 

Mr.  Justice  Grier  delivered  the  opinion  of  the  court. 

The  patent  which  the  defendants  are  charged  to  have  infringed 
purports  to  be  "  for  a  new  and  useful  improvement  in  the  construc- 
tion of  cars  or  carriages  intended  to  travel  upon  railroads." 

The  specification  commences  with  an  enumeration  of  the  difficulties 
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attending  short  curves  in  railroads  from  friction,  and  the  consequent 
necessity  of  placing  the  wheels,  where  four  only  are  used,  near  to- 
gether. But  in  high  velocities  the  shocks  from  obstructions  or  ine- 
qualities on  the  rails  are  thus  greatly  increased ;  so  that  a  compromise 
is  usually  made  between  the  evils  consequent  on  too  great  a  separa- 
tion and  too  near  approach,  wherein  the  advantage  of  one  is  neces- 
sarily sacrificed  for  the  sake  of  the  other.  The  incessant  vibration 
felt  in  traveling  on  railroad  cars  is  mainly  imputed  to  the  minute 
obstructions  which  unavoidably  exist,  and  the  approximation  of  the 
wheels  necessary  to  avoid  friction  tends  to  iucrease  the  effect  of  this 
motion,  and  its  power  to  derange  the  machinery  of  the  road. 

The  important  object  which  the  plaintiff's  invention  seeks  to  ob- 
tain, as  regards  comfort,  safety,  and  economy,  "  is  to  devise  a  mode 
of  combining  the  advantages  derived  from  placing  the  axles  at  a  con- 
siderable distance,  with  those  of  allowing  them  to  be  situated  near 
each  other." 

The  specification  then  states  the  methods  heretofore  used  to  remedy 
these  difficulties ;  such  as  making  the  track  wheels  conical,  which,  in 
case  of  slow  traveling,  has  been  found  an  effectual  correction ;  but 
in  high  velocities  it  caused  a  serpentine  motion,  not  only  on  curves, 
but  where  the  track  was  straight.  To  avoid  this  effect,  an  additional 
motive  is  furnished  for  placing  the  axles  at  a  considerable  distance 
apart. 

For  this  purpose  the  patentee  proposes  to  construct  two  bearing 
carriages,  each  with  four  wheels,  to  sustain  the  body  of  the  cars,  one 
at  or  near  each  end  thereof ;  the  two  wheels  on  either  side  of  these 
carriages  to  be  placed  very  near  each  other.  These  wheels  may  be 
connected  by  a  strong  spring,  double  the  usual  strength  employed 
for  ordinary  cars.  The  use  of  this  spring,  though  preferable,  is  not 
absolutely  required,  as  the  end  in  view  may  be  obtained  by  construct- 
ing the  bearing  carriages  in  any  of  the  modes  usually  practiced,  pro- 
vided the  fore  and  hind  wheels  of  each  of  the  carriages  be  placed 
near  together ;  because  the  closeness  of  the  fore  aud  hind  wheels  of 
each  bearing  carriage,  coupled  remotely  from  each  other,  is  considered 
as  the  most  important  feature  of  the  invention. 

On  each  of  these  carriages  a  bolster  is  placed,  on  which  the  car 
body  rests,  connected  with  each  by  a  center  pin  or  bolt  passing  down 
through  them,  thus  allowing  them  to  swivel  or  turn  upon  each  other. 

Alter  this  description  of  the  improvement  contemplated,  aud  the 
objects  to  be  gained  by  it,  (of  which  we  have  given  a  brief  summary,) 
the  specification  concludes  with  the  following  disclaimer  and  state- 
ment of  what  the  patentee  claims  to  have  invented : 
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"  I  do  not  claim  as  my  invention  the  running  of  cars  or  carriages 
upon  eight  wheels,  this  having  been  previously  done ;  not,  however, 
in  the  manner  or  for  the  purposes  herein  described,  but  merely  with 
a  viewr  of  distributing  the  weight  carried  more  evenly  upon  a  rail  or 
other  road,  and  for  objects  distinct  iu  character  from  those  which  I 
have  had  in  view,  as  hereinbefore  set  forth.  Nor  have  the  wheels, 
when  thus  increased  in  number,  been  so  arranged  and  connected 
with  each  other,  either  by  design  or  accident,  as  to  accomplish  this 
purpose.  What  I  claim,  therefore,  as  my  invention,  and  for  which 
I  ask  a  patent,  is  the  before-described  manner  of  arranging  and  con- 
necting the  eight  wheels,  which  constitute  the  two  bearing  carriages, 
with  a  railroad  car,  so  as  to  accomplish  the  end  proposed  by  the 
means  set  forth,  or  by  any  others  which  are  analogous  and  depend- 
ent upon  the  same  principles." 

The  defense  set  up  in  the  pleadings  does  not  deny  that  defendants 
use  cars  constructed  as  described  in  the  patent,  but  takes  issue  on  the 
originality  of  the  invention,  averring,  among  numerous  other  matters, 
that  the  same,  or  substantially  the  same,  improvement  had  been  pre- 
viously made  and  used  on  the  Quincy  Railroad,  near  Boston. 

The  first  bill  of  exceptions  taken  on  the  trial  is  to  the  refusal  of  the 
court  to  reject  a  deposition  taken  on  interrogatories,  because  the  wit- 
ness bad  not  annexed  to  it  a  copy  of  a  former  deposition,  which,  in 
answer  to  a  previous  interrogatory,  he  admitted  he  had  seen  and 
had  used  to  refresh  his  memory. 

There  are  two  sufficient  reasons  why  this  exception  cannot  be  sus- 
tained. 1.  By  the  rules  of  practice  in  force  in  the  Circuit  Court,  such 
an  objection  cannot  be  made  on  the  trial  of  a  cause,  when  the  party,, 
as  in  this  case,  had  full  time  and  opportunity  to  move  for  a  suppres- 
sion of  the  deposition  or  a  reexamination  of  the  witness. 

And,  secondly,  the  paper  was  not  in  the  power  of  the  witness,  but 
in  that  of  the  Commissioner,  or  the  plaintiff  himself,  who  might  have 
used  it  if  he  thought  proper. 

After  the  parties  had  each  given  evidence  tending  to  prove  the 
issues  between  them,  and  the  defendants  had  closed  their  testimony, 
the  plaintiff's  counsel  made  nine  distinct  offers  of  proof,  which  were 
severally  overruled  as  irrelevant,  and  exception  taken. 

They  then  proposed  eight  several  instructions,  which  they  requested 
the  court  to  give  to  the  jury,  and  took  exceptions  to  the  court's  refusal. 
Besides  all  this,  the  charge  was  parcelled  out  into  fourteen  paragraphs, 
and  an  exception  taken  to  each. 

To  state  each  one  of  these  thirty-one  propositions  at  length,  and  dis- 
cuss them  severally,  would  be  a  tedious  as  well  as  an  unprofitable  labor. 
70 
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There  was  in  fact  but  one  question  to  be  decided  by  the  court,  viz., 
the  construction  of  the  patent;  the  question  of  novelty  being  the  fact 
to  be  passed  on  by  the  jury. 

The  testimony  of  experts,  which  was  rejected,  had  no  relevancy  to 
the  facts  on  which  the  jury  were  to  pass,  but  seemed  rather  to  be  in- 
tended to  instruct  the  court  on  some  mechanical  facts  or  principles 
on  which  the  court  needed  no  instruction,  or  to  teach  them  what  was 
the  true  construction  of  the  patent. 

Experts  may  be  examined  to  explain  terms  of  art,  and  the  state  of 
the  art  at  any  given  time.  They  may  explain  to  the  court  and  jury 
the  machines,  models,  or  drawings  exhibited.  They  may  point  out 
the  difference  or  identity  of  the  mechanical  devices  involved  in  their 
construction.  The  maxim  of  "caique  iji  sua  arte  crctl-cpdum"  permits 
them  to  be  examined  to  questions  of  art  or  science  peculiar  to  their 
trade  or  profession ;  but  professors  or  mechanics  cannot  be  received 
to  prove  to  the  court  or  jury  what  is  the  proper  or  legal  construction 
of  any  instrument  of  writing.  A  judge  may  obtain  information  from 
them,  if  he  desire  it,  on  matters  which  he  does  not  clearly  comprehend, 
but  cannot  be  compelled  to  receive  their  opinions  as  matter  of  evidence. 
Experience  baa  shown  that  opposite  opinions  of  persons  professing  to 
be  experts  may  be  obtained  to  any  amount ;  and  it  often  occurs  that 
not  only  many  days,  but  even  weeks,  are  consumed  in  cross-examina- 
tions, to  test  the  skill  or  knowledge  of  such  witnesses,  and  the  correct- 
ness of  their  opinions,  wasting  the  time  and  wearying  the  patience  of 
both  court  and  jury,  and  perplexing,  instead  of  elucidating,  the  ques- 
tions involved  in  the  issue. 

Tf  the  construction  given  by  the  court  to  the  specification  be  cor- 
rect, and  in  fact  the  only  construction  of  which  it  is  capable,  as  we 
think  it  is,  it  would  be  wholly  superfluous  to  examine  experts  to  teach 
the  court,  what  they  could  clearly  perceive  without  such  information, 
that  the  necessity  for  coned  wheels  to  avoid  friction  on  curves  was  a 
consequence  of  the  fact  that  the  wheels  were  fixed  to  the  axle. 

The  improvement  claimed  by  the  patent  being  a  device  to  remedy, 
among  other  tilings,  the  serpentine  or  wabbling  motion  of  such  wheels 
in  high  velocities,  the  testimony  ottered  concerning  them,  if  it  would 
have  any  effect  at  all,  would  tend  only  to  mislead  both  court  and  jury 
from  the  only  issue  in  the  case. 

The  following  extracts  from  the  charge  will  show  that  the  judge 
has  given  the  only  construction  which  the  language  of  this  specifica- 
tion will  admit,  and  one  which  had  been  previously  given  by  Mr. 
Chief  Justice  Taney  in  1830,  and  again  by  Mr.  Justice  Nelson  : 

"According  to  the  import  and  true  construction  of  the  plaintiff's 
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patent  and  specification,  lie  claims  to  be  the  first  inventor  of  *a  new 
and  useful  improvement  in  the  construction  of  care  and  carriages 
intended  to  travel  upon  railroads,'  which  improvement  consists  in  th». 
maimer  of  arranging  and  connecting  the  eight  wheels,  which  constitute 
the  two  hearing  carriages,  with  a  railroad  car,  the  object  of  which 
is  to  make  such  an  adjustment  of  the  wheels,  axles,  and  bearings  of 
the  car  as  shall  enable  a  car  with  a  comparatively  long  body  to  pas? 
curves  with  greater  facility  and  safety,  and  less  friction,  and  as  shall,  r.t 
the  same  time,  cause  the  body  of  the  car  to  pursue  a  more  smooth, 
even,  direct,  and  safe  course  over  the  curvatures  and  irregularities, 
and  over  the  straight  parts  of  the  road. 

"  The  manner  of  such  arrangement  and  connection  is  to  place  upon 
the  upper  bolsters  of  two  bearing  carriages,  each  having  four  wheels, 
with  the  flanches  of  each  pair  of  wheels  very  near  together,  the  body 
of  a  ear,  so  as  to  rest  its  weight  and  have  the  bearing  of  the  load  upon 
the  center  or  central  portion  of  the  bolsters,  being  also  the  center  or 
central  portion  of  the  bearing  carriages;  the  bolsters  of  the  bearing 
carriages  and  car  body,  respectively,  being  connected  by  center  pins 
or  bolts,  so  as  to  allow  them  to  swivel  and  turn  upon  each  other,  in 
the  manner  of  the  front  bolster  of  a  common  road  wagon,  and  the 
bolsters  being  placed  at,  near,  or  beyond  the  ends  of  the  body. 

"  And  the  closeness  of  the  fore  and  bind  wheels  of  each  of  the  two 
bearing  carriages,  coupled  as  remotely  from  each  other  as  may  be 
desired,  or  can  conveniently  be  done,  for  the  support  of  one  body,  is 
a  most  important  feature  of  the  invention,  with  a  view  to  the  objects 
and  on  the  principles  set  forth  in  the  specification. 

"The  patentee  does  not  claim  to  be  the  inventor  of  a  car  body 
(either  for  freight  or  for  passengers)  of  a  new  or  peculiar  construction 
in  size  or  form,  nor  of  any  single  and  wholly  separate  part  of  the 
entire  car;  but  he  claims  as  his  invention  the  manner  of  arranging 
and  connecting  the  eight  wheels,  which  constitute  the  two  bearing 
carriages,  with  a  railroad  car,  in  the  mode  and  by  the  means  de- 
scribed in  his  specification,  for  the  ends  before  described,  whether 
such  railroad  car  is  adapted  to  the  transportation  of  freight  or  oi 
passengers. 

'•The  leading  principle  set  forth  in  the  specification,  upon  which 
the  arrangement  and  connection  act  to  effect  the  objects  aimed  at. 
is  that  by  the  continguity  of  the  fore  and  hind  wheels  of  each  hear- 
ing carriage,  and  the  swivelling  motion  of  the  trucks  or  bearing  car- 
riages, the  planes  of  the  flanches  of  the  wheels  conform  more  nearly 
to  the  line  of  the  rails,  and  the  lateral  friction  of  the  flanches  on  the 
rails,  while  entering,  passing  through,  and  leaving  curves,  is  thereby 
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diminished;  while  at  llie  same  time,  in  consequence  of  the  two  bear- 
ing carriages  being  arranged  and  connected  with  the  l>ody  of  a  pas- 
senger or  burden  ear,  by  means  of  the  king  holts  or  center  pins  and 
bolsters,  placed  as  remotely  from  each  other  na  may  Im>  desired  or 
can  be  conveniently  done,  and  with  the  weight  bearing  upon  the 
ecntr/if  portion  of  the  holsters  and  bearing  carriages,  the  injurious 
effects  of  the  shocks  and  concussions  received  from  slight  irregular- 
ities and  imperfections  of  the  track,  and  other  minute  disturbing 
cauHes,  are  greatly" lessened." 

The  remarks  of  the  COUrl  about  the  want  of  a  disclaimer,  where 
the  patent  claimed  too  much,  though  correct  as  a  geitend  statement 
of  the  law,  could  have  little  hearing  on  the  present  ease,  where  the 
disclaimer,  to  be  effectual,  would  include  the  whole  invention  claimed. 

It  is  abundantly  evident,  therefore,  that  the  court  having  given  a 
correct  construction  to  the  patent,  there  could  be  no  error  in  refusing 
to  give  a  different  one,  or  in  refusing  to  admit  testimony  which,  under 
thiB  construction,  was  wholly  irrelevant  to  the  issue  on  which  the  jury 
were  about  to  p;»ss. 

The  judgment  of  the  Circuit  Court  is  therefore  affirmed  with  costs. 

Mr.  Justice  Daniel  dissent3,  on  the  ground  of  a  want  of  jurisdic- 
tion. 

Affirmed  with  costs. 


George  Kexdall,  Leasder  M.  "Ware,  ajo>  Georob  L.  Jjsnckb, 

PLAINTIFFS  EH  ERROR,  D,  JOSEPH  8.  WlNSOR. 

(21  Howard,  322.) 

L  The  ultimate  object  of  the  Patent  Laws  being  to  benefit  the  public  by  the  ttfe 
of  Iho  Invention  after  tho  temporary  monopoly  shall  Itavo  expired,  one  *'))» 
conceal*  hi*  Invention,  ami  met  It  fur  hi*  own  prolll,  l«  not  entitled  to  favor 
If  another  person  should  llnd  out  anil  use  the  Invention. 

2.  Rut  thi*  doe*  not  include  the  caw  of  an  inventor  who  forbear*  to  apply  for  s 

patent  until  he  him  perfected  hi*  Invention  or  tested  It*  value  by  experiment*. 

3.  Whether  or  not  an  iuveulor  intended  to  do  this,  or  negligently  to  p»W|»>:.. 

his  claims  to  a  patent,  us  f»r  IrMtMcc,  by  acquiescing  with  full  knowledge 
In  the  n*e  of  hi*  Invention  by  others,  are  qnentlon*  which  ought  properly  to 
he  left  to  the  jury. 

4.  If  a  person  should  *nrrvptitioii*ly  obtain  knowledge  of  the  Invention,  aud  we 

it,  he  would  have  no  light  to  continue  to  use  It  after  the  inventor  *h»uM 
have  obtained  a  patent. 
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This  case  was  brought  up  by  writ  of  error  from  the  Circuit  Court 
of  the  United  States  for  the  District  of  Rhode  Island. 

The  facts  in  the  case,  the  instructions  asked  for  and  refused  upon 
the  trial  in  the  Circuit  Court,  and  also  those  given  to  the  jury  by  the 
court,  are  all  set  forth  in  the  opinion  of  the  court.  Under  these  in- 
structions, the  jury  found  a  verdict  for  the  plaintiff,  and  assessed  his 
damages  in  the  sum  of  two  thousand  dollars. 

It  was  argued  by  Mr.  Jcnckcs,  for  the  plaintiffs  in  error,  and  by 
Mr,  Keller,  for  the  defendant. 

The  points  made  by  the  counsel  on  each  side  can  be  readily  inferred 
from  a  perusal  of  the  instructions  asked  for  on  behalf  of  the  defend- 
ants in  the  Circuit  Court,  and  of  those  given,  which  latter  were  sus- 
tained in  the  argument  in  this  court.  All  of  these  instructions  are 
set  forth  in  the  following  opinion  : 

Mr.  Justice  Daniel  delivered  the  opinion  of  the  court. 

This  was  an  action  on  the  case  in  the  Circuit  Court  of  the  United 
States,  instituted  by  the  defendant  in  error  against  the  plaintiffs,  for 
the  recovery  of  damages  for  an  alleged  infringement  by  the  latter  of 
the  rights  of  the  former  as  a  patentee.  No  question  was  raised  upon 
the  pleadings  or  the  evidence  in  this  case  as  to  the  originality  or 
novelty  of  the  invention  patented,  nor  with  respect  to  the  identity  of 
that  invention  with  the  machine  complained  of  as  an  infringement 
of  the  rights  of  the  patentee,  nor  as  to  the  use  of  that  machine.  These 
several  facts  were  conceded,  or  at  any  rate  were  not  controverted, 
between  the  parties  to  this  suit. 

Under  the  plea  of  not  guilty,  the  defendant  in  the  Circuit  Court 
gave  notice  of  the  following  defenses  to  be  made  by  him : 

1.  A  license  from  the  plaintiff  to  use  his  invention. 

2.  A  right  to  use  that  invention  in  virtue  of  the  seventh  section  of 
the  act  of  Congress  of  the  3d  of  March,  1839,  which  section  provides, 
"That  every  person  or  corporation  who  lias  or  shall  have?  purchased 
or  constructed  any  newly-invented  machine,  manufacture,  or  compo- 
sition of  matter  prior  to  the  application  of  the  inventor  or  discoverer 
for  a  patent,  shall  be  held  to  possess  the  right  to  use,  and  vend  to 
others  to  be  used,  the  specific  machine,  manufacture,  or  composition 
of  matter  so  made  or  purchased,  without  liability  therefor  to  the 
inventor  or  any  other  person  interested  in  such  invention." 

To  the  relevancy  and  effect  of  the  evidence  adduced  with  reference 

■ 

to  the  two  defenses  thus  notified,  and  to  the  questions  of  law  arisiug 
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upon  the  issues  made  by  those  defenses,  this  controversy  is  properly 
limited. 

Upon  the  trial  in  the  Circuit  Court,  in  support  of  this  defense,  evi- 
dence was  introduced  tending  to  show  that  the  plaintiff  constructed 
a  machine  in  substantial  conformity  with  his  specification  as  early  as 
1840,  and  that  in  1849  lie  had  several  such  machines  in  operation,  on 
which  he  made  harness  to  supply  all  such  orders  as  he  could  obtain; 
that  he  continued  to  run  these  machines  until  he  obtained  his  letters 
patent;  that  he  repeatedly  declared  to  different  persons  that  the  ma- 
chine was  so  complicated  that  he  preferred  not  to  take  a  patent,  but 
to  rely  on  the  difficulty  of  imitating  the  machine,  and  the  secrecy  in 
which  he  kept  it.  And  the  defendants  also  gave  evidence  tending  to 
prove  that  the  first  of  their  machines  was  completed  in  the  autumn 
of  1853,  and  the  residue  in  the  autumn  of  1854;  and  that,  in  the 
course  of  that  fall,  the  plaintiff  had  knowledge  that  the  defendants 
had  built,  or  were  building,  one  or  more  machines  like  his  inven- 
tion, and  did  not  interpose  to  prevent  thern. 

The  plaintiff  gave  evidence  tending  to  prove  that  the  first  machine 
built  by  him  was  never  completed  so  as  to  operate;  that  his  second 
machine  was  only  partially  successful,  and  improvements  were  made 
upon  it;  that  in  1849  he  begau  four  others,  and  completed  them  in 
that  year,  and  made  harness  on  them,  which  he  sold  when  lie  could 
get  orders;  that  they  were  subject  to  some  practical  difficulties,  par- 
ticularly as  it  respected  the  method  of  making  the  harness,  and  the 
liability  of  the  bobbing  to  get  out  of  the  clutch;  that  he  was  employed 
in  devising  means  to  remedy  these  defects,  and  did  remedy  them; 
that  he  also  endeavored  to  simplify  the  machine  by  using  only  one 
ram-shaft ;  that  he  constantly  intended  to  take  letters  patent  when  he 
should  have  perfected  the  machine;  that  he  applied  to  Mr.  Keller  for 
this  purpose  in  February,  1853,  but  the  mode  and  specifications  were 
not  sent  to  Washington  till  November,  1854 ;  that  he  kept  the  ma- 
chines from  the  view  of  the  public,  allowed  none  of  the  hands  em- 
ployed in  the  mill  to  introduce  persons  to  view  them,  and  that  the 
hands  pledged  themselves  not  to  divulge  the  invention  ;  that  among 
the  hands  employed  by  the  plaintiff  was  one  Kendall  Aldridge,  who 
left  the  plaintiff's  employment  in  the  autumn  of  1852,  and  entered 
into  an  arrangement  with  the  defendants  to  copy  the  plaintiff's  ma- 
chine for  them,  and  did  so;  and  that  it  was  by  Aldridge.  and  under 
his  superintendence,  and  by  means  of  the  knowledge  which  he  had 
gained  while  in  the  plaintiff's  employment,  under  a  pledge  of  secrecy, 
that  the  defendant's  machines  were  built  and  put  in  operation  ;  and 
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that  one  of  the  defendants  had  procured  drawings  of  the  plaintiff's 
machine,  and  has  taken  out  letters  patent  for  it  in  England. 

Each  party  controverted  the  facts  thus  sought  to  he  proved  by  the 
other. 

The  defendant's  counsel  prayed  tho  court  to  instruct  the  jury  as 
follows  : 

1.  That  it  is  the  duty  of  an  inventor,  if  he  would  secure  the  pro- 
tection of  the  Patent  Laws,  to  apply  for  a  patent  as  soon  as  his  ma- 
chine .(if  he  has  invented  a  machine)  is  in  practical  working  order, 
so  as  to  work  regularly  every  day  in  the  business  for  which  it  was 
designed ;  and  if  he  does  not  so  apply,  he  has  no  remedy  against 
any  persons  who  possess  themselves  of  the  invention,  with  his  knowl- 
edge and  without  his  notification  to  desist,  or  of  his  claims  as  an 
inventor  before  he  applies  for  his  patent. 

2.  That  a  machine  can  no  longer  he  considered  as  an  experiment, 
or  the  subject  of  experiment,  when  it  is  worked  regularly  in  the 
course  of  business,  and  produces  a  satisfactory  fabric,  in  quantities 
sufficient  to  supply  the  entire  demand  for  the  article. 

3.  That  in  order  to  justify  the  delay  of  the  plaintiff  in  applying  tor 
a  patent  after  his  machine  was  in  practical  working  order,  on  the 
ground  of  the  desire  to  improve  and  perfect  it,  the  plaintiff  must 
show  some  defect  in  construction,  or  difficulty  in  the  operation  or 
mode  of  operation,  which  he  desired  and  expected  to  remove  by 
further  thought  and  study;  and  if  no  such  thing  is  shown,  then  the 
machine  must  be  held  to  have  been  completed  and  finished,  in  the 
sense  of  the  Patent  Law,  at  the  time  it  was  put  in  regular  working 
use  and  operation. 

4.  That  under  the  seventh  section  of  the  act  of  1839,  entitled,  &c, 
if  the  jury  are  satisfied  that  the  machines,  for  the  use  of  which  the 
defendants  are  sued,  were  constructed  and  put  in  operation  before 
the  plaintiff  applied  for  his  patent,  then  the  defendants  possessed  the 
right  to  use,  and  vend  to  others  to  be  used,  the  specific  machines 
made  or  purchased  by  them,  without  liability  therefor  to  the  plain- 
tiff; and  the  jury  are  to  inquire  and  find  only  the  fact  of  such  con- 
struction before  the  date  of  the  plaintiff's  application,  in  order  to 
render  a  verdict  for  the  defendants. 

5.  That  under  said  section  of  said  act,  if  the  machines  used  by  the 
defendants  were  purchased  or  constructed  by  them  before  the  appli- 
cation of  the  plaintiff  for  his  patent,  with  the  knowledge  of  the  plain- 
tiff, then  they  must  be  held  to  possess  the  right  to  use,  and  vend  to 
others  to  be  used,  the  machines  so  purchased  or  constructed;  and  the 
jury  are  to  inquire  into  and  find  only  the  fact  of  such  purchase  or 
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construction,  aud  that  the  plaintiff  had  knowledge  of  the  same,  in 
order  to  render  a  verdict  for  the  defendants. 

6.  That  under  said  section  of  said  act,  if  the  machines  used  by  the 
defendants  were  purchased  or  constructed  by  them  before  the  appli- 
cation of  the  plaintiff  for  his  patent,  without  the  knowledge  of  the 
plaintiff,  aud  without  his  notifying  the  defendants  of  his  claim  a?  the 
inventor,  and  requiring  them  to  desist  from  such  construction,  then 
they  must  be  held  to  possess  the  right  to  use,  and  vend  to  others  to 
use,  and  machines  so  purchased  or  constructed ;  and  the  jury  are  to 
inquire  only  into  and  find  the  fact  of  such  purchase  or  construction, 
and  that  the  plaintiff  had  knowledge  of  the  same,  and  did  not  notify 
the  defendant  to  desist  from  such  purchase  or  construction  of  his 
claims  as  inventor,  in  order  to  render  a  verdict  for  the  defendant?. 

The  court  set  aside  all  those  prayers  for  instructions,  aud  did  in- 
struct the  jury  as  follows: 

1.  That  if  Aldridge,  under  a  pledge  of  secrecv,  obtained  knowledge 
of  the  plaintiff's  machine,  (and  he  had  not  abandoned  it  to  the  pub- 
lic,) and  thereupon,  at  the  instigation  of  the  defendants,  and  with  the 
knowledge,  on  their  part,  of  the  surreptitiousness  of  his  acts,  con- 
structed machines  for  the  defendants,  they  would  not  have  the  right 
to  continue  to  use  the  same  after  the  date  of  the  plaintiff's  letters 
patent ;  but  if  the  defendants  hud  these  machines  constructed  hi  fun  ik 
fAaintiff's  application  for  his  letters  jmtent,  under  the  belief  authorized 
him  that  he  conscntal  and  allowed  them  so  to  do,  then  they  might  law- 
fully continue  to  use  the  same  after  the  date  of  the  plaintiff's  letters 
patent,  and  the  plaintiff  could  not  recover  in  this  action.  Aud  that 
if  the  jury  should  find  that  the  plaintiff's  declaration  and  condiut 
were  such  as  to  justify  the  defendants  in  believing  he  did  not  intend 
to  take  letters  patent,  but  to  rely  on  the  difficulty  of  imitating  his 
machine,  and  the  means  lie  took  to  keep  it  secret,  this  would  be  a 
defense  to  the  action.  And  they  were  further  instructed,  that  to 
constitute  such  an  abandonment  to  the  public  as  would  destroy  the 
plaintiff's  right  to  take  a  patent,  in  a  case  where  it  did  not  appear 
any  sale  of  the  thing  patented  had  been  made,  and  there  was  no  open 
public  exhibition  of  the  machine,  the  jury  must  find  that  he  intended 
.to  give  up  and  relinquish  his  right  to  take  letters  patent ;  bat  if  the 
plaintiff  did  intend  not  to  take  a  patent,  and  manifested  that  intent 
.by  his  declarations  or  conduct,  and  thereupon  it  \\'as  copied  by  the 
.defendant,  and  so  went  into  use,  the  plaintiff  could  not  afterwards 
take  a  valid  patent. 

To  which  refusal  to  give  the  instructions  prayed  for,  as  well  as  to 
the  instructions  given,  the  defendants,  by  their  counsel,  excepted 
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before  the  jury  retired  from  the  bur ;  and,  as  the  mutter  thereof  did 
not  appear  of  record,  prayed  the  court  to  allow  and  seal  this  bill  of 
exceptions ;  which,  being  found  correct,  has  been  allowed  and  sealed 
accordingly  by  the  presiding  judge. 

B.  R.  Curtis, 

[l.  s.]  Justice  Sup.  Ct.  U.  S. 

The  first  ground  of  defense  assumed  under  the  notice  from  the  de- 
fendant in  the  court  below,  viz.,  a  license  from  the  patentee,  may 
at  once  be  disposed  of  by  the  remark  that  no  evidence  was  offered 
on  the  trial,  bearing  directly  or  remotely  upon  the  fact  of  an  actual 
license  from  the  patentee,  either  to  the  defendant  or  to  any  person 
whomsoever.  The  defense,  then,  must  depend  exclusively  upon  the 
proper  construction  of  the  section  of  the  law  above  cited,  and  the 
application  of  that  section  to  the  conduct  of  the  parties,  as  shown  by 
the  bill  of  exceptions. 

It  is  undeniably  true,  that  the  limited  aud  temporary  monopoly 
granted  to  inventors  was  never  designed  for  their  exclusive  profit  or 
advantage;  the  benefit  to  the  public  or  community  at  large  was 
another,  and  doubtless  the  primary,  object  in  granting  and  securing 
that  monopoly.    This  was  at  once  the  equivalent  given  by  the  pub* 
lie  for  benefits  bestowed  by  the  genius  and  meditations  and  skill  of 
individuals,  and  the  incentive  to  further  efforts  for  the  same  import- 
ant objects.    The  true  policy  and  ends  of  the  Patent  Laws  enacted 
under  this  government  are  disclosed  in  that  article  of  the  Constitu- 
tion, the  source  of  all  these  laws,  viz.,  "to  promote  the  progress  of 
science  and  the  useful  arts,"  contemplating  and  necessarily  implying 
their  extension  and  increasing  adaptation  to  the  uses  of  society. 
Vide  Constitution  of  the  United  States,  art.  1,  sec.  8,  clause  9.  By 
correct  induction  from  these  truths,  it  follows  that  the  inventor  who 
designedly,  and  with  the  view  of  applying  it  indefinitely  and  exclu- 
sively for  his  own  profit,  withholds  his  invention  from  the  public, 
comes  not  within  the  policy  or  objects  of  the  Constitution  or  acts  of 
Congress.    lie  does  not  promote,  and  if  aided  in  his  design  would 
impede,  the  progress  of  science  and  the  useful  arts.    And  with  a  very 
bad  grace  could  he  appeal  for  favor  or  protection  to  that  society  which, 
if  he  had  not  injured,  he  certainly  had  neither  benefitted  nor  intended 
to  benefit.    Hence,  if,  during  such  a  concealment,  an  invention  simi- 
lar to  or  identical  with  his  own  should  be  made  and  patented,  or 
brought  into  use  without  a  patent,  the  latter  could  not  be  inhibited 
nor  restricted,  upon  proof  of  its  identity  with  a  machine  previously 
invented  and  withhold  and  concealed  by  the  inventor  from  the  pub- 
lic.   The  rights  and  interests,  whether  of  the  public  or  of  individuals, 
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can  never  be  made  to  yield  to  schemes  of  selfishness  or  cupidity. 
Moreover,  that  which  is  once  given  to  or  is  invested  in  the  public, 
cannot  be  recalled  nor  taken  from  them. 

But  the  relation  borne  to  the  public  by  inventors,  and  the  obliga- 
tions they  are  bound  to  fulfill,  in  order  to  secure  from  the  former  pro- 
tection and  the  right  to  remuneration,  by  no  means  forbid  a  delay 
requisite  for  completing  an  invention,  or  for  a  test  of  its  value  or 
success  by  a  series  of  sufficient  and  practical  experiments ;  nor  do 
they  forbid  a  discreet  and  reasonable  forbearance  to  proclaim  Hie 
theory  or  operation  of  a  discovery  during  its  progress  to  completion, 
and  preceding  an  application  for  protection  in  that  discovery.  The 
former  may  be  highly  advantageous,  a3  tending  to  the  perfecting  die 
invention ;  the  latter  may  be  indispensable,  in  order  to  prevent  a 
piracy  of  the  rights  of  the  true  inventor. 

It  is  the  unquestionable  right  of  every  inventor  to  confer  gratuit- 
ously the  benefits  of  his  ingenuity  upon  the  public,  and  this  he  may 
do  either  by  express  declaration,  or  by  conduct  equally  significant 
with  language — such,  for  instance,  as  an  acquiescence  with  full 
knowledge  in  the  use  of  his  invention  by  others ;  or  he  may  forfeit 
his  rights  as  an  inventor  by  a  willful  or  negligent  postponement  of 
his  claims,  or  by  an  attempt  to  withhold  the  benefit  of  his  improve- 
ment from  the  public  until  a  similar  or  the  same  improvement  should 
have  been  made  and  introduced  by  others.  Whilst  the  remuneration 
of  genius  and  useful  ingenuity  is  a  duty  incumbent  upon  the  public, 
the  rights  and  welfare  of  the  communitv  must  be  fairlv  dealt  with 
and  effect  ually  guarded.  Considerations  of  individual  emolument  can 
never  be  permitted  to  operate  to  the  injury  of  these.  But  whilst 
inventors  arc  bound  to  diligence  and  fairness  in  their  dealings  with 
the  public,  with  reference  to  their  discoveries,  on  the  other  hand,  they 
are,  by  obligations  equally  strong,  entitled  to  protection  against  frauds 
or  wrongs  practiced  to  pirate  from  them  the  results  of  thought  and 
labor,  in  which  nearly  a  lifetime  may  have  been  exhausted:  the  fruits 
of  more  than  the  viginii  annorum  htmbrationes,  which  fruits  the  public 
are  ultimately  to  gather.  The  shield  of  this  protection  has  been  con- 
stantly interposed  between  the  inventor  and  fraudulent  spoliator  by 
the  courts  in  England,  and  most  signally  and  effectually  has  thi? 
been  done  by  this  court,  as  is  seen  in  the  cases  of  Pmnock  .f  Sellers  v. 
Dialof/ur,  2  Peters,  1,  and  of  Sluno  v.  Coopr,  7  Peters,  292.  These 
may  be  regarded  as  leading  cases  upon  the  question  of  the  abrogation 
or  relinquishment  of  patent  privileges,  as  resulting  from  avowed  inten- 
tion, from  abandonment  or  neglect,  or  from  use  known  and  assented  to. 

Thus,  in  the  former  case,  the  court,  on  page  18,  interpreting  the 
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phrase,  "  not  known  or  vised  before  the  application  for  a  patent,  make  the 
inquiry,  *  what  is  the  true  meaning  of  the  words  not  hnoicn  or  used?  &c. 
They  cannot  mean  that  the  thing  invented  was  not  known  or  used 
before  the  application  by  the  inventor  himself,  for  that  would  he  to 
prevent  the  only  means  of  his  obtaining  a  patent.    The  use  as  well 
as  the  knowledge  of  his  invention  must  be  indispensable  to  enable 
him  to  ascertain  its  competency  to  the  end  proposed,  as  well  as  to 
perfect  its  component  parts.    The  words,  then,  to  have  any  rational 
interpretation,  must  mean,  not  known  or  used  by  others  before  the  appli- 
cation.   But  how  known  or  used  ?    If  it  were  necessary,  as  it  well 
might  be,  to  employ  others  to  assist  in  the  original  structure  or  use 
by  the  .inventor  himself,  or  if,  hefore  his  application,  his  invention 
should  he  pirated  by  another,  or  used  without  his  consent,  it  can  scarcely 
be  supposed  that  the  legislature  had  within  its  contemplation  such 
knowledge  or  use."    Further  on  in  the  same  case,  page  19,  the  court 
say:  "If  an  inventor  should  be  permitted  to  hold  back  from  the 
knowledge  of  the  public  the  secrets  of  his  invention ;  if  he  should,  for 
a  long  period  of  years,  retain  the  monopoly  and  make  and  sell  his 
invention  publicly,  and  thus  gather  the  whole  profits  of  it,  relying  on 
his  superior  skill  and  knowledge  of  the  structure,  and  then,  and  then 
only,  when  the  danger  of  competition  should  force  him  to  secure  the 
exclusive  right,  he  should  be  allowed  to  take  out  a  patent,  and  thus 
exclude  the  public  from  any  further  use  than  what  would  be  derived 
under  it  during  his  fourteen  years — it  would  materially  retard  the 
progress  of  science  and  the  useful  arts,  and  give  a  premium  to  those 
who  should  be  least  prompt  to  communicate  their  discoveries."  In 
Shaw  v.  Cooper,  7  Peters,  this  court,  on  page  310,  in  strict  coinci- 
dence with  the  decision  in  2  Peters,  sav :  M  The  knowledge  or  use 
spoken  of  in  the  statute  could  have  referred  to  the  public  only,  and 
cannot  he  applied  to  the  inventor  himself,   lie  must  necessarily  have 
a  perfect  knowledge  of  the  thing  invented,  and  its  use,  before  he  can 
describe  it,  as  by  law  lie  is  required  to  do  preparatory  to  the  emana- 
tion of  a  patent.    But  there  may  be.  cases  in  which  the  knowledge  of 
the  invention  may  be  surreptitiously  obtained  and  communicated  to  the 
public,  that  do  not  affect  the  right  of  the  inventor.    Under  such  cir- 
cumstances, no  presumption  can  arise  in  favor  of  an  abandonment 
of  the  right  by  the  inventor  to  the  public,  though  an  acquiescence  on 
his  part  will  lay  the  foundation  for  such  a  presumption." 

The  real  interest  of  an  inventor,  with  respect  to  an  assertion  or 
surrender  of  his  rights  under  the  Constitution  and  laws  of  the  United 
States,  whether  it  be  sought  in  his  declarations  or  acts,  or  in  forbear- 
ance or  neglect  to  speak  or  act,  is  an  inquiry  or  conclusion  of  fact, 
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and  peculiarly  within  the  province  of  the  jury,  guided  hy  legal  evi- 
dence submitted  to  them  at  the  trial. 

Recurring  now  to  the  instruction  from  the  judge  at  circuit  in  this 
case,  we  consider  that  instruction  to  be  in  strict  conformity  with  the 
principles  hereinbefore  propounded,  and  with  the  doctrines  of  this 
court,  as  declared  in  the  case  of  Pcnnock  v.  Dialogue  and  Shaw  v. 
Cooper.    That  instruction  diminishes  or  excludes  no  proper  ground 
upon  which  the  conduct  and  intent  of  the  plaintiff  below,  as  evinced 
either  by  declarations  or  acts,  or  by  omission  to  speak  or  act,  and  on 
which  also  the  justice  and  integrity  of  the  conduct  of  the  defendants 
were  to  be  examined  and  determined.    It  submitted  the  conduct  and 
intentions  of  both  plaintiff  and  defendants  to  the  jury,  as  questions 
of  fact  to  be  decided  by  them,  guided  simply  by  such  rules  of  law  as 
had  been  settled  with  reference  to  issues  like  the  one  before  them; 
and  upon  those  questions  of  fact  the  jury  have  responded  in  favor  of 
the  plaintiff  below,  the  defendant  in  error.    We  think  that  the  rejec- 
tion by  the  court  of  the  prayers  offered  by  the  defendants  at  the  trial 
was  warranted  by  the  character  of  those  prayers,  as  having  a  tendencv 
to  narrow  the  inquiry  by  the  jury  to  an  imperfect  and  partial  view  of 
the  case,  and  to  divert  their  minds  from  a  full  comprehension  of  the 
merits  of  the  controversy.    The  decision  of  the  Circuit  Court  is  af- 
firmed, therefore,  with  costs. 

Affirmed  with  costs. 


Thomas  Otis  Le  Roy  and  David  Smith,  appellants,  v.  Benjame? 
Tatham,  Jr.,  Henry  B.  Tatham,  and  George  N.  Tatham. 

(22  Howard,  132.) 

The  patent  of  the  Tathams,  for  an  improvement  upon  the  machinery  used  for 
making  pipe*  and  tubes  from  lead  or  tin,  when  in  a  set  or  solid  state,  ex- 
plained and  sustained. 

This  was  an  appeal  from  the  Circuit  Court  of  the  United  States 
for  the  Southern  District  of  New  York,  sitting  in  equity. 

It  was  a  hill  filed  hy  the  Tathams  against  the  appellants,  for  an 
infringement  of  the  patent  for  making  lead  pipe,  which  is  particularly 
described  in  a  former  case,  reported  in  14  Howard,  150. 

The  Circuit  Court  decreed  that  John  Elanson  and  Charles  Hanson, 
of  England,  were  the  first  and  original  inventors  and  discoverers  of 
the  improvement  in  making  pipes  and  tuhes  from  metallic  substances, 
set  forth  and  described  in  the  bill  of  complaint. 
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That  the  suhject-matter  of  the  said  invention  and  discovery  is 
patentable.  . 

That  the  complainants  are  the  legal  patentees  and  owners,  within 
the  United  States,  of  the  said  invention  and  discovery,  set  forth  in 
the  hill  of  complaint,  which  sufficiently  describes  the  same. 

That  the  defendants  have  infringed  and  violated  the  said  patent- 
right  of  the  complainants  in  the  manner  charged  in  the  hill  of  com- 
plaint. 

The  court  thereupon  ordered  a  reference  to  a  master  to  take  an 
account  of  the  damages  sustained  by  the  complainants.  Upon  the 
coming  in  of  his  report,  sundry  exceptions  were  filed  by  the  defend- 
ants, which  were  overruled,  and  the  court  decreed  the  amount  which 
the  defendants  should  pay.  An  appeal  from  this  decree  brought  the 
case  up  to  this  court. 

The  facts  of  the  case  are  stated  in  the  opinion  of  the  court 

It  was  argued  by  Mr.  Stoughton  and  Mr.  Noycs,  for  the  appellants, 
and  by  Mr.  Keller  and  Mr,  Goddard,  for  the  appellees. 

The  principal  ground  upon  which  the  counsel  for  the  appellants 
Bought  to  reverse  the  decree,  was  that  the  patent  to  the  complainants 
was  void,  because  the  Hansons  were  not  the  original  and  first  inven- 
tors of  the  improvements  therein  described  and  claimed. 

The  discussion  of  this  proposition  filled  the  court-room  with  models 
and  machines  upon  both  sides,  the  description  of  which  would  be  of 
little  interest  to  the  readers  of  this  volume.  They  will  be,  therefore, 
entirely  passed  over. 

Mr.  Justice  McLeax  delivered  the  opinion  of  the  court. 

This  is  an  appeal  from  the  final  decree  of  the  Circuit  Court  of  the 
United  States  for  the  Southern  District  of  New  York,  on  a  bill  filed 
by  the  appellees  to  restrain  the  infringement  by  the  appellants  of  a 
patent  for  making  lead  pipe,  and  for  general  relief. 

A  suit  sit  law  was  commenced,  after  the  filing  of  the  bill,  on  or 
about  the  10th  of  May,  1847,  to  recover  damages  for  the  same  in- 
fringement * 

The  action  was  twice  tried— once  on  the  3d  of  May,  1848,  and 
resulted  in  a  verdict  for  the  appellants,  which  was  set  aside  by  the 
court,  and  a  new  trial  awarded.  Tt  was  tried  in  May,  1840,  when 
the  jury  gave  a  verdict  for  the  respondents  for  $11,394  in  damages. 
Exceptions  were  taken  to  the  charge,  and  the  judgment  was  reversed, 
and  a  new  trial  ordered  in  December  Term,  1852.   14  How.,  156. 
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Before  this  decision  was  made,  and  in  January,  1852,  it  was  stipu- 
lated, between  the  counsel  for  the  respective  parties,  that  the  testi- 
mony taken  on  the  last  trial  in  the  action  at  law  should  he  read; 
and  it  forms  the  principal  part  of  the  evidence  on  both  sides  in  thi? 
suit. 

The  action  at  law  was  not  to  be  tried  again ;  but  the  suit  in  equity 
was  prosecuted  in  its  stead. 

The  patent  under  which  the  plaintiffs  claim  bears  date  the  14th  of 
March,  1846;  and  in  their  schedule  they  say:  "Our  invention  con- 
sists in  certain  improvements  upon  and  additions  to  the  machinery 
used  for  manufacturing  pipes  and  tubes  from  lead  or  tin,  or  any  alloy 
of  soft  metals,  capable  of  being  forced,  by  great  pressure,  from  out  of 
a  receiver,  through  or  between  apertures,  dies,  and  cores,  when  in  a 
set  or  solid  state,  set  forth  in  the  specification  of  a  patent  granted  to 
Thomas  Burr,  of  Shrewsbury,  in  Shropshire,  England,  dated  the  11th 
of  April,  1820,  recited  in  the  Repertory  of  Arts,  &c,  London,  kc." 

The  bill  alleges  that  John  and  Charles  Hanson,  of  England,  won- 
the  inventors  of  the  improvements  specified,  on  or  prior  to  the  31*> 
of  August,  1837;  that  on  the  10th  of  January,  1840,  the  Uansnn? 
assigned  to  II.  B.  &  B.  Tatham,  two  of  the  defendants  in  error,  the 
full  and  exclusive  right  to  said  improvements;  that  on  the  20th  of 
March,  1841,  letters  patent  were  granted  for  the  improvement?:  to 
the  TathamB,  as  the  assignees  of  the  Ilansons ;  that  afterwards.  KL 
B.  k  B.  Tatham  assigned  to  G.  N.  Tatham,  the  remaining  defendant, 
an  undivided  third  part  of  the  patent. 

On  the  14th  of  March,  1846,  the  said  letters  patent  were  sunvn- 
dered,  on  the  ground  that  the  specifications  of  the  improvement? 
claimed  were  defective ;  and  a  new  patent  was  issued,  which  granted 
to  the  patentees,  their  heirs,  &c,  for  the  term  of  fourteen  years  from 
the  31st  of  August,  1837,  the  exclusive  right  to  make  and  vend  the 
improvements  secured. 

The  defendants  denied  the  infringement  charged. 

A  great  number  of  facts  were  proved,  showing  the  successful  man- 
ufacture of  lead  in  the  mode  stated  in  the  specifications,  and  particu- 
larly that  "pipes  thus  made  are  found  to  possess  great  solidity  and 
unusual  strength,  and  a  fine  uniformity  of  thickness  and  accuracy  i- 
arrived  at,  such  as,  it  is  believed,  has  never  been  attained  by  any 
other  maehincrv."  And  thevsav  the  essential  difference  in  the  char- 
acter  of  this  pipe,  which  distinguishes  it,  as  well  as  that  contemplated 
by  Thomas  Burr,  from  all  others  heretofore  known  or  attempted,  i> 
that  it  is  wrought  under  heat,  by  pressure  and  constriction,  from  s^t 
metal,  and  that  it  is  not  a  casting  formed  in  a  mould. 
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"And  it  was  proved,  that,  in  all  the  modes  of  making  lead  pipe 
previously  known  and  in  use,  it  could  be  made  only  in  short  pieces ; 
but  that,  by  this  improved  mode,  it  could  be  made  of  any  required 
length,  and  also  of  any  size ;  and  that  the  introduction  of  lead  pipe 
made  in  the  mode  described  had  superseded  the  use  of  that  made  by 
any  of  the  modes  before  in  use,  and  that  it  was  also  furnished  at  it 
less  price."  And  it  was  proved  that  lead,  when  recently  become  set, 
and  while  under  heat  and  extreme  pressure,  in  a  close  vessel,  would 
reunite  perfectly  after  a  separation  of  its  parts. 

In  the  case  of  The  Househill  Company  v.  Ncilson,  Webster's  Patent 
Ciises,  683,  it  is  said :  "  A  patent  will  be  good,  though  the  subject  of 
the  patent  consists  in  the  discovery  of  a  great,  general,  and  most 
comprehensive  principle  in  science  or  law  of  nature,  if  that  principle 
is,  by  the  specification,  applied  to  any  special  purpose,  so  as  thereby 
to  effectuate  a  practical  result  and  benefit  not  previously  attained." 

Mr.  Justice  Clerk  Hope,  in  his  charge  to  the  jury,  said:  "The 
specification  docs  not  claim  anything  as  to  the  form,  nature,  shape, 
materials,  numbers,  or  mathematical  character  of  the  vessel  or  ves- 
sels in  which  the  air  is  to  be  heated,  or  as  to  the  mode  of  heating 
such  vessels." 

Now,  in  this  case  it  must  not  be  forgotten  that  the  machinery  was 
not  claimed  as  a  part  of  the  invention  ;  but  the  jury  were  instructed 
to  inquire  "whether  the  specification  was  not  such  as  to  enable  work- 
men of  ordinary  skill  to  make  machinery  or  apparatus  capable  of 
producing  the  effect  set  forth  in  said  letters  patent  and  specification"; 
and  that,  in  order  to  ascertain  whether  the  defendants  had  infringed 
the  patent,  the  jury  should  inquire  whether  they  "  did,  by  themselves 
or  others,  and  in  contravention  of  the  privileges  conferred  by  the  let- 
ters patent,  use  machinery  or  apparatus  substantially  the  same  with 
the  machinery  or  apparatus  described  in  the  plaintiffs'  specification, 
and  to  the  effect  set  forth  in  said  letters  and  specification." 

Now,  as  no  specification  was  claimed  in  regard  to  the  machinery, 
it  is  not  perceived  how  the  patent  could  be  infringed,  unless  upon 
the  principle  that,  having  claimed  no  specific  mode  of  applying  the 
heat,  he  could  use  any  mode  he  might  prefer,  in  defiance  of  the 
rights  of  other  patentees. 

Now,  this  cannot  be  law;  certainly  it  is  not  law  under  the  Patent 
Act  of  this  country.  That  act  requires  the  making  and  constructing 
"  the  thing,  in  such  full,  clear,  and  exact  terms  as  to  enable  any  per- 
son skilled  in  the  art  or  science  to  which  it  appertains  to  make,  con- 
struct, and  use  the  same." 

Alderson,  13.,  (Webster's  Patent  Cases,  342,)  says:  " The  distinction 
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between  a  patent  for  a  principle  and  a  patent  which  can  be  supported, 
is  that  yon  most  have  an  embodiment  of  the  principle  in  some  prac- 
tical  mode  described  in  the  specification  of  carrying  into  actual  effect ; 
and  then  you  take  out  your  patent,  not  for  the  principle,  but  for  the 
mode  of  carrying  the  principle  into  effect." 

"It  is  quito  true,  that  a  patent  cannot  be  taken  out  solely  for  an 
abstract  philosophical  principle — for  instance,  for  any  law  of  nature 
or  any  property  of  matter,  apart  from  any  mode  of  taming  it  to  ac- 
count. A  mere  discovery  of  such  a  principle  is  not  an  invention,  in 
the  Patent-Law  sense  of  the  term."    Webster's  1'.  C.  G83. 

TTowever  brilliant  the  discovery  of  the  new  principle  may  be,  to 
make  it  useful  it  must  be  applied  to  some  practical  puq-osv.  Short 
of  this,  no  patent  can  be  granted.  And  it  would  not  seem  to  be  a 
work  of  much  labor  for  a  man  of  ingonnity  to  describe  what  lie  has 
invented. 

The  "  newly-discovered  propoity  in  the  metal,  and  the  practical 
adaptation  of  it  by  these  means  to  the  production  of  n  new  result, 
namely,  the  manufacture  of  wrought  pipe  out  of  solid  lead,"  was  the 
discovery.  "There  can  be  no  patent  for  a  principle ;  but  for  a  prin- 
ciple so  far  embodied  and  connected  with  corporeal  substances  as  to 
be  in  a  condition  to  act  and  to  produce  effects  in  any  trade,  mystery, 
or  manual  occupation,  there  may  be  a  patent." 

"It  is  not  that  the  patentee  conceived  an  abstract  notion  that  the 
consumption  in  tire-engines  may  1m>  lessened ;  but  he  discovered  a 
practical  manner  of  doing  it,  and  for  that  ho  has  taken  hia  patent. 
This  is  a  very  different  thing  from  taking  a  patent  for  a  principle." 

The  principle  may  be  the  new  and  valuable  discovery,  but  the 
practical  application  of  it  to  some  useful  purpose  is  tho  teet  of  its 
value. 

In  the  case  of  Le  Roy  v.  Tafham,  14  Howard,  13C,  it  was  Baid :  "  That 
in  the  view  taken  by  the  court  in  the  construction  of  the  patent,  it 
was  not  material  whether  the  mere  combination  of  machinery  refer- 
red to  were  similar  to  the  combination  used  by  tho  Hansons,  because 
the  originality  did  not  consist  in  the  novelty  in  the  machinery,  but  "at 
bringing  a  newly-discovered  principle  into  practical  application,  by 
which  a  useful  article  is  produced,  and  wrought  pipe  made,  as  distin- 
tinguished  from  cast  pipe." 

Now,  it  must  be  observed  that  tho  machinery  used  was  admitted 
to  be  old,  and  any  difference  in  form  and  strength  must  arise  from 
the  mode  of  manufacturing  the  pipes.  The  new  property  in  the 
metal,  claimed  to  have  been  discovered  by  the  patentees,  belongs  ti> 
the  process  of  manufacture.    The  result  is  before  us.    We  see  th? 
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manufactured  article,  and  are  told  that  its  substance  ifl  greatly 
modified  and  improved,  but  we  derive  little  or  no  knowledge  from 
inspecting  it.  Except  by  the  known  process  of  its  formation,  we 
cannot  appreciate  its  value,  or  comprehend  the  various  purposes  for 
which  it  was  made.  We  want  to  see  and  understand  the  processes 
by  which  it  was  formed,  the  machinery  in  action,  and  a  full  explana- 
tion of  its  parts. 

The  claimants  say:  "We  wish  it  to  be  understood  that  we  do  not 
confine  ourselves  to  the  mode  of  operation  herein  described,  by  mak- 
ing the  cylinder  rise  with  the  hydraulic  ram  and  other  parts,  and 
keeping  the  piston  stationary,  as  the  same  effects  will  take  place 
when  the  cylinder  is  stationary,  and  the  power  of  the  ram  is  applied 
to  the  top  of  the  piston  to  cause  it  to  descend  into  the  cylinder,  and 
our  improvements  might  be  applied  to  a  cylinder  and  press,  fitted  up 
in  other  respects  upon  Burr's  plans,  whereby  the  pipe  is  received 
over  the  top  of  the  machinery,  &c,  all  which  and  other  variations 
will  readily  suggest  themselves  to  any  practical  engineer,  without 
departing  from  the  substantial  originality  of  our  invention. 

"The  combination  of  the  following  parts  above  described  is  claim- 
ed, to  wit,  the  core  and  bridge,  or  guide-piece,  with  the  cylinder,  the 
piston,  the  chamber,  and  the  die,  when  used  to  form  pipes  of  metal, 
under  heat  and  pressure,  in  the  manner  set  forth,  or  in  any  other 
mode  substantially  the  same." 

To  the  above  is  added:  "We  do  not  claim  as  our  invention  and 
improvement  any  of  the  parts  of  the  above-described  machinery, 
independently  of  their  arrangement  and  combination  above  set 
forth." 

The  machinery  described  in  both  the  above  sentences  is  only 
claimed  when  used  to  form  pipes  of  metal  uuder  heat  and  pressure ; 
and  it  must  be  admitted  that  the  machinery  described  and  illus- 
trated by  the  drawings  is  sufficiently  explicit  to  show  the  nature  of 
the  invention.  If  it  be  admitted  that  the  machinery,  or  a  part  of  it, 
was  not  new  when  used  to  produce  the  new  product,  still  it  was  so 
combined  and  modified  as  to  produce  new  results,  within  the  Patent 
Law.  One  new  and  operative  agency  in  the  production  of  the  desired 
result  would  give  novelty  to  the  entire  combination. 

The  specifications  are  drawn  with  care  and  no  ordinary  skill,  and 
they  cannot  be  misunderstood.  No  one  can  be  supposed  to  mistake 
the  new  product  for  the  machinery  through  which  it  is  developed. 
And  in  regard  to  a  practical  application  of  the  new  conception,  it  is 
as  necessary  as  the  conception  itself;  and  they  must  unite  in  the 
patent.  "The  apparatus  described  is  properly  regarded  by  the  pat- 
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on  tees  as  subordinate,  and  as  important  only  as  enabling  them  to 
give  practical  effect  to  the  newly-discovered  property,  by  which  they 
produce  the  new  manufacture."  Certainly  no  comparison  was  insti- 
tuted between  the  mechanical  contrivance  used,  and  the  new  dl- 
eovery. 

In  the  case  of  Le  Roy  v.  T<ttham,  14  Howard,  176,  the  conrt  in- 
structed the  iurv:  "That  the  originality  of  the  invention  did  Ml 
consist  in  the  novelty  of  the  machinery,  but  in  bringing  a  newly-dis- 
covered principle  into  practical  use." 

Principle  is  often  applied  to  a  machine  to  describe  its  movement* 
and  effect:  and  we  are  told  that  the  originality  of  this  invention  did 
not  "consist  in  the  novelty  of  the  machinery,  but  in  brining  a 
newly-discovered  principle  into  practical  effect."  Whether  the  new 
manufacture  was  the  result  of  frequent  experiments  or  of  accident 
it  will  be  admitted  that  the  process  lias  been  demonstrated  to  the 
satisfaction  of  all  observers;  and  this  has  been  done  in  the  mod? 
described. 

In  the  complicated  and  powerful  machinery  used  to  produce  th> 
result,  it  is  not  perceived  why  it  should  not  be  adverted  to,  as  show- 
ing the  most  natural  and  satisfactory  explanation  of  the  discovery. 
It  is  only  necessary  to  examine  the  machinery  combined,  to  sc>  t'  J 
its  parts  are  dissimilar  to  others  in  use;  and  there  would  seem  to  b* 
no  other  reason  for  the  use  of  the  new  principle,  to  the  exclusion  o< 
the  mechanical  structures  employed,  except  a  higher  reach  of  knowl- 
edge. However  this  may  be,  it  would  seem  that,  when  dealing  with 
a  patentable  subject,  its  appropriate  name  should  be  given  to  the  ma- 
chinery by  which  it  was  developed.  The  admitted  want  of  novelty 
in  the  machinery,  referred  to  so  frequently,  might  invite  criticism, 
if  it  were  necessary,  to  Jhe  case  in  14  Howard;  but  the  case  no* 
before  us  is  in  chancery,  and  has  been  deliberately  considered. 

Up  to  the  year  1837,  the  date  of  Hanson's  invention,  two  method 
only  were  known  of  making  wrought  pipe  from  lead,  in  the  eel  flf 
solid  state,  and  these  were  the  Burr  method  and  the  draw-l>eudi 
method.  As  soon  as  the  plan  of  the  Hansons  was  introduced,  tbej 
superseded  all  other  methods. 

Both  of  the  above  methods  were  defective— the  dra\v-bcn<h  <» 
account  of  the  great  labor,  limited  length  of  pipe  produced,  ami 
equal  thickness;  and  the  Burr,  because  of  the  difficulty  of  holding  tht 
core  central  in  the  die,  in  forming  pipes  of  small  calibre. 

The  superiority  of  the  Burr  method,  for  the  general  purpose  ': 
manufacturing  leaden  pipes  which  require  different  sizes  to  be  ma»it. 
was  so  slight,  as  it  seems,  that  for  seventeen  years  after  the  date  ^ 
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the  Burr  patent,  not  one  of  such  machines  was  put  in  use  in  the 

United  States  or  in  Europe. 

In  this  combination  of  machinery  there  are  six  essential  parts : 
First.  A  metal  cylinder,  capable  of  receiving  the  lead  in  a  lluid 

state,  and  permitting  it  to  become  set  or  solid  therein,  and  of  great 

strength. 

Second.  A  piston,  which  is  a  solid  metallic  body,  fitted  to  tbe  bore 
of  the  cylinder,  to  work  therein  accurately,  to  prevent  the  charge  of 
lead  from  escaping  around  it,  and  so  connected  with  a  hydraulic 
press,  or  other  motor  of  great  power,  as  to  traverse  the  length  of  the 
cylinder  with  a  force  applied  of  several  tons,  to  force  out  the  charge 
of  lead  not  in  the  liquid  state. 

'Third.  A  die,  which  is  simply  a  block  of  steel,  with  a  central  hole 
of  a  cylindrical  form,  and  of  a  diameter  of  the  pipe  to  be  made. 

Fourth.  A  core,  which  is  simply  a  short  cylindrical  rod  of  steel,  of 
the  diameter  of  the  calibre  of  the  pipe  to  be  made. 

Fifth.  A  bridge  or  core-holder,  which  is  a  plate  of  metal  with 
apertures,  having  four  or  more  arms  radiating  from  the  central  part, 
which  has  a  central  hole  of  the  size  of  the  core. 

Sixth.  A  chamber  of  construction,  located  between  the  bridge  and 
the  die,  and  extending  from  the  one  to  the  other,  and  cither  conical 
or  cylindrical,  provided  the  end  next  the  bridge  be  made  of  greater 
diameter  than  the  die. 

It  is  rare  that  so  clear  and  satisfactory  an  explanation  is  given  to 
the  machinery  which  performs  the  important  functions  above  specified. 
We  are  satisfied  that  the  patent  is  sustainable,  and  that  the  complain- 
ants are  entitled  to  the  relief  claimed  by  them. 

Ohdkr.  This  cause  came  on  to  be  hearcj  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the  Southern 
District  of  New  York,  and  was  argued  by  counsel ;  on  consideration 
whereof,  it  is  the  opinion  of  this  court  that  the  complainants  in  the 
court  below  are  entitled  to  recover  from  the  defendants  the  sum  of 
$10,815.57.  Whereupon,  it  is  now  here  ordered,  adjudged,  and  de- 
creed by  this  court,  that  the  same  is  hereby  affirmed  to  the  extent  of 
the  aforesaid  sum  of  S1<J.S15..j7,  and  that  it  be  reversed  as  to  the 
residue;  and  that  this  cause  be,  and  the  same  is  hereby,  remanded 
to  the  said  Circuit  Court,  with  directions  to  enter  a  decree  for  that 
amount  in  favor  of  the  complainants.  And  it  is  further  ordered  and 
decreed  by  this  court,  that  the  costs  in  the  court  below  be  paid  by 
respondents  in  that  court,  (the  appellants  here,)  and  that  each  party 
pay  his  own  costs  in  this  court. 
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Edwin  M.  Chaffee,  plaintiff  n  erhor,  v.  The  Bostom  Belting 

Company. 

(22  Howard,  217.) 

I.  Where  a  patentee,  whose  patent  linil  been  extended  according  to  law,  conveyed 
all  hi*  interest  to  another  person,  ami  the  assignee  brought  suit  against  crr- 
taln  |artle4  fur  an  Infringement  of  tin-  patent,  ami  the—  pa  rile*  claimed 
under  u  license  granted  liy  the  original  pntentee  before  tiie  assignim-iit.  it 
*««  iieee»«ary  lo  »Ihuv  a  connected  elialn  of  title  to  lliciu«elvc*.  In  order  M> 
Ju*tlfy  their  use  of  the  improvement  secured  hy  the  patent. 

'2.  Having  omitted  to  do  tlii-,  the  Judgment  of  the  court  below,  which  was  in 
favor  of  the  defendants  Ml  Ml  tie  reverted,  and  the  COM  remanded,  for  another 
trial. 

3.  Whrther  the  patent  wa«  for  a  process  or  a  machine,  is  not  decided  in  the 

prerem  care. 

Tins  ease  was  brought  up  by  writ  of  error  from  the  Circuit  Court 
of  the  United  States  for  tin-  District  of  Massachusetts. 

It  wan  mi  action  of  trespass  on  the  ease  brought  by  Cliatl'ee  against 
the  Bi>ston  Belting  Company,  for  an  infringement  upon  a  patent 
granted  for  (lie  mat  lit  facta  re  of  India-rubber,  granted  to  Chufl'cc  in 
I836f  and  extended  for  sewn  years  from  the  3 1st  day  of  August. 

is.->t>. 

The  respective  claims  of  tho  plaintiff  and  defendants  are  fully 
stated  in  the  opinion  of  the  court. 

The  presiding  judge  in  the  court  below  ruled  that  the  defendants 
had  a  right  to  continue  the  same  machinery  for  the  same  puq>oses, 
and  in  conformity  with  the  directions  contained  in  the  specification, 
after  the  expiration  and  renewal  of  the  letters  patent,  and,  consc- 
ipicntly,  that  the  plaintiff  could  not  recover. 

To  this  ruling  the  plaintiff  excepted,  and  brought  the  cose  up  to 
this  court. 

It  was  argued  by  Mr.  Jtnckes  and  Mr.  Clurtnee  A.  Samrd,  for  the 
plaintiff  in  error;  no  counsel  appearing  for  the  defendants. 

The  case  having  gone  oft"  upon  a  single  point,  the  argument  of  the 
counsel  for  the  plaintiff  in  error  upon  that  point  is  aloue  reported. 

The  coiirl  below  erred  in  charging  the  jury,  that,  under  their  title, 
die  defendants  had  a  right  to  continue  to  use  the  same  machinery 
for  the  same  purposes.  This  charge  was  predicated  upon  an  assump- 
tion of  title  in  the  defendants,  which  they  hat!  not  proved.  They  had 
proved  that  Goodyear,  while  t lie  owner  of  the  original  term  of  the 
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patent,  had  granted  to  Edwards  a  license  for  a  specific  purpose. 
They  did  not  prove  any  privity  between  themselves  and  that  license. 
They  did  not  prove  an  assignment  of  that  license  to  themselves. 
They  did  not  prove  the  assent  of  Edwards  to  their  use  of  the  plain- 
tiff's patent  in  the  manufacture  of  the  articles  specified  in  the  license. 
The  only  purpose  for  which  the  license  seems  to  have  been  introduced 
was  to  identify  the  uses  to  which  the  defendants  applied  the  plaintiff's 
patent,  to  wit,  "  for  the  preparation  and  application  of  India-rubber 
to  the  manufacture  of  the  articles  mentioned  and  described  in  the 
indenture  between  Goodyear  and  Edwards."  This  identification  was 
not  a  justification  of  the  use  by  the  defendants  of  the  plaintiff's  pat- 
ent. It  proved  satisfactorily  the  nature  and  extent  of  that  use;  but 
it  proved  nothing  more.  It  did  not  prove  that  the  defendants  were 
rightfully  in  the  enjoyment  of  the  thing  patented  during  the  original 
term  of  the  patent. 

The  defendants,  therefore,  having  failed  to  establish  any  privity 
between  themselves  and  Goodyear,  the  owner  of  the  original  term  of 
the  patent,  failed  also  to  establish  any  right,  as  against  the  plaintiff, 
to  use  his  patent  during  its  extended  term.  The  defendants,  upon 
the  record,  appear  as  naked  infringers  of  the  plaintiff's  patent. 

The  charge  of  the  court  below,  therefore,  was  erroneous  in  assum- 
ing the  existence  of  a  license  from  Goodyear  to  the  defendants,  and 
entitles  the  plaintiff  to  a  reversal  of  the  judgment  and  to  a  venire 
facias  de  novo. 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court. 

This  case  comes  before  the  court  on  a  writ  of  error  to  the  Circuit 
Court  of  the  United  States  for  the  District  of  Massachusetts.  It  was 
an  action  of  trespass  on  the  case,  for  the  alleged  infringement  of  cer- 
tain rights  secured  by  letters  patent. 

As  the  foundation  of  the  suit,  the  declaration  alleges,  in  effect, 
that  the  assignor  of  the  plaintiff  was  the  original  and  first  inventor 
of  certain  improvements  in  tbe  manufacture  of  India-rubber,  and 
that  in  the  year  1830  letters  patent  for  such  improvements  were  duly 
issued  to  him  by  the  Commissioner  of  Patents,  as  is  therein  fully  and 
correctly  set  forth  and  described. 

Those  improvements,  as  is  alleged  in  the  declaration,  consist  in  a 
mode  of  preparing  the  rubber  for  manufacturing  purposes,  and  of 
reducing  it  to  a  pasty  state,  without  the  use  of  the  spirits  of  turpen- 
tine or  other  solvents,  and  of  applying  the  same  to  cloths,  and  for 
other  purposes,  by  the  use  of  heated  rollers  and  other  means,  as  set 
forth  in  the  letters  patent,  saving  thereby,  as  is  alleged,  a  large  por- 


Digitized  by  Google 


lli!8 


CSAfm  c.  Belting  Co. 


[.Sup.  Ct. 


Qf-mioa  of  tb«  court. 


lion  of  (lit-  cxjicnsc  of  reducing  tlio  original  material  to  a  proper 
degree  of  softness,  un«l  of  fitting  ami  preparing  it  for  the  various 
use*  to  which  it  mar  l>e  applied. 

On  ap[>licatioii  subsequently  made  lo  tin-  Commissioner  of  Pat- 
ents, in  due  form  of  law,  by  the  original  inventor,  the  patent  m 
extended  for  the  farther  term  of  seven  years  from  the  31st  day  of 
August,  1850;  ami  the  plaintiff  alleges  that  the  patentee,  ou  the  1st 
day  of  July,  18&8,  transferred,  assigned,  and  conveyed  to  him  all  his 
title  to  the  invention  and  to  the  patent  for  the  extended  term. 

By  virtue  of  that  deed  of  transfer,  it  Ls  claimed  in  the  declaration 
(hat  the  plaintiff  acquired  the  right  to  demand  and  recover  the  dam- 
ayes  for  all  infringements  of  the  letters  patent  prior  to  the  date  of 
the  transfer,  a.s  well  as  for  those  (hat  have  been  committed  si  net.' thai 
time;  ami.  accordingly,  the  plaintiff*  alleges  that  the  defendants,  mi 
tin-  :>l-t  day  of  August,  1X50,  fraudulently  commenced  the  use  of 
those  improvements,  without  law  or  right,  and  so  continued  to  use 
them  to  the  day  of  the  commencement  of  this  suit ;  averring1,  at  the 
same  time,  that  the  defendants  have  prepared  largo  quantities  of  (he 
native  rubber  for  manufacturing  purposes,  without  the  use  of  spirits 
of  turpentine  or  other  solvents,  thereby  making  large  gains,  and 
greatly  to  the  damage  of  the  plaintiff. 

As  appears  by  the  transcript,  the  action  was  entered  in  the  Circuit 
Court  at  the  May  Term,  1854,  but  was  continued  from  term  to  term 
until  the  May  Term,  1857,  when  the  parties  went  to  trial  upon  the 
general  issue. 

From  what  is  stated  in  the  bill  of  exceptions,  it  apj^ears  that  one 
t  Hiarlra  Goodyear  was  the  owner  of  the  original  letters  patent  on  the 
2t»th  day  of  January,  184G,  ami  that  he  continued  to  own  them  for 
the  residue  of  the  term  for  which  they  were  originally  granted,  i  )u 
that  day  he  entered  into  an  indenture  with  one  Henry  Edwards,  of  tin 
city  of  Boston,  whereby,  for  certain  considerations  therein  expressed, 
In'  sold  and  conveyed  to  ihe  said  Iletjry  Edwards,  his  executors,  ad- 
ministrators, and  assigns,  the  exclusive  right  and  license  to  make, 
use,  and  vend  any  and  all  articles  appertaining  to  machines,  or  in 
the  manufacture,  construction,  and  use  of  machines  or  machinery,  "i 
whatever  description,  subject  to  certain  limitations  and  qualification* 

therein  expressed. 

By  the  terms  of  the  instrument,  it  was  understood  that  the  right 
and  license  no  conveyed  was  to  apply  to  any  and  all  articles  snbsti- 
tuted  for  leather,  metal,  ami  other  substances,  in  the  use  or  tiianu- 
factum  of  machines  or  machinery,  in  so  far  as  the  grantor  had  am 
rights  or  privileges  in  the  same,  by  virtue  of  any  invention  or  iin- 
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provement  made,  or  which  should  thereafter  he  made,  hyhim  in  the 
manufacture  of  India-rubber  or  gum-clastic  goods,  and  in  virtue  of 
any  and  all  letters  patent  or  patent-rights  of  the  United  States  granted 
or  belonging  to  him,  or  which  should  thereafter  be  granted  or  belong 
to  him,  for  any  or  all  inventions  or  improvements  in  the  manufacture 
of  such  goods  in  this  country,  but  excluding  the  right  to  make  any 
contract  with  the  government  of  the  United  States.  In  considera- 
tion of  the  premises,  the  grantee  paid  the  sum  of  one  thousand  dol- 
lars, as  appears  by  the  recital  of  the  instrument,  and  agreed  to  pay  a 
certain  tariff,  at  the  rate  of  five  cents  per  superficial  yard,  or  five 
cents  per  pound  for  the  pure  gum,  according  to  the  nature  of  the 
article  manufactured. 

Reference  is  made  in  the  declaration  to  the  letters  patent,  and  to 
the  deed  of  assignment  from  the  patentee  to  the  plaintiff;  but  neither 
of  those  instruments  appears  in  the  bill  of  exceptions,  or  in  any  other 
part  of  the  record. 

At  the  trial  of  the  cause,  it  was  conceded  and  agreed  that  the  de- 
fendants, before  the  date  of  the  plaintiff's  writ,  used  certain  machin- 
ery, constructed  in  conformity  with  the  specification  annexed  to  the 
letters  patent  declared  on,  and  that  the  defendants,  in  using  the  ma- 
chinery, conformed  to  the  directions  contained  in  the  specification, 
and  that  the  same  was  soused  for  the  preparation  and  application  of 
India-rubber  to  the  manufacture  of  the  articles  mentioned  and  de- 
scribed in  the  indenture  from  Charles  Goodyear  to  Henry  Edwards, 
and  that  all  the  machinery  so  used  was  constructed  and  in  use  as 
aforesaid  before  and  at  the  time  the  original  letters  patent  expired. 

Upon  this  state  of  the  case,  according  to  the  bill  of  exceptions,  the 
presiding  justice  ruled  and  instructed  the  jury,  that,  under  their  title, 
the  defendants  had  the  right  to  continue  to  use  the  same  machinery 
for  the  same  purposes,  and  in  conformity  with  the  directions  contained 
in  the  specification,  after  the  expiration  and  renewal  of  the  letters 
patent,  and,  consequently,  that  the  plaintiff  could  not  recover. 

Under  the  ruling  and  instruction  of  the  court,  the  jury  returned 
their  verdict  for  the  defendants;  and  the  plaintiff  excepted  to  th- 
rilling, and  his  exceptions  were  duly  allowed. 

It  is  insisted,  by  the  counsel  of  the  plaintiff,  that  the  instruction 
given  to  the  jury  was  erroneous;  and  that  is  the  only  question  pre- 
sented for  decision  at  the  present  time.  In  considering  that  quest  io;:. 
our  attention  must  necessarily  be  confined  to  the  evidence  reported 
in  the  bill  of  exceptions,  as  the  only  means  of  ascertaining  the  pre- 
cise state  of  facts  on  which  the  instruction  to  the  jury  was  given. 
Whether  the  report  of  the  evidence,  as  set  forth  in  the  bill  of  excep- 
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tious,  may  or  may  not  be  incomplete,  or  imperfectly  stated,  cannot 
bo  known  iu  an  apellate  court.  Bills  of  exception,  when  property 
taken  ami  duly  allowed,  become  a  part  of  tbe  record,  and,  as  such, 
cannot  be  contradicted. 

By  tbe  admission  of  the  parties  in  this  ease,  it  appears  that  the 
defendants,  before  (he  date  of  the  plaintiff's  writ,  had  used  certain 
machinery,  constructed  iu  conformity  with  the  specification  of  the 
plaintiff's  patent.  In  the  absence  of  any  explanation  or  suggestion 
to  the  contrary,  it  must  be  inferred  that  the  use  of  tbe  machinery  so 
admitted  was  without  the  license  or  consent  of  the  plaintiff,  and  sub- 
■eQDent  to  the  period  when  be  became  the  owner  of  the  patent  for 
tbe  extended  term;  ami  if  so.  tbe  admission  was  sufficient,  under  t  he 
pleadings,  to  make  out  a  prirndfttcit  ease  for  tbe  plaintiff.  To  main- 
tain the  issue  on  their  part,  the  defendants  proved  in  effect,  or  it  was 
admitted,  that  all  the  machinery  so  used  by  them  bad  been  coiistnn  t- 
od.  and  was  in  use,  as  aforesaid,  before  and  at  the  time  tbe  original 
letters  patent  expired,  and  that  in  using  tbe  machinery  they  hail  con- 
formed to  the  directions  contained  in  tbe  specification,  and  that  the 
same  was  so  used  tor  tbe  purposes  and  in  the  manufacture  of  the 
articles  specified  and  described  in  the  before-mentioned  indenture. 
As  before  stated,  they  had  previously  proved,  or  it  bad  been  admitted, 
tliat  the  owner  of  tbe  original  term  of  tbe  patent  had  granted  the 
exclusive  right  and  license  to  a  third  party  to  use  the  invention,  fj >r 
the  same  purposes  for  which  the  defendants,  both  under  tbe  original 
and  extended  term  of  the  patent,  had  used  their  machinery;  but  they 
did  not  prove,  and  there  is  no  evidence  in  the  case  to  show,  any 
privity  between  themselves  and  that  license,  either  by  assignment 
or  in  any  other  manner.  They  offered  no  proof  tending  to  show 
that  their  use  of  the  machinery  in  question,  under  either  term  of  the 
patent,  was  with  the  licence,  consent,  or  knowledge  of  the  patentee, 
or  of  any  other  person  who  over  had  or  claimed  to  have  any  power 
or  authority  under  him  to  convey  the  right.  Provision  is  made  l>\ 
the  eighteenth  section  of  the  act  of  Congress  passed  on  the  4th  day 
of  July,  18^0",  for  the  extension  of  patents  bcyoud  the  time  of  tln  ir 
limitation,  on  application  therefor,  in  writing,  by  the  patentee.  lo  the 
Commissioner  of  the  Patent  Office,  setting  forth  the  grounds  for  such 
<  xlension.  By  tbe  latter  clause  of  that  section,  the  benefit  of  >  uch 
renewal  is  expressly  extended  t  >  assignees  and  grantees  of  the  right 
to  use  tbe  thing  patented,  to  the  extent  of  their  respective  Interests 
therein.    ."»  Slat,  at  Large,  Under  that  provision,  it  has  been 

repeatedly  held,  by  this  court,  that  a  party  who  had  purchased  a  pat- 
ented machine,  ami  was  using  it  during  tbe  original  term  for  which 
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the  putent  was  granted,  might  continue  to  use  the  machine  during 
the  extended  term.  Bloomer  v.  McQuewan,  14  How.,  549;  Wilson  v. 
Rousseau,  4  How.,  G40.  That  rule  rests  upon  the  doctrine  that  the 
purchaser,  in  using  the  machine  under  sucli  circumstances,  exercises 
no  rights  created  by  the  act  of  Congress,  nor  does  he  derive  title  to 
it  by  virtue  of  the  franchise  or  the  exclusive  privilege  granted  to  the 
patentee.  , 

When  the  patented  machine  rightfully  passes  to  the  hands  of  the 
purchaser  from  the  patentee,  or  from  any  other  person  by  him  au- 
thorized to  convey  it,  the  machine  is  no  longer  within  the  limits  of 
the  monopoly.  According  to  the  decision  of  this  court  in  the  cases 
before  mentioned,  it  then  passes  outside  of  the  monopoly,  and  is  no 
longer  under  the  peculiar  protection  granted  to  patented  rights.  By 
a  valid  sale  and  purchase,  the  patented  machine  becomes  the  private 
individual  property  of  the  purchaser,  and  is  no  longer  protected  by 
the  laws  of  the  United  States,  but  by  the  laws  of  the  State  in  which 
it  is  situated.  Hence  it  is  obvious,  that  if  a  person  legally  acquires 
a  title  to  that  which  is  the  subject  of  letters  patent,  he  may  continue 
to  use  it  until  it  is  worn-out,  or  he  may  repair  it  or  improve  upon  it 
as  he  pleases,  in  the  same  manner  as  if  dealing  with  property  of  any 
other  kind.  Applying  these  principles  to  the  present  case,  as  it  is 
exhibited  in  the  bill  of  exceptions,  there  would  be  no  difficulty  in 
sustaining  the  instructions  given  to  the  jury,  provided  it  appeared 
that  the  machinery  used  by  the  defendants  had  been  legally  purchased 
by  them  of  the  patentee  or  his  assigns  during  the  original  term  of  the 
patent.  But  nothing  appears  in  the  evidence  reported  to  warrant  the 
inference  that  they  were  either  assignees  or  grantees  of  the  thing  pat- 
ented, within  the  meaning  of  the  act  of  Congress  or  the  decisions  of 
this  court.  All  that  the  indenture  ottered  in  evidence  showed  was 
the  nature  and  extent  that  the  defendants  had  used  the  invention, 
but,  as  is  well  contended  by  the  counsel  for  the  plaintiff,  it  proved 
nothing  more.  It  did  not  prove,  or  tend  to  prove,  that  the  defend- 
ants were  rightfully  in  the  enjoyment  of  the  thing  patented  during 
the  original  term  of  the  patent;  and  having  failed  to  establish  any 
right  or  license  to  use  their  machinery  during  the  extended  term  by 
any  other  proof,  they  appear  in  the  record  as  naked  infringers. 

Their  right  to  continue  to  use  the  machinery  as  against  the  plain- 
tiff is  predicated  in  the  instruction  upon  the  assumption  that  they 
had  a  title  to  it,  and  were  rightfully  in  the  use  of  it  under  that  title, 
before  and  at  the  time  the  original  letters  patent  expired.  That  as- 
sumed fact  linds  no  support  in  the  evidence  reported.  It  is  clearly 
error  for  the  court,  in  its  instruction  to  the  jury,  to  assume  a  material 
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fact  as  prated,  of  whieli  there  is  no  evidence  in  the  ease.  United 
Stab  s  v.  BnBting,  20  How.,  255.  Ami  when  the  finding  of  the  jury 
accord*  with  tin-  theory  of  the  instruction,  thus  assumed  without  evi- 
dence, the  error  is  of  a  diameter  to  deserve  correction. 

Another  position  is  assumed  by  the  counsel  of  the  plaintiff,  which 
ought  not  to  he  passed  over  without  a  hrief  uotice.  They  contend 
that  the  invention  of  the  plaintiff,  as  described  in  the  letters  patent, 
is  for  a  process,  and  not  for  a  machine  or  machinery;  and  tliat  the 
act  of  Congress  extending  the  benefit  of  renewals  to  assignees  ami 
grantees  of  the  right  to  use  the  thing  patented,  when  properly  C0H- 
stnicd,  does  not  include  patents  lor  a  process,  hut  should  he  confined 
to  patents  for  machines,  That  question,  if  property  presented,  would 
involve  the  construction  of  the  letters  patent  in  this  ease,  as  well  as 
the  act  of  Congress;  but  as  the  patent  is  not  hi  the  record,  it  is  not 
possible  to  determine  it  at  the  present  time,  and  we  only  advert  to  it 
that  it  may  not  appear  to  have  escaped  attention. 

The  decree  of  the  Circuit  Court  is  reversed  with  costs,  and  with 
directions  to  issue  a  new  vaurc. 

Rev  EBB  ED  WITH  COSTS. 


Lewis  Teese  axd  Lewis  Teese,  Jr..  plaintiffs  in  ehiiob,  v.  C.  P. 
Huntingdon  anu  Mark  Hopkins. 

(23  Howard,  2.) 

1.  Counsel  feeaare  not  a  proper  element  for  llH:  consideration  of  lite  jury  in  tin.' 

estimation  of  damage*  In  actions  for  (he  infringement  of  a  |uiti  ul -ri^tit. 
Tills  point  lias  been  directly  nihil  by  this  court,  auit  it  no  longer  an  ODM 

question. 

2.  By  Uie  fifteenth  section  of  the  Patent  Ac!  of  the  4th  of  July,  lsltti,  I  In-  defend* 

ant  U  permitted  lu  plead  the  general  Issue  and  giva  any  a  pedal  matter  In 
cvidem-ft  provided  notice  in  writing  ni:iy  nave  liern  given  to  the  plaintiff  or 
hi«  attorney  thirty  ihys  In-fore  the  trial. 

3.  It  is  lint  neevssnry  Ihnt  litis  chmihl  lie  served  and  filed  by  an  order  of  the  nam ; 

and  it  is  Miilloicnt  If  it  served  and  llli-d  subsequently  to  the  tunc  vthiti 
the  dcpo»illoii»  »civ  taken  and  tiled  in  court. 

4.  Kor  thi'  pitr|Hisc  of  ltn|ieaehln^  a  wit  no*,  a  ■|in-xl  h>ti  «•»«  asked  of  another  wit- 

in:",  "What  i<  the  reputation  of  the  IflrHj  wit  lies,  for  moral  cttarach  i 
Thi-.  question  »va<  (ibjected  to,  and  pro|ierly  not  allowed  to  be  pat  In  tin- 
court  U-lou-. 

.1.  Tin-  <  I.  iin  nlary  writers  ami  CMC*  upon  this  |»oiiit  examined. 

«.  Another  witness  «•«*•  a«Urd,  what  was  the  repnlatlon  of  the  lirst  wtttteM  for 
truth  mid  veniolty,  who  replied  that  he  hail  nn  mean* of  knowing,  not  having 
had  any  transaction*  with  hint  for  live  years.  This question  was  excluded  by 
the  court,  which  inti-L  jud^e  according  to  lis  discretion  whether  or  IMtt  it 
applies  lo  u  lime  too  remote. 
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Tnis  case  \v;is  brought  up  by  writ  of  error  from  the  Circuit  Court 
of  the  United  States  for  the  Northern  District  of  California. 

The  history  of  the  trial  in  the  court  below  is  fully  set  forth  in  the 
opinion  of  this  court. 

It  was  argued  by  Mr.  Phillip?,  for  the  plaintitfs  in  error,  and  by  Mr. 
Gifford,  for  the  defendants.  The  arguments  of  the  counsel  upon 
many  of  the  poiuts  which  occurred  are  omitted,  and  only  the  two 
following  will  be  noticed. 

With  respect  to  impeaching  the  character  of  a  witness,  Mr.  Phillips 
said : 

Evidence  was  offered  to  impeach  the  character  of  one  of  defend- 
ants' witnesses,  by  showing  his  "general  reputation  for  moral  char- 
acter." It  was  objected,  that  "  the  inquiry  should  be  limited  to  his 
general  reputation  for  truth  and  veracity";  and  the  objection  was 
sustained. 

The  authorities  on  this  point  are  to  be  found  carefully  collated  in 
21  American  Law  Journal,  X.  S.,  page  145,  where  it  is  said,  that  so 
far  as  the  decisions  in  England  are  concerned,  "they  are  unanimous 
to  the  point  that  the  true  criterion  of  the  credit  of  a  witness  is  his 
general  character  and  conduct,  and  not  his  general  character  for 
truth  and  veracity.  The  English  books  will  be  examined  in  vain  for 
a  single  authoritative  case  which  in  any  respect  limits  the  examina- 
tion upon  this  point  to  the  character  for  truth  and  veracity." 

Upon  examination,  it  will  be  found  that  this  rule  obtains  in  most 
of  our  States. 

Other  evidence  was  then  offered  to  prove  the  reputation  of  the 
witness  from  1850  to  1853  for  truth  and  veracity.  To  which  it  was 
objected,  that  "the  dates  named  were  too  remote,  and  that  the  rep- 
utation of  the  witness  at  a  period  less  remote  from  the  time  of  trial 
could  be  alone  put  in  issue."    This  objection  was  also  sustained. 

The  judgment  was  rendered  on  the  2(Jth  October,  1857,  and  the 
time  covered  by  the  inquiry  was  from  1850  to  1853,  so  that  the  in- 
termediate period  was  less  than  four  years. 

This  is  certainly  a  short  statute  of  limitations  in  favor  of  reputation. 
"Whatever  influence  the  question  of  time  was  entitled  to,  was  for  the 
jury  to  consider.  The  judge  could  not  exclude  the  evidence  as  incom- 
petent, for  there  is  neither  common-law  rule  nor  statute  to  justify  it. 

The  view  which  Mr.  Gifford  took  of  these  points  was  the  following: 
The  objection  to  the  inquiry  as  to  Jesse  Morrill's  reputation  for 
"moral  character"  was  properly  sustained. 
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1.  It  is  not  in  any  ease  proper  to  seek  to  impeach  a  witness,  by 
proving  what  was  his  reputation  for  moral  character.  The  inquiry 
should  be  as  to  his  reputation  for  trutli  ami  veracity.  Unitexl  Stair* 
v.  V<m  Sickle,  2  McLean,  210;  Go«»  v.  Siimpson,  2  Smmier,  $10; 
Gilbert  v.  Shehlon.  19  Dark,  023;  7Y«'  PcenAe  v.  Rector,  19  Wend., 
569;  Jackson  v.  Cewt^  13  Johns.,  504;  The  State  v.  Bruce,  24  Maine, 
71.  72;  PliifHjix  v.  Hhi'ili'lil.  1  Appl.,  :;7.">;  CommonicrnUh  V.  .Vor.v,  3 
Tick.,  194,  199;  tfOTA!  v,  i'./i.-.  4  Vt.,  281 ;  StnU  v.  Smith,  7  14,  141 1 
Sl  it,'  v.  Fsm-rf,  15  Id,,  485;  Stair,  v.  Ilm  Uph,  24  Conn.,  809;  8fc* 
v.  Tloirartl,  9  N.  II.,  4S5;  Gilchrist  v.  Jfcffix,  4  Watts.  380;  <?/■•'*?  v. 
C/V.m,  1  Tenn.,  32;  Uhl  v.  Commonwealth,  (i  Gratt.,  70G;  W.ml  v. 
The  State,  2S  Ala..  53—  {court  divided;)  Ford  r.M,  7  Humph. 
92;  Jono  v.  77ie  State,  13  Tex..  lfiS ;  Perkins  v.  AToAty,  4  Warden's 
Ohio  State  R.,  CGK;  Taylor  on  Evidence,  sec.  1083. 

'Hie  testimony  was  properly  excluded  as  to  what  was  the  reputa- 
tion of  Jesse  Morrill  in  18."»2  or  1853, — alnjut  tivc  years  before  the 
trial. 

1.  Because  it  does  not  appear  that  said  Morrill  vm  a  witness  called 
by  the  defendants,  lie  is  not  named  in  the  notices  of  special  mat- 
ter of  defense  as  one  of  the  defendants'  witnesses,  and  ho  is  not 
named  in  the  lists  of  witnesses  examined  by  the  defendants. 

It  must  appear  oy  the  record  that  he  was  called  by  the  defendants 
or  this  objection  for  that  reason  must  fall. 

The  law  requires  that  an  authenticated  transcript  of  the  record  and 
an  assignment  of  errors  shall  he  returned  with  the  writ;  and  there 
can  he  no  error  cognizable  by  this  court,  uuless  it  appears  from  the 

record. 

The  mere  assertion  of  facts  in  the  assignment  of  errors  to  show  error 
cannot  be  substituted  for  the  record.  Judiciary  Act  of  178!',  sec.  22; 
Conkling's  Treatise,  3d  cd.,  089;  Stcrcns  v.  Gladding  .(•  Prowl.  10 
Mow.,  G4:  P  arsons  v.  BeiUlford  el  <//.,  3  I'cters.  433,  445. 

All  the  information  the  record  gives,  is  that  this  Morrill  ••  had.  us 
a  witness  in  said  ease,  given  material  evidence  for  the  defon-c  OH 
said  trial." 

There  is  nothing  more  common  than  for  a  witness  called  by  on* 

party  to  give  "material  evidence''  fur  the  other  party.    This  is  i- 

staully  done  on  cross-examinations,  and  often  by  the  party  opposed 
to  the  one  culling  the  witness,  making  him  his  own  witness  n*  to 

certain  facts. 

A  party  cannot  impeach  a  witness  called  by  himself,  by  proving 
him  unworthy  of  belief.    Graham  k  Wulerman  on  New  Trials.  959. 
The  court  below  ruled  out  the  evideuee  offered  to  impeach  Morrill, 
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and,  except  in  so  far  as  the  record  shows,  tins  court  has  no  means  of 
knowing  why.  All  presumptions  are  in  favor  of  the  correctness  of 
the  ruling.  This  court  is  hound  to  consider  the  determination  of  the 
court  helow  to  have  been  correct,  on  the  common  presumption  that 
the  judge  exercised  his  jurisdiction  soundly,  until  the  facts  are  pre- 
sented showing  the  contrary.  2  Graham  &  "Waterman  on  New  Trials, 
506  to  509,  and  cases. 

2.  .Said  testimony  was  properly  excluded,  because  if  it  had  appeared 
that  this  Morrill  was  a  witness  in  behalf  of  the  defendants,  an  attempt 
to  impeach  him,  by  proving  what  his  reputation  was  four  or  five  years 
before  the  trial,  was  not  admissible. 

There  must  be  a  limit  of  time,  back  of  which  a  party  cannot  go  to 
prove  the  reputation  of  a  witness  to  impeach  him  ;  else  to  impeach  a 
man  on  a  trial  to-day,  it  might  be  proved  what  his  reputation  was 
for  truth  and  veracity  fifty  years  ago. 

There  is  no  specific  time  fixed  by  law,  and  it  must  be  left  to  the 
discretion  of  the  judge  at  the  trial. 

•  There  was  no  offer  or  suggestion  in  the  present  case,  on  the  part 
of  the  plaintiffs,  to  add  anything  to  the  proof  proposed. 

They  called  one  witness  who,  as  appears  from  the  record,  did  then 
know  Morrill,  and  proposed  to  prove  by  him  what  Morrill's  reputa- 
tion was  for  moral  character.  This  beiug  ruled  out  as  an  improper 
form  of  question,  they  dropped  that  witness,  and  called  another,  who 
did  not  know  Morrill,  and  had  not  known  him  for  four  or  five  years, 
and  then  varied  the  question,  and  put  it  as  to  his  reputation  for  truth 
and  veracity. 

Why  did  they  not  put  the  question  in  that  form  to  the  first  witness, 
who  had  the  information  ?  Obviously,  for  the  reason  that  they  dared 
not  properly  interrogate  a  witness  having  the  requisite  knowledge, 
but  preferred  rather  to  weave  snares  to  suspend  the  case  and  bill  of 
exceptions. 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court. 

This  is  a  writ  of  error  to  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  California.  According  to  the  transcript,  the 
declaration  in  this  case  was  filed  on  the  18th  day  of  March,  1850. 
It  was  an  action  of  trespass  on  the  case  for  an  alleged  infringement 
of  certain  letters  patent  purporting  to  have  been  duly  issued  to  the 
plaintiffs  for  a  new  and  useful  improvement  in  a  certain  machine  or 
implement  called  a  sluice-fork,  used  for  the  purpose  of  removing 
stones  from  sluices  and  sluice-boxes  in  washing  gold.  As  the  foun- 
dation of  the  suit,  the  plaintiffs,  in  their  declaration,  set  up  the  letters 
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patent,  alleging  that  thoy  were  the  original  and  first  inventors  of  the 
improvement  therein  described,  and  charged  that  the  defendants  on 
the  2d  day  of  July,  1855,  arid  on  divers  other  day*  and  times  between 
that  day  and  the  day  of  the  commencement  of  the  suit,  unlawfully 
and  without  license  vended  and  sold  a  large  number  of  the  improved 
fork*,  made  in  imitation  of  their  invention.  To  this  charge  the  de- 
fendants pleaded  the  general  issue,  and,  in  addition  thereto,  set  up  in 
their  answer  to  the  declaration  two  other  grounds  of  defense.  In  the 
first  place,  tlu-y  denied  that  the  plaintiffs  were  the  original  and  first 
inventors  of  the  improvement  described  in  the  letters  patent,  averring 
that  the  suppled  improvement  was  known  and  used  by  divers  other 
persons  in  the  United  States  long  before  the  pretended  invention  of 
the  plaintiffs.  They  also  alleged  that  the  improvement  claimed  by 
Ihe  plaintiffs  as  their  invention  was  not  the  proper  subject  of  a  pat- 
ent, within  the  true  intent  and  meaning  of  the  Patent  Law  of  the 
United  States. 

By  the  fifteenth  section  of  the  Patent  Act  of  the  4th  of  July,  183C. 
the  defendant,  in  actUMM  claiming  damages  for  making,  using,  or 
sidling  the  thing  patented,  is  permitted  to  plead  the  general  issue, 
and  for  certain  defenses,  therein  specified,  to  give  that  act  ami  any 
special  matter  in  evidence  which  is  pertinent  to  the  issue,  and  of 
which  notice  in  writing  may  have  been  given  to  the  plaintiff  or  his 
attorney  thirty  days  before  the  trial.  Within  that  provision,  ami  sul>- 
jeet  to  that  condition,  he  may,  under  the  general  issue,  give  any 
special  matter  in  evidence  tending  to  prove  that  the  patentee  was 
not  tile  original  and  first  inventor  or  discoverer  of  the  thing  patented, 
or  a  substantial  and  material  pari  thereof  claimed  as  new,  or  that  it 
had  f»een  described  in  some  public  work  anterior  to  the  supposed  dis- 
covery by  the  patentee,  or  had  been  in  public  nse,  or  on  side,  with 
the  consent  and  allowance  of*  the  patentee,  before  his  application  for 
a  patent.  But  whenever  the  defendant  relies  in  his  defense  on  the 
fact  of  a  previous  invention  or  knowledge  or  use  of  the  thing  pat- 
ented, he  is  required  to  "state  in  his  notice  of  special  matter  the 
names  and  places  of  residence  of  tho-e  whom  he  intends  to  prove  to 
linve  possessed  a  prior  knowledge  of  the  thing,  and  where  the  Same 

had  been  Used." 

Two  written  notices  were  accordingly  given  by  the  defendants  of 

special  matter  to  !  tiered  in  evidence  by  Ihein  at  the  trial,  in  iup> 

porl  of  the  first  ground  of  defense  set  up  in  the  answer  to  the  dec- 
laration. One  was  dated  on  the  28th  day  of  August,  1S:><;.  and 
the  other  on  the  11Mb  day  of  September  of  the  succeeding  year,  but 
they  wi  re  both  duly  served  and  tiled  in  court  more  than  thirty  ihir* 
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before  the  trial.  Upon  this  state  of  the  pleadings,  the  parties,  on  the 
20th  dav  of  October,  1857,  went  to  trial,  and  the  jury,  under  the  rul- 
ings and  instructions  of  the  presiding  justice,  returned  their  verdict 
for  the  defendants.  After  the  plaintiffs  had  introduced  evidence 
tending  to  prove  the  alleged  infringement  of  their  patent,  they 
claimed  that  counsel  fees  were  recoverable  as  damages  in  this  action, 
and  offered  proof  accordingly,  in  order  to  show  what  would  he  a 
reasonable  charge  in  that  behalf. 

That  evidence  was  objected  to  by  the  defendants,  upon  the  ground 
that  counsel  fees  were  not  recoverable  as  damages  in  actions  of  that 
description,  and  the  court  sustained  the  objection,  and  excluded  the 
evidence,— to  which  ruling  the  plaintiffs  excepted.  Little  or  no  re- 
liance was  placed  upon  this  exception  by  the  counsel  of  the  plaintiffs, 
and  in  view  of  the  circumstances  one  or  two  remarks  upon  the  sub- 
ject will  be  sufficient.  Suppose  it  could  be  admitted  that  counsel 
fees  constituted  a  proper  element  for  the  consideration  of  the  jury, 
in  the  estimation  of  damages  in  cases  of  this  description,  still  the 
error  of  the  court  in  excluding  the  evidence  would  furnish  no  ground 
to  reverse  the  judgment,  for  the  reason  that  the  verdict  was  for  the 
defendants.  For  all  purposes  connected  with  this  investigation,  it 
must  be  assumed,  under  the  finding  of  the  jury,  that  the  plaintiffs 
were  not  entitled  to  any  damages  whatever;  and  if  not.  then  the 
evidence  excluded  bv  the  ruling  of  the  court  was  entirelv  immaterial. 
But  the  evidence  was  properly  rejected  on  the  ground  assumed  by 
the  presiding  justice. 

Counsel  fees  are  not  a  proper  element  for  the  consideration  of  the 
jury  in  the  estimation  of  damages  in  actions  for  the  infringement  of 
a  patent-right.  That  point  has  been  directly  ruled  by  this  court,  and 
is  no  longer  an  open  question.  Jurors  are  required  to  find  the  actual 
damages  incurred  by  the  plaintiff  at  the  time  his  suit  was  brought; 
and  if,  in  the  opinion  of  the  court,  the  defendant  has  not  acted  in 
good  faith,  or  has  caused  unnecessary  expense  and  injury  to  the 
plaintiff,  the  court  may  render  judgment  for  a  larger  sum,  not  exceed- 
ing three  times  the  amount  of  the  verdict.  5  Stat,  at  Large,  page 
123;  T)ay  v.  Woothrorth.Vi  I  low.,  .372.  To  maintain  the  issue  on 
their  part,  the  defendants  offered  three  depositions,  each  tending  to 
prove  that  the  plaintiffs  were  not  the  original  and  first  inventors  of 
the  improvement  described  in  their  letters  patent. 

Objection  was  seasonably  made  by  the  plaintiffs  to  the  introduc- 
tion of  each  of  these  depositions,  on  two  grounds:  1.  Because  the 
first  notice  of  special  matter  to  be  introduced  at  the  trial  did  not 
accord  with  the  proof  offered,  as  contained  in  these  depositions. 
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2.  Bccansc  the  second  notice  of  special  matter  to  lie  thus  introduce*] 
was  served  and  filed  without  any  order  from  the  court,  and  therefore 
should  lie  disregarded. 

Exceptions  were  duly  taken  to  the  respective  rulings  of  the  court, 
in  admitting  each  of  these  depositions;  hut  as  they  all  depend  upon 
the  Kline  general  considerations,  they  will  he  considered  together. 

It  is  conceded  by  the  defendants  that  the  firat  notice  was,  to  some 
extent,  insufficient.  On  the  other  hand,  it  is  admitted  by  the  plain- 
tiffs that  the  terms  of  the  second  notice  were  sufficiently  comprehen- 
sive and  s|K?eifie  to  justify  the  rulings  of  the  court,  in  allowing  the 
depositions  to  be  read  to  the  jury.  They,  however,  insist  upon  the 
objection,  taken  at  the  trial,  that  it  was  served  and  filed  without  any 
order  of  the  court,  and  that  it  was  insufficient,  hecause  it  was  served 
Olid  filed  subsequently  to  the  time  when  the  dcjMisitions  were  taken 
and  filed  in  court. 

Hut  neither  of  these  objections  can  be  sustained.  All  that  tbe  act 
of  Congress  requires,  is  that  notice  of  the  special  matter  to  be  offered 
in  evidence  at  the  trial  shall  be  in  writing,  and  be  given  to  the  plain- 
tiff or  his  attorney  more  than  thirty  days  l>efore  the  trial.  By  the 
plain  terms  of  the  law,  it  is  a  right  conferred  upon  the  defendant: 
and  nf  course  be  may  exercise  it  in  the  manner  aud  upon  the  condi- 
tions therein  pointed  out,  without  any  leave  or  order  from  the  court. 
\Vhcu  the  notice  is  properly  drawn,  and  duly  and  seasonably  served 
and  tiled  in  court  as  a  part  of  the  pleadings,  nothing  further  is  re- 
quired to  give  the  defendant  the  full  and  unrestricted  benefit  of  the 
provision. 

Such  notice  is  required,  in  order  to  guard  patentees  from  being 
surprised  at  the  trial  by  evidence  of  a  nature  which  they  could  not  be 
presumed  to  know  or  be  prepared  to  meet,  and  thereby  subject  them 
either  to  delay  or  a  loss  of  their  cause.  To  prevent  such  consequen- 
ces, the  defendant  is  required  to  specify  the  names  and  places  of 
residence  of  the  persons  on  whose  prior  knowledge  of  the  alleged 
improvement  he  relies  to  disprove  the  novelty  of  the  invention,  and 
the  place  or  places  where  the  same  had  been  used.  WHt<w  v.  R<iil. 
roods,  1  Wall.  Jr.,  195. 

Compliance  with  this  provision,  on  the  part  id'  the  defendant,  being 
a  condition  precedent  to  his  right  to  introduce  such  special  matter 
under  tin-  general  issue,  it  necessarily  follows  that  he  may  give  the 
requisite  notice  without  any  leave  or  order  from  the  court;  mid  tor 
the  same  reason,  if  he  afterwards  discovers  that  the  first  notice  served 
is  defective,  or  not  sufficiently  comprehensive  to  admit  his  defensi 
be  may  give  another,  to  remedy  the  defect  or  supply  the  deficiency. 
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subject  to  the  same  condition,  that  it  mnst  be  in  writing,  and  bo  served 
more  than  thirty  days  before  the  trial. 

Having  given  the  notice  as  required  by  the  act  of  Congress,  tho 
defendant  at  the  trial  may  proceed  to  prove  the  facts  therein  set 
forth  by  any  legal  and  competent  testimony.  For  that  purpose,  he 
may  call  and  examine  witnesses  upon  the  stand,  or  he  may  introduce 
any  deposition  which  has  been  legally  taken  in  the  cause.  Under 
those  circumstances,  depositions  taken  before  the  notice  was  served, 
as  well  as  those  taken  afterward,  are  equally  admissible,  provided  the 
statements  of  the  deponents  are  applicable  to  the  matters  thus  put  in 
issue  between  the  parties. 

After  the  defense  was  closed,  the  plaintiffs  offered  evidence  to  im- 
peach one  of  the  witnesses,  who  had  given  material  testimony  for 
the  defendants.  When  called,  the  impeaching  witness  stated  that  he 
knew  the  witness  sought  to  be  impeached,  and  knew  other  persons 
who  were  acquainted  with  the  witness,  and  that  they  both  resided  in 
the  city  of  Sacramento;  whereupon  the  counsel  of  the  plaintiffs  put 
the  question,  "What  is  the  reputation  of  the  witness  far  moral  char- 
acter ?  "  To  that  question,  the  counsel  of  the  defendants  objected,  on 
the  ground  that  the  inquiry  should  be  limited  to  the  general  rep- 
utation of  the  witness  for  truth  and  veracity,  with  the  right  to  put 
the  further  inquiry,  whether  the  witness  testifying  would  believe  the 
other  on  his  oath ;  and  the  court  sustained  the  objection,  and  rejected 
the  testimony. 

No  reasons  were  assigned  by  the  court  for  the  ruling;  and  of  course 
the  only  point  presented  is  whether  the  particular  question  propound- 
ed was  properly  excluded. 

Courts  of  justice  differ  very  widely,  whether  the  general  reputation 
of  the  witness  for  truth  and  veracity  is  the  true  and  sole  criterion  of  his 
credit,  or  whether  the  inquiry  may  not  properly  be  extended  to  his  en- 
tire moral  character  and  estimation  in  society.  They  also  differ  as  to 
the  right  to  inquire  of  the  impeaching  witness  whether  he  would  believe 
the  other  on  his  oath.  All  agree,  however,  that  the  first  inquiry 
must  be  restricted  either  to  the  general  reputation  of  the  witness  for  » 
truth  and  veracity,  or  to  his  general  character;  and  that  it  cannot,  be 
extended  to  particular  facts  or  transactions,  for  the  reason  that,  while 
every  man  is  supposed  to  be  fully  prepared  to  meet  those  general 
inquiries,  it  is  not  likely  he  would  be  equally  so  without  notice  to 
answer  as  to  particular  acts. 

According  to  the  views  of  Mr.  Greeuleaf,  the  inquiry  in  all  case* 
should  be  restricted  to  the  general  reputation  of  the  witness  for  truth 
and  veracity;  and  he  also  expresses  the  opinion  that  the  weight  of 
72 
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authority  in  the  American  courts  is  against  ailowitig  tbe  question  to 
be  put  to  the  impeaching  witness  whether  he  would  believe  the  other 
on  his  oath.  In  the  last  edition  of  his  work  on  The  Law  of  Evidence, 
he  refers  to  several  decided  eases,  which  appear  to  support  these  po- 
sitions; uml  it  must  be  admitted  tluit  some  of  these  decisions,  as  well 
as  others  that  have  since  been  mode  to  the  same  effect,  are  enforced 
by  reasons  drawn  from  the  analogies  of  the  law,  to  which  it  would  be 
difficult  to  give  any  satisfactory  answer.  1  Orccnl.  Kv.,  sec.  4*51 ; 
Phill>/>$  v.  King  field,  19  Me.,  375,  per  Shepley,  J.;  Goss  v.  Stimpson, 
2  Sumtk,  010;  Wood  v.  Maim,  2  Sumn.,  321;  Craig  v.  The  State,  5 
Ohio  X.  S.,  t!05;  Gilbert  V.  Sheldon,  13  Barb.,  023;  Jackson  v.  Leans, 
13  Johns.,  .r)04;  United  8Wt»  v.  Van  Sickle,  2  Mclean,  219;  The 
State  v.  Bntce,  24  Mo..  72;  Com.  v.  Morse,  3  Pick,  190;  Gilchrist  v. 
McKce,  4  Watts,  880;  The  State  v.  Smith,  7  Vt.,  141;  Fn/e  v.  Rink 
of  Illinois,  11  III.,  3ti7 ;  Jones  V.  The  State,  13  Tex.,  168;  The  State  v. 
tUmdotph,  24  Conn.,  888;  Vld  v.  Com.,  6  C4ratt.,  706 ;  Wike  v.  U<jh~ 
ner,  11  S.  &  K.,  338;  Kemmel  v.  Kmmet,  8  S.  &  K.,  338;  The  State 
v.  Tlwrard,  9  N.  II.,  48o:  Jto.-W  V.  The  State,  20  Ohio,  18;  Ford  v. 
Ford,  7  Humph.,  1>2;  T)<urman  v.  Fi'iv/iw,  18  B.  Munroc,  792;  P«r- 
Jtj/*.t  v.  tMkjf,  4  Ohio  X.  S..  668;  Bates  v.  ArrArr,  4  Cash.,  107. 

On  the  other  bund,  a  recent  English  writer  on  the  law  of  evidence, 
of  great  repute,  maintains  that  the  inquiry  in  such  eases  projterlv 
involves  the  entire  moral  character  of  the  witness  whose  credit  is 
thus  impeached,  and  his  estimation  in  society;  and  that  the  opinion 
of  the  impeaching  witness,  as  to  whether  he  is  entitled  to  Ik?  believed 
on  his  oath,  is  also  admissible  to  the  jury.  2  Taylor  Ev.,  sees.  1082, 
1088, 

That  learned  writer  insists  that  the  regular  mode  of  examining 
into  tbe  character  of  tbe  witness  sought  to  be  inipeaobed,  h  to  ask  the 
witness  testifying  whether  he  knows  his  general  reputation;  and  if 
so,  what  that  reputation  is,  and  whether,  from  such  knowledge,  he 
would  believe  him  upon  his  oath.  In  support  of  this  mode  of  conduct- 
ing the  examination,  he  refers  to  several  decided  c;ises,  both  English 
and  American,  which  appear  to  sustain  the  view  s  of  the  writer.  Rett 
v,  Ur»tson,&£  I  low.  St.  Tr.,49t>;  Mwmm  v.  Hirlsit>k,4  Esp.  R..  104; 
lie*  v.  norttromt.  13  How.  St.  Tr.,  211  ;  Car/M-nter  v.  Wall,  11  Ad.  k 
El.,  803;  Anonymous.  1  Hill.  <S.  C.,j  2.19;  Hume  v.  Scott,  3  A.  K. 
Marshall.  262;  D»y  v.  The  Slat..  13  Miss.,  422;  3  Am.  Law  Jour., 
N.  S.,  148. 

Both  Mr.  Orocnlcaf  and  Mr.  Taylor  agree,  however,  that  the  im- 
peaching witness  must  be  able  to  state  what  is  generally  said  of  the 
other  witness  by  those  among  whom  he  resides,  and  with  whom  he 
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19  chiefly  conversant,  and  in  effect  admit,  that  unless  he  can  so  speak, 
he  is  not  qualified  to  testify  upon  the  subject,  for  the  reason  that  it  is 
only  what  is  generally  said  of  the  witness  bv  his  neighbors  that  con- 
8titutes  his  general  reputation.  To  that  extent  they  concur,  and  bo, 
as  a  general  remark,  do  the  authorities  which  on  the  one  side  and 
the  other  support  these  respective  theories;  but  beyond  that,  the 
views  of  these  commentators,  as  well  as  the  authorities,  appear  to  be 
irreconcilable. 

In  referring  to  this  conflict  of  opinion  among  text  writers,  and 
judicial  decisions,  we  have  not  done  so  because  there  is  anything 
presented  in  this  record  that  makes  it  necessary  to  choose  between 
them,  or  even  renders  it  proper  that  we  should  attempt  at  the  pres- 
ent time  to  lay  down  any  general  rule  upon  the  subject.  On  the  con- 
trary, our  main  purpose  in  doing  so  is  to  bring  the  particular  question 
exhibited  in  the  bill  of  exceptions  to  the  test  of  both  theories,  in  order 
to  ascertain  whether,  under  either  rule  of  practice,  it  ought  to  have 
been  allowed.  Under  the  first  mode  of  conducting  the  examination, 
it  ia  admitted  that  it  was  properly  rejected,  and  we  think  it  was 
equally  improper,  supposing  the  other  rule  of  practice  to  be  correct. 
Whenever  a  witness  is  called  to  impeach  the  credit  of  another,  he 
must  know  what  is  generally  said  of  the  witness  whose  credit  is  im- 
peached by  those  among  whom  the  last-named  witness  resides,  in 
ol  der  that  he  may  be  able  to  answer  the  inquiry,  either  as  to  his  gen- 
eral character  in  the  broader  sense,  or  as  to  his  general  reputation  for 
truth  and  veracity.  He  is  not  required  to  speak  from  his  own  knowl- 
edge of  the  aet^  and  transactions  from  which  the  character  or  repu- 
tation of  the  witness  has  been  derived,  nor  indeed  is  he  allowed  to 
do  so,  but  he  must  speak  from  his  own  knowledge  of  what  is  gen- 
erally said  of  him  by  those  among  whom  he  resides,  and  with  whom 
he  is  chiefly  conversant;  and  any  question  that  docs  not  call  for 
such  knowledge  is  an  improper  one,  and  ought  to  be  rejected.  No 
case  has  been  cited  authorizing  such  a  question,  or  even  furnishing 
an  example  where  it  was  put,  and  our  researches  in  that  direction 
have  not  been  attended  with  any  better  suecess.  For  these  reasons, 
we  think  the  question  was  properly  excluded.  Some  further  attempts 
were  made  by  the  plaintiffs  to  impeach  this  witness,  and  with  that 
view  they  culled  another  witness,  who  testified  that  he  knew  the  one 
sought  to  be  impeached,  and  had  had  business  transactions  with  him 
during  the  years  18">:2-,.r>.<],  in  the  city  where  they  resided.  On  being 
asked  by  the  counsel  of  the  plaintiff's  what  was  the  reputation  of  the 
witness  for  truth  and  veracity,  he  replied  that  he  had  no  means  of 
knowing  what  it  was,  not  having  had  any  dealings  with  him  since 
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those  trinoactinm ,  thereupon  the  same  counsel  repeated  the  ques- 
tion, limiting  it  to  that  period. 

Objection  was  made  to  that  question  by  the  counsel  of  the  defend- 
ants, on  the  ground  that  the  period  named  in  the  question  was  too 
remote,  and  the  court  sustained  the  objection  and  excluded  the  ques- 
tion. To  tbh  rnling  the  plaintiffs  excepted.  Such  testimony,  un- 
doubtedly, may  pnqHTly  be  excluded  by  the  court,  when  it  applies  to 
a  period  of  time  so  remote  from  the  transaction  involved  in  the  con- 
troversy as  thereby  to  become  entirely  unsatisfactory  and  immaterial; 
and  as  the  law  cannot  fix  that  period  of  limitation,  it  must  necessarily 
be  left  to  the  discretion  of  the  court.  Considering  that  the  witness 
had  already  stated  tlint  he  was  not  nble  to  answer  the  question,  we 
do  not  think  that  the  discretion  of  the  court  in  this  case  was  unreas- 
onably exercised.  None  of  the  exceptions  can  be  sustained,  and  the 
judgment  of  the  Circuit  Court  is  therefore 

Affirmed  with  costs. 


Tiie  Mayor,  Aldermen,  and  Commonalty  of  the  City  of  New 
York,  plaintiffs  in  error,  e.  Franklin  Hansom  and  Uzziah 
Wenman. 

(23  Howard,  «7.) 

In  nil  ndlnll  fur  rtamngr*  fur  tbo  infringement  of  a  putcnt-rfclit,  the  plnlntlfT 
must  farnljh  tome  «lata  by  irtiich  Clw  jury  may  climate  the  actual  <lanianr. 
If  ho  rv«ts  lib  cav  after  merely  pmrlng  an  Infringement  of  til*  patent,  lie 
may  be  cntl(K'<l  to  nominal  damages  tiut  no  more. 

Tnis  ease  was  brought  tip  by  writ  of  error  from  the  Circuit  Court 
of  the  United  States  for  the  Southern  District  of  New  York. 
The  caso  is  stated  in  the  opinion  of  the  court. 

It  was  submitted  on  a  printed  argument  by  Mr.  K>Urr,  for  the 
defendants  in  error;  no  counsel  appearing  for  the  plaintiffs  in  error. 

Mr.  Justice  Orier  delivered  the  opinion  of  the  court. 

The  plaintiffs  in  error  were  defendants  in  an  action  for  Infringe- 
ment of  a  [latent  "for  a  new  and  useful  improvement  in  the  mode 
of  applying  water  to  fire-engines,  so  as  to  render  their  operation  more 

efficient" 

On  the  trial,  they  took  some  twenty-four  exceptions  to  the  rulings 
of  the  court  in  their  charge  to  the  jury;  but  they  have  not  seen  tit  to 
appear  in  this  court,  and  point  out  to  us  on  which  of  these  numerous 
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exceptions  they  principally  rely  for  the  reversal  of  the  judgment 
The  defendants  in  error  have  not  elected  to  have  the  writ  of  error 
dismissed  for  want  of  prosecution,  but  have  tiled  a  printed  argument, 
praying  for  an  affirmance  of  the  judgment. 

On  examination  of  the  record,  we  find  that  the  bill  of  exceptions 
contains  no  copy  of  the  specification  of  the  letters  patent.  Without 
this,  we  are  unable  to  test  the  correctness  of  the  construction  of  the 
patent  by  the  court  below. 

But  there  is  one  exception  which  the  record  enables  us  to  examine, 
and  in  which  we  think  there  is  error. 

The  defendants'  fourteenth  prayer  for  instruction  is  as  follows  : 

"  The  plaintiffs  have  furnished  no  data  to  estimate  actual  damage, 
and,  therefore,  in  no  aspect  of  the  case  can  they  recover  more  than 
nominal  damages." 

If  the  predicate  of  this  proposition  be  true,  the  conclusion  was 
correct,  and  the  instruction  should  have  been  given  by  the  court. 

Where  a  plaintiff  is  allowed  to  recover  only  "  actual  damages,"  he 
is  bound  to  furnish  evidence  by  which  the  jury  may  assess  them.  If 
he  rest  his  case,  after  merely  proving  an  infringement  of  his  patent, 
be  nay  be  entitled  to  nominal  damages,  but  no  more.  He  cannot 
call  on  a  jury  to  guess  out  his  case  without  evidence.  Actual  dam- 
ages must  be  calculated,  not  imagined,  and  an  arithmetical  calcula- 
tion cannot  be  made  without  certain  data  on  which  to  make  it. 

The  invention  in  this  case  was  not  one  which  enabled  the  patentee 
to  make  a  profit  by  a  monopoly  of  its  use.  Nor  was  it  a  separate  and 
distinct  machine,  by  the  sale  of  which  he  could  make  a  profit.  The 
patent  is  for  an  improvement  in  the  apparatus  of  the  common  lire- 
engine,  by  which  the  hydrostatic  pressure  of  the  water  from  the  hy- 
drant may  be  combined  with  the  hydraulic  pressure  of  the  engine, 
and  thus  add  to  its  power  and  efficiency.  There  was  evidence  tend- 
ing to  show  the  invention  to  be  valuable,  and  that  it  could  be  applied 
to  the  engines  in  use  at  an  expense  of  twenty-five  dollars,  thereby 
greatly  increasing  the  power  of  the  machine.  It  was  proved  that  the 
city  had  applied  this  invention  to  fifty  engines,  but  no  information 
whatever  of  the  price  or  value  of  a  single  license  is  gfrven  in  the  bill: 
fifty  is  the  coefficient  by  which  an  unknown  number  is  to  be  multi- 
plied, and  without  further  data  the  result  is  still  an  unknown  quan- 
tity. If  there  had  been  any  proof  that  the  selling  price  of  a  single 
license  for  a  single  engine  was  four  hundred  dollars,  the  jury  would 
have  had  something  to  support  their  verdict  for  $20,000. 

In  the  case  of  Seymour  v.  MeCormkk,  10  Howard,  485,  it  was  de- 
cided, by  this  court,  that  where  the  profit  of  the  patentee  is  derived 
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neither  from  an  exclusive  use  of  the  tiling  patented,  nor  from  a  mon- 
opoly- of  making  it  for  others  to  use,  the  actual  damage  which  he 
suttere  by  the  use  of  his  improvement  without  his  license,  is  tlie  price 
of  it,  with  intercut,  and  no  more.  It  is  to  his  advantage  that  every 
one  should  use  his  invention,  provided  he  pays  for  a  license.  The 
only  damage  to  the  patentee  is  the  non-payment  of  that  sum  when 
the  infringer  commences  the  use  of  the  invention. 

As  the  plaintiffs  in  this  ease  did  not  furnish  any  evidence  upon 
which  tu  found  a  calculation  of  actual  damages,  the  court  should 
have  instructed  the  jury  as  requested  by  the  counsel.  Instead  of  it, 
the  court  instructed  the  jury  as  follows: 

"If  the  invention  is  valuable;  if  by  its  use  the  power  ami  efficiency 
of  the  tire-engines  belonging  to  the  defendant  are  bo  increased  that 
fifty  engines  used  with  this  improvement  are  equal  in  practical  effect 
to  seventy-five,  ur  any  other  number  of  engines,  used  without  this 
improvement,  the  jury  are  at  liberty  to  inter,  if  they  think  (lie  infer- 
ence a  just  one,  that  the  defendant,  in  its  corporate  capacity,  has 
saved  the  cost  of  the  purchase  and  operation  of  the  additional  num- 
ber of  engines  which  would  have  been  required  to  produce  the  same 
results  if  this  invention  had  not  been  used;  and  that  the  corporate 
authorities,  if  they  had  admitted  the  plaintiffs'  rights,  would  have 
paid  the  amount  of  this  additional  cost,  or  a  large  portion  of  it,  aa  the 
consideration  for  a  license  to  use  this  invention,  rather  than  to  aban- 
don its  use;  and  that  the  plaintiff'-*  have  therefore  loat  by  the  infringe- 
ment what  die  defendant  would  have  so  paid  to  secure  Buch  license. 
It  is  for  this  reason  that  the  benefits  received  by  the  defendant  in  its 
eorjsuate  capacity,  from  the  use  of  the  invention,  in  the  consequent 
reduction  of  its  expenditures  for  fire-engines,  and  thoir  management 
and  operation,  are  proper  subjects  for  consideration  in  determining 
the  plaintiffs'  damages;  and  the  jury  must  determine  for  themselves, 
upon  the  consideration  of  this  and  the  other  facts  of  the  case,  (if  they 
find  tbut  the  plaintiffs  are  entitled  to  recover,)  what  damages  have 
been  actually  sustained  by  the  plaintitis  in  consequence  of  the  unau- 
thorized and  wrongful  acts  of  the  defendant,  being  careful  only  to 
give  the  actual  damages  proved,  and  not  to  speculate  upon  the  pos- 
sibility, or  even  probability,  of  damages  beyond  such  as  are  proved  to 
haw  k-cn  sustained  by  the  plaintiffs." 

Tl  was  of  little  use  to  caution  the  jury  front  giving  speculative  or 
any  other  than  "actual  damages,"  after  the  large  margin  of  inference 
ami  presumption  which  they  were  permitted  to  take  in  order  to  rind 
dttta  by  whit-It  to  calculate  them, 

Ii  was  said,  in  the  ease  to  which  we  have  referred,  "actual  dam- 
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ages  should  be  actually  proved,  and  cannot  be  assumed  as  a  legal 
inference  from  facts"  which  afford  no  data  by  which  they  can  bo 
calculated. 

Tn  order  to  find  out  the  plaintifts1  lo>s  or  damage,  the  jury  were 
allowed  by  the  court  to  infer  that  the  defendants  have  saved  all  the 
money  indicated  by  the  comparative  powers  of  the  engines  with  and 
without  the  improvement;  and  after  having  made  this  inference, 
they  may  presume  that  the  defendants  would  have  paid  this  amount 
to  the  plaintiff  for  the  use  of  his  improvement. 

Thus  the  possible  advantage  or  gain  made  by  the  use  of  plaintifts' 
improvement  on  their  machines,  is  made  the  measure  of  his  loss. 
If  the  plaintifts,  unable  to  furnish  any  other  data  for  a  calculation, 
had  proved  that  the  defendants  had  made  a  certain  amount  of  money 
by  putting  out  the  fires  in  New  York,  which  the  plaintiffs  would 
otherwise  have  made  by  use  of  their  invention,  he  might  with  some 
reason  contend  that  this  was  a  proper  measure. 

But  if  he  fails  to  furnish  any  evidence  of  the  proper  data  for  a  cal- 
culation of  his  damage,  lie  should  not  expect  that  a  jury  should  work 
out  a  result  for  him  by  inferences  or  presumptions  founded  on  such 
subtile  theories. 

We  therefore  direct  the  case  to  be  remanded  for  a  venire  facias  de 
novo. 


William  H.  Phillips,  plaintiff  in  error,  v.  George  Page. 

(24  Howard,  1G4.) 

1.  In  a  patent  taken  out  by  Page  for  certain  improvements  in  the  construction  of 

the  portable  circular  saw-mill,  he  claimed  the  manner  of  affixing  and  guiding 
the  circular  saw,  by  allowing  end-play  to  its  shaft,  in  combination  with  the 
means  of  guiding  it  (the  saw)  by  friction-rollers,  emhracing  it  near  its  periph- 
ery, so  as  to  leave  its  center  entirely  unchecked  laterally. 

2.  An  instruction  by  the  court  below,  that  the  claim  was  as  stated  above,  but 

adding  M  hi  a  saw-mill  capable  of  being  applied  to  the  sawing  of  ordinary 
logs,"  was  erroneous. 

3.  Although  the  Improvements  of  the  patentee  may  have  enabled  the  machine  to 

be  applied  to  the  purpose  of  sawing  logs,  when  before  it  was  applied  only  to 
the  purpose  of  sawing  light  materials,  such  as  shingles,  and  blinds  for  win- 
dows, yet  there  is  nothing  in  the  patent  to  distinguish  the  new  parts  of  the 
machine  from  the  old,  or  to  state  those  parts  which  he  had  Invented,  so  as  to 
enable  the  machine  to  saw  logs. 

4.  The  Patent  Law  does  not  require  the  defendant  to  give  notice  of  the  time  when 

any  person  may  have  possessed  the  knowledge  or  use  of  the  invention  in  ques- 
tion, but  only  of  the  name  of  the  person  and  of  his  place  of  residenoe,  and  the 
place  where  it  hah  been  used. 


Digitized  by  Google 


U44 


PllILLII'8  r.  V.KQB. 


[Sup.  (  t. 


Opinion  of  tli*  court 

6.  Ail  Instruction <>(  tbd  court  bclon.  nuking  the  time  iu.it.  -rial,  was  tlH-rv(or« 
orroiiMMW. 

Tuis  case  w;is  brought  up  hy  writ  of  error  from  the  Circuit  Court 
of  the  Uuited  States  for  the  Northern  District  of  New  York. 

The  principal  qTHMtipn  related  to  the  construction  of  Page's  patent 
fur  improvements  in  the  construction  of  a  portable  circular  saw-tnill, 
the  circumstances  of  which  an1  stated  in  the  opiuiou  of  the  court. 
I'nder  the  instructions  of  the  court  below,  the  jury  found  a  verdict 
for  Page,  with  $"i0  damages,  and  $4'5t>.14  costs,  The  hills  of  excep- 
tion are  stated  in  the  opinion  of  the  court. 

It  was  submitted  on  printed  argument*  by  Mr.  Keller,  fir  the 
plaintiff  in  error,  and  by  Mr.  Reeerdy  John-son  and  Mr.  Jjatrobe,  for 
the  defendant. 

'Hie  arguments  upon  the  points  in  tbe  case  are  omitted,  n*  not  be- 
ing likely  to  interest  tho  profession  generally. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court. 

This  is  a  writ  of  error  to  the  Circuit  Court  for  the  Northern  Dis- 
trict of  New  York. 

The  suit  was  brought  in  the  court  below  by  Page,  the  defendant  in 
error,  to  recover  damages  for  the  infringement  of  a  patent  for  certain 
Improvements  in  the  construction  of  the  portable  circular  saw-mill. 
After  describing  minutely  the  different  parts,  and  manner  of  con- 
structing the  machine,  with  drawings  annexed,  and  also  the  use  ami 
operation  of  tbe  respective  parts,  tbe  patentee  set*  forth  the  jwrticular 
portion  of  tho  construction  which  he  claim*  as  hi*  own,  a*  follows ; 

"  I  claim  the  manner  of  affixing  ttiul  guiding  the  circular  saw,  hg  nf- 
toicirig  end-plug  to  its  slvift,  in  combination  with  the  means  of  guiding  it 
(flu:  suir)  by  friction-rollers,  embracing  it  near  it*  ptrip/ury,  to  us  to  l<  ire 
Us  center  ariirclg  unchecked  laterally.  I  do  not  claim  the  use  of  frictinn- 
i  oilers,  embracing  and  guiding  the  edge  of  a  circular  saw.  as  these 
!;:.ve  been  previously  used  for  that  purpose;  but  T limit  my  cham  te 

■ir  use, in  coml/in  itiun  irith  u  s-uc  having  free  lateral  fJag  at  its  fl  nt>r.'' 

Evidence  was  given  on  the  part  of  the  defendant,  in  the  course  at 
..■  trial,  tending  to  prove  that,  long  before  tbe  time  of  granting  the 
plaintiff's  patent,  and  before  the  date  of  bis  invention,  machines  for 
rawing  shingles  from  short  block*  of  timber,  and  sawing  lath  and 
blinds  for  windows,  with  circular  saws,  varying  in  size  from  ten  to 
thirty  inches  in  diameter,  bad  been  in  public  use;  in  which  machines 
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the  circular  saw  was  guided  by  means  of  guide  pins,  embracing  it 
(the  saw)  near  the  periphery,  and  its  shaft  having  end-play,  and  be- 
ing entirely  unchecked  laterally;  but  it  did  not  appear  that  such 
machines  had  been  used  in  a  saw-mill  for  sawing  timber,  or  in  a  mill, 
or  a  machine  of  a  size  or  character  adapted  to  the  sawing  of  ordinary 
logs,  or  other  large  unsawed  timbers. 

When  the  evidence  closed,  the  defendant's  counsel  prayed  the 
court  to  charge  the  jury,  that  according  to  the  true  construction  of 
the  patent,  the  claim  is  for  the  manner  of  affixing  and  guiding  the 
circular  saw,  by  allowing  end-play  to  its  shaft,  in  combination  with 
the  means  of  guiding  it  by  friction-rollers,  embracing  it  near  its  per- 
iphery, so  as  to  leave  its  center  entirely  unchecked  laterally. 

But  the  court  refused  so  to  charge,  and  instructed  the  jury  that  the 
claim  was  limited  to  the  manner  of  affixiug  and  guiding  the  circular 
saw,  by  allowing  end-play  to  its  shaft,  in  combination  with  the  means 
of  guiding  it  by  friction-rollers,  embracing  it  near  its  periphery,  so  as 
to  leave  its  ceuter  unchecked  laterally,  in  a  mic-mtfl  capable  of  being 
applied  to  the  sawing  of  ordinary  fogs. 

And  in  refusing  another  prayer,  the  court  charged,  that  in  order  to 
defeat  the  plaintiff's  patent  by  the  use  of  prior  machines  of  this  con- 
struction, they  must  have  been  machines  for  the  purposes  of  sawing 
in  mills  of  a  size  and  character  adapted  to  the  sawing  of  ordinary 
logs. 

There  can  be  no  doubt  but  that  the  improvements  of  the  patentee 
in  the  manner  of  constructing  tho  portable  circular  saw-mill  describ- 
ed in  his  specification  were  designed  to  adapt  it  to  the  sawing  of  logs 
in  a  saw-mill,  and  which  could  be  carried  from  place  to  place,  and 
put  into  operation  by  the  use  of  horse-power;  and  it  may  very  well 
be,  if  he  had  set  up  in  his  claim  the  improvements  or  particular 
changes  in  the  construction  of  the  old  machine,  so  as  to  enable  him  to 
adapt  it  to  the  new  use,  and  one  to  which  the  old  had  not  and  could 
not  have  been  applied  without  these  changes,  the  patent  might  have 
been  sustained.  Tho  utility  is  not  questioned,  and,  for  aught  there 
appears  in  the  case,  such  improvements  were  before  unknown,  and 
the  circular  saw-mill  for  sawing  logs  the  first  put  in  successful  opera- 
tion. 

But  no  such  claim  is  set  up  by  the  patentee ;  nor  docs  he  distin- 
guish in  the  description  of  the  parts  of  the  machine,  nor*  in  any  other 
way,  the  old  from  the  new,  or  those  parts  which  he  has  invented  or 
added  in  its  adaption  to  the  use  of  sawing  logs,  not  before  found  in 
the  old  machine  for  sawing  shingles,  blinds  for  windows,  and  other 
light  materials.    On  the  contrary,  his  claim  is  for  the  precise  organ- 
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izatiou  of  the  old  machine,  namely,  the  manner  of  affixing  and  gaid 
ing  the  circular  saw,  hy  allowing  end-play  to  its  shaft,  in  combination 
with  the  means  of  guiding  it  by  friction-rollers,  embracing  it  neai 
to  its  periphery,  so  as  to  leave  its  center  entirely  unchecked  later 
ally.  There  is  nothing  new  in  this  combination.  It  had  long  beer 
known  and  used  in  the  circular  saw  for  sawing  timbers  of  sniullei 
dimensions  than  an  ordinary  saw-log.  Nor  does  the  enlargement  o( 
the  organization  of  the  machine  compared  with  the  old  one,  (the  same 
being  five  feet  in  diameter,  and  the  other  parts  corresponding,)  arford 
any  ground,  in  the  sense  of  the  Patent  Law,  for  a  patent.  This  is 
done  every  day  by  the  ordinary  mechanic  in  making  a  working  ma- 
chine from  the  patent  model. 

The  patentee  in  the  present  case  must  carry  his  improvements  far- 
ther, in  order  to  reach  invention ;  he  must  contrive  the  means  of 
adapting  the  enlarged  old  organization  to  the  new  use,  namely,  the 
sawing  of  saw-logs,  and  claim,  not  the  old  parts,  but  the  new  device, 
by  which  he  has  produced  the  new  results. 

The  learned  judge,  by  interpolating  the  new  purpose  of  the  im- 
provement, namely,  the  sawing  of  log.?,  not  only  inserted  what  was 
not  specified  in  the  claim,  but,  if  it  had  been,  it  would  not  have 
helped  out  the  difficulty,  as  it  was  in  effect,  upon  the  construction 
given,  simply  applying  an  old  organization  to  a  new  use,  which  is 
not  a  patentable  subject. 

The  defect  here  is  both  in  the  specification  and  in  the  claim.  The 
former  does  not  distinguish  the  new  parts  from  the  old,  nor  is  there 
anything  in  the  specification  bv  which  thev  can  be  distinguished;  and 
the  latter,  instead  of  claiming  the  old  parts,  should  have  excluded 
them,  and  claimed  the  new,  by  which  the  old  were  adapted  to  the 
new  use,  producing  the  new  result. 

We  are  also  of  opinion  the  court  below  erred  in  rejecting  the  evi- 
dence of  the  witness  as  to  the  prior  knowledge  and  use  of  the  im- 
provement of  the  patentee. 

The  fifteenth  section  of  the  Patent  Law  provides,  that  when  the 
defendant  relies  in  his  defense  on  the  fact  of  a  previous  invention, 
knowledge,  or  use  of  the  thing  patented,  he  shall  give  notice  of  the 
names  and  places  of  residence  of  those  whom  he  intends  to  prove 
possessed  the  j>rior  knowledge,  and  where  the  same  was  used. 

In  this  case,  the  notice  stated  that  Hiram  Davis,  who  resided  at 
Fitchburg,  Massachusetts,  had  knowledge  of  the  said  improvement, 
and  of  the  use  thereof  at  that  place,  during  the  years  1830,  1837, 
1838,  &c,  and  that  he  resided  there. 

The  court,  on  objection,  refused  to  allow  a  witness  to  prove  the 
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Opinion  of  the  court. 

use  of  the  improvement  by  Davis  prior  to  the  year  1836  at  Fitch- 
burg,  holding  that  the  notice  limited  it  within  that  time. 

Notice  of  the  time  when  the  person  possessed  the  knowledge  or 
use  of  the  invention  is  not  required  by  the  act;  the  name  of  the  per- 
son, and  of  his  place  of  residence,  and  the  place  where  it  has  been 
used,  are  sufficient. 

The  time,  therefore,  was  not  material ;  nor  could  it  have  misled 
the  plaintiff,  as  he  had  the  name  and  place  of  residence  of  the  person, 
aud  also  the  place  where  the  improvement  had  been  used. 

With  this  information  of  the  nature  and  ground  of  the  defense, 
tho  plaintiff  was  in  possession  of  all  the  knowledge  enabling  him  to 
make  the  necessary  preparation  to  rebut,  that  the  defendant  possessed 
to  sustain  it. 

Judgment  reversed  and  venire. 
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ABANDONMENT. 

1.  An  inventor  may  abandon  his  invention,  or  dedicate  it  to  the  publie;  and 

this  Inchoate  right,  thus  once  gone,  cannot  afterward  be  resumed.  Pen- 
nock  v.  Dialogue,  127. 

2.  Under  the  act  of  1793,  the  acquiescence  of  an  inventor  in  the  public  sale  or 

use  of  his  invention  before  his  application  for  a  patent,  creates  a  disability 
to  comply  with  the  terms  and  conditions  on  which  alone  he  could  receive 
a  patent.  Ibid. 

3.  Any  acquiescence  in  the  public  use  by  the  inventor  will  be  an  abandonment 

of  his  right ;  but  if  the  right  were  asserted  by  one  who  fraudulently  ob- 
tained it,  perhaps  no  lapse  of  time  could  give  it  validity.  Shaw  v.  Cooper, 
173. 

4.  If  an  individual  witness  a  sale  and  transfer  of  real  estate,  in  which  he  has 

an  equitable  lien  or  interest,  and  does  not.  make  known  his  interest,  he 
shall  not  afterward  be  permitted  to  assert  it.  On  this  principle  it  is  that 
a  discoverer  abandons  his  right,  if  before  the  obtainracnt  of  his  patent  his 
discovery  goes  into  public  use.  But  his  right  would  be  secured  by  giving 
public  notice  that,  he  was  the  inventor  of  the  thing  used,  and  that  lie 
should  apply  for  a  patent.  Ibid. 
6.  A  strict  construction  of  the  act,  as  it  regards  the  public  use  of  an  invention 
before  it  is  patented,  is  required  also  by  sound  policy.  The  doctrine  of 
presumed  acquiescence,  where  the  public  use  is  known,  or  might  be  known, 
to  the  inventor,  is  the  only  safe  rule  which  can  be  adopted  ou  this  subject. 
Ibid. 

6.  Whatever  may  be  the  intention  of  the  Inventor,  If  he  suffers  his  invention  to 

go  into  public  use,  through  any  means  whatever,  without  an  immediate 
assertion  of  his  right,  he  Ls  not  entitled  to  a  patent;  nor  will  a  patent  ob- 
tained under  such  circumstances  protect  his  right.  Ibid. 

7.  After  the  right  is  perfected  by  a  patent,  no  presumption  arises  against  it  by 

a  subsequent  use  by  the  public.  Ibid. 

8.  The  decision  of  the  court  below  as  to  a  dedication  of  an  invention  by  a  de- 

scription of  it  In  the  specification  of  a  former  patent,  is  erroneous.  By  the 
defects  mentioned  in  the  statute,  and  to  remedy  which  a  surrender  and 
reissue  is  permitted,  nothing  passes  to  the  public  from  the  specifications 
and  claims  within  the  scope  of  the  patentee's  invention.  BcUtin  v.  Tag- 
gert,  969. 

9.  An  inventor  may  abandon  his  invention  to  the  public,  either  by  express 

declaration  or  conduct  equally  sign  meant— such,  for  instance,  as  an  ac- 
quiescence, with  full  knowledge,  in  the  use  of  his  invention  by  others. 
Kendall  v.  Winsor,  1108. 
10.  The  cases  of  Pennork  v.  Dialogue,  2  Pet.,  1,  and  Shawy.  Cooper,  7  Pet., 
292,  may  lie  regarded  as  leading  cases  upon  the  questions  of  the  relinquish- 
ment of  patent  privileges  as  resulting  from  abandonment,  neglect,  or  use 
known  and  assented  to.  Ibid. 

See  Application;  Jury;  Prior  Use;  Secret  Use. 
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ACCOUNT  OF  PROFITS. 
1.  In  a  bill  tiled  for  an  Injunction  and  for  an  account  of  profit*,  the  defendant 
-  nccoirntablc  for  such  profit*  a*  lie  tats  actually  made,  and  not  for  such  as 
"  with  due  diligence  and  prudence  "  might  have  been  made.    Liringiton  v. 
RWworrt,  022. 

3.  An  account  of  profits  may  be  ordered  under  the  prayer  for  general  relief. 
Steven*  v.  (Iladding.  981. 

3.  The  right  to  an  account  for  profits  is  Incidental  to  the  right  to  an  Injunction 

In  copyright  and  patent  cases.  Ibid. 

4.  An  agreement  made  with  a  patentee  to  manufacture  Ml  patented  machines. 

and  the  making  and  selling  of  such  machines  under  the  patentee1*  title, 
estops  such  party,  in  an  action  for  account  brought  by  the  patentee,  from 
alleging  the  Invalidity  of  the  patent.  Kinman  v.  Parkhurst,  997. 
6.  Even  If  the  patent  was  invalid,  it  would  not  have  rendered  the  sale*  of  the 
machines  Illegal,  so  as  to  release  such  party  from  the  obligation  to  account. 
Ibid. 

6.  And  if  such  an  agreement  was  void,  as  against  pnblio  policy,  it  would  fur- 
nish iio  answer  to  a  claim  for  an  account  of  profits  realized.  Ibid. 
See  Damaokb. 

ACTIONS. 

1.  Under  section  fi  of  the  act  of  1793,  an  assignee  of  a  part  of  a  patent-right  can- 

not maintain  an  action  for  u  violation  of  it.    Tyler  v.  Twl,  1. 

2.  In  construing  a  patent,  the  intention  of  the  government  and  the  patentee  Is 

entitled  In  great  consideration  ;  the  authorizing  the  issue  of  the  patent,  the 
petition  for  the  Issue  of  the  patent,  and  the  specification  may  all  be  resorted 
for  such  intention.    Eram  v.  Eaton,  8. 

9.  The  purchase  of  an  article,  made  in  violation  of  a  patent  of  a  third  person, 
bnt  without  any  connection  on  the  part  of  such  purchaser  with  the  manu- 
facture, except  as  a  purchaser,  will  not  make  the  party  buying  guilty  of  an 
Infringement  of  the  rights  of  the  patentee,  as  having  used  the  patented  in- 
vention.   Krplinger  v.  Dt  Young,  122. 

4.  At  common  law,  the  author  ho*  a  property  In  bis  manuscript,  and  may  obtain 
redress  against  any  one  who  deprives  him  of  It,  or  endeavors  to  realize  a 
profit  from  its  publication.    Wheaton  v.  Peter*,  200. 

6.  The  grantee  of  an  exclusive  right,  limited  to  the  u*e  of  a  certain  number  of 

machines  within  a  certain  territory,  hoi  such  an  exclusive  right  as  will 
enable  him  to  maintain  an  action  for  an  infringement  within  that  district, 
under  eeetloii  14  of  the  act  of  1830.  Wilton  v.  Honiseav,  357. 
A  contract  to  use  a  patented  machine  during  the  continuance  of  the  patent, 
and  to  pay  therefor  a  tixed  proportion  of  the  value  of  the  fuel  saved 
thereby,  will  not  support  un  action  until  the  expiration  of  the  patent. 
Wathinglon  and  Alexandria  Sttam  I'acktt  Co.  v.  Sieklu,  634. 

7.  But  if  the  defendants  had  agreed  to  par  by  Installment  at  the  end  of  certain 

limes,  nn  action  would  lie  for  every  breach  as  occurring.  Ibid, 

8.  An  action  for  an  Infringement  cannot  be  maintained  by  an  Inventor  a^aiu*t 

any  one  for  using  his  invention  before  n  patent  Is  obtained.    Uaytrr  \ 

ir'iider,  r>7n. 

9.  The  purchaser  of  a  machine  or  Implement  for  use  in  the  ordinary  pnrsuiN 

of  liTc,  dors  not  become  |K>«se*i'ed  of  a  portion  of  the  franchise  or  monopoly 
conf<TP'd  by  tin-  patent ;  but  when  the  machine  parses  into  hU  hand-  it  U 
no  longer  within  the  limit-  of  the  monopoly,  or  under  the  protection  of  the 
acts  of  Congress  and  it  hi*  rigid  I*  Infringed  he  must  seek  redress  in  (Ik- 
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courts  of  the  State,  and  not  in  the  courts  of  the  United  States,  or  under 
the  acts  of  Congress.    Bloomer  v.  McQuetoan,  730. 

10.  Under  section  11  of  the  judiciary  act  of  1789,  jurisdiction  of  the  person  of 

a  defendant  can  only  be  obtained,  in  a  civil  action,  by  service  of  process  on 
his  person  within  the  district  where  the  suit  is  instituted.  Chaffee  v.  Hay- 
tcard,  1054. 

11.  And  this  provision  is  not  changed  by  any  of  the  process  acts,  or  by  the 

act  of  Congress  conferring  jurisdiction  on  the  Circuit  Courts  in  patent 
cases,  without  regard  to  citizenship.  Section  11  of  the  judiciary  act  is  not 
affected  by  the  subsequent  process  acts,  and  it  applies  to  all  civil  suits. 
Ibid. 

See  Appeals  ;  Assignment  ;  Commissioner  of  Patents  ;  Courts  ;  Dam- 
ages; Defenses;  Infringement;  Patent;  Pleading. 

ADMINISTRATORS. 

1.  Section  18  of  the  act  of  1836  authorizes  the  extension  of  a  patent  on  the 

application  of  the  executor  or  administrator,  although  the  patentee  had, 
during  his  lifetime,  disposed  of  all  his  interest.   Wilson  v.  Rousseau,  357. 

2.  Such  extension  inures  to  the  benefit  of  the  administrator  only  In  such  capac- 

ity, and  not  to  assignees  or  grantees,  so  as  to  vest  in  them  any  exclusive 
right  whatever.  But  those  who  are  in  the  use  of  the  patented  article  at 
the  time  of  the  renewal  may  continue  to  use  such  machines  or  articles. 
Ibid.    (McLean,  J.,  and  Woodbury,  J.,  dissenting.) 

3.  An  administrator  may,  under  section  18  of  the  act  of  1836,  take  an  exten- 

sion of  a  patent.   Woodworth  v.  Wilson,  428. 

AFFIRMED  CASES. 

See  Examined  Cases. 

AGREEMENTS. 

1.  When1  a  contract  provided  for  a  certain  mode  of  ascertaining  the  amount  of 

fuel  saved  by  the  use  of  the  patent  in  steam  machinery,  evidence  having 
been  given  of  that  test,  It  Is  competent  to  confirm  it  by  other  tests  made 
by  others  In  other  boats.  Washington  and  Alexandria  Packet  Co.  v. 
Sickles,  554. 

2.  An  agreement  between  B  and  C  and  others,  as  follows,  "that  the  said 

parties  may  each  hereafter  manufacture  and  vend  spikes  of  such  kind  and 
character  as  they  sec  fit,  notwithstanding  their  conflicting  claims  to  this 
time,"  must  be  construed  with  reference  to  the  situations  of  the  parties  to 
it;  and  B  having  claimed  that  he  had  the  exclusive  right,  under  his  patent, 
to  make  such  spikes,  which  right  the  defendant,  C,  was  infringing,  but  the 
defendant  claiming  that  he  did  not  infringe  such  patent,  but  made  spikes 
by  an  entirely  different  method  :  Held,  That  such  agreement  did  not  give 
C  a  license  to  make  such  spikes  after  B\s  patent,  but  only  a  right  to  make 
them  by  the  same  process  or  machinery  he  had  been  using  before.  Trot/ 
Iron  and  Nail  Factory  v.  Corning,  691. 

3.  A  stipulation  in  a  patent  suit  provided  a  decree  should  be  entered  for  the 

plaint  ill-,  unless  the  machine  used  by  the  defendant  was  constructed 
before  the  date  of  the  application  of  plain  tins  for  their  patent :  Held,  That 
the  time  when  such  machine  was  so  "constructed"  meant  when  it  .was 
substantially  complete  in  its  parts,  and  that  it  was  not  necessary  that  it 
should  be  doing  work.    Troy  Iron  and  Nail  Factory  v.  Odiorne,  967. 

4.  An  agreement  made  between  a  patentee  with  another,  that  in  ease  of 
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AOREEMEN  "M— continued. 

rene will  lit'  will  <oovey  tn  him  such  renewed  patent  In  consideration  >  f  u 
certain  sum,  I*  valid;  and  if  the  pntent  is  renewed,  hicIi  agreement  con- 
veys •..  tie-  assigi  an  equitable  Interest  or  title  to  the  entire  Interest  of 

the  *s>tgnor,  which  can  he  converted  Into  a  legal  title  hy  paying,  or  offer- 
ing  to  nay.  the  agreed  consideration.    Ilartthorn  v.  Bay.  1031. 

6.  An  agreement  Made  between  n  patentee  and  a  trustee,  thai  the  latter 
•honld  hold  the  patent  and  have  control  thereof,  for  the  lienetlt  of  those 
who  had  a  right  to  we  the  same,  without  the  written  consent  of  such 
trustee,  transfers  the  entire  Interest,  legal  and  equitable,  of  the  patentee 
to  such  trustee,  for  tin"  lieneflt  of  thaw  lntere»ted.  Ibid. 

8.  A  neglect  to  ray  to  such  patentee  an  annuity  provided  for  in  inch  agree- 
ment to  be  paid  by  the  trustee  to  the  patentee,  will  not  rescind  the  con- 
tract or  remit  to  the  patentee  the  interrtl  conveyed.   The  right  to  such 
nnnnitr  rt*it=  In  covenant,  for  a  breach  of  which  an  action  at  law  will  lie. 
Ibid. 

Bee  Account  of  Profits;  Ai,tioxh:  AMHMOaun ;  Infkinoemknt; 
License;  Restraint  of  Trade, 

ALIENS 

1.  A-  to  the  light*  of  n  patentee  to  surrender  a  ilefective  patent,  there  U  no 
diircrenco  between  a  eillteli  and  an  alien.    St.  ;.•  v.  Cooper,  173. 

3.  By  the  provisions  of  the  Patent  Acts,  (179.1  and  1S0U.)  citizens  and  aliens,  w 
to  patent-right «.  are  placed  substantially  on  the  same  ground.  Ibid. 

AMBIGUITY  IN  PATENTS. 

1.  The  Invention  cannot  be  established  hy  comparing  the  invention  specified  In 

the  patent  with  former  ones  In  use,    fCrann  v.  Katun,  48. 

2.  The  degree,  of  clearness  required  in  the  specification,  under  the  act  of  1703, 

U  to  "distinguish  the  Invention  from  things  before  known,  and  to  enable 
any  pervou  skilled  In  the  art  or  science  to  make  and  iwe  Che  same."  Hogg 
v.  Emerson,  438. 

3.  But  the  patentee  need  not  describe  particularly,  and  disclaim  all  the  old 

parts.  Ibid. 

See  Composition  or  Matter;  Pefknbis;  Patent;  Specification. 

AMOUNT  IN  CONTROVERSY. 

1.  Wheir  a  bill  U  filed  to  enforce  a  speclrte  performance  of  a  contract  In  rela- 

tion to  a  patent,  the  Supreme  Court  has  no  appellate  jurisdiction,  BUleM 
the  matter  in  controversy  exceeds  tins  value  of  two  thousand  dollar*. 
Brottn  v.  Shannon,  1044, 

2.  The  amount  of  the  penalty  in  a  bond  taken  In  the  court  below,  cannot  be 

referred  to,  to  give  Jurisdiction.  Ibid. 

Bee  Appeals. 

ANSWER. 

See  Appeals. 

ANNULMENT  OP  PATENT. 

See  Courts. 

APPEALS. 

1.  Under  section  17  of  the  act  of  1830,  If  a  writ  of  error  Is  allowed  In  case* 
when'  the  amount  in  dispute  does  not  reach  two  thousand  dollar*,  ami  In 
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such  as  are  deemed  "reasonable,"  it  must  bring  up  the  whole  case  for  con- 
sideration.   Hogg  v.  Emerson,  438. 

2.  The  word  "reasonable  "  applies  to  the  cases,  rather  than  to  any  discrimina- 

tion between  the  different  points  in  the  eases.  Ibid. 

3.  A  decree  for  a  perpetual  injunction,  and  a  reference  to  a  master  to  report 

the  damage  sustained  by  the  plaintiff,  is  not  a  final  decree  so  that  an 
appeal  will  He,    Barnard  v.  Gibson,  487. 

4.  Section  17  of  the  act  of  1830,  providing  for  appeals  and  writs  of  error,  does 

not  apply  to  a  suit  in  equity  to  set  aside  an  assignment  of  a  patent.  Wilson 
v.  Sandford,  532. 

H.  The  right  of  appeal  is  confined  to  the  cases  mentioned  In  tlie  first  part  of 

the  section,  ami  was  intended  to  secure  uniformity  of  decision  in  the  con- 
struction of  the  act*  of  Congress  in  relation  to  patents.  Ibid. 

6.  The  law  does  not  give  a  party  who  U  not  aggrieved  an  appeal  from  a  decree 

in  his  favor,  because  the  judge  has  given  no  reasons,  or  insufficient  ones, 
for  the  judgment  admitted  to  be  correct.  Coming  v.  Troy  Iron  and  Nail 
Factory,  900. 

7.  Where  a  complainant  in  a  patent  suit  had  a  decree  in  his  favor,  and  the 

respondent  appealed  :  Held.  If  the  complainant  desired  a  more  favorable 
decree,  he  must  enter  a  cross-appeal.  Ibid. 

8.  A  second  appeal  lies  when  the  court  below,  in  carrying  out  the  mandate  of 

the  Supreme  Court,  i<  alleged  to  have  committed  an  error.  On  an  appeal 
from  a  mandate,  nothing  is  In'fore  the  court  but  the  proceedings  subse- 
quent to  the  mandate.  Ibid. 

9.  The  defendant  took  two  grounds  of  defense;  the  Circuit  Court  decided 

against  him  on  one  and  dismissed  the  bill  on  tbc  other;  on  appeal  to  the 
Supreme  Court,  the  decree  was  reversed  and  the  cause  remanded  :  Held, 
That  the  defendant  could  not  then  appeal  from  the  decision  of  the  Circuit 
Court  on  the  ground  originally  decided  against  him.  Ibid. 

10.  An  objection  to  the  joinder  of  an  assignor  with  an  assignee  as  complainant. 

comes  too  late  on  appeal.    Livingston  v.  Wood  worth,  922. 

11.  The  power  as  to  granting  appeals  and  writs  of  error,  in  patent  cases,  vested 

in  the  Circuit  Courts  by  section  17  of  the  act  of  1836,  is  confined  to  cases 
which  involve  the  construction  of  the  Patent  Laws,  and  does  not  justify 
the  allowance  of  a  writ  of  error  to  review  a  question  of  costs.  Sizer  v. 
Many,  937. 

12.  As  a  motion  to  allow  an  answer  to  be  filed,  made  after  the  bill  has  been 

taken  pro  confesso,  is  addressed  to  the  discretion  of  the  court,  an  appeal 
does  not  lie  to  the  Supreme  Court  for  a  refusal  to  grant  such  leave.  Dean 
v.  Mason,  1048. 

See  Amount  in  Controversy;  Bill,  of  Exceptions;  Supersedeas; 

Writ  op  Error. 

APPLICATION. 

I.  The  authority  to  issue  patents  U  a  limited  one,  and  the  party  must  bring 

himself  within  the  terms  of  the  statute  before  he  can  derive  any  title  to  de- 
mand a  patent.    Pcnnock  v.  Dialogue,  127. 

2.  Under  the  act  of  1793,  the  Secretary  of  State  in  issuing  patents  may  be  con- 

sidered as  a  ministerial  officer.  If  the  prerequisites  of  the  law  are  complied 
with,  he  can  exercise  no  judgment  on  the  question  whether  the  patent 
shall  issue.    Grant  v.  Raymond,  1 16. 

3.  To  entitle  an  individual  to  the  privileges  secured  under  the  Patent  Law. 

vigilance  is  necessary.    And  if  the  invention,  by  fraudulent  means,  shall 
73 
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APPLICATION — eontinurtl. 

be  made  known  to  tlx-  public,  die  inventor  should  assert  his  right  immedi- 
ately.   Sliatt  v.  Cooper*  173. 

4.  In  18."i3  llirlx'  was  nothing  in  Iti*-  act*  of  QongNM  which  required  tlmt  a  pat- 

ent should  Ik-  issued  ivitlitn  any  given  time  After  the  application  filed. 
O'ltetlly  v.  Jfornr.  TG3. 

5,  ll  lia*  alwwy*  bwn  lli>'  practice,  when  it  foreign  patent  Is  de-ired,  to  delay 

the  issuing  n(  a  patent  here,  for  fear  of  injuring  such  foreign  application. 
76i<f. 

ft.  The  law  allow*  forn  delay  requisite  for  completing  an  invention,  or  tenting 

It*  value  or  nieces*.    Kendal  I  v.  ITinmr.  1108. 
See  Abandonment;  Assignee;  Drawings;  Patent;  Statutes,  Cok- 

BTKU<TION  OF. 

APPROVED  CASKS. 

See  Examined  Cases. 

ART. 

1.  An  Invent  inn  of  n  new  improvement  In  an  art,  as  of  casting  Iron,  by  giving 

an  angular  direction  In  the  tube  which  conducts  the  metal  to  the  mould,  so 
that  the  slag  or  dross  will  be  thrown  into  the  center  Instead  of  the  surface, 
is  patentable.    JfcClnry  v.  Kingrland,  322. 

2.  A  |m»        ro  nomine.  Is  not  the  subject  of  n  patent  under  our  laws.    It  i-  in- 

eluded  under  the  general  term  "useful  art,"  and  an  art  may  require  one 
or  more  processes  or  machines.    Corning  v.  liurdtn.  8*57. 

See  Arts,  Lost;  XAWVrAOTVKKl  Mode;  Principle. 

ARTS,  LOST. 

1.  If  any  one  discover*  an  art  which  had  la-en  lost,  anil  it  Is  a  useful  improve- 

ment, he  will  he  entitled  to  a  patent.    Oaylrr  v.  Wilder,  S7G. 

2.  He  would  be  the  first  to  confer  on  tlie  public  the  beiictlt  of  the  invention. 

lie  would  discover  what  U  unknown,  and  cotniiiunicaic  knowleiige  which 
ttie  public  had  not  the  means  of  obtaining  without  his  invention.  Ibid. 

3.  Where  an  Iron  und  lire-proof  safe  had  been  invented  and  nsed  by  tlic  inven- 

tor, but  no  test  luid  hern  applied  to  It,  and  Its  capacity  for  resisting  heat 
was  not  known,  and  then-  was  nothing  to  show  that  any  |tarticular  value 
had  been  placed  upon  it,  and  the  inventor  never  made  a  second  one,  and 
the  safe  itself  had  dl>ap|ieared.  it  was  held  that  it  had  passed  away  from 
tin-  memory  of  tin-  inventor  himself,  and  of  those,  who  had  seen  it.  and  that 
the  know  ledge  of  the  improvement  was  a*  completely  lost  as  if  it  had  never 
been  discovered,  and  that  n  subsequent  inventor  of  the  same  thing,  without 
any  knowledge  of  the  former  one,  was  entitled  to  a  patent.  Ibid. 

4.  The  term  1<>-1  art  i«  applicable  peculiarly  to  certain  monuments  of  antiquity 

still  remaining,  the  process  of  WlMWe  .-u'complislinirut  has  been  lost  for 
centuries,  with  all  v>— tlge  of  the  aivhives  or  records  of  the  nations  with 
w  hom  lluw  m  is  existed.  bimI  tin-  origin,  or  even  the  iilentity,  of  wliich  pro- 
cess none  can  certainly  i-sliiblMi.    /on/.    (Dissenting  opinion.) 

5.  If  a  means  of  producing  the  effect,  we  sec  and  have  among  us  be  discovered, 

and  none  can.  either  by  history  or  tradition,  refer  to  a  similar  or  to  tlie 
identical  process,  tin-  inventor  of  that  means  may  claim  tlie  merit  of  origi- 
nality, though  the  work  Itself  may  have  been  produced  possibly  by  the 
same  means.    Ibid.   {Dissenting  opinion.) 

ARTICLE  OF  MANUFACTURE. 

Sec  M A N  C  FA  VTlt  KB- 
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ASSIGNEE. 

1.  The  rights  of  an  assignee  of  a  manuscript  would  be  protected  by  a  eourt  of 

equity.    Wheaton  v.  Peters.  200. 

2.  If  after  the  assignment  of  a  patent  tin*  patent  i«suc  to  the  inventor,  a  new 

assignment  is  not  necessary,    Gayler  v.  Wilder,  570. 

3.  An  assignee  by  an  assignment  executed  before  patent  issued,  even  though 

the  patent  is  issued  to  the  inventor,  lias  the  legal  title  necessary  to  enable 
him  to  maintain  an  aetion  for  an  infringement.  Ibid. 

4.  To  «nable  an  assignee  of  a  sectional  interest  in  a  patent  to  sue  in  his  own 

name,  he  must  have  the  exclusive  right  which  the  patentee  held  in  the 
territory  specified.  Ibid. 

5.  The  purchaser  of  an  exclusive  privilege  of  making  and  vending  a  thing  pat- 

ented, buys  a  portion  of  the  franchise  conferred  by  the  patent.  Bloomer  v. 
McQucxcnn,  730. 

6.  But  the  purchaser  of  the  thing  for  the  purpose  of  using  it  in  the  ordinary 

pursuits  of  life,  stands  on  different  ground.  lie  exercises  no  right  created 
by  the  acts  of  Congress,  nor  does  he  derive  title  by  virtue  of  the  franchise 
or  exclusive  privilege  granted  to  the  patentee.  Ibid. 

7.  An  assignee  of  a  contract,  taking  pendente  lite,  or  with  a  knowledge  of  the 

state  of  tilings  existing  between  the  original  parties  to  the  contract.  Is 
bound  by  the  same  equities  that  existed  between  such  parties.  Kinsman 
v.  Park-hurst,  907. 

See  Actions;  Appeal;  Assignment;  Extension;  Partnership. 
ASSIGNMENT. 

1.  All  assignment  of  an  exclusive  right  to  make,  use,  and  vend  to  others  a 

patented  machine  within  a  specified  territory  only,  does  not  prohibit  the 
assignee  from  selling  outside  of  the  said  territory  the  product  of  such 
machine.    Simpson  v.  Wilson,  424. 

2.  The  restriction  in  the  assignment  applies  solely  to  the  using  of  the  machine, 

and  not  to  the  place  of  the  sale  of  the  product.  Ibid. 

3.  An  assignment  of  a  patent  may  he  made  as  well  before  the  issuing  of  the 

patent  as  afterwards.  When  a  party  has  acquired  an  inchoate  right,  an 
assignment  of  it  is  legal.    Gayhr  v.  Wilder.  576. 

4.  Delay  in  making  an  assignment  of  a  patent  for  some  years  after  an  agree- 

ment to  sell,  is  not  of  itself  evidence  of  fraud.  Troy  Iron  and  Nail  Factory 
v.  Corning,  G01. 

5.  The  property  acquired  by  the  sale  of  an  engraved  plate,  or  stereotype  plates, 

ami  the  copyright  of  a  book  or  map  secured  to  the  author  under  the  acts  of 
Congress,  have  no  necessary  connection  with  each  other.  Stephens  v.  Cady. 
720. 

6.  The  incorporeal  right  secured  by  the  statute  to  the  author,  is  not  the  subject 

of  seizure  or  sab-  by  exeeution — at  least  at  common  law.  Hut  it  may  be 
reached  by  a  creditor's  bill,  and  applied  to  the  payment  of  the  debts  of  the 
author.  Ibid. 

7.  It  may,  however,  be  doubted  whether  a  transfer  by  sale  under  a  decree  of 

court  would  protect  the  purchaser,  unless  in  conformity  with  the  require- 
ments of  the  statute.  Ibid. 

8.  The  sab-  of  a  copper-plate  on  an  exeeution  does  not  pa=s  to  the  purchaser 

tlie  right  to  publish  the  map  engraved  upon  it.  Ibid. 

9.  It  may  well  be  doubted  whether  patents  and  copyrights  are  subject  to  seizure 

on  exeeution;  such  rights  do  not  exist  in  any  particular  State,  but  are  co- 
extensive with  the  United  States.    Slerens  v.  Gladding.  081. 
10.  The  incorporeal  right  subsists  wholly  independent  of  the  plate,  and  does  not 
pass  witli  it  by  a  sale  or  execution.  Ibid. 

See  Assignee;  Congress;  Extension;  License. 
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ATTACHMENT. 

I,  The  attachment  of  the  property  ol  n  urn i-n ■- j. I. •  1 1 1  defendant  does  not  confer 
jurisdiction  upon  tUn  Circuit  Court*.    Chaffee  s,  Ilaywarti,  1054. 

Airruoit. 

See  COPYRIOITT;  MANCBCnrPT. 

BILL  IS  EQUITY. 

Sec  Equity. 

BILLS  Or  EXCEPTION'S. 

1.  The  spreading  r'»  eztentooX  tin-  judge's  clmrgc  upon  the  record,  is  unneces- 
sary and  Inconvenient.  The  substance  OMljf  of  the  chargR  I*  to  be  exam- 
ined ;  anil  if  it  appeal's,  ii|h>ii  the  whole,  that  the  Ian'  was  justly  expounded 
to  the  jury,  general  expression*,  which  might  need  qualification  If  they 
were  the  direct  point  in  Judgment,  are  to  he  understood  in  »uch  restricted 
sense.    Entnt  v.  Eaton,  -IS. 

8.  Where  no  exception  i«  taken  to  the  com|>c(ciicy  or  sufficiency  of  the  evidence, 
the  putting  of  Hnfl  the  record  tt*u  expensive  and  iWHWWMflty  burden.  Pen- 
nock  v.  Dialogue,  127. 

5.  Where  the  charge  of  (he  court  presented  rndy  n  general  principle  of  law,  it 

U  not  uere-.ary  to  put  any  part  of  the  evidence  upon  the  record.  Ibid. 
4.  Exception*  taken  to  a  judge's  charge  to  a  Jury,  should  be  to  the  point*  ruled 
by  the  COUrt.    Slimpton  v.  Went  Chetler  II.  It.  Co.,  33<>. 

6.  A  judgment  will  not  be  opened  to  etUtblo  the  plaintiff  in  error  to  amend  the 

bill  of  exception*.    Gayler  v.  Wilder,  00$. 

6.  It  must  appear  by  I  be  reOOttl  that  an  exception  to  iii-truetlon*  was  taken 

while  Ihe  jtuy  vuiv  at  I  he  Iwr.    i'htlp*  s.  Mayer,  811. 

7.  An  objection  not  taken  in  the  court  below,  cannot  be  taken  on  appeal.  Kim- 

man  v.  I'arkhtmt,  907. 

8.  The  Supreme  Court  is  routined  to  theevidenee  in  the  bill  of  exceptions.  Chaf- 

fee v.  Iloston  Melting  Co..  1124, 

9.  Bills  of  exception*  duly  allowed  become  n  part,  of  the  record,  and  as  Mich 

cannot  ba  contradicted.  Ibid. 

Sec  Whit  of  Ebrob. 

3URDEN  OP  PKOOF. 

See  Evidence. 

CHARGE!  OF  JUDGE. 

1.  If  either  party  deems  any  point  presented  by  the  evidence  to  be  omitted  in 
l he  charge,  It  Is  competent  for  surh  party  to  require  an  opinion  of  the 
court  upon  that  point.  If  he  docs  not,  it  I*  a  waiver  of  it.  The  court  can- 
not be  presumed  to  do  mote,  in  ordinary  c:t*e>,  than  tc  expres*  Its  opinion 
upon  the  questions  which  the  parties  themselves  have  raised  at  the  trial. 
I'eunaek  v.  Dialogue.  127. 

3.  Instructions  kIioiiIiI  always  lie  limited  to  the  facts  or  evidence  In  the  cause  ; 
and  instructions  which  are  general,  abstract,  or  not  springing  from  and 
pertinent  to  the  facts  of  the  case,  are  calculated  to  mislead  the  jury,  and 
are  therefore  Improper.    Gayler  v.  Wilder,  "i7»l.  Diss.  Opiu. 
See  BlU  ok  Exceptions:  Evidence. 

CLAIM. 

See  Combination;  Form;  Patent;  Specification. 
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COMBINATION. 

1.  If  a  patented  combination  consists  of  three  parts,  the  use  of  any  two  of  such 

parts  only,  or  of  the  two  combined  with  a  third  which  is  substantially 
different  in  form,  or  in  the  manner  of  its  arrangement,  or  connection  with 
the  others,  is  not  the  use  of  the  thing  patented.    Prouty  v.  Ruyyles.  311, 

2.  One  combination  is  not  the  same  with  another,  if  it  differ*  from  it  in  any  of 

its  parts.  Ibid. 

3.  A  patentee  of  an  improvement  in  the  cotton-gin,  claimed  his  invention  as 

consisting  in  a  particular  form  of  the  rib  for  separating  the  fibre  from  the 
seed,  and  so  connecting  the  lower  and  upper  surfaces  of  the  rib.  that  when 
the  rib  was  inserted  in  the  frame  there  should  be  no  break  or  shoulder, 
but  a  smooth,  uninterrupted  passage  between  the  ribs:  Held,  That  his 
patent  was  for  the  combination  of  the  form  of  the  rib.  of  the  manner  of 
connecting  its  upper  and  lower  surfaces,  and  the  manner  of  fixing  or 
fastening  it  to  the  frame  as  stated ;  ami  that  if  the  defendants  did  nor  fix  or 
fasten  the  ribs  of  their  machine  against  the  frame-work  substantially  in  the 
manner  described  in  plaint'ilPs  patent,  they  were  not  guilty  of  any  viola- 
tion of  plaintiff's  patent.    Carver  v.  Hyde,  310. 

4.  The  defendant  having  used  but  one  element  of  the  plaintiff*  combination, 

did  not  infringe  his  patent.  Stimpson  v.  Baltimore  and  Susquehanna  R.  R. 
Co.,  535. 

5.  Where  a  patentee  claims  a  combination  us  his  invention,  his  claim  can  only 

be  sustained  by  establishing  its  novelty.    Le  Roy  v.  Tatham,  057. 

6.  A  claim  for  a  combination  which  docs  not  point  out  and  designate  the  par- 

ticular elements  which  compost-  it.  but  only  that  the  combination  is  made 
up  of  so  much  of  the  described  machinery  as  effects  a  particular  result, 
may  be  sufficient.  It  is  a  question  of  fact  which  of  the  described  parts  are 
essential  to  that  result;  and  to  this  extent,  not  the  construction,  but  the 
application  of  the  claim,  should  be  left  to  the  jury.    Silsby  v.  Foote,  717. 

7.  If  a  combination  has  three  different  parts,  and  the  result  is  accomplished  by 

the  union  of  all  these  parts,  arranged  with  reference  to  each  other,  the  use 
of  two  of  these  parts  only,  combined  with  a  third  sub.-lautially  different 
from  the  former,  is  not  the  same  combination.    Brooks  v.  Fixlcc,  840. 

8.  If  an  invent  ion  is  an  improvement  on  a  known  machine,  by  a  mere  change 

of  form,  the  patentee  cannot  treat  another,  who  has  improved  the  original 
machine  by  the  use  of  a  different  form  or  combination,  performing  the 
same  functions,  as  an  infringer.    McCormick  v.  Taleott.  108"». 

9.  A  claim  for  a  combination  is  not  infringed  by  one  who  uses  a  part  of  the 

combination.  Ibid. 

10.  Though  a  combination,  or  a  part  of  it,  may  not  be  new,  if  it  is  combined  and 

modified  so  as  to  produce  new  results,  there  is  novelty,  within  the  Patent 
Law.    Le  Roy  v.  Tatham,  1110. 

11.  One  new  agency  in  the  production  of  the  result,  gives  novelty  to  the  combi- 

nation. Ibid. 

See  Composition  of  Matter;  Equivalent;  Form;  Manufacture;  New 

Application;  Infringement. 

COMMISSIONER  OF  PATENTS. 

1.  The  performance  of  the  prerecpiisitcs  of  the  patent  is  reexaminable  in  any 

action  brought  upon  it,  as  the  Secretary  of  State  acts  ministerially.  Grant 
v.  Raymond,  140. 

2.  The  decision  of  the  officers  of  the  government  in  granting  a  reissued  patent, 

is  prima-faeic  evidence  that  the  claim  for  a  reissue  was  within  the  statute; 
and  conclusive,  except  as  to  fraud.    Stimpson  v.  West  Chester  R.  R.,  330. 
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COMMISSION'EK  OK  PATENTS — rtmtiuard. 

i.  Tin'  <l  ion  n(  the  lkiard  •  f  Commissioner*.  ii|k>ii  mi  application  fur  the  <  x- 

leiision  itt  it  |  latent  iiinItT  section  18  .if  | Ik-  net  of  183(2,  U  mrt  MttfltttrFB 
upon  (lie     ■  - 1 1  of  their  Jurisdiction  to  net  In  a  given  ense.    Wibvu  v. 

/.'-"I  -  •  .". .  337. 

4.  A  (latent  I*  not  Invalid  because  It  Is  cerUlied  by  u  person  a.*  "Acting"  Cotn- 

1 1 1  i  -  -  i       r .    J  bid. 

i.  A  patent  signed  b,v  "mi  Acting  Commissioner  of  Patents  *'  U  valid.  York 

and  Maryland  li.  II.  V.  tt'inan*,  K.VJ. 
ti.  Tlic  courts  will  Judicially  talta  nMtcv  of  the  person*  who  preside  over  tin? 

Patent  OfDo'.  Ibid. 

7.  The  proi  hug*  befitn'  tin-  Commissioner  of  Patent',  nil  the  s.m  of  «  |mt- 

etil,  arc  lint  open  for  cousiilcration,  except  un  tin-  ground  of  fraud.  Jialtin 
V.  Tayyrrt,  Ofifl, 

See  Al'IH.II  ATti>N;  <  ofIBJ;  EXTENSION;  KEISIsUE. 

COMPOSITION  OF  MATTER. 

I.  In  a  patent  for  a  ontnpoeUloil  at  in.it  kt.  ilie  »|K-cillca(i<ui  mu*t  lie  in  such  full, 
clear,  mill  exact  term*  as  to  enable  one  skilled  in  the  art  to  which  It  ap|»-r- 
i.iin-  to  compound  ami  n«c  the  invention  without  making  any  >  \|-  i nu™i, 
of  Ids  own.    IVooJ  v.  t  'mlrrhill,  432. 

9.  When  (lie  lyeeuValiun  of  a  new  composition  of  matter  give*  only  thr  names 
of  tlie  substance*  to  be  mixed  together,  without  slat  iug  any  relative  pro- 
portion, it  irowhl  In-  the  duty  of  llie  court  In  declare  the  patent  void ;  as  It 
Mr  (Mild  not  enable  any  one  to  compound  and  tlw  tin-  Invention  without  ex- 

perlaMni,  ibid. 

3.  Dnt  where  the  patentee  giics  n  certain  pni|mrtlun  a*  a  general  rule,  wbicli 

serin*  generally  applicable,  I  he  patent  will  be  valid,  though  Milne  .in  ill 
fWawnea  In  the  pro|Kirtion*  may  be  occasionally  reipilrcd.  Ibiil. 

4.  In  in. .-i  compositions  of  matter.  Mime  email  difference  hi  the  proportions 

must  occasionally  be  required,  since  the  Ingredients  pn>|m*cd  to  lie  com- 
pounded must  sometime*  be  in  some  degree  gu|ivrior  or  iufeiioc  to  those 
most  cominoi  i  ly  used.    / bid. 

See  Manufacture. 

CONGRESS. 

1.  Whether  Congress  can  dcciile  the  tact  that  an  individual  is  an  Inventor  or 

author,  the  courts  will  never  presume  it  to  have  decided  that  question  in  a 
general  act.  the  words  of  which  do  not  render  such  a  construction  uiL-ivaid- 
able.    Evans  v.  Eatun,  H. 

2.  A  private  net  of  Congress  authoruiug  the  issue  of  a  palcnt  loan  inventor. 

I*  Ingrafted  on  the  general  act*  for  the  promotion  of  the  use  till  arts,  and 
such  a  patent  is  issued  in  pursuance  of  both.  Ibid. 

8.  The  power  of  Congress  to  legislate  upon  the  subject  of  patents,  is  plenary,  by 

the  terms  nf  the  Constitution ;  and  tw  there  an-  no  n-«l rulnl*  upon  it«  exer- 
cise, there  cau  be  uo  limitation  of  their  right  to  modify  the  law.-,  at  their 
pleasure,  *o  thai  they  do  not  take  away  the  rights  of  property  in  existing 
patents.    .VcClunj  v.  Kinyttitnd.  322. 

4.  Law*  respecting  patents  may  be  retrospective  hi  their  operation. 

i.  A  special  act  in  n-latiou  to  any  particular  patent,  is  ingrafted  upon  lUr  gen- 
eral  acts  relating  to  patents  ;  they  lire  statute*  lu  pari  maJcria,  anil  must 
be  const  t  iled  together,    llltmmrr  v.  HrQunrnn.  730. 

G.  L'udcr  the  llftli  amendment  of  the  Constitution,  Congress  would  have  no 
light  to  pa-*  an  act  depriving  purchaser*  of  a  pateuted  article  ot  the  right 
to  naii  Mich  article.  Ibid. 
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CONGRESS — continued. 
7.  Under  the  authority  conferred  upon  Congress,  it  does  not  follow  that  it  way 
authorise  an  inventor  to  recall  rights  which  he  has  granted  to  others.  Ibid. 
See  Copyright ;  Statute,  Construction  op. 

CONSTRUCTION  OF  CONTRACT. 

See  Agreement ;  Assignment;  Assignee;  License. 

CONSTRUCTION  OF  PATENT. 

See  actions;  Patent. 

CONSTRUCTION  OF  STATUTE. 

See  Congress  ;  Statutes,  Construction  of. 

CONTRACTS  AS  TO  PATENTS. 

See  Agreements. 

COPIES. 

1.  It  is  the  duty  of  the  Commissioner  of  Patents  to  give  authenticated  copies 

to  any  person  demanding  the  same,  on  payment  of  the  legal  fees;  and  for 
his  refusal,  an  action  will  lie  against  him.    Boyden  v.  Burke*  754. 

2.  Although  a  demand  accompanied  hy  rudeness  and  Insult  Is  not  a  legal  de- 

mand, a  subsequent  and  proper  demand  cannot  be  refused  on  account  of 
prior  misconduct,  or  to  enforce  an  apology.  Ibid. 

COPYRIGHT. 

1.  An  author  can  have  no  exclusive  property  in  his  published  production,  ex- 

cept under  the  acts  of  Congress.    Wheaton  v.  Peters*  200. 

2.  Under  the  act  of  1700,  considered  in  connection  with  the  act  of  1802,  an 

author  can  obtain  no  exclusive  right  in  his  work  unless  he  complies  with 
the  requirements  of  sections  3  and  4  of  the  act  of  1700.  Ibid: 

3.  A  claim  under  a  renewal  term  of  a  copyright  involves  the  validity  of  the 

right  under  the  tlrst.  Ibid. 

4.  Copyright  Is  an  exclusive  right  to  the  multiplication  of  copies,  disconnected 

from  any  physical  existence.    Stejthcns  v.  Cady,  726. 
See  Actions;  Assignee;  Assignment;  Courts;  Injunction;  Manuscript; 
Penalty;  Reports;  Statutes,  Construction  of. 

CORPORATIONS. 
A  railroad  corporation  created  by  one  State,  and  owning  a  road  in  that  State, 
is  liable  for  the  use  of  a  patented  improvement  on  cars  run  on  that  road, 
though  another  corporation  held  the  stock  and  worked  the  road.  York 
and  Maryland  R.  R.  Co.  v.  Winans,  956. 

COSTS. 

L  It  is  proper  for  the  court  to  have  the  costs  taxed  and  entered  nunc  pro  tunc 
as  a  part  of  the  original  judgment.    Sizer  v.  Many,  937. 

2.  Under  the  act  of  1837,  the  plaintiff  is  not  entitled  to  recover  costs  upon  a 
judgment  in  his  favor,  if  he  has  claimed  anything  of  which  he  was  not  the 
original  and  first  Inventor,  unless,  before  suit  brought,  he  has  disclaimed 
such  part.    Seymour?.  McCormick,  1004. 

See  Disclaimer. 

COUNSEL  FEES. 
Counsel  fees  are  r.ot  a  proper  element  for  the  jury  in  the  estimation  of  dam- 
ages.   Teese  v.  Huntingdon,  1130. 
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COURTS. 

1.  Under  accllou  1<>  of  the  net  of  175)3,  If  the  Judge  i>f  I  lie  DIM  net  Court  grant 
a  nil)*  In  show  cause  why  a  prows*  nliaiilil  not  k<ur  to  repeal  n  patent,  tin* 
making  of  such  rule  absolute  doc*  m »4  defoeto  work  »  rejieal  of  tin-  pat. 

«nl;  bill  ll»-  |ir<  ss  to  ho  awarded  upon  making  such  rule  absolute  U  In 

i  In  nature  of  a  wire  facia*  nt  common  law  lo  the  patentee,  to  show  cause 
why  the  patent  should  not. he  repealed;  :im|  upon  such  proecM  being  re- 
turned, tin.'  Judge  i*  lo  proceed  lo  try  Ihc  cause  ttpmi  1 1 iar  pleading*  ainl  ibe 
Issue  Jul  mil  therein,     tt'ooil  V  llrumiaijt.  Ex  jmrlr,  IIj. 

I.  Tin.'  question  whether  one  machine  I*  substantially  like  another,  cannot  he 

certified  to  the  Supreme  Court  miller  Motion  'I  of  the  net  of  \>  >„•  flnpf.1, 
31,  which  applies  only  lo  questions  of  law.     WiUon  v.  Ilarnnm,  510. 

3.  Where  the  principle*  governing  n  pnlent  cause  have  been  nettled  by  llie 

Supreme  Court,  ii  will  decline  to  hear  an  argument  u|n>n  technical  ques- 
tion* of  pleading  arising  in  another  caw  tiniler  the  same  patent.  Smith  s. 
Ely,  838. 

4.  Tin*  net  of  l'ebruury  1ft.  181H.  i-  the  only  law  conferring  equitable  Jur.Mlio 

t Ion  In  cases  of  copyright.    Section  0  of  lite  act  of  1S3I  protect-,  manu- 
script* only.    Steren*  v.  Gladding.  f*81. 
ft.  The  equity  JurMlciliui  of  United  Slate*  rourtii  does  not  extend  to  the  adju- 
dication of  forfeit  hits  ;  therefore  a  iIcc.ivp  cannot  lie  entered  for  the  prn- 
allieii  incurred  for  violation  of  a  copyright.  Ibid. 

II.  The  juriwllclii  f  the  Clrenlt  Conn  i*  materially  dllleivnt,  whether  a  party 

N  seeking  to  enforce  the  s|iecille  performance  of  a  contract  in  relation  to 
a  patent,  or  lo  prohibit  the  Infringement  of  a  patent  belonging  to  liiin. 
firiiirn  V.  NAuunon,  1014. 
See  ACTIONS;  A  HOC  NT  IM  C»NTK*»Vt:il3Y :   Arn:\i  ;  AsstjiNct:;  ATTACH- 

hunt  ;  Nonsuit. 


CREDITOR'S  BILK. 


CHITICISED  CASKS. 


Sec  Assignment. 


Sec  Examined  Cases. 


DAMAGES. 

1.  It  in  the  making  and  selling  to  Ik'  Used,  and  not  the  selling,  or  buying,  or 

making  alone,  for  which  full  damage*  are  usually  given.    Ilmjj  v.  Emernwi, 

034. 

2.  The  price  paid  for  n  license  to  use  a  thing  patented,  may  be  submitted  to  lie 

Jury  a*  a  guide  in  estimating  damages  for  an  infringement,  and  seem*  one* 
to  have  been  treated  by  law  as  the  chief  guide  in  all  patent  rases ;  hut  if* 
I  he  maker  of  the  machine  was  ignorant  of  the  existence  of  the  patent-right, 
that  »nni  may  he  mitigated.  Ihid. 

.1.  It  must  be  a  very  extreme  case  where  a  Judgment  will  be  reversed  on  account 
of  excessive  damages,  when  the  Instructions  of  the  court  suggested  to  the 
Jury  the  trin'  general  rule,  and  when,  if  [lie  damages,  were  excessive,  a  new 
trial  could  have  In  ■en  moved  in  the  Circuit  Court.  Ibid. 

4.  The  I'll!  en  I  Act  of  17311,  section  4,  made  an  Infringer  liable  lo  pay  Mich  dam- 
llges  .m  the  Jury  >hoiild  find,  and  also  forfeit  the  machine.  The  aei  of  I7U3. 
section  ft.  declared  that  an  infringer  should  pay  a  sum  equal  to  three  time* 
the  price  for  which  the  patenter  had  mold  licenses.  The  act  of  1SIM.  section 
3,  provided  that  nu  Infringer  should  |uy  three  time*  tlte  actual  damages 
.HUStaiucd.    Seymour  V.  MtiOotmiet,  914. 
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DAMAGES — continued. 

5.  Tin  Patent  Act  of  1S33,  section  14.  confines  the  jury  to  the  actual  damages 

sustained  by  the  patentee.  The  power  to  iucix-a.se  them  is  committed  to 
the  discretion  of  the  court.  Ibid. 

6.  There  cannot  he  one  rule  of  damage-*  which  will  apply  equally  to  all  cases. 

The  mode  of  ascertaining  actual  damages  must  necessarily  depend  upon 
the  nature  of  the  monopoly  granted.  Ibid. 

7.  If  a  patentee  considers  it  for  his  interest  to  retain  the  entire  invention,  and 

competition  would  destroy  its  value,  the  profits  of  the  infringer  may  be  the 
only  criterion  of  the  actual  damage.  Ibid, 

8.  Where,  an  inventor  has  found  it  profitable  to  exercise  his  monopoly  by  sell- 

ing licenses,  he  has  himself  fixed  the  average  of  his  actual  damage,  and  the 
price  of  such  licenses  may  aflbrd  a  proper  measure  of  damages.  Ibid. 

9.  It  Is  only  where  no  other  rule  can  be  found,  that  the  defendant's  profits  be- 

come the  criterion  of  the  plaintiff's  loss.  Ibid. 

10.  Actual  damages  must  lie  proved  ;  what  a  patentee  would  have  made  if  an  in- 

fringer had  not  interfered  with  his  rights,  is  a  question  of  fact.  It  is  not  a 
legal  inference  that  third  persons  would  have  bought  of  the  patentee  what 
they  bought  of  an  infringer,  if  the  latter  had  not  made  and  sold  the  thing 
patented.  Ibid. 

11.  Xor  is  it  projM-r  to  instruct  the  jury  that  the  same  rule  is  to  govern,  as  to  the 

measure  of  damages,  whether  the  patent  covers  an  entire  machine  or  an  im- 
provement on  a  machine.  Ibid. 

12.  The  rule  of  damages  is  the  amount  of  profits  received  by  the  unlawful  use  of 

the  thing  patented,— not  what  he  might  have  made  by  reasonable  diligence. 
Dean  v.  Mason,  1018. 

13.  But  where  the  wrong  has  been  done  under  aggravated  circumstances,  the 

court  has  the  power  to  punish  it  adequately  by  an  increase  of  the  damages. 
Ibid. 

14.  The  plaintiffs  must  furnish  evidence  by  which  the  jury  may  estimate  actual 

damages.  Actual  damages  must  be  calculated.  Mayor,  $«c,  of  New  York 
v.  Hansom,  1140. 

15.  If  the  plaintilF  rests  his  ease  after  merely  proving  an  Infringement,  he  is  only 

entitled  to  nominal  damages.  Ibid. 

See  Account  op  Pkofits;  Counsel  Fees;  Intent. 

DECLARATIONS. 

See  Evidence. 

DEDICATION  TO  THE  PUBLIC. 

See  Abandonment. 

DEFENSES. 

1.  Section  G  of  the  act  of  1793  does  not  enumerate  all  the  defenses  which  a  par- 

ty may  make  in  a  suit  brought  against  him  for  violating  a  patent.  Pennock 
v.  Dialogue,  127. 

2.  It  is  not  inconsistent  with  section  G  of  the  act  of  1793,  that  a  defetise  may 

be  made,  that  although  the  patentee  is  the  first  as  well  as  the  true  inventor, 
he  has  abandoned  or  dedicated  his  invention  to  the  public.  Ibid. 

3.  The  distinction  is  now  well  settled  between  defenses  which  authorize  a  judg- 

ment in  favor  of  the  defendant,  leaving  the  plaintiff  free  to  bring  other 
suits  for  infringement,  and  those  which  would  require  the  court  to  enter  a 
judgment  not  only  for  the  defendant  in  the  particular  case,  but  one  which 
declares  the  patent  to  be  void.    Grant  v.  Raymond,  146. 
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DEKEN.SES-eo»Juiu<(f. 

i.  A  party  may  either  plead  specially  or  plead  lite  general  Imut,  ami  give 
the  notice  required  by  suction  0  of  tile-  act  of  1703  of  uny  - 1 .1  ■  I  mat- 
ter In-  i  1 1 1 ■  ■  1  Is  to  use  nt  Hi--  trial.  II  ho  shows  that  t>K'  patentee  has 
failed  in  any  <>|  le  1  1 .  1  .ini-ii r-  on  which  tin-  authority  tul-.u.  1  In-  |M- 
I'lil  1  -  made  to  <lr|K  U«l,  iii-  dL'lenu  is  complete,  and  he  is  entitled  to  the 
vcniti-l  of  the  jury.  Ibid. 

6.  Hut  if.  nut  content  with  defending  himself,  he  wrwltl  to  annul  llir  patent,  he 

must  proceed  III  precise  couformily  to  section  tt  of  tin-  act  of  IT03.  7ii<i. 
tl,  The  defendant  I"  |iorinlttod  to  proceed  according  to  section  0  of  t  In-  act  of 
1793,  but  I-  not  prohibited  from  proceeding  In  tin;  usual  manner,  except 
(hut  •pi-rial  matter  may  Hot  be  given  in  evidence  on  the  general  innc,  un- 
accompanied by  tin-  notice  which  section  0  require*,  Ibid. 

7.  It  is  a  defense,  thai  the  specification  iloe«  not  contain  a  ilesrriptiuis  of 

the  Invention  in  such  full,  clear,  and  exact  terras  a-  to  distinguish  it  from 
all  things  before  known,  ami  so  an  to  enable  any  person  skilled  iu  the  art 
to  make  ami  line  the  saute.  IbUI. 

5.  The  caw  of  /<•««•••  A  t.  IHoluijm*  atiirnis  Unit  failure  on  the  part  of  u  pat- 

entee in  the  pivren.uii.itcc ■•(  the  act  authorizing  a  patent,  in  a  bar  to  a  recov- 
ery;  ami  (hli  defense  does  not  depend  011  the  iiilentloli  of  the  luveulur.  but 
i-  a  legal  Inference  ii|ioii  his  conduct.  Ibid. 
V.  The  MM  of  the  thing  patented  during  the  interval  between  the  original  and 
reissued  patent,  will  not  defeut  an  action  uuder  the  reissuesl  patent. 
Sfimpton  v.  WtM  CftMtsV  It.  It..  33U. 

10.  If  11  patent  lias  been  granted  to  tlte  defendant,  he  may  put  finch  patent  in 

evidence  In  justification  or  defenie.    Corning  v.  Burden.  807. 

11.  Proof  of  use  of  the  thing  patented  during  tlte  Interval  between,  the  original 

mill  reissued  patents,  will  not  defeat  the  actio*.    Baffin  v.  TaggerL.  909. 
.See  ACnOKSJ  UKNKHAL  I  -11  .  I.Nl  UINOEMLNT ;  PAItTXKRMIIir;  PLKADIM). 

DEPOSITION. 

See  Kuhi'..  i. 

DISCLAIMER. 

I.  Where.  In  a  disclaimer,  the  party  stated  that  lie  was  the  patentee,  ami  said 

nothing  iu  respect  to  a  transfer  of  uny  pttrt  of  It,  the  fair  presumption  is 
that  he  still  retains  the  whole  ,  and  it  is  a  sufficient  compliance  with  Ibc 
statute  to  say  that  Mich  disclaimer  Is  to  operate  to  the  extent  of  his  interest 
therein.  Siltby  v.  Fotite,  717. 
Si,  The  law  requiring  n  patentee  to  disclaim  Is  remedial.  It  I*  Intended  for  the 
protection  o!  the  patentee  as  Well  as  tlie  public,  and  should  not  receive  a 
construction  that  would  restrict  its  operation.    O'lttiUy  v.  Murte,  703. 

3.  Where  a  patent  Is  illegal  In  part  becaui;  of  claiming  more  lliuu  the  iuveutur 

has  1  It- scribed,  or  more  than  he  hn*  invented,  tlte  patentee  must  disclaim 
In  onler  to  save  the  portion  to  which  he  U  entitled.  Ibid. 

4.  When  a  claim  has  been  sanctioned  by  the  Patent  Office,  and  lias  been  held 

valid  hy  a  Circuit  Court,  the  |tateutee  km*  a  rlglil  not  to  disclaim  It  until  It 
has  been  passed  ii|«in  by  the  highest  court;  and  the  omission  to  ill>cluitn 
will  not  tvmler  the  (ateut  void.  The  delay  in  entering  the  disclaimer, 
under  such  circumstances  U  not  unreasonable.  Ibid. 

6.  Under  tlie  circumstances  of  this  case,  the  patentee  «w  not  guilty  of  unrea- 

KOimble  delay  iu  making  the  dlscl.ilmef ;  such  delay  was  a  quest  ton  of  law 
for  the  ro.iil.    jjflJpiwMf  \,  MiCormick,  1004. 
(i.  The  grunting  id  a  patent,  and  an  opiuiull  of  .1  emu  I  Is  low  niaiulaiuile,'  the 
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DISCI-,  AI  ME  It — continued. 

validity  of  such  patent,  will  repel  any  inference  of  an  unreasonable  delay 
in  correcting  the  claim,  by  entering  a  disclaimer,  until  the  highest  court  to 
which  it  could  be  carried  had  pronounced  its  judgment.  Ibid. 

7.  The  question  of  unreasonable  delav  in  tiling  a  disclaimer,  held  to  be  oue  of 

law.  Ibid. 

8.  Under  section  0  of  the  act  of  1837,  where  a  patentee  claims  more  than  he 

has  invented,  his  patent  will  still  be  good  for  what  he  has  invented,  pro- 
vided he  enters  a  disclaimer  without  unreasonable  neglect  or  delay.  Silsby 
v.  Foote,  1071. 

9.  In  this  case  there  had  not  been  such  unreasonable  delay  in  entering  a  dis- 

claimer as  to  bar  a  recovery;  but  the  plaintiff  was  not  allowed  to  recover 
costs.  Ibid. 

See  Costs  ;  Reissue. 

DISCOVERY. 

1.  A  new  process  is  usually  the  result  of  discovery;  a  machine,  of  invention. 

Corning  v.  Burden,  867. 

2.  One  may  discover  an  improvement  in  a  process,  irrespective  of  any  particular 

form  of  machinery ;  and  another  may  invent  a  machine  by  which  the  pro- 
cess may  be  performed  ;  and  each  may  be  entitled  to  a  patent.  Ibid. 

DOUBLE  USE. 

See  New  Application. 

DRAWINGS. 

1 .  Models  and  drawings  may  be  resorted  to  for  clearer  information  respecting 

the  invention.    Hogg  v.  Emerson,  438. 

2.  The  drawings,  as  well  as  the  specification,  may  be  looked  to  for  explana- 

tion of  anything  obscure  in  the  patent.  And  the  drawings  may  be  restored 
when  burnt.  Ibid. 

3.  The  drawing*  required  by  section  0  of  the  act  of  1837,  are  not  required  by 

law  to  accompany  the  application  when  first  made.  O'Reilly  v.  Morse, 
703. 

4.  If  necessary,  experts  may  be  examined  to  explain  drawings.    Winans  v. 

New  York  and  Erie  R.  R.  Co.,  1090. 

EFFECT. 

L  An  end  to  be  accomplished  is  not  the  subject  of  a  patent.    Carver  v.  Jlyde. 
310. 

2.  A  patent  is  not  good  for  an  effect,  as  that  would  prohibit  all  other  persons 

from  making  the  same  thing  by  any  means  whatsoever,  aud  thus  discour- 
age arts  and  manufactures,    he  Roy  v.  Tatham,  Go7. 

3.  Whoever  discovers  that  a  certain  useful  result  will  be  produced  by  the  use 

of  certain  means,  is  entitled  to  a  patent  for  it,  if  he  specifies  the  means  used 
so  fully  that  a  skillful  person  can,  by  using  the  means  specified,  produce 
the  result  described.    WReilly  v.  Morse,  703. 

4.  A  patent  cannot  be  for  an  effect  produced,  distinct  from  tho  machinery 

necessary  to  produce  it.  Ibid. 
6.  It  is  for  the  discovery  of  some  method  of  producing  a  result  that  a  patent  is 
granted,  and  not  for  the  result  Itself.    Coming  v.  Burden,  807. 

See  Mode;  Principle. 
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EQUITY. 

1.  An  assignor  may  bo  jollies]  a*  a  party  complainant  wiili  an  assign**  of  die 

•  v  Interest  In  a  certain  territory,  In  a  hill  fur  mi  injunction.  Wmi* 

trorlii  V.  If  Harm.  4i«. 

2.  A  mm  ion  to  •  I :  -  in  i  -  -  the  bill,  on  tin-  groin  I  f  1  •  u  Hie  dcfi-ndanis  Icol  parted 

Willi  IlifSr  Interest,  will  he  denied,  if  tin-  assignment  ha*  been  rattle  after 
the  lime  when  a  cnmplltatl  f  profit*  ciMk.il.    Dean  v.  .Vaton.  10*1. 

Sec  Amount  is  Coxtkovkhmv  ;  Appeal;  Contra;  FeKMOB  Issue. 
EQUIVALENTS. 

Tli*-  gfttratc*  lias  Mm  right  io  trail  m  hifrlu^rr*  all  Who  make  a  like  Invention, 
even  ihoti^ii  the  infringing  machine  may  be  an  improvement  on  the  put- 
cut iM I  one.    MeVormirk  v.  Taleotl,  |ilS.">. 
See  Combination;  Form;  Ixvkxtiox;  New  APPUCATKMf, 

ESTOPPEL. 

See  Aoxhjnt  of  Profits. 

EVIDENCE. 

I.  It  -  competent  tor  the  plaintiff  lo  lutmilnee.  testimony  to  show  thai  the 

ptWOMi  ol  whoso  prior  Use  (lcfcmlani  bail  given  evidence,  hail  paid  the 
patentee  for  license-  to  use  hi*  machine.    Beam*  v.  Katnn,  8. 
2r  One  having  nn  Interest  in  the  question,  ainl  not  in  the  evi-ut  of  u  |u>tent 
.suit,  b)  a  competent  wltnew,   fimiu  v.  CVInw.  -kt. 

3.  In  general,  the  liability  of  a  witness  In  a  lik<r  action,  or  his  standing  In  tlv 

name  predicament  with  the  party  imtl,  if  the  verdict  cannot  he  glrrn  io 
evidence  for  or  against  hlin,  U  an  lutorot  In  the  question,  and  will  not 
exclude  bint.  Ibid. 

4.  No  practise  can  give  validity  to  depositions,  which  arc  not  taken  according 

lo  law.  unless  the  parties  waive  the  objection,  or  agree  to  have  thetn  mai!<' 
evidence.  Ibid. 

6.  A  dc|Ki«iiiiiu  which  has  been  introduced  in  a  cau«e  with  the  conseiil  of  tlie 

opposite  party,  cannot  lie  afterward*  objected  to.    Ream  v.  fleUich.  101. 
0.  It  is  no  objection  to  the  competency  of  a  witness,  that  be  is  sued  in  auothnt 
action  for  the  infringement  of  the  san»"  patent.  Ibid. 

7.  Plaintiff"*  counsel  cannot  Impure  of  wiincRscs  as  to  ocu  between  plalinilf 

mid  third  tjcrsous  as  In  Ills  patent,  Ibid. 

8.  Fraudulent  Intent  must  be  found  by  the  jury,  to  iu«lify  a  judgment  ..f 

tacatarhy  the  court.    Grant  f,  liar/mimd,  HC. 
0.  11ms  question  of  abandonment  does  not  tuni  ii|k»ii  the  intention  of  the  In- 
ventor.   Shaw  v.  Conprr,  17.1. 

10.  The  oatu  probandi  is  on  the  defendant  lo  show  that  proper  notice  lias  been 

given  ler  the  ctatute  to  enable  him  to  show  that  the  Invention  oi  the 

plainlitr  had  Ik'oii  known  or  u«ed  before  bU  Invention.  Pkihdflpkia  I 
Trtiitnn  It.  ft.  v.  Slimpion.  292. 

11.  It  |.*n  presumption  of  law  that  all  public  officer*  perform  their  proper oflcW 

d  title*  iiniil  Ihe  contrary  Is  proved.  When-  an  act  is  lo  In-  done,  a'  a  ftV 
■  •ol  to  Ik;  granted  or  reissued  ii|mn  evidence  and  pi-oofs  to  l>c  laid  before* 
public  olTlcer.  upon  which  he  is  to  decide,  the  f.icl  that  he  has  do  !■•  the  B* 
or  granted  the  pateiii.  Is  prima-facie  evidence  thai  the  poiofs  have  bet* 
ngu1.li  '  v  nude,  and  were  satisfactory.  Ibid. 

12.  The  declarations,  of  a  patentee.  n(H l  ining  that  at.  some  former  period  hr  in- 

vented a  particular  machine,  are  not  admissible;  but  his  declaration!  stjt- 
iuglhal  be  had  made  an  invention,  describing  lu  details  and  cxplainli'S 
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EVIDENCE— continued. 

its  operations,  are  evidence  of  an  assertion  of  his  right  at  the  time,  to  the 
extent  of  the  facts  made  known  hy  him.  Ibid. 

13.  Such  declarations  are  to  he  deemed  a  part  of  the  res  gestae  and  evidence  that 

the  invention  was  then  claimed  hy  him.  Ibid. 

14.  Parol  evidence  bearing  upon  written  contracts  ought  not  to  be  admitted. 

without  the  production  of  such  contracts.  Ibid. 

15.  It  is  incumbent  upon  those  insisting  upon  the  right  to  put  particular  ques- 

tions to  a  witness,  to  establish  that  right  beyond  huy  reasonable  doubt,  for 
the  very  purpose  stated  hy  them;  and  they  are  not  afterward  at  liberty  to 
desert  that  purpose,  and  to  show  the  pertinency  or  relevancy  of  the  evi- 
dence for  any  other  purpose  not  then  suggested  to  the  court.  Ibid. 

16.  A  party  cannot  cross-examine  a  wit  ness  except  as  to  facts  and  circumstances 

connected  with  the  matters  stated  in  his  direct  examination.  If  he  wishes 
to  examine  him  as  to  other  matters,  he  must  do  so  by  making  the  witness 
his  own.  Ibid. 

17.  The  declaration  of  a  patentee  who  had  parted  with  his  interest,  that  he  had 

never  completed  his  invention,  is  only  hearsay  evidence.  Wilson  v.  Simp- 
son, 513. 

18.  A  defendant  using  a  machine  patented  to  him,  will  have  the  benefit  of  a  like 

presumption  in  his  favor,  as  to  the  originality  of  his  invention,  as  the  plain- 
tiff lias.    Comiiirf  v.  Burden.  807. 

19.  Under  the  act  of  1793,  a  patent  was  not  even  prima-facie  evidence  that  the 

invention  patented  was  new  or  useful ;  but  under  the  act  of  1830,  a  patent 
is  received  as  prima-facie  evidence  of  the  facts  asserted  In  it.  Ibid. 

20.  The  jury  are  to  determine  from  the  facts  as  to  the  novelty  of  the  invention. 

Rattin  v.  Tagged,  901). 
See  Agreement;  Bills  of  Exceptions;  Charge  of  Judge;  Damages; 
Defenses;  Experts;  General  Issue;  Infringement;  Models. 

EXAMINED  CASES. 

1.  Allen  v.  Blount.  3  Story,  742.  approved,  as  to  the  conclusiveness  of  the  Com- 

missioner's decision.    Brooks  v.  Fiske,  810. 

2.  Ba'tin  v.  Taggert.  2  Wall.  Jr.,  10J.  reversed  :  that  a  description  of  a  part 

of  a  machine  in  a  specification,  without  making  any  claim  for  it,  is  a  dedi- 
cation of  such  part,  and  that  it  cannot  afterward  be  restored  by  a  reissue. 
Baffin  v.  Taggert,  909. 

3.  Bean  v.  Smallwood,  2  Story,  408,  approved:  that  an  application  of  a  ma- 

chine to  a  new  purpose  is  not  sufficient.    Le  Roy  v.  Talham,  057. 

4.  Blancltard  v.  Eldridge,  1  Wall.  Jr.,  337,  approved.   That  in  case  of  a 

license,  the  patentee  can  alone  maintain  an  action  for  infringement  of  the 
right  of  the  licensee.    Oaylcrv.  Wilder,  570. 

5.  Brown  v.  Duchesne.  2  Curt.,  371,  affirmed:  that  the  right  of  property 

vested  in  a  patentee  does  not  extend  to  the  use  of  the  thing  patented  upon 
a  foreign  vessel,  if  such  thing  was  put  upon  her  in  a  foreign  country,  ami 
authorized  by  the  laws  of  such  country.    Brown  v.  Duchesne,  1015. 

6.  Carrer  v.  Hyde,  310.  approved  :  that  the  use  of  part  of  a  combination  is  no 

infringement.    Slimpson  v.  Baltimore  anil  Susquehanna  li.  II.  Co.,  535. 

7.  Davis  v.  Palmer,  2  Brock.,  298,  referred  to.  as  a  case  in  which  the  patent 

is  limited  to  a  particular  form  described  and  claimed.  Winans  v.  Den- 
mead,  S87. 

8.  Ecans  v.  Eaton,  Pet.  C.  C,  323.  reversed  :  that  Evans'  patent  was  only 

for  the  general  result  produced  by  the  combination  of  all  his  machtnery, 
and  not  for  the  several  machines  as  well  as  the  general  result.    And  af- 
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EXAMINED  CASES'  -continued. 

llrmcd :  that  hiiiIit  the  Oct  »f  1780,  under  >  notice  served  with  llto  general 

issue,  ili  .1  nn  invention  had  Iron  used,  •  »■  le       ••••>(!  I  be  given  of  a  uir  in 

other  place*  than  those  named  in  such  notice.    Evan*  v,  Eaton,  8. 
■i    Eenns  V.  Ealnn,  8,  approved  :  that  a  special  net  Is  In  be  regarded  a»  IngraftMl 

on  tlie  general  act*.    liloomcr  v.  MrQnncan,  730. 
III.  Emm  v.  Ealnn.  48.  approved :  that  A  patentee  miut  Kittle  distinctly  wliut  lie 

claim*  a*  hi*  Invention.    Brooks  v.  Fiskr,  SKI. 
U.  AV.»«.t  v.  Hettich,  3  Wa«h.,  488.  alllrmcd.    AV-r, i  r.  Hettich.  104. 

12.  A'iper  v.  Corf.  4  YV»*h.,  487,  approved :  that  the  publication  o(  the  record 

of  copyright  and  the  clepo-.it  of  a  book  with  the  Secretary  of  State  are  not 
prerequisites  to  obtaining  n  copyright.    IVkralon  v.  Peters,  200. 

13.  Footew  s         I  Blatchf.,  44-*».  affirmed,  as  to  wliat  I*  a  sufficient  stalemrnl 

of  the  interest  of  the  pernon  making  the  disclaimer:  that  a  reference  to  a 
book  mentioned  In  the  notice  required  with  the  plea  of  the  general  i«»ne. 
must  be  to  a  page  or  sect  ion. — a  general  reference  not  enough ;  and  that  In 
a  patent  for  a  combination,  a  claim  for  such  machinery  as  produce*  a  given 
result  I*  ndflelcntly  delinile.    Silsbyv.  Fonte,  717. 

14.  Foole  v.  Silsby,  2  lllatcbf.,  275.  affirmed,  a*  to  what  1*  granted  by  Kontc's  pat- 

ent, but  reversed  a*  to  the  allowance  of  Interest  and  co*t»;  the  ruling  be- 
low sustained,  that  a  Judge  may  disregard  the  thnling  of  a  Jury  upon  a 
feigned  lactic,  and  give  a  decree  in  opposition  thereto.  SUsby  v.  Footc. 
1071. 

15.  Gootlyear  v.  Matthevn.  1  Paine,  302,  examined,  as  to  what  use  of  an  Inven- 

tion will  deprive  a  party  of  a  light  to  n  patent.    Mate  v.  Cooper,  173. 
in.  Grant  v.  Raymond.  140,  approved.  n«  to  Lhe  riglit  to  obtain  a  reissue.  Rntttn 

v.  Taggert.  Dfltl;  Shaw  v.  Cooper,  173. 
17.  llarttkorn  v.  Itay.  1031,  approved.    Day  v.  I 'nion  Rubber  Co..  1002. 
1-.  Herbert  v.  Adam;  4  Ma**.,  fi,  approved :  that  an  action  for  an  Infringement 

must  be  brought  In  the  name  of  the  assignee,    Gayler  v.  Wilder,  570. 
10.  Hong  v.  Emerson.  439,  explained  ami  affirmed.    Hogg  v.  Emerson,  ML 

20.  Hotrhkiu  v.  Greenwood,  4  McLean,  45fi.  alllrmcd  :  that  the  alleged  Invention 

\va*  but  a  new  application,    llotchkiss  v.  Greenwood,  CIO. 

21.  Hove  v.  Abbott,  i  Story,  104,  explained  :  that  a  new  application  or  purpose,  is 

not  patentable.    llotchkiss  v.  tlreentrood,  OKI. 

22.  J>  Roy  v.  Tatham,  057,  considered,  as  holding  that  the  patentee  was  lint 

entitled  to  a  patent  for  the  newly-discovered  principle.  O'Reilly  v.  Mvrtt. 
703,  examineil  ami  commented  on.    Le  liny  v.  Tatham,  1116, 

23.  Liringiton  v.  Woodteorlh,  922.  approved  :  lliaf  a  party  is  accountable  only  for 

profit*  actually  made,  ami  not  what  lie  might  have  made.  Dean  v.  Mason, 
1048. 

24.  Ale  CI  org  v.  Kingsland,  322,  examined,  as  to  provision  respecting  as-igw's- 

under  section  18  nf  tlie  act  of  1*3(1.  Wilton  v.  Rousseau.  357.  eowMewd 
to  be  a  patent  for  the  application  nf  a  known  law  of  nature  to  u  new  pDf 

pn«c.    O'Reilly  v.  Morse.  703.   (Dissenting  opinion.! 

25.  UeVormieJc  v.  Seymour,  2  niatclif.,  210,  reversed,  us  to  rule  of  ilaimgr-. 

Seymour  v.  McCurmick,  044. 

20.  McCormiel;  y.  Seymour.  3  Klatclif..  200,  alllnned,  except  as  to  cou«4ructieB 
of  one  of  the  claims,  and  the  right  of  the  plaintiff  to  recover  costs.  Sey- 
mour v.  Mi  C'TiniiH;  1004. 

27.  Morris  v.  Huntington.  I  Paine,  3J8,  examined,  as  to  the  use  of  an  invention 
which  trHl  invalidate  a  (latent.    Shav  v.  Cooper,  173. 

2!*.  O'Reilly  v.  Morse,  7<i3.  appniveil.  as  to  ilelay  in  filing  a  disclaimer  at  lhe  P11'- 
ent  Olllce.    Seymour  v.  Mr Cormi rk.  1004. 
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EXAMINED  CASES— continued. 

29.  Parkhurst  v.  Kinsman.  1  Blatchf..  438,  affirmed.    Kinsman  v.  Parkhursi, 

997. 

30.  Pennock  v.  Dialogue,  4  Wash.,  538,  affirmed  :  that  an  inventor  who  per- 

mits Ins  invention  to  go  into  public  use  before  application,  cannot  receive 
a  valid  patent.    Pennock  v.  Dialogue,  127. 

31.  Pennock  v.  Dialogue,  127,  approved:  that  under  the  act  of  1793  an  inven- 

tor abandons  his  Inchoate  right  if  he  mnUes  his  discovery  public  before  ap- 
plieation  for  a  patent.  Grant  v.  Raymond,  146;  Shaw  v.  Cooper,  173, 
approved:  that  the  n*e  of  an  invention  before  application  for  a  patent, 
without  objection,  is  an  abandonment.  McClurg  v.  Kingsland,  322,  re- 
ferred to  as  a  leading  case  upon  the  invalidation  of  a  patent  resulting 
from  abandonment.    Kendall  v.  Winsor,  1108. 

32.  Pronty  v.  Rugglcs,  1  Story,  308,  affirmed  :  that  It  is  no  infringement  to  use 

a  part  only  of  a  combination.    Prouig  v.  Ruggles,  311. 

33.  Prouty  v.  Ruggles.  311,  affirmed:  that  a  combination  is  not  infringed  by  the 

use  of  a  part  thereof.  Stimpson  v.  Baltimore  and  Susquehanna  R.  R.  Co., 
535. 

34.  Shaw  v.  Cooper,  173.  referred  to  as  a  leading  case  upon  the  question  of  aban- 

donment.   Kendall  v.  Winsor,  1108. 

35.  Silsby  v.  Foote.  717,  explained,  as  to  the  extent  of  the  decision  below.  Sils- 

by  v.  Foote,  1071. 

30.  Stimpson  v.  West  Chester  R.  R.  Co.,  330,  approved :  that  use  under  a  defect- 
ive patent  does  not  prevent  the  taking  out  of  an  amended  one.    Battin  v. 
Taggert,  9G9. 

37.  Troy  Iron  and  Nail  Factory  v.  Corning,  1  Blatchf.,  467,  reversed.     Troy  Iron 

and  Nail  Factor;/  v.  Corning,  691. 

38.  Whittcmore  v.  Cutter,  1  Gall.,  429.  478,  examined,  as  to  the  question  of  the 

use  of  an  invention  which  will  defeat  a  patent.    Shaw  v.  Cooper,  173. 

39.  Wilton  v.  Barnum.  1  Wall.  Jr.,  342,  remanded,  because  a  question  of  fact 

was  certified.    Wilson  v.  Barnum.  510. 

40.  Wilson  v.  Rousseau,  357,  approved,  as  to  the  rights  of  assignees  under  a  re- 

newed patent.  Bloomer  v.  McQuewan,  730,  approved,  as  to  repairing  a 
patented  machine.    Wilson  v.  Simpson,  515. 

41.  Wilson  v.  Sandford,  532,  approved:  that  the  State  laws  regulate  contracts 

in  regard  to  patented  machines.  Bloomer  v.  McQuewan,  730,  approved: 
that  a  patent  signed  by  an  k*  Acting"  Commissioner  is  not  invalid.  York 
and  Maryland  R.  R.  Co.  v.  Winans,  95G. 

42.  Wilson  v.  Turner,  7  Law  Rep..  527,  affirmed.    Wilson  v.  Turner.  427. 

43.  Winans  v.  Boston  and  Providence  R.  R.  Co.,  2  Story,  412,  explained. 

Ifoteftkiss  v.  Greenwood,  610.  • 

44.  Woodworth  v.  Stone,  3  Story.  749,  approved  :  that  the  action  of  the  Com- 

missioner in  reissuing  a  patent  is  conclusive,  unless  fraud  is  shown.  Brooks 
v.  Fiskey  846. 

45.  Wyeth  v.  £fone,  1  Story,  273,  examined  and  explained,  as  to  the  position  that 

a  patent  may  cover  a  combination,  and  also  a  right  to  distinct  improvement. 
Hogg  v.  Emerson.  438.    Hogg  v.  Emerson,  634. 

See  Table  op  Cases  which  have  been  Cited,  Affirmed,  Approved, 
Explained,  Doubted,  Disapproved,  Overruled,  or  Reversed.  Vol. 
2,  page  679. 

EXECUTION. 

Sec  Assignment. 
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EXPERTS. 

1.  It  it  competent  to  show  liy  expert*  tli.it  there  are  dttfcritnect  iK'tmtH  an 

original  and  a  reissued  patent.  Pkilndtlphin  and  Trtnlnn  II.  If.  v.  Slimp- 
ton.  Stt, 

2.  Experts  may  lie  examined  as  to  the  moaning  of  terms  of  art,  but  not.  as  to 

the  const  ruction  of  Written  instruments.    Corning  v.  Bunltn.  807. 

II.  Experts  ii rv  men  as  often  skilled  In  producing  obscurity,  a*  In  I  he  el  iicI  da- 
tlou  of  truth.    McCurmiri  v.  TalcoU,  1085. 

4.  Expert*  limy  In-  examined  in  explain  term*  of  art.  ilml  I  lie  «tatc  of  the  art. 
and  m.iv  explain  I  lie  machines,  model*,  anil  drawing*  exhibited.  The 
maxim,  "ruique  in  tno  arit  credrndum,"  permit*  them  to  he  examined  as 
toque»ilnn»nf  art  |>cculiar  to  iht  lr  trade,  tfinaniiw  ,Wir  Yurie  tm>t  Erie  It. 
It.  Co.,  1(K»«. 

8.  Expert!  cannot  be  received  to  prove  what  i-  tbe  proper  or  legal  enn*t  ruction 
of  any  IftatlWatCnt  of  writing.  •  A  judge  may.  however,  obtain  information 
from  I  hem  on  matters  which  lie  does  not  clearly  comprehend.  Ibid. 
Bee  Drawings;  Models. 

EXTENSIOX. 

1.  The  extension  of  a  patent  under  section  1H  of  die  Ret  of  \KW,  does  not  inure 

to  the  '  of  grantee*  under  tlic  original  paint,  so  u*  to  vet  In  i  bem 
any  exclusive  right.  The  houeflc  of  mch  renewal  N  limited  to  those  who 
were  using  the  patented  article  at  the  time  of  I  In-  renewal,  ami  saves,  to 
Ihem  the  right  lo  HW  the  machines  held  at  tbe  time  of  such  renewal  "in 
the  extent  of  their  Interests."    Wilson  v.  liotutenu.  357. 

2.  A  covenant  as  to  a  renewal  of  a  patent,  must  be  voii-ll'iieil  by  tbe  law  at  it 

stood  at  t tic*  timeuf  tfUCtl  covenant.  Ibid. 

3.  Where.  In  an  assignment  made  bi'fnre  there  was  any  provision  authorizing  a 

rcm  ival.  then  was  a  covenant  that  any  "renewal"  should  Inure  lo  the 
benelit  of  the  assignees :  Ifrld,  Tint  such  "renewal  "  could  he  satisfied  by 
a  refereiice  to  the  law  at  It  then  mood,  and  that  in  renewal  by  virtue  of 
subsequent  nets  of  Congress,  no  right  was  acquired  by  virtue  of  the  assign- 
ment. Ibid. 

4.  Under  JlV/ion  i.  Rnustmu,  4  How.,  OSS.  one  hi  the  lawful  use  of  it  patented 

iij. i  In!.'-,  uinl'  r  a  purchase  made  during  the  original  term,  may  continue 
to  u -r  such  it  machine  during  an  extension,  under  the  provisions  of  sectlou 
IR  of  tic  act  of  1S.HI.  nud  I*  also  entitled  lo  continue  to  use  isucb  mavlilnc 
during  ail  after  extension  made  by  special  act  of  Congress,  ltltiotntr  v. 
MrQtifWnn,  730. 

5.  The  jury  are  to  determine  from  tbe  fnct«.  In  the  case  whether  n  renewed  pat- 

ent i-  for  Ilia  same  invention  as  I  he  original  patent.    Ballinv.  Tn'jgrrt.QW. 
0,  Where  a  potetll  lias  been  extended,  and  the  patentee  then  conveyed  all  Id. 
Interest  therein  to  another  person,  who  brought  suit  against  certain  parties 
for  an  infringement  of  the  patent,  and  Hitch  panic*  claimed  Under  a  license 
from  llie  patentee  under  the  original  patent :  Held.  That,  it  was  necessary 
for  (he  defendants  lo  show  a  connected  chain  of  title  to  tbem-elves.  In 
Older  to  justify,  under  the  elau«c  of  section  18  of  the  act  of  1S3C.  as  to 
awlgliee*,  their  use  of  the  improvements  teeund  by  the  patent.  CUnffct 
v.  JKafiM  Rtttrng  r„„  nit. 
See  APMDTI8TRAT0II;  Assignment;  Commissioned. of  Patents;  CfflfOMMl 
Ktissui:;  Statctk,  Construction  of. 

FEIfJ\EI>  ISSI  E. 

A  conn  ft  i<|iiiiy  may  disregard  the  finding  of  a  jury  upon  the  trial  of  feigned 

is-ue~.   sittl,i/  v.  Feefe(  10*1. 
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FORM. 

1.  Under  our  law,  a  patent  cannot  be  granted  for  merely  a  change  of  form. 

Winansx.  Denmead,  887. 

2.  Where  a  particular  geometrical  form  is  alone  capable  of  embodying  a  pat- 

entee's invention,  if  the  form  is  not  used  there  is  no  infringement.  Ibid. 

3.  Patentee*  sometimes  add  to  their  claims  a  declaration  that  the  claim  extends 

to  the  thing  patented,  however  Its  form  may  be  varied.  The  law  so  inter- 
prets the  claim,  without  the  addition  of  these  words.  Ibid. 

4.  There  may  be  cases  where  the  letters  patent  include  only  the  particular 

form  claimed,  because  such  form  only  Is  capable  of  embodying  the  inven- 
tion ;  and,  consequently,  if  the  form  is  not  copied,  the  invention  is  not 
used.  Ibid. 

5.  When  the  whole  substance  of  the  invention  may  be  copied  in  a  different 

form,  it  is  the  duty  of  courts  and  juries  to  look  through  the  form  for  that 
which  the  patent  was  designed  to  secure ;  and  when  that  is  found,  there  is 
an  infringement.  Ibid. 

6.  The  mere  change  in  the  form  of  machinery,  or  the  use  of  known  equivalent 

powers,  will  not  make  the  machine  a  new  invention.  O'Reilly  v.  Morse, 
703. 

See  Equivalent;  New  Application;  Infringement. 
FOREIGN  PATENT. 

See  Application;  Patent. 

FRAUD. 

1.  Under  the  act  of  1793,  evidence  of  fraudulent  intent  is  required  only  for  the 

purpose  stated  in  section  0;  that  is,  to  annul  the  patent.  Grant  v.  Ray- 
mond, 140. 

2.  The  procuring  a  patent  for  a  machine,  as  a  reissue,  which  was  not  useful  as 

patented  in  the  surrendered  patent,  for  want  of  parts  used  in  the  reissued 
patent,  would  present  a  question  of  fraud  committed  on  the  public  by  the 
patentee.    Brooks  v.  Fiske,  846. 

Sec  Evidence. 

GENERAL  ISSUE. 

1.  The  section  of  the  Patent  Act  relative  to  notices  of  special  matter  with  the 

general  issue,  is  for  the  security  of  the  plaintiff.    Ecans  v.  Eaton,  8. 

2.  The  defendant  may  set  up  special  matter  by  special  pleas,  and  then  the  plea 

is  the  oidy  notice  the  plaintiff  can  claim.  Ibid. 

3.  Evidence  of  the  defendant  as  to  whether  the  machine  used  by  him  is  like 

the  model  of  the  plaintiff,  Is  proper  under  the  general  issue.  Evans  v. 
Hettich,  104. 

4.  No  notice  is  necessary  to  authorize  the  Inquiry  by  defendant  of  a  witness. 

whether  the  machine  used  by  defendant  was  like  the  model  of  plaintiff's 
machine.  Ibid. 

5.  A  general  reference,  in  a  notice  of  special  matter,  to  a  volume,  as  "Ure's 

Dictionary  of  Arts,  Manufactures,  and  Mines,"  is  not  sufficient;  there  mu=t 
be  a  reference  to  the  part  relied  on.    Silsby  v.  Foote,  717. 

6.  Where  a  defendant  relies  on  the  , fact  of  previous  invention,  knowledge,  or 

use  of  the  thing  patented,  lie  must  give  notice  of  the  persons  by  whom  he 
intends  to  prove  such  fact.  Philadelphia  and  Trenton  R.  R.  v.  Stimpson, 
292. 

7.  A  defendant  will  not  be  allowed  to  surprise  a  patentee  by  evidence  of  a  prior 

invention,  of  which  no  notice  has  been  given.    O'Reilly  v.  Morse,  703. 
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ft,  The  dtlfelMM  MMOttOMtd  mill  Jillim  •  1  by  Ifctton  la  of  the  »ct  of  IS30,  to  be 
given  in  evidence  willi  the  general  issue,  by  way  of  notice,  may  al*>  be  tml 
up  hy  special  pleas.    Smith  v.  Ely.  K3*. 

9.  Under  section  l.'i  of  the  act  of  IsWI,  a  defendant  may,  with  notice  as  required 
by  that  not,  ghn  any  siw«cial  matter  In  cviilcnce  tanning  to  imnv  that  IIM 
patenice  was  not  the  original  mid  tlrst  Inventor  or  discoverer  of  the  thing 

patented,  at  ■  «ub*tai  i  tlal  or  material  part  Ihoi  f  claimed  as  now,  or  thai 

It  hml  Im  i  h  described  in  wmc  public  work  anterior  to  the  sup|>osi-d  dis- 
covery by  I  he  patentee,  or  had  licon  in  public  ll«f  or  on  sale,  with  the  con- 
sent Anil  allowance  of  the  patentee,  before  bin  application.  Teeit  v.  Hunt- 
ingdon, 1130. 

10.  But  whenever  the  defendant  renVn  on  the  (act  af  a  prevloua  invention,  or 

knowledge,  or  use,  lie  must  state  in  his  notice  the  names  and  places  of 
rc«iilenee  of  ihw  who  had  met)  prior  knowledge  of  the  thing,  ami  where 
tlie  same  had  lieeu  (Med.  Ibid. 

11.  No  order  of  court  is  bi imaai j  to  enable  a  defendant  to  wtva  ft«>d  We  the 

notice  of  weda]  metier  required  in  « •  Uo .  lfi  of  the  act  of  183Q.  ibid. 

12.  Anil  if  a  first  not  Ice  Is  defective,  the  defendant  may  give  other  notice*,  lo 

remedy  such  defect  or  supply  the  doliclcucv.  Ibid. 

13.  Depositions  tukeu  licforo  the  notice  was  served,  as  well  as  those  taken  after- 

ward, are  admissible.  Unit. 

See  Defenses. 

IMPROVEMENTS. 

I.  The  distinction  between  a  machine  and  an  improvement  on  a  machine  is  too 
clear  for  them  to  Ik-  confouuil<*d  together.    Eran*  v.  Eaton,  (t. 

'J.  If  the  parly's  Invention  consists  In  adding  aone  new  machinery,  or  some 
improved  mode  of  operating,  to  the  old  machine,  the  patent  should  b.'  lim- 
ited lo  sueli  luiproveinenl.    /.'ram  v.  Eaton.  48. 

.1.  A  specification  which  mixes  up  the  old  and  the  new,  hut  does  not  explain 
w  hat  la  the  nature  of  the  improvement  which  the  party  claims,  cannot  lie 
sustained.  Ibid. 

'  4.  A  pa^y  should  describe  what  Ids  improvement  l«,  and  limit  his  patent  la 
such  improvement ;  and  if  ho  does  not,  his  patent  U  defective.  Ibid. 

.">.  A  patent  for  an  Improvement  embraces  nothing  more  than  the  improvement 
claimed  as  new ;  and  one  who  afterward  discovers  a  method  of  neemnplbdi- 
iug  the  same  uliji-rt.  substantially  dilTcrhur  from  the  one  described,  ha*  a 
right  to  use  it.    Wlitiity  v.  Hattt,  7«»3. 

<J.  Under  section  13  of  the  act  uf  1-S3H.  a  patentee  may  anue\  an  improvement 
upon  a  former  Invention  already  paleutvd  to  his  specification,  no  as  to  make 
it  from  that  time  a  part  of  the  original  patent,  tint  theft  Is  nothing  which 
prevents  him  from  Inking  out  a  new  patent  for  the  impmvcmi-ut,  if  he  pre- 
fers It.  Ibid. 

7.  The  Inventor  of  a  lir-t  improvement  cannot  Invoke  the  doctrine  of  mechani- 
cal equivalents  (r>  suppress  all  other  improvements  which  arc  not  Beta 
oh, ruble  evasions  of  the  llrsl,    MrCormick  v.  Tateott,  I06J. 

S.  The  specification  should  distinguish  the  new  from  the  ol<l,  and  claiui  only 

ih-  new;,    PUiUf*  v.  t'.tge.  n  13. 

S*w  L'OMMJUATIOX;  EQttl  VALBXT ;  KoitM  :  iKratXOKMKXT;  SpnCtPfCATTOSC 

I.M ••ItlNCEMEXT. 
I.  A  eooir.ii  1  in  purchase  article-,  manufactured  in  vUdulhrii  of  a  patent,  1*  not 

of  i|se|f  an  infiiii«.'in  hi  ..f  -..ii  h  pati  nl.    Ktpfiugrr  \.  0*  \'-\m<j,  1~. 
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FORM. 

1.  Under  our  law,  a  patent  cannot  be  granted  for  merely  a  change  of  form. 

Winans  v.  Denmead,  887. 

2.  Where  a  particular  geometrical  form  is  alone  capable  of  embody! ng  a  pat- 

entee's invention,  if  the  form  is  not  used  there  is  no  infringement.  Ibid. 

3.  Patentee's  sometimes  add  to  their  claims  a  declaration  that  the  claim  extends 

to  the  thing  patented,  however  Its  form  may  be  varied.  The  law  so  inter- 
prets the  claim,  without  the  addition  of  these  words.  Ibid. 

4.  There  may  be  case*  where  the  letters  patent  include  only  the  particular 

form  claimed,  because  such  form  only  is  capable  of  embodying  the  inven- 
tion ;  and.  consequently,  if  the  form  is  not  copied,  the  invention  is  not 
used.  Ibid. 

5.  When  the  whole  substance  of  the  invention  may  !>e  copied  in  a  different 

form,  it  is  the  duty  of  courts  and  Juries  to  look  through  the  form  for  that 
which  the  patent  was  designed  to  secure ;  and  when  that  is  found,  there  Is 
an  infringement.  Ibid. 

6.  The  mere  change  in  the  form  of  machinery,  or  the  use  of  known  equivalent 

powers,  will  not  make  the  machine  a  new  Invention.  O^Reilly  v.  Morse, 
763. 

See  Equivalent;  New  Application;  Infringement. 
FOREIGN  PATENT. 

See  Application;  Patent. 

FRAUD. 

1.  Under  the  act  of  1793,  evidence  of  fraudulent  intent  i9  required  only  for  the 

purpose  stated  in  section  6 ;  that  is,  to  annul  the  patent .  Grant  v.  Ray- 
mond, 146. 

2.  The  procuring  a  patent  for  a  machine,  as  a  reissue,  which  was  not  useful  as 

patented  in  the  surrendered  patent,  for  want  of  parts  used  in  the  reissued 
patent,  would  present  a  question  of  fraud  committed  on  the  public  by  the 
patentee.    Brooks  v.  Fiske,  846. 

See  Evidence. 

i 

GENERAL  ISSUE. 

1.  The  section  of  the  Patent  Act  relative  to  notices  of  special  matter  with  the 

general  issue,  Is  for  the  security  of  the  plaintiff.   Evans  v.  Eaton,  8. 

2.  The  defendant  may  set  up  special  matter  by  special  pleas,  and  then  the  plea 

is  the  only  notice  the  plaintiff  can  claim.  Ibid. 

3.  Evidence  of  the  defendant  as  to  whether  the  machine  used  by  him  is  like 

the  model  of  the  plaintiff,  is  proper  under  the  general  Issue.  Evans  v. 
Hettich,  104. 

4.  No  notice  is  necessary  to  authorize  the  Inquiry  by  defendant  of  a  witness. 

whether  the  machine  used  by  defendant  was  lfkc  the  model  of  plaintiff's 
machine.  Ibid. 

6.  A  general  reference,  In  a  notice  of  special  matter,  to  a  volume,  as  "Ure's 
Dictionary  of  Arts,  Manufactures,  and  Mines,"  is  not  sufficient;  there  must 
be  a  reference  to  the  part  relied  on.    Silsby  v.  Foote,  717. 

6.  Where  a  defendant  relies  on  the  fact  of  previous  invention,  knowledge,  or 

use  of  the  thing  patented,  lie  must  give  notice  of  the  persons  by  whom  he 
intends  to  prove  such  fact.  Philadelphia  and  Trenton  R.  R.  v.  Stimpson, 
292. 

7.  A  defendant  will  not  be  allowed  to  surprise  a  patentee  by  evidence  of  a  prior 

invention,  of  which  no  notice  has  been  given.    O'Reilly  v.  Morse,  763. 
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ISVBNTION. 

1.  If  the  t til  11  u  patented  lunl  Ih-cii  in  n*e,  or  dc«crilK-<l  In  h  public  work. 

iiuliTior  IO  t1i<a  »up|  :  .:  \.  :•.  of  tin-  patenter,  liU  |i:i(t>nt  U  vol<l. 

Altlioujrlt  lii>  had  nu  knowledge  of  melt  previous  weir  previous  descrip- 
tion, tile  law  tttpOMM  lie  iiijiv  have  knoivn  li.    Kmnn  v.  Knlim,9. 

2.  The  Jury  are  to  determine  whether  two  machines  are  identical,  or  net  nfKiM 
different  principle*.    Bnttia  v.  Tiiijijtrt,  MO. 

3.  Tl  idaiirctncut  of  i In-  organization  of  a  machine  itotl  not  afford  any 

ground  fat  a  patent.    I'killip*  v.  /V?'.  1143. 

N-c  ART:  COMBINATION;  EQUIVALENT ;  FORM  :  MANUFACTURE;  MollK. 

INVENTOR. 

1.  ItWM  the  Intention  of  tlie  legislature  to  Invest  at)  exclusive  right  In  the 
Inventor  only,  on  condition  that  his  invention  was  tint  known  or  used  by 
the  public.    S/iatr  v.  Cw>ptr.  173. 

2.  Under  *ection  !.*■  i>f  1 1  •■  ■  net  of  18.10,  nn  original  Inventor  I-  entitled  |Q 
receive  a  patent  for  his  invention,  even  though  such  invention  MM  been 
known  In  a  foreign  country,  provided  lie  hcllcvr-d  Inin-  If  to  be  the  liibl 
lnveiiti>r.  ami  such  foreign  invention  lud  not  heen  patented  or  docrlln-d 
in  any  printed  piiblii-atlon.    O'Reilly/  v.  .V»r*r,  703. 

.rriusnicriox. 

See  ACTION;  AMOUNT  IN  CONTROVERSY  ;  COURTS;  INFRINGEMENT. 

JURY. 

1.  The  question  whether  the  arts  or  acquiescence  of  the  party  furnish  sutlsfne- 
tory  proof  id  mi  abandonim-iii  of  the  Invention  to  the  public,  i«  one  of  fai  t 
rather  than  law.    I'mumk  v.  Dialo'jnt,  127. 

2.  The  knowledge  of  an  inventor,  or  Ma  acquiescence  in  the  pithlic  use  of  his 
Invention.  Is  n  fact  for  the  Jury.    Shatr  v.  t'onprr,  173. 

3.  Whether  a  reissued  patent  l-i  substantially  fur  a  different  Invention  from  the 

llrst  patent,  is  a  question  of  fact  for  n  jury.  Siimpton  v.  IIV«/  Chrtlrr 
if.  330. 

i.  The  jury  are  to  determine  as  to  the  novelty  of  the  Invention ;  and  wln-thcr 
a  renewed  jmlent  Is  fur  tin'  came  invention  a*  the  original  patent ;  and 

whether  nn  invention  t.u~  h«  abandoned  to  the  public;  anil  whether  two 

mochlri'9  atV  identical,  or  an'  constructed  and  act  on  different  principle*. 
Battin  v.  Ta-jgerl.  Wilt. 
5.  Whether  an  Inventor  bus  abandoned  liU  Invention,  and  whether  thi«  t< 
sought  to  be  proved  from  his  acts,  or  from  a  forbearance  to  act.  is  an 
inquiry  lor  the  Jury  to  decide.    Kendall  v.  IFi'n-or,  1108. 
i  Sec  Abandonment  ;  Evidence:  Kxtenhion;  Invention;  Infbinoemf.nt; 

1'ATENT. 


LICENSE. 

1.  If  an  inventor  allow  another  to  use  his  invention  before  applying  for  a  pat- 
era! thi  n- fur,  nuda  patent  I*  afterward  obtained,  hucIi  permission  anil  nl- 
lowano*  will  Justify  the  Jury  in  presuming  a  license  from  the  patentee. 
MrVhirg  v.  KingtiunJ,  322. 

•>.  Under  section  7  of  the  act  of  1*30.  the  |m-i>ou  whn  has  had  the  DM  of  an 
invention  prior  to  the  application  for  a  patent  therefor,  is  on  the  nunc  foot- 
lug  a--  if  he  hud  a  special  license  from  the  Inventor.  Ibid. 
lint  the  u«cof  nn  invention  before  an  application  tora  patent  must  be  of  the 
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LICENSE — con  tin  ned. 

specilic  improvement  then  Invented  and  iismmI  by  the  person  who  had  pur- 
chased and  used  the  machine  to  which  the  invention  is  applied.    J  hid. 

4.  An  agreement  conveying  to  the  grantee  the  exclusive  right  to  make  and 

vend  the  thing  patented  within  a  certain  territory,  but  reserving  to  the 
grantor  the  right  to  make  and  sell  within  the  same  territory,  is  not  an 
assignment,  but  only  a  license.    Gayler  v.  IVilder.  "»70. 

5.  The  difference  is  well  understood  between  licenses  which  may  be  assigned 

or  used  by  others,  and  those  which  the  licensees  could  only  personally  use. 
Troy  Iron  and  Xail  Factory  v.  Corning.  G91. 

0.  A  mere  license  to  a  party,  without  words  showing  that  it  was  meant  to  be 

assignable,  is  only  a  grant  of  a  personal  power  to  the  licensee,  and  is  not 
transferable  by  him  to  another.  Ibid, 
See  Assignment;  Patented  Articles;  Statutes,  Construction  of. 

LOST  ARTS. 

See  Arts,  Lost. 

MACHINE. 

1.  There  is  no  substantial  difference  between  a  patent  for  an  improvement  on  a 

machine,  and  a  patent  for  an  improved  machine.    Erans  v.  Eaton.  S. 

2.  The  term  machine  includes  any  combination  of  mechanical  powers  to  per- 

form some  function  and  produce  a  certain  effect  or  result.  Corniny  v. 
Burden,  SU7. 

3.  Principle  is  often  applied  to  a  machine  to  describe  its  movements  and  effects. 

Le  Roy  v.  Tatham,  1110. 
Sec  Action;  Assignment;  Effect;  Patented  Articles. 

MANUFACTURE. 

1.  A  new  manufacture.  a.s  the  use  of  a  new  composition  to  form  knobs  for 

doors,  &c,  and  which  results  in  a  new  and  useful  article,  is  the  proper 
subject  of  a  patent,  though  the  means  employed  to  adapt  the  new  compo- 
sition to  a  useful  purpose  are  old  or  well  known.  Hotchkiss  v.  Greenwood, 
610. 

2.  But  if  porcelain  knobs  were  not  new,  and  the  same  kind  of  shanks  and 

splindles  had  been  used  with  other  knobs,  the  use  or  substitution  of  porce- 
lain instead  of  other  material,  in  a  combination  with  such  shanks,  &v„  will 
not  entitle  the  manufacturer  to  a  patent,  even  though  such  material  may 
be  better  adapted  for  the  purpose.    J  bid. 

3.  A  new  property  in  matter,  when  practically  applied  in  the  construction  of  a 

useful  article,  ifljmten!  '  •  but  the  process  through  which  the;  new  prop- 
erty is  applied  n  . iafed  with  such  precision  as  to  enable  a  mechanic 
to  apply  the  necessary  process,    he  Hoy  v.  Tatham,  657. 

See  Competition  of  Matter. 

MANUSCRIPTS. 

1.  The  rights  of  an  assignee  of  a  manuscript  will  be  protected  by  a  court  of 

chancery.     Wheaton  v.  Peters,  200. 

2.  This  is  presumed  to  be  the  "copyright"  recognized  in  section  1  of  the  act 

of  1790.  Ibid, 

3.  Congress,  by  the  act  of  17*Ji>,  instead  of  sanctioning  an  existing  right,  cre- 

ated it.  Ibid, 

4.  At  common  law,  an  author  has  a  right  to  his  unpublished  manuscripts;  and 

the  act  of  February  3,  1831,  gives  him  a  remedy  by  injunction  to  protect 
his  right.    Little  v.  Hall,  !)S<). 

See  Action;  Copyright. 
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MATERIAL, 

The  substitution  of  one  material  fur  imotltc-r.  as  clay  for  wood  or  imtul  in  I tic- 
consl  l  net  loll  of  door-knobs,  fa  lint  patentable.    //otVAiijrji  V.  (irtr.uwnod,  KM). 

Sen  Composition  Or  Mattkh;  Mani'i-wcti-hk. 

MISTAKES  Of  PATENTS. 
II  a  mistake  -l.iml  I  be  committed  in  the  Department  of  Slate,  It  may  lie  cor- 
rected, mill  a  new  (MUM  lie  ls«Ued,  correcting  the  error,  even  though  HHdl 
act  l.s  not  HtWHjllj  authorized  by  law.  The  emanation  of  the  new  patent 
i*  nut  founded  on  the  word*  of  the  law,  hut  I"  necessary  10  'he  faithful  cxc- 
eiilionof  the  solemn  promise  made  by  the  fulled  Slates  to  the  inventor. 
'Die  same  step  mas  be  taken.  If  a  mistake  has  been  innocently  committed 
by  the  inventor.    Grunt  v.  liatjmuiul.  140. 

See  Disclaimer;  Rqbsce. 

MOKE. 

1.  An  exclusive  right  cannot  exist  in  a  new  power,  should  one  he  discovered, 

as  steam.  t'twIllWty,  or  any  other  power  of  nature.  In  all  eueh  casi-s,  the 
ptwcewe  n-i-il  to  exlmrt,  modify,  and  concentrate  natural  agencies  conisti- 
tule  the  inveiillon.  The  (IfllHIlt*  of  the  (Htwer  exist ;  (tie  Invention  I*  lint 
in  lltKjBWMflMg  iIk-iii,  hut  in  applying  them  lo  useful  object'.  Tile  right  of 
(lie  inventor  is  secured  against  nil  who  u«c  the  mum  ttu'chaiiical  power,  or 
•lie  substantially  tlie  same.    />        v.  Talham.  G.17. 

2.  An  art  may  remiltv  one  or  more  prpCCITW  of  machine*  in  order  to  produce  .i 

certain  result  or  inanufaeluo'.    Coniintj  v,  liuriltn.  m!T. 

a.  VMn  Um  rmnti  i-  prodwttd  by  chetnlcel  aetion,  by  tlie  operation  of  somu 
rk*mrM  or  power  of  uatmv.  or  of  one  substance  on  another,  such  openMkMM 
an-  called  proeeitet.  Ibid. 

4.  The  art«  of  tanning,  dyeing,  making  water-proof  eloth,  vulcanizing  Indla- 

luhhcr,  smelting  cues,  4c.,  are  carried  on  by  |n  an  distinguished 

from  machines.    / !  .•  /. 

5.  One  may  dfeeoviT  an  Improvement  In  such  a  process,  irrespective  of  any  par- 

tienlar  form  of  marhlnery;  ami  another  may  invent  a  mnehiue  by  whleh 
the  o|K-ratioii  or  process  «•»>'  he  perforated,  and  each  be  entitled  to  n  ind- 
ent. Ibid. 

ti.  It  U  when  the  leiTn  process  is  used  to  represent  some  method  of  producing 

a  result,  that  it  fa  patentable,  lbitl. 
7.  The  term  process  Is  often  used,  however.  In  a  more  vague  »'iiv,i<  when  we 

say  a  hoard  is  undergoing  tin'  process  of  being  planed,  hi  which  It  cannot  lie 

the  Mibjccl  uf  a  patent.  Ibid. 

H.  In  IhU  um:  of  the  term  it  represents  the  effect  produced  by  the  machine  on 

the  man  rial  subjected  to  its  action,  ibid. 
D.  A  patentee  cannot  have  a  patent  fur  "the  motive-power  of  eleetro-iiiaguel- 
Isiu.  Aoitttrr  tltrtltijitd,  for  marking  characters  at  a  distance."    Ill*  patent 
MM  be  confined  to  tlie  process  described  and  Invented  by  him.  O'Utilli/ 
v,  Xortt,  203, 

II).  A  patent  cannot  be  for  an  effoet  produced  distinct  from  the  inachinery  nce- 

eewiy  to  produce  it.  Ibid. 

See  Art  ;  Effect;  Principle. 

models. 

I,  Molds  !»re  a  Kpecle*  of  cvidenci'  best  calculated  to  conduct  to  the  truth — 

ctll-lu-c  iniilll'ected  by  the  prejudices  of  partisan',  or  by  the  opinion*  (the 
n  v'  i  i.  '.  I  hey  may  often  be  culled)  of  expert*.    MrCormick  v.  Talcott,  I0S.V 

li):*..!  liTiug  opinion,) 
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MODELS— continued. 
2.  No  witnesses  can  testify  so  clearly  as  do  the  subjects  (though  mute)  con- 
cerning which  a  controversy  about  identity  is  pending.   Ibid.  (Dissenting 
opinion.) 

See  Experts  :  General  Issue. 

NEW  APPLICATION. 

1.  The  meaning  of  the  ride  laid  down  in  Howev.  Abbott,  2  Story,  194,  and  in 

Winona  v.  Boston  and  Providence  Railroad,  2  Story,  410,  is  that  the  appli- 
cation of  an  old  machine,  or  old  composition  of  matter,  before  patented,  to 
a  new  object,  does  not  entitle  one  to  a  patent  connected  with  the  new 
object.    Hotchkiss  v.  Greenwood,  G10,  Diss.  Opin. 

2.  But  it  is  entirely  different  if  one  apply  an  old  principle  in  physics  to  a  new 

object.    There  is  then  a  new  form  adapted,  or  a  new  combination  for  the 
purpose— a  new  shape,  consistency,  and  use  given,  or  a  new  modus  oper- 
andi, which,  if  cheaper  and  better,  deserves  protection.  Ibid. 
See  Art;  Discovery;  Effect;  Material. 

NEW  TRIAL. 

See  Damages. 

NONSUIT. 

The  United  States  courts  have  no  power  to  order  a  peremptory  nonsuit,  against 
the  will  of  the  plaintiff.    Silsby  v.  Foote,  717. 

OATH  OF  INVENTION. 
The  oath  of  the  patentee  is  to  be  considered  as  extending  to  the  specification, 
no  less  than  the  title  of  his  invention.    Hogg  v.  Emerson,  438. 

See  Patent. 

PARTIES. 

See  Action. 

PARTNERSHIP. 

One  partner  In  the  manufacture  and  sale  of  a  patented  article  cannot  acquire, 
as  assignee,  an  outstanding  right  of  a  third  person,  as  an  inventor  of  the 
same  thing,  and  set  it  up  against  his  joint  partner.  Kinsman  v.  Parkhnrst, 
997. 

PATENT. 

1.  Quaere:  Whether  improvements  on  different  machines  can  be  comprehended 

in  the  same  patent,  so  as  to  give  a  right  to  the  exclusive  use  of  the  several 
machines  separately,  as  well  as  the  right  to  the  exclusive  use  of  these 
machines  in  combination?   Evans  v.  Eaton,  8. 

2.  Where  the  words  arc  ambiguous,  there  may  be  circumstances  which  ought  to 

have  great  influence  in  expounding  them.  The  intention  of  the  parties  Is 
entitled  to  great  consideration.  Therefore  a  speeial  act  may  be  referred 
to,  as  well  as  the  patentee's  petition.  Ibid. 

3.  Every  discoverer  should  realize  the  benefits  resulting  from  his  discovery; 

but  these  can  only  be  secured  by  a  compliance  with  every  legal  requisite. 
His  exclusive  right  does  not  rest  alone  upon  his  discovery,  but  upon  the 
legal  sanctions  which  have  been  given  to  it.    Shaw  v.  Cooper,  173. 

4.  As  a  pat4Mit.ee  is  required  to  make  oath  that  he  is  the  true  inventor  of  the 

thing  patented,  tin*  patent  is  regarded  1)}'  the  courts  of  the  United  States 
as  prima-facie  evidence  that  he  made  the  invention.  Philadelphia  and 
Trenton  11.  II.  v.  Stimpson,  292. 
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6.  A  patent  must  be  construed  according  to  the  laws  in  force  at  the  time  of  the 

granting  of  it.    McClurg  v.  Kingsland,  322. 
fi.  The  sufficiency  of  the  description  in  a  specification  is,  in  general,  a  question 
of  fact  for  the  jury.    Wood  v.  Underbill,  432. 

7.  The  sufficiency  of  a  description  in  a  specification  is,  in  general,  in  patents 

for  a  composition  of  matter,  as  well  as  in  patents  for  machines,  a  question 
of  fact  for  the  jury;  hut  when  the  specification  of  a  new  composition  of 
matter  gives  only  the  names  of  the  substances  to  be  mixed  together,  witlh- 
out  stating  any  relative  proportion,  it  is  the  duty  of  the  court  to  declare 
the  patent  vacant.  Ibid. 

8.  But  when  the  patentee  gives  a  certain  proportion  as  a  general  rule,  which 

on  the  face  of  the  specification  seems  generally  applicable,  the  patent  will 
be  valid,  though  some  small  difference  In  the  proportions  may  be  occasion- 
ally required,  according  to  the  quality  of  the  materials  made  use  of.  Ibid. 

9.  The  specification,  under  our  laws  and  practice,  is  to  be  regarded  as  a  com- 

ponent part  of  the  letters  jSatent.    Hogg  v.  Emerson,  438. 

10.  Patents  may  be  united,  if  two  or  more,  included  in  one  set  of  letters,  relate 

to  a  like  subject,  or  are  in  their  nature  connected  together.  Ibid. 

11.  Models  and  drawings  are  a  part  of  the  letters  patent.  Ibid. 

12.  A  patent  is  to  be  construed  by  the  acts  in  force  at  the  time  of  its  issue. 

Ibid. 

13.  The  true  rule  of  construction,  in  rvsjM'ct  to  patents,  is  to  apply  to  tliein  plain 

and  ordinary  principles,  and  not  to  yield  to  subtleties  and  technicalities 
likely  to  prove  ruinous  to  a  class  of  the  community  so  inconsiderate  and 
unskilled  in  business  as  men  of  genius  and  inventors  usually  are.  Ibid. 

14.  The  question  whether  the  patent  is  sufficiently  clear  in  its  description,  is 

one  of  law  only  so  far  as  regards  the  construction  of  the  written  words 
used.  Ibid. 

15.  Under  the  act  of  1793,  the  specification  was  not  necessarily  made  a  part  of 

the  letters  patent ;  but  the  inventor  had  a  right,  if  lie  pleased,  to  incor- 
porate it  into  the  letters  as  a  part  of  them.    Hogg  v.  Emerson,  (i34. 

16.  The  specification,  when  thus  voluntarily  annexed,  became  a  part  of  the 

patent  by  general  principles,  as  clearly  as  it  does  since  by  the  words  of  the 
law.  Ibid. 

17.  A  patent  for  more  than  one  invention  is  not  void,  if  they  are  connected  in 

their  operation.  Ibid. 

18.  The  drawings,  as  well  as  the  Specifications,  may  be  looked  to  for  explanation 

of  anything  obscure  in  the  patent.  Ibid. 

19.  A  patent  is  not  void  because  it  does  not  hear  the  same  date  with  a  previou*. 

foreign  patent,  taken  out  by  the  patentee;  the  monopoly,  however,  is  lim- 
ited to  fourteen  years  from  the  date  of  the  foreign  patent.  W  Re  My  v. 
Norse,  7G3. 

20.  A  patentee  cannot  take  out  a  subsequent  patent  for  a  portion  of  his  tir>t 

invention,  and  thereby  extend  his  monopoly.  Ibid. 

21.  But  the  validity  of  a  patent  cannot  be  impeached  upon  the  ground  that  it  is 

an  improvement  upon  a  former  invention.  Ibid. 
T>.  The  claim  is  not  to  be  taken  alone,  but  iu  connectiou  with  the  specifica- 
tion; the  whole  instrument  is  to  be  construed  together.    Brook*  v.  Vislcc, 
84G. 

23.  Under  the  act  of  1790,  a  patent  was  made  prima- facie  evidence;  that  act  was 
repealed  by  the  act  of  1793.  Hence  a  patent  was  not  received  in  courts  of 
justice  as  even  pHma-facie  evidence  that  the  invention  patented  \va>  new  or 
useful.    But  the  act  of  183(5  introduced  a  new  system,  and  under  ii— its 
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inquisition  and  examination — a  j>atent  is  received  as  prima-facie  evidence 

of  the  truth  of  the  .facts  asserted  in  it.    Coming  v.  Burden,  807. 
25.  The  patentee  may  so  restrict  his  claim  as  to  cover  h\-s  than  lie  invented,  yet 

such  an  interpretation  should  not  he  put  upon  his  claim  if  it  can  fairly  be 

Construed  otherwise.    Winans  v.  Denmead.  887. 
20.  What  is  the  thing  patented,  is  a  question  of  law,  to  he  determined  by  the 

court  from  the  letters  patent.  Ibid. 

27.  The  jury  are  to  determine  whether  the  specifications,  including  the  claim, 

are  so  precise  as  to  enable  any  skillful  person  to  make  the  thing  described. 
Battin  v.  Taggert,  909. 

28.  The  Patent  Acts  do  not  operate  beyond  the  limits  of  the  United  States  ;  and 

the  patentee's  right  of  property  cannot  extend  beyond  the  limits  to  which 
the  law  itself  is  confined.    Brown  v.  Duc/iesne,  1015. 

29.  The  rights  of  property  and  exclusive  use  granted  to  a  patentee,  do  not 

extend  to  a  foreign  vessel  entering  our  ports.  Ibid. 

30.  The  benefit  to  the  community  at  large  was  doubtless  the  primary  object  in 

granting  and  securing  the  monopoly.    Kendall  v.  Winsor,  110S. 

31.  This  was  at  once  the  equivalent  given  by  the  public  for  the  benefits  bestowed 

by  the  genius  and  skill  of  individuals,  and  the  incentive  to  further  efforts. 
Ibid. 

PARTICULAR  PATENTS, 

1.  Burden's  patent  for  rolling  puddle  balls,  issued  December  10,  1840.  Corning 

v.  Burden,  S07.  , 

2.  Carver's  patent  for  ribs  of  cotton-gins,  Issued  June  12,  1838;  reissued  No-  . 

vcmber  10,  1839.    Carver  v.  Hyde,  310. 

3.  Foote's  patent  for  stoves,  issued  May  20,  1812.    Silsby  v.  Foolc,  1071, 

4.  Goodyear's  patent  for  India-rubber.    Shincd-goods  patent,  Issued  March  9, 

1844;  soft-rubber  patent,  issued  June  15,  1844;  reissued  December  25,  1849. 
Hartshorn  v.  Dag,  1031;  Dag  v.  Union  Rubber  Co.,  1002. 

5.  Hanson's  patent  for  lead  pipe  machines,  issued  March  29,  1841  ;  antedated 

August  31,  1837  ;  reissued  March  14,  1840.    Le  llog  v.  Tatham,  057 ;  Ibid., 
1110. 

6.  McCoriniek's  patents  for  harvesters,  issued  June  21,  1834  ;  issued  June  31, 

1845  ;  issued  October  23.  1847  ;  reissued  May  24,  1853.    Seymour  v.  McCor- 
mick;  1004;  MeCormiek  v.  Talcotl,  1085. 

7.  Morse's  patents  for  electric  telegraphs.    »•  Magnetic,''  issued  June  20,  1840  ; 

reissued  January  25,  184G;  reissued  June  13.  1848.  44  Local  Circuit,"  is- 
sued April  11,  1840;  reissued  June  13,  1S4S.  "Chemical,*'  issued  May  1, 
1849.   House  Instrument;  Columbian  Instrument.  O'Reilly  \.  Morse,  703. 

8.  Page's  patent  for  circular  portable  saw-mills,  issued  July  10, 1841 ;  extended 

July  17,  1855.    Fhillips  v.  Page,  1143. 

9.  Prouty  «fe  Mears'  patent  for  plows,  issued  March  4,  1830.    Frouty  v.  Rug- 

gles,  311. 

10.  Stimpson's  patent  for  rails  for  railroad  carriages,  issued  August  23,  1831. 

Stimpson  v.  Baltimore  and  Susquehanna  R.  R.  Co.,  535. 

11.  Winans'  patent  for  eight-wheeled  cars,  Issued  October  1,  1834.    Winana  v. 

New  York  and  Erie  R.  R.  Co.,  1090. 

12.  Winans'  patent  for  coal  cars,  issued  June  20, 184r3<    U '/nans  v.  Denmead,  887. 

13.  Wood's  patent  for  making  brick  or  tiles,  issiu^  ^ovewlwit  9,  \KWl.  Wood 

v.  Underhill.  432. 

14.  Woodwi  rth's  patent  for  plauiug-maehines,  \s       -  ^)co*w\\w,v  H,\s-2S;  ex- 

tended November  10,  1842;  reissued  July   S        <l:>*,  ^Vawwct  as  to  tUc 


